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Thksb  reports  and  notes  of  cases  on  letters  patent  for 
inrentions  are  intended  to  comprise  the  aathorities  from  which 
the  principles  and  practice  of  this  branch  of  the  law  are  derived, 
and  to  which  recourse  must  be  had  in  determining  the  various 
ijaestdons  which  arise  in  connexion  with  those  subjects. 

Such  questions  have  reference  to  the  general  principles  of 
the  law,  to  the  practical  application  of  those  principles  to  the 
subject  of  inventions,  and  to  m&tters  6t  practice  in  soliciting 
letters  patent,  or  in  the  extension,  protection,  and  enjoyment, 
of  the  rights  and  property  thereby  created. 

These  general  principles  are  derived  from  that  part  of  the  old 
common  law  which  controlled  and  directed  the  prerogative  of  the 
cnt)wn  in  its  grants  of  exclusive  privileges.  The  exercise  of  that 
prerogative  in  granting  lands,  offices,  and  other  things  of  a 
similar  nature,  was  well  understood  and  defined,  but  the  peculiar 
nature  of  the  subject,  no  less  than  the  manner  in  which  the 
rights  and  privileges  so  created  were  to  be  enjoyed,  occasioned 
great  difficulties  in  the  application  of  the  principles  of  the  old 
common  law  to  new  inventions. 

It  has  not  been  unusual  to  refer  to  the  saving  clause  of  the 
Statute  of  Monopolies  as  the  origin,  and  to  the  decided  cases 
since  that  statute  as  the  only  authorities  in  illustration,  of  this 
branch  of  the  law.  But  the  statute  itself,  in  declaring  that  a 
particular  class  of  grants  and  certain  letters  patent,  excepted 
from  its  operation,  should  be  and  remain  of  like  force  and  effect 
as  if  that  act  had  never  been  made,  distinctly  recognises  the 
existence  of  an  old  common  law,  which,  as  modified  by  that  sta- 
tute, constitutes  the  present  law  of  letters  patent  for  inventions. 

The  prindples  of  that  common  law  are  not  matter  of  doubt  ojt 
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uncertainty.  The  case  of  monopolies^  argued  and  determined  in 
the  Exchequer  Chamber^  in  the  time  of  Elizabeth^  exhibits  the 
common  law  of  the  reahn  in  respect  of  monopolies  generally: 
the  early  letters  patent,  particularly  those  specially  excepted 
from  the  operation  of  the  Statute  of  Monopolies,  show  the  sng->» 
gestions  and  considerations  upon  which  the  crown  then  acted  in 
making  those  grants,  and  the  manner  in  which  the  privil^^  so 
granted  were  to  be  enjoyed.  The  Reports  from  the  Committee 
of  Grievances,  as  recorded  in  the  Journals  of  the  House  of 
Commons,  show,  not  only  the  manner  in  which  the  prerogative 
was  abused,  and  the  necessity  which  existed  for  the  interference 
of  the  legislature,  but  explain  the  introduction  of  several  of  die 
special  clauses  contained  in  the  latest  of  the  excepted  patents, 
and  which  was  granted  while  the  bill  of  monopolies  was  \mder 
the  consideration  of  the  legislatare-— particularly  the  clauses  per- 
mitting the  importation  of  glass  from  the  realm  of  Scotland,  or 
foreign  parts  beyond  the  sea,  and  saving  any  objection  to  the  grant 
on  account  of  the  size  of  the  furnaces  or  the  kind  of  glass  not 
being  described — clauses  which  would  appear  to  have  been  in-^ 
troduced  to  obviate  objections  raised  by  the  committee. 

These  early  letters  patent,  when  viewed  in  connexion  with 
each  other,  and  with  the  history  of  the  times,  distinctiy  exhibit 
the  manner  in  which  the  prerogative  of  the  crown  could  by  law 
be .  exercised,  before  the  passing  of  the  Statute  of  Mono- 
polies. They  show  that  in  many  cases  the  grantee,  or  some  at 
least  of  the  grantees,  had  no  share  as  an  author  of  the  invention, 
but  that  any  daim  which  could  be  made  rested  simply  on 
having  contributed  to  its  introduction — that  some  (in  the  words 
of  the  report  of  the  case  of  Monopolies)  by  their  wit  and  inven- 
tion, others  by  their  charge  and  industry,  had  so  contributed. 
It  appears  from  the  Journals  of  the  House  of  Commons,  that  the 
most  absurd  constructions  had  been  put  on  the  word  'invention ;' 
and  from  both  the  above  sources,  that  patents  were  granted  for 
twenty-one  years,  or  longer  periods. 

The  Statute  of  Monopolies  enacted  that  the  grantee  must  be 
the  true  and  first  inventor;  that  the  subject-matter  must  be 
some  manner  of  manufietcture ;  that  the  term  must  not  be  for  a 
longer  period  than  fourteen  years ;  changing  and  declaring  the 
common  law  in  these  respects  only,  but  leaving  its  principles 
and  practice  in  other  respects  as  they  were  before. 

The  only  change  introduced  by  the  statute  in  the  principles  oi 
the  law  was  in  respect  of  the  grantee ;  but  the  old  common 
law  has  been  restored  in  a  great  measure  by  the  construction 
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whicli  has  been  put  upon  the  statute,  which  is  held  in  this 

respect  not  to  apply  to  inventions,  the  knowledge  of  which  is 

denred  firom  abroad ;  so  that,  he  who  introduces  an  invention 

into  this  country  from  abroad  is  the  true  and  first  inventor 

wittun  the  meaning  of  the  statute,  and  may  still  be  the  grantee 

of  letters  patent  for  such  invention. 

But  whether  the  grantee  be  the  true  and  first  inventor  in  the 
Utend  sense  of  the  terms,  or  in  the  constructive  sense,  as  the 
intioduoer  of  an  invention  from  abroad,  it  must  always  be 
remembered  that  l^e  principle  upon  which  he  rests  his  title  is 
the  introduction  of  the  invention ;  and  though  public  policy  may 
require  the  restriction  imposed  by  the  statute,  the  old  common 
bw  of  the  realm,  and  the  uniform  tenour  of  the  acts  of  parlia- 
ment for  confirming  or  extending  patent  rights,  show  the  intro- 
duction of  the  invention  to  be  the  real  consideration  upon  which 
tiieae  exclusive  privil^es  are  founded. 

Hie  acts  of  Parliament  for  conferring  on  individuals  rights 
and  privileges  of  the  same  nature  as  those  granted  by  letters 
patent,  constitute  a  dass  of  authorities  to  which  little  attention 
has  hitherto  been  directed*  Thene  appear  to  be  valuable,  not 
only  in  illustration  of  the  principle  just  adverted  to,  but  on 
account  of  the  variety  of  special  clauses  which  they  contain  for 
ensuring  to  the  party,  and  to  the  public,  under  the  peculiar  cir- 
cumstances of  each  case,  their  mutual  and  respective  rights^ 

Hie  letters  patent,  prior  to  the  Statute  of  Monopolies,  set 
forth  in  great  detail  the  reasons  for  the  grant,  or  the  grounds 
and  conditions  upon  which  it  was  made ;  thus  the  general  prin- 
ciples of  the  common  law  as  to  avoiding  grants  from  the  crown, 
viz«  foke  suggestion  and  failure  of  consideration,  of  which  the 
latter  in  general  involves  the  former,  would,  when  necessary, 
take  effect.  These  principles  are  in  no  respect  affected  by  the 
Statute  of  Monopolies ;  and  if  the  grantee  be  not  the  true  and 
first  inventor,  or  if  the  invention  be  not  new  within  the  mean- 
ing of  the  words  of  the  statute,  or  not  useful,  or  disadvantageous 
instead  of  beneficial  to  the  public,  the  grant,  having  been  made 
on  suggestions  that  are  false,  and  considerations  that  have  failed, 
may  be  avoided. 

Hie  eariy  letters  patent,  it  will  be  observed,  contain  no  provi- 
sion for  ensuring  to  the  public  the  knowledge  of  the  invention, 
and,  consequentiy,  if  the  grantee  kept  his  secret,  he  might,  in 
fact,  enjoy  hut  monopoly  for  a  much  longer  period  than  the  term 
of  the  letters  patent.  The  inconvenience  of  this  state  of  things 
seems  to  have  been  felt,  since  an  act  of  the  Commonwealth  con- 
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tains  a  proviso,  that  the  inventor  should  take  apprentices  during 
the  last  seven  years  of  the  term,  and  teach  them  the  knowledge 
and  mystery  of  the  invention.  Further,  it  was  unjust  to  the 
public  to  confer  powers  excluding  them  from  participating  in  an 
invention  without  mhmtely  defining  and  explaining  what  the 
invention  was.  These  and  other  inconveniences  were  effectually 
obviated  by  a  proviso  introduced  into  all  letters  patent  since  the 
end  of  Anne's  reign,  requiring  the  grantee  particularly  to  describe 
and  ascertain  the  nature  of  his  invention,  and  in  what  man- 
ner the  same  is  to  be  performed.  This  proviso,  which  gave  rise 
to  the  specification,  not  only  imports  two  conditions,  the  non- 
compliance with  either  of  which  will  be  ground  for  avoiding  the 
letters  patent;  but  if  both  be  properly  complied  with,  effect  is 
given  to  the  conditions  of  validity  at  common  law,  and  under 
the  statute,  since  the  invention  really  claimed  being  known,  it 
may  be  farther  ascertained  whether  it  is  new  and  useful,  and 
whether  the  grantee  is  the  true  and  first  inventor. 

The  specification  may  fail  to  satisfy  the  proviso  in  either  of 
the  two  following  respects:  first,  it  may  not  particularly  describe 
and  ascertain  the  nature  of  the  invention;  that  is,  what  is  in- 
tended to  be  claimed  may  be  left  in  uncertainty;  or,  secondly^ 
it  may  not  describe  and  ascertain  in  what  manner  the  invention 
is  to  be  performed,  with  sufficient  particularity  to  enable  persons 
properly  qualified,  to  practise  the  invention.  In  an  advanced 
state  of  the  arts  and  manufactures,  inventors  are  peculiarly  liable 
to  fall  into  both  these  errors;  the  changes  marking  the  progress 
of  invention  at  such  periods,  will  generally  be  small,  but  the  re- 
quisites of  the  proviso  will,  nevertheless,  frequentiy  not  be  com- 
plied with,  unless  a  comprehensive  view  of  the  whole  manufacture 
be  given  and  many  parts  or  processes  described,  in  respect 
of  which  no  claim  is  intended  to  be  made;  but  if  such  expla- 
natory matter  be  not  disclaimed,  or  if  the  claim  be  not  confined 
to  the  change,  however  minute,  which  is  the  essence  of  the  in- 
vention, the  nature  thereof  will  not  be  ascertained  with  the 
requisite  certainty.  Again,  inasmuch  as  ordinary  and  well- 
known  processes  or  parts  need  not  be  described,  an  inventor,  or 
a  person  well  acquainted  with  the  subject,  is  apt  to  presume  too 
much  on  the  knowledge  of  others,  and  so  fail  in  the  second 
respect  to  satisfy  the  proviso. 

A  review  of  the  cases  will  show  that  whatever  the  form  of 
the  objection  to  a  patent,  the  real  defect  has  generally  been  in 
the  specification,  since  it  has  very  rarely  happened  that  an 
invention  has  not,  in  fact,  existed,  in  respect  of  which,  if  pro- 


PREFACE.  VU 

perly  described  and  claimed,  a  patent  might  not  have  been 
sustained. 

The  specifications  in  the  following  pages,  present  instances  of 
both  the  defects  just  alluded  to;  and  the  practical  operation  of 
Lord  Brougham's  act,  whereby  some  defects  may  he  amended^ 
shows  the  truth  of  the  preceding  statement  as  to  their  character, 
for,  in  a  great  many  cases  since  that  statute,  in  which  the 
patentee  has  fiiiled  in  the  first  instance  on  a  trial  at  law,  he 
has,  nevertheless,  succeeded  in  amending  the  specification,  so  as 
to  secure  the  enjoyment  of  the  substantial  part  of  his  invention. 

The  particular  subject-matter  or  object  of  the  application  of 
these  general  principles  is  defined  and  pointed  out  by  the  sta- 
tute. It  is  not  for  every  invention  that  letters  patent  can  be 
granted,  other  means  of  protection  being  provided  for  some,  as 
for  instance,  for  designs  for  articles  of  manufacture;  but  the  in- 
Tcntions  must  satisfy  the  words  ^^  any  manner  of  new  manufac- 
tures'^ as  defined  and  explained  by  the  subsequent  cases.  And 
in  determining  what  species  of  invention  is  withui  the  intent  and 
meaning  of  the  statute,  it  will  not  be  necessary  to  rely  on  those 
patents  only  which  have  occupied  the  attention  of  the  courts  of 
law,  but  regard  should  also  be  had  to  those  which  have  been 
confirmed  or  extended  by  special  acts  of  parliament,  or  on  the 
recommendation  of  the  Judicial  Committee  of  the  Privy  Coun- 
cil, and  to  those  also  which  have  benefitted  the  trade  of  the 
country,  which  have  been  acquiesced  in  by  the  public,  or  have 
been  enjoyed  by  the  grantees  without  effective  resistance  through-^ 
out  their  whole  term,  and  in  tespect  of  which  considerable  sums 
of  money  have  been  paid  by  licensees. 

The  specifications  contained  in  the  following  pages  will  afford 
the  means,  not  only  of  ascertaining  the  subject-matter  of  those 
letters  patent  which  have  occupied  the  attention  of  the  courts 
of  kw,  of  the  legislature,  and  of  the  committee  of  the  privy 
coundl,  but  will  show  to  inventors  the  nature  and  requisites  of 
those  instruments  upon  which,  as  experience  shows,  the  validity 
of  their  patent  will  most  frequently  depend. 

It  would  be  foreign  to  the  present  occasion  to  dwell  in  any 
detail  on  the  mixed  questions  of  fact  and  of  law  which  occur  in 
the  Implication  of  the  preceding  principles,  or  on  those  which 
relate  to  the  granting  of  letters  patent — to  the  remedies  for 
infrin^ment — to  the  pleadings,  and  notice  of  objections  under 
the  statute — ^to  amendment  by  disclaimer  and  memorandum  of 
alteration — to  the  confirmation  of  existing,  or  the  granting  of 
new  letters  patent,  on  the  recommendation  of  the  judicial  com- 
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mittee  of  the  Priyy  Council — ^to  the  forms  and  efiect  of  deeds 
of  license^  the  assignment  of  shares  in  a  patent,  and  the  part- 
nerships to  which  they  give  rise ;  the  cases  on  these  and  other 
subjects  may  be  readily  referred  to  by  means  of  the  index; 
the  practical  proceedings  connected  with  these  matters,  together 
with  the  requisite  and  usual  forms  and  instruments,  will  be 
foimd  imder  their  proper  titles  in  my  work  on  the  Law  and 
Practice  of  Letters  Patent  for  Inventions. 

The  increased  protection  now  afforded  to  patentees  in  the  en- 
joyment of  their  exclusive  privileges,has  given  additional  security 
and  value  to  property  in  patents,  and  the  consequence  is,  that 
questions  of  a  novel  nature,  or  to  which  attention  has  hitherto 
been  but  little  directed,  are  occurring — ^for  instancy  as  to  the 
authority  of  letters  patent  in  many  of  the  colonies  and  posses- 
sions abroad,  as  to  the  import  of  the  words  ^  within  this  realm^ 
in  the  statute  of  monopolies,  and  as  to  the  validity  of  letters 
patent  for  England,  Scotland^  Ireland,  the  colonies,  plantations 
and  possessions  abroad,  in  respect  of  inventions  known  and  in 
use  at  the  time  of  the  grant  in  some  place  to  which  the 
authority  of  the  crown  extends — ^the  determination  of  which 
interesting  and  curious  questions  must  depend  on  the  principles 
to  be  derived  from  the  general  tenour  of  authorities,  and  on 
considerations  of  public  policy. 

The  earlier  cases  and  statutes  are  arranged  in  the  following 
pages  in  chronolo^cal  order,  and  this  arrangement  will  be  found 
materially  to  elucidate  the  orij^  and  progress  of  the  law  of 
patents  when  in  its  infancy  and  until  the  dose  of  the  last  and 
the  commencement  of  the  present  century^  since  which  period 
Uie  principles  applicable  to  that  subject  have  been  well  defined. 
With  respect  to  the  more  recent  cases  contuned  in  the  follow- 
ing pages,  the  same  plan  of  arrangement  could  not  be  pursued ; 
the  various  proceedings  on  each  patent  follow  immediately  after 
the  specification  in  the  order  in  which  they  actually  occurred. 

The  recent  statute  has  given  rise  to  proceedings  of  great  im- 
portance to  the  public  as  well  as  to  inventors,  for  the  con- 
firmation and  prolongation  of  patent  rights ;  and  the  following 
pages  contain  a  report  of  aU  l^e  cases  on  those  subjects  which 
have  been  heard  before  the  Judicial  Committee  of  the  Privy 
Council. 

T.W. 

April,  1844. 
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LETTERS  PATENT  FOR  INVENTIONS. 


THE  CASE  OF  MONOPOLIES. 

Dargt  v.  Allin. 
[An.  44  EL  11  Co.  R.  84 :  Noy  178.] 

This  was  an  action  for  the  infiringement  of  letters  patent  for  the 
sole  making  and  selluig  of  cards,  and  the  declaration  stated,  that 
the  queen,  perceiving  that  divers  subjects  of  able  bodies,  which 
might  go  to  plough,  did  employ  themselves  in  the  art  of  making 
of  cards,  she  did,  by  her  letters  patent,  (13  Jun.  30  El.)  grant 
to  Ralph  Bowes,  that  he,  by  himself,  his  factors,  and  assigns,  as 
well  denizens  as  strangers,  might  buy  and  provide  beyond  the 
seas  playing  caids,  and  cause  them  to  be  brought  into  England, 
or  into  her  dominions,  by  whatsoever  means,  and  utter,  sell, 
or  distribute  the  same,  in  gross  or  by  retail ;  and  that  he  should 
have  the  whole  trade  of  making  and  selling  of  cards  in  England, 
&c.,  and  that  none  should  have  the  making  and  selling  of  cards 
withm  her  dominions  but  he,  for  12  years,  straitiy  restrain- 
ing all  her  subjects,  other  than  the  said  Ralph  Bowes,  his 
&ctors  and  assigns,  from  the  making  and  selling  thereof:  that 
by  other  letters  patent,  of  11  Aug.  40  EL,  reciting  those  above 
recited,  the  same  exclusive  privilege  was  granted  to  the  plaintiflf 
for  21  years,  to  begin  after  the  expiration  of  the  former  term  of 
12  years;  and  that  plaintiff  was  possessed  of  that  interest;  and 
that  the  former  term  expired  13  Jun.  42  EL ;  and  that  plaintiff 
after  the  expiration  of  the  said  term,  to  wit,  on  the,  &c.,  caused 
4,000  gross  of  cards  to  be  made  in  London  at  his  charges, 
.  amountmg  to,  &c.,  for  the  necessary  use  of  the  subjects. 

That  the  defendant,  knowing  the  premises,  15  May,  44  EL 
caused  80  gross  of  cards  to  be  made,  he  being  a  subject,  and  no 
assignee  or  factor  to  the  plaintiff;  and  16  May,  44  EL,  did  sell 
half  a  gross  of  playing  cards  to,  &c.,  for  &c.,  which  were  not 
made  in  England,  or  brought  into  England,  by  the  plaintiff  or 
his  factor,  without  Ucense  of  the  queen,  or  consent  of  the  plain- 
tiff, he  being  a  subject,  whereby  the  plaintiff  was  defrauded  of 
the  benefit  which  he  was  to  enjoy  by  his  charter,  to  his  damage 
of  £200. 


2  THE    CASE    OF    MONOPOLIES. 

Pica.  The  defendant,  except  to  half  a  gross  of  cards  sold  to,  4p^ 

pleaded  not  guilty ;  and  as  to  that  pleaded,  that  the  city  of  Lon- 
don is  an  ancient  city,  and  that,  from  time  whereof  no  memory 
of  man  is  to  the  contrary,  within  the  same  city,  there  hath  been 
a  fellowship  or  company  of  citizens  called  Haberdashers  of  Lon- 
don, and  that  within  the  same  city  one  lawful  custom  hath  been 
used,  (fe  iempm  e,  &JC.f  that  every  citizen  of  the  said  company 
may  buy,  sell,  and  merchandize,  all  things  merchantable,  within 
the  realm  of  England ;  and  showeth  that  the  defendant,  at  the 
time  when,  &c.,  and  before  and  since,  was  a  citizen  and  haber- 
dasher of  London,  and  that  by  reason  thereof  he  did  sell  the 
said  gross  of  cards,  being  things  merchantable,  as  he  lawfully 
might. 
Judgnumu  To  this  plea  the  plaintiff  demurred,  and  the  case  was  argued 

before  Popham^  C.  J.,  and  the  court,  upon  the  two  following 
questions,  on  the  two  distinct  grants  in  the  letters  patent ;  first, 
whether  the  said  grant  to  the  plaintiff,  of  the  sole  making  of 
cards  within  the  realm,  was  good,  or  not;  secondly,  whether  the 
license  or  dispensation,  to  have  the  sole  importation  of  foreign 
cards,  granted  to  the  plaintiff,  was  available,  or  not,  in  law. 
All  trades  law-      As  to  the  first  question,  it  was  resolved,  that  the  said  grant 
be'*r"rra?ned°    to  the  plaintiff,  of  the  sole  making  of  cards  within  the  realm, 
but  by  pariia-    was  Utterly  void ;  and  that  for  two  reasons.     First,  that  it  is  a 
""^'  monopoly,  and  against  the  common  law.     Secondly,  that  it  is 

against  divers  acts  of  parliament.  Against  the  common  law  for 
four  reasons.  As  to  the  first  ground,  1.  All  trades,  as  well  me- 
chanical as  others,  which  prevent  idleness  (the  bane  of  the  com- 
monwealth), and  exercise  men  and  youth  in  labour,  for  the 
maintenance  of  themselves  and  their  families,  and  for  the  in- 
crease of  their  substance,  to  serve  the  Queen  when  occasion 
shall  require,  are  profitable  for  the  commonwealth ;  and  therefore 
the  gi'ant  to  the  plaintiff,  to  have  the  sole  making  of  them,  is 
against  the  common  law,  and  the  benefit  and  liberty  of  the 
subject,  as  was  adjudged  in  this  court  in  Davenant  t;.  Hurdis  i 
where  the  case  was,  that  the  company  of  Merchant  Tailors  in 
London,  having  power  by  charter  to  make  ordinances  for  the 
better  rule  and  government  of  the  company,  so  that  they  are 
consonant  to  law  and  reason,  made  an  ordinance,  ^^  that  every 
brother  of  the  same  society  who  should  put  any  cloth  to  be 
dressed  by  any  cloth-worker,  not  being  a  brother  of  the  same 
society,  should  put  one-half  of  his  cloths  to  some  brother  of  the 
same  society,  who  exercised  the  art  of  a  cloth-worker,  upon 
pain  of  forfeiting  ten  shillings,  &c. ;  and  to  distrain  for  it,  &c.,'' 
and  it  was  adjudged  that  that  ordinance,  although  it  had  the 
countenance  of  a  charter,  was  against  the  common  law,  because 
it  was  against  the  liberty  of  the  subject.  For  every  subject,  by 
the  law,  has  freedom  and  liberty  to  put  his  cloth  to  be  dressed 
by  what  cloth-worker  he  pleases,  and  cannot  be  restrained  to 
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certain  persons^  for  that  in  fact  would  be  a  monopoly,  and  there- 
fore such  ordinance  by  colour  of  a  charter,  or  any  grant  by 
charter  to  such  effect,  would  be  void.  As  to  the  second  ground, 
the  sole  trade  of  any  mechanical  artifice,  or  any  other  monopoly^ 
is  not  only  a  damage  and  prejudice  to  those  who  exercise  the 
same  trade^  but  also  to  all  other  subjects,  for  the  end  of  all 
these  monopolies  is  for  the  private  gain  of  the  patentees. 

And  therefore  there  are  diree  inseparable  incidents  to  every  Monopoly 
monopoly  against  the  commonwealth ;  the  price  of  the  same      ^   ' 
commodity  will  be  raised,  for  he  who  has  the  sole  selling  of  any  Price  niwd. 
commodity  may  and  will  make  the  price  as  he  pleases ;  that 
after  the  monopoly  granted  the  commodity  is  not  so  good  and  Quality  of 
merchantable  as  it  was  before,  for  the  patentee,  having  the  sole  b^r. '  ^ 
trade,  r^ards  only  his  private  benefit  and  not  the  common- 
wealth ;  that  it  tends  to  the  impoverishment  of  divers  artificers,  T«nd» «?  the 
and  others,  who  before,  by  the  labour  of  their  hands  in  their  art  or  ilnScwTif  "*^ 
trade,  had  maintained  themselves  and  their  families,  who  now  will 
of  necessity  be  restrained  to  live  in  idleness  and  beggary.    And 
the  oonmion  law  in  this  point  agrees  with  the  equity  of  the  law  of 
God,  as  appears  in  Deut.  c.  24,  v.  6,  and  with  the  civil  law. 

As  to  the  third  ground.  The  queen  was  deceived  in  her  grant ;  Gnm  void  if 
for  the  queen,  as  by  the  preamble  appears,  intended  it  to  be  for  "^"<«<»»*«^- 
the  weal  public,  and  it  will  be  employed  for  the  private  gain  of 
the  patentee,  and  for  the  prejudice  of  the  weal  public.  Moreover, 
die  queen  meant  that  the  abuse  should  be  taken  away,  which 
diall  never  be  by  this  patent,  but  rather  the  abuse  will  be  in- 
creased, for  the  private  benefit  of  the  patentee ;  and  therefore, 
as  it  is  said  in  the  Earl  of  Kent's  case,  this  grant  is  yoid  jure 
rtgio.  As  to  the  fourth  ground.  This  grant  is  primtB  impres- 
mnitj  for  no  such  was  ever  seen  to  pass  by  letters  patent  under 
the  great  seal  before  these  days,  and  therefore  it  is  a  dangerous 
innovation,  as  well  without  any  precedent  or  example  as  authority 
of  law  or  reason.  And  as  to  what  has  been  said  that  playing 
cards  is  a  vanity ;  it  is  true  if  it  is  abused ;  but  the  making  of 
them  is  neither  a  vanity  nor  a  pleasure,  but  labour  and  pains. 
And  it  is  true  that  none  can  make  a  park,  chase,  or  warren, 
without  the  king's  license;  for  that  is  quodam  modo  to  appro- 
priate those  which  wre/erie  natures  et  nuUius  in  bonis  to  himself, 
and  to  restrain  them  of  their  natural  liberty,  which  he  cannot 
do  without  the  king's  license;  but  for  hawking,  hunting,  &c., 
which  are  matters  of  pastime,  pleasure,  and  recreation,  there 
needs  no  license,  but  every  man  may,  in  his  own  land,  use  them 
at  hb  pleasure,  without  any  restraint  to  be  made,  unless  by  par- 
liament. And  therefore  it  was  resolved,  that  the  queen  could 
not  suppress  the  making  of  cards  within  the  realm,  no  more 
than  the  making  of  dice,  bowls,  balls,  hawks-hoods,  bells,  lewers, 
dog-couples,  and  other  the  like,  which  are  works  of  labour  and 
art,  although  they  serve  for  pleasure,  recreation,  and  pastime. 
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and  cannot  be  suppressed  but  by  parliament,  nor  a  man  re- 
strained from  exercising  any  trade  but  by  parliament. 
Charter  aninst  Also  such  charter,  of  a  monopoly  against  the  freedom  of  trade 
void  by  statute^  ^^^  traffic,  is  against  divers  acts  of  parliament,  as  9  E.  3,  c.  1 
and  2,  which^  for  the  advancement  of  freedom  of  trade  and  traffic, 
extends  to  all  things  vendible^  notwithstanding  any  charter  of 
franchise  granted  to  the  contrary,  or  usage  or  custom,  or  judg- 
ment given  upon  such  charters,  which  charters  are  adjudged  by 
the  same  parliament  to  be  of  no  force  or  effect. 

As  to  the  second  question,  it  was  resolved,  that  the  dispen- 
sation, or  license,  to  have  the  sole  importation  and  merchan- 
dizing of  cards,  without  any  limitation  or  stint,  notwithstanding 
the  act  of  3  E.  4,  is  utterly  against  law.  For  it  is  true 
that,  forasmuch  as  an  act  of  parliament  which  generally  pro- 
hibits a  thing,  upon  a  penalty  which  is  popular,  or  only  given 
to  the  king,  may  be  inconvenient  to  divers  particular  persons, 
in  respect  of  person,  placC)  time,  &c.,  for  this  reason,  the  law  has 
given  power  to  the  king  to  dispense  with  particular  persons;  but 
when  the  wisdom  of  the  parliament  has  made  an  act  to  restrain^ 
pro  bono  publico j  the  importation  of  many  foreign  manufactures, 
to  the  intent  that  the  subjects  of  the  realm  might  apply  them- 
selves to  the  making  of  the  said  manufactures,  &c.,  and  thereby 
maintain  themselves  and  their  family  with  the  labour  of  their 
hands ;  now  for  a  private  gain  to  grant  the  sole  importation  of 
them  to  one  or  divers,  without  any  limitation,  notwithstanding 
the  said  act,  is  a  monopoly  against  the  common  law,  and  against 
the  end  and  scope  of  the  act  itself;  for  this  is  not  to  maintain 
and  increase  the  labours  of  the  poor  card  makers  within  the 
realm,  at  whose  petition  the  act  was  made,  but  merely  to  take 
away  and  destroy  their  trade  and  labours,  and  that  without  any 
reason  of  necessity  or  inconvenience,  in  respect  of  person, 
place,  or  time ;  and  the  more  so,  because  it  was  granted  in  re- 
version for  years,  as  hath  been  said';  but  only  the  benefit  of  a 
private  man,  his  executors  and  administrators,  for  his  particular 
commodity,  and  in  prejudice  of  the  commonwealth.  And  Ed- 
Ftciuy*t  Cafc.  ward  the  3d,  by  his  letters  patent,  granted  to  one  John  Pechey 
the  sole  importation  of  sweet  wine  into  London ;  and  at  a  par- 
liament held  50  E.  3,  this  grant  was  adjudged  void.  Also, 
admitting  that  such  grant  or  dispensation  was  good,  yet  the 
plaintiff  cannot  maintain  an  action  on  the  case  against  those 
who  import  any  foreign  cards,  but  the  remedy  which  the  act  of 
3  E.  4.  in  such  case  gives  ought  to  be  pursued  And  judg- 
ment was  given  and  entered,  quod  querens  nihil  caperet  per 
billam. 


The  abore  abridgement  of  the  case  of  mo-  realm  in  respect  of  this  kind  of  monopolies.   The 

nopoUes  from  Coke's  report<i,  presents  the  prin-  exclusive  privileges  or  monopolies  to  which  the 

cipal  points  of  argument  which  were  raised  in  that  preceding  case  especially  refers,  are  of  a  very  dif- 

importaut  case,  and  the  old  common  law  of  the  fcrent  kind  from  those  which  are  the  subject  of 
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tiwIbUoinag  pages;  md  in  tractog  down  the  law 
of  letters  piteiit  for   inrentions  from  the  old 
tovtes,  it  is  of  great  hnportance  to  point  out  dis- 
tinctly the  consideration,  suggestion,  or  motive  of 
tlie  grant,  as  expressed  on  the  face  of  the  let- 
toi  patent,  since  this  will  in  general  be  sufficient 
to  ^de  their  validity  or  invalidity  at  common 
law.    In  the  preceding  case,  the  consideration 
er  modve  is  the  restraining  people  in  one  known 
occapadon,  in  order  that  they  might  employ  them- 
aalves  in  another  {ante,  1);  and  this  was  to  be 
effected  by  givinff  the  exclusive  privilege  of  ma- 
Bofadnre  and  sue  to  certain  persons.    Such  a 
frrant  is  declared  to  be  a  monopoly,  and  against 
the  coouaon  law.     The  principles  of  the  above 
decision  have  been  recognised  in  many  subsequent 
cases  (^grants  or  restraints  connected  with  some 
kaown  manu&cture  or  trade. 

In  the  early  glass  patent  (12  Jac.  Impost  17)  the 
coosidention  was  the  diminishing  the  consump- 
tion of  wood  in  the  manufacture  of  glass,  by  grant- 
ing an  exclusive  privilege  of  making  glass  from 
wood.  This  and  other  grants  of  the  same  nature 
baring  become  hurtful,  were  in  the  subsequent 
glass  patent  (21  Jac.  1)  declared  to  be  thereby 
void  in  law ;  and  they  were  also  declared  griev- 
ances by  the  committee  of  the  House  of  Com- 
mons (post  26).  This  was  obviously  a  restraint 
on  a  known  trade,  and  some  of  the  tests  stated 
above  (p.  3.)  as  incidents  of  a  monopoly  are  appli- 
cable to  this  case ;  for  the  article  appears  to  nave 
become  deteriorated  in  quality  ana  increased  in 
price,  and  such  must  in  general  be  the  result  of 
all  grants  of  this  nature.  See  also  the  smalt 
patents  (pott  II).  As  to  involuntary  restraints 
on  trade,  see  Mitchell  v.  Reynolds,  1  P.  Williams, 
183. 

Definiiim  of  Monopoly.  It  is  important  to  as- 
certain the  sense  in  which  the  term  monopoly  is 
used,  because  it  must  not  be  inferred  from  the 
peceding  case  that  all  monopolies,  in  the  sense  . 
u  vhich  the  term  is  usually  understood,  are 
•gtinst  law. 

Sir£.  Coke's  definition  of  a  monopoly  (3  Inst. 
1B1,  c.  85)  would  appear  to  include  such  mono- 
polies only  ai  are  on  toe  authority  of  the  preced- 


ing case,  against  the  common  law  and  the  com- 
monwealth. "  A  monopoly  is  an  institution  or 
allowance  by  the  king,  by  his  grant,  commission, 
or  otherwise,  to  any  person  or  persons,  bodies 
politic  or  corporate,  of  or  for  the  sole  buving, 
selling,  making,  working,  or  using  of  any  thing, 
whereby  any  person  or  persons,  bodies  politic  or 
corporate,  are  sought  to  be  restrained  of  any  free- 
dom or  libertv  that  they  had  before,  or  hindered 
in  their  lawful  trade. 

"  For  the  word  monopoly  dicitur  awi  rw  ^mv, 
i.s.  wolo^  xed  9m>Xfuu  vendere,  quod  est  cum  unus 
solus  aliipiod  genus  tnercatUTa  in  untversum  emit, 
ut  soltu  vendat  pretium  ad  luum  libitum  statueiu. " 

The  latter  part  of  the  preceding  applied  also 
to  the  cases  of  ingrossing,  which  is  the  act  of  the 
subject  between  party  and  party,  whereas  mono- 
poly is  by  a  patent  from  the  king  (2  Hawk.  P.  C. 
293). 

The  former  part  of  the  definition  of  the  term 
is  less  comprehensive  than  the  original  derivation 
of  the  word,  as  subsequently  expressed,  warrants, 
and  seems  framed  as  expressing  the  general  re- 
sult of  the  preceding  case,  without  reference  to 
the  simple  meaning  of  the  term,  namely,  exclu- 
sive sale,  or  to  those  cases  in  which  exclusive 
sale  may  be  granted  as  incident  to  certain  other 
exclusive  privileges  of  making,  working,  and 
using. 

It  should  also  be  mentioned,  that  any  other  pa- 
tents than  those  of  exclusive  sale,  and  relating  to 
some  known  trade,  were  so  rare  that  they  all 
came  to  be  considered  of  this  nature,  and  the 
terms '  patent  of  monopoly'  and  '  patent  of  privi- 
lege' came  into  use ;  the  latter  being  applied  to 
a  grant  of  something  besides  mere  sale,  as  a  grant 
of  privilege  for  a  new  invention.  Thus  Bircot's 
patent  (post  31,  n.  p.)  is  called  by  Sir  E.  Coke  a 
privilege  concerning  lead  ore,  and  the  same  dis- 
tinction may  be  traced  in  the  debates  in  the 
House  of  Commons  on  the  bill  of  monopolies. 
Post  27. 

The  following  extract  from  the  report  in  Noy 
of  the  preceding  case  serves  at  the  same  time  to 
point  out  the  true  meaning  of  the  term,  and  as  a 
report  of  some  early  cases  of  legitimate  grants. 


Darcy  v.  Allik. 

[Noy  178.] 

"  That  this  is  a  monopoly  patent  appeareth  by  the  description  Monopoly 
or  definition  set  forth  by  Mr.  Solicitor,  which  is  thus  ;  it  is  a  «*P^^'"«**- 
monopoly,  cum  penes  vestrdm  potestas  vendendi  sit.  But  when 
there  be  many  sellers,  although  they  be  all  free  of  one  company, 
M  goldsmiths,  clothiers,  merchants,  drapers,  tailors,  shoemakers, 
tanners,  and  such  Uke,  who  have  settled  governments,  and  war- 
dens and  governors,  to  keep  them  in  order,  they  were  never 
accounted  a  monopoly;  which  the  statute  of  5  EL  in  some  sort 
proveth,  because  in  many  of  these  trades  all  persons  are  pro- 
hibited to  use  the  same,  but  only  such  as  have  served  in  the 
same  trade  seven  years  as  an  apprentice.  But  if  they,  or  any 
other  like  society,  should  conspire  together  to  enhance  the  prices 
of  their  wares  or  of  their  labours,  it  is  a  thing  punishable  by  the 
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common  laws^  presentable  in  every  courts  and  to  be  censured 
severely  in  the  star  chamber.  But  in  this  patent  the  sole  and 
whole  traffic  for  the  making,  buying,  and  selling  of  cards 
throughout  the  realm,  is  given  to  Mr.  Darcy  and  his  assigns 
only,  for  21  years ;  which  is  a  plain  monopoly  patent. 

"  Now  therefore  I  wBl  show  you  how  the  judges  have  hereto- 
fore allowed  of  monopoly  patents ;  which  is,  that  where  any 
man,  by  his  own  chaige  and  industry,  or  by  his  own  wit  or  in- 
vention, doth  bring  any  new  trade  into  the  realm,  or  any  engine 
tending  to  the  furtherance  of  a  trade  that  never  was  used  before^ 
and  that  for  the  good  of  the  realm,  that  in  such  cases  the  king 
may  grant  to  him  a  monopoly  patent,  for  some  reasonable  time, 
until  the  subjects  may  leam  the  same,  in  consideration  of  the 
good  that  he  doth  bring  by  his  invention  to  the  commonwealth, 
otherwise  not. 

^  In  the  9th  Eliz.  there  was  a  patent  granted  to  Mr.  Hastings 
of  the  court:  that  in  consideration  that  he  brought  in  the  skill 
of  making  frisadoes,  as  they  were  made  in  Harlem  and  Amster- 
dam, beyond  the  seas,  being  not  used  in  England,  that  therefore 
he  should  have  the  sole  trade  of  the  making  and  selling  thereof 
for  divers  years,  'charging  all  other  subjects  not  to  make  any 
frisadoes  in  England  during  that  time,  by  pain  to  forfeit  the 
same  frisadoes  by  them  made,  and  to  forfeit  also  100/.,  the  one 
moiety  thereof  to  the  Queen's  Majesty,  the  other  to  Mr.  Has- 
tings. Upon  which  patent  Mr.  Hastings,  about  20  years  past, 
exhibited  an  information  in  the  Exchequer  against  certain 
clothiers  of  Coxsall,  for  making  of  frisadoes,  contrary  to  the 
intent  of  this  patent.  To  which  information,  for  that  it  was 
against  law  to  have  such  penalties  of  the  goods  and  100/.  to  be 
forfeited  by  force  of  a  letter  patent;  therefore  they  did  demur 
upon  the  information,  and  moved  the  court ;  and  the  opinion  of 
the  court  being  clear  against  him,  he  never  went  further  in  his 
information,  but  exhibited  his  English  bill  in  the  Exchequer 
chamber  against  them;  where,  upon  the  examination  of  the 
cause,  it  appeared  that  the  same  clothiers  did  make  baies  very 
like  to  Mr.  Hastings'  frisadoes,  and  that  they  used  to  make 
them  before  Mr.  Hastings'  patent ;  for  which  cause  they  were 
neither  punished,  nor  restrained  from  making  their  baies  like  to 
his  frisadoes. 

^*  Another  monopoly  patent  was  granted  to  Mr.  Matthey, 
a  cutier  at  Fleetbridge,  in  the  beginning  of  this  queen's  time, 
which  I  have  here  in  court  to  show ;  by  which  patent  it  was 
granted  unto  him  the  sole  making  of  knives  with  bone  hafts  and 
plates  of  lattin,  because,  as  the  patent  suggested,  he  brought 
the  first  use  thereof  from  beyond  seas.  Yet  nevertheless,  when 
the  wardens  of  the  company  of  cutiers  did  show  before  some  of 
the  council  and  some  learned  in  the  law*  that  they  did  use  to 
make  knives  before,  though  not  with  such  hafts,  that  such  a 
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light  difference  or  invention  should  be  no  cause  to  restrain  tbem^ 
iHieieapon  he  oonld  never  have  benefit  of  this  patent,  although 
he  laboured  very  greatly  therein. 

^  Lastly,  the  monopoly  patent  granted  to  one  Humphrey,  of  Humphrey's 
the  Tower^  for  the  sole  and  only  use  of  a  sieve  or  instrument  ^^^^' 
for  melting  of  lead,  supposing  that  it  was  of  his  own  invention, 
and  therefore  prohibited  all  others  to  use  the  same  for  a  time* 
And  because  others  used  the  like  instrument  in  Derbyshire, 
contrary  to  the  intent  of  his  patent,  therefore  he  did  sue  them 
in  the  Exchequer  Chamber,  by  English  bilL  In  which  court 
the  question  was,  whether  it  was  newly  invented  by  him, 
whereby  he  might  have  the  sole  privilege,  or  else  used  before 
at  Mendiff,  in  the  west  country,  which  if  it  were  there  before 
used,  then  the  court  were  of  opinion  that  he  should  not  have 
the  sole  use  thereof/^ 


The  definition  of  the  term  monopoly  in  the 
preceding'  extractp  is  strictly  consistent  with  its 
original  meaning;  and  the  abore  exposition  of 
the  law,  and  the  cases  cited,  point  out  the  dis- 
tiBfCtion  between  a  monopolv  which  is  void,  and  a 
BOBopolj  which  is  valid,  circot's  case,  of  a  pri- 
vilege eoDceming  the  preparing  and  melting  of 
lead  ore  (poit  31,  n.  p.)>  nther  illustrates  this 


TMthtthe  $aU,  These  early  cases  show  that 
titfwr  ezdnsive  privileges  were  associated  with 
that  of  sale,  and  it  may  be  suggested  whether  a 
gnat  in  which  such  other  privileges  are  not  so 
assodated,  would  not,  on  the  face  of  it,  be  bad  in 
law;  as,  for  instance,  the  exclusive  privilege  of 
sale  of  an  imported  article  not  known  in  this 
eooBtry  as  an  article  of  manufacture.  The  per- 
BOD  introducing  the  manufacture  of  such  article 
would  be  entitled  to  the  exclusive  pririlege  of 
sale  of  the  article  so  made,  on  the  principle  above 
Slated  (p.  5) ;  and  if  he  supplied  the  demand  as 
wdl  as  it  had  been  previously  supplied  by  im- 
portatioa  from  abroad,  that  is,  with  an  article  as 
good  in  c|aality  and  as  cheap  in  price,  it  would 
appear  on  the  authority  of  the  subsequent  cases 
of  the  smalt  and  glass  patents,  and  on  the  general 
poKcy  of  the  law,  that  he  would  be  protected  in 
sadi  exclosive  sale  during  a  limited  period. 

The  ezercsse  of  this  pririlege  is  the  practical 
■eana  hj  which  the  grant  becomes  oppressive 
and  prqodidal  to  the  public.  It  is  important, 
therefore,  in  tracing  down  this  branch  of  tne  com- 
mon law«  to  show  now  cautiously  this  pririlege 
was  guarded  in  the  early  grants,  and  to  compare 
the  terma  of  the  earlier  letters  patent  with  those 
of  the  present  day,  since  much  is  to  be  learned 
from  precedents  of  snch  long-continued  use. 

The  letters  patent  consist  of  a  granting  and  a 
praUbitary  part,  and  an  important  distinction  is 
to  be  ubaeired  in  the  words  employed.  The 
saaah  patents,  in  the  granting  part,  grant  to 
mike,  work,  mid  compound  the  said  stidf  called 
smah,  and  die  same  so  made,  wrought,  and  com- 
poanded,  to  utter,  sell,  and  put  to  sale ;  and  in 
the  prohibitory  part,  probibit  the  practising, 
anng,  and  exercising  the  said  invention,  omitting 
the  words  relating  to  the  sale,  which  is  not  there- 
Core  cxprenly  prohibited,  except  as  impliedly  a 
part  of  the  usmg,  exercising,  and  putting  in  prac- 
tice, the  invention.    The  same  is  to  be  observed 


in  Dudley's,  or  the  iron  patent  (pat,  14,  15,) 
and  in  ManselVs,  or  the  glass  patent  (pott,  21, 
22,  23). 

In  the  letters  patent  as  at  present  granted,  the 
words  utter,  sell,  and  put  to  sale,  are  replaced  by 
the  word  vend,  and  the  letters  patent  give  and 
grant  to  make,  use,  eiercise,  and  vend,  in  the  con- 
junctive, and  prohibit  to  use,  exercise,  or  put  in 
practice,  in  the  disjunctive.  See  Law  and  Prae- 
tiee,  Pr.  F.  XIII. 

In  a  case  before  Lord  Eldon  (poit,  48,  n.),  the 
Question  was  raised,  whether  an  article  for  which 
there  was  a  patent  in  this  country,  if  brought  from 
abroad,  as  part  of  the  private  effects  of  a  person, 
could  be  sold  with  such  effects.  Such  a  sale 
eannot,  it  is  submitted,  be  considered  as  a  viola- 
tion of  the  exclusive  pririlege  given  by  the  letters 
patent,  any  more  than  the  successive  sale  by  dif- 
ferent persons  of  an  article  originally  purchased 
of  the  patentee,  or  the  user  of  such  patent  article 
when  purchased  from  the  patentee. 

The  meaning  of  the  word  vend  was  considered 
in  a  recent  case  (Mtnterv.  WUlianu,  4  A.  &  £. 
231,  poit),  the  question  being  whether  to  expose 
to  sale  was  identical  with  it,  so  as  to  make  such 
an  exposure  a  breach  of  the  letters  patent— and 
they  were  held  not  to  be  necessarily  identical. 
It  was  suggested  by  Coltridge,  J.,  whether  vend 
did  not  reUier  mean  the  habit  of  selling  and  offer- 
ing for  sale,  and  this  suggestion  is  supported  if 
we  riew  the  word  as  substitnted  for  the  words 
utter,  sell,  or  put  to  sale.  | 

Conditinu  ,rf  VaUdity^ — The  questions  which 
arise  in  considering  the  validity  <n  letters  patent 
are  in  respect  of,  1.  the  grantee  ;  2.  the  term  ; 
3.  the  subject-matter ;  4.  the  incidents  of  the 
subject-matter. 

1.  The  e^rantee  must  be  the  introducer  of  the 
invention  within  the  realm. 

2.  The  term  must  be  for  some  limited  period, 
such  as  may  be  sufficient  for  the  instruction  of 
others. 

3.  The  subject-matter  must  be  such  as  in  the 
result  leads  to  a  new  trade  or  manu&cture. 

4.  The  subject-matter  must  also  possess  the 
incidents  of  novelty  and  utilitv.  Collateral  and 
connected  with  the  incident  of  utility  is  the  con- 
dition that  the  grant  be  not  prejudicial ;  which 
must  be  judged  of  by  the  consequences,  according 
to  the  circumstancei  of  the  case. 
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CONDITIONS    OF   VALIDITY. 


The  troalt,  iron,  and  glass  patents  (pott)  show 
very  distinctly  the  nature  of  these  conditionsp  the 
manner  in  which  they  were  to  be  complied  with, 
and  the  consequences  of  a  failure. 

The  first  smalt  patent  was  granted  to  three,  for 
a  ieim  of  21  years,  in  consideration  of  their  having 
undertaken  to  make  smalt  within  England,  as  good 
and  cheap  as  that  theretofore  imported.  This 
grant  having  become  prejudicial,  was  vacated,  and 
two  successive  grants  made  to  one  of  the  original 
grantees,  under  certain  conditions  and  covenants, 
to  supply  the  kin|;dom  as  well  as  it  was  before  sup- 
plied by  importation. 

The  incident  of  novelty  was  in  this  case  satis- 
fied by  the  introduction  and  establishment,  within 
the  country,  of  a  manufacture  of  an  article  pre- 
viously made  only  abroad.  Smalt  was  well  known, 
and  in  constant  use  within  the  kingdom,  but  ite 
manufacture  was  unknown,  or  at  least  not  practised 
therein.  The  grantees  were,  therefore,  the  intro- 
ducers of  a  new  trade  into  the  realm. 

In  the  case  of  the  iron  patent,  the  grantee  ap- 
pears on  tlie  face  of  the  patent  to  have  been  the 
inventor  or  discoverer  of  the  mode  of  manufacture, 
as  well  as  the  introducer  of  a  new  trade,  namely, 
the  manufacture  of  iron  with  pit  coal.    Pott  16,  n. 

The  grantee  of  the  glass  patent  was  one  of  the 
original  introducers  of  the  new  manufacture  of 
glass  with  sea  or  pit  coal ;  and  it  is  recited,  that 
tiie  invention  was  brought  to  perfection  at  his  sole 
ezpen^te. 

rbese  early  patents  exhibit  distinctly  the  appli- 
cation to  grants  of  this  nature  of  the  well-known 
principles  of  the  common  law,  that  false  sugges- 
tion and  failure  of  consideration  render  a  grant 
absolutely  void,  in  whatever  manner,  or  to  what- 
ever extent,  such  suggestion  may  be  false,  or  the 
consideration  may  fail. 

The  utility  of  the  invention  is  distinctly  recog- 
nised in  all  of  them,  as  part  of  the  motive  or  con- 
sideration ;  but  this  condition  would  appear  to  dif- 
fer from  the  others,  in  admitting  of  degrees.  If  an 
invention  be  toUlly  useless,  the  purposes  and  ob- 
ject of  the  grant  would  fail,  and  sucn  grant  would 
consequently  be  void,  not  only  on  the  ground  of 
false  8ugge^tion  and  failure  of  consideration,  but 
also  on  the  ground  of  its  being  prejudicial,  as 
having  a  tendency  to  stop  improvement. 

It  is  important  to  observe,  that  the  smalt  and 
glass  paienu  recite  the  previous  grants:  this  would 
appear  to  be  in  pursuance  of  the  statute,  6  H.  8, 
c.  15,  which  provides  that  the  previous  grant,  and 
its  determination,  should  be  recited  in  any  subse- 
quent grant  of  the  same  thing.  It  should  also  be 
observed,  that  the  grantee  of  the  2d  and  3d  smalt 
patents,  was  one  of  the  grantees  of  the  1st. 

The  Statute  of  Monopolies,  21  Jac.  I.  c.  3.— -The 
preceding  conditions  for  the  validity  olf  letters  pa- 
tent at  common  law,  are  materially  aflfected  by  the 
statute  of  monopolies.  The  grantee  must  be  the 
true  and  first  inventor,  and  not  the  introducer  only; 
the  term  is  limited  to  14  years,  and  the  incident  of 
novelty  is  defined  by  the  words,  "  which  others  at 
the  time  of  the  grant  shall  not  use."  So  that  the 
subsequent  grants  in  tbe  case  of  the  smalt  and 
glass  patents,  would  probably  have  been  void 
under  the  words  of  the  statute ;  the  other  grantees 
having  used  the  invention.  The  other  conditions 
of  validity  would  appear  to  remain  precisely  as  at 
common  law. 

The  statute  has  received  a  construction  which 
leaves  the  grantee  of  letters  patent  for  an  inven- 
tion introduced  from  abroad  in  the  same  position, 
in  this  respect,  as  before  the  statute ',  since  it  has 


beoi  held,  that  tbe  introdocer  into  this  country  of 
an. invention  known  only  in  foreign  parts,  may  be 
the  grantee  of  letters  patent,  and  a  large  number 
of  patents  are  now  granted  for  communications 
from  abroad.    See  Edgebary  v.  Stephens,  poet  35. 

The  legislature  also  has  repeatedly  recognised 
the  same  principle,  and  granted  exclusive  privileses 
and  rewards  for  inventions  so  introducea,  on  ue 
ground  of  the  benefit  thence  accruing  to  the  king- 
dom. Tbe  earliest  patents  set  forth  as  a  principle, 
the  reasonableness  of  granting  such  privileges, 
as  a  recom  pence  and  reward  to  the  authors  of  use- 
ful inventions ;  and  the  same  principle  has  been 
adopted  by  the  legislature,  and  the  Judicial  Com- 
mittee of  the  Privy  Council,  in  cases  of  applica- 
tions for  tbe  extension  of  the  terms  of  such  pri- 
vileges, when  the  question  generall]|r  is,  as  to 
tbe  amount  of  the  reward  already  received. 

Origin  of  the  Specification, — The  most  impor- 
tant change  made  since  the  earliest  times  and  the 
statute  of  monopolies,  is  the  insertion  of  the  clause 
into  the  letters  patent,  requiring  the  party  particu- 
larly to  describe  and  ascertain  the  nature  of  his 
invention,  and  in  what  manner  the  same  was  to  be 
performed.  The  earliest  patent  into  which  this 
clause  appears  fo  have  been  introduced,  was  one 
granted  1st  April,  1 1th  Anne:  its  introduction  was 
not  on  the  authority  of  parliament,  but  on  that  of 
the  law  officer  of  the  crown.  A  fundamental 
principle  of  these  grants  is  the  instruction  of  the 
public ;  and  Sir  £.  Coke  was  of  opinion,  that  tbe 
term  of  14  years  was  too  long,  since  those  who 
served  privileged  persons,  as  apprentices,  to  learn 
the  inventions,  must  continue  apprentices  or  ser- 
vants to  the  end  of  the  term.  In  an  act  of  1651, 
c.  2  (post),  granting  exclusive  privileges  to  one 
Buck  ibr  14  years,  it  is  enacted,  that  Buck  and  his 
assiras  shall  take  apprentices  after  the  first  7  years 
of  the  term,  and  teach  them  the  knowledge  and 
mystery  of  the  new  invention.  The  object  of  that 
provision,  the  instruction  of  the  public,  is  now  an- 
swered by  the  enrolment  of  a   specification. 

But  it  must  be  remembered  that,  though  at  com- 
mon law  no  such  instrument  was  required  to  be 
enrolled,  it  was,  nevertheless,  an  essential  requisite 
that  the  party  should  be  in  possession  of  a  mode  of 
putting  his  invention  into  practice ;  for  otherwise 
the  patent  would  be  void  tor  false  suggestion  and 
failure  of  consideration.    See  po$t  16,  n. 

Amendment  and  Extenrion  Aett,  5  &  6  W.  4,  c. 
83  ;  2  &  3  Vict.,  c.  67.— At  common  law  there 
was  no  power  of  amendment,  except  in  the  case 
of  mere  clerical  errors.  This  was  productive  of 
great  hardship  to  inventors,  since  it  followed  from 
the  principle  of  avoiding- a  patent  on  the  ground  of 
false  suggestion,  that  a  most  immaterial  matter 
might  render  the  letters  patent  for  a  most  impor- 
tant invention  altogether  void.  This  state  of 
things  has  been  altered  by  an  act  introduced  by 
Lord  Brougham,  under  the  provisions  of  which  tbe 
letters  patent  and  specification,  which  is  con- 
sidered as  part  of  the  letters  patent,  may  be 
amended,  provided  no  extension  of  .the  exclusive 
right  be  thereby  conferred. 

The  same  act  also  provides  for  another  case  of 
great  hardship,  namely,  where  the  patentee,  who  is 
a  bondfide  independent  inventor,  turns  out  not  to 
be  the  true  and  first  inventor  of  something  claimed, 
by  reason  of  its  having  been  used  or  published 
before  the  date  of  his  patent. 

The  power  of  extending  the  term  of  letters  pa- 
tent, previously  exercised  only  by  the  le^slature,  is 
by  the  same  act  delegated  to  the  Judicial  Com- 
mittee of  the  Privy  Council. 


baker's  smalt  patent. 


THE    SMALT    PATENTS*, 

Letters  Patent ^  17 th  July^  3  Jdc.  L  to  William  Twynyhoey 
Abraham  Baker^  and  John  Artegh. 

James,  &c..  King  of  England,  Scotland,  France,  and    Ire-  Lettere  Patent, 
land,  Defender  of  the  Faith,  &c.,  to  all  to  whom  these  presents 
shall  come,  greeting.    Whereas  our  trusty  and  well-beloved  sub-  Redtait, 
jects  William  T^ynyhoe,  Abraham  Baker,  and  John  Artegh,  ^de^}°oroT 
gentlemen,  have  undertaken,  by  their  own  proper  labour  and  in-  Baker  and 
dustry,  and  at  their  own  great  charges  and  expenses,  to  make,  work  ulld^*^°|j 
and  compound,  within  this  our  realm  of  England,  a  certain  blue  make  smalt, 
stuff  called   smalt,  commonly  used  by  painters   and  hmners,  J^^fJJ;|j  ^^^^^ 
which  hath  not  at  any  time  heretofore  been  made,  wrought  or  Engiaad, 
compounded,  within  our  said  realm  of  England,  or  any  other 
our  dominions,  and  which  shall  be  as  good,  perfect,  and  mer-  and  as  good 
chantable,  as  the  same  or  like  stuff  called  smalt  made,  wrought  **^^*  "^  .^ 
and  compounded  in  the  parts  beyond  the  seas,  and  brought  sofficient  quan- 
into  this  realm,  are  or  usually  have  been,  and  in  such  quantity  ^*'®'' 
and  proportion  as  shall  be  sufficient  for  the  use  and  employment 
of  oar  loving  subjects,  and  as  hath  been  yearly,  from  time  to 
lime,  brought  into  this  realm  from  the  parts  beyond  the  seas ; 
and  farther  to  utter  and  sell  the  same  at  such  reasonable  rates  sq^  to  sell  ih« 
and  prices  as  hath  been  usually  paid  for  the  like  stuff,  brought  8>™«  »*  »«m^*» 
into  this  realm  from  the  parts  beyond  the  seas,  for  the  most  „  have  been 
part  of  seven   years  now  last  past ;  whereby  not  only  ereat  P***?  »*»«refor 

/•.         ,  ,..     .  ,1     ,  .  t      .        dunng  the  last 

pront  and  commodity  is  very  likely  to  ensue  to  many  our  Idvmg  seven  years ; 
subjects,  but  also  divers  of  our  poor  people,  for  their  relief  and  ^^^^^^'§^^^^ 
oomfort,   shall  be  continually  set  on  work  and  employed  in  and  accrue  to  many, 
about  the  making,  working  and  compounding  of  the  said  blue  ^Jl^  em*io**^ 
stuff;  and  fit  it  is  that  they,  the  said  William  Twynyhoe,  Abra-  ment. 
ham  Baker,  and  John  Artegh,  should  receive  some  convenient  And  that  it  i« 
recompense  and  reward,  as  well  for  their  ereat  labour,  charges  ^,^  ****'  .^^'^y 

J  .  ...     .1        ,.11         II.        1.  ^'       should  be  re- 

and  expcKises,  m  attaining  to  the  skill  and  art  of  making,  working  warded  for  their 

and  compounding  of  the  said  blue  stuff,  as  for  the  common  good,  ^^^^^f»  ^«- 

which  by  their  good  endeavours  shall  thereby  ensue  to  the  whole 

realm :  Know  ye  therefore,  that  we,  greatly  tendering  and  affect-  Granting  part, 

ing  the  public  and  general  good  and  profit  of  all  our  loving 

subjects,  and  intending  to  advance  the  said  William  Twynyhoe, 

Abraham  Baker,  and  John  Artegh,  with  some  convenient  profit 

and  benefit,  according  to  their  just  merit,  of  our  especial  grace, 

certain  knowledge,  and  mere  motion,  have  given  and  granted, 

and  by  these  presents,  for  us,  our  heirs  and  successors,  do  give  Grant  to  them 

and  grant,  full,  free  and  lawful  power,  license  and  authority  ^'^mjjj^^jbe 

unto  the  said  WiUiam  Twynyhoe,  Abraham  Baker,  and  John  «^^^^f  i 

*  Tlie  three  foUowing  cases  are  printed  from      inaccuracies  appear  in  them,  but  what  is  intended 
copies  of  the  patent  n^ls  at  the  Rolls'  Chapel,      or  omitted  will  readily  suggest  itself, 
wtth  no  alteratum  but  in  the  spelling.     Some  few 
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Artegh,  and  every  of  them^  their  and  every  of  their  executors, 
administrators  and  assigns,  that  they  and  every  of  them^  their 
and  every  of  their  executors,  administrators  and  assigns,  by 
themselves  or  any  of  them,  or  by  their  or  any  of  their  deputies, 
factors,  assigns  or  servants,  and  none  other,  shall  or  may  at  all 
times,  and  from  time  to  time,  during  the  term  of  one-and-twenty 
years,  next  and  immediately  coming  after  the  date  hereof,  in  all 
and  every  county,  city,  town  corporate,  and  other  towns,  villages, 
hamlets,  and  other  places,  exempt  as  not  exempt,  make,  work 
and  compound  the  said  stuff  called  smalt;  and  the  same  so 
made,  wrought  and  compounded,  as  aforesaid,  by  themselves  or 
any  of  them,  their  or  any  of  their  executors,  administrators  or 
assigns,  or  any  of  them,  or  their  or  any  of  their  deputies,  factors 
and  servants,  and  every  of  them,  during  the  term  aforesaid,  to 
and  to  utter  and  uttcr,  scll  and  put  to  salc  the  said  stuff  called  smalt,  or  any  part 
•ell  the  same,    thereof,  to  any  painters,  limners,  or  other  persons  whatsoever, 
within  this  our  realm,  or  any  part  thereof,  being  subjects  to  us, 
our  heirs  and  successors,  within  this  realm,  or  any  the  domi- 
nions thereof,  and  living  under  the  obedience  of  us,  our  heirs 
and  successors,  at  convenient  and  reasonable  prices  and  rates ; 
and  that  the   said  painters,  limners,  and   other  the  persons 
aforesaid,  which  so  shall  buy  the  same  stuff  called  smalt,  shall 
That  persons     and  may  lawfully  use,  occupy  and  employ  the  same  within  this 
buying  the  same  q^j^  realm,  or  any  the  dominions  thereof,  in  and  about  painting, 
limning,  or  other  work  or  matter  whatsoever,  any  law,  statute, 
act  of  parliament,  proclamation,  restraint,  or  any  other  matter, 
cause  or  thing  whatsoever,  to  the  contrary  notwithstanding. 
*****  fa) 
Proviso,  that  Provided  always  fbj  nevertheless,  that  if  at  any  time  hereafter 

be^pr^udicial.  it  shall  appear  unto  us,  our  heirs  and  successors,  that  this  our 
on  declaration  present  grant  shall  be  any  ways  prejudicial  to  our  commonwealth 
privy  or  great  or  Otherwise,  that  we,  our  heirs  or  successors,  shall  conceive  the 
seal,  or  by  six     game  to  be  used  to  the  prejudice  of  us,  our  heirs  or  successors, 

of  the  pnvy  i  ,  .  i.  i     .  i 

louncil.  in-       or  to  the  subjccts  of  US,  our  heirs  or  successors,  or  any  of 
Lord^freasurer  ^^^^9  ^^^^  then,  and  immediately  after  that  declaration  thereof 
by  writing  en-  '  shall  be  made,  by  us,  our  heirs  or  successors,  under  the  privy 
8h'aU^be**vofd*°*  *®^^  ^^  great  seal  of  us,  our  heirs  or  successors,  or  by  any 
six  or  more  of  the  privy  council   of  us,  our  heirs  or  suc- 
cessors, whereof  the  Lord  Treasurer  of  England  for  the  time 
being  to  be  one,  in  writing  to  be  enrolled  in  our  Court  of  Chan- 

(a)  The  following  is  an  abstract  of  the  other  place  to  search  for  all  smalt  imported,  uttered, 

clauses: — Power  to  the  grantees,  and  all  other  sold  or  put  to  sale,  contrary  to  the  true  meaning 

persons,  to  import  saffer,  or  any  other  stuff,  ne-  of  said  letters  patent ;  all  mayors  ordered  to  assist 

cessary  for  making  the  smalt;  Habendum  for  21  in  every  way  for  the  full  enjoyment  of  the  right 

years,  yielding  20i.  per  annum  ;  all  other  persons  thereby  granted. 

prohibited  during  the  term  from  making  the  same ;  (  b)  This  proviso,  in  pursuance  of  which  the 

offenders  to  be  subject  to  fine  and  imprisonment ;  letters  patent  were  repealed  (post  1  l^,is  preserved 

the  importation  of  all  smalt  from  any  the  parts  in  nearly  the  same  words  in  the  letters  patent  of 

beyond  the  seas  during  the  said  term  prohibited  ;  the  present  day.     See  Law  and  Practice,  Vt,  F. 

power,  with  t  constable,  to  enter  any  shop  or  Xlll.  n.  t. 
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eery,  signifying  the  same,  these  our  letters  patent,  and  every 
thing  therein  contained,  shall  from  thenceforth  cease,  and  be 
ntterly  made  void  and  frustrate,  any  thing  before  in  these  pre- 
sents contained  to  the  contrary  notwithstanding.  In  witness 
whereof,  &c. 


Letters  Patent,  4  Feb.  6  Jac.  L  to  Abraham  Baker. 

After  reciting  the  preceding  letters  patent,  recited  as  follows  : 
And  whereas,  since  the  making  of  the  said  letters  patent,  we 
have  conceived  that  the  same  our  grant  hath  been  used  to  our 
prejudice  :  Know  ye,  therefore,  that  we,  according  to  the  tenor 
and  effect  of  the  said  proviso  before  mentioned,  and  according 
to  the  power  given  unto  us  in  and  by  the  same,  being  fully  pur- 
posed and  resolved  to  detennine  and  make  void  and  frustrate 
the  said  letters  patent,  of  our  certain  knowledge  and  mere  motion 
do  hereby,  under  our  great  seal  of  England,  declare,  signify,  and  Determination 
publish  our  will  and  pleasure,  that  the  said  mentioned  letters  J^^'^^'patent!'* 
patent,  and  every  grant,  article,  clause,  and  charge  therein  con- 
tained, shall  from  henceforth  cease   and  be  utterly  void  and 
frustrate,  and  that  the  same,  nor  any  part  thereof,  shall  any 
longer  be  put  in  execution :    And  whereas  the  said  Abraham 
Baker  hath  already,  at  his  own  costs,  charges,  and  expenses,  for 
some  years  past,  made  good  quantity  of  the  said  smalt  within 
this  realm;  and  hath  also  promised  and  undertaken  from  time  Promise  to  sup- 
to  time^  during  the  term  hereafter  mentioned,  to  make  sufficient  dlm**M  weff  as 
quantity  of  the  said  smalt  to  serve  for  the  use  of  this  our  king-  before. 
dom,  and  to  serve  the  same  with  smalt  as  good  and  as  cheap  as 
the  like  brought  from  beyond  the  seas,  within  the  space  of  seven 
years  next  before  the  date  of  the  said  former  letters  patent,  was 
usually  sold  for;  Know  ye  now,  that,  as  well  as  in  considera- 
tion thereof,  as  also  in  consideration  of  the  yearly  rent  and 
sums  of  money,  hereby  in  these  presents  reserved,  and  hereafter 
to  be  paid  to  us,  our  heirs  and  successors,  for  our  customs  and 
flobsidies  herein  demised  and  otherwise;  and  also,  to  the  end  that 
the  said  Abraham  Baker  may  have  and  receive  convenient  re-  The  patent  a 
compenae   and  reward,  in  consideration  of  the  great  labour,  JJf^^P^^'^;"" 
diarges,  and  expenses,  in  attaining  the  said  art,  mystery  and  encouragement 
ddll  of  making  and  compounding  the  said  stuff,  called  smalt,  ^®  <>**>«"• 
and  for  the  better  encouragement  of  him  the  said  Abraham 
Baker,  as  of  others,  in  the  like  endeavours;  of  our  especial 
grace,  certain  knowledge,  and  mere  motion,  we  have  given, 
granted,  and  confirmed,  and  by  these  presents  for  us,  our  heirs 
and  successors,  do  give,  grant  and  confirm  full,  free,  lawful  and 
absolute  power,  Ucense  and  authority,  unto  the  said  Abraham 
Baker,  that  he  and   his  executors,  administrators,   deputies, 
factors,  assigns  and  servants,  and  every  or  any  of  them,  and 
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none  other^  shall  and  may,  from  time  to  time,  and  at  all  times, 
during  the  term  of  .one-and-thirty  years  next  and  immediately 
following  and  ensuing  after  the  date  hereof^  in  all  and  every 
county,  &c.  (c) 


Letters  Patent^  16  Feb.  16  Jac.  L  to  Abraham  Baker. 

(sXCEniD   IX   THE  STATUTB   OF   MONOFOLIBS.) 

After  reciting  the  grant  of  thirty-one  years  by  the  preceding, 
recited  as  follows: 
Interctt  of  Sir       Which  said  letters  patent,  and  licenses,  powers,  privileges  and 
Koigf^  in'said  authorities,  thereby  granted,  the  said  Abraham  Baker,  together 
g™nt.  with  Sir  George  Hay,  Knight,  who  had  some  power  and  interest. 

Surrender  of  the  same  have  surrendered  and  given  up  into  our  hands,  to  be 
■ndrenewia  Cancelled  and  made  void,  which  we  have  and  do  hereby  accept : 
thereof.  Know  ye,  that  we,  as  well  in  consideration  of  the  faithful  and 

ran  ing  part,  ^^^^^^i^  scrvicc  to  US  donc  and  performed  by  our  trusty  and 
well-beloved  servant,  the  said  Sir  George  Hay,  Knight,  one  of 
the  gentlemen  of  our  privy  chamber,  and  in  consideration  of 
his  great  costs^  charges  and  expenses,  bestowed  in  assisting  the 
said  Abraham  Baker  in  the  discovery,  finding  out  and  perfecting 
of  the  said  art  and  invention,  of  making,  working,  and  com- 
pounding of  the  said  smalt,  by  these  presents  for  us,  our  heirs 
and  successors,  at  the  humble  request  and  nomination  of  the  said 
Sir  George  Hay,  do  give,  grant,  and  confirm  unto  the  said  Abra- 
'  ham  Baker,  full,  free,  lawful  and  absolute  power,  license  and 
authority,  that  he,  the  said  Abraham  Baker,  his  executors, 
administrators,  deputies,  factors,  assigns  and  servants,  and  every 
or  any  of  them,  only,  and  none  other,  shall  and  may,  from  time 
to  time,  and  at  all  times  hereafter,  during  the  term  of  thirty  and 
one  years  next  and  immediately  following  after  the  date  hereof, 
in  all,  &c.  *  *  *  *  (rf) 

Covenant  by         ^jj  J  ^j^g  g^id  Abraham  Baker,  for  him,  his  executors,  and  ad- 

Bakortomake       .    ,  ,     _  "^     .  '  i      .  i 

sufficient  smalt,  ministrators,  doth  covenant,  promise  and  grant,  to  and  with  us, 
our  heirs  and  successors,  by  these  presents,  that  he,  the  said 
Abraham  Baker,  his  executors,  administrators  and  assigns,  shall 

(r)  The  other  clauses  in  the  letters  patent  are  parts  beyond  the  seas  or  from  or  out  of  our  realm 
▼ery  nearly  the  same  as  in  the  preceding.  The  of  Scotland''  into  the  realm  of  England,  or  do- 
particular  manner  in  which  the  former  grant  minions  thereof,  prohibited — grant  of  a  seal  with 
hereby  repealed  had  become  prejudicial  is  not  a  half  lion  holding  a  sceptre,  and  the  words 
stated  on  the  face  of  the  letters  patent,  but  it  is  iceptrafovent  aries — ^no  smaU  to  be  sold  without 
important  to  observe  in  this  case  of  an  imported  this  device,  and  persons  dealing  in  imported  smalt 
invention,  that  the  consideration  of  the  grant  is  to  enter  into  bonds  not  to  sell  the  same  in  Eng- 
the  supplying  the  kingdom  with  smalt  in  sufficient  land — all  smalt  not  marked  with  said  device  to 
quantities,  as  good  and  as  cheap  as  during  the  be  forfeited  to  Baker — ^power  to  Baker  to  sue, 
seven  years  preceding  the  grant.  and  the  letters  patent  or  enrolment  of  them  should 

(d)  The  following  is  an  abstract  of  the  omitted  be  sufficient  warrant  to  officers,  6cc. — Any  mills, 
clauses : — Power  to  all  persons  to  import  the  raw  engines,  or  other  instruments,  for  making  the 
materials — all  forfeited  smalt  to  belong  to  Baker  smalt  in  violation  of  the  preceding,  to  be  prc- 
— Habendum  for  twenty>one  years,  reserving  20/.  sented  to  the  privy  council,  and,  on  good  cause 
a-year  to  the  crown — all  others  prohibited  from  found,  demolished,  or  their  unlawful  use  re- 
making smalt — importation  of  smalt  *'  from  any  pressed. 
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and  willy  yearly  and  every  year^  and  from  time  to  time^  during 

the  said  term  of  years  hereby  granted^  make  and  cause  to  be 

made  within  this  our  reahn^  sufficient  quantities  and  store  of 

smalt  to  serve  for  the  use  of  Uds  our  kingdom  of  England^  and 

the  dominions  thereof,  and  shall  also  make  the  same  smalt  as 

good,  perfect,  and  merchantable,  as  the  smalt  heretofore  brought  and  w  good 

from  beyond  the  seas  hath  usually  been,  and  shall  also  utter  and  ^at^heratofore 

sell  the  same  smalt  so  by  him  or  them  made,  at  as  easy  and  brought  from 

reasonable  rates  and  prices  as  the  like  smalt  heretofore  brought  ^l^^     ^ 

unto  this  our  realm  from  the  parts  beyond  the  seas  hath  been 

usually  uttered  and  sold  for  in  this  our  realm,  within  the  space 

of  seven  years,  before  the  fourth  day  of  February,  in  the  sixth 

year  of  our  reign  of  England,  &c. 

*  *  *  *  *(e) 

Provided  likewise,  that  when  and  as  often  as  complaint  and  Go  complaint 
proof  shall  be  made  to  the  Lord  Treasurer  of  England  for  the  LSfdTrewurer 
time  being,  by  any  person  or  persons  whatsoever,  that  the  smalt  of  the  badness 
made  by  the  same  Abraham  Baker,  his  executors  or  assigns,  ^^^  smaJrorder 
shall  not  be  fit  for  use,  or  shall  be  uttered  or  sold  at  greater  or  shall  be  made 
higher  rates  than  the  like  smalt  hath  been  usually  sold  for, '^^'^P®*^^*"^  "• 
within  the  space  of  seven  years  last  past,  before  the  seven-and- 
twentieth  day  of  July,  in  the  third  year  of  our  reign  of  England, 
that  then  and  so  often,  upon  every  such  complaint,  the  said  Abra- 
ham Baker,  his  executors  and  administrators,  shall  be  ordered  and 
shall  stand  to  abide  and  perform  such  order  and  direction  therein 
as  the  Lord  Mayor  of  London  for  the  time  being,  and  any  such 
four  of  the  aldermen  of  the  said  city  for  the  time  being  as  by  the 
said  Lord  Treasurer  of  England  for  the  time  being  shall  be  in 
that  behalf  thereunto  nominated  and  appointed,  shall,  upon 
deliberate  hearing  and  examination  of  the  matters  contained  in 
any  such  complaint,  in  their  judgment  and  discretion  set  down 
in  writing,  under  their  hands  and  seals,  to  be  observed,  per- 
formed and  kept,  by  the  said  Abraham  Baker,  his  executors, 
administrators  or  assigns,  in  that  behalf,  although  express  men- 
tion of  the  true  yearly  value  or  certainty  of  the  premises,  or  of 
any  of  them,  or  of  any  other  gifts  or  grants  by  us,  or  any  our 
progenitors  or  predecessors,  to  the  said  Abraham  Baker  before 
this  time  made  in  these  presents  be  not  made,  or  any  statute, 
act,  ordinance,  provision,  proclamation  or  restraint,  to  the  con- 
trary thereof,  heretofore  had,  published,  ordained  or  provided,  or 
any  other  defect,  imcertainty,  imperfection,   cause   or  matter 
whatsoever  any  wise  notwithstanding.     In  witness,  &c.  (/) 

(e)  The  following  it  an  abstract  of  the  omitted      demand    by    importation  —  all  mayors,  &c.  di- 
cUkmi  ; — Power  of  search  and  seizure,  and  the      rected  to  aid  in  the  execution  of  the  grant,  and 


I  of  customs  t*  stop  the  introduction  of  any  no  assignment  to  take  place  without  the  consent 

-masters  of  vessels  to  swear  that  they  are  of  Sir  U.  Hay. 
■ot  bringing  in  smalt — proviso  in  case  of  failure  (/)  Sec  ante  8,  as  to  the  validity  of  the  pro- 
of tke  raw  materials  that     Baker    may  pcti-  ceding  patents  at  common  law. 
tioQ  tbe  crown  for  leave  to  supply  the  immediate 
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DUDLEY'S  PATENT. 

[(iZCBrrSD    IN   THl   STATCTB   OF    MOMOPOLl£S.) 

Letters  Patent,  22nd  February,  19  Jac.  I.  a.  d.  1622,  to 
Edward  Lord  Dudley. 

Recital  of  the        James,  &c,,  to,  &c.  Whereas  our  right  trusty  and  well-beloved 
mJk^ngTnTJ      Edward  Lord  Dudley  hath,  at  his  great  travail  and  industry,  and 
with  sea  or  pit    after  many  chargeable  experiments,  found  out  the  mystery,  art, 
thai'mad?*wiih*  ^^7^  ^^^  means,  of  melting  of  iron  ewre  [ore],  and  of  making 
charcoal ;  a       the  same  into  cast  works  or  bars,  with  sea  coals  or  pit  coals,  in 
nerly  performed  furnaccs  with  bellows,  of  as  good  condition  as  hath  been  hereto- 
ia  the  kingdom,  fore  made  of  charcoiJ;  a  work  and  invention  not  formerly  per- 
formed by  any  within  this  our  kingdom  of  England;  we  gra- 
ciously favouring  and  willing  to  cherish  such  ingenious   and 
profitable  inventions,  and  finding  that  the  working  and  making 
of  the  said  iron,  by  the  means  aforesaid,  Mrithin  this  kingdom, 
Such  invention  will  not  Only  in  itself  tend  to  the  public  good  thereof,  but  also 
gwi.*  ^"  **^     thereby  the  great  expense  and  waste  of  timber  and  wood  con- 
verted into  charcoal  and  consumed  upon  iron  works  will  be 
much  abated,  and  the  remnant  of  wood  and  timber  Mrithin  this 
land  will  be  much  preserved  and  increased;  of  the  want  whereof 
not  only  ourself,  in  respect  of  provision  for  our  shipping  and 
otherwise,  but  also  our  subjects,  for  many  necessary  uses,  are 
That  authors  of  very  sensible;  and  holding   it  agreeable   to  justice,  that  the 
UoMshould  be  *^thors  of  SO  laudable  and  useful  inventions  should,  in  some 
rewarded.         good  measure,  reap  the  fruits  of  their  studies,  labours,   and 
Granting  part,  charges;  Know  ye,  that  we,  for  the  causes  aforesaid,  and  other 
good  considerations  us  hereunto  moving,  of  our  especial  grace, 
certain  knowledge,  and  mere  motion,  have  given  and  granted, 
and  by  these  presents,  for  us,  our  heirs  and  successors,  do  give 
and  grant  unto  the  said  Edward  Lord  Dudley,  his  executors, 
administrators,  and  assigns,  full  and  free  liberty,  license,  power, 
and  authority,  that  they  and  every  of  them,  by  him  or  them- 
selves, or  his  or  their  deputies,  factors,  servants,  or  workmen, 
at  his  and  their  charges,  shall  and  may,  at  all  and  every  time 
and  times,  and  from  time  to  time,  during  the  term  of  fourteen 
Grant  of  ezclu-  years  next  ensuing  the  date  hereof,  use,  exercise,  practise,  and 
invention  for*^  P^*  ^"  ^"®'  within  this  our  realm  of  England,  and  the  dominion 
fourteen  yean,  of  Wales,    at  his   and  their  liberty  and    pleasure,  the   said 
mystery,  art,  way,  and  means,  of  melting  of  iron  ore,  and  of 
making  the  same  into  cast  works  or  bars,  with  sea  coals  or  pit 
coals  in  furnaces,  with  bellows ;  and  also  to  make,  erect,  and  set 
up,  in  any  place  or  places,  within  the  said  realiO'and  dominion, 
or  either  of  them,  any  furnace  or  furnaces,  engine  or  engines 
whatsoever,  concerning  the  said  mystery,  way,  art,  and  means,  of 
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melting  of  iron  ore  with  sea  coals  or  pit  coals,  and  of  making 
the  same  into  cast  works  or  bars^  as  aforesaid,  and  the  same 
iron  so  cast  and  made  to  utter  and  sell  in  gross  or  by  retail,  And  to  utter  md 
or  otherwise  to  do  away,  at  his  and  their  free  will  and  pleasure,  **^'  ^**®  ""**• 
and  to  his  and  thdr  best  commodity  and  profit.     And  further,  prohibitory  part 
to  the  end  this  our  pleasure  may  be  the  better  e£fected,  and  that 
the  said  Lord  Dudley,  his  executors,  administrators,  and  assigns, 
may  the  more  fully  enjoy  the  benefit  of  this  our  grant,  we  will, 
and  for  ua  our  heirs  and  successors  do  straitly  charge,  inhibit 
and  command,  and  do  also  of  our  more  especial  grace,  certain 
knowledge,  and  mere  motion,  for  us  our  heirs  and  successors, 
grant  to  the  said  Edward  Lord  Dudley,  his  executors,  adminis- 
trators and  assigns,  that  no  person  or  persons  whatsoever,  born 
within  any  our  realms  and  dominions,  nor  any  other  person  or 
persons,  ^ther  denizens  or  strangers  bom  in  any  foreign  realm 
or  country  whatsoever,  of  what  estate,  degree,  or  condition  he 
or  they  be,  or  shall  be,  other  than  the  said  Edward  Lord  Dud- 
ley, his  executors,  administrators,  and  assigns,  or  such  as  shall 
be  by  him  or  them  set  on  work  or  authorized,  shall  or  may  at  All  others  pro- 
any  time  or  times  during  the  said  term  of  fourteen  years  hereby  pjl^ctiJing  or 
granted  or  mentioned,  or  intended  to  be  granted,  practise,  exer-  using  the  said 
dse,  or  put  in  use,  or  in  any  way  counterfeit,  the  said  mystery,  »*»^«**^'*- 
ar^  way,  or  means,  of  melting  of  iron  ore,  and  of  making  the 
same  into  cast  works  or  bars  with  sea  coals  in  furnaces  with 
bellows,  or  any  furnace  or  furnaces,  engine  or  engines  concern- 
ing the  same,  within  this  our  realm  of  England,  or  the  dominion 
of  Wales,  or  any  place  or  places  in  them  or  either  of  them, 
upon  pain  of  forfeiture  to  us,  our  heirs  and  successors,  of  the 
ore  and  iron  so  to  be  melted  or  made  contrary  to  the  true 
intent  and  meaning  of  these  presents,  and  to  have  the  said  fur-  Furnaces  of  ia- 
naces, engines,  and  devices, utterly  pulled  down  and  defaced;  and  2i^5^|"b^|** 
slso  upon  pain  of  our  high  indignation  and  displeasure,  and  such 
farther  penalties,  punishments,  and  imprisonments,  as  by  any 
laws  or  statutes  of  this  our  realm  can  or  may  be  inflicted  or 
imposed  upon  the  offenders,  for  their  disobedience  in  contemn- 
ing our  royal  command. 

*  *  •  *  *Uf) 

Provided  always,  and  our  will  and  pleasure  is,  that  this  our  This  grant  not 
present  grant  and  privilege,  or  anything  therein  contained,  shall  in  fj!51:e/*'*('fcy 
not  in  any  wise  extend  or  be  construed  to  extend  to  the  preju- 
dice of  any  other  person  or  persons  concerning  any  other  grant 

(g)  With  a  constable  to  enter  places  where  in-  had  been  surrendered,  post  16,  n. ;  these  are  not 

fringement  is  suspected.  — In  case  of  resistance,  recited  in  the  present  grant,  as  in  the  smalt  and 

Coort  of  Eacheqaer  to  punish  offenders. — All  glass  patents,  in  conformity  it  would  appear  with 

mayon,  &c.  to  assist  patentees  in  the  enjoyment  the  statute,  6  H.  8.  c.  15.     This  proviso  would 

of  tbdr  right.  probably  obviate  all  objections  to  Dudley's  grant 

(&)  At  common  law  former  grants  were  avoided  under  that  statute,  as  well  as  save  any  prior  pa- 

by  nfascquent  letters  patent  for  the  same  thine ;  tents  still  in  force.     A  proviso  to  the  same  eflwct 

there  had  been  several  previous  patents  for  the  is  contained  in  letters  patent  as  at  present  grant- 

aaoufacture  of  iron  with  pit  coal,  some  of  which  ed.    Law  and  Practice,  Pr.  F,  XIIL  n.  m. 
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or  privilege  heretofore  made  by  us,  or  any  of  our  progenitors  or 
predecessors,  kings  or  queens  of  England,  now  in  force,  for 
melting  of  iron  ore  or  making  of  iron  or  any  iron  works ;  pro- 
vided also,  that  if  it  shall  appear  unto  us,  our  heirs  or  succes- 
Proviso  for       sors,  or  the  privy  coimcil  of  us,  our  heirs  or  successors,  at  any 
*raf  ?f  in!wn.  ^°*®  hereafter,  that  this  our  present  grant  and  privilege  is  or 
venienu  shall  be  inconvenient  to   the  commonwealth,  that  then  upon 

signification  of  the  pleasure  of  us,  our  heirs  or  successors,  under 
our  or  their  sign  manual,  signet  or  privy  seal,  or  upon  significa- 
tion under  the  hands  of  any  six  or  more  of  the  privy  council  of 
us,  our  heirs  or  successors  for  the  time  being,  these  presents, 
and  every  grant,  clause,  article,  and  thing,  therein  contained, 
shall  cease,  determine,  and  be  utterly  void  and  of  none  effect, 
any  thing  before  in  these  presents  contained  to  the  contrary  not- 
withstanding, although  express  mention,  &c.     In  witness,  &c. 


The  history  of  the  manufacture  of  iron  with 
pit  coal  may  be  briefly  traced. 

In  1612,  Simon  Sturtevant  had  a  patent  for 
thirty  years,  for  the  exclusive  manufacture  of 
iron  with  pit  coal,  in  all  its  branches ',  and  he  was 
bound  in  return  to  publish  an  account  of  his  dis- 
coveries, which  afterwards  appeared  in  his  '*  Me- 
tallica;*'  but  failing  in  the  execution  of  his  dis- 
coveries on  a  large  scale,  in  the  next  year  he 
surrendered  his  letters  patent. 

Soon  afterwards  John  Rovenson  had  a  patent 
on  the  terms  of  publishing  an  account,  which  he 
did,  ▲.  D.  1613,  m  his  Metallica;  he  also  failing, 
surrendered  his  patent.  Several  other  persons 
had  patents,  but  failing,  were  compelled  to  sur- 
render them. 

In  16*22,  Lord  Dudley  had  the  above  patent,  of 
which  the  following  account  is  given  by  his  son 
Dud  Dudley,  in  the  MeUllum  Martu,  "  Imme- 
diately after  my  second  trial  I  wrote  unto  my 
father  what  I  haid  done,  and  withal  desired  him 
to  obtain  a  patent  for  it  from  Kin^  James,  of 
blessed  memory ;  the  answer  to  which  letter  I 
shall  insert  only  to  show  the  forwardness  of  Kins 
James  to  animate  the  inventor,  as  he  did  botn 
Simon  Sturtevant,  John  Rovenson,  Dr.  Jorda- 
nie,  and  others.*'     lb.  p.  6. 

Dudley's  success  was  very  limited  in  the  first 
instance,  about  three  tons  per  week  ;  the  combi- 
nation against  him  of  parties  interested  in  the 
charcoal  iron  trade,  and  others  wishing  to  share 
in  his  new  discovery,  was  very  great. 

In  1651,  an  act  of  parliament  was  passed, 
granting  to  Jeremiah  Buck  the  use  of  his  inven- 
tion of  meltinff  iron  and  other  metals  with  coal, 
without  charking.     But  his  plan  failed.   Pott  34. 

From  the  time  of  the  invention  by  Dudley,  for 
a  period  of  one  hundred  and  twenty  years,  little 
progress  was  made  in  the  manufacture  of  iron. 
The  epochs  in  the  history  of  the  manufacture  of 
iron  are  distinguished  by  Mr.  David  Mushet,  in 
his  work,  entitled  "  P^rs  on  Iron  and  Steel,*' 
into  the  five  following. 

1.  llie  invention  of  the  blast  furnace. 

2.  The  use  of  pit  coal  and  pit-coal  coke  in  the 
smelting  and  manufacture  of  iron. 

3.  Ine  invention  of  puddling  and  rolling  bar 
ironby  Mr.  Cort. 


4.  The  introduction  of  Mr.  Watt's  double 
blast  engine. 

6.  The  application  of  heated  air  to  blast  fur- 
naces. 

The  inventions  constituting  this  last  epoch  are 
the  subject  of  the  two  following  patents. 

1.  To  James  B.  Neilson,  11  September,  1828, 
for  "  the  improved  application  of  air  to  produce 
heat  in  fires,  forges,  and  furnaces,  where  bellows 
or  other  blowing  apparatus  are  required."  The 
invention  consists  in  supplying  the  aii*  heated 
in  a  vessel  intermediate  to  the  furnace  and  the 
blowing  apparatus.  Neiltm  v.  Harford  and  otheru 

2.  To  GeorgeCrane,28th  September,  1836,  for 
**  an  improvement  in  the  manufacture  of  iron." 
The  invention  consists  in  the  combined  use  of 
the  hot  blast  and  anthracite.  Crane  v.  Price  and 
others, 

Conditiont  of  validity, 

1.  The  Grantee,  Lord  Dudley,  according  to 
the  preceding  account,  was  the  first  person  who 
succeeded  in  making  iron  from  pit  coal;  be 
brought,  therefore,  a  new  trade  into  the  realm. 
Ante  5, 8. 

2.  The  term.  Fourteen  years  would  hardly  be 
considered  other  than  a  reasonable  time.  lb. 

3.  The  tubject-ntatler.  The  result  was  iron 
made  from  pit  coal,  either  in  its  natural  state  or 
coked,  and  the  other  substances  in  use  before ;  so 
far  as  appears  in  the  letters  patent,  the  invention 
was  simply  the  substitution  or  pit  coal  for  wood  or 
charcoal.  It  may  be  conjectured,  from  a  variety 
of  circumstances,  that  the  success  was  due  to  an 
improved  furnace,  bellows  and  blast.  The  substi- 
tution, however,  of  coal  as  the  fuel  was  the 
general  feature  of  the  invention,  the  means  being 
subsidiary,  admitting  of  continued  improvement, 
and  not  necessary  to  be  described  ;  the  com- 
mon law  only  requiring  the  inventor  to  be  in 
possession  of  such  means,  or  the  grant  would  be 
void  for  false  suggestion. 

Other  patents  were  granted  subsequently  for 
the  same  object,  the  means  being  different.  As 
to  Buck,poft34. 

4.  Noveity  and  utility.  The  precedinp^  account 
shows  that  little  doubt  can  be  entertained  as  to 
the  validity  of  the  patents  on  both  the  above 
grounds. 
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MANSELL'S  GLASS  PATENT. 

(exckpted  in  thb  statute  of  MON'OPOLIFS.) 

Letters  Patent  22  May^  21  Jac.  I.  to  Sir  Robert  Mamelh 

James,  &c.,  to  all,  &c.,  Whereas  in  and  by  our  letters  pa- 
tent, sealed  with  our  great  seal  of  England,   bearing  date  at 
Westminster,  the  nineteenth  day  of  January,  in  the  twelfth  RecUnU, 
year  of  our  reign  of  England,  France,  and  Ireland,  and  of  Scot-  ,l^rs*^7eiVi2 
land  the  eight-and-fortieth,  it  is  (amongst  other  things)  men- Jac.  Lit  is  men- 
tioned, that  we,  taking  into  our  consideration  the  daily  waste  eonsWeration*  of 
and  decay  of  timber  and  wood  within  our  realm  of  England  and  the  consumption 
Wales,  and  the  dominions  of  the  same,  insomuch  and  where  °  ^^    ^'  *" 
thentofore  this  our  kingdom  was  furnished  and  adorned  with 
goodly  quantities  of  the  same,  not  only  for  the  navies  and  inha- 
bitants thereof  for  their  continual  use  and  comfort,  and  for 
store  and  provision  against  all  occasions  and  accidents,  but  also 
to  serve  and  supply  foreign  parts  with  the  same  in  great  plenty, 
and  that  then  of  late  contrariwise  the  continual  consumption 
of  the  same,  and  that  many  times  in  superfluous  and  unneces- 
«ary  things,  did  both  increase  intolerably  the  rates  and  prices 
of  timber,  wood,  and  fuel,  in  an  excessive  and  unreasonable 
manner,  and  also  threaten  an  utter  want  and  scarcity  thereof,  of  the  scarcity 
so  much  that  then  our  subjects  of  this  kingdom  of  late  years  ^f  wood  for  ne- 
had  been  forced  to  use  timber,  firewood,  and  fuel,  brought  from  if^nvi'nient  re^' 
foreign  parts,  whereby  great  damage  in  time  to  come  would  "®^y.  ^.^  "^' 
grow  to  our  realm  and  subjects  of  this  kingdom,  for  want  of 
necessary  provision,  as  well  for  making  and  preparing  of  ships 
(being  the  principal  defence  of  this  our  kingdom),  as  also  for 
convenient  buildings  and  firewood  in  all  places,  if  convenient 
remedy  according  to  the  good  policy  of  state  were  not  in  time 
provided,  and  that  we  were  therefore  moved,  out  of  our  especial 
care  of  the  future  good  of  this  our  kingdom,  not  only  to  make  j^  ^^^j,   ^^^^ 
provision  for  the  preservation  and  increase  of  timber  and  wood  wood  should  be 
by  good  laws  and  ordinances,  but  also  to  embrace  all  profitable  airdevtccs  and 
and  beneficial  devices,  projects,  and  inventions,  that  might  tend  inventions  tend- 
to  the  furthering  thereof;  so  that  perceiving  glass  works  and  c'cmrlgedT  and 
working  of  glasses  vrith  timber  and  wood  to  be  one  of  the  l>ecause  glass 
greatest  and  thiefest  means  to  consume  and  destroy  timber  and  great*thIef*of 
wood,  whereas,  theretofore,  we  had  given  and  granted  license  ^®**^»  license 
unto  Sir  Jerome  Bowes,  Knight,  within  our  realms  of  England  Bowe^Tr  mak- 
and  Ireland,  to  use  the  art  and  feat  of  making  drinkinor  fflasses.  *°?  gjasses  and 

1      •  ,  -  .       .  _  .       ,  ? ,  »''  others  prohi- 

ana  other  glasses,  for  a  ccrtam  time  ^^d  term  m  tlie  said  recited  bited ; 
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letters  patent  expressed,  and  thereby  had  prohibited  all  others 
to  make  the  said  glasses,  upon  express  proviso  and  condition 
that  we,  our  heirs  and  successors,  might  frustrate,  determine^ 
and  make  void,  the  said  recited  letters  patent  of  license,  in 
And  afterwards  such  casc  as  in  the  same  letters  patent  is  expressed ;  and  that 
grantLd'tr  '*'**  afterwards,  by  our  letters    patent    under  the   great  seal   of 
others  after  the  England,  wc  did  also  give  and  grant  the  like  license  to  make 
preceding 21  ^drinking  glasses,   and   other  glasses,  unto  Sir  Percival  Hart, 
years  J  Knight,  and  Edward  Fawcett,  Esquire,  from  the  expiration  or 

determination  of  the  said  Sir  Jerome  Bowes  his  patent,  for  and 
during  the  term  and  space  of  one-and-twenty  years  thence  next 
ensuing ;    and  that  also  by  the  like  letters  patent,  under  our 
And  license  was  great  seal  of  England,  we  did  grant  license  unto  Edward  Sal- 
SaTtef/for  mak^  ^^^  Esquirc,  to  usc  the  art  of  making  all  manner  of  drinking 
ing  all  glasses    glasses,  and  other  glasses,  and  glass  works,  not  prohibited  by 
by  preceding;     ^^^  former  letters  patent;   as  by  the  said  several  letters  pa- 
tent appeared :   And  it  is  also  in  and  by  our  said  letters  pa- 
tent, bearing  date  the  said  nineteenth  day  of  January,  in  the 
^"IJ^'^'k'"®""  ^^^^  twelfth  year  of  our  reign  of  England,  mentioned,  that  we, 
letters  patent !  then  lately  having  certain  notice  or  perfect  knowledge  that  the 
that  the  licences  said  several  recited  letters  patent  of  licenses  were  ffrown  very 

had  become  pre- «         -,         ,  .,.   .,  ,,  ,  ,  ,.  ,' 

judicial,  there    hurtful  and  prejudicial  unto  this  our  realm ;  there  being  then 
a^'roe^t^^r*^**  ^^^^7  presented  unto  us  by  Thomas  Percivall,  Esquire,  a  pro- 
new  invention    ject  of  ncw  invention,  for  the  making  of  all  manner  of  glasses 
whir^  coa/'^  with  pit  coal,  and  other  fuel,  not  being  timber  or  wood,  which 
and  other  fuel    WC  had  then  been  slow  to  believe,  until  at  the  great  charge  of 
besides  timber;  ^^  ^^jj  Thomas  Pcrcivall  the  same  was  brought  to  perfection, 
as  plainly  appeared  by  manifest  and  demonstrative  experience, 
in  and  by  the  several  furnaces  then  lately  erected  and  built  by 
the   said  first  inventor  Thomas  Percivall  and  his   partners: 
And  also  that     And  it  is  further  mentioned  in  and  by  the  said  letters  patent, 
ImiS"  b'com     ''^^^g  date  the  said  nineteenth  day  of  January,  forasmuch  as 
hurifJi.  the  said  the  usc  and  exercise  of  the  liberty  and  authority  by  the  said 
were'^o^d^n  law  ^^^^®  former  rccited  letters    patent   mentioned  to  be  granted 
and  to  be  over-  were  grown  hurtful  and  prejudicial  to  the  common  weal,  and 
rouree"  o/  law*  ^^®  prejudice  of  them  was  likely  daily  to  increase,  unless  some 
and  that  the      provision  thereof  were  made,  whereupon  the  said  letters  patent 
notTndertake    ^^^^  bccomc  void  in  law,  and  to  be  overthrown  by  ordinary 
their  defence;    course  of  law,  in  such  cases  used,  we  did  by  the  same  letters 
patent,  bearing  date  the  nineteenth  day  of  January,  express  and 
declare  that  we  did  not  purpose  to  take  upon  us  the  defence  or 
protection  of  any  the  said  letters  patent,  or  of  any  thing   in 
any  of  them  mentioned  to  be  granted,  and  that  course  should 
from  time  to  time  be  had  and  used  against  all  persons  that 
should  take  upon  them  to  use  or  exercise  any  power,  privilege, 
or  liberty,  by  pretext  or  colour  of  any  of  the  said  letters  patent, 
as  our  laws  in  such  case  should  permit  and  require ;  with  this. 
And  that  for  the  that,  for  the  preservation  of  wood  and  timber,  we  did  purpose 
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to  take  such  course  for  the  general  restraint  of  our  people  from  preservation  of 
the  making  of  glass  with  wood  or  timber  as  should  be  agreeable  course  would  be 
to  the  good  of  our  people,  and  the  state  of  the  commonwealth :  f^J^^^jej^^J^*!" 
And  it  is  also  mentioned  in  and  by  our  said  letters  patent,  ing  glass,  and 
bearing  date  the  said  nineteenth  day  of  January,  in  the  said  t'ranted^todivera 
twelfth  year  of  our  reign  of  England,  that  we  (for  the  con  side-  perrons  to  use 
rations  therein  expressed)  did  give  and  grant  unto  our  right  Jg®J*Qf^°j^^|^^*' 
trusty  and  right  well-beloved  cousin  Philip,  Earl  of  Montgomery,  glass  of  any  me- 
and  to  our  right  trusty  and  right  well-beloved  cousin,  Thomas  %  JJ^y  othcr^^ 
Viscount  Andover,  by  the  name  of  our  trusty  and  well-beloved  f"eJ.  "J^  *>«"g 
subject  and  servant  Sir  Thomas  Howard,  Knight,  and  to  our  ty^ne  yean. 
trusty  and  well-beloved  subjects  and  servants  Sir  Robert  Man- 
acD,  Knight,  Sir  Edward  Zouch,  Knight,  Sir  Thomas  Tracy, 
Knight,  Thomas  Hayes,  Esquire,  Bevis  Theloall,  Thomas  Per- 
civall,  and  Robert  Kellaway,  their  deputies  and  assigns,  full  and 
free  license,  power,  privilege,  and  authority,  that  they,  and  every 
of  them,  and  every  of  their  executors,  administrators,  assigns, 
deputies,  servants,  workmen,  factors,  and  agents,  should  and 
might,  from  time  to  time,  and  at  all  times  thereafter,  during  the 
term  and  space  of  one-and- twenty  years  next  and  immediately 
ensmng  the   date  of  the  said  letters  patent,  at  their  and  every 
of  their  wills  and  pleasures,  use,  exercise,  practise,  set  up,  and 
put  in  use,  the  art,  mystery  and  feat,  of  melting  and  making  of 
aD  manner  of  drinking  glasses,  broad  glasses,  window  glasses, 
looking  glasses,  and  all  other  kind  of  glass,  glasses,  bugles, 
bottles,  vials,  or  vessels  whatsoever  made  of  glass,  of  any  fashion, 
stuff,  matter,  or  metal  whatsoever,  thentofore  used,  and  then- 
after  to  be  devised  or  used,  in  this  our  realm  of  England  and 
Wales,  and  the  dominions  thereof,  or  elsewhere,  with  sea  coal, 
pit  coal,  or  any  other  fuel  whatsoever,  not  being  timber  or 
wood,  nor  made  of  timber  or  wood,  in  and  throughout  this  our 
Tealm  of  England  and  Wales  and  the  dominions  thereof,  and 
within  every  or  any  part  of  the  same  elsewhere  within  any  of 
our  Idngdoms   and  dominions,  yielding  and  paying  therefore  Yieldingiooo/. 
yearly,  during  the  said  term  and  time  of  one-and-twenty  years,  P*'  *'*'»"™- 
unto  us,  our  heirs  and  successors,  the  annual  or  yearly  rent, 
fiurm,  or  sum,  of  one  thousand  pounds  of  lawful  money  of  Eng-  And  also  that  no 
land :  And  it  is  also  mentioned  in  our  letters  patent,  bearing  °^|jj^"  J^ns**** 
date  the  said  nineteenth  day  of  January,  that  we  did  thereby  should,  during 
grant,  that  no  person  or  persons  whatsoever,  other  than  the  imJrllny  gUss 
said  PhiUp  Earl  of  Montgomery,  Sir  Thomas  Howard,  Sir  Ro-  into  the  realm. 
bcrt  Mansell,  Sir  Edward  Zouch,  Sir  Thomas  Tracy,  Thomas 
Hayes,  Bevis  Theloall,  Thomas  Percivall,  and  Robert  Kellaway, 
their  executors,  administrators,  deputies,  assigns,  agents,  factors 
and  servants,  should  at  any  time  thereafter,  during   the   said 
term  of  one-and-twenty  years,  import  or  bring  into  our  said 
realm  of  England  and  Wales,  or  the  dominions  thereof,  or  to 
any  part  or  parcel  thereof,  out  of  or  from  any  realm  or  foreign 
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part,  any  manner  or  kind  of  glass  or  glasses  whatsoever,  before 
in  the  said  letters  patent  mentioned,  of  what  metal,  stuff,  or 
fashion  soever  they,  nor  directly  or  indirectly  buy  or  contract 
for  any  kind  or  sort  of  glass  made  beyond  the  sea,  or  in  any 
place  out  of  this  realm  of  England,  Wales,  or  the  dominions 
thereof,  nor  sell  or  utter  any  such;  as  by  the  said  letters  patent, 
amongst  divers  grants,  powers,  privileges,  and  other  things 
And  whereas  the  therein  contained,  more  at  large  appeareth:  Now  forasmuch  as 
MidiVianseii.by  ^he  Said  Sir  Robert  Mansell,  by  agreement  and  contract  with 

contrsict  with  *       j       o 

the  other  paten-  the  rest  of  the  Said  patentees  taking  upon  himself  the  exercise 
tees  having  ta-  ^^^  exccutiou    of    the  Said  letters   patent   of  privilege,   was 

ken  on  himself  tiii  i-i,  fz-i-i 

the  said  rent  and  Charged  and  burthencd  with  the  payment,  not  only  of  the  said 
otYereTnterested  y^^^^y  ^^^^  ^^  ^"®  thousand  pounds,  but  with  suudry  other 
in  the  said  pri-  great  yearly  payments  unto  divers  others  that  were  interested 
son^thereof'^**"  ^^  ^^®  ^^^^  patent  privilege,  all  which  payments  did  amount 
could  not  sell  unto  in  the  whole  the  sum  of  two  thousand  and  eight  hundred 
dlrate'pJicesT^"  P^^"^'*  ^y  *^^  y^^^  ^^  *^®  Icast,  and  in  respect  thereof  could  not 
and  all  importa-  utter  and  sell  the  glasses  made  by  virtue  of  the  said  patent  of 
madein  a^y  privilege  for  sucli  moderate  prices  as  was  fitting  for  our  sub- 
other  dominions  jects ;  and  in  respect  thereof,  and  because  all  importation  of 
of  any  foreign^'  glass,  made  as  well  in  any  other  of  our  own  dominions  as  in  the 
P"D/:e^»"&  dominions  of  any  foreign  princes  or  states,  was  by  the  said 
ll\d  \enen  pa-  letters  patent  of  privilege  prohibited  and  restrained,  the  said 
tent  were  be-  letters  patent  of  privilege,  bearing  date  the  said  nineteenth  day 
and  complained  of  January,  did  grow  hurtful  and  prejudicial  to  the  common 
of  m  parliament  ^eal,  and  accordingly  the  same  were  complained  of  in  the  last 

as  a  grievance,  .  /•  -r*     i  •  .  i   , 

and  in  respect  convention  of  Parliament  as  a  grievance,  so  as  the  said  letters 
ThenMaccrubR*  P^^®"^^  bearing  date  the  said  nineteenth  day  of  January,  in 
void  in  law.  respect  of  the  prejudice  thereby  accruing  to  the  commonwealth, 
are  become  void  in  law,  and  to  be  overthrown  by  the  ordinary 
That  the  crown  course  of  law  in  such  cases  used :  Know  ye,  that  we,  taking  the 
will  not  take  up  premises  into  our  gracious  and  princely  consideration,  do  hereby 
the  said  letters  declare,  that,  insomuch  as  the  said  letters  patent,  bearing  date 
patent,  but  ^jj^  said  nineteenth  day  of  January,  and  other  the  letters 
sous  claiming  patent  bcfore-mentioned  and  recited,  did  become  prejudicial 
Pu"^**t^^u  ^^^^^  to  the   public,   and   the   execution   of  them  grievous  to  our 

them  to  l>e  ,.',.'       ,  ...  ,  /-  ?  i 

dealt  with  by  lovmg  subjects,  that  we  will  not  hereafter  take  upon  us  the 
^^^'  defence  or  protection    of   any    the    said    letters    patent,   or 

of  any  thing  in  any  of  them  mentioned  to  be  granted, 
and  that  such  course  shall  and  may  from  time  to  time  be 
had  and  used  against  all  persons  that  shall  hereafter  take  upon 
them  to  use  or  exercise  any  power,  privilege,  or  liberty,  by 
pretext  or  colour  of  any  of  the  said  letters  patent,  as  our  laws 
in  such  case  shall  permit  or  require.  And  yet  nevertheless, 
upon  deliberate  advice  with  the  Lords  and  others  of  our  Privy 
Council,  and  at  the  humble  petition  of  the  said  Sir  Robert 
Mansell,  setting  forth  that  the  making  of  glass  of  all  kinds  within 
this  kingdom  with  sea  coal  and  pit  coal  was  brought  to  a  full  and 
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exact  perfection,  for  the  use  and  good  of  our  kingdom,  with  the  And  in  conn- 
expense  of  his  whole  fortunes,  upon  due  consideration  of  the  ^*JJJ^*L\f  ^,1^ 
many  and  faithful  services  of  the  said  Sir  Robert  Mansell,  and  by  pit  coal 
finding  J)y  the  petitions  and  certificates  of  the  glass   sellers,  ^^J^^^l^^^" 
looking-glass  makers,  glaziers,  and  spectacle  makers,  in  and  near  fection  at  the 
our  City  of  London^  made  and  certified,  some  of  them  to  the  ^anBeU 
Commons  in  the  last  convention  of  Parhament,  and  the  rest 
*  unto  the  Lords  Commissioners  by  us  appointed,  to  take  consi- 
deration of  the  business  of  glass  works,  that  the  glass  made  by 
the  said   Sir  Robert  Mansell  was  perfectly  good,  clear,  and 
merchantable,  or  rather  better  glass  than  formerly  was  made  And  the  glass 
with  wood,  and  that  there  was  sufficient  store  made  not  only  to  ^^j^^i^^oj 
serve  England,  but  also  to  serve  other  countries  if  need  were,  rather  better 
we  are  pleased  and  resolved,  and  do  hold  it  most  requisite  and  jjijj  w^™*^* 
necessary  for  the  good  and  benefit  of  this  realm,  that  the  making 
of  glass  with  sea  coal  and  pit  coal  be  continued,  and  that  all 
making  of  glass  with  wood  for  ever  hereafter  shall  cease,  and  the 
privilege  for  sole  making  thereof  with  sea  coal  and  pit  coal  shall 
be  renewed  to  the  said  Sir  Robert  Mansell,  not  only  as  a  token 
of  our  grace  and  favour  towards  him  by  his  many  and  well-  The  grant  to  be 
deserving  services,  but  as  a  recompense  for  the  great  charge  and  reoe'^ed  to  him 
expense,.which,  for  upholding  and  bringing  of  that  work  to  full  for  his  great 
perfection,  he  hath  disbursed,  to  the  weakening  of  his  estate,  ^^  * butwjth- 
but  yet  without  any  restraint  of  the  importation  of  foreign  glass,  out  any  restraint 
and  without  burthen,  of  rent  or  otherwise,  which  might  occasion  JSiin^oTforeigu 
the  enhancing  of  prices  to  our  subjects,  whereby  all  just  griev-  glass,  and  with- 
anoe  shall  be  taken  away,  by  our  own  loss  of  the  annual  rent,  o^^  W»ogMy 
which  upon  the  said  former  letters  patent  was  reserved  unto 
us :  Know  ye  further,  that  we,  as  well  for  and  in  consideration  Granting  part* 
of  the  good  and  faithful  service  done  unto  us  by  the  said  Sir 
Robert  Mansell,  our  Vice  Admiral  of  England,  as  also  of  the 
great  pains,  charges,  hazards,  disbursements,  and  expense  of 
great  sums  of  money  and  other  detriments,  which  the  said  Sir 
Robert  Mansell  hath  undergone  and  been  at,  in  and  about  the 
■aid  work  of  making  glass  with  sea  coal,  and  for  other  good 
causes  and  considerations  us  hereunto  moving,  of  our  especial 
grace,  certain  knowledge,  and  mere   motion,  have  given  and 
granted,  and  by  these  presents  for  us,  our  heirs  and  successors, 
do  give  and  grant,  imto  the  said  Sir  Robert  Mansell,  his  exe- 
cutors, administrators  and  assigns,  full  and  free  liberty,  license, 
power,  and  authority,  that  he,  the  said  Sir  Robert  Mansell,  his 
executors,  administrators,  assigns,  deputies,  servants,  workmen, 
fiscton,  and  agents,  shall  and  may,  from'  time  to  time,  and  at  all 
times  hereafter,  during  the  term  of  years  hereafter  in  these 
presents  mentioned,  at  his  and  their  and  every  of  their  wills  and  To  um,  exer- 
pleasures,  use,  exercise,  practise,  setup,  and  put  in  use,  the  art,  ^u^'Vod^ut 
feat,  and  mystery,  of  melting  and  making  of  all  manner  of  drink-  in  use!  the  art, 
ing  glasses,  broad  glasses,  window  glasses,  looking  glasses,  and  ^^^^  ^^  ^^' 
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And  to  erect 
and  set  up  fur- 
naces, and  to 
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tery,  of  melting  all  other  kind  of  glass,  glasses,  bugles,  bottles,  vials,  or  vessels 
glass  of  any  whatsoever  made  of  glass,  of  any  fashion,  stuff,  matter,  or  metal 
stuff  or  metal    whatsoever,  heretofore  used,  or  hereafter  to  be  devised  or  used, 

witb  sea  coal  or 

any  fuel  not'  in  this  our  realm  of  England  and  Wales,  and  the  dominions 
wShfn'Er^iand  ^'^^'^^^^^  ^^  elsewhere,  with  sea  coal,  pit  coal,  or  any  other  fuel 
and  Wales ;  whatsoever,  not  being  timber  or  wood,  nor  being  made  of  timber 
or  wood,  and  throughout  this  our  realm  of  England  and  Wales, 
and  the  dominions  thereof,  and  within  every  or  any  part  of 
them,  or  any  of  them,  and  to  make,  erect,  and  set  up,  as  many 
furnaces,  engines,  structures,  and  devices,  for  that  intent  and 
purpose,  and  in  as  many  places  of  our  said  realm  and  dominions, 
as  he  or  they  shall  think  fit,  agreeing  with  the  owners  of  the 
soil  for  the  same ;  and  the  glass  and  glasses,  bugles,  bottles,  vials, 
and  vessels,  so  made,  to  utter  or  sell,  in  gross  or  by  retail,  or 
otherwise  to  do  away,  at  his  and  their,  or  any  of  their  free  will 
and  pleasure,  to  his  and  their  profit  and  commodity,  during  all 
the  said  term  hereinafter  mentioned ;  and  that  he,  the  said  Sir 
Robert  Mansell,  his  executors,  administrators,  and  assigns,  and 
his  or  their  deputies,  servants,  workmen,  and  agents,  having 
license  from  the  said  Sir  Robert  Mansell,  his  executors,  admi- 
nistrators, or  assigns,  shall  and  may,  from  time  to  time  during 
the  said  term,  have  and  enjoy  the  sole  trade  of  making  and 
melting  of  all  manner  of  drinking  glasses,  broad  glasses,  window 
glasses,  looking  glasses,  and  all  other  kind  of  glass,  glasses, 
bugles,  bottles,  vials,  or  vessels,  in  form  aforesaid ;  and  that  no 
other,  during  the  said  term,  shall  or  may  use  or  practise  the  art 
or  feat  of  making  or  melting  of  any  glass  with  timber  or  wood, 
nor  with  pit  coal  or  sea  coal,  or  other  fuel,  not  being  timber  or 
wood,  nor  made  of  timber  or  wood :  To  have,  hold,  use,  exercise, 
practise,  and  put  in  use  the  said  license,  liberty,  privilege,  autho- 
rity, immunity,  of  and  for  melting  and  making  of  all  and  all 
manner  of  drinking  glasses,  broad  glasses,  window  glasses, 
looking  glasses,  and  all  other  kind  of  glass,  glasses,  bugles, 
bottles,  vials,  and  vessels  whatsoever,  with  sea  coal,  pit  coal,  and 
other  fuel,  not  being  timber  or  wood,  or  made  of  timber  or  wood, 
in  all  parts  and  places  within  our  said  kingdom  and  dominions, 
unto  the  said  Sir  Robert  Mansell,  his  executors,  administrators, 
deputies,  and  assigns,  and  their  and  every  of  their  servants, 
workmen,  factors,  and  agents,  for  and  during  the  whole  term, 
and  to  the  full  end  and  determination  of  fifteen  years  next  ensuing 
the  date  of  these  our  letters  patent,  fully  to  be  complete  and 
ended;  freely  and  absolutely,  without  any  rent,  account,  sum 
or  sums  of  money,  reckoning,  allowance,  or  any  other  thing 
whatsoever,  to  us,  our  heirs  or  successors,  to  be  therefore  paid, 
made,  given,  answered,  or  done,  in  any  manner  of  wise.  And  to 
the  end  the  said  Sir  Robert  Mansell,  his  executors  and  assigns, 
may  receive,  perceive,  and  have  such  benefit,  profit,  and  commo- 
dity, as  we  intend  unto  him  and  them  by  this  our  grant,  and  as 


To  have  said 
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the  perfecting  of  so  great  a  work  with  such  care  and  hazard 
deserveth^  and  for  the  better  encouraging  of  him  and  them  to 
reduce  the  said  business  to  a  further  perfection,  we  do  hereby 
expressly  declare  and  signify  our  royal  pleasure  to  be,  and  we  do  No  persons  to 
strictly  charge,  inhibit,  and  command  all  and  every  other  owr^f^^^^^^l^^ 
loving  subjects,  and  all  and  every  other  person  and  persons,  of  coal,  or  fuel 
what  estate,  degree,  or  condition,  they,  or  any  of  them,  be,  that  ^'i^hoouL'^^- 
they  presume  not  nor  attempt  by  any  art,  act,  or  device  whatso-  lent  of  Manseilj 
ever,  directly  or  indirectly,  to  make  any  manner  or  kind  of 
drinking  glasses,  broad  glasses,  window  glasses,  looking  glasses, 
or  any  other  kind  of  glass,  glasses,  bugles,  bottles,  vials,  or  ves* 
sels  whatsoever  made  of  glass,  as  aforesaid,  with  sea  coal,  pit  coal, 
or  any  other  fuel,  not  being  timber  or  wood,  nor  made  of  timber 
or  wood,  at  any  time  during  the  said  term,  without  the  especial 
consent  and  Ucense  in  writing  of  the  said  Sir  Robert  Mausell, 
his  executors,  administrators,  or  assigns ;  but  that  the  full  and 
whole  benefit  and  profit  of  making  of  all  and  all  kinds  of  glass 
and  glasses  whatsoever,  as  aforesaid,  with  pit  coal,  sea  coal,  and 
other  fuel,  not  being  timber  or  wood,  nor  made  of  timber  or 
wood,  within  every  part  of  our  said  kingdom  and  dominions, 
shall  be  and  remain,  during  all  the  said  time  and  term,  to  the 
sole  and  only  behoof,  disposition,  and  use,  of  the  said  Sir  Robert 
Mansell,  his  executors,  administrators,  deputies,  and  assigns,  and 
to  none  other  person  or  persons  whatsoever;  and  we  do  further 
by  these  presents  straitly  charge,  command,  and  prohibit,  and 
do  signify  our  royal  will  and  pleasure  to  be,  that  no  person  or 
persons  whatsoever,  of  what  estate,  degree  or  condition  soever 
they  or  any  of  them  be,  other  than  the  said  Sir  Robert  Mansell, 
his  executors,  administrators,  deputies,  and  assigns,  and  such  as 
shall  be  Ucensed,  authorised,  and  set  on  work,  by  him  or  them, 
or  any  of  them,  do,  shall,  or  may,  at  any  time  hereafter,  during 
the  term  of  years  before  mentioned,  practise,  erect,  or  set  up,  by  Or  practise, 
any  ways  or  means,  the  said  art  and  feat  of  making  of  any  kind  JjJ^^j^i^'art!  "^' 
of  glass  or  glasses,  bugles,  bottles,  vials,  or  vessels  whatsoever, 
or  any  furnace  or  furnaces  for  making  thereof,  within  our  said 
kingdom  and  dominions,  upon  pain  of  our  heavy  displeasure, 
and  due  punishment  for  the  contempt  of  our  royal  command- 
ment in  that  behalf.    And  we  do  by  these  presents  give  and  Power  to  search 
grant  unto  the  said  Sir  Robert  Mansell,  his  executors,  adminis-  ^^^  offences. 
trators  and  assigns,  deputies,  factors  and  agents,  and  every  of 
them,  fall  power,  Uberty  and  authority,  from  time  to  time,  and 
at  all  times,  daring  the  said  term,  by  iJl  lawful  ways  and  means, 
to  search,  try,  and  find  out,  aU  offences  and  acts  committed  and 
done  contrary  to  the  true  intent  and  meaning  of  these  our  let* 
ters  patent*     And  Ukewise  for  us,  our  heirs  and  successors,  we  Authority  to  sell 
do  hereby  of  our  especial  grace,  certain  knowledge,  and  mere  i^^rt  w'hTt**!^ 
motion,  give  and  grant  unto  the  said  Sir  Robert  Mansell,  his  not  required  at 
executors,  administrators,  deputies,  assigns,  factors,  agents  and  us^aTcwtoms. 
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servants,  free  power,  liberty,  license,  and  authority,  to  utter  and 
sell,  in  gross  or  by  retail,  such  kind  of  glass  or  glasses  before 
mentioned,  as  shall  be  made  by  virtue  of  these  our  letters  pa- 
tent; and  if  he  or  they  shall  have  more  than  will  serve  us,  and 
the  subjects  of  us,  our  heirs  and  successors,  that  then  he  and 
they,  and  such  others  as  shall  buy  the  glass,  made  as  aforesaid, 
of  him  or  them,  or  any  of  them,  to  transport  and  carry  over  unto 
foreign  parts,  so  many  and  so  much  thereof  as  they  shall  think 
fit,  paying  unto  us,  our  heirs  and  successors,  the  customs  due 
to  be  paid  for  the  same,  and  leaving  sufficient  quantity  for  us, 
our  heirs  and  successors,  and  our  or  their  subjects  at  reasonable 
Exchequer  writs  prices.     And  we  do  further,  for  us,  our  heirs  and  successors, 
L^o«T&ct  to  ^^  *^^  8™^^  ^y  *®^®  presents,  that  our  Treasurer,  Chancellor, 
search  after  per- and  Barons  of  the  Exchequer,  for  the  time  being,  or  any  of 
vi(Sailon  of  these  ^^^^9  ^7  ^rce  of  this  our  grant,  or  the  enrolment  thereof  in  our 
presents.  Court  of  Exchequer^  from  time  to  time,  and  at  all  times  here- 

after, during  the  said  term,  upon  the  request  of  the  said  Sir 
Robert  Mansell,  his  executors,  administrators,  assigns  or  agents, 
shall  grant,  make  and  direct,  under  the  seal  of  our  said  Court 
of  Exchequer,  such  and  so  many  writ  and  writs,  close  or  patent, 
unto  such  Mayors,  Bailiffs,  Sheriffs,  Customers,  Comptrollers, 
Searchers,  and  other  officers  of  us,  our  heirs  and  successors,in  such 
shires,  counties,  cities,  towns,  boroughs,  and  other  places  what- 
soever, within  our  said  realm  of  England  and  Wales,  and  the  do- 
minions thereof,  as  the  said  Sir  Robert  Mansell,  his  executors 
or  assigns,  shall  at  any  time,  and  from  time  to  time,  require, 
thereby  charging  and  commanding  the  said  officers,  and  every  of 
them,  diligently  and  carefully  to  inquire,  try,  search,  and  find  out, 
all  and  every  person  and  persons,  as,  contrary  to  the  true  intent 
and  meaning  of  these  our  letters  patent,  shall  at  any  time  during 
the  said  term,  make,  utter,  or  sell,  any  such  kind  of  glass  or 
glasses  whatsoever,  hereinbefore  mentioned,  or  build,  make, 
erect,  use,  or  set  up,  or  cause  to  be  builded,  made,  erected,  or 
set  up,  any  such  furnace  or  furnaces,  structures,  engines,  or 
devices,  for  the  melting  or  making  of  any  the  sorts  or  kinds  of 
glass  or  glasses  before  mentioned,  until  they  understand  the 
pleasure  of  our  said  Treasurer,  Chancellor,  and  Barons  of  our 
said  Court  of  Exchequer,  in  that  behalf,  and  further  order  by 
The  officers  of  them  taken  therein.  And  we  do  hereby,  for  us,  our  heirs  and 
to  dM^^ouSTu'r-  successors,  will  and  command  the  Treasurer,  Chancellor,  and 
paces  and  pun-  Barons  of  the  Exchequer,  for  the  time  being,  and  every  of  them, 
IS  o  en  ers.  ^^^  they,  or  any  of  them,  upon  complaint  made  by  the  said  Sir 
Robert  Mansell,  his  executors,  administrators,  or  assigns,  in  that 
behalf,  do  all  that  in  justice  they  may,  as  well  for  the  demolish- 
ing of  the  said  furnaces,  structures,  engines,  and  devices,  set  up 
or  devised  contrary  to  the  true  intent  of  these  presents,  as  for 
the  apprehension  and  lawful  punishment  of  such  as  shall  offend 
against  any  part  of  these   our  letters  patent.    And,  for  the 
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better  execation  of  this  our  grant,  we  do  hereby,  for  us,  our  Authority  to 
heirs  and  successors,  give  and  grant  full  power,  license,  and  peace  officer  to 
authority,  unto  the  said  Sir  Robert  Mansell,  his  executors,  depu-  «^'  "^to  gia« 
ties,  and  assigns,  by  himself  or  themselves,  or  his  or  their  agents, 
fiustors,  or  servants,  with  the  assistance  of  some  officer  appointed 
for  preservation  of  the  peace,  to  enter  into  any  glass  house  or 
glass  houses,  and  other  place  or  places  whatsoever,  within  any 
part  of  any  of  our  kingdoms  and  dominions,  as  well  within  liber- 
ties as  without,  where  any  such  furnaces,  structures,  engines,  or 
devices,  shall  be  made  or  set  up,  contrary  to  the  true  intent  of 
these  presents;  or  where  any  glass  is  made  contrary  to  the  pri- 
vil^e  hereby  granted  shall  probably  and  reasonably  be  sus- 
pected to  be,  and  there,  by  all  lawful  ways  and  convenient 
means,  to  try  and  search  for  all  and  all  manner  and  kind  of  any 
the  glass  or  glasses  before  in  these  our  letters  patent  mentioned, 
and  glass  works  erected  or  made  in  any  part  of  our  said  kingdom 
or  dominions,  to  be  bought  or  sold  contrary  to  the  true  intent 
and  meaning  of  these  our  letters  patent,  or  to  any  law,  pro- 
damation,  ordinance,  statute,  in  that  behalf  made  or  ordained, 
or  to  be  made  or  ordained;  and  if  upon  search  they  shall  find 
any  such  glass  or  glasses  made,  or  any  glass  work  or  furnace 
built  or  erected,  contrary  to  the  true  intent  and  meaning  of 
these  presents,  that  then,  with  all  convenient  speed,  he  or  they 
do  signify  the  same  to  us,  our  heirs  or  successors,  or  to  the 
Treasurer,  Chancellor,  and  Barons  of  our  Exchequer,  or  any  of 
them,  for  further  ord^  to  be  taken  therein,  as  shall  appertain; 
and  further^  that  he  and  they,  and  every  of  them,  do  carefully 
and  dil^ently  labour  and  endeavour  that  the  true  intent  and 
meaning  of  tiiese  our  letters  patent  may  be  truly  observed;  and 
if,  in  execution  thereof,  he  or  they,  or  any  of  them,  shall  find 
any  resistance,  then  to  certify  the  same  unto  our  said  Court  of 
Exchequer,  to  the  end  the  offenders  therein  may  receive  condign 
and  deserved  punishment  for  their  several  offences.    And  we  Aiiinayon.&c. 
do  further  hereby  stndtly  charge  and  command  all  Mayors,  [^further  the*^ 
Sheriffs,  Justices  of  Peace,  Bailiffs,   Constables,  officers,  and  accompinhment 
ministers^  and  all  other  the  subjects  of  us,  our  heirs  and  succes-  ®  ^  *  premise*. 
sors,  to  the  aiding  and  assisting  unto  the  said  Sir  Robert  Man- 
stD,  his  executors,  administrators,  deputies,  assigns,  factors,  and 
workmen,  in  all  reasonable  things  concerning  the  accomplish- 
ment of  these  our  letters  patent;  and  they  or  any  of  them  do 
not,  at  any  time  or  times,  hinder,  molest,  interrupt  or  disturb 
the  execution  thereof,  as  they  tender  our  heavy  displeasure,  and 
win  avoid  our  indignation.     And  we  do  likewise  charge  the  The  Attorney 
Attorney  General  of  us,  our  heirs  and  successors,  for  the  time  i^^ihewme^and 
being,  to  be  aiding  and  assisting  to  the  said  Sir  Robert  ManseU,  the  enrolment 
Us  executors,  administrators,  and  assigns,  in  the  maintaining  ^^^^^  ^"^ 
and  upholding  of  this  our  grant  and  privilege,  and  \t\  complain-  their  warrant. 
ing  against  such  as  riiall  withstand  or  impugn  the  same,  whereby 
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they  may  be  censured  and  punished  according  to  justice,  and 
these  our  letters  patent,  or  the  enrolment  of  them,  shall  be  their 
Nothing  herein  sufficient  warrant  and  discharge  in  that  behalf.  Provided  always, 
h?°der^he  **im-  ^^^  ^^^  ^^  *^^  pleasure  is,  that  this  our  present  grant,  or  any 
portation  from  thing  therein  contained,  shall  not  extend  or  be  construed  to 
foreign°'J«rt^^  ^  debar,  hinder,  or  let,  any  person  or  persons  whatso- 

any  glass  cast    evcr  to  import  or  bring,  or  cause  to  be  imported  or  brought,  into 
lereio.  ^j^j^  ^^^  realm  of  England  and  the  dominion  of  Wales,  and  there 

to  utter,  sell  and  dispose  of  any  glass  or  glasses,  of  what  kind  or 
sort  soever,  made  within  our  realm  of  Scotland,  or  in  any  foreign 
parts  beyond  the  seas;  but  that  it  shall  be  lawful  for  all  person 
and  persons  to  import  into,  and  utter  and  sell  within,  the  said 
realm  of  England  and  dominion  of  Wales,  or  any  of  them,  or  any 
part  of  them,  any  glass  or  glasses  whatsoever  made  within  the 
said  realm  of  Scotland,  or  any  foreign  parts,  as  aforesaid,  any 
thing  in  tliese  presents  contained  to  the  contrary  in  any  wise 
notwithstanding,  paying,  nevertheless,  unto  us,  our  heirs  and  suc- 
cessors, such  customs,  subsidies,  impositions,  and  other  duties, 
as  shall  be  due  and  payable  for  the  said  glass  and  glasses  so  to 
The  lettera  pa-  be  imported,  at  the  time  of  the  importation  of  the  same.    And 
**rue?roortfa"   ^^^7^  ^c  do  by  thcsc  presents,  for  us,  our  heirs  and  successors, 
voarably  for      of  our  further  cspecial  grace  and  favour,  grant  unto  the  said  Sir 
wiUwundi"  g'the  Ko^ert  Mansell,  his  executors,  administrators  and  assigns,  that 
not  describiug    thcsc  our  letters  patent,  or  the  enrolment  of  them,  shall  be 
furnacw  or  en-  taken,  construed  and  adjudged,  in  all  and  every  our  Courts  of 
ginestobeused.  Justice,  and  elsewhere,  to  be  most  available  for  the  said  Sir 
UieThid^oTgiLs  Robert  Mansell,    his   executors,   administrators   and  assigns, 
to  be  made.      against  US,  our  heirs  and  successors,  notwithstanding  the  not 
describing  certainty  of  the  form  of  the  furnaces,  structures,  en- 
gines and  devices,  to  be  used  for  the  melting  and  making  of  all 
manner  of  drinking  glasses,  broad  glasses,  window  glasses,  look- 
ing glasses,  or  any  other  kind  of  glass,  glasses,  bugles,  bottles, 
vials  or  vessels  whatsoever;  and  notwithstanding  the  not  parti- 
cular naming,  or  misnaming,  of  the  kind  or  manner  of  glasses  to 
be  made  by  virtue  of  this  our  grant,  or  the  sizes  or  scantling  of 
the  same;  and  notwithstanding  any  other  defects  and  uncer* 
tainties  in  the  same;  any  statute,  law,  provision,  proclamation, 
or  restraint  to  the  contrary,  and  although  express  mention,  &c. 
In  witness,  &c. 

By  writ  of  Privy  Seal. 


In  the  Journals  of  the  House  of  Commons  (p.  "  Mr.  Fuller. — Ruled  in  the    King's   Bench 


469)  20th  April,  a.d.  16)4,  12  Jac.  is  the  fol-  against  a  monopoly  of  cards,  which  unne( ^  , 

lowing : "  Sir  Edwin  Sands — Reporteth  the  mono-  wnere  ^lass  necessary — this  as  dangerous  as  the 

poly  for  glass,  &c.     A  pre^ant  monopoly,  show-  impositions.     Now  to  glass,  after  to  iron,  after 

ing  a  present  likelihood  ofa  new  for  making  iron  to  all  other  trades.     This  like  taking  away  the 

— ^that  the  new  patent  a  strong  monopoly,  a  sur-  mill-stone  from  the  poor. 

reptitious  patent.  "  Ordered  upon  the  question  without  one  nega- 

"  The  patent  read  by  the  clerk,  and  the  names  tive,  that  the  patentees  shall  bring  in  their  patent 

of  the  petitioners.  to  the  committees  for  petitions  upon  Monday  after 
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Easter  week ;  and  they  to  have  warning  given 
tfaem  by  the  aeijeant,  then  to  attend  and  bring  in 
their  patent ;  and  the  committee  for  petitions  to 
sit  then  for  that  matter  specially,  and  after  for 
all  other  of  like  nature,  aa  the  time  will  serve. 

"  May  4  (p.  472).  Sir  Edwin  Sands  report- 
eth  the  busineas  of  the  patent  of  glass. 

"  The  question  only  whether  this  a  patent  of 
monopoly,  or  a  patent  Sf  privilege. 

**  That  resolved  by  the  committee,  that  the 
Knag's  calling  in  the  patent  of  J.  Bowes  and 
Salter  jost. 

**That  offered  by  the  merchants  that  if  all 
these  patents  might  be  called  in  which  now 
are  for  making  elasses,  that  should  be  sold  here 
(by  importation  for  3dJ6.)  which  now  costeth  16d. 

"  m.  Fraads  Moore — Leather,  stockings, 
bmshcs,  glasses. 

**  That  all  their  pretences  public  good,  their  ends 
private  gain.  Not  to  be  new  inventors  of  the 
BKans,  but  of  the  thing.  The  time  for  privilege  not 
iainite ;  that  to  him  and  his  heirs ;  so  no  ^pren- 
tioe  or  aerrants  to  take  fimit  of  it ;  but  first  rogues 
and  then  whipped. 

**  Ordered,  upon  the  question,  that  this  a  patent 
of  monopoly. 

"2.  That  this  patent  be  brought  in  upon  FHday 
aezt,  Mtdente  eurid, 

"  Friday,  May  6  (p.  475).  The  patent  of  glass 
brought  in  by  Bar.  Kellaway,  and  delivered ;  but 
with  protestation,  that  they  have  done  it  in  obe- 
dience  to  the  order  oi  the  house,  and  to  be  left 
here  as  belonging  in  right  to  the  said  patentees." 

No  farther  proceedings  connected  with  this 
patent  are  repcMted  for  seven  years,  when  the  foU 
loiring  occurs: — 

*-  I6th  May,  a.  d.  1621, 19  Jac.  1  (p.  622).  Sir 
Edward  Coke  reporteth  the  patent  for  glasses. 
1.  Tbe  consideration  faileth;  for  no  new  in- 
ventioo,  as  proved  by  certificates  from  divers 
coontries,  and  by  three  witnesses  vivd  voce  in  the 
affinaative;  so  as  exprestio  falu  and  suppremo 
verL  2dly.  That  the  new  invention  only  of 
making  new  furnaces;  not  power  thereby  for  the 
sale  making  of  glass ;  therefore  this  invention  not 
to  exclude  making  of  glass  by  wood,  but  only  by 
sea  ocmI.  Sdiy.  That  restraint  of  importation 
hcadereth  trade,  shipping,  merchants,  &c.  4thly, 
The  time  of  tweotj-one  years  too  long. 

**  For  the  execution ;  doubtful  whether  the  glass 
now  as  good  as  before.  That  Inigo  Jones*  the 
saiveyor,  said  the  glass  not  now  so  food  as  in 

ieoi  times.    Hie  price  also  doubtfu,  whether 

w  dearer  than  before  the  patent. 

'  This  also  eonderaned  as  a  grievance  last  con* 

ttion  in  parliament;  yet  Sir  Robert  Mansell 
ftstaally  after  procured  this  new  patent  That 
1,0001.  ftr  ammum  reserved  to  the  King,  yet  none 
paid. 

"  OpoB  (|oesti<m,  this  patent  a  grievance,  both 
in  the  creation  and  execution." 

TW  preeeding  extracts,  and  the  recitab  and 


clauses  of  the  letters  patent,  illustrate  each  other. 
Several  of  the  objections  recorded  in  the  journals 
to  the  letters  patent  of  the  Idth  of  January,  12 
Jac.,  are  removed  in  the  present  grant ;  the  period 
is  shortened,  the  importation  of  foreign  glass  is 
not  prohibited,  and  no  rent  is  reserved  to  the 
Crown.  This  patent  was  before  the  House  of 
Commons  during  their  deliberation  on  the  bill  of 
monopolies,  and  the  journals  record  as  follows 
(p.  696): 

"  1  May,  22  Jac.  1,  A.n.  1624.  Sir  Edward  Coke 
reporteth  about  the  monopoly  bills — some  provi- 
soes — that  they  have  a£Brmed  none  of  them  to  be 

food,  nor  condemned  any  of  them  to  be  ill. 
ubptnut  office ;  patent  of  glasses ;  writings  of  the 
King's  grants  to  the  great  seal.  Though  the 
present  patentees  be  excepted,  yet  in  future  none 
can  have  them.  Resolved,  if  the  Lords  shall  add 
a  proviso,  to  exempt  them  out  of  the  act,  and 
leave  them  as  they  be,  the  committee  Uiinketh  it 
fit  to  consent,  not' in  love  to  these  patents,  but  to 
the  passage  of  the  bill. 

"  The  glass  patent  to  be  heard  on  Monday, 
whether  it  be  a  grievance  or  not. 

"  13  May.  22  Jac.  1,  a.  d.  1624  (p.  703).  Sir 
Edward  Coke  reporteth  from  the  conference 
about  the  bill  of  monopolies ;  for  the  exemption  of 
the  subpoena  office,  writing  to  the  great  seal,  and 
glasses ;  to  leave  these  as  l^fore  at  common  law.** 
"  24  Mav  (p.  710).  Tbe  amendments  and  pro- 
risoes  in  the  bill  of  monopolies  twice  read,  and 
committed. 

"  25  May  (p.  711).  Bill  passed." 
Objections  at  Commifn  Law. — The  preceding 
extracts  show  the  various  objections  which  may 
be  raised  to  grants  of  this  nature,  and  the  princi- 
pies  by  which  their  validity  is  to  be  tried. 

The  objection  to  the  subject-matter,  that  it 
must  not  be  for  the  means,  but  for  the  thing,  has 
not  succeeded  in  any  reported  cases,  with  tbe  ex- 
ception of  Bircot's  (as  to  which,  post  3 1 ,  n.p.) ;  and 
it  may  reasonably  be  suggested,  that  glass  made 
in  a  different  manner,  or  iron  made  with  a  new 
fuel,  ante  16,  n.  is  substantially  and  really  a  new 
thing ;  that  each  of  these  is  a  new  manufacture. 

The  failure  of  the  consideration  clearly  renders 
the  grant  void;  this  was  acted  on  both  in  the 
smalt  and  ^lass  patents,  and  the  principle  has 
been  recognised  in  many  subsequent  cases.  Pott  4 1 . 
The  objection  on  the  ground  of  the  length  of 
the  term,  applies  to  the  smalt  as  well  as  to  the 
glass  patent,  and  would  probably  be  a  valid  ob- 
jection at  common  law. 

The  utility  of  the  invention  in  respect  of  the 
quality  of  the  article  made,  and  the  price  at  which 
it  was  sold,  appears  both  from  the  recital  of  the 
several  letters  patent,  and  the  preceding  extracts, 
to  have  been  a  practical  test  of  the  validity  of 
the  grant :  the  failure  of  the  execution,  as  it  is 
termed  above,  is  clearly  such  a  failure  of  consi- 
deration  as  would  avoid  the  ^rant.  See  jm^ 
42,  n. 
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STATUTES  ON  LETTERS  PATENT. 

18  H.  6,  c.  1. 

18  H.  6,  c.  1.  For  regulating  Patents  by  the  King  (aj. 

[Enacts  that  letters  patent  should  bear  the  date    of    the 
King's  warrant  delivered  into  Chancery.] 


6  H.  8,  c.  15. 
6  H.  8,  c.  16.     An  act  avoUUng  second  Letters  Patent  granted  by  the  King  (b). 


27  H.  8,  c.  11. 

77  H.  8,  c.  11.       An  act  concerning  Clerks  of  the  Signet  and  Privy  Seal  (c). 

[The  King's  grants  to  be  brought  to  the  secretary  or  to  a 
clerk  of  the  signet.  A  warrant  by  a  derk  of  the  signet  to  the 
lord  keeper  of  the  privy  seal.  A  warrant  from  the  privy  seal  to 
the  great  seal^  &c.  But  the  lord  chancellor  may  dispense  with 
the  fees.] 


3  and  4  Ed.  6,  c.  4. 

3&4Ed.6.c«4,  ^n  act  concerning  Grants  and  Gifts,  made  by  Patentees  out  of 
..plaioedby         Letters  Patent  (/). 


IS  El.  c.  6. 

18  El.  c.  6.      An  act  that  the  exemplification  or  constat  of  Letters  Patent, 
shall  be  as  good  and  available  as  the  Letters  Patent  themselves. 


4SE1.  c.  11. 

43  El.  c.  11.     An  act /or  the  Confirmation  of  Grants  made  to  the  Queen*s  ifa- 
jesty,  and  of  Letters  Patent  made  by  her  Highness  to  others. 


(a)  ThiM  tnd  the  tubieqaent  statutes  here  (e)  Farther  regulated  (57  G.  3,  c.  63),  and 
dted,  are  printed  in  my  Law  rnnd  Practice,  with  the  oiBoe  to  be  abolished  (2  W.  4,  c.  49). 
notes  and  observations  on  their  applicability  to  (f)  Some  doubt  being  entertained  whether 
letters  patent  for  inventions  as  at  present  granted.  this  statute  applied  to  patentees  themselves,  as 

(b)  The  practice  of  granting  sacoessive  let-  well  as  those  claiming  under  them,  it  was  ex- 
ters  patent  for  the  same  subject-matter,  appears  plained  and  amended  by  13  EUb.  c  6. 

from  Baker^s  and  Mansell's  patents.    Anta, 
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21  Jac.  1,  c.  S. 

THE  STATUTE  OF  MONOPOLIES. 

Passed  25  May,  22  Jac.  I,  a.d.  1624  fgj. 

An  act  caneemimg  Monopolies  and  Dispensations  mih  Paia/2iJac. i,c.3. 
Laws,  and  the  ForfeiiuTes  thereof. 

**  Forasmuch  as  your  Most  Excellent  Majesty,  in  your  royal  au  monopolies 
jadgment,  and  of  your  blessed  disposition  to  the  weal  and  quiet  ^^  *^^^  ^ 
of  your  subjects,  did,  in  the  year  of  our  Lord  God  one  thousand 
six  hundred  and  ten,  publish  in  print  fhj  to  the  whole  realm, 
and  to  all  posterity,  that  all  grants  of  monopolies  and  of  the  be- 
nefit of  any  penal  laws,  or  of  power  to  dispense  with  the  law,  or 
to  compound  for  the  forfeiture  fij,  are  contrary  to  your  Ma- 
jesty's laws,  which  your  Majesty's  declaration  is  truly  consonant 
and  agreeable  to  die  ancient  and  fundamental  laws  of  this 
realm  (ij  :  And  whereas  your  Majesty  was  further  graciously 
pleased  expressly  to  command  that  no  suitor  should  presume 
to  moYC  your  Majesty  for  matters  of  that  nature ;  yet  neverthe- 
less upon  misinformations  and  untrue  pretences  of  public  good, 
many  such  grants  have  been  unduly  obtained,  and  unlawfully 
put  in  execution,  to  the  great  grievance  and  inconvenience  of 
your  Majesty's  subjects,  contrary  to  the  laws  of  this  your  realm, 
and  contrary  to  your  Majesty's  most  royal  and  blessed  intention 
so  published  as  aforesaid."  For  avoiding  whereof,  and  prevent- 
ing the  like  in  time  to  come,  may  it  please  your  Excellent  Ma- 
jesty, at  the  humble  suit  of  the  Lords  Spiritual  and  Temporal, 
and  the  Commons,  in  this  present  parliament  assembled,  that  it 
may  be  declared  (IJ  and  enacted  by  authority  of  this  present  par- 
liament, that  all  monopolies  and  all  commissions,  grants,  li- 
censes, charters,  and  letters  patent,  heretofore  made  or  granted, 
€fr  hereafter  to  be  made  or  granted,  to  any  person  or  persons, 
bodies  politic  or  eorporate  whatsoever,  of  or  for  the  sole  fmj 


(g)  Emy  act  of  parliaawat  prefTioiu  to  tlio  33  motifo  of  obtaining  tho  royal  assent  to  this  statute  • 

G.  3»  c  13,  was  oonsidered  as  passed,  and  relates  3  Inst.  183.  For  the  definition  of  monopoly,  anU  6. 

back  to  tibe  first  day  of  the  session,  unless  other-  (i)  As  to  these,  see  notes  to  the  Statutes  in 

wiseMondttdibrbytfaeaet.    4InsC35.  Lais  ami  Practta;. 

Thm  most  be  bonie  in  mind,  otherwise  Maa-  (h^  See  case  of  monopolies,  anU, 

sbI1%  patent  (miU)  excepted  in  the  act  ^post^  (i)  This  act  is  simply  declaratory  of  the  com- 

woald  appear  to  bear  date  subsequent  to  the  date  mon  law. 

af  Ae  ftct  31  Jac  1.  (m)  The  word  sole,  according  to  the  observa- 

(k)  TUs  publication  was  entitledy  **  A  deda^  tion  of  Sir  E.  Coke,  is  here  applied  to  fire  sere- 

lacioa  of  hia  Miyesty's  pleasure,  ftc."    It  was  ral  thin^,  whereof  four  are  special,  and  the  fifth 

■MHhed  a.  n.  1610»  out  of  the  king's  seal  to  *sole  usmff,'  is  so  general,  that  no  monopoly  can 

tp  and  states,  that  monopolies  are  be  raised  but  will  be  within  the  reach  of  this  sta- 

_         liie  laws  of  this  realm,  sjid  ther^  tute,  and  yet  for  more  caution  the  words  '^  or  of 

pmadj  oeamaods  that  no  suitor  presume  sny  other  monopoUes,"  are  added,  and  by  reason 

to  aofo  the  kisig  to  grant  any  of  them*  11  Rep.  of  these  words  "  sole  usiug,**  divers  provisions  are 

8S  II    The  jn^gBiettt  in  the  case  of  monopolies  made  by  this  act.     Tlie  words  also  "  of  any 

enso,  amu)  was  the  principal  motive  for  dung"  are  of  so  larvvan  extent,  as  to  cause  some 

dns  book,  and  that  book  was  a  great  eseeptions  in  the  subsequent  clauses.  3  Inst.  187. 


p^Udiing 
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2lJac. l,c.3.  buying,  selling,  making,  working,  or  using  of  any  thing  within 
this  realm  or  the  dominion  of  Wales,  or  of  any  other  monopo- 
lies, or  of  power,  liberty,  or  faculty  to  dispense  with  any  others, 
or  to  give  license  or  toleration  to  do,  use,  or  exercise  any  thing 
against  the  tenor  or  purport  of  any  law  or  statute,  or  to  give  or 
make  any  warrant  for  any  such  dispensation,  license,  or  tolera- 
tion to  be  had  or  made  ;  or  to  agree  or  compound  with  any 
others  for  any  penalty  or  forfeitures  limited  by  any  statute ;  or 
of  any  grant  or  promise  of  the  benefit,  profit,  or  commodity  of 
any  forfeiture,  penalty,  or  sum  of  money,  that  is  or  shall  be  due 
by  any  statute,  before  judgment  thereupon  had ;  and  whatso- 
ever any  way  tending  to  the  instituting,  erecting,  strengthening, 
furthering,  or  countenancing  of  the  same,  or  any  of  them,  are 
altogether  contrary  to  the  laws  of  this  realm,  and  so  are  and 
shall  be  utterly  void  and  of  none  eflFect,  and  m  nowise  to  be  put 
in  use  or  execution. 
Monopolies,  !!•  And  be  it  further  declared  and  enacted  by  the  authority 

&c.,  shall  be     aforesaid,  that  all  monopolies,  and  all  such  commissions,  grants, 

tned  by  the  '  ^  '  ,  .,.,... 

common  laws  of  ucenses,  charters,  letters  patent,  proclamations,  mhibitions,  re- 
this  realm.        straints,  warrants  of  assistance,  and  all  other  matters  and  things 
tending  as  aforesaid,  and  the  force  and  vaUdity  of  them  and  of 
every  of  them,  ought  to  be  and  shall  be  for  ever  hereafter  ex- 
amined, heard,  tried  and  determined,  by  and  according  to  the 

common  laws  of  this  realm,  and  not  otherwise  fnj. 

«  «  *  «  * 


Letters  patent 
heretofore 
granted  for 
twenty-one 
years,  to  use 
new  manufac- 
tures, saved. 


v.  Provided  nevertheless,  and  be  it  declared  and  enacted, 
that  any  declaration  before-mentioned  shall  not  extend  to  any 
letters  patent  and  grants  of  privilege  for  the  term  of  one-and- 
twenty  years  or  under,  heretofore  made,  of  the  sole  working  or 
making  of  any  manner  of  new  manufacture^  within  this  realm, 
to  the  first  and  true  inventor  or  inventors  of  such  manufactures, 
which  others  at  the  time  of  the  making  of  such  letters  patent 
and  grants,  did  not  use,  so  they  be  not  contrary  to  the  law,  nor 
mischievous  to  the  state,  by  raising  of  the  prices  of  commodi- 
ties at  home,  or  hurt  to  trade,  or  generally  inconvenient,  but 
that  the  same  shall  be  of  such  force  as  they  were  or  should  be 
if  this  act  had  not  been  made,  and  of  none  other:  and  if  the 
same  were  made  for  more  than  one-and-twenty  years,  that  then 
the  same,   for  the  term  of  one-and-twenty  years  only,  to  be 


(n)  This  act  having  in  the  preceding  section 
declared  all  monopolies,  &c.,  to  be  void  by  the 
common  law,  has  provided  by  this  that  they  shaU 
be  examined,  heard,  tried,  and  determined,  in 
the  courts  of  common  law,  according  to  the  com- 
mon law,  and  not  at  the  council  table,  star  cham- 
ber, chancery  exchequer  chamber,  or  any  other 
court  of  like  nature,  but  only  according  to  the 
common  laws  of  the  realm,  and  not  otherwise. 
For  (according  to  Sir  E.  Coke)  such  boldness 
^'*     monopolists  took,  that  often  at  the  council 


table,  star  chamber,  chancery  and  exchequer 
chamber,  petitions,  informations,  and  bills,  were 
preferred,  pretending  a  contempt  for  not  obey- 
ing the  commandments  and  clauses  of  the  said 
grant  of  monopolies  and  of  the  proclamations 
concerning  the  same.    3  Inst.  182,  183. 

The  court  of  the  star  chamber  considered  all 
infringements  of  patents  and  grants  of  the  crown 
as  contempt  of  royal  authority,  and  on  that  prin- 
ciple supported  any  patent  the  crown  thought  fit 
to  grant. 
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aooounted  from  the  date  of  the  first  letters  patent  and  grants  21  Jac.  i,c.3. 
thereof  made,  shall  be  of  such  force  as  they  were  or  should  have 
been  if  the  same  had  been  made  but  for  the  term  of  one-and- 
twenty  years  ovly,  and  as  if  this  act  had  never  been  had  or 
made,  and  of  none  other  (0). 

VI«  Provided  also,  and  be  it  declared  and  enacted,  that  any  Letters  patent 
declaration,  before-mentioned,  shall  not  extend  to  any  letters  ^^^dfo? ^ 
patent  and  grants  of  privilege  for  the  term  of  fourteen  years,  or  fourteen  years, 
under,  hereafter  to  be  made,  of  the  sole  working  or  making  of  J°^^°*^"^^^^ 
any  manner  of  new  manufactures  within  this  realm,  to  the  true 
and  first  inventor  and  inventors  of  such  manufactures,  which 
others   at  the  time  of  making  such  letters  patent  and  grants 
shall  not  use,  so  as  also  they  be  not  contrary  to  the  law,  nor 
mischieroos  to  the  state,  by  raising  prices  of  commodities  at 
home,  or  hurt  of  trade,  or  generally  inconvenient.     The  said 
fourteen  years  to  be  accounted  from  the  date  of  the  first  letters 
patent  or  grants  of  such  privilege  hereafter  to  be  made,  but  that 
the  same  shall  be  of  such  force  as  they  should  be,  if  this  act  had 

never  been  made,  and  of  none  other  (/?). 

»  «  »  «  » 


(o)  See  post,  note  p. 

(p)  The  following  oommentary  on  these  sec- 
OM  is  giTen  by  Sir  E.  Coke,  3  Inst.  181. 
"  Tkere  be  in  this  act  concerning  monopolies, 
or  sole  baying,  &C.,  many  provisoes.     The  first 
k,  that  this  act  akaU  not  extend  to  any  letters 
patent  or  grants  of  privilege,  heretofore  made, 
ef  tbe  aote  working  or  making  of  any  manner  of 
■ew  mannfacture.     But  that  new  manufacture 
oast  haTo  aev«n  properties.    First,  it  must  be  for 
twenty-one  years  or  under.     Secondly,  it  must 
be  granted  to  the  first  and  true  inventor.  Thirdly, 
it  mist  be  of  such  manufactures,  which  any  other 
at  the 'making  of  such  letters  patent  did  not 
vae ;  for  albeit  it  were  newly  invented,  yet  if  any 
other  did  nse  it  at  the  making  of  the  letters  pa- 
tent, or  grant  of  the  privilege,  it  is  declared  and 
enacted  to  be  void  by  this  act.     Fourthly,  the 
privil^e  moat  not  be  contrary  to  law.     Such  a 
privilege  as  is  consonant  to  law,  must  be  substan- 
tkUy  and  essentially  newly  invented;  but  if  the 
aahtfanrp  was  m  earn  before,  and  a  new  addition 
ikereanto,  thoogb  that  addition  made  the  former 
more  pfrofitable,  yet  b  it  not  a  new  manufacture 
IB  law.  And  so  it  was  resolved  in  the  Exchequer 
Chamber  (E.  T.  15,  E.  4),  in  Bircot*8  case,  for 
a  privilege  oonoeming  the  preparing  and  melting 
&&  of  Kad  ore ;  for  there  it  was  said,  that  that 
was  to  put  but  a  new  button  to  an  old  coat,  and 
it  is  modi  easier  to  add  than  to  invent    And 
there  H  was  also  resolved,  that  if  the  new  manu- 
facture be   substantially  invented  according  to 
Inw,  jet  no  old  manufacture  in  use  before  can  be 
prohibited.  Fifthly,  nor  mischievous  to  the  state, 
by  raiaiBg  the  prices  of  commodities  at  home. 
m  every  such  new  manufacture  that  deserves  a 
privilege,  there  must  be  urgeru  necesdtat  et  «it- 
dau  vtxlitaft.     Sixthly,  nor  to  the  hurt  of  trade. 
Tfaaa  ia  very  material  and  evident.     Seventhly, 
•or  generally  inconvenient.    There  was  a  new 


invention  found  out  heretofore,  that  bonnets  and 
caps  might  be  thickened  in  a  fulling  mill,  by 
which  means  more  might  be  thickened  and  fulled 
in  one  day,  than  by  the  labour  of  fourscore  men 
who  got  tiieir  livings  by  it:  it  was  ordained,  that 
bonnets  and  caps  should  be  thickened  and  fulled 
by  the  strength  of  men,  and  not  in  a  fulling  mill ; 
for  it  was  holden  inconvenient  to  turn  so  many 
labouring  men  to  idleness.  If  any  of  these  seven 
qualities  fail,  the  privilege  is  declared  and  enacted 
to  be  void,  by  this  act ;  and  yet  this  act,  if  they 
have  all  Uiese  properties,  set  them  in  no  better 
case  than  they  were  before  this  act. 

"  The  second  proviso  concemeth  the  privilege 
of  new  manufactures,  hereafter  to  be  granted. 
And  this  also  must  have  seven  properties.  First, 
it  must  be  for  the  term  of  fourteen  years,  or  un- 
der. The  other  six  properties  must  be  such  as 
are  aforesaid,  and  yet  this  act  maketh  them  no 
better  than  they  should  have  been  if  this  act  had 
never  been  made,  but  only  exempts  them  out  of 
the  purview  and  penalty  of  this  law. 

"  The  cause  wherefore  the  privileges  of  new 
manufactures,  either  before  this  act  granted,  or 
which  after  this  act  should  be  granted,  having 
these  seven  properties,  were  not  declared  to  be. 
good,  was,  for  that  the  reason  wherefore  such  a 
privilege  is  good  in  law  is,  because  the  inventor 
bringeth  to  and  for  the  commonwealth  a  new 
manufacture,  by  his  invention,  costs  and  charges, 
and,  therefore,  it  is  reason  that  he  should  have  a 
privilege  for  his  reward  (and  the  encouragement 
of  others  in  the  like)  for  a  convenient  time ;  but 
it  was  thought  that  the  times  limited  by  this  act 
were  too  lonff  for  the  private,  before  the  common- 
wealth should  be  partaker  thereof;  and  such  as 
served  such  privileged  persons  by  the  space  of 
seven  years,  in  making  or  working  of  tne  new 
manufacture  (which  is  the  time  limited  by  law  of 
apprcnticchood),  must  be  apprentices  or  servants 
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Act  not  to  ex- 
tend to  letteri 
patent  granted 
to  Maosell  for 
glass. 


Nor  to  those 

Sinted  to 
ker  for  smalt, 
or  Dudley  for 
iron. 


XIIL  Provided  also,  and  be  it  enacted,  that  this  act,  or  any 
declaration,  provision^  penalty,  forfeiture,  or  other  thing  before- 
mentioned,  shall  not  extend  or  be  prejudicial  to  a  grant  or  pri- 
vilege, for  or  concerning  the  making  of  glass,  by  his  Majesty's 
letters  patent  under  the  great  seal  of  England,  bearing  date  the 
two-and-twentieth  day  of  May,  in  the  one-and-twentieth  year  of 
his  Majesty's  reign  of  England,  made  and  granted  to  Sir  Robert 
Mansell(;),  Knight,  vice-admiral  of  England:  nor  to  a  grant  or 
letters  patent,  bearing  date  the  twelfth  of  June,  in  the  thir- 
teenth year  of  his  Majesty's  reign  of  England,  made  to  James 
Maxewell,  Esquire,  concerning  the  transportation  of  calves' 
skins:  but  that  the  said  several  letters  patent,  last  mentioned, 
shall  be  and  remain  of  the  like  force  and  effect,  and  as  free  from 
the  declarations,  provisions,  penalties,  and  forfeitures  before* 
mentioned,  as  if  this  act  had  never  been  had  nor  made^  and  not 
otherwise. 

XIV.  Provided  also,  and  be  it  declared  and  enacted,  that  this 
act,  or  any  declaration^  provision,  penalty,  forfeiture,  or  other 
thing  before-mentioned,  shall  not  extend  or  be  prejudicial  to  a 
grant  or  privilege  for  or  concerning  the  making  of  smalt,  by  his 
Majesty's  letters  patent^  under  the  great  seal  of  England,  bear- 
ing date  the  sixteenth  day  of  February,  in  the  sixteenth  year 
of  his  Majesty's  reign  of  England,  made  or  granted  to  Abraham 
Baker  (r);  nor  to  a  grant  or  privilege  for  or  concerning  the  melt- 
ing of  iron  ewer,  and  of  maldng  the  same  into  cast-works  or  bars 
with  sea  coals  or  pit  coals,  by  his  Majesty's  letters  patent, 
under  the  great  seal  of  England,  bearing  date  the  twentieth  day 
of  February,  in  the  nineteenth  year  of  his  Majesty's  reign  of 


still  during  the  residue  of  the  privilege,  by  means 
whereof  such  numbers  of  men  woiud  not  apply 
themselves  thereunto,  as  should  be  requisite  for 
the  commonwealth,  after  the  privilege  ended. 
And  this  was  the  true  cause  wherefore,  both  for 
the  time  passed  and  for  the  time  to  come,  they 
were  left  of  such  force  as  they  were  before  the 
making  of  this  act.*' 

The  above  observation  of  Sir  E.  Coke,  or 
rather  the  doctrine  founded  upon  it,  that  a  patent 
for  an  addition  woidd  not  be  good,  has  been  de- 
clared, in  many  cases,  to  be  incorrect.  See  per 
Lord  Loughborough,  in  Arkwright  v.  Nightingale, 
post,  and  per  Buller,  J.,  and  Grose,  J.,  in  noultan  8f 
Watt  V.  Bull,  2  H.  Bl. 

In  the  absence  of  all  information  respecting 
Bircot's  invention,  it  may  be  questioned,  ir  neces- 
sary, whether  the  words '  substantially  and  essen- 
fiauy  newly  invented,'  do  not  show  the  real  mean- 
ing of  Sir  Ed.  Coke,  and  lead  to  the  presump- 
tion that  the  privilege  granted  included  tne  whole 
manufacture,  old  as  well  as  new.  It  must  also 
be  remembered,  at  how  low  an  ebb  were  the  arts 
and  manufactures  of  the  country  at  that  time;  as 
the  instance  of  a  general  inconvenience  from  the 
invention  of  the  ralHng  mill  shows.  As  to  the 
real  consequences  of  smsh  inventions,  see  Bainet 
on  the  Cotton  Manufacture,  361. 


(q)  These  letters  patent  are  not  within  the 
5th  section.  The  grantee,  Mansell,  was  not  the 
true  and  first  inventor  of  the  manufacture  which 
was  the  subject  of  the  grant,  viz.  the  making  of 
glass  with  coal  instead  of  wood ;  the  letters  pa- 
tent themselves  showing,  ante  18,  that  Percivall 
was  the  true  and  first  inventor ;  also,  that  the 
manufacture  was  not  new  at  the  time  of  the 
grant,  others  having  practised  the  invention  be- 
fore. But  for  this  exception,  the  term  of  the 
letters  patent  would  have  been  reduced  to 
twenty-one  years,  which,  as  Mansell  probably 
had  interest  had  court,  would  have  enaangered 
the  passing  of  the  bill.  See  ante  27,  and  Journal 
of  Commons.  The  committee  of  grievances  do 
not  appear  to  have  come  to  any  decision  on  these 
letters  patent,  but  those  recited  as  repealed 
were  declared  a  grievance. 

(r)  These  letters  patent  are  not  within  the 
6th  section.  The  first  smalt  patent,  ante  9,  shows 
that  other  persons  were  associated  with  Baker 
in  the  introduction  of  the  invention;  nor  was  the 
manufacture  new  within  the  realm  at  the  time  of 
the  grant  of  the  excepted  patent  On  these 
grounds,  therefore,  the  letters  patent  would  have 
been  void  unless  specially  excepted. 
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fiigiand,  made  or  granted  to  Edward,  Lord  Dadley  (r) ;  but  that 
the  same  several  letters  patent  and  grants  shall  be  and  remain 
of  the  like  force  and  effect,  and  as  free  from  the  declarations, 
provisions,  penalties,  and  forfeitures  before  mentioned,  as  if  this 
act  had  never  been  had  nor  made,  and  not  otherwise  («). 


5  &  6  W.  4,  c.  83.  5  &  6  w.  4, 

C.83. 

Jn  act  to  amend  the  law  touching  Letters  Patent  for  Inven- 

(iOJt8{t). 

2  &  3  Vict  C.  67.  2&  3  Vict.c.67. 

An  act  to  amend  an  act  of  the  fifth  and  sixth  years  of  the 
reign  of  King  William  the  Fourth,  intituled  "  An  act  to  amend 
the  law  touching  Letters  Patent  for  Inventions'^  (u). 


ACTS  OF  CHARLES  I.  a.d.  1641.    SCOTLAND, 

Act  discharging  Monopolies* 

Our  sovereign  Lord  and  estates  of  Parliament,  considering  Scotch  Act  •/ 
the  great  hurt  and  prejudice  sustained  by  sundry  his  Majesty's  ^^«w/»'«««- 
lieges  by  the  monopolies  used  and  exacted  within  this  kingdom, 
and  which  have  been  conferred  to  the  use  of  any  particular  per- 
son or  persons,  to  the  great  hurt  and  prejudice  of  others  his 
^lajesty's  lieges,  and  especially  the  gifts  for  selling  tobacco, 
granted  to  Sir  Samuel  Leslie  and  Thomas  Dalmahoy ;  the  pa- 
tent of  the  leather,  granted  to  the  Earl  of  Mar;  the  patent  of 

the  pearling,  granted  to Bannatyne ;  the  patent  of  pearly 

granted  to  Robert  Buchan ;  the  patent  of  armoury,  granted  to 
Henry  Mauld;  therefore  our  said  sovereign  lord  and  estates  of 
parliament,  by  the  tenor  hereof,  annul,  rescind,  and  simply  dis- 
charge, the  gifts  aforesaid,  granted  to  the  persons  above  men- 


(r)  These  letters  patent,  for  all  that  appears  on  though  partaking  in  some  measure  of  the  charac- 

^  face  of  them,  are  within  the  fifth  section,  and  ter  of  monopolies,  were  not  really  grants  of  mo- 

VQidd,  ooosequently,  hare  been  preserved  to  the  nopolies  within  the  meaning  of  the  use  of  that  term 

cnatce  without  thta  special  exception.     But,  in-  in  the  preamble ;  and,  secondly,  that  the  condi- 

vpcadeady  of  the  imponanoe  to  the  patentee  of  tions  of  validity  under  the  statute  and  at  common 

■^  an  exception  as  a  sort  of  judgment  of  par-  law  are  different.    At  coipmon  law  the  introducer 


t  in  favour  of  a  grant,  at  a  time  when,  from  as  well  as  the  inventor  could  be  the  grantee,  and 

^  <b«ae  of  the  royal  prerogative,  all  patents  the  term  was  frequently  more  than  fourteen  ^ears ; 

«Rt  looked  upon  with  the  greatest  suspicion,  whereas,  by  the  statute,  the  true  and  first  mven- 

^  as  grievanoes,  it  is  very  doubtful  whether  thu  tor  alone  can  be  the  grantee.     See  anU  8. 

Neat  woold  have  been  saved  under  that  section,  (t)  This  act,  commonly  called  Lord  Brougham's 

^Ke  it  appears  that  Dud  Dudley,  the  son  of  the  Act,  does  not  affect  the  subject-matter  of  letters 

K^itee,  w«  the  true  and  first  inventor.     See  his  patent,  as  defined  by  the  statute  of  monopolies, 

ntUlkwm  Mortis,  or  iron  made  with  pit  coal,  sea  tmt  relates  to  matters  of  practice  of  the  greatest 

caai,  &C.  Lond.  1665»  and  ante  16.  importance  to  inventors.    See  Law  ^  Practice,  tit, 

(>)  The  conchBion  of  this  and  the  preceding  Statutes. 

'^^  when  taken  in  connexion  with  the  pream*  (u)  This  act,  like  the  preceding,  relates  merely 


M«  «f  the  act,  toggesu  the  two  following  consider-      to  matters  of  practice.     See  Law  8;  Practice,  tit, 
'^'OM:  irst,  that  9icTe  were  certain  grants  which,       Statutes. 
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tioned,  Kn^  all  that  may  follow  or  has  followed  thereupon, 
and  ordains  the  same,  and  all  other  patents  of  that  nature,  p^ir- 

chased  or  to  be  purchased  for  the  benefit  of  particular  persons, 
in  prejudice  of  the  public,  to  cease  and  be  ineffectual  in  all 
times  coming. 

The  preceding  act  is  merely  declaratory  of  the  and  as  declaratory  of  the  old  common  law  of  that 

law  in  respect  of  certain  grants  of  monopolies,  realm. 

which,  on  the  ground  of  public  policy,  were  Term  of  Scotch  Patents. — It  appears  from  tho 

clearly  illegal.     The  granting  of  exclusive  privi-  register  of  the  great  seal,   the  record  of  such 

le^es  to  the  authors  of  new  'inventions,  derives  its  grants  for  Scotland,  that  the  term  of  the  grants 

ongin  in  Scotland,  as  in  this  country,  from  the  varied   from   13   to  2 1   years.      A  patent  was 

old  common  law  of  the  realm,  the  crown  having  granted,  23d  April,  1614,  by  James  VI.  to  Sir 

exercised  its  prerogative  from  time  immemoritu  George  Bruce,  for  a  new  invention  in  the  manu- 

as  to  g^rants  of  this  nature,  in  the  same  manner  facture  of  iron,  for  thirteen  years,  and  one   in 

and  upon  the  same  conditions  and  same  authority  1616  to  James   Shevis,  for  a  madiine  to  raise 

in  both  countries.     The  same  abuses  seem  also  water  from  coal  pits,  for  twenty -one  years ;  and 

to  have  prevailed,  and  the  similarity  between  the  one  22d  November,  1660,  to  John  Brown,  for  ft 

above  enactment  and  the  statute  of  monopolies,  similar  term,  for  a  mode  not  before  practised  in 

anU  29,  is  very  striking.     The  above,  together  Scotland,  of  refining  sum. 

with  all  other  acts  passed  by  the  Scotch  parlia-  Since  the  passing  of  the  English  Statute  of 

ment  daring  the  troubles  of  Charles  the  First,  Monopolies,  tne  term  of  fourteen  years  has  been 

was,  in  effect,  repealed  by  the  general  recissory  adopted  as  the  term  of  the  Scotch  patents,  and 

act,  1661,  c.  15 ;  and,  in  McAiulrews  ▼.  The  Soti-  they  now,  in  pursuance  of  the  24th  article  of  the 

cHort  of  Edinburgh  (11  S.  D.  and  B.  812).  Lord  treaty  of  Union,  pass  under  the  seal  appointed  to 

Glenlee  says,  "  the  act  of  1641  is  no  part  of  the  be  kept  and  used  in  Scotland,  in  all  things  relat- 

statute  law,  though  no  doubt,  in  common  sense,  ing  to  private  rights  or  grants  which  usually 

an  objection  exists  to  the  granting  of  monopo-  passed  under  the   great  seal  of  Scotland,  and 

lies."    The  above  act  is,  however,  frequently  re-  which  only  concerned  offices,  grants,  commis- 

ferred  to  as  exhibitnig  the  Scotch  law  of  patents,  sions,  and  private  rights,  within  Uiat  kingdom. 


EDISBURY'S  PATENT. 

3W.&M. 

William  and  Mary,  by,  &c. :  Whereas  Kendri<^  Edisbury  hath 
by  his  humble  petition  represented  nnto  ns,  that  with  great 
charges  and  much  time  spent,  he  hath  invented  and  found  out 
a  new  art  or  invention  of  certain  rollers  to  be  used  under  the 
bodies  of  carriages,  carts  and  waggons,  instead  of  wheels,  which 
will  be  far  more  useful  than  wheels,  by  amending  and  preserv- 
ing as  well  the  highways  as  private  grounds,  which  said  inven- 
^"^*'l**nd''*''  tion  was  never  used  in  England  before,  and  prayed  us  to  grant 
^ '  '  him  our  letters  patent  for  the  sole  use  thereof,  for  the  term  of 
fourteen  years :  Know  ye,  therefore,  that  we,  being  willing  to 
cherish  and  encourage  all  laudable  endeavours  and  designs  of 
such  our  subjects  as  have  by  their  industry  found  out  useful 
and  profitable  arts,  mysteries,  and  inventions,  and  that  the  said 
Kendrick  Edisbury  may  accordingly  reap  some  fruit  and  bene- 
fit of  his  labour  and  charge,  in  and  concerning  the  premises, 
of  our  especial  grace,  certain  knowledge,  and  mere  motion,  have 
given  and  granted,  and  by  these  presents,  &c.  (a) 

(a)  These  letters  patent  being   prior  to  the      no  account  of  the  manner  in  which  the  invention 
clause  requiring  the  enrolment  of  a  specification,       was  to  be  carried  into  effect  exists ;  so  that  they 
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EDGEBURY(A)  r.  STEPHENS. 

A  grant  of  a  monopoly  may  be  to  the  first  inventor,  by  the  The  btroducer 
21  Jac  1,  and  if  the  invention  be  new  in  England,  a  patent  may  pf  an  invention 
be  granted  though  the  thing  was  practised  beyond  sea  before;  for  the  inventor 
the  statute  speaks  of  new  manufactures  within  this  realm ;  so  '^>**>>n  ^e  »^- 

*^L  *.  -i*  -x  1  1  .    .        .  1  •       ^  f        1  .       *"te  of  James. 

that  if  It  be  new  here,  it  is  withm  the  statute ;  for  the  act  m- 
tended  to  encourage  new  devices  useful  to  the  kingdom,  and 
whether  learned  by  travel  or  by  study  it  is  the  same  thing. 
Agreed  by  Holt  and  PoUezfen,  in  the  case  of  Edgebury  t;. 
Stq)hens  (i). 


PRIVATE  ACTS   FOR   PATENTS^ 

BUCK'S  INVENTION(a). 

A.D.  1651^  c.  2. 

MeUmg  dawn  Iran  and  other  Metals  vnth  Stone  Coal  and  other 
Coals  without  Charking  {b). 

Whereas  Jeremy  Buck,  of  Minchinhampton,  in  the  county  New  invention 
of  Gloooester,  Esq.^  by  a  new  invention,  doth  undertake  to  Sc°b*^co\r**°' 
melt  or  cause  to  be  melted  down  iron,  lead,  tin,  copper,  brass,  without  chark- 
snd  other  metals,  with  stone  coal,  pit  coal,  or  sea  coal,  without  '°^  '^' 
cfaarking  thereof:  Be  it  therefore  enacted  by  this  present  par- 
liament and  by  the  authority  thereof,  that  the  said  Jeremy  Buck, 
his  executors,  administrators  and  assigns,  and  such  as  he,  or  they, 
or  any  of  them,  by  writing  under  his,  their,  or  any  of  their  hands 
and  seals,  shall  from  time  to  time  appoint  (and  none  other), 
shall  and  may  use,  exercise  and  enjoy  the  art,  skill  and  mystery 
of  melting  down  iron  ore  and  cinders  into  raw  iron,  and  of  other 
<ve  and  metal,  with  stone  coal,  pit  coal,  or  sea  coal,  without  To  «te  the  Mid 
dwridng  thereof,  and  the  sole  and  only  benefit  of  his  new  inven-  fo„*|^"  ^^ 
tion  aforesaid,  for  and  during  the  term  of  fourteen  years  from  the 


aa£er  on  the  prsotee  the  exdusive  use  of  rollers  is  in  accordance  with  the  old  common  law ;  and 

*nder  carriages,  instead  of  wheels,  in  whatever  it  has  been  the  uniform  practice  to  the  present 

■aaaer  the  rollers  are  applied.  time  to  mnt  letters  patent  for  such  inventions. 

The  safastitstion  of  rollers  for  wheels  might  and  the  legislature  have  repeatedly  recognised 

^  been  a  nseful  invention  at  the  time,  regard  the  principle  by  ffranting  rewards  and  exclusive 

kiag  had  to  the  greater  difficulty  of  making  privileges  to  such  authors  or  introducers.     See 

«Ms,aad  to  the  state  of  the  roads  at  that  pe-  pott  37,  n.  and  Lombe*s  Patent,  and  the  recitals 

nod.    The  patent,  as  it  would  appear  from  the  in  various  acts,  pott  38-40,  and  notes. 

;  case,  was  supported.  (a)  This  invention,  as  the  act  shows,  related  to 


Ulowisgcase. 


,  (A)  fken  is  no  patent  on  the  rolls  about  this  the  manufacture  of  iron,  which  had  been  the  sub- 

^■c  of  this  name,  but  Ae  u  as  written  is  ex-  ject  of  so  many  early  patento,  ants  16.    The  act 

ttemdyUkeg,and  I  have  no  doubt  that  the  follow-  contains  no  account  ot  the  manner  in  which  the 

■i  case  ivlttes  to  the  preceding  grant.  invention  was  to  be  performed,  but  the  proposed 

(*)  The  dedsooD  hi  this  ease  that  the  importer  plan  is  said  to  have  tailed  entirely, 

or  iatradaoer  of  an  invention,  not  used  before  (b)  See  Scobell's  collections  of  Acts  and  Or- 

vithia  the  realm,  is  the  true  and  first  inventor  dinances,  during  the  Commonwealth, 
vithia  the  neamng  of  the  Statute  of  Monopolies, 


36  ACT   OF  THE   OOMJ40NWEALTH. 

first  day  of  March,  in  the  year  of  our  Lord  God,  1650  5  and  that 
no  person  or  persons,  bodies  politic  or  corporate,  whatsoever, 
shall  make  use  of  the  said  new  invention  within  the  common- 
wealth of  England,  or  any  the  dominions  thereof,  during  the  said 
time  of  fourteen  years  (c). 
Methods  now  id       Provided  always,  and  it  is  hereby  declared  and  enacted,  that 
h^T  ^'*****       all  and  every  person  and  persons  may  use  such  ways  and  works 
for  melting  down  any  iron  ore,  cinder,  or  other  metals,  as  they 
now  use  or  have  heretofore  lawfully  used  to  do,  or  any  other 
way  or  works  hereafter  by  them  newly  to  be  invented,  so  as 
they  make  not  use  of  the  said  new  invention  of  him  the  said 
Jeremy  Buck  (rf). 
Offenders  to  for-       And  it  is  further  enacted,  by  the  authority  aforesaid,  that 
ntlty.^^'"''^*"  every  person  offending  against  this   act  for  every  day  wherein 
such  offence  shall  be  committed,  shall  forfeit  and  lose  to  the 
said  Jeremy  Buck,  his  executors,  administrators  and  assigns, 
respectively,  the  sum  of  10/.  in  the  name  of  a  pain  or  penalty 
to  be  recovered  by  the  said  Jeremy  Buck,  his  executors,  adminis- 
trators and  assigns,  by  action  of  debt  to  be  grounded  upon  this 
act,  in  any  court  of  record  within  this  commonwealth,  where 
any  action  of  debt  now  doth  or  shall  iiereafter  be  tryable,  toge- 
ther with  damages  for  non-payment  thereof,  and  costs  of  suit ; 
in  which  action  of  debt,  or  for  the  staying  whereof,  no  essoyn, 
wager  of  law,  protection  or  injunction,  or  any  other  means  of 
delay,  shall  or  may  be  granted,  admitted,  or  allowed. 
The  inventor  to       Provided  also,  that  the  said  Jeremy  Buck,  and  his  assigns, 
duriny^lhriast*  after  seven  years  of  the  term  hereby  granted,  do  and  shall  take 
seven  years  of     apprentices,  and  teach  them  the  knowledge  and  mystery  of  the 
t  e  term.  ^^^  ^^^  invention  (e). 


(c)  It  may  be  observed,  that  this  act  contains  a  grant.  It  is  said  (ante  6),  that  a  patent  may  be 
distinct  announcement  of  the  use  of  raw  coal  and  granted  for  some  reasonable  time,  until  the  sub- 
cinders  in  the  manufacture  of  iron.  The  plan  jects  may  learn  the  invention ;  and  Sir  E.  Coke 
failed  entirely ;  but  the  application  of  these  sub>  seems  to  have  thought  (ante  31,  n.  p.)  that  four- 
stances  to  that  purpose,  has  been  the  subject  of  teen  years  is  too  long  a  period,  since  those  who 
many  subsequent  patents,  and  is  now  in  successful  had  served  the  ordinary  term,  namely,  seven  years, 
and  constant  operation.  of  apprenticehood,  must  continue  servants  or  ap. 

These  facts  are  important,  in  connexion  with  prentices  to  the  end  of  the  term  of  the  patent, 

the  question  of  how  far  the  publication  of  an  in.  It  is  obvious,  that  unless  a  party  be  compelled  to 

vention  is  a  user  in  law,  so  as  to  destroy  the  pa-  teach  others,  by  taking  apprentices,  or  to  publish 

tent  of  a  subsec^uent  independent  inventor,  who  the  invention  in  some  manner,  he  might  keep  the 

introduces  what  is  apparently  the  same  invention  secret  of  his  invention  to  himself,  and  the  public 

into  general  and  successful  operation.  would  be  in  no  respect  benefitted.     All  these 

(d)  A  proviso  to  the  same  or  very  similar  inconveniences  are  entirely  obviated  by  a  clause 
effect,  is  inserted  in  many  acts  for  extending  the  in  the  letters  patent,  as  granted  since  11  Anne, 
terms  granted  by  letters  patent.  Poit  38- 40.  Before  requiring  the  enrolment  of  a  specification;  the 
a  specification  was  required  to  be  enrolled,  and  fundamental  principle  of  which  is,  that  a  party 
subsequently  to  the  introduction  of  the  clause  into  shall  describe  his  invention  in  the  fullest  and  most 
the  letters  patent  requiringthat  instrument,  unless  distinct  manner  which  the  subject  admits  of,  so 
the  act  of  extension  saved  all  objections  in  law,  that  other  persons  may  be  enabled  to  practise  it 
competent  against  such  letters  patent,  the  protoc-  in  as  full  and  beneficial  a  manner  as  the  inventor 
tion  of  the  public  required  some  such  declaration  himself.  The  earliest  patent  I  have  met  with  in 
and  express  reservation.  which  the  clause  requiring  the  specification  ap- 

(«)  This  proviso  is  a  distinct  recognition  of  the  pears,  is  that  granted  1st   April,  1712,  to  John 

principle,  toat  the  instruction  of  the  public  in  the  Nasmyth.     See  Law  ^  Practice,  Ind.  tit.  Specifi- 

invention,  is  part  of  the  motive  or  policy  of  the  cation. 
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9  &  10  W.  3,  c.  43. 

Jn  act  for  the  better  enamragemeni  of  the  Royal  Lustring  Act, 
C(nnpany,SfC.{f) 

After  reciting  &at  the  manufacture  of  black  lustrings  and 
alamonds  set  up  by  the  said  Company,  had  been  very  advanta- 
geous and  ben^dal  to  the  kingdom  by  employing  great  num- 
bers of  the  poor(^),  &c.  prohibits  the  importation  of  foreign 
alamonds,  except  under  certain  conditions;  and  gives  exclusive 
privil^es  for  fourteen  years,  with  various  other  enactments  as 
to  the  trade. 


(f)  Letters  patent  had  been  granted,  4  Jac.  2, 
kr  a  new  inventiiHi  of  making,  drewing,  and  lus- 
tiating,  silksy  &c  ;  and  a  company  had  been  in- 
cofpmted  by  letters  patent,  4  W.  &  M.,  for 
woriiig  the  said  inYention,  which  was  further 
inoorporated  by  this  act. 


(g)  These  recitals  are  of  great  importance,  as 
showing  the  consequences  of  the  importation  and 
introduction  of  new  inventions,  and  the  principles 
by  which  the  crown  and  legislature  were  influ- 
enced in  granting  the  priyil^es  in  question. 


Other  Aeu, — A  variety  of  patents  were  granted, 
•ndicti  passed,  conferrinff  exclusive  privileges  du- 
rag  the  time  of  Charles  I.,  II.,  and  ue  Common- 
wealtlu  Many  of  these  were  monopolies,  in  the 
most  ohDOjdons  sense  of  the  term,  but  the  follow- 
tag  appear  deserving  of  notice ;  the^f  are  also  im- 
portant, as  showing  the  progress  of  invention. 

Letters  potent  were  granted,  6  C.  1  (a.o. 
1630;,  for  the  realm  of  England  and  Ireland, 
to  David  Ramsaye,  and  three  others,  '*  for 
SB  engine^  instrument,  or  device,  not  hereto- 
fore in  use,  or  pot  in  practice  by  any,  within  our 
realms  or  dommions,  by  way  of  a  barrel  engine, 
■Mi  otherwise,  most  it  and  necessary  for  the 
laisiDg  of  water  out  of  mines,  coal  pits,  or  any 
other  place,  how  deep  soever,  to  any  high  place, 
ad  other  uses  tending  to  the  public  good,  ease, 
ad  beneit,  of  onr  kingdoms,  and  subjects  thereof.'* 
VarioDS  other  patents,  one  including  nine  dif- 
fsrent  projects,  and  some  with  eztraorainary  and 
niegal  powers,  were  granted  by  Charles,  sec.  19. 
RjpiMf^f  Fadm,  239. 
The  following  acts  should  be  noticed  :— 
15  C.  IL,  c  12  (Private  AcU),  a.d.  1663^ 
**  An  act  to  enable  the  Marquis  of  Worcester  to 
Koova  the  benefit  and  profit  of  a  water-command- 
ing  engine,  bv  him  invented."  This  engine  has 
been  supposed  to  be  the  steam  ens^ine ;  but  it  was 
ptohaUy  a  different  engine  from  Uiat  described  as 
••  a  file  water  work,"  at  No.  68  of  his  Century  of 
InfeatiaBS.  Per  Mr.  Faxey,  Pari.  Rep.  on  Pa- 
tana,  p.  109. 

22  &  23  C.IL  (Private  Acts),  a.d.  1670.— 
Aa  set  for  granting  to  Sir  Philip  Howard  and 
Fmds  Watson  the  sole  use  of  a  manufacture, 
art,  or  invention,  for  the  benefit  of  the  shipping. 
The  aabject-matter  of  the  preceding  was  the 
aiKoduf^  or  covering  vessels  with  thin  sheets  of 
lead  mstead  of  copper.  See  8  Phil.  Trans.,  No. 
100.  p.  61. 92. 

]0&ll.W.3,c.31  (Private  Acts),  A.D.  1699. 
—"  An  act  for  the  encouragement  of  a  new  in- 


vention by  Thomas  Savery,  for  raising  water  and 
occasioning  motion  to  all  sorts  of  mill-work,  by 
the  impellent  force  of  fire."  Letters  patent  were 
finranted  26th  July,  1698,  to  Thomas  Savery,  for 
his  invention,  "  which  will  be  of  great  use  and 
advantage  for  draining  mines,  serving  towns  with 
water,  and  for  the  working  of  all  sorts  of  mills 
where  they  have  not  the  benefit  of  water,  nor  con- 
stant windi." 

This  was  an  important  invention  in  its  time, 
being  the  first  steam  engine  which  was  actually 
applied  to  do  work ;  it  was  soon  superseded  by 
Mr.  Newcomen's  fire  engine,  invented  in  1710. 
It  does  not  appear  that  Newcomen  obtained  any 
such  act,  but  it  has  been  said  that  he  was  obliged 
to  come  to  an  agreement  with  Savery,  and  work 
under  his  patent  and  this  act. 

Newcomen's  engine  was  found  of  great  use, 
being  that  commonly  known  by  the  term  atmo- 
spheric engine,  and  the  type  of  the  engine  so 
much  improved  by  Watt. 

11  &  12  Anne,  s.  2,   c.  15. — "  An  act  for  pro- 
vidiog  a  public  reward  for  such  person  or  persons 
as  shall  discover  the  longitude  at  sea.**     Various 
large  sums  of  money  were  paid  to  inventors  under  . 
this  act. 

12  G.  2,  c.  23. — An  act  for  providing  a  reward 
to  Joanna  Stephens,  for  the  discovery  of  a  medi- 
cine. 

16  G.  2,  c.  26  (Private),  a.d.  1743.— An  act 
vesting  in  Elwick  the  sole  property  of  an  engine, 
for  an  additional  term  of  a  patent. 

23  G.  2,c.  53  (Private).— An  act  for  vesting 
in  Pownoll's  children  an  invention  which  their 
father  did  not  live  to  complete,  and  by  which  he 
had  impaired  their  fortunes ;  and  granting  addi- 
tional term. 

24  G.  2,  c.  28  (Private). — An  act  vesting  in 
Michael  Menzies  the  sole  property  in  a  certain 
machine  for  conveying  coals,  &c. ;  and  granting 
additional  term. 
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Act 

A.D.  1732. 


The  increase  of 
trade,  and  em- 
ployment of 
poor. 


abroad. 


5  G.  2,  c.  8. 

LOMBFS  PATENT,  9  Sept.  5  G- 1.  a.d.  1719. 

An  act  for  providing  a  recompense  to  Sir  Thomas  Lombe,/or 
discovering  and  introducing  the  arts  of  making  and  working  the 
three  capital  Italian  engines  for  making  Organzine  silk,  and  for 
preserving  the  invention  for  the  benefit  of  t  Ids  kingdom. 

After  reciting  as  follows,  '*  Whereas  the  riches^  strength, 
and  prosperity,  of  this  kingdom  depend  on  the  trade  thereof: 
And  whereas  the  introducing  and  improving  such  new  arts 
and  inventions,  as  will  employ  great  numbers  of  our  poor, 
keep  our  money  at  home,  and  increase  the  profitable  trade  car- 
ried on  by  the  exportation  of  our  own  manufactures,  tend  greatly 
to  the  securing  and  enlarging  the  general  trade  and  commerce 
of  Great  Britain,  and  ought,  by  all  proper  ways  and  means,  to  be 
encouraged:  And  whereas  Thomas  Lombe,  of,  &c.  did  with  the 
The  introduc-  utmost  difficulty  and  hazard,  and  at  a  very  great  expense,  dis- 
tion  of  engines  cover  the  arts  of  making  and  working  the  three  capital  engines 
facture  from  made  use  of  by  the  Italians  to  make  their  organzine  silk,  and  did 
introduce  those  arts  and  inventions  into  this  kingdom:  And 
whereas  his  late  Majesty  king  George  was  graciously  pleased, 
by  his  letters  patent,  bearing  date  the  ninth  day  of  September, 
in  the  fifth  year  of  his  reign,  under  the  great  seal  of  Great  Bri- 
tain, to  give  and  grant  unto  the  said  Thomas  Lombe,  now  Sir 
Thomas  Lombe,  his  especial  license,  full  power,  sole  privilege 
and  authority,  to  exercise,  work,  use,  and  enjoy  his  new  inven- 
tion of  three  sorts  of  engines  by  him'  the  said  Thomas  Lombe 
found  out,  never  before  made  or  used  in  Great  Britain,  one  to 
wind  the  finest  raw  silk,  another  to  spin,  and  the  other  to  twist 
the  finest  Italian  raw  silk  into  organzine,  within,  &c.  &c.  the 
whole  profit,  &c.  And  whereas  the  said  Sir  Thomas  Lombe, 
Great  expense  since  the  granting  the  said  letters  patent,  hath  at  a  further  great 
expense  erected  large  buildings,  and  therein  set  up  the  said 
engines  or  machines,  and  put  the  said  invention  in  use  and  prac- 
tice on  the  river  Derwent,  at  the  town  of  Derby,  for  making 
organzine  silk,  ai)4  applied  himself  with  the  utmost  care  and 
diligence  to  improve  the  same,  in  order  to  render  it  of  greater 
use  and  benefit  to  this  kingdom:  but  by  reason  of  the  long  time 
required  to  finish  and  complete  the  said  buildings  and  engines, 
and  the  great  obstruction  this  undertaking  received  by  the  king 
of  Sardinia's  prohibiting  the  exportation  of  raw  silk,  which  the 
said  engines  were  made  to  work ;  and  afterwards  by  reason  of  the 
great  difficulty  of  bringing  the  manufiicture  to  full  perfection, 
which  could  i|bt  be  effected  by  the  most  diligent  application 
until  about  a  year  ago,  the  said  Sir  Thomas  Lombe  has  been  de- 


of  erecting 
buildings  and 
difficulties 
encountered. 
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prived  of  the  benefit  intended  by  the  said  letters  patent;  there* 
fore  for  providing  a  proper  recompense  to  the  said  Sir  Thomas 
Lombe,  and  preserving  the  said  invention  for  the  benefit  of 
the  trade  of  this  nation,"  it  is  enacted,  that  there  should  be 
applied  and  paid  to  the  said  Sir  Thomas  Lombe,  his,  &c.  the 
sum  of  14,000/.  as  a  reward  and  recompense  to  him  for  the 
eminent  service  he  has  done  this  nation,  in  discovering,  intro- 
dncingy  and  bringing  to  full  perfection,  at  his  own  great  expense 
as  aforesud,  a  work  so  useful  and  beneficial  to  this  kingdom. 

Proviso,  that  his  Majesty,  under  sign  manual,  may  appoint  two  Model  to  be 
persons  to  inspect  said  three  engines,  and  to  take  a  perfect  and  P'«a«rved- 
exact  model  thereof,  and  to  deposit  the  same  in  such  place  as 
shall  be  appointed,  to  secure  and  perpetuate  the  art  of  making 
the  Uke  engines  for  the  advantage  of  the  kingdom.  Sir  Thomas 
Lombe  on  refusal  to  permit  such  model  to  be  taken  to  refund 
the  ieward(rf). 


15  G.  3,  c.  52. 

An  act  for  enlaryinff  the  term  of  Letters  Patent  (17  March,  ict  A.D.1776. 
6  0.3)  to  WUHam  Cookworthtfj  of  Plymouth,  chymist,  for  the 
iok  use  and  exercise  of  a  discovery  of  certain  materials  for 
making  Porcelain,  in  order  to  enable  Bichard  Champion,  of 
Bristol,  merchant  (to  whom  the  said  Letters  Patent  have  been 
assigned),  to  carry  the  said  discovery  into  effectual  execution  for 
the  ben^  of  the  public. 

After  reciting  the  grant  of  the  letters  patent  (a),  and  further  Recitals,  &c..^ 
reciting,  ^whereas  the  said  Richard  Champion  hath  been  at  a 
verf  considerable  expense,  and  at  great  pains  and  labour,  in  pro- 
secuting the  said  invention,  and  by  reason  of  the  great  difficulty  The  great 
attending  a  manufacture  upon  a  new  principle,  hath  not  been  difficul^of 
abk  to  bring  the  same  to  perfection  until  within  this  last  year;  on  a  new 
and  it  will  require  further  pains,  labour,  and  expense,  to  render  principle. 
the  said  invention  of  public  utility;  for  all  which  trouble  and 
expense  the  said  Richard  Champion  will  not  be  able  to  receive 
an  adequate  compensation,  unless  the  term  granted  by  the  said 
letters  patent  be  prolonged;''  enacts,  that  all  and   every  the 
powers,  &c.  which  in  and  by  the  said  letters  patent  were  originally 
pven  and  granted  to  him,  the  said  William  Cookworthy,  his,  &c. 
and  no  further  or  greater  than  he  or  the  said  Richard  Champion 
would  have  been  entitied  to  if  this  act  had  not  been  made, 

{i)  Tbe  model  ao  taken  was  deposited  in  the  that  the  inrention  might  be  preserved  to  the 

Tower  ai  London.    The  same  principle  which  realm, 
led  to  the  introduction  of  the  clanse  respecting  (a)  See  note  b,  pott. 

the  earotment  of  the  specification,  led  to  this,  vis. 
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should  be  and  the  same  were  thereby  given  and  granted  to  the 
said  Richard  Champion,  his,  &c.  and  should  be  held,  exercised, 
and  enjoyed  by  him,  &c.  for  the  remainder  of  the  original  term, 
and  for  fourteen  years  more,  in  as  ample  a  manner  as  if  the  sud 
letters  patent  had  been  granted  to  the  said  Richard  Champion. 

Proviso,  That  the  said  Richard  Champion  should  enrol  a  spe- 
cification of  the  mixture  and  proportions  of  the  raw  materials 
composing  the  porcehdn  and  the  glaze  of  the  same. 

Proviso,  That  nothing  in  this  act  should  hinder  any  person 
from  using  the  raw  materials  in  diflferent  proportions  (b). 


(b)  The  effect  of  this  proviso  is  to  confine  the 
exclusive  privilege  to  the  particular  proportions 
of  the  materials  stated  in  the  specification.  The 
recital  in  the  letters  patent  would  embrace  the 
general  application  of  the  materials  therein  spe- 
cified to  the  purposes  of  pottery.  The  sugges- 
tions in  the  petition  are  as  follow :  "  That  the 
said  Cookwoithy  had,  by  a  series  of  experiments, 
discovered  that  materials  of  the  same  nature  with 
those  of  which  the  Asiatic  porcelain  is  made,  are 
to  be  found  in  immense  (^^uantities  in  our  island 
of  Great  Britun,  which  mgredients  are  distin- 
guished in  our  two  counties  of  Devon  and  Corn- 
wall by  the  name  of  moorstone  and  growan  and 
growan  day :  that  the  ware  which  he  hath  pre- 
parad  from  these  materials  hath  all  the  characters 


of  the  true  porcelain,  in  regard  to  grain,  trans- 
parency,  colour,  and  infnsibility,  in  a  degree  equal 
to  the  best  Chinese  or  Dresden  ware,  whereas  all 
the  manufactures  of  porcelain  hitherto  carried  oiir 
in  Great  Britain  have  been  only  imitations  of  the 
genuine  kind,  wanting  the  beauty  of  colour,  the 
smoothness  and  lustre  of  grain,  and  the  great 
characteristic  of  genuine  porcelain,  sustaining  the 
most  extreme  degree  or  fire  widiout  melting: 
That  this  discovery  had  been  attended  with  great 
labour  and  expense,  and,  to  the  best  of  his  know- 
ledge  and  belief,  in  regard  to  this  kingdom,  is 
new,  and  his  own,  the  materials  being,  even  at 
this  time,  ^plied  to  none  of  the  uses  of  pottery 
but  by  him,  and  those  under  his  direction.** 


Other  Acts. — Many  acU  subsequent  to  the  pre- 
ceding have  been  passed,  conferring  similar  pri- 
vileges, the  more  important  of  which  will  be  no- 
tice hereafter.  The  following  are  some  of  the 
acts  alluded  to. 

Watt's  act,  16  G.  3,  c  61,  a.d.  1775,  whereby 
Watt's  patent,  6th  January,  1769,  for  England 
and  the  Colonies,  was  extended  to  Scotland,  with 
a  term  of  twenty^five  years  from  the  passing  of 
the  act.     See  BiniUon  and  Watt  v.  Bull. 

Taylor's  act,  16  G.  3,  c.l8,  a.d.  1776.— Ex- 
tension of  term  and  clause  fbr  granting  licenses 
at  certain  rates. 

Liardet's  act,  16  G.  3,  c.  29,  a.d.  1776,  ex- 
tending the  patent  to  Scotland,  and  prolonging 
the  term  seven  years.     See  Liardet  v.  Mtuon. 

Hartley's  act,  17  G.  3,  c.  6.  a.d.  1777,  ex- 
tending the  patent  to  Scotland,  and  prolonging 
the  term  for  twenty-eight  years. 

Bancroft's  act,  26  G.  3,  c.  38,  a.d.  1786. 

Turner's  act.  32  G.  3,  c  72,  ajk  1792.  See 
Turner  v.  Winter. 

Booth's  act,  32  G.  3,  c.  73.  a.d.  1792,  dispens- 
ing wiUi  the  enrolment  of  the  specification. 

Ashton's  acts,  34  G.  3,  c  63,  a.d.  1794,  and 
36  G.  3,  c.  97,  removing  doubts  as  to  legality  of 
certain  processes  in  tanning  hides,  and  prolong- 
ing term, 

Conway's  act,  35  G.  3,  c.  68,  a.d.  1795. 

Koop*s  act,  41  G.  3,  c.  126  (L.  &  P.)  a.d. 


1801,  enabling  transfer  of  patent  right  to  sixty 
persons. 

Cartwright's  act,  41  G.  3,  c.l33  (L.&P.X 
A.D.  1801,  vesting  certain  patent  rights,  and  ex- 
tending  term. 

Fourdrinier's  act,  47  G.  3,  s.  2,  c.  131  (L.  & 
P.^,  A.D.  1807,  vesting  certain  patents. 

Lee's  act,  63  G.  3,  c.  179  (L.  &  P.)  a.d. 
1813,  dispensing  with  the  enrolment  of  the  spe- 
cification. 

LAngton*s  act,  10  G.  4,  c.  136,  and  1  &  2  W. 
4,  c.  6  (L.  &  P.),  extending  term,  and  con- 
firming privileges  throughout  His  Majesty's  domi- 
nions, except  Ireland,  and  giring  many  unusual 
powers. 

Hollingrake's  act,  10  G.  4,  &  1  W.  4,  c.  80 
(L.&  P),  A.D.  1830,  extending  terms  of  patents 
of  1818  and  1819,  for  nine  years  from  the  passing 
of  the  act. 

The  above  acts  show  the  principles  which  the 
legislature  have  adopted,  in  oonfinning  and  ex- 
tending the  privileges  granted  by  letters  patent. 
The  same  principles  have  been  pursued  by  the 
Judicial  Committee  of  the  Privy  Coiincil,  in  con- 
firming and  granting  letters  patent  under  Lord 
Brou^am's  act. 

Muiy  other  acts  have  been  recently  passed,  but 
they  relate  principally  to  the  formation  <^  compa- 
nies for  working  lettert  patent  under  special  cir- 
comstances. 
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[BuU,  N.P.  76  a.] 

Respecting  patents^  the  following  general  rules  were  laid 
down  by  Lee^  C.  J.  (M.  T.  12  G.  2,  a.d.  1738): 

Ist  Eyery  fidse  recital  in  a  thing  not  material  will  not  vitiate  Fabe  recitals  or 
the  grant  if  Ae  king's  intention  is  manifest  and  apparent.  JiSte  a**°'  'u" 

2A.  If  the  king  is  not  deceived  in  his  grant  by  the  false  sug- 
gestion of  the  party^  but  firom  his  own  mistake  upon  the  surmise 
and  information  of  the  party^  it  shall  not  vitiate  or  avoid  the 
grant 

3d.  Although  the  king  is  mistaken  in  point  of  law  or  matter 
of  fiurty  if  that  is  not  part  of  the  consideration  of  the  grant  it 
wiD  net  avoid  it. 

4th.  Where  the  king  grants  ew  certd  scientid  et  mero  tnoiuy 
those  words  occasion  the  grant  to  be  taken  in  the  most  liberal 
and  beneficial  sense,  according  to  the  king's  intent  and  meaning 
expressed  in  his  grant. 

5tfa.  Although  in  some  cases  the  general  words  of  a  grant 
may  be  qualified  by  the  recital,  yet  if  the  king's  intent  is 
plainly  expressed  in  tiie  body  of  the  grant  the  intent  shall 
prevail  and  take  place. 

A  writ  of  idre  facias  to  repeal  letters  patent  lies  in  three  Cases  m  which 
cases :  lat.  When  the  king  doth  grant  by  several  letters  patent  J^'^''*'^"" 
one  and  tiie  self-same  thing  to  several  persons,  the  first  patentee 
shall  have  2LSci./a.  to  repeal  the  second:  2d.  When  the  king 
doth  grant  a  thing  upon  a  fidse  suggestion,  heprarogatwd  regis 
may  by  scL  fa.  repeal  his  own  grant :  3d.  When  the  king  doth 
grant  any  thmg  which  by  law  he  cannot  grant.    4  Inst.  88. 

Where  a  patent  is  granted  to  the  prejudice  of  a  subject,  the 
long  of  right  is  to  permit  him  upon  his  petition  to  use  his 
name  for  tihe  repeal  of  it.  Butiei^s  case,  H.  31  &  32  Car.  2, 
2  Vent.  344. 


1W  preoetfing  most  probably  did  not  relate  to  for  propelling  Tessels,"  and  one  of  the  inyentions 

ktton  pstent  for  an  isTentioD ;  but  I  have  not  as  described  in  the  specification  not  being  an  im- 

^oaad  any  record  in  the  name  of  the  defendant  provement,  the  grant  was  held  bad  for  falsity  of 

•a  die  patent  rolls  of  this  period.  suggestion. 

The  ndcs  here  laid  down  apply  generally  to  Parkg,  B.,  in  deliyering  the  judgment  of  the 

njtl  granta,  and  have  been  recognised  in  many  Court  of  Exchequer,  said,  "  The  question  is  whe- 

caict  of  letters  patent  for  inventions*  ther  this  patent,  which  suggests  that  certain  in- 

The  authorities  upon  which  the  above  rules  ventions  are  improvements,  is  avoided,  if  there  be 

Rtt  are  anmerons,  as  the  case  of  the  Alton  Woods,  one  which  is  not  so.     And  upon  the  authorities 

1  Co.   Rep.  27 ;  Arthur  Legafi  case,  10  Co.  we  feel  obliged  to  hold  that  the  patent  is  void. 

Bap.  109 ;  and  Earl  tfDewmihMi  case,  11  Co.  upon  the  ground  of  fraud  on  the  crown,  without 

Kep.  894.      See  Lmt  mnd  PraeHct,  Ind.   Tit.  entering  into  the  question  whether  the  utility  of 

^■actfkon,  the  iron  patents,  ante  16,  n.  and  the  each  and  every  part  of  the  invention  is  essential 

UKriag.  to  a  patent,  where  such  utility  is  not  suggested  in 

Utters  patent  were  granted  for  "  certain  im*  the  patent  itself,   as  the  ground  of  the  |[rant. 

FaiemeiiU  in  steam  engines,  and  in  machinery  That  a  false  suggestion  of  the  grantee  avoids  an 
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ordinary  grant  of  lands  or  tenements  from  the 
crown,  is  a  maxim  of  the  common  law,  and  such 
a  g^nt  is  void,  not  against  the  crown  merely,  hut 
in  a  suit  against  a  third  person.  (Traveli  v.  Car- 
teret, 3  Lev.  135.  Alcock  v.  Cooke,  5  Bing.  340.) 
It  is  on  the  same  principle  that  a  patent  for  two 
or  more  inventions,  when  one  is  not  new,  is  void 
altogether,  as  was  held  in  Hill  v.  Tkompum,  and 
Brunton  ▼.  Hatohet ;  for  although  the  statute  in- 
validates a  patent  for  want  of  novelty,  and  opn- 
aequently  by  force  of  the  statute  the  patent  would 
be  void,  so  far  as  related  to  that  which  was  old, 
vet  the  principle  on  which  the  patent  has  been 
held  to  be  voia  altogether  is,  that  the  considera- 
tion for  the  grant  is  the  novelty  of  all,  and  the 
consideration  failing,  or  in  other  words,  the  crown 
being  deceived  in  its  g^ant,  the  patent  is  void, 
and  no  action  maintain&le  upon  it.  We  cannot 
help  seeing,  on  the  face  of  this  patent,  as  set  out 
in  the  record,  that  an  improvement  in  steam 
engines  is  suggested  by  the  patentee,  and  is  part 
of  the  consideration  for  the  grant,  and  we  must 
reluctantly  hold,  that  it  is- void  for  the  falsity  of 
that  suggestion. .  In  the  case  of  Lewis  v.  Marling, 
this  view  of  the  case,  that  the  patent  was  void  for 
a  false  suggestion,  does  not  appear  by  the  report 
to  have  been  {pressed  on  the  attention  of  the  court, 
or  been  considered  by  it.  The  decision  went 
upon  the  ground  that  the  brush  was  not  an  essen- 
tial part  of  the  machine,  and  that  want  of  utility 
did  not  vitiate  the  patent,  and  besides,  the  im- 
provement  by  the  introduction  of  the  brush  is  not 
recited  in  the  patent  itself  as  one  of  the  subjects 
of  it,  which  may  make  adiflference.'*  Morgan  v. 
Seaward,  2  M.  &  W.  544,  and  poet. 

The  distinction  pointed  out  by  the  learned 
iudge  between  the  case  of  a  false  recital  in  the 
letters  patent,  and  a  false  statement  not  recited 
in  the  patent  by  way  of  suggestion,  as  an  error  in 
the  specification,  is  of  the  greatest  importance. 
It  would  appear  that  a  distinction  is  to  he  drawn 
between  such  an  error  in  the  specification  as  will 
render  a  suggestion  in  the  letters  patent  false, 


and  such  an  error,  in  a  matter  of  direction  or 
otherwise,  as  affects  the  suggestion  in  some  degree 
short  of  the  preceding,  as,  for  instance,  to  dimi- 
nish the  extent  of  utility.  Other  defects  in  a 
specification,  as  insufficiency  of  description,  vitiate 
by  reason  of  non-compliance  with  the  proviso  in 
the  letters  patent* 

The  two  classes  of  defects  above  specified  may 
be  distinguished,  1st.  as  false  suggestion :  2d.  as 
insufficient  description ;  the  former  may  be 
considered  as  on  the  record  and  for  the  ^court, 
the  latter  for  the  iury. 

Of  the  former  class  are  those  of  Hill  v.  Thampwn^ 
8  Taun.  375,  and  Brunton  v.  Hawkes,  4  B.  and 
Aid.  641 ,  already  mentioned,  and  the  following : 

Letters  patent  for  a  watch,  the  invention,  as 
disclosed  by  the  specification,  being  of  a  particular 
movement.    Jeetap's  case,  2  H.  Bl.  489. 

Letters  patent  for  '*  a  new  and  improved  me- 
thod of  dryine  and  preparing  malt,''  the  specifi- 
cation describmg  an  invention  which  consisted  in 
submitting  malt,  prepared  by  the  ordinary  pro- 
cess, to  a  high  degree  of  temperature,  and  thus 
producing  a  colouring  material  for  beer,  and  not 
the  known  substance  from  which  beer  was  to  be 
made,  were  repealed  by  ecirefaciai.  R.  v.  Wkeelir, 

2  B.  &  Aid.  349. 

Letters  patent  being  for  "  a  machine  for  sharp- 
ening knives,  scissors,  and  razors,'*  and  the  spe- 
cification disclosing  a  method  applicable  to  knives 
only,  the  plaintiff  was  nonsuited.  Felton  v.  Greavet, 

3  C.  &  P.  61. 

Of  the  second  class  are  that  of  Lewie  v.  Marling, 
10  B.  &  C.  22,  mentioned  above,  and  the  following : 

The  jury  found  that  the  invention  was  new  and 
uwful  on  the  whole,  but  that  the  machine  was 
not  useful  in  some  cases.  Held  sufficient,  i/o* 
worth  V.  Hardcastle,  1  Bing.  N.  C.  189. 

I'be  court  does  not  mean  to  intimate  any  doubt 
as  to  the  validity  of  a  patent  for  an  entire  machine 
or  subject  which  is,  taken  altogether,  useful, 
though  a  part  or  parts  may  be  useless.  Morgan 
V.  Seatoard,  2  M.  &c  W.  544,  and  post. 


Dollond's  Case. 

TitU.  Letters  patent  to  John  Dollond,  19  April,  31  G.  2  (a.  d.  1758) 

for  "  a  new  method  of  making  the  object  glasses  of  refracting 
telescojDCs  by  compounding  mediums  of  different  refractive 
qualities,  whereby  the  errors  arising  from  the  different  refran- 
gibility  of  light,  as  well  as  those  which  are  produced  by  the 
spherical  surfaces  of  the  glasses,  are  perfectly  corrected/* 

Siec'ification.  ^  ^^  Said  Johii  Dollond,  do  hereby  declare,  that  my  said  new 
method  of  making  the  object  glasses  of  refracting  telescopes  is 
to  be  performed  in  the  manner  following  (that  is  to  say),  the 
principal  glass  of  a  refracting  telescope  is  that  which  is  farthest 
from  the  eye,  and  is  commonly  called  the  object  glass,  because 
it  is  at  that  end  of  the  telescope  which  is  directed  towards  the 
object.  This  glass  refracts  the  rays  which  proceed  from  the 
object  in  such  a  manner  as  to  form  an  image  of  the  aforesaid 
object  in  the  focus,  which  image  is  magnified  by  the  eye  glasses ; 
but  as  every  ray  of  light  consists  of  parts  that  differ  in  their 
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degrees  of  refirangibility,  an  image  formed  by  refraction  is  there- 
by rendered  very  defective^  as  all  opticians  very  well  know.  Now 
in  these  new  telescopes  the  images  of  objects  are  formed  by  the 
difference  between  two  contrary  refractions^  the  object  glass 
being  a  compound  of  two  or  more  glasses  put  close  together^ 
whereof  one  is  concave  and  the  other  convex.  The  excess  of 
refraction  by  which  the  image  is  formed  is  in  the  convex  glass^ 
which  is  made  of  a  medium  or  substance  in  which  the  difference 
of  refirangibility  is  not  so  great  as  in  the  substance  which  the 
concave  is  made  of^  therefore  their  refractions  being  proportional 
to  their  difference  of  refirangibility,  there  remains  a  difference 
of  refraction  by  which  the  image  is  formed,  without  any  differ- 
ence of  refrangibility  to  disturb  the  vision.  The  radii  of  the 
surfaces  of  each  of  these  glasses  are  likewise  so  proportioned 
as  to  make  the  aberrations  or  errors  which  proceed  from  the 
.spherical  surfaces  of  these  glasses  respectively  equal,  and  being 
tontrary^  they  destroy  each  other.  In  witness,  &c. 

The  inTentioii  deicribed  and  claimed  in  the  not  for  mere  principles ;  the  specification  de- 

preecding,  is  the  general  ;method  of  making  the  scribes  the  manner  in  which  the  inyention  is  to 

chject  g^B  of  telescopes/bj  combining  a  convex  be  carried  into  effect,  with  all  the  perspicnity  of 

and  a  concare   glass  of  media  having  different  which  the  thing  is  capable."    2  H.  Bl.  472. 
icfiacliie  powers,  and  the  media  nsed  m  practice  And  Buller,J,  -.  **  DoUond's  patent  was  for  ob- 

are  crown  glsM  for  the  convex  glass,  and  flint  ject  glasses,  and  the  specification  properly  stated 

glass  for  the  concave  glass ;  bat  uese  particular  the  method  of  making  those  glasses.**     Ibid,  487. 
sohitaoces  are   not  specified,  and  whether  any  AndHoztft,  J.:  "I consider  thatas  substantially 

other  snhstances  could  be  used,  or  whether  the  an  improved  machine."    Ibid.  482. 
iaveotor  knew  that  tbese  alone  would  succeed,  is  The  rules  with  respect  to  the  curvature  of  the 

a  question  which,  on  an  objection  being  raised  to  surfaces,  are  matters  of  theory,  known  to  opticians 

the  spedficaticHi  on  that  ground,  would  have  been  and  persons  accustomed  to  grind  lenses. 
far  the  jury.  It  was  suggested  by  Eyre,  C.  J. ,  (2  H.  Bl.  493.) 

Whh  respect  to  this  patent,  it  was  said  in  that  theabove  was  perhaps  exceptionable,  as  being 
argument.  *'  DoIload*8  telescopes  are  certainly  for  the  **  method  ot  producing  a  new  object  glass, 
a  maDofactore  within  the  statute ;  they  consist  instead  of  being  for  the  new  object  glass  pro- 
of principles  reduced  into  form  and  practice ;  duced,*'  but  the  manufacture  is  the  same,  wnat- 
and  the  patent  is  for  glasses  completely  formed*  ever  the  terms  in  the  title  of  the  patent. 


DOLLOND  V. 


This  was  an  action  for  the  infiringement  of  the  preceding 
patent,  and  the  plaintiff  succeeded ;  the  case  is  not  reported  {a), 
but  it  was  frequently  alluded  to  in  the  subsequent  case  of 
Bocdton  and  Watt  v.Bull^  both  in  the  argument  and  judgments 
of  the  court. 

BuLLEB,  J.  (b):  The  objection  to  DoUond's  patent  was,  that  he  The  publUher 
was  not  the  inventor  of  the  new  method  of  makmg  object  glasses,  first  inventor 
but  that  Dr.  Hall  had  made  the  same  discovery  before  him.  ^^^"^  '*»«  ^*** 
Bat  it  was  holden,  that  as  Dr.  Hall  had  confined  it  to  his  closet, 

Ca^ThafoUoiwiBgnotieeisoontainedintbeGen-      fendant ;   the  cause  of  action  was,   the  latter 
*s  Magaiiae,  vol.  36,  p.  102, 1766.  "  Tues-      making  a  telescope  in  imitation  of  the  patent 


^ay.  Feb.  18.     A  cause  was  tried  in  the  Court  of      telescopes  of  the  former.  The  fact  being  proved,  the 
'^/omnoB  Pleas,  wherein  Mr.  Dollond,  optician      plaintiff  obtained  a  verdict,  with  £250  damages." 
I  the  Strand,  was  plaintiff,  and  Mr.  Champoess,  (b)  2  H.  Bl.  470.  and  487. 


maker  in  Comhill,  de- 
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and  the  public  were  not  acquainted  with  it,  DoUond  was  to  be 
considered  as  the  inventor. 


The  preceding  would  appear  to  be  the  first 
decUion  on  the  meaning  of  the  statute  in  the 
case  of  two  rival  inventors  within  the  realmj 
die  case  of  Edgebury  y.  Stq>hetUt  ante,  35, 
had  decided,  that  the  introducer  from  foreign 
parts  of  an  invention  within  the  realm,  is  the 
true  and  first  inventor  within  the  meaning^  of  the 
statute,  and  this  case  decides  that  puUication 
is  essential  to  the  acquiring  that  character  -,  that 
user  in  private,  without  some  publication,  will 
not  defeat  the  claim  of  a  subsequent  independent 
inventor  and  publisher  of  his  invention  under 
letters  patent  for  the  benefit  of  the  public ;  the 
question  then  arises,  what  user  is  such  a  publi- 
cation  as  will  defeat  a  patent,  and  two  cases  of 
user  present  themselves;  Ist.  By  the  patentee; 
2d.  Bj  a  stranger. 

The  words  of  the  statute  are,  "  the  working  or 
making  of  any  manner  of  new  manufactures, 
which  others,  at  the  time  of  making  such  letters 
patent  and  grant,  shall  not  use  ;**  the  words  of 
the  letters  patent  are,  "new  invention  as  to  the 
public  use  and  exercise  thereof."  See  poit 53,  n.  a. 

In  Bramah  v.  HardcattU  it  appeared  that  the 
plaintiff  had  made  two  or  three  of  his  patent  ma- 
chines before  his  patent,  but  it  was  admitted,  that 
drcumstanoe^  would  not  of  itself  avoid  the  grant. 
Uolroyd,  81. 

In  Wood  ^  othenY,  Zimmer  tf  alhen,  1  Hott,  N. 
P.C.,  poa  82,  the  patentee  bad  sold  the  article 
in  the  public  market  four  months  before  the  date 
of  the  patent.  Such  sale  was  evidence  of  the 
invention  having  been  used  and  exercised  for  the 
purposes  of  commerce,  and  not  simply  for  the 
purpose  of  experiment,  before  the  date  of  Uie  let- 
ters patent ;  such  use  and  exercise,  and  the  sub- 
sequent obtaining  a  patent,  are  contrary  to  the 
whole  spirit  of  the  patent  laws,  which  reouire  a 
disclosure  for  the  benefit  of  the  public,  wnereas 
the  secret  might  be  lost  to  the  public  by  such  a 
course  of  proceeding ;  and  further,  the  patentee 
might  thus  have  a  monopoly  for  a  much  longer 
period  than  14  years,  were  he  allowed  to  practise 
the  invention  in  secret  until  there  was  danger  of 
its  being  discovered,  or  some  other  circumstances 
induced  him  to  take  out  a  patent.   Pott  45,  n.  b. 

In  Morgan  v.  Seaward,  one  pair  of  wheeb  had 
been  made  in  secret  in  this  country,  sold  and  sent 
abroad  prior  to  the  date  of  the  patent ;  held,  that 
this  was  not  such  a  publication  as  would  defeat  the 
patent.    2  M.  &  W.  559,  and  poft. 

The  true  construction  to  be  placed  on  the 
above  words  of  the  statute  and  of  the  letters  pa- 
tent, in  respect  of  the  question,  what  is  such  a 
user  as  will  vitiate  the  letters  patent  of  a  subse- 
quent  and  independent  inventor,  is  involved  in 
great  difficulty.  It  has  been  said  that  a  use  in 
$jay  sense  which  could  be  called  public,  as  con- 
trasted with  a  use  in  private,  will  vitiate  the 
grant ;  but  such  a  use  may  be  the  result  of  acci- 
dent, and  in  perfect  ignorance  of  the  character 
or  construction  of  the  thing  so  used.  Such  user 
may  co^exist  with  total  ignorance  of  the  working 
or  making  of  the  said  manufacture. 

Qne  true  test  it  is  conceived  is,  whether  the 


manufacture  for  the  puiposes  of  commerce  bai 
been  used  by  others.  Suppose  the  couatiy  to 
have  been  entirely  suppliea  with  any  particular 
article  from  abroad,  and  a  person  introduces 
the  manufacture  of  that  article  as  a  branch 
of  trade  and  commerce  into  the  realm,  under 
letters  patent.  Would  these  be  rendered  void 
by  reason  of  such  previous  use  of  the  same  ar- 
ticle imported  from  abroad  ?  See  the  smalt  pa- 
tents, aniOt  9 — 14,  and  acts  for  patents,  ante. 

This  difficult  question  was  thus  \ett  to  the  jury 
by  Sir  N.  Tindal,  C.  J. :  **  It  will  be  for  the  jury 
to  say,  whether  Uie  invention  was  or  was  not  in 
public  use  and  operation  at  the  time  the  patent 
was  ^[ranted*  There  are  certain  limits  to  this 
question.  A  man  may  make  experiments  in  his 
own  closet ;  if  he  never  cosmaunicates  these  expe- 
riments to  the  worlds  and  lays  them  bj,  and 
another  person  has  made  the  same  expenments, 
and,  being  satisfied,  takes  a  patent,  it  would  be 
no  answer  to  say  that  another  person  had  made 
the  same  experiments:  there  may  be  several 
rivals  starting  at  the  same  time ;  the  first  who 
comes  and  takes  a  patent,  it  not  being  generally 
known  to  the  public,  that  man  has  a  right  to 
clothe  himself  with  the  authority  of  the  patent, 
and  enjoys  the  benefit  of  it.  u  the  evidence, 
when  properlv  considered,  classes  itself  under  the 
description  of  experiment  only,  that  would  be  do 
answer.  On  the  other  hand,  the  use  of  an  article 
might  be  so  general  as  to  be  almost  universal ; 
then  you  can  hardly  suppose  any  body  would  take 
a  patent.  Between  these  two  limits  most  cases 
wul  range  themselves,  and  it  must  be  for  the  jury 
to  say,  whether  the  evidence  convinces  their  un- 
derstanding that  the  subject  of  the  patent  was  in 
public  use  and  operation  at  the  time  when  the 
patent  was  f^ranted.**    Conu$h  v.  Keene, 

And  again,  in  delivering  the  judgment  of  the 
court  on  the  point  of  the  verdict  ^ing  against 
eridence.  *'  The  question  whether  the  va- 
rious instances  brought  forward  amounted  to 
proof  that  before  or  at  the  time  of  taking  out  the 
patent  the  manufacture  was  in  public  use  in  Eng- 
land, or  whether  it  fell  short  of  that  point,  and 
proved  only  that  experiments  had  been  made  in 
various  quarters  ana  had  been  afterwards  aban- 
doned, being  a  question  from  its  nature  of  consi- 
derable delicacy,  and  in  which  a  slight  alteration 
in  the  effect  of  the  evidence  will  establish  either 
the  one  proposition  or  the  other,  the  only  proper 
way  of  deciding  it  is  by  learing  it  to  the  jury. 
And  if  a  jury  hear  the  evidence  patiently,  and  ap- 
pear to  apply  it  with  intelligence,  the  verdict  will 
not  be  disturbed.*'  Comithy,  Keene,  2  Hodg.294; 
and  3  Bing.  N.  C.  588. 

If  an  account  of  an  invention  be  contained  in 
any  published  book  in  general  circulation,  the 
presumption  is  that  the  patentee  leant  it  from 
such  source,  and  in  that  case  he  would  not  be 
the  true  and  first  inventor.  On  the  subject  of 
this  note,  see  the  following  cases;  Liardetf. 
Johneon,  po^  53;  Jonee  v.  Peane;  GaUewmf  v. 
Bieaden ;  Biekford  v.  Skewee ;  MnUer  v.  Mnrfr; 
and  Carpenter  v.  Smith. 
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Roebuck  and  Garbbtt  (^Appellants). 
William  Stirling  &  Son  {Respondents). 
[In  the  House  of  Lords,  27  May,  1774  (a).] 

Letters  patent  under  the  great  seal  of  Scotland,  11  June  177I9  Title, 
to  John  Roebuck  and  S.  £.  Garbett,  for  ^^  the  means  of  obtain- 
ing an  acid  spirit  from  sulphur  and  saltpetre  in  vessels  of  lead, 
and  likewise  of  purifying  the  same  also  in  vessels  of  lead/^ 

The  specification  enrolled  by  Roebuck  [described  the  method  Specification, 
of  soaking  acid  spirit  by  burning  sulphur  and  saltpetre,  and  col- 
lecting the  condensed  fiimes,  and  stated  the  ^^  material  discovery 
to  be  the  use  of  leaden  vessels  instead  of  vessels  of  glass,  in  all 
or  any  part  of  the  process/^ 

The  appellants,  in  their  case,  stated  the  uses  of  the  article 
and  the  usual  methods  of  preparing  it ;  first,  by  burning  sulphur 
and  collecting  the  fumes  by  a  bell  glass  held  over,  by  which  the 
fames  were  condensed ;  secondly,  by  distillation,  in  strong  glass 
retorts,  over  a  strong  fire ;  thirdly,  by  burning  sulphur  and  salt- 
petre in  dose  glass  vessels;  fourthly,  by  burning  these  materials, 
and  collecting,  rectifying  and  purifying  the  spirit  in  vessels  of 
lead,  which  was  the  subject  of  the  above  patent ;  that  by  this 
invention  the  price  of  the  articles  was  reduced  30  per  cent,  im- 
mediately. Tliat  they  carried  on  the  manufacture  in  secret,  but 
on  discovering  that  others  were  learning  the  art  by  decoying 
their  servants,  they  applied  for  and  obtained  the  above  patent  {b). 

In  January  1772,  after  the  respondents  had  made  considerable 
progress  in  erecting  buildings,  the  appellants  applied,  by  bill  of 
suspension,  to  the  court  of  session,  praying  an  injunction  to 
stop  the  respondents  from  proceeding  with  the  building.  After 
sundry  proceedings,  the  bill  was  passed  for  stopping  the  works ; 
and  the  case  being  remitted  to  the  Lord  Justice  Clerk  to  be 
discussed^  the  respondents  stated  the  following  objections : 

1.  That  the  substitution  of  lead  in  place  of  glass  vessels  was  Ohjections  to 
no  new  discovery,  being  only  a  small  variation  in  the  method  of  '^^•'**' 
conducting  the  manufsicture.  2.  That  it  could  be  no  new  dis- 
covery at  the  time  of  granting  the  patent,  because  the  appellants 
had  carried  on  the  manufacture  in  that  method  for  20  years 
preceding  the  date  of  the  patent.  3.  That  at  the  time  the 
patent  was  granted,  this  method  of  manufacturing  oil  or  spirit 
of  vitriol  in  vessels  of  lead  was  known,  and  practised  by  various 
other  persons  both  in  England  and  Scotland.  4.  That  the  ap- 
pellants had  not  given  such  a  description  of  their  invention  as 

(«)  See  appeal  caae.  House  of  Lords,  folio ;  (6)  The  user  by  the  patentee  under  the  cir- 

ako,  diort  accoaiitof  the  case,  5  Brown's  Supp.  to      cumstances  here  stated,  is  clear  ground  of  invaU- 
Ihct.  of  Dcdsions,  522.  dity.     See  ante  44,  n. 
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was  required  by  the  patent^  and  that  it  was  signed  by  Roebuck 
only^  and  not  by  both  the  appellants. 
Answen,  The  appellants  answered ;  1  •  That  a  new  mode  of  manufacture^ 

beneficial  to  the  public^  entitled  the  inventor  to  an  exclusive  pri- 
vilege for  the  mode,  leaving  the  other  known  modes  free  to 
every  person.    2.  That  they  were  the  original  and  first  inventors 
of  the  use  of  lead  vessels  in  the  place  of  glass,  and  had  made  the 
discovery  by  degrees,  after  many  tedious  experiments,  and  were 
in  possession  of  the  same  for  many  years  before  the  date  of  the 
letters  patent.     3.  That  before  the  date  of  the  patent  the  inven- 
tion was  not  publicly  practised,  either  in  England  or  Scotland, 
and  that  a  public  exercise  must  be  proved  to  vitiate  the  patent. 
That  it  is  not  suflBfcient  to  say  private  experiments  have  been 
made,  or  that  pefsons,  by  corrupting  appellants*  servants,  were 
attempting  to  practise  it.     4.  That  the  description  was  as  ex- 
plicit as  the  nature  of  the  subject  admitted,  and  that  Roebuck 
had  full  authority  to  sign  it  for  himself  and  Garbett. 
Interlocutor.         The  Lord  Ordinary,  after  various  proceedings,  reported  the 
Evidence  of      cause  to  the  court,  and  thereafter,  before  answer,  allowed  the 
»>*«'>»"  England  respondents  to  prove  pj^o  ut  de  jure,  that  the  making  the  oil  of 
vitriol  from  a  mixture  of  sulphur  and  saltpetre  in  vessels  of 
lead  was,  at  the  time  and  before  the  date  of  the  letters  patent 
in  favour  of  the  appellants,  known  to  and  actually  practised  by 
others  than  the  appellants  themselves,  and  granted  a  commission 
to  examine  witnesses  in  England  and  Scotland. 
Appeiianti'  At.      '^^  proofs  being  concluded,  the  parties  were  ordered  to  give 
gumtntt,  in  memorials  on  the  import  thereof.  The  appellants,  in  their  me- 

morial, observed,  that  by  the  treaty  of  union,  England  and  Scot- 
land are  to  have  the  same  allowances,  encouragements  and  draw- 
backs, and  to  be  under  the  same  prohibitions,  regulations,  and  re- 
strictions of  trade.  That  by  this  law  the  statute  (21  Jac.  l,c.3)  of 
monopolies  is  extended  to  Scotland,  and  it  has  consequently 
been  customary  since  the  union  to  grant  patents  in  Scotland 
in  the  same  form  and  to  the  same  effect  as  in  England.  That 
these  patents,  to  be  effectual  in  both  parts  of  the  United  King- 
dom, must  pass  the  seals  of  each ;  for  a  patent  under  the  great 
seal  of  England  does  not  extend  to  Scotland,  nor  under  the 
great  seal  of  Scotland  to  England ;  these  countries  being  in  the 
eye  of  the  law  foreign  coimtries  in  this  particular.  Whence  it 
appears  that  the  Scotch  law  relative  to  patents  is  the  same  with 
the  law  of  England,  and  must  be  interpreted  by  the  practice  and 
judgments  of  the  courts  there.  That  the  rule  adopted  in  Eng- 
land is,  that  the  person  who  first  used  the  invention  within  the 
realm,  whether  he  is  the  original  inventor  or  brings  the  invention 
from  foreign  parts,  is  entitled  to  a  patent,  as  is  decided  by  the 
adjudged  cases,  and  by  the  legislature  recognising  Lombe's 
patent  {ante  38).  The  law  of  Scotland  considers  every  place  not 
subject  to  the  jurisdiction  of  its  own  courts  a  foreign  country. 
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and  though  the  law  relative  to  patents  be  the  same  in  both  parts 
of  the  United  Kingdom^  yet  in  applying  it  England  is  considered 
a  foreign  country  to  Scotland.  In  conformity  with  the  preceding 
the  clause  in  the  letters  patent  is,  that  they  shall  be  void, 
if  it  shall  be  found  that  the  subject-matter  of  them  '^  quoad 
tjtis  pubHcum  in  Hid  parte  diet,  regni  nostrie  Magnce  Brit. 
8e$tidvocai»  usum  et  exercitumnon  essenovam  inventionem/^  and 
that  they  were  consequently  entitled  to  their  patent,  unless  the 
respondents  proved,  that  before  the  date  of  the  patent  the 
manufacture  was  publicly  practised  by  others  in  Scotland ;  that 
a  private  or  clandestine  manufacture  in  small  quantities  would 
not  answer  the  purpose,  because  that  invention  which  is  kept 
secret  from  the  public,  or  is  locked  up  in  the  breast  of  the  in- 
ventor, is,  so  far  as  respects  the  public,  no  invention  at  all,  and 
the  man  who  first  makes  the  art  or  invention  public,  is  alone 
endded  from  the  state  to  the  advantages  accruing  from  it. 

The  appellants  also  insisted  that  they  were  the  ori^nal  and 
first  inventors  of  the  manufiacture,  in  the  most  strict  and  literal 
sense  of  the  tenn,  but  that  even  though  the  invention  had  been 
practised  before  their  patent,  in  any  other  country  considered 
a  foreign  one  in  the  law  of  Scotland,  yet,  that  if  such  practice 
had  not  extended  to  Scotland,  it  could  make  no  alteration  in  the 
question. 

The  questions  were,  therefore,  first,  whether  the  respondents 
had  proved  their  knowledge  and  user  of  the  invention  before  the 
patent ;  secondly,  whether  the  modes  were  known  and  practised 
by  any  other  person  in  Scotland  before  the  patent ;  or,  thirdly, 
by  any  person  in  England. 

The  respondents,  in  their  memorial,  maintained  that  the  whole  nespondenis* 
United  Kingdom  being  subject  to  the  same  ndes,  regulations,  -^T*'"'"'*- 
and  restrictions  in  matters  of  trade,  if  the  trade  of  making  oil  of 
Titriol  in  vessels  of  lead  was  free  to  all  men  in  England,  it  must 
in  like  manner  be  free  to  all  men  in  Scotland,  notwithstanding 
the  patent  granted  to  the  appellants.  The  respondents  also 
maintained,  that  the  patent  was  void  on  the  following  grounds ; 
first,  that  the  invention  was  not  a  subject-matter ;  secondly, 
tiiat  the  appellants  had  known  and  practised  the  invention  14 
years  before  they  applied  for  the  patent ;  thirdly,  that  the  inven- 
tion was  practised  by  others  both  in  England  and  Scotland,  and 
was  not  within  the  proviso  of  21  Jac.  1,  c.  3,  being  no  new  in- 
vention or  discovery  of  any  art  or  manufacture,  but  only  a  trifling 
improvement,  without  the  least  variation  in  the  manufacture 
itself,  the  spirit  or  oil  of  vitriol  being  the  same  as  before.  That 
if  the  substance  was  in  esse  before,  a  new  addition,  though 
making  the  former  more  profitable,  yet  is  not  a  new  manufacture 
in  kw  (ante  31,  n.  /?).  That  this  was  no  new  discovery  at  the 
date  of  the  patent,  the  grant  whereof  is  meant  as  a  recompense  to 
the  patentee  for  his  invention  by  giving  him  an  exclusive  right 
for  14  years ;  consequently,  when  a  person  has  enjoyed  his  inven- 
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tion  for  a  longer  term  than  that  for  which  patents  are  granted, 
he  has  no  title  to  demand  one.  That  the  patent  was  void,  the 
invention  having  been  practised  both  in  England  and  Sooiland 
before  the  date  of  the  patent. 

In  answer  to  the  pretence  of  the  appellants^  that  however 
invalid  the  patent  might  be  in  England  it  must  be  good  in  Scot- 
land^ the  respondents  relied  on  the  6th  article  of  the  treaty  of 
Union ;  that  the  whole  United  Kingdom  being  subject  to  the 
same  prohibitions^  restrictions,  and  regulations,  as  to  trade,  and 
it  being  indisputable  that  the  making  the  oil  of  vitriol  is  free  to 
all  men  in  England,  that  trade  could  not  be  the  subject  of  a 
monopoly  in  Scotland. 
Interlocutor,  The  cause  was  then  reported  by  the  Lord  Ordinary  to  the 
whole  courts  and  the  following  interlocutor  pronounced: — In 
respect  it  appears  from  the  proofs  adduced  that  the  art  of  mak- 
ing oil  of  vitriol,  from  a  mixture  of  sulphur  and  saltpetre,  in 
vessels  of  lead,  was,  at  the  time  and  before  the  date  of  the 
letters  patent  of  the  appellants,  known  to  and  actually  practised 
by  different  persons  in  England — therefore  the  Lords  find  the 
letters  orderly  proceeded  and  decern. 
Judgment  of  the  May  27, 1774«  On  appeal  to  the  House  of  Lords  from  the  pre- 
House  of  Lords,  ceding,  it  was  ordered  and  adjudged, That  the  appeal  be  dismissed, 
and  that  the  interlocutors  therein  complained  of  be  affirmed, 
for  other  reasons  as  well  as  the  reasons   specified   therem. 

The  first  interlocutor,  ante  46,  allowed  the  a  citizen  of  Edinburgh,  and  vice  versA,  That  the 
proof  of  the  respective  avGrments  before  an-  true  meaning  of  the  article  is,  that  the  subjects  of 
swer ;  that  is,  before  determining  the  relevancy  Scotland  shadl  have  the  same  privileges  in  Eng- 
and  legal  effect  of  the  averments ;  the  judgment  land  as  the  subjects  of  England  have,  and  not 
affirming  this,  and  the  subsequent  interlocutor,  that  they  may  do  that  in  England  which  the  sub- 
must  therefore  be  considered  as  an  authority,  that  tects  of  En|riand  cannot  do.  That  the  patents  in 
the  averment  of  the  Stirlings,  as  to  the  prior  both  countries  are  confined  to  each  respectivelyi 
public  use  in  England,  being  proved,  was  a  fact  as  was  clearly  established  by  the  House  of  Lords 
of  itself  relevant  and  sufficient  in  law  to  find  the  in  the  case  of  Baskett  v.  Watson,  That  notwith- 
letters  orderly  proceeded,  that  is,  in  effect,  to  dis-  standing  the  Union,  for  all  the  municipal  jurisdic- 
solve  the  injunction,  and  that  the  Stirlings  were  tion  of  the  great  seal,  and  for  all  the  purposes  of 
entitled  to  carry  on  the  operations  referred  to.  acquiring  rights  under  the  great  seal,  the  conn- 

The  meaning  of  the  siAth  article  of   Union,  tries  are  distinct  as  ever.     The  right  to  print 

and  the  authority  of  the  great  seal  of  the  two  would  be  fruitless  if  the  sale  cannot  he  restrained, 

countries,  were  under  consideration  in  the  case  of  The  whole  exercise  of  the  grant  is  by  way  of 

the   Universities  of  Oxford  and  Cambridge  v.  Ri-  trade.     Exportation  to  foreign  countries  is  not 

ehardson^  6  Ves.  689.  prohibited,  the  object  being  only  the  sale  in  Eng- 

The  plaintiffs  were  entitled,  under  letters  pa-  land.     The  instance  of  the  sale  of  books  from  a 

tent,  to  pnnt  and  sell  Bibles,  6cc.  within  England,  private  library  does  not  come  within  the  descrip- 

and  other  persons  were  entitled  to  like  privileges  tion  of  trading,  unless  it  be  made  use  of  as  s 

within  Scotland,  under  the  seal  of  Scotland,  and  cover. 

the  defendant  contended  that  by  virtue  of  the  Lord E/cfon,  L.C.,  was  clearly  of  opinion,  *' that 

act  of  Union,  persons  authorized  to  print  and  sell  the  defendant  was  acting  contrary  to  law,  and 

the  said  books  in  Scotland  have  a  right  to  send  must  be  enjoined ;  that  the  license  given  by  the  let- 

tl^e  same  into  England  and  sell  them  there,  and  ters  patent  confines  the  printing  to  the  limits  of  the 

vice  versd  ;  that  Uie  printing  and  publishing  being  Universities,  and  the  purpose  of  the  power  is  the 

legal,  the  sale  at  any  place  could  not  be  restrained;  sale   out  of  the  Universities  any  where  in  the 

th:it  the  consequence  of  such  restriction  would  King's  dominions ;  but  the  prior  patent  to  the 

be,  that  books  of  the  kind,  purchased  in  Scotland,  Scotch  printer  excludes  them,  and  upon  the  true 

even  as  a  part  of  the  library  of  a  person  coming  construction  of  all  the  patents  it  was  not  intended 

into  this  country,  could  not  be  sold  here.  that  the  books  they  should  print  within  the  Uni- 

On  the  part  of  the  plaintiffs  it  was  contended,  versities  should  be  sold  in  Scotland.     The  argu- 

that  tite  argument  founded  on  the  6th  article  of  ment  of  reciprocity,  that  Scotch  books  may  he 

Union  was  fallacious,  since  on  the  same  principle  sold  here  and  English  books  in  Scotland,  assoises 

it  might  be  contended,  that  since  the  Union  a  the  question ;  for  those  who  contend  that  books 

citizen  of  London  might  exercise  the  privileges  of  printed  in  Scotland  cannot  be  sent  to  England, 
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■dnit  that  books  printed  in  Engluid  cannot  be 
leat  to  Scotland. 

"  if  tbe  right  of  the  defendant  can  be  sustained, 
it  mmt  fo  to  this ;  that  the  king's  subiects  in 
Maad  hsre,  notwithstanding  any  patent  like  this 
gnated  to  the  kind's  printer  in  Lrelaod,  a  right 
to  iotroduce  into  Uiat  country  books  printed  by 
the  kiagl  printer  in  Scotland;  and  that  the 
kiag^  safajects  in  Scotland  have  a  similar  right 
to  faring  into  Scotland  bo<^  printed  in  England 
or  Irdttid  by  the  king's  printer.  Independent 
therefore  of  aothority,  the  proposition  asserts  a 
rigitt  in  the  king^  subjects  to  control  his  grant 
in  1  nost  material  and  efficacious  way.  It  is 
fiuBJfiar,  that  if  a  patent  for  an  invention  is  con« 
fned  to  England,  it  would  not  eitend  to  Ireland. 
If  a  distinct  patent  is  granted  for  Ireland,  the 
very  circnntstance  of  taking  them  under  the  dis- 
tinct great  seals,  which  are  still  distinct  for  that 
parpose,  among  others,  shows  the  reason ;  and 
time  is  always  required  with  regard  to  the  day 
at  wUeh  the  enrolment  of  one  patent  is  to  be 
made,  oo  aocoant  of  the  purpose  to  get  a  patent 
elsewhere ;  and  it  is  always  understood,  that  the 
right  in  a  patent  for  one  country  is  confined  to 
tut,  and  would  not  enable  the  party  to  bring  the 
artide  for  sale  into  the  other ;  ^et  upon  all  those 
esses  the  aigument  is  perplexmg,  but  that  is  in 
the  nature  of  the  thing.  It  might  be  asked, 
whether  die  king*!s  subiects  could  not  boy  that 
aitide  in  Irelam^  and  bring  it  here  ;  and  if  any 
one  did,  whether  it  might  not  be  sold  as  part  <h 
his  eftcts.  To  that  f  do  not  know  an  answer. 
It  is  enough  to  sav,  if  it  is  legal,  that  circumstance 
has  not  stood  in  the  way  of  this  proposition;  that 
yoi  cannot  hring  those  articles  nere  for  the  pur- 
pose of  trading.  That  circumstance  belongs 
rather  to  the  necessity  of  the  habits  of  life,  and 
has  never  prevuled  against  the  law,  protecting 
the  sole  right  of  the  party.**    6  Ves.  709. 

The  pomte  stated  m  the  principal  case  suggest 
Ae  following  questions : 

1.  Whether  the  act  of  Union  makes  Scotland 
part  of  the  realm  of  England,  within  the  scope 
and  meaning  of  the  statute,  21  Jac.  1,  c.  3,  as  re- 
girdspaUnts. 

2.  vVhether  it  does  not  appear  from  the  act 
of  Charles,  ante  33,  that  the  old  common  law 
of  the  two  ancient  kingdoms  of  England  and 
Scotland  was  the  same  in  respect  of  monopolies. 

3.  Whether  the  6th  article  of  the  act  of  Union 
hai  any  other  meaning  than  that  the  people  of 
Seodand  shall  hare  the  same  privileges  in  Eng- 
bad  as  the  people  of  England  have. 

^  4.  b  what  respect  the  common  law  preroga- 
tive of  the  crown  u  limited  or  affected  by  the  act 
of  aaioB,  as  to  granting  patent  rights. 

S.  What  is  the  prerogative  of  the  crown  in 
teipect  of  Scotland,  which  is  said  in  the  old 
oaaet  to  be  m  dominion  belonging  not  to  the  crovm 
hat  to  the  king  of  England.  See  Craw  v.  Ram^ 
■9.  Vngk.  279. 

Pnetiet. — With  respect  to  the  practice  in  ac- 
tions of  infringement  smce  the  Umon,  the  follow- 
iag  case  is  of  importance  :— 

Mcrttm  r,  BareUff, 

h  the  Jury  Court  of  Edinbur^^h,  15  March, 
1814,  before  the  Lord  Chief  Commissioner,  Lord 
Gtlhet,  and  Lord  PitmiUv. 

la  this  case  Thomas  Biorton,  the  pursuer,  had 
kttanpatcntfer  Scotland,  dated  18  August,  1818, 
far  kis  machine  for  hauling  vessels  out  of  the 
vtter  for  lepmrs  and  other  purposes ;  he  subse- 


quently had  patents  for  the  other  parts  of  the 
United  Kingdom  and  the  colonies. 

The  defenders  erected  a  similar  machine  near 
Glasgow,  and  an  action  being  raised  in  the  court 
of  session,  denied  that  the  pursuer's  machine  was 
an  original  invention,  and  also  alleged  their  ma- 
chine to  be  different  from  that  of  the  pursuer. 
The  question  was  remitted  to  the  Jury  Court,  but 
the  defendants  failed  to  appear  at  the  trial, 
which  proceeded  in  their  absence,  notice  of  trial 
having  been  proved. 

The  Lord  Chief  Commissioner  made  some 
ohservations  as  to  the  law  of  Scotland  relative  to 
cases  of  this  nature,  remarking  that  the  law  of 
England,  in  similar  questions,  was  perfectly  under- 
stood. He  thought  it  would  be  a  dmdtratum  in 
the  law  of  Scotland  if  the  point  was  finally  set- 
tied. 

Mr.  Jeffrey  said,  that  since  the  Union  the  same 
practice  in  regard  to  patents  had  been  followed 
m  Scotland  as  in  England,  and  the  necessary  pre- 
liminary steps  to  give  effect  to  them  were  similar 
in  both.  The  law,  therefore,  appeared  to  be  as 
well  understood  as  if  provided  for  b^  statute. 

A  model  of  the  detender's  machine  (admitted 
to  be  correct)  was  put  in,  and  the  letters  patent 
and  enrolment  of  specification  were  admitted,  and 
the  issues  raised  were,  whether  the  said  machinery 
described  in  the  said  specification,  for  the  purpose 
of  drawing  ships  out  of  the  water  on  dry  land,  was 
an  originu  invention  of  the  pursuer. 

Whether  the  defenders  ^er  the  date  of  the 
letters  patent,  and  of  the  said  enrolment  of  the 
specification,  by  themselves  or  others  did,  with- 
out the  consent  or  permission  of  the  pursuer, 
and  in  contravention  of  the  privilege  granted  and 
protected  by  the  said  letters  patent,  erect  ma- 
chinery at,  &c.,  in  imitation  of,  and  which  was 
substantially  and  in  effect  the  same  vrith  the  ma- 
chinery described  in  the  specification,  to  the  loss 
and  damage  of  the  said  pursuer. 

The  evidence  having  been  gone  throuffh,  the 
Lord  Chief  Commissioner  in  luldressing  tae  jury 
said,  "  The  defenders  having  made  no  appearance, 
seemed  to  consider  their  case  indefensible,  and 
no  case  could  be  more  clearly  made  out.  In  a 
question  such  as  this,  the  practice  in  England 
rendered  it  necessary  for  the  pursuer,  first,  to 
make  out  that  the  invention  was  original,  and  that 
the  invention  was  his  own ;  and,  secondly,  that 
his  patent  had  been  invaded.  Upon  these  pointa 
it  would  be  a  waste  of  time  to  say  a  word  after 
the  evidence  which  had  been  adduced.  It  had 
been  proved  that  the  invention  was  original ;  that 
it  was  useful ;  that  it  was  preferable  to  dry  docks ; 
and  that  it  would  be  of  the  utmost  utility  in  those 
places  where  there  was  not  a  rise  and  fall  of  the 
tide.  Its  superior  advantages  as  to  the  length  of 
time  which  it  allowed  to  the  artisans  to  carry  on 
their  labour,  the  dryness  of  the  bottom  of  the 
vessel,  and  also  the  facility  of  getting  in  larffo 
planks,  had  been  sworn  to.  The  model  of  toe 
machinery  itself  was  before  their  eyes ;  it  was 
new,  and  the  invention  altogether  original  and  of 
great  utility.  The  eridence  had  been  met  with 
no  answer,  and  it  was  indeed  unanswerable.  With 
regard  to  the  law  in  questions  of  this  nature,  he 
would  say  nothing  :  he  believed  that  this  was  the 
first  case  which  bad  been  brought  to  trial  upon 
similar  issues.  As  no  proof  of  actual  damage 
had  been  led,  or  of  loss  sustained  by  the  pursuer 
in  consequence  of  the  infringement,  and  as  his 
object  was  principally  to  establish  the  originality 
of  his  invention,  which  would  be  effectually  done 
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by  the  jury  giving  small  damages,  as  was  the  rule 
in  England  in  similar  cases,  and  it  was  the  rule 
he  understood  which  had  guided  the  court  of 
session  in  like  questions,  he  would  therefore  sug« 
gest,  if  the  jury  found  a  verdict  for  the  pursuer, 
with  one  shilling  damages,  that  the  object  which 
Mr.  Morton  had  in  bringing  this  case  to  trial 
would  be  attained,  viz.  the  establishment  of  the 
originality  of  his  invention,  and  the  violation  of 
his  ri^fat  in  the  patent.  A  verdict  also  for  the 
plaintiiT,  with  one  shilling  damages,  would,  as  a 
matter  of  course,  carry  costs,  when  that  point 
came  under  consideration." 


Verdict  for  the  pursuer,  damages  one  shilling. 
S^e  Printed  CaUt  and  3  Murray's  Jury  Cases, 
398. 

There  have  been  several  other  cases  on  patents 
recently  before  the  courts  in  Scotland,  but  the 
questions  raised  in  the  principal  case  do  not 
appear  to  have  been  raised  till  the  case  of  Brova 
V.  AnnandaUUoihen, before  Lord  Mackenzie,  14th 
and  15th  of  May,  1841,  in  which  the  authority  of 
the  principal  case  was  recognised,  and  evidence 
of  user  in  England,  prior  to  the  date  of  the  patent, 
held  admissible.     .Post. 


Sth  lings  V.  Eoehuck  &  G. — Roebuck  &  G.  v.  Stiriings, 
[5  Brown's  Supp.  to  Diet,  of  Decisions,  623.] 


"  This  writ  (i.  e.  the  proceedings  in  the  principal 
case,  ante,  48)  being  ended  in  this  manner,  the 
Messrs.  Stirlings,  on  the  one  part,  brought  an 
action  of  damages  against  Messrs.  Roebuck  & 
Garbett,  on  account  of  the  loss  they  had  sustained 
by  having  their  manufacture  stopped  for  the  space 
of  28  months,  bv  the  above  illegal  and  ill-founded 
opposition ;  and  also  for  a  certain  sum  as  the 
expenses  of  that  litigation.  ( In  the  first  process 
no  expenses  had  been  fifiven  in  the  Court  of  Ses- 
sion, nor  costs  in  the  House  of  Lords.)  And  to 
meet  this  process,  Messrs.  Roebuck  &  Garbett 
brought  a  counter  process  of  damages  against  the 
Stirhngs,  founded  on  an  allegeance  [allegation], 
that  Messrs.  Stirlings  had,  by  corrupting  their 
servants,  and  other  unjustifiable  and  hidden  means, 
stolen  their  secret  from  them,  and  rendered  their 
patent  of  no  effect.  Lord  Stonefield  assoilzied 
[discharged]  the  parties  mutually  from  both  ac> 
tions  ;  but,  on  a  reclaiming  petition  to  the  Lords 
[the  full  court]  by  Messrs.  Stirlings,  the  Lords 
at  first,  Ut  February  1776,  adhered  to  the  Ordi- 
nary's interlocutor ;  but,  on  a  second  bill,  I3th 
June  1776,  they  altered,  and  found  damages  due. 

'*For,  although  it  be  true  that  suspensions  and 
interdicts  are  established  modes  of  trying  contro- 
verted  questions,  and  it  does  not  follow,  as  matter 
of  course,  that  every  person  who  applies  for  an 
interdict,  and  'afterwards  fails  in  supporting  the 
grounds  of  that  application,  is  liable  to  an  action 
of  reparation  and  damages ;  yet  at  the  same  time 
such  action  is  competent,  and,  upon  special  cause 
shown,  damages  will  be  given ;  especially  as  in 
this  case,  where  the  Lords  seemed  to  be  of  opinion 
that  the  patent  was  obtained  by  obreption  and 
subreption,  and  that  the  suspenders  ought  to  have 
allowed  the  buildings  to  have  proceeded,  and 
trusted  to  the  caution  which  was  offered  at  pass- 
ing the  bill  by  Lord  Kaimes,  for  an  after  indem- 
nification. 

"  The  conclusion  for  the  costs  of  the  former  suit, 
qud  costs,  was  held  clearly  to  be  incompetent/' 
5  Br.  Supp.  Diet.  Dec.  523. 


The  Messrs.  Stirlings  could  not  have  recovered 
any  damag^es  for  the  suspension  in  the  courts  of 
this  country,  and  the  English  Court  of  Chancery 
is  consequently  very  cautious  of  stopping  exten- 
sive works  by  injunction  when  irreparable  damage 
may  be  the  result.  In  the  recent  case  of  Neilson's 
patent,  Lord  Cattenhatn,  L.  C,  recognised  this 
principle  in  the  followmg  terms.  "  If  the  patentee 
IS  entitled,  it  would  be  extremely  hard  for  the 
court  to  do  any  thing  to  prevent  his  receiving 
that  which  he  is  entitled  to  receive,  and  in  expec- 
tation of  which  he  permitted  the  defendants  to  go 
on  with  their  works.  But  on  the  other  hand,  it 
would  be  extremely  hard  indeed  to  tell  the  de- 
fendants, that  they  shall  not  use  the  works  which 
with  the  plaintiff's  knowledge  they  have  prepared 
at  a  very  considerable  cost ;  and  as  to  telUng  them 
that  they  may  go  on  with  the  cold  blast  instead  of 
the  hot  blast,  when  1  am  told  that  the  difference 
between  the  use  of  the  one  and  of  the  other  is  an 
expense  of  nearly  double,  even  if  it  were  possible 
that  they  may  sustain  that  loss  in  the  interval  un- 
til the  loss  is  tried — ^it  seems  to  me  that  stopping 
the  works  by  injunction  under  these  circumstances 
is  just  inverting  the  purpose  for  which  an  injunc- 
tion is  used,  namely,  of  preventing  mischief;  this 
would  be  usin^  an  injunction  for  the  purpose  of 
creating  mischief;  because  the  plaintiff  cannot 
possibly  be  injured ;  all  he  asks  is  one  shilling 
per  ton;  but  the  preiudice  to  the  defendants 
must  be  very  great  indeed,  if  they  are  prevented 
from  using  at  their  furnaces  that  apparatus  which, 
with  the  consent  of  the  plaintiff,  they  have  erected. 
The  object  of  the  court  is  to  preserve  to  each 
party  the  benefits  he  is  entitled  to,  until  the  ques- 
tion of  right  is  tried,  and  that  may  be  entirely 
secured  by  the  defendants  keeping  an  account  not 
only  for  the  time  to  come  but  from  the  time  when 
the  connexion  commenced,  and  undertaking  to 
deal  with  it  in  such  way  as  the  court  may  direct. 
Ntiium  V.  Thompson  &  othsrt. 

See  per  Sir  L.  ShadtveU,  V.  C,  to  the  same  effect 
in  Biekford  v.  Skeuta,     Pout, 


TUU. 


MORRIS'S     PATENT. 

Letters  patent  to  John  Morris  and  others^  28  March,  a.  !>• 
1764,  for  the  invention  of  "  an  engine  or  machine  on  which  is 
fixed  a  set  of  working  needles,  which  engine  or  machine  is 
fixed  to  a  stocking  frame,  for  the  making  oilet  holes  or  net 
work  in  silk,  thread,  cotton,  or  worsted,  as  mits,  gloves,  jioods, 
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a{»t>ns,  handkerchiefs,  and  other  goods  usually  manufactured 
upon  stocking  frames,  by  a  method  entirely  new/' 

The  specification  referred  to  a  drawing  which  represented  and  Sptcifieatum. 
described  a  set  of  working  needles. 


TUs  inTentioB  led,  about  the  jear  1770,  to 
a  eoanderable  and  increasing  trade  at  Notting- 
han,  in  wearing  mits,  handkerohiefs,  &c^  in  open 
kflilted  wo(k,  by  stodung  frames,  with  additional 
ma^iDery,  and  MTeral  other  patents  were  taken 
wilbiB  15  years  after  the  preceding,  and  the  courts 


were  often  occupied  with  trials  for  infringements 
of  them,  but  they  are  not  reported. 

The  immediate  consequence  of  this  invention 
was  therefore  the  introduction  of  a  manufacture, 
new  both  in  the  result  attained  and  in  the  manner 
of  obtaining  known  results. 


Morris  v.  Bransom. 
H.  yac«  A.  D.  1776^  Cbr.  Lord  Mansfield. 
[Bun  N.  P.  76  c] 
The  question  was,  whether  an  addition  to  an  old  stocking  An  addition  or 
frame  was  the  subject  of  a  patent;  Lord  Mansfield  said.  If  the  a"good»ibject- 
general  question  of  law,  viz.  that  there  can  be  no  patent  for  an  matter. 
addition,  be  wiUi  defendant,  that  is  open  upon  the  record,  he 
may  moTC  in  arrest  of  judgment,  but  that  objection  would  go 
to  repeal  almost  every  patent  that  was  ever  granted.    There  was 
a  veidict  for  plaintiff,  and  £500  damages,  which  was  acquiesced 


Thk  verdict  being  acquiesced  in,  the  autho- 
rity of  Kioot*!B  case,  and  the  dictum  of  Sir  E.  Coke, 
sMtf  31,  n.  p.,  were  entirely  overruled,  and  an 
addilioo  to  an  existing  thing,  or  improvement  in 
a  kaovn  trade,  has  been  recognised  as  the  subjecu 
natter  of  letters  patent.  See  per  BulUr,  /.,  2  U. 
BL  489,  and^er  Gr«se,  /.,  8  T.  R.  104. 

The  only  question  in  recent  cases  has  been, 
vfether  the  spnufication  confines  the  claim  to 
nek  additkm  or  improvement,  so  that  nothing 
knowB  before  is  inclwled. 

Nor  does  it  make  any  difference  if  the  subject- 
■Mcriian  addition  to  or  an  improvement  on  an 
CDMiag  patent.  Lord  EUm,  L.  C. :  "  If  the 
pelitioBecs  have  invented  certain  improvements 
■pea  an  engine  for  which  a  patent  has  been 
gnaied,  and  their  improvements  could  not  be 
•ed  withovt  the  original  engine,  at  the  end  of  14 
Jftn  the  petitioaers  could  make  use  of  a  patent 
tskea  out  upon  their  improvements ;  though  be- 
fcie  tint  period  expired,  they  would  have  no  right 
to  Mke  ose  of  the  other's  substratum.  At  the 
cad  of  that  time  the  public  has  a  choice  between 
thi  pstenta.  My  present  opinion  is,  that  the 
patent  most  go.**    Fox,  ex  parts,  1  Ves.  &  Bea.  67. 

The  subject-matter  of  the  preceding  was  a 


separate  and  distinct  engine  or  instramont  to  be 
applied  to  the  old  stocking  frame,  and  to  be  used 
in  a  certain  manner,  so  as  to  produce  a  new  ma- 
nufacture ;  but  many  cases  occur  in  which  the 
invention  is  more  conveniently  described  by  con- 
sidering the  old  and  the  new  as  constituting  a 
new  combination  of  matter,  or  known  elements  and 
instruments.  Thus  in  this  particular  case  the  old 
stocking  frame,  with  its  addition,  was  a  new  com- 
bination and  arrangement  of  parts ;  similarly,  the 
omission  of  any  part  of  the  old  stocking  frame 
would  have  constituted  a  new  combination,  and 
been  a  good  subject-matter,  if  it  had  led  to  any 
improvement  of  the  trade. 

In  Russell's  case  the  invention  consisted  in 
manufacturing  iron  tubes  for  gas  and  other  pur- 
poses, by  the  omission  of  a  maundril,  an  instru- 
ment in  use  under  the  preceding  patent  for  this 
manufacture.  RuueU  v.  Cowley,  1  Cr.  M.  &  R. 
864. 

The  test  applicable  to  this  and  all  cases  is,  in 
the  words  of  BuUer,  J.,  as  follows  :  '*  If  there  be 
any  thing  material  and  new,  which  is  an  improve- 
ment of  the  trade,  that  will  be  sufficient  to  support 
a  patent.*'    R.  v.  Arkwright,    Post  71,  n.t. 


52  liardet's  patent. 


LIARDET'S  PATENT, 

Titu.  Letters  patent,  3  Aprils  IS  G.  3^  a.  d.  1773>  to  John  liardet, 

for  "  a  certain  composition  or  cement/* 

16  G.  3,  c.  29. 

Act  A.  D.  1776.  jifi  jict  for  vesting  m  John  Liardet,  his,  ^c,  the  sole  use  and 
property  of  a  certain  composition  or  cement  of  his  invention 
throughout  his  Majesty's  kingdom  of  Great  Britain  for  a  Umited 
time* 

After  reciting  the  grant  of  the  letters  patent,  and  farther 
reciting,  '^  unless  the  term  granted  by  the  said  letters  patent  be 
prolonged,  and  the  property  of  the  said  John  Liardet  in  the 
said  invention  better  secured,  not  only  within  that  part  of  Great 
Britain  called  England,  the  dominion  of  Wales,  the  town  of 
Berwick  upon  Tweed,  and  in  his  Majesty^s  colonies  and  planta- 
tions abroad,  but  also  within  that  part  of  Great  Britain  called 
Scotland,  it  will  neither  be  possible  for  the  said  John  Liardet 
RecompeDBe  to  to  receive  an  adequate  recompense  for  his  labour,  expense  and 
LnVidvantige  ^mc,  nor  for  the  public  at  large  to  reap  the  various  advantages 
to  the  pubUc.  in  point  of  utility  and  economy,  as  well  as  ornament  in  building, 
which  would  arise  from  this  invention  were  its  use  universally 
difiused,  and  its  price  lowered,  upon  which  the  demand,  and 
consequently  the  profits  of  the  proprietor,  must  depend :  And 
whereas  the  cement  from  its  nature  grows  too  hard  for  use  if 
not  used  soon  after  it  is  made,  and  therefore  must  be  made 
where  used,  or  near  it,  from  which  circumstance  the  use  thereof 
has  hitherto  been  confined  to  the  metropolis  and  a  few  miles 
about  it,  as  training  workmen  and  erecting  works  is  difficult  and 
expensive :  And  whereas,  if  the  term  is  not  enlarged,  the  same 
narrow  plan  must  be  continued,  a  general  plan  of  erecting  works 
and  training  men  all  over  the  kingdom,  which  is  necessary  if  the 
use  of  the  cement  is  to  be  universal,  cannot  upon  so  short  a 
prospect  be  undertaken,  the  circle  cannot  be  enlarged,  and  the 
price  must  continue  such  as  may  indemnify  the  proprietor  for 
his  expense,  out  of  the  profits  arising  firom  a  very  small  con- 
sumption only  during  his  present  term ;  to  the  end  therefore 
that  the  said  John  Liardet  may  be  enabled  and  encouraged  to 
prosecute  and  complete  his  said  invention,  so  that  the  public 
may  reap  all  the  advantages  to  be  derived  therefrom  in  their 
fullest  extent,"  it  is  enacted,  that  the  said  letters  patent  should 
be  vested  in  the  said  Liardet,  his,  &c.,  for  18  years  firom  the 
passing  of  the  act 
That  pnc«  shall  S.  2.  And  whereas  the  said  John  Liardet  has  hitherto  fur- 
toin  amoaat.   "  nished  the  said  cement  at  the  rate  of  sixpence  per  foot  square  on 
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the  sorhcea  o{  all  plain  buildings,  and  twopence  per  foot  run- 
ning measure  for  arnses ;  to  the  end  therefore  that  the  public 
maj  be  assured  of  the  advantage  of  this  invention  at  the  same 
price,  be  it  further  enacted,  by  the  authority  aforesaid,  that  it 
shall  not  be  lawful  for  the  said  John  Laardet,  his,  &c.,  during 
the  contmuance  of  this  act,  to  ask,  demand,  or  take  any  greater 
price  than  sixpence  by  the  foot  square,  and  twopence  per  foot 
as  aforesaid  for  anises,  so  covering  any  plain  work  with  the 
aforesaid  cement  or  composition. 

3.  ftoviso,  that  the  act  shall  not  hinder  the  making  any  com-  The  use  of  the 
position  or  cement  not  the  invention  or  application  of  the  said  {^o  bThiode^^ 
liardet^  or  which  has  been  publicly  used  or  exercised  before  the 

date  of  the  letters  patent ;  but  that  all  such  not  the  invention  of 
the  said  Liardet,  or  not  particularly  ascertained  and  described  in 
the  specification  thereinafter  mentioned,  should  remain  to  the 
public  or  inventor  as  if  the  said  act  had  not  been  made. 

4.  That  every  objection  which  might  have  been  made  to  the  Objectkms  to 
said  cement,  not  being  a  new  invention  within  the  true  intent^**"** 
and  meaning  of  an  act  of  the  21st  of  James  the  First,  may  be 

made  in  bar  to  any  action  brought  by  virtue  or  in  consequence 
of  Ais  act. 

5.  Ftoviso  against  transfer  to  more  than  five  persons. 

6.  I^oviso  that  Liardet  shall  enrol  a  spedfication  within  four 
months  after  the  passing  of  the  act. 


LiABDST  V.  Johnson. 
Hil.  V.  1778,  Cor.  Lord  Mansfield. 

[BuU  N.  P.  76.] 

Hie  general  questions  on  patents  are,  1st.  Whether  the  in-Tbequestioiia 
Tcntion  were  known  and  in  use  before  the  patent  (a) :  2d.  Whe-  JS'/uwrr^'^^ 
ther  the  specification  is  sufficient  to  enable  others  to  make  it  up ;  and  sufficiency 
the  meaning  of  the  specification  is,  that  others  may  be  taught  to  ^^^  to'teach^*' 
do  the  thing  for  which  the  patent  is  granted,  and  if  the  specifi-  the  public. 
cation  is  false  the  patent  is  void,  for  the  meaning  of  the  specifi- 
cation is,  that  after  the  term  the  public  shall  have  the  benefit  of 
the  discovery  (d). 

In  a  patent  for  trusses  for  ruptures,  the  patentee  omitted  aDylnaterial 
what  was  very  material  for  tempering  steel,  which  was  rubbing  P*^  of  the 
it  with  tallow,  and  for  want  of  that  Lord  Mansfield  held  it  void(c).  Sefe^ 

(«)  Here,  as  in  Dollond's  case,  antt  43,  the  user  the  true  and  first  inventor,  the  other,  whether  the 

ef  the  inreotion  before  the  date  of  the  patent  is  invention  is  new.    See  pctt,  Jonet  v.  Pearce,  and 

nconiaed  as  a  necessary  part  of  the  groond  for  notes. 

v«i£a^  a  patent  for  want  of  noreltr.    There  are  (b)  See  further  as  to  this  on  next  page,  note  e. 

two  djabnct  <pestions  to  be  considered  in  most  (e)  See  this  case  cited  and  much  relied  on» 

€«cs  of  this  kind,  the  one  whether  the  grantee  is  pott,  by  Alderton,  B.,  in  Morgan  v.  Seaward, 
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inTention  may  Inventions  are  of  various  kinds ;  some  depend  on  the  result 
accidenTor  de-  ^^  fig^ng,  others  on  mechanism,  &c.;  others  depend  on  no 
■ign.  reason,  no  theory,  but  a  lucky  discovery ;  water  tabbies  were 

discovered  by  a  man's  spitting  on  the  floor  (d).  This  must,  in 
the  nature  of  the  thing,  depend  on  experiments,  and  those  must 
depend  on  the  proportions  of  the  things  used  in  the  composi- 
tion, (tf) 


(d)  See  this  cited  and  referred  to  by  BuUer,  J, 
in  Boulton  &  Watt  t.  Bull,  2  H.  Bl.  487. 

Also  ia  argument  by  J.  Bell,  Q.  C.  It  was  not 
necessary  to  show  that  an  invention  was  the  result 
(rf  long  application  or  deep  skill.  He  remembered 
that,  many  years  ago,  ladies  wore  flowered  tab- 
bies. The  method  of  working  the  flower  was 
discovered  by  mere  accident ;  a  man  having  spat 
upon  the  floor,  placed  his  hot  iron  on  it,  and 
ocMerved  that  it  spread  out  into  a  kind  of  flower. 
He  afterwards  tried  the  experiment  upon  linen, 
and  found  it  produced  the  same  effect.  He  then 
obtained  a  patent,  and  lived  to  make  a  considers^ 
Ue  fortune.    29  Rep.  Arts,  2d  Ser.  311. 

(c)  The  following  account  of  this  case  is  given 
by  Mr.  Bramah  in  hu  letter  to  Chief  Justice  Eyre 
(p.  70):  Lord  Mansfield  said.  "  The  law  relative 
to  patents  requires,  as  a  price  the  individual  should 
pay  the  people  for  his  monopoly,  that  he  should 
enrol,  to  the  very  best  of  his  knowledge  and  Judg- 
ment, the  fullest  and  most  sufficient  descnption 
of  all  the  particulars  on  which  the  effect  depended, 
that  he  was  at  the  time  able  to  do.  And  it  was 
further  remarked  by  the  defendant's  advocate,  and 
to  which  his  lordship  assented,  that  even  more 
was  required  in  some  instances ;  for  as  the  patent 
was  secured  to  the  patentee  four  months  before  he 
was  obliged  to  enrol  his  specification,  this  allow- 
ance was  Durelv  for  the  purpose  of  giving  the 
inventor  the  full  opportunity  of  making  experi- 
ments for  his  information ;  and  also,  that  he  might 
have  an  opportunity  of  calling  in  to  his  assistance 
the  knowlcKlge  of  others,  on  points  where  either 
his  leaning  or  his  practice  fell  short,  in  enabling 
him  to  complete  his  specification  in  a  style  and 


manner  the  most  explanatory  and  eomprehensiTe 
possible.  And  he  further  agreed,  as  near  as  lean 
recollect,  that  no  omission  or  defect  in  this  instm- 
ment  could  admit  of  an  apoloffy,  while  it  was  in 
^e  power  of  the  patentee  to  have  avoided  it  bj 
the  means  above  mentioned,  no  more  than  it  would 
be  sufficient  for  the  author  of  an  nngrammatical 
publication  to  attribute  it  to  a  want  of  scholarship, 
while  surrounded  with  scholastic  abilities  in  want 
of  meh  a  job.  My  Lord  Mansfield  agreed  that 
this  was  what  he  understood  to  be  the  doctrine  of 
patents,  'and  cited  an  instance  where  there  was 
m  the  specification  such  an  omission  as  must  have 
been  fatal  to  the  patent  had  it  ever  been  contended 
in  a  court  of  law. 

**  This  instance  was  the  patent  granted  to  Dr. 
James  for  fever  powders,  in  the  specification  of 
which  he  has  mentioned  the  articles  only  of  which 
these  powders  are  composed,  and  omitted  the 
proportion  or  Quantity.  This  being  the  case,  con- 
tinued his  loroship,  Dr.  James  never  durst  bring 
any  action  for  infringement,  and  it  was  certainly 
wise  in  him  not  to  do  so,  as  no  patent  could  stand 
on  such  a  specification.  For,  said  his  lordship, 
I  think  more  depends  in  the  composition  of  a 
medicine  on  the  proportion  of  the  drugs  than  on 
their  quality ;  as  we  find  it  a  fact  too  notorious, 
that  what  even  preserves  life,  taken  in  too  great 
quantity  will  in  some  cases  instantly  destroy  it. 
Mercury,  for  instance,  though  used  with  a  more 
general  good  effect,  perhaps,  than  any  other  ar- 
ticle in  the  materia  medicay  would  produce  the 
most  baleful  consequences,  applied  without  regard 
to  proportion."    Ibid.  72. 


HARTLEY'S  PATENT. 


TUU. 


Spectfieaticn. 


Letters  patent  to  David  Hartley,  1  April,  13  G.  3,  a.d,  1773, 
for  a  "  particular  method  of  securing  buildings  and  ships  against 
the  calamities  of  fire.'^ 

My  invention  of  a  particular  method  of  securing  buildings 
and  ships  against  the  calamities  of  fire,  is  described  in  the  man- 
ner following:  that  is  to  say.  By  the  appUcation  of  plates  of 
metal  and  wire,  varnished  and  unvarnished,  to  the  several  parts 
of  buildings  and  ships,  so  as  to  prevent  tlie  access  of  fire  and 
the  current  of  air,  securing  the  several  joints  by  doubling  in, 
overlapping,  soldering,  rivetting,  or  in  any  other  manner  closing 
them  up,  nailing,  screwing,  sewing,  or  in  any  other  manner 
fastening,  the  said  plates  of  metal,  into  and  about  the  several 
parts  of  buildings  and  ships,  as  the  case  may  require. 
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17  G.3,  C.  6. 

An  Act  for  vesting  in  David  Hartley,  his,  ^c.  the  soU  use  and  ^«* 
property  of  a  certain  method  by  him  invented  of  securing  buildings 
against  the  calamities  of  fire,  throvghout  his  Majesty's  dominions, 
for  a  Umited  time. 

After  reciting  the  grant  of  the  letters  patent,  and  the  enrol- 
ment of  and  setting  forth  the  specification,  it  further  recited. 
And  whereas  the  said  David  Hartley  hath,  with  great  atten- 
tion and  labour,  prosecuted,  and  is  still  prosecuting,  a  variety  of 
experiments  in  order  to  perfect  the  said  invention :  And  whereas  The  great  ex. 
the  said  David  Hartley  hath  employed  great  sums  of  money  out  ^^^?^  '51^0- 
of  his  own  private  fortune,  and  must  necessarily  advance  still  ventioD. 
larger  sums  before  the  said  invention  can  be  completed,  and 
rendered  of  general  public  utility,  as  well  by  sea  as  land :  And 
whereas  it  will  not  be  in  the  power  of  the  said  David  Hartley  to 
cany  his  invention  into  complete  execution,  so  as  to  render  the 
same  of  the  highest  utility  to  the  public  of  which  it  is  capable, 
nor  will  there  be  any  reasonable  prospect  to  the  said  David 
Hartley  of  being  reimbursed  the  sums  of  money  already  by  him 
expended  and  advanced,  and  the  further  sums  necessarily  to  be 
by  him  expended  and  advanced,  or  of  obtaining  a  proper  return 
and  recompense  for  so  important  an  invention,  unless  the  term 
granted  by  the  said  letters  patent  be  prolonged,  and  his  pro- 
perty in  the  said  invention  secured,  not  only  within  that  part  of 
Great  Britain  called  England,  the  dominion  of  Wales,  the  town 
of  Berwick  upon  Tweed,  and  his  Majesty^s  colonies  and  planta- 
tions abroad,  but  also  within  that  part  of  Great  Britain  called 
Scotland,  for  such  time  as  may  enable  him  to  obtain  an  adequate 
recompense  for  his  labour,  time,  and  expense.  To  the  end  That  the  pub- 
thereof  that  the  said  David  Hartley  may  be  enabled  and  encou-  JheTull  benefit. 
raged  to  prosecute  and  complete  his  swd  invention,  so  that  the 
public  may  reap  all  the  advantages  to  be  derived  therefrom  in 
their  fullest  extent,  it  is  enacted  that  the  sole  privilege  of  mak- 
ing and  vending  the  said  invention  be  vested  in  David  Hartley, 
&C.  for  thirty-one  years  from  the  passing  of  the  act,  prohibiting 
an  persons  imitating  the  same  without  license  in  the  usual 
terms  of  the  letters  patent. 

8. 4.  That  any  objection  which  might  have  been  made  to  the  Objection  to  no- 
■■id  invention  not  being  a  new  invention,  within  the  true  intent  ^^^ni^^^^ 
and  meaning  of  an  act  of  the  twenty-first  of  James  the  First,  suf- 
ficient to  invalidate  letters  patent,  may  be  made  in  bar  to  any 
action  brought  by  virtue  or  in  consequence  of  this  act. 

The  otiwr  lectioiis  of  the  act  were  to  the  foU  S.  3.  privileges  not  to  be  transferred  to  more 
loviBg  eftct : — S.  2.  That  the  invention  might  than  five ;  S.  6.  that  the  price  of  the  fire  plates  of 
he  ased  in  the  royal  dock-yards  withoat  license ;      iron  should  not  exceed  sixpence  per  square  foot. 
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The  subject-matter  of  this  inTention  was  the 
application  of  plates  of  metal  for  the  prevention 
of  fire,  and  the  4th  section  saves  any  objection 
which  may  be  made  to  this  patent  in  respect  of 
iu  not  being  a  new  invention  within  the  statute 
of  James.  Doubts  have  been  entertained  as  to 
the  validity  of  this  patent,  in  respect  of  the  sub- 
ject-matter ;  whether  the}  invention  can  be  con- 
sidered any  manner  of  manufacture;  whether  it 
is  not  a  mere  abstract  principle,  an  unembodied 
method,  or  somethinff  which  docs  not  satisfy  the 
words  or  spirit  of  the  statute.  But  the  words 
of  the  statute, "  any  manner  of  manufacture,**  are 
to  be  taken  in  connexion  with  the  preceding 
words  "  working  or  making,"  and  mean  either 
the  result  attained,  or  the  method  of  obtaining  the 
result.     See  anU  43,  n. 

The  subject-matter  of  this  patent  was  maturely 


considered  by  Eyn,  C.  J.,  in  his  judgment  m 
Boulton  &  Watt  v.  BuU,  2  H.  Bl.  493,  and  placed 
in  the  general  class  of  p|atents  for  methods  of 
operating  and  manufacturing,  producing  no  new 
substances,  and  employing  no  new  machinery. 

That  this  patent  was  vtdid  in  respect  of  its  rab- 
ject-matter  may  perhaps  be  rendered  clear  by  the 
consideration  that  houses  or  ships,  or  parts  of 
houses  and  ships,  were  never  constructed  in  this 
way  before ;  the  method  published  to  the  world 
by  this  patent  was,  therefore,  in  the  strictest  sense, 
a  new  manufacture,  since  it  was  a  new  method  ojf 
arrangin{[  matter  for  that  particular  purpose  of 
constructing  houses  and  ships.  See  Forsyth's 
patent,  post  97,  n. 

Hartley  had  a  grant  of  JC2500  from  parliament 
to  enable  him  to  ascertain  the  practicability  and 
utility  of  his  invention. 
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TUle. 


Sptc^ieation, 


For  bruising  tht 
Jiax  to  render  the 
Jibrn  iUMceptibls 
of' division. 


For  hscklmg  ths 
bruised  hemp. 


The  present  feed, 
ing  apparatus* 

The  crank  for 
stripping  off  the 
eMon  in  a  sliver. 


Letters  patent  to  Richard  Arkwright,  16  December^  a.  d.  177^> 
'^for  certidn  machines  for  preparing  silk^  cotton^  flax^  and  wool^ 
for  spinning." 

I^  the  said  Richard  Arkwright^  do  hereby  describe  and  ascer- 
tain the  nature  of  my  said  invention^  and  declare  that  the  plan 
thereof,  drawn  in  the  margin  of  these  presents^  is  composed  of 
the  following  particulars ;  that  is  to  say : — 

No.  1^  a  beater  or  breaker  of  seeds,  husks,  &c.,  and  a  finer 
of  the  flax,  hemp,  and  other  articles  which  are  to  be  pre- 
pared for  dressing,  in  which  (a)  is  a  wheel  with  teeth,  which, 
by  acting  upon  a  lever,  raises  the  hammer  (c),  the  lever  being 
moveable  upon  the  centre  (d). 

No.  2,  an  iron  frame  with  teeth  at  (a),  working  against  a 
lower  frame  with  like  teeth  at  (b) ;  this  lower  frame  is  firmly 
connected  to  a  wooden  frame  by  means  of  the  screws  (c,  c) ; 
the  upper  teeth  are  made  to  act  against  the  lower  by  means  of 
the  joints  (d,  d,  d,  d)  (6). 

No.  3  is  a  piece  of  cloth  with  wool,  flax,  hemp,  or  any 
other  such  materials  spread  thereon,  as  at  (a). 

No.  4  is  a  crank  and  a  frame  of  iron  with  teeth  at  (a),  being 
moveable  at  the  joints  (b,  b,  b,  b,)  by  means  of  a  crank,  and  by 


(a)  This  is  Arkwright's  second  patent;  his  first 
patent,  July  3,  1769,  for  the  spinning  machinery, 
was  comparatively  of  small  service  until  the  sub- 
sequent invention  of  the  preparing  machinery,  the 
subject  of  the  present  patent.  See  per  Mr. 
Farev,  App.  to  Pari.  Kep.  on  Patents ;  also, 
Reess  Cyclopflsdia,  Arts.  Cotton  and  Manufac- 
tures; also  the  works  of  Dr.  Ure  and  Mr.  Baines, 
on  the  Cotton  Manufacture. 


For  a  p  late  of  the  drawings  referred  to  in  the 
specification,  see  the  folio  report  of  the  trial  A.  v* 
Arkwrightf  and  Collier  on  Patents. 

(6^  No.  1  is  for  beating  and  bruising  herap, 
to  split  the  fibres,  and  render  them  susceptible  of 
divisions;  No.  2  is  for  heckling  the  bruited 
hemp ;  they  relate  only  to  the  preparatioo  of 
hemp  and  flax. 
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a  cord  turning  the  pulley  or  wheel  (c) ;  this  motion  of  the 
teeth  (a)  works  them  backwards  and  forwards  upon  the  cylinder 
No.  5^  and  dischargeth  the  cotton^  wool^  &c.^  firom  it  at  (d). 

No.  5  is  the  last-mentioned  cylinder,  which  hath  fillet  cards:  Tke doffer eytin- 
behind  this  cylinder.  No.  3  delivers  its  contents  upon  another  ^' 
cylinder  (c). 

No.  6  consists  of  rollers  fixed  to  a  wooden  frame,  the  contents  The  rollers  fn- 
of  No.  5  being  brought  to  it  at  (a),  and  going  through  at  (b),  ^;;^;;;^';^  ""'^ 
produceth  it  a  proper  size  (f) ;  (c,  c)  are  brushes  for  cleaning  the 
machine. 

No.  7>  a  cylindrical  box  for  twisting  the  contents  of  No.  6  'A«  revohin^ 
at  (b) ;  (a,  a)  are  two  rollers,  one  moving  the  other,  between  *""*  "'"'^'"^y- 
which  the  contents  of  No.  6  passeth  into  the  cylinder  (b); 
(c)  is  a  dead  pulley  fixed  to  the  frame ;  (d)  a  cord  which,  pass- 
ing from  the  pulley  (c),  moves  the  rollers  (a,  a) ;  (F)  a  wheel, 
the  movement  of  which  is  brought  from  (Fc)  No.  10,  and 
is  fixed  to  No.  6  (J). 

No,  8,  a  machine   for  twisting  the  contents   of  No.  6,  in  The  twisting  ma^ 
which  (d,  d)  is  a  frame  of  iron ;  (b)  a  roller,  on  which  a  bobbin,  '**"*ry- 
(c)  is  fixed;  this  is  turned  the  same  as  No.  7 9  that  is,  by  a 
dead  palley,  or  wheel  fixed  to  a  wooden  frame,  at  (g)  (e). 

No.  9,  a  spindle  and  flyer,  being  fixed  to  No.  6,  for  twist-  TfieMMmo/the 
ing  the  contents  from  Qy)  in  No.  6;    (d)    is  a  pulley  under  ^""'"^  ""'^*"'"' 
the  bobbin,  which  hath  a  communication  by  a  band  to  No.  10 
at  (d,  d),  it  being  a  conical  or  regulating  wheel,  which  moves 
the  bobbin  quicker  or  slower  as  required  (fj. 

No.  10,  a  spindle,  which  being  fixed  to  No.  6  at  (a)  worketh  Tht  pulley  uwrk 
No. 7,  No.  8,  or  No.  9,  at  (F,  F,  F),  by  the  puUey  (F,  c) ;  (d),  a  c{?^;""^'"*" 
regulator  for  No.  9;  (b),  a  socket,  having  a  bolt  going  through 
(d,  d)  and  (F,  c)  to  (G),  stops  or  sets  the  whole  going  by  means 
of  a  catch  (a),  for  the  pulley  (G,  G)  being  loose  upon  the  spindle, 
(0)  a  lever,  moveable  about  (k),  raiseth  or  falleth  the  bolt  (b)  (^). 

In  witness,  &c. 


(e)  No.  3  is  for  feeding  cotton  to  the  first  (e)  This  is  a  substitute  for  No.  7,  the  twisting 

cylioder  of  a  cardiag  machine ;  No.  2  is  the  comb      part  of  a  roving  machine.    It  is  another  mode  of 


I  by  cranks  for  stripping  off  the  cotton  from      doing  the  same  as  the  revolving  can,  and  was 
tke  last  or  doffer  cylinder  of  a  carding  machine      cali^  '  Jack  in  a  box.'    It  was  luiopted  by  some. 


or  perpetual  slivers ;  No.  5  is  the      and  improved  forms  of  it  have  been  the  subject  of 
^  or  doffisr  cylinder  of  the  carding  machine,      several  subsequent  patents,  but  without  coming 


1  to  deliver  the  cotton  (by  aid  of  the  comb)  into  use ;  the  improved  forms  of  Nos.  9  and  10 

ia  pcrpetaal  comb.      These  three  elements  are  being  preferable. 

puts  of  the  cafding  machine  in  present  and  gene-  ^)  This  is  the  origin  of  the  modern  bobbin  and 

»1  Bse.  fly,  or  cone  roving  machine,  the  improved  forms  of 

(d)  No.  6  and  No.  10  constitute  the  roving  which  are  principally  due  to  Mr.  Houldsworth,  and 

can  Barhiacry ;  the  former  are  the  drawing  rollers  have  superseded  all  other  roving  machines, 

^atoving  frame  in  general  use  as  well  for  draw-  (^)  This  is  pulley  work,  which  was  used  with 

■g  as  for  roving ;  the  latter  is  the  revolving  can  No.  7  for  the  can  roving  machine,  and  it  also,  in 

■f  a  roving  frame,  and  also  came  into  general  use,  reference  to  No.  9,  contains  an  imperfect  sugges- 

hoi  wiriioat  the  rollera  (a  a) ;  it  is  now,  however,  tion  of  the  cone  frame, 
mpeneded  by  improved  fonns  of  Nos.  9  and  10. 
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Hiitory  of  the  Manufacture. — All  yam  was  ori- 
giDally  spun  by  hand }  and  coUod  was  spun  twice 
over ;  first  the  roving  or  thick  thread,  with  a  veiy 
slight  twist,  was  formed ;  then  the  yam  was  formed 
by  spinning  the  roving  over  again,  by  an  operation 
similar  to  the  former,  bat  the  thread  was  drawn 
out  longer  and  finer,  and  received  more  twist.  The 
earliest  spinning  machines  were  confined  to  the 
Utter  operation  of  actual  spinning. 

In  1738,  Louis  Paul,  a  foreigner,  had  a  {Mtent, 
for  *'  a  new  invented  machine  for  the  spinning  of 
wool  and  cotton."  The  specification  stated  briefly 
(and  rather  obscurely),  that  the  sliver  of  wool  or 
cotton  is  to  be  put  between  a  pair  of  rollers,  which 
being  turned  round*  draws  in  the  sliver ;  and  aa  it 
passes  regularly  through,  a  succession  of  other  rol- 
lers, moving  proportionably  faster  than  the  first, 
draw  the  sliver  into  any  degree  of  fineness  which 
may  be  required. 

Id  1758,  Paul  had  another  patent  for  a  spinning 
machine,  which  was  substantially  the  same  as  part 
of  that  described  in  his  former  specification,  hav- 
ing only  one  pair  of  rollers,  but  no  succession  of 
pairs  of  rollers. 

In  1769  Richard  Arkwright  had  his  first  patent 
for  spinning  machines,  wherein  the  princif>le  of  a 
succession  of  pairs  of  rollers  was  applied  with  such 
completeness  of  mechanical  detail,  as  rendered  it 
perfectly  successful,  and  he  was  enabled  to  make 
the  machinery  aelf-acttne,  so  as  to  be  worked  by 
the  power  of  a  water  mill  without  manual  labour. 

I'he  invention  of  spinning  by  rollers,  and  its 
successful  introduction,  furnishes  an  illustration  of 
the  manner  in  which  the  same  principle  may  be 
the  subject  of  successive  patents. 

In  1738,  the  mere  principle  of  spinning  by  rol- 
lers was  stated  by  Paul,  but  no  practical  method 
of  making  yarn  was  described ;  and  the  method  he 
afterward  described  in  1758  was  not  a  good  one. 
Thirty  years  afterwards  Arkwright  hit  on  the  same 
idea,  and  described  a  complete  mode,  which  suc- 
ceeded, and  has  become  of  the  greatest  national 
importance.  The  principle  is  the  same  as  was 
announced  at  the  beginning  of  Paul's  specification 
of  1738,  but  which  he  never  practised,  and  he  ap- 
pears to  have  lost  sight  of  it  in  his  patent  of  1758. 
Arkwright's  invention  led  to  great  improvement 
in  the  manufacture ;  his  was  an  engine  tending  to 
the  furtherance  of  trade.    AnU  6. 

Cases  of  thb  kind,  in  which  the  idea  or  principle 
of  a  valuable  invention  has  been  announced,  and 
after  some  ineffectual  attempt  to  carry  it  into  effect 
has  failed,  and  been  abandoned,  are  of  frequent 
occurrence,  and  when  no  beneficial  effect  is  pro- 
duced on  the  arts  and  manufactures  of  the  country 
by  such  patent,  it  may  for  all  practical  purposes 
be  considered  as  a  barren  suggestion. 

In  1748,  Paul  had  a  patent  for  carding  ma- 
chines ;  he  described  a  cylindrical  arrangement  of 
cardr,  bearing  some  resemblance  to  the  present 
carding  machrae.  except  that  it  had  no  feeder,  the 
wool  being  put  on  the  cylinder  by  hand,  and  the 
cardings  were  taken  off  in  short  lengths  by  hand, 
with  a  comb,  which  required  the  machine  to  atop, 
and  the  short  lengths  to  be  joined  by  hand. 

Arkwright  appears  to  have  enjoyed  the  exclu- 
aive  benefit  of  nis  patent  of  1769 ;  he  established 
large  mills  at  Cromford,  in  Derbyshire,  for  spin- 
ning, whh  hik  machinery,  cotton  twist  for  making 
stockings,  also  warp  for  calico,  and  made  great 
profit.  It  is  stated  in  Dr.  Rees's  Cyclopsdia, 
Art.  Cotton,  that  his  patent  right  was  contetsted 
about  1772,  and  that  he  obtained  a  verdict.  Other 
mills  were  established  by  licence  under  his  patent. 


Although  the  greatest  inventor,  Arkwright  was 
not  the  only  useful  inventor  in  the  sane  line; 
about  1767  James  Hargreavea  had  invented  the 
spinning  ienny,  which  was  a  machine  to  be  tamed 
by  hand  labour,  for  spinning  several  yams  at  once, 
by  a  very  similar  process  to  that  whereby  one  yarn 
at  a  time  had  been  previously  spun  by  band; 
Hargreaves'  invention  was  the  multiplication  of 
the  number  of  spindles  which  one  person  conid 
manage  at  the  same  time.  Although  the  yarn 
which  was  spun  was  a  continuousthread,  the  ope- 
ration of  the  spinning  was  interrupted  every  time 
that  about  a  yard  in  length  of  each  yam  was 
completed,  in  order  to  wind  up  that  yam. 

The  jenny  came  into  common  use  for  spinning 
weft  about  the  same  time  that  Arkwright  was 
bringing  his  spinning  machinery  into  use  for  apin- 
oing  warp,  and  the  two  soon  superseded  the  old 
mode  of  spinning  by  hand.  Arkwright's  ma- 
chinery was  worked  by  a  water  wheel,  without 
manuad  labour;  and  each  spinning  frame  con- 
tained several  spindles,  which  were  all  supplied 
with  cotton  by  the  same  rollers,  and  fonned  as 
many  threads  at  once,  but  without  any  interrup- 
tion, as  in  the  old  mode  and  in  the  jenny,  to  wind 
up  the  yam,  for  the  spinning  and  winding  up  weie 
going  on  continually. 

Hargreavea  took  a  patent  for  his  jenny  in  1770 ; 
but  as  such  machinea  had  been  commonly  oaed 
by  many  during  two  or  three  years  before  that 
date,  the  patent  was  considered  as  invalid,  and  was 
never  attempted  to  be  sustained. 

The  jenny  as  well  as  Arkwright's  original  ma- 
chinery, was  confined  to  the  spinning  of  yam  from 
rovings,  which  were  previously  prepared  Inr  hand^ 
one  roving  at  a  time,  from  short  lengths  of  cotton 
cardings  joined  together,  and  loosed  tvristed  and 
extended  m  length  by  hand  to  form  a  loose  coaraft 
thread  called  a  roving,  in  the  same  manner  as  al- 
ready mentioned  to  have  been  originally  practised 
for  preparing  rovings  for  spinning  by  hand. 

Dunng  the  period  of  the  term  of  Ark- 
wright's patent  of  1769,  after  he  had  intfodaced 
his  machinery  extensively,  he  turned  his  attentioa 
to  invent  new  machinery  for  the  preparing  of  cot- 
ton wool,  and  forming  it  into  more  perfect  rovings 
than  could  be  made  by  hand,  and  more  proper  for 
spinning  by  his  original  machinery ;  he  had  em- 
ploved  several  workmen  during  a  long  tine  m 
making  new  machinery  for  carding  and  roving  at 
his  mills,  before  he  took  out  his  second  patent  of 
1775,  he  used  that  machinery  extensively  himself 
before  the  patent,  and  parts  became  known  to 
others  who  were  his  imitators  in  the  spinning  trade, 
and  were  adopted  by  them,  and  some  ideas  appear 
to  have  been  suggested  to  him  by  his  workmen. 
He  delayed  his  patent  for  carding  and  preparing 
until  after  bis  patent  for  spinning. 

Carding  machines  with  cylinders  had  oome  into 
use,  by  slow  degrees,  from  Paurs  ansuccessful  at- 
tempts: but  although  improved,  such  machines 
remained  very  imperfect. 

In  1772,  John  Lees  applied  to  the  carding  ma- 
chine an  endless  revolving  cloth,  called  a  per- 
petual feeder,  upon  which  the  cotton  wool  was 
spread  ;  Arkwright  made  a  further  improvement, 
by  rolling  up  the  feeder  cloth  with  the  cotton 
spread  upon  it,  in  a  spiral  roll,  which  grraduallj 
unrols  as  the  machine  is  fed.  See  No.  3  of  lus 
specification. 

About  1773,  a  plate  of  metal,  finely  toothed  al 
the  edge  like  a  comb,  and  worked  up  and  down 
by  a  crank,  with  slight  but  frequent  strokes,  was 
applied  for  stripping  off  the  cotton  from  the  last 
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m  Mer  cyHoder  of  the  ctrdtag  machine,  in  a 
CQQtiiuM»as  fifany  fleece,  which,  as  it  came  off, 
vas  cootracted  and  drawn  through  a  fonnel,  and 
was  that  gathered  ialo  a  sUrer,  which  by  passing 
between  two  roUen,  was  compressed  into  a  firm 
flat  libaDd,  and  fell  into  a  aeep  can,  where  it 
coiled  up  ia  a  oentiBnoiM  leasth  till  the  can  was 
flUed. 
The  crank  and  comb  is  No.  4  in  Arkwright's 
— ''"ioa,  but  to  render  this  available,  it  wps 
J  to  cover  the  last,  or  doffer  cylinder,  all 
ite  eircamference  with  narrow  fillet  cards, 
'  foimd  it  circnlarly  like  belts,  so  that  the 
I  eeiild  be  broagfat  off  in  an  unbroken  fleece. 
Aikwi^ht  actually  used  a  narrow  fillet  card 
wwud  dic«larlT  anmnd  the  cylinder  in  spiral 
eoib,  which  modk)  has  been  continued  to  the  pre- 
sent time;  it  appears  to  have  been  practised  by 
Wsod  aad  PiUungtoo,  a  year  before  the  date  of 
Arkwrigfat's  patent :  but  it  is  doubtful  on  the  evi- 
deace  whether  he  or  they  fint  invented  it. 

Iheeaide  had  been  previously  fixed  on  the  dof- 
kt  cyKnder  ia  detached  portions,  which  did  not 
jsm  together  around  its  circumference,  but  left 
Msrvab  between  them;  the  cardings,  therefore, 
eaaie  off  in  detached  portions,  or  short  lengths,  as 
mach  as  tbe  width  across  the  cylinder,  and  these 
leegtbs  required  joining  by  band,  a  mode  which 
is  siiU  in  Reoera]  vse  for  carding  wool  for  making 
woollen  cloth. 

By  these  improvements,  the  carding  machine 
waa  perfccted.  The  cotton  wool  as  fed  to  it  is  an 
CDtaagied  knotted  mass,  with  the  fibres  lying  in 
cvciy  direction  ;  but  comes  out  compressed  into  a 
Buferai  and  continuous  carding  or  sliver.  The 
■Btndaction  of  these  improvements  into  prac- 
tieal  operatiosi  is  to  be  ascribed  to  Arkwri^ht,  and 
he  showed  baM  oanal  talent  and  judgment  m  com- 
hinsticn,  bjr  patting  all  the  improvements  together 
and  producing  a  complete  machine,  so  admirably 
caknlated  for  the  purpose,  that  it  has  scarcely 
been  improved  upon  to  the  present  day. 
^Ark«^fat*s  specification  describes  the  various 
ttta,  Noa.  i,  4,  and  5,  of  this  carding  ma- 
b«t  furnishes  no  information  as  to  the 
r  ia  wrhieh  the  parts  are  to  be  put  together. 
BcificncioB  does  not  mention  the  drawing 
I  to  whicfa^  the  perpetual  carding  or  sliver 
MS  if  enbiectecf  after  the  carding,  for  tbe 
t  af  atiaignianing  the  fibres.  And  tbe  next 
fraecn  of  raring  is  not  clearly  explained. 
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The  rollers  of  the  drawing  and  roving  frames 
are  No.  6  in  the  specification,  and  are  successive 
pairs  of  rollers,  the  same  as  those  of  the  spinning 
frame  in  his  patent  of  1769;  by  tbe  sction  of 
such  rollers,  the  perpetual  carding  or  sliver  which 
comes  from  the  carain^  machine  is  drawn  out  in 
length,  and  consequently  reduced  in  size,  at  suc- 
cessive repetitions  of  the  drawing  operation,  until 
the  sliver  becomes  so  small  that  it  would  not  hold 
together  without  some  twist ;  a  slight  twist  is  there- 
fore given  in  the  roving  machine,  which  may  be 
considered  as  tbe  last  of  the  series  of  drawing  ma- 
chines, and  so  forms  tbe  cotton  into  the  coarse 
soft  threads  called  rovmgs. 

Arkwright  invented  three  modes  of  piiving  tha 
rec^nisite  twist,  and  gathering  up  the  nmng  as  fast 
as  It  is  twisted ;  Nos.  7, 8,  and  9. 

After  Arkwright,  about  1775,  Samuel  Cromp- 
ton  combined  the  rollers  of  Arkwrigbt's  spinning 
machinery  with  the  spindles  of  Haigreaves  jenny, 
and  the  combination  produced  a  new  machine 
called  the  mule,  whicn  was  at  first  worked  by 
hand ;  it  soon  came  into  use,  particularly  for  spin- 
ning finer  yarn  for  muslin,  the  rovings  for  it  being 
prepared  by  Arkwrigbt's  carding,  drawing,  and 
rovmg  macmnery. 

In  1790,  Kelly  adapted  the  mule  to  be  worked 
partly  by  power  of  a  mill,  bnt  still  requiring  some 
manual  labour ;  in  that  state  it  was  made  to  spin 
very  fine  yarn  for  making  lace,  such  as  had  never 
before  been  produced  from  cotton.  The  mule  be- 
came most  extensively  used  for  spinning  coarser 
yarn  for  weft,  such  as  had  been  spun  by  the  jenny* 
That  spinning  by  the  jenny  was  expedited  by  hav- 
ing the  rovings  prepared  for  it,  by  aid  of  another 
machine  called  the  billy,  which  was  derived  from 
the  mule  and  the  jenny,  soon  after  the  introduction 
of  the  mule. 

In  modem  times  the  mule  has  wholly  superseded 
the  jenny  and  billy,  except  that  they  are  still  com- 
monly used  for  spinning  wool  for  making  woollen 
cloth.  In  1812,  Mr.  Crompton  was  rewarded  by 
parliament  with  J^SOOO.  for  his  invention  of  the 
mule.  In  1818,  Mr.  Eaton  had  a  patent  for  a 
self-acting  mule,  so  as  to  be  worked  entiroly  by 
power  of  a  mill,  without  anv  manual  labour,  and 
in  1826  and  1830,  Richard  Roberts  had  patents 
for  the  self-acting  mule  now  in  general  use,  of 
which  an  extension  has  been  granted  by  the  Privy 
Council.  Part,  In  1834,  Mr.  James  Smitii  hsd  a 
patent  for  aself-actingmule  on  another  construction. 


Arkwright  t^.  Mordaunt. 

T.  V.  A.D.  1781. 

Id  this  action  for  the  infringement  of  the  plaintiff's  patent, 
die  defendant  objected  that  the  specification  was  obscure,  unin- 
tcDigibley  and  generally  defective  and  insufficient,  and  the  fol- 
lowing specific  objections  were  made:  That  the  specification 
does  not  describe  in  what  manner  the  cotton  is  to  be  taken  off 
&e  feeding  doth  No.  3,  and  how  it  deUvers  its  contents  to  the 
tsrds  of  anotlier  cylinder ;  that  the  cylinder  represented  at  No. 
5  waa  abandoned,  and  a  different  one  used  by  Mr.  Arkwright; 
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that  the  velocity  of  the  different  pairs  of  drawing  rollers  No.  6 
is  not  specified;  that  in  the  model  produced  in  court  these  rollers 
were  pressed  down  by  weights,  whereas  the  specification  gives 
no  directions  respecting  weights;  and  also  that  the  said  rollers 
were  fluted,  whereas  those  shown  in  the  drawings  were  plain. 

This  case  is  not  reported,  but  see  as  to  it  per  than  the  others,  the  velocity  of  the  larger  woald 

Adair,  Serjr.  in  bis  opening  speech  of  the  subse-  be  greater,   and  mechanics  wonid  thereby  know 

quent  case,  as  reported  in  Davies's  Patent  Cases,  that  one  pair  of  the  rollers,.  No.  6,  is  to  draw  the 

41-4.  cotton  faster  than  the  other  pair  will  pass  the 

The  plaintiff  failed  in  this  action,  and  eight  other  cotton  through  them.    That  it  is  obvious  to  any 

^tions  were  abandoned.  mechanic  that  the  upper  rollers  of  No.  6  must  be 

The  above  objections  to  the  specification  would  pressed  down  on  the  lower  ones,  and  this  may 

hardly  be  sufficient  to  invalidate  the  patent,  if  the  be  done  in  various  ways.     That  .the  fluting  of 

following  answers,  suggested  by  the  learned  conn-  those  rollers,  or  making  them  rou^h,  were  ways 

sel  in  the  subsequent  trial,  had  been  established  in  known  to  every  mechanic  for  making  the  rolleis 

fact.    That  the  manner  of  taking  off  the  cotton  draw  more  than  the  plain  ones.   Da  v.  Pat.  C.  41. 
from  the  feeder  No.  3,  by  means  of  the  feeding  In  1782,  Mr.  Arkwright  printed  a  case  in  rela- 

rollers  of  the  carding  machine  in  order  to  give  it  tion  to  the  preceding,  with  his  reasons  in  applying 

to  the  cards  being  well  known,  and  these  feeding  to  parliament  for  an  act  to  secure  bis  right,  ia 

rollers  being  old,  and  well  known  to  mechanics  which   he  stated  that  he  had  purposely  omitted 

who  had  seen  the  former  carding  machine,  need  giving  so  full  a  description  in  his  specification  as 

not  be  described.    That  the  doffer  cylinder  shown  be  otherwise  would,  lest  his  invention  should  be 

by  No.  5  with  belts  of  fillet  card  would  do,  but  carried  into  foreign  countries.     See  folio  report  of 

that  the  one  at  present  used  with  a  fillet  wound  King  v.  Arkwright,  p.  97. 
spirally  around  tne  cylinder  was  a  better  mode  The  application  to  parliament  was  not  pern- 

subsequently  discovered.     That  the  drawing.  No.  vered  in. 
6,  showing  one  pair  of  the  drawing  rollers  larger 
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Hil.  V.  A.D.  1785,     Cor.  Ld.  Loughborough. 

[Dav.  Pat.  C.  37-60.] 

Adair,  Serjt.  stated  the  case  for  the  plaintiff; — Bearcro/t  for 
the  defendant,  after  some  of  the  plaintiff^s  witnesses  had  been 
examined,  objected  that  this  appeared  to  be  a  new  invention,  the 
application  of  which  to  an  old  machine  was  not  described;  but 
the  patent  was  for  the  invention  of  "  certain  machines  for  pre- 
paring the  substance  for  spinning.*'  That  the  evidence  did  not 
apply  either  to  the  patent  or  the  declaration,  for  the  new  inven- 
tion would  not  work  alone,  but  must  be  applied  to  the  old  ma- 
chine.    That  this  objection  was  ground  of  nonsuit. 

Lord  Loughborough:  I  have  known  it  overruled.     In  all  the 
oylet-hole  work  patents  they  are  additions  to  the  old  stocking 
frame,  and  they  are  not  so  described.     I  tried  one  of  those 
causes  last  term;  the  objection  made  at  the  trial  was,  that  the 
The  description  description  was  to  be  taken  from  the  terms  of  the  patent,  which 
To  beVken  from  wcre  loose  and  inaccurate.     I  was  of  opinion,  then,  that  the 
the  specification  description  was  to  be  looked  for  in  the  specification,  the  descrip- 
tion of  what  was  invented;  but  upon  that  I  am  very  confident 
there  was  no  reference  to  the  old  machine. 

Some  witnesses  were  then  examined,  who  had  made  models 
to  produce  the  intended  effect  from  the  specification  alone, 
without  any  other  knowledge  of  the  machine. 
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Lord  Lmtghbaroughi  Will  any  number  of  witnesses  iprove  Lord  Lmghbo- 
that  this  machine  cannot  be  made  from  the  specification  (a)?       r^mghtothtjury 

Lord  LouGHBO&ouoH^  before  he  stated  the  evidence^  took  no- 
tice of  some  things  that  had  occurred  in  the  course  of  the  trials 
merely  for  the  purpose  of  laying  them  aside  as  foreign  to  the 
pmpose  of  the  inquiry.  There  is  no  matter  of  favour  can  enter  Letters  patent 
into  consideration  in  a  question  of  this  nature.  The  law  has  ft^,,*  "*"*'  ^ 
established  the  right  of  patents  for  new  inventions;  that  law  is 
extremely  wise  and  just.  One  of  the  requirements  in,  that  a 
spedfication  shall  be  enrolled^  stating  the  nature  of  the  inven- 
tion; the  object  of  which  is^  that  after  the  term  is  expired  the 
public  shall  have  the  benefit  of  the  invention;  but  without  that 
condition  is  complied  with^  the  patentee  forfeits  all  the  benefit 
he  derives  from  the  great  seal. 

It  has  been  said,  that  many  persons  have  acted  upon  an  idea 
that  Mr.  Arkwright  had  no  right,  he  having  failed  to  establish 
it  when  this  cause  underwent  an  examination  in  another  place, 
m  which  the  event  was  imfavourable  to  him.     If  the  question 
at  present  were  what  damages    Mr.  Arkwright  should  have 
received  for  the  invading  that  right,  I  would  have  allowed  the 
parties  to  have  gone  into  evidence  to  show  to  what  extent  per- 
sons have  acted  upon  the  faith  of  the  former  verdict;  but  the  Acts  dooe  inre- 
qaestion  now  is  upon  the  mere  right,  and  if  the  result  of  this  '^^""5""®' 
cause  is  in  favour  of  the  plaintiff,  the  verdict  will  be  with  one  »  redaction  of 
shilling  damages.     A  future  invasion  of  this  right  would  entitle  ^^unagcs. 
Mr.  Arkwright  to  an  action  for  damages,  but  in  the  present  case 
they  are  not  asked. 

It  is  said  to  be  highly  expedient  for  the  public  that  this  patent, 
haying  been  so  long  in  pubUc  use  after  Mr.  Arkwright  had  failed 
in  that  trial,  should  continue  to  be  open ;  but  nothing  could  be 
more  essentially  mischievous  than  that  questions  of  property 
between  A.  and  B.  should  ever  be  permitted  to  be  decided  upon 
conaderations  of  public  convenience  or  expediency.  The  only 
question  that  can  be  agitated  here  is,  which  of  the  two  parties  in 
law  or  justice  ought  to  recover  ? 

There  are  many  objections  that  may  be  taken  to  patents ;  but 
the  only  objection  in  this  case  is,  that  the  specification  is  not  so 
mtelligible  that   those  who  are  conversant  in  the  subject  are 
QfMd  of  understanding  it,  and  of  perpetuating  the  invention 
when  the  term  of  the  patent  is  expired.    The  deamess  of  the  Tbeipecifica- 
q)ecification  must  be  according  to  the  subject-matter  of  it ;  it  is  Jj**°  addressed 
addressed  to  persons  in  the  profession  having  skill  in  the  sub-skilTinthe 
jcct,  not  to  men  of  ignorance ;  and  if  it  is  understood  by  those  ""y^c*-"**^^'* 


(•)  For  a  report  of  the  speeches  of  connsel,  &c.  ceding  triali  as  raising  a  strong  presumption  against 

ne  Div.  Pat.  C.  37-54.  the  patent ;  and  also  on  the  admission  made  by 

Btmtnft,  in  addrening  the  jury  for  the  defence,  Arkwright  in  his  case  (anU  60,  n,),  of  his  intention 

conmeoted  on  the  fact  of  Arkwright's  acquiescence  partially  to  conceal  the  invention. 
(«  mott  than  three  years  in  the  result  of  the  pre- 
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Lord  Lmghho-  whose  bufliness  leads  ihem  to  be  conversant  in  such  sabjects,  it 

rtmghtotkejury  jg  intelligible. 

The  first  witness  described  the  machine  in  use  before  plain- 
tiff's patent  was  obtained^  which  was  simply  applied  to  the 
purpose  cS  carding ;  all  beyond  that  purpose^  that  is  contained 
in  Mr.  Arkwrighf  s  invention,  I  take  to  be  perfectly  new. 

The  next  witness  was  the  person  applied  to  by  Mr.  Arkwright^ 
to  draw  up  for  him  a  description  of  his  machines  to  be  inserted 
in  his  specification.  He  says  positively,  that  the  instructions 
given  to  him  were  not  to  conceal,  but  to  make  the  description 
pbdn ;  and  Mr.  Arkwright  relied  upon  his  skill  and  capacity  for 
making  that  plain  which  Mr.  Arkwright  had  communicated  to 
him  in  the  best  manner  he  could. 

Theleamed  judge  then  stated  the  evidence  of  four  witnesses  who 
had  given  their  opinions  upon  theory,  upon  observation,  and  as 
men  of  skill  and  mechanical  knowledge ;  that  the  specification 
was  sufficient  to  convey  clear  ideas  to  their  minds,  from  wiienoe 
they  could  direct  the  making  of  the  machine. 

Mr.  Wise  says,  he  did  actually  make  a  machine  from  the  spe- 
cification, without  any  previous  knowledge  of  the  old  machine^ 
except  a  cursory  view. 

Thomas  Wood  says,  he  never  saw  the  plaintiff's  works  tili 
last  September.  That  about  the  time  the  patent  came  out  he 
got  a  copy  of  the  specification  from  the  office,  and  from  that 
copy  actually  made  the  machine;  and  from  the  specification 
only  applied  the  parts  to  the  old  carding  firame ;  and  that  for 
three  or  four  years  they  have  been  constantly  in  use.  He  says^ 
fluted  rollers  were  not  new,  they  had  been  used  by  him  years 
ago. 

William  Allen  made  a  model  of  the  machine  from  the  specifi- 
cation. He  had  never  seen  a  carding  machine,  but  it  was  de- 
scribed to  him  by  the  person  who  brought  him  the  specification. 

William  Whitford,  after  considering  the  specification  about  an 
hour,  undertook  to  make  the  machine.  The  old  carding  machine 
was  described  to  him,  and  he  also  made  the  machine. 

Both  these  witnesses  said  the  conversation  was  perfectly  fiedr, 
and  that  they  were  not  led  by  any  thing  said  to  them. 

This  is  the  evidence  on  the  part  of  the  plaintiff,  and  that 
evidence,  to  be  sure,  affords  a  very  strong  body  of  proof;  for 
the  question  being,  whether  the  specification  is  intelligible  or 
not,  the  man  who  drew  the  specification  says,  he  was  desired  to 
make  it  as  plain  as  he  could ;  and  he  swears  that,  to  the  best  of 
his  judgment,  he  did  endeavour  to  make  it  plain ;  that  is  so  iar 
as  to  the  fairness  of  the  instruction.  Then  he  and  three  other 
persons  of  skill  swear,  that  it  is  so  intelligible  to  their  appre- 
hensions, as  to  convey  to  them  a  dear  idea  of  the  manner  of 
making  the  madiine.  Then  five  persons  swear  that  they  con- 
structed this  machine  from  the  specification  alone;  and  one  of 
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them^  direra  years  ago,  clearly  from  the  specification  alone^  made  Loid  Lcughbo^ 
the  very  machine  to  produce  the  very  effect,  and  had  it  in  work,  '■*^*****</*nr 
producing  the  very  effect  produced  by  Mr.  Arkwright. 

The  comment  upon  this  by  the  defendant's  counsel  is,  that 
these  were  trials  made  by  the  plaintiff's  desire,  which  should 
have  been  made  with  more  caution ;  the  persons  should  have 
been  talked  to  before  witnesses,  but  I  cannot  conceive  that  any 
evidenoe  would  have  added  force  to  the  testimony  that  is  given. 
Sapporing  Mr.  Arkwright,  in  making  these  trials,  to  have  made 
them  in  such  a  manner  21s  to  evade  all  suspicion,  with  the  best 
precautions  that  the  ingenuity  of  man  could  suggest,  still  nothing 
more  could  be  attended  to  than  the  positive  testimony  of  the 
persons  who  gave  the  description^  and  who  received  it.  Now 
Ihey  swear  that  no  other  person  gave  them  information,  and  the 
perMm  who  gave  the  information  swears  he  gave  them  none  but 
&ir  infonnaticm ;  and  one  witness  swears  he  had  no  information 
at  aD,  but  took  it  upon  himself,  taking  a  copy  of  the  specifica- 
tion and  using  it. 

Mr.  Bearcrqftj  for  the  defendant,  has  called  witnesses,  many 
of  them  of  undoubted  character  and  skill,  who  say,  that  from 
the  spedfication  they  should  not  be  able  to  make  the  machine ; 
and  most  of  them  have  said,  that  they  think  it  not  probable 
that  the  person  who  drew  the  specification  meant  to  describe 
the  invention.  Now  that  is  nothing  more  than  a  corollary  from 
their  own  opinion,  because  it  is  not  intelligible  to  them. 

The  last  witness  is  the  attorney's  clerk,  who  prepared  the 
formal  part  of  the  specification,  and  engrossed  the  whole  of  it, 
and  I  think  his  evidence  does  not  amount  to  a  great  deal.  He 
lajrs,  that  when  he  observed  to  Mr.  Arkwright  that  the  specifi- 
cation was  not  so  clearly  drawn  as  he  thought  it  might  be,  Mr. 
Aikwrighf  s  answer  was,  that  it  was  not  lately  usual  to  make 
the  specification  too  plain,  lest  the  invention  should  be  carried 
abroad,  and  seemed  to  regret  that  the  specification  was  not 
locked  up  for  fourteen  years,  as  a  matter  of  public  convenience; 
but  he  added,  he  believed  it  would  be  sufficient  for  the  security 
of  his  patent. 

A  good  deal  was  said  in  the  opening  of  the  defendant*s  case, 
tint  Mr.  Arkwright  meant  to  understate  his  description,  so  as 
to  keep  the  world  in  ignorance  of  his  invention;  and  that, 
though  he  might  do  it  to  keep  it  from  the  French,  yet  that  he 
had  overshot  himself,  and  had  kept  it  from  the  subjects  of  this 
country;  that  he  had  not  complied  with  the  grant,  and  must 
itand  to  the  consequence.  Now,  unless  a  great  degree  of  folly 
indeed  is  ascribed  to  Mr.  Arkwright,  you  cannot  apply  that  idea 
to  Us  mind*  He  must  necessarily  put  people  in  possession 
of  it;  and  it  is  plain,  by  the  conversation  he  held  with  the 
attorney's  ckrk>  that  he  thought  the  specification  was  sufficient, 
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Lord  Loughho-  according  to  the  tenns  of  his  patent,  that  he  should  make  his 

r^ughtothejury  invention  Sufficiently  known. 

Having  stated  the  whole  of  the  evidence^  I  cannot  conclude 
without  saying,  that  this  case  turns  upon  a  very  short  point ; 
there  is  no  matter  of  argument  in  it;  it  is  simply,  whether  you 
beUeve  five  witnesses  who  have  sworn  to  a  positive  fact ;  for  if 
their  testimony  does  not  obtain  effect  with  you,  it  can  only  be 
on  supposition  that  they  are  every  one  of  them  perjured ;  because 
the  reasoning  is  only  this — ^that  that  which  five  men  have  done 
is  possible  to  be  done.  Therefore,  the  only  question  for  your 
consideration  is,  whether  these  five  men  have  made  the  machine? 
Each  of  them  come  and  positively  swear  they  have  done  it;  and 
if  they  have  not  done  it  from  such  information  as  they  state 
themselves  to  have  received,  they  are  each  of  them  perjured. 

Therefore  the  single  question  is,  whether  you  believe  these 
five  persons  are  perjured,  or  that  they  speak  the  truth  ?  Accord- 
ing as  you  are  of  opinion,  one  way  or  the  other,  you  will  find 
your  verdict  for  the  plaintiff  or  for  the  defendant. 

Verdict  for  the  pbdntiff. 


The  Kino  t;.  Arkwright. 

Cor.  Buller,  C.J.    25  June,  1785. 

[Printed  case. — Fol.  Lon.  1785.] 

Priiceedings  hy  This  was  a  sctre  facms (o)  to  repeal  the  patent,  and  the  writ, 
scire  facuu.  ^^^  reciting  the  grant  of  the  letters  patent,  farther  recites, 
among  other  things  (i) :  ^^  And  whereas  we  are  given  to  under- 
stand, that  our  said  grant  is  prejudicial  and  inconvenient  to  our 
subjects  in  general  (c),  and  that  the  said  invention,  at  the  time  of 
granting  our  said  letters  patent,  was  not  a  new  invention,  as  to 
the  public  use  and  exercise  thereof,  within,  &c. ;  and  that  the 
same  was  not  invented  and  found  out  by  the  said  Richard 
Arkwright.  And  that  although  the  said  Richard  Arkwright  did 
cause  a  certain  instrument  in  writing,  under  his  hand  and  seal, 
together  with  a  plan  thereof  (a  copy  of  which  is  hereunto 
annexed),  to  be  enrolled  in  our  High  Court  of  Chancery  within 
four  calendar  months  next  and  immediately  after  the  date  of  our 
said  letters  patent,  pretending  particularly  to  describe  and  ascer- 
tain the  nature  of  his  said  invention,  and  in  what  manner  the 

(a)  These  proceedings  originate  in   the  Petty  ihonld  be  entitled  to  them  under  the  statute  (5  & 

Bag  Office,  and  the  first  step  is  to  give  instmc-  6  W.  4,  c.  83,  s.  3),  if  a  verdict  be  given  against 

tions  for  the  draft  of  the  writ,  which,  having  been  the  crown.     See  Law  if  Praetleet  Ind.  tit.  Scire 

settled  by  the  counsel  for  the  prosecution,  is  to  be  Facias. 

taken  to  the  Attorney  General,  who   thereupon  (6)  The  record  is  given  verbatim  in  the  printed 

grants  his  fiat,  upon  the  prosecutor  and  two  sureties  report  of  the  trial. 

entering  into  a  bond  of  £1000,  conditioned  to  pay  (c)  The  learned  judge  held,  that  the  particalar 

the  defendant  his  costs,  taxed  as  between  attorney  facts  should  have  been  stated,  and  refused  to  receive 

and  client,  and  treble  costs  in  case  the  defendant  any  evidence  under  this  issue.     Printed  ca$e  30. 
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same  was  to  be  performed,  in  the  words  following,  that  is  to  say 
(setting  forth  the  specification).  Yet  that  the  said  Richard 
Arkwright  hath  not,  in  and  by  the  said  instrument  in  writing  so 
by  him  enrolled  in  our  High  Court  of  Chancery,  or  by  any  other 
instrument  in  writing  under  his  hand  and  seal,  enrolled  in  our 
High  Court  of  Chancery,  particularly  described  and  ascertained 
the  nature  of  his  sidd  invention,  and  in  what  manner  the  same  is 
to  be  performed ;  but  hath  wholly  neglected  so  to  do,  contrary 
to  the  form  and  eflFect  of  the  said  letters  patent ;  by  means  of 
which  premises  the  said  letters  patent,  so  as  aforesaid  granted  to 
the  said  Richard  Arkwright,  are  and  ought  to  be  void  and  of  no 
force  or  eflFect  in  law.  The  writ  then  calls  on  the  said  Richard 
Arkwright  to  show  cause  why  the  said  letters  patent,  and  the 
enrolment  of  the  same,  for  the  reasons  aforesaid,  ought  not  to 
be  cancelled,  vacated,  and  disallowed,  and  restored  into  Chan- 
cery to  be  cancelled. 

The  defendant  pleaded,  1st,  That  the  said  letters  patent,  and  Plsas. 
the  enrolment  of  the  same,  by  reason  of  any  thing  in  the  said 
writ  of  scire/acias  alleged,  ought  not  to  be  cancelled,  vacated, 
and  disallowed,  and  the  said  letters  patent  restored  unto  his  said 
Majesty's  Chancery,  there  to  be  cancelled;  for  that  the  said 
grant  is  not  prejudicial  and  inconvenient  to  the  subjects  of  our 
said  lord  the  king  in  general,  as  by  the  said  writ  of  scire/acias 
is  supposed.  2.  That  the  said  invention  at  the  time  of  the 
granting  of  the  said  letters  patent,  was  a  new  invention  as  to 
the  public  use  and  exercise  thereof.  3.  That  the  said  invention 
was  invented  and  found  out  by  him,  the  said  Richard  Arkwright. 
4.  That  he  hath,  in  and  by  the  said  instrument  in  writing,  par- 
ticularly described  and  ascertained  the  nature  of  his  said  inven- 
tion, and  in  what  manner  the  same  is  to  be  performed.  Issue 
having  been  joined  on  these  traverses,  Bearcroft  appeared  for 
the  crown,  and  Adair,  Serjt.,  for  the  defendant.  The  following 
are  Uie  most  important  portions  of  the  learned  judge's  sum- 
nungup. 

BuLLEB,  J.:  Gentlemen  of  the  jury,  this  is  a  scire  facias^  [Pouted  Ctse, 
brought  to  repeal  a  patent  granted  to  the  defendant  for  the  sole  use  '  ^ 
of  instruments  or  machines  which  he  represented  to  his  majesty 
that  he  had  invented,  and  which  would  be  of  great  utility  to  the 
public  in  preparing  silk,  cotton,  flax  and  wool  for  spinning;  and 
that  diese  machines  are  constructed  on  easy  and  simple  princi- 
ples, very  diffeTent  from  any  that  had  ever  yet  been  contrived: 
that  he  was  the  first  and  sole  inventor  thereof,  and  that  the 
same  had  never  been  practised  by  any  other  person  whatsoever. 
It  was  upon  this  representation  made  by  the  defendant,  that  he 
obt&ined  the  patent  now  in  question.  The  questions  for  your 
«lccision  are  three:  First,  whether  this  invention  is  new?  Se- 
^^oaSljy  if  it  be  new,  whether  it  was  invented  by  the  defendant? 
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The  specifica- 
tion ioteDcled  to 
teach  the  pub- 
lic; must  fully 
disclose  (he  se- 
cret, and  con- 
tain nothing^ 
materially  false 
or  defective. 


General  test  of 
sufficiency  for 
mechanics  or 
persons  ac- 
auainted  with 
the  subject, 
bow  limited. 


Tvidence  for 
the  Crown. 


And,  thirdly,  whether  the  invention  is  sufficiently  described  by 
the  specification  ? 

It  seems  to  me  the  last  is  the  question  of  the  greatest  import- 
ance: because,  if  you  should  be  of  opinion  upon  that  question 
that  the  specification  is  not  certain  enough,  it  may  have  the 
eflFect  of  inducing  people  who  apply  for  patents  in  future  times 
to  be  more  explicit  in  their  specifications,  and,  consequently, 
the  public  will  derive  a  great  benefit  from  it:  and,  therefore,  I 
will  state  to  you  the  evidence  upon  that  point  first,  and  will  en- 
deavour to  state  it  separately  from  all  the  evidence  which  is 
applicable  to  the  other  points  of  the  cause.  Upon  this  point  it 
is  clearly  settled  at  law,  that  a  man  to  entitle  himself  to  the 
benefit  of  a  patent  for  a  monopoly,  must  disclose  his  secret  and 
specify  his  invention  in  such  a  way  that  others  may  be  taught 
by  it  to  do  the  thing  for  which  the  patent  is  granted,  for  the  end 
and  meaning  of  the  specification  is,  to  teach  the  public,  after  the 
term  for  which  the  patent  is  granted,  what  the  art  is,  and  it 
must  put  the  public  in  possession  of  the  secret  in  as  ample  and 
beneficial  a  way  as  the  patentee  himself  uses  it.  This  I  take  to 
be  clear  law,  as  far  as  it  respects  the  specification;  for  tlie  patent 
is  the  reward,  which,  under  the  act  of  parliament,  is  held  out  for 
a  discovery;  and,  therefore,  unless  the  discovery  be  true  and 
fair,  the  patent  is  void.  If  the  specification,  in  any  part  of  it, 
be  materially  false  or  defective,  the  patent  is  against  law,  and 
cannot  be  supported. 

It  has  been  truly  said  by  the  counsel,  that  if  the  specification 
be  such  that  mechanical  men  of  common  understanding  can 
comprehend  it,  to  make  a  machine  by  it,  it  is  sufficient;  but  then 
it  must  be  such  that  the  mechanics  may  be  able  to  make  the 
machine  by  following  the  directions  of  the  specification,  without 
any  new  inventions  or  additions  of  their  own.  The  question  is, 
whether,  upon  the  evidence,  this  specification  comes  within  what 
I  have  stated  to  you  to  be  necessary  by  law,  in  order  to  sup- 
port it(rf). 

The  prosecutors  have  attacked  it  in  almost  every  part.  First, 
the  witness  says  the  feeder  No.  3  cannot  be  made  from  the  spe- 
cification.    Another  says,  rollers  were  made  in  1767;  ^^  ^7^^ 


(d)  The  principle  and  limitation  here  laid  down 
were  acted  on  bv  the  Court  of  Exchequer  in  the 
recent  case  of  Afi/<an  v.  Harford.  The  specifica- 
tion of  the  plaintiffs  patent  contained  a  particular 
passage,  which  the  jury  found  to  be  untrue;  but 
they  also  found  that  any  workman  of  competent 
knowledge  of  the  subject  would  correct  the  state- 
ment. rarhCf  B.  t  •*  Nor  do  we  think  the  point 
contended  for,  that  if  a  man  acquainted  welfwith 
the  process  of  heating  air  were  employed,  this  mis> 
statement  would  not  mislead  him,  would  at  all 
relieve  the  plaintiff  from  the  difficulty,  for  this 
would  be  to  support  the  specification  by  a  fresh  in- 


vention and  correction  by  a  scientific  person,  and 
no  authority  can  be  found  that  in  such  a  case  & 
specification  would  be  good.  To  be  valid,  we 
think  it  should  be  such  as,  if  fairly  followed  out  by 
a  competent  workman,  without  invention  or  addi- 
tion, would  produce  the  machine  for  which  the 
patent  is  taken  out;  and  that  such  machine,  so 
constructed,  must  be  one  beneficial  to  the  public* 
If,  therefore,  we  had  thought,  on  consideration, 
that  the  construction  wbich  I  put  on  this  clause  of 
the  specification  was  the  true  one,  we  should  have 
concluded  that  the  patent  was  bad/'    Pof** 
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they  were  the  same  as  this^  and  those  used  by  the  defendant; 
the  one  was  fluted;  and  the  other  covered  with  leather;  first  they 
were  flatedwood  upon  an  iron  axis;  the  other  was  the  same^ 
only  covered  with  calves'  leather;  that  he  originally  made  them 
of  a  different  proportion,  and  one  to  move  faster  than  the  other. 

If  there  was  any  alteration  that  the  defendant  made  that  was  ^"y  n?ai«"al 
material,  it  ought  to  be  stated,  but  in  speaking  of  that  article,  be  stated, 
the  specification  is  perfectly  silent  as  to  the  material  or  the  form 
in  which  it  should  be  made. 

A  witness,  Kay,  says,  one  roller  turned  faster  than  the  other ; 
and  there  was  a  use  in  this,  because  it  was  to  draw  the  cotton 
finer.  In  this  also  the  specification  is  perfectly  silent.  In  the 
plan  one  appears  to  be  something  smaller  than  the  other,  but 
how  much,  or  what  were  to  be  the  relative  dimensions,  or  upon 
what  scale  they  were  to  be  made,  the  specification  says  nothing. 
Croffa,  who  was  employed  by  the  defendant  to  draw  up  the  spe- 
cification, told  the  defendant  it  was  imperfectly  done,  and  would 
not  answer  the  purpose;  defendant  said  he  meant  it  should 
operate  as  a  specification,  but  to  be  as  obscure  as  the  nature  of 
the  case  would  admit. 

I  begin  with  this  evidence,  because  it  is  very  material  to  be 
considered  whether  the  specification,  in  any  part  of  it,  bears  a 
doabt;  because  the  obscurity  of  it  was  pointed  out  to  the  de- 
fendant before  he  made  it,  and  he  then  professed  to  make  it  as 
obscare  as  he  could ;  his  object  was  to  get  the  benefit  from  the 
patent  so  far  as  putting  money  in  his  own  pocket,  but  as  to  the 
benefit  the  public  were  to  receive,  it  was  to  be  kept  back  as  far 
as  it  could.  Immison  says,  that  from  the  specification  he  should 
have  made  a  parallel  cylinder,  and  not  a  spiral  one,  but  this  is 
the  one  used  by  the  defendant.  As  to  the  rollers,  it  does  not 
appear  from  the  specification  some  were  to  go  faster  than  others ; 
from  the  specification,  without  other  sources,  it  is  impossible  to 
say  how  they  should  be  made,  as  there  is  no  scale  or  plan  to 
work  by.  A  roller  is  necessary  to  the  feeder  to  give  regular  di- 
rection to  the  work ;  it  will  not  answer  without  it.  From  the 
knowledge  he  has  now,  he  should  add  a  roller  if  he  was  directed 
to  make  the  machine.  But  that  does  not  prove  the  specification  Specification  in- 
to be  sufficient,  because  if  a  man  from  the  knowledge  he  has  got  f^^^J^^I^'J^j^jj 
from  three  trials,  and  seeing  people  immediately  employed  about  be  derived  from 
it,  18  able  to  make  use  of  it,  it  is  his  ideas  improve  the  plan,  and  ^^^^^  wurce*. 
not  the  merit  of  the  specification ;  if  he  makes  it  complete,  it  is 
his  ingenuity,  and  not  the  specification  of  the  inventor.  He 
nys  as  to  No.  5,  it  will  not  work  five  minutes  together  before  it 
win  be  entirely  full  of  cotton ;  he  is  asked,  supposing  the  cotton 
WIS  to  be  spread  upon  the  feeder  only  the  breadth  of  the  fillers, 
would  it  have  that  effect  ?    He  says  it  would  not  do  even  then. 

(The  learned  judge  commented  on  the  evidence  of  several 
other  witnesses  to  the  imperfection  of  the  specification.) 
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Mr.  Pilkington  says,  that  Mr.  Arkwright  gave  him  some 
cases  which  he  was^to  present  to  the  House  of  Commons^  aiid 
desired  the  witness  would  read  them,  and  promised  to  send  him 
more  by  his  servant,  which  he  did.  Those  which  were  delivered 
by  the  defendant  seem  to  me  to  be  material,  because  they  show 
what  the  defendant's  sense  of  this  business  was  immediately 
after  the  first  trial.  It  has  appeared  from  what  has  been  said 
upon  both  sides,  and  it  was  so  stated  in  this  case,  that  he  was 
beat  upon  the  first  trial  upon  the  subject  I  am  now  stating  to 
you,  that  is,  the  specification.  He  admits  in  that  he  has  not 
properly  specified  how  the  machine  was  made,  and  he  says  he 
purposely  (in  prevention  of  an  evil,  that  foreigners  might  not 
get  them)  omitted  to  give  so  full  a  description  of  his  inventions 
in  the  specification  attending  the  last  patent  as  he  otherwise 
would  have  done.  This  he  admits,  and  he  goes  on  and  states  a 
trial  in  Westminster  Hall  in  July  last,  at  a  large  expense,  when 
solely  by  not  describing  so  fully  and  accurately  the  nature  of  his 
last  coraplexed  machines,  as  was  strictly  required  by  law,  a  ver- 
dict was  found  against  him :  he  bows  with  the  greatest  submis- 
sion to  the  court  and  the  verdict  against  him,  and  he  deprecates 
the  favour  of  parliament. 
The  defendant's  Now  in  a  case  where  an  invention  is  lucrative  to  so  enormous 
acquiesceuce  in  a  degree  as  you  have  heard,  and  where  the  verdict  was  given 
Hict  raises  a  pre<  against  him  upon  a  particular  point,  had  he  not  been  most  tho- 
suraption  against  roughly  convinced  that  the  verdict  was  right,  or  if  he  could  by  any 
explanation  have  supported  his  specification,  is  it  to  be  conceived 
for  three  years  and  a  half  he  would  lie  by  and  totally  lose  the 
benefit  of  his  patent  ?  But  excepting  this  application  to  parlia- 
ment, which  does  not  go  upon  the  grounds  of  his  patent  being 
good,  but  abandoning  it  on  account  of  his  own  fault,  and  de- 
siring favour  and  bounty  there,  he  relinquishes  the  patent  for 
three  years  and  a  half. 
Fvidtncefor  de-  This  is  the  evidence  upon  the  part  of  the  prosecutor  against 
fpHm^  the  specification,  and  it  is  material  to  see  a  little  how  the  de- 

177.]  '    fendanfs  counsel  endeavour  to  support  it.  Here  is  a  specification 

that  states  ten  different  instruments;  it  is  admitted  by  them 
that  as  to  No.  8,  it  is  of  no  use,  and  never  was  made  use  of  by 
the  defendant  in  his  machine.  It  is  also  admitted.  No.  9  stands 
exactly  in  the  same  situation,  as  these  could  not  be  put  into  the 
machine.  This  is  a  little  extraordinary,  for  if  he  meant  to  make 
a  fair  discovery,  why  load  it  thus  with  things  that  they  make 
no  use  of,  and  which  are  totally  unnecessary  ?  That  coidd 
answer  no  purpose  but  to  perplex.  But,  say  the  counsel,  we 
will  show  you  that  there  were  two  machines,  and  they  were  two 
distinct  things,  for,  say  they.  No.  3,  4,  and  5,  are  the  material 
parts  of  one  machine,  and  those  alone  afford  all  the  information 
necessary.  Then,  besides  that,  there  is  the  roving  machine, 
which  consists  of  No.  6,  7  and  10,  joined  together.  If  that  be  the 
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troth  of  the  case,  and  there  are  to  be  two  distinct  machines  to 
be  made  up  by  parts  only  of  the  instrument  specified  in  this 
plan,  let  us  see  whether  it  is  so  said  in  the  specification ; — there 
is  not  a  word  of  it.  It  begins  with  the  first,  or  No.  1,  which  is 
a  breaker  or  beater  of  seeds  and  husks,  and  a  finer  of  the  flax, 
hemp,  and  other  articles  which  are  to  be  prepared  for  dressing* 
Then,  says  the  counsel,  there  was  a  difference  as  to  those  things, 
because  the  hammer  was  proper  for  the  hemp,  and  not  proper 
for  wool ;  if  there  be  that  difference,  it  was  necessary  for  the  de- 
fendant to  state  it  in  his  specification;  but  he  has  made  no  dis- 
tinction ;  he  has  left  to  those  who  are  to  learn  his  art  and  secret 
to  use  the  same  machine  for  every  part  of  it.  He  has  not  dis- 
tinguished between  the  cotton  and  the  flax ;  the  specification 
states  that  it  is  proper  for  every  thing. '  Is  it  so  ?  It  is  admitted  . 
it  is  not.  Is  there  any  thing  which  states  that  these  parts  are 
for  two  machines,  and  how  they  are  composed  ?  That  the  spe- 
cification is  totally  silent  about.  What  is  therQ  in  the  specifica- 
tion that  can  lead  you  to  say  that  you  must  make  use  of  three 
things  for  one  of  the  machines  and  three  for  the  other,  and 
which  three  for  one  or  the  other  ?  and  even  if  it  were  so,  what  is 
to  become  of  the  other  four  ?  If  those  are  of  no  use  but  to  be 
thrown  in  merely  to  puzzle,  I  have  no  difficulty  to  say  upon  that 
ground  alone  the  patent  is  void,  for  it  is  not  that  fair,  AiU,  true 
discovery  which  the  pubhc  have  a  right  to  demand  from  an  indi- 
vidual, who,  under  the  sanction  of  parliament,  gets  so  great  a 
reward  as  a  monopoly  for  fourteen  years  together. 

However,  upon  the  part  of  the  defendant,  they  have  called 
several  witnesses  to  show  you  it  is  perfectly  intelligible,  and 
that  Ihey  can  make  the  machines  from  this  specification.  Wil- 
kinson took  his  information,  or  a  great  deal  of  it,  from  the  de- 
fendant himself,  and  supposing  it  true  that  he  or  any  other  per- 
son bstructed  by  the  defendant,  and  having  seen  what  he  does, 
can  make  a  machine  from  the  specification,  yet  that  will  never 
support  it,  unless  other  people  from  the  specification  itself,  who 
have  any  knowledge  in  the  business,  can  also  do  it.  That  is  not 
the  case  with  this  man ;  but  the  last  thing  he  says  is  also  a  ma- 
terial thing  against  the  patent,  for  he  says,  for  different  purposes  ^ 
different  proportions  of  the  rollers  are  necessary.  •  How  is  any 
man  to  find  that  out  ?  It  is  not  said  in  the  specification  it  must 
be  different  in  the  one  case  from  the  other,  and  that  you  are  to 
have  different  rollers  for  hemp  or  for  cotton.  All  this  remains 
to  be  the  subject  of  a  future  discovery.  Moore  says,  with  due 
attention  to  the  old  machine,  and  an  accurate  attention  to  the 
specification,  I  could  direct  a  skilful  artificer  to  make  the  ma- 
dnne.  This  is  all  that  a  very  ingenious  sensible  man  can  say  of 
this  specification.  He  has  examined  the  instruments  and  ma- 
diine,  and  seen  a  great  deal  of  it  between  the  trials,  and  at  last 
he  believes,  with  all  the  extreme  caution  that  I  have  mentioned 
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If  additioDS  be 
requisite,  the 
specificatioD  is 
insufficient. 


to  you^  that  he  could  direct  a  skilfol  artifioer  to  make  the  ma- 
chine. He  says,  that  as  to  No.  3.  a  piece  of  cloth  with  cotton 
or  any  other  material  that  was  to  be  carded,  rolled  up  in  it, 
would  certainly  moye  much  better  and  more  steady  with  a 
roller  within  side,  but  it  would  do  without  it.  If  wanted,  he 
thinks  it  would  easily  occur  to  a  mechanic  to  put  it  in,  that  is, 
that  a  sensible  man  would  hare  understanding  enough  to  supply 
any  defect  in  this  specification;  but  in  this  case  it  proves  the 
specification  is  insufficient.  It  will  not  do  of  itself,  but  wants 
something  to  be  added,  it  is  deficient,  and  there  is  nothing  in 
the  specification  that  imports  there  should  be  a  roller  in  it. 

Now  it  is  admitted  by  the  former  witnesses,  if  there  are  sec- 
tions of  rollers,  there  ought  to  be  a  scale,  and  there  is  no  scale, 
there  is  nothing  in  the  plan  to  show  the  different  comparative 
velocity  of  the  rollers,  bat  there  will  be  a  difference,  because  the 
one  is  larger  than  the  other  in  diameter. 

You  see  how  that  applies  to  this  part  of  the  evidence.  There 
is  nothing,  says  he,  that  shows  what  the  difference  of  velocity 
should  be,  that  remains  for  experiment  hereafter.  Is  that  the 
case  with  the  defendant  ?  No,  he  knew  to  a  certainty  what  it 
was.  The  man  that  comes  to  give  an  account  of  the  invention, 
says,  I  had  calculated  it,  and  the  difference  of  the  velocity  was 
to  be  as  five  to  one ;  this  is  the  way  I  made  my  rollers;  now  the 
defendant  has  not  said  a  word  of  that  in  his  specification.  In 
that  he  has  kept  back  the  knowledge  he  had  as  to  the  size  of 
the  roUers,  and  velocity,  and  it  is  left  to  people  to  find  it  out  as 
chance  may  direct. 

Wood  put  No.  4,  5, 6,  and  7^  together,  and  that  machine  he 
has  worked  ever  since|;  he  don't  recollect  that  the  defendant  used 
any  thing  else.  If  j  that  be  true,  it  wUl  blow  up  the  patent  at 
once ;  he  says  he  believes  nobody  that  ever  practised  would  find 
any  thing  necessary  upon  this  paper  but  the  No.  4,  5,  6,  and 
The  insertion  of  7  >  he  should  look  after  no  others.  Now  if  four  things  only 
driteTfator  ^^^  necessary  instead  of  ten,  the  specification  does  not  contain 
a  good  account  of  the  invention.  As  to  the  can,  he  made  use 
of  it  without  rollers  at  the  mouth ;  he  thinks  it  answers  just  the 
same  without  it. 

This  is  the  evidence  that  relates  to  the  specification  upon  the 
one  side  and  the  other.  You  see  upon  the  part  of  the  prosecu- 
tion they  have  called  to  you  very  ingenious  men,  that  seem  to 
be  much  beyond  what  are  called  common  mechanics  in  life ;  they 
have  ail  told  you  it  is  impossible  for  them  to  make  the  machine 
according  to  the  specification. 

Upon  the  other  hand,  several  respectable  people  are  called 
upon  the  part  of  the  defendant,  who  say  they  could  do  it,  but 
there  is  this  difference  in  their  description ;  most,  if  not  every 
one  of  them,  have  looked  at  and  seen  how  the  machines  were 
worked  by  the  defendant,  and  have  got  their  knowledge  by  other 
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means,  and  not  from  the  specification  and  plan  alone ;  besides, 
tbey  admit  the  manner  the  defendant  works  it  is  not  consistent 
with  the  plan  laid  down,  particularly  as  to  the  cylinder,  a  parti- 
eolar  part  of  the  business,  for  Moore  says,  this  upon  the  face  of 
it  must  be  taken  to  be  a  parallel,  whereas  that  which  plainly  ap* 
pears  to  be  used  is  a  spiral ;  besides,  after  all  this,  they  have 
spoken  most  of  them  in  a  very  doubtful  way,  particularly  Mr. 
Moore,  who  qualified  his  expression  in  the  way  which  I  have 
stated  to  you,  and  the  others  qualifying  their  expressions,  saying 
they  think  upon  the  whole  they  could  do  it.  Suppose  it  per- 
fiectly  dear  they  could  with  the  subsequent  knowledge  they  had 
acquired,  yet  if  it  be  true  that  sensible  men  that  know  some- 
dung  of  this  particular  business,  and  mechanics  in  general,  can- 
not do  it,  it  is  not  so  described  as  is  sufficient  to  support  this 
patent.  It  will  be  for  you  to  say  upon  this  part  of  the  case  whe- 
ther you  are  satisfied  this  specification  is  such,  as,  with  the  plan, 
it  may  be  made  from  it  or  not,  taking  the  old  machine  into 
its  assistance,  which  by  the  bye  the  specification  has  not  taken 
notice  of  as  known.  If  you  think  it  is  not  sufficiently  described, 
that  alone  puts  a  complete  end  to  this  cause,  and  then  it  will  be 
Tumecessary  to  trouble  you  with  any  other. 

As  to  the  other  points,  there  are  two ;  first,  whether  it  is  a  [Printed  casr, 
new  invention;  and,  in  the  next  place,  whether  it  was  an  inven-  ^^^^ 
tion  made  by  the  defendant.   Now  if,  in  your  opinions,  it  is  ma- 
terial to  go  into  these  points,  I  think  the  law  in  general  is  very 
diflferent  on  them  from  what  I  have  stated  in  the  specification^ 
because  in  the  case  of  an  invention  many  parts  of  a  machine 
may  hare  been  known  before,  yet  if  there  be  any  thing  material  Any  thing  ma- 
and  new  which  is  an  improyement  of  the  trade,  that  will  be  ao'd*an?mprove- 
suffident  to  support  a  patent (e);  but  whether  it  must  be  forwent  in  the 
the  new  addition  only,  or  for  the  whole  machine,  would  be  port^i  ^ten^!*' 
another  question.      It  seems  to  me  not  to  be  necessary  now  to 
state  precisely  how  that  would  be,  because  this  patent  is  at- 


(e)  Thii  dictum  of  the  leemed  jndge  seems  to  the  tame  test  is  indirectly  applicable.    Thb  view 

present  an  admirable  test  of  the  sufficiency  of  an  is  suggested  by  the  Court  ot  Exchequer  in  their 

iiveBtion  to  support  letters  patent.    The  improve-  elaborate  judgment  in  the  case  of  Morgan  v.  Sea^ 

Beat  of  the  particular  trade  is  the  principle  upon  word.     Parke,  B. :  "  On  a  review  of  the  cases,  it 

which  the  policy  of  such  limited  monopolies  rested.  may  be  doubted  whether  the  question  of  utility  is 

aod  in  many  cases  the  materiality  and  importance  any  thing  more  than  a  compendious  mode  intro- 

sf  the  change  can  odW  be  judgMl  of  by  toe  effect  doced  in  comparatively  modem  times  of  deciding 

SB  the  result,  which  effect  is  tested  by  the  improve-  the  question  whether  the  patent  be  void  under  the 

■Kut  in  the  trade  in  the  commercial  sense  of  the  statute  of  monopolies."    2  M.  &  W.  563.  So  that 

term,  that  is,  by  the  production  of  the  article  as  whenever  utility  is  proved  to  exist  in  any  great 

gsod  ia  quality  at  a  cheaper  rate,  or  of  a  better  degree,  sufficiency  or  invention  to  support  a  patent 

quality  at  the  same  rate,  or  both  these  partially  may  be  presumed ;  and  if  such  invention  be  any 


Thus  the  latter  words,  "  improvement       manner  of  manufacture,  and  new,  and  the  specifi- 
~  '  ^  cation  be  sufficient,  the  letters  patent  for  such  in- 

vention will  be  valid  in  law. 

Upon  this  test  the  decision  in  Brunton's  case 
•e^    la  other  cases,  as  when  some  particular  in.       was  correct,  his  anchors  not  being  so  good  as  those 
"    ( is  the  subject  of  the  patent,       made  in  the  old  way. 
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tacked  upon  the  ground  that  there  is  nothing  new ;  liherefore  I 
will  go  over  the  articles  one  by  one,  and  see  what  is  stated  upon 
the  different  articles  which  are  here  mentioned. 

No.  1  it  is  said  is  not  stated  by  the  specification  to  be  joined 
to  any  thing  else,  and  therefore  it  must  be  taken  to  be  a  distinct 
thing.  It  is  admitted  that  is  not  a  new  discovery,  for  Emmer- 
son's  book  was  produced,  which  was  printed  a  third  time  in  the 
year  1773,  and  that  is  precisely  the  same  as  this.  Lees  says  he 
is  the  inventor  of  the  old  feeder ;  tiiat  he  made  it  in  1772,  and 
in  August,  1772,  he  worked  with  it,  and  that  it  is  now  commonly 
used  in  his  country.  He  has  never  seen  the  defendant's  used, 
but  the  description  of  the  defendant's  is  the  same  as  his. 

This  also  shows,  first  of  all,  that  it  is  no  new  invention; 
secondly,  it  is  not  invented  by  the  defendant,  for  this  invention 
is  spoken  of  as  used  before  the  time  of  the  patent;  and  in  the 
next  place,  it  is  proved  to  you  not  to  be  the  invention  of  the 
defendant,  by  the  person  who  actually  invented  it.  It  is  proved 
that  the  crank  (No.  4)  was  invented  between  thirteen  and  fo\ir- 
teen  years  ago  by  Hargreave,  and  used  pubUcly  in  two  factories 
where  men  came  to  work.  If  that  be  so,  that  will  put  an  end 
to  this  article  of  the  crank.  Some  of  the  witnesses  have  proved 
them  made  in  great  numbers,  and  used  in  different  factories 
pubhcly,  and  they  have  proved  it  by  the  pei^ons  who  made 
them.  Upon  tiie  part  of  the  defendant,  the  witnesses  never 
having  heard  of  it  may  be  perfectly  true,  and  yet  no  contradic- 
tion to  the  evidence  for  the  prosecution.  As  to  No.  5,  the  fil- 
letted  cylinder.  Wood  proves  it  used  long  before  the  defendant's 
patent;  he  confirms  what  was  said  by  the  other  witnesses ;  and 
what  the  otiier  witnesses  have  said  against  it  is  nothing  at  all  to 
this  article;  for  here  it  is  proved  to  be  used  in  both  ways, in  the 
manner  the  defendant  has  used  it  now,  and  likewise  being  carded 
quite  through. 
The  ilteration  Now  if  it  was  in  use  both  ways,  that  alone  is  an  answer  to  it ; 
must  be  such  ai  jf  j^^^^  ^jj^j.^  jg  another  question,  whether  the  stripe  in  it  makes 
JSfhi^rore'^'  a  material  alteration?  for  if  it  appears,  as  some  of  the  witnesses 
°*®**^  say,  to  do  as  well  without  stripes  and  to  answer  the  same  pur- 

pose, if  you  suppose  the  stripes  never  to  have  been  used  before, 
that  is  not  such  an  invention  as  will  support  the  patent;  upon 
that  ground  it  is  fully  answered. 

As  to  No.  6,  there  is  no  contradiction  to  the  evidence  of 
Hayes  and  Kay,  tiiat  the  rollers  were  made  before,  and  used  in 
the  different  ways  I  have  stated  to  you,  and  that  the  defendant 
got  the  secret  from  them.  Then  tiie  7th  article  is  what  they 
call  tiie  can.  Holt  says,  the  only  difference  between  the  two, 
tiie  spinning  machine  and  the  present  roving  macliine,  is,  that 
the  latter  has  a  can — ^and  indeed  that  at  one  time  was  admitted 
by  the  counsel  for  the  defendant. 

If  it  be  so,  it  brings  tiie  case  to  a  short  point  indeed,  for  if 
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nothing  else  is  new,  the  question  is,  whether  it  is  material  or  if  new,  the 
usefdl?  The  witnesses  upon  the  part  of  the  prosecution  say  it  J^"|^{J°**  °^^j"*' 
is  of  no  use  at  all«  In  the  first  place,  they  had  that  before  which  atiUtj  arises. 
answered  the  same  purpose,  though  not  made  exactly  in  the 
same  form;  it  was  open  at  top,  it  twisted  round  and  laid  the 
threftd  precisely  in  the  same  form,  and  had  the  same  effect  this 
has.  So  if  it  was  new  it  is  of  no  use,  but  they  say  it  is  not  new, 
for  though  it  was  not  precisely  the  same  shape,  in  substance  it 
was  the  same  thing;  that  is  not  contradicted.  That  part  also 
stands  without  any  contradiction  upon  the  part  of  the  defendant, 
for  the  defendant's  witnesses  satisfy  themselves  with  telling  you 
they  think  it  intelligible,  and  it  might  do  without  the  roller, 
though  it  might  not  be  so  effectual  as  with  the  roller.  It  is  ad- 
mitted by  seyeral  it  could  do  without,  that  i^peared  from  the 
experiment  made;  they  showed  you  by  one  of  the  engines,  how 
it  did  with  the  roller  and  how  without;  and  that  it  was  done 
without  just  the  same  as  with  it.  As  to  8  and  9,  it  is  admitted 
those  are  entirely  out  of  the  cause,  and  may  be  used,  says  the 
counsel  for  the  defendant,  instead  of  No.  7* 

But  it  is  a  question  whether  this  is  the  fair  construction  of 
die  specification.  Suppose  it  was  so,  it  is  perfectly  dear  the 
defendant  has  never  used  either  of  them,  and  some  of  the  wit- 
nesses tell  yoo  they  cannot  use  them  at  all.  One  tells  you  they 
cannot  be  used,  and,  therefore,  it  b  a  little  unfortunate  they  got 
into  this  specification,  if  nothing  more  was  meant  than  to  make 
a  £ur  discovery  of  what  was  useful;  but  in  this  manner  the  de- 
scription is  ^ven.  As  to  No.  10,  nothing  is  said  about  it  for 
the  defendant.  First,  Mr.  Moore  said  it  was  not  difficult  to  con- 
ceive it;  but  there  is  no  witness  that  says  at  all  what  the  use  of 
it  is:  so  this  seems  to  stand  without  any  evidence  at  all. 

Gendemen,  thus  the  case  stands  as  to  the  several  component 
parts  of  this  machine;  and  if  upon  them  you  are  satisfied  none 
of  them  were  inventions  unknown  at  the  time  this  patent  was 
gnmted,  or,  that  they  were  not  invented  by  the  defendant;  upon 
either  of  these  points  the  prosecutor  is  entitled  to  your  verdict. 

If  upon  any  point  you  are  of  opinion  with  the  prosecutor,  you 
will  find  a  verdict  for  him. 

If  upon  all  the  points  you  are  of  opinion  for  the  defendant, 
you  will  find  a  verdict  for  him.  Verdict  for  the  Crown, 


loth  Nov.  1785. — A  dairy  Serjt.  applied  for  a  rule  to  show 
cause  why  there  should  not  be  a  new  trial,  on  the  foUowing 
grounds,  set  forth  in  the  affidavit  of  the  defendant  and  another 
person. 

That  he  was  led  to  suppose,  that  upon  two  trials  on  a  ques- 
tion of  such  importance,  no  evidence  that  appeared  material  to 
the  party  would  have  been  suppressed  and  kept  back,  and  that 
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they  had  gone  into  all  the  cases  that  could  be  made  against  the 
patent;  that  under  these  apprehensions  he  did  not  expect  them 
to  adduce^  in  the  next  stage  of  the  business,  and  after  so  many 
trials,  evidence  to  attack  that  which  he  was  conscious  could  not 
be  justly  attacked^  the  originality  of  the  invention.  He  went, 
therefore,  into  the  defence,  and  instructed  his  counsel,  with  a 
view  to  the  question  merely  of  specification,  and  came  to  the 
trial  on  the  scire  facias  altogether  unprepared  with  respect  to 
the  evidence  that  appeared  as  to  the  novelty  of  the  invention, 
except  so  far  as  the  witnesses  that  were  accidentally  called  to 
explain  the  specification  could  speak  upon  the  subject:  That 
he,  consequently,  was  not  prepared  with  that  evidence  which  he 
would  have  adduced  to  contradict  and  explain  the  evidence  to 
deprive  him  of  the  originality  of  the  invention.  Also,  that  he 
could  adduce  evidence  to  explain  the  use  of  several  articles  in 
the  specification,  said  to  have  been  introduced  only  for  the  pur- 
pose of  puzzling  and  perplexing. 

That  the  evidence  respecting  the  want  of  novelty  of  the  crank 
could  be  contradicted  most  positively  by  fresh  evidence. 

Lord  Mansfield,  C.  J. :  It  is  very  clear  to  me,  upon  your  own 
showing,  there  is  no  colour  for  the  rule ;  the  ground  of  it  is,  if 
there  is  another  trial,  you  may  have  more  evidence.  There  is 
no  surprise  stated,  no  new  discovery,  but,  upon  the  material 
points  in  question,  you  can  give  more  evidence.  There  were 
two  questions  to  be  tried,  that  is,  the  specification  and  the  on- 
ginaUty  of  the  invention ;  there  has  been  one  trial  in  this  court, 
another  trial  in  the  Common  Pleas,  where  this  patent  has  been 
questioned,  and  this  proceeding  is  brought  finally  to  conclude 
the  matter,  for  it  is  a  scire  facias  to  repeal  the  letters  patent, 
The  questions  to  be  tried  are  stated  upon  record ;  there  is  not  a 
child  but  must  know  they  were  to  try  the  questions  there 
stated ;  they  come  prepared  to  try  them,  they  have  tried  them, 
and  a  verdict  has  been  found  which  is  satisfactory  to  the  judge, 
and  now  you  desire  to  try  the  cause  again  only  that  you  may 
bring  more  evidence.     Rule  refused. 

On  the  14th  November,  1785,  the  Court  of  King's  Bench 
gave  judgment  to  cancel  the  patent. 

The  summing  up  of  the  learned  judge  in  the  Arkwright  would  have  succeeded  in  maintaining 

preceding  case,  ana  the  proceedings  on  the  former  his  patent,  notwithstanding  the  formidable  combi- 

trials,  show  the  real  question  to  have  been,  not  as  nation  against  him.     The  principles  laid  down  in 

to  whether  something  of  great  imporUnce  had  not  the  preceding  case  as  to  the  requisites  of  the  spe- 

been  done,  but  as  to  the  sufficiency  of  the  specifi-  cification,  have  been  recognised  in  many  subse- 

cation  (see  also  ante  59,  u.);    the  invention  of  quent  cases. 

Arkwright,  the  subject-matter  of  this  patent,  was  lur    r    t    j     d  • 

of  immense  value  to  the  nation,  since  the  spinning  Mae^arland  v.  friee. 

machinery,  the  subject  of  the  patent  of  1769,  was  This  was  an  action   for  the  infringement   of 

very  imperfect  witliout  the  preparing  machinery;  plaintiff's  patent  *'  for  certain  improvements  in  the 

and  there  can  be  little  doubt  that  had  the  specifi-  making  of  umbrellas  and  parasols."  The  specifica- 

cation  described  the  particular  uses  and  objects  of  tion  and  accompanying  drawings  contain  a  minute 

the  several  parts,  and  shown  which  were  to  be  detail  of  the  mode  of  constructing  the  improved 

combined,  and  how  they  were  to  be  combined,  umbrellas  and  parasols  ;    but  no  distinction   ic 

the  letters  patent  would  have  been  valid,  and  made  between  what  b  new  and  what  is  old.    One 
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of  tbe  annexed  drawings  showed  the  particular 
jMJPt  which  bad  been  pirated,  and  which  was  the 
MtMluire  of  the  invention. 

Lwd  EUenborwgk,  C.  J. :  "  The  patentee  in  his 
^lecificatjon  ooght  to  infonn  the  person  who  con- 
wte  It,  what  u  new,  and  what  is  old.  He  should 
sa?.  oj  impTOTement  consists  in  this,  describinir 
Jl^wonb  if  he  can,  or  if  not,  by  reference  to 
HKtM.  Bot  here  the  improvement  is  neither  de- 
•cr4ed  in  words  nor  by  figures,  and  it  would  not 
he  u  the  wit  of  man,  unless  he  were  previously 
acquainted  with  the  construction  of  the  instrument 
to  By  what  was  new  and  what  was  old.  The  spe- 
cifieatMn  states,  that  the  improved  instrument  is 
nadeio  manner  following:  this  is  not  true,  since 
the  licacnpcion  comprises  that  which  is  old,  as 
wdl  as  that  which  is  new.  Then  it  is  said  that 
the  lateBtee  may  pot  in  aid  the  figures;  but  how 
can  <  he  collected  from  the  whole  of  these  in 
what  the  imDrovement  consists!  A  person  oaght 
to  be  warned  by  the  specification  against  the  use 
rf  the  particular  invention,  but  it  would  exceed 
the  wtf  of  man  to  discover  from  what  he  is  warned 
m  a  ra«  like  this."  PUdntiff  nonsuited.  1  Star- 
be,  199. 

The  pnceding  case  has  been  occasionally  cited 
as  an  aaOionty  against  a  drawing  accompanying 
tfca  specificatioa  being  considered  as  part  of  the 
yrification ;  bat  it  is  no  anthority  for  such  a  doc- 
laae,  and  Lord  Lyndhurst,  C.  B.,  on  one  occamon 
maiked, "  that  the  above  was  a  complicated  case, 
ud  tfaatthe  rale  was  to  be  applied  with  certain 
oaiatM,  MA  where  the  thing  is  quite  obvious  and 
W«t."  It  is  now  perfectly  settled  that  a 
Jawag  alone  may  be  a  sufficient  specification. 
see  Lev  cW  Practice,  Ind.  tit.  Drawioes. 

The  case  of  Harmmr  v.  Playne  should  be  con- 
■ooed  in  connexion  with  the  preceding,  since 
« was  there  held  that  a  specification  describing 
»  whole  machine,  the  sobject  of  two  patents. 


but  not  referring  to  the  former  specification, 
or  pointing  out  the  particular  improvement,  the 
subject  of  the  latter  patent,  was  a  suflicient  com. 
pliance  with  the  proviso  of  the  second  letters  pa- 
tent,  which  recited  the  former  letters  patent.  11 
East,  101.  *^ 

Saunders  v.  Aston. 

In  this  case  the  plaiotiflT  failed  on  account  of  a 
similar  defea  in  his  specification.  The  invention 
was  an  improved  button,  in  which  the  flexible 
shank  was  substituted  for  the  metal  shank  by  the 
special  aid  of  a  collet. 

LittledaU,J.:  "Neither  the  button  nor  the 
flexible  shank  was  new,  and  they  did  not  by  merely 
being  put  together  constitute  such  an  invention  as 
could  support  the  patent.  It  is  contended  that 
the  operauon  of  the  collet  under  the  present  pa- 
tent  is  new,  but  that  is  not  stated  in  the  specifica- 
tion as  the  object  of  his  invention,  and  it  is,  in 
fact,  only  one  mode  of  carrying  it  into  eflfect."  3 
B.  &  Ad.  881. 

Williams  v.  firodie. 
PlaintifiTs  invention,  which  was  admitted  to  be 
ingenious  and  useful,  consisted  in  the  insertion  of 
a  pipe  into  an  old  stove,  for  conveying  the  air  into 
it ;  but  the  letters  patent  and  the  specification  em- 
braced the  whole  apparatus,  and  did  not  confine 
the  invention  to  the  application  or  addition  of  the 

?ipe  to  an  old  stove.  Cited  in  R.  o.  Arkwrigbt, 
*rinted  Case,  162. 

Kay  v.  Marshall. 

A  sinular  defect  was  destructive  of  Kay's  pa- 
tent for  improvements  in  the  preparation  and  spin- 
ning of  flax  ;  by  which  invention  the  manufacture 
of  flax  has  become  an  object  of  national  import- 
ance ;  Kay  having  thereby  placed  that  manufacture 
in  the  same  rank  as  Arkwright  placed  the  manu- 
facture of  cotton.     See  cases  cited  pott  76,  n. 


ELSE'S  PATENT. 

Letters  patent  to  Arthur  Else,  29th  October,  20  Geo.  3,  for  Tau. 
*•  a  certain  new  invented  manufacture  of  lace,  called  French,  or 
wire  ground  lace,  which  is  much  stronger  than  any  hitherto 
invented  or  found  out,  and  also  of  an  entire  new  construction." 

By  these  presents  the  said  A.  E.  hath  described  and  ascer-  Specificatum. 
tamed,  and  doth  fully  and  particularly  describe  and  ascertain, 
the  nature  of  his  said  new  invented  manufacture  of  lace,  called 
French,  or  wire  ground  lace,  and  also  the  manner  of  working 
the  same,  that  is  to  say,  by  mingling,  twisting,  or  weaving  a 
foe  thread  of  silk,  or  such  other  material  that  may  answer  the 
purpose  of  silk,  to  and  with  thread,  flax,  hemp,  cotton,  or  any 
other  manufacture,  which  usually  hath  been  or  may  be  worked 
on  a  stocking  frame,  which  addition  of  silk  to  thread,  flax,  hemp, 
cotton,  or  odier  manufacture,  gives  strength,  firmness,  and  du- 
JfAility  to  the  work,  binding  the  other  materials,  and  preventing 
the  Bame  being  or  appearing  so  rowdy  and  uneven,  as  works  of 
that  sort  are,  and  hitherto  have  been,  without  such  addition. 
The  manner  of  working  the  same  is  as  is  common  in  the  making 
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or  working  open  work,  oylet  hole,  net  work,  lace  work,  &c.  and 
on  the  stocking  frame  with  the  addition  thereto  commonly  used, 
or  by  such  other  engines  and  machine  by  which  any  such  work 
can  or  may  be  made  to  any  particular  stitch  that  the  workman 
may  think  proper. 


The  King  v.  Else. 
Car.  Buller,  J.     M.  V.     a.d.  1785. 

This  was  a  scire  facias  to  repeal  the  preceding  letters  patent, 
and  the  prosecutor  having  shown  that,  prior  to  the  patent,  silk 
and  cotton  thread  had  been  used  together  and  intermixed  upon 
the  same  frame,  the  defendant's  counsel  admitted  the  fact,  but 
offered  to  prove  that  the  former  method  of  using  the  silk  and 
cotton  thread  was  quite  inadequate  to  the  purpose  of  making 
lace  on  account  of  its  coarseness,  and  that  the  defendant  alone 
had  invented  the  method  of  intermingling  them»  so  as  to  unite 
strength  with  firmness. 

Buller,  J. :  It  will  be  to  no  purpose.  The  patent  claims 
the  exclusive  liberty  of  making  lace,  composed  of  silk  and  cotton 
thread  mixed;  not  of  any  particular  mode  of  mixing  it;  and 
therefore,  as  it  has  been  clearly  proved  and  admitted,  that  silk 
and  cotton  thread  were  before  mixed  on  the  same  frame  for 
lace,  in  some  mode  or  other,  the  patent  is  clearly  roid,  and  the 
jury  must  find  for  the  crown.    Verdict  for  the  Crown. 


Had  the  spectBcadon  properly  limited  the  in-  ing  the  fire  shall  be  introduced  at  the  lower  part 

YentioD,  aod  claimed  only  a  particular  mode  of  of  the  grate  io  a  perpendicular  or  oblique  direc- 

mixing  the  silk  and  cotton  thread,  and  explained  tion ;  as  to  the  manner  of  performing  it,  that  is  set 

and  reduced  the  title  to  certainty,  the  preceding  forth  in  the  description  and  drawings." 
letters  patent  would,  for  all  that  appears,   have  Lord  Ellenborough,  C.  J.  was  of  opinion,  that  the 

been  Tsiid.  evidence  showed  grates  to  have  been  constructed 

The  following  cases  will  further  illustrate  the  prior  to  the  patent,  on  a  principle  identical  with 

nature  of  an  imperfect  or  erroneous  claim  in  the  the  concluding  terms  of  the  specification ;  that 

specification.  the  patentee  by  his  claim  had  cenfined  bimsclf  to 

n         1.      XT    J    ^u  ^*^  principle  which  was  not  new,  and  that,  there* 

Sramah  v.  Hardcattl$,  ^^e,  the  patent  could  not  be  supported,  although 

The  merit  and  utility  of  the  plaintiflTs  patent  the  application  of  the  principle,  as  described  in  the 

for  an  imjpruved  water  closet,  were  admitted.  specification,  was  new.     1  Stark.  354. 

Lord  Kenyan,  C.  J. :  "  The  stress  of  the  cause  M'  ter  M 
mainly  depends  on  this,  whether  the  thing  granted  mmter  v.  Jnotoer. 
by  the  patent  be  entirely  new.  The  conducting  The  plaintiff's  patent  was  for  an  improvement 
of  the  wire  tlirough  the  hollow  tube  to  prevent  the  iQ  the  construction  of  chairs;  the  specificatioQ 
obstruction  of  frost,  I  admit,  is  very  ingenious,  and  concludes  as  follows:  "  What  I  claim  as  my  ia. 
perfectly  new,  but  is  not  claimed  by  the  patent.  vention  is  the  application  of  a  self-adjusting  lever- 
Unlearned  men  look  at  the  specification,  and  sup-  &ge  to  the  back  and  seat  of  a  chair,  whereby  the 
pose  every  thing  new  that  is  there.  If  the  whole  weight  on  the  seat  acts  as  a  counterbalance  to  the 
be  not  new,  it  is  hanging  terrors  over  them."  HoU  pressure  aeainst  the  back  of  such  chair  as  abore 
voyd,Ql,  described.'^  It  appeared  that  this  descriptioa 
R,  ▼.  Cttt^  would  apply  to  a  chair  made  before  the  patent, 
'    '  though  that  chair  was  encumbered  with  machinery 

This  was  a  «?t./a.  to  repeal  defendant's  patent  which  prevented  its  action.     The  verdict  having 

for  **  improvements  in  fire-grates  or  stoves;"  the  been  entered  for  the  plaintiflT,  a  rule  for  a  nonsuu 

specification,  after  describing  the  stove,  claims  as  was  made  absolute.     Fast, 


the  invention  **  that  the  fuel  necessary  for  supply- 


turnkr's  patent.  77 


TURNER'S  PATENT. 


Letters  patent,  26th  February,  21  G.  3,  a.  d.  1780,  for  "  a  Title, 
method  of  producing  a  yellow  colour  for  painting  in  oil  or  water, 
making  white  lead,  and  separating  the  mineral  alkali  from  com- 
mon salt,  all  to  be  performed  in  one  single  process." 


TuBNER  V,  Winter. 
Hil.  Vac.  A.  D.  1787.      Cor.  BuUer,  J. 
This  was  an  action  for  infringing  the  above  patent.    At  the  A  patent  w  Toid 
trial  before  Bulier,  J.,  a  verdict  was  found  for  the  plaintiflF,  tionV ambi-' 
and  on  a  modon  to  set  aside  that  verdict  and  grant  a  new  trial,  gy<»"«.»  ®'  PT?* 

II*  ir««ti*.^.^-i  !•         directions  which 

these  facts  were  reported.    The  plamtin  withm  the  usual  time  tend  to  mislead 
had  enrolled  the  following  specification ;  "  Take  any  quantity  of '^«  public, 
lead  and  calcine  it,  or  minium,  or  red  lead,  litharge,  lead  ash,  p^^^*^ 
or  any  calx,  or  preparation  of  lead  fit  for  the  purpose ;  to  any 
g^ven  quantity  of  the  above-mentioned  materials,  add  half  the 
wdght  of  sea  salt,  with  a  sufficient  quantity  of  water  to  dissolve 
it,  or  rock  salt,  or  sal  gem,  or  fossil  salt,  or  any  marine  salt,  or 
salt  water,  proper  for  the  purpose;  mix  them  together  by  tritu- 
ration till  ^e  lead  becomes  impalpable,  or  sufficiently  commi- 
Dated.    When  the  materials  have  been  ground,  let  them  stand 
for  twenty-four  hours,  in  which  time  the  lead  will  be  changed 
to  a  good  white,  and  the  salt  decompounded :  if  not,  the  tritura- 
tion must  be  repeated  with  the  further  addition  of  salt,  till  the 
white  colour  be  obtained ;  the  decomposition  of  the  salt  may 
also  be  brought  about  by  digestion  or  by  calcination.   The  ma- 
terials may  be  suffered  to  remain  together  before  the  alkali  is 
separated  by  the  addition  of  water,  for  a  longer  time  than  is  spe- 
cified above,  according  to  the  discretion  of  the  operator,  and 
the  end  he  wishes  to  obtain.    The  yellow  colour  is  produced  by 
calcinating  the  lead  after  the  alkali  has  been  separated  firom  it^ 
till  it  shall  acquire  the  colour  wanted ;  this  will  be  of  different 
tints,  according  to  the  continuance  of  the  calcination,  or  the 
degree  of  heat  employed.     The  white  lead  must  be  finished  by 
repeated  ablutions,  and  by  bleaching  it  till  the  white  be  made 
perfect" 

On  the  part  of  the  plaintiff  it  was  proved,  that  the  first  effect 
of  the  process  was  the  separating  of  the  mineral  alkali  from 
common  salt;  that  that  produced  white  lead,  and  that  by  con- 
tinmng  the  process  to  a  certain  degree,  and  afterwards  exposing 
the  matter,  the  yellow  colour  was  produced.  That  as  the  spe- 
cification required  the  heat  to  be  continued  till  the  colour  was 
obtained,  any  person  trying  the  experiment  would  necessarily  be 
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led  to  fusion.  That  a  chemist  would  see  by  the  specification, 
that  if  less  beat  would  not  answer  the  purpose,  he  must  go  on 
to  fusion.  The  difference  between  fusion  and  calcination,  both 
of  which  proceed  from  different  degrees  of  heat  operating  upon 
the  subject-matter,  was,  that  the  substance  to  be  calcined  con- 
tinued in  a  solid  form,  whereas  fusion  is  a  liquid  state  to  which 
the  substance  may  be  reduced  by  continuing  the  heat.  Instances 
were  produced  of  persons  who  had  made  the  colour  by  the  help 
of  the  specification,  after  trying  some  experiments.  In  trying 
those  experiments,  minium  had  been  fused  in  the  first  in- 
stance. The  white  lead  produced  by  the  following  directions  in 
the  specification  was  not  what  was  sold  as  such,  but  a  white 
substance,  the  basis  of  which  was  lead. 

For  the  defendant  it  was  proved,  that  the  patent  colour  could 
not  be  made  by  following  the  directions  of  the  specification. 
For  calcination  was  not  sufficient  to  produce  the  effect  intended ; 
it  was  necessary  to  go  on  to  fusion.  That  as  it  appeared  upon 
the  specification  minium,  or  red  lead,  might  be  considered  most 
convenient  for  the  purpose,  because  a  previous  process  was  ne* 
cessary  to  reduce  lead  to  minium,  or  litharge,  before  the  other 
parts  of  the  process  were  to  be  begun,  minium  and  litharge  dif- 
fering  only  in  having  undergone  different  degrees  of  calcination. 
But  that  minium  would  not  produce  the  effect  unless  first  fused. 
And  that  if  red  lead  were  calcined,  the  experiment  would  not 
succeed  without  fusion ;  whereas,  according  to  the  terms  of  the 
specification,  fusion  should  be  cautiously  avoided.  That  the 
specification  was  calculated  to  mislead  also  with  respect  to  the 
salts.  For  fossil  salt  is  a  generic  term,  including  all  mineral 
salts ;  but  only  one  species  of  fossil  salt,  namely,  sal  gem,  has 
marine  add,  without  which  the  colour  could  not  be  produced. 
That  several  persons  had  tried  to  make  white  lead  by  the  speci- 
fication, but  had  not  succeeded.  They  could  only  produce  a 
greyish  white  powder,  quite  unfit  for  painting,  and  not  mer- 
chantable. 

BuLLBR,  J.  after  reporting  these  facts,  observed,  that  at  the 
trial  three  objections  had  been  taken  to  the  specification.  1st. 
That,  after  directing  that  lead  should  be  calcined,  it  directed 
another  ingredient  to  be  taken,  which  would  not  answer  the 
purpose,  viz.  minium.  Neither  was  it  said  that  the  minium 
should  be  caldned  or  fused ;  but  if  it  had  any  reference  to  the 
preceding  words,  then  it  should  be  calcined,  which  would  not 
produce  the  effect,  fusion  being  necessary.  2d.  That  "  fossil 
saltf'  was  improperly  mentioned.  There  were  many  kinds  of 
fossil  salt,  only  one  of  which,  viz.  sal  gem,  would  answer  the 
purpose,  because  it  must  be  a  marine  salt.  3rd.  That  all  these 
things  put  together  did  not  produce  the  thing  intended.  And 
tiiat  the  patent  was  for  an  invention  to  do  three  things  in  one 
process,  whereas  one  of  them,  viz.  white  lead,  could  not  be  pro- 
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duced  at  all;  for  that  a  white  substance  like  white  lead  remained^ 
applicable  only  to  some  of  the  purposes  of  common  white  lead. 
Thid  learned  judge  then  said  that  at  the  trial  he  had  told  the 
joiy  that  if  any  of  these  objections  were  well  founded,  it  would 
aToid  the  patent. 

Erskifie  and  Piggot  showed  cause  against  the  rule  for  granting 
a  new  trial,  and  contended  that  in  actions  for  infringing  patents, 
it  is  not  necessary  for  the  plaintiff  to  give  any  evidence  to  show 
what  the  inyeution  is,  but  that  it  is  incumbent  on  the  defendant, 
if  he  objects  to  the  specification,  to  show  that  it  is  defective, 
and  that  persons  acquainted  with  the  subject  coxdd  not,  by  the 
assistance  of  the  specification,  effect  the  thing  intended.  The 
consideration  which  the  patentee  gives  for  his  monopoly  is  the 
benefit  which  the  public  are  to  derive  from  his  invention  after 
his  patent  is  expired ;  and  that  benefit  is  secured  to  them  by 
means  of  a  specification  of  the  invention.  But  it  is  not  neces- 
sary that  that  specification  should  be  such  as  that  persons  unac- 
quainted with  the  terms  of  art,  which  must  necessarily  be  used 
in  writing  it,  should  be  able  to  understand  it.  It  is  su£5cient  if 
persons  of  skill  can  understand  the  process  by  means  of  the 
specification,  so  as  to  keep  alive  the  discovery  after  the  paten* 
tee's  exdnsive  title  is  expired. 

He  first  objection  which  has  been  raised  against  the  suffi- 
ciency erf"  the  specification  has  no  weight;  for  though  the  direc- 
tion to  calcine  is  applicable  to  all  the  ingredients  in  the  first  part 
of  the  description,  yet  scientific  persons  would  instantly  discover 
what  degree  of  heat  was  necessary  to  be  used  to  each  of  those 
ingredients,  and  that  minium,  being  already  a  calx,  must  be 
fiised  (a).  Secondly.  The  heat  is  ordered  to  be  continued  till  the 
experiment  succeeds,  and  the  colour  is  produced.  Fusion  is  a 
necessary  consequence  of  continuing  the  heat,  and  this  direction 
would  be  suffidently  understood  by  all  persons  acquainted  with 
the  subject. 

As  to  the  second  objection,  with  respect  to  the  '^  fossil  salt." 
The  specification  begins  with  ^*  sea  salt,''  which  is  the  genus ; 
then  it  afterwards  states  not  *'  any  fossil  salt,"  but  '^fossil  salt," 
or<<any  marine  salt;"  the  marine  salt  is  therefore  the  basis  of  the 
experiment.  So  that  no  fossil  salt  but  what  is  likevdse  a  marine 
salt,  can  be  taken  under  this  description. 

The  answer  to  the  third  objection  is,  tiiat  a  species  of  white 
lead  is  produced,  though  not  the  common  ceruse ;  and  the  pa- 
tent does  not  profess  to  make  the  common  white  lead.  Besides, 
the  making  of  white  lead  was  not  the  subject  of  the  present  ac- 


(«)  The  argument  that  a  defect  or  iniasutemeiit  ton  v.  Harford,  but  the  Court  of  Exchequer  were 

IB  a  ipecification,  by  which  a  scientific  person  or  uDanimously  of  opinion,  that  a  statement  untrue  in 

even  a  couuaon  workman  would  not  be  misled,  is  fact  could  not  be  corrected  by  such  knowledge  or 

Boi  tech  a  defect  as  will  vitiate  a  specification,  was  experience,  and  that  such  an  error  or  misstatement 

ar^ed  with  great  force  in  the  recent  case  of  UdU  would  be  a  fatal  defect.    Xntc  66,  n. 
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tion,  which  was  for  making  the  yellow  colour ;  which  accounts 
for  the  plaintiff's  not  being  prepared  to  prove  this  part  of  the 
specification  (i).  Upon  the  whole,  this  was  a  mere  matter  of  evi- 
dence, as  to  the  sufficiency  of  the  specification,  upon  which  the 
jury  have  exercised  a  sound  discretion  (c). 

Bearcro/iy  in  support  of  the  rule,  was  stopped  by  the  court. 
A  patent  beiog  AsHURST,  J.:  I  think  that,  as  every  patent  is  calculated  to 
agaTngUaif but  P^®  *  monopoly  to  the  patentee,  it  is  so  far  against  the  princi- 
for  the  subse-  ples  of  law,  and  would  be  a  reason  against  it,  were  it  not  for  the 
tl"ge°to*thc*pub.  advantages  which  the  public  derive  from  the  communication  of 
lie,  the  invention  after  the  expiration  of  the  time  for  which  the  pa- 

tent is  granted.     It  is,  therefore,  incumbent  on  the  patentee  to 
give  a  specification  of  the  invention  in  the  clearest  and  most 
Any  ambiguity  uncquivocal  terms  of  which  the  subject  is  capable.     And  if  it 

intentionally  in-  .  i     .    .  i.  •  i_-      -J.    ir    i.  Ji     •    *- 

tnxluced,  fatal,  appear  that  there  is  any  unnecessary  ambiguity  affectedly  intro- 
duced into  the  specification,  or  any  thing  which  tends  to  mislead 
the  public,  in  tiiat  case  the  patent  is  void.  Here  it  does  appear 
to  me  tiiat  tiiere  is  at  least  such  a  doubt  on  the  evidence  that  I 
cannot  say  this  matter  has  been  so  fully  and  fairly  examined  as 
to  preclude  any  fartiier  investigation  of  the  subject.  Three 
objections  have  been  made  to  this  specification.  The  first  is, 
that  in  the  specification  the  public  are  directed  *^  to  take  any 
quantity  of  lead  and  calcine  it,  or  minium,  or  red  lead;'*  firom 
whence  it  is  inferred  that  calcining  is  only  to  be  applied  to  lead. 
I  confess,  if  the  objection  had  rested  here,  I  should  have  enter- 
tained some  doubt. 

The  next  objection  is,  that  in  the  subsequent  materials  to  be 
added,  the  public  are  directed  to  add  *^  half  the  weight  of  sea 
salt,  or  sal  gem,  or  fossil  salt,  or  any  marine  salt.^^  Now  ^^  fossil 
salt "  is  a  generic  term,  including  *^  sal  gem"  as  well  as  other 
species  of  fossil  salt.  And  I  understand  that  sal  gem  is  the  only 
one  which  can  be  appUed  to  this  purpose;  so  that  throwing  in 
fossil  salt  can  only  be  calculated  to  raise  doubts  and  mislead  the 
public.  That  word  could  not  have  been  added  witii  any  good 
view;  it  must  produce  many  unnecessary  experiments;  therefore, 
in  that  respect,  the  specification  is  not  so  accurate  as  it  ought  to 
have  been. 

Another  objection  was  taken  as  to  the  white  lead;  to  which  it 


(6)  The  terms  white  lead  being  introdaced  in  would  appear  alio  to  be  the  province  of  the  jury  to 
the  title,  the  real  objection  would  be  that  the  let-  find  the  meaning  of  words,  and  what  persons  of 
ters  patent  were  void  for  false  sugg^tion.  The  ordinary  knowledge  of  the  subject  would  under- 
production of  white  lead,  a  known  article  of  com*  stand  by  them.  It  is  then  for  the  court  to  say 
merce,  and  the  production  of  a  white  substance,  whether  the  letters  patent  and  specification,  viewed 
however  resembling,  are  very  different  suggestions  as  one  instrument,  are  sufficient  in  law. 
and  considerations.     See  ante  41,  n.  In  this  case  the  plaintiff  gave  no  evidence  of 

(c)  The  sufficiency  of  the  specification  in  re-  the  sufficiency  of  the  specification,  or  that  the  sub- 

spect  of  its  enabling  a  competent  person  to  prac-  stances  mentioned  would  answer,  or  that  the  yel- 

fise  the  invention  and  work  by  it,  is  a  question  for  low  could  be  produced  in  the  manner  described, 

the  jury,  and  the  plaintiff  is  bound  to  give  evidence  Pat  81. 
establishing  its  sufficiency  in  this  respect.     It 
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was  tnsweredj  that  the  invention  did  not  profess  to  make  com- 
mon white  lead.  But  that  is  no  answer;  for  if  the  patentee  had 
intended  to  produce  something  only  like  white  lead,  or  answer- 
ing some  of  the  purposes  of  common  white  lead,  it  should  have 
been  so  expressed  in  the  specification.  But  in  truth,  the  patent 
is  for  making  white  lead  and  two  other  things  by  one  process, 
nieiefore,  if  the  process,  as  directed  by  die  specification,  does 
not  produce  that  which  the  patent  professes  to  do,  the  patent 
itself  is  void.  It  is  certainly  of  consequence  that  the  terms  of  a 
specification  should  express  the  invention  in  the  clearest  and 
most  explicit  manner;  so  that  a  man  of  science  may  be  able  to 
produee  the  thing  intended,  without  the  necessity  of  trying  ex- 
periments. 

BuLLER,  J.:  Many  cases  upon  patents  have  arisen  within  our 
memory,  most  of  which  have  been  decided  against  the  patentees, 
upon  the  ground  of  their  not  having  made  a  full  and  ftir  disco- 
very of  their  inventions.  Whenever  it  appears  that  the  patentee 
hasmadeafair  disclosure,  I  have  always  had  a  strong  bias  in  his 
frnmr,  because,  in  that  case,  he  is  entitled  to  the  protection 
which  the  law  gives  him.  How  hx  that  law  which  authorises 
the  king  to  grant  patents  is  politic,  is  not  for  us  to  determine. 
When  attempts  are  made  to  evade  a  fidr  patent  I  am  strongly 
indined  in  favour  of  the  pat^itee;  but  where  the  discovery  is 
not  fiiDy  made^  the  court  ought  to  look  with  a  very  watchful  eye 
to  prevent  any  imposition  on  the  public.  Then  the  question  is,  The  question  ^m 
whether  the  present  plaintiff  has  made  a  fair  discovery?     I  do  fhetpedficatioa 

,  ,  ,     i8»  has  the  plaiD- 

not  agree  with  the  counsel  who  have  argued  against  the  rule  in  dff  made  a  fair 
laying  that  it  was  not  necessary  for  the  plaintiff  to  give  any  evi-  «i»<»^ry ' 
doiee  to  show  what  the  invention  was,  and  that  the  proof  that 
the  spedfieation  was  improper,  lay  on  the  defendant;  for  I  hold 
that  a  plaintiff  must  give  some  evidence  to  show  what  his  inven-  A  plaintiff  mutt 
tion  was;  unless  the  other  side  admit  that  it  has  been  tried  and  fj^^ce^/^beiuf^ 
sncoeeds.     But  wherever  the  patentee  brings  an  action  on  his  ficiency  of  the 
patent,  if  the  novelty  or  effect  of  the  invention  be  disputed,  he  JP^IS'mS^"" 
■nst  show  in  what  his  invention  consists,  and  that  he  produced 
die  effisct  proposed   by  the  patent  in  the  manner  specified. 
Sfig^t  evidence  of  this  on  his  part  is  sufficient,  and  it  is  then 
ineombent  on  the  defendant  to  falsify  the  specification.     Now 
in  this  case,  no  evidence  was  offered  by  the  plaintiff  to  show 
that  he  had  ever  made  use  of  the  several  different  ingredients 
aientioned  in  the  specification;  as,  for  instance,  minium,  which 
he  had  nevertheless  inserted  in  the  patent,  nor  did  he  give  any 
evidence  to  show  how  the  yellow  colour  was  produced.     If  he 
coold  only  make  it  with  two  or  three  of  the  ingredients  speci- 
fied, and  he  has  inserted  others  which  will  not  answer  the  pur-  xhe  insertion  of 
pose,  that  will  avoid  the  patent.     So  if  he  make  the  article  for  ""^If^^^^^ 
^vhich  die  patent  is  granted  with  cheaper  materials  than  those  succeed,  a  fatal 
vhidi  he  has  enumerated,  although  the  latter  will  answer  the  ^^^^ 

M 
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purpose  equally  well,  the  patent  is  yoid,  because  he  does  not  put 
the  public  in  possession  of  his  invention,  or  enable  them  to  de- 
rive the  same  benefit  which  he  himself  does. 

As  to  the  first  objection  which  has  been  taken  with  respect  to 
the  minium  y  it  was  not  pretended  by  any  of  the  plaintiff's  wit- 
nesses that  he  ever  made  use  of  minium.  And  it  was  proved  by 
the  defendant's  witnesses,  that  firom  the  specification  they  should 
be  led  to  use  minium,  because  minium  is  lead  already  calcined, 
which  is  what  the  specification  directs  in  the  first  instance.  Bat 
minium  will  not  answer  the  purpose.  Then  as  to  fusion:  it  is 
said  that  the  public  are  directed  by  the  words  of  the  specifica- 
tion,  to  continue  the  heat  till  the  effect  is  produced,  which  must 
necessarily  lead  to  fusion,  though  fusion  is  not  expressly  men- 
tioned. But  that  is  no  answer  to  the  objection;  for  the  specifi- 
cation should  have  shown  by  what  degree  of  heat  the  effect  was 
to  be  produced.  Now  it  does  not  mention  fusion,  and  as  one  of 
the  witnesses  said,  in  order  to  produce  the  effect  ^'  you  must  go 
out  of  the  patent;"  for  fusion  is  beyond  calcination,  and,  in  some 
sense,  contrary  to  it;  and  by  mentioning  calcination,  it  should 
seem  that  fusion  was  to  be  avoided. 

The  next  objection  was  as  to  the  salts:  '^  fossil  salt"  is  men- 
tioned as  a  distinct  species  of  salt,  and  many  other  salts  are  also 
mentioned,  as  indifferent  whether  one  or  the  other  be  used.  But 
it  was  proved  that  fossil  salt  was  a  generic  term,  including  seve- 
ral  species;  and  that  '^  sal  gem''  was  the  only  spedes  of  it  which 
would  answer  the  purpose,  because  none  of  the  others  contained 
a  marine  acid,  which  was  essential. 

There  was  no  contradiction  by  the  witnesses  on  the  third  ob- 
jection; for  the  most  that  the  plaintiff's  witnesses  said  was  that, 
following  the  specification,  the  experiment  only  produced  a 
white  substance  like  lead. 
The  Mtt  sog-     Now  on  either  of  these  grounds  the  patent  is  void.    Because, 
Sf  considOTtioi!  if  *^«  patentee  says  that  by  one  process  he  can  produce  three 
is  the  ground  of  things,  and  he  fails  in  any  one,  the  consideration  of  his  merits 
avoiding  I  e      ^  J  £^^  which  the  patent  was  granted,  fidls,  and  the  crown  has 
been  deceived  in  the  grant.     Slight  defects  in  the  specification 
will  be  sufficient  to  vacate  the  patent.     In  a  case  before  Lord 
Mansfield  {ante  53)  for  infringing  a  patent  for  steel  trusses,  it 
appeared  that  the  patentee,  in  tempering  the  steel,  rubbed  it 
with  tallow^  which  was  of  some  use  in   the   operation;  and 
because  this  was  omitted,  the  specification  was  held  to  be  insuf- 
ficient, and  the  patent  was  avoided. 

Rule  absolute  for  a  new  trial. 


It  appears  from  the  preamble  of  the  act  for  the  WomI  t.  Zimmer. 

extension  of  the  term  of  the  patent  (pott  84),  that  Id  this  action  to  try  the  validity  of  Zinck'k  p^- 

tbe  plainiifT  succeeded  on  the  second  trial.    The  lent  for  "  a  method  of  making  verdigrisi"  it  ap- 

principles  laid  down  in  the  preceding  have  been  peared  that  the  method  described  in  the  soecifica- 

recognised  in  many  subsequent  cases.  tion  was  sufficient  to  make  the  verdigris;  but  that 
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Ziock  bid  been  accottomed  cUndesliDely  to  put 
mfimftrtit  ioto  the  boiler,  whereby  one  of  the  in- 
gredieots, copper,  was  diaaolved  more  rapidly;  but 
the  fcrdigris  so  produced  was  neither  better  nor 
cheaper  than  that  made  according  to  the  specifica- 
tioa. 

GiUtyCJ.:  It  it  iaid  that  the  method  described 
makes  Terdigrls,  and  that  the  specification  is, 
theielbre,  safficient.  The  law  b  not  so :  a  man 
who  applies  for  a  patent  and  possesses  a  mode  of 
carryiog  on  that  invention  in  the  most  beneficial 
manner,  most  disclose  the  means  of  producing  it 
in  equal  perfection,  and  with  as  little  expense  and 
labour,  as  it  costs  the  inventor  himself.  The  price 
that  he  pays  for  his  patent  is,  that  he  will  enable 
the  pnUie,  at  the  expiratbn  of  his  privilege,  to 
aake  it  in  the  same  way,  and  with  tne  same  ad- 
vaatages.  If  any  thing  that  gives  an  advantageous 
epentiott  to  the  thing  invented  be  concealed,  the 
i^ificaxion  is  void.  Now,  though  the  specifica- 
tisn  should  enable  a  person  to  make  verdigris  sub- 
ilaatiaUy  as  good  without  aqua  fortis  as  with  it, 
nil,  inasmuch  as  it  would  be  made  with  more  la- 
bour by  the  omisBion  of  aquafartU,  it  is  a  piejudi- 
dal  concealment,  and  a  breach  of  the  terms  which 
the  patentee  makes  with  the  public.  Holt  N.P.  60. 

Savory  V.  Price, 

The  plaintiff  had  a  patent  "for  a  method  of 
making  a  nentral  salt  or  powder  possessing  all  the 
propsitiei  of  the  medicinal  spring  at  Seidlitz,  under 
the  name  of  Seidtitz  Powder."  The  specification 
gives  three  disdnct  recipes  for  prejparing  the  ingre- 
dicaii^  and  then  directt  twoscruples  of  each  of  the 
three  inpadients,  resulting  from  those  recipes,  to 
he  dimoired  in  half  a  pint  of  water,  in  order  to 
prodoce  the  imiution  of  Seidlitz  water.  It  was 
proved  that  by  folbwing  the  directions  given  in  the 
specificatioo«  the  result  was  obtained,  and  that  it 
■as  new  and  useful.  It  appears  that  the  three 
recipes  were  only  common  processes  for  preparing 
thine  well-kmown  substances,  viz.  Rochelle  salts, 
caihooate  of  soda,  and  taruric  acid,  which  were 
sold  in  shops  before  the  date  of  the  patent ;  and 
those  three  substances  being  used  as  directed,  con- 
sritaied  the  patent  Seidlitz  powder;  the  specifica- 
tiea  did  not  give  any  name  to  the  ingredients  re* 
tailing  from  the  three  recipes ;  but  gave  those  re- 
cipes without  comnient,  as  if  they  were  part  of  the 
msdiod  of  makiog  the  Seidliu  powder. 

JMstr,  C.J.:  It  is  the  duty  of  a  patentee  to 
specify  the  plainest  and  most  easy  way  of  produc- 
ing tlut  for  which  the  patent  is  eranted,  and  to 
■ake  the  public  acquainted  with  the  mode  which 
he  lumeelf  adopdBL  By  rending  this  specification, 
«c  are  led  to  suppose  a  laborious  process  necessary 
ts  the  production  of  the  ingredients,  when  in  fact 
w«  mitht  go  to  any  chemist's  shop  and  bu)r  the 
same  ttngs  remdy-made.  The  public  are  misled 
by  this  necification,  which  tends  to  make  people 
that  an  elaborate  process  is  essential  to  the 
it  cannot  be  supported.— Plaintiff 
Rj.  &  M.  1. 

Crpmptan  v.  Ibbotum. 

The  plaintiff's  patent  was  for  "an  improved 
method  of  dying  and  finishing  paper,"  and  the  spe- 
cificatien  described  the  invention  to  consist  in  con- 
daeiiBi  paper  br  means  of  cloth  or  cloths  against 
a  hcaiM  cylinder,  and  contained  the  following 
•aids,  *'  which  cloth  may  be  made  of  any  suitable 
•aierial ;  hot  I  prefer  it  to  be  made  of  Unen  warp 


and  woollen  weft."    The  patentee  knowing  from 
repeated  trials  that  no  other  substance  would  do. 

Lord  Ttnttrden,  C  J. :  Other  persons,  misled  by 
the  terms  of  this  specification,  may  be  induced  to 
make  experiments  which  the  patentee  knows  must 
fail;  and  the  public,  therefore,  has  not  the  full  and 
certain  benefit  of  the  invention. — Rule  for  nonsuit 
absolute.    Dan.  &  L.  33. 

Sturtt  V.  De  la  Hue, 

Lord  Lyndhunt,  L.  C. :  It  is  a  principle  of 
patent  law,  that  there  must  be  the  utmost  good 
faith  in  the  speci6cation.  It  must  describe  the  in- 
vention in  such  a  way,  that  a  person  of  ordinary 
skill  in  the  trade  shall  be  able  to  carry  on  the 
process.  Here  the  specification  says,  that  there  is 
to  be  added  to  the  size  certain  proportions  of  "  the 
finest  and  purest  chemical  white  lead."  A  work- 
man woula  naturally  go  to  a  chemist's  shop,  and 
ask  for  "the  finest  and  purest  chemical  white 
lead ;"  the  answer  which  he  would  receive  would 
be,  that  there  was  no  substance  known  in  the  trade 
by  that  name.  He  would  be  compelled  to  ask  for 
the  purest  and  finest  white  lead;  and,  according 
to  the  evidence,  the  purest  and  finest  white  lead 
that  can  be  procured  in  London  will  not  answer 
the  purpose. 

It  is  said  that  there  is  a  substance  prepared  on 
the  continent,  which  is  white  lead,  or  some  prepa- 
ration of  white  lead ;  and  that,  by  using  it  in  the 
manner  described  in  the  specification,  5ie  desired 
effect  is  produced.  If  that  be  so,  the  patentee 
ought  to  have  directed  the  attention  of  the  public 
to  that  circumstance.  He  ought  to  have  said, 
*'  the  purest  white  lead  which  can  be  obtained  in 
the  shops  in  London  will  not  do ;  but  there  is  a 
purer  white  lead,  prepared  on  the  continent,  and 
imported  into  this  country,  which  alone  must  be 
used.'*  *'  The  purest  and  finest  chemical  white 
lead,"  must  mean  the  finest  and  purest  white  lead 
usually  gotten  in  the  general  market  for  that  com- 
modity, unless  the  public  be  put  on  their  guard  by 
a  statement,  that  what  would  be  called  very  fine 
and  pure  white  lead,  in  the  ordinary  sense  of  the 
trade,  will  not  answer,  but  that  the  white  lead  used 
must  be  of  a  superlatively  pure  and  fine  quality, 
prepared  in  a  particular  way,  and  to  be  gotten 
only  in  a  particular  place.  If  the  article  is  not 
made  in  ttiis  country,  but  may  be  imported,  it 
would  be  necessary  to  mention  that  circumstance. 
It  is  said  that  the  description  in  the  specification 
will  be  sufficient,  if  the  substance  is  known  in  the 
trade  by  the  name  of  "  the  purest  and  finest  white 
lead,"  or  "the  purest  and  finest  chemical  white 
lead."  But  it  does  not  appear  that  there  is  any 
substance  generally  known  in  the  trade  by  that  de- 
nomination. 

It  is  alleged  that  the  substance  can  be  purchased 
at  the  shops  in  London,  and  two  are  specified.  In 
p<nnt  of  fact,  it  has  been  purchased  only  at  one  of 
those  shops,  and  they  are  not  chemist's  shops,  but^ 
colour  shops. 

It  appears  to  me  that  this  specification  does  not 
give  that  den-ee  of  full  and  precise  information 
which  the  public  have  a  right  to  reauire.  In  this 
state  of  the  evidence,  therefore,  the  injunction 
cannot  be  sustained.    6  Russ.  327. 

The  patentee  must  not  only  give  the  best  infor- 
mation according  to  his  knowledge  at  the  time  of 
his  patent,  but  communicate  any  thing  which  he 
may  have  acquired  in  the  interim  allowed  for  Bpe« 
ctfying.  CrouUy  v.  Btverlty. 
See  further  NeiUon  v.  Harford, 
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32  G.  3,  c.  73. 

Jet,  An  Act  for  vesting  in  James  Turner j  his,  ^c.  the  sole  use  md 

A.  D.  1792.     property  of  a  certain  yellow  colour  of  his  invention. 

After  reciting  the  grant  of  the  letters  patent,  and  further  reci- 
ting, ^*  And  whereas  the  yellow  colour  used  in  this  country  for 
painting  coaches  and  various  other  thii^,  was  before  that  period 
imported  from  abroad;  but  the  yeUow  colour  invented  by  the  said 
James  Turner^  and  which  is  composed  of  British  materials  only, 
has  been  found  to  be  fiff  superior  to  the  foreign,  and  it  is  also 
less  expensive,  and  has  not  only  in  a  great  measure  superseded 
the  necessity  of  importing  that  article,  but  is  now  exported  in 
considerable  quantities  to  most  parts  of  Europe,  the  East  and 
West  Indies,  and  America^  by  which  it  has  become  an  object  of 
importance  to  the  trade  and  commerce  of  this  kingdom,  and  by 
the  great  consumption  of  common  salt  necessarily  used  in  pre- 
paring the  same,  ^e  said  invention  will  afford  an  increase  to  the 
public  revenue;  the  said  invention  has  also  rendered  unneces- 
sary the  use  of  those  noxious  colours,  king's  yellow  and  orpi- 
ment,  by  which  the  health  of  the  workmen  has  been  frequently 
much  injured.  And  whereas,  notwithstanding  the  benefit  this 
country  will  derive  from  the  said  invention,  the  said  James 
Turner  has  been  hitherto  deprived  of  the  benefit  he  expected  to 
have  received  from  his  said  invention,  by  the  artifices  of  certain 
chemists  and  colourmen,  who,  taking  advantage  of  his  specifica- 
tion for  preparing  the  said  yellow  colour,  which  he  had  caused 
to  be  enrolled  in  the  High  Court  of  Chancery,  agreeable  to  the 
conditions  of  the  said  letters  patent,  and  being  in  possession  of 
the  channels  of  the  trade,  have  secretly  invaded  his  patent,  and 
have  supplied  the  consumers  with  an  inferior  sort,  or  an  imita- 
tion of  the  said  yellow  colour,  without  the  consent  of  the  said 
James  Turner,  by  which  means  the  sale  of  the  yellow  colour  in- 
vented by  him  hath  been  almost  totally  taken  away  from  him, 
particularly  in  the  years  1787>  1788,  and  1789,  the  whole  of  his 
receipts  at  those  periods  not  amounting  to  the  unavoidable 
expenses  incurred  in  the  preparation  of  the  said  yellow  colour. 
And  the  said  James  Turner  having  instituted  various  actions 
and  suits  in  law  and  equity  against  several  of  the  persons  who 
invaded  his  patent,  one  of  such  actions  came  to  trial,  and  he 
obtained  two  verdicts  therein  (a  new  trial  having  been  granted), 
and  he  also  obtained  an  injunction  in  the  court  of  Exchequer  in 
consequence  thereof;  but  the  prosecuting  such  actions  and  suits 
was  attended  with  much  expense  and  loss  of  time  to  the  said 
James  Turner,  and  the  damages  awarded  upon  the  said  verdict 
were  only  nominal;  so  that  unless  the  term  granted  by  the  said 
letters  patent  be  prolonged,  and  the  property  in  the  said  inven- 
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tion  aecoied  to  him  for  an  additional  term^  he  cannot  receire  an 
adequate  recompense  for  his  labonr^  expense,  and  time,  in  bring- 
ing his  said  invention  to  perfection;'^  vests  the  sole  privilege  of 
makiiig  and  vending  the  said  invention  in  Turner,  his,  &c.,  for 
deven  years* 

The  other  nctiont  of  the  act  were  to  the  follow-  See  nmiUr  proTiioet  mat  34,  40,  53. 

ug  effect :  S.  2.  That  Turner  having  for  some  S.  4.  Objectioa  that  said  colour  was  not  a  new 

lime  pest  furnished  the  taid  colour  wholesale  at  invention  saved. 

ftft  gtiaeu  per  cwt^  to  the  end  that  the  public  This  proviso  is  the  same  as  in  the  acts  ante  53, 

nay  be  anared  of  the  advantage  of  the  invention  65 ;  but  in  the  act  (15  G.  3,  c.  61)  for  the  exten- 

at  the  nme  price,  should  not  take  any  greater  sion  of  Watt's  patent,  the  proviso  saves  any  objec- 

fricp.  tion  conpelent  against  the  patent,  except  as  to  the 

The  smalt  ^tents,  anU  12,  and  Hartley's  act«  extended  term;  so  that  an  objection  to  the  sulB- 

sale56,  cootam  similar  restrictions.  ciency  of  the  specification  would  have  been  com- 

S.3.  This  act  not  to  hinder  the  making  or  vsing  petent  in  Walrs  case,  notwithstanding  the  act. 

toy  cdoar,  &c.  not  at  present  of  the  invention  of  See  ante  8.   - 

Taner,  or  which  has  been  publicly   used   and  S.  5.  Privileges  not  to  be  vetted  in  more  than 

'  bdore  the  dale  of  the  patent  five.    S.  6.  A  public  act. 
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Letters  patent  to  Captain  Huddart,  25th  April,  33  O.  3,  a.d.  tuu. 
1793,  for  ^a  new  mode  of  making  great  cables  and  other  cordage, 
so  as  to  attain  a  greater  degree  of  strength  therein,  by  a  more 
equal  distribution  of  the  strain  upon  the  yams/' 

The  substance  of  this  invention  is  thejnaking  strands  in  Sptdficatwn. 
which  all  the  yams  shall  be  disposed  in  concentric  cylindrical 
hyers  about  a  centre  yarn.  The  yams  to  form  the  strand  are 
woond  on  separate  bobbins;  each  yam  is  then  passed  through 
holes  in  a  register  plate,  these  holes  being  on  the  circumferences 
of  concentric  circles  around  a  central  hole,  and  all  the  yams  are 
then  passed  through  a  cylindrical  tube.  The  strand  thus  formed 
is  drawn  forward  with  a  screwing  motion  through  the  tube,  the 
efiect  of  which  is  to  compress  the  strand  into  a  compact  form, 
in  which  each  yam  will  occupy  its  proper  place,  at  the  same  dis- 
tance from  the  centre  of  the  strand.  The  bobbins  being  at 
liberty,  each  allows  the  requisite  quantity  of  yam  to  be  im- 
wound  from  it,  according  to  the  place  the  particular  yam  occu- 
pies in  the  strand,  whether  at  the  outside  or  inner  part;  the 
centre  yam  being  the  shortest  and  the  exact  length  of  the  rope. 

HUDDABT  v.  GrIMSHAW. 

Mich.  Vac.  a.  d.  1803.     Cor.  Ld.  EUenborough,  C.  J. 

This  was  an  action  for  the  infringement  of  the  above  patent; 
the  drcumstanoes  of  this  case  are  stated  in  great  detail  in  the 
somming  up  of  the  leamed  judge  (a). 

(«)  For  speechea  of  conntel,  Erakine  for  the  plaintiff,  and  Gibbs  for  the  defendant,  sec 

Dav.  Pat.  Ca.  265. 
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Lord  Ellbnbobouoh,  C.  J.:  This  is  an  action  to  recover 
damages  for  the  violation  of  a  patent  entitling  the  plaintiff^  for  a 
limited  period  of  time^  to  the  monopoly  of  an  invention^  which 
he  states  to  be  new^  and  beneficial  to  the  public.   This  b  a  spe- 
Highly  impor-  des  of  property  highly  important,  as  it  respects  the  interests  of 
tion  shouM  ^be  ^®  individual,  and  with  him  also  the  interests  of  the  public;  on 
protected.        the  One  hand,  persons  who  are  really  the  means  of  promoting 
any  beneficial  object  should  be  protected  for  the  period  the  law 
allows,  and  that  they  should  have  the  benefit  of  the  article  so 
invented;  and,  on  the  other  hand,  in'  case  they  are  not  the  in- 
ventors, that  they  should  not  lock  up  from  the  public,  for  that 
limited  period  of  time,  that  invention,  which,  if  they  are  not  the 
inventors,  they  have  no  priority  to,  and  which  ought  to  be  open 
to  the  public.     In  inventions  of  this  sort,  and  every  other 
through  the  medium  of  mechanism,  there  are  some  materials 
which  are  common,  and  cannot  be  supposed  to  be  appropriated 
Invention  con-  in  the  terms  of  any  patent.    There  are  common  elementary  ma- 
adoption  of      terials  to  work  with  in  machinery,  but  it  is  the  adoption  of  those 
common  eie-  materials  to  the  execution  of  any  particular  purpose  that  consti- 
eiecution  o(  %  tutcs  the  invention  {b);  and  if  the  application  of  them  be  new,  if 
parUcaiar  pur-  the  combination  in  its  nature  be  essentially  new,  if  it  be  pro- 
ductive  of  a  new  end,  and  beneficial  to  the  public,  it  is  that  spe- 
cies of  invention  which,  protected  by  the  King's  patent,  ought  to 
continue  to  the  person  the  sole  right  of  vending;  but  if,  prior  to 
the  time  of  his  obtaining  a  patent,  any  part  of  that  which  is  of 
Publication  in  the  substancc  of  the  invention  has  been  communicated  to  the 
speci  ca-    pi;^|jiig  in  the  shape  of  a  specification  (c)  of  any  other  patent,  or 

(6)  The  attaining  a  particnlar  purpose  by  the  every  person  who  solicits  letters  patent  must  be 
application  of  known  thinss,  is,  in  the  opinion  of  presumed  to  have  consulted  these  documents,  and 
the  learned  iudge,  that  which  constitutes  an  in-  to  have  made  himself  acquainted  with  their  con- 
vention I  and  if  the  end,  effect,  or  result,  attained  tents.  This  may  be  a  good  legal  presumpuoo, 
thereby  be  new  and  useful,  the  invention  is  such  but  it  is  one  not  founded  on  fact,  and  daily  expe- 
as  wUl  entitle  the  inventor  to  the  sole  fight  of  rience  shows,  that  inventions  are  reproduced  by 
vending  it  for  a  limited  time.  In  the  present  in-  successive  inventors.  It  frequently  happens,  that 
stance,  a  principal  part  of  the  invention  was  the  an  invention  is  in  advance  of  the  age  m  which  it 
application  of  tne  tube  in  the  particular  manner  is  made,  and  consequently  does  not  then  come 
described  in  the  manufacture  of  ropes,  and  the  re-  into  general  use,  but  is  wholly  lost  sight  of.  Sub- 
suit  was  a  rope  of  greatly  improved  properties.  It  sequently,  a  fresh  demand  having  sprung  up,  or 
is  important  m  this  and  similar  cases,  tnat  the  end  some  trifling  and  adventitious  circumstance  hav- 
or  result,  and  the  means  by  which  such  end  or  re-  ing  occurr^,  the  same  thing  is  reinvented  by  an 
suit  is  attained,  should  be  carefully  distinguished  independent  inventor,  without  any  previous  know- 
from  each  other;  these  means  may,  to  all  appear-  ledge  of  what  had  been  done  before,  and  then 
ance,  be  trifline  and  insignificant,  such  as  it  would  becomes  an  important  addition  to  the  manufac- 
appear  might  have  suggested  themselves  to  any  tures  of  the  country.  Is  not  such  an  inveotioD 
person.  The  history  of  invention  presents  many  new  within  the  words  both  of  the  statute  and  of 
instances  of  very  important  results  produced  by  the  letters  patent  (ante,  44,  n. )  ? 
changes  apparently  ^ing  and  insignificant.  The  Such  subsequent  inventor  is  the  true  and 
steam  printmg  machine  was  on  the  point  of  being  first  inventor  for  all  practical  purposes.  It 
abandoned,  from  a  defect  which  was  entirely  ob-  would  appear  from  the  early  cases  {ante,  8),  that 
viated  by  setting  the  inkin|r  rollers  in  a  slightly  these  words  import,  that  the  invention  is  not  to  be 
oblique  position ;  the  immersinp;  cloth  in  hot  water,  obtained  from  another  person ;  and  on  the  same 
and  the  shearing  it  in  one  direction,  as  from  list  principle,  if  the  invention  be  taken  from  a  book  or 
to  list  instead  of  from  end  to  end,  increased  very  a  specification,  the  party  so  taking  it  would  not  be 
greatly  the  value  of  the  cloth  so  dealt  with.  See  the  true  and  first  inventor ;  and  if  the  invention 
pott,  notes  to  Hall's  patent  could  have  been  derived  from  such  a  source,  a 

(c)  The  principle  of  this  would  appear  to  be,  presumption  is  nJued  that  it  has  been  so  obtained, 

that  as  specifications  are  enrolled  for  tne  benefit  of  See  Law  and  Practice,  Statutes  5  &  6  W.  4,  c.83, 

the  public,  and  are  of  the  nature  of  public  records,  s,  2,  n.  n. 
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is  a  part  of  the  service  of  the  country  so  as  to  be  a  known  thing,  tion  of  a  prior, 
in  that  case  he  cannot  claim  the  benefit  of  his  patent;  and  in  J^J^S^nc^eonhe 
daiming  the  benefit  of  a  patent,  it  is  required  tliat  there  shall  inventioD,  will 
be  enrolled  a  specification,  which  shall  convey  to  the  public  a  ^'^'®- 
oorresponding  advantage  with  that  of  the  individual  whose  sole 
right  is  protected  for  that  time,  so  that  any  person  looking  at  a  Specification 
Bpedfication,  who  is  skilled  in  tlie  subject,  may  be  able  to  accom-  ""^j  fo/''*' 
[dish  the  end;  and  if  in  stating  the  means  necessary  to  the  pro-  sons  skilled  in 
dadion  of  that  end,  he  oversteps  the  right,  and  appropriates  *^^  •''Wect. 
more  than  is  his  own,  he  cannot  avail  himself  of  the  benefit  of 
it   I  don^t  mean  if  he  states  a  bobbin  which  was  in  common  use 
before,  but  if  he  states  any  particular  thing  before  in  common 
use,  applied  in  a  new  manner  to  the  production,  and  effecting  a 
new  end,  that  is  part  of  the  substance  of  the  invention.    And  if  The  insertion 
he  states  that  which  of  itself  is  not  new,  but  old  and  known  to  ^^attew^^ln"^ 
the  world,  though  it  was  unnecessary  for  him  to  do  so,  having  vitiate  a  »peci- 
done  so,  he  has  overstepped  his  right,  and  has  included  in  his  ^^^°* 
invention  that  which  is  not  his  invention;  in  that  respect  his 
patent  would  be  void.    It  is  for  you,  applying  these  observations 
to  the  present  patent,  of  Mr.  BeUbur  and  of  Mr.  Huddart,  to  say 
whether  this  is  a  new  invention,  whether  the  springs  are  sub- 
stantially a  part  of  the  invention,  and  if  they  be,  whether  they 
are  new.    It  is  likewise  to  be  considered  whether  the  tube  is  a 
new  invention:   and  the   next  consideration^  supposing  you 
should  be  of  opinion  that  it  is  a  new  invention,  and  old  means 
adapted  to  the  production  of  a  new  effect,  whether  the  defendant 
has  been  guilty  of  an  infraction  of  the  patent;  and  I  premise 
these  observations  for  your  better  \mderstanding  the  evidence. 

The  first  piece  of  evidence  is  a  letter,  dated  "  Patent  Ropery,  Evidenee  fir 
near  Sunderland,  21st  August,  1779.  Our  Mr.  Grimshaw  hasP*""^*^' 
just  got  home,  and  has  informed  us  of  your  friendship  to  him, 
ibr  which  please  to  accept  our  thanks.  He  also  informed  us, 
that  you  have  a  patent  for  improvements  in  rope*making,  and 
that  you  were  so  obliging  as  to  say,  that  we  might  use  your 
methods  (at  our  ropery  only)  without  premium,  provided  that 
the  gentlemen  concerned  with  you  had  no  objections.  As  we 
are  anxious  to  forward  any  improvements  in  the  manufacturing 
of  an  article  of  so  much  importance  to  this  maritime  country, 
we  take  the  liberty  of  requesting  you  will  please  to  inform  us, 
whether  we  may  consider  ourselves  at  liberty  to  proceed  in  the 
adoption  of  your  inventions.^'  Now,  to  be  sure,  no  argument 
arises  upon  the  £Btce  of  tliis  letter,  that  they  knew  and  admitted 
tiiat  the  invention  of  Mr.  Huddart  was  a  new  invention,  unless 
they  were  perfectly  cognizant  of  all  its  parts  at  that  time.  But 
that  does  not  appear  from  this  letter;  it  does  appear,  that  this 
man  had  visited  their  manufactory,  and  after  he  had  got  home, 
he  wbhed  to  have  the  liberty  of  using  their  invention;  that 
fiborty  is  refused  by  a  letter  of  the  29th:  ^^Gentiemen,  your 
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letter  of  the  21st  has  been  communicated  by  Captain  Huddart 
(who  is  now  on  a  survey)  to  the  other  gentlemen  in  the  concern. 
Apprehensive  a  grant  to  you  might  lead  to  an  invasion  of  our 
patent  from  other  quarters,  in  justice  to  ourselves,  after  the  con- 
siderable expense  that  has  been  incurred,  we  feel  ourselves  under 
the  necessity  of  refusing  your  request.^^  These  letters  are  in 
1799.  Now,  there  is  a  letter  since,  so  late  as  15th  July,  1800: 
^^Grendemen,  after  your  application  to  Captain  Huddart,  for 
liberty  to  use  his  patent  methods  of  maldng  ropes,  and  our 
refusal  to  permit  the  same,  it  has  greatly  surprised  us  to  receive 
information  (as  we  have  lately  done),  that  you  have  introduced 
those  methods  of  mAking  ropes  into  your  manufactory  without 
our  license,  and  even  against  our  consent ;  and  that  you  use  and 
vend  ropes  so  manufactured  in  considerable  quantities,  in  violar 
tion  of  the  exclusive  privileges  granted  by  the  said  patent,  and 
consequently  to  our  great  loss  and  injury.  We  should  be  sorry 
to  be  engaged  in  a  litigation  on  this  subject,  especially  with  your 
house.  It  would  give  us  great  pleasure,  if  you  could  satisfy  us 
that  we  were  misinformed:  but  fearing  that  is  not  the  case,  and 
being  resolved  to  protect  our  property  in  the  most  effectual  and 
decisive  manner,  and  to  suffer  no  encroachment  on,  or  violation 
of,  those  rights  which  we  constantly  respect  in  others,  we  think 
it  proper  to  give  you  notice,  that  unless  you  henceforth  desist 
from  the  use  of  Captain  Huddart's  patent  above  mentioned,  and 
make  us  proper  acknowledgments  for  what  is  past,  we  shall 
immediately  cause  the  necessary  proceedings  to  be  instituted 
against  you  for  our  protection  in  future;  and  to  obtain  a  com- 
pensation in  damages  for  the  injuries  we  have  already  sustained.^' 
This  is  a  letter  giving  them  notice,  that  necessary  measures  would 
be  taken  against  them,  to  obtain  a  compensation  in  damages. 
In  answer  to  this,  there  is  a  letter  of  the  23d  July,  in  the  same 
year:  "  Sir,  we  have  received  your  letter  of  the  15th  instant, 
and  as  we  believe  tiiat  we  have  not  introduced  into  our  mana- 
factory  any  methods  for  making  ropes,  in  which  you  are  entitied 
to  an  exclusive  privilege,  we  conclude  you  are  misinformed  on 
that  point;  but,  being  equally  with  yourselves  desirous  of  avoid- 
ing litigation,  if  you  will  inform  us  the  instances,  or  in  what 
parts  you  suppose  us  to  have  infringed  on  your  patent  rights,  we 
may,  perhaps,  be  able  to  convince  you,  that  there  is  no  founda- 
tion for  the  charge.  At  the  same  time,  to  show  you  how  little 
we  are  disposed  to  be  litigious,  we  have  for  some  time  past 
remarked,  that  there  are  parts  of  Captdn  Huddarfs  specification 
strictly  within  our  prior  patents,  which  we  have  refrained  from 
noticing,  because  we  would  avoid  contention  as  much  as  pos- 
sible.'^  Then  there  is  another  letter  of  the  14th  July,  1801 : 
'^  Gentlemen,  being  informed  that  you  carry  on  your  manufac- 
tory of  ropes  in  a  secret  manner,  and  as  you  refused  me  admis- 
sion when  I  called  upon  you  at  the  ropery,  and  having  seen 
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some  ropes   that  were   made  by  you,  I  am  conrinced,  by  the  ^.D.  1803. 
mspection  of  diose  ropes,  as  well  as  by  your  secret  manner  of 
conducting  your  business,  that  you  are  making  use  of  my  patent 
method  of  registering  the  strands  of  cordage,  as  described  in  the 
specification  of  my  patent  of  the  year  17^3,  and  am  therefore 
desirous   that   your  manufactory  should  be  inspected  on  my 
behalf  by  my  friend  Mn  John  Rennie,  engineer,  whom  1  intro- 
duce for  that  purpose.    Your  answer  and  conduct  on  this  occa- 
sion will  enable  me  to  determine  in  what  light  to  consider  you 
and  your  proceedings  in  this  matter;  and  unless  I  shall  hereafter 
be  better  satisfied  with  the  fairness  and  rectitude  of  your  trans- 
actions than  I  am  at  this  time,  I  shall  commence  and  carry  on 
against  you  such  proceedings  in  law  or  equity,  or  both,  as  coimsel 
shall  advise/'    That  letter  is  no  farther  material,  than  as  it 
contains  this  complaint  against  them,  and  desiring  to  see  their 
manufactory,  which  was  refused. 

The  first  witness  called  on  die  part  of  the  plaintiff  is  Mr. 
Stodday,  book-keeper  to  the  defendants,  who  has  been  in  that 
situation  better  tiian  six  years.  He  says,  ^'  From  1797  to  1800, 
he  was  acquainted  with  their  manner  of  making  ropes;  they  then 
nade  ropes  in  the  common  way,  in  an  open  rope-walk;  he  is 
not  acquainted  with  the  manner  in  which  they  now  make  their 
first  strand;  a  rope  is  composed  of  three  strands;  I  was  advised 
with  before  in  the  common  way;  although  I  live  with  them  as 
before,  I  do  not  know  in  what  mode  their  ropes  are  now  made ; 
I  am  not  acquainted  with  the  manner  of  making  Mr.  Huddart's 
xopea.^  Upon  cross-examination  he  says,  up  to  1600,  the 
defendants  made  their  strands  in  the  common  way,  in  a  rope- 
walk.  To  be  sure,  no  imputation  lies  upon  them  for  not  com- 
municating to  their  own  workmen  so  important  a  discovery,  as 
that  the  business  of  a  rope-walk  should  be  carried  on  in  so  small 
a  space  as  is  represented.  ^^  A  common  rope-walk,''  he  says, 
^  must  be  the  full  length  of  the  yam ;  they  make  it  now  in  an 
enclosed  place  not  the  twentieth  part  of  a  rope-walk."  Upon 
being  re-examined,  he  says,  he  saw  the  strands  after  they  were 
made,  and  in  opening  out  the  strands,  he  observed  a  difference 
between  the  ropes  made  by  them  and  the  common  ropes.  In 
those,  he  says,  made  by  his  masters,  the  yams  all  bear  an  equal 
proportion  of  strain,  which  is  not  the  case  with  common  ropes. 

Mr.  John  Ramie  is  then  called:  he  says,  he  is  an  engineer  Mr.  R«Ntiit't 
by  profession ;  that  he  is  acquainted  with  the  subject  of  rope-  «»'<'^«- 
making;  that,  by  the  old  mode,  the  yams  for  the  strands  are 
cat  of  the  same  length ;  they  are  stretched  on  the  ground,  pre- 
vious to  being  twisted.  When  the  twisting  took  place,  some  of 
the  yams  took  one  station  in  the  strand,  and  some  another ; 
diose  nearest  the  outside,  passing  over  a  large  space  in  the  ope- 
ration of  twisting,  were  necessarily  brought  to  a  considerable 
^i^pee  of  tension^  while  the  yams  towards  the  centre  of  the 
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strand  become  puckered  up#  The  e£Eect  was^  that  when  a  strain 
was  put  upon  the  rope^  the  external  yams  sustained  the  weight, 
and  those  towards  the  centre  sustained  no  part  of  the  weight; 
when  the  strain^  therefore,  was  put  upon  the  rope,  the  outside 
yams  having  been  brought  to  a  great  degree  of  tension^  naturally 
gave  way  first;  those  in  the  next  degree  of  tension  gave  way 
next,  and  so  on,  till  the  centre  yarns,  which  were  originally 
puckered,  came  to  bear  the  weight.  The  number  of  yarns  being 
diminished,  of  course  those  in  the  centre  were  unable  to  sustain 
the  weight.  He  says^  the  common  rope  gave  way  in  the  manner 
I  have  stated;  in  the  wearing  of  a  rope  the  outside  yarns  wear 
first,  then  the  second  set  of  yams^  and  so  on;  a  much  less  weight 
would  break  them  in  this  state  than  would  otherwise  break  them; 
and  this  continued,  that  is  the  unequal  strain  continued,  down  to 
Mr.  Huddart's  patent.  He  says^  ^'  I  have  examined  the  patent 
and  specification  with  attention;  it  appears  to  me  to  have  pro- 
vided a  perfect  remedy  for  this  defect  by  a  new  method.  The 
specification  and  drawing  annexed  to  it  will  enable  a  man  of 
science  to  understand  the  method,  and  how  it  should  be  car- 
ried into  effect."  He  says,  ^'  I  have  attended  to  the  manner  of 
constructing  strands  upon  Mr.  Huddart's  plan.'^  He  assumes 
that  the  yams  to  be  manufactured  have  been  usually  put  on 
bobbins ;  they  are  then  passed  singly  through  a  plate,  which  is 
called  a  register  plate,  composed  of  holes  formed  in  concentric 
circles;  they  are  then  passed  through  a  cylindrical  tube,  which 
may  be  either  solid  or  composed  of  two  semicircular  pieces;  die 
tube  is  the  most  essential  part  of  the  invention;  the  yarns  pass- 
ing through  the  register  plate  are  formed  into  one  strand  by  this 
tube;  being  disposed  in  concentric  circles,  they  take  the  same 
relative  position  in  the  tube  which  they  had  before  in  passing 
through  the  holes,  and  in  that  state  of  relative  position  the 
strand  is  composed  of  concentric  circles  or  shells  of  yarns^  the 
outside  shell  being  of  a  larger  diameter;  the  second  shell  or  layet 
being  of  less  diameter  than  the  outside  layer,  the  yams  are  so 
much  shorter;  each  layer  diminishes  gradually  till  tliey  come  to 
the  centre,  which  consists  of  a  single  yam  the  length  of  the 
strand.  I  have  examined  some  that  have  been  so  manufactured, 
and  the  strand  being  composed  of  compressible  materials^  if  it 
were  broke  in  the  state  in  wliich  it  came  from  the  registering 
machine,  the  centre  yarn  would  break  first,  that  next  to  the  cen- 
tre would  break  second^  and  the  outside  yarn  would  break  last; 
the  outside  shell  of  yams  surrounding  a  considerable  body  of 
hemp  when  it  is  brought  to  a  degree  of  tension,  the  outside  yams 
compress  the  body  of  them  within,  and  by  this  compression  the 
angle  is  diminished^  and  they  become  longer;  the  centre  yam 
being  at  its  full  length  snaps  first,  then  the  next,  and  so  on.  In 
order  to  prevent  this  diffi(nilty,  Mr.  Huddart  has  contrived  a  mode 
o(  what  he  calls  setting  up  or  hardening;  after  the  strand  comes 
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from  the  register  he  gives  it  an  additional  twist,  and  by  this  ^•J>- 1803. 
means  the  centre  yam  becomes  one-eighteenth  part  shorter,  the 
outer  yarns  finom  the  centre  are  set  up  proportionably  to  the 
centre,  and  by  that  means  compressing  the  whole  mass,  each  yarn 
is  brought  to  a  greater  degree  of  tension  than  when  it  came  from 
the  registering  machine,  so  that  a  weight  being  put  upon  the 
strand  before  it  breaks,  it  lengthens  as  much  as  it  had  contracted 
before,  and  when  it  breaks  the  whole  snaps  together."     He  says 
the  patent  rope,  upon  an  experiment  he  tried,  bore  a  weight  of 
17  tons,  5  cwt.  and  1  qr.,  and  that  a  rope  made  in  the  common 
way,  of  the  same  materials,  bore  only  9  tons,  13  cwt.  1  qr.  and 
4  lb;  and  he  says  the  patent  rope  broke  all  at  once,  and  the  old- 
fashioned  rope  snapped  on  the  outside  first,  then  the  next  yam, 
and  so  on  to  the  centre.     He  says  this  is  a  most  important  im- 
prorement.     He  says  he  should  have  no  difficulty  in  construct- 
ing the  necessary  machinery  for  making  a  rope  upon  Mr.  Hud- 
dart's  plan,  by  looking  at  the  patent  and  the  specification.    That 
is  material  to  show  that  the  specification  is  sufficiently  explicit 
to  enable  a  person  of  skill  in  the  subject,  upon  reading  it,  to 
accomplish  the  purpose  it  professes  to  execute.     Some  rope  of 
the  defendant's  manufacture  being  put  into  his  hands,  he  says, 
if  this  is  made  upon  Mr.  Huddart's  construction,  the  yam  that 
is  on  the  outside  at  first  will  be  the  outside  throughout   the 
whole  length  of  the  strand,  and  will  be  the  longest  yam;  the  se- 
cond shell  will  be  the  next  longest,  and  so  on  to  the  centre, 
which  will  be  the  shortest.      He  says,  I  know  of  no  other  mode 
but  Mr.  Huddart's  for  producing  this  effect,  and  in  proportion 
as  that  is  deviated  from,  the  strands  will  be  worse;  this  exhibits 
to  the  eye  that  regular  gradation  of  length  in  the  different  shells 
which  he  should  expect  to  find  in  Mr.  Huddart's  invention. 
The  external  yam  is  two  inches  longer  than  the  piece  of  strand; 
the  second  is  somewhat  shorter  than  the  first,  and  taking  a  yam 
oat  of  the  third,  he  says  that  is  half  an  inch  shorter  than  the 
second;  and  taking  a  yam  out  of  the  centre,  he  says  it  is  a  little 
fenger  than  the  strand,  owing  to  the  setting  up;  and  the  result 
he  draws  is,  that  he  believes  this  to  be  made  upon  Mr.  Hud- 
dart  s  method.     And  I  should  state  that  this  is  certainly  what  is  The  similarity  of 
caBcd  primd  facie  evidence  of  its  having  been  made  by  that[*r^^*"^'^^^*» 
mediod,  when  one  sees  it  agree  in  all  its  qualities;  when  it  is  sumptive  evi- 
produced  with  a  rope  actually  made  upon  Mr.  Huddart's  plan,  ^^^  madVTn 
it  is  primd  fade  evidence  till  the  contrary  is  shown  that  it  was  the  same  way. 
made  upon  his  method,  and,  therefore,  as  against  him  it  should 
seem,  supposing  this  patent  in  full  force  and  a  valid  one,  it  is 
leaaonable  feir  evidence,  in  the  absence  of  contrary  evidence,  to 
presume  that  it  was  made  in  that  way.    There  is  certainly  great 
weight  in  the  observation  of  the  counsel,  ^^  am  I  to  come  forward 
and  divulge  my  mode  of  making  rope,  from  which  I  reap  a  great 
adrantage?''  Whether  it  was  necessary  to  have  gone  that  length 
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in  proof,  does  not  appear;  persons  might  have  been  called  upon 
who  might  not  be  privy  to  the  making  of  the  strands  in  the 
small  room;  however,  whether  it  puts  him  to  inconvenience  or 
not,  the  question  is,  whether  it  is  primd  fade,  probable,  pre- 
sjimptive  evidence,  in  the  absence  of  evidence  on  the  other  side, 
and  it  is  a  competent  ground  for  you,  if  you  think  the  facts  bear 
you  out,  to  form  that  conclusion  jxpon  (dj. 

Then  a  letter  is  read,  threatening  to  bring  an  action,  and  in- 
sisting upon  seeing  the  manner  in  which  the  manufacture  was 
carried  on.  The  answer  to  that  letter  is  received  verbally.  Mr. 
Rennie  put  it  down  in  writing:  he  says, "  after  delivering  the  let- 
ter to  Mr.  Grimshaw,  I  asked  him  to  show  me  those  parts  that 
he  did  not  generally  show.  He  refused,  because  he  did  not  show 
them  to  others,  and  because  there  were  several  partners  to  be 
consulted.'^  He  says,  ^^  I  am  certain,  according  to  my  judgment, 
that  the  specimen  of  the  rope  sold  to  Mr.  Walker  is  made  upon 
Mr.  Huddart's  principle.  I  know  of  no  other  mode  but  that 
mentioned  in  his  specification  in  which  it  can  be  done  in  the 
perfect  manner  that  this  is  done;  there  might  be  another  mode 
without  the  perforated  plate,  by  which  it  might  by  chance  be 
done;  but  with  it,  it  will  be  done  with  certainty." 

Upon  his  cross-examination,  he  says  it  would  be  a  lucky  hit 

if  such  a  rope  was  made  without  the  perforated  plate;  it  could 

not  be  done  otherwise  than  by  chance.     He  says  he  thinks  this 

has  been  set  up,  or  hardened  up,  according  to  Mr.  Huddart's 

method,  described  in  the  specification.    He  says  he  has  not  seen 

a  model  of  the  machine  of  1 793  that  he  recollects ;  and  no  model 

has  been  shown  us  of  the  patent  obtained  in  that  year.    The 

object  of  the  patent  is  a  more  equal  distribution  of  the  strain 

upon  the  yams;. each  yarn  is  wound  round  a  separate  bobbin. 

Now  the  object  of  this  patent,  and  to  be  sure  the  objects  of  the 

two  patents  are  substantially  the  same,  both  of  Mr.  Belfour  and 

Mr.  Huddart;  but  it  does  not  follow,  that  because  the  ends  are 

There  may  be    materially  the  same,  it  is  thereon  open  to  the  public.    It  has 

for  the  sMaeob-  ^^PP®'*®^  to  me  in  the  same  morning  to  give,  as  far  as  I  was 

ject,  the  means  concerned,  my  consent  to  the  granting  of  three  different  patents 

beiog  different,  f^^  ^^  ssme  thing;  but  the  modes  of  attaining  it  were  alldifier- 

ent,  and  I  thought  I  was  entitled  to  receive  them.     He  says  the 

object  of  the  patent  was  a  more  equal  distribution  of  the  strain 

upon  the  yams;  the  bobbins  are  ranged  in  a  frame  at  one  end  of 

the  rope  yard,  and  at  the  other  end  is  the  winch  that  turns  the 


(d)  It  not  anfreqaeatW  happens  that  this  is  the  ing  an  infringement ;  but  a  party  is  not  to  be  corn- 
only  kind  of  evidence  of  infringement  which  can  pelled  to  disclose  any  secret  which  he  may  p<»* 
be  adduced;  a  court  of  equity  will  sometimes  sesn. 

order  an  inspection  of  the  premises  and  method  of  In  the  subsequent  case  of  Hall  v.  Jarvis  snd 
manufacture,  for  the  purfXMe  of  ascertaining  the  Francis  Boot,  the  plaintiff  had  a  verdict  on  pre- 
processes  actually  ponued.     But  this  will  not  be  sumpttve  evidence  of  a  different  kind.    PMt. 
grautcd,  unless  good  cause  be  shown  for  suspect-  • 
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bobbins;  the  rope-walk  is  longer  than  the  strand.  The  desider-  A.D.  1803. 
atuin  in  rope-making  was  to  keep  the  yarns  separate^  and  in  a 
certain  state  of  tension  before  they  were  taken  up  into  the  rope; 
the  twist  in  the  rope-walk  commences  at  the  winch;  if  the  yams 
were  all  kept  in  a  state  of  tension^  none  of  the  bobbins  would 
render  more  than  is  wanted  at  the  twist;  at  the  superfices  more 
of  the  yam  will  be  rendered  than  at  the  inner  part. 

Mr.  Rennie  dissects  a  piece  of  rope  made  on  Mr.  Belfour's 
method;  he  takes  an  outside  strand,  and  opens  it;  the  yam  is 
sometimes  inside  and  sometimes  outside;  he  says  that  never 
would  happen  by  Mr.  Huddart's  mode.  He  says^  ^^  I  consider  the 
bobbin  as  a  matter  of  course;  it  is  of  universal  use  in  all  manu- 
factures that  consist  of  threads;  the  mere  bobbin  is  like  lead  or 
iroD^but  the  application  of  the  bobbin  with  a  spring  to  it  appears  The  application 
to  me  to  be  a  material  part  of  an  invention  for  making  ropes.'^  Jhih  a^Ui^'to 
He  then  dissects  a  strand  of  Mr.  Huddart's;  the  outside  yarn  the  making  of 
keeps  its  place  throughout,  and  is  longer  by  six  inches  than  the  JSi^n^iSon " 
strand;  the  second  shell  is  not  so  long  as  the  other  by  about  an 
inch  and  a  half,  and  so  on  to  the  centre  yam,  which  is  the  same 
length  with  the  strand. 

The  evidence  that  has  been  adduced  as  to  the  value  and  utility 
of  Captain  Huddart's  mode  of  making  ropes,  leaves  no  doubt 
that,  by  whomsoever  it  was  effected,  this  improvement  is  a  most 
important  one  in  the  manufacture  of  cordage;  but  it  is  material 
for  your  consideration,  whether  it  be  a  new  invention,  and  if  it 
be  a  new  invention^  whether  this  person,  in  taking  his  patent, 
has  embraced  within  it,  as  essential  parts,  any  thing  which  was 
a  part  of  a  prior  invention  communicated  to  the  public  before, 
and  to  which^  therefore,  he  had  no  right  to  any  benefit. 

On  the  part  of  the  defendant,  no  witnesses  are  called,  but  it  is  l^'findanfs 
said  that  this  is  not  an  original  invention,  and  if  it  is,  there  is  no 
proof  that  we  have  violated  it.  It  is  no  matter  that  the  two  pa- 
tents profess  the  same  object;  the  end  proposed  in  Mr.  Belfour's 
invention  is  to  improve  the  manufacture  of  ropes  and  cordage, 
by  making  every  yam  employed  in  the  composition  there(tf  bear 
its  proper  and  equal  proportion  of  the  stress.  The  description 
of  the  invention  of  Mr.Huddart  is  a  new  mode  or  art  of  making 
great  cables  and  other  cordage,  so  as  to  attain  a  greater  degree  of 
strength  therein^  by  a  more  equal  distribution  of  the  strain  upon 
die  yams;  the  one  is  a  more  equal  proportion  of  the  stress,  the 
other  a  more  eqiial  distribution  of  the  strain. 

As  to  the  bobbins,  they  are  not  worth  mentioning;  the  springs 
and  the  tube  are  the  things  in  which  it  should  seem  the  princi- 
pal originality  of  the  invention  consists.     It  is  contended  that 
the  springs  are  not  an  essential  part  of  the  invention:  if  they  are  The  insertioD  of 
enrolled  as  an  essential  part,  whether  they  are  so  or  not,  it  would  ^naatl^  which' 
eertainly  go  to  his  patent,  because  no  deceptive  things  are  to  be  u  not  so  in  fact, 
held  out  to  the  public;  those  that  are  material  are  to  be  held  out  ][J^ci6cation. 
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as  material}  according  to  the  evidemse  of  Mr,  Rennie^  they  are 
material.  He  considers  that  they  are  material  to  regulate  the 
tension.  Mr.  Huddart  points  out  that  his  mode  would  be  de- 
fective without  springs.  I  will  read  to  you  first  Mr.  Belfour's, 
and  then  Mr.  Huddart's.  Mr.  Belfour  states  how  the  end  is  pro- 
posed to  be  answered:  he  says,  *^  I  have  introduced  four  springs 
into  each  reel,  which  springs  are  marked  L,  and  should  be  made 
of  iron  or  steel,  about  two  inches  and  a  half  in  length,  one-fourth 
of  an  inch  in  breadth,  and  one-eighth  of  an  inch  thick  in  the 
middle,  and  smaller  towards  each  end;  two  of  these  springs  are 
fixed  into  each  end  of  the  barrel  of  the  said  reel  in  the  inside; 
one  end  of  each  spring  is  fixed  fast  to  the  barrel  of  the  reel,  the 
other  end  is  moveable,  and  is  governed  by  a  screw  marked  M, 
which,  by  being  turned  towards  the  right,  closes  the  two  ends^ 
and  thereby  fixes  the  reel  faster  to  the  spindle;  or  being  turned 
the  other  way,  opens  the  two  ends,  thereby  allowing  the  reel  to 
move  more  freely.'*  According  to  the  greater  freedom  of  the  mo- 
tion of  the  wheel,  or  the  retardation  of  the  wheel,  the  greater  or 
less  tension  is  produced.  Now  Mr.  Huddart's  specification  is 
this:  '^at  K  a  spring  is  fixed  to  the  wooden  arm,  by  means  of  a 
screw  and  nails,  or  otherwise;  the  screw  works  in  the  square 
part  of  the  spindle,  by  means  of  which  the  spring  may  be  made 
stronger  or  weaker,  as  requisite;  the  other  end  of  which  rests 
upon  the  globular  part  of  the  head  of  the  bobbin,  formed  for 
that  purpose  to  regulate  the  tension  of  the  yam  in  drawing  it 
from  the  bobbin,  whilst  the  spindle  is  turning  in  registering  the 
strand.'^  Here  for  a  moment  let  us  take  our  stand:  the  same  end 
appears  to  be  produced,  according  to  my  understanding,  by  the 
one  and  the  other,  to  regulate  the  tension;  now  if  it  is  a  spring 
to  regulate  the  tension  of  the  yam,  which  is  essential  to  be  regu- 
lated, it  does  seem  to  me,  but  it  is  for  your  judgment  to  say, 
whether,  it  is  a  material  part  of  the  invention:  if  it  be  a  material 
part  of  the  invention,  and  relied  upon  as  such,  as  it  should  seem 
it  is  by  both,  and  if  it  is  the  same,  then  that  which  has  been 
communicated  by  Mr.  Belfour,  Mr.  Huddart  cannot  take  the 
benefit  of. 

Then  there  is  another  matter,  with  respect  to  the  tube.  Mr. 
Belfour  says  various  other  methods  may  be  substituted  for  the 
purpose  of  preventing  the  strand  from  twisting  until  it  has  re- 
ceived that  position  the  woricman  wishes,  such  as  pieces  of  wood 
with  holes  bored  in  them;  small  machines,  divided  in  a  similar 
manner,  or  something  like  to  the  separating  machine  before  de- 
scribed; or  by  the  external  application  of  a  ring  or  other  circular 
instrument;  or  any  other  shape  so  as  to  press  upon  the  strand, 
and  prevent  its  receiving  an  improper  twist,  to  serve  the  pur- 
pose or  intention  of  the  top  minor;  for  unless  the  strand  is 
regulated  in  the  twist,  and  kept  exactly  in  the  position  in  which 
it  is  to  remain,  the  good  effects  proposed  by  this  invention  will 


HUDOART   V.  GRIMBHAW.  95 

be  in  a  great  degree  defeated;  therefore^  it  is  not  of  any  conse-  A.D.  1803. 
qaence  in  what  manner  it  is  so  regulated,  so  long  as  that  point 
is  accomplished.     Now  what  Mr,  Huddart  says  upon  it^  is  this: 
^This  disposition  of  the  yams  is  necessary  previous  to  their  pass- 
ing through  the  cylindrical  tuhe  of  metal  in  which  the  strand  is 
compressed  and  formed.'^     He  says  the  tube  compressing  the 
yarnsj  and  confining  the  outer  shell  to  its  proper  figure,  which 
outer  shell  compresses  the  next,  and  so  on  to  the  centre,  there 
cannot  be  any  crossing  of  yams,  or  change  in  situation;  but  the 
whde  strand  formed  close  and  compact,  and  no  more  yarn  re- 
quired from  the  bobbins  than  is  necessary,  according  to  the  situa- 
tions of  the  shells,  or  their  distance  from  the  centre.     Now  the 
tobe  does  seem  to  me,  with  submission  to  you,  an  important  The  substitution 
difference  from  the  mere  circle  through  which  it  passes,  because  ^!^  ^^  Jj*^' * 
it  keeps  it  in  a  degree  of  confinement  for  a  greater  time,  and  most  material 
more  certainly  obtains  the  end  pointed  out  in  Mr.Belfour's  spe-  andTpaTenVVor 
dfication;  the  same  end  is  to  be  obtained;  and  had  the  patent  surh  substitu- 
been  taken  for  that  to  be  done  by  a  tube,  which  was  before  done ''°°  ^^' 
by  a  ring  or  circle,  I  should  have  thought  the  patent  good,  for 
that  is  a  distinct  substantive  invention.     It  will  be  for  you  to 
ooD^der,  whether  that  which  is  pointed  out  in  Mr.  Belfour's 
spedficstion  will  be  broken  in  upon  by  a  tube,  which  keeps  it  in 
a  state  of  confinement  for  a  longer  time,  and  attains  the  end 
with  more  certainty.     It  is  for  you  to  say,  for  that  is  the  sub- 
stance of  the  case,  as  to  the  invasion  of  the  patent,  whether  any 
essential  part  of  it  was  disclosed  to  the  public  before.     If  you 
think  the  same  effect  in  substance  is  produced,  and  that  the 
^rings  in  Mr.  Belfour's,  by  producing  tension,  obtain  a  mate- 
rial end  in  the  making  of  ropes  in  the  way  proposed,  and  that  it 
IS  in  substance  the  same  as  in  the  other,  this  patent  certainly 
must,  upon  principles  of  law,  fall  to  the  grounds     If  you  think 
it  is  not  the  same,  or  if  you  think  it  is  not  material,  though  we 
have  had  the  evidence  of  Mr.Rennie  upon  its  materiality — if  you 
think  this  patent  has  been  obtained  for  a  new  invention,  carried 
into  effect  by  methods  new,  and  not  too  large  beyond  the  actual 
invention  of  the  party,  in  that  case  the  patent  may  be  sustuned; 
but  if  you  think  otherwise,  in  point  of  law  or  expediency,  the 
patent  cannot  be  sustained. 

Verdict  for  the  plaintiff.   Damages,  one  shilling. 


FORSYTH'S  PATENT. 

Letters  patent,  11th  April,  a.d.  1807.,  to  A.  J.  Forsyth,  ^^for  a  TitU. 
method  of  discharging  or  giving  fire  to  artillery,  and  all  other 
fire-arms,  mines,  chambers,  cavities,  and  places  in  which  gun- 
powder, or  other  combustible  matter  is,  or  may  be  put,  for  the 
purpose  of  explosion." 
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Speeifieatum.  I,  the  Said  A.  J,  Forsyth,  do  hereby  declare  that  the  nature  of 
my  said  invention  of  an  advantageous  method  of  discharging,  or 
giving  fire  to  artillery  and  all  other  fire-arms^  mines,  chambers, 
cavities,  and  places  in  which  gunpowder,  or  other  combustible 
matter  is,  or  may  be  put  for  the  purpose  of  explosion,  is  ex- 
pressed in  the  foregoing  general  description  thereof;  and  the 
manner  in  which  tiie  same  is  to  be  performed  is  as  follows, 
that  is  to  say ;  First,  as  to  the  chemical  plan  and  principles 
thereof.  Instead  of  permitting  the  touch-hole  or  vent  of  the 
pieces  of  artillery,  fire-arms,  mines,  chambers,  cavities,  or  places, 
to  communicate  with  the  open  air ;  and  instead  of  giving  fire  to 
the  charge  by  a  lighted  match,  or  by  flint  and  steel,  or  by  any 
other  matter  in  a  state  of  actual  combustion,  applied  to  a 
priming  in  an  open  pan,  I  do  close  the  touch-hole  or  vent,  by 
means  of  a  plug  or  sliding  piece,  or  other  fit  piece  of  metal,  or 
suitable  material,  or  materials,  so  as  to  exclude  the  open  air, 
and  to  prevent  any  sensible  escape  of  the  blast,  or  explosive  gas 
or  vapour  outwards,  or  from  the  priming  or  charge,  and  as 
much  as  possible  to  force  the  said  priming  to  go  in  the  direc- 
tion of  the  charge,  and  to  set  fire  to  the  same,  and  not  to  be 
wasted  in  the  open  air.  And  as  a  priming,  I  do  make  use  of 
some  or  one  of  those  chemical  compounds  which  are  so  easily 
inflammable  as  to  be  capable  of  taking  fire  and  exploding 
without  any  actual  fire  being  applied  thereto,  and  merely  by  a 
blow,  or  by  any  sudden  or  strong  pressure,  or  friction,  given  or 
applied  thereto,  without  extraordinary  violence;  that  is  to  say,  I 
do  make  use  of  some  or  one  of  the  compounds  of  combustible 
matter,  such  as  sulphur,  or  sulphur  and  charcoal,  ^ith  an  oxy- 
muriatic  salt ;  for  example,  the  salt  formed  of  dephlogisticated 
marine  acid  and  potash  (or  potasse),  which  salt  is  otherwise 
called  oxymuriate  of  potash ;  or  I  do  make  use  of  such  of  the 
fulminating  metallic  compounds  as  may  be  used  with  safety;  for 
example,  fulminating  mercury;  or  of  common  gunpowder,  mixed 
in  due  quantity  with  any  of  the  before-mentioned  substances,  or 
with  an  oxymuriatic  salt,  as  aforesaid,  or  of  suitable  mixtures  of 
any  of  the  before-mentioned  compounds ;  and  these  compounds, 
or  mixtures  of  compounds,  I  find  to  be  much  better  for  priming 
than  gunpowder  used  alone,  which  cannot  be  made  to  explode 
without  some  sparks  or  actual  fire  applied  thereto,  or  else  with- 
out such  a  degree  of  extraordinary  and  violent  percussion,  as 
cannot  conveniently  be  made  use  of  in  gunnery,  or  with  any  of 
the  fire-arms  or  artillery  that  are  in  most  general  use.     But  it  is 

Claim.  to  be  observed  that  I  do  not  lay  claim  to  the  invention  of  any 

of  the  said  compounds,  or  matters  to  be  used  for  priming;  my 
invention  in  regard  thereto  being  confined  to  the  use  and  appli- 
cation thereof  to  the  purposes  of  artillery  and  fire-arms,  as 
aforesaid.  And  the  manner  of  priming  and  exploding  which  I 
use  is,  to  introduce  into  the  touch-hole,  or  vent,  or  into  a  small 
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and  strong  chamber,  or  place  between  the  said  touch-hole  and  A.D.  1807. 
Tent,  and  the  plug  or  sliding  piece,  or  other  piece  by  which  the 
communication  with  the  external  air  is  cut  off,  a  small  portion  of 
some  or  one  of  the  chemical  compounds  herein  before  men- 
tioned (for  example,  as  for  priming  to  a  musket  about  the 
eighth  part  of  a  grain) ;  and  when  the  required  discbarge  is  to  be 
made^  I  do  cause  the  said  chemical  compound  or  priming  to  take 
fire  and  explode,  by  giving  a  stroke,  or  sudden  and  strong  pres* 
sore  to  the  same,  communicated  by  and  through  the  said  plug 
or  sliding  piece,  or  other  piece  before  mentioned  or  described,  in 
consequence  of  which  the  fire  of  the  priming  is  immediately 
communicated  to  the  contents  or  charge  placed  within  the  said 
piece  of  artillery,  fire-arm,  mine,  chamber,  cavity  or  place,  and 
the  discharge  accordingly  follows^ 

And,  secondly,  I  do  hereby  further  declare,  for  the  better  Meckanicmi 
illustration  of  my  said  invention,  and  as  auxiliary  to  the  use  *'*^^' 
tiiereof  in  relation  to  the  mechanical  parts  thereof,  that  I  have 
hereunto  annexed  drawings  or  sketches  exhibiting  several  con*- 
structions which  maybe  made  and  adopted,  in  conformity  to  the 
foregoing  plan  and  principles,  out  of  an  endless  variety  which 
the  subject  admits  of. 


In  witness,  &c. 


Tb«  iorentioa  claimed  by  this  specification  is, 
tbe  appKcatkni  of  thete  chemical  compounds  to  be 
Wted  bj  percQSsioD  to  the  purposes  expressed  by 
Ube  thie  of  the  patent  The  suojecUmatter  of  this 
and  Hartley's  patent  (ants  54)  may  be  classed  to. 
fetber,  each  being  for  the  application  of  a  known 
thing  to  produce  a  particular  effect.  The  pre- 
ceding specification  appears  to  be  framed  in  strict 
Moofdanoe  with  the  terms  of  the  proTiso  of  the 
letters  patent ;  that  proYiso  requiring  the  grantee 
particalarly  to  describe  and  ascertain  the  nature  of 
flis  Slid  inventien,  and  in  what  manner  the  same 
ntobeierformed.  LawandPraetice^Fr.V.Xlll. 
B-f*  The  portioD  of  the  specification  printed 
ibofc  is  in  accordance  with  the  former  part  of  the 
proviso,  wh3e  the  annexed  drawings  are  in  com- 
pfiaaee  with  the  latter  part  of  the  proviso.  The 
paimee  having  succeeded  in  an  action  for  the  in- 
bm^auokt  of  this  patent  (Forvyt^  v.  Riviere,  infra), 
tjpmic  a  party  using  a  lock  of  a  different  construc- 
te  to  any  shown  in  the  annexed  drawing,  the 
light  of  the  patentee  to  the  exclusive  use  and  appli- 
OMiM  af  the  detonating  mixture  as  priming  was 


established,  whatever  the  construction  of  the  lock 
by  which  it  was  discharged.  This  is  founded  on 
the  following  important  principle,  which  has  been 
recognised  in  several  subsequent  cases,  that  a  per- 
son who  discovers  a  principle,  and  also  some  mode 
of  canning  that  principle  out  in  practice,  so  as 
to  produce  or  attain  a  useful  effect  or  result,  is 
entitled  to  protection  against  all  other  modes  of 
carrying  the  same  principle  into  practice  for  ob- 
tainmg  the  same  effect  or  result.  See  post,  Crotsley 
V.  Beverley,  per  Alderson,  B.  inJupe  v.  Pratt,  and 
NeiUon  v.  Harford. 

Fertyth  v.  Riviert, 
In  this  action  for  the  infringement  of  the  above 

E stent,  tried  before  Abbott,  C.  J.  &C.,  the  plaintiff 
ad  a  verdict.  On  the  question  of  priority  of  in- 
vention, Abbott,  C.  J.  held,  that  if  several  persons 
simultaneously  discover  the  same  thing,  the  party 
first  communicating  it  to  the  public  under  the  pro- 
tection of  letters  patent  becomes  the  legal  inventor, 
and  is  entitled  to  the  benefit  of  it.  See  ChUty*s 
Prerpg.  Croicn,  182. 


HALL'S  PATENT. 

Letters  patent,  3d  Nov.  58  G.  3,  a.d.  1817,  to  J.  S,  Hall,  ofTitU, 
Btsford,  &c.,  for  a  *^  method  of  improving  every  kind  of  lace  or 
net,  or  any  description  of  manufactured  goods  whose  fabric  is 
composed  of  holes  or  interstices  made  from  thread  or  yarn,  as 
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usually  manufactured^  of  every  description,  whether  fabricated 
from  flax,  cotton,  wool,  silk,  or  any  other  vegetable,  animal,  or 
other  substance  whatsoever." 
Specification.  The  object  of  my  invention  is  to  remove  from  every  kind  of 
lace  or  net,  or  other  goods  of  the  description  above  mentioned, 
all  superfluous  and  loose  fibres,  or  ends  of  fibres,  which  are  not 
so  bound  and  twisted  into  the  thread  or  yam  of  which  the  lace 
or  net  or  such  other  goods  is  composed,  as  to  form  a  part  of  the 
solid  body  thereof.  These  superfluous  fibres  do  not  contribute  to 
the  strength  of  the  thread  or  of  the  lace  or  net  or  such  other 
goods  as  aforesaid,  but  form  a  kind  of  fur  or  wool  around  the 
threads,  which  makes  them  appear  thicker  than  they  really  are, 
and  also  fills  up  the  meshes,  holes,  or  interstices,  of  the  lace  or 
net»  or  such  odier  goods  as  aforesaid,  and  makes  them  appear 
indistinct  and  woolly.  My  method  of  improving  lace  or  net,  or 
such  other  goods  as  aforesaid,  is  by  passing  them  through,  or  at 
a  very  small  distance  over,  a  body  of  flame  or  fire,  produced  by 
the  combustion  of  inflammable  gas,  while  the  said  flame,  or  the 
intense  heat  thereof,  is  urged  upwards,  so  as  to  pass  through  the 
holes  or  meshes  of  the  lace  or  net,  or  such  other  goods  as  afore- 
said, by  means  of  a  current  of  air  which  is  produced  by  a  chim- 
ney fixed  over  a  flame  immediately  above  the  lace  or  net,  or  such 
other  goods  as  aforesaid.  The  action  of  the  flame  is  to  burn, 
singe  and  destroy  as  much  of  the  said  superfluous  fibres  or  fur 
as  may  be  removed  without  injury  to  the  lace  or  net,  or  such 
other  goods  as  aforesaid. 

A  long  piece  of  lace  or  net,  or  such  other  goods  as  aforesaid, 
or  several  pieces  united  together  so  as  to  form  a  hrge  sheet,  is 
made  to  pass  between  two  rollers  mounted  one  over  the  other, 
like  the  rollers  of  a  flatting  mill,  and  the  lace  or  net,  or  such  other 
goods  as  aforesaid,  are  further  to  be  extended  over  other  rollers 
so  as  to  spread  part  of  the  lace  or  net,  or  such  other  goods  as 
aforesaid,  in  a  horizontal  position;  beneath  this  part  the  flame 
is  applied,  and  the  rollers  being  turned  round  will  cause  the  lace 
or  net,  or  such  other  goods  as  aforesaid,  to  pass  through  or  at  a 
very  small  distance  above  the  flame,  so  that  every  part  of  the 
piece  shall  in  succession  be  subjected  to  the  action  thereof,  and 
the  velocity  of  the  movement  must  be  so  regulated  that  the  su- 
perfluous fibres  of  the  lace  or  net,  or  other  goods  as  aforesaid, 
will  be  acted  upon  in  its  passage  through  or  over  the  flame, 
without  having  time  to  injure  the  lace  itself. 

It  must  be  obvious  that  the  rapidity  of  the  motion  must  de- 
pend upon  the  nature  of  the  lace  or  net,  or  such  other  goods  as 
aforesaid,  and  the  intensity  of  the  flame.  It  is  of  course  impos- 
sible to  give  any  general  description  of  the  motion  that  will  be 
applicable  to  difierent  cases ;  a  slight  trial,  however,  will  be  suf- 
.  iicient  in  each  instance  to  ascertain  and  regulate  the  velocity.  A 
regular  and  uniform  motion  will  of  course  be  most  convenient 
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tDd  adTBntageous.    The  operation  may  be  repeated  as  often  as  A.  D.  18 1 7. 

is  foand  necessary  to  effect  the  required  improvement  of  the  lace 

or  net,  or  such  other  goods  as  aforesaid,  and  the  operation  will 

be  most  readily  effected  if  the  two  ends  of  the  piece  are  united 

U^tber,  so  as  to  form  an  endless  band,  which  being  extended 

oyer  a  system  of  rollers,  will  circulate  about  the  said  rollers  when 

tliey  are  turned  round,  and  so  every  part  of  the  endless  band  will 

pass  and  repass  continually  through  or  over  the  flame.     The 

apparatus  for  the  production  of  the  inflammable  gas  may  be  the 

same  which  is  well  known,  and  in  use  for  the  purpose  of  illumi- 

Dstion.  The  gas  is  to  be  conducted  in  pipes  to  the  machine,  and 

to  enter  into  a  tube  which  is  placed  horizontally  beneath  the  lace 

or  net,  or  such  other  goods  as  aforesaid;  when  the  lace  or  net, 

or  such  other  goods  as  aforesaid,  has  been  sufficiently  operated 

upon  by  the  flame  acting  on  one  side,  the  piece  is  reversed,  and 

the  other  side  is  subjected  to  the  action  of  the  flame. 

The  drawing  hereunto  annexed  represents  a  system  of  rollers 
to  operate  upon  lace  or  net,  or  such  other  goods  as  aforesaid,  by 
the  flame  of  inflammable  gas.     (Description  of  the  drawing.) 

As  the  lace  or  net,  or  such  other  goods  as  aforesaid,  will  be 
somewhat  discoloured  by  the  operation^  it  may  afterwards  be 
bleadied  by  any  of  the  processes  in  common  use.  The  opera- 
tion is  generally  performed  once  before  the  goods  are  bleached; 
they  are  then  half-bleached,  and  the  operation  repeated;  the 
bleaching  is  afterwards  finished.  The  above  apparatus,  or  com- 
Umition  of  machinery,  is  conveniently  adapted  for  the  purposes 
of  the  said  invention;  but  I  do  not  claim  the  exclusive  use  of 
aay  apparatus  or  combination  of  machinery,  except  in  connexion  Claim. 
with  and  in  aid  of  the  application  of  the  flame  of  inflammable  gas 
to  Uie  purposes  above  described  in  this  specification. 

In  witness,  &c. 

The  fobject-inatler  of  the  preceding  patent  is  The  manufacture  of  cloth  has  been  the  subject 

the  Bproted  manufactare  of  lace,  resulting  from  of  many   improvements.      The    shearing    cloth 

ibgeug  off,  by  the  ibme  'of  gas,  the  superfluous  from  list  to  list  by  a  rotary  cutter,  the  cloth  hav- 

ihics  which  bang  about  the  thread,  which  process  ing  been  previously  shorn  from   list  to  list  by 

■called easBiDg the  lace;  and  the  specification  de-  shears,   and   al^o  uom  end  to  end  by  a  rotary 

stribes  the  means  by  which  the  invention  is  to  be  cutter,  was  held  a  separate  and  distinct  inven- 

No  objection  was  taken  at  the  sub«e-  tion.     See  per  Lord    Tenterdm,  C.  J.,   Lewis  ▼. 


^uatt  trial  to  the  sufficiency  of  the  specification.  Davit,  3  Car.  &  P.  502. 

bet  only  to  the  sttbjec^matter  of  the  patent.  The  immersion  of  cloth  manufactured  in  the 

ImpoveacBls  id  existing  manufactures  consti-  usual  manner  in  hot  water,  according  to  Daniell's 

tale  a  very  large  proportioa  of  the  patents  which  patent,  improved  the  value  of  the  cloth  very 

an  granted,  and  it  may  be  nieful  to  point  out  greatly. 

■one  of  the  instances  in  which  such  improvements  In  the  manufacture  of  paper,  the  conducting 

hive  been  eiieeted,  by  the  application  of  some  the  paper  against  a  hot  cylinder,  according  to 

kaown  subeUnce  or  thmg  to  the  particular  pur-  Crompton's  patent,  constituted  a  great  improve- 

yam  of  the  improTement  of  the  existing  article.  ment  m  the  arying  and  finishing  the  paper. 

The  manufacture  of  cotton  Telvets  was  the  sub-  It  is  important  to  consider  these  and  similar  in- 
ject of  several  successive  iroprovemenu.  The  Tentions  in  respect  of  their  final  effect  or  result 
B«e  and  uneven  fibres  were  first  removed  by  the  on  the  manufacture,  since  by  this  alone  can  the 
■aeof  raaors;  next  they  were  sieged  off  by  spirits  utility  and  impoitance  of  the  invention  be  as- 
flf  wine;  next  by  the  application  of  a  hot  iron  re-  certained.  See  ante  71,  n.s,  and  Derosne's  pa- 
•'ttbl'mg  a  weaver's  drying  iron,  and  finally  by  tent,  ftosU 
drawing  the  goods  rapidly  over  an  iron  cylinder 
heated  to  redness. 


100  hall's  patent. 


Hall  v.  Jarvis  and  Francis  Boot. 
In  the  K.  B.  Dec.  17,  1822.     C(yr.  Abbott,  C.  J. 

Sir  J.  Copley,  S.  G.  (JScarlett^  Denman^  and  Reader),  for  the 
plaintiff. 

The  object  of  the  patent  for  an  infringement  of  which  the 
present  action  is  brought,  is  to  improve  the  texture  of  lace  and 
other  articles  of  a  similar  description ;  till  within  the  last  twenty 
years,  a  great  part  of  the  lace  used  in  this  country  was  im- 
ported from  abroad,  but  within  that  period  such  improvements 
have  been  made  in  the  manufacture  in  this  country,  owing  to 
the  inventions  of  Mr.  Heathcoat  for  making  lace  by  machinery 
instead  of  by  hand,  that  a  large  quantity  of  the  lace  now  made 
in  this  country  is  exported.  There  still,  however,  remained  one 
great  desideratum  in  our  manufacture  of  lace.  The  material 
used  in  this  country  was  principally  cotton,  that  used  on  the 
continent  principally  flax.  The  cotton  was  cheaper,  and  could 
be  spun  to  a  finer  thread ;  but  the  cotton  thread  had  the  disad- 
vantage of  being  covered  with  a  species  of  wool,  from  which 
that  spun  from  flax  was  free.  The  lace  from  flax  was  thus 
much  clearer  than  that  from  cotton,  which  had  a  sort  of  white- 
ness, or  fogginess,  in  its  general  appearance,  to  the  great  dimi- 
nution of  its  value.  It  occurred  to  some,  that  this  defect  might 
be  removed  by  the  action  of  heat,  which  had  been  already 
applied  to  removing  the  same  kind  of  unevenness  from  muslin, 
by  passing  it  over  rollers  of  hot  iron,  and  from  mits  and  stock- 
ings by  singeing.  It  occurred  to  the  plaintiff,  Mr.  Hall,  that  the 
flame  of  gas  might  be  applied  to  this  purpose,  and  he  tried  a 
pipe  with  a  great  number  of  perforations,  so  as  to  give  a  con- 
tinued line  of  flame,  over  which  the  lace  was  passed,  with  a 
motion  just  rapid  enough  to  singe  the  little  fibres  composing 
the  wool,  without  injuring  the  texture  of  the  lace.  This  first 
attempt,  however,  failed ;  although  the  texture  of  the  lace  was 
open,  the  flame  would  not  pass  through  it;  it  was  impeded  by 
the  law  of  nature,  first  discovered  by  Sir  H.  Davy,  and  since 
applied  so  admirably  in  his  safety  lamp,  viz.  that  flame  will  not 
pass  through  wire  gauze  so  as  to  communicate  with  the  outward 
air.    The  wire  gauze  steals  away  the  heat  of  the  flame  (a),  and 

(a)  It  should  be  observed,  that  this  is  strictly  ia  the  destnictioD  or  communication  of  momen- 
true  only  when  the  gauze  and  flame  are  steadily  turn,  Le.  motion  to  matter,  time  must  be  coo- 
in  contact,  or  brought  slowly  together.  If  a  piece  sumed.  The  upward  current  which  constitutes  a 
of  wire  gauze  be  brought  down  slowly,  steadily,  flame,  can  only  be  diverted  gradually,  and  if  th« 
and  horizontally,  over  a  jet  of  flame,  the  flame  will  gauze  be  brought  into  contact  with  it  sufficiently 
not  pass  through  it;  but  if  the  gauze  be  brought  rapidly,  some  of  the  flame  will  be  forced  through, 
down  suddenly,  so  as  to  impinge  as  it  were  upon  The  additiooal  current  upon  which  the  success  of 
the  flame,  the  flame  will  pass  through.  This  is  in  Mr.  Hall's  invention  depended,  further  illustrates 
strict  accordance  with  another  law  of  nature — that  the  same  law. 
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accordingly,  in  the  safely  lamp,  the  fire  damp  will  pass  through  A.  D.  1822. 
the  wire  gaiise  into  the  lamp,  and  there  bom  with  a  bright 
flame,  but  the  flame  will  not  pass  out  of  the  wire  gauze  so  as  to 
communicate  with  the  outward  air.  So  Mr.  Hall  found  that  the 
flame,  though  increased  to  a  greater  degree,  would  not  pass 
through.  This  he  obviated  by  the  production  of  a  current  of 
air,  by  means  of  a  narrow  chimney  above  the  line  of  flame^ 
between  which  and  the  flame  the  lace  was  passed;  the  flame 
was  thus  forced  through  the  interstices  of  the  lace,  burning  away 
the  fibres  on  their  sides.  The  appearance  of  the  lace  is  thus 
improved,  its  fabric  is  not  injured,  but  rather  hardened  and  im- 
proved; the  greater  part  of  ^e  lace  now  used  in  tliis  country  is 
improved  in  this  manner,  and  the  exportation  of  it  has  in  con- 
sequence increased  to  a  very  great  degree  (&)• 

The  witnesses  proved,  that  no  means  of  efflectually  destroying  Evidence  tf 
the  furs  and  fibres  of  the  lace  were  known  previous  to  the  plain-  ^J^{^  *"*^ 
tiff's  invention ;  that  the  method  of  singeing  by  means  of  hot 
rollers,  as  applied  to  the  dressing  of  muslin,  would  not  have 
answered  for  lace ;  that  the  improvement  was  so  great,  that  it 
was  quite  impossible  that  if  any  effiectual  means  of  doing  the 
same  thing  had  been  discovered  before,  it  should  not  have  come 
into  general  use ;  that  since  that  invention  the  lace  manufac- 
tored  in  England  was  greatly  improved,  both  in  beauty  and 
ralae;  that  the  trade  in  the  article  had  greatly  increased,  both 
at  home  and  abroad ;  that  a  large  proportion  of  the  lace  made, 
and  all  the  better  sort,  was  gassed ;  that,  with  the  exception  of 
an  inferior  description  of  lace,  called  warped  lace,  the  lace  ex- 
ported was  such  as  had  been  subjected  to  the  patent  process ; 
that  various  experiments,  made  by  men  of  science,  for  doing 
the  same  thing  in  other  ways,  had  all  failed. 

As  to  the  infringement: — ^That  J.  Boot  had,  some  time  back.  Infringement. 
proposed  to  a  bleacher  to  enter  into  partnership  with  him,  stat- 
ing that  he  had  a  gassing  machine,  but  could  not  use  it  for  fear 
of  being  discovered,  but  that  if  he  had  a  bleaching  establish- 
ment, he  coxdd,  under  cover  of  that,  use  it,  sending  a  litUe  lace 
to  be  gassed  by  the  patentee,  with  whom  he  had  an  account;  that 
lus  machine  was  exactiy  like  the  patentee's ;  that  he  had  got 
one  of  Mr.  HalFs  men,  that  worked  in  the  gas  room,  to  intro- 
duce him  into  the  room,  and  had  then  taken  a  plan  of  tiie 
machine,  and  had  one  made  exactiy  on  the  same  plan ;  that 
different  parts  of  the  machine  had  been  made  by  different  per- 
sons, and  at  a  distance;  that  J.  Boot  had  pointed  out  to  the 
witness  where  tiie  machine  spoken  of  was;  the  situation  of  it, 
and  the  precautions  taken  for  preventing  its  being  seen;  and 

(k)  The  learned  counsel  then   proceeded  to      of  the  invention.    There  was  no  doubt  u  to  iU 
ttite  the  nature  of  the  evidence  which  he  should      utility, 
iddace,  to  prove  the  infringement,  and  the  novelty 
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explained  the  manner  in  which  he  proposed  to  procure  a  supply 
of  gas  for  his  machine^  without  its  being  known  to  what  purpoae 
that  gas  was  applied. 

It  was  likewise  proved,  that  both  in  the  premises  spoken  of 
by  the  last  witness,  and  in  others  occupied  by  the  two  defen- 
dants at  a  subsequent  period^  alterations  had  been  made  in  the 
position  of  the  gas  burners  quite  inconsistent  with  the  purpose 
of  lighting  the  premises;  that  the  gas  fittings  had  been  tampered 
with;  and  that,  on  the  last-mentioned  premises  at  leasts  a  quan* 
tity  of  gas  had  been  consumed  quite  beyond  what  could  be 
accounted  for  by  any  consumption  for  the  purpose  of  lighting; 
and  that  on  J.  Boot's  being  spoken  to  on  this  last  head,  he  had 
either  refused  to  give  any  explanation  at  all,  saying  it  was  no- 
thing to  the  company  how  much  he  burned  so  long  as  he  paid 
for  it,  or  had  given  one  that  was  quite  insufficient  and  unsatis- 
factory. It  was  also  proved,  that  on  this  defendant's  premises, 
both  those  occupied  by  him  at  first,  and  those  in  which  he  was 
afterwards,  part  of  the  room  had  been  partitioned  off>  and  its 
windows  blocked  up,  so  as  to  exclude  the  view.  The  gas  fit* 
tings  were  altered  so  as  to  introduce  the  gas  into  this  apartment 
A  witness  had  looked  through  the  key-hole,  and  others  through 
an  opening  in  the  roof,  made  for  that  purpose,  and  had  seen 
machinery  precisely  similar  to  that  of  the  plaintiff. 

It  was  proved,  that  lace  left  with  the  defendants  to  be  dressed 
had  been  returned  in  the  state  to  which  it  would  have  been 
brought  by  the  application  of  the  plaintiff's  process;  and  that 
similar  lace  had  been  offered  for  sale  by  F.  Boot,  and  that  he  bad 
paid  for  the  gas  consumed. 

The  lease  of  the  premises,  to  which  the  principal  part  of  the 
above  evidence  of  infiringement  applied,  was  executed  by  him, 
and  he  paid  the  rates  and  taxes.     Some  of  the  alterations  in  the 
position  of  the  gas  fittings  had  been  made  by  his  direction. 
DrfendttfU't  Gumey  fGaselee  and  F.  PoUoek)^  for  the  defendants :  The  pro- 

<^^'  cess  is  not  new — ^fire,  and  even  flame,  having  been  apphed  to 

similar  purposes  before  the  plaintiff's  invention ;  the  mere  doing 
that  with  the  flame  of  gas,  which  had  long  before  been  done  by 
means  of  other  kinds  of  flame,  cannot  be  the  subject-matter  of  a 
patent  It  will  be  proved  that  the  fibres  can  be  destroyed  as 
well  by  spermaceti  oil  and  alcohol,  without  a  chimney,  as  by  gas 
with  a  chimney.  It  had  also  (as  appears  from  tiie  evidence) 
been  attempted  to  force  the  flame  of  charcoal  through  the  inter- 
stices of  the  lace  by  a  pair  of  bellows;  but  it  must  be  admitted 
that  flame  has  not  been  used  in  combination  with  a  chimney 
above,  so  as  to  produce  a  current  of  air.  [Abbott,  C.  J.  The 
proving  that  will  not  affect  the  question.]  If  flame  has  been 
employed  before  and  has  effected  the  purpose,  Mr.  Hall  cannot 
be  entitled  to  this  patent,  because  he  is  employing  an  agent  not 
invented  by  him;  the  gas  he  employs  has  been  in  common  use, 
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it  has  been  known  a  considerable  time.  He  cannot  be  entitled  A.  D.  1822. 
to  the  monopoly  of  the  use  of  flame  gas  (c),  because  any  man  who 
has  the  use  of  that  may  use  it  as  he  pleases,  nor  can  the  plaintiff 
be  entitled  to  the  patent  for  having  produced  a  current  of  air 
which  is  not  new,  because  that  is  the  principle  by  which  the  Ar- 
gand  lamp  is  constructed,  by  means  of  which  the  smoke  is  con- 
sumed (i/)* 

Farther,  ihere  is  no  evidence  to  connect  the  defendants  in  any 
Jomt  act,  or  to  show  that  the  lace  sold  was  gassed  in  conjunc- 
tion. 

The  witnesses  for  the  defendants  proved  that  the  flame  of  Evidenct  for  He- 
charcoal,  of  waste  paper,  wood,  shavings,  or  common  pit  coal,*^^^' 
had  been  used  for  many  years  to  singe  the  fibres  from  silk,  cot- 
ton or  lace  sleeves,  but  €be  articles  for  this  purpose  had  been 
pheed  on  a  wooden  leg  or  a  sleeve  board.  That  bellows  had 
been  used  to  force  the  flame  against  the  article,  which  it  was  said 
would  produce  the  effect  of  burning  the  interstices. 

The  jury  intimated  that  they  did  not  require  any  observations 
in  reply. 

Abbott,  C.  J. :  There  can  be  no  doubt,  gentlemen,  your  ver- 
dict must  pass  against  both  the  defendants;  one  of  them  has  the 
pipe  laid  into  the  house. 

Verdict  for  the  plaintiff  (e). 
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Ldters  Patent  to  Samuel  Clegg,  9th  Dec,  56  G.  3,  a.  d.  1815,  tuu. 
for  ^^  An  improved  Gas  Apparatus" 

I,  the  said  Samuel  Clegg,  do  hereby  declare,  that  my  said  Speeyieatwn. 
invention  of  ^'  An  improved  Gas  Apparatus"  is  ascertained  and 
described  by  these  presents,  and  the  drawings  hereunto  annexed, 
and  herein  referred  to  by  way  of  illustration  and  example.  My 
improved  gas  apparatus  is  for  the  purposes  of  extracting  inflam- 
mable gas  by  heat,  from  pit  coal,  or  tar,  or  any  other  substanoe 
from  which  gas  or  gases  capable  of  being  employed  for  illamina- 
tion  can  be  extracted  by  heat;  for  purifying  the  gas  so  obtained; 

(e)  It  if  not  the  monopoly  of  the  flame  of  gai  («)  The  court  refused  to  disturb  the  verdict, 

vWh  the  peteotee  claims,  bat  the  monopoly  of  and  the  patentee  enjoyed  the  benefit  of  his  patent 

■sing  that  flame  to  clear  lace ;  that  is,  in  sub-  during  the  whole  of  the  term. 
ftoDoe,  he  claims  the  sole  working  or  making  of  The  fact  of  a  patentee  naintaining  hia  patent 

the  new  manvfacture  of  lace  called  gassed  lace.  against  so  large  and  extensive  a  combination  as 

{i)  The  tpeeification  does  not  claim  this ;  it  the  lace  trade,  whose  interest  it  would  be  to  upset 

describes  it  aa  part  of  the  means  by  which  the  it,  is  the  best  evidence  which  can  be  afforded  of 

flime  of  gas  may  be  applied  so  as  to  produce  the  its  validity, 
ialcadcd  resalu    The  conducing  part  of  the  spe- 
cification is  very  important,    knff,  99. 
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and  for  measuring  out  and  distributing  it  to  lamps,  Ugbts,  or 
burners,  where  light  or  heat  is  to  be  produced  by^the  combus- 
tion of  the  said  gas. 

One  part  of  my  invention  is^  a  horizontal  flat  retort,  in 
which  coals  or  other  materials  capable  of  producing  inflammable 
gas  are  heated,  and  the  gas  extracted  by  distillation.    *    *     (a) 

Another  part  of  my  invention  is  an  improvement  in  the  puri- 
fying apparatus  to  be  placed  in  the  vessels  into  which  the  gas 
from  the  retort  is  conveyed  for  the  purpose  of  being  purified  by 
exposing  it  to  the  action  of  lime-water.    ***(«) 

Another  part  of  my  invention  is  a  Gauge  or  rotative  Gas- 
meter,  for  measuring  out  and  registering  the  quantity  of  gas 
which  passes  through  a  pipe  or  opening,  so  as  to  ascertain  the 
quantity  consumed  by  any  certain  number  of  lights  or  burners. 
Thds  gauge  consists  of  a  hollow  wheel  or  drum,  capable  of 
revolving  vertically  upon  pivots,  in  the  manner  of  a  water 
wheel :  the  hollow  rim  of  the  wheel  is  made  dose  on  all  sides, 
to  form  a  circular  channel,  whidi  is  divided  by  partitions  into 
certain  compartments  or  chambers  to  contain  the  gas,  which  is 
introduced  into  the  wheel  through  one  end  of  its  axis,  and  car- 
ried off  firom  the  wheel  through'  the  other  end.  By  certain 
contrivances,  it  is  so  arranged,  that  each  of  these  boxes  or  cham- 
bers will  be  filled  with  gas  from  the  entrance  pipe,  and  emptied 
of  the  same  into  the  exit  pipe,  every  time  the  wheel  makes  a 
revolution  (i),  by  which  means  the  number  of  turns  the  wheel 
makes  (when  registered  by  suitable  wheel  work)  becomes  a  record 
of  the  quantity  or  number  of  boxes  full  of  gas  which  has  passed 
through  the  gauge.  The  gas  is  conducted  from  the  place  whence 
it  is  supplied,  and  enters  into  the  gauge  through  one  of  its  axes, 
and  is  conveyed  into  the  chambers  of  the  rim  by  certain  hollow 
arms.  The  gas  returns  firom  the  said  chambers  by  certain  ether 
hollow  arms,  and  is  conveyed  away  through  the  opposite  end  of 
the  axis  of  the  wheel  by  the  pipe  which  leads  to  the  burners  or 
place  where  the  gas  is  consumed.  No  gas  can  pass  firom  the 
pipe  of  entrance,  at  one  end  of  the  axis,  and  get  to  the  pipe  of 
exit  at  the  other  end  of  the  axis,  without  entering  into  and  filling 
the  said  chambers.  A  sufficient  quantity  of  water  is  put  into 
the  hollow  rim  of  the  wheel,  to  fill  a  segment  of  the  rim,  rather 
larger  in  its  capacity  than  one  of  the  compartments  into  which 
it  is  divided ;  and  there  are  passages  of  communication  between 
the  chambers  through  which  this  water  can  pass  from  one  cham- 
ber into  the  next,  but  the  gas  cannot  pass.  It  is  evident,  that 
the  water  from  its  gravity  will  always  fill  a  segment  in  the  lowest 


(a)  Here  follows  a  general  descnDtion  of  this  a  subsequent  part  of  the  specification,  is  occasioned 

part  of  the  invention,  and  of  the  method  of  using  by  the  elastic  force  of  the  gas  acting  between  a 

It ;  a  more  detailed  account  being  contained  in  nartition  of  the  wheel  and  the  surface  of  the  water, 

the  subsequent  explanation  of  the  drawings.  Various  other  particulars  are  fully  explained  in 

{h)  The  motion  of  the  wheel,  as  is  explained  in  the  detailed  explanation  of  the  annexed  drawings. 
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part  of  the  wheel;  and  when  the  same  turns  round,  the  water  A.  D.  1815. 
will  occupy  each  of  the  chambers  in  succession,  as  they  arrive 
St,  and  during  the  time  each  one  continues  at  the  lowest  part  of 
the  whed;  the  pipes  or  hollow  arms  which  convey  the  gas  to 
the  chambers  are  so  contrived,  that  when  the  entrance  pipe  to 
any  one  chamber  is  open  to  admit  the  gas,  the  exit  pipe  from 
the  same  chamber  will  be  shut  or  sealed  up,  and  vice  versd;  and 
tUa  opening  and  shutting  of  the  passages  into  and  out  of  any 
one  chamber,  takes  place  at  that  period  of  the  revolution  of  the 
wheel  when  the  water  in  the  lower  part  thereof  is  on  the  point 
of  entering  into  or  going  out  from  the  said  chambers:  that  is  to 
ny,  when  the  water  at  the  lower  part  of  the  wheel  is  on  the 
point  of  quitting  any  chamber,  the  pipe  of  entry  shall  be  open 
to  admit  gas  into  the  said  chamber,  which  gas  expels  the  water 
from  it  through  the  passage  of  communication  into  the  adjacent 
chamber,  until  the  first  mentioned  chamber  becomes  filled  with 
gas,  and  the  second  mentioned  chamber  becomes  filled  with 
water;  at  the  same  time  the  pipe  of  exit  from  the  second  men- 
tioned chamber  is  opened,  and  the  water  which  enters  from  the 
first  mentioned  chamber  displaces  the  gas,  and  it  passes  off 
Arou^  the  exit  pipe. 

The  machineiy  for  counting  and  registering  the  number  of 
revolutions  made  by  the  wheel,  may  be  constructed  in  any  of 
the  ways  usually  employed  for  simikur  purposes. 

It  is  not  essential  to  this  gauge,  that  the  exit  pipe  firom  the 
diambers  be  conveyed  through  the  axis,  the  same  effects  may 
be  obtained  by  enclosing  the  whole  wheel  within  a  close  yessd 
or  case,  in  which  it  can  revolve  fireely,  and  allowing  the  gas  to 
escape  into  the  case  firom  the  chambers,  when  the  same  are  to 
be  discharged ;  firom  this  case  the  gas  can  be  carried  off  by  the 
exit  pipe.  The  means  of  opening  or  shutting  the  passages  of 
communication  may  be  varied ;  it  may  be  done  either  by  valves, 
or  by  sealing  the  pipes  with  vrater  or  other  fluid  (c). 

Another  part  of  my  invention  is  "  a  self-acting  Governor,"  for 
regulating  the  efflux  or  discharge  of  gas  through  any  opening  or 
openings,  or  burners,  with  an  uniform  velocity,  or  nearly  so, 
notwithstanding  any  variations  which  may  take  place  in  the 
pressure  which  urges  the  gas  to  pass  through  the  pipes  of 
wipply.    *    *    •     (rf) 

Having  now  ascertained  my  invention  of  an  improved  gas 
apparatus,  and  defined  in  what  it  consists,  I  shall  proceed  to 
dttcribe  the  same,  and  to  show,  by  the  assistance  of  the  draw- 
ings, in  what  manner  it  is  to  be  performed;  first  observing,  that 
the  ndd  drawings  represent  the  apparatus  in  its  most  complete 
state,  but  that  the  arrangements  of  the  parts,  and  the  construc- 

(e)  See  a  farther  and  geoeral  description  of  (4)  Here  follows  a  general  description  of  the 

tUi  jpait  of  the  mventioD,  by  firsufibciii,  on  mov-      method  of  using  this  part  of  the  invention. 
ta{MraMNisirit,pait,  112. 

P 
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tion  of  many  of  the  minor  parts,  may  be  varied  and  modified 
according  to  the  situation  in  which  the  apparatus  is  placed,  and 
the  circumstances  governing  the  same,  without  at  all  deviating 
from  my  invention  as  I  have  defined  the  same.      *     •    *      (e) 

In  witness,  &c. 


Crossley  (/)  V.  Beverley. 

In  the  K.  B.,  Mich.  Vac.  a.d.  1829.     Car.  Ld.  Tenterden,  C.J. 

Sir  J.  Scarlett  (^F.  Pollock,  Alderson,  and  Godson,  were  with 
bim),  for  the  plaintiff,  described  generally  the  introduction  of 
gas,  and  the  nature  of  the  invention  which  was  the  subject  of 
the  preceding  patent,  and  particularly  the  progress  of  invention 
in  respect  of  the  gas-meter,  of  which  alone  an  infringement  was 
complained.  Soon  after  the  patent  was  taken  out,  Mr.  Clegg 
made  a  considerable  improvement  on  the  original  invention,  by 
contriving  the  chambers  at  the  centre,  whereby  a  valve,  pre- 
viously necessary,  was  dispensed  with;  the  gas-meters  made 
according  to  this  improvement  entirely  superseded  the  others, 
and  the  infringement  complained  of  is  the  making  of  these  by 
the  defendant.  The  question  will  be,  whether  this  is  an  in- 
fringement of  the  patent.  Now,  if  the  invention  consists  in  the 
serpentine  tubes,  or  the  particular  modes  described  in  the  speci- 
fication of  supplying  the  gas  through  the  axis,  there  is  no 
infringement,  but  these  are  only  the  mechanical  means,  and  the 
plaintiff  claims  any  mode  in  which  the  hollow  drum  or  enclosed 
cylinder  may  revolve  round  its  own  axis,  such  motion  being 
produced  by  the  filling  the  chambers  alternately  with  gas  and 
with  water.  The  idea  of  measuring  gas  by  causing  the  wheel  to 
revolve,  is  entirely  Mr.  Clegg  s  own ;  that  is  stated  in  the  patent; 
the  contrivance  may  assume  various  shapes,  and  the  patent,  in 
fact,  is  for  the  discovery  of  the  application  of  this  method  to 
practice,  by  whatever  mode  the  result  is  produced. 
EvidBnrefor  The  foUowing  facts  appeared  in  evidence: — ^The  gas  must  be 
pamttff,  made  from  the  coal,  purified,  measured,  and   regulated  in  its 

supply  to  the  burners.  The  apparatus  is  correctly  called  a  gas 
apparatus,  since  it  attains  the  four  preceding  objects,  and  was  a 
complete  apparatus  at  the  time.  The  lime-water,  under  the  old 
system,  was  extremely  offensive,  and  diflScult  to  be  got  rid  of. 
The  improvement  in  respect  of  that  consists  in  using  the  lime 
in  a  more  concentrated  state,  with  less  water,  and  therefore  it 

(e)  Here  follow  the  references  to  the  annexed  (/)  Croseley  was  the  assignee  of  the  preceding 

drawing*,  with  the  various  details  of  description         patent, 
incident  to  complete  working  drawings. 
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occasions  less  smell.  The  retort  and  purifier  have  been  super-  A.  D.  1829. 
seded  by  other  improvements^  but  they  were  useful  at  the  time. 
The  specification  describes  two  kinds  of  gas-meters,  either  of 
which  may  be  used.  The  principle  of  the  machine  is  the  alter- 
nate filling  of  the  chamber  with  gas  and  water,  causing  the 
machine  to  revolve;  the  passage  which  admits  the  gas  being 
dosed,  while  the  passage  which  lets  out  the  gas  is  open ;  one 
chamber  is  filling  while  the  other  is  emptying,  otherwise  the 
wheel  would  not  go  round.  That  is  the  principle  of  the  machine, 
without  reference  to  the  mechanical  means  of  attaining  the 
result — ^that  each  chamber  shall  be  perfectly  filled,  and  that  no 
gas  shall  pass  without  causing  the  wheel  to  revolve.  The  spe- 
cification shows  a  meter  with  two  or  three  chambers ;  according 
to  Mr.  Clegg's  subsequent  improvements  there  are  four  cham- 
bers; the  water  is  raised  above  the  axis,  and  thus  answers 
the  purpose  of  cutting  oif  the  communication  to  the  chambers 
below.  The  valve  may  be  dispensed  with,  the  water  acting  to 
prevent  the  passage  of  the  gas  from  one  chamber  to  another. 
In  the  improved  machine,  the  rotary  motion  is  produced  by  dis- 
turbing the  equilibrium,  and  fiUing  the  chambers  with  gas  and 
water  successively,  as  in  the  old  mode.  The  infringement  com- 
plained of,  is  a  close  imitation  of  this  improved  machine.  The 
principle  of  Mr.  Cle^s  invention  is,  the  expansion  of  gas  into 
chambers  in  which  water  is  contained,  so  as  to  disturb  the  equi- 
librium, and  thereby  force  the  machine  to  revolve.  That  is  to 
be  effected  as  described  in  the  specification,  by  sealing  the  exit 
while  the  entrance  is  open  for  the  gas,  and  by  sealing  the 
entrance  while  the  exit  is  open ;  and  that  the  disturbance  of  the 
equilibrium  may  be  perpetual,  the  introduction  of  the  gas  into 
one  chamber  should  commence  before  its  escape  from  another. 
These  principles  are  applied  in  the  improved  machine,  and  in 
that  made  by  the  defendant. 

It  was  known,  before  the  date  of  the  patent,  as  a  philosophical 
bet,  that  other  substances  would  yield  inflammable  gas,  but  it 
was  a  general  opinion  that  nothing  but  coal  would  be  cheap 
enough ;  it  was  never  proposed,  as  of  general  application,  to  use 
any  other  substance  than  coal.  The  retort  could  not  be  used 
advantageously,  if  at  all,  for  the  making  of  gas  from  oil. 

Lord  Tenterden,  C.  J.:  I  think  it  quite  clear,  in  this  specifi-The  termsofa 
cation,  when  he  speaks  of  coal  and  other  matters,  he  means  ^^l  ^  inter- 
matters  ejusdem  generis.  The  patentee  must  be  understood  to  p^ted  accorU- 
mcan  things  that  were  in  use,  and  not  things  which  would  pro-  ©"Anowiedge* 
duoe  gas,  as  every  thing  inflammable  would,  but,  from  being  so  **  **»«  ^i""*- 
expensive,  was  never  expected  to  be  in  use. 

Brxmgham:  But  he  puts  people  to  great  trouble  and  expense 
by  that 

Lord  TerUerdertj  C.  J.:  No,  he  does  not;  for  he  never  sup- 
poses that  they  will  apply  oil  for  the  purpose  of  lighting  towns 
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and  rooms^  because  it  was  too  expensive.  A  man  must  have 
the  spirit  of  prophecy  if  he  knows  that  people  will  apply  those 
things  to  the  purpose  for  which  they  were  not  considered  appli- 
cable at  that  time. 

Brougham:  The  principle  upon  which  these  cases  had  been 
decided  is^  although  it  was  not  known  that  oil  could  be  employed 
advantageously  to  the  lighting  of  towns  or  TOoms>  yet  still,  if  it 
was  known  to  be  practicable,  there  is  nothing  to  prevent  per- 
sons from  employing  their  time  and  money  on  it. 

Lord  Tenterden,  C.  J.:  I  suppose  this  would  be  applicable  to 
extracting  gas  from  spirits  of  wine  or  brandy,  or  spirits  of  tur- 
pentine. 

Brougham:  Tou  must  understand  him  to  refer  to  those 
things. 

Lord  Tenterden,  C.  J.:  No.  I  think  he  must  be  understood  to 
refer  to  those  things  which  practical  men  would  employ.  There 
may  be  a  patent  in  existence  with  respect  to  oil,  but  it  is  quite 
clear  that  was  not  thought  of  at  the  time  these  drawings  were 
made  by  this  patentee.  Going  on  contemporaneously,  some- 
body might  be  doing  it,  and  he  might  be  evolving  it  in  a  manner 
perfectly  distinct  from  the  use  of  coaL  It  is  a  hard  case  to  set 
aside  the  whole  patent  because  there  is  some  little  matter  b 
it  which  is  not  quite  right.  It  is  a  hard  case,  and  therefore  one 
ought  to  see  that  the  objection  is  applicable  (^). 
DrftnAnit'^  Broughom  for  the  defendant  {Batch  and  Patieson  with  him)- 
*"***  The  law  of  patents,  as  it  stands,  is  very  hard  against  patentees, 

and  inventors  have  great  difficulty  in  securing  their  reward,  for 
skill,  industry,  and  good  fortune,  must  concur;  but  the  lav 
must  be  administered  as  it  is. 

The  objection  to  the  patent  on  the  ground,  that  between  the 
date  of  tiie  letters  patent  and  of  the  specification  Mr*  Clc^  ui- 
vented  the  hollow  axle  and  the  bent  or  serpentine  tubes  to  be 
sealed  with  the  buckets  and  the  hoods,  which  are  most  material 
parts  of  the  invention,  must  be  disposed  of  elsewhere  (A)* 

The  specification  must  set  forth  the  invention  in  all  its  parti- 
cularity, in  such  a  way  that,  without  any  fur&er  assistance  or 
explanation,  without  any  experiments  to  be  tried,  a  party  read- 
ing the  specification,  and  bringing  to  that  perusal  competent 
skill,  and  an  attention  and  deliberation  proportioned  to  the 
complication  of  the  subject-matter,  may  be  able  distinctly  to 
understand  it,  and,  if  a  workman,  to  carry  it  himself  into  execu- 
tion. Such  a  party  must  not  either  be  at  a  loss  for  want  of 
further  explanation,  or  puzzled  or  perplexed  by  the  obscurity  of 

(jg)  The  above  raling  of  the  learned  judge  quently  bappens,  that  the  terms  of  a  prior  patent 

was  not  even  adverted  to  in  the  motion  subse-  may  be  sutticiently  comprehensive  to  include  oiw- 

qnently  made  to  the  court  for  a  nonsuit,  and  must  ters  to  which  it  was  never  intended  to  app'7* 

conMquently  be  considered  as  having  established  Poti,  n.  m. 
a  principle  of  great  importance  in  the  protection  {h)  See  |H)<f,  112. 

of  the  privileges  of  patentees,  since  it  not  unfre- 


CROSSLEY   9.   BEVERLEY.  109 

the  specification^  and  so  reduced  to  inaction^  nor  most  he  be  at  A.  D.  1829. . 
bult  for  want  of  new  experiments ;  the  whole  of  the  experi- 
ments ought  to  be  performed  by  the  inyentor  himself^  and  all 
tfa«  circumstances  ought  to  have  been  so  described,  that  ¥rithout 
anymoie  being  written^  a  person  of  competent  skill  may  be  able 
to  mske  ihe  machine.  The  evidence  for  the  plaintiff  on  this 
point,  of  such  witnesses  as  Mr.  Farey  and  Mr.  Faraday,  is  not 
sutBcient;  the  question  is,  whether  an  ordinary  person,  without 
thor  powers,  coidd  make  the  machine. 

Further,  it  is  essential,  not  only  that  the  invention  should  be 
intelligibly  described,  but  the  process  in  all  its  parts  must  be 
soccenfol;  the  patentee  undertakes  to  guarantee  to  the  commu* 
nity  the  use  of  all  that  he  claims  as  his  invention*  If  he  sets 
forth  five  different  things,  and  four  of  them  be  such  as  merit  the 
highest  pan^yric,  and  are  of  the  greatest  benefit  to  society,  and 
if  the  fifth  be  ever  so  trifling  a  part  of  the  invention,  but  fail  in 
either  cS  the  following  ways,  though  the  invention  be  truly  de- 
scribed as  to  the  other  four,  the  patent  is  void  as  to  these  four, 
jast  as  much  as  it  is  to  the  fifth  (t). 

Now,  an  invention  may  fiul  in  two  ways.  A  man  may  de- 
scribe a  machine,  and  say  it  does  so  much,  the  machine  produces 
such  a  movement,  and,  however  probable  it  may  be  on  paper, 
whatever  probability  it  has  of  succeeding  in  practice,  nay,  how- 
ever it  may  do  upon  a  working  model  before  the  specification  is 
drawn,  stiU,  if  when  it  comes  into  actual  practice  it  is  found  not 
to  produce  that  effect,  there  is  an  end  of  the  patent.  It  may 
Ul  in  another  way,  it  may  produce  a  movement,  but  a  move- 
ment, like  gold,  may  be  bought  too  dear.  It  may  be  no  advan- 
tage whatever  when  it  comes  to  be  used ;  a  part  of  it  may  be 
found  to  be  such,  that  though  possibly  the  effect  may  be  pro- 
duced, which  the  inventor  pretends  to  produce  by  it,  yet  it  may 
be  produced  at  such  cost,  with  such  loss  of  time  and  interrup- 
tion of  business,  and  other  inconveniences,  not  taken  into 
account  whoi  he  originally  stated  this  to  be  a  new  and  valuable 
inToition,  that  these  are  not  sufficiently  counterbalanced  by  the 
actoal  good  which  is  obtained  from  it;  and  if  upon  the  trial  it  is 
found  the  old  way  is  better  ¥rith  all  its  disadvantages,  then  he 
fidls,  because  it  is  not  useful  as  regards  that  portion  of  the 
invention  {k). 


(i)  The  baidship  of  the  law  m  this  respect  is        a  partial  failare  under  certaio  circumstances  will 
obviated  by  the  statute  5  &  6        not  vitiate.     See  ante,  42,  n. ;  and  pmt,  n.  k. 


■  agreat  bm 
W.  4,  c.  83, 


J  introdoced  by  the  learned  counsel,  (k)  The  two  kinds  of  failures  here  stated  would 

>Bd  providing  for  the  disclaimiDg  or  amending  appear  to  have  reference  to  different  parts  of  the 

putt  of  the  title  and  specification  under  certain  suggestion  or  consideration  of  the  grant.     The 

~^                     See  Law  and  Practice,  Statutes  letters  patent  are  granted  on  the  suggestion  or 


6  Ac  6  W.  4,  c  83,  s.  1,  and  notes.  representation  of  the  party,  that  he  is  in  possession 

Hie  above  exposition  of  the  law  by  the  learned        of  an  invention  which  will   be  of  great  public 


il.  must  be  limited  to  those  cases  in  which  utility.  If  the  invention  fail  altogether,  in  the 
the  failure  is  such  as  leads  to  a  false  suggestion.  manner  first  above  mentioned,  then  the^  former 
It  has  been  held  in  several  sobsequent  cases,  that       part  of  the  suggestion  or  representation  is  false. 
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Now,  if  any  integral  or  material  part  of  Mr.  Clegg's  invention 
be  in  either  of  these  predicaments,  either  of  not  doing  at  all  in 
the  way  described,  or  of  doing  inconveniently  and  disadvan- 
tageously  upon  the  whole,  and  in  such  a  way  as  no  person  in 
his  senses,  or  with  ordinary  regard  to  his  interest,  would  think 
of  using  it  in ;  or  still  more  if  it  should  appear  to  be  in  both 
predicaments,  there  is  an  end  of  the  patent. 

I  now  purposely  abstain  from  alluding  to  one  part  to  which 
reference  was  made  in  my  cross-examination,  namely,  ¥rith  re- 
spect to  the  oil.  His  lordship  has  expressed  a  strong  opinion 
that  the  specification  must  be  taken  secundum  obfectam  materiam, 
and  that  it  must  be  taken  ^usdem  generis,  and  that  the  use  of 
the  word  "tar'*(/)  does  not  control  the  subsequent  particulars 
under  the  head  of  the  retort,  and  therefore  my  showing  that  it 
was  incapable  of  being  applied  to  oil,  would  not  avail  (m). 

The  want  of  a  condenser  is  a  material  flaw  in  the  specifica- 
tion. It  is  quite  well  known  that  the  ammoniacal  liquid  which  is 
distilled  off  from  the  coal  or  other  materials  from  which  gas  is 
produced  in  the  course  of  the  distillation,  that  is,  when  it  gets  to 
the  cooler  part  of  the  pipe,  naturally  condenses  and  impedes  the 
operation  for  a  certain  time,  and  in  order  that  the  operation 
should  go  on  at  all  with  ordinary  convenience,  a  vessel  must  be 
provided  to  contain  the  tar  which  is  thrown  off,  and  which,  if  not 
condensed,  tends  stiU  more  to  choke  the  pipe.  This  can  be  con- 
densed in  a  separate  vessel  by  means  of  the  pipes,  or  by  means 
of  a  tar  cistern,  or  by  means  which  have  been  more  generally 
and  more  correctly  called  the  condenser,  as  applied  to  the 
ammoniacal  liquor,  as  well  as  the  tar,  otherwise  in  the  course  of 
a  very  short  time  the  tubes  will  be  choked  up,  and  the  operation 
cannot  be  continued  at  aU  (n). 


the  party  being  in  possession  of  no  such  inven-  quent  discovery,  it  would  appear  to  follow  that  a 

tion.    If  the  invention  fail  in  the  manner  secondly  patent  may  include  matters  of  subsequent  disco^ 

above  mentioned,  the  latter  part  of  the  suggestion  very,  if  its  terms  be  sufficiently  general  and  com- 

is  false,  since  that  which  he  has  done  is  not  of  prenensive.    It  would  appear  to  follow  also  that 

public  utility.  the  omitting  or  changing  a  particular  proces  or 

The  Court  of  Exchequer,  in  the  subsequent  case  operation,  as  effecting  by  two  processes  that  which 

of  Morgan  v.  Seaward^  intimated,  that  an  inven-  had  been  previously  done  by  three,  or  the  obtain - 

tion  which  was  useless  might  be  considered  as  ing  an  improved  result  by  one  particular  order  or 

mischievous  to  the  state,  to  the  hurt  of  trade,  and  sequence  of  processes  instead  of  another,  would 

generally  inconvenient,  since  all   improvements  not  be  the  subject-matter  of  letters  patent,    all 

thereon  would  be  in  abeyance  until  the  expiration  these  having  in  fact  been  done  before, 
of  the  patent  for  such  useless  invention,  unless  by  (n)  The  evidence  to  this  was  as  follows:  "  The 

arrangement  with  the  patentee.  gas  apparatus  described  in  the  specification  is  not 

(/)  See  specification,  ante^  103.  a  complete  apparatus,  for  want  of  a  vessel  to  re- 

(m)  This  point  was  not  alluded  to  in  the  sub-  ceive  the  tar  and  ammoniacal  liquor  which  rise  up 

sequent  motion  for  a  nonsuit,  so  that  the  ruling  of  to  the  mouth  of  the  retort,  and  must  be  condensed 

theChief  Justice  in  this  respect  may  be  considered  and  conveyed  away.     The  usual  apparatus  for 

as  the  established  law  on  this  point.  this  purpose  can  be  applied  without  modification 

The  true  principle  would  appear  to  be  the  in-  to  Clegg's  patent.'* 
tention  of  the  party  at  the  time,  first  as  expressed  Lord  Ttnterdm,  C.  J. :  "  The  patentee  does  not 

distinctly  on  the  face  of  the  specification  ;  and  se-  claim  to  leave  that  out.'' 

condly,  as  may  be  inferred  therefrom,  according  Brougham:  *'  He  claims  the  process  from  the 

to  the  state  of  knowledge  at  the  time,  and  other  putting  in  of  the  coal." 

attendant  circumstances.     If  a  patent  be  vitiated  Lord  TenterHmt  C.J. :  '*  I  do  not  know  that  he 

by  reason  of  its  not  applying  to  matters  of  subse-  does;  there  is  a  certain  mode  pointtd  out,  but  he 


CROSSLEY  V.  BEVERLEY.  Ill 

The  principal  objection  is  the  mechanism  of  the  retort  itself;  A.D.  1829. 
thoe  can  be  no  doubt  that  this  would  succeed  in  a  models  but 
when  it  came  to  be  attempted  on  the  larger  scale  in  practice^ 
defects  which  were  not  anticipated  showed  themselves^  and  these 
retorts  were  abandoned  after  great  expense  had  been  incurred. 
These  were  disused  not  in  consequence  of  improvements  subse- 
quent to  their  invention,  but  from  their  own  demerits  (o). 

The  gas-meter,  as  described  in  the  specification,  did  not  come 
into  general  use,  but  was  so  cumbersome  and  inconvenient  that 
it  was  not  profitably  employed  until  the  subsequent  improve- 
ments by  Mr.  Clegg,  and  one  of  which  is  admitted  to  have  been 
suggested  to  him  by  another  person.  Now  though  it  was  made 
by  the  patentee  for  his  own  use,  yet  if  it  was  made  at  so  great  an 
expense,  and  of  so  complicated  a  nature,  that  it  was  found  not  to 
be  worth  the  trouble  and  cost  attending  it,  until  altered  by  these 
sabsequent  improvements,  the  plaintiff's  patent  cannot  be  sus- 
tained in  respect  of  this  part  of  the  invention. 

Sir  J.  Scarlett  in  reply:    The  defendant  has  failed  entirely  to  Reply. 
show  that  the  specification  is  not  sufficiently  plain  for  a  work- 
man to  make  a  machine;  all  the  witnesses  state  or  admit  its 
sufficiency. 

With  respect  to  the  objection  to  the  retort,  no  evidence  is 
given  to  show  how  often  the  old  retorts  burnt  out,  or  to  contra- 
dict the  evidence  that  they  frequently  burnt  out  in  a  fortnight, 
and  on  an  average  did  not  last  six  months:  that  one  of  Mr. 
Ckgg*s  lasted  tUrty-six  months  without  being  renewed,  and  it 
is  admitted  that  the  retort  on  a  small  scale  is  of  great  utility. 
The  subsequent  improvement  of  Mr.  Clegg  is  only  another  mode 
of  applying  the  same  principle;  had  this  not  been  described  it 
would  have  been  a  fraud  on  the  public,  since  the  patentee  is 
bound  to  communicate  the  best  and  simplest  mode  of  practising 
the  invention.  It  is  no  objection  that  the  gas-meter  was  not 
brought  immediately  into  general  use;  it  was  many  years  before 
the  public  could  be  prevailed  upon  to  adopt  gas,  and  the  meter 
was  invented  two  or  three  years  after  gas  works  were  set  up(p). 

doei  BoC  ny  that  yoa  are  to  dispeose  with  the  uie  and  lasted  longer, than  the  other  retorts;  they  were 

of  tbat  which  was  previously  known,  the  tar  cis-  adopted  at  several  places,  but  superseded  in  con- 

tcra,  to  coodente  the  tar  and  ammoniacal  liquor;  sequence  of  an  improved  mode  of  setting  the  old 

he  docs  not  aay  joa  are  to  dispense  with  that."  retort;  from  which  and  other  causes  they  could  be 

A  witness  for  Ihe  plaintiff  stated  that  the  appa-  erected  at  one-third  of  the  expense  at  which  they 
fatns  described  was  a  complete  and  perfect  gas  were  erected  at  the  time  of  the  plaintiff's  inven- 
ayparatos  at  the  time:  that  condensers  have  since  tion.  Their  manufacture  was  also  improved,  so 
been  applied  between  the  retort  and  the  purifier,  that  they  became  more  durable.  That  the  old  re- 
bet  they  were  not  then  known.  The  principle  torts,  accordmg  to  the  old  mode  of  setting,  fre- 
laid  down  by  the  learned  judge  is  not  affected  bv  quently'bumt  out  in  a  fortnight,  and  on  an  average 
this  Ibct.  The  thing  might  have  been  so  well  did  not  last  more  than  six  months,  whereas  one  of 
known  to  all  persons  of  practical  experience  in  the  plaintiff's  lasted  thirty-six  months,  with  occa- 
sttking  gas,  that  it  need  not  be  mentioned.     This  sional  small  repairs. 

|iemt  was  not  adverted  to  in  the  subsequent  mo-  It  appears  to  have  been  admitted  that  plaintiff's 

iMi  Im-  the  nonsoiL  retort  on  the  small  scale  was  of  great  utility. 

(•)  According  to  the  evidence,  these  retorts  pro-  (p)  It  was  in  evidence,  that  the  first  gas  works 

daccd  a  larger  ooantity  of  gas  and  of  better  quality  were  erected  in  London  in  1813,  on  the  model  of 

frosa  the  espendilnre  of  th«  aame  quantity  of  foe),  the  works  in  Lancashire. 
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Now  it  is  admitted  to  be  an  invention  of  great  genius,  skill, 
and  knowledge,  and  that  the  defendant  has  imitated  it;  no  objec- 
tion is  made  to  the  governor  or  to  the  purifier;  the  only  ques- 
tion is  as  to  the  retort,  and  the  defendant  must  prove  this  t<rbe 
of  no  utility  to  entitle  him  to  the  verdict. 

The  jury,  with  the  concurrence  of  the  learned  judge,  without 
hearing  the  summing  up,  found  a       Verdict  for  the  plaintiff. 


Crosslet  t;.  Beverley. 

Hil.  T.  A-D.  1830,  Cor.  Lord  Tenterdmy  C.  J.,  Bot&y,  J., 
LUtledaley  J.,  and  Parke,  J. 

Metionf&ra        Brouffham  moved  for  a  rule  to  show  cause  why  a  nonsuit 
ntmtuit,  should  not  be  entered.    The  improved  gas  apparatus,  the  sub- 

ject of  the  patent,  consists  of  four  several  parts;  a  retort  upon  a 
new  construction,  a  purifying  apparatus,  a  gauge,  or  rotative  gas- 
meter,  and  a  self-acting  governor.  No  question  at  all  material 
to  the  present  motion  arises  upon  any  of  them  except  the  third, 
the  gas-meter.  It  appeared  that  the  object  being  to  measure 
successively  the  portions  of  gas  which  should  be  introduced  into 
any  burners  or  lamps  from  the  reservoir  where  the  gas  was  kept, 
or  from  the  furnace  where  the  gas  was  originally  evolved^  that 
purpose  was  accomplished  in  this  way:  a  drum  or  hollow  wheels 
or  hollow  cylindrical  vessel,  was  filled  successively  with  gas, 
and,  by  a  contrivance,  the  gas  was  let  out  in  portions  equal  of 
course  to  the  solid  contents  of  that  cylinder,  and  then  by  a 
clock  work  movement  of  some  sort,  which  is  no  part  of  the  in- 
vention, the  number  of  the  revolutions  of  the  cylinder  was  rois- 
tered, so  that  at  any  interval  of  time  (very  long  intervals  as  well 
as  very  short)  the  number  of  revolutions  the  cylinder  had  per- 
formed could  be  told ;  it  is  so  contrived  that  at  each  revolution 
it  should  be  completely  emptied  of  the  gas.  If  the  number  of 
the  revolutions  of  the  cylinder  be  registered,  it  follows  of  course 
the  quantity  of  gas  which  had  been  consumed  in  the  time  would 
be  known.  Every  thing,  therefore,  depended  upon  giving  a  ro- 
tary motion  upon  its  axis  to  that  cylinder,  and  upon  expelling 
the  gas  folly  each  time  that  a  revolution  of  the  cylinder  was  per- 
formed. This  is  stated  in  great  detail  in  the  specification,  and 
illustrated  by  figures ;  and  the  means  upon  which  every  thing 
depended,  the  means  in  the  first  place  of  giving  the  rotation, 
and  in  the  next  place,  of  completely  expelling  the  gas  at  each 
revolution,  are  laid  down  in  the  specification.  The  contrivances 
for  that  are  certainly  of  considerable  ingenuity.  At  the  proper 
periods  of  the  revolution,  the  hollow  arms  conveying  the  gas-  are 
to  be  sealed,  as  it  is  called,  that  is,  filled  by  water  carried  in 


CR0S8LEY  V.  BEVERLEY.  113 

backets^  which  at  a  particular  period  of  the  revolution  become  Motion firnon" 
inverted,  and  pour  the  water  into  the  hollow  arms  so  as  to  seal  *""* 
them^  and  thus  cut  off  the  communication  at  the  proper  part  of 
die  revolution.  There  are  also  hoods  to  cover  the  opening  in 
the  outer  rim  at  proper  places  and  proper  times  of  the  revolu- 
tion, 80  that  the  effect  is  produced  of  completely  expelling  the 
gas,  and  always  securing  that  at  each  revolution  the  gas  which 
had  been  taken  in  to  fill  the  partition  should  be  expelled,  and 
that  the  water  should  only  come  in  at  the  proper  time,  and  that 
the  water  should  be  expelled  at  the  proper  time. 

The  objection  to  be  taken  to  the  validity  of  this  patent 
depends  entirely  upon  this  part  of  the  invention*  That  which 
does  not  often  occur  in  patent  cases  occurs  on  this  occasion, 
and  from  its  so  seldom  happening  arises  the  fact,  which  is  imde- 
niable^  that  the  objection  now  made  has  hardly  ever  been  made 
before.  As  the  action  was  brought  not  by  the  patentee,  but  by 
the  assignee  of  the  patent,  the  patentee  himself  was  examined. 
There  was  a  difficulty  as  to  a  release  under  the  assignment,  but 
that  was  effected,  and  he  became  a  competent  witness.  It 
appeared  in  his  examination,  that  though  he  had  in  his  mind  the 
geneni  idea  of  a  rotary  motion,  of  the  measuring  of  gas  by  a 
drum  or  hollow  cylinder,  and  of  conveying  a  rotary  motion  to 
the  hollow  cylinder  by  introducing  the  gas  inside,  and  disturbing 
the  water  in  which  the  cylinder  was  placed,  so  as  to  alter  its 
centre  of  gravity,  and  occasion  and  give  a  beginning  to  the  mo- 
tion which  was  afterwards  kept  up;  that  though  he  had  that  in 
his  mind  at  the  time  when  he  applied  for  and  obtained  his  patent, 
yet  that  between  the  date  of  his  patent  and  the  enrolling  of  the 
specification,  he  had  made  three  material  inventions,  of  all  which, 
taken  together,  the  gas  apparatus  consisted.  He  invented  the 
buckets,  and  the  sealing  by  means  of  those  buckets;  he  also  in- 
Tented  the  hoods  at  the  same  time  that  he  invented  the  buckets, 
and  the  sealing  by  means  of  the  buckets;  and  though  it  did  not 
appear  so  distinctly,  it  rather  appeared,  upon  the  whole  of  his 
examination  taken  together,  that  the  hollow  axle  was  invented 
neaily  about  the  same  time,  and  subsequent  to  the  grant  of  the 
patent 

Great  reliance  in  the  whole  cause  was  placed  upon  the  hoods, 
and  for  this  most  obvious  reason — ^that  it  was  therein  the  imita- 
tion had  taken  place. 

Now  though  it  is  not  necessary  that  an  inventor,  when  he 
applies  to  the  crown  for  a  patent,  should  have  stated  in  writing, 
or,  according  to  the  language  of  the  grant,  ^'  ascertained  in  writ- 
ing," the  whole  of  his  process,  of.  have  reduced  it  to  writing,  or  . 
put  it  into  words,  he  must  have  had  in  his  mind  the  idea  of 
the  whole  of  the  process,  of  the  whole  of  the  machine — 
if  it  b  a  machine,  which  in  the  present  case  it  clearly  is — so 
that  he  can  state  to  the  crown  in  his  petition  with  trath  and 


fui(, 
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Motionfarnm^  correctness^  «nd  upon  which  statement  the  patent  is  granted  to* 
him,  that  he  has  invented  that  of  which  he  claims  the  sole  and 
exclusive  use  during  the  time.  It  is  needless  to  point  out  the 
consequences  that  would  follow  if  a  man  were  only  to  go  with  a 
rough  idea  in  hb  mind^  and  say  he  had  formed  an  idea  in  bis 
mind^  and  it  is  very  probable  he  might  have  invented  the  main 
part,  it  is  very  probable  the  whole  of  the  principle  might  be  in 
his  mind  and  familiar  to  his  thoughts^  when  he  stated  he  formed 
the  invention;  but  he  must  have  invented  the  manner  in  which 
that  purpose  is  executed;  he  must,  to  use  the  words  of  the  spe- 
cification, have  invented  the  contrivances  by  which  it  was  so 
arranged  that  each  of  these  boxes  or  chambers  will  be  filled  with 
gas  from  the  entrance  pipe,  and  emptied  of  the  same  into  the 
exit  pipe,  every  time  the  wheel  makes  a  revolution.  There  are  two 
figures;  the  one  called  figure  10  was  the  one  which  alone  ap- 
peared ever  to  have  been  usefully  employed,  the  figure  12  haviiig 
been  one  of  great  complexity.  [Lord  Tenterden,  C.  J.:  It  was 
upon  the  same  principle,  but  more  complex.]  He  says  in  his 
examination,  he  had  invented  the  scrolls,  the  complex  one  before 
the  patent,  but  the  other  one,  which  was  a  very  great  improve- 
ment upon  the  other  (that  there  was  not  the  least  doubt  oi), 
which  alone  has  ever  been  used,  the  other  being  found  useless  from 
its  complexity;  the  simple  and  ingenious  contrivance  for  accom- 
plishing its  purpose  of  successively  filling  and  emptyings  by 
means  of  sealing  and  opening  the  tubes  at  the  several  times  of 
the  revolution;  that  was  figure  10,  and  it  was  quite  dear  that 
had  occurred  to  him  after  the  patent  was  obtained,  and  between 
that  and  the  enrolment.  [Bailey,  J.:  He  knew  at  the  time  he 
took  out  the  patent  he  had  discovered  a  new  method;  but  be- 
tween the  time  when  the  patent  was  taken  out,  and  the  time  be 
made  out  his  specification,  he  discovered  certain  improvements.] 
Certain  improvements  which  he  added  to  it,  and  which  he  makes 
a  part  of  the  specification.  Now  if  any  thing  is  added  to  a  spe- 
cification which  is  at  all  different  from,  or  an  addition  to,  the 
patent,  of  course  the  specification  is  void  as  to  that,  and  is  void 
as  to  all;  but  it  is  also  perfectiy  clear,  and  it  has  been  so  held^ 
that  if,  for  any  thing  in  the  specification  the  patent  would  be 
void,  the  patent  would  be  void  for  the  whole  (a). 

Now  it  signifies  not  whether  any  thing  is  void  in  the  specifi- 
cation, on  account  of  its  not  being  new,  or  on  account  of  its  not 
being  useful,  or  on  account  of  its  not  answering  the  description; 
these  are  all  grounds  upon  which  its  invalidity  would  be  clear, 
but  it  signifies  not  whether  those  be  the  grounds  of  the  invali- 


(a)  Th€  learned   counsel   referred  to  Hill  v«  tion  in  this  case,  provided  the  patentee  bad  in* 

llumpton,  3  Mer.632 ;  li.  v.  Wheeler,  2  B.  &  Aid.  vented  a  gat  appantus  which  woold  have  acted, 

349 ;  and  Brunton  v,  H^viktt^  4  B.  &  Aid.  541.  however  greatly  improved  an  application  of  thb 

The:-e  patents  were  void  on  the  ground  of  false  same  principle  the    one  sobseaaentlv  invented 

suggesuon;  but  there  would  be  no  false  augges*  might  be.  8eeant#.42»n.  andiwr  X4<l/Ma/#,  J.jMst. 
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astf  of  any  part  comprised  in  the  specMcation,  or  whether  it  is  MotUmfir  iron- 
Twd  npon  any  other  ground.  Now  I  submit  it  would  clearly  *"**• 
be  void  equally  if  it  is  in  the  specification  and  had  not  been 
in^mted  at  the  time  the  patent  was  granted,  because  the  patent 
b  only  granted  for  Aat  which  is  invented  at  the  time  the  appli- 
cation is  made.  Hie  kiTentor  petitions  the  crown  in  the  words 
dnt  aie  always  used,  and  which  are  set  forth  in  the  declaration: 
•*^lie  represented  that  he  had,  after  considerable  appKcation  and 
expense,  invented  an  imjNroved  gas  apparatus,  which  invention 
he  bdiev^  would  be  of  general  benefit;^'  and  upon  that  the 
erown  granted  him  the  exclusive  use  of  tiiat  invention  for  a  cen- 
teiB  time,  but  it  was  upon  the  condition  that  he  should  specify 
what  it  is  he  had  invented.  He  can  only  specify  that  which  he 
hid  invented,  but  he  specifies  beyond  what  he  had  invented — ^for 
instance,  the  buckets  and  the  hoods;  if  he  specifies  the  buckets 
aad  the  hoods  beyond  what  he  has  invented,|}ro  tanto  it  is  void. 
He  has  no  machinery  of  the  buckets  or  the  hoods;  the  spedfi- 
cition,  therefore,  quoad  hoe  is  void,  and,  therefore,  according  to 
the  principle  in  Hill  v*  Thompson,  the  whole  is  consequently  void. 
Indeed  it  would  appear  in  this  case  that  the  whole  consisted  in 
the  eontrirances.  The  way  in  which  the  purpose  was  executed 
was  here  every  thing,  for  the  whole  is  a  gas  apparatus,  and, 
alftoagh  one  mode  of  accomplishing  his  purpose  might  have 
been  known  at  the  time  he  applied  to  the  crown,  and,  therefore^ 
widi  i^ard  to  t^t,  he  may  be  said  not  to  have  deceived  the 
crown  in  bis  statement,  because  he  had  invented  that  at  the 
time;  but  when  he  afterwards  adds  another,  as  if  it  was  part  of 
his  originml  invention,  it  is  a  deception  which,  if  practised,  it 
signifies  not  either  upon  the  public  subsequentiy,  or  upon  the 
crown  in  the  application,  is  equally  a  deception,  because  the  per- 
son is  only  to  specify  that  which  he  had  invented  before.  [Bal- 
fey,  J.s  Ton  say  this— that  if  a  man  improves  upon  the  thing  for 
wUdi  the  patent  is  taken  out,  between  the  period  of  time  when 
the  patent  is  granted  and  the  specification,  he  must  either  take 
out  a  new  patent,  or  he  must  keep  to  himself  that  improvement} 
Certunfy,  because,  in  fiact,  the  specification  is  the  description — 
that  is,  he  describes  and  specifies  the  whole  of  the  invention  tot 
winch  he  obtained  the  patent.  He  might  be  called  upon  at  the 
time  far  a  specification,  and  may,  in  certain  cases,  in  conse- 
quence of  a  caveat,  be  called  upon  to  give  every  one  figure  of 
his  patent.  I  am  quite  aware  that  is  not  what  is  constantfy 
done — on  the  contrary,  I  may  say,  the  opposite  practice  is  more 
freqoent  (6).     [Botfey,  J.:  Would  it  not  be  an  objection  to  the 


(h)  Tlie  obfert  of  the  law  officen  of  the  crown,  the  deUiled  account  here  ttated.    The  Ani  ques- 

iiCMoftliitliiBd,  ntmely,  theaaceruiningwhe-  tion  in  this  cate  would  have  been,  whether  the 

tka  the  iavcntioBa  of  two  rival  applicanti  are  the  inventioo  of  the  opposing  party  potBeveJ  the  pecn- 

aae,  or  ndfiaeMly  Artinct  to  support  separate  let-  liar  feature  of  measuring  the  gas  by  the  rotstion  of 

,  woold,  it  ■  conceived,  rifely  require  a  vessel,  and  the  alternate  illing  of  iu  chaiiibe» 
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Btationfor  tuM.  |)ateiit,  that  you^  having  taken  out  your  patent  for  a  new  applk- 
"^''  latus  for  making  gaa^  had^  before  you  came  to  your  specificatioD, 

discovered  some  important  improvements  in  that  apparatus; 
wo\dd  it  not  be  bad  if  you  did  not  specify  those  improvements 
in  your  apparatus^  but  were  merely  confining  your  specification 
to  what  was  your  knowledge  at  the  period  of  time  at  which  the 
patent  was  taken  out?]  I  do  not  see  how  that  could  be  a  fatal 
objection,  and  for  this  reason — I  take  it,  that,  strictly  speakings 
the  whole  must  be  considered  one  exposition,  and  at  the  time 
the  party  applies  to  the  crown,  he  may  be  cdled  upon  to  spe- 
cify the  whole;  for,  suppose  a  caveat  is  entered,  he  would  have  to 
go  before  the  Attorney  General,  and  the  Attorney  General  may 
call  upon  him  then  and  there  to  state  every  part  of  his  mven- 
tion,  and  to  give  very  minute  information  of  it.  Time  is  given 
to  him  in  order  to  prepare  it  by  reducing  it  to  writing.  [IMtk- 
dale,  J.:  That  general  statement  of  his  invention  upon  which  he 
first  applies  to  the  crown,  is  equally  applicable  to  the  present 
specification,  and  to  what  the  specification  would  have  been  if 
he  had  merely  put  down  what  was  passing  in  his  own  mind  at 
the  time  of  the  specification;  the  description  of  the  patent  is  the 
same.]  It  is  applicable  to  it  as  far  as  it  goes.  [LUiledale,  J.: 
The  description  of  the  invention  upon  which  he  first  applied 
would  not  have  been  varied.]  No,  because  the  description  is  so 
general — ^it  is  ^*  a  Gas  Apparatus.^^  [Littledale,  J.:  And,  there- 
fore, it  is  something  which  is  passing  in  his  mind,  and  which  he 
never  discloses  to  any  one  until  he  exhibits  a  machine  of  the 
power  of  ten,  and  when  he  applied  for  a  patent  it  had  only  a 
power  of  five.]  He  applies  for  a  patent  for  one  thing,  and  he 
specifies  that,  and  one  or  two  other  things,  which  other  things  I 
admit  will  come  under  the  same  general  principle.  [Lo^ 
Tenter  deny  C.  J.:  And  all  founded  upon  the  same  principle.] 
Founded  upon  the  same  principle,  but  different  contrivances  for 
carrying  the  principle  into  execution.  [Lord  TenterdenyC*i*' 
Different  mechanical  contrivances  for  carrying  it  into  effect] 
And  some  of  those  contrivances  he  had  invented  between  the 
grant  and  the  specification.  They  are  new  inventions,  and  they 
might  have  been  the  subject-matter  of  a  new  application  for  a 
new  grant. 

Lord  T£NTERD£N,  C*  J-  That  would  have  been  less  benefi- 
cial to  the  public,  because  it  would  have  prolonged  the  time  w 
the  monopoly.  The  objection  really  would  come  to  this.  If  •* 
the  time  a  person  applies  for  the  patent,  he  has  in  his  mind  ^ 
invention  capable  of  producing  the  effect  which  he  represents  it 

with  gas  and  water;  such  roUtion  being  due  to  or  hoods  might  have  arisen,  for  neither  party  ^^]^ 

produced  by  that  alternate  filling.    The  next  ques-  have  had  a  patent  under  these  last-mentioned  cir- 

tion,  supposing  both  parties  to  have  hit  upon  this  cumstances,  except  for  the  particular  mode  of  ap- 

principle,  would   have  been  as  to  the  particular  plying  the  principle.     See  Law^Vraeiict,  1>'d» 

modes,  and  then  the  particular  question  of  the  lit.  Opposition. 
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to  be  capable  of  producing,  and  has  brought  that  inventimi  to  a 
great  degree  of  perfection,  and  within  the  time  allowed  by  the 
patent  for  exhibiting  the  specification,  and  before,  the  arrival  of 
that  time,  he  perfects  his  invention,  and  renders  it  more  com- 
plete by  the  introduction  of  a  different  species  of  machinery, 
by  the  application  of  that  to  different  mechanical  parts  of  the 
madune,  if  so,  whether  that  will  make  his  patent  void.      No 
case  has  ever  decided  tiiat,  and  I  think  it  would  be  extremely 
dangerous  to  lay  down  any  such  doctrine.    I  do  not  see  myself 
why  time  is  allowed  to  prepare  the  specification,  except  upon  rime  U  allowed 
the  idea  that  the  person,  at  the  time  he  took  out  his  Patent,  [^*JJ»  ?p«^;^^ 
has  not  brought  his  machine,  or  whatever  he  has  invented,-  to  that  the  iDven- 
that  dqpnee  of  perfection  which  it  may  be  supposed  he  is  capable  Jro„3i7to1be 
of  bringing  it  to,  and,  therefore,  he  is  allowed  further  time  to  do  greatest  degree 
it    If  in  the  interval  another  person  should  have  hit  upon  that  ^  ^'^'^^^*^°' 
which  he  has  hit  upon,  that  patent  will  not  be  for  what  in  the 
mean  time  has  been  discovered  by  another  person.    He  runs  all 
those  haaards  by  the  delay,  but  if  during,  that  delay  the  inven- 
tion was  perfected,  and  approaches  to  a  perfect  accomplishment 
of  the  object  which  he  had  originally  in  view,  I  own  I  do  not  see 
)hat  can  be  any  objection  to  the  patent. 

Bailxt,  J.:  I  think  the  specification  and  the  patent  are  to  The letten  pa. 
be  taken  as  one  muniment  in  enforcing  this  claim  on  the  part  of  ^^"^^"5^^" 
the  patentee,  and  they  only.    The  specification,  with  new  im-  taken  as  one 
provements,  would  still  be  tiie  thing  for  which  the  patent  was  ^'^^^">™®°'' 
obtained,  and  I  think  it  is  most  beneficial  to  the  public  to  say,  that 
it  is  the  duty  of  tiie  inventor,  if  between  the  period  of  taking  out 
the  patent  and  enrolling  the  specification  he  makes  discoveries 
wUdi  will  enable  it  better  to  effectuate  the  thing  for  which  the 
patent  was  obtained,  not  only  that  he  is  at  liberty  to  introduce 
them  into  his  patent,  but  that  it  is  his  bounden  duty  so  to  do, 
and  that  it  is  not  sufficient  for  him  to  communicate  to  the  public 
the  knowledge  which  he  had  at  the  time  he  obtained  the  patent, 
but  he  ought  to  communicate  to  the  public  the  knowledge  he  improTenenti 
has  obtained  before  the  specification;  and,  therefore,  I  am  of  Pf^^^^^sfthe 

.        ,.  ,        r.       .  1  .  1    ^        1  /  1.    interval  for  spe- 

optDion,  in  this  case,  the  objection  which  has  been  taken  to  this  cifying  thouid  ^ 
patent  is  not  to  be  supported.  ^  described. 

LiTTi^BDALB,  J.:,  I  am  also  of  the  same  opinion.  This  patent 
was  taken  out  for  an  improved  gas  apparatus,  and  at  that  time 
the  inventor  has  something  in  bis  mind  which  he  considers  will 
be  a  benefit  to  the  public,  and  he  applies  to  the  crown  upon  that 
prospect  which  he  has, of  doing  something  from  which  the  public 
are  to  derive  a  benefit.  He  is  allowed  a  certain  time  to  make 
out  his  specification.  He  may  be  called  upon  by  the  crown  to 
do  it  immediately,  but,  however,  time  is  given.  In  the  mean 
time,  something  contributing  very  materially  to  the  improvement 
of  that  oomes  into  his  mind,  and  before  his  specification  is 
made  out,  he  finds  that  will  answer,  and  he  introduces  it  into 
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km  Bpedifieftliom    NoW)  k  etiir  only  be  iipoa  it  very  strict  tech- 
nical rule,  that  die  addition  in  the  spedfication  to  what  was 
passing  ia  hi^  own  mind  when  he  appfied  for  the  patent,  would 
render  that  specification,  and  the  patent  which  was  obtained 
upon  that,  entirely  void.   It  has  been  held,  that  if  a  man  applies 
for  a  patent  for  two  things,  and  he  is  not  the  inventor  of  one,  or 
there  is  some  objection  to  one  of  them,  the  whole  is  void,  because 
it  is  considered  he  is  making  an  unfair  representation  to  the 
crown,  and  the  crown  grants  him  that  patent  upon  that  repre- 
sentation; diat  is  unfair,  and  if  any  one  part  fails,  the  whole  is  to 
fittl  also.    That,  however,  appears  to  me  to  be  only  a  technical 
role,  which  has  been  intended  to  prevent  frauds  in  obtaining  pa- 
tents, or  for  some  other  reason,  but  it  is  merely  a  technical  rule, 
and  there  is  no  reason  why  it  should  be  carried  further  than  it 
has  been.    For  the  same  reason,  if  he  takes  out  a  patent,  it  may 
be,  if  the  specification  is  bad  in  part,  that  part  of  the  specifica- 
tion whidi  is  bad  for  any  reason,  may  vitiate  the  whole,  and 
Th€  insertioii  of  render  the  whole  void.    But  in  this  oase  there  is  no  deception 
!3rdaring\he  pnustiscd  ou  dic  CTOwn^  because  he  intended  really  and  bamdjkk 
intenrai  for  spe-  to  give  a  gas  apparatus.    There  is  no  deception  praotised  upon 
elt^er^oD^he  "  ^^  public,  for  the  public,  until  the  spedifioatk>n  was  eitfoUed, 
cnm|ot  ik«     are  tmacquainted  with  the  mode  in  which  that  is  to  be  carried 
""  into  effect.    It  is  merely  jBoating  in  his  own  mind  $  his  mind  has 

got  into  an  improving  state,  and  his  mind  ia  able  to  give  an 
improvement  that  I  will  call  five,  and  horn  day  to  day,  as  he 
puts  this  machine  up  to  see  if  it  will  answer,  and  see  that  the 
specification  is  right,  he  finds  from  day  to  day  that  five  will 
increase  to  seven,  or  eight,  or  ten.  Surely  it  would  be  a  hard 
thing  upon  him,  if  when  he  has  made  this  improvement  of 
double  value,  or  if  having  given  a  double  mode  to  the  public, 
that  the  whole  should  be  rendered  void,  and  he  should  be  de- 
prived of  the  benefit,  because  he  had  not  communicated  the 
whole  of  what  was  passing  in  his  mind  at  the  time  the  patent 
was  taken  out.  I  must  own  I  think  it  would  be  an  extremely 
unjust  thing  if  it  were  so,  and  I  know  of  no  principle  of  law 
upon  which  it  should  be  so  decided. 

Parkb,  J.:  I  was  concerned  in  this  cause  when  at  the  bar, 
and  therefore  I  will  give  no  opinion  upon  it. 

Rule  refused. 


The  principle  of  Uie  above  decbion  is,  that  there  the  above  is  one,  the  nalure  of  the  invention  may 

was  DO  false  suggestion ;  bat  the  form  of  the  pro-  be  the  application  of  some  general  principle  acf- 

viso,  and  the  necessity  under  which  the  patentee  is  mitting  of  an  infinilt  vaiiety  of  niechaaieal  or 

placed  to  forego  experiments  requiring  the  assist-  other  means  in  the  carrying  it  out  into  practice, 
ance  of  others  until  the  patent  is  sealed,  nay  be  It  should  also  be  remeinbered  that  the  proviso 

referred  to.    The  provis*  requires  that  tbc  party  is  of  leceat  iolrodoetien  (l^li  J|r  Prmetk$,  Pr.  F. 

should  describe  and  ascertain  the  nature  of  the  XIII.  n.  f.),   the  common  law  only  re<^uiring 

said  invention,  and  in  what  manner  the  same  is  to  that  the  party  should  be  able  to  practise  his  inven- 

be  performed.     U  a  large  class  of  eases,  of  wbich  titQ  benefid^Uy  for  the  pabfic.    Ant$  8. 


r 
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Crossley  V.  Beverley* 
Cor.  Lord  Lyndkursty  L.  C. 

Tbt  bill  having  stated  the  phdntiff's  tide,  and  the  result  of' In  Ckanetr^, 
the  proceedings  at  law  in  the  preceding  action,  alleged,  that  ^'^  ^  ^^^' 
oommimications  had  taken  place  between  the  parties  respecting  gniltl^^  i«- 
oomiiig  to  an  account  as  to  the  gas  meters  made  and  sold,  and  »traiD  the  sale  of 
now  on  hand  in  a  finished  or  unfinished  tftate,  but  that  no  satis-  ^fy  *i!^!^7ai^ 
bclorj  account  had  been  received,  and  that  defendant  still  had  ^%  ^  P*^^* 
in  his  poasesaion  or  power  a  large  quantity  of  gas  meters  finished 
or  unfinished^  and  whidi  he  intended  to  sell  for  his  own  profit, 
and  prayed  an  injunction* 

It  was  suggested  that  the  defendant  had  a  large  stock  of  gas 
melben,  which^  on  the  expiration  of  the  patent  in  a  few  days, 
would  be  thrown  on  the  roarket*  Injunction  granted. 


Crosslry  v.  Derby  Gas  Light  Company. 

Cor.  Lord  Lyndkursty  L.  C. 

This  was  an  application  for  an  injunetion  to  restrain  the  Jn  Chancery, 
Company  and  another  defendant  from  infringing  the  pfeintiff's  ^'^  ^*''  ^^^' 
psteat.  Injunction  granted. 


Cor.  Sir  L.  Shadwett,  V.  C. 

Ordered,  that  the  injunction  granted  in  this  cause  be  conti-  lOf*  More*, 
nued,  and  that  the  same  do  extend  to  restrain  the  defendants,  ^^^' 
die  Company,  from  usmg  the  gas  meters  made  during  the  term  ^d  of  profiti 
of  the  letters  patent,  which  expired  on  the  9th  day  of  December,  ""^  ^"»n  »^ 
1829;  and  tliat  it  be  referred  to  the  Master  to  take  an  account  during  the  pa- 
of  wfast  profits  have  been  received,  and  what  benefit  derived,  ^<^ 
from  the  use  of  such  gas  meters  as  were  made  or  manufectured 
daring  the  existence  of  such  letters  patent,  for  six  years  previous 
to  the  filing  the  plaintiflf's  bill  down  to  this  time ;  and  that  the 
defiendaots,  the  Company,  pay  to  the  plaintiff  what  the  said  Mas- 
ter shall  certify  to  be  due  on  taking  such  account,  together  with 
costs,  &c 


I 


Cor.  Lord  Broughamy  L.  C. 

The  defendants  q>pealed  against  so  mudi  of  the  decree  of  the  lith  Nov.  1834. 
Vice  Chancellor  as  required  an  account  and  payment,  without 
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first  requiring  the  plaintiff  to  establish  his  tide  at  law  against  the 
petitioners,  and  also  against  the  nature  and  extent  of  the  account 
thereby  directed. 

Lord  Brougham,  L.  C:  The  validity  of  the  patent  must  be 
taken  as  fully  established;  but  whether  the  account  should  be 
had  as  directed,  was  another  question. 
A  party  hiviog      It  was  a  principle  of  equity,  that  a  party  who  claimed  a  right 
noUie  by!  and  should  not  lie  by,  and,  by  his  silence  or  acquiescence,  induce 
afterwardlt       another  to  go  on  expending  his  money  and  incurring  risk,  and 
io^  profit,    afterwards,  if  profit  has  been  made,  come  and  claim  a  share  in 
that  profit,  without  ever  having  been  exposed  to  share  in  the 
losses  which  might  have  been  sustained.     Upon  this  the  defend- 
ants rely:   but  it  was  to  be  considered,  on  the  other  hand, 
Delay  may  be  whether  the  plaintiff  did  not  explain  the  delay  which  has  taken 
exp  am   .       place,  and  whether  the  conduct  of  the  defen(knts  has  not  been 
such  as  to  lull  the  plaintiff's  suspicions  to  sleep.    It  appears 
that  in  1821  the  defendants  bought  two  gas  meters,  and  after*, 
wards  paid  for  a  license  to  use  another  gas  meter,  and  applied 
for  a  badge  to  put  on  the  meter.    They  had  prevented  any  per- 
son from  having  access  to  their  manufactory,  and  all  along  denied 
that  they  were  guilty  of  any  infringement  on  the  pluntiff's  pa* 
tent    The  invention  was   not  profitable  till   1824,  and  from 
that  period  till  the  filing  of  the  bill,  the  plaintiff  had  frequently 
conferred  with  his  solicitor;  but  it  was  not  till  1829  that  he  had 
been  able  to  obtain  sufficient  evidence  of  uifringement  of  his 
patent  by  the  defendants.     Under  these  circumstances  the  delay 
is  explained,  and  the  decree  of  the  Vice  Chancellor  must  be 

Affirmed,  with  costs. 

The  Master  having,  by  his  report,  proved  and  upon  which  he  came  to  the  cooclusioD  which  be 

certified  certain  facts,  and  that  the  benefit,  includ-  inwbt  arrive  at. 

ing  profit  received,  derived  by  the  defendants  from  The  plaintiff  having  appealed  against  that  order, 
the  use  of  such  gas  meters  as  were  made  and  ma-  Lord  Cottenham,  "L,  C.  dismissed  the  appeal  with 
naiactured  daring  the  exigence  of  the  letters  pa>  costs.  The  judgment  on  the  appeal  is  fnll^  re- 
tent,  from  six  years  previous  to  filing  the  plaintiff's  ported  in  3  Mvl.  &  C .  428  -y  it  relates  entirely 
bill  down  to  the  date  of  the  decree,  amounted  to  to  the  method  of  taking  an  account  of  profiu  nn- 
the  sum  of  6000/. ;  several  exceptions  were  taken  der  circumstances  of  Uie  peculiar  nature  of  tbe 
to  it,  and  being  heard  before  the  Master  of  the  present  case,  the  question  Wng  simply,  whether 
Rolls  (6th  May,  1837),  his  loidsbip  made  an  order  the  Master  had  properly  taken  tin  account  referred 
referrinc;  it  back  to  the  Master  to  review  his  report,  to  him  by  the  decree, 
with  a  direction  that  he  should  state  the  grounds 
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Tui$.  Letters  patent,  10th  Oct.  a.d.  1826,  to  Theodore  Jones,  for 

'^  a  certain  improvement  or  improvements  on  wheels  for  car- 
riages.'* 

SpieifieatUm.  I  do  hereby  declare  the  nature  of  my  sud  invention  to  con- 
sist in  an  improved  construction  of  carriage  wheels,  of  such 
nature,  that  the  weight  which  they  have  to  carry  is  suspended 
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irom  that  part  of  the  wheel  which  happens  to  be  uppermost, 
instead  of  being  supported  as  is  usual  by  the  spokes  which 
happen  to  be  under  the  axletree ;  and  I  do  hereby  describe  the 
maimer  in  which  my  said  invention  is  to  be  performed  by  the 
following  description  thereof,  reference  being  had  to  the  drawing 
annexed,  and  to  the  figures  and  letters  marked  thereon. 
*  *  *  *  ^  (a) 

Now,  whereas  the  wheels  in  general  use  for  carriages  are 
made  <Nr  constructed  with  spokes,  in  such  manner  that  the  spoke 
or  spokes  that  happen  to  be  under  the  axletree  contribute  to  the 
Bopport  of  the  weight  or  load. 

But  whereas  I  hereby  daim  as  my  invention,  and  declare  that 
my  imjmnrement  or  improvements  on  wheels  for  carriages  con- 
sist in  substituting  suspending  rods  made  of  iron  or  other  suit- 
able metal  in  lieu  of  spokes,  by  which  suspending  rods  I  hang 
or  suspend  the  weight  or  load  from  that  part  of  the  wheel  which 
happens  to  be  uppermost,  and  prevent  any  support  being  given 
to  the  said  weight  or  load  by  the  rods  which  happen  to  be 
immediately  under  the  axletree.  In  witness,  &c. 


Jones  v.  Pearce. 

Cw.  Sir  L.  Shadwett,  V.  C.  10th  Aug.  a.d.  1831. 

On  motion  for  injunction,  and  after  hearing  counsel  on  both  jn  chancery* 
aides,  and  ihe  defendant  undertaking  to  accept  a  declaration, 
and  plead  as  of  the  last  Trinity  Term,  and  to  keep  an  account  of 
an  moneys  received  by  him  in  respect  of  his  having  made  or 
used  the  plaintiff's  improvements,  it  was  ordered,  ^^  that  the 
pbdntiff  be  at  liberty  to  bring  such  action  as  he  shall  be  advised, 
and  the  said  defendant  is  according  to  his  undertaking  to  accept 
a  declaration  and  to  plead  as  of  last  Term,  and  keep  such  ac- 
count as  aforesaid;  and  that  this  motion  stand  over  until  after 
the  trial  of  such  action^  and  either  of  the  said  parties  to  be 
at  Uboty  to  apply  to  this  court  as  there  shall  be  occasion.'^ 


(«)  TW  tpaeUic«tioo  proceeds  to  describe  the  partmenti  as  rods),  tnd  a  nut  being  screwed  on 

^  ef  the  ceMtraction  of  wheels  with  one  and  the  end  of  the  rod  io  each  compartment,  the  rod 

t«e  seto  of  spokes  or  sospending  xods;  and  the  was  fixed  in  its  place.   These  nnts  were  prerented 

Minlar  Bsode  of  arranging  the  sospending  rods,  from  unscrewing  by  a  plate  called  the  shield. 

The  rittof  the  wbeel  was  pinced  by  conical  holes,  which  was  placed  in  front  of  the  na?e,  in  conUct 

■Is  wUdi  one  end  of  tlie  suspending  rod  fitted  with  their  edges.     These  suspending  rods  could 

*   ;  the  otiier  end  of  tne  suspending  rod  recede  slightly  in  the  nave  on  a  pressure  being  ap- 

vnrii  a  cylindncal  hole  in  the  nave  plied  at  the  end  in  the  rim. 
(whicb  was  Avided  mto  as  manj  separate  com- 
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Jones  v.  Pearcb. 

Cor.  Paiieson,  J.    Trinu  Vac.  1832. 

The  dedaration  assigned  as  breaches — ^That  the  defendant 
made  and  sold  divers  wheels  for  carriages  in  imitation  of  the 
said  invention ;  made  divers,  &c.  on  the  said  improved  plan^  and 
in  imitation  of  the  said  invention;  nsed  and  put  in  practice 
divers,  &c.  on  the  said  improved  plan,  and  in  imitation  of  the 
said  invention ;  counterfeited  the  said  invention^  and  used  and 
put  in  practice  divers,  &c.  on  the  said  improved  plan,  and  in 
imitation  of  the  said  invention ;  imitated  tii6  said  invention^  and 
used  and  put  in  practice  divers,  &c.  on  the  said  improved  plan, 
and  in  imitation  of  the  said  inventi<m ;  imitated  m  part  the  said 
invention,  and  used  and  put  in  practice  divers^  &c.  on  the  said 
improved  plan,  and  in  imitation  of  the  said  invention ;  made 
divers  wheels  for  carriages  with  certain  improvements  on  the 
constractton  thereof  lespectively,  intended  to  imitate  and  re* 
semble,  and  which  did  imitate  and  resemble,  the  said  improve- 
ments so  invented  by  the  said  plaintiff  as  aforesaid. 
Hea — Not  guilty. 
Piaintif't  earn,     giy  James  Scarlett  stated  the  plaintiff's  case,  and  described 
his  wheels  as  made  entirely  ot  iron>  and  on  the  principle  of 
suspension^  that  is^  the  weight  (in  oonsequenoe  of  th6  spokes  or 
rods  being  made  without  shoulders  or  mortisings  at  the  parts 
where  they  entered  the  box  or  nave^  which  allowed  them  on  the 
least  pressure  from  the  revolution  of  the  wheels  to  slip  upwards 
into  the  nave)  was  suspended  from  the  upper  parts  of  the  wheeL 
The  witnesses  for  the  plaintiff  stated,  that  the  plaintiff^s  wheel 
was  constructed  on  the  suspension  principle^  by  relieving  t^e 
lower  rods  or  spokes  from  pressure^  and  bringing  tension  on  the 
No9iitj^  and      upper  ones ;  and  that  they  had  never  known  the  principle  use- 
**^'y*  fully  employed^  or  heard  of  any  invention  of  the  sort  in  use, 

except  for  water  wheels,  previous  to  the  plaintiff's  patent.  That 
the  conical  heads  and  the  nuts  were  important  features  of  the 
invention,  and  a  well-contrived  nicety;  that  felUes  of  wood  would 
be  destaroyed  in  a  very  short  time;  tJiat  the  wheds  possessed 
great  lightness  and  durability,  and  were  getting  into  very  gene- 
ral use;  that  one  firm,  by  a  contract  with  the  plaintiff  for  the 
supply  of  wheels,  would  save  as  much  as  £l87  a  year.  On 
cross-examination  a  model  wheel  was  produced^  which  witnesses 
admitted  to  be  on  the  same  principle  as  the  plaintiff's,  which 
principle  (in  the  words  of  the  specification)  consisted  in  the  use 
of  iron  or  other  metal  rods  in  lieu  of  spokes,  by  which  is  hung 
or  suspended  the  weight  or  load  from  that  purt  of  the  wheel 
which  happens  to  be  uppermost,  and  prevents  any  support  being 
given  to  the  weight  by  the  rods  which  happen  to  be  inmiediately 
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ttDder  the  axletree ;  but  stated  that  a  wheel  constnicled  accord-  A.  D.  18*l 
ing  to  that  model  could  never  be  used  5  that  it  would  break  to 
pieces;  if  it  could  be  used  it  would  be  an  infringement  of  the 
plaintiff's  patent;  also,  that  the  plaintiflF's  specification  was 
q)plicable  to  both  wheeb,  but  that  the  plaintiffli  would  be  more 
secure;  that  the  only  difference  appeared  to  be,  that  in  the 
plaintiff's  the  nuts  have  separate  cells,  and  the  rods  go  quite 
through  the  fellie. 

The  plaintiff's  foreman  stated  that  he  saw  at  the  defendant's  Infrtngmgnx, 
premises  a  pair  of  gig  wheels  like  the  plaintiff's,  made  on  the 
suspension  principle;  the  fellie,  however,  was  of  wood,  bound 
ronnd  with  an  iron  tire  or  rim.  The  nave  was  of  wood,  bound 
with  wrought  iron.  The  spokes  or  rods  were  without  shoulders 
at  the  outside  of  the  pave,  but  within  they  were  fEustened  with 
Buts.  The  suspension  principle  was  the  same  as  the  plaintiff's, 
but  the  n^s  were  not  divided  into  cells  like  hb;  nor  could  he 
tdl  how  the  rods  were  inserted  into  the  wooden  fellie,  because  of 
the  iron  tire  which  was  on  its  outside;  their  heads  did  not  come 
through  die  tire— they  were  hid.  He  only  saw  two  wheels,  one 
Was  on  the  gig,  the  other  against  the  wall;  it  had  no  shield,  but 
it  appeared  as  if  there  was  going  to  be  one.  He  did  not  notice 
the  screws  to  fasten  the  shield. 

Cornell,  for  the  defendant,  contended,  first,  that  the  inven-  iV«M<<antv 
tion  was  not  new,  wheels  according  to  the  model  which  was  pro-  *^^' 
dttoed  having  been  invented  by  Mr.  Strutt  in  1814,  made  under 
lus  orders,  and  publicly  used  near  Derby  for  two  years ;  9e«> 
con<By,  that  there  was  no  infiringement,  the  defendant's  wheel, 
acooiding  to  the  evidence,  being  differently  constructed;  thirdly, 
that  the  specification  did  not  confine  the  claim  to  any  particu^ 
lar  mode  rf  constructing  wheels  on  tlie  suspension  principle,  but 
expressly  claimed  the  invention  of  the  principle  itself. 

The  learned  judge  overruled  the  latter  objection,  being  of 
t^Mnionthat^  on  the  specification  taken  as  a  whole,  the  claim  was 
for  the  invention  of  a  method  of  making  wfieels  on  the  principle 
of  suspension,  which  method  was  described  in  the  specification* 

Witnesses  for  the  defendant  stated  that  they  had  made  in  1814, 
for  Mr.  Starutt,  a  pair  of  wheels  of  which  the  model  put  in  was  a 
rough  model;  that  the  wheel  had  been  put  to  a  cart  and  used  for 
carrying  heavy  loads  of  stones  (SO  cwt.)  on  the  public  roads  for 
npwtf  ds  of  a  year.  The  spokes  occasionally  got  bent,  and  the 
box,  or  nave,  becoming  broken,  the  cart  was  laid  by.  A  pair  of 
these  wheels,  three  feet  high,  were  used  on  a  milk  cart  for  carry- 
ing the  milk,  every  morning,  of  from  thirty  to  fifty  cows,  from 
one  of  Mr.  S.'s  taimn  to  his  factory,  where  the  milk  was  sold  to 
the  work-people.  The  wheels  of  this  milk  cart  were  on  the  sus« 
pension  principle,  and  the  spokes  were  braced  together  like  the 
strings  of  a  drum.  The  rods  of  the  cart  wheels  were  thicker  at 
the  heads,  where  they  were  put  in  through  the  outer  edge  of  the 
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wooden  feffie,  and  counter-sunk  into  iron  plates  in  the  fellic. 
Over  the  fellie  was  the  iron  rim,  or  tire.  The  spokes,  or  rods, 
were  frequently  straightened,  and  the  wheel  was  worked  until  the 
iron  tire  was  wore  thm  on  the  edges.  Counter-sinking  and  coni- 
cal heads  are  the  same  thing  in  diflferent  terms. 

Sir  James  Scarlett,  in  reply,  contended,  on  the  authority  of 
Dollond's  case  (ante  43),  and  of  Lewis  v.  Marling  (4  C.  &  P. 
52),  that  the  defendants  evidence  did  not  show  such  a  use  of 
Mr.  Strutt's  wheel,  or  publication  of  the  principle  of  suspension 
as  applied  to  carriage  wheels,  as  would  impeach  the  plaintiff's 
right  to  a  patent  (4). 

Pattbson,  J.,  having  summed  up  the  evidence,  proceeded  as 
follows:  *^  If  on  the  whole  of  this  evidence,  either  on  the  one 
side  or  the  other,  it  appeared  this  wheel  constructed  by  Mr. 
Strutt*s  order  in  1814,  was  a  wheel  on  the  same  principles,  and 
in  substance  the  same  wheel  as  the  other  for  which  the  plaintiff 
has  taken  out  his  patent,  and  that  was  used  openly  in  public,  so 
that  every  body  might  see  it,  and  had  continued  to  use  the  same 
thing  up  to  the  time  of  taking  out  the  patent,  undoubtedly  then 
that  would  be  a  ground  to  say  that  the  plaintiff's  invention  is 
not  new,  and  if  it  is  not  new,  of  course  his  patent  is  bad,  and  he 
cannot  recover  in  this  action;  but  if,  on  the  other  hand,  you  are 
An  •xperiment,  of  opinion  that  Mr.  Struts s  was  an  experiment,  and  that  he  found 
failure,  ceasing  j^  ^j  ^^^  answer,and  ceased  to  use  it  altogether,  and  abandoned 

touse,anaaban-  ,        ,      ^       <■       i»  n  i  •  j   ^i_   *.  ai_        i    • 

donment,  will  it  as  uselcss,  and  nobody  else  followed  it  up,  and  that  the  plain- 
L^^tmlnde-^  tiff's  invention,  which  came  afterwards,  was  his  own  invention, 
pendeat  ioven-  and  remedied  the  defects,  if  I  may  so  say,  altiiough  he  knew 
****"■  nothing  of  Mr.  Strutt's  wheel  he  remedied  the  defects  of  Mr. 

Strutt's  wheel,  then  there  is  no  reason  for  saying  the  plaintiff^s 
patent  is  not  good:  it  depends  entirely  upon  what  is  your 
opinion  upon  the  evidence  with  respect  to  that,  because,  suppos- 
ing you  are  of  opinion  that  it  is  a  new  invention  of  the  plaintiff'^s, 
the  patent  is  then  good;  then  the  only  remaining  question  would 
be,  whether  the  defendant  has  or  not  infringed  the  patent. 

^^  Now  as  I  have  told  you  before,  it  seems  the  defendant  has 
constructed  a  wheel  whose  construction  is  on  the  suspension 
principle;  that  alone  would  not  make  it  an  infringement  of  the 
plaintiff's  patent,  because  the  suspension  principle  might  be  ap- 
plied in  various  ways;  but  if  you  think  it  is  applied  in  the  same 
way  as  according  to  the  plaintiff's  patent  it  is  applied,  then  the 
The  defendant's  want  of  two  or  three  circumstances  in  the  defendant's  wheel, 
L^t^ihBunding  ^^^^h  are  contained  in  the  plaintiff's  specification,  would  not  pre 
the  ab^nceof   vent  the  plaintiff's  recovering  in  this  action  for  an  infringement 
certain  parts,     ^f  j^j^^  patent.     It  would  be  quite  a  different  thing  if  it  was 
shown  that  the  defendant  had  his  communication  long  before 

(fr)  As  to  the  words  of  the  statute  and  letters  patent^  see  anU  44,  n. 
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with  Mr.  Stnitty  and  had  taken  up  Mr.  Strutt's  invention  in  A.  D.  1832. 
Derbyshire^  and  had  constructed  something  like  Mr.  Strutt^s 
without  any  knowledge  of  the  plaintiff's  patent,  and  had  actually 
borrowed  it  from  Mr.  Strutt's,  which  was  good  for  nothing;  it 
would  be  the  hardest  possible  thing  to  say  that  this  was  an  in- 
fringement of  the  plaintiff's  patent;  but  it  merely  comes  to  this 
by  reason  of  the  variance  between  the  defendant's  and  the  plain- 
tiff's, it  is  only  less  useful  and  less  durable,  but  is  in  effect  the 
same  thing.  Then  the  two  points  for  your  consideration  clearly 
are  these:  whether  the  plaintiff's  invention  is  new,  and^  if  new, 
whether  the  defendant  has  so  constructed  his  wheel  that  it  is  an 
imitation  of  the  plaintiff's  patent;  if  you  are  of  opinion  for  the 
plaintiff  on  both  these  points,  your  verdict  will  be  for  the  plain- 
tiff; but  if  you  are  of  opinion  on  either  of  those  two  points 
against  the  plaintiff,  then  your  verdict  will  be  for  the  defendant; 
but  you  will  be  so  good  as  to  tell  me  upon  what  ground  it  is — 
whether  it  is  upon  the  ground  that  the  plaintiff's  invention  is 
not  new^  or  upon  the  ground  that  the  defendant's  is  not  an  in- 
fringement, because  it  may  make  a  material  difference  hereafter." 

In  reply  to  a  question  from  the  jury,  whether  there  was  any 
endence  of  the  defendant  having  used  or  sold  the  wheels-^ 

Patiewn,  J.,  said,  the  terms  of  the  patent  are,  *' without  leave 
or  license,  make,"  &c.;  now  if  he  did  actually  make  these  wheels, 
his  making  them  would  be  a  sufficient  infringement  of  the  pa- 
tent, unless  he  merely  made  them  for  his  own  amusement,  or  as 
a  model.  Verdict  for  the  plaintiff  (c). 


(c)  l*he  court  ^oted  a  rule  »»•  for  a  new      using  certain   calcareous  earths  instead  of  alka- 
trial;  hot  the  parties  having  come  to  an  arrange*      line   substances,  by  neutralizing  the  oxygenated 


the  rule  was  discharged,  and  a  perpetual  muriatic  acid  used  in  bleaching,"  &c.  and  the 

injinictioD  granted  by  consent.  specification  states  the  spirit  of  that  part  of  the 

The  preoeding  is  of  importance  in  illustration  of  invention  to  be,  that  the  said  earths  by  being 
the  caKs  which  arise  on  the  words  of  the  sutute,  kept  in  a  state  of  mechanical  suspense  in  wa- 
lad  of  the  letters  patent,  as  to  what  in  law  consti-  ter,  are  capable  of  uniting  with  the  said  gas,  and 
tatessnch  a  oser  as  will  vitiate  a  grant,  ante  44,  n. ;  forming  a  compound  of  great  efficacy  in  bleach- 
it  i^  also  applicable  to  the  question,  whether  the  ing. 

^sintiff  was  in  law  the  true  and  first  inventor.  The  great  utility  of  the  invention,  tnd  the  gene- 

i  here  was  no  user  at  the  time  of  the  grant,  the  ral  ignorance  of  bleachers  with   respect  to  such 

evideooe  being,  that  Mr.  Strutt's  wheel  was  aban-  bleacning  liquor,  until  after  the  date  of  the  plain- 

ioied;  but  it  was  clearly  established,  that  Mr.  S.  tiff's  patent,  was  proved.    On  the  part  of  the  de- 

hsd  applied  the  same  principle  before ;  then  arises  fendant  it  was  proved,  that  a  bleacher  had  used 

the  qoestion,  whether  the  construction  nut  by  the  the  same  means  of  preparing  his  bleaching  liquor 

Icaraed  judge  on  the  specification  was  the  correct  for  five  or  six  years  anterior  to  the  date  of  the 

legal coastraction.   Ante,l23,  plaintiff's  patent;  but  that  he  had  kept  his  me- 

Tbe  msterial   question,  however,  is,  whether,  thod  a  secret  from  all  but  his  two  partners,  and 

oppoang  the  true  construction  of  the  specification  two  servants  connected  in  preparing  it;  and  a  che- 

10  be  that  suggested  by  the  counsel  for  the  de-  mist  deposed,  that  having  haa  frequent  conversa- 

feadaat,  the  plaintiff  was  in  law  the  true  and  first  tions  with  the  plaintiff  on  the  means  of  improving 

inveator  within  the  meaning  of  the  statute  and  the  bleaching  liquor,  he  had  in  one  of  them  suggested 

letters  patent.    An  invention  may  be  new  as  to  that  he  would  probably  attain  his  end  by  keeping 

pahlic  use  and  exercise,  but  the  grantee  may  not  the  lime-water  constantly  agitated;  that  the  plain- 

W  the  true  and  first  inventor.    There  is  a  mate-  tiff  afterwards  informed  him  that  the  methoa  had 

liai  diniiietbn  between  these  two  questions.  succeeded ;   that  these  conversations  took  place  in 

1796. 

Tennant  v  ^^^  EUenherough,  C.  J.  nonsuited  the  plaintiff 

on  two  grounds — 1st.  That  the  process  had  been 

This  was  an  action  for  an  infringement  of  the  used  five  or  six  years  prior  to  the  date  of  the  pa- 

plaiBtiff's  patent  (a.  d.  1798),  for  "  a  method  of  tent ;  and,  2dly,  That  the  plaintiff  was  not  the 
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inveiitor  of  the  vgkatioii  of  the  lime-waler,  an  in- 
dispenaable  part  of  th«  process. 

Lew'u  and  another  t.  Marling, 
In  this  case  it  appeared  with  respect  to  a  mate- 
rial part  of  the  invention  claimed,  that  a  similar 
machine  had  been  in  use  at  New  York  twenty 
years  before,  and  that  a  specification  of  it  was  sent 
over  in  1811  (the  date  of  the  plaintirs  patent 
being  1818),  to  a  person  named  Thompaon,  resid- 
ing at  l4)eds,  and  shown  to  several  persons.  It  for- 
ther  appeared  that  in  1816,  a  model  of  a  machine 
to  shear  from  list  to  list  by  means  of  a  rotary  cut- 
ter (the  subject  of  the  plaintiff's  patent),  was 
brought  over  from  America  by  a  penoo  named 
Smith,  and  shown  to  three  or  four  persons  in  his 
manufactory,  but  no  machine  was  ever  made  from 
it,  nor  was  it  publicly  knowo  to  exist,  and  Smith 
always  used  machines  made  by  the  plaintiffs.  It 
further  appeared*  that  many  years  before  a  person 
named  Cozon  had  made  a  machine  to  shear  from 
list  to  list,  which  was  tried  by  a  oerson  on  behalf 
of  the  defendant,  but  be  did  not  think  it  answered, 
and  soon  discontinued  the  use  of  it.  Upon  this 
evidence  it  was  contended  for  the  defendant  that 
the  patent  was  bad ;  but. 

Lord  TenUrden,  C.  J.,  held,  that  if  it  could  be 
shown  that  the  plaintifis  bad  seen  the  model  or 
•pecification,  that  might  answer  the  claim  of  the 
invention ;  but  that  as  there  was  no  evidence  of 
that  kind,  the  plaintifis  might  be  considered  the 
inventors  witliio  the  meaning  of  the  statute  (21 
Jac.  I.  c.  3.),  notwithstanding  the  model  and  the 


specification  brought  over  fio^i  Aaaerica^  and  the 
making  of  a  machine  to  work  in  that  manner  by 
Coxon ;  and  he  left  it  to  the  jury  to  say  whether 
the  toveatien  had  been  ia  public  use  and  opera- 
tion before  the  patent. 

There  was  a  verdict  for  the  pbintifis,  and  the 
court  refused  a  rule  ntti  for  a  new  trial. 

Bai7sy,  J.:  "  If  the  model  brought  from  Ame- 
rica had  been  seen  by  the  plaintiflb,  they  could  not 
afterwards  daim  to  be  the  mventors.  But  if  I  dis- 
cover a  certain  thing  for  myself,  it  is  no  objection 
to  my  claim  to  a  patent  that  another  also  has  made 
the  discovery,  provided  I  first  introduced  it  into 
public  use."  lOB.  &C.27. 

Perlbe,  J. :  "  There  was  no  endence  ro  this  case 
to  show  that  the  plaintiflb  were  not  the  inventors  of 
this  machine,  in  this  country  at  least."    Ibid,  28. 

Barker  and  Harrie  v.  Shaw, 
This  was  an  action  for  an  mfringement  of  a  pa- 
tent for  an  improvement  in  making  hate,  and  one 
of  theplaintifis  witnesses  proved,  that  he  bad  made 
the  improvement  which  was  the  subject  of  the  pa- 
tent, whilst  employed  in  their  workshop;  upon 
which  Holro^,  J.,  nonsuited  the  plaintiflfs. 

But  if  a  person  be  employed  to  perfect  the  de- 
tails  of  or  carry  out  into  execution  the  original 
idea  of  the  patentee,  that  which  he  suggests  or 
invents  while  so  employed,  and  subsidiaTy  to  such 
idea,  is  in  law  the  invention  of  the  patentee.  See 
per  Atdenon,  B.,  in  Minter  v.  WeUs  and  Hart, 
post  132.  See  also  Makepeace  v.  Ja^caony  4  Taun. 
770. 
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TUU. 


Specification, 


Letters  patent,  9th  November,  1  W.  4,  a.d.  1 830>  to  Oeoige 
Minter,  for  ^'  an  improvement  in  the  constructing,  making  and 
manufacturing  of  chairs,  to  be  called  Minter's  patent  reclining 
chair/' 

I,  the  said  George  Minter,  do  hereby  declare  that  the  nature  of 
my  said  invention,  and  the  manner  in  which  the  same  is  to  be 
performed,  are  particularly  described  and  ascertained  by  the  fol- 
lowing description  thereof,  reference  being  had  to  the  drawing 
hereunto  annexed,  and  to  the  figures  and  letters  marked  there- 
on; that  is  to  say:  my  invention  of  an  improvement  in  the  con- 
structing making  or  manufacturing  of  chairs  consists  in  the  ap-* 
plication  of  a  self-adjusting  leverage  to  the  back  and  seat  of  a 
chair,  whereby  the  weight  on  the  seat  acts  as  a  counterbalance 
to  the  pressure  against  the  back  of  such  chair,  and  whereby  a 
person  sitting  or  reclining  in  such  chair  may,  by  pressing  against 
the  back,  cause  it  to  take  any  inclination,  and  yet,  at  the  same 
time,  the  back  of  such  chair  shall,  in  whatever  position  it  is 
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placed,  ofier  sufficient  resistance  and  gire  proper  support  to  the 
perKm  so  sitting  or  reclining.  »  «  •  ^^^ 

Having  now  described  the  yarioos  parts  represented  in  the  Ciaim. 
drawing,  and  the  manner  of  their  action,  I  would  hare  it  under- 
stood tiiat  I  lay  no  daim  to  the  separate  parts  of  a  chair  which 
are  already  known  and  in  use,  neither  do  I  confine  myself  to 
making  them  in  the  predse  shapes  or  forms  represented.  But 
what  I  claim  as  my  invention  is  the  application  of  a  self-adjust* 
ing  leyen^  to  the  back  and  seat  of  a  chair,  whereby  the  weight 
on  the  seat  acts  as  a  counterbalance  to  the  pressure  against  the 
back  of  such  chair,  as  above  described.  In  witness,  &c. 
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Trin.  Vac  1834.     Car.  AJderson,  B. 

F.  PoUock  stated  the  case  for  the  plaintiff.  The  question  in  a.  D.  1834. 
this  case  is  nmply  whether  the  chair  made  by  the  defendant  is 
an  infringement  of  the  plaintiff*s  patent,  or  the  construction  of 
a  new  and  different  invention.  The  object  of  the  invention  is 
to  obtain  a  mode  of  connecting  the  seat  and  back  of  the  chair  so 
as  to  enable  a  person,  by  a  simple  effort  of  the  body,  to  incline 
the  back  and  have  a  reclining  couch,  and  which  may,  by  very 
little  pressure,  be  restored  to  the  original  position,  or  may  be 
kept  in  any  intermediate  position.  On  throwing  the  slightest 
wdght  on  the  back  of  the  chair,  the  seat  rises.  The  back  of  the 
chair  plays  on  axles  or  points,  and  as  it  turns  there  is  a  part 
underneath  which  lifts  up  the  seat,  and  on  giving  the  slightest 
additional  pressure  the  other  way  tlie  back  rises  again;  so  that 
Che  whole  is  in  a  constant  state  of  equilibrium  wherever  you 
put  it,  and  the  slightest  pressure  either  way  makes  it  move  in 
that  Erection. 

The  plaintiff  sold  many  hundred  of  these  chairs ;  the  defend^ 
ants  looked  at  it,  and  liked  it  very  much;  they  appear  to  have 
aaid,  here  is  a  seat  fixed  at  one  end  and  made  to  rise  up  by  the 
turning  of  the  back;  suppose  we  were  to  fix  it  at  that  end  and 
make  it  rise  up  at  this,  by  having  an  inclined  plane  in  front  in- 
stead of  at  the  back.  The  defendants*  chair  is  the  seat  taken 
and  turned.  This  is  not  half  so  good,  but  a  person  has  no  right 
to  say,  my  invention  is  not  so  good  as  yours,  and  therefore  I 
cannot  very  much  hurt  you.    The  foisting  upon  the  public  of  a 


(«)  T%e  tpeeificadon  procewb  to  give  a  detailed  cbe  law  proceediogs  on  the  patent  The  specifi- 
dtJui|itioa  of  tbe  dimwings,  and  Uien  detcribet  cation  at  full  length,  with  a  plate  of  the  draw- 
«crr  fullj  tbe  method  of  oMng  tbe  chair.    This  is      ings,  is  published  in  the  Repertory  of  Arts,  for 


Btly  expbiaed  in  the  flubee«i«€nt  report  of     July,  1S31. 
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p.  PoUodcfor  spurious  imitation  of  a  reclining  chair  which  a  party  has  invent- 
«P  w^^-  g^  j^jjj  obtained  a  patent  for,  and  introduced  into  public  use, 
may  injure  the  patent  altogether^  not  by  what  is  sold  merely, 
but  by  what,  by  reason  of  such  bad  and  spurious  imitation,  is 
prevented  from  being  sold.  Now  the  question  is  this;  whether 
the  defendants  would  ever  have  invented  the  chair  which  they 
profess  to  be  theirs,  unless  they  had  seen  this,  had  observed  its 
success  and  the  demand  of  the  public  for  it  The  identity  of  the 
two  is  ascertained  without  any  difficulty — each  of  them  has  a 
back  playing  in  that  manner,  each  of  tiiem  has  a  seat  rising  in  an 
inclined  plane,  each  has  a  seat  with  a  hinge  and  capable  of  mov- 
ing. As  well  might  a  person  who  had  made  an  invention  of 
great  merit,  in  which  one  form  of  mechanical  device  was  used, 
be  deprived  of  the  benefit  of  his  invention  by  the  use  of  another 
mechanical  device,  there  being  certain  matters  known  among 
mechanics  which  are  termed  mechanical  equivalents  (i). 

There  is  a  case  which  will  be  in  the  recollection  of  the  learned 
judge  who  presides  on  this  occasion.  Forsytii's  patent  (c)  was 
taken  out  for  the  use  of  detonating  powder  in  the  discharge  of 
fire-arms;  there  was  a  hammer  that  came  down  and  struck  tiie 
pan,  containing  a  small  portion  of  detonating  powder,  that  of 
course  by  tiie  percussion  exploded,  and  the  piece  fired.  A  gun- 
maker  who  perceived  the  great  vdue  of  the  discovery,  and  the 
application  of  it  to  fire-arms,  invented  what  he  called  another 
mode  of  applying  the  detonating  powder,  saying,  justiy  enough, 
you  cannot  have  a  patent  for  a  principle.  He  put  the  detonat- 
ing powder  in  the  pan,  so  that  when  the  pan  came  down  it 
knocked  tiie  hammer  and  fired  the  piece.  I  remember  when 
that  was  produced.  Lord  Tenterden  said,  ^^  Why,  really,  what  is 
this?  It  is  nothing  but^  instead  of  bringing  the  hammer  to  the 
anvil,  bringing,  very  clumsily,  tiie  anvil  to  the  hammer.^'  I 
make  a  similar  remark  about  this;  it  is  nothing  but  applying 
precisely  the  same  things,  but  it  is  doing  it  more  clumsily;  in- 
stead of  having  the  seat  turn  upon  a  hinge  where  it  ought,  and 
raised  by  the  inclined  plane  where  it  ought  to  be  raised,  the  tiling 
is  reversed;  it  turns  upon  a  hinge  here  and  is  raised  by  tiie 
inclined  plane  there,  completely  carrying  the  principle  of  the 
invention,  embodying  its  parts,  but  deteriorating  it  at  the  same 
time,  clearly  showing,  as  I  apprehend,  to  the  eye  of  any  person 
who  will  take  the  trouble  to  consider  the  effect  of  this,  that  the 
one  is  a  servile  copy  of  the  other,  with  that  degree  of  non-resem- 


(6)  This  obflermtion  must  be  confined  to  those  Winter  w,  Uther,  a  spring  in  t  bolt  was  held,  oo 

cases  in  which  the  particular  mechanical  device  is  the  evidence  of  mechanics,  the  same  thing  as  a 

not  of  the  substance  of  the  invention.   The  various  bolt  sliding  in  a  groove.    Godson,  232. 

elements  of  machinery  have,  as  a  general  obiect.  In  Morgan  v.  Seaward,  pott,  the  infringement 

the  modification  and  transmission  of  force ;  and  the  consisted  in  substituting  an  eccentric  aiis  with  a 

real  question  will  be,  for  what  purpose  or  to  what  collar  for  a  crank  carrying  a  disk, 

end  is  the  particular  change  made.    In  the  case  of  (c)  See  Forsyth's  patent,  anU  97. 
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blanoe  that  shall  operate  to  cast  a  blind  over  the  attempt  to  A.  D.  1834. 
mislead  the  public,  and  to  deprive  the  patentee  of  his  just  rights. 

It  has  been  suggested  that  the  defendant  is  to  say  the  plaintiff 
was  not  the  inventor.  Tlie  only  other  person  who  had  any  thing 
to  do  with  it  was  a  workman  of  the  plaintiff's,  who  had  a  reward, 
pven  under  the  hand  and  seal  of  both  parties,  for  his  secrecy  dur- 
ing the  bringing  the  invention  to  perfection.  His  lordship  will  tell 
yon,  diat  any  suggestion  by  a  workman  employed  in  perfecting 
an  invention  is  no  objection  to  a  patent  (rf).  If  that  which  in 
the  hands  of  the  supposed  individual  himself  would  be  perfectly 
pofperless  (for  if  he  came  with  his  action  I  should  at  once  plead 
his  own  deed  as  an  estoppel  against  him),  I  should  think  that 
where  a  man  by  his  own  solemn  instrument  is  estopped  with 
regard  to  himseU*,  it  is  too  much  somewhat  for  him  to  come  and 
disturb  the  rights  to  which  he  has  given  that  sanction,  in  order 
to  countenance  the  piratical  attempts  of  third  parties  to  share  in 
a  patent  to  which  they  have  no  claim. 

Alubbson,  B.:  The  plaintiff,  in  order  to  establish  his  right, 
most  show  that  the  invention  is  new,  and  that  it  is  useful,  and 
that  the  specification  is  such  that  an  ordinary  workman  could 
make  the  machine  which  would  answer  the  purpose  which  the 
patent  was  intended  to  accomplish.     The  patent  is  primd  facie  The  patent 
eridenoe  on  the  part  of  the  person  who  claims  the  right  that  he  I'^^^ce!^ 
is  so  entitled,  and  it  is  for  the  person  who  seeks  to  infringe  that 
patent  to  show  some  circumstances  whereby  that  right,  which 
otherwise  would  be  presumed  to  exist,  is  defeated,  to  show  that 
the  crown's  grant  laa  been  improperly  obtained  by  the  present 
pbdntiff.    Now,  he  claims  under  the  patent,  stating  it  in  his 
petition  to  the  crown,  that  he  is  the  true  inventor  of  the  machine 
m  question ;  and  if  it  could  be  shown  that  he  was  not  the  true 
inventor,  but  that  some  one  else  had  invented  it,  the  crown  is 
deerived  in  that  suggestion,  which  was  the  foundation  on  which  The  false  Bug. 
it  granted  the  patent,  and  then  the  law  is,  that  a  patent  obtained  ^^^  [^^^'^ 
under  such  circumstances  would  be  void,  and  no  action  could  be  prround  of  avoid- 
maintained  against  a  party  for  the  infringement  of  the  patent,  by  ^^^  ^  ^  ^^^ 
leason  of  the  suggestion  to  the  crown  not  being  true. 

Now,  in  this  case,  in  order  to  show  that,  they  put  in  first  the 
petent;  then  you  see  what  it  is  the  plaintiff  claims  by  the  sped* 
fcation— what  he  says  is  the  basis  of  his  invention;  and  he  says 
by  the  specification,  that  his  invention  consists  in  this — in  the 
H1[)lication  of  a  self-adjusting  leverage  to  the  back  and  seat  of  a 
<^ttir,  whereby  the  person  sitting  or  reclining  in  such  chair  may, 
by  pressbg  against  the  back,  cause  it  to  take  any  inclination, 
ttid  yet  at  the  same  time  the  back  of  such  chair  may  in  whatever 
position  it  is  placed  offer  sufficient  resistance  to  give  perfect  sup- 
port to  the  person  so  sitting  or  reclining  in  such  chair.    Then 

(4  ^  to  this  impOftaBt  doctrine,  we  the  caws  cited,  ante,  126,  d.  &  pott,  132,  o.  e. 
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Aidirum,  B.  he  goes  on  to  describe  the  manner  in  which  that  is  to  be  carried 
into  effect,  and  he  nltimately  claims  pretty  nearly  in  the  same 
words  at  the  end:  '^  My  inventian  is  the  application  of  a  self- 
adjusting  leverage  to  the  back  and  seat  of  a  chair,  whereby  the 
weight  on  the  seat  acts  as  a  counterbalance  to  the  pressure 
against  the  back  of  such  chair  as  above  described/'  So  that  the 
essence  of  the  invention  consists  in  the  chair  having  what  he 
calls  a  self-adjusting  leverage,  that  is  to  say^  one  which  by  the 
pressure  on  the  seat  raises  the  back,  and  by  the  pressure  against 
the  back  raises  the  seat,  and  that  whatever  foree  of  the  'muscles 
is  applied  to  disturb  the  equilibrium,  the  moment  that  is  taken 
off,  the  body  remains  in  the  position  in  whidi  it  was  left.  The 
essence  of  ihe  claim  to  invention,  and  undoubtedly  his  daim,  is 
the  application  of  a  self-adjusting  leverage  to  the  chair,  and  if  it 
eould  be  shown  that  any  self-adjusting  leverage  had  been  before 
the  plaintiff's  patent  applied  to  a  chair,  the  patent  would  be 
void,  because  the  priority  of  the  specification  given  by  him  would 
daim  erery  species  of  the  application  of  a  self-adjusting  leverage 
to  the  back  and  seat  of  a  chair;  he  would  have  claimed  not  the 
particular  way  of  accomplishing  the  particular  purpose  by  the 
particular  engine,  but  he  would  have  claimed  too  much,  because 
he  would  have  claimed  the  application  of  such  self-adjustmg 
leverage  to  the  back  and  seat  of  a  chair. 

Now  it  is  for  you  to  say,  whether  you  are  satisfied  that  the 
spedes  of  self-adjusting  leverage  has  ever  been  applied  to  the 
back  and  seat  of  a  chair  before.  That  would  be  material  in  this 
way>  because  it  would  naturally  affect  the  second  question  which 
you  would  have  to  consider,  which  would  be»  whether  the  de- 
fendants have  infringed  the  patent.  For  if  there  had  been,  a 
self-adjusting  leverage  applied  before,  and  the  patent  had  been 
taken  out  for  the  particular  mode  of  accomplishing  it  in  the 
patent  chair,  any  one  else  might  have  applied  the  same  principle 
in  any  other  way,  and  that  would  have  been  no  infiringement; 
but  if  the  plaintiff's  patent  is  for  the  adjustment  of  a  self-acting 
leverage  to  the  back  and  seat  of  a  chair,  then  it  would  become  a 
very  different  question,  when  you  come  to  consider  whether  the 
defendant's  is  an  infiringement  or  not. 

The  first  question,  therefore,  you  will  have  to  consider  is, 

whether  the  invention  itself  is  new ;  that  is,  whether  that  which 

is  claimed  as  the  inventioa  of  the  application  of  a  self-adjusting 

leverage  to  the  back  and  seat  of  a  chair,  ever  existed  at  all  before. 

If  you  are  satisfied  that  it  had  not  at  any  time  existed  before, 

then  you  will  inquire  whether  it  is  a  useful  invention;  but  about 

The  DovtltysDd  that  there  seems  to  be  no  reasonable  dispute*     But  if  it  be 

venZn!J^dxhl  ^^i  ^  ^^  ^®  uscful,  and  if  the  specification  be  such  as  that  an 

sufficieucy  of    ordinary  workman  could  make  the  machine  from  the  directions 

tion,'^S|*^wta-  Pv®"  ^^  *®  specification,  it  would  be  a  primd  facie  case  on 

Vliahed,  the       the  part  of  thc  plaintiff.    That  may  be  answered  by  either  one 
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tf  two  ^myBy  and  that  is  the  way  in  which  they  seek  to  answer  plaintiff  lias  a 
k,  either  by  showing  the  invention  was  not  new,  which  turns  ^"^  Jaciec^se. 
«p6n  the  question^  whether  this  chair  was  made  upon  the  same 
prindple.      Secondly,  whether  you  think,  tiiat,  even  though  the 
invention  ipras  not  known,  the  defendants  have  shown  the  plain- 
tiff was  not  the  true  and  first  inventor,  and  the  question  is, 
whether  Sntton  was  the  true  and  first  inventor  5  if  he  was,  the 
plunti£f  is  not  entitled.     [A  Juror:  I  think,  my  lord,  we  are 
telerahly  well  satisfied  that  it  has  not  been  proved,  that  Sutton 
was  the  first  inventor.]     No,  I  think  so  too.    The  drcumstance 
ef  the  plaintiff  being  the  first  to  introduce  it,  is  so  far  pritnd  ^^jji'^"^*' 
fade  evidence  that  he  was  the  true  and  first  iaventor^   Then  the  the  inventor. 
qa^tion  is,  is  that  negatived  by  the  evidence  produced  on  ike 
part  of  the  defendants}  That  evidence  comes  to  diis:— Frederick 
TomkiDSon  says,  **  that  he  saw  twelve  chairs  of  a  similar  descrip- 
tion to  those  for  which  the  plaintiff  is  proved  afterwards  to  have 
taken  out  a  patent,  in  Dean-street,  four  years  ago  last  March;" 
that  would  be  in  1830,  and  the  patent  was  taken  out  in  Novem« 
ber  1830.     If,  therefore,  he  is  correct,  the  defendants  are  enti- 
tled to  your  verdict    The  question  will  be,  however,  for  you  to 
say,  whether  you  are  satisfied  that  Tomkinson  is  right:  first,  as 
to  the  pmod  of  time  when  he  saw  the  chairs  in  question ;  and) 
secondly,  if  he  be  right  in  that,  whedier  he  is  right  in  saying 
that  the  chairs  were  of  a  particular  description  mentioned,  the 
same  as  the  plaintiff's  chairs.  The  way  he  describes  that  is  this: 
^  the  chairs  were  similar  to  Mr.  Minter's — ^they  had  a  fulcrum 
behind,  and  were,  in  fact,  his  chair.     I  saw  one  or  two  of  these 
finished;  they  were  not  stuffed ;  they  were  not  in  a  condition  to 
be  sold.    I  have  been  acquainted  with  Sutton  for  several  years. 
I  do  not  know  who  Sutton  was  working  for;  he  did  not  keep  a 
shop;  he  worked. for  the  trade;  all  were  recumbent  chairs  that 
I  saw."    There  is  no  doubt  he  might  have  seen  twelve  recum<- 
bent  chairs  in  the  state  he  describes  the  twelve  chairs  to  have 
been  seen,  and  yet  it  is  also  extremely  i^obable  that  those  re- 
cumbent ehairs,  the  simie  in  number  and  description,  were  chairs 
on  a  different  principle ;  because  we  have  the  testimony  of  a 
person  of  a  different  desoriptum  of  the  name  of  Langdon,  who 
says  he  remembers  the  chairs  at  this  place;  that  there  were 
tsMlvediairs;  that  they  were  finished,  but  pot  stuffed;  but  when 
be  is  examined  as  to  the  principle  on  which  these  chairs  were 
made,  he  says  they  were  not  on  the  same  principle  with  the 
^hain  in  question;  but  that  they  were  hinged;  that  they  were 
on  a  rack  behind,  which  undoubtedly  was  the  state  which  all  the 
gentlemen  of  science  state  was  the  condition  to  which  chairs  had 
urived  previously  to  the  plaintiff's  invention*    1  think,  there- 
f^ofe,  it  is  probable,  when  you  weigh  the  evidence,  that  Tomkin- 
«>u  saw  die  twelve  chairs  prior  to  the  time  of  the  patent,  but 
bis  sedng  them  would  not  prove  that  there  were  any  chairs  liks 


132  MINTfiRS   PATENT. 

Aiderum,  B.  Mr.  Minter's  in  Sutton's  possession;  He  says,  John  Cbapman 
was  working  for  Sutton;  neither  is  here.  Sutton  would  be  a 
most  important  witness,  for  this  reason,  that  Mr.  Minter  and 
Sutton  were  together  about  the  time  the  invention  took  place; 
The  peroon  who  which  of  the  two  Suggested  the  invention,  and  which  carried  it 
pXut»Ve  u*the  i'*^  eflFect,  is  a  question  for  you  to  decide.  If  Sutton  suggested 
irue  and  Bret  the  principle  to  Mr.  Minter,  then  he  would  be  the  inventor.  If 
on  the  other  hand  Mr.  Minter  suggested  the  principle  to  Sutton, 
and  Sutton  was  assisting  him,  then  Mr.  Minter  would  be  the 
first  and  true  inventor,  and  Sutton  would  be  a  machine,  so  to 
speak,  which  Mr.  Minter  uses  for  the  purpose  of  enabling  him 
to  carry  his  original  conception  into  effect  (e).  You  will  judge 
which  is  the  more  probable  of  the  two.  Mr.  Minter  makes  out 
his  primd  facie  case ;  he  is  the  person  who  takes  out  the  patent 
If  Sutton  has  received  a  compensation,  nothing  would  have  been 
more  simple  and  easy,  that  he  should  have  taken  out  the  patent, 
and  still  Mr.  Minter  might  have  the  same  benefit  to-day;  and 
there  is  no  apparent  reason  why  Sutton  should  not  have  taken 
out  the  patent  which  Mr.  Minter  has  taken  out,  unless  they  were 
both  desirous  to  ruin  the  invention:  for,  suppose  two  persons 
are  engaged  on  an  invention  of  this  description,  they  know  per- 
fectly well  between  themselves  who  is  the  reid  inventor  of  it, 
and  who  is  the  workman  to  carry  into  efiect  the  conception,  but 
they  would  destroy  the  value  of  it  to  both  if  they  did  not  take  it 
out  in  the  name  of  the  right  person.  Whatever  the  probabilities 
of  the  case,  therefore,  are,  you  will  not  leave  that  entirely  out  of 
the  question. 

Highley's  evidence,  the  smith,  is  perfectly  ambiguous ;  he  says 
he  knows  Sutton ;  he  was  employed  by  him  to  manufacture 
some  iron  plates;  he  wuA  employed  in  September  1830.  It  is 
probable,  that  in  1830,  whether  you  take  Mr.  Minter  to  be  die 
inventor,  and  Sutton  the  mechanic,  whom  Mr.  Minter  was  em- 
ploying to  carry  his  conceptions  into  efiect,  it  is  very  Ukely,  in 
either  view  of  the  case,  that  Mr.  Minter  might  have  given  the 
shape  of  these  plates,  and  sent  Sutton  to  order  them  of  the 
smith;  and  we  find,  that  about  September  1830,  must  have 
been  the  period  of  time  at  which  Mr.  Minter  would  have  been 
engaged  upon  the  invention.  The  patent  is  taken  out  in  the 
November  following.  One  pair  of  plates  only  is  ordered  in  Sep- 
tember; that  looks  like  an  experiment;  then  the  patent  is  taken 

(e)  Ai  to  this,  see  ante  126.  In'the  case  of  BUxam  pulp  on  an  endless  wire  web,  passing  round  cylin- 

V.  Eltee,  1  C.  &  P.  667,  it  was  objected ,>Jhat  se-  ders  and  revolving  with  the  same  uniform  velociiv. 

veral  of  the  parts  of  the  machine  had  been  sug-  The  general  idea  of  a  machine  on  this  principle 

gested  by  Mr.  Donkin ;  and  the  circumstances  of  having  been  conceived,  the  mechanical  details  and 

that  invention  furnish  a  good  illustration  of  the  arrangements  requisite  for  carrying  the  principle 

kind  of  assistance  which  an  inventor  may  receive  into  practice,  so  as  to  realize  the  idea,  were  ex* 

from   another  person.    The  invention  was  of  a  tremely   numerous    and    complicated,  and  Mr. 

machine  to  make  paper  in  continuous  sheets  of  an  Donkin  was  employed  professionally  to  assist  in 

indefinite    length ;   and  the   peculiar  feature  or  those  arrangements, 
principle  of  the  invention  was  the  receiving  the 
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out  in  November,  and  then  a  dozen  pairs  are  ordered — that  looks  ^  p.  i834. 
like  carrying  into  effect  the  plan  when  the  invention  is  com- 
pleted. He  does  not  see  any  chairs  with  these  plates  upon 
them,  nntil  two  or  three  months  after,  and  it  is  quite  clear  that 
the  patent  had  been  taken  out  by  that  time.  He  says,  ^^  he  saw 
some  chairs  at  Dean*street;"  that  was  after  the  patent  was  taken 
out  He  says,  '^  he  made  a  dozen  plates  in  November,  he  cannot 
say  the  day  predsely,  it  was  after  the  date  of  the  patent.  Mr. 
Satton  moved  into  Dean-street  in  September;  he  had  employed 
me  before;  I  think  Mr.  Minter's  name  was  on  the  door.'' 
Now,  this  was  the  place  where  Sutton  was  working,  and,  therefore, 
though  we  have  no  direct  evidence  between  them,  one  way  or 
the  other,  he  might  not  be  \l\\  servant,  he  might  be  assisting 
him  to  cany  into  effect  this  invention;  Mr.  Minter  wanting  an 
adroit  hand  to  carry  into  effect  the  conceptions  of  his  own  ori- 
ginal head*  Then  the  baker,  Charles  Willson,  says,  ^^  that  some 
time  in  1830,  Sutton  showed  him,  in  the  back  shop,  a  chair  which 
was  very  like  this  chair,  and  upon  which  he  was  working  at  the 
time;  it  acted  by  balances,  and  the  action  was  according  to  the 
weight."  ^^ There  was  a  person  called  Minter;"  the  probability  is, 
that  that  was  the  plaintiff;  ^'  he  used  to  come  with  Sutton  on  a 
Smiday  into  the  back  shop;"  at  that  time,  of  course,  the  workmen 
would  be  away,  and  he  would  be  left  alone.  If  Mr.  Minter  was 
the  person  making  the  invention,  and  was  probably  consulting 
with  Sutton  for  the  purpose  of  getting  this  conception  carried 
into  effect,  is  it  not  probable  he  would  come  at  those  times  when 
there  was  no  other  workmen  about,  that  the  invention  might 
not  get  out  to  the  trade,  and  some  one  precede  him  in  claiming 
the  patent,  that  the  idea  might  not  creep  out?  Because,  it  very 
often,  at  least  not  unfrequently,  occurs,  that  some  workman  turns 
traitor,  gives  out  the  conception,  which  is  the  original  or  true 
invention;  some  other  adroit  workman  carries  on  his  proceedings 
in  a  more  rapid  way,  and  procures  a  patent  before  the  person 
who  made  the  first  conception. 

That  is  the  question.  If  you  are  of  opinion  that  the  plaintiff 
is  the  first  and  true  inventor,  that  the  invention  is  useful,  and 
that  the  plaintiff  has  given  such  a  description  of  it  in  his  speci- 
fication as  would  enable  an  experienced  workman  to  make  the 
chair  from  it,  there  seems  no  doubt  that  the  defendants'  chair 
is  an  infringement  of  that  patent,  because,  undoubtedly,  it  is  a 
colourable  variation  only.  There  is  a  celebrated  case,  which  Mr. 
Justice  Bailer  mentions,  where  a  party  produced  a  machine  which 
at  first  sight  appeared  totally  different  from  the  machine  which 
was  the  subject  of  the  patent,  but  when  you  came  to  consider  it, 
all  the  difference  was  that  the  head  was  where  the  tail  should  be, 
and  the  tail  where  the  head  should  be,  but  they  operated  on 
the  same  principle;  and  so  it  is  precisely  here — the  parts  are 
turned. 
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The  whole  case  is  now  before  you.  Tou  will  consider,  whether 
you  are  satisfied  that  the  plaintiff  has  made  out  his  case,  that  he 
is  the  inTcntor  of  the  machine,  that  the  machine  is  new,  that  it 
is  a  useful  one,  and  that  he  has  delivered  such  a  specification  as 
would  enable  a  workman  to  make  it,  and  that  that  which  the  de- 
fendants have  brought  out  is  an  imitation  of  it. 

Verdict  for  the  plaintiff. 


l*th9Esehefuer,        QcT.  Lord  Lj/ndhursty  C.  B.,  J.  A.  Parke,  Alderson^  B., 
**^'^-'®^-  andGunkjy,  B. 

Uotiomfor  MM-      Godscuj  in  pursuance  of  leave  reserved,  moved  for  a  nonsuit, 

A  'bim  "      ^^  ^®  ground  that  the  specification  is  for  a  principle,  the  plain- 

inventioii  ii  the  tiff  having  summcd  up  the  whole  of  his  patent  in  his  claim  to 

*^?*d^o^  *  the  principle,  and  not  to  any  particular  means.    Either  the 

l6?erage  to  the  plaintiff  claims  a  principle,  or  he  does  not;  to  the  former  he  is 

^chi?**ilhlit''^^^  entitled;  and  as  to  the  latter,  the  defendant  has  not  used 

by  the'  weight  the  mechanical  means  of  the  plaintiff.     [Lord  Lyndhurst,  C.  B.: 

u  a'coiTnterS^  He  says,  "  what  I  claim  as  my  invention  is  the  application  of  a 

lance  to  the     self-adjusting  leverage  to  the  back  and  seat  of  a  chair,  whereby 

thehack ofwch  ^^^  weight  on  the  seat  acts  as  a  counterbalance  to  the  pressure 

chair,  aa  above  against  the  back  of  such  chair,  as  above  described/'  That  is  what 

noTrciaim  to  a  ^^  claims,  a  self-adjusting  leverage  acting  in  that  way.    Then  he 

principle,  but  to  points  out  the  particular  mode  in  which  that  is  effected.     The 

10  a  wrtain'pur-  question,  therefore,  is,  whether  you  have  bfringed  that  particu- 

poae,  and  by    lir  method.]  {Aldersofi,  B.:  All  the  witnesses  proved  that  there 

never  had  been  a  self-adjusting  leverage  in  a  chair  before.]   That 

I  admit,  and  contend  that  this  case  is  nearly  the  same  as  K.  v. 

CtUler{/).     [hord  Lyndhuraty  C.  B.:  He  says,  ^'I  claim  the 

application  of  a  self-adjusting  leverage  to  the  back  and  seat  of  a 

chair,'*  so  as  to  produce  such  an  effect.]     Yes,  my  Lord,  that 

effect  being  nothing  more  than  the  motion  of  a  lever  backwards 

and  forwards,  producing  such  an  effect.  [Lord  Lyndhursty  C.  B. : 

It  is  the  application  oi  a  self-adjusting  leverage  to  the  back  and 

seat  of  a  chair,  he  having  described  what  that  self-adjusting 

leverage  was  before.  Any  application  of  a  self-adjusting  leverage 

to  the  back  and  seat  of  a  chair  producing  this  effect,  that  the  one 

acts  as  a  counterbalance  to  the  pressure  against  the  other,  would 

be  an  infringement  of  this  patent,  but  nothing  short  of  that.] 

{AldersoTiy  B. :  The  difference  between  this  chair  and  all  others, 

as  it  appeared  in  evidence,  was  very  well  described  by  Mr.  Brun- 

ton;  he  says,  this  chair  acts  (looking  at  the  one  you  produced), 

this  chair  acts,  but  not  by  a  self-adjusting  leverage.  By  pressing 

(/)  1  Stark.  354,  and  ante,  76,  n. 


MINTER  V.  WILLIAMS.  ""  135 

on  the  back  the  seat  rises,  and,  vice  versd,  by  pressing  on  the 
seat  the  back  rises;  that  is  what  he  calls  a  self-adjusting*  lever- 
age. In  the  other  case  you  might  sit  for  ever,  and  the  back 
would  never  rise.]  The  plaintiff,  by  his  spedfication,  has  appro- 
priated to  himself  a  first  principle  in  mechanics,  viz.  the  lever, 
and  therefore  nobody  else  may  use  it.  [Lord  Lyndhurst,  C.  B.; 
It  is  not  a  leverage  only,  but  the  application  of  a  self-adjusting 
leyerage;  and  it  is  not  a  self-adjusting  leverage  only,  but  it  is  a 
self-adjusting  leverage  producing  a  particular  effect,  by  the  means 
of  which  the  weight  on  the  seat  counterbalances  the  pressure 
against  the  back.]  This  is  nothing  more  than  one  of  the  first 
principles  of  mechanics.  [Parke,  B. :  But  that  not  being  in  com- 
bination before,  can  that  hot  be  patented?  It  is  only  for  the 
appficadon  of  a  self-adjusting  leverage  to  a  chair — cannot  he  pa- 
tent that  ?  He  claims  the  combination  of  the  two,  no  matter  in 
what  shapes  or  way  you  combine  them;  but  if  you  combine  the 
self-adjusting  leverage,  which  he  thus  applies  to  the  subject  of  a 
chair,  that  is  an  infringement  of  his  patent.]  What  is  the  com- 
bination? [Lord  Lyndhursty  C.  B.:  Why  the  application  of  a 
self-adjusting  leverage  producing  the  effect  constitutes  the  ma- 
chine, and  he  claims  that  machine,  and  the  right  to  make  that 
machine,  by  the  application  of  a  self-adjusting  leverage  produc- 
ing a  particular  effect.  He  says,  I  do  not  confine  myseUfto  the 
particolar  shape  of  this  lever.]  If  your  lordships  translate  this 
to  mean  machine,  of  course  I  have  no  further  argument  to  urge. 
[Lord  Lyndhurst,  C.  B. :  It  is  every  machine  consisting  of  a 
self-adjusting  leverage  producing  that  particular  effect  in  a  chair.] 
That  is  the  extent  to  which  I  am  putting  it.  If  your  lordships 
say  you  can,  in  favour  of  Uie  patentee,  so  read  it,  that  it  is  the 
madiine  and  the  combination  only  that  the  plaintiff  has  daimed, 
then  I  should  be  wasting  your  lordships'  time  if  I  argued  the 
matter  further.  [Lord  Lyndhursty  C.  B» :  Substantially  that  com- 
bination.] [Parke,  B.:  Therefore  a  chair  made  upon  that  prin- 
et{de  which  you  have  directed  to  be  constructed  here,  would  be 
an  infringement  of  his  patent,  that  is,  the  application  of  a  self- 
adjusting  leverage  to  a  chair,  such  a  one  as  you  have  produced 
here  to-day.]  [Lord  Lyndhurstj  C.  B.:  It  has  the  particular 
effect]  Rule  refused. 


MINTER  V.  WILLIAMS  (a). 

The  fourth  count  in  the  declaration  in  this  action  assigned  as  Letters  patent 
a  breach  that  the  defendant,  without  the  consent  of  the  plain-  «^°'**  *®  ^^ 


(«)  Thn  caie  it  reported  5  Ner.  &  M.  647;  4  Ad.  &  £1.  951 ;  1  Har.  &  W.  585. 
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plaintiff  to  tiff,  Slc.,  did  wrongfuUy  and  unjustly  expose  to  sale,  divers,  &c., 
exerciM  and '  chairs  which  were  intended  to  imitate  and  resemble,  and  did 
▼end"  his  said  imitate  and  resemble,  the  said  invention  of  the  plaintiff.  To  this 

iDveDtioD,  and    ^,  •    ,  -i  .   •     t 

prohibited  that  there  was  a  general  demurrer  and  joinder, 

•"y  o^*>«"  Channel^  in  support  of  the  demurrer.     The  mere  exposure  to 

use,  or  put  in  Sale  of  chairs  resembling  those  invented  by  the  plaintiff,  is  not  a 

practice"  the  breach  of  the  privileire  granted  to  him.    The  fourth  count  does 

same;  held,  tliat  .  .     *^  .      ^^  ^_  ,,,.         i-i^  j 

a  count  for  ex-  not  charge  that  the  defendant  made  the  chau^  which  he  exposed 
Kd  °wi*°  ^!n^  ^  ^^^  *^^  ^^  **  quite  consistent  with  the  allegations  in  that 
demurrer.  count,  that  the  chairs  may  have  been  placed  in  the  defendant's 
shop  by  a  person  duly  authorised.  Certainly  it  is  consistent 
wiUi  these  allegations  that  the  defendant'  may  never  have  com- 
pleted the  sale  of  any  chair;  that  he  may  have  withdrawn  them 
immediately  upon  discovering  that  by  selling  them  he  should 
infringe  the  plaintiff's  patent.  Construing  this  patent  with  re- 
ference to  the  statute  of  monopolies,  (21  Jac.  I.  c.  3,)  and  it 
cannot  be  carried  further  than  that  statute  warrants,  there  is  no 
ground  for  saying  that  a  mere  exposure  to  sale  can  be  an  in- 
fringement of  the  patent  {b).  By  the  patent,  the  plaintiff  is  to 
have  the  exclusive  right  to  ^^make,  use,  exercise  and  vend,^'  his 
invention.  An  exposing  to  sale  does  not  come  within  any  of 
these  terms.  It  is  not  a  vending,  for  to  ^^  vend''  signifies  to 
^^sell,*'  and  is  so  treated  in  many  statutes  of  this  sort,  in  which 
the  expression  ^^  expose  to  sale"  is  commonly  superadded  to  the 
word  "  sale."  Thus  in  the  Game  act  (1  &  2  Will.  4,  c  32),  by 
which  it  was  intended  to  prohibit  an  exposing  to  sale,  as  well  as 
a  vending,  without  a  license,  the  words  '^  sell  or  offer  for  sale" 
are  used.  So  in  the  statute  of  8  Anne,  c.  19,  (the  first  Copy* 
right  act,)  the  words  "  sell,  publish,  or  expose  to  sale,"  are 
used  (c).  Nothing  can  be  deemed  an  infringement  of  a  patent^ 
or  a  copyright,  which  does  not  come  aptly  within  the  meaning  of 
the  words  of  the  statute  ((f). 

J.  Evans,  contra.  The  word  *'  sell"  is  not  found  in  the  patent, 
but  vend;  and  vend  means  to  sell  or  expose  for  sale.  In  John- 
son's Dictionary,  vend  is  rendered  to  sell,  to  offer  for  sale.  In 
Ainsworth's  Dictionary,  vendo  is  derived  from  venum  and  do,  and 
is  explained  to  "  sell  or  set  to  sale,  to  offer  or  proffer  for  sale."^ 
In  the  Dictionary  of  the  French  Academy,  some  of  the  inter- 
pretations of  vendeur  apply  to  an  offering  for  sale.  The  ques- 
tion, therefore,  cannot  receive  any  illustrations  from  statutes  in 
which  the  word  vend  is  not  used.    The  act  of  exposing  to  sale 

(6)  The  statute  having  declared  all  iprants  of  order  to  ascertain  the  legal  effect  of  the  privileges 

monopolies  void,  as  contrary  to  common  law,  pro-  conferred  thereby.    Ante  7-8,  n. 
vides  that  such  declarttion  shall  not  extend  to  (e)  Similar  woids  are  found  in  the  subsequeut 

"  any  letters  patent  and  grants  of  privilege  of  the  acts,  for  giving  copyright  in  various  things  as  casts 

sole  working  or  making  of  any  manner  of  new  engravings,  patterns,  and  designs, 
manufacture  within  the  realm,"  (ante  29,  30);  it  (</)  See  Coleman  v.  Wathen,  6T.R.  245;  Afur- 

is  important  to  observe  the  particular  terms  of  the  ray  v.  EUitton,  1  Dow.  &  Kyi.  299;  S.C«  5  B.  & 

letters  patent,  both  before  and  sinca  the  sutute,  in  Aid.  657 ;  and  outs  7-8,  n. 
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is  in  tins  case  dearly  within  the  miscKi^f  ihtehded  to  be  pro* 
tidecl  against  hy  this  patent,  and  is  also  within  the  words.  [PaU 
tem^J. :  If  rend  means  **  estpbse  to  sale/^  why  did  you  not  use 
Aeword'  ^reiid'^  in  your  coent?  You  should  use  the  very  words 
of  Ae  insmcDfteiit.  Why  use  words  whieh  you  suppose  to  be  an 
ecpiTBleat?]  The  exposing  to  sale  is  also  comprehended  within 
die  terms  ^  use  and'  exercise,  use  asid  put  in  pracdee.^^  A  great 
jMit  of  the  advantage  deritved  by  a  tradetoian  from  any  ingenious 
iarentioti  tinat  he  has  made,  arisen  from  the  reputalioh  acquired 
by  exposing  to  sale;  a  person,  therefore,  who  exposes  to  sale 
without  a  license,  may  be  said  to  il£fe  the  ihyention.  A  liberal 
eonstrueticMi  must  be  put  on  the  letters  patent,  in  order  to  carry 
didr  intention  completely  into  effect.  According  to  the  argu- 
noitof  the  defendant,  the  article  i(|  question  might  be  exhibited 
for  lak  with  impunity,  if  it  be  only  done  by  the  agency  of  some 
o&er  person,  at  least  so  long  as  no  actual  sale  could  be  proved. 
Pattbson,  J.:  In  drawing  declarations  for  the  inMngement 
of  a  patent,  pleaders  have  al^smys  used  the  words  of  the  patent, 
either  those  in  the  granting  or  prohibiting  part  of  it.  I  cannot 
doubt  for  a  moment  l^t  there  is  a  dear  distinction  between 
vendmg  and  exposing  to  sale,  notwitiistanding  the  authority  of 
the  dictionaries  referred  to.  The  plaintiff  should,  in  his  decia- The  worda  of 
ration,  use  the  words  either  of  the  granting  or  prohibiting  part  tent^!houJ<fbe 
of  the  patent  This  is  quite  a  new  course  of  pleading,  to  put  in  us«d. 
a  word  which  does  not  occur  in  the  patent.  If  the  word  "  vend,^^ 
really  does  mean  *'to  expose  to  sale,"  as  well  as  to  "sell,^^  the 
eoont  should  have  charged  the  defendant  with  vending;  and  the 
act  of  exposing  to  sale  might  have  been  proved  in  support  of  it. 
WiLLiAifs^  J.;  r  am  of  the  same  opinion.  The  granting 
part,  and  the  prohibitory  part,  differ  from  each  other.  We  are 
toU,  that  grammaitical  authorities  show,  that  ^^  vend^'  and  ^^  ex« 
pflse  to  sale''  necessarily  mean  the  same  thing;  I  cannot  agree 
that  it  is  so*  There  is  a  manifest  distinction  between  them. 
Why  WM  not  Ibe  word  **  vend"  introduced  into  the  declaration? 
Tbe  reason  was,  that  they  could  not  prove  a  sale  outright,  and  so 
they  would  not  have  the  word  ^'  vend,"  which  the  pleader  was 
of  opinion  meant  to  sell.  If  we  are  required  to  abide  by  gram-^ 
matiGal  authorities,  I  am  ready  to  do  so ;  but  I  am  certain  that 
tiiere  are  no  authorities  in  English  or  Latin,  which  represent 
"to  vend,"  and  ^  expose  to  sale,"  as  meaning  the  same  thing. 

CoLB&iDGB,  J.c  Ih  the  granting  part  of  this  patent,  the  words 
My^'make,  use,  exercise,  and  vend;"  and  then  in  the  prohibiting 
pvt  the  words  are  rather  different,  for  an  obvious  purpose;  they 
are  ^  make,  use,  or  put  in  practice."  Now  we  are  to  see  whether 
this  count,  either  referring  to  the  granting  or  the  prohibiting 
part,  necessarily  imports  an  offence.  The  words  of  the  count 
are,  that  the  d^endant  did  ^^  wrongfully  and  unjustiy  expose  to 
nk,'  &c«;  and  it  is  said  that  these  words  necessarily  import  a- 

T 
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vending,  within  the  granting  part  of  the  patent.  It  is  argued^ 
that  an  exposing  to  sale  is  included  within  the  meaning  of  the 
word  '^  vending;"  but  even  upon  that  construction  the  count 
would  be  defective^  inasmuch  as  the  evidence^  instead  of  the 
words  of  the  patent,  is  put  upon  the  record.  It  seems  to  me, 
that  ^^  vending'^  imports  the  habit  of  selling,  and  ^^  selling"  the 
act  of  sale.  If  we  read  the  word  ^^  vend"  as  expressly  inserted 
in  the  prohibitory  part  of  the  patent,  we  ought  only  to  ^ve  it 
there  the  meaning  which  would  effectuate  the  purpose  of  the 
patent — ^the  prevention  of  acts  injurious  to  the  patentee,  with  as 
little  restraint  on  the  public  as  possible.  It  must  be  taken  here, 
that  the  defendant  has  only  exposed  to  sale;  that  whatever  may 
have  been  his  original  purpose  in  so  doing,  or  whatever  motive 
The  ezposmg  to  has  supervened,  he  has  abstained  from  selling.  Now,  I  cannot 
lariiy  prejodi-  ^  ^&t  such  a  mere  exposure  to  sale  is  necessarily  injurious  to 
cial.  A  using  the  patentee ;  it  may,  on  the  contrary,  be  very  beneficial ;  it  is 
which'iiDot  not,  therefore,  necessarily  the  vending,  which  is  exclusively 
granted  to  him.  As  to  ^'  using  and  exercising,"  those  words 
cannot  be  fairly  resorted  to,  when  we  find  with  them  the  word 
"  vending,"  and  that  is  passed  by.  But,  if  they  could,  the  argu- 
ment would  be  the  same;  this  might  be  an  innocent  using  and 
exercising,  and  so  not  prohibited. 

Judgment  for  the  defendant. 


prejudicial  ii 
not  prohibited. 


MiNTER  V.  Mower. 
Cor.  Lord  Denman,  C.J.    Trin. Vac.  1835. 


A.  D.  1835.  In  this  action  the  defendant  pleaded — 1.  Not  guilty.    2,  That 

the  plaintiff  was  not  the  true  and  first  inventor  of  the  said 
invention,  and  that  the  said  invention  was  not  a  new  invention. 
3.  Setting  out  the  specification,  and  averring  that  plaintiff  did 
not  enrol  any  other  instrument,  &c.,  and  that  the  said  instru- 
ment did  not, particularly  describe  and  ascertain  the  nature  of 
the  said  invention,  and  in  what  manner  the  same  was  to  be 
performed. 

Sir  J.  CampbeUy  A.  G.,  Sir  F.  Pollock,  and  Evans,  were  for  the 
plaintiff.  Damages  were  asked  for  the  second  infringement. 
Talfourdy  Seij.,  and  Godson,  for  the  defendant. 

The  plaintiff  is      Lord  Denman,  C.  J. :    I  hardly  think  any  damaires  can  be 

not  euutled   to    .  i  ^i  •  .1  .,     •  «  « 

damages  io  ase-  ^^^^h  Dccause  there  IS  no  evidence  at  all  of  any  extent  of  loss 
cond  ^action  as  sustained,  not  even  to  speculate  on.  It  does  not  appear 
whether  Mr.  Mower  has  made  more  than  a  single  chair,  the 
subject  of  this  action,  or  that  he  has  gained  any  profit  by  it  I 
must  own  I  think,  although  the  patent  has  been  estabUshed 
against  other  parties,  probably  you  would  not  consider  that  this 
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Was  a  case  in  which^  if  you  find  a  verdict  for  the  plaintiff^  you  A.D.  1835. 
would  consider  him  entitled  to  more  than  nominal  damages 
establishing  his  right. 

The  question  is,  whether  you  are  satisfied  the  defendant  has 
made  out  his  defence,  because,  in  the  first  place,  the  plaintiff 
prores  his  patent.  And  then  he  gives,  certainly,  important 
evidence  of  its  being  a  new  invention;  the  evidence  of  Mr. 
Farey,  who  happens  to  have  made  use  of  the  chair  himself,  and 
who  probably  may  be  known  to  you  as  a  person  very  likely 
to  have  heard  of  any  invention  of  this  sort  if  it  ever  had  been 
£scovered  before.  The  defendant's  plea  is,  that  the  plaintiff 
was  not  the  true  and  first  inventor.  Mr.  Farey  and  some  other 
gendemen  having  given  the  same  evidence  on  the  part  of  the  ' 
plaintiff,  that  there  has  been  no  such  thing  known  before  as 
this  diair  with  self-adjusting  leverage,  the  witnesses  who  are 
called  on  the  part  of  the  defendant  all  go  to  the  same  point  to 
that  extent,  with  the  exception  of  this  particular  chair  that  was 
made  by  Mr.  Brown  for  the  defendant  in  the  year  1829,  and 
they  say^  although  these  chairs  have  not  been  in  use,  and 
although  the  principle  has  not  generally  been  known,  yet  they 
undertake  to  satisfy  you  by  direct  evidence  that  this  person 
Brown,  in  1829,  dlid  make  a  chair  so  as  to  show  the  plaintiff 
was  not  the  real  inventor  of  the  chair,  the  piracy  of  which  is 
complained  of;  and  if  the  defendant  proves  that  to  your  satis- 
&ction,  although  the  plaintiff  may  actually  have  been  the  inven- 
tor, he  would  not  in  the  sense  of  this  patent  be  the  first  and 
true  inventor,  because  another  person  in  that  case  would  have 
bit  upon  the  same  invention.  You  should  be  satisfied  that  the 
chairs  which  were  made  by  Brown  for  Mower  in  1829,  were  sub- 
stantiaUy  the  same  as  those  for  which  the  patent  is  claimed. 
If  they  were,  then  the  patent  has  been  taken  out  without 
proper  foundation,  because  the  discovery  has  been  made  before. 
Bat  the  defendant  is  to  prove  that,  and  the  question  is,  has  he 
proved  it? 

Now  the  person  who  made  these  chairs.  Brown,  is  not  here  as 
a  witness ;  that  should  produce  no  prejudice  either  on  one  side 
or  the  other.     I  do  not  see  any  great  addition  he  could  have 
made  to  the  defendant's  case  if  he  had  been  here,  because  that 
he  made  a  chair  of  that  description  is  perfectly  clear.     I  cannot  if  ao  alleged 
conceive  it  would  be  very  strong,  even  if  he  had  said  he  had  pu'Si*^'^the'*°* 
discovered  this  principle  of  the  self-adjusting  leverage,  when  it  presumptioQ  is 
does  not  appear  he  claimed  it,  took  out  any  patent  for  it,  or  aJJe^ra'uK- 
that  his  master  did,  or  that  there  was  any  production  of  the  ful  form. 
aitide  that  could  be  beneficial  to  himself  or  Mr.  Mower.     It 
seems  that  is  a  very  strong  argument  to  show  that  in  point  of 
bet  they  had  not  made  the  discovery,  at  least  how  to  make  this 
principle  available  for  general  use,  but  the  fact  that  he  had 
made  chairs  of  this  description  seems  quite  undoubted.     There 
is  a  chair  laid  before  you  of  Mr.  Clark's,  connected  as  it  appears 
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Lord  Deumau,    with  a  model  that  has  been  produced  before  you^  which  to  a 

c.  J.,  to  ths      ^rtain  d^ree  adopts  some  of  the  machinery  tiiat  is  necessary 

for  a  self-adjusting  leverage  to  a  chair.    But  then  the  question 

13^  whether  the  chair  is  the  same  a3  the  chair  that  the  plaintiff's 

patent  protects. 

Now  I  thought  it  would  turn  very  much  on  this^  whether^  in 
the  first  place,  you  are  satisfied,  that  supposing  that  machinery 
was  away  which  the  witness  described, — the  pad^  the  stop,  and 
the  spring,  which  the  witnesses  for  the  defendant  stay^  made  it 
necessary  that  the  hand  should  be  iqpplied  to  g^Te  some  assist- 
ance to  the  body;  whether,  supposing  that  that  machinery  had 
been  away  from  Mr.  Clark's  d^air,  you  are  satisfied  that  would 
have  been  a  chair  with  a  self-adjusting  leyerage*  I  confess  it 
appears  to  me,  that  is  ^  little  left  in  doubt,  because  I  do  not 
find  that  it  ever  was  put  into  operation  so  as  to  test  that  fact. 
But  supposing,  in  the  second  place,  it  would  have  been  a  chair 
with  a  self-adjusting  leverage,  if  that  encumberii^  additional  part 
had  been  away,  then  the  question  is,  whefJier  the  principle  of 
self-adjustment  was  at  all  (hscovered  or  thought  ,of  at  that  time. 
Because,  it  seems  to  me,  if  that  principle  might  have  been  de- 
duced from  the  machinery  of  the  chair  that  ws^  made,  but 
that  it  was  so  encumbered  and  connected  with  othisr  machinery 
that  nobody  did  mal^e  that  discovery,  or  ever  found  out  that 
The  user  of  a  they  could  have  a  chair  with  a  self-adjusting  leverage,  by  reason 

dpie^ii  ignS'""  ^f  ^^^^  ^^  *"y  ^^^^  ^^^^^^  ^  ^^®  ^^^  actually  made ;  I  confess 
ranee,  will  not  it  secms  to  me,  that  does  not  prevent  this  from  being  f^  new 
quent  patent!  invention,  when  the  plaintiff  says,  1  have  discovered,  throwing 
aside  every  thing  but  this  self-adjusting  leverage  itself,  that 
will  produce  an  effect,  which  I  think  a  very  beneficial  one;  and 
I  cannot  help  thinking  that  must  be  a  beneficial  effect,  because 
there  igre  certain  persons  who  ^e  deprived  of  all  strength,  aad 
who  cannot  help  themselves  at  all,  and  who  should  not  be 
called  on  to  use  a  stop  or  spring,  or  to  make  any  exertion 
whatever,  who  have,  it  seems,  found  very  great  comfort  from  the 
chair  which  applied  this  principle  of  self-adjusting  leverage  so 
as  to  make  any  ei^ertion  of  their  own  unnecessary. 

The  evidence  runs  into  considerable  lejigth,  but  the  facts 
are  pretty  simple  on  the  whole,  and  I  will  recapitulate  their 
general  nature.  A  cl^air  is  made  by  Mr.  Mower's  workman  in 
1829;  that  chair  has  the  principle  of  the  reclining  back  to  a 
certain  extent  raising  the  seat  in  front;  it  is  connected  with 
what  is  called  a  rack  below,  which  makes  it  necessary  that  a 
spring  should  be  touched  in  front  to  detach  it  firom  the  catch  of 
the  rack;  that  is  the  first  thing  necessary  to  its  going  back; 
and  in  order  to  its  coming  forward,  it  is  necessary  the  party 
should  extend  his  hand  and  take  hold  of  the  pad,  and  should 
draw  himself  to  a  certain  degree  forward.  All  the  witnesses 
concur  in  that  to  a  certain  degree :  Mr.  Newton  says,  without 
that  pad,  the  self-adjusting  leverage  would  have  operated  in 


this  cbaity  But  it  ositainly  doei  smH  appear  th«t  that  kveiiage  Jl  d.  isafi. 
was  so  applied  to  il^  or  that  any  cbair  wsfl  e^er  made  wstfaout 
aoioe  additional  matter  whidi  preyeoted  the  self-adjasting  ie^er^ 
age  firom  having  that  (operation.    So  that  you  will  have  to  aay 
on  that  general  description  of  the  case,  whether  yon  are  satisfied 
that  the  self-adjusting  leverage  was  in  ibgit  chair  at  all,  and  if  it 
vasy  whether  yoa  are  satisfied  that  it  could  not  act  by  reason 
of  what  was  otherwise  e(Hinected  with  it,  and  then,  wfaetiber 
joQ  think  that  any  person  discovered  that  self-adjusting  prin- 
ciple firom  the  chair  that  was  ibrmed  at  that  time*    It  is  quite  TW  Maceurate 
wMmsat  whether  the  word  ^ self-ad^ting'  is  the  correct  de- Xtk^^Z^^ 
icription  of  the  thing.    It  seems  to  describe  it  so  that  no  man  b«  cietr^kim- 
can  doubt  what  it  is,  namely,  that  one  part  of  the  body  is  to  *'*^*™  * 
coaaterbalanoe  the  effect  of  the  other  part  on  the  two  diiBferent 
parts  of  the  duur  (a). 

♦  ♦  *  4:  *      (b) 

Now,  the  questions  that  I  have  to  leave  to  yott  are : — ^Would 
it  have  been  a  chair  with  a  self-adjusting  leverage  if  those  en- 
cambranoee  h94  boen  away?'*-did  those  encumbrances  prevent 
iti  bdng  so,  and  was  this  principle  of  sdf-<idjasting  leverage 
discovered  at  the  time  that  chair  was  made,  or  is  it  entirely  a 
new  discovery  made  by  the  plaintiff  ? 

The  jury  found  as  follows  :-^That  the  chair  made  by  Brown  SpeeM  ttrdict. 
vovid  have  acted  so  as  to  produce  the  equilibrium  by  a  self- 
adjusting  leverage,  if  the  spring  and  the  other  things  had  not 
been  attached  to  the  chair,  that  is,  if  it  had  not  been  for  the 
cacombering  of  bad  machinery*  That  Mr.  Brown  was  the  in- 
Tentor,  bat  that  Mr*  Brown  was  ignorant  of  the  practical  use  it 
nu^t  be  turned  to,  and  that  Mr.  Minter  was  the  author  of  the 
practical  purposes  of  the  thing,  although  Mr.  Brown  was  the 
original  inventor,  but  was  ignorant  of  the  principle  of  the  ma- 
cldne;  in  fact,  Uiat  the  other  machinery  attached  to  Brown^s 
dhair  prevented  the  self-adjusting  leverage  from  producing 
equilibrium. 

The  learned  judge  directed  a  verdict  for  the  plaintiff;  with 
liberty  for  the  defendant  to  move  to  enter  a  nonsuit. 

(a)  The  test  here  proposed,  and  the  recognition  which  the  description  assumes.   If  the  word  taper- 

sf  the  laae  principle  in  thrmu  v.  Fuhrit,  pMt  157,  ing  be  need  in  iu  generel  sense,  the  description  is 

^ifj  the  doctnnc  M  1^  down  and  upheld  by  defective,  there  is  no  converging  to  a  point.  If  the 

the  eoart,  in  tenn  has  had  a  different  meaning  annexed  to  it  by 

-,       „^    ,f.  the  usage  of  the  trade,  it  may  be  received  in  iu 

B.v.Mrt«i//.  perverted  sense." 

In  that  case  the  letten  patent  were  for  a  **  Uper-  The  defendant  being  unable  to  supply  any  such 

iag  brush,"  and  it  appeared  from  the  specification,  evidence,  there  was  a  verdict   for    the   crown, 

tut  the  brash  differed  from  the  common  brush  3  Stark.  249. 

«iy  in  having  the  bristlea  left  of  an  unequal  It  is,  however,  material  to  observe,  that  in  this 

Ingtfa.  instead  of  being  cut  down  so  that  the  snr«  case,  the  inaccurate  term  being  recited  in  the  let- 

b»  ef  the  brudi  should  be  level,  all  the  bristles  ters  patent,  might  be  considered  as  leading  directly 

hong  as  nearly  as  possible  of  the  satne  length.  to  a  false  suggestion.    See  ant9,  42,  n. 

Lerd  EUaiftsrov^A,  C.  J.:  Tapering  means  gra-  (fr)  The  learned  judge  commented  at  considere- 

daallv  eenverging  to  a  point.    According  to  the  ble  length  on  the  evidence  with  respect  to  Brown's 

apanicaiieo,  the  hfistles  wouM  be  of  unei^ual  chair, 
■•gth,  hit  tbcie  wo«ld  be  no  tapering  to  a  point. 


142  UINTBR^S   PATENT. 

MaHon/ornoH'       In  the  ensuing  term  Talfaurd,  Serj*,  obtained  a  rule  for  a 
'^'  nonsuit,  on  the  ground  that  the  finding  of  the  jury  showed  the 

plaintiff's  invention  to  be  an  improvement  on  the  application  of 
the  principle  of  the  self-adjusting  leverage ;  whereas  the  specifi- 
cation claims  every  application  of  the  self-adjusting  leverage  (c). 
May  5, 1837.  LordDfiNMAN^  C.J.  t  {d)  An  action  between  the  same  parties 
i^venti^n*l:o^^^^^  ^^  already  been  decided  by  the  Court  of  Exchequer,  in  which  the 
aisu "  ID  the  ap- patent  claimed  by  the  plaintiff  was  deemed  good  and  valid. 
K!r.adjttBting  Bu^  ^^  ^^®  ^^  i^  ^^  court  an  entirely  new  fact  was  given  in 
levarege  to  tb«  evidence,  and  affirmed  by  the  verdict  of  the  jury,  namely^  that  a 
a chaif!whareb7  chair  very  closely  resembling  that  made  by  the  plaintiff's  patent 
the  weight  on  ii^d  been  made  and  sold  before  that  patent  was  taken  out. 
counterbalance  The  words  of  the  jury  were  these :  ^'  We  are  of  opinion  that 
^  "h  '^bTk*'^'  •^'^^^^^  ^"^^  *®  inventor  of  the  machine,  and  found  out  the 
bad,  if  it  appear  principle,  but  not  the  practical  purpose  to  which  it  is  now 
the^ime'^riD^^PP^®^*  ^®  *'^'*  ^^^  Minter  (the  plaintiff)  made  that  dis- 
ciple had  been  covcry.^'  This  Statement  might  not  be  fatal  to  the  plaintiff's 
before  *ia-  "^^  ^^^  ^  ^  invention  were  truly  set  forth  in  the  specification,  but 
thou|^'  the  ope-  the  issue  in  this  cause  being  simply,  whether  the  plaintiff  did 
eBcJmberedTy  ^^^'^^y  particularly  describe  and  ascertain  the  nature  of  the 
additional  ma-  said  invention,  we  find  it  needful  to  examine  the  terms  of  it. 
&OTw7'thata  ^^^  ^^®  patent  is  taken  out  for  '^an  improvement  in  the 
claim  for  anim-  construction,  making,  or  manufacturing  of  chairs;''  the  method 
SS^ri^p^ation  ®f  making  the  machine,  and  the  way  in  which  it  acts,  are  then 
would havebeen  fully  described,  without  any  mention  of  any  of  the  means  em- 
'^**^*^*  ployed  in  Brown's  chair.     The  specification  thus  concludes: 

'^what  I  claim  as  my  invention  is,  the  application  of  a  self- 
adjusting  leverage  to  the  back  and  seat  of  a  chair,  whereby  the 
weight  on  the  seat  acts  as  a  counterbalance  to  the  pressure 
against  the  back  of  such  chair  as  above  described.'^  Now  it  was 
perfectiy  clear  upon  the  evidence  that  this  description  applies 
to  Brown's  chair,  though  that  was  encumbered  with  some 
additional  machinery.  The  specification,  therefore,  claimed 
more  than  the  plaintiff  had  invented,  and  would  have  actually 
precluded  Brown  from  continuing  to  make  the  same  chair  that 
he  had  made  before  the  patentee's  discovery.  We  are  far  from 
thinking  that  the  patentee  might  not  have  established  his  title 
by  showing  that  a  part  of  Brown's  chair  could  have  effected 
that  for  which  the  whole  was  designed.  But  his  claim  is  not 
for  an  improvement  upon  Brown's  leverage,  but  for  a  leverage 
so  described  that  the  description  comprehended  Brown's.  We 
are,  therefore,  of  opinion  that  the  patent  cannot  be  sustained, 
and  a  nonsuit  must  be  entered. 

Rule  for  nonsuit  absolute. 


(c)  See  ant4, 134,  in  MinUr  v.  Wells  aitd  Hart,  v.  Ptane,  ante  126,  were  cited  in  anpport  of  the 
aa  to  the  invention  claimed.  argument,  that  it  ia  not  the  making  a  discoveiy, 

(d)  The  case  waa  argued  in  Hilary  Term,  1837,  but  the  aucceaaful  introduction  of  it,  which  conati- 
beforeLord  Denman,C.J„  Pattegoni;  WilUams,  Js.  tulea  auch  a  uaer  as  will  vitiate  a  aubeequent  pa- 

The  caaea  of  Dollond'a  patent,  ante  43,  and  Janet  tent.    6  Ad.  Ac  £.  741. 
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Letters  patent  to  Robert  Jupe^  11th  March^  5  W.  4,  for  '^  An  rttu. 
improYed  expanding  table.'' 

The  object  of  my  invention  or  improvement  is^  so  to  construct  Speeifieatwn, 
aa  expanding  table^  that  the  sections  which  compose  the  surface 
of  the  original  or  unexpanded  table  may  be  caused  to  diverge 
from  a  common  centre^  so  that  the  table  may  be  enlarged  or 
expanded  by  inserting  leaves  or  pieces  in  the  openings  or  spaces 
caused  by  the  divergence  of  the  sections  from  the  common  cen- 
tre. Having  thus  generally  stated  the  nature  of  the  invention^ 
and  the  object  to  be  obtained^  I  would  remarkj  that  there  are 
Tazious  mechanical  arrangements  by  which  the  invention  may  be 
performed,  depending  partly  on  the  taste  of  the  individual  for 
vhom  a  table  is  to  be  constructed.  I  therefore  propose  to  de- 
scribe the  different  arrangements  of  parts  which  I  have  made, 
and  find  to  answer,  and  which  from  experience  I  can  state  will 
ffve  full  effect  to  my  invention  or  improvement.  But  my  im- 
prorement  is  applicable  not  only  to  the  precise  arrangements 
beremafter  shown  and  described,  but  to  various  other  forms  of 
the  same  table,  provided  the  property  of  expanding  the  surface 
of  die  original  table,  by  causing  the  sections  to  diverge  from  a 
common  centre^  be  retained,  and  the  table  be  enlarged  or  ex- 
panded by  inserting  leaves  or  filling  pieces  in  the  spaces  caused 
bjsQch  divergence,  in  the  manner  hereinafter  mentioned.  These 
different  forms  or  shapes  must  depend  on  taste,  and  so  must 
also  the  details  of  the  mechanical  arrangements  which  govern 
and  retain  the  sections  of  the  surface  of  the  table  securely  to  the 
deaved  positions,  and  carry  my  improvement  into  effect.  *  *  {a) 

Having  thus  described  the  nature  of  my  invention,  and  the  Claim, 
manner  of  carrying  the  same  into  effect,  I  would  remark,  that  I 
do  not  claim  the  various  parts  separately  of  which  the  same  is 
composed;  nor  do  I  confine  myself  to  the  precise  manner  of 
moving  the  sections  (a  a)  of  the  surface  of  the  table.  But  I  do 
dedare  that  my  invention  of  an  improved  expanding  table  con- 
stats in  constructing  the  same,  so  that  the  sections  (a  a)  of 
which  the  original  or  unexpanded  table  is  composed,  may  di- 
vage  from  a  common  centre,  and  the  table  be  enlarged  or  ex- 
panded by  inserting  leaves  or  pieces  in  the  openings  or  spaces 
caused  by  the  divergence  as  hereinbefore  described. 

In  witness,  &c. 


<«)  Hen  folknved  a  detcriplion  of  th«  draw-  The  specificatioD,  with  a  plate  of  the  drawings, 

Bp,  which  showed,  by  twenty- two  figures,  various  is  published  in  the  Repertory  of  Patent  In?entions 

uls  of  expanded  and  nnezpanded  tables,  and  the  for  Feb.  1837. 
apparatas  by  which  the  expansion  was  to  be  effected. 
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JuPE  V.  Pratt  and  another. 

Cor.  Lord  AUnger,  C*  B.    Mich.  Vac.  1836* 

This  was  an  action  for  the  infringement  of  the  preceding  pa- 
tent, and  the  declaration  assigned  the  following  breaches: — Made 
and  sold  tables  in  which  they  the  defendants  did  use  and  put  in 
practice  the  said  invention  of  the  plaintiff;  and  tables  in  which 
they  the  defendants  did  use  and  put  in  practice  a  part  of  the 
said  invention  of  the  plaintiff;  and  tables  imitating  and  resem- 
bling the  said  invention  of  the  plaintiff;  and  tables  with  certain 
subtractions  from,  and  additions  to,  the  said  invention  of  the 
plaintiff,  whereby  to  pretend  themselves  the  inventors  and  de- 
visors thereof- 
PlMi.  The  defendants  pleaded,.  1st.  Not  guilty.    2d,  That  the  plain- 

tiff was  not  the  true  and  first  inventor  of  the  said  improved 
expanding  table.  3d.  Setting  forth  the  specification,  and  aver- 
ring, that  the  plaintiff  did  not  by  the  said  instrument  particu- 
larly describe  and  ascertain  the  nature  of  the  said  invention,  and 
in  what  manner  the  same  was  to  be  performed  according  to  the 
true  intent  and  meaning  of  the  said  letters  patent  and  proviso. 
4th.  That  the  said  invention  was  not  a  new  invention  as  to  the 
public  use  and  exercise  thereof  within  England.. 

At  the  trial,  the  defendants  called  no  witnesses,  and  the  fol- 
lowing points  were  left  to  the  jury.  Rrst;  Whether  the  inven- 
tion was  a.  new  invention.  Secondly;  Whether  the  defendant 
had  infringed  tiie  plaintiff^s  patent,  the  evidence  being,  that  the 
defendants  had  applied  the  principle  of  GiUow's  table  (6);  and 
that  the  imitation  of  the  plaintiff's  patent  by  the  defendants 
consisted  in  cutting  the  table  into  four  parts,  and  applying  the 
principle  of  Gillow's  table  in  the  separation  of  all  the  parts^ 
without  using  any  of  the  mechanical  means  suggested  by  the 
plaintiff  in  the  specification*  The  verdict  was  entered  for  the 
plaintiff  (<?). 

In  the  ensuing  term,  leave  having  been  reserved  to  move  on  the 
specification,  a  rule  nui  for  a  nonsuit,  or  a  new  trial,  was  granted 
on  the  grounds,  lstiy,:That  the  specification  embraces  the  me- 
chanical .contrivance.  2dly,  That  the  claim  is  too  large,  it 
appearing  by  the  evidence  that  Gillow  had  already  divided  the 
table  into  two  sections,  rececUng  from  a  common  line.  And, 
Sdly,  That  if  both  these  points  are  in  the  plaintiff's  favour,  the 
defendants'  table  is  not  a  piracy,  being  followed  on  Gillow's 
patent. 
'  '■  ■   ■-•      .-   ■  —  -   .  .       ^ 

(h)  0W6w  bad  a  patent,  expired  for  twentt  witb  a  leaf  or  leaves,  called  the  telescope  table, 

years,  for  cuttiog  a  table  id  half,  and  drawing  each  (e)  See  a  full  report  of  the  trial  in  the  Repertorr 

portion  apart  bj  slides  fitting  into  grooves  under  of  ratent  Inventions,  vol.  8,  N.  S. 
the  table,  and  filling  up  the  intermediate  space 


JUPB    t\    PRATT    AND    ANOTHKR.  145 


Cor.  Lord  Abtnger,  C.  B.,  BoUand  and  Alderson,  Bs.  lnthtLxchaia&. 

Jb.  1  •  lo37. 

Sir  F.  Pollock  and  Bichards  sheared  cauHe.  Instead  of  the 
vord  nonsuit  in  the  nile^  there  ought  to  be^  show  cause  why  the 
verdict  should  not  be  entered  for  the  defendants  upon  one  or 
more  issues*  Since  the  new  rules  (c),  a  nonsuit  can  rarely  oc- 
cur; and  Lord  Brougham's  Act,  in  the  spirit  of  the  new  rules^ 
proTides^  that  whether  there  is  an  issue  or  not  in  the  case  of  a 
patent,  the  judge  should  certify  what  were  the  points  raised  at 
the  trial,  aldiough  they  did  not  distinctly  appear  on  the  plead«- 
ings ;  and  that  the  plaintiff  should  have  the  costs  on  those  points, 
as  to  which  the  judge  should  certify  that  he  had  sustained  not 
merelf  the  issue  but  the  points  raised  at  the  trial.  The  statute  is 
in  the  spirit  of  the  new  rules,  but  goes  further,  so  that  if  a  point 
arises  in  the  course  of  an  issue,  and  that  point  is  found  for  the 
plaintiff,  although  the  issue  is  found  against  him,  the  judge  has 
authority  to  certify  that  point  to  have  been  so  found  if  left  to 
the  jury,  and  on  that  costs  are  to  be  given  to  the  plaintiff  or 
defendant,  as  the  case  may  be  {d).  The  defendants  cannot  ask  to 
have  the  verdict  entered  on  the  issue  not  guilty;  or  that  it  was 
not  the  plaintiff *s  invention;  or  that  the  invention  was  not  new; 
those  points  having  been  distinctly  left  to  the  jury. 

The  fair  mode  of  looking  at  a  patent  and  the  specification  is| 
to  bquire  what  is  the  spirit  of  the  invention,  or  the  principle; 
and  this  must  be  embodied  in  some  mode  or  method,  because  it 
is  admitted  on  all  hands  you  cannot  take  out  a  patent  for  a  prin^ 
ciple.    But  although  the  law  says,  tmdoubtedly  and  correctly  A  principle.  10 
enough,  that  you  cannot  take  out  a  patent  for  a  principle,  that  mauerSf*'!*^'. 
is,  for  a  barren  principle,  when  you  have  clothed  it  with  a  form,  tent,  most  b« 
and  given  it  body  and  substance,  in  which  the  principle  may  live  *™ 
•nd  produce  the  benefit  which  you  claim  to  result  from  it,  why 
then  in  many  cases  (and  it  is  a  consolation  to  every  just  and 
honest  feeling  one  has  on  tiiie  subject  of  invention),  although  you 
cannot  have  a  patent  for  a  principle  in  substance,  you  can  have 
a  patent  for  the  spirit  of  your  invention;  for  if  any  other  person 
comes  and  clothes  the  spirit  of  your  invention  with  a  different 
body,  and  puts  that  principle  in  use  in  any  other  shape  or 
bshion,  it  is  always  a  question  for  a  jury,  whether,  however  dif* 
faent  in  appearance,  in  shape,  in  form,  in  method-^whether  the 
utide  or  the  practice,  if  it  be  matter  connected  with  the  art» 
and  mannfEUstures,  be  or  be  not  substantially  an  adaptation  of  the 

"■  '  ■       ■■  ■  ■         ■  ■  ■  I  ,■■■■■■ ■•        »,mm    %mt 

(*)  The  new  ralce  came  into  opentioii  Eaeter  {d)  As  to  the  practice  under  this,  lee  Lnth  ▼• 

Ten,  1834,  and  Lord  Brougbanft  Act  (5  &  6      Hotm,  pat,  and  notee  to  5  &  6  W.  4,  c.  83,  t.  6, 
W.4,  e.  83)  receited  the  royal  aeeent  10th  Sep*      in  lew  if  fractiet,  Sutotee. 

•»h»,  isas. 
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Argument  on    principle,  applied  with  the  same  view,  to  answer  the  same  end, 

mit^<n^n9w^  and  merely  imitated  in  substance,  whatever  difference  there  may 

trial.  i>e  in  point  of  form. 

I  cannot  give  a  better  illustration  of  this  than  by  referring  to 
a  case  in  which  the  Lord  Chief  Baron  led;  it  was  about  a  ma- 
chine that  was  called  a  gas  meter.  {Ante  106.)  {Jlderwn,  B. :  It  was 
for  measuring  the  quantity  of  gas  that  was  supplied  to  every  in- 
dividual, in  order  that  they  might  not  take  it  without  its  being 
known.  There  never  was  a  more  instructive  case  than  that;  I 
remember  very  well  the  argument  put  by  the  Lord  Chief  Baron 
who  led  that  case  for  the  plaintiff,  and  succeeded.  There  never 
were  two  things  to  the  eye  more  different  than  the  plaintiff's  in- 
vention and  what  the  defendant  had  done  in  contravention  of  his 
patent  right.  The  plaintiff's  invention  was  different  in  form- 
different  in  construction;  it  agreed  with  it  only  in  one  things 
and  that  was,  by  moving  in  the  water,  a  certain  point  was  made 
to  open,  either  before  or  after,  so  as  to  shut  up  another,  and  the 
gas  was  made  to  pass  through  this  opening;  passing  through  it, 
it  was  made  to  revolve  it;  the  scientific  men,  all  of  them,  said, 
the  moment  a  practical  scientific  man  has  got  that  principle  in 
his  head  he  can  multiply  without  end  the  forms  in  which  that 
principle  can  be  made  to  operate.  The  difficulty  which  will 
press  on  you,  and  to  which  your  attention  will  be  called  in  the 
present  case,  is  this;  you  cannot  take  out  a  patent  for  a  princi- 
ple; you  may  take  out  a  patent  for  a  principle  coupled  with  the 
mode  of  carrying  the  principle  into  effect,  provided  you  have  not 
only  discovered  the  principle,  but  invented  some  mode  of  carry- 
ing it  into  effect.  But  then  you  must  start  with  having  invented 
some  mode  of  carrying  the  principle  into  effect ;  if  you  have 
done  that,  then  you  are  entitled  to  protect  yourself  from  all 
other  modes  of  carrying  the  same  principle  into  effect,  that  being 
treated  by  the  jury  as  piracy  of  your  original  invention.  But 
then  the  difficulty  that  will  press  on  you  here  is,  that  on  the 
evidence  there  does  not  appear  to  have  been  any  mode  of  carry- 

The  adoption  of  ing  the  principle  into  effect  at  all  invented  by  you.]     I  was  cit- 

Ihether  a  pi-  ^"8  ^^^  ^^®  ^^  ^^  S^  "^^^^"^  ^^^J  ^  g®^  ^t  a  principle  with 
racy,  a  question  which  to  Start.  I  take  it,  therefore,  I  may  assume  from  the  au- 
for  the  jury,  ijij^j-jiy  ^f  ^^^  ^^^^  q^  y^^y  lordship's  authority  now,  that  if 
a  man  invents,  adapts  a  principle,  and  embodies  that  principle 
in  4  mode,  it  is  then  a  question  for  the  jury,  whether  any  other 
mode  of  doing  the  same  thing  is  or  is  not  a  piracy  of  that  which 
he  has  invented. 

The  title  of  the  patent  is  merely  '^  an  improved  expanding 
table,*'  and  I  say  that  that  is  a  very  correct  title,  whatever  was 
the  object  of  the  invention,  whether  to  secure  to  himself  the 
mere  surface,  or  the  mode,  or  any  diing  else.  The  object  of  the 
invention,  properly  speaking,  was  to  imj^rove  the  construction 
of  a  dining  table;  that  is  the  large  object;  but  the  special  object 
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it  tlus--to  constract  an  expanding  table,  that  the  sections  which  ^v*  f-  P^ifock 
compose  the  sni&ce  of  the  original  or  unexpanded  table  may  aj^^uifgrute, 
be  caused  to  diverge  from  a  common  centre.  At  the  trial  there 
vas  a  great  deal  of  discussion  about  the  term  common  centre, 
and  a  table  in  two  pieces  was  said  to  diverge  firom  a  centre.  This 
is  an  abuse  of  language.  The  intention  of  the  party  is  to  be  as- 
certained. Mr.  Baron  BoUand  will  remember  a  case  in  which 
Lord  Chief  Justice  Dallas  told  the  jury,  that  a  patent  was  not  to 
be  called  in  question  because  among  imponderable  substances 
an  ignorant  patentee  had  included  air.  It  is  su£Bcient  if  he  ex- 
presses himsftlf  in  such  a  way  that  the  world  at  large  could  not 
misanderstand  him. 

The  first  question  is,  what  is  the  spirit  of  this  invention?  The 
answer  any  naan  must  give  on  reading  the  specification  is  this. 
The  spirit  of  the  invention  is  to  construct  a  table,  the  surface  of 
which  shall  consist  of  pieces,  which  pieces  shall  diverge  from  a 
common  centre,  using  that  expression  in  perhaps  the  loose  and 
inaoemmte,  but  still  very  intelligible  sense,  and  then  that  there 
shall  be  fiUing  pieces  to  fill  up  the  interstices.  That  is  the  spirit 
of  the  invention.  When  you  have  got  that,  as  Mr.  Jupe  says 
himself,  ^'  having  thus  generally  stated  the  nature  of  the  inven- 
tion, and  the  object  to  be  obtained,  I  would  remark  that  there 
are  various  medianical  arrangements  by  which  the  invention 
maybe  performed.'^  Does  he  lay  any  claim  to  the  mode  in 
which  that  is  to  be  done?  He  must  give  you  some  mode  of 
doing  it,  otherwise  his  patent  would  be  for  the  principle.  He 
most  show  you  how  to  do  it;  but  he  says,  I  do  not  claim  any 
thing  as  to  the  mode  of  doing  it;  exactly  as  if  in  the  gas  meter 
the  inventor  had  said,  my  mode  of  doing  it  is  on  this  principle — 
yon  collect  the  gas  and  water  in  two  cells,  you  make  them  com- 
omnicate  with  each  other  so  that  one  point  shall  open  and  the 
other  be  locked  in  a  certain  section,  which  will  create  a  rotary 
motion;  the  effect  will  be,  you  can  measure  by  the  number  of 
lotations  the  quantity  of  gas  that  has  passed  in  and  has 
passed  oat.  Suppose  he  had  said,  but  I  lay  no  claim  to  the 
ptiticular  mode  of  doing  this,  because  when  once  you  have  the 
principle,  you  may  do  it  in  ten  thousand  various  ways.  If  he  Some  mode 
had  merely  said  that,  without  pointing  out  the  way,  so  that  a  2~J^*^''">*  ^ 
pnctical  man  taking  the  specification  had  a  mode  put  before 
lum  by  which  he  could  do  it,  however  brilliant  the  invention, 
however  iUustrative  of  the  genius  of  the  person  who  had  dis- 
covered it,  it  would  not  have  been  sufficient.  He  says,  there 
are  various  mechanical  arrangements  by  which  the  invention 
maybe  performed.  Is  it  possible  for  a  patentee  more  distinctly 
to  have  stated  what  he  claimed?  He  says,  what  I  claim  is  my 
improvement  in  the  making  of  a  table,  the  surface  of  which 
«W1  be  in  sections^  which  sections  shall  diverge  from  a  common 
«ntrc,  and  which  shall  l>e  made  a  large  table  by  filling  up  the 
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Argument  om  hiterstices,  and  as  the  details  are  in  part  mine,  I  wDl  show  yon 
^t^u.arnno trial]  ^^^  ^  ^^  ^  done,  and  will  give  yon  a  piece  of  mechanism  my 
servant  has  given  me,  but  I  claim  nodiing  about  that  (e) :  all  I 
claim  as  the  spirit  of  my  invention  is  separating  the  table  from 
this  centre,  and  filling  up  certain  spaces  so  left  with  inter- 
mediate parts.  Then  he  gives  a  mere  description  of  the  draw- 
ings. Now,  I  will  not  occupy  your  lordships'  time  by  reading 
this  over;  it  does  not  appear  to  me  any  part  of  that  throws  the 
least  light  upon  the  invention.  It  was  said,  if  that  were  dl 
meant  to  be  claimed,  the  specification  might  have  been  in  a 
nutsheU.  Not  so.  However  plain  the  principle  may  be,  and 
however  obvious  when  so  given  to  the  public,  still  the  patentee 
must  take  care  to  lay  it  before  the  public  in  a  practical  shapcj 
though  he  assumes  to  himself  nothing  in  respect  of  that  shape. 
[Alderson,  B. :  You  put  it  very  much  on  the  same  footing  as 
Chief  Justice  Eyre  in  the  case  of  Bull  and  Boulton.]  That  is 
shortly  expressing  the  whole  matter  I  am  going  upon^  and  I 
feel  confident  that  your  lordships  will  read  this  specification  for 
the  purpose  of  ascertaining  what  it  was  the  party  intended  to 
claim.  You  will  see  he  did  not  mean  to  claim  the  mechanical 
part  in  the  remotest  degree — ^nothing  beyond  the  surface  of  the 
table.  His  invention  was  merely  making  a  table  expanding  in 
that  particular  feshion,  which,  according  to  all  the  experience  of 
persons  who  have  seen  tables,  is  perfectly  novel;  such  a  mode 
had  never  been  seen  as  thai  which  Mr.  Jupe  gave  out  to  the 
world  by  this  patent.  The  specification  describes  not  only  the 
mode  by  which  he  did  it,  but  the  mode  he  obtained  fipom  his 
foreman;  but  he  makes  no  claim  to  that  whatever.  Is  it  to  be 
said,  if  a  man  has  discovered  a  principle,  and  goes  to  a  mechanic 
and  says — ''This  is  my  view  of  an  invention,  just  give  me  a 
little  mechanical  assistance  in  bringing  that  into  efiect  f^  and  the 
hian  says,  "  I  think  you  might  do  it  thus,  and  thus  ;'* — is  it  to  be 
said  that  person,  who  had  merely  supplied,  you  might  say,  the 
tools  or  the  materials,  has  a  right  to  claim  such  invention?  (/) 
Suppose  a  man  not  skilled  in  mechanics  were  k)  perceive  some 
obvious  inconvenience  in  any  of  the  common  articles  of  life,— 
a  carriage,  a  vessel,  a  ship  used  for  particular  purposes^ — and  he 


(e)  The   following   was   the   evidence  on  this  The  defendant's  machinery  is  not  the  same  bt 

point.     Joseph  Reid  said :  "I  am  a  machiniat^and  principle  as  my  machinery.     It  is  only  adopted 

was  applied  to  by  the  plaintiff  to  make  a  model  of  a  from  Gillow's  patent  slides.     The  principle  of  tlie 

table  for  him.     He  brought  me  a  pattern  made  in  defendant*s  machinery  is  different  from  plainliflTs. 

card  board.     There  was  no  machinery  underneath  His  is  only  Gillow's   principle— Gill ow's  being 

Si  !    •IP?'**  *",?****   '^  ^^^^  ***•  P*'^  diverge.  slides.     The  principle  of  ezpansioD  is  the  same  in 

I'laintiffs  apphcaUon  to  me  was  to  adapt  some  plaintiff's  and  defendant's  table;   looking  at  tbe 

machine  to  make  the  nections  move  simultaneously.  plans  of  the  table  k  is  the  same  exactly.     lo  both 

His  model  only  drew  out  by  band.     He  did  not  tables  the  pieces  radiate  from  one  common  centre, 

give  roe  any  model  of  machinery,  but  only  a  card  I  suggested  the  mode  of  making  them  move  simul- 

divided  into  four  pieces,  and  desired  me  to  con-  taneously.    The  table  ia  quite  perfect  withoai  that 

struct  some  machine  to  effect  that  mechanically  machinery.*' 

instead  of  by  the  h.ind.     Ihe  defendani's  table  (/}  As  to  this»  seeant^  132,  n.  r, 
acts  on  precisely  the  Mme  principle  as  plaintiff's^ 
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were  to  go  to  a  mechaaical  man,  and  say,  "  I  have  for  some  SiV  F.  Pollock  ar 
time  had  an  idea  of  something  that  wotdd  be  an  improvement  if  a^inu  the  rui§. 
nich  a  matter  could  be  achieved;  I  do  not  miderstand  me- 
chanic^ but  the  invention  is  mine/'  Will  any  man  tell  me, 
diat  a  man  so  applied  to,  and  assisting  the  party  in  one  mode  of 
the  hundreds,  could  be  considered  as  preventing  the  inventor 
from  taking  out  a  patent  with  his  perfect  conourrence  ?  The 
invention  here  is  not  the  mode,  but  the  thing  itself.  [Lord 
Alingtry  C.  B. :  What  is  the  thing  itself  ?]  The  table  that  expands 
from  a  centre,  that  enlarges  by  diverging  from  a  centre. 

From  the  concluding  part  of  the  specification'^it  is  clear,  that 
Mr.  Jupe  does  not  claim  the  mode,  or  any  particular  fashion  of 
the  table,  or  particular  machinery.  He  distinctly  disclaims  every 
dung  but  separating  the  table  into  the  parts  in  the  manner 
described. 

Now,  the  third  plea  sets  out  the  specification,  and  avers,  that 
the  plaintiff  did  not  describe  the  nature  of  his  invention ;  and  it 
is  now  plain,  that  the  question  is  reduced  to  this,  whether  the 
]daintiff  can  have  a  patent  for  an  invention  merely  consisting  of 
that  mode  of  dividing  the  surface,  embodying  one  mode  his 
own,  another  suggested  to  him  and  not  his  own,  but  which  may 
be  done  in  a  variety  of  ways.  That  question  is  on  the  record. 
If  Uiat  which  the  party  claims  is  that  for  which  he  cannot  have 
a  patent,  the  defendants  will  have  the  benefit  of  the  revision 
of  a  court  of  error.  [Alderstmy  B.:  The  specification  sets  out  a 
quantity  of  machinery  which,  unless  you  come  to  evidence,  must 
be  taken  to  be  the  invention  of  the  party.]  Whether  the  ma- 
dianical  parts  are  the  invention  or  not,  cannot  depend  on  the 
eridenoe,  but  on  what  is  stated  in  the  specification.  This  is  one 
of  tiiose  questions  so  eminentiy  within  a  jury's  province,  that  the 
court  will  not  grant  a  new  trial  when  the  defendant  did  not  call 
any  witnesses.  The  real  question  is,  whether,  on  the  evidence 
as  it  stands,  the  jury  have  found  a  wrong  verdict  on  the  issue  of 
not  guilty. 

The  specification  is  good.  The  spirit  of  the  patent  is  for  the 
separating  and  widening  the  surface  of  the  table.  That  is  un- 
answered. As  to  the  mode  of  doing  it,  the  plaintiff  claims 
nothing  in  right  of  it.  He  added  one  of  the  modes  as  his 
invention,  the  other  is  not ;  but  the  other  is  doing  that  simulta- 
neously, the  mechanism  of  which  he  has  nothing  at  all  to  do 
with.  It  is  the  invention  of  his  servant.  It  is  no  improvement 
under  his  patent.  It  is  said,  if  that  be  so,  the  defendant  is  enti- 
tled to  a  verdict  on  the  third  issue.  The  specification  clearly  de- 
scribes what  it  was  intended  to  take  out  a  patent  for,  and  all  the 
witnesses  say  the  object  was  dividing,  diverging,  and  filling  up. 
[AUerson,  B.:  If  they  had  made  it  long  one  way,  and  diverging 
in  another,  and  widening  in  another,  so  that  the  width  is  not 
equal  to  the  length,  then  it  is  no  infringement.]     It  is  not  quite 
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Argument  on  gQ^  becEUse  from  the  (kawings  your  lordships  would  find,  that 
mit/tfr  'new'  there  are  some  oval  tables.  [Alder^on,  B.:  It  does  not  operate 
tj'iai.  on  oval  tables.]     Yes;  and  that  is  what  Mr.  Jupe  means  in  that 

part  of  his  specification,  ^that  sometimes  they  did  not  accu- 
rately diveige  in  a  radial  line^' — some  oval  tables^  some  oblong, 
with  the  principle  of  diverging  away  from  a  centre*  [Lord 
jlbinger,  C.B.:  Do  you  apply  the  rule  also  to  a  sofa  table?] 
Yes,  certainly.  [Aldersany  B.:  A  square  may  be  operated  on  in 
the  same  way.]  That  is  a  specimen  of  an  oblong  table.  The 
principle  is  equally  applicable — ^the  title  of  the  patent,  and  the 
statement  of  it.  It  is  not  for  an  expanding  circular  table — it  is 
for  an  expanding  table ;  expanding,  not  from  the  outside,  but 
the  inside.  [Alderson,  B.:  You  adapt  it  to  figures  that  have  no 
centre  at  all;  I  should  have  thought  it  must  be  circular.]  Me- 
chanics speak  of  a  centre  of  a  square  or  of  an  oblong.  [Lord 
Abkiger,  C.B*:  But  then  your  pieces  would  not  diverge  from 
that  centre.]  They  diverge  from  that  which  in  common  par- 
lance would  be  called  a  centre ;  therefore,  I  say,  in  reading  the 
specification,  and  seeing  the  spirit  of  the  invention,  your  lord- 
ships would  say,  if  on  the  face  of  it  the  thing  cannot  be — that  a 
person  cannot  have  a  patent  for  that  sort  of  invention,  then  they 
would  have  the  benefit  of  it  upon  the  record;  but  upon  the 
other  part,  namely,  the  piracy,  the  utmost  the  defendants  could 
have,  would  be  a  new  trial,  upon  the  payment  of  costs ;  and  I 
submit,  that  if  a  party  obviously  endeavoured  to  infringe,  and  he 
is  called  upon  to  establish  his  case,  he  has  no  right  to  take  the 
chances  of  the  day,  and  then  ask  for  a  new  triaL 

M.  D.  Hilly  Or.  C.^  &  HoggvMi  The  question  is,  what  has  the 
plaintiff  invented?  It  appears  that  the  plaintiff  carries  to  his 
workman  a  piece  of  card  cut  into  four  pieces,  and  says,  I  want 
something  done  by  which  this  card  may  be  made  into  an  ex- 
panding table.  IJlderson,  B.:  The  only  issue  on  the  third  plea 
is,  whether  the  specification  truly  describes  the  actual  mode  by 
which  it  is  carried  into  effect;  but  leaves  untouched  the  validity 
of  the  invention — that  depends  on  the  second  issue.]  It  is  clear, 
that  if  the  specification  be  viewed  according  to  common  sense, 
the  twenty-three  figures  were  not  given  for  the  purpose  of 
exemplifying  a  principle.  Lord  Chief  Justice  Eyre,  in  Boulton 
and  Watt  t;.  Bull,  says  that  the  commonest  explanation  by  which 
a  principle  was  announced  would  have  been  sufficient.  [Alder" 
souy  B.:  That  would  not  have  done  without  some  actual  contriv- 
ance by  which  it  was  effected.]  Suppose  Watt,  instead  of  mak- 
ing the  multitude  of  experiments,  had  said  it  would  be  better, 
instead  of  condensing  steam  in  a  cylinder,  by  introducing  cold 
water,  to  let  the  condensing  go  on  in  a  separate  place.  The 
bringing  this  to  perfection  was  the  labour  and  glory  of  a  life..  It 
is  conceded  that  there  cannot  be  a  patent  for  a  barren  principle* 
[AldersoHf  B.:  It  all  arose  upon  the  question,  whether  the  prin- 
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dpie  is  not  a  new  manufacture.    The  moment  it  was  given  out  M.  D.  mil  if 

in  the  shape  of  a  steam  engine,  the  court  held  it  was  a  new  -^,Jf^"Jfc7n!!/fi 

numnfiicture.]     The  cutting  a  card  into  four  pieces,  and  saying, 

make  it  into  a  table,  is  not  a  new  manufacture.     [Aldersany  B.: 

Is  not  an  expanding  table  a  new  manufacture,  although  the  table 

pert  is  old?]     The  specification  claims  the  machinery.     [Lord 

Aimger,  C.B.:  There  is  sufficient  doubt  about  that  to  make  it 

questionable.]    [Aldersany  B. :  Look  at  the  last  part  of  the  spe- 

dficstion.  Ton  had  better  consider  before  the  new  trial,  whetjier 

you  hare  got  a  plea  to  raise  the  question  whether  this  goes  to 

the  principle;  I  doubt  whether  you  have  any  such  plea.    The 

first  plea  merely  raises  the  question  of  infringement.   The  fourth 

is  for  a  new  invention;  it  may  be  a  new  invention;  you  had  bet* 

ter  look  into  it.  A  great  number  of  pleas  which  I  see  drawn  will 

require  great  consideration.    A  great  many  say  the  invention  is 

not  useful;  they  ought  to  say  it  is  prejudicial,  as  in  Arkwrighfs 

esse;  whether  that  be  a  good  patent  or  not,  as  specified — ^whe- 

tlier  the  patent  is  for  a  principle  or  not — is  a  question  you  do  not 

nise  by  the  plea.]     [Lord  Alinger^  C.  B.:  Perhaps  the  way  to 

kok  at  it  is  this:  he  says,  I  have  found  out  that  you  may  divide 

a  table  into  four  sections  or  more,  and  make  them  expand  from  a 

eommon  centre,  and  so  make  a  large  table;  therefore,  that  is  my 

invention;  I  find  it  maybe  done  by  several  mechanical  means;  I 

thoi^t  it  might  be  useful  when  done,  and  I  have  discovered  it 

may  be  done;  therefore  no  matter  by  whatever  means  you  do  it, 

provided  you  adopt  the  principle  of  making  the  divergence  from 

a  ooomion  centre  by  a  radial  line.    Whether  diat  be  the  con* 

stnction  does  not  arise  upon  these  pleadings.]     That  is  not  his 

spectfieation.     It  appears  to  me  the  specification  does  claim  a 

physical  mode.    [Alderson,  B.:  Then  that  is  ndsed  by  the  issue 

iriiether  it  is  new.     I  should  entertain  great  doubt  whether  any 

tlnng  more  is  claimed  than  an  expanded  table,  and  whether  the 

contrivance  is  any  part  of  the  invention.   The  new  rules  make  it 

rerj  necessary  to  consider  very  accurately  what  pleas  you  should 

make,  now  you  are  confined  by  the  pleadings.    Tou  will  find  a 

great  number  of  dicta  given  by  the  judges,  and  it  is  probable  that 

sometlung  may  arise  out  of  the  provision  that  an  invention,  if 

prejudicial,  is  not  to  be  the  subject  of  a  patent.    I  agree  that  if 

a  patent  is  not  useful,  it  may  not  be  prejudicial;  therefore  you 

oj^t  not  to  plead  that  it  is  not  useful  (^).] 

Rule  absolute  for  a  new  trial  on  payment  of  costs  (A). 

*  it)  It  wooM  appear  from  the  opioion  here  ex-  raise  this  point  was  much  discoseed  in  the  recent 

p«Mcd^  that  the  ioTilidity  of  a  pateot  in  respect  of  case  of  Walton  t.  Potter,  but  this,  as  well  as  the 

«« •abjed-matfer,  that  is,  as  to  whether  the  patent  proper  plea  to  raise  the  question  of  want  of  niility, 

■i  fcr  an  abetract  priaciple,  so  far  as  that  question  has  not  been  the  subject  of  solemn  decuion.    S«o 

■  Matter  of  plea,  is  not  raised  bv  the  plea  denying  Law  ISf  Practice,  Pr.  F.  XXI,  notes  «  and  y. 
Ae  Dovclty  of  tbe  invention.    The  proper  plea  to  {h)  No  further  proceedings  hare  Uken  place. 
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DEROSNE'S  PATENT. 

TitU.  Letters  patent  to  Charles  Derosne,  29th  September,   1830, 

for  ^^  certain  improvements  in  extracting  sugar  or  syrup  from 
cane  juice  and  other  substances  containing  sugar,  and  in  refining 
sugar  and  syrup.'* 
Speeifieatian.  I,  the  said  Charles  Derosne,  do  hereby  describe  the  manner 
29th  Nov.  1834.  j^  ^jjich  the  said  invention  is  to  be  performed  by  the  following 
description  thereof:  that  is  to  say — The  invention  consists  in  a 
means  of  discolouring  syrups  of  every  description  by  means  of 
charcoal,  produced  by  the  distillation  of  bituminous  schistus, 
alone,  or  mixed  with  animal  charcoal,  and  even  of  animal  char- 
coal alone :  whatever  sort  of  charcoal  it  may  be,,  it  must  be 
disposed  on  beds,  very  diick,  on  a  filter  of  any  suitable  form. 
The  filter  of  itself  has  nothing  particular,  and  does  not  form  the 
object  of  the  patent,  because  it  is  already  known  and  used  for 
other  purposes,  but  till  now  it  has  not  been  employed  for 
discolouring  syrups.  To  obtain  the  discoloration  I  put  the 
charcoal  in  a  case,  in  which  I  place,  at  a  distance  of  about  an 
inch  from  the  bottom,  a  metallic  diaphragm,  pierced  with  a  great 
number  of  holes;  I  then  place  upon  this  diaphragm  a  dear  and 
coarse  linen  or  woollen  cloth,  which  exactiy  covers  it;  I  then 
place  upon  this  cloth  a  bed  of  charcoal  of  bituminous  schistus, 
alone,  or  mixed  with  animal  charcoal,  or  animal  charcoal  alone. 
Whatever  it  may  be,  this  charcoal  ought  to  be  in  a  state  of 
division,  in  order  that  it  may  be  well  penetrated  with  the 
syrup  which  is  intended  to  be  filtered.  Charcoal  in  fine  powder 
would  not  be  penetrated  by  the  syrup.  It  has  been  found  that 
the  charcoal  reduced  to  the  size  of  fine  gunpowder  is  very  fit  for 
this  operation ;  if  the  grain  is  too  large,  the  filtration  would  be 
'  operated  too  rapidly.  I  lightiy  press  the  charcoal,  and  then 
again  place  new  beds  of  the  same  charcoal,  which  should  like- 
wise be  pressed  till  it  has  come  up  to  the  height  of  fifteen  or 
sixteen  inches.  It  may  be  made  higher  if  found  necessary,  or  it 
may  be  less,  but  the  discolouring  efiect  will  be  always  in  pro- 
portion to  the  thickness  of  the  bed  of  charcoal.  When  the 
charcoal  is  disposed  to  the  proper  thickness,  it  is  to  be  covered 
with  another  metallic  diaphragm,  pierced  likewise  with  holes^ 
upon  which  is  spread  another  clear  linen  doth ;  it  is  upon  this 
doth  on  which  is  poured  the  syrup,  which  is  destined  to  be 
discoloured.  The  syrup  ought  then  to  form  a  bed  of  several 
inches  thick,  firom  four  to  eight,  although  there  is  no  precise 
rule.  For  operating  well  in  the  filtration  of  syrups,  ^the  syrup 
ought  to  be  clear  before  pouring  it  upon  the  filter,  and  ought  to 
have  undergone  a  first  filtration  by  the  known  means.  The 
point  to  be  obtained  by  the  filtration  through  the  thick  beds  of 
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charcoal  is  only  the  discoloration  of  syrups.    Thd  syra;^  to  be  Specificatum. 
filtered  ought  not  to  pass  over  the  consistence,  which  is  pro- 
duced by  two- thirds  of  sugar  and  one- third  of  watery  but  it 
may  be  filtered  at  any  less  degree  of  consistency,  according  to 
the  resalt  required.    When  the  syrup  is  hot,  the  filtration  ope- 
ntes  a  great  deal  more  rapidly.     In  operating  on  a  great  scale, 
t  reservoir  filled  with  syrup  can  furnish  several  filters  at  a  time 
by  means  of  cock-balls  placed  in  each  filter.     Tlie  first  portion 
of  syrup  which  passes  through  the  filter  is  always  the  most 
disooloaTed,  and  by  the  time  the  colouring  part  combines  itself 
with  the  charcoal,  the  effect  of  the  last  portion  becomes  less 
semibleh    The  portion  of  syrups  which  preserves  a  part  of  its 
colour  after  its  filtration  can  be  passed  again  upon  another 
bed  of  tharcoal  in  another  filter,  and  by  this  means  it  may 
be  obtained  in  a  great  degree  of  purification.     Whatever  the 
efaarcoal  used,  it  is  desirable  to  mix  the  charcoal  with  about 
one-sixth  part  of  its  weight  of  water,  before  putting  it  in  the 
filter,  the  place  of  that  water  is  occupied  by  the  syrup  which 
penetrates  the  beds  of  charcoal,  and  then  the  water  comes  the 
first;  it  has  a  disagreeable  and  salted  taste  when  the  animal 
charcoal  is  used ;  the  water  after  that  comes  mited  with  a  por- 
tion of  syrup,  and  soon  after  it  is  displaced  by  the  pure  syrup. 
When  the  charcoal  has  been  deprived  of  its  discoloring  effebt, 
pour  water  on  the  filter  for  dissolving  or  displacing  the  syrup 
whidi  is  mixed  with  the  charcoal;  the  syrup  then  comes  pure 
first,  and  after  that,  mixed  with  more  or  less  water,  using  as 
little  as  possible  of  water.     It  is  convenient  to  suspend  occa- 
sionally the  effusion  of  water  on  the  upper  part  of  the  filter,  and 
to  shut  its  cock.     The  syrup  being  heavier  than  the  water  gains 
the  bottom  of  the  filter  and  runs  first.     The  syrups  made  with 
raw  sugar  by  this  process  can  be  made  as  clear  as  water.     The 
mohases  are  deprived  of  their  bad  taste^  and  are  converted  into 
t  good  kind  of  syrups  of  a  clear  and  yellow  colour.    The  syrups 
from  which  k  is  desired  to  separate  colouring  matter  can  be  ob- 
tained directly  from  ihe  juice  of  cane  or  beet-root,  or  from  the 
saocharine  matter  produced  by  the  action  of  sulphuric  acid  upon 
the  &rinaceous  matters,  before  these  juices  or  liquids  have  been 
baked  for  extracting  the  sugar.   The  syrup  may  likewise  be  pro^ 
dnoed  by  the  solution  of  all  kinds  of  sugar,  and  of  the  products 
of  inferior  quality  which  are  obtained  in  sugar  refining  under  the 
name  o£^*  bastards''  and  other  sugars^     The  purpose  of  produc- 
tag  of  syrups  may  be  to  sell  them  in  such  a  state  for  the  ordinary 
eoosnmptton,  or  to  bake  them  for  making  sugar  whiter  than  is 
obtained  by  the  oonraion  process;  or  these  whitened  syrups  may 
be  used  for  discolouring  the  refined  sugar,  in  making  them  filter 
through  the  loaves  for  replacing  the  use  of  the  earth  and  water. 
The  object  of  the  invention  being  to  obtain  discoloured  syrups 
by  the  means  above  described,  the  discoloration  of  syrups  is  , 

X 


154  drrqbnb's  patent. 

SpeeijicaiMni,     alwHys  proportionate  to  their  primitive  coloration^  and  to  the 
quantity  of  charcoal  which  is  used. 

The  carbonization  of  bituminous  schistus  has  nothing  particu- 
lar; it  is  produced  in  closed  vessels,  as  is  done  for  producing 
animal  charcoal,  only  it  is  convenient  before  the  carbonisation  to 
separate  from  the  bituminous  schistus  the  sulphurets  of  iron 
which  are  mixed  with  it.  Instead  of  using  the  schistus  or  animal 
charcoal  of  the  size  of  gunpowder,  it  can  be  reduced  to  a  powder 
still  more  fine.  Mixed  with  sand  in  this  state  a  given  quantity  of 
charcoal  discolours  better  than  powdered  leas  fine,  but  the  filtra- 
tion is  slower  and  more  difficult  to  be  regulated.  After  having 
tried  this  first  method  I  have  given  the  preference  to  the  other 
mode;  but  both  of  them  are  the  object  of  the  patent* 

In  witness^  &c. 


Derosne  v.  Fairie  and  others. 
Cor.  Lord  Abingery  C.  B.    Hil.  Vac.  1835. 

DeciaraVum.  The  declaration  assigned  as  a  breach  the  using  the  said  inven- 

tion without  the  license  of  the  plaintiff. 

VUa%.  The  defendants  pleaded^  Ist,  Not  guilty;  2d,  That  the  plaintiff 

was  not  the  true  and  first  inventor  of  the  said  improvements; 
3d,  That  the  plaintiff  did  not,  by  any  instrument  in  writing, 
particularly  describe  and  ascertain  the  nature  of  the  said  inven- 
tion, and  in  what  manner  the  same  was  to  be  performed;  4th, 
That  the  plaintiff  did  not  cause  any  instrument  in  writing,  par- 
ticularly describing  and  ascertaining  the  nature  of  the  said  in- 
vention, and  in  what  manner  the  same  was  to  be  performed,  to 
be  enrolled  in  his  Majesty's  High  Court  of  Chancery  in  manner 
and  form,  &c.  (a).     On  the  above  pleas  issue  was  taken. 

riaiutigu  eau.  Sir  J.  Campbell  {Ludlow^  Serjt.,  and  Chdson  were  with  him) 
for  the  plaintiff.  The  plaintiff  is  a  foreigner  of  great  science,  who 
has  devoted  himself  to  improvements  in  the  manufticture  of  su- 
gar.  Various  expedients  have  been  resorted  to  for  getting  rid  of 


(a)  This  plea  woald  appear  to  bare  been  pleaded 
to  raiae  the  question,  whether  the  specification  was 
cmrolled  in  time.  The  patent  was  dated  29th  Sep- 
tember, 1830,  and  the  specification  waa  enrolled 
5ldth  November,  1830;  the  proviso  being,  that  the 
enrolment  should  fake  place  **  within  two  calendar 
months  neit  and  immeaiately"  after  the  date  of  the 
nid  letters  patent  It  was  objected  that  the  speci- 
.  Acation  was  not  in  time,  but  the  learned  Chiet  Ba- 
ron  overruled  the  objection.    It  was  held  in 

WaUoh  v.  Peart^ 
the  proviso  being  far  earolineBt  within  one  calen- 


dar month  after  the  date  of  the  patent,  that  the 
month  did  not  begin  to  run  till  the  day  after  the 
date  of  the  patent,  and  that  the  patent  being  dated 
on  the  10th  of  May,  the  specification  enrolled  on 
the  lOih  of  June,  was  in  time.  2  Camp.  294. 

But  where  the  computation  of  time  is  to  be 
made  from  an  act  done^  the  day  on  which  the 
act  is  done  is  to  be  included  in  the  reckoning. 
Wd. 

As  to  what  is  in  issue  under  this  plea,  see  Le« 
^frflctic#,Pr.  F.  XXI,  n  1^ 
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tbe  impnrities  and  colouring  matter  of  the  cane  juice,  or  when 
it  ii  in  the  state  of  raw  sugar  imported  from  the  West  Indies. 
Sdiroder's  bags  have  been  employed  for  this  purpose;  these 
retain  some  portion  of  the  impurity,  but  much  impurity  and 
colooring  matter  remains,  and  to  get  rid  of  this,  bullocks' 
blood,  whites  of  e^s,  and  other  things,  are  employed  with  par- 
tial success.  Charcoal  was  at  last  thought  of,  and,  in  1814,  Mr. 
Maitiaeau  had  a  patent  for  the  use  of  charcoal,  and  his  method 
eonnsted  in  throwing  the  charcoal,  in  a  state  of  powder,  into  the 
liquid  The  objections  to  this  method  were,  that  a  considerable 
quantity  of  charcoal  was  lost,  and  adhered  to  the  syrup,  whidi 
consequently  was  not  drawn  off  in  the  pure  state  it  ought  to 
haTe  been. 

The  plaintiff's  invention  consists  in  using  a  bed  of  charcoal ; 
and  is  applicable  not  only  in  the  refinement  of  sugar  in  this 
eoantry,  but  in  making  the  cane  juice  into  raw  sugar  in  the 
West  Indies.  The  first  process  in  making  sugar  is  to  bruise  the 
cane  and  extract  the  juice.  The  juice  is  then  passed  throu^ 
these  beds  of  charcoal  before  granulation.  By  this  invention 
beaatiful  sugar  may  be  made  from  potatoes,  beet-root,  or  mo- 
lasses. 

The  defendants  imitate  the  plaintiff's  invention;  they  pass  the 
syrap  through  Schroder^s  bags,  and  receive  it  into  vessels  below, 
m  eadi  of  which  is  a  bed  of  charcoal,  through  which  the  syrup 
perecdates. 

A  witness  was  called  for  the  plaintiff,  who,  on  the  voir  direj  ^'«'n*«/r'«  <««- 
stated  that  he  had  a  license  from  the  plaintiff  to  use  the  inven- 
tion. 

Cmwder  objected  to  his  competency,  on  the  ground  that  he 
vas  interested  in  the  continuance  of  the  monopoly  under  the 
patent,  which  a  verdict  for  the  defendants  would  destroy, 

Sr  J.  Campbell:  This  verdict  would  not  affect,  and  could  not 
be  given  in  evidence  against,  the  witness.  The  patent  may  be 
good  thou^  the  defendants  should  have  the  verdict. 

LordABiNOER,C.B.:  The  witness  might  possibly  be  benefitted  A  licensee  uq. 

by  the  destruction  of  the  patent;  it  all  events  he  could  not  be  t/^t  u  a^ompe. 

affected  by  this  verdict.  In  any  controversy  arising  between  him  tent  witness  for 

•nd  the  plaintiff,  it  is  obvious  that  he  could  not  be  benefitted  by  an\ction  for  the 

showing  that  the  verdict  passed  against  the  defendants ;  and  as  infringement  of 
1  .  .     11  111  .    ^  .      J  the  patent. 

to  any  other  controversy,  no  action  at  all  could  be  mamtamed 
against  the  witness,  and  he  could  maintain  no  action  against  any 
one  else,  for  the  use  of  the  invention,  inasmuch  as  he  has  a  mere 
license  (6). 
Sir  F.  Pollock,  A.  G.  (^Crowder  was  with  him)  for  the  defend- 
ed) Thft  witMW  wnM  exanuDcd.    Tbe  novelty      sufficiency  of  tbe  specification  will  appear  from  the 
atifity  of  tbe  pUiotHT's  invention  were  clearly       Chief  Baron's  summing  up,  and  the  jud);ment  of 
'~'~*"^,  and  tbe  nature  of  tbe  evidence  as  to  tbe      the  couit  ou  the  rule  for  a  new  trial. 
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DefemdanVt 
cote. 


The  c^Dstrucn 
tioD  of  the  let- 
ters patent  and 
specification, 
except  as  to 
terms  of  art,  is 
for  t|>9  court. 


ants.  l%e  plaintiff^  patent  is  taken  out  for  two  different  things^ 
the  extracting  of  sugar,  and  the  refining  of  sugar  so  extracted; 
the  real  object  of  the  invention  being  merely  to  filter  the  sugar 
so  extracted,  and  to  take  out  the  colouring  matter  from  it,  and 
to  render  it  fit  for  the  market  as  fine  loaf  sugar.  The  specifica- 
tion, therefore,  and  the  letters  patent,  are  inconsistent.  Secondly^ 
The  specification  does  not  show  how  the  invention  is  to  be  ap- 
plied ta  cane  juice,  and  is.  in  that  respect  insufficient.  Thirdly, 
As  to  the  bituminous  schistus,  no  proportions  are  specified. 
There  are  many  varieties,  and  it  has  not  been  explained  how  it 
is.  to  be  distilled,  or  in  what  manner  the  sulphurets  of  iron  can 
be  expelled;  and  the  plaintiff  has  not  shown  that  the  specifica- 
tion is  sufficient  to  enable  a  person  to  practise  the  invention. 
Upon  these  grounds  the  plaintiff  should  be  nonsnited* 

Lord  AaiNOER,  C.  B.:  Gentlemen  of  the  jury:  It  is  unneces- 
sary to  trouble  you  with  any  objection  that  arises  on  the  face  of 
the  patent  and  Uie  specification,  because,  as  these  are  matters  of 
construction,  and,  therefore,  matters  of  law,  they  canno.t  ia  any 
way  be  assisted  by  the  verdict,  unless,  indeed,  terms  of  art  aie 
explained  by  evidence,  and  then  it  would  be  for  you  to  consider 
whether  the  evidence  produced  satisfies  you  that  the  term3  of  art 
were  used  in  the  sense  put  upon  them.  Nothing  of  thi»  kind 
necessarily  arises  in  this  case>  and  questions  arising  ou  the  cofa- 
parison  of  different  parts  of  the  sp^ificatign  with  each  other,  or 
of  the  specification  with  the  patent,  will  be  reserved  for  another 
occasion. 

The  infringement  has  been  sufficiently  proved  by  the  admis- 
sion of  the  defendants'  counsel;  they  cannot,  therefore,  sustain 
the  defence  on  that  plea. 

The  next  plea  is,  that  the  plaintiff  was  not,  at  the  time  of 
granting  the  said  letters  patent,  the  tcue  and  first  inventor;  now 
BO  evidence  i^  given  that  any  other  person,  before  liie  date  of 
the  plaintiff  s  patent,  ever  applied  in  use  the  particular  mode  of 
filtering  syrup>  which  this  patent  was  intended  to  introduce;  and 
in  the  absence  of  such  evidence  you  wiU  be  warranted  in.  finding 
the  second  issue  for  the  plaintiff  (c)* 

But  the  great  question  turns  on  the  third  and  fourth  issues, 
which  are  much  the  same  except  as  to  the  question  of  time, 
which  has  been  disposed  of  (d).  The  issue  then  which  you  have 
to  try,  is,  whether  the  plaintiff  has  given  a  full  and  clear  account, 
sufficient  for  the  purpose  of  the  practice  of  the  invention*  It 
must  be  admitted  that  the  specification  is  obscure.    The  gentle- 


(c)  The  plaintiff's  witnesses  were  cross-exa- 
tahied  as  to  the  fact,  whether  id  the  use  of  char- 
coal accordiDg  to  Martineau's  patent  the  pow- 
dered charcoal  did  not  become  pi-ecipitated,  and 
form  a  bed  in  some  cases  of  two  or  three  inches 
thick,  so  that  the  filtHUioD,  tl:e  subject  of  the  plain- 


tiff'a  patent,  had  in  fact  taken  place,  and  the  liquor 
percobting  through  a  bed  of  charcoal  came  away 
perfectly   clear.     No  objection  founded  on  this, 
however,  was  relied  on.    See  ante  1 10,  n.  «• 
{a)  See  anU  154,  n.  a. 
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man  who  composed  it  is  not  an  Englishman,  and  he  uses  the  The  maccwate 
word  '^  baked''  evidently  for  boiling,  and  the  word  ^^  discolora-  sense  tufficieiu- 
tion'^for  dischanre  firom  colour;  but  all  that  is  conceded;  one  *yf^*"'^***?"* 

o  '  ^  •'     ^       vitiate  a  speciO' 

would  not  be  disposed,  from  any  obscure  word  in  the  specifi-  cation, 
cation,  which  might  be  interpreted  in  favour  of  the  plaintiff, 
taldng  it  altogether,  to  deprive  him  of  his  patent.     But  the  spe- 
cific point  requiring  your  attention  is,  as  to  the  bituminous  schis- 
tos,  whether  the  plaintiff  has  fairly  communicated  to  the  world 
engaged  in  this  sort  of  trade,  what  his  object  was.    For  he  must 
^e  a  fall  and  true  disclosure  of  the  nature  of  the  invention,  and 
if  he  leaves  any  part  of  his  invention  in  a  state  of  obscurity,  and 
does  not  give  definite  directions  how  to  perform  it,  he  loses  the 
adrantage  of  his  patent.     The  bituminous  schistus  is  put  first, 
and  forms,  imdoubtedly,  a  very  important  part  of  the  invention, 
and  persons  not  acquainted  with  the  sciences  may  be  well  ex- 
cused for  not  knowing  what  bituminous  schistus  is,  and  primd 
fade  it  is  no  objection  to  the  specification  that  those  terms  must 
be  explained  by  some  men  of  art.     Mr.  Faraday  and  the  other 
chemists  say,  there  are  many  kinds  of  bituminous  schistus,  that 
they  vary  very  much  in  the  quantity  of  the  sulphuret  of  iron 
which  diey  contain,  and  that  they  do  not  know  any  process  by 
which  the  sulphuret  of  iron  can  be  completely  expelled.    The 
plaintiff  says  the  sulphuret  of  iron  ought  to  be  expelled,  but  he 
does  not  state  which  of  the  various  bituminous  schistuses  he 
uses,  or  any  process  of  expeUing  the  sulphuret  of  iron.  Now  if  a  , 
person  should  suppose  that  any  bituminous  schistus  would  an- 
swer the  purpose,  and  were  to  take  one  mixed  with  the  sul- 
phuret of  iron,  being  unacquainted  with  the  nature  of  it,  and 
should  attempt  to  distil  it  for  the  purpose  of  producing  charcoal^ 
be  might  involve  himself  in  considerable  expense,  and  his  object 
would  be  frustrated.  On  the  other  hand,  if  you  should  find  it  in 
evidence  that  there  is  no  bituminous  schistus  that  is  proved  to 
be  used,  except  that  which  the  plaintiff  himself  supplies,  and  if 
you  should  consequently  think  that  it  was  not  improbable  he 
contemplated  the  use  of  his  own,  that  might  be  a  reason  for  his 
bring  so  general;  that  as  no  party  could  find  in  England  the  sort 
which  would  answer  the  purpose,  he  might  apply  to  the  plaintiff 
who  manufactured  it  abroad,  to  get  it  for  him.     But  if  such  was 
his  intention,  that  would  destroy  the  patent. 

The  question  for  your  consideration  is  one  of  fact,  whether 
Tou  are  satisfied  upon  the  subject  of  the  bituminous  schistus  («)• 
This  part  I  think  doubtful,  but  the  rest  of  the  case  is  with  the 
plamtiff.  I  presume  you  would  suppose  that  any  chemist  would 
know  what  bituminous  schistus  meant;  but  the  evidence  is  that 


<•)  The  learned  Chief  Baron  proceeded  to  call  the  judgments  on  the  rule  for  a  new  trial.  A  fttll 
aUcBtioa  to  the  evidence  as  to  the  schistus,  as  to  report  of  the  evidence  is  contained  in  the  Repertory 
the  Batwe  aad  general  effect  of  which,  see  (f«f<)in      of  Patent  Inventions  for  March,  1835. 
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Lord  Ahinger,  there  are  various  sorts^  and  that  there  is  none  in  England  capa- 
jury,'  ^^  '  We  of  being  produced  without  the  sulphuret  of  iron  by  any  pro- 
cess known  to  experienced  chemists.  It  may  be  known  in 
France^  there  may  be  various  substances  there  capable  of  pro- 
ducing it  by  calcination;  if  the  plaintiff  has  it  there  it  is  very 
likely  he  might  suppose  that  it  might  be  found  any  where  capa- 
ble of  performing  the  object;  it  is  bis  misfortune  that  he  had 
not  inquired  whether  this  country  produced  the  same;  in  that 
case  he  might  have  stated  that  such  schistus  might  be  imported 
from  France,  and  that  would  have  made  the  patent  good.  Sup- 
posing you  are  of  opinion  that  there  are  various  bituminous 
Bchistuses  which  might  not  equally  answer  the  purpose,  and  that 
those  not  being  set  forth  in  the  specification,  it  is  probable  that 
any  person  using  the  specification  would  be  obliged  to  have  re- 
course to  the  plaintiff  to  procure  it,  I  think  the  defendants  are 
entitled  to  your  verdict. 
verdict.  The  jury  found  a  verdict  for  the  plaintiff,  stating,  in  a  reply  to 

a  question  from  the  Lord  Chief  Baron,  that  they  were  satisfied 
upon  the  evidence  that  the  bituminous  schistus  obtained  in 
England  might  be  adopted. 


In  th4  Exche-  CoT.  Lord  AbingeTy  C.  B.,  Parke,  B.,  Bolland,  B.,  ^Ider^an,  B. 

^uer, 

Eas.  T.  1835.  gj^  Y.  Pollock  having  obtained  a  rule  fdsi  for  entering  a  non- 
suit, upon  the  objections  taken  at  the  trial  {ante  156),  Sir  J. 
Campbelly  A.  O.,  Ludlow^  Serjt.,  and  Godson,  showed  cause. 

There  is  on  this  record  no  plea  to  raise  the  question  of  a 
defective  title;  under  the  plea  alleging  the  insufficiency  of  the 
specification,  the  defendants  are  not  at  liberty  to  attack  the  title. 
The  title  is  good  in  all  its  parts,  for  the  extraction  of  sugar  was 
not  complete  until  the  syrup  had  granulated;  and  this  process 
could  be  applied  whilst  the  cane  juice  was  in  the  state  of  syrup; 
and  in  extracting  sugar  from  beet-root,  was  proved  to  have 
been  always  applied  before  the  sugar  was  formed.  As  to  the 
application  of  the  invention  to  cane  juice,  that  it  was  never  in- 
tended to  be  so  applied  until  it  was  boiled  and  became  syrup, 
and  in  that  state  it  was  beneficial  and  useful.  As  to  the  bitumin- 
ous schistus,  the  words  of  the  specification  are,  '^  the  carboniza- 
tion of  bituminous  schistus  has  nothing  particular;  it  is  produced 
in  close  vessels,  as  is  done  for  producing  animal  charcoal,  only  it 
is  convenient,  before  the  carbonization,  to  separate  from  the 
bituminous  schistus  the  sulphurets  of  iron  which  are  mixed  with 
it'^  (a).    The  schistus  is  mechanically  not  chemically  combined 


(a)  As  to  this,  it  was  distinctly  stated  by  several      nut  be  got  rid  of  by  aoy  means  generally  known  cr 
eminent  chemists,  that  the  sulphuret  of  iron  could      easily  practised.    Ante  167. 
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with  the  iron,  and,  therefore,  the  iron  could  not  be  prejudicial  to  Ruicfir  a  new 
or  affect  the  sugar;  and,  further,  the  iron  could  be  removed  by  '"* " 
th^  simple  mechanical  operation  of  breaking  the  schistus,  and 
taking  out  the  nodules  of  iron  which  were  generally  found  in  it. 
It  would,  therefore^  have  been  improper  to  haye  given  a  descrip- 
tion of  so  easy  an  operation  (i).  And  that,  at  all  events,  sup* 
posing  the  schistas  not  completely  to  answer  the  specified  pur« 
pDse,  it  was  new;  and  it  has  been  decided^  that  although  every 
part  of  an  invention  must  be  new,  yet  every  part  need  not  be 
useful  (c).  Besides,  there  was  no  evidence  to  show  that  the 
schistos  could  not  be  used  to  some  extent. 

Sir  F.  Pollack,  Sir  W.  Follett,  and  Crawder,  in  support  of  the 
mk,  were  stopped  by  the  court 

Lord  Abinobb,  C.  B.:  The  doubt  which  the  court  has  had  is, 
as  to  what  rule  they  should  pronounce  in  this  case  as  to  the 
costs.  Certainly,  my  impression  at  the  trial  was,  tliat  I  ought  to 
have  nonsuited  the  plaintiff;  but  I  was  very  anxious  to  avoid  the 
possibility  of  withdrawing  any  thing  from  the  jury,  even  a  scin* 
tiUa  of  evidence,  in  order  to  avert  the  necessity  of  another  trial, 
which,  in  a  case  like  the  present,  must  be  attended  with  great 
expense  to  the  parties.  But  I  am  free  to  own  that,  although  I 
refosed  to  nonsuit  the  plaintiff  after  the  close  of  his  case,  I  felt 
very  strongly  that  there  really  was  no  evidence  to  go  to  the  jury. 
I  felt  that  it  was  incumbent  on  the  plaintiff,  after  the  evidence 
given  by  his  own  witnesses,  to  have  proved  that  bituminous 
schistas,  as  found  in  this  country,  might  be  used  without  detri*^ 
raent,  after  having  been  exposed  to  the  process  of  distillation, 
whidi  he  describes,  but  without  removing  the  iron.  I  well  re* 
member  that  Sir  F.  Pollock  had  taken  the  objection  very  strongly 
that  it  had  been  proved  in  the  cause  that  the  presence  of  iron 
was  disadvantageous,  and  admitted  to  be  disadvantageous,  not 
in  the  qualified  sense  in  which  it  has  been  urged  on  this  occasion, 
viz.  that  although  it  rendered  the  process  less  efficacious,  it  did 
not  deprive  it  of  all  efficacy,  but  that  the  presence  of  it  was  posi* 
tifdy  injurious.  I  so  imderstood  it,  and  I  must  do  the  defend- 
ants' counsel  the  justice  of  saying  that  such  was  my  understand^ 
ing  of  it,  on  the  representation  of  both  sides.  With  that  under- 
standing I  felt  that  the  plaintiff  was  bound  either  to  have  shown 
that  there  was  some  known  process  of  extracting  it,  which  he  did 
not,  or  to  have  shown  that  there  was  some  bituminous  schistus 
which  might  be  found  in  England,  with  the  iron  not  entirely  ex- 
tracted, that  yet  might  be  used  with  effect;  and  on  looking  to  my 
notes  I  could  not  find  any  such  evidence.  Mr.  Derosne*s  agent 
had  been  examined  at  great  length,  and  gave  his  evidence  in 

(&)  The  cate  of  Savory  v.  Priet,  ante  83,  was  (c)  The  cases  here  referred  to  aie  Lewis  v.  Mar^ 

died  io  tapportof  this  argumeot,  but  it  hardly  ap*       Ung,  10  B.  &  C.  22,  and  Hawerth  v.  Hardcastle, 
fUm  to  the  cifcvinsUDces  of  the  present  case.  1  Bing.  N.  C.  182.    As  to  these,  see  anU  42,  n. 
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Rule  far  a  new  rather  an  irregular  manner,  so  as  to  make  it  very  difficult  to  take 
*^**''  it  down  on  my  notes  j  and  from  the  short  note  I  took  of  that 

witness's  evidence,  I  felt  some  doubt  in  my  own  mind  whether 
he  had  not  stated  some  fact  which  had  escaped  me  at  the  time, 
which,  on  further  investigation,  might  supply  that  defect  in  some 
minute  degree ;  and  I  must  own  it  was  more  with  that  impres- 
sion that  I  left  the  case  to  the  jury,  than  on  any  conviction 
of  my  own  mind  that  the  plaintiff  had  made  out  a  case;  and 
then  I  wrote  the  note  which  I  have  read,  that  if  I  was  wrong 
in  leaving  it  to  the  jury,  the  defendants'  counsel  should  have 
the  benefit  of  it  on  moving  for  a  nonsuit  Now,  that  being 
the  case,  I  cannot  but  feel  that  the  defendants  are  placed  in 
the  situation,  by  my  having  so  acted,  of  being  compelled  to 
make  this  motion.  If  I  had  nonsuited  the  plaintiff,  he  then 
must  have  applied  to  the  court,  and  suggested  any  misunder- 
standing that  had  arisen  at  the  trial,  for  the  purpose  of  ob- 
taining a  new  trials  or  he  might  have  stated  that  he  himself 
was  surprised  by  the  objection,  and  could  have  answered  it  by 
evidence,  if  he  had  been  fully  aware  of  it;  that  is,  that  had  the 
plaintiff's  counsel  been  aware  that  the  defendants  meant  to 
make  this  sort  of  objection,  that  bituminous  schistus,  such  as  is 
found  in  England,  could  not  be  used  with  advantage  in  this  pro- 
cess, he  would  have  had  abundant  evidence  to  rebut  it.  If  I 
remember  rightly,  that  was  suggested  at  the  close  of  my  sum- 
Party  entitled  ming  up.  Now,  the  question  is,  on  what  terms  we  ought  to 
in  Uw  to  a  non-  ^Hq^  this  inquiry,  and  it  appears  to  me,  that  as  the  defendants 
pay  the  coeu  of  wcre  entitled  to  a  nonsuit,  and  would  be  entitled  to  a  nonsuit  if 
a  new  tnal.  j|.  ^^^^  j^^f.  f^j.  fj^^^  suggestion,  they  ought  not  to  pay  the  costs 
of  the  new  trial.  Then  a  question  has  arisen,  whether,  if  there 
was  any  real  misunderstanding,  the  plaintiff  ought  to  pay  the 
costs  of  the  new  trial?  It  is  plain,  that  if  I  had  nonsuited  the 
plaintiff,  and  he  had  applied  to  set  aside  the  nonsuit,  and  there 
had  been  nothing  irregular  or  improper  in  the  conduct  of  the 
defendants,  he  would  have  had  to  pay  the  costs  of  the  new  trial. 
The  reason  the  court  is  induced  to  grant  a  new  trial  is,  to  have 
the  matter  more  fully  explained  as  to  what  is  the  use  of  the 
bituminous  schistus,  and  what  was  the  real  effect  of  it  in  its 
operation;  and  that  being  the  case,  the  court  is  disposed  to 
pronounce  this  rule.  I  will  first  state  the  rule  which  the  court 
is  disposed  to  pronounce,  and  will  then  state  some  reasons  why 
we  have  come  to  that  judgment.  The  rule  will  be — ^that  the 
verdict  should  be  set  aside,  that  a  new  trial  should  be  had,  and 
that  the  costs  of  the  new  trial  shall  be  costs  in  the  cause  if  the 
defendants  obtain  a  verdict  finally,  but  shall  not  be  costs  in  the 
cause  if  the  plaintiff  obtains  a  verdict.  The  new  trial  is  granted 
for  the  plaintiff's  benefit,  to  enable  him  to  make  out  the  case 
which  he  failed  in  doing  at  the  first  trial.     We  think  it  right. 
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howeverj  to  dispose  of  some  of  the  objections  that  have  been  RuUfor «  new 
made.  ''•^'• 

One  objection  to  the  plaintiff's  specification  is  rested  on  the 
ground,  that  it  does  not  set  forth  that  double  process  which  was 
to  be  expected  from  the  title  of  the  patent.     It  is  unnecessary 
now  to  solve  that  difficulty,  as  the  court  doubts  whether  or  not, 
since  the  new  rules  of  pleading,  that  objection  is  fairly  let  in  by 
die  present  pleas.     Tlie  objection  is,  that  the  plea  states  the 
plaintiff's  specification  to  be  insufficient,  whereas  it  is  said,  that, 
supposing  we  think  it  adequate,  it  is  sufficient  to  describe  the 
invention  that  he  really  had  made,  even  if  it  be  not  sufficient  to 
describe  the  second  branch  of  the  invention  set  forth  in  this 
patent;  and  the  defendants  may  avail  themselves  of  the  objec-  I'be  objocdea 
tion,  that  the  plaintiff  has  taken  out  a  patent  too  large  for  his  ur'^eMhao^t^ 
invention,  by  putting  in  an  additional  plea  in  a  different  form  inyentioa,  not 
from  that  stated  on  this  record.     We  do  not  think  the  question  ^e^  of  the  io- 
necessarily  arises  at  present,  or  that  it  calls  for  an  ultimate  su^Hcieocy  of 
decision;  because  we  think,  on  consideration,  that  the  double  tioD.'^^'  ^*" 
process,  or  both  the  branches  of  the  invention  mentioned  in  the 
patent,  are  suffideatly  described  in  the  specification.     I  have 
eome  to  that  conclusion  in  consequence  of  the  discussion  on  this 
motion.    The  patent  purports  to  be  a  patent  for  an  improve- 
ment in  extracting  sugar  firom  the  cane  juice,  as  well  as  the 
refining  of  sugar  subsequently.     Now,  it  appeared  on  the  evi- 
dence, that  the  only  attempt  to  use  it,  when  applied  to  the 
eane  jnioe  before  it  was  boiled,  failed;  but  I  think,  on  the  in- 
vea^ation  to-day,  it  does  appear,  though  it  is  very  awkwardly 
expressed,  that  he  did  mean  in  his  specification  to  embrace  both 
fannches  of  the  tiUe  of  his  invention,  in  this  way — I  mean  to 
apply  my  invention  to  the  refining  of  sugar  by  melting  the  mus- 
covado (or  granulated)  sugar,  and  bringing  it  into  syrup,  and 
then  applying  the  invention  to  it,  or  by  applying  it  in  the  pro- 
oeaa  of  extracting  the  sugar  firom  the  cane  juice  before  it  is 
baked  and  made  into  syrup.     Mr.  Godson  has  given  a  satisfac- 
tory solution  of  that  obscure  passage  in  his  client's  specification, 
and  rendered  it  more  satisfactory  by  the  words  immediately  fol- 
lowing, because  he  presented  in  opposition  the  case  of  extracting 
•ogar  from  the  cane  juice,  and  of  refining  the  sugar  after  it  has 
been  boiled  and  manufactured  into  muscovado   sugar;   and, 
therefore,  construing  it  with  that  view,  it  appears  to  me  that  he 
meant  to  use  the  word  ^'  extract"  in  the  sense  in  which  tiie  che- 
mists, who  were  called  as  witnesses,  said  they  understood  it,  and 
tbat  he  meant  also  to  extract  sugar  or  syrup  from  the  juice 
before  it  is  baked  and  made  sugar;  but  it  is  in  evidence  that  it 
is  made  into  syrup  before  it  comes  into  that  degree  of  baking, 
by  the  action  of  fire,  as  to  make  it  granulate;  it  is  made  into 
>yrap  after  it  has  deriyed  a  certain  consistency  by  passing  one, 
two,  or  three  coppers,  but  it  must  pass  through  two  others 

Y 
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Lord  Abing^r,    before  it  IS  in  a  state  to  granulate,  and  to  be  made  sugar;  there- 
^'  ^'  fore  I  think  the  expression  "  extract"  may  be  fairly  understood 

to  mean  the  process  to  be  applied  with  advantage  to  the  extract- 
ing of  syrup  from  cane  juice,  before  it  arrives  at  that  consistency 
at  which  granulation  takes  place,  so  as  to  make  it  into  sugar; 
and  with  that  explanation  I  think  the  objection  that  was  made  is 
removed.     Supposing  the  specification  is  good  in  other  respects 
as  compared  with  the  evidence,  on  the  face  of  it  it  must  be 
understood  to  be  a  specification  of  both  branches  of  that  inven- 
tion, and  if  so  that  objection  is  removed.    I  think  also  the  word 
"  improvements"  was  relied  on  as  being  in  the  plural  number; 
but  that  is  of  no  consequence,  because  he  may  mean  that  every 
An  improve-     part  of  his  process  is  to  be  treated  as  an  improvement.     It  is  a 
resaiWafso^aii  phrasc  that  may  be  reconciled  to  the  fact,  because  syrup,  in  the 
improyement  in  proper  meaning  of  the  word,  is  not  extracted  from  the  cane  juice 
•te'prwwa?   *"  ^^7  Diore  than  sugar  is;  but  in  the  process  of  what  is  called  ex- 
tracting sugar  firom  the  cane  juice»  it  is  made  into  syrup,  and, 
therefore,  if  it  is  an  improvement  in  extracting  sugar,  a  fortiori 
it  may  be  said  to  be  an  improvement  in  extracting  syrup. 

Upon  the  main  point,  however,  that  respecting  the  bituminous 
schistus,  nothing  that  I  have  heard  has  removed  my  original  im- 
pression, that  there  was  no  evidence  to  show  that  this  process, 
carried  on  with  bituminous  schistus  combined  with  any  iron 
whatsoever,  would  answer  at  all.  The  plaintiff  himself  has  de- 
clared that  in  that  bituminous  schistus  which  he  himself  fur- 
nished, the  whole  of  the  iron  was  extracted ;  and  it  appears  that 
it  was  admitted  by  the  counsel  that  the  presence  of  iron  would 
not  only  be  disadvantageous,  but  injurious.  Thus  then  it 
appearing  by  the  evidence  that  in  all  the  various  forms  in  which 
the  article  exists  in  this  country,  sulphuret  of  iron  is  found,  and 
the  witnesses  not  describing  any  known  process  by  which  it  can 
be  extracted,  it  appears  to  me  that  the  plaintiff  ought  to  prove 
If  a  substance  one  of  two  things — either  that  the  sulphuret  of  iron  in  bitumin- 
knlwn*  conuins  o^s  schistus  is  not  SO  absolutely  detrimental  as  to  make  its  pre- 
a  foreign  matter,  sence  disadvantageous  to  the  process  (in  which  case  this  pa- 

it  must  be  shown  ..,  *=*,  ,  -^  ^  ,  .* 

either  that  such  tent  woulQ  DC  good),  or  that  the  process  of  extracting  the  iron 

^Zt^xTm^nl^  ^^^^  ^*  ^^  *^  simple  and  well  known,  that  a  man  may  be  able  to 

or  that  it  can  be  accomplish  it  with  ease.     As  the  bituminous  schistus  which  was 

easily  removed,  procured  and  used  was  exclusively  that  which  was  furnished  by 

the  plaintiff,  not  in  its  original  state,  but  after  it  had  undeigone 

distillation,  and  been  made  into  charcoal  in  a  foreign  country, 

and  as  in  that  stage  of  its  preparation  it  could  not  be  discovered 

by  examining  it  whether  it  was  made  from  one  substance  or 

another  (the  residuum,  after  distillation,  of  almost  every  matter, 

vegetable  as  well  as  animal,  being  a  charcoal  mixed  more  or  less 

with  other  things),  then  there  is  only  the  plaintiff's  statement  to 

prove  that  the  substance  which  was  furnished  by  him  and  used. 

was  charcoal  of  bituminous  schistus.     It  appeared,  also,  that  he 
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bad  declared  to  one  of  the  witnesses  that  he  had  extracted  all  Rule  for  a  ww 
the  iron  from  the  substance  so  sent,  and  that  it  also  underwent  *^'^'* 
another  process.     I  am,  therefore,  of  opinion,  that  without  con- 
sidering whether  or  not  the  patent  would  be  avoided  by  the  pro- 
cess requiring  the  use  of  means  to  extract  the  iron  from  the 
bituminous  schistus,  which  were  kept  secret  by  the  patentee,  he  The  plaintiff 
has  not  shown  in  this  case  that  what  he  has  described  in  the  tlirsu^ilrtrncer 
patent  could  be  used  as  so  described,  without  injury  to  the  mat-  named  wui  ao- 
ter  going  through  the  process.    Under  all  these  circumstances,  I  po^Vprof^d. 
think  that  the  plaintiff  ought  to  have  given  some  evidence  to 
show  that  bituminous  schistus,  in  the  state  in  which  it  is  found 
and  known  in  England^  could  be  used  in  this  process  with  ad- 
vantage, and  as  he  has  not  done  that  the  defendants  are  entitled 
to  a  nonsuit;  but,  at  the  same  time,  as  it  is  alleged  that  the  plain- 
tiff may  supply  the  defect  of  proof  as  to  the  schistus  on  a  new 
trial  by  other  evidence,  we  are  desirous  that  the  patent,  if  a  good 
one,  should  not  be  affected  by  our  judgment,  and  think  it  right 
to  direct  a  new  trial  on  the  terms  which  have  been  stated. 

Parke,  B.  :  I  entirely  agree  with  my  Lord  Abinger  with  respect 
to  the  construction  of  the  patent.     We  cannot,  on  the  face  of 
this  patent,  say  that,  comparing  it  with  the  specification,  it  is 
Toid.    The  specification  does,  on  the  whole,  truly  describe  the 
nature  of  the  invention,  as  declared  in  the  patent,  nor  does  there 
appear  to  be  sufficient  obscurity  in  the  clause  with  reference  to 
the  baking  to  avoid  the  patent  on  that  ground.     But  it  seems  to  The  plaintiff 
mc  to  have  been  clearly  the  duty  of  the  plaintiff  to  have  done  JSnutrtMce'^ 
one  of  two  things,  viz.  either  to  have  shown  that  bituminous  described  will 
schistus,  with  the  admixture  of  sulphuret  of  iron  as  it  is  known  ^^^neficfai-" 
to  exist  in  England,  would  answer  the  purpose  beneficially,  or  ly,  or  that  the 
that  the  sulphuret  could  be  removed  by  any  practical  man,  so  as  i^7 can^hw  re-**' 
to  give  no  colour  to  the  syrup.  Now  I  have  certainly  some  doubt  moved  by  any 
whether  there  was  not  evidence  for  the  jury  that  a  practical  man  ^^^^  *^*  ™"°' 
acquainted  with  the  subject  might,  without  much  difficulty,  effect 
that  removal  to  such  an  extent  that  it  might  not  be  sufficient  to 
give  any  colour  to  the  sugar,  and,  therefore,  not  be  prejudicial  at 
all;  but  as  my  Lord  Abinger,  upon  the  evidence  before  him  at 
the  trial,  seems  to  think  otherwise  on  this  last  point,  I  entirely 
concur  with  him  as  to  the  terms  on  which  T  think  a  new  trial 
ought  to  be  granted. 

BoLLAND,  B.:  I  perfectly  agree  with  the  view  that  has  been 
taken  of  this  matter  by  the  court.  The  objection  made  was  that 
the  title  of  this  patent  was  too  large  for  the  specification.  Now, 
had  that  appeared  to  be  the  fact,  I  should  have  felt  myself  bound 
by  that  rule  of  law  which  I  have  always  understood  to  prevail  in 
cases  of  this  sort,  viz.  that  where  a  title  is  set  out  in  the  patent 
it  is  the  bounden  duty  of  the  patentee  to  specify  the  whole  set 
out  in  that  title;  but  it  appears  to  me,  for  the  reasons  that  have 
been  already  given  by  Lord  Abinger,  that  the  objection  to  the 
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Boiiand,  B.  title  is  Sufficiently  removed.  Very  early  in  the  argument  it 
appeared  to  me  that  justice  could  not  be  done  in  this  case  un- 
less we  granted  a  new  trials  because  on  the  judge's  notes  it 
appeared  that  no  evidence  had  been  given  by  the  plaintiff  that 
bituminous  schistus,  procured  from  whatever  place  in  which  that 
substance  could  be  found,  would  answer  the  purpose  intended* 
The  only  evidence  which  the  plaintiff  gave  that  bituminous  schis- 
tus^  when  used  in  the  process  described,  produced  the  desired 
effect,  applied  to  a  pulverized  substance  which  the  witness  had 
purchased  from  the  plaintiff  at  Paris.  Now,  if  the  plaintiff  had 
gone  on  to  show  that  that  substance  was  bituminous  schi8tus,to 
which  nothing  had  been  done»  but  that  it  produced  the  effect  in 
its  natural  state,  a  great  portion  of  the  difficulty  would  have  been 
removed;  but  that  not  being  proved,  it  was  left  in  doubt  whether 
all  bituminous  schistus  would  produce  the  effect  attributed  to  it 
in  the  patent.  Without  doubt  the  onus  of  that  proof  lay  on  the 
plaintiff.  An  authority,  if  wanting,  may  be  found  in  the  judg- 
ment of  BuUer,  J.,  in  the  very  early  case  of  Turner  t?.  Winter  (a); 
and  that  very  learned  judge  added  a  most  extensive  acquaintance 
with  the  subject  of  patent  right  to  that  knowledge  of  law  in  which 
he  was  at  least  equal  to  any  person  who,  before  or  since  his  time, 
has  occupied  a  seat  on  the  bench.  I  will,  therefore,  advert  more 
particularly  to  his  judgment  in  that  case,  in  order  to  adopt  its 
terms  in  application  to  the  present.  That  patent  had  been  taken 
out  for  producing  yellow  paint,  to  be  applied  in  the  process  of 
painting  in  oil  or  in  water  colour.  The  patentee  attributed  to 
this  patent  also  another  quality,  viz.  making  white  lead  and  sepa- 
rating the  mineral  alkali  from  the  common  salt)  and  Mr.  Justice 
Buller,  in  giving  judgment,  said,  ^'  I  do  not  agree  with  the  ooun- 
sel  who  have  argued  against  the  rule,  in  saying  that  it  was  not 
necessary  for  the  plaintiff  to  give  any  evidence  to  show  what  the 
invention  was,  and  that  the  proof  that  the  specification  was  im« 
proper  lay  on  the  defendant;  for  I  hold  tjiat  a  plaintiff  must 
give  some  evidence  to  show  what  his  invention  was,  unless  the 
other  side  admit  that  it  has  been  tried  and  succeeds.  But  wher- 
ever the  patentee  brings  an  action  on  his  patent,  if  the  novelty 
or  effect  of  the  invention  be  disputed,  he  must  show  in  what  his 
invention  consists,  and  that  he  produced  the  effect  proposed  by 
the  patent  in  the  manner  specified.  Slight  evidence  of  this  on 
his  part  is  sufficient,  and  it  is  then  incumbent  on  the  defendant 
to  falsify  the  specification"  {b).  In  this  case  the  plaintiff  contents 

r^L     1  .  .'IT     himself  by  merely  sayin&r,  that  bituminous  schistus  will  answer 

rne  plaintiff         ,  *     ,  j    j     %        i  i      .  •    . 

roust  show  that  the  purposc  intended;  but  he  ought  m  my  opimon  to  have  gone 
the  subRtance     farther,  and  shown  that  any  bituminous  schistus  fairlv  procured, 

naroea  will  sue-  i-.i,     ,.#.,,.  ,  ''* 

ceed.  either  from  chemists  in  the  habit  of  selling  that  article,  or  in  anj 


(o)  1  T.  R.  602;  Dav.  Pat.  C  145,  and  ante  77.  (6)  See  ante  81. 
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Other  way,  would  have  also  sufficed  for  the  purpose  intended;  Bnieforanew 

whereas  he  has  merely  shown  that  the  preparation  made  by  him-  ^^^ ' 

self  at  Paris  (with  the  ingredients  of  which  we  are  not  at  all 

acqaainted,  any  farther  than  that  he  told  the  witness  that  the 

iron  had  been  taken  out  of  it)  produced  the  desired  effect;  he  was 

bound  to  have  informed  the  public  how  the  iron  was  removed 

from  the  schistus,  or  to  show  that  its  presence  was  immaterial. 

On  these  groui^ds,  as  well  as  for  the  reasons  given  by  my  Lord 

Chief  Baron,  I  think  a  new  trial  ought  to  be  had. 

AldeksoN)  B.  :  I  quite  agree  with  the  view  the  rest  of  the 
court  have  taken  in  this  case.  The  first  objection  to  the  validity 
of  the  patent  arises  upon  the  ground,  that  the  title  of  the  patent 
is  too  general,  and  has  been^  I  think,  already  answered  satisfac- 
torily by  the  court;  and  I  certainly  entertain  considerable  doubts 
whether  it  is  open  to  be  taken  on  these  pleadings.  With  respect 
to  the  other  point,  the  question  arises  on  the  validity  of  the  spe- 
cification. Now  a  specification  must  state  one  or  more  methods  A  specification 
which  can  be  followed  for  the  purpose  of  accomplishing  and  j^JJ^J  one*me- 
eanrying  into  effect  the  invention.  One  of  the  methods  stated  in  thod  which  will 
this  case  is  the  application  of  a  filter  composed  of  charcoal,  '"*^^*®  * 
fonned  by  the  distillation  or  carbonization  of  bituminous  schis- 
tos.  It  must,  therefore,  be  shown  that  the  purpose  will  be 
aooomplished  by  following  that  method.  It  appears,  too,  that 
there  is  some  little  doubt  entertained,  whether^  if  iron  be  present 
in  the  charcoal  formed  from  the  carbonization  of  bituminous 
schistns,  the  experiment  of  depriving  sugar  of  colour  in  this  par- 
ticular manner  does  not  altogether  fail.  With  respect  to  that,  on 
reading  the  notes  I  should  have  entertained  some  doubt,  but  it 
is  much  more  competent  for  my  Lord  to  decide  than  for  a  judge 
who  was  riot  present  at  the  trial.  Certainly  if  any  admission 
was  made  that  the  presence  of  iron  would  be  a  detriment  to  the 
operation,  without  confining  that  admission  to  its  being  a  less 
perfect  mode  of  exhibiting  the  experiment  than  otherwise  would 
be  the  case,  that  undoubtedly  would  be  a  ground  for  a  nonsuit. 
But  had  it  been  shown,  either  that  bituminous  schistus,  deprived 
of  iron,  could  be  made  by  a  process  known  to  ordinary  chemists 
of  skill,  or  that  it  was  a  substance  capable  of  being  ordinarily 
puidiased  in  the  market  as  an  article  of  commerce,  it  would  have 
been  unnecessary  to  have  shown  the  operation  of  separating  the 
iron  from  it;  if  its  pres^ice  in  the  bituminous  schistus  was  a 
positive  detriment  to  the  process  of  depriving  the  sugar  of  colour, 
then  indeed  the  patent  would  faU.  Under  all  the  circumstances 
I  quite  concur  in  the  view  the  rest  of  the  court  have  taken,  as 
ve&  as  in  the  terms  on  which  this  case  ought  to  go  down  to 
another  jury. 

Rule  for  a  new  trial  accordingly. 
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Ko  new  trial  took  place,  the  plaintiflT  having  in  which,  instead  of  the  term  discoloring,  the  termi 

entered  a  disclaimer  and  roemorandum  of  altera-  "  removing  the  coloar  from  or  whitening  and  pari* 

tion  under  the  provisions  of  Lord  Brougham's  act  fying"  were  employed.     The  process  to  be  adopted 

(5  &  6  W.  4,  c.  83,  8.  1),  which  was  passed  and  was  described  in  nearly  the  same  terms,  ornittiog 

came  into  operation  almost  immediately  after  the  all  mention  of  bituminous  schistus,  so  that  the 

above  decision.     The  plaintifT  by  this  instrument,  claim  was  confined  to  the  whitening  or  parif^fiog 

enrolled  16th  August,  1836,  substituted  as  the  title  the  syrups  by  filtration  through  beds  of  granolated 

of  the  patent  the  following:  "  a  certain  improve-  animal  charcoal.     The  use  of  bituminous  schistus 

ment  or  certain  improvements   to  be  used  in  the  and  of  sand  was  disclaimed,  on  the  groand  that 

course  of  the  process  of  extracting  sugar  or  svrup  the  former,  as  found  in  England,  could  not  be 

from  cane  juice  and  other  substances  contaming  used  so  beneficially  as  the  animal  charcoal,  aod 

sugar,  and  also  to  be  used  in  the  course  of  the  that  the  use  of  the  latter  was  attended  with  same 

process  of  refining  sugar  -and  syrup,  for  the  pur-  practical  difliculties.     The  other  akeratioDS  were 

pose,  in  either  case,  of  removing  the  colour  rrom  declared  to  be  made  for  the  purpose  of  rendeiing 

or  whitening  and  purifying  such  sugar  or  syrop  the  meaning  of  the  specification  more  clear  and 

respectively.*'      The    original    specification    was  intelligible  to  the  public, 
set  forth  therein,  and  another  substituted  for  it. 


GALLOWAY'S  PATENT. 

Title,  Letters    patent,   2  July,  1829,    to   Elijah   Galloway,   "for 

certain  improvements  in  steam  engines,  and  in  machinery  for 
propelling  vessels,  which  improvements  are  applicable  to  other 
purposes." 

Speeifieation.  J^  the  Said  Elijah  Galloway,  do  hereby  declare,  that  the  nature 
of  my  said  invention  consists — First,  in  an  improvement  of  the 
steam  engine,  whereby  I  am  enabled  to  obtain  a  rotary  motion 
from  the  alternating  action  of  the  axis  of  a  piston,  which  piston 
makes  about  three-fourths  of  a  revolution  within  the  steam 
cylinder;  and,  secondly,  in  an  improvement  on  paddte  wheels 
for  propelling  vessels,  whereby  the  float-boards  or  paddles  are 
made  to  enter  and  come  out  of  the  water  in  positions  the  best 
adapted,  as*  far  as  experiments  have  determined  the  angle,  for 
giving  full  effect  to  the  power  applied.  And  I  do  hereby 
describe  the  manner  in  which  my  said  invention  is  to  be  per- 
formed by  the  following  description  thereof,  reference  being  had 
to  the  drawing  hereunto  annexed,  and  to  the  figures  and  letters 
marked  thereon. 

******     (a) 

It  is  only  necessary  further  to  add,  that  the  improvement  in 
the  steam  engine  is  applicable  to  engines  for  driving  machinery 
on  land,  and  for  raising  water,  as  well  as  for  marine  purposes ; 
and  that  the  improvement  in  the  paddle  wheels  may  be  applied 
to  undershot  water  wheels  as  well  as  for  propelling  vessels. 
Claim.  Now  whcrcas  I  claim  as  my  invention — First,  as  regards  my 

(a)  Here  follows  the  description  of  the  draw-  or  machinery  for  propelling  vessels.  The  portioiis 
ings ;  the  first  part  describing  that  part  of  the  material  for  understanding  tlie  sob^queat  legal 
invention  which  relates  to  steam  engines,  and  the  proceedings,  are  sufficiently  set  forth  in  the  sum- 
second  part  that  which  relates  to  paddle  wheels,  ming  up  of  the  learned  judge.     Port, 
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improYement  in  steam  engines,  the  mode  of  obtaining  a  rotary 
motion  from  an  alternate  motion  of  the  piston,  by  means  of  the 
lever  d^  the  mortice  n,  and  the  pin  or  bearing  t,  or  by  means  of 
the  mechanism  or  combination  of  levers  shown  at  figure  4;  and, 
secondly,  as  regards  my  improvements  on  machinery  for  pro- 
pellmg  vessels,  the  mode  hereinbefore  described  of  giving  the 
required  angle  to  the  paddles  by  means  of  the  rods  ff,  A,  t,  j\  and 
kj  the  bent  stems  marked^  the  disc  A,  and  the  crank  b. 

In  witness,  &c. 


The  UDproTcmeBts  ib  the  machinery  for  pro- 
peUifig  vesaels,  consisted  in  a  mode  of  constructing 
tbe  ptddle  wheels,  so  that  the  floats  might  enter 
ud  qnit  the  water  at  any  required  angle;  the 
iptcificatioa  does  not  profess  to  give  any  directions 
as  to  the  hest  angle,  but  only  to  point  out  tbe  me- 
ckaaieal  means  by  which  tne  selected  angle  may 
bi  adopted  in  practice.      See  per  Alderson,  B., 

la  die  common  wheel,  the  paddle  or  float-board 
ttrikcs  tbe  sniface  obliquely,  tbe  consequence  of 
which  is,  a  shock  on  entering,  and  a  lifting  of  the 
back  or  tail  water  on  quitting,  the  water ;  whence 
a  considerable  loss  of  power,  and  an  unpleasant 
tifmaloos  motion  in  the  vessel.  It  has  been  at- 
tempted to  obviate  these  inconveniences  by  imi- 
tetiag  in  the  paddles  or  floau  tbe  feathering  of 
the  boatman's  oar,  and  to  give  io  the  floats  a  cer- 
taio  anj(le  of  position. 

R.  Buchanan  (18  October,  1813)  bad  a  patent 
for  this  object,  which  the  speciflcation  announced 
io  tbe  followiog  terms: — "  And  moreover  in  such 
cases  as  may  require  that  the  position  of  all  the 
paddles  should  be  changed  at  the  same  time  with 
ngard  to  surrounding  fixed  objects,  by  a  motion 
cqmvalent  to  that  of  feathering  or  changing  their 
wiquity ;  I  do  produce  such  and  the  said  change 
hj  any  well-known  means  of  construction." 


This  contains  s  distinct  communication  of  the 
principle  of  giving  different  angles  to  the  paddles, 
and  subsequent  invention  must,  therefore,  be  con- 
fined to  the  means  for  carrying  out  the  principle 
into  practice,  or  for  produciug  the  same  eiFect. 
The  method  described  by  Buchanan  consisted  in 
making  tbe  float-boards  turn  on  horizontal  spin- 
dles, by  means  of  cranks  with  arms  or  spokes 
connected  to  a  collar  revolving  upon  a  hollow 
drum,  fixed  to  tbe  side  of  the  vessel,  so  that  the 
floats  should  enter  and  leave  the  water  at  right 
angles  to  the  surface. 

Tbe  object  of  this,  and  all  subsequent  inven- 
tions, is  to  make  the  floats  enter  and  leave  the 
water  at  an  angle  difiering  from  the  angle  in  the 
common  paddle  wheel,  that  is,  at  some  angle  dif- 
ferent from  tbe  radial  angle;  tbe  avoiding  tbe 
radial  angle  seems  to  have  been  tbe  great  object, 
and  has  been  the  subject  of  a  great  variety  of 
patents.  These  moveable  floats  have  not  generally 
been  successful  in  practice,  and  Galloway  bad  a 
subsequent  patent  for  improvements  in  paddle 
wheels,  tbe  invention  in  which  consists  in  a  di- 
vided float-board,  the  several  parts  of  which  are 
fixed  and  arranged  according  to  an  assigned 
law.  This  patent  was  litigat^  in  Galloway  v. 
Bliadon. 


Morgan  and  another  v.  Seaward  and  others. 
Car.  Sir  L.  ShadweU,  V.  C,  Trin.  Vac.  1835. 


In  Chanetnf. 


This  was  a  motion  to  dissolve  an  ex  parte  injunction  obtained 
to  restrain  the  defendants  from  infringing  the  preceding  patent, 
which  had  been  assigned  to  the  plaintiffs. 

TTie  Vice  Chancellor. — ^The  question  in  the  case  is  simply, 
whether  the  eccentric  motion  is  produced  by  the  adoption  of  the 
lame  combination  of  machinery  by  the  defendants  as  the  plain- 
tiffi  are  entitled  exclusively  to  use.  Upon  reading  the  specifi- 
cation, it  appears  that  a  particular  combination,  insisted  on,  is 
described  under  the  items  rods»  bent  stems,  disc,  and  crank.  If 
lir.  Galloway  had  been  asked  at  the  time  he  gave  this  descrip- 
tion, whether  he  meant  the  disc  should  revolve  on  a  crank  only, 
or  that  it  should  be  made  to  revolve  by  any  other  suitable 
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Sir  L.  SkadweU,  means,  his  replf  might  have  been  general;  but  as  he  has  thought 
^''  ^'  proper  to  specify  a  crank,  the  question  to  determine  is,  whether 

the  eccentric  axis  with  a  collar  in  the  defendants'  contrivance,  is 
the  same  as  a  crank  in  that  of  the  plaintiffs'.  The  term  crank 
is  a  relative  term,  and  might  have  reference  to  some  particular 
piece  of  machinery.  The  arrangement  adopted  by  the  defend- 
ants is  a  most  important  variation  from  the  invention,  for  instead 
of  weakening  the  action  of  the  paddle  wheel,  that  is  preserved 
entire,  unbroken,  and  unencumbered.  That  perpetual  vibra- 
tion, or  destroying  power,  as  it  might  be  termed,  on  the  outer 
part  of  the  frame  M'ork  that  supports  the  wheel,  is  entirely 
avoided,  and  the  vibration  at  the  centre  of  the  disc  within  the 
wheel  is  transferred  from  a  part  of  the  machinery  least  able  to 
bear  it  to  the  side  of  the  vessel,  that  is  made  strong  for  the 
purpose ;  and  although  it  might  be  said  the  action  of  the  rods 
on  one  side  of  the  float-boards  might  distort  them  a  little,  that 
inconvenience  might  be  more  than  counterbalanced  by  other 
advantages.  The  alteration  is,  therefore,  not  merely  colourable, 
hut  primd  fade  a  decided  improvement  by  the  introduction  into 
a  combination  of  three  things  of  that  which  is  not  noticed  at  all 
The  question  ot'^^  the  specification.  That  is,  however,  the  proper  question  for 
the  identity  of    ^  jurv  to  cousidcr:  the  court  had  merely  to  decide  what  was  to 

two  mechanical  i,'.,  .  ^^  .  mi  .  -i^ 

contriTancea,  ia  be  done  m  the  mean  time.     Now»  it  was  possible  a  jury  might 

for  a  jury.        fl^j  there  had  been  no  invasion  of  the  patent.     If  that  were  so, 

and  the  injunction  should  be  continued,  where  was  the  justice? 

If  there  has       There  is  no  power  in  the  court  to  make  the  plaintiffs  pay  the 

f  ^°  m°n?'ihc  ^®^^"^*^ts  damages*  on  the  ground  that  the  injunction  has  been 

court  has  no      Continued  too  long.      On  the  other  hand,  if  the  jury  should 

Mm^nsaidon*    declare  there  had  been  an  infringement  of  the  patent,  the  court 

for  the  injunc-  had  a  powcr  ovcr  the  defendants,  and  the  proper  measure  of 

^^"*  damages  would  be  the  amount  of  the  engines  sold,  and  the 

profit  derived  therefrom.     If  the  defendants  are  permitted  to 

complete  their  present  contract,  or  to  enter  into  new  ones, 

ample  justice  may  be  done  to  the  plaintiffs,  by  taking  an  account 

of  the  profits  the  defendants  may  have  realized.    There  could  be 

no  difficulty  in  this,  because  there  were  such  things  as  books, 

papers,  and  witnesses.    These  machines  could  not  be  secretly 

made,  and  the  notoriety  attached  to  every  thing  connected  with 

them  is  a  sufficient  security  to  the  plaintiffs  that  they  may 

obtain  every  necessary  account.     I  shall,  therefore,  direct  the 

injunction  to  be  dissolved,  and  an  action  to  be  brought  by  the 

plaintiffs,  to  try  the  question  of  infringement.    An  account  to 

be  taken  of  the  profits  arising  from  the  present  and  any  con* 

tracts  effected  in  the  mean  time,  to  be  rendered  hereafter  to  th« 

parties  declared  entitled  at  law. 


The  following  was  the  order  in  pursuance  of  the  above  judg- 
ment:— 
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This  court  doth  order  that  the  plaintiffs,  or  either  of  them,  be  at  Order. 
liberty  to  bring  such  action  as  they  or  he  may  be  advised  against  The  plaintiff  to 
the  defendants,  and  their  partner,  James  Durnford  Capel;  the  ^^^  .n^'^fjon. 
defendants,  and  the  said  J.  D.  Capel  by  their  counsel,  under- 
taking to  admit  on  the  trial  that  all  the  right  and  interest  of  The  defendants 
Elijah  Galloway,  in  and  under  the  letters  patent,  are  vested  in  tiffl»  Siie'to'the 
the  plaintiffs  or  plaintiff^  in  the  action ;  and  it  is  ordered,  that  ?**«»'»  a°«*  *» 
the  injunction  granted  in  this  cause  be  dissolved,  the  defendants,  count***  **^' 
and  the  said  J.  D.  Capel,  by  their  counsel,  undertaking  to  keep 
an  account  of  the  cost  and  expense  of  the  paddle  wheels  made 
or  to  be  made  pursuant  to  the  contract  entered  into  by  them 
with  the  Mediterranean   and  Levant  Steam  Packet  Company^ 
and  of  all  moneys  received  and  to  be  received  in  respect  of  such 
paddle  wheels ;  and  also  an  account  of  any  other  paddle  wheels 
or  machinery  connected  with  or  relating  to  paddle  wheels  to  be 
made  by  the  defendants  and  the  said  J.  D.  Capel,  or  any  of 
them,  either  alone  or  jointly  with  any  other  person  or  persons, 
upon  a  principle  the  same  as  or  similar  to  that  of  the  paddle 
wheels  made  and  fitted  by  the  said  defendants  and  J.  D.  Capel 
to  the  Levant  Steam  vessel  in  the  pleadings  mentioned,  before 
this  matter  comes  on  agidn  in  this  courts  and  the  cost  and 
expense  of  all  such  paddle  wheels  and  machinery  so  to  be  made, 
and  of  all  moneys  to  be  received  in  respect  of  the  same;  and  to 
submit  to  such  order  as  this  court  shall  think  fit  to  make  in  this 
cause,  respecting  the  paddle  wheels  made  or  to  be  made  in  per- 
formance of  the  said  contract,  and  all  such  future  paddle  wheels 
and  machinery  connected  with  or  relating  to  paddle  wheels  as 
aforesaid,  or  the  other  matters  in  question  in  this  cause.     And 
it  is  ordered,  that  the  plaintiff's  be  at  liberty  to  amend  their  bill 
by  making  the  said  J.  D.  Capel  a  party  thereto ;  tlie  said  J.  D. 
C^fA  appearing  by  his  counsel,  and  undertaking  to  be  bound  in 
the  same  way  as  if  he  were  now  a  party  to  the  said  bill.     And  The  olaintifi 
it  is  ordered,  that  the  plaintiffs  and  their  witnesses  be  at  liberty  Qesses  to  have 
to  inspect  at  all  seasonable  times,  giving  reasonable  notice,  the  iMp^tJon' 
paddle  wheels  or  machinery  connected  with  or  relating  to  paddle 
wheels  made  or  to  be  made  pursuant  to  the  said  contract,  or 
which  before  this  matter  comes  on  again  in  this  court  shall  be 
made  by  the  defendants  and  the  said  J.  D.  Capel,  or  any  of 
them,  either  alone  or  jointly  with  any  other  person  or  persons 
tt  aforesaid ;  and  when  the  same  respectively  shall  be  either 
finished  or  in  progress  of  being  made.     And  it  is  ordered,  that  Parties  to  pro- 
an  parties  do  produce  at  the  trial  of  the  action  all  books,  papers,  ^S^^pa^^^^^"!^ 
and  writings,  in  their  respective  custody  or  power,  relating  to  the 
matters  in  question.    And  any  of  the  parties  are  to  be  at  liberty 
to  apply  to  this  court  as  there  shall  be  occasion.     And  this 
court  doth  reserve  the  consideration  of  costs  till  after  the  trial 
of  the  said  action. 
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Morgan  and  another  v.  Seaward  and  others. 

Cor.  Alderson,  B.,  Trin.  Vac.  1836. 

The  declaration  assigned  as  breaches — ^making  and  selling 
divers  pieces  of  machinery  in  imitation  of  that  part  of  the  said 
invention  for  propelling  vessels^  and  the  using  and  putting  in 
practice  divers  pieces  of  machinery  made  on  the  plan  of  the  said 
improvement  for  propelling  vessels,  and  in  imitation  of  the  last 
mentioned  part  of  the  said  invention ;  and  the  imitating  certain 
parts  ofy  and  making  certain  additions  to  and  alterations  in^  tiiat 
part  of  the  said  invention  for  propelling  vessels. 

The  defendants  pleaded ;  1st.  Not  guilty.  2d.  That  the  said 
E.  Galloway  did  not  by  an  instrument  in  writing  particularly 
describe  and  ascertain  the  nature  of  the  said  invention.  3rd. 
That  the  said  invention  is  not  an  improvement  in  steam  en- 
gines. 4th.  That  the  said  invention  is  not  an  improvement  in 
machinery  for  propelling  vessels.  5th.  That  the  said  invention 
was  not^  at  the  time  of  granting  the  said  letters  patent,  new; 
and  that  the  said  E.  Galloway  was  not  the  true  and  first  inventor 
thereof.  6th.  That  the  said  invention  was  and  is  of  no  use, 
benefit,  or  advantage,  to  the  public  whatsoever. 

On  these  pleas  issue  was  joined,  and  the  notice  of  objec- 
tions (a)  pointed,  amongst  others,  to  the  following  particulars: — 
That  tiie  specification  does  hot  show  whether  the  patentee 
claims  in  respect  of  a  new  combination  of  things  previously 
known,  or  the  separate  parts,  rods,  bent  stem,  disc,  and  crank. 
That  no  particular  angle  or  dimensions,  lengths,  sizes,  and  pro- 
portions, are  given,  and  no  directions  by  which  the  required 
angle  or  any  definite  angle  can  be  ascertained  or  produced. 
That  there  were  various  mechanical  objections  to  the  mode 
described.  That  all  wheels  made  according  to  the  specification 
have  failed  entirely;  and  those  now  made  by  plaintiff  are  sub- 
stantially different  from  those  described.  That  the  said  im- 
provements in  steam  engines,  are  appUcable,  if  at  all,  to  but  one 
sort  of  steam  engines ;  and  that  the  description  given  is  insuffi- 
cient, setting  forth  various  particulars. 

Sir  F.  Pollock  J  Sir  W.  Follett,  and  Butt,  were  for  the  plaintiffs; 
Sir  /•  Campbell,  A.  G.,  Alexander,  Q.  C.^  and  Jervis^  for  the 
defendants. 

Alderson,  B.  :  Gentlemen  of  the  jury.  The  plaintiffs  com- 
plain of  the  defendants  for  infringing  their  patent.  The  defen- 
dants make  several  defences.    The  first  defence  is,  that  they  did 


(a)  By  the  ttatnte  5  &  6  W.  4,  c.  83,  com- 
monly called  Lofd  Brougham's  Act,  which  re- 
ceived the  sanction  of  the  lep^islature  10th  Sept., 
1835,  in  any  action  for  infringing  a  patent,  the 


defendant  is  required,  on  pleading,  to  deliver  a 
notice  of  the  objections  on  which  he  means  to  rely 
at  the  trial.  As  to  the  requisites  of  such  notice, 
see  Law  and  Practice,  Ino.  tiU  Objections. 
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not  infringe  the  patent.    That  is  a  question  of  fact  with  regard  Aidinon,  B. 
to  which  I  do  not  think  it  is  at  all  naaterial  to  recapitulate  the  **  *^J^^' 
e^dence,  for  I  understand  from  an  intimation  you  have  thrown 
ont,  that  you  entertain  no  doubt  about  it,  that  is,  that  the  one 
is  an  infringement  of  the  other.     Upon  that  subject  the  ques-  The  ftubstitution 
Son  would  be  simply,  whether  the  defendants*  machine  was  only  M«^«ilente!  U 
colourably  different,  that  is,  whether  it  differed  merely  in  the  but  a  colour- 
substitution  of  what  are  called  mechanical  equivalents  for  the  ^^  ^^^ff*"****' 
contrivances  which  are  resorted  to  by  the  patentee.     I  think, 
when  you  are  told  what  the  invention  of  the  plaintiffs  really  is, 
and  what  the  machine  of  the  defendants  really  is,  you  will  see 
that  those  differences  which  Mr.  Donkin  and  others  point  out 
as  existing  between  the  one  machine  and  the  other,  are  in  truth 
differences  which  do  not  affect  the  principle  of  the  invention. 
Therefore  the  two  machines  are  alike  in  principle,  one  man  was 
the  first  inventor  of  the  principle,  and  the  other  has  adopted  it, 
and  though  he  may  have  carried  it  into  effect  by  substituting  The  sabstance 
one  mechanical  equivalent  for  another,  still  you  are  to  look  to  and*prindplt*of 
the  substance  and  not  to  the  mere  form,  and  if  it  is  in  substance  the  machine, 
an  infringement,  you  ought  to  find  that  it  is  so.     If  in  principle  mere"  form*  are 
it  is  not  the  same,  but  really  different,  then  the  defendants  can-  to  be  looked  to. 
not  be  said  to  have  infringed  the  patent.    Tou  will,  however, 
when  you  are  considering  that  subject,  remember,  that  when  the 
model  of  Mr.  Stevens's  paddles  was  put  into  the  hands  of  Mr. 
Donldn,  he  said  at  first  sight  that  it  was  exactly  like  the  plain- 
tiffs', and  so  like  was  it  as  to  induce  him  to  say  that  it  was  pre- 
cisely the  same  in  principle,  tdll  I  pointed  out  to  him  a  material 
diffierence  in  it,  and  then  it  appeared,  that  though  there  was  a 
amilarity  of  execution,  there  was  a  real  difference  in  principle, 
flierefore  it  was  not  similar  to  the  plaintiffs'  wheel,  though  at  ^ 

first  sight  it  had  the  appearance  of  being  similar.  So  you  see 
yon  ought  to  look  always  to  the  substance,  and  not  to  the  form. 
Then,  gentlemen,  the  next  point  is,  whether  the  specification 
which  Mr.  E.  GhiUoway  enrolled  at  the  time  he  obtained  this 
patent,  is,  or  is  not,  a  valid  specification.  That  turns  on  a  mat- 
ter which  it  is  very  proper  should  be  submitted  to  your  consi- 
deration. I  will  waive  it  for  the  present,  for  I  would  rather 
dispose  of  the  more  dear  parts  of  the  case  first.  Then  the  third 
ground  of  defence  is,  that  the  invention  of  the  steam  engine  is 
not  an  improvement  in  steam  engines.  And  the  fourth,  that 
the  inyention  of  the  paddle  wheel  is  not  an  improvement  in 
propelling  vessels.  As  to  that,  surely  there  can  be  no  doubt 
that  it  is  an  improvement  in  propelling  vessels,  when  you  are 
told  by  evidence,  whidi  has  not  been  effectually  contradicted  on 
die  otlier  aide,  that  the  effect  of  this  improvement  in  the  ar- 
nngement  of  the  paddles  of  these  wheels  has  been  to  increase 
the  speed  of  the  steam  boats  fitted  with  them,  by  firom  one  to 
one  and  »  half  knots  an  hour,  and  to  make  them  more  manage- 
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AUUmm,  B.  able.  It  is  not  for  you  to  consider  to  what  extent  the  thing  is 
u>  the  jury.  ugefiil.  If  it  is  a  useful  invention,  then  it  is  a  subject  to  be 
protected  by  patent;  and  if,  on  the  other  hand,  it  is  of  no  use, 
then  it  is  no  subject  to  be  protected  by  patent.  The  issue  is, 
whether  it  is  of  any  use  at  all,  and  I  think  you  cannot  entertain 
a  doubt  that  the  improvement  in  the  paddle  wheels  is  of  use. 
You  will  probably  tiiink,  upon  the  testimony  you  have  heard 
in  the  course  of  this  cause,  that  it  is  really  a  great  improvement. 
Thedeprecof    ji;  i,  j^^^  material,  however,  that  the  improvement  should  be 

utility  IB  not  .  rt,    .  .^.     ,  .  '^  1,      TT  i_  i. 

material;  it  is    great.    It  IS  sufficient  if  it  IS  an  improvement  at  all.    Upon  that 
•ufficieni tosuj-  ^35^^^  therefore,  I  think  you  can  hardly  entertain  a  reasonable 
the  invention  be  doubt,  that  it  ought  to  be  fouud  for  the  plaintiff, 
ment^^''*"  T^^^^y  gentlemen,  with  respect  to  the  fifth  issue,  it  appears  to 

me,  that  this  invention  is  new,  that  is  to  say,  the  invention  of  a 
steam  engine  which  was  never  thought  of  before,  and  the  in- 
vention of  machinery  for  propelling  vessels  which  was  never 
The  facts  being  thought  of  before ;  and  the  only  question  upon  that  subject  is, 
ondisputed,  the  whether  it  is  to  be  considered  in  point  of  law  as  a  new  inven- 

quesUon  wbe-       .  mi         t  t  '       -    r  t  ••  ^r 

ther  tiie  inven-  tion.  That  depends  on  a  mere  question  of  law,  ansmg  out  01 
Uw"urt.''"^°'  the  undisputed  facts  of  the  case  appearing  upon  my  notes.  If 
in  the  result^  upon  those  facts  being  stated  to  the  judges  of  the 
Court  of  Exchequer,  they  shall  appear  to  them  as  they  appear 
to  me,  to  be  facts  which  are  altogether  beyond  dispute,  and  upon 
which  I  ought  to  direct  the  jury  to  find  a  verdict  for  the  defen- 
dants, the  verdict  will  be  entered  for  the  defendants  upon  that 
issue.  If  I  should  be  wrong  in  my  opinion,  the  judges  will  set 
me  right,  that  is,  if  they  should  be  of  opinion  that  the  question 
was  a  proper  one  for  your  consideration.  I  cannot  put  it  more 
favourably  for  the  plaintiffs  than  by  taking  that  course.  There- 
fore, under  my  direction,  you  will  find  the  fifth  issue,  for  these 
reasons,  for  the  defendants,  subject  to  your  finding  being  re- 
versed if  the  court  shall  think  fit. 

Then  the  sixth  issue  is^  that  the  invention  mentioned  in  the 
declaration  is  of  no  use.     Now,  I  apprehend,  and  as  at  present 
I  advised  I  should  direct  you  in  that  way,  that  this  issue  cannot 

be  found  for  the  plaintiffs,  unless  you  are  satisfied  that  both  the 
steam  engine  and  the  machinery  for  propelling  vessels  are  of 
I  use.     It  is  clear  that  the  machinery  for  propelling  vessels  is  of 

i  use ;  upon  the  subject  of  the  steam  engine,  there  is  a  contradic- 

tion in  the  evidence.     The  issue,  therefore,  upon  the  third, 
which  states  the  invention  not  to  be  an  improvement  in  steam 
I  engines,  and  the  sixth,  which  states  the  invention  to  be  of  no 

I    ,  use,  are,  in  my  judgment,  the  same ;  therefore,  as  you  find  the 

i  one  you  will  find  the  other.     The  questions,  therefore,  for  your 

I  consideration,  or  which,  properly  speaking,  are  matters  now  in 

doubt,  are  the  questions  upon  the  specification,  and  whether  the 
steam  engine  is  useful.  All  this  matter,  therefore,  turns  upon 
those  two  points. 
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into  effect,  he  ought  to  state  it  in  his  specification.    That  was  A.  D.  1836. 
laid  down  in  a  case  before  Lord  Mansfield  {d).     There  the 
question  arose  on  a  patent  for  steel  trusses.     It  appeared  that 
iJie  patentee  in  some  parts  of  his  process  used  tallow  to  facili- 
tate the  invention  for  which  he  had  obtained  a  patent^  and  in 
his  specification  he  made  no  mention  of  the  use  of  the  tallow. 
The  court  held  the  specification  to  be  bad,  because,  they  said, 
you  ought  not  to  put  people  to  find  out  that  tallow  is  useful  in 
carrying  into  effect  the  invention  of  steel  trusses.    You  ought 
to  tell  the  public  so,  if  that  is  the  best  mode  of  doing  it,  for  you 
are  bound  to  make  a  bond  fide  full  and  candid  disclosure.    So 
i^ain  in  t^e  case  of  the  malt  {e).    That  was  a  patent  for  drying 
malt,  and  one  of  the  objections  taken,  was  that  the  patentee  did 
not  state  in  his  specification  the  degree  of  heat  to  which  the 
malt  should  be  exposed.    The  argument  there  was  this.    They 
said,  it  appeared  that  the  specification  was  not  sufficient,  inas- 
much as  it  did  not  describe  the  extent  of  heat  to  which  the  malt 
should  be  exposed,  for  it  only  said,  ^^the  proper  degree  of  heat 
and  time  of  exposure  will  be  easily  learned  by  experience,  the 
colour  of  the  internal  part  of  the  prepared  grain  affording  the 
best  criterion.^^     Surely  there  it  would  have  been  competent  to 
the  patentee  to  say,  any  person  of  ordinary  skiU  in  such  a  busi- 
ness would  be  able  to  judge  what  colour  the  malt  ought  to  be, 
and  that,  by  experiment,  he  would  learn  what  degree  of  tem- 
perature was  exhibited  at  the  time  when  that  proper  degree  of 
colour  was  obtained;  therefore  the  plaintiff  contended  that  there 
was  enough  stated  in  the  specification  to  enable  the  pubUc  to 
carry  the  invention  into  effect,  and  that  the  patent  ought  to  be 
supported,  because  skilful  maltsters  and  skilful  dryers  of  malt 
would  easily  know  where  to  stop,  and  what  degree  of  heat  was 
requisite  for  the  purpose.    There  is  no  doubt  that  when  a  man 
was  told  that  a  certain  effect  might  be  produced  upon  the  malt 
by  shaking  it  and  subjecting  it  to  a  certain  degree  of  heat,  his 
mind  would  be  set  on  float;  he  would  be  at  work  upon  it  to 
ascertain  what  that  degree  of  heat  should  be,  and  he  would 
probably  find  it  out.     But  that  is  not  enough.     The  specifica- 
tion of  a  patent  must  not  merely  suggest  something  that  will  set  ^  •pecification 
the  mind  of  an  ingenious  man  at  work,  but  it  must  actually  ing  something, 
and plainlv  set  forth  what  the  invention  is,  and  how  it  is  to  be "** ***** ***T?.^ 

.    ,   .  «.  ,  -  ,         -        ,  .       on  the  public 

earned  mto  effect,  so  as  to  save  a  party  the  trouble  of  making  the  trouble  of 
experiments  and  trials.    The  court  in  that  case  said,  that  a  f^?^™®***'  " 
specification  that  casts  upon  the  public  the  expense  and  labour 
of  experiments  and  trials,  is  undoubtedly  bad.     Here,  in  this 


{i)  See  ante  53.  invention  really  being  of  a  colouring  matter  to  be 

(•)  R.  V.  Whultr,  2  B.  &  Aid.  349.  There  was  obtained  from  malt,  and  not,  as  was  suggested,  a 

uother  objection  to  this  patent  besides  that  which  new  and  improved  method  of  drying  and  pre- 

ii  here  referred  to,  namely,  that  the  title  was  in-  paring  malt. 

oonect,  and  did  not  rapport  the  specification ;  the 
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AMenon,  B.     proper^  for  people  in  trade  ought  to  be  told  the  mamier  m 
'^^^^'       which  the  thing  may  be  done  in  respect  of  which  the  patent 
The  specifica-   is  granted. — How  ?  Not  by  themselves  becoming  inventors  of  a 
•uchlw  m^be  '^^^^^d  ^^  carrying  it  into  eflFect,  but  by  following  the  spedfica- 
foiiowed  with-   tion,  without  making  a  new  invention,  or  making  any  addition 
addiUon  °^°'*  °'  ^  *^®  specification.     If  the  invention  can  only  be  carried  into 
effect  by  persons  setting  themselves  a  problem  to  solve^  then 
they  who  solve  the  problem  become  the  inventors  of  the  method 
of  solving  it,  and  he  who  leaves  persons  to  carry  out  his  inven- 
tion by  means  of  that  application  of  their  understanding,  does 
not  teach  them  in  his  specification  that  which  in  order  to  entitle 
him  to  maintain  his  patent  he  should  teach  them,  the  way  of 
doing  the  thing,  but  sets  them  a  problem,  which  being  sug- 
gested to  persons  of  skill,  they  may  be  able  to  solve.    That  is 
not  the  way  in  which  a  specification  ought  to  be  framed.    It 
The  ordipary     ought  to  be  framed  so  as  not  to  call  on  a  person  to  have  re- 
ledffe  common' <^ourse  to  more  than  those  ordinary  means  of  knowledge  (not 
to  the  trade  may  invention)  which  a  workman  of  competent  skill  in  his  art  and 
trade  may  be  presumed  to  have.    Tou  may  call  upon  him  to 
exercise  aJl  the  actual  existing  knowledge  common  to  the  trade, 
but  you  cannot  call  upon  him  to  exercise  any  thing  more.    You 
have  no  right  to  call  upon  him  to  tax  his  ingenuity  or  inven- 
tion.  Those  are  the  criteria  by  which  you  ought  to  be  governed, 
and  you  ought  to  decide  this   question  according  to    those 
criteria.    You  are  to  apply  those  criteria  to  the  case  now  under 
consideration,  and  you  should  apply  them  without  prejudice, 
either  one  way  or  the  other,  for  it  is  a  fair  observation  to  make^ 
that  both  parties  here  stand,  so  far  as  this  objection  is  con- 
cerned, on  a  footing  of  perfect  equality.    The  public,  on  the  one 
hand,  have  a  right  to  expect  and  require  that  the  specification 
shall  be  fair,  honest,  open,  and  sufficient;  and  on  the  other 
hand,   the    patentee  should  not    be  tripped  up  by   captious 
objections  which  do  not  go  to  the  merits  of  the  specification. 
If  a  competent  Now,  applying  those  criteria  to  the  evidence  in  the  cause,  if  you 
o^a^know-  shall  think  that  this  invention  has  been  so  specified  that  any 
ledge  coaid       competent  engineer,  having  the    ordinary  knowledge   which 
veouon  without  competent  engineers  possess,  could  carry  it  into  effect  by  the 
JJ^'^'^^jJ^P™'.^ application  of  his  skiU,  and  the  use  of  his  previous  knowledge^ 
fication  b  8uf.    without  any  inventions  on  his  part,  and  that  he  could  do  it  in 
ficient.;  ^^  manner  described  by  the  specification,  and  from  the  infor- 

mation disclosed  in  the  specification,  then  the  specification 
would  be  sufficient.  If,  on  the  other  hand,  you  think  that 
engineers  of  ordinary  and  competent  skill  would  have  to  set 
themselves  a  problem  to  solve,  and  would  have  to  solve  that 
problem  before  they  could  do  it,  then  the  specification  would  be 
bad. 
mode  must  be  Further,  if  a  patentee  is  acquainted  with  any  particular 
specification,     mode  by  which  his  invention  may  be  most  conveniently  carried 


The  most  ad- 
vautageotts 
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into  effect,  he  ought  to  state  it  in  his  specification.  That  was  A.  D.  1836. 
laid  down  in  a  case  before  Lord  Mansfield  (d).  There  the 
question  arose  on  a  patent  for  steel  trasses.  It  appeared  that 
the  patentee  in  some  parts  of  his  process  used  tallow  to  facili- 
tate the  invention  for  which  he  had  obtained  a  patent^  and  in 
his  spedfication  he  made  no  tiiention  of  the  use  of  the  tallow. 
Tie  court  held  the  specification  to  be  bad,  because,  they  said, 
you  OQght  not  to  put  people  to  find  out  that  tallow  is  useful  in 
carrying  into  effect  the  invention  of  steel  trusses.  You  ought 
to  tell  the  public  so,  if  that  is  the  best  mode  of  doing  it,  for  you 
are  bound  tx>  make  a  band  fide  full  and  candid  disclosure.  So 
again  in  the  case  of  the  malt  (e).  That  was  a  patent  for  drying 
malt,  and  one  of  the  objections  taken,  was  that  the  patentee  did 
not  state  in  his  specification  the  degree  of  heat  to  which  the 
malt  should  be  exposed.  The  argument  there  was  this.  They 
said,  it  appeared  that  the  specification  was  not  sufficient,  inas- 
much as  it  did  not  describe  the  extent  of  heat  to  which  the  malt 
should  be  exposed,  for  it  only  said,  ^^the  proper  degree  of  heat 
and  time  of  exposure  will  be  easily  learned  by  experience,  the 
colour  of  the  internal  part  of  the  prepared  grain  affording  the 
best  criterion.^'  Surely  there  it  would  have  been  competent  to 
the  patentee  to  say,  any  person  of  ordinary  skUl  in  such  a  busi- 
ness would  be  able  to  judge  what  colour  the  malt  ought  to  be, 
and  that,  by  experiment,  he  would  learn  what  degree  of  tem- 
perature was  exhibited  at  the  time  when  that  proper  degree  of 
colour  was  obtained;  therefore  the  plaintiff  contended  that  there 
was  enough  stated  in  the  specification  to  enable  the  public  to 
carry  the  invention  into  effect,  and  that  the  patent  ought  to  be 
supported,  because  skilful  maltsters  and  skilful  dryers  of  malt 
would  easily  know  where  to  stop,  and  what  degree  of  heat  was 
requisite  for  the  purpose.  There  is  no  doubt  that  when  a  man 
was  told  that  a  certain  effect  might  be  produced  upon  the  malt 
by  shaking  it  and  subjecting  it  to  a  certain  degree  of  heat,  his 
mind  would  be  set  on  float;  he  would  be  at  work  upon  it  to 
ascertain  what  that  degree  of  heat  should  be,  and  he  would 
probably  find  it  out.  But  that  is  not  enough.  The  specifica- 
tion of  a  patent  must  not  merely  suggest  something  that  will  set  ^  specification 
the  mind  of  an  ingenious  man  at  work,  but  it  must  actually  bg^methm^, 
and  plainly  set  forth  what  the  invention  is,  and  how  it  is  to  be "°  "to  throw 

.^-«.  .  .i.iiiii*       on  the  public 

canied  mto  effect,  so  as  to  save  a  party  the  trouble  of  making  the  trouble  of 
experiments  and  trials.    The  court  in  that  case  said,  that  a  ^P«"™«'»^  » 
spedfication  that  casts  upon  the  public  the  expense  and  labour 
of  experiments  and  trials,  is  imdoubtedly  bad.     Here,  in  this 


id)  See  omU  53.  invention  really  being  of  a  colouring  matter  to  be 

c)  R.  T.  Wheeler,  2  B.  &  Aid.  349.  There  was  obtained  from  malt,  and  not,  as  was  suggested,  a 

aaollMr  objection  to  this  patent  besides  that  which  new  and   improved  method  of  drying  and  pre- 

iihcre  fcimed  to,  namely,  that  the  title  was  in*  paring  malt. 
canccty  aod  did  not  support  the  specification ;  the 
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Aidenon,  B.  case,  the  defendants  take  that  line  of  argument ;  they  say  that 
jury.  experiments  and  trials  are  necessary.  If  it  be  said  that  all 
these  matters  will  be  well  or  easily  known  to  a  person  of  com- 
petent skill  (and  to  such  only  the  patentee  may  be  allowed  to 
address  himself)  then  the  invention  will  not  in  reality  have 
given  any  useful  or  valuable  information  to  the  public. 

Now,  let  us  apply  the  principle  of  this  case  to  the  present, 
and  see  whether  or  not  the  patentee  here  has  given  that  full 
information  by  the  specification  and  drawing,  which,  being 
addressed  to  persons  of  competent  skill  and  knowledge,  would 
enable  them  from  that  specification  and  drawing  to  carry  the 
invention  into  effect.  On  that  subject  there  is  undoubtedly 
contradictory  evidence,  but  you  see  a  specification  is  addressed 
to  all  the  world,  and  therefore  all  the  world,  at  least  those  pos- 
sessed of  a  competent  skill,  ought  to  be  able  to  construct  the 
machine  by  following  that  specification.  It  is  not  fair  to  you 
or  to  me,  if  we  happen  to  be  less  inventive  than  our  neighbours, 
that  we  should  be  prevented  from  constructing  these  machines, 
by  reason  of  the  specification  not  giving  a  clear  exposition  of 
the  way  in  which  it  is  to  be  done.  In  the  case  of  the  steam 
engine,  there  was  put  in  on  the  part  of  the  defendants  a  model, 
made,  as  it  was  said,  according  to  the  specification,  which  model 
would  not  work.  The  model  was  a  copy  of  the  drawing,  and 
would  not  work,  because  one  part  happened  to  be  a  little  too 
small,  whereas,  if  it  had  been  a  little  larger,  it  would  have 
worked.  Now  a  workman  of  ordinary  skill  when  told  to  put 
two  things  together,  so  that  they  should  move,  would  of  course, 
by  the  ordinary  knowledge  and  skill  he  possesses,  make  tbem 
of  sufficient  size  to  move.  There  he  would  have  to  bring  to  his 
assistance  his  knowledge  that  the  size  of  the  parts  is  material 
to  the  working  of  the  machine.  That  is  within  the  ordinary 
A  variation  knowledge  of  every  workman.  He  says,  ^^  I  see  this  will  not 
from  the  precise  work  because  it  is  too  small,'^  and  then  he  makes  it  a  little 
pi^mS^so'as  larger,  and  finds  it  will  work:  what  is  required  is,  that  the 
to  make  two  specification  should  be  such  as  to  enable  a  workman  of  ordinary 
getherTS^ within  skiU  *o  make  the  machine;  with  respect  to  that,  therefore,  I  do 
the  knowledge  not  apprehend  you  will  feel  much  difficulty,  but  with  respect  to 
o  ^any  wor  -  ^^^  other  there  is  a  good  deal  more  difficulty.  I  will  not  sum 
up  the  evidence  upon  the  subject  of  the  steam  engine,  but 
I  will  confine  myself  to  the  second  invention,  and  see  whether 
that  can  be  carried  into  effect  by  means  of  the  specifica- 
tion and  the  drawings,  for  it  is  to  that  question  that  the 
whole  is  directed.  That  invention  is  in  two  parts :  first,  he  says, 
it  is  an  improvement  on  paddle  wheels  for  propelling  vessels, 
whereby  the  float  boards  or  paddles  are  made  to  enter  and 
come  out  of  the  water  at  positions  the  best  adapted,  as  far  as 
experiments  have  determined  the  angle,  for  giving  fuU  effect  to 
the  power  applied.     He  says,  as  &r  as  experiments  have  deter- 
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mined  the  angle.  That  clearly  speaks  of  an  invention  for  A.  D.  1836. 
enabling  a  party  to  use  paddle  wheels  for  propelling  vessels^ 
which  may  be  adjusted  in  such  a  way  as  that  they  may  enter  and 
come  out  of  the  water  in  angles  the  best  adapted  to  give 
effect  to  the  power  of  the  engine^  that  is  to  say^  at  the  angle  Oy 
if  that  shall  be  the  best  position  for  giving  full  effect  to  the 
power  of  the  engine,  or  at  the  angle  by  if  that  shall  hereafter  by 
experiment  be  determined  to  be  the  proper  angle.  It  appears 
from  his  statement  here,  that  the  proper  angle  was  a  matter  of 
considerable  doubt  at  that  time ;  and  therefore  he  does  not  pro- 
fess to  set  down  an  individual  angle  as  the  best^  which  appears 
to  have  been  one  of  the  ideas  of  the  defendant,  as  to  the  effect 
of  the  plaintiff^s  specification.  But  he  says,  I  will  ^ve  you  a 
method  of  enabling  the  paddle  wheels  to  enter  and  come  out  of 
the  water,  with  the  position  the  best  adapted  for  giving  full 
effect  to  the  power  of  the  engine.  Then  at  the  end  of  the  spe- 
cification, after  having  described  the  manner  in  which  it  is  to  be 
done,  he  says,  that  his  claim  is  '^  for  the  mode  hereinbefore  de* 
scribed  of  giving  the  required  angle  to  the  paddles,"  (that  is, 
any  angle  which  may  be  required  by  the  person  ordering  the 
machinery),  ^^  by  means  of  the  rods  g,  A,  i,  jy  and  ky  the  bent 
stems  marked  /y  the  disc  a,  and  the  crank  b."  Now,  I  do  not 
think  that  means  he  is  to  give  you  a  machine,  the  angle  of 
which  may  now  be  a,  and  now  by  but  that  if  you  wish  to  have  a 
machine,  the  paddles  of  which  shall  enter  at  angle  a,  which  you 
tell  him,  and  go  out  at  angle  by  which  you  tell  him,  he  ought  to 
be  able  to  construct  a  machine  which  shall  answer  to  your 
order.  That  I  take  to  be  what  the  inventor  says  he  has  enabled 
the  public  to  do  by  means  of  his  specification  add  plan.  He  then 
desoibes  the  invention.  In  fig.  4,  you  have  the  shape  of  the 
stem,  and  a  particular  angle  is  mentioned,  but  it  is  obvious  that 
that  is  not  an  angle  to  which  the  parties  are  necessarily  to  be 
confined.  Then  he  says,  '^ffy  hy  e,  jy  and  ky  are  connecting-rods 
attached  at  one  of  their  ends  by  pins  or  bolts,  r,  to  the  bent 
stems,  fy  of  the  float  boards,  and  the  other  ends  of  all  these 
rods,  excepting  ^,  are  attached  to  the  disc,  a,  by  pins  or  bolts,  Sy 
IS  shown  in  fig.  5.^'  The  only  observation  is,  that  he  gives  no 
dimensions;  he  fixes  no  points  either  for  the  centre  of  the 
eccentric,  or  for  the  crank  to  which  the  eccentric  centre  is 
attached ;  therefore,  if  those  can  only  be  ascertained  by  experi- 
ments subsequently  to  be  made,  then  the  specification  is  bad. 
The  whole  in  some  degree  turns  upon  the  length  of  the  rods, 
and  the  position  of  the  centre  of  the  eccentric.  The  principle 
upon  which  these  parties  proceed,  and  upon  which  all  the  in- 
ventions in  that  respect  proceed,  is,  that  the  wheel  with  its 
spokes,  to  which  the  floats  are  attached,  turns  round  on  an  axis, 
and  the  floats  are  made  to  turn  by  means  of  an  eccentric,  and 
dierefore  the  floats  bend  as  the  wheel  revolves,  and  they  bend 
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Aidenm,  D.,  in  a  particular  manner  according  as  the  floats  are  disposed^  and 
'  '•'**'*^'  according  to  the  position  of  the  centre  of  the  eccentric,  by  which 
they  are  regulated.;  They  are  regulated  by  means  of  a  fixed  bar^ 
which  is  attached  to  the  centre  of  the  eccentric  disc.  The 
others  are  moveable  boards,  which  are  attached  apparently  to 
the  circumference  of  that  same  disc,  and  the  whole  is  made  to 
revolve  by  the  fixed  bar  being  attached  to  a  fixed  point  of  the 
wheel  itself,  and  therefore  the  revolution  of  the  wheel  forcing 
that  fixed  point  round,  turns  round  the  eccentric  disc,  and  with 
it  changes  continually  the  position  of  all  those  rods  which  are 
affixed  to  the  circumference  of  that  disc,  and  according  to  their 
being  on  one  or  the  other  side  of  that  disc,  they  operate  on  the 
respective  float  boards  to  which  they  are  attached.  All  that 
turns  upon  the  position  of  the  eccentric  axis,  and  the  length  of 
the  respective  rods  operating  through  the  medium  of  this  centre 
upon  the  respective  float  boards ;  now  the  question  is,  whether 
in  the  absence  of  any  statement  as  to  the  dimensions  of  these 
different  parts,  and  of  any  directions  for  finding  the  centre  of 
the  eccentric,  you  think  the  specification  is  sufficient  or  not, 
and.  that  must  be  determined  by  the  evidence  which  has  been 
given  by  the  witnesses  on  the  one  side  and  on  the  other. 

Now,  gentlemen,  you  cannot  treat  the  actual  picture  which  is 
given  in  the  drawing  as  any  guide  to  the  particular  angle,  or  to 
the  particular  position  of  the  eccentric;  and  for  this  simple 
reason.  If  that  were  the  criterion,  then  the  substance  of  the 
invention  would  be  the  particular  angle  contained  in  the  par- 
ticular drawing,  and,  in  order  to  show  an  infringement,  they 
ought  to  have  shown  that  Mr.  Seaward's  wheel  entered  the  water 
at  the  same  angk  as  the  angle  described  by  the  drawing,  and 
therefore,  in  that  case,  you  would  be  bound  to  find  the  first 
issue  for  the  defendant,  namely,  that  there  was  no  infringement 
If,  however,  you  treat  the  picture  or  the  drawing  as  only  an 
illustration  of  the  invention,  and  not  as  confining  the  invention 
to  the  particular  angle  there  described,  then  you  ought  to  find 
in  the  specification  some  directions,  which  should  enable  you  to 
construct  the  machine  in  a  new  form,  or  you  ought  to  be  satis- 
fied that  without  any  instructions  a  workman  of  ordinary  and 
competent  skill  and  knowledge  would  be  able  to  do  it.  Now  I 
do  not  think « that  Mr.  Carpmael  gives  any  evidence  to  that 
point ;  but  Mr.  Brunei  says,  "  I  have  read  the  specification,  and 
I  think  I  could  construct  by  it  a  machine  at  any  required  angle 
without  difficulty.*'  You  see  he  says,  '^  I  think  I  could  con- 
struct by  it  a  machine  at  any  required  angle  without  difficulty:*' 
but  whether  Mr.  Brunei  could  do  it  or  not,  is  not  the  point  I 
dare  say  Mr.  Brunei,  the  inventor  of  the  block  machinery,  could 
invent  any  thing  of  this  sort  the  moment  it  was  suggested  to 
him,  but  that  is  not  the  criterion.  The  question  is,  whether  a 
man  of  ordinary  knowledge   and  skill,  bringing  that  ordinary 
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knowledge  and  skill  to  bear  upon  the  subject^  would  be  able  to  ^- 1>- 1^36. 
doit 

Then  the  evidence  of  Mr.  Park  is  much  more  material.     He 
MxjSf  ^1  could  without  any  difficulty  make  the  machine  so  that 
the  paddles  could  enter  the  water  at  any  angle.^'    He  prepared 
the  models  which  have  been  used.    Now  the  criterion  is,  whe- 
ther at  the  time  when  the  specification  was  introduced  to  the 
world,  Mr.  Park  would  have  been  able  to  construct  the  machine 
with  his   ordinary  knowledge  and  skill,  without  the  peculiar  Information  ac- 
knowledge he  has  since  obtained  upon  the  subject  from  being  2Jh^Jj[|^*°^ 
employed  to  make  the  models  f<^  Mr.  Morgan,  because  it  would  than  the  speci- 
not  be  at  all  fair  to  allow  your  verdict  to  be  influenced  by  know-  exci^cUd!"^  ^ 
kdge  so  acquired;  but  he  says,  with  his  ordinary  knowledge 
and  skiU,  he  could  without  difficulty  construct  a  wheel,  so  that 
the  paddles  should  enter  the  water  at  any  angle.     He  says,  if  Reasonable 
the  diameter  of  the  wheel  is  given,  which  it  is  fair  should  be  ^^i^^^  ^ 
given,  and  the  immersion  of  the  float,  and  that  is  also  &ir  to 
be  given,  he  could  do  it.    Those  are  reasonable  data  for  him  to 
lequire,  and  if  with  his  ordinary  skill  and  knowledge,  and  with- 
out that  peculiar  knowledge  which  he  has  obtained  in  conse- 
quence of  his  connexion  with  the  plaintiffs  and  with  this  cause 
he  could  do  it,  that  would  be  evidence  on  which  you  would 
be  entitled  to  place  reliance*    Then  he  tells  you  how  he  could 
do  it:  now,  I  do  think  it  would  have  been  a  vast  deal  better  if 
the  specification  had  given  us  the  same  information,  for  that  is 
what  a  specification  ought  to  do  (/)• 

The  specification  ought  to  contain  a  full  description  of  the 
way  in  which  it  is  to  be  done.  The  question  really  is»  whether, 
upon  the  whole  evidence,  you  are  of  ojHnion  that  the  specifica- 
tkm  does  fairly  and  fully  and  properly  give  to  the  public  that 
information  which  the  public  are  entitled  to  receive,  that  is  to 
lay,  whether  it  tells  them,  without  having  recourse  to  experi- 
ments, how  to  do  it,  or  whether  it  even  tells  them  what  is  the 
course  their  experiments  ought  to  take — to  what  point  their 
examinations  and  experiments  should  be  directed.  He  says,  he 
coaU  do  it  with  the  skill  he  possesses;  and  he  has  described 
the  manner  in  which  he  proposes  to  do  it.     He  says,  **  I  have 

(/)  The  karned  judge  read  over  and  com-      or  other,  the  roda  were  to  be  affixed.    Upon  these 
on  the  evidence  of  the  witoess  at  great      aeveral  points  the  learned  judge  remarked,  that  if 


Uaglh.  The  witnen  stated,  "  That  he  took  the  steins  and  rods  are  spoken  of  generally,  the  natural 
rods  of  unequal  lengths,  that  he  wanted  a  fourth  inference  was  that  they  were  to  be  of  equal  lengths; 
psiBt  for  the  centre  of  a  circle,  the  circnmference  it  was  much  to  be  regretted  that  the  specification 
of  which  alionld  pass  through  the  three  points  al-  should  give  no  directions  as  to  these  points  for  the 
ready  obtained  (m.  die  eiuli  of  the  three  rods),  assistance  of  those  who  were  to  be  guided  by  it 
that  centre  of  the  eccentric  whick  was  to  govern  hereafter.  That  it  would  be  a  question  for  the 
the  whole.  I  do  this  in  the  ordinary  way ;  any  jury,  whether  such  a  specification  was  a  fair  and 
^^~ — i  would  know  how  to  do  it ;  I  proper-  reasonable  statement  of  the  manner  of  doing  it ; 


tiM  the  cade  to  the  ncceasary  lengths.'*    The  spe-      since  he  who  directt  the  public  ou^ht  to  have 
-^  — '  ~  nvB  nothing  as  to  the  lengths  of  the  rods,      stated  these  various  particulars ;  otherwise,  how  was 


er  akont  n  fowth  pout,  or  centre  of  the  eccentric,      it  to  be  known  but  by  experiments,  of  what  lengths 
er  as  to  tbe  ciicnmstance  regulating  the  lengths,      the  rods  were  to  be,  or  at  what  angles  they  wer 
or  as  to  the  nie  of  the  disc,  to  which,  at  some  part      to  be  fixed  from  the  disc  and  from  each  other  1 
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AUkr$tm,  h,,  teeii  this  drawing ;''  then  he  produces  a  drawing,  and  he  says, 
to  t/w jury.  «  ^jg  represents  my  glan  of  drawing  it.  An  engineer  of  com- 
petent skill  would  have  no  difficulty  in  doing  it/'  His  doing  it 
himself  I  do  not  consider  so  material,  but  he  says  an  engineer  of 
competent  skill  would  have  no  difficulty  in  doing  it  That  is 
material. 

Then  when  that  dmwing  was  shown,  some  of  the  gentlemen 
appearing  on  behalf  of  the  defendants  drew  an  angle  upon  it  as  the 
angle  of  entering,  and  asked  him  how  that  could  be  done.  No 
doabt  his  principle  woidd  enable  him  to  work  out  any  angle, 
but  there  are  a  set  of  angles  which  would  cause  the  centre  of  the 
eccentric  to  go  beyond  the  wheel  itseH",  which,  therefore,  it  is 
impossible  to  carry  into  effect,  but  those  angles  ar&  such  as 
AU  eitreme  or  would  not  be  required  in  ordinary  practice  by  wiy  persons.  You 
cas^sfa^uld  be  should  discard  on  both  sides  all  exaggerated  cases,  and  look  to 
diicarded.  the  substancc  of  the  thing.  If  you  think  in  substance  that  the 
information  really  communicated  would  be  enoi^h  in  all  ordir 
nary  cases,  or  in  such  cases  as  are  likely  to  occur,  then  that 
would  do;  but  if  it  is  not  a  clear  statement,  and  if  it  does  not 
give  such  information  as  will  render  if  unnecessary  for  parties  to 
make  experiments,  then  the  specification  would  in  that  respect 
be  insufficient.  It  is  most  important  that  patentees  should  be 
taught  that  they  are  bound  to  set  out  fully  and  fairly  what  their 
invention  is,  for,  suppose  a  person  were  to  make  an  invention, 
and  get  a  right  of  making  it  for  fourteen  years,  to  the  exclusion 
of  all  other  persons,  it  would  be  a  very  great  hardship  upon  the 
pubHc  if  he  were  to  be  allowed  to  state  his  specification  in  such 
a  way,  that  at  the  expiration  of  the  term  of  his  patent,  he  might 
laugh  at  the  public,  and  say,  I  have  had  the  benefit  of  my 
patent  for  fourteen  years,  but  you,  the  pubKc,  shall  not  now 
carry  my  invention  into  effect,  for  I  have  not  shown  you  how  it 
is  to  be  done.     I  have  got  my  secret,  and  I  will  keep  it. 

Mr.  George  Cottam  says,  ^^  it  is  a  common  problem  to  find  a 
centre  from  three  given  points,  and  a  person  of  ordinary  engi- 
neering skill  ought  to  be  able  to  do  that.*'  The  question  is, 
whether  it  ought  not  to  be  suggested  to  him  by  the  specifica- 
tion, that  that  is  the  problem  to  be  solved.  Then  Mr.  Curtis 
says,  ^^  I  have  made  wheels  on  this  plan."  Tou  see  he  made 
the  two  wheels  which  were  sent  to  the  Venice  and  Trieste  Com- 
pany, but  those  were  made  under  the  direction  of  Mr.  Galloway, 
the  inventor.  Now,  it  somewhat  detracts  from  the  weight  due 
to  his  testimony,  not  as  to  his  respectability,  but  as  to  the  value 
of  his  evidence  to  you,  that  he  had  received  the  verbal  instruct 
tions  of  Mr.  Galloway.  It  may  be,  that  he  could  do  it  because 
of  his  practice  under  Mr.  Galloway;  and  it  must  be  recollected 
that  people  in  other  places  would  not  have  that  advantage.  He 
says,  he  would  not  have  any  difficulty  in  doing  it;  and  he  says, 
*'  I  should  not  consider  my  foreman  a  competent  workman 
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unless  he  were  able  to  make  the  wheel  from  the  specification  A.  D.  1836. 
and  drawings/'  He  says,  ^^  I  could  alter  the  angle  by  altering 
the  cranks."  The  question  is  not,  whether  he  could  do  that, 
but  whether  he  could  alter  the  angle  to  a  particular  angle  by 
altering  the  cranks  in  a  particular  way^  that  is,  whether^  having 
the  angle  given  to  him,  he  could  make  the  alteration  that  was 
desired.  Then  Mr.  Joseph  Clement  says,  he  is  a  mechanic,  and 
did  the  work  of  Mr.  Babbage's  calculating  machine;  that  he 
has  seen  the  model  of  the  steam  engine  and  paddle  wheels. 
He  speaks  of  the  similarity  of  the  plaintiffs'  and  defendants' 
wheels,  and  says, ''  I  could  make  the  machine  from  the  specifi- 
cation and  drawing.  The  float  ought  to  enter  the  water  at  a 
tangent  to  the  epicycloid/'  That  is  only  his  opinion  as  to  the 
most  convenient  angle.  The  real  motion  of  the  boat  is  this. 
He  wheel  keeps  turning  round  and  round  on  its  own  axis ; 
daring  that  time  the  boat  has  a  progressive  motion.  The  wheel, 
therefore,  has  a  double  motion;  therefore  every  point  of  the  wheel 
does  not  move  in  a  circle  but  in  a  cycloid,  that  being  the  curve 
described  by  the  rolling  of  a  circle  on  a  flat  surface.  He  says,  it 
should  enter  at  a  tangent,  that  is,  that  the  angle  should  be  such 
that  it  will  enter  the  water  perpendicularly,  in  consequence  of 
the  motion  of  the  boat,  and  of  the  point  of  the  wheel.  He  says, 
in  like  manner  it  ought  to  go  up.  That  is  probably  a  very  cor- 
rect view  of  the  case.  He  says,  ^'  I  should  have  no  difficulty  in 
constructing  a  float  to  enter  at  any  angle  ordinarily  required.  A 
man,  properly  instructed  in  mechanics,  would  have  no  difficulty 
in  doing  it."  That  is  his  evidence,  which  it  is  material  for  you 
to  consider ;  and  he  is  a  mechanic  himself. 

Tlien  Henry  Momay,  a  young  gentleman  in  Mr.  Morgan's 
employment,  where  he  has  been  apparently  studying  the  con- 
struction of  engines,  speaks  of  a  circumstance  which  does 
appear  to  me  to  be  material.  He  says,  Mr.  Morgan  in  practice 
makes  his  rods  of  different  lengths.  He  must  necessarily  do 
80,  in  order  that  the  floats  may  follow  at  the  same  angle  as  that 
at  which  the  driving  float  enters  the  water.  The  problem  which 
Mr.  Park  solved  is  a  problem  applying  to  three  floats  only;  but 
it  appears  that  the  other  floats  will  not  follow  in  the  same  order, 
unless  some  adjustment  of  the  rods  is  made.  Now,  suppose  it 
was  to  be  desired  that  the  floats  should  all  enter  the  water  at  the 
given  or  required  angle,  if  one  should  go  in  at  one  angle,  and 
one  at  another,  the  operation  of  the  machine  would  not  be  uni- 
form ;  and  the  specification  means  that  the  party  constructing  a 
wheel,  should  be.  able  to  make  a  wheel  the  floats  of  which  shall 
aU  enter  at  the  same  angle,  and  all  go  out  at  the  same  angle. 
Now  in  order  in  practice  to  carry  that  into  effect,  if  there  are 
more  than  three  floats,  something  more  than  Mr.  Park's  pro- 
blem would  be  required ;  and  Mr.  Momay  says  actually,  that 
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Aidenon,  B.,  Mr.  Morgan  in  practice  makes  his  rods  of  different  lengths^  and 
j»ry.  ^^  must  necessarily  do  that  in  order  that  the  floats  may  follow 
at  the  same  angle  as  the  driving  float  enters  the  water.  If  so, 
he  should  have  said  in  his  specification^  "  I  make  my  rods  of 
different  lengths^  in  order  that  the  rest  of  my  floats  may  enter  at 
the  same  angle;  and  the  way  to  do  that  is  so  and  so.'^  Or  he 
might  have  said^  '^  it  may  be  determined  so  and  so.''  But  the 
specification  is  totally  silent  on  the  subject ;  therefore^  a  person 
reading  the  specification^  would  never  dream  that  the  other  floats 
must  be  governed  by  rods  of  unequal  length ;  and  least  of  all 
could  he  ascertain  what  their  lengths  should  be,  until  he  had 
made  experiments.  Therefore  it  is  contended  that  the  specifi- 
cation does  not  state  as  it  should  have  stated,  the  proper  man- 
ner of  doing  it.  He  says,  if  they  are  made  of  equal  lengths, 
though  the  governing  rod  would  be  vertical  at  the  time  of  enter- 
ing, and  three  would  be  so  when  they  arrived  at  the  same  spot, 
by  reason  of  the  operation  Mr.  Park  suggests,  yet  the  fourtii 
would  not  come  vertical  at  the  proper  point,  nor  would  the  fifth, 
sixth,  or  seventh.  Then  ti[iey  would  not  accomplish  that  advan- 
tage which  professes  to  be  acqidred.  The  patentee  ought  to 
state  in  his  specification  the  precise  way  of  doing  it.  If  it  can- 
not completely  be  done  by  following  the  specification,  then  a 
person  will  not  infringe  the  patent  by  doing  it.  If  this  were  an 
infringement,  it  would  be  an  infringement  to  do  that  perfectly 
which,  according  to  the  specification,  requires  something  else  to 
be  done  to  make  it  perfect.  If  that  be  correct,  you  would  pre- 
vent a  man  from  having  a  perfect  engine.  He  says,  practically 
speaking  the  difference  in  the  length  of  the  rods  would  not  be 
very  material,  the  difference  being  small.  But  the  whole  ques- 
tion is  small,  therefore  it  ought  to  have  been  specified ;  and  if  it 

vantageous  ope-  could  not  be  ascertained  fully,  it  should  have  been  so  stated. 

stated.""**  ^  ^^^  ^^  ^^  ^^®  P*""*  ^  which  I  was  referring,  when  in  the  pre- 
liminary observations  I  addressed  to  you  I  cited  the  case  before 
Lord  Mansfield,  on  the  subject  of  the  introduction  of  tallow  to 
enable  the  machine  to  work  more  smoothly.  There  it  was  held 
that  the  use  of  the  tallow  ought  to  have  been  stated  in  the  spe- 
cification. This  small  adjustment  of  these  different  lengths  may 
have  been  made  for  the  purpose  of  making  the  machine  work 
more  smoothly;  if  so,  it  is  just  as  much  necessary  that  it  should 
be  so  stated  in  the  specification,  as  it  was  that  the  tallow  should 
be  mentioned.  The  true  criterion  is  this,— has  the  specification 
substantially  complied  with  that  which  the  public  has  a  right  to 
require?  Has  the  patentee  communicated  to  the  public  the 
manner  of  carrying  his  invention  into  effect  ?  If  he  has,  and  if 
he  has  given  to  the  public  all  the  knowledge  he  had  himself,  he 
has  done  that  which  he  ought  to  have  done,  and  which  the  pub- 
he  has  a  right  to  require  from  him. 


Any  circum- 
itance  coodu- 
cive  to  the  ad< 
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I  will  now  read  the  defendant's  eyidence,  and  you  will  see  a,  D.  1836. 
whether  upon  the  whole  there  is  evidence  before  you  on  which 
you  think  you  can  come  to  any  reasonable  conclusion. 

Now  first  of  all,  Mr.  Donkin,  a  man  of  considerable  experi-  DtfendanVs 
enoe,  is  called ;  but  before  I  go  to  his  evidence,  I  will  remark,  ^ 
that  I  have  always  found  that  there  is  a  great  deal  of  contradic- 
tion in  questions  of  this  description ;  but  that  is  not  to  be  attri- 
bated  in  the  least  degree  to  corruption,  or  to  any  intention  to 
jnisrepresent  or  mislead— people's  opinions  vary.  They  come 
to  state  to  you  not  matters  of  fact,  but  matters  of  opinion,  and 
they  tell  you  conscientiously  what  their  opinion  really  is.  You 
may  have  a  great  difference  of  opinion  among  scientific  men  on 
a  question  relating  to  sdence ;  but  though  by  their  evidence 
they  contradict  one  another,  they  are  not  influenced  by  a  cor- 
rupt desire  to  misrepresent  (ff). 

Now  Mr.  Donldn  says,  ^^  On  first  reading  the  specification,  I 
thought  there  was  a  defect  in  its  not  explaining  the  mode  of 
obtaining  the  required  angle.  In  my  judgment,  a  workman  of 
ordinary  skill  would  not  be  able  to  find  out  any  mode  of  obtain- 
ing the  required  angle.^'  He  says,  a  geometrician  might  discover 
the  mode  of  adjusting  the  three  angles,  the  angle  of  immersion, 
the  vertical  angle,  and  the  angle  of  emersion;  but  in  order  to 
discover  the  mode  by  which  all  the  paddles  may  enter  at  the 
same  angle,  another  discovery  must  be  made.  He  says,  it  re- 
quires to  be  ascertained  by  experiment  or  diagram,  whether  the 
adjustment  is  to  be  made  by  altering  the  bent  stem,  or  by  vary- 
ing the  length  of  the  rods,  and  you  have  nothing  but  the  draw- 
ing to  guide  you  in  that  respect.  He  says,  he  must  first  ascertain 
wfaeUier  he  is  to  produce  the  effect  by  altering  the  centre,  or  by 
altering  the  bent  stem,  or  varying  the  lengths  of  the  moveable 
rods.  What  are  those  but  experiments  to  ascertain  how  the 
thing  should  be  done,  all  of  which  he  ought  to  have  been  saved 
by  its  being  stated  in  the  specification  how  to  do  it.  However, 
that  is  his  evidence;  he  says,  the  angle  must  depend  on  the 
dimensions  of  the  several  parts  of  the  wheel.  Then  he  goes  on 
to  the  other  parts  of  the  case,  and  on  his  cross-examination  he 
says,  ^^  I  think  a  competent  workman  would  be  able  to  do  it  if 
he  made  the  previous  discovery;  but  he  would  not  do  it  unless 


(g)  The  Icsmcd  jiidge  here  adverted  to  a  case  and  that  appears  to  explain  all  the  difference  that 

lUsdedto  by  Sir  F.  FoUock,in  which  the  question  existed  between  them.     The  ultimate  result  was, 

was  as  to  the  point  at  which  oil  wonld  bou  (pro-  that  there  was  not  any  difficulty  in  detennining  the 

hably  the  celebrated  case  o(  Severn  ▼.  Olive),  and  point ;  but  the  court  decided  that  case  upon  thb 

teiBarked  tiiat  both  parties  were  of  the  same  mmd  ground :  they  said, "  ten  men  are  of  opinion  there 

vfacB  tfaey  made  tbeir  experiments  upon  the  same  was  no  danger  of  the  house  being  burned  by  this 

data,  bat  ihcy  bad  not  made  the  same  experiments.  operation,  and  ten  are  of  opinion  that  there  was  dan- 

Tbey  had  iiot  taken  into  consideration,  he  believed,  ger ;"  was  it  not  fair  that  the  insurers  should  have 

the  ^fietcnce  between  the  effect  of  heat  applied  to  known  of  it,  that  they  might  have  determined  the 

eA  ia  the  course  of  a  long  time,  and  the  effect  question  for  themselves?     That  was  the  point  on 

«poa  oil  when  heat  was  applied  only  for  a  short  which  the  court  decided,  rejecting  the  evidence  on 

tisM.     Tisne  was  left  oot  of  tbeir  consideration,  both  sides. 
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Aidenon,  B.,  a  carcful  investigation  was  gone  into.'^  He  says,  "few  ordinaiy 
^j'^nf'  workmen  would  be  able  to  get  the  desired  angle;  I  think  my 
foreman  would — I  think  a  person  moderately  acquainted  with 
geometry  might  do  it,  but  he  must  find  it  out — he  cotdd  sit  down 
and  determine  it.  If  he  possessed  proper  information,  he  ought 
to  be  able  to  do  it.  An  engineer  properly  skilled  in  geometry, 
ought  to  be  able  to  find  out  how  the  angle  was  to  be  determined. 
If  he  sat  down  and  referred  to  his  general  knowledge,  he  would 
find  it  out.^^  Now  the  criterion  is  not  whether  he  could  find  it 
out  or  not,  but  whether  he  could  do  it  by  means  of  the  infonna- 
tion  contained  in  this  specification  and  drawing,  calling  in  aid  his 
general  knowledge,  and  those  mechanical  means  with  which  he 
may  reasonably  be  expected  to  be  familiar;  but  if  he  is  to  sit 
down  and  consider  how  it  is  to  be  done,  that  is  not  sufficient 
You  will  judge  whether  or  not  the  evidence  of  this  witness  satis- 
fies you  on  these  points,  and  whether  it  makes  out  the  proposi- 
tion for  which  the  defendants  contend. 

Then  Mr.  Brunton  says,  "  I  think  a  workman  of  competent 
skill  could  not  construct  a  machine  so  as  to  have  the  floats  enter 
at  any  particular  angle,  and  leave  at  a  particular  angle."  He  says, 
if  the  required  angle  was  different  from  the  drawing,  it  would  be 
an  exceedingly  difficult  thing,  and  he  is  not  prepared  to  say  how 
he  could  do  it.  Then  Mr.  Hawkins  says,  ^'  I  do  not  think  a 
workman  of  ordinary  skill  could,  from  the  plan  and  specificationt 
make  a  wheel  that  should  enter  and  quit  the  water  at  a  different 
angle  from  that  given  in  the  drawing,  unless  he  possessed  consi- 
derable ingenuity  for  inventing  the  method  of  doing  it." 

Then  Mr.  Peter  Barlow  says,  '*  There  are  not,  I  think,  suffi- 
cient data  to  adjust  the  angle."  He  says,  if  the  length  of  the  stems 
was  given,  the  difficulty  would  be  very  great,  but  it  would- have 
been  a  guide,  and  it  ought  to  have  been  explained.  That  appears 
to  me  to  be  a  very  good  common  sense  observation.  Then 
Mr.  John  Donkin  says,  "  I  think  an  ordinary  workman  would 
find  considerable  difficulty  in  altering  a  paddle  wheel  to  suit  a 
particular  angle,  and  I  doubt  whether  he  could  do  it"  On  hb 
cross-examination,  he  says,  ^*  it  requires  more  than  a  common 
knowledge  of  geometry;  I  think  a  man  moderately  acquainted 
with  geometry  might  do  it,  but  he  would  have  to  make  experi- 
ments, and  his  first  experiments  would  fail.  A  skilful  engineer 
would  have  less  difficulty  in  it,  but  he  ought  to  be  able  to  find  it 
out"  Then  Mr.Bramah  says,  "  I  think  I  could  discover  how  to 
do  it."  He  has  been  an  engineer  many  years,  and  he  says,  "  I 
think  I  could  discover  it,  but  I  do  not  know  at  present  how  to 
do  it.  Yesterday  I  attended  to  the  evidence,  and  this  morning  I 
tried  to  find  out  how  it  was  to  be  done,  but  I  could  not."  Sup- 
posing Mr.  Bramah  had  to  make  a  machine  of  this  kind,  is  he  to 
sit  down  and  invent  a  mode  of  doing  it,  or  ought  he  not  to  have 
such  information  afforded  as  would  enable  him  to  do  it  at  once 
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hy  means  of  the  specification  ?  Then  Mr.  Francis  Bramah  says,  A.  D.  1836. 
*'  I  have  examined  the  specification :  I  could  not  make  a  machine 
from  the  specification^  the  floats  of  which  should  enter  and  leave 
the  water  at  any  required  angle.  Till  I  came  into  court  yester- 
day, I  presumed  that  the  angle  given  in  the  drawing  was  the 
best  angle,  that  is^  that  the  specification  had  not  only  stated  how 
to  do  it,  but  had  described  the  best  angle.*'  If  so,  it  would  be  a 
specification  only  for  that  particidar  angle.  He  says,  ^*  I  can  go 
as  £ur  as  I  was  told  yesterday,  but  tio  farther.'' 

Now,  gentlemen,  I  have  gone  through  the  evidence  on  both 
•ides,  on  this  point,  and  the  question  upon  this  part  of  the  case 
resolves  itself  into  this;  Do  the  witnesses  on  the  plaintiffs'  side 
satisfy  you  that  the  patentee  has,  in  his  specification,  given  to  the 
puUie  the  means  of  making  a  machine  which  shall  enter  and 
leave  the  water  at  any  angle  that  may  be  ordered;  that  is,  if  a 
man  ordered  a  machine  at  an  angle  likely  to  be  required  for  en- 
tering and  going  out,  and  to  be  vertical  at  the  bottom,  could  an 
ordinary  workman  with  competent  skill  execute  that  order  by  The  specifica- 
foUowing  the  directions  given  in  this  specification?    If  you  think  lu  "orkminby 
he  could,  then  the  specification  would  be  sufficient.     If,  on  the  fuHowiDi;  the 
other  hand,  you  think  he  would  not  be  able  to  execute  the  order  ei'^ute°Bn°" 
unless  he  sat  down  and  taxed  his  invention  to  find  out  a  method  ®'^«<'* 
of  doing  that  which  has  not  been  sufficiently  described  in  the 
specification,  then  the  specification  would  be  bad.     If  you  think 
the  specification  good,  then  you  ought  to  find  for  the  plaintiffs 
upon  that  issue;  if  you  think  the  specification  bad,  then  you 
ought  to  find  for  the  defendants. 

With  respect  to  the  steam  engine,  the  question  will  be,  whe-  An  invention 
thcr  the  machine  is  of  use.  On  that  subject  the  evidence  on  one  °°ie«ufe'"a'* 
side  is,  that  the  steam  engine  is  useful  in  various  ways.  Mr.  Bru-  presumption 
nd  does  not  state  it  to  be  of  very  great  use,  but  the  other  wit-  *^UJ"*[  *** 
nesses  speak  of  its  packing  in  a  small  compass,  and  consuming 
less  fuel,  and  they  say  that  it  is  in  some  respects  more  smooth 
and  even  in  its  movement.  The  witnesses  for  the  defendants  say 
that  ihey  have  examined  it,  and  do  not  think  it  of  any  use.  The 
fikct  on  which  the  defendants  rely  in  addition  is,  that  though  this 
invention  took  place  in  the  year  1829,  no  engines  were  con- 
structed upon  this  principle,  except  one  of  two  or  three  horse 
power,  which  was  employed  in  the  plaintiffs'  own  manufactory, 
and  which,  according  to  their  witnesses,  was  useful  and  worked 
well.  There  was  another  of  about  six  or  eight  horse  power, 
worked  by  Mr.  Morgan,  and  afterwards  sold,  but  which  un- 
doubtedly was  not  used  by  the  persons  to  whom  it  was  sold  ,or 
if  it  had  been  we  should  have  had  some  evidence  of  it.  It  was 
no  doubt  only  used  while  it  was  in  Mr.  Morgan's  factory.  Then 
there  is  evidence  of  a  third,  which  was  put  on  board  a  steamer, 
which  appears  not  to  have  been  much  used,  for  one  of  the  piston 
lods  Iwoke,  and  therefore  the  engine  failed.    That  circumstance 
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Aidenon,  B.,     would  not  show  the  engine  to  be  of  no  use;  but  the  circumstanoe 
'» *   •^*"^'        of  its  not  being  supplied^  and  not  getting  into  general  uae,  is  a 

circumstance  for  you  to  take  into  your  consideration. 
It  tt  sufficient  if     The  first  question  in  this  case  will  be,  whether  you  think  the 

an  invention  be^  .^  ^,.  ^xr'^  r  rr 

new,  and  of  any  steam  engine  was  a  useful  mvention.  If  it  was  of  any  use.  [Jer- 
^^'  vis:  Whether  it  was  an  improvement  on  former  steam  engines, 

my  lord.]  I  think  not.  I  think  if  it  was  of  a  different  constrao- 
tion  from  any  other  steam  engine,  and  of  any  use  to  the  public, 
then  that  is  sufficient.  If  you,  gentlemen,  should  be  satisfied  that 
the  steam  engine  is  of  no  use,  you  ought  to  find  your  verdict  on 
that  issue  for  the  defendants,  and  then,  though  you  may  be  of 
opinion  that  the  paddle  wheels  are  useful,  still  if  persons  will  be 
so  fooHsh  as  to  put  two  inventions  into  one  patent,  one  of  which 
is  good  and  the  other  bad,  they  lose  the  benefit  of  their  patent 
till  the  Attorney  General  allows  them  to  strike  out  that  part 
which  is  invalid,  and  gives  them  the  protection  of  the  patent  for 
the  valid  invention.  But  that  applies  to  the  future,  and  not  to 
the  past. 

Gentlemen,  these  are  the  facts  of  the  case.  It  is  for  you  to 
consider,  first,  whether  the  specification  has  fairly  and  fully  dis- 
closed the  nature  of  the  invention,  and  the  mode  of  carrying  it 
into  effect.  If  you  think  it  has,  you  will  find  that  issue  for  the 
plaintiffs ;  if  you  think  not,  your  verdict  ought  to  be  for  the 
defendants. 

Then  the  second  question  will  be,  whether  you  think  the 
steam  engine  is  a  usefiil  invention.  If  you  think  it  is  a  useful 
invention,  you  will  find  for  the  plaintiffs  3  if  not,  for  the  defend- 
ants. [A  Juror:  Suppose  it  is  worse  than  the  former,  my  lord.] 
Then  it  would  be  of  no  use.  If  it  could  be  used  where  other 
steam  engines  would  not  answer,  though  it  would  not  be  Ukely 
to  come  into  general  use,  it  would  be  less  useful,  but  still  it 
would  be  of  some  use. 
Vtrdict.  Verdict  for  the  plaintiffs,  on  the  issues  on  the  first,  second  and 

fourth  pleas;  and  for  the  defendants,  on  the  issues  on  the  third, 
fifth  and  sixth  pleas.  Leave  to  move  to  enter  the  verdict  for 
the  plaintiffs  on  the  fifth  plea. 


In  the  Exehe- 

quer, 

MUh.  T.  1836. 

Plaintiff$'  rule. 


In  the  ensuing  term  the  plaintiffs  obtained  a  rule,  calling  on 
the  defendants  to  show  cause,  First,  why  judgment  should  not 
be  entered  for  the  plaintiffs,  nan  obstante  veredicto,  on  the  third 
issue;  Secondly,  why  the  verdict  for  the  defendants  on  the  fifth 
issue,  should  not  be  set  aside,  and  a  verdict  entered  for  the 
plaintiffs  (c);  Thirdly,  why  the  finding  of  the  jury  on  the  sixth 


(c)  At  the  trial,  the  learned  judge  directed  a 
venlict  for  the  defendants  on  this  issue.  The  fol- 
lowing was  the  evidence : — 

In  the  month  of  February,  1829,  one  Curtis,  a 


machine  maker  at  Bermondsey,  began  to  make  for 
Morgan,  the  plaintiff,  in  his  (Curtis's)  manufactoiy. 
two  pair  of  paddle  wheels  on  the  principle  for  which 
the  patent  was  afterwards  taken  out,  receiving 
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issoe  should  not  be  amended,  and  judgment  entered  for  the 
plaintiffs ;  or,  Fourthly,  why  a  new  trial  should  not  be  had,  and 
that  in  the  mean  time  proceedings  be  stayed. 

The  defendants  obtained  a  rule  to  shoy  cause  why,  if  the  Drfendantt* 
court  should  determine  in  favour  of  the  plaintiffs  on  the  above  ''"^' 
rule,  a  new  trial  should  not  be  had,  on  the  ground  that  the  ver- 
dict for  the  plaintiff  on  the  second  issue  is  against  evidence,  and 
that  in  the  mean  time  proceedings  be  stayed. 


Morgan  and  another  v.  Seaward  and  others. 

In  the  Exchequer.     Hil.  T.,  1837. 

[2  M.  &  W.  544 1  Mur  &  H.  55 ;  1  Jur.  527-] 

Sir  J.  Campbellj  A.  6.,   D.  Pollock^  Alexander,  and  Jervis,  if  any  one  of 
showed  cause  against  plaintiffs'  rule.  tioTllchld^rii 

The  question  on  the  issue  on  the  third  plea,  which,  if  mate-  »  parent  as  im- 
rial,  disposes  of  the  others,  is  whether  the  inutility  of  an  inven-  S^7"rmprovc- 
tion,  or  a  material  part  of  an  invention  claimed  as  an  improve-  ment.  the  patent 
ment,  vitiates  the  letters  patent.     The  statute  21  Jac.  1,  c.  3,  is  The  making  of 
a  restraining  statute,  and  Lord  Coke,  in  his  commentary  upon  *Y**  P**',**^  P^- 

,>r,^  ,  ,  ,.  1  die  wheels  under 

it,  States  (^a)  that  at  common  law  there  must  be,m  order  to  sup- injunctions  of 
port  a  monopoly,  "  urgens  necessitaa  et  evidens  utiKtas/*  and  the  ""««yi  "»d 
statute  does  not  invest  the  crown  with  a  larger  power  than  it  user  abroad,  will 
possessed  at  common  law  (A).    The  grant  itself  also  recites  that  '*°*Jnt*^^J!'nt! 
the  party  is  the  inventor  of  an  improvement;  the  plea  denies 
ttiat  it  is  an  improvement,  so  far  as  the  plaintiff  claims  it  as  to 
steam  engines;  the  jury  have  found  that  it  is  not  so;  the  patent 
is  therefore  void  as  to  this  part,  inasmuch  as  the  crown  has  been 
decdved  in  its  grant,  having  made  it  on  the  faith  of  the  suggestion 
that  the  machine  was  an  improvement  in  steam  engines.   And  if 
void  for  that  part,  it  is  void  altogether:  the  claim  is  for  one 
entire  invention,  and  if  a  party  takes  out  a  patent  for  several 
subjects,  he  perils  the  whole  on  the  validity  of  each  (c).     A  pa* 
tent  for  a  useless  manufacture  is  "  hurtfuP*  and  "  inconvenient" 

bk  imtractions  from  time  to  time  from  Galloway,  they  arrived  in  July,  and  were  received  by  an 

One  pair  was  completed  in  April,  and  the  other  agent  of  the  plain  tiff  Morgan;  thence  they  were  era- 

ptir  m  J  one,  1829,  and  Curtis  was  then  paid  for  barked  for  Venice,  where  they  were  pat  together, 

thca  try  Mor^n.      Curtis's  ordinary   workmen  and  in  September  they  were  started  from  Venice 

w«ie  employed  open  them,  but  he  received  di-  to  Trieste,  in  boats  belonging  to  the  Venice  and 

rtrtiooa  from  Galloway  that  no  other  person  should  Trieste  Steam  Company,  of  which  Morgan  was 

sae  iImb.  as  he  was  about  to  take  out  a  patent,  the  manager  and  a  principal  owner.    The  instruc- 

One  Wiltiamsy  a  working  mechanic,  came  on  one  tions  for  entering  the  caveat  for  the  patent  were 

occaakm  into  the  manufactory  when  the  men  were  given  in  the  beginning  of  March,  and  it  was  taken 

work  upon  the  wheels,  and  saw  them ;  but  a  out  on  the  2d  of  July. 
it  bebg 


agmade  cm  the  subject,  he  was  never  (a)  See  ante  29-31,  n.  p. 
9gaiB  adnuttcd,  nor  were  they  seen,  so  far  as  ap-  (6)  As  to  the  effect  of  the  statute  upon  the  com- 
peared in  evidence,  by  any  other  stranger.    When  mon  law,  see  ante  8,  n. 

Ike  whaeU  were   finished,   they  were    taken    to  (e)  Citing  Brunfon  v.  Haw/ces,  4  B.&  Aid.  541. 
I,  pKhed  op,  and  shipped  for  TheslBi  where 
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Jn  Oie  Kjrc&c-  Within  the  meaning  of  the  statute,  since  it  preckides  all  the  rest 
o^iaifrtSv  *^  of  the  public  from  enjoying  the  benefit  of  real  improvements  in 
rule.  the  subject-matter  of  the  patent  during  the  term  of  the  exdusive 

grant  (rf). 

The  plaintiffs  will  place  great  reliance  on  the  case  of  LewU  y. 
Marling  (e).  There  the  patentee  of  an  improved  machine  for 
shearing  cloths,  claimed  as  his  invention,  the  application  of  a 
proper  substance  to  brush  the  surface  of  the  cloth  to  be  shorn: 
the  brush,  however,  turned  out  to  be  useless,  but  it  was  held, 
that  this  did  not  vitiate  the  patent,  because  the  specification  had 
not  described  it  as  an  essential  part  of  the  machine.  [Alder- 
son,  B. :  There  may  be  a  great  difference  between  the  case  of  a 
complicated  machine,  one  part  of  which  may  be  useless,  and  a 
case  where  one  of  the  distinct  portions  of  an  invention  is  use- 
less.] Lewis  V.  Marling  is,  on  that  ground,  clearly  distinguish- 
able from  the  present  case«  But  besides,  the  patentee  has  here 
explicitly  claimed  this  as  an  improvement  in  steam  engines. 
That  amounts  to  the  same  as  if,  in  describing  a  complicated 
machine,  he  had  claimed  any  particular  part  of  it  as  an  essential 
part.  On  this  ground,  therefore,  it  is  submitted,  that  the  pa- 
tent is  void  altogether. 

The  second  question  is  as  to  the  novelty  of  the  invention. 
The  rule  of  law  is,  that  if,  after  a  party  has  completed  his  inven- 
tion, and  before  taking  out  his  patent,  he  thinks  fit  to  put  it 
into  use  or  practice,  that  will  avoid  his  exclusive  right.  The 
nature  of  the  use  must  have  been  such  as  would  invalidate  a 
patent  for  the  same  invention,  if  taken  out  by  another  per- 
son (/).  Here  the  facts  show  that  there  was  such  a  use  and 
exercise  of  the  invention  as  amounted  to  a  publication.  It  is 
said,  that  all  that  was  done  by  Galloway  was  for  the  purpose 
of  experiment.  It  rather  appears,  that  it  was  by  way  of  venture. 
The  wheels  were  sent  to  Trieste  by  Morgan,  not  as  the 
patentee,  but  as  the  agent  of  the  company,  in  order  that  the 
company  might  purchase  them,  not  merely  that  they  might  try 
the  capability  of  the  invention ;  and  the  patent  was  taken  out 
within  a  .month  or  two  afterwards,  before  any  answer  was  re- 
turned from  Trieste.     The  new  manufacture  intended  by  the 


(d)  The  argument  on  behalf  of  the  defeDdants  Id  Huddart  v.  GrimtkaWf  Lord  Ellenbonngk, 

OD  this  part  of  the  case  was  directed  to  show  that  C.  J.,  says,  *'  if  the  combiDation  be  productive  of 

in  all  the  cases  the  utility  of  the  invention  was  re-  a  new  end,  and  beneficial  to  the  public,  it  is  tbat 

cognised  as  essential  to  support  the  patent,  and  species  of  invention  which,  protected  by  the  king's 

was  a  question  to  be  left  to  the  jury.  patent,  ought  to  continue  to  the  person  the  sole 

In  Edgeburxf  ▼.  Stephens,  it  is  said,  "  the  act  was  right  of  vending,"  &c.     Ante,  86. 
intended  to  encourage  new  devices,  useful  to  the  It  has  been  a  constant   practice  to  leave  the 

kingdom."    Atite,  35-6.  question  of  utility  to  the  jury.     See  per  Lord  Ten- 

In  Boulton  ^  Watt  v.  Bull,  Eyre,  C.  J.,  sa^s,  terden,  C.  J.,  in  Lewis  v.  Davis,  3  Car.  &  P.  502 ; 

"  the  invention  professes  to  lessen  the  consumption  also  Hawortk  v.  Hardcastle,  I  Bing.  N.  C.  182. 
of  steam  ;and  to  make  tbe  patent  good,  the  method  (e)  10  B.  &c  C.  22. 

must  be  capable  of  lessening  tbe  consumption  to  (f)  See  Tennant's  case,  ante  125;  and  Wood 

such  an  extent  as  to.  make  the  invention  useful."  v.  Zimmer,  ante  44,  n. 
2  H,  Bl.  498;  Dav.  Pat.  C.  216. 
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statote,  is  soraedung  which  at  the  time  when  the  patent  is  taken  in  tu  Esckt' 
oat,  has  not  been  known  to  others  than  the  patentee:  the  T^^-^pUvnt^?*^ 
itriction  is  not  confined  to  cases  where  it  has  been  previously  ^^^' 
Tended,  or  even  used  in  the  ordinary  sense  of  the  word.    The 
prerious  knowledge  and  the  use  thereby  acquired  is  a  publica- 
tion sufBcient  to  avoid  the  patent.     If  these  wheels,  when  com- 
pleted, had  been  publicly  exhibited,  could  the  patent  have  been 
sustained?    By  such  exhibition  the  invention  would  have  ceased 
to  be  new,  although  it  had  never  been  brought  into  actual 
exercise. 

Sir  F.  PoUocky  Sir  W.  Fbllett,  and  Butt,  in  support  of  the  rule. 
Fint,  the  plaintifis  are  entitled  to  a  verdict  on  the  fifth  issue. 
Upon  die  evidence  given  at  the  trial,  there  was  nothing  to  go  to 
the  jury  to  show  such  a  want  of  novelty  as  avoided  the  patent,, 
eitfaer  by  force  of  the  statute,  or  by  the  terms  of  the  grant.  The 
requisite  of  novelty  in  an  invention  was  a  restriction  first  intro- 
duced by  the  statute  of  James.  [Parkey  B.:  That  appears 
^lestionable;  Ix>rd  Coke  seems  to  speak  of  it  as  one  of  those 
requisites  of  a  monopoly  which  existed  before  the  statute  (^).} 
It  is  submitted  that  he  is  only  commenting  upon  the  several 
restrictions  imposed  by  the  statute  itself*  Then  aU  which  the 
statute  requires  in  this  respect,  is  that  the  grant  shall  be  to  the 
first  and  true  inventors  of  such  manufactures  which  others,  at 
the  time  of  llie  making  of  the  grant,  did  not  use.  And  all  that 
die  letters  patent  themselves  require  is,  that  the  invention  shall 
be  new  as  to  the  public  use  and  exercise  thereof  in  England,  or 
die  colonies.  Now,  it  dpes  not  appear  from  the  evidence,  that 
there  was  any  use  whatever  of  this  invention,  in  the  ordinary 
sense  of  the  word,  in  England.  The  machine  itself  was  never 
used;  and  if  the  invention  be  considered  to  be  not  the  machine, 
bat  the  method  of  constructing  it»  that  was  brought  into  use  only 
on  one  specific  occasion,  and  that  only  by  way  of  experiment^ 
and  with  the  view  of  using  the  machine  itself  out  of  the  king- 
dom. It  has  been  said  on  the  other  side,  that  it  could  not  have 
been  by  way  of  experiment,  because  the  shipment  of  the  ma- 
diines  for  abroad  was  only  a  month  or  two  before  the  date  of  the 
patent  But  the  period  of  six  months,  which  is  given  after  the 
date  of  the  patent  for  enrolling  the  specification,  is  given  for  the 
very  purpose  that  the  patentee,  having  secured  his  right,  may 
have  an  interval  in  which  to  perfect  his  experiments,  before  he 
is  obliged  to  describe  or  ascertain  by  his  specification  the  pre- 
cise nature  and  details  of  his  invention.  Nay,  he  is  even  bound, 
if  during  that  interval  he  make  any  further  discovery,  to  com- 
mnnicate  it  to  the  public  (A).    Suppose  the  machines  had  been 

(g)  See  the  sistafte,  and  Lord  Coke's  commen-  spect  of  the  grantee  being  the  titte   end  fint 

tarj  «poB  it,  mU  31,  n.  |>.;  see  also  the  early  inventor.     AnU,  8. 
palenis,  amU  9-27.    The  sUtute  appears  to  have  (h)  See  Crouley  v.  BeverUy,  ant$  116. 

mpoBcd  so  new  condition,  excepting  only  in  e«- 
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JntheExeh$^  made  by  Oalloway  himself,  and  then  sold  to  the  company, 
^^la^Ilwv  ^*  would  that  have  been  a  publication?  Clearly  not.  Then  he  has 
rule.  an  equal  right  to  employ  another  to  make  them:  he  does  not 

sell  to  that  other  the  privilege  of  making  them  for  himself,  but 
merely  employs  him  to  construct  them,  paying  him  the  price  of 
the  materials  and  labour.  Moreover,  he  is  employed  with  a 
knowledge  that  a  patent  is  about  to  be  taken  out,  and  therefore 
that  the  method  of  construction  is  a  matter  to  be  kept  secret, 
and  accordingly  he  is  bound  by  a  pledge  of  secresy.  It  is  m 
all  respects  the  same  as  if  the  machine  had  been  made  by 
Galloway  himself  in  his  own  workshop,  in  a  case  where  he  could 
have  made  it  by  his  own  skill  and  labour.  The  inventor  does  not, 
by  license  or  otherwise,  permit  others  than  himself — strangers, 
to  use  either  the  machine,  or  the  method  of  construction,  in 
England ;  he  does  not  sell  or  publish  in  any  way  the  method  of 
construction ;  and  he  sells  the  machine  but  to  be  used  abroad. 
The  public  have,  before  the  date  of  the  patent,  no  means  what- 
ever of  discovering  the  invention.  As  to  Galloway's  publication 
to  the  plaintiff,  that  was  under  the  intended  contract  of  assign- 
ment, and  was  clearly  no  publication  to  the  world.  The  cases 
referred  to  on  the  other  side  are  all  distinguishable.  In  Wood 
V.  Zimmert  the  article  for  which  the  patent  was  granted  had 
been  publicly  vended.  In  Tennant's  case,  it  had  been  used  for 
several  years  by  another  manufacturer,  the  patentee  was  there- 
fore certainly  not  the  first  and  true  inventor.  The  same  ob- 
servation applies  to  the  case  of  Arkwrighf  s  patent.  Lewis  v. 
Marling  was  a  stronger  case  than  the  present.  {Alderson^  B.: 
It  is  certainly  a  most  important  question,  what  are  the  limits  of 
what  a  man  may  do  without  its  being  a  publication;  and  a  ques- 
tion on  which  much  remains  to  be  discovered;  the  law  is  in  a 
very  confused  state.  In  the  case  of  Lewis  v.  Marlitiff,  I  should 
certainly  have  entertained  very  considerable  doubts.  If  the 
question  is  to  be  put  altogether  on  the  ground  of  the  public  use 
of  the  invention,  how  did  Dr.  Brewster  lose  the  benefit  of  his 
invention  of  the  kaleidoscope,  because  it  had  been  previously 
published  in  a  book,  if  it  had  not  been  used,  though  made 
known  to  all  the  world  before?  If  Dr.  Hall  had  published  his 
discoveries  in  a  book,  I  apprehend  that  would  have  put  an  end 
to  Dollond's  patent.  Much  obscurity  has  been  introduced  into 
this  question  by  the  use  of  loose  expressions  and  dicia(i)J] 
The  knowledge,  and  means  of  knowledge  of  the  public,  amount 
to  the  same  thing:  in  this  case,  the  public  had  neither. 

Secondly;  it  may  be  admitted,  that  if  a  patent  be  taken  out 
for  a  machine,  or  thing  that  is  to  perform  a  particular  operation, 
and  it  does  not  perform  that,  and  is  therefore  useless  with  re- 

(i)  These  obeeryations  of  the  learned  judge  the  words  of  the  statute  and  letters  patent,  or 
present  very  prominently  the  difficulties  which  rather  on  the  meaning  of  the  term  ptiblicatioii* 
exist  in  respect  of  the  construction  to  be  put  on      See  ant$  44,  n.  -,  and  86,  n.  c. 
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ferenoe  to  the  spedfic  purpose  for  which  the  patent  is  granted,  in  the  Exeht- 
that  will  avoid  the  grant.  But  here  it  is  not  pretended  that  the  Inpiahu^r** 
plamtiffs'  steam  engine  is  absolutely  useless,  or  even  worse  to  «*»'«• 
use  than  one  of  a  different  construction  in  the  same  circum- 
stances;  and  there  is  a  wide  difference  between  the  case  of  an 
article's  not  being  useful^  because  there  is  already  another  in  the 
market  which  will  as  well  answer  the  purpose, and  maybe  cheaper, 
and  that  of  an  article  which  is  useless,  because  it  professes  to 
eflfect  a  particular  purpose,  and  does  not  effect  it.  The  cases  relied 
on  by  the  other  side  will  be  found  to  apply  to  the  latter  state  of 
drcomstances.  It  is  said,  that  this  being  a  patent  for  several 
inyentions,  by  upholding  one  of  them  when  the  other  is  useless, 
the  patentee  obtains  a  monopoly  of  the  whole,  and  so  deprives  the 
public  of  the  benefit  of  applying  the  former  to  some  other  useful 
oombination.  But  the  answer  is  that  given  by  the  court  in  Letais  v. 
Marhng,  that  the  statute  imposes  no  such  condition  as  that  the 
brention  shall  be  in  all  parts  useful.  ^^  The  condition  is,  that 
the  thing  shall  be  new,  not  that  it  shall  be  useful ;  and  although 
the  question  of  its  utility  has  been  sometimes  left  to  a  jury,  I 
think  the  condition  imposed  by  the  statute  has  been  compUed 
with,  when  it  has  been  proved  to  be  new*'  {k).  If  the  grant  be 
according  to  the  terms  of  the  act  of  parliament,  and  the  grantee 
complies  with  any  farther  condition  which  the  crown  may  think 
fit  to  annex  to  the  grant,  that  is  all  that  is  necessary.  And  if 
dus  be  true,  of  a  single  invention  composed  of  several  parts,  as 
was  the  case  of  Lewis  v.  Marling^  a  fortiori  it  is  true  of  several 
distinct  improvements  comprised  in  one  patent,  where  only  one 
is  found  not  to  be  useful.  The  restraint  in  the  statute  as  to  general 
inconvenience  cannot  apply  to  such  a  case ;  and  the  commentary 
of  Lord  Coke  on  that  clause  is,  at  the  present  day,  absolutely 
absurdi  The  only  question  is  on  what  terms  the  grant  is  made; 
the  court  cannot  superadd  any  condition ;  and  good  reason  may 
be  assigned  why  the  statute  should  impose  no  condition  of 
utiUty.  Whether  a  thing  be  new  or  not,  is  a  pure  question  of 
fiict ;  but  whether  it  be  useful  or  not,  with  reference  to  previously 
existing  things  of  the  same  kind,  is  a  question  of  opinion,  and 
a  question  admitting  of  all  possible  shades  and  degrees  of  diffe- 
rence. Here,  for  instance,  it  may  be  that  this  engine  consumes 
so  much  more  fiiel  than  others  of  a  different  construction,  that 
it  is  not  therefore  worth  while  to  use  it,  although  it  may  be  ab- 
stractedly a  certain  improvement  in  the  construction  of  steam 
engines.  [Alderson,  B.:  The  Attorney  General  puts  it  thus  :  if 
the  invention  be  useless,  its  being  a  monopoly  makes  it  mis- 
diievous,  inasmuch  as  it  prevents  other  persons  from  adding  to 
it,  so  as  to  make  a  useful  combination.]     It  might  be  for  a  jury 


(k)  See  per  Fathie,  J.,  in  lewtj  v.  Marling,  10  B.  &  C.  28.    See  pott  192,  n.  /. 


192  galloway's  patent. 

In  the  EsKhe-  to  say  whedier,  in  such  a  case^  the  addition  did  not  make  it  the 
an^iaUuf^J*^  invention  of  the  supposed  pirate.  When  a  party  obtains  a  pa- 
ruU.  tent,  the  presumption  is  that  the  crown  has  looked  at  the  inven- 

tion^  and  found  it  a  fit  subject  for  a  patent :  if  by  matter  ex  post 
facto  it  appears  that  it  stands  in  the  way  of  a  greater  improve- 
ment;  that  may  be  the  ground  of  repeal ;  but  usefulness  is  not 
made  a  condition  of  the  grant,  either  by  the  statute  or  in  th« 
letters  patent  themselyes  (/).  The  public  are  not  bound  to  adopt 
that  part  of  the  invention  which  is  useless ;  but  they  are  not 
entided  to  reject  that  part^  and  at  the  same  time  to  use  the 
other  as  they  please.  But,  at  all  events,  the  whole  subject  of 
tihe  patent  ought  to  be  shown  to  be  useless^  in  order  to  avoid 
the  grant.  The  infringer  is  bound  to  show  that  the  inventor 
has  done  the  public  no  good.  On  principle,  therefore,  this 
point  would  appear  to  be  against  the  defendants.  But  it  is  said, 
the  authorities,  at  least  those  antecedent  to  Lewis  v.  MarUng^ 
are  in  their  favour.  Although,  however,  it  has  been  usual  for 
judges  to  put  the  question  of  utility  to  the  jury,  there  is  no  case 
which  has  decided  that  a  defendant  can  avail  himself  of  the 
non-utility  of  the  invention  as  a  distinct  ground  of  defence. 
Manton  v.  Parker  is  the  only  case  which  bears  the  semblance  of 
being  an  authority  to  that  effect.  But  there  the  word  useful 
plainly  meant,  useful  for  the  particular  purpose  for  which  the  pa* 
tent  was  taken  out:  the  case  is  certainly  no  authority,  that  the 
plea  of  no  improvement  is  a  defence  (m).  The  same  observation 
applies  to  Hatvorth  v.  Hardcastle,  BouUon  v.  Bull,  and  to  the 
other  cases.  In  Hill  v.  Thompson,  as  appears  by  the  report  of 
the  case  at  law,  the  question  of  usefulness  was  not  in  fact  left  to 
the  jury.  Huddart  v.  Grimshaw  was  determined  on  the  ques- 
tion of  novelty.  On  the  other  hand,  the  authority  of  Lord 
Tenterden,  C.  J.,  and  Parke,  J.,  in  Lewis  v.  MarUng,  is  directly 
in  fovour  of  the  plaintifis. 

Cur.  adv.  vult 
The  judgment  of  tlie  court  was  delivered  by 
JudgmtHt.  Parke,  B.   (After  stating  the  pleadings,  his  lordship  pro- 

ceeded) :  The  first  question  in  this  case  is,  whether  the  verdict 
for  the  defendants  on  the  fifth  plea  ought  to  be  set  aside,  and  a 
verdict  entered  for  the  plaintiffs,  pursuant  to  the  leave  reserved 
by  my  brother  Alderson.     Unless  this  question  should  be  dis- 


(0  This  appears  questionable ;  the  utility  of  without,  at  the  same  time,  lettiug  out  the  powder, 

the  iDvention  u  sug|eflted  to  the  crown  as  the  The  witnesses  for  the  defendant  having  proved  that 

motive  and  consideration  for  the  grant.     See  Law  the  powder  passed  through  the  same  hole  as  the 

if  Practice,  Pr.  F.  I.,  n.  c.  air,  the  Lord  Chief  Baron  held,  •«  that  the  utility 

<m)  Manton  v.  Parker.  In  this  case  the  pa-  of  the  inventun  and  the  purpose  of  the  patent 
tent  was  for  *'  a  hammer,  on  an  improved  eon-  wholly  fail ;  for  the  purpose  of  the  hole,  as  de- 
struction, for  the  locks  of  all  kinds  of  fowling-  scribed  in  the  speciAcation,  is  to  let  the  air  pass 
pieoes  and  small  arms ;"  and  a  material  part  of  the  through,  and  at  the  same  time  secure  the  powder 
invention  consisted  in  a  means  of  letting  out  the  from  passing  through ;  that  of  itself  would  be  an 
air  from  the  barrel,  and  causing  a  communication  answer  to  the  action."  Day.  Pat.  C.  327. 
between  the  powder  in  the  pan  and  in  the  barrel. 
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posed  of  in  fevour  of  the  plaintiffs^  it  would  be  unnecessary  to 
consider  whether  the  plaintiffs^  be  entitled  to  judgment  non  ob- 
itaUe  vereActo  on  the  third  and  sixth  pleas ;  for  if  the  fifth  plea 
were  to  remain  undisturbed,  that  would  be  an  answer  to  the 
action.  The  course  which  was  taken  with  respect  to  this  plea 
on  the  trial  was,  to  ascertain  the  facts,  upon  which  the  learned 
jodge  gave  his  opinion  in  favour  of  the  defendants,  but  at  the 
same  time  reserved  liberty  to  the  plaintiffs  to  move  to  enter  a 
verdict  in  their  favour,  if  the  court  should  be  of  opinion  that  the 
facts  ought  to  have  been  left  to  the  jury ;  that  is,  that  they  were 
SQch  that  the  jury  might  infer  from  diem  diat  there  had  been 
no  use  or  publication  of  the  invention,  so  as  to  destroy  the 
novelty  of  the  patent.  The  evidence  was,  that  before  the  date 
of  the  patent  (which  was  the  22d  July,  1829),  Curtis,  an  en- 
gineer, made  for  Morgan  two  pair  of  wheels  upon  the  principle 
mentioned  in  the  patent,  at  his  own  factory.  Galloway,  the 
patentee,  gave  the  instructions  to  Curtis  under  an  injunction  of 
secresy,  because  he  was  about  to  take  out  a  patent.  The  wheels 
were  completed  and  put  together  at  Curtis's  factory,  but  not 
shown  or  exposed  to  the  view  of  those  who  might  happen  to 
come  there.  After  remaining  a  short  time  the  wheels  were 
taken  to  pieces,  packed  up  in  cases,  and  shipped  in  the  month 
of  April  on  board  a  vessel  in  the  Thames,  and  sent  for  the  use 
of  the  Venice  and  Trieste  Company,  of  which  Morgan  was 
managing  director,  and  which  carried  cm  its  transactions  abroad, 
bat  bad  shareholders  in  England.  Curtis  deposed,  that  ^^  they 
were  sold  to  the  company,''  without  saying  by  whom,  which 
may  mean  that  they  were  sold  by  Curtis  to  Morgan  for  the 
company;  and  Morgan  paid  Curtis  for  them.  Morgan  and 
GaHoway  employed  an  attorney,  who  entered  a  caveat  against 
any  patent  on  the  2d  of  March,  and  afterwards  solicited  the  pa- 
tent in  question,  which  was  granted  to  Galloway  and  assigned  to 
Morgan.  Upon  these  facts,  the  question  for  us  to  decide  is, 
wiiether  the  jury  must  have  necessarily  found  for  the  defendants, 
or  whether  they  might  have  found  that  this  invention,  at  the  date 
of  the  letters  patent,  was  new  in  the  legal  sense  of  that  word. 
Hie  words  of  the  statute  are,  that  grants  are  to  be  good  '^  of  the 
sole  working  or  making  of  any  manner  of  new  manufacture  within 
this  realm,  to  the  first  and  true  inventor  or  inventors  of  such  manu- 
factures, which  others  at  the  time  of  the  making  of  such  letters 
patent  and  grants  did  not  use;"  and  the  proviso  in  the  patent  in 
question,  founded  on  the  statute,  is,  that  if  the  invention  be  not  a 
new  invention  as  to  the  public  use  and  exercise  thereof  in  Eng- 
land, the  patent  should  be  void.  The  word  ^^  manufacture^^  in  The  term  maDu- 
the  statute  must  be  construed  in  one  of  two  ways:  it  may  mean  ettberule^t- 
the  machine  when  completed,  or  the  mode  of  constructing  the  ma-  chine,  or  the 
chine.  If  it  mean  the  former,  undoubtedly  there  has  been  no  use  "r^ucting  A« 
of  the  machuie,  as  a  machine,  in  England,  either  by  the  patentee  machioe. 

2  c 
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IiiiDself  or  any  other  person;  nor  indeed  any  use  of  the  machine 
in  a  foreign  country  before  the  date  of  the  patent.  If  the  term 
^^  manufacture'^  be  construed  to  be  ^'  the  mode  of  constnictang 
the  machine/'  there  has  been  no  use  or  exercise  of  it  in  Eng- 
land^ in  any  sense  which  can  be  called  ^^  public/'  The  wheels 
were  constructed  under  the  direction  of  the  inventor,  by  an 
engineer  and  his  servants,  with  an  injunction  of  secresy,  on  the 
express  ground  that  the  inventor  was  about  to  take  out  a  patent^ 
and  that  injunction  was  observed ;  and  this  makes  the  case,  so 
far,  the  same  as  if  they  had  been  constructed  by  the  inventor's 
own  hands,  in  his  own  private  workshop,  and  no  third  person 
had  seen  them  whilst  in  progress.  The  operation  was  disclosed, 
indeed,  to  the  plaintiff  Morgan,  but  there  is  sufficient  evidence 
that  Morgan  at  that  time  was  connected  with  the  inventor,  and 
designing  to  take  a  share  of  the  patent.  A  disclosure  of  the 
nature  of  the  invention  to  such  a  person,  under  such  circum- 
stances, must  surely  be  deemed  private  and  confidential.  The 
only  remaining  circumstance  is,  that  Morgan  paid  for  the  ma- 
chines with  the  privity  of  Galloway,  on  behalf  of  the  Venice 
and  Trieste  Steam  Company,  of  which  he  was  the  managing 
director;  but  tliere  was  no  proof  that  he  had  paid  more  than 
the  price  of  the  machines,  as  for  ordinary  work  of  that  descrip- 
tion ;  and  the  jury  would  also  be  well  warranted  in  finding,  that 
he  did  so  with  the  intention  that  the  machine  should  be  used 
abroad  only,  by  this  company,  which,  as  it  carried  on  its  trans- 
actions in  a  foreign  country,  may  be  considered  as  a  foreign 
company:  and  the  question  is,  whether  this  solitary  transaction, 
without  any  gain  being  proved  to  be  derived  thereby  to  the 
patentee  or  to  the  plaintiff,  be  a  use  or  exercise  in  England,  of 
the  mode  of  construction,  in  any  sense  which  can  be  deemed  a 
use  by  others,  or  a  public  use,  within  the  meaning  of  the  statute 
The  uMr  of  an  and  the  patent.  We  think  not.  It  must  be  admitted,  that  if  the  p&- 
Mtentl^^forthe^'^*®®  ^^°^^^  ^^  before  his  patent  constructed  machines  for 
purposes  of  com-  sale  as  an  article  of  commerce,  for  gain  to  himself,  and  been  in  the 
thrdaIeof*The  P™ctice  of  selling  them  publicly,  that  is,  to  any  one  of  the  pub- 
pateni,  wiiivi-  lie  who  would  buy,  the  invention  would  not  be  new  at  the  date 
^^'  of  the  patent.     This  was  laid  down  in  the  case  of  Wood  v. 

Zimmer  (n),  and  appears  to  be  founded  on  reason ;  for  if  the 
inventor  could  sell  his  invention,  keeping  the  secret  to  himself, 
and  when  it  was  likely  to  be  discovered  by  another  take  out  a 

(n)  S«e  Holt,  N.  P.  C   58,  and  ante  44,  n.  plaiotifif  had  made  two  or  three  of  hii  improved 

The  usiog,  exercising,  and  putting  in  practice  the  water-closets  before  he  obtained  his  patent ;  bttt 

nvention,  for  gain,  previous  to  the  date  of  the  Bearcrflft,  the  defendant's  counsel,  admitted  that 

grant,  seems  to  present  a  test  generally  applicable  this  circumstance  would  not  invalidate  the  patent, 

to  cases  of  this  kind.     Itezciudes  at  once  all  the  unless  the  invention  had  likewise  been  used  bj 

using  of  the  invention  by  the  patentee  for  the  pur-  others;  the-«tatute  empowering  ihe  crown  to  grant 

pose  of  experiment,  and  of  satisfying  himself  as  the  monopoly  for  fouiieen  years,  of  any  roanoer  of 

to  the  practicability  of  his  conception.  Thisimpor-  new  manufactures,  to  th^   first  inventors,  which 

ant  doctrine  was  fully  recognised  and  admitted  in  others,  at  the  time  of  making  the  patent,  shall  not 

Bpamah  v.  ffardcastle.  use.     Uolrovd,  82,  n. 


In  tliat  case  it  appeared  in  evidence,  that  the 
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patent,  he  might  have^  practically,  a  monopoly  for  a  much  longer 
period  than  fourteen  years.  Nor  are  we  prepared  to  say,  that  if  such 
a  sale  was  of  articles  that  were  only  fit  for  a  foreign  market,  or  to  be 
used  abroad,  it  would  make  any  difference ;  nor  that  a  single  in- 
stance of  such  a  sale  as  an  article  of  commerce,  to  any  one  who 
diose  to  buy,  might  not  be  deemed  the  commencement  of  such 
a  practice,  and  the  public  use  of  the  invention,  so  as  to  defeat 
the  patent.  But  we  do  not  think  that  the  patent  is  vacated  on 
the  ground  of  the  want  of  novelty,  and  the  previous  public  use 
or  exercise  of  it,  by  a  single  instance  of  a  transaction  such  as 
this,  between  the  parties,  connected  as  Galloway  and  the  plain- 
tiff are,  which  is  not  like  the  case  of  a  sale  to  any  individual  of 
the  public  who  might  wish  to  buy ;  in  which  it  does  not  appear 
that  the  patentee  has  sold  the  article,  or  is  to  derive  any  profit 
from  the  construction  of  his  machine,  nor  that  Morgan  himself 
is;  and  in  which  the  pecuniary  payment  may  be  referred  merely 
to  an  ordinary  compensation  for  the  labour  and  skill  of  the 
engineer  actually  employed  in  constructing  the  machine;  and 
the  transaction  might,  upon  the  evidence,  be  no  more  in  effect, 
than  that  Gralloway*s  own  servants  had  made  the  wheels ;  that 
Moigan  had  paid  them  for  the  labour,  and  afterwards  sent  the 
wheels  to  be  used  by  his  own  co-partners  abroad.  To  hold  this 
to  be  what  is  usually  called  a  publication  of  the  invention  in 
England,  would  be  to  defeat  a  patent  by  much  slighter  circum- 
stinoes  than  have  yet  been  permitted  to  have  that  effect.  We 
therefore  think,  that  as  the  jury  might  consistently  with  the  evi- 
dence have  found  this  issue  for  the  plaintiffs,  the  verdict  ought, 
porsoant  to  the  leave  reserved,  to  be  entered  on  that  issue  for 
them. 

The  next  question  is,  whether  the  plaintiffs  be  entitled  to 
judgment  turn  obstante  veredicto,  or  a  repleader,  upon  the  find- 
ing of  the  issues  on  the  third  and  sixth  pleas.  The  questions 
involved  in  these  two  issues  are  different:  I  propose  to  consider, 
first,  tliat  on  the  third  plea.  The  suggestion  in  the  letters 
patent  is,  that  Galloway  had  invented  certain  improvements  in 
steam  engines,  and  in  machinery  for  propelling  vessels,  which 
improrements  were  applicable  to  other  purposes,  and  the  patent 
is  granted  for  the  invention  of  those  improvements.  But  unless 
the  specification  be  referred  to,  to  explain  the  title  of  the  patent, 
it  is  doubtful  whether  the  invention  claimed  is  of  improvements 
in  steam  engines  as  connected  with  other  machinery  only,  or  of 
improTements  in  steam  engines  for  whatever  purpose  they  may 
be  employed.  Upon  reference  to  the  specification,  there  is  no 
doubt  that  the  didm  is  of  the  latter  description;  but  that  instru*- 
ment  is  not  stated  in  the  record,  and  upon  what  appears  on  the 
leooid  it  is  by  no  means  clear  that  the  patentee  does  claim  an 
improvement  in  steam  engines  unconnected  with  the  machinery; 
and  if  he  does  not»  the  plea  would  probably  have  been  bad  on 


196  GALLOWAY  8   PATENT. 

demurrer,  as  it  i»  uncertain  whether  it  does  not  deny  the  inyen- 

tion  to  be  an  improvement  in  steam  engines  unconnected  with 

ATter  venlict    the  machinery.    But  after  verdict,  this  objection  is  removed; 

takenl^Te*  ^  ^^'  ^*  ^  *  ^^'®'  ^^^  ^  ^^  ^^^^^  ^^^^  ^^^®  ^^^'^  material,  the  court 
BeoM  which  the  after  verdict  ought  to  intend  it  to  be  so;  Kemp  v.  Crewes(o);  and 
t^cificaUondis-  as  the  plaintiff  did  not  demur,  it  must  be  taken  that  he  admits 
that  the  plea  is  to  be  understood  as  denying  the  invention  to  be 
an  improvement  in  steam  engines,  in  that  sense  in  which  it  is 
used  in  the  patent  itself,  and  die  jury  must  be  intended  so  to 
have  found. 

This  brings  me  to  the  question,  whether  this  patent,  which 
suggests  that  certain  inventipns  are  improvements,  is  avoided  if 
there  be  one  which  is  not  so;  and  upon  the  authorities  we  feel 
obliged  to  hold  that  the  patent  is  void,  upon  the  ground  of  fraud 
on  the  crown,  without  entering  into  the  question  whether  the 
utility  of  each  and  every  part  of  the  invention  is  essential  to  a 
patent,  where  such  utility  is  not  suggested  in  the  patent  itself  as 
the  ground  of  the  grant.  That  a  false  su^estion  of  the  grantee 
avoids  an  ordinary  grant  of  lands  or  tenements  from  the  crown, 
is  a  maxim  of  the  common  law,  and  such  a  grant  is  void,  not 
against  the  crown  merely,  but  in  a  suit  against  a  third  person  (p). 
It  is  on  the  same  principle  that  a  patent  for  two  or  more  inven- 
tions;  when  one  is  not  new,  is  void  altogether,  as  was  held  in 
Hill  V.  Thompson  (^),  and  Brunton  v.  Hawkes(r);  for  although 
the  statute  invalidates  a  patent  for  want  of  novelty,  and,  conse- 
quently, by  force  of  the  statute  the  patent  would  be  void  so  far 
as  related  to  that  which  was  old,  yet  the  principle  on  which  the 
The  novelty  of  patent  has  been  held  to  be  void  altogether  is,  that  the  considera- 
every  part  of  tb«  ^Jq^j  f^p  ^y^e  grant  is  the  novelty  of  all,  and  the  consideration 

mventioii  ta  (he       ,  ,  ,      °  •'  , 

consideration  for  failing,  or,  in  Other  words,  the  crown  being  deceived  in  its  grant, 
the  grant.  ^^  patent  is  void,  and  no  action  maintainable  upon  it.  We  can- 
not help  seeing  on  the  face  of  this  patent,  as  set  out  in  the 
record,  that  an  improvement  in  steam  engines  is  suggested  by 
the  patentee,  and  is  part  of  the  consideration  for  the  grant;  and 
we  must  reluctantly  hold  that  the  patent  is  void,  for  the  falsity 
of  that  suggestion.  In  the  case  of  Lewis  t;.  Marling  («),  this  view 
of  the  case,  that  the  patent  was  void  for  a  false  suggestion,  does 
not  appear  by  the  report  to  have  been  pressed  on  the  attention 
of  the  court,  or  been  considered  by  it.  The  decision  went  upon 
the  ground  that  the  brush  was  not  an  essential  part  of  the  ma- 
chine, and  that  want  of  utility  did  not  vitiate  the  patent;  and, 
besides,  the  improvement  by  the  introduction  of  the  brush  is 
not  recited  in  the  patent  itself  as  one  of  the  subjects  of  it,  which 
may  make  a  difference.     We  are,  therefore,  of  opinion,  that  the 


(o)  l^Lord  Rajm.  187.    ^  «  ,        ,«.        *"***  ^'»  ^'  *°*^  ^^  ^  Practice,  Ikd.  Ht,  False 

'  '  ""  *"       ..      >s    .      .  «  »        ,«.        „  iggestion. 

(q)  2  Moore,  424.    8  Tannt.  375 

(r)  4  B.  &  Aid.  542. 

(*)  iOB.&C.  22;  5M.&B7. 


(p)  The  case  of  TraviU  ▼.  Carteret,  3  Lev.  135,       Snegestion, 
and  Aicock  v.  Cooke,  5  Bing.  340,  were  cited  with  (q)  2  Moore,  424.    8  Tannt.  375. 

reference  to  this  principle  of  the  common  law.  See  (r)  4  B.  &  Aid.  542. 
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defendants  are  entitled  to  our  judgment  on  the  third  issue*  It  is  a 
ntiaiaction  to  know,  that  tihis  objection  will  not  necessarily,  in 
the  present  state  of  the  law,  destroy  the  patent,  as  the  objection 
is  one  which  will  probably  be  removed  by  the  Attorney  General 
nnder  the  5th  and  6th  W.  4^  c.  83.     This  view  of  the  case 
makes  it  unnecessary  to  consider  the  effect  of  the  finding  on  the 
last  issue,  as  amended  by  the  judge's  notes,  that  part  of  this 
inTention  is  not  useful,  which  is  a  different  question  from  that 
which  we  have  disposed  of.    A  grant  of  a  monopoly  for  an  Monopoly  of 
mvention  which  is  altogether  useless,  may  weU  be  considered  as  togcihCT  omImI^ 
"  mischievous  to  the  state,  to  the  hurt  of  trade,  or  generally  » miscbievout 
inconvenient,''  within  the  meaning  of  the  statute  of  Jac.  1,  ^  ****  *^^' 
vhich  requires,  as  a  condition  of  the  grant,  that  it  shoidd  not  be 
•0,  for  no  addition  or  improvement  of  such  an  invention  coidd 
be  made  by  any  one  during  the  continuance  of  the  monopoly, 
without  obliging  the  person  making  use  of  it  to  purchase  the 
useless  invention;  and  on  a  review  of  the  cases,  it  may  be 
doubted  whether  the  question  of  utility  is  any  thing  more  than 
a  compendious  mode,  introduced  in  comparatively  modem  times, 
of  deciding  the  question,  whether  the  patent  be  void  under  the 
statute  of  monopolies  (/).    And  we  do  not  mean  to  intimate  The  inutility  of 
any  doubt  as  to  the  validity  of  a  patent  for  an  entire  machine  or  JJ^on^  wiiinot 
subject  which  is,  taken  altogether,  useful,  though  a  part  or  parts  vitiate,  if  there- 
may  be  useless,  always  supposing  that  such  patent  contains  no  whoUi^Mefui, 
fiJse  suggestion ;  nor  do  we  pronounce  any  opinion  upon  the  provided  there 
lofficiency  of  this  plea  in  point  of  form.     It  may  be,  that  the  gesSn?**  '"^' 
proper  form  of  plea  is  to  use  the  words  of  the  statute,  and  not 
to  plead  the  want  of  utility:  though  it  would  probably  be  too 
kte  to  take  that  objection  in  the  present  stage.  The  rule,  there- 
fere,  must  be  absolute,  to  enter  a  verdict  for  the  plaintiffs  on  the 
fifth  plea,  and  discharged  as  to  the  residue. 

Rule  accordingly. 


LOSirS  PATENT. 

Letters  patent  to  William  Losh,  31st  Aug.  1830,  for  '<  certain  Tttu. 
improvements  in  the  construction  of  wheels  for  carriages  to  be 
nsed  on  railways." 

I,  the  said  William  Losh,  do  hereby  declare,  that  my  said  in-  Specificatum. 
▼ention  is  described  and  ascertained  in  manner  following,  (that 
is  to  say) — The  object  that  is  intended  to  be  attained  by  my 

(t)  Hm  question  of  utility  leems  to  present  a  once  used  by  others,  or  in  public  use  end  exercise* 

tat  ef  fewrnl  tpplicabiUty  ae  to  the  vuidtty  of  would  not  be  loet  sight  of.    But  it  may  be  sug- 

tht  patent,  in  respect  of  the  subject-matter  of  the  eested,  whether  it  does  not  very  clearly  appear 

maiioD ;  for  it  may  be  presumed  that  wherever  from  the  early  cases  (anu  8),  that  the  utility  of 

Miliiy  is  fMind  to  exist  in  a  very  great  degree,  the  invention  was  an  indispensable  requisite  at 

there  most  be  some  invention  sufficient  to  supnort  common  law. 
a  patent;  and  further,  that  sach  invention,  when 
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said  improvements  in  the  construction  of  wheels  for  carriages  to 
be  used  on  railways  is^  to  render  such  wheels  more  durable,  and 
less  liable  to  be  damaged  or  broken  than  the  wheels  hitherto  in 
use  upon  railroads,  by  the  violence  of  the  shocks  to  which  they 
are  liable  when  travelling  on  railways;  and  more  particularly 
when  propelled  with  rapid  motion  along  railroads.  The  spokes, 
the  rims  or  felloes,  and  the  tires  of  wheels,  constructed  accord- 
ing to  my  said  improvements,  are  to  be  made  wholly  of  malle- 
able iron.  The  spokes  are  to  be  joined  one  to  another,  and  to 
the  rims  or  tires,  and  to  a  cast  iron  central  nave,  in  the  manner 
hereinafter  particularly  set  forth,  whereby  the  spokes  are  all  so 
firmly  fixed  to  the  cast  iron  nave,  and  to  the  rim,  and  united 
one  to  another,  that  they  will  all  act  simultaneously  to  support 
or  sustdn  the  cast  iron  nave  in  the  centre  of  the  wheel,  and  to 
preserve  the  true  form  of  the  wheel  in  every  respect.  By  form- 
ing those  parts  of  the  wheel  which  are  most  liable  to  suffer 
injury  from  shocks  of  malleable  iron,  and  the  several  parts 
being  firmly  joined,  the  liability  of  such  wheels  to  fracture  will 
be  greatly  diminished.  The  drawings  hereunto  annexed  repre- 
sent different  modes  of  constructing  wheels  according  to  my  said 
improvements,  for  carriages  to  be  used  on  railways.  *  *  (a) 
Claim.  Having  now  described  the  construction  of  wheels  made  ac- 

cording to  my  improvements  for  carriages  to  be  used  on  rail- 
roads, I  do  hereby  declare  that  I  make  no  claim  to  the  exclusive 
right  of  iron  spokes,  or  wrought  iron  tire,  for  such  wheels ;  nor 
to  the  mode  hereinbefore  described^  of  uniting  wrought  iron 
spokes  to  the  cast  iron  nave ;  but  my  invention  consists.  Firsts 
In  the  improvement,  hereinbefore  described  and  represented 
in  figs.  1  and  2,  of  making  the  wheels  of  carriages  to  be  used  on 
railways,  with  wrought  iron  spokes,  having  elbow  bends  and 
curved  prolongations  from  such  spokes,  which  prolongations 
join  one  to  another,  in  the  manner  hereinbefore  described,  so  as 
to  form  a  circular  rim  of  wrought  iron  to  support  and  give 
strength  to  the  hoop  of  wrought  iron  tire  which  is  applied  and 
fixed  around  that  circular  rim. 

Secondly;  In  the  improvement  hereinbefore  described,  and 
represented  in  figs.  3^  4,  and  8,  of  either  making  the  circular 
hoop  of  iron  tire,  which  is  to  be  applied  around  the  circular  rim 
of  any  wheels  for  carriages  to  be  used  on  railways,  out  of  bar- 
iron,  which  is  rolled  with  projecting  beads  at  the  edges,  on  that 
side  which  is  to  form  the  inside  of  the  hoop  of  tire,  in  the 
manner  hereinbefore  described,  and  shown  in  figs.  2,  3,  and  8  ; 
or,  &c.  (4). 

(a)  Here  follows  a  detailed  description  of  the  of  the  subsequent  legal  proceedings,  on  the  ground 

drawings.    For  the  specification  at  full  length,  of  its  being  doubtful  whether  the  part  of  the  inven- 

with  the  drawings,  see  Repy.  of  Arts,  No.  53,  tion  to  which  it  referred  had  not  been  practised, 

N.  S.  277.  with  some  modifications,  in  some  kinds  of  wheels. 

(6)  The  residue  of  this  claim  was  disclaimed  See  Disclaimer  in  9  Repy.  of  Arts,  N.  S.  277. 
23  July,  1836,  previously  to  the  commencement 
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Thirdly;  In  the  improvement  hereinbefore  described,  and  re- 
presented in  fig.  5,  of  making  the  wheels  of  carriages  to  be  used 
on  railways  with  wrought  iron  spokes,  moulded  at  their  outer 
ends  into  the  form  shown  in  the  drawing,  having  elbow  bends 
at  the  outer  ends  to  form  feet,  which  ends  of  the  spokes  are 
joined  by  welding,  or  by  conical  bolts  or  rivets  without  heads,  at 
the  outside,  either  to  a  complete  ring  of  wrought  iron,  around 
which  a  hoop  of  wrought  iron  tire  is  to  be  applied  and  fixed,  or 
dse  to  a  boop  of  wrought  iron  tire,  made  of  sufficient  strength 
to  retain  its  circular  curvature  without  any  such  inner  ring,  in 
manner  hereinbefore  described  (c). 

Fourthly;  In  the  improvement  hereinbefore  described,  and 
represented  in  fig.  6,  of  forming  each  spoke  of  two  bars  of  iron, 
kid  together  at  one  end,  as  far  as  the  elbow  bends,  and  the 
parts  beyond  those  elbow  bends  being  bent  in  opposite  direc- 
tions, to  form  curved  prolongations  of  each  of  the  compound 
spokes  on  each  side  thereof,  and  which  prolongations  when 
united  together,  form  a  circular  rim,  upon  which  the  tire  is  laid, 
as  before  described,  and  as  shown  in  the  drawing,  fig.  6. 

In  witness,  &c.  (d) 


(c)  A  qoeaiioii  arose  in  the  eubsequeot  pro- 
ceH&Dgs,  as  to  the  nature  of  this  claim,  whether 
sabstutially  it  is  for  the  spokes  with  the  curved 
cadi,  or  whether  it  alao  includes  the  combination 
of  the  said  spokes,  producing  the  felloe,  and  of 
tiie  railway  or  fianched  tire,  shrunk  on  as  de- 
scribed. 


(d)  In  the  subsequeut  proceedings  on  this  patent, 
fteqaent  reference  is  made  to  letters  patent  gfranted 
21ih  September,  1808,  to 

Thomas  Paton, 

for  "certain  new  improvements  in  the  construction 
rf  wheels  for  carriages." 

Paton's  specification  described  several  improve- 
KcatA,  of  which  the  following  only  are  important 
The  making  the  nave  of  wrought  iron  ;  the  insert- 
ing therein  spokes  of  wrought  iron,  or  other  metal ; 
the  Biaking  the  felloes,  or  external  circle  that  the 
tire  fixes  on,  of  iron  or  other  metal,  and  making 
thca  and  the  spokes  of  one  solid  piece,  or  fixing 
the  fielloes  to  the  spokes  with  rivets,  screws,  and 
Bois.  or  any  other  way  as  convenient.  See  spe- 
ei£catioo  aiid  drawings,  Repy.  PaL  Inv.  No.  53, 

The  question  was,  whether  this  specification  de- 
scribed and  included  the  third  claim  of  Losh's 
ipecification ;  or  whether  that  claim  only  extended 
to  immiag  ap  the  spokes,  and  not  to  amxing  them 
Is  a  complete  nog,  and  shrinking  the  proper  tire 
(v  railways  on  to  such  a  ring.     See  po»t. 

It  should  be  observed,  that  Paton's  specification 
speaks  of  wheels  for  gigs,  chaises,  &lc.,  and  that 
like  use  of  wheels  on  railways  was,  at  the  date  of 
his  paient,  bardly  contemplated. 

Reference  is  also  made  to  letters  patent  granted 
30  Sept.  1816,  to 


W.  Lo$h  and  G.  SUphenton^ 

for  "  a  method  or  methods  of  fiicilitating  the  con- 
veyance of  carriages,  and  all  manner  of  goods  and 
materials  along  railways  and  tramways,  by  certain 
inventions  and  improvements  in  the  construction 
of  the  machines,  carriages,  carriage  wheels,  and 
railways,  for  that  purpose."  The  specification 
describes  a  method  of  fixing  more  securely  and 
truly  the  parts  of  the  edge  and  plate  railway,  so 
that  several  rails  or  pieces  might  be  fixed  immov- 
ably to  the  chairs,  and  with  their  ends  abutting 
truly  on  each  other ;  also  a  method  of  sustaining 
the  weight  of  locomotives  and  carriages  on  pistons 
inserted  in  cylinders  of  fluids.  The  invention  in 
respect  of  railway  wheels  consisted  in  applying  a 
wrought  iron  tire  to  cast  iron  wheels,  and  in  ap- 
plying wrought  iron  rings,  or  felloes,  to  wrongnt 
iron  spokes,  set  in  cast  iron  naves ;  and  in  wheels 
of  small  diameter,  instead  of  spokes  of  wrought 
iron,  employing  plates  of  malleable  iron,  to  form 
the  junction  between  the  naves  and  the  cast  iron 
rims  of  the  wheeb.  See  Repy.  Pat.  Inv.  No.  180, 
2d  series. 

It  appears  from  the  preceding  and  other  sources, 
that  before  the  date  of  Losh's  patent,  various  me- 
thods of  making  wheels  for  railways  were  in  use. 
Some  wheels  were  made  wholly  of  cast  iron,  and 
were  suitable  for  heavy  weights  at  low  speed; 
these  cast  iron  wheels  were  improved  by  putting 
on  a  rim  of  wrought  iron  tire ;  a  further  miprove- 
ment  was,  the  use  of  wrought  iron  spokes,  one  end 
bein^  cast  into  a  cast  iron  nave,  the  other  into  a 
cast  iron  ring,  or  felloe,  on  which  cast  iron  ring  or 
felloe  was  received  the  wrought  iron  railway  tire. 
All  the  wheels  made  in  this  manner  were  liable  to 
break  suddenly  at  high  velocities,  owing  to  the 
shocks  and  brittleness  of  the  cast  iron  felloes.  This 
objection  was  in  a  ereat  measure  obviated  in  Losh'a 
wheels,  which  could  be  osed  with  safety  at  the 
greatest  speeds. 
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In  Chanctry. 


LosH  V.Hague. 
Car.  Sir  L.  Shadwell,  V.  C,  Aug.  9,  1837- 


The  bill,  having  stated  the  plaintiff's  title  and  <ihe  enrolment 
of  the  specification  and  the  disclaimer  in  the  usual  manner,  set 
forth  the  whole  of  the  specification,  omitting  the  parts  dis- 
claimed, and  craving  to  refer  to  copies  of  the  drawings  annexed 
to  the  specification  deposited  with  the  derk  in  court  for  all 
purposes  of  elucidating  the  said  specification,  or  otherwise  in 
the  cause,  averred  that  the  letters  patent  were  in  full  force,  and 
that  the  plaintiff  had  fully  enjoyed  the  profits  thereof;  and 
having  further  stated  the  making  and  selling  by  the  defend- 
ant of  wheels  made  on  the  principle  of  the  plaintiff's  in- 
vention, and  the  defendant's  refusal  to  desist  from  so  doing, 
and  that  the  defendant  had  recently  received  a  large  order  for 
wheels  of  the  same  kind  from  the  London  and  Birmingham 
Railway  Company,  prayed  an  injunction,  and  an  account  of  the 
profits  which  had  been  made  from  the  sale  of  the  wheels  so 
made. 

The  statements  in  the  bill  were  verified  by  the  usual  affidavits, 
and  various  other  affidavits  having  been  filed  on  the  one  side  as 
to  the  novelty,  utility,  and  merit  of  the  invention,  and  on  the 
other  side  tending  to  impeach  the  validity  of  the  patent,  an 
injunction  was  moved  for  on  the  ground  of  the  uninterrupted 
enjoyment  by  the  plaintiff  of  his  invention  for  seven  years,  and 
until  the  infringement  by  the  defendant,  and  that  credit  was  to 
be  given  to  the  validity  of  a  patent  after  possession  of  such 
duration.  The  motion  was  opposed,  on  the  ground  that  the 
plaintifi^s  patent  was  invalid,  by  reason  of  a  part  of  the  in- 
vention set  forth  in  the  specification  having  been  invented  and 
used  by  Paton  before  the  date  of  the  plaintiff's  patent. 

Sir  L.  Shadwell.,  V.  C. :  It  really  seems  to  me  that  this  is 
a  case  in  which  I  must  grant  the  injunction,  because,  as  I 
understand  it,  the  wheels  that  the  defendant  has  made  are 
certainly  wheels  made  according  to  that  thing  for  which,  as  I 
understand  it,  the  plaintiff  has  taken  out  his  patent, — ^the  sub- 
stance of  part  of  the  patent  being  for  making  wheels  that  shall 
have  the  spoke  and  the  felloe  in  parts  of  the  same  piece,  that 
is,  in  other  words,  the  spoke  is  to  be  made  with  an  elbow  bend, 
which  elbow  bend  wUl  constitute  a  part  of  the  felloes.  Now  it 
seems  to  me  that  there  can  be  no  question,  but  that  the  wheels 
complained  of  as  having  been  made  by  the  defendant,  do  answer 
the  description  of  the  plaintiff's  wheels,  and  I  do  not  think  it 
to\dmuThe"iii.  cnough  ou  a  question  of  injunction,  for  the  defendant  to  say, 
fringeroent,  and  ^j^y  ^e  has  done  the  thing  complained  of,  but  will  not  do  it 
^pinrtt.         again.    That  is  not  the  point,  because  if  a  threat  had  been 
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QsecL  and  the  defendant  revokes  the  threat,  that  I  can  under-  Sir  L.  Shad. 

w§U  V  C 

stand  as  making  the  plaintiff  satisfied;  but  if  once  the  thing  '  * 
complained  of  has  been  done,  I  apprehend  this  court  interferes, 
notwithstanding  any  promise  the  defendant  may  make  not  to  do 
&e  same  thing  again.  I  cannot  but  think^  however,  that  there 
is  a  good  deal  of  question  raised,  by  means  of  the  production  of 
Baton's  patent,  and  what  is  stated  by  the  witnesses  on  the  part 
of  the  defendant^  on  the  point  whether  altogether  the  thing 
wliich  is  so  stated  in  the  plaintiff's  specification  as  an  invention 
is  an  invention  or  not;  there  is  a  question  on  it,  and  it  appears 
to  me  that  even  if  Paton's  specification  and  patent  were  in  point 
of  &ct  bad^  yet  if  Paton  had  actually  been  making  wheels 
whidi'were  on  that  principle  on  which  the  plaintiff's  were  made, 
then  the  plaintiff's  patent  would  fail.  The  thing  is  certainly 
left  in  donbt  on  that  very  affidavit  made  by  Paton's  people; 
they  have  not  sworn  to  the  fiict  in  the  simple  manner  diey 
mi^t  have  sworn  it,  but  they  have  so  sworn  it  as  to  leave  it 
imoertain  what  they  do  means  they  have  sworn  that  in  all 
material  parts  the  things  were  the  same,  except  something 
which  is  immateriaL  If  they  had  said  all  parts  were  the  same, 
that  would  come  to  the  point,  and  I  should  have  understood  it, 
bat  they  have  not  sworn  to  that  fact,  and  therefore,  they  have 
left  a  doubt  on  their  own  affidavit  as  to  what  it  was  they  meant 
to  state.  I  cannot  but  think  that  if  the  matter  was  to  depend 
on  Fftton's  patent,  there  would  be  great  ground  for  saying  that 
the  specification  is  not  good.  It  may,  perhaps,  be  held,  if  it 
were  to  go  before  a  jury,  that  it  was  good ;  that  I  can  under- 
stand; but  it  is  quite  obvious  to  my  eye,  as  I  view  the  drawings 
annexed  to  the  specification,  that  they  do  not  represent  the 
thing  which  he  meant  to  be  represented ;  if  it  be  the  fact  that 
he  meant  to  have  represented  that  the  spoke  and  the  felloe 
were  made  of  one  piece,  it  is  evident  from  the  drawing  that  that- 
is  not  so  represented,  because  the  drawing  introduces  internal 
fines,  which  of  necessity  give  the  appearance  to  the  eye  of  a 
eombination  of  parts,  and  not  one  piece;  and  when  I  look  on 
the  singular  language  which  he  has  used  in  the  body  of  the 
qwdfication,  it  does  not  appear  to  be  at  all  clear  on  the  words 
Qsed,  that  he  did  mean  that  thing  which  is  imputed  to  him; 
and,  oertunly,  if  he  did  mean  to  say  so,  then  the  drawings  hav« 
ooDtradicted  the  words,  and  have  represented  one  thing  and  the 
words  another.  As  to  the  length  of  time  that  has  elapsed,  I  do  Time  wUhia 
not  thmk  there  is  much  in  that.  On  the  23d  of  March,  the  cation  thoutf' 
plaintiff  received  some  information  that  th^re  was  an  invasion  be  mad«. 
of  his  patent,  and  some  portion  of  time  it  appears  was  spent  in 
making  inquiries;  there  was  notice  given  distinctly  on  the  8th 
of  May.  Then  some  further  correspondence  takes  place,  and 
letters  between  the  parties;  and  then  a  bill  is  filed,  on  the  7th  of 
July,  and  the  q>plicatiott~i8  virtually  made.    I  cannot  but  think, 
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therefore,  that  the  plaintiff  has  come  in  sufficient  time,  and  the 
only  thing  that  rather  appears  to  me  to  be  probable,  is,  that 
the  substantial  grievance  is  but  small,  because  if  it  be  true  that 
the  defendant  will  not  make  any  such  wheels  again,  and  if  it  be 
true  that  he  has  taken  a  contract  with  the  London  and  Birming- 
ham Company,  for  making  wheels  of  a  different  description, 
this  is  very  little  more  than  a  mere  scientific  discussion  on  an 
abstract  right*  In  these  cases  on  patents  one  is  obliged  to  go  a 
great  deal  on  hypothesis  alone— it  seems  difficult  to  make  out 
what  the  real  fact  is.  It  appears  to  me  there  must  be  an  in- 
junction, and  you  must  undertake  to  bring  such  action  as  you 
may  be  advised.    And  reserve  aU  further  directions. 

This  court  doth  order  that  an  injunction  be  awarded  against 
the  defendant  John  Hague,  to  restrain  him  from  directly  or 
indirectly  making,  using,  or  putting  in  practice,  the  plaintiff's  in- 
vention of  certain  improvements  in  the  construction  of  wheels 
for  carriages  to  be  used  on  railways,  in  the  plaintiff's  bill  men- 
tioned, or  any  part  of  the  same,  or  in  any  wise  counterfeiting, 
imitating,  or  resembling  the  same,  until  the  defendant  shall  fully 
answer  the  plaintiff's  bill,  or  this  court  make  other  order  to  the 
contrary* 


Trial  at  haw» 


Dadaaratiim, 


Pleat, 


LoBH  V.  Hague. 
Car.  Lord  Abinger,  C.  B.,  Trin.  Vac.  1838. 

The  declaration  having  stated  the  grant  of  the  letters  patent, 
the  enrolment  of  the  specification,  and  the  entry  of  the  dis- 
claimer, assigned  as  breaches — ^That  the  defendant  made  and 
sold  divers  wheels  for  carriages  to  be  used  on  railways,  in 
imitation  of  the  undisclaimed  invention  of  the  plaintiff,  and 
divers  other  wheels  for  carriages  to  be  used  on  railways,  in 
imitation  of  the  parts  of  the  invention  of  the  plaintiff  so  not 
disclaimed  as  aforesaid. 

To  this  the  defendant  pleaded, — 1.  Not  guilty.  2.  That  the 
said  supposed  improvements  in  the  construction  of  wheels  for 
carriages  to  be  used  on  railways  claimed  by  the  plaintiff,  and 
not  disclaimed  in  his  disclaimer,  are  only  trifling  and  insignifi- 
cant alterations  in  the  mode  of  making  wheels  before  then 
known  and  in  public  use,  and  are  not  legal  subjects  for  the 
grant  of  the  said  letters  patent.  3.  That  the  plaintiff  was  not 
the  true  and  first  inventor  of  the  said  supposed  improvements. 
4.  That  the  plaintiff  did  not  by  any  instrument  in  writing 
particularly  describe  and  ascertain  the  nature  of  his  said  inven- 
tion, and  in  what  manner  the  same  was  to  be,  and  might  be, 
performed. 
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The  notice  of  objections  was  substantially  the  same  as  the 
pleas  (a).  At  the  trial  a  considerable  body  of  evidence  was 
adduced  on  both  sides,  the  general  nature  of  which  will  suf- 
ficiently appear  in  the  following  extracts  of  the  summing  up  of 
the  learned  judge. 

Lord  Abingeb,  C.B.  :  Gentlemen  of  the  jury,  this  action  is 
brought  by  the  plaintiflf  Mr.  Losh,  against  the  defendant  Mr. 
Hagae^  to  recover  nominal  damages  for  the  purpose  of  vindi- 
cating his  right  to  a  patent  which  he  claims,  and  which  he  says 
the  defendant  has  infringed. 

Some  years  ago,  when  an  action  was  brought  for  the  infringe- 
ment of  a  patent,  the  defendant  did  nothing  more  than  plead 
what  is  called  the  general  issue;   and  when  he  pleaded  that 
vUch  was  the  only  plea  the  law  allowed  him,  the  plaintiff  was 
under  the  necessity  of  proving  every  part  of  his  case :  he  was 
obliged  to  prove  the  patent,  the  enrolment  within  due  time, 
that  the  specification  was  proper,  and  that  the  invention  was 
novel  and  beneficial,  that  it  was  usefcd,  that  he  had  prepared  it 
for  the  accommodation  of  the  public,  and  that  the  defendant 
had  infringed  it;  but  by  some  recent  alterations  in  the  law,  a 
defendant  now  is  obliged  to  put  all  those  matters  into  separate 
pleas;  80  that  when  he  puts  the  plaintiff  to  prove  his  case,  he  • 
is  imder  the  necessity  of  putting  into  separate  pleas  all  those 
matters;  the  defendant  is  now  obliged  to  put  something  on  the 
leoord  to  bring  the  specification  into  question,  because,  if  he 
Ad  not,  he  would  admit  it.     Further,  by  a  recent  act  of  parlia- 
ment, a  defendant  is  now  obliged  to  give  a  notice  of  objections 
'  to  the  plaintiff,  besides  the  pleas.    We  have  had  the  first  fruits.  The  notice  of 
as  &r  as  my  experience  goes,  of  that  new  act  of  parliament  to-  appri!l^{he"  '* 
day,  but  I  never  conceived  those  objections  were  intended  to  plaintiff  of  what 
be  urged  before  the  jury,  I  thought  they  were  merely  to  apprise  ******  ^^^ 
the  plaintiff  of  what  he  was  to  be  prepared  to  meet. 

The  real  question  is  reduced  to  this:  the  third  issue  is,  whe- 
ther the  plaintiff  was,  at  the  time  of  the  making  of  the  letters 
pttent,the  true  and  first  inventor  of  the  said  supposed  improve- 
ment in  the  construction  of  these  wheels  for  carriages  to  be  used 
on  railways.  Now  I  shall,  in  the  outset,  state  what  I  conceive  to 
be  the  law  on  that  subject;  if  I  am  wrong  I  shall  be  corrected 
daewhere.  If  a  man  claims  by  his  patent  a  number  of  things, 
ss  bemg  the  inventor  of  them,  whether  they  consbt  of  improve- 

{*)Tfmelieeastonoticeofobjeetioiuunder5ti.6  under  the  statute    could   not  be   exercised,  the 

W.  4.  e.  83,  s.  5.    The  defendant  bad  omitted  on  matter  came  before  the  court 
y^ajto  ^ve  to  the  plaintiff  a  notice  of  any  ob-  Aldenon,  B. :  Perhape  if  the  point  be  bsisted  on, 

jKlioaB  on  which  he  meant  to  rely  at  the  trial,  we  can  only  give  the  defendant  leave  to  plead  ds 

tad  a  nmmons  was  subsequently  taken  out  before  novo. 

^l«%e  at  chambers  for  leave  to  deliver  such  no-  Parka,  B. :  The  court  has  power  to  grant  the  de- 

tiee  ease  fro  time.  This  summons  being  opposed,  fendant  leave  to  plead  d§  now.    Therefore  let  the 

•a  the  pound  that  a  judge  had  not  the  power  to  pleas  already  pleaded  be  considered  as  if  pleaded 

•n»i  *1i 1: — :^«   .u J  .  ^.u«_»  :-  *u ^  ^^^^  ^^  ^ti  the  objecUoos  be  then  added,  and 

considered  as  if  delivered  along  with  the  pleas^ 
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If  oneof  iCTerml  ments  or  original  inventions,  and  it  turns  out  that  some  of  them 
£  no*  neir  OT  ^  ^^^  original  and  not  improvements,  his  patent  is  void.  The 
an  improve-  question,  therefore,  which  you  are  to  try  is,  not  merely  whether 
ii  Tdd.***  ^^^  M^-  ^*^  ^^  °^^®  *®"^®  improvements  upon  wheels  which 
existed  before,  but,  whether  all  the  improvements  which  he 
claims  to  be  so  are  original.  That  is  the  question  you  have  to 
try.  It  may  still  be  safely  admitted,  probably,  that  Mr.  Losh  is 
a  very  ingenious  man,  and  has  made  several  beneficial  improve- 
ments.  The  learned  coimsel  has  been  endeavouring  to  show 
you,  that  those  improvements  are  improvements  on  Paton's 
patent.  The  question  for  you  to  try  is,  whether  some  of  the 
improvements  which  he  has  stated  in  his  specification  as  his 
own,  have  not  already  been  made,  that  is  the  question;  if 
having  Paton's  patent  before  him,  and  seeing  what  Paton  had 
invented,  or  if,  knowing  by  inquiry  what  Paton  had  made 
and  what  Paton  had  sold,  he  had  referred  to  that  in  hb  speci- 
fication, and  had  stated  the  distinction  between  this  and  that, 
and  had  stated  that  such  was  the  improvement  he  claimed,  his 
patent  certainly  could  not  have  been  touched. 

Now  let  us  see  what  is  the  evidence  on  which  that  question 
tunis,  for  that  appears  to  me,  notwithstanding  the  length  of 
the  case,  really  to  be  very  short.  I  will  first  represent  to  you 
what  the  evidence  appears  to  be  upon  P&ton's  patent,  and  tiie 
wheel  made  before.  The  witnesses  say  Paton  invented  a  mode 
of  making  the  wheels  of  wrought  iron,  and  they  say  Paton,  by 
his  patent,  shows  tiiat.  The  gentiemen  who  have  read  the 
patent  say,  that  though  he  does  not  use  the  word  wrought  iron 
for  the  purpose  of  showing  how  the  inner  circumference  of  the  * 
wheel  is  to  be  made,  yet  when  he  says  the  spokes  are  to  be 
made  of  wrought  iron,  and  the  spokes  and  periphery  are  to  be 
welded  into  one,  and  that  is  to  form  the  wheel  (I  will  go  to  Ae 
minute  parts  presently),  they  say  that  denotes  that  in  point 
of  fact  he  meant  them  both  to  be  of  the  same  material,  wrought 
iron.  But  it  does  not  rest  on  Paton*s  patent,  because  Mr.  Em- 
bleton  proved  to  you,  that  the  first  wheel  they  made  was  rivetted, 
and  on  being  tried  would  not  answer;  and  he  says,  that  upon  his 
suggestion  all  the  other  wheels,  thirty  pair  in  number,  which 
were  made  by  Paton,  were  made  with  the  circumference  of  the 
inner  rim  entirely  of  wrought  iron,  and  then  welded  into  one 
piece.  That  is  what  he  says.  You  have  had  a  model  of  a  wheel 
produced  to  you,  and  you  are  to  judge  of  that.  Then  they  pro- 
duce after  Patbn's  patent  a  model  which  is  to  represent  his 
drawing  containing  this;  and  they  produced  an  original  piece 
taken  from  one  of  the  wheels  to  show  you.  They  say,  here  is 
the  spoke  of  the  wheel  which  is  welded  into  the  part  of  the  cir- 
cumference. Now  one  of  the  advantages  Sir  F.  Pollock  says 
Losh's  patent  has  over  Paton's  is,  that  instead  of  welding  it  on 
he  bends  it  down.     I  observe  one  of  the  pleas  states,  that  the 
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improTements  are  something  trifling  and.  insignificant    If  that  Whether  an  im- 
is  the  improvement,  you  will  consider  whether  it  is  worth  a  uSIn^andb- 
patent  or  not  (i).   Several  of  the  witnesses  have  proved  to  you,  significant  or 
that  when  a  piece  is  properly  welded,  the  particular  parts  united  fo^  the^ju!> 
by  the  weld  are  quite  as  strong  as  any  other  part  of  the  piece,  if 
not  stronger,  and,  consequently,  if  it  be  welded  on,  it  seems — it 
is  for  you  to  judge — that  there  is  no  particular  advantage  that  it 
should  be  one  piece  bent,  over  the  two  pieces  welded  together  in 
this  way.    Well,  this  being  the  case,  this  is  one  of  the  spokes, 
and  they  represent  that  another  spoke  is  to  come  on  here,  and 
the  piece  is  to  be  welded  to  this^  and  the  inner  rim  is  to  be 
welded.    Sir  Frederick  Pollock  says,  that  is  not  in  his  patent; 
for  aught  that  appears  in  his  patent  they  are  only  to  be  bound 
by  an  outer  rim,  namely  a  tire,  and  therefore  they  might  be 
loose  pieces.     Supposing  that  to  be  so,  the  question  you  have  to 
try  on  the  originality  of  Losh's  invention  is,  not  whetiier  Paton's 
patent  contains  that  perfect  periphery  that  is  required  in  this  The  publicly 
case,  but  whether  wheels  have  been  publicly  made  on  this  prin-  "*^*°^^^I^*'' 
dpie;  if  the  wheels  had  been  made  and  sold  to  any  one  indivi-  though  there  b% 
dual,  the  public's  not  wanting  them  because  there  were  no  rail-  ^^f^'J*J°^^5\ 
irays,  their  not  being  adapted  to  any  particular  use  which  at  vitiate  a  sabs^- 
that  time  was  open  to  the  pubUc  to  apply  them  to,  makes  no  **"*'*'  patent. 
difference.     You  have  it  in  evidence  from  that  witness  Emble- 
ton,  and  the  person  who  was  called  after  him,  the  deaf  man,  Mr. 
Mann,  that  these  wheels  were  made  in  the  first  instance;  that 
thirty  pair  were  made  with  a  complete  continuous  circumference 
sU  round.  Then  what  signifies  the  words  of  the  specification?  if 
they  were  so  made  and  sold,  or  used  at  all,  though  not  for  any 
purpose  that  then  made  them  popular  or  desirable,  still  they  are 
made  with  that  particular  advantage  which  is  claimed  by  Losh's 
patent,  namely,  a  periphery  made  of  one  continuous  piece  of 
wrought  iron,  as  well  as  tiie  spokes.    But  that  is  not  all  the 
eridence;  there  are  two  persons  firom  Manchester;  one  HorsfaU 
says,  that  he  remembers  nearly  twenty-eight  years  ago,  in  the 
year  1810,  when  he  came  into  the  employ  of  his  present  em- 
ployers, that  there  were  three  trucks,  having  each  three  wheels, 
and  those  wheels  were  made  of  wrought  iron  spokes  in  a  wrought 
iron  drcumference,  and  there  is  one  exhibited  before  you  which 
vas  actually  in  use  at  that  time;  the  other,  Roberts,  confirms 
that,  and  has  stated  that  they  existed  for  many  years,  and  that 
they  have  been  used.    Mr.  Roberts  states,  that  he  himself  has 
made  wheels  upon  this  construction;  but  as  he  cannot  state  the 

(b)  This  aoestion  would  appear,  both  on  the  bad  been  made  in  two  pieces ;  but  it  is  submitted 

ttshorily  of  the  learned  Chief  Baron  in  this  case,  that  dictum  must  be  received  and  applied  with 

tad  froo  the  nature  of  the  thing,  to  be  peculiarly  caution,  since  the  aToiding  that  joining  might  con* 

a  question  for  the   inry ;  and  this  defence  must  stitute  a  most  material  improvement.    The  utility 

CMae^eatly  be  specmlly  pleaded.    In  the  case  of  of  the  change  would  appear  to  be  the  test  to  be 

Brm%UmiMa»kt9, 4  B.  &  AM.  554,  BaiUg,  J.,  ex-  applied,  and  of  this  the  jury  are  to  judge  accoid. 

>  aa  opinioQ  thai  there  conld  not  be  a  valid  ing  to  the  evidence.    See  outs  71,  n.  t. 


fMsBt  for  Baking  in  out  entire  piece  what  before 
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Lo^  Abmger,   penod  of  the  year  1831  at  which  he  made  them,  he  must  not  be 
juryl'  considered  as  having  made  any  thing  of  that  sort  before  Losh's 

patent,  and  I  lay  that  out  of  the  question;  but  yet  you  have  the 
circumstance  of  those  wheels  made  for  the  use  of  Roberts  and 
Sharpens  manufactory,  and  you  have  the  wheels  made  by 
Paton's  people  as  far  back  as  the  year  1809  and  1810,  up  to  the 
year  1813,  when  he  died. 

You  will  judge  whether  Losh  does  or  does  not  daim  in  his 
specification,  as  part  of  his  improvement,  that  construction 
which  those  wheels  so  long  ago  made  actually  exhibited.  I  quite 
agree  with  the  law  laid  down  by  Sir  F.  Pollock,  that  a  man  can 
always  take  out  a  patent  for  a  new  improvement ;  but  when  he 
makes  his  specification,  he  must  take  care  that  he  does  not  put 
among  his  improvements  that  which  another  man  had  before 
made,  or  had  got  a  patent  for.  Now  when  you  look  at  this  pa- 
tent, it  is  for  you  to  consider  this :  he  says,  that  patent  is  for  cer- 
tain improvements  in  the  construction  of  wheels  for  carriages  to 
be  used  on  railways,  &c  (c).  Now  it  appears  here,  that  one  of  his 
modes  is  to  make  the  circular  rim  consist  of  detached  pieces, 
which  are  united  to  the  spokes  in  the  first  instance;  and  then 
those  detached  pieces  are  either  rivetted  together,  or  welded  to- 
gether, to  form  a  continuous  circle.  By  that  means  he  effects 
an  iron  wheel  made  with  wrought  iron  spokes,  and  with  a  wrought 
iron  circumference.  They  say,  Paton's  patent  has  done  the 
same,  and  the  only  difference  between  the  two  cases  is,  that  in 
the  one  case  they  have  welded  the  spokes  into  the  circumference, 
while  in  the  case  of  Losh's  the  spoke  is  formed,  and  the  cir- 
cumference is  formed,  of  part  of  the  same  piece.  Is  there  any 
importance  in  that  ?  That  is  a  point  I  shall  leave  to  your  con- 
sideration on  this  part  of  the  case  ((/)•  But  it  does  not  rest  on 
this  point  only :  the  question  is,  whether  if  any  man,  after  the 
date  of  Losh's  patent,  had  made  a  wheel  according  to  Paton's 
patent,  and  had  welded  the  spoke  into  the  circumference,  not 
bending  the  spoke  so  as  to  make  it  part  of  the  circumference, 
Mr.  Losh  might  not  very  justly  have  complained  of  that  as  .an 
infringement  of  his  patent,  because  he  would  have  called  men  of 
science  to  prove  that  the  welding  was  just  as  good  as  the  original 
piece  bent,  and  it  would  make  no  difference. 

There  has  been  a  contest  between  the  learned  counsel  and  the 
witnesses,  that  it  is  not  stated  in  Paton's  specification,  as  in 
Losh's,  that  the  periphery  and  the  spoke  are  to  be  joined  to- 
gether. But  Paton's  patent  is  not  an  important  thing  for  you 
to  consider ;  it  is  a  light  you  may  look  at,  but  it  does  not  decide 
the  case.  The  question  is,  what  was  made  by  the  workmen;  and 
if  it  had  been  made  by  Paton,  and  Paton's  patent  had  never 
existed  at  all,  the  question  would  then  have  been  just  the  same. 

(c)  The  learned  Chief  Baron  here  read  over  and  (d)  As  to  the  effect  of  a  change  of  this  natare 

commented  on  the  specification.  being  a  proper  question  for  the  jury,  anU  205,  o.  b. 
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Let  US  see  what  it  is  he  claims.     He  says,  '^  I  do  hereby  declare  Lord  Ahinger, 

that  I  make  no  daim  to  the  exclusive  use  of  iron  spokes,  oTj^ry'' 

wrought  iron  tire/'     If  he  had  not  qualified  his  specification  by 

that  statement,  the  result  would  have  been,  that  if  any  one  had 

shown  a  wrought  iron  spoke  used  in  a  wheel  before  the  patent 

was  obtained,  it  would  have  been  sufficient  to  render  the  patent 

mvalid.   Then,  in  the  third  claim,  he  speaks  of  a  hoop  of  wrought 

iroQ  tire,  strong  enough  to  hold  the  spokes  without  any  inner 

lim  at  all ;  but  you  may  make  a  tire  over  it,  which  tire  I  do  not 

daim :  therefore  the  claim  simply  is,  he  claims  his  mode,  but  he 

dftims  also  the  wrought  iron  periphery  as  part  of  his  mode,  at 

the  same  time.      If  I  am  wrong  in  that  I  shall  be  corrected 

hereafto*.     It  does  appear  to  me,  he  claims  a  wrought  iron  dr- 

comference  as  a  part  of  the  modus  operandi  of  making  his  wheel. 

If  you  are  of  that  opinion,  if  you  think  he  substantially  claims 

die  wrought  iron  periphery  as  part  of  his  improvement,  and  you 

think  that  that  wheel,  wiUi  the  wrought  iron  periphery,  has  been 

made  before^  and  made  substantially  in  the  same  manner^  I  am 

of  opinion,  and  I  very  much  regret  it,  that  the  defendant  will  be 

entided  to  your  verdict. 

The  learned  counsel  has  stated  to  you,  and  very  properly,  and 
it  is  a  circumstance  to  be  attended  to,  that  Mr.  Losh  has  taken 
out  hia  patent  to  use  his  wheels  on  railways.    Now,  he  says, 
the  whec^  made  by  Mr.  Pbton,  or  by  the  other  workmen  who 
were  called  as  witnesses,  were  never  applied  to  railways  at  all. 
That  opens  this  question,  whether  or  not  a  man  who  finds  a 
▼bed  ready  made  to  his  hand,  and  applies  that  wheel  to  a  rail- 
way, shall  get  a  patent  for  applying  it  to  a  railway.    There  is 
some  nicety  in  considering  that  subject.     The  learned  counsel 
has  mentioned  to  you  a  particular  case,  in  which  an  argand  lamp 
burning  oil  having  been  applied  for   singeing   gauze,   some- 
body dbe  afterwards  applied  a  lamp  supplied  with  gas  for  singe- 
ing lace»  which  was  a  novel  invention,  and  for  which  an  argand 
lamp  is  not  appUcable,  because  gas  does  not  bum  in  the  same 
way  as  oil  in  an  argand  lamp.     But  a  man  having  discovered  by 
tiie  application  of  gas  he  could  more  effectually  bum  the  cottony 
puts  of  the  gauze  by  passing  it  over  the  gas,  his  patent  is 
good  (e).    That  was  tiie  appUcation  of  a  new  contrivance  to  the 
same  purpose ;  but  it  is  a  different  thing  when  you  take  out  a  There  it  a  ma- 
patent  for  applying  a  new  contrivance  to  an  old  object,  and  ap-  ^^j^^J^^*^}'**." 
plying  an  old  contrivance  to  a  new  object — ^that  is  a  very  differ-  ing  a  new  con- 
ent  thing :  if  I  am  wrong,  I  shall  be  corrected.    In  the  case  the  ^l^^^Jl  "^ 
learned  counsel  put,  he  says,  if  a  surgeon  goes  into  a  mercer's  an  old  coatri- 
abop,  and  sees  the  mercer  cutting  velvet  or  silk  with  a  pair  of  ^J|?^J®  *  ^^^ 
scissors  with  a  knob  to   them,  he  seeing  that  would  have  a 

(#)  The  cue  Tcferredto  is  HaU's  patent,  onto      such  an  application  of  gas;  such  lace  had  not 
98.     Tke  sobjeet-natter  of  that  patent  was  the      been  known  before, 
new  BMBafactaiiB  of  lace,  which  resulted  from 
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right  to  take  out  a  patent,  in  order  to  apply  the  same  scissors  to 
cutting  a  sore,  or  a  patient's  skin.  I  do  not  quite  agree  wiUi 
that  law.  I  think  if  the  surgeon  had  gone  to  him  and  said,  ^^I 
see  how  well  your  scissors  cut/'  and  he  said,  "  I  can  apply  them 
instead  of  a  lancet,  by  putting  a  knob  at  the  end/'  that  would  be 
quite  a  different  thing,  and  he  might  get  a  patent  for  that;  but 
it  would  be  a  very  extraordinary  thing  to  say,  that  because  all 
mankind  have  been  accustomed  to  eat  soup  with  a  spoon,  that  a 
man  could  take  out  a  patent  because  he  says  you  might  eat  peas 
The  simple  uae  with  a  spoon.  The  law  on  the  subject  is  this:  that  you  cannot 
i'iaf  .^nora  tub-  ^*^®  ^  patent  for  applying  a  well-known  thing  which  might  be 
ject-matter.  applied  to  50,000  different  purposes,  for  applying  it  to  an  opera- 
tion which  is  exactly  analogous  to  what  was  done  before.  Suppose 
a  man  invents  a  pair  of  scissors  to  cut  cloth  witli,  if  the  scissors 
were  never  invented  before,  he  could  take  out  a  patent  for  it  If 
another  man  found  he  could  cut  silk  with  them,  why  should  he 
take  out  a  patent  for  ihat(/)?  I  must  own,  therefore,  that  it 
strikes  me,  if  you  are  of  opinion  this  wheel  has  been  constructed^ 
according  to  die  defendant's  evidence,  by  the  persons  who  have 
The  application  been  mentioned,  long  before  the  plaintiff's  patent,  that  although 
to  railroads!  ^  there  were  no  railroads  then  to  apply  them  to,  and  no  demand 
not  the  subject-  for  such  whccls,  yet  that  the  application  of  them  to  railroads 
tenu  '®  *  ^"  afterwards,  by  Mr.  Losh,  will  not  give  effect  to  his  patent,  if 
part  of  that  which  is  claimed  as  a  new  improvement  by  him  is  in 
fact  an  old  improvement,  invented  by  other  people,  and  used  for 
other  purposes :  that  is  my  opinion  on  the  law,  and  on  that  I 
am  bound  to  direct  you  substantially.  The  learned  counsel  will 
have  the  advantage  of  it  by  and  by,  in  case  I  am  wrong.  I  thereforo 
submit  to  you  these  two  propositions.  The  only  question  you  have 
to  try  is,  whether  all  the  improvements  Mr.  Losh  has  claimed  in 
his  patent  be  original;  and  in  order  to  determine  that  question, 
you  will  have  to  consider,  whether  the  wheels  which  the  wit- 
nesses state  to  have  been  made  by  Mr.  Paton,  or  his  workmen, 
or  made  by  the  gentlemen  in  Manchester,  were,  in  feet,  made  on 
the  same  principle,  either  in  whole  or  in  part;  if  in  part,  it  is 
sufficient,  as  Mr.  Losh  claims  the  wrought  iron  periphery  as  one 


(/)  It  is  at  oDce  evident  that  applications  of  Cases  of  this  kind  are  well  described  by  the  ' 
this  nature  cannot  be  said  to  be  '  any  manner  of  'double  use  ;*  and  under  such  circumstances  it  is 
new  manufacture ; '  they  may  be  called  inventions,  truly  said,  there  cannot  be  a  patent  for  a  double  or 
in  one  sense  of  the  term,  inasmuch  as  something  new  use  of  a  known  thing,  because  such  use  can- 
may  be  said  to  have  been  found  out,  some  discovery  not  be  said  to  lead  to  any  manner  of  new  mana« 
may  be  said  to  have  been  made ;  but  they  are  not  factare. 

such  as  can  be  the  subject-matter  of  letters  patent.  There  is,  however,  a  large  class  of  cases   iB 

Suppose  any  one  to  have  discovered  that  a  medi-  which  a  new  use  of  a  known  thing  is  the  substance 

cine  known  as  a  valuable  specific  in  one  class  of  or  essence  of  the  invention,  as  tl^  use  of  the  rn 

complaints,  fevers  for  instance,  had  also  ^reat  eflS-  in  improving  lace,  ante  98,  or  the  use  of  charcoal  in 

cacy  for  curing  consumptions,  the  application  of  filtenog  sugar,  ante  152;  but  in  all  these  and  similar 

that  medicine  to  such  a  new  purpose  would  not  be  cases  a  new  manufacture  is  the  result,  and  if  th« 

the  subject-matter  of  letters  patent.    The  medi-  invention  or  discovery  be  examined  according  to 

cine  is  a  manufacture,  and  the  making  or  com-  this  test,  no  diflBculty  can  arise  in  determiniog 

pounding  it  might  be  the  subject  of  a  patent ;  but  whether  the  new  case  i^  such  as  can  be  protected 

the  medicioe  teing  known,  the  discovery  of  any  by  letters  patent 
jiew  application  is  not  any  manner  of  manufacture^ 
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of  his  inventions.  If  you  think  the  wrought  iron  periphery^ 
chimed  as  one  of  his  inventions^  has  ever  been  applied  before^ 
it  a]q)ear8  to  me  he  has  claimed  too  much.  Tou  will  take  the 
matter  into  your  consideration,  and  judge  for  yourselves.  If 
yon  think  there  is  nothing  in  Paton's  patent,  or  in  the  construc- 
6m  of  the  wheels  made  by  his  workmen,  or  the  others,  which 
at  all  resembles  any  thing  which  Mr.  Losh  claims — ^if  that  is  the 
€ue,  then  there  is  nothing  that  is  not  original  on  hb  part ;  but 
if  yon  think  it  does,  however  you  may  regret  it,  it  is  a  duty  you 
ewe  to  jostioe  to  give  a  verdict  for  the  defendant.  If  you  think 
otherwise,  you  are  bound  to  give  a  verdict  for  the  plaintiff,  with 
nominal  damages. 

He  jury  found  a  verdict  for  the  defendant  on  the  tiiird,  and  ^^^*ct. 
for  the  plaintiff  on  the  other  issues. 


Tlw  plaintiff  subsequently  disclaimed  under 
Lard  Broagbain*s  act  so  much  of  the  specification 
If  idated  10  the  invention  referred  to  in  the  third 
Haan,  that  being  the  only  part  of  the  invention  of 
vbich  the  novelty  was  disputed  in  the  above  pro- 
cfeni^s. 

Prwctice  n  to  Certificate  and  Coits,  tinder  5  6c 
€  W.  4,  c.  83,  s.  6. — The  learned  judge  certi6ed 
tbtallthe  iKoes  except  the  third  had  been  proved 
fcr  the  plahitiff.and  that  the  third  bad  been  proved 
by  the  defendant. 

Ob  the  taxation  of  costs,  the  master  taxed  off 
(tin  the  plaintiff's  bill  of  cosu,  all  the  general 
corts  of  the  cause,  including  instructions  for  writ, 
Ihs  wiit  of  suromensy  the  copy  and  service,  the 
wrchiog  ibr  appearance,  instructions  for  decla- 
ntira,  the  rule  to  plead  and  demand  of  plea,  all 
the  term  fees,  and  all  the  other  general  costs  of 
thecaoK,  and  disallowed  to  the  plaiotiff  all  the 
oosb  of  moving  for,  obtaining,  reducing,  summon- 
'm^»  lad  paying,  the  special  jury,  and  only  allowed 
tic  aid  plaintiff  for  five  folios  of  declaration  out 
ef  twenty-five  folios  ;  and  allowed  to  the  defen- 
dni  00  the  taxation  of  his  costs,  all  the  general 
csitsof  the  cause,  and  all  the  defendant's  charges 
rehtiog  lo  the  special  jury,  as  well  as  those  on  the 
ihiidiKBcand  from  these  deducted  the  costs  of  the 
Hantiff  on  the  other  three  issues. 

Aiy/rjf  moved  for  a  rule  to  show  cause  why  the 
■aner  should  not  review  his  taxation,  on  the 
gnesd  that  the  5  &  6  W.  4,  c.  83,  s.  6,  had  ren- 
dned  inoperative  Reg.  Gen.  H.  T.,  2  W.  4,  s. 
H  which  provides,  '*  that  no  costs  shall  be  al- 
k«ei  OB  taxation  to  a  plaintiff,  upon  any  counts 
er  iwies  upon  which  he  has  not  succeeded  ;  and 
Ae  oosii  ol  all  issues  proved  for  the  defendant. 


shall  be  deducted  from  the  plaintiff's  costs ;"  and 
that,  consequently,  under  the  statute,  the  plaintiff 
was  in  this  case  entitled  to  three-fourths  of  the 
general  costs  of  the  cause. 

Per  curiam,  **  The  statute  has  not  had  the  effect 
contended  for.  At  the  time  it  was  framed,  it  was 
competent  for  the  defendant  to  plead  the  general 
issue,  and  give  any  defence  he  might  have  in  evi- 
dence under  it.  The  legislature  intended,  by  means 
of  the  objections  and  the  certificate  of  the  judge 
at  nisi  piius,  to  raise  in  effect  so  many  distinct 
issues,  the  costs  of  each  of  which  were  to  follow 
their  respective  results;  but  it  was  not  meant  to  inter- 
fere with  the  practice  of  taxation  in  other  respects. 
Before,  however,  the  statute  passed  into  a  law,  the 
same  object  was  attained  by  the  rnles  of  the  judges 
as  to  pleadings  and  costs.  Those  alterations,  how- 
ever, escaped  the  recollection  of  the  legislature. 
With  respect  to  the  objections  in  the  present  case, 
they  are  only  a  repetition  of  what  is  already  de- 
tailed in  the  pleas,  and,  therefore,  do  not  much 
affect  the  costs.  However,  as  six  of  them  are 
found  for  the  plaintiff,  and  only  one,  viz.  that  re- 
sembling the  third  plea,  for  the  defendant,  the 
plaintiff  is  in  strictness  entitled  to  six-sevenths  of 
the  costs  of  copying,  transcribing,  &c.,  those  objec- 
tions, and  he  may  take  a  rule  accordingly  ;  but  on 
the  pleadings,  he  is  only  entitled  to  the  costs  of  the 
issues  found  for  him,  and  not  to  the  general  costs 
of  the  cause." 

It  would  appear  to  follow  as  the  result  of  the 
above  decision,  that  the  certificate  of  the  judge 
should  be  as  to  the  notice  of  objections,  and  not 
as  to  the  issues ;  the  defendant  being  entitled  to 
the  costo  of  so  much  of  such  notice  as  he  shall 
prove  at  the  trial. 
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Letters  patent,  6th  September,  1831,  to  WilUaip  Bickford,  for  thu. 
''an  instniment  for  ingiting  gunpowder  when  used  in  the  opera- 
tion of  blasting  rocks,  and  in  mining,  called  the  miners'  safety 

fiac." 

2  fi 
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Specyicatum.         The  instrument  invented  by  me  for  igniting  gunpowder  when 
used  in  the  operation  of  blasting  of  rocks  and  in  mining,  whick 
I  call  "  The  Miners'  Safety  Fuze,"  I  manufacture  by  the  aid  of 
machinery,  and  otherwise,  of  flax,  hemp,  or  cotton,  or  any  other 
suitable  material,  spun,  twisted,  and  countered,  and  otherwise 
treated  in  the  manner  of  twine  spinning  and  cord  making,  and 
by  the  seyeral  operations  hereinafter,  and  in  and  by  the  draw- 
ings hereunto  annexed,  mentioned  and  described.    By  means 
whereof  I  embrace  in  the  centre  of  my  fuze,  in  a  continuous  line 
throughout  its  whole  length,  a  small  portion  or  compressed 
cylinder  or  rod  of  gunpowder,  or  other  proper  combustible  mat- 
ter prepared  in  the  usual  pyrotechnical  manner  of  firework  for 
the  discharging  of  ordnance,  and  which  fuze,  so  prepared,  I 
afterwards  more  eflectually  secure  and  defend  by  covering  of 
strong  twine  made  of  similar  material,  and  wound  thereon  at 
nearly  right  angles  to  the  former  twist  by  the  operation  which  I 
call  countering,  hereinafter  described;  and  I  then  immerse  them 
in  a  bath  of  heated  varnish,  and  add  to  them  afterwards  a  coat 
of  whiting,  bran,  or  other  suitable  powdery  substance,  to  prevent 
them  from  sticking  together,  or  to  the  fingers  of  those  who 
handle  them.    And  I  hereby  also  defend  them  from  wet  or 
moisture,  or  other  deterioration,  and  I  cut  off  the  same  fuze  in 
such  lengths  as  occasion  may  require  for  use.     Each  of  these 
lengths  constituting,  when  so  cut  off,  a  fuze  for  blasting  rocks 
and  mining,  and  I  use  them  cither  under  water  or  on  land  in 
quarries  of  stones  and  mines,  for  detaching  portions  of  rocks  or 
stone  or  mine,  as  occasions  require,  in  the  manner  long  prac- 
tised by  and  well  known  to  miners  and  blasters  of  rocks.    Hav- 
ing thus  particularly  described  and  ascertained  the  nature  of  my 
fiaid  invention,  I  now  proceed  to  show  in  what  manner  and  by 
what  apparatus  the  same  is  to  be  performed,  &c.  (a) 

In  witness,  &c. 


(a)  The  specification  proceeds  to  refer  to  and  This  tpecificatioD  nets  forth  the  principle  of  tKe 

describe  aevera)  drawiogs,  representing  the  apart-  invention,  and  describes  the  means  by  which  it 

mentsof  the  building,  and  the  machinery  and  gene-  could  be  carried  into  practice  so  as  to  produce  the 

ral  process  of  manufacture  of  the  fuzes.  required  result — the  safety  fuze. 

Prior  to  this  invention,  the  fire  was  conveyed  to  The  fuze  being  placed  in  the  hole,  in  commimi' 

Abe  charge  in  blasting  down  a  hole  (the  iron  nail  or  cation  with  the  charge  to  be  fired,  and  tamped 

tamping  needle  having  been  withdrawn)  by  means  round  with  sand,  or  in  some  other  usual  maoDer. 

of  rushes,  reeds,  quills,  or  tubes  of  metal,  parch-  or  inserted  through  an  opening  in  a  box  contaioing 

ment«  and  other  substances,  filled  with  gunpowder,  the  charge,  is  ignited  at  one  end,  and  burns  ex- 

varyiug  in  length  from  a  few  inches  to  two  or  three  tremely  slowly,  so  that  the  person  firing  it  may 

feet  in  length,  according  to  circumstances.    These  retire  to  any  safe  distance.    Tnis  fuze  being  imper- 

methods  were  all  very  dangerous  and  defective>  vious  to  wet,  burns  equally  well  under  water,  so 

and  gave  rise  to  many  accidents ;  the  nail  or  tamp-  that  it  may  be  used  for  all  the  purposes  of  subma- 

ing  needle  being  of  metal,  would  sometimes,  during  rine  blasting,  an  operation  of  considerable  difficnltT 

the  process  of  tamping,  occasion  a  spark  and  ex-  when  the  powder  was  fired  by  dropping  a  piece  of 

plode  the  charge.  red-hot  iron  down  a  tube  reaching  to  the  surface. 
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Cor.  Lord  Cottenham,  L.C.  SOth  Aug.  1837- 

The  bill  haying  stated  the  invention  of  the  fuze  by  Bickford,  Bill  filed 
the  grant  of  the  patent^  the  enrolment  of  the  specification,  the  ^^  ^"^'  *®*^  ' 
establishment  of  a  manufactory  for  the  said  fuzes,  the  partner- 
ship of  Bickford  with  one  of  the  defendants,  the  death  of  the 
said  Bickford,  and  the  title  of  the  plaintiffs  under  his  will  and  as 
copartners — averred,  that  the  plaintiffs  have  continued  to  manu- 
facture the  said  fuze,  and  that  no  other  person  has  any  right  or 
license  to  make  the  same;  and  having  further  stated  that  the 
defendant  was  infringing  their  patent  right,  and  had  received 
great  profits  from  the  same  and  refused  to  account  for  the  pro- 
fits so  made,  after  the  usual  charges,  prayed  an  injunction  to 
restrain  the  defendant  firom  making  and  vending  the  said  fuze, 
and  for  an  account  (£). 

The  Lord  Chancellor  granted  the  injunction  until  the  answer  injunctim. 
or  farther  order,  with  liberty  to  apply. 

Cor.  Sir  L.  Shadwell,  V.  C,  10th  Dec.  1838. 

The  defendant  having,  by  his  answer,  denied  that  the  said 
Bickford  was  the  true  and  first  inventor  of  the  fuze  or  the  ma- 
diinery,  but  had  learnt  it  from  a  person  who  had  gone  about 
selling  fuzes  of  the  same  description — 

Jacob,  GL  C,  and  Bethell,  moved  to  dissolve  the  injunction.  MatUmtodit. 
The  defendant's  case  is,  that  however  great  the  ingenuity  of  Mr.  ^^  ^^  "y'^" 
Bid[ford,  or  the  merit  of  the  invention  in  respect  of  the  ma- 
diinery,  he  is  not  the  inventor  of  the  thing  itself,  others  having 
made  fuzes  of  the  same  materials,  and  on  the  same  construction. 
Tie  affidavits  state,  that  an  Irishman,  whose  name  is  unknown, 
went  about  Com^inBdl  selling  and  publicly  exhibitmg  fuzes  of 
die  same  description,  and  that  Mr.  Bickford  gave  this  person 
twenty  shillings  to  teach  him  the  mode  in  which  these  fuzes 
were  made. 

In  applying  the  argument  for  an  injunction,  on  the  ground  of 
length  of  enjoyment,  regard  must  be  had  to  the  nature  of  the 
tiling,  because  that  which  may  be  such  a  length  of  enjoyment  as 
to  furnish  strong  presumption  in  one  case,  may  furnish  no  pre- 
tomption  in  another  case.  The  manufacture  of  an  article 
required  by  every  body,  shoes  for  instance,  carried  on  under 
letters  patent,  and  acquiesced  in  for  six  or  seven  years,  is  strong 


ifi)  TIk  toventor  being  dead,  there  was  DOt  in  himielf  to  be  the  true  and  first  inventor,  and  that 
tUi  case  the  usoal  affidavit  of  the  patentee,  that  at  the  invention  was  new.  See  Lawb^  Praciicc,.liiQ. 
the  tiae  of  fweaiing  the  nid  affidavit  be  believed      tit.  Affidavits. 
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The  instrument  invented  by  me  for  ignitinr    . 
used  in  the  operation  of  blasting  of  rocks  '       / 
I  call  "  The  Miners'  Safety  Fuze,"  Iw         / 
machinery,  and  otherwise,  of  flax,  her^ 
suitable  materia),  spun,  twisted,  ^  / 
treated  in  the  manner  of  twine  J  / 
by  the  several  operations  her^y  / 
ings  hereunto  annexed,  me/./ 
whereof  I  embrace  in  the  /  ' 
throughout  its  whole  ^/      r 
cylinder  or  rod  of  gu^  //      ^ 
ter  prepared  in  thf  /  ' 
the  discharging    ' 
afterwards  mo- 
strong  twin^ 
nearly  rig)' 


/pre- 

/persoi^  to 

cannot  ar-ise 

circumstaikcxs 

jlic,  the  parties 


i  patent  is  for  the 
it  might  have  been 
/  jr  the  fuze,  and  tte 

^d  the  idea  from  anotb^ 
^  ported  for  the  purposes  of  th^ 
-:  *iQt  raised  until  the  present  period 

^ctr  the  affidavits  as  to  this  point  and  di> 
a  in  the  interim,  until  the  matter  can  be  tri^^ 
call  cou*"  -'"^  injunction  be  continued  until  the  trial,  so  as  to 
;«  «  K»  >fendant  from  proceeding,  and  that  turns  out  to  hat^e 
of  v'  ^^Iffongi  no  compensation,  according  to  the  ordmary  rules  o* 
th  ^oo^  ^^  ^®  given,  unless  the  plaintiffs  were  put  under  ^^^ 
/^^king  to  make  such  compensation  to  the  defendant  ft)r 
'^  iniurv  done  in  stopping  him  (c).     In  all  cases  of  iniuncdaiij 


f  injury  aone  m  stopping  i 
^  tlie  presumption  from  long-continued  possession,  the  objec- 
^on  to  the  patent  is  on  some  defect  in  the  specification,  which 
isy  as  it  were,  the  title  deed  of  the  patentee;  and  having  been 
published  to  the  world  for  a  considerable  time,  and  thereby 
challenging  all  questions,  if  there  has  been,  with  the  consent  of 
all  other  persons,  an  exclusive  enjoyment  under  the  title  deed, 
the  court  will  give  credit  to  its  legal  validity,  and  will  not  refuse 
to  protect  the  party  in  the  mean  time  until  the  trial;  but  Ae 
objection  of  want  of  novelty  goes  to  show  that  the  patent  ought 
not  to  have  been  granted((f).  [Sir  L.  Shadwell,  Y.  C:  Suppose 
the  specification  clearly  bad,  is  not  the  patent  then  in  the  same 
situation  as  in  the  cases  put?  Is  not  the  principle  this:  that  the 
court  sets  the  fact  of  the  enjoyment  against  the  legal  objectaoib 
either  of  the  badness  of  the  specification,  or  the  fact  of  the  pa- 
tentee not  being  the  inventor?]  The  bill  in  this  case  is  not 
framed  on  exclusive  possession,  for  the  purpose  of  applying  the 
principles  of  the  court  as  to  exclusive  possession  and  long  enjoy- 
ment. The  court  cannot  say  here,  with  reference  to  the  nature 
of  the  defence,  that  there  has  been  exclusive  enjoyment,  or  that 
the  period  of  enjoyment  is  such  as,  within  the  authorities,  would 
warrant  the  continuing  of  the  injunction. 


I 


(c)  A  case  of  Pri  theroe  v.  Good  was  referred  to, 
in  which  an  injunction  was  applied  for  to  restrain 
the  defendant  from  stopping  up  a  way-leave.  The 
court  thought  there  were  sufficient  grounds  for 
granting  the  injunction  until  the  hearing,  but  put 


the  plaintiff  under  an  undertaking  to  make  < 
pensation,  if  requisite. 

{d)  Tlie  learned  counsel  cited  the  cases  of  BmU 
t(m  V.  Bti//,  3  Ves.  jun.  140:  Harmarv.  Pkt^t, 
14  Ves.  jun.  130 ;  and  HUl  v.  Thc$np»n,  3  Mer. 
622;  Kay  v.  MarthaU,  1  Myl  &  C.  373. 


A 
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^  "*  ^^^3  V.C. :  In  the  case  of  Kay  v.  Marshall  (c), 

^.^^^  ^^t  think  it  right  in  the  first  instance  to  allow 

"^^  Btruck  me  that  sooner  or  later  the  question 

'C^  nnd  therefore,  without  allowing  the  de» 

'^S^  X)urse  of  proceeding  {d)  to  be  adopted 

"*  of  determining  the  question  at  law; 

^lain  the  question  must  be.     But 

^  ound  to  oppose  length  of  time^ 

<5  enjoyment  of  the  patent, 

^o  "^'j  which  I  myself  might 

•^  ^  ^n,  which  in  some  mea- 

^  ^;  and  my  Lord  Chancellor, 

.oncemed,  whether  the  demurrer  Length  of  en- 
.,  entirely  agreed  with  me,  namely,  that  j^^J^^J J^^ 
viie  objection  to  the  specification,  this  court  is  answer  to  a  ih€- 
uK  to  the  fact  that  there  has  been  an  enjoyment  under  ^I^^^^q  u^ffi  Ja-r 
^^tiitent,  as  a  sort  of  practical  answer  to  the  theoretical  ob-  ^^' 
jection.     My  order  went  to  direct,  that  there  should  be  a  trial 
immediately,  before  I  gave  a  final  opinion.   Upon  the  argument 
of  the  demurrer,  the  Lord  Chancellor  said,  that  was  no  objec- 
tion; and  therefore  he  varied  the  order,  but  he  did  not  disagree 
as  to  the  view  which  was  taken  of  the  whole  case,  as  presented 
by  the  bilL    The  Lord  Chancellor  all  along  recognised  that  sort 
of  doctrine  which  the  profession  generally  understood  had  been 
stated  with  sufficient  clearness  in  HiU  v.  Thompson,  and  I  un- 
derstand in  that  particular  case  there  is  an  objection  of  a  given 
kind  to  the  validity  of  the  patent,  namely,  that  the  patentee 
las  not  the  first  inventor.     Well,  that  was  an  objection  of  law,  t 

10  if  there  was  an  objection  to  the  validity  of  the  specification, 
on  the  face  of  it,  that  woidd  be  an  objection  of  law ;  but  as  I 
^prehend  the  circumstance,  that  there  had  been  an  exclusive 
enjoyment  for  a  length  of  time  under  the  patent,  that  would  be, 
frimd/ade,  such  a  circumstance  as  would  bind  the  court  to 
recognise  the  question  of  injunction,  either  in  granting  it  or 
fissolving  it. 

I  admit  that  if  you  were  to  say  six  years  are  sufficient,  you 
way,  by  cutting  off  successive  portions,  reduce  the  six  years 
to  nothing.  But  I  have  nothing  to  do  with  any  other  case  than 
the  case  before  me,  and  I  find  the  patent  sealed  in  September, 
I83lj  an  injunction  granted  by  my  Lord  Chancellor  in  Septem- 
ber, 1837,  and  no  attempt  made  to  dissolve  it  until  February, 
1B38 ;  and  then  the  attempt,  such  as  it  was,  has  been  allowed  to 
continue  a  sort  of  meagre  existence  from  month  to  month,  while 
liBdaTits  have  been  put  on  the  file.  It  appears  to  me  to  be 
lather  too  much  to  say  that  I  am  not  to  treat  this  case  in  the 

\r)  1  Mvl.  &  C,  373.  the  motion  to  stand  over  until  an  action  was  brooght 

K'*)  iIiiUonoiii,m  the  cue  alluded  to,  directed      to  try  the  validity  of  the  patent. 
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Motion  to  dis' 
solve  the  injunc- 
turn. 


presumption  in  favour  of  the  patent;  but  when,  as  in  the  pre- 
sent case,,  the  article  is  of  uncommon  use,  easily  sent  about,  and 
for  the  supply  of  which  one  manufactory  in  the  country  is  amply 
sufficient,  so  that  it  would  not  answer  for  any  other  person  to 
set  up  the  trade,  the  same  kind  of  presumption  cannot  arise 
from  long-continued  enjoyment.  Under  such  circumstances 
there  will,  in  fact,  be  no  acquiescence  by  the  public,  the  parties 
interested  being  so  extremely  few. 

The  bill  leaves  it  in  uncertainty  whether  the  patent  is  for  the 
fuze  or  for  the  machinery;  if  for  the  latter,  it  might  have  been 
supported;  but  as  it  now  appears  to  be  for  the  fuze,  and  the 
affiidavits  state  that  the  inventor  obtained  the  idea  from  another 
person,  the  patent  is  not  to  be  supported  for  the  purposes  of  the 
injunction.     This  point  was  not  raised  until  the  present  period, 
and  the  court  should  hear  the  affidavits  as  to  this  point  and  dis- 
solve the  injunction  in  the  interim,  until  the  matter  can  be  tried 
at  law.     If  the  injunction  be  continued  until  the  trial,  so  as  to 
stop  the  defendant  from  proceeding,  and  that  turns  out  to  have 
been  wrong,  no  compensation,  according  to  the  ordinary  rules  of 
the  court,  can  be  given,  unless  the  plaintiffs  were  put  under  an 
undertaking  to  make  such  compensation  to  the  defendant  for 
any  injury  done  in  stopping  him  (c).     In  all  cases  of  injunction, 
on  tbe  presumption  from  long-continued  possession,  the  objec- 
tion to  the  patent  is  on  some  defect  in  the  specification,  which 
is,  as  it  were,  the  title  deed  of  the  patentee;  and  having  been 
published  to  the  world  for  a  considerable  time,  and  thereby 
challenging  all  questions,  if  there  has  been,  with  the  consent  of 
all  other  persons,  an  exclusive  enjoyment  under  the  title  deed, 
the  court  will  give  credit  to  its  legal  validity,  and  will  not  refuse 
to  protect  the  party  in  the  mean  time  until  the  trial;  but  the 
objection  of  want  of  novelty  goes  to  show  that  the  patent  ought 
not  to  have  been  granted  ((f).     [Sir  L.  ShadweUp  Y.  C:  Suppose 
the  specification  clearly  bad,  is  not  the  patent  then  in  the  same 
situation  as  in  the  cases  put?    Is  not  the  principle  this:  that  the 
court  sets  the  fact  of  the  enjoyment  against  the  legal  objection^ 
either  of  the  badness  of  the  specification,  or  the  fact  of  the  pa- 
tentee not  being  the  inventor?]     The  bill  in  this  case  is  not 
framed  on  exclusive  possession,  for  the  purpose  of  applying  the 
principles  of  the  court  as  to  exclusive  possession  and  long  enjoy- 
ment.    The  court  cannot  say  here,  with  reference  to  the  nature 
of  the  defence,  that  there  has  been  exclusive  enjoyment,  or  that 
the  period  of  enjoyment  is  such  as,  within  the  autiiorities,  would 
warrant  the  continuing  of  the  injunction. 


(c)  A  case  of  Prftheroe  v.  Good  was  referred  to, 
in  which  an  tojunctioD  was  applied  for  to  restrain 
the  defendant  from  stopping  up  a  way-leave.  The 
court  thought  there  were  sufficient  grounds  for 
granting  the  injunction  until  the  hearing,  but  put 


the  plaintiff  under  an  undertaking  to  make  ( 
pensatioo,  if  requisite. 

{d)  The  learned  counsel  cited  the  cases  of  &m£> 
ton  V.  BuU,  3  Veu.  jun.  140 :  Harmar  v.  PUnrmc^ 
14  Yes.  jun.  130;  and  HUl  ir.  Thonifuon,  3  Mer. 
622;  Kay  w,  MarJiall,  1  Myl  &  C.  373. 
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Sir  L.  Shadwbll^  V.C.  :  In  the  case  of  Kay  y»  Marshall  (c), 
I  certainly  could  not  think  it  right  in  the  first  instance  to  allow 
the  demarrer^  but  it  struck  me  that  sooner  or  later  the  question 
must  be  determined,  and  therefore,  without  allowing  the  de- 
muiTer,  I  directed  that  course  of  proceeding  {d)  to  be  adopted 
which  wouki  haye  the  effect  of  determining  the  question  at  law; 
for  determined  at  law,  it  was  plain  the  question  must  be.     But 
in  that  case  I  thought  myself  bound  to  oppose  length  of  time^ 
daring  which  there  had  been  the  enjoyment  of  the  patent, 
^nst  any  conclusion  merely  of  kw,  which  I  myself  might 
be  inclined  to  draw  from  the  specification,  which  in  some  mea- 
sure appeared  to  me  to  be  defective ;  and  my  Lord  Chancellor, 
as  fiir  as  the  question  was  concerned,  whether  the  demurrer  Length  of  en- 
should  be  allowed  or  not,  entirely  agreed  with  me,  namely,  that  looSS^tol^ 
whatever  may  be  the  objection  to  the  specification,  this  court  is  answer  to*  the- 
boond  to  look  to  the  fact  that  tiiere  has  been  an  enjoyment  under  Hoi!  uTspecffica. 
die  patent,  as  a  sort  of  practical  answer  to  the  theoretical  ob-  tion. 
jectioD.     My  order  went  to  direct,  that  there  should  be  a  trial 
inunediately,  before  I  gave  a  final  opinion.    Upon  the  argument 
of  the  demurrer,  the  Lord  Chancellor  said,  that  was  no  objec- 
tion; and  therefore  he  varied  the  order,  but  he  did  not  disagree 
as  to  the  view  which  was  taken  of  the  whole  case,  as  presented 
by  the  biLL     The  Lord  Chancellor  all  along  recognised  that  sort 
of  doctrine  which  the  profession  generaUy  understood  had  been 
stated  with  sufficient  clearness  in  Hill  v.  TTiompson,  and  I  un- 
derstand in  that  particular  case  there  is  an  objection  of  a  given 
land  to  the  validity  of  the  patent,  namely,  that  the  patentee 
was  not  the  first  inventor.    Well,  that  was  an  objection  of  law,  * 

so  if  there  was  an  objection  to  the  validity  of  the  specification^ 
on  the  face  of  it,  that  would  be  an  objection  of  law;  but  as  I 
apprehend  the  circumstance,  that  there  had  been  an  exclusive 
enjoyment  for  a  length  of  time  under  the  patent,  that  would  be, 
primd  facie,  such  a  circumstance  as  would  bind  the  court  to 
recognise  the  question  of  injunction,  either  in  granting  it  or 
&solving  it. 

I  admit  that  if  you  were  to  say  six  years  are  sufficient,  you 
may,  by  cutting  off  successive  portions,  reduce  the  six  years 
to  nothing.  But  I  have  nothing  to  do  with  any  other  case  than 
the  case  before  me,  and  I  find  the  patent  sealed  in  September, 
1831;  an  injunction  granted  by  my  Lord  Chancellor  in  Septem- 
ber, 1837,  and  no  attempt  made  to  dissolve  it  until  February, 
1838;  and  then  the  attempt,  such  as  it  was,  has  been  allowed  to 
continue  a  sort  of  meagre  existence  from  month  to  month,  while 
afiidavits  have  been  put  on  the  file.  It  appears  to  me  to  be 
rather  too  much  to  say  that  I  am  not  to  treat  this  case  in  the 

(c)  1  Mvl.  &  C.  373.  the  motion  to  atand  over  until  an  action  was  brought 

i'i)  lliiiionoar,in  the  caae  alluded  to,  directed      to  try  the  valtdiiy  of  the  patent. 
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Ao  order  for  io- 
ilemoity  not 


manner  in  which  Kay  and  Marshall^  and  Hill  and  Tbompeon, 
were  treated.  And  it  is  admitted  with  respect  to  the  order  for 
indemnity,  that  it  is  miusual  to  make  such  an  order  for  the  in- 
demnity of  the  defendant  by  the  plaintiff,  in  case  the  thing 
should  be  proved  to  be  wrong,  and  when  I  did  go  out  of  the 
way  of  the  court  in  Kay  and  Marshall,  to  make  an  order  con- 
sistent with  justice,  the  residt  was,  upon  appeal,  the  order  was 
held  to  be  wrong,  and  I  am  not  much  inclined  to  go  out  of  my 
way  now.  Therefore  it  appears  to  me,  the  usual  order  must  be 
made  in  this  case,  namely,  that  the  pliuntiff  should  be  put  upon 
terms  to  bring  such  action  as  he  may  be  advised  (e). 

Order  accordingly. 


Proceedings  at 
taw. 

Declaratim, 


PUa$. 


dtjtctiotu. 
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The  declaration  having  stated  the  grant  of  the  letters  patent^ 
the  enrolment  of  the  specification,  and  the  title  of  the  plaintifis, 
and  the  user  and  exercise  of  the  said  invention  by  Bickford  and 
his  partner,  and  the  plaintiffs — assigned  as  a  breach,  the  making 
and  selling  divers,  to  wit,  &c.  instruments  for  igniting  gun- 
powder when  used  in  the  operation  of  blasting  rocks,  and  in 
mining,  in  imitation  of  the  said  invention,  in  breach,  &c. 

The  defendant  pleaded — 1.  Not  guilty.  2.  That  the  said 
Bickford  was  not  the  true  and  first  inventor  of  the  said  instru- 
ment, S.  That  the  said  invention  was  not  at  the  time  of  the 
granting  of  the  letters  patent  a  new  invention,  but,  on  the  con- 
trary thereof,  had  been  publicly  used  and  exercised  within 
England  before,  &c.,  to  wit,  on,  &c.,  wherefore,  &c.  4.  Setting 
forth  the  specification,  alleged  to  have  been  enrolled,  and  averring^ 
that  the  said  Bickford  did  not  particxdarly  describe  and  ascer- 
tain the  nature  of  the  said  invention,  and  in  what  manner  the 
same  was  to  be  performed,  by  an  instrument,  in  writing,  under 
his  hand  and  seal,  in  pursuance  of  the  said  proviso  in  the  said 
letters  patent  mentioned.  The  objections  under  the  2d  and  3d 
pleas  were  an  echo  of  the  pleas,  and  under  the  4th  plea  set 
forth  several  specific  instances  of  alleged  insufficiency,  and  un- 
certainty, and  ambiguity.  Amongst  others,  that  the  words  "or 
any  other  suitable  material,"  were  calculated  to  mislead,  none 


(e)  Practice  at  to  venue.  The  defeodant's  coan- 
8el  suggested  that  it  should  be  part  of  the  terms  of 
the  order,  that  the  action  should  be  tried  in  Corn- 
wall, as  all  the  parties  reside  there,  but  the  Vice 
Chancellor  refused,  observing,  that  much  useful 
information  might  perhaps  be  given  by  persons  who 
were  never  in  Cornwall.  The  venue  was  laid  in 
London,  but  changed  by  order  of  Mr.  Justice  Cole- 
ridge to  Devon,  the  jury  to  be  summoned  from  the 


district  east  of  £zeter.  An  application  was  theo 
made  by  motion  in  the  suit  to  the  Vice  Chancellor 
for  an  order  that  the  trial  might  take  place  at  the 
ensuing  assizes,  which  would  be  in  a  fortoigbt; 
this  spplication  was  refused  with  cost9.  and  an 
appeal  to  the  Lord  Chancellor  was  dismissed  with 
costs.  As  to  venue  in  actions,  for  the  iDfriogemeat 
of  a  patent,  see  Law  ^  Practice,  Ind.  tit.  Venae. 
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otbers  being  described*^  or  any  criteria  given  for  ascertaining  A.  D.  1839. 
what  was  suitable ;  that  the  invention  was  impracticable^  inas- 
much as  gunpowder  cannot  be  used  unless  mixed  with  other 
materials^  and  that  no  other  proper  combustible  matter  than 
gunpowder  is  mentioned. 

At  the  trial  before   Coleridge,  3,,  at  the  last  Devonshire  Verdict, 
assises,  the  plaintiff  had  a  verdict  on  all  the  issues. 


BmpaSy  Serjt.^  in  pursuance  of  leave  reserved,  moved  for  a  Motion  fir  mm- 
role  to  show  cause  why  a  nonsuit  should  not  be  entered,  or  a  Mich.T.,  1839. 
Terdict  for  the  defendant  on  the  fourth  issue ;  or  why  a  new 
tiial  should  not  be  had^  on  the  ground  of  the  verdict  being 
against  evidence. 

The  specification,  in  describing  the  materials  of  which  the 
fitse  is  to  be  composed,  uses  the  words,  ^^  hemp,  flax,  cotton,  or 
any  other  suitable  material."  No  evidence  was  given  at  the 
trial  of  the  inventor  having  tried  any  other  material  than  flax, 
or  that  any  other  woxdd  do.  That  description  is  not  sufficient ; 
a  party  has  no  right  to  throw  experiments  upon  the  public. 
The  spedfication  also  uses  the  words,  '^  gunpowder,  or  other  pro- 
per combustible  matter.''  There  was  no  evidence  that  any  other 
substance  than  gunpowder  would  do.  Colonel  Pasley  thought 
detonating  powder  might  do,  but  he  did  not  know.  The  inser* 
tbn  of  this  passage  is  mere  speculation.  The  rules  laid  down 
in  Turner  v.  Winter  (/),  are  strictly  applicable  to  the  present 
ease.  [Lord  Denman,  C.  J. :  Was  there  any  evidence  tJiat  the 
other  things  which  be  said  would  produce  the  effect  would  not 
prodttoe  it  ?]  None.  This  specification  is  not  accidentally,  but 
intentionally,  uncertain,  meaning  to  grasp  at  more  than  the  in- 
Tentor  himself  had  discovered,  so  as  to  keep  other  persons  from 
nang  it,  or  making  other  experiments.  As  to  the  plea  whether 
it  had  been  publicly  used  in  England,  the  evidence  was,  that 
there  was  an  Irishman— of  his  existence  there  was  no  doubt, 
tfaocigh ,  no  one  knew  his  name — ^who  went  about  selling  fuzes, 
exactly  the  same  as  the  present  fuze ;  that  he  exhibited  it  in  a 
blacksmith's  shop,  before  those  men  who  were  there ;  that  he  let 
it  off  in  the  mine,  and  put  it  in  water  in  the  presence  of  every 
body,  and  gave  it  to  the  workmen,  who  took  it  down,  examined 
it,  and  tried  it — fired  it  off,  and  found  it  answer.  This  ^ras  in 
the  street  of  Redruth,  in  the  very  centre  of  aU  the  mining  popu- 
lation. Many  persons  took  it  in  their  hands — they  examined  it 
—opened  it,  and  saw  there  was  powder  in  it,  and  that  it  was  in 
the  shape  of  a  cord,  and  of  so  simple  a  description,  that  if  you 
put  it  into  the  hands  of  any  workman,  he  coxdd,  from  simply 

(/)  Ante,  77,  and  caaet  there  cited. 
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seeing  it,  immediately  make  another  that  would  answer  the  par- 
pose.  It  is  nothing  more  than  gunpowder  in  the  middle  of  a 
piece  of  twine.  Not  that  such  an  inyention  ou^t  to  be  pre- 
cluded from  a  patent;  the  best  improvements  are  the  most 
simple :  the  mere  fact  of  showing  such  an  article  is  a  pabfi- 
cation.  Although  a  patent,  supposing  it  to  be  good,  is  not 
less  good  because  it  is  for  the  most  simple  invention  that  ever 
was  heard  of,  still  if  you  make  publication  of  so  simple  a  thing, 
it  is  known  to  every  body  the  moment  they  see  it.  [Coleridge 
J.:  I  thought  all  this  was  for  the  jury;  there  was  a  great  deal 
of  negative  evidence  on  the  part  of  the  plaintiffs ;  they  called  a 
great  number  of  experienced  miners,  who  said,  until  this  inven- 
tion they  had  never  known  of  any  thing  like  it.]  Supposing  this 
to  have  been  used  in  this  way,  I  submit  it  is  a  public  user;  had 
this  been  repeated  fifty  times,  can  any  one  doubt  that  would 
have  been  a  public  user  {ff)  ?  ^fhe  true  principle  is  this :  in  order 
to  insure  that  when  a  person  takes  out  a  patent  he  shall  be  really 
the  inventor,  some  precaution  is  necessary  that  he  should  not 
have  had  the  means  of  learning  it  from  other  sources;  and 
therefore  it  is  said,  if  it  has  been  publicly  used,  it  is  too  late  for 
a  person  to  have  a  monopoly.  What  is  there  to  prove  that  Mr* 
Bickford  did  not  learn  this  from  individuals  who  had  seen  it 
publicly  ?  That  is  what  the  rule  is  to  guard  against ;  and  the 
learned  judge  should  have  told  the  jury,  that  there  had  been  a 
publication  of  the  invention  {h). 


(g)  This  argument  would  seem  to  show,  that  a  ford.     I  know  no  difference  between  the   two ; 

question  of  this  nature  must  be  for  the  jury.  they  bum  in  the  same  way.     Mr.  Thomas  Davies 

{k)  The  following  was  the  evidence  as  to  the  worked  there  when  I  had  this  from  the  Irishman; 

point  at  the  trial : —  we  were  talking  to  one  another  about  it ;  he  said 

Trengrove :  "  I  saw  an  Irishman  ten  or  eleven  there  could  be  a  little  improvement.    1  saw  the 

years  ago  in  the  western  part  of  the  mine.    He  had  Irishman  in  the  public-house  the  same  evening; 

some  safety  rods  with  hiro,  which  he  offered  to  the  he  had  plenty  of  tnese  things  with  him  there;  they 

men  who  were  going  under  ground.      He  set  one  were  tied  round  in  a  bundle." 

on  fire— touched  the  end  with  a  fuze — the  powder  Whether  the  facts  above  stated  do  or  do  not 

took — ^it  burned  all  through,  from  end  to  end — he  amount  to  a  public  use  and  exercise  of  the  inven- 

threw  it  in  water — stamped  on  it,  and  threw  it  tion,  such  as  would  vitiate  the  subsequent  letters 

about — there  was  no  puttmg  it  out.     Outside  it  was  patent  of  an  independent  inventor,  b  a  qucstioa 

hemp,  bound  round  just  the  same  as  we  are  using  left   in  considerable  doubt,  on  the  result  of  this 

now  ;  too  much  tar  or  rosin  about  its  outside.     I  case.     It  is,  however,  an  authority  in  favour  of  the 

saw  no  difference  between  it  and  the  safety.*'  manner  of  viewing  this  question  adopted  by  Tmdai, 

William  Clemens :    "  I  am  a  miner  at  Cam-  C.  J.,  in  Cornith  v.  Keeue,  and  by  the  Court  of 

borne  ;  reared  there,  and  worked  in  the  mines  in  Common  Pleas.     Ante  44,  n. 

the  neighbourhood  twenty  years  ;  worked  at  North  The  facts  of  the  preceding  case  furnish  a  good 

Roskier ;   began  about  thirteen   years  since ;    at  illustration  of  the  ambiguity  which  there  is  in  the 

6rst  they  used  quills.     Whilst  working  at  North  phrase,  '*the  use  of  an  invention.*'     These  terms 

Roskier,  there  was  a  man  came  round  there ;  they  may  import,  the  simply  using  the  fuze,  in  perfect  ig- 

said  he  was  an  Irishman  ;  about  ten  or  a  dozen  noranceof  its  constitution,  or  of  any  mode  of  nano- 

years  a^ ;  saw  faim  with  a  thing  for  blasting  facturiog  it ;  and  they  may  also  import,  ibe  ezer- 

mines;  It  was  made  of  hemp  or  twine,  just  the  same  cising  and  putting  in  practice  the  art  of  making 

as  what  the  safety  is  made  of  now.    I  do  not  know  the  fuze  for  sale,  as  an  article  of  commerce.   Sup- 

rarticularly  what  part  of  the  mine  I  was  in  when  pose  the  mines  to  have  been  supplied  with  fuzes  of 

saw  him  there — near  the  shop,  but  I  cannot  say  this  kind,  imported  from  abroad,  and  that  Bickford 

exactly  where  it  was ;  I  had  two  of  them  in  my  had  learnt  the    method   of  making  them  from 

band,  about  eighteen  or  twent^r  inches  long;  we  abroad,  and  had  obtained  a  patent,  and  established 

carried  two  under  ground,  put  it  into  a  hole,  opened  a  manufactory  for  them  in  this  country,  would 

the  end  of  it,  lighted  it ;  it  went  off  very  well ;  he  such  a  patent  be  good  1     See  the  smalt  patents, 

had  several  more  pieces,  l)ut  I  did  not  see  him  do  ante   12.      The    protection  of  an    invention   so 

any  thing  with  it.      Some  time  after  I  saw  Bick-  imported,  is  clearly  within  the  policy  and  spirit  of 
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The  cue  for  the  defendant  was  this.  It  was  proved  (by  the  Motu>nf«r 
vitaesaes  on  both  sides)  that  a  person  answering  the  description  "'''*^^'' 
liad  sold  fuses;  that  some  iron  work  had  been  supplied  him  for 
Ae  purpose  of  making  his  fiizes;  diat  he  lived  in  a  certain 
house  in  which  there  was  some  manufacture  of  fuses,  which  were 
described;  that  some  agreement  took  place  at  a  public-house 
with  Mr.  Bickford  on  the  subject  of  fuzes,  described  to  be  sub- 
stantially the  same  as  those  for  which  a  patent  was  afterwards 
tdcen  oat.  There  was  no  evidence  of  how  Mr.  Bickford  made 
the  first  and  the  second  fuzes,  or  of  how  he  got  the  machines 
made ;  but  the  only  evidence  was,  that  witnesses  said  there  was 
atinoe  when  the  fuze  was  not  known — afterwards,  these  are  sold; 
and  this  is  to  be  taken  in  connexion  with  the  number  of  wit- 
nesses who  saw  something  of  the  kind  before.  [Coleridge^  J.: 
All  that  was  put  to  the  jury  for  you — I  thought  it  a  strong  part 
of  your  case*]  The  only  evidence  against  us  was,  the  body  of 
mming  agents  not  having  known  of  this  pubUc  use. 

Lord  Denman,  C.  J.:  I  think  there  must  be  a  rule  to  show 
cause  why  a  nonsuit  should  not  be  entered  on  the  point  of  law 
aiising  on  the  specification,  or  why  the  verdict  should  not  be 
entered  for  the  defendant  on  the  fourth  issue;  but  with  regard  to 
the  verdict  being  against  evidence^  my  brother  Coleridge  is  of 
opinion,  the  jury  exercised  their  judgment  on  the  subject.  I 
have  not  the  least  doubt  it  was  left  fully  to  them  to  exercise  that 
jodgment,  because  it  is  clear,  otherwise,  it  would  have  been  a 
mere  absurdity  to  ask  their  opinion  on  the  effect  of  the  evidence 
atalL 

Rule  accordingly. 


Tlie  above  rule  having  been  argued,  the  judgment  of  the  J^dgmtnt. 
oourt  was  delivered  by 

Lord  Dbnman,  C.  J.:  The  invention,  the  subject  of  this  pa- 
tent, professes  to  be  an  instrument  for  igniting  gunpowder  when 
used  in  the  operation  of  blasting  rocks,  and  in  mining,  and 
denominated  the  Miners'  Safety  Fuze. 

The  fourth  plea  sets  out  the  specification  at  length,  and  con- 
cbdes  by  denying  that  the  patentee  had  particularly  described 
and  ascertuned  the  nature  of  the  said  invention,  and  in  what 
manner  the  same  was  to  be  performed.  The  issue  was  joined 
iqpon  this,  and  at  the  close  of  the  plaintiffs'  case,  it  was  objected 
that  the  specification  was  defective  in  two  respects,  and  that  the 
judge  ought  to  have  directed  the  verdict  for  the  defendant.    He 

Ike  fUnt  liwi,  mce  the  history  of  our  manufac-  the  manufacture  established  here,  other  conntriei 
Mi  mcMts  many  instances  in  which  an  inven-  have  thenceforward  been  supplied  from  that 
lisB,  WKfiag  been  impofted  into  this  country,  and      source. 

2  P 
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bickford's  patent. 


Jndgment  an 
ruUfoT  notuuit. 


All  the  sub- 
stances which 
will  answer 
need  not  be 
stated,  if  the 
public  are  not 
misled. 

But  if  a  whole 
class  of  sub- 
sun  res  be 
stated  as  suit- 
able, and  one  of 
them  will  not 
succeed,  this 
will  mislead 


Some  know- 
edge  is  requi- 
site in  the  person 
reading  the  spe- 
cification, which 
8  addressed  to 


thought  that  the  question  as  to  both  was  for  the  jury — ^he  then 
explained  to  them  the  specification — drew  their  attention  to  the 
supposed  defect^  as  said  to  appear  on  the  evidence — and  left  it 
to  them  to  say^  whether  they  were  made  out,  or  either  of  them. 
We  think  he  could  not  properly  have  pursued  any  other  course. 

The  specification,  so  far  as  it  is  material  to  be  now  stated, 
was  thus: — ^*^The  instrument  I  manu£Etcture,  by  the  aid  of 
machinery  and  otherwise,  of  flax,  hemp,  or  cotton,  or  any  other 
suitable  materials,  spun,  twisted,  and  countered,  and  otherwise 
treated  in  the  manner  of  twine-spinning  and  card-making,  as 
by  the  several  operations  hereinafter  and  in  and  by  the  drawings 
hereunto  annexed,  mentioned  and  described,  by  means  wherecrf 
I  embrace  in  the  centre  of  my  fuze,  in  a  continuous  line  through- 
out its  whole  length,  a  small  portion  or  compressed  cylinder 
or  rod  of  gunpowder,  or  other  proper  combustible  matter,  pre- 
pared in  the  usual  pyrotechnical  manner  of  fire-works  for  the 
discharge  of  ordnance/' 

Upon  these  words  it  was  first  objected,  that  the  plaintiff  had 
failed  to  show  any  other  material  but  common  gunpowder  had 
ever  been  used  in  the  fuze,  or,  if  introduced,  would  answer  the 
purpose  desired,  and  the  first  part  of  this  objection  is  true  in 
fact;  but  it  seems  to  us  immaterial  if  other  materials,  not  speci- 
fied (and  it  is  certainly  not  necessary  to  specify  all),  but  still 
within  the  description  given,  will  answer  the  purpose;  no  ambi- 
guity is  occasioned — nothing  that  can  mislead  the  public,  or 
increase  the  difficulty  hereafter  of  making  the  instrument,  by 
the  introduction  of  terms  which  import  the  patentee  has  him- 
self used  them.  The  latter  part  of  the  objection,  if  true  in  fact, 
would  have  been  more  material,  because  it  does  tend  to  mislead 
if  it  be  stated  that  a  whole  class  of  substances  may  be  used  to 
produce  a  given  effect,  when,  in  fact,  only  one  is  capable  of 
being  so  used  successfully;  but  there  was  reasonable  evidence, 
that  other  combustible  substances,  prepared  in  the  manner 
described  in  the  specification,  would,  if  introduced,  answer  the 
purpose  of  the  patent. 

Colonel  Pasley,  a  most  competent  witness,  had  no  doubt  one 
substance  answering  the  description,  namely,  detonating  pow- 
der, might  be  used;  and  the  jury  were  at  liberty  to  infer,  that 
any  similar  substance,  prepared  as  required  by  the  description, 
would  have  the  same  effect.  The  other  parts  of  the  instrument 
necessarily  limited  the  combustible  substance  to  be  used  to 
such  as  are  capable  of  being  reduced  to  a  fine  powder,  and  in- 
troduced into  a  very  thin  continuous  stream,  or  thread,  into  the 
centre  of  the  fuze. 

Some  knowledge  of  pyrotechnics  is  and  may  probably  be  re- 
quired in  the  person  who  is  to  read  the  specification  for  the 
purpose  of  making  the  instrument.  The  specification  is  ad- 
dressed, not  to  persons  entirely  ignorant  of  the  subject-matter. 
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but  to  artists  of  competent  skill  in  that  branch  of  manu&ctures  artists  of  rom- 
to  which  it  relates ;  and  such  persons  would  be  at  no  loss  to  t^^pa^*fcula^ 
sdecty  if  selection  were  at  all  necessary^  the  proper  combustible  manufacture. 
material  from  those  prepared  for  the  discharge  of  ordnance  for 
his  purpose. 

But  the  jury  probably  thought,  and  on  the  evidence  might 
veil  think,  that  the  language  of  the  specification  was  in  this 
part  literally  true,  and  that  no  selection  at  all  was  necessary; 
and  this  brings  us  to  the  last  objection,  and  the  most  relied 
upon,  that  there  was  a  combustible  substance  prepared  and  used 
of  the  description  in  the  specification,  which  would  not  answer 
the  purpose,  and  this,  if  true^  would  be  important ;  for  then  the 
specification  would  be  substantially  untrue^  and  would  deceive. 
The  substance  relied  on  is  called  portfire^  by  the  application  of 
which  to  the  firing  of  cannon  it  is  well  known  that  they  were 
at  one  time  very  commonly  discharged;  but  we  think  that  there 
are  two  grounds  on  which  we  ought  not  to  yield  to  the  objec- 
tion, in  a  case  in  which  we  see  no  reason  to  infer  from  the 
language  used  any  fraudulent  intention  to  mislead  the  public,  or 
to  make  it  unnecessarily  difficult  to  understand  or  apply  the 
inTention.     One   substance,  gunpowder,  was  the  composition 
diiefly  relied  on  as  the  most  efficacious — the  most  obvious — the 
most  easily  procurable  article  for  the  purpose.     At  the  same 
time,  as,  on  principle,  similar  combustibles,  prepared  as  fire- 
woiks  are,  would  also  have  the  same  eifect,  words  are  intro- 
duced by  the  patentee,  which  enable  him  to  include  them,  for 
the  double  purpose  of  making  it  an  infringement  of  the  patent 
to  use  them  during  its  existence,  and  of  directing  the  attention 
of  the  public  to  them  after  it  had  become  public  property, 
limguage  thus  used  ought  not  to  be  astutely  construed,  so  as  to 
overthrow  a  patent,  yet  we  have  a  right  to  require  the  objector  j^g  attention 
slwuld  at  the  trial  make  his  point  clear^  and  clearly  call  the  of  the  plaintiff 
attention  of  his  opponent  to  it.     This  was  not  done,  and  we  are  directed  tVthe^, 
atthis  moment  left  in  doubt  on  the  evidence  what  the  term  nature  of  the 
portfire  means,  whether  it  is  the  whole  instrument,  including  °  ^**'  °°' 
iMth  the  case  and  combustible  within,  or  whether  it  means  the 
latter  only.     If  the  former,  it  is  clearly  out  of  the  question,  and 
Jt  was  certainly  so  understood  by  the  plfuntiiFs,  for  they  called 
^  officer  of  artillery  to  speak  of  it,  in  order  to  put  it  at  once 
<wU;  of  the  case,  by  showing  the  portfire  as  used  in  the  service  is 
a  totally  difierent  thing  from  the  safety  fuze,  and  therefore  did 
wt  interfere  with  its  claims  to  novelty.     The  counsel  for  the 
defendant  then  asked  a  question  or  two  as  to  the  mode  of  pre- 
paring and  combining  the  combustible  within  the  case,  from 
which  was  ascertained  the  fact  of  destroying  the  case  as  it 
wnt,  and  on  this  the  objection  was  afterwards  raised.     What 
tile  quantity  of  combustible  was  in  the  portfire — whether  it 
would  have  the  same  effect  of  destroying  the  case,  if  introduced 
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into  it  in  the  very  small  proportion  which  the  gunpowder  in  the 
fuze  bears  to  the  cylinder  containing  it^  and  many  other  matten 
necessary  to  the  point,  and  establish  the  objection^  were  entirely 
passed  over. 
The  6ndiog  of       Upon  Ae  objection  raised^  it  was  proper  indeed  to  take  the 
objection^o'the  Opinion  of  the  jury,  but  if  they  thought  it  not  established  satis- 
disUDctness  of    factorily,  we  see  no  reason  to  disturb  their  conclusion;  and  it 
Is^coDcittsiVe!^^  may  be  also  sustained  on  another  ground.     In  one  sense, 
undoubtedly,  the  portfire  may  be  said  to  be  used  in  discharging 
ordnance,  because  it  ignites  the  priming  or  train^  which  causes 
the  powder  in  the  chamber  of  the  cannon  to  explode;  but  it 
may  be  well  questioned,  whether  the  term  discharging  ordnance 
ought  to  be  understood  in  that  sense  in  this  spedfication.    The 
portfire,  so  understood,  is  no  more  than  a  mere  match,  but  the 
fuse  is  used  to  perform  the  operation  of  a  train,  the  fuze  in  it 
being  concealed,  and  the  case  unconsumed.     It  could  not  be 
used  in  discharging  ordnance  in  the  sense  portfire  is  used  for 
that  purpose,  as  the  portfire,  whether  we  mean  by  that  term 
the  whole  instrument,  case  and  combustible,  or  combustible 
only,  has  not  been  shown  to  have  been  used  or  fitted  for  the 
dischaige  of  ordnance  in  any  other  sense. 

Whether  we  regard  the  imperfect  manner  in  which  this  ob- 
jection was  presented,  or  its  entire  failure,  in  fact  if  the  specifi- 
cation be  understood  in  one,  and  by  no  means  an  unreasonable 
sense,  we  think  the  jury  were  not  unwarranted  in  their  finding 
on  the  fourth  issue,  and  that  this  rule  therefore  must  be  dis- 
charged. 

Rule  dischaiged. 
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Tuh.  Letters  patent,  14th  December,  18S7,  to  William  Elliott,  for 

"  improvements  in  the  manufacture  of  covered  buttons." 

Speeyication.  My  invention  relates  to  that  description  of  covered  buttons 
with  flexible  shanks  which  are  made  by  the  aid  of  dies  and  pres- 
sure, in  contradistinction  to  the  covered  buttons  made  by  sewing 
the  external  woven  fabric  on  to  shapes  by  the  needle;  my  inven- 
tion having  for  its  object  to  produce  buttons  of  a  more  elegant 
description,  and  of  a  more  finished  character,  than  have  hereto- 
fore been  manufactured,  by  the  application  of  certain  elegant 
fabrics  not  hitherto  employed  in  the  making  of  such  buttons. 
*  *  *  *  *  /^\ 

(tf)  The  specification  proceeds  to  meotion  some  present  invention  to  be  an  improvement  in  and 

of  the  several  modes  in  use,  as  Saunders^s  patent,  applicable  to  those  modes,  but  to  refer  particulaily 

13th  October,   1825,  Aston's  mode,  and  Aing-  to  the  covering  of  the  face  of  the  batton  J oasmach 

worth's  patent,  30th  August,  1832,  and  states  the  as,  according  to  those,  the  coven  of  the  buttons 
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Having  described  the  nature  of  my  invention,  and  the  best  C'«"«- 
manner  I  am  acquainted  with  for  performing  the  same,  I  would 
femark  that  I  do  not  confine  myself  to  the  mode  ^described  for 
making  the  internal  parts  and  back  of  the  buttons,  though  I 
believe  the  mode  described  is  the  best  adapted  for  the  purpose 
of  my  invention ;  nor  do  I  claim  the  mode  described  when  un- 
oombined  with  a  covering  according  to  my  invention;  but  what 
I  daim  as  my  invention  is.  First,  the  maldng  of  covered  buttons 
with  flexible  shanks  by  the  aid  of  dies  and  pressure  when  the 
boe  or  front  of  the  button  is  made  of  aiiy  description  of  fabric 
with  raised  surfaces  producing  a  set  pattern  or  ornamental 
figore  by  terry  weaving  for  the  centre  of  the  button.    Secondly, 
I  daim  the  makii^  of  such  covered  buttons  with  flexible  shanks, 
when  covered  with  any  fabric  with  ornamental  set  or  central 
figures  or  patterns,  produced  thereon  by  a  process  called  bro- 
cading, or  brocade  weaving.    Thirdly,  I  claim  the  application  of 
Bodi  figured  woven  fiibrics  to  the  covering  of  buttons  (with 
flerible  shanks  made  by  pressure  in  dies)  as  have  the  ground  or 
the  fiice  of  the  ground  woven  with  soft  or  organzine  silk  for  the 
warp,  when  sach  fabrics  have  ornamental  designs  or  figures  for 
the  centres  of  buttons,  as  herein  described ;  but  I  do  not  claim 
the  application  of  any  figured  patterns  of  woven  fabrics,  where 
the  portions  constituting  the  covers  of  buttons  may  be  cut 
indiscriminately:  this  part  of  my  invention  relating  only  to 
toch  patterns  as  require  centreing,  in  order  to  bring  the  pattern 
or  ornamental  figure  or  design  in  the  centre  on  the  face  of  the 
button.    Fourthly,  in  the  manufacture  of  covered  buttons,  with 
flexible  shanks  (made  in  dies  or  such  like  tools  witii  pressure),  I 
daim  the  application  of  such  description  of  fabrics  as  are  pro- 
duced by  weaving  by  the  aid  of  draw  wires,  which  when  using 
iilk  is  called  teiry  velvet  (though  woollen  threads  may  be  em- 
ployed), whether  such  fabrics  be  plain  or  ornamental.     Fifthly, 
my  invention  relates  to  the  application  of  figured  velvet,  in  the 
mann&cture  of  covered  buttons  with  flexible  shanks  made  by 
pressure  in  dies,  whether  the  ornamental  weaving  be  such  as  to  be 
cat  indifferentiy  over  the  whole  surface,  or  in  set  designs  for  the 
centies  of  buttons.    And  lastiy,  in  the  manufacture  of  covered 
buttons  with  flexible  shanks,  I   daim  the  application  of  the 
iDodes  and  instruments  described  in  fibres  2,  3,  4,  5,  6,  7>  S, 
and  9,  for  ensuring  correctness  of  cutting  out  of  the  portions 
of  bbrics,  in  order  to  the  pattern  being  in  the  centre  thereof, 

»de  by  dies  and  preBsnre,  caoDot  have  marked  the  other,  that  the  dies  and  tools  shoald  centre  the 

nd  defioile  and  central  patterns,  or  be  of  terry  pattern  truly,  and  not  press  on  the  surface  of  the 

»«l»et,  or  have  patterns  standing  much  above  the  button.     The  specification  having  fully  described, 

|n«nd,  since  the  messore  on  the  face  of  the  but-  by  reference  to  drawings,  the  method  of  attaining 

In  Bade  m  the  (fies  then  in  use  would  injure  the  these  two  requisites,  and  given  various  directions 

^o^tr.    Two  things  were  essential  to  the  success-  respecting  the  fabrics  and  the  manufacture  of  the 

W  pcaeiice  of  this  mode — one,  that  the  definite  de-  buttons,  proceeds  as  in  the  text.    See  as  to  in  ven- 

\  in  the  fabric  out  of  which  the  covers  tion.  Sir  r.  Pollock,  post,  222. 


*»t  to  be  made  should  be  accurately  cut  out  -, 
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and  also  the  modes  ensuring  a  central  placing  and  holding  of 
the  fabric  in  the  die  in  making  the  batton^  and  also  temporarily 
connecting  the  shell  h^  or  internal  part,  with  the  portion  of 
fabric^  whatever  be  the  description  of  fabric  on  which  a  set  pat- 
tern or  ornamental  figure  or  design  may  be  prodaced. 

In  witness^  &c. 


History  of  the  manufaetun.     The  following  evi-  covered  button  previoas  to  Mr.  Elliott's  patent, 

dence  respecting  the  manufacture  of  covered  but-  with  a  central  figure  made  by  dies  and  pressure; 

tons  was  given  in  the  course  of  the  subsequent  buttons  with  central  patterns  have  been  made  be- 

legal  proc^ings.  fore,  but  it  has  been  by  sewing  a  piece  of  silk  or 

Mr.  Carpmael :  "  The  first  description  of  covered  cloth  over  a  mould.   1  never  heard  previous  to  Mr. 

buttons  was  Saunders's  Florentine  button.     It  was  EUiott's  patent  of  any  buttons  made  with  velvet, 

made  with  dies  and  pressure  ;  there  was  a  plate  of  or  all  over  patterns  made  by  dies  or  pressure." 

metal  which  formed  the  shape  of  the  face,  and  In  the  subsequent  legal  proceedings  the  prindpal 

there  was  some   paper,  and   what  was  called  a  question  was,  as  to  the  novelty  of  the  applicatioa 

toothed  collet,  used ;   this  collet  was  jagged  all  of  the  fabric  of  the  soft  or  organzine  silk.    The 

round,  80  that  when  forced  in  by  the  dies,  the  ser-  plaintiff  had  a  verdict,  and  an  objection  taken  at  tbe 

rated  or  saw-like  ed^e  was  caused  to  be  clenched  trial,  that  the  invention  is  not  the  subject-matter 

thereby  against  the  internal  plate,  thereby  holding  of  letters  patent,  was  not  moved  afterwards.    See 

the  parts  together.     I  never  saw  or  heard  of  a  po§t.     See  SaundetM  v.  Akton,  ante  75. 


Elliott  v.  Aston. 
Cor.  Coltman,  J.    Trin.  V.  1840. 

Sir  P.  Pollock  stated  the  plaintiflF's  case.  The  object  of  the 
invention  is  the  manufacture  of  buttons  with  central  patterns 
and  with  a  coverings  the  face  of  the  surface  being  in  relief,  or 
with  covers  of  a  nature  which  will  not  bear  pressure  on  their 
surface  without  injury.  The  plaintiff  weaves  certain  fabrics  in 
strips,  and  covered  with  small  patterns  within  squares,  so  that 
they  may  be  readily  cut  out — ^but  he  lays  no  cUdm  to  such  fa- 
brics per  se;  the  same  or  very  similar  fabrics  have  been  used 
for  making  buttons  in  other  ways,  but  they  have  never  been 
used  for  making  buttons  with  dies  and  pressure.  In  the  manu- 
facture of  buttons  with  dies  and  pressure,  as  previously  prac- 
tised, there  was  no  means  of  placing  a  pattern  in  the  centre, 
and  the  surface  was  injured  by  being  pressed  on ;  the  two  ob- 
jects, then,  of  the  patent  are,  the  producing  with  dies  and  pres- 
sure ornamental  buttons,  with  devices  accurately  centred,  and 
the  application  of  certain  fabrics  never  before  applied  in  that 
manner  to  such  purposes. 

Of  the  novelty  and  utility  of  the  invention  there  can  be  no 
doubt;  as  soon  as  the  buttons  were  in  the  market,  the  demand 
was  so  great,  that  they  could  not  be  supplied  fast  enough;  the 
natural  and  necessary  consequences  of  the  introduction  of  a  new 
manufacture  followed ;  buttons  were  applied  as  ornaments  to  a 
great  variety  of  new  purposes,  and  trade  was  benefitted  in  other 
directions. 

The  third  plea  denies  the  novelty  of  the  invention.     Now  the 
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only  safe  course  is  to  inquire  when  the  article  came  into  general 
pablic  and  extensive  use ;  if  a  general  public  use  follows  on  the 
patent,  and  the  diffusion  to  the  world  of  the  article  claimed^  the 
presumption  is,  that  the  plaintiff  is  the  inventor  (a). 

Several  witnesses  were  called  to  prove  the  infringement ;  and 
the  sufficiency  of  the  specification;  and  the  novelty  of  the  in- 
vention ;  and  the  great  demand  for  the  buttons.  After  the  close 
of  the  plaintiff  ^s  case, 

Bompas,  Serjt.,  for  the  defendant,  applied  that  the  plaintiff  Grounds  of 
should  be  nonsuited,  on  the  grounds,  1st.  that  the  invention  was 
not  the  subject-matter  of  a  patent ;  2dly.  that  if  the  invention 
was  new,  the  specification  does  not  describe  its  nature  according 
to  the  terms  of  the  objection  (A).  Terry  velvet,  and  several 
other  articles  have  been  used  to  make  buttons  with  a  needle ; 
thioe  is  nothing  new  in  the  dies  and  pressure;  the  claim 
to  use  these  in  conjunction,  is  but  a  claim  to  use  a  known 
material  in  a  known  way,  viz.  by  dies  and  pressure,  for  a 
purpose  known  before,  viz.  for  the  purpose  of  making  but- 
tons; it  is  nothing  but  applying  a  well-known  article  to  but- 
tons. \CoUman,3.i  By  which  plea  is  this  raised  (c)?]  Under 
two,  that  the  specification  does  not  describe  the  nature  of 
fte  invention^  as  explained  by  the  objection,  and  that  the  inven- 
tion is  not  new — ^which  includes  two  things,  whether  it  is  new, 
and  whether  it  is  an  invention.  This  is  not  an  invention  within 
tlie  view  of  the  patent  law.  [CoUman,3.i  The  evidence  as  it  - 
stands  at  present  is,  that  by  the  old  mode  of  manufacture  the 
noiform  pressure  on  buttons  is  in  the  centre;  the  novelty  con- 
sists in  remoring  the  pressure  from  the  centre  to  the  circum- 
ference. The  invention  is,  in  substance,  to  make  buttons  in 
which  there  shall  be  no  injury  to  the  raised  parts.  The  specifi- 
cation says,  covered  buttons  with  flexible  shanks,  made  by  the 
aid  of  dies  and  pressure.  Terry  velvet  buttons  could  not,  as  the 
evidence  now  stands,  without  injury,  be  made  with  dies  and 
pressure  before  this  mode  was  brought  forward.  I  shall  not 
take  the  case  from  the  jury.] 

Several  witnesses  were  called  for  the  defendant,  principally  to 
prove  the  use  of  a  similar  fabric  to  the  one  claimed;  the  nature 
of  the  evidence  will  sufficiently  appear  from  the  summing. up  of 
the  learned  judge. 


(•)  See  u  to  this  in  MinUr  v.  WelU  and  Hart,  describe  and  ascertain  the  nature  of  the  said  in- 

f^AUtnnt,  B.     Ani9  131.  vention ;  and  in  what  manner  the  same  was  to  be 

(i)TkeBot]ceofobjecUoos  stated,  among  other  performed.    3d.  That  the  said  invention  was  not 

thia^i,  ibst  the  specification  did  not  describe  the  new  within  England. 

■ttaieof  tbe  invention,  inasmuch  as  the  heads  of  The  issue  under  the  second  plea  would,  on  the 

dia  only  set  forth  a  combination  of  well-known  authority  of  Derotne  v,Fairi«,  ante  161,  appear  to 

tivatioos,  not  sufficient  to  constitute  a  subject-  be,  whether  the  specification  is  sufficient  to  describe 

■■nsr  of  letters  patent  the  invention,  such  as  has  been  made;  and  not 

(0  The  pleas  were,  Isf.  Not  ^iity.  2d.  Setting  whether  the  invention  was  the  subject-matter  of  a 

f»^  the  specification,  and  averring,  that  the  plain-  patent, 
tiff  dUl  not  by  the  said  imtrnment  particularly 


224  ELLIOTT  V.  ASTON. 

CoLTMAN^  J.:  Gentlemen  of  the  jury:  The  part  of  the  inven- 
tion which  is  said  to  have  been  infringed  is  that  described  by 
the  words  ^^  the  application  of  such  figured  woven  fabrics  to  the 
covering  of  buttons  (with  flexible  shanks  made  by  pressure  in 
dies),  as  have  the  ground,  or  the  face  of  the  ground,  woven  with 
soft  or  organzine  silk  for  the  warp,  when  such  fabrics  have  orna- 
mented designs  or  figures  for  the  centres  of  buttons/^  It 
appears  that  the  buttons  produced  are  made  by  pressure  in  dies, 
with  flexible  shanks;  are  you  further  satisfied  that  it  is  a  figured 
woven  fabric  covering  a  button,  having  the  ground,  or  the  face 
of  the  ground,  woren  vrith  soft  or  organzine  silk  ?  The  witnesses 
for  the  plaintiff  have  expressed  a  decided  opinion,  and  have  not 
been  contradicted  on  this  point. 
Soecification  The  sccond  point  is,  whether  tiie  plaintiff  has  given  sudi  a 
pencils  of  !^I.  description  in  his  specification  as  would  enable  a  workman  of 
competent  skill  (it  woxdd  not  enable  me,  of  course,  to  make  any 
thing  of  the  sort,  or  any  person  who  is  not  a  person  of  skill 
conversant  with  the  trade)  to  carry  the  invention  into  effect. 
Tou  have  heard  the  evidence  of  Mr.  Carpmael  and  Mr.  Cottun, 
who  state  that,  in  their  opinion,  any  competent  workman  could 
make  the  plidntiff's  buttons ;  that  has  not  been*  met  by  any 
contradictory  evidence  to  show  any  obscurity  that  would  make 
it  unintelligible  to  a  competent  workman. 

The  third  point  is,  whether  the  invention  was  new  as  to  tlie 
use  of  it  in  England.  It  appears  that  Mr.  Grosvenor  was  on- 
ployed  in  1837  to  make  silk,  with  ornamental  figures  in  the 
centre ;  that  about  fifty-seven  yards  were  made,  and  consumed 
on  seventy  gross  of  buttons ;  that  a  considerable  number  of  the 
buttons  were  sold  in  the  market ;  and  the  question  is,  whetha 
lihe  fabric  so  made  and  employed  falls  witihin  the  description  in 
the  question  of  the  patent.  If  it  does^  then  the  goods  which  are  manufactared 
Uie  jwyT  **  ^'^  >^i^  goods  which  the  plaintiff  attempts  by  this  patent  to  prohibit 
the  party  firom  making ;  and  his  patent  would,  therefore,  if  you 
thought  these  goods  had  been  put  in  use  publicly  in  EngUmd, 
(of  which  the  circumstance  of  selling  them  in  the  way  described^ 
is  a  matter  you  are  to  consider,  whether  that  shows  a  public  use 
of  them  or  not,)  be  too  large  in  its  claims,  and  consequently  in- 
valid. 

The  questions  then,  are,  whether  you  are  satisfied  that  there 
has  been  an  invasion  of  the  patent;  that  the  specification  is 
sufficiently  dear  for  an  intelligent  person  conversant  with  the 
subject  to  understand  the  mode  of  working ;  and  whether  you 
are  of  opinion  that  the  manufacture  was  a  new  manufacture  in 
England ;  or  whether,  on  the  contrary,  that  a  certain  part  of  it 
was  known,  and  in  public  use  before  ? 

Verdict  for  the  plaintiff. 
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HILL'S  PATENT. 

Letters  patent,  28th  July^  1814,  to  Anthony  HiU,  ''for  the  Title, 
inyention  of  certain  improyements  m  the  smelting  and  working 
of  iron.'' 

I,  die  said  Anthony  Hill,  do  hereby  declare  that  the  nature  of  SpeetficaHon^ 

my  said  invention,  and  manner  of  performing  the  same,  are  fdlly 

deianbed  and  ascertained  in  manner  following;  that  is  to  say: 

my  said  improvements  do  consist  in  the  manipulations,  pro-  Inventbn  con- 

oesses,  and  means,  hereinafter  described  and  set  forth,  and  by  iogav&iiabkthe 

wludi  the  iron  contained  in  the  several  sorts  of  slags  or  cinders,  iroo  contained 

produced  in,  or  obtained  firom,  the  refinery  furnace,  the  puddling  laoden  pro-^' 

famaoe,  and  the  balling  or  reheating  furnace,  and  which  are  <!«««>  in  the 
,       J   .  r         V  J     •        li.  ^  J.  manufacture  of 

prodaced  m  consequence  of,  or  by,  or  durmg,  the  operation  of  iron. 
TdHag,  or  by  any  treatment  to  which  the  crude  or  pig  iron  of 
die  blast  furnace  may  be  or  is  usually  subjected,  in  order  to 
improve  or  alter  the  quality  of  the  same,  is  by  smelting  or 
wcokiiig  made  into,  or  brought  into  the  state  of,  bar  iron;  whe- 
ther only  one  of  the  said  several  sorts  of  slags  or  cinders  be 
used,  or  whetiier  all  the  said  sorts  of  the  said  slags  or  dnders, 
or  any  of  the  sud  several  sorts  of  them  be  mixed  together  and 
used;  or  whether  all  the  said  sorts  of  the  said  slags  or  cinders, 
V  any  one  or  more  of  the  said  sorts  of  them  be  compounded 
vith  iron  stones  or  iron  ores,  or  with  both  of  them;  whether  aU 
the  said  several  compounds  be  used  together,  or  whether  only 
one  of  the  several  sorts  of  crude  or  pig  iron,  obtained  from  the 
nad  dags  or  cinders,  or  the  aforesaid  mixtures  of  them,  be  used ; 
or  whether  all  or  any  of  the  said  several  sorts  of  crude  or  pig 
iron  be  mixed  or  used  together,  or  whether  they,  or  any  one 
or  more  of  them,  be  mixed  with  any  one  or  more  sort  or  sorts 
of  any  other  crude  or  pig  iron,  and  used;  or  whether  only  one 
of  the  aeveral  sorts  of  crude  or  pig  iron,  obtained  from  all,  or 
ny^or  either  of  the  said  compoimds  of  the  said  slags  or  cinders, 
^  iron  stones  or  ores,  be  used ;  or  whether  all  or  any  of  the 
>ttdk8t-mentioned  several  sorts  of  crude  or  pig  iron  be  mixed 
U)d  used  together;  or  whether  they,  or  any  one  or  more  of 
them,  be  mixed  with  any  one  or  more  sort  or  sorts  of  any  other 
erode  or  pig  iron,  and  used ;  or  whether  all,  or  any,  or  either  of 
Ihe  aforesaid  sorts  of  crude  or  pig  iron  be  compounded  and 
tted  with  refined  metal  obtained  from  the  said  slags  or  cinders, 
or  firom  the  said  mixtures  thereof,  or  from  the  said  compoimds 
of  the  aud  slags  or  cinders  with  iron  stones  and  ores,  or  with 
the  refined  metal  of  any  other  iron ;  or  whether  only  one  of  the 
Kreral  sorts  of  refined  metal  obtained  from  the  said  slags  or 
^'^ieny  or  from  the  said  mixtures  thereof,  or  from  the  said  last- 
B^ontioned  compounds,  be  used ;  or  whether  all  or  any  of  the 
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^A  D^lsTs      **^^  last-mentioned  refined  metals  be  mixed  and  used  together; 
or  whether  they,  or  any  one  or  more  of  them,  be  mixed  with 
any  one  or  more  sort  or  sorts  of  refined  metal  of  any  other 
iron,  and  used ;  or  whether  only  one  of  the  several  sorts  of 
puddled  iron,  obtained  from  the  said  slags  or  cinders,  or  from 
the  said  mixtures  thereof,  or  from  the  said  last-mentioned 
compounds,  be  used ;  or  whether  all  or  any  of  the  said  last- 
mentioned  puddled   irons  be  mixed  and  used   together;  or 
whether  they,  or  any  one  or  more  of  them,  be  mixed  with  any 
one  or  more  sort  or  sorts  of  any  other  puddled  iron,  and  used« 
Also,  in  the  use  And  that  my  said  improvements  do  further  consist  in  the  use 
onime^to7ron°  ^^^  application  of  lime  to  iron,  subsequently  to  the  opei^tions 
7**  b?"*°/  *°     ^^  ^^®  hlBst  furnace,  whereby  that  quality  in  iron  from  which 
nace,  in  order  to  the  iron  is  Called  "  cold  short,'*  howsoever  and  from  whatever 
prevent  the       substancc  such  iron  be  obtidned,  is  sufficiently  prevented  or 

"coldthorL"  -.     ,  ,,  ...  ,    .        '.  1        1      "^  ,       , 

remedied,  and  by  which  such  iron  is  rendered  more  tough  when 
cold.  And  I  do  further  declare,  that  in  the  said  smelting  and 
working,  I  do  use  a  mixture  of  lime  or  limestone,  and  of  the 
substance  in  which  the  iron  stones  are  gehefrally  found,  and 
which  is  known  in  South  Wales  by  the  name  of  mine  rubbish, 
whether  raw  or  calcined,  consisting,  by  weight,  of  about  six 
parts  of  good  limestone  to  five  parts  of  raw  mine  rubbish, 
which  said  mixture  I  do  apply,  together  with  the  other  materials 
operated  upon  in  the  blast  furnace,  for  the  purpose  of  producing 
a  fusible  cinder,  and  that  the  proportions  of  the  said  limestone 
and  mine  rubbish,  composing  the  said  mixture,  may  be  varied, 
without  materially  impairing  the  beneficial  effects  thereof.  And 
that  in  smelting  and  working,  by  the  usual  working  of  the  blast 
furnace,  all,  or  any,  or  either  of  the  said  sorts  of  the  said  slags 
or  cinders,  or  the  aforesaid  mixtures  of  them,  or  all,  or  any,  or 
either  of  the  said  compounds  thereof,  with  iron  stones  or  ores, 
when  such  slags  or  cinders,  or  compounds  last-mentioned,  are 
known  by  assay,  or  otherwise,  to  be  capable  of  affording  crude 
or  pig  iron  to  the  amount  of  fifty  per  cent.,  or  thereabouts,  by 
weight,  I  do,  in  order  to  make  one  charge,  take  and  use  18  cubic 
feet  by  measure,  or  about  450  pounds  by  weight,  of  coke,  and 
from  300  pounds  to  420  pounds  of  the  said  slags  or  cinders,  or 
the  said  last-mentioned  mixtures  and  compounds,  and  from  70 
pounds  to  95  pounds  of  the  said  raw  mine  rubbish,  and  from 
180  pounds  to  240  pounds  of  the  said  limestones,  or  from 
110  pounds  to  145  pounds  of  lime,  which  charge  I  do  repeat 
according  to  the  usual  manner  of  filling  and  working  the  blast 
furnace.  But  that,  when  the  said  slags  or  cinders,  or  the  last- 
mentioned  mixtures  or  compounds,  which  are  known  by  assay 
or  otherwise  to  contain  respectively  either  more  or  less  than 
fifty  per  cent.,  by  weight,  of  crude  or  pig  iron,  are  required  to 
be  smelted  and  worked  by  the  usual  working  of  the  blast 
furnace,  it  will  be  necessary,  in  order  to  produce  the  best  effect. 
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tbat  the  qaantiiky  and  proportions  thereof,  and  of  the  limestone  Specjfiraihm. 
and  raw  mine  rubbish  to  be  made  use  of  in  the  charge  as  afore-  ^'^'  ^®*^' 
said,  should  be  varied ;  and  that,  as  a  general  rule  of  practice  to 
be  adopted  and  followed,  I  do  declare  that  I  do  mix  all,  or  any, 
or  either  of  the  said  sorts  of  the  said  slags  or  cinders  with  raw 
mine  robbish,  if  required,  or  I  do  mix  all,  or  any,  or  either  of 
the  said  last-mentioned  compounds  with  raw  mine  rubbish,  if 
required,  until  the  crude  or  pig  iron  contained  in  either  of  such 
aggregate  mixtures  shall  amount  to  forty  per  cent.,  or  less  than 
forty  per  cent.,  if  so  wished ;  and  then,  in  order  to  constitute  a 
charge,  I  do  take  from  either  or  both  of  such  aggregate  mix- 
tares  from  350  pounds  to  550  pounds  in  the  whole,  and  18 
cubic  feet,  by  measure,  or  about  450  pounds,  by  weight,  of  coke; 
and  I  do  flux  the  whole,  by  adding  six  parts,  by  weight,  of 
limestone,  for  every  five  of  such  parts  of  the  raw  mine  rubbish 
as  may  have  been  used  for  the  purpose  last  before-mentioned ; 
and  I  do  add  so  much  more  lime  or  limestone,  as  may  be 
known  by  assay  or  otherwise  to  be  required  to  produce  a 
ftaible  cinder.  And  further,  that  it  will  be  advisable  to  reduce 
ike  said  slags,  or  the  said  mixtures  of  the  said  slags  or  cinders, 
or  the  said  compounds  of  the  said  slags  or  cinders  with  the  said 
iron  stones  and  ores,  and  the  limestone  and  raw  mine  rubbish 
aforesaid,  previous  to  their  being  put  into  the  blast  furnace, 
to  about  the  size  at  which  materials  are  commonly  used  in 
the  blast  furnace.  And  further,  I  do  draw  oiF  from  the  blast 
Aimace  the  crude  or  pig  iron  afforded  by  the  said  slags  or 
cinders,  or  by  the  said  last-mentioned  mixtures  or  compounds. 
And  I  do  make  the  several  sorts  of  crude  or  pig  iron,  obtained 
from  the  said  slags  or  cinders,  or  from  the  said  last-mentioned 
niixtures  or  compounds,  into  bar  iron,  by  puddling,  reheating, 
and  rolling,  compressing,  or  hammering;  or  by  refining, 
puddling,  reheating,  and  rolling,  compressing,  or  hammering, 
whether  only  one  of  the  said  several  sorts  of  crude  or  pig  iron 
be  used,  or  whether  all  or  any  of  the  said  several  sorts  of  crude 
wpig  iron  be  mixed  and  used  together,  or  whether  they,  or  any 
<"«  or  more,  be  mixed  with  any  one  or  more  sort  or  sorts  of 
My  other  crude  or  pig  iron,  and  used;  or  whether  all,  or  any, 
or  either  of  the  aforesaid  sorts  of  crude  or  pig  iron  be  com- 
pounded and  used  with  refined  metal,  obtained  from  the  said 
*I«gs  or  cinders,  with  iron  stones  or  ores,  or  with  the  refined 
"octal  of  any  other  iron,  and  used  5  or  whether  only  one  of  the 
*c^«ral  sorts  of  refined  metal  obtained  from  the  said  slags  or 
cinders,  or  from  the  said  mixtures  thereof,  or  from  the  said  last- 
mentioned  compounds,  be  used ;  or  whether  all  or  any  of  the 
isid  last>mentioned  refined  metals  be  mixed  and  used  together ; 
or  whether  they,  or  any  one  or  more  of  them,  be  mixed  with 
^J  one  or  more  sort  or  sorts  of  refined  metal  from  any  other 
oon,  and  used;  or  whether  only  one  of  the  several  sorts  of 
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Spedjicatum.     puddled  iron^  obtained  from  the  said  slags  or  cinders^  or  from 
the  said  mixtures  thereof^  or  from  the  said  last-mentioned 
compounds^  be  used ;  or  whether  all  or  any  of  the  said  last- 
mentioned  puddled  iron   be  mixed    and  used  together;  or 
whether  they,  or  any  one  or  more  of  them^  be  mixed  with  any 
one  or  more  sort  or  sorts  of  any  other  puddled  iron,  and  used. 
Aiso.in  thedift.  And  I  do  further  declare,  that  I  have  discovered  that  the  ad- 
wTp^rev^u'b^  ^^^^  of  lime  or  limestone^  or  other  substances  consistmg 
quality  of   ^    chiefly  of  limc,  and  fi-ee  or  nearly  fi^e  from  any  ingredient 
known  to  be  hurtful  to  the  quality  of  iron,  will  sufficiently  pre- 
vent or  remedy  that  quality  in  iron,  from  which  the  iron  is 
called  ^^  cold  short,^'  and  will  render  such  iron  more  tough  when 
cold;  and  I  do,  for  this  purpose,  if  the  iron,  howsoever  and 
from  whatever  substance  tiie  same  may  have  been  obtained,  be 
expected  to  prove  ''cold  short,**  add  a  portion  of  lime  or  lime- 
stone, or  of  the  other  said  substances,  of  which  the  quantity 
must  be  regulated  by  the  quality  of  the  iron  to  be  operated 
upon,  and  by  the  quality  of  the  iron  wished  to  be  produced; 
and  further,  that  the  said  lime  or  limestone,  or  other  aforesaid 
substances,  may  be  added  to  the  iron  at  any  time  subsequently 
to  the  reduction  thereof,  in  the  blast  furnace,  and  prior  to  the 
iron  becoming   clotted,  or  coming  into  nature,  whether  the 
same  be  added  to  the  iron  while  it  is  in  the  refining  or  in  the 
puddling  fui^ace,  or  in  both  of  them,  or  previous  to  the  said 
iron  bemg  put  into  either  of  the  said  frumaces.    And  further, 
that  I  do,  in  preference,  add  quick-lime  instead  of  limestone,  or 
the  said  other  substances  (either  of  which,  as  to  quantity,  when- 
soever and  howsoever  so  used,  may  be  considerably  varied),  to 
the  iron  in  the  refinery  furnace,  and  in  the  puddling  furnace. 
And  I  do  further  declare,  that  I  do  greatly  prefer  to  mix  or 
add,  in  the  refinery  furnace,  about  from  one-fourth  to  one- 
third,  by  weight,  of  the  crude  or  pig  iron  which  has  been 
obtained  from  the  slags  or  cinders,   with    three-fourths   or 
two-thirds  of  the  crude  or  pig  iron  which  has  been  obtained 
from  the  iron  stones.    And  I  do  further  declare,  that,  for  the 
operation  in  the  refinery  furnace,  I  do  add  the  lime  as  it  is 
obtained  from  the  kiln,  in  the  proportion  of  one-sixtieth  to 
one-fortieth  part,  by  weight,  of  the  whole  weight  of  the  crude 
or  pig  iron  intended  to  be  worked  in  the  furnace;  and  I  do 
apply  about  one-half  of  the  said  lime,  together  with  the  crude 
or  pig  iron,  as  it  is  tiirown  upon  the  refinery  fire,  and  the  re- 
mainder from  time  to  time  during  the  course  of  the  refinery 
operation,  taking  care  not  to  suffer  the  slag  or  cinder  whidi  is 
produced  to  get  too  thick,  nor  to  endanger  the  stopping  up  of 
the  furnace :  and  I  do  also  declare,  that  in  the  puddling  furnace 
I  further  add  lime  in  the  proportion  of  from  one-hundredth  part 
to  one-eightieth  part,  by  weight,  of  the  whole  weight  of  iron  in 
the  furnace,  which  lime  I  previously  slake  and  wet  to  prevent 
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its  being  earned  off  by  the  draught  of  the  furnace;  and  I  do  apply  ^^ n^'ia^' 
the  nine,  in  the  course  of  ihat  part  of  the  operation^  which 
is  known  to  workmen  by  the  term  of  '^  drying  the  iron ;'' 
and,  moreover,  I  take  care  that  the  same  shall  be  intimately 
mixed  aad  minutely  dispersed  through  the  iron  by  the  usual 
qientbns  of  puddling. 

In  witness^  &c. 


Fran  the  sobaequent  legal  proceedings  on  this 
pitant,!!  B  extremely  doaMiil  whether  any  mren- 
tioa,  ia  fact,  existed  in  this  case,  which  could  he 
eoBiidend  m  new.  That  the  inrention  professed 
tobe  Mt  fiorth  in  the  specification,  whether  in  the 
wen  extended  sense  of  a  discovery,  or  in  the 
■OR  liaited  tense  of  an  improTement  only,  is  the 
■faject-matter  of  letten  patent,  is  nerer  doubted, 
bit  on  the  contrary  assumed  throughout  the 
eiaboiate  jodgment  of  the  Court  of  Common 
Plen ;  aad  the  dictum  of  Lord  Eldon,  poic  237,  m 
de  prooeedinn  before  him,  **  that  there  may  be  a 
nhd  patent  he  a  new  combination  of  materials 
prerifliBly  m  use  for  the  same  purpose,  or  for  a 
nev  memod  of  applying  such  materials ;  but 
the  ipedfication  must  clearly  excess,  that  it  is 
in  reipect  of  such  new  combination  or  applica- 
ticn;"  has  been  recognised  and  acted  on  by  aU  the 
eoam  from  that  time  to  the  present. 

lavotions  of  the  class  of  the  preceding  are 
MBctimM  designated  by  the  term '  chemical ;'  but 
fktj  would  appear  to  be  more  appropriately  de- 
■crftcd  ai,  the  use  and  application  of  a  known 
■faManoe  for  a  specific  purpose ;  which  general 
dcKriptioB  is  in  practice  limited  and  defined  by 
tbe  ooodition  of  noveltjr,  which  u  essential  to,  and 
■plied  ia,  die  term  uvention.  The  substance 
itidf  Biay  be  old  and  well  known ;  the  manner  in 
vUcfa  it  is  used  and  applied  also  old  and  well 
bomi ;  the  specific  result  or  purpose,  old  and 
veU  known;  the  norelty  or  invention  will  then 
eonnt  m  the  simple  use  and  application  of  that 
nbrtuoe.  Of  this  dasa  are,  Dudley's,  for  the  use 
of  pH  or  sea  ooal,  instead  of  charcoal,  in  the  ma- 
vuctore  of  iron,  anU  14 ;  Mansell's,  for  the  use 
«f  ooil  imtead  of  wood,  in  the  manufacture  of 
plaw,  nu  17 ;  Hall's,  for  the  use  of  gas  in  singe- 
Bg  lace,  ante  98;  Derosne's,  for  the  use  of  char- 


ooal  in  filteriuj^  sugar,  ante  152 ;  Crane'k,  for  the 
use  of  anthradte  in  the  manufacture  of  iron  with 
hot  blast,  instead  of  other  coal  or  coke,  pott ;  to 
all  which  inventions  the  words  of  the  judgment 
by  the  Court  of  Common  Pleas  in  the  case  of 
Crane  v.  Price  Sf  Others  are  applicable,  namely, 
that  "if  the  result  produced  was  either  a  new 
article,  or  a  better  article,  or  a  cheiper  article,  to 
the  public,  than  that  produced  betore,  it  might 
well  become  the  subject  of  a  patent."  Pott,  The 
following  patents  also  belong  to  the  same  class : 
Hartley's,  for  the  use  of  iron  plates  to  prevent 
fire,  ante  54 ;  Forff|rth*8,  for  the  application  of  de- 
tonating powder  m  the  discharge  of  fire-arms, 
&c.ante  96;  Neilson's,  for  the  hot  blast,  pott; 
bv^  the  same  test  of  validity  does  not  so  directly 
i^ly.  Buck's,  for  melting  down  iron  and  other 
mettds  with  stone  coal  ana  other  coals,  without 
charkinff ,  ante  35,  may  also  be  mentioned  in  this 
class.  In  none  of  these  is  any  particular  and  pre- 
cise proportions  of  parts,  or  method  of  operating, 
of  the  essence  of  the  invention ;  some  propor- 
tions must  always  exist,  and  must  generally  be 
given,  and  some  means  or  method  of  carryinff  the 
mvention  into  practice  must  always  be  descnoed; 
but  there  is  a  marked  distinction  between  the 
above  class  .of  cases,  and  that  in  which  the  inven- 
tion, in  the  words  of  Lord  Eldon,  is  a  new  com- 
bination of  materials,  previously  in  use,  for  the 
same  purpose.  To  this  latter  class  Hill's  inven- 
tion  (if  any)  would  belong ;  the  patent  medicines ; 
most  paints  and  cements;  all  instruments  and 
machines,  and  other  combinations  and  arrange- 
ments of  parts  already  existing. 

The  above  specification  furnishes  an  instructive 
example  of  the  kind  of  defects  which  frequently 
occur  in  the  specifications  of  inventions  of  the  class 
to  which  it  more  peculiarly  belongs. 


Hu^L  t;.  Thompson  and  Form  an. 

Car.  Lord  Ekhn,  L.C.,  24th  April,  1817. 

[3  Mer.  622.] 

The  bin  prayed  an  injunction  to  restrain  the  defendants  "from 
effing,  or^in  any  manner  disposing  of,  any  iron  smelted  and 
woiked,  or  otherwise  produced  by  them,  or  by  any  person  or 
peraons  on  their  behalf,  by  the  means  or  use  of  the  plain- 
tiff's invention  and  improvements  (in  the  bill  mentioned),  and 
frwn  usbg  slags  or  cinders,  and  mine  rubbish,  and  lime,  ac- 
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cording  to  the  plaintiff's  said  invention  and  improvements ;  and 
from  in  any  manner  using  the  said  invention  and  improvements 
in  the  smelting  and  working  of  iron,  and  from  otherwise  infring- 
ing the  plaintiff's  patent^  in  the  bill  also  mentioned." 

The  affidavits  in  support  of  the  injunction  (which  was  moved 
for  and  obtained  upon  the  filing  of  the  bill^  until  answer  or 
further  order)  stated  the  letters  patent,  dated  the  26th  of  July, 
1814,  for  the  plaintiff's  invention,  which  was  alleged  to  con- 
sist in  the  use  and  application  of  the  slags  or  cinders  thrown  off 
by  the  operation  of  smelting  (which  had  previously  been  con- 
sidered as  useless)  to  the  production  of  good  and  serviceable 
metal,  by  the  admixture  of  mine  rubbish  and  otherwise^  accord- 
ing to  principles  of  the  plaintiff's  own  discovering. 
Motion  to  dii^        The  defendants  moved,  on  the  coming  in  of  their  answer,  to 
ve  wjuMc  ton,  jjggQj^^  ^Yie  injunction ;  and  upon  this  occasion  a  variety  of 
affidavits  were  produced  on  both  sides,  tending  respectively  to 
impeach  and  to  assert  the  validity  of  the  patent,  and  of  the  in- 
junction to  restrain  the  breach  of  it.     An  affidavit  made  by  the 
plaintiff  referred  to  the  specification  of  his  invention,  lodged  in 
the  patent  office,  alleging  that  he  verily  believed  he  was  the  in- 
ventor of  the  several  improvements  in  smelting  and  working 
iron,  which  were  therein  mentioned;    and  the   specification 
referred  to  contained  an  explanation  of  the  principles  of  the 
alleged  invention,  which  was  extremely  diffuse,  and  objected  to 
on  the  other  side  as  either  wholly  unintelligible,  or  so  confused 
and  intricate,  as  not  to  be  capable  of  being  reduced  to  practice. 
It  was  further  objected,  that  except  by  reference  to  this  obscure 
specification,  neither  the  plaintiff  nor  any  of  his  witnesses  had 
stated  in  what  the  alleged  invention  and  improvements  con- 
sisted, nor  whether  he  claimed  in  respect  of  invention,  or  of 
improvements  merely ;  and  that  a  patent,  to  be  good,  must  not 
be  more  extensive  than  the  invention.    The  defendants'  affi- 
davits also    went  to   deny  the  originality  of   the  invention 
altogether.    R.  v.  Else  (a),  Boulton  v.  Bull  [b),  Homblower  v. 
BouUon  (c),  and  Harmar  v.  Playne  (rf),  were  cited  on  the  part  of 
the  plaintiff  in  answer  to  the  objection  to  the  specification. 

The  case  was  argued  on  several  occasions  and  at  considerable 
length,  by 

Sir  S.  Rondlly,  Belly  and  Phillimorey  for  the  defendants,  in 
support  of  the   motion  to   dissolve  the  injunction;   Trower, 
On  motion  for    VTetherelly  and  Buithby,  contra. 

an  injunction,  Lord  Eldon,  L.C,  said,  he  doubted  whether  the  injunction 
should  stAte  the  ought  to  have  been  granted  in  the  first  instance,  unless  the 
alleged  inven-  affidavits  had  Stated  more  particularly  in  what  the  alleged  in- 
ticularity.         fringement  of  the  patent  consisted;  and  that  it  should  have 


(a)  Ant€  76.        (fc)  2  H.  Bl.  463.         (c)  8  T.  R.  95.        (rf)  14  Vcs.  Jun.  130. 


HILL   V.   THOMPSON   AND   PORMAN. 


;23i 


been  shown  to  be  by  working  in  the  precise  proportions  men- 
tioned in. the  specification^  as  being  of  the  essence  of  the  inven- 
tion.  That  when,  in  future,  an  injunction  is  applied  for  ex  parte  On  application 
on  the  ground  of  violation  of  a  right  to  an  invention  secured  by  fn-^ction'^the 
patent,  it  must  be  understood,  that  it  is  incumbent  on  the  party  affidaviu  mu»t 
making  the  application  to  swear,  at  the  time  of  making  it,  as  to  b^*ii^f*af  tha?^  * 
his  belief  that  he  is  the  original  inventor;  for  although  when  he  time  that  be  was 
obtained  his  patent  he  might  very  honestly  have  sworn  as  to  ffrgt*[nvenior. 
his  belief  of  such  being  the  fact,  yet  circumstances  may  have 
sabsequently  intervened,  or  information  been  communicated, 
sufficient  to  convince  him  that  it  was  not  his  own  original  in- 
vention, and  that  he  was  imder  a  mistake  when  he  made  his 
pievious  declaration  to  that  effect. 

The  principle  upon  which  the  court  acts  in  cases  of  this  de-  The  grant  of 
scription  is  the  following :  Where  a  patent  has  been  granted,  i^dTxcfusiV ' 
and  an  exclusive  possession  of  some   duration  under  it,  the  posseMioo  of 
court  will  interpose  its  injunction,  without  putting  the  party  ^ndeMbTm**? 
prenoosly  to  establish  the  validity  of  his  patent  by  an  action  at  a  groand  for  in- 
lav.    But  where  the  patent  is  but  of  yesterday,  and,  upon  an  iu'JpreviJIli!''" 
24)plication  being  made  for  an  injunction,  it  is  endeavoured  to  trial  at  law; 
be  shown  in  opposition  to  it,  that  there  is  no  good  specification,  J^jnfbui  of\ei- 
orodierwise  that  the  patent  ought  not  to  have  been  granted,  terday,  and  the 
the  court  will  not,  from  its  own  notions  respecting  the  matter  pat^tt^be  de^- 
in  dispute,  act  upon  the  presumed  validity  or  invalidity  of  the  '^'^* 
patent,  without  the  right  having  been  ascertained  by  a  previous 
trial,  but  will  send  the  patentee  to  law,  and  oblige  him  to  esta- 
blish the  validity  of  his  patent  in  a  court  of  law,  before  it  will 
grant  him  the  benefit  of  an  injunction. 

In  the  present  case,  I  shall  say  nothing  as  to  my  opinion  of 
the  validity  or  invalidity  of  the  patent.     The   affidavits   in 
support  of  the  injunction  represent  that  the  defendants  have 
inade  iron  in  the  way  mentioned  in   the   specification.     But 
▼hether  it  is  to  be  considered  as  a  patent  for  extracting  iron 
from  slags  or  cinders,  by  working  and  smelting,  and  by  the 
admixture  of  certain  materials  to  reduce  the  per  centage  to  forty 
per  cent,  or  for  mixing  cinders,  limestone,  and  mine  rubbish, 
>A  certain  proportions,  it  should,  before  any   injunction  was  Before  injunc- 
granted,  have  been  pointed  out  that  the  patent  was  actually  in-  |h  °nIt5re°of ' 
fringed  by  so  mixing  the  ingredients,  or  so  reducing  the  per  the  infringe- 
centage.    Here  I  cannot  but  entertain  a  doubt,  whether  the  [Jated™  kh^par 
improvement  as  to  the  lime  destroying  the  *^cold  short"  is,  or  ticuiarity. 
J«  not,  a  new  invention,  but  that  is  not  for  me  to  decide  ;  and  if 
on  the  trial  of  an  action,  the  witnesses  should  prove  the  use  of 
Ihne  for  the  same  purpose  previously  to  the  grant  of  this  patent, 
*  ttill  another  question  will  remain,  admitting  that  a  patent  may 
fe  good  for  a  mere  method  of  producing  a  more  beneficial  and 
effectual  result,  from  the  adhibition  of  the  same  materials. 
Bat  it  is  enough  in  the  present  case  to  resort  to  the  principle 
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already  laid  down,  and  which  is  the  same  that  goyemedthe 
cases   which  have  been  cited — of  Harmar  v.  Playne  (e),  and 
Boulton  y.  BtM  (/) — ^because  it  cannot  be  said  that  tliere  has 
been  in  this  case  such  a  possession  or  enjoyment  under  the 
patent  as  would  induce  the  court  to  continue  the  injunction 
upon  such  evidence  as  is  here  afforded,  until  its  validity  has 
been  tried  at  law.    Here  the  patent  bears  date  July,  1814^  and 
the  specification,  January,  1815;  and  it  appears  by  the  affi- 
davits, that  the  works  were  not  completed  so  as  to  carry  on  the 
operations  under  the  patent  until  July,  1816. 
Injunction  da-       His  Lordship  accordingly  dissolved  the  injunction;  but  di- 
rected that  an  account  should  be  kept  of  slags  used  and  iron 
made  by  the  defendants,  according  to  the  method  described  in 
the  specification,  the  plaintiff  undertaking  to  bring  an  action; 
with  liberty  to  apply  to  have  the  injunction  revived  after  trial  of 
the  action,  or  in  case  of  any  imreasonable  delay  being  interposed 
on  the  part  of  the  defendants. 


solved. 
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Cor.  Dallas,  J.    Mich.  Vac.  I817. 

[Holt,  N.  P.  C.  636 ;  2  B.  Moore,  429 ;  8  Taun.  382.] 

Trial  at  law.  In  this  actiou  for  infringing  the  plaintiff's  patent,  and  brought 

in  pursuance  of  the  order  in  the  preceding  case,  the  folIo\ring 
evidence  was  adduced : — 
Plaintiff's  evi-  For  the  plaintiff  it  was  sworn,  by  his  clerk,  that  bar  iron, 
tiHUty^nmeity,  Uniformly  approved  of,  had  been  manufactured  from  slags, 
andsueceu  of  according  to  the  specification,  in  considerable  quantities ;  that, 
previously  to  the  patent,  heaps  of  slags  had  been  either  lying 
as  useless,  or  had  been  thrown  away  as  refuse,  at  iron  manufac- 
tories, attempts  having  been  made  to  convert  them  to  advan- 
tage, and  having  imiformly  failed;  that  mine  rubbish  (the  matrix 
of  the  iron  stones)  had  never  before  been  mingled  with  slags 
for  the  purpose  of  producing  bar  iron ;  that  in  order  to  prevent 
the  state  of  bar  iron  called  '*  cold  short,''  the  lime,  &c.,  had 
been  used  in  the  proportions  specified,  though  those  proportions 
had  been  sometimes  a  little  varied ;  but  that  the  proportions 
specified  were  essential  to  the  most  successful  result ;  and  that 
the  exact  proportion  of  cinders  or  slags,  and  iron  stone,  speci- 
fied, had  not  invariably  been  attended  to  in  working  under  the 
patent. 

(e)  14  Vcs.  Jun.  136.  (/)  3  Ves.  Jun.  UO. 


1 


HILL   V.    THOMPSON    AND    FORMAN.  233 

Three  other  witnesses,  who  had  been  acquainted  with  the 
maiuzfiictaring  of  iron  from  twenty  to  thirty  years,  corroborated 
the  clerk  as  to  the  uselessness  and  rejection  of  slags  before  the 
patent,  and  proved  their  ignorance  that  lime  was  ever  before 
used  in  the  processes  of  puddling  and  refining  for  the  preven- 
tion of  the  state  of  "  cold  short,'^  and  the  novelty  to  them  of  the 
specified  modes  for  converting  the  slags  into  bar  iron,  and  pre- 
Tenting  the  state  of  ^^  cold  short ;''  and  David  Mushet,  who  had 
superintended  iron  manufactories  for  twenty-five  years,  and  had 
studied  and  written  on  the  subject,  corroborated  the  witnesses 
as  to  the  former  uselessness  of  slags,  and  gave  his  opinion,  that 
if  Erne  were  applied,  as  directed  in  the  specification,  it  would 
be  ao  effectual  prevention  of  the  state  of  ^^  cold  short,^'  and  that 
the  application,  as  specified,  was  entirely  new,  and  the  specifica- 
tion perfectly  intell^^ble ;  observing,  that  the  pkdntiff^s  inven- 
tion consisted,  not  in  the  discovery  of  new  ingredients  or  new 
principles,  but  in  a  combination  of  ingredients  and  principles 
never  existing  so  combined  before. 

To  prove  the  infringement,  Edward  Forman,  the  son  of  one  ^*  **'*** '»•- 
rf  the  defendants,  and  the  superintendent  of  their  works,  was  '^"^'*  * 
called,  and  stated,  that  he  had  seen  the  pkdntifif's  specification ; 
that  nnce  the  date  of  the  patent,  the  defendants  preserved 
cinders,  which  they  had  not  done  before,  and  produced  pig  iron, 
by  mixing  them  with  mine  rubbish ;  and  that  in  the  subsequent 
processes  they  applied  quick-Ume,  to  prevent  the  iron  from 
being  ^  cold  short."  But  he  stated,  that  the  defendants  did  not 
vork  fay  the  plaintiff^s  specification,  but  used  very  different 
proportions,  viz.  lime  in  the  refinery  furnace  in  about  the 
proportion  of  Ja  one-hundred-and-twentieth  part  to  the  whole 
charge  of  pig  iron,  and  that  they  used  none  in  the  puddling 
tornace,  and  that  the  defendants  had  used  slags  in  the  puddling 
fenace  for  years  before  the  date  of  the  patent.  He  also  proved, 
that  the  proportions  of  mine  rubbish,  as  laid  down  in  the  speci- 
fication, were  not  essential  to  the  success  of  the  process ;  that 
the  defendants  had  been  in  the  habit  of  varying  those  propor- 
^h  ^d  that  they  once  entirely  omitted  mine  rubbish,  when 
tbe  remit  was  most  successful. 

For  the  defendants  it  was  proved,  that  at  Bradley  Iron  Works,  Defendants* 
in  Staffordshire,  more  than  forty  years  ago  (iron  stone  at  that  ^  "**' 
time  running  short),  slags  and  mine  rubbish  were  collected  and 
ponshased,  and  used  in  the  blast  furnace,  and  that  coke,  mine 
'^lUnsh,  Lancashire  or  Cumberland  ore,  limestone,  and  puck- 
•tone,  were  used  to  convert  the  slags  into  pig  iron,  which,  after 
^^rtain  processes,  was  converted  into  good  bar  iron.  It  was 
^  proved  that,  at  Benthall  Iron  Works,  in  Staffordshire,  as  far 
wdtas  the  year  1788,  the  slags  from  the  refinery  furnace,  to- 
pAa  with  coke,  iron  stone,  limestone,  and  poor  robin,  were 
^^  in  the  blast  furnace  for  the  production  of  pig  iron,  which 
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was  afterwards  converted  into  good  bar  iron;  and  that  at 
Bingley,  in  Staffordshire,  many  years  ago,  slags  had  been  used 
in  the  same  way,  and  with  the  same  resutes. 

A  witness,  named  Northall,  proved  that  slags  had  been  osed 
at  Millfield  Works,  in  Staffordshire,  together  with  coke,  iron 
stone,  and  lime,  in  the  blast  furnace,  in  1803,  and  that  he  then 
knew  how  to  correct  the  state  of  ^'  cold  short'^  in  iron  produced 
from  the  slags,  by  the  application  of  lime,  in  the  puddhng  fur- 
nace, and  that  lliese  works  were,  in  consequence,  without  a 
forge,  which  would  otherwise  have  been  necessary  to  prevent 
the  iron  from  being  ^'  cold  short/^  Thomas  Robinson,  a  manager 
of  Ketley  Works,  Staffordshire,  fipom  1803  to  1816,  produced  a 
journal  of  experiments,  commenced  by  him  at  those  works  in 
1807,  with  a  view  to  the  prevention  of  ^  cold  short.*'    At  that 
time  limestone  was  there  used  in  the  refinery  furnace,  not  with 
the  view  of  curing  the  ^'cold  short,**  but  the  use  of  it  was 
found  to  make  the  iron  more  tough.     He  used  limestone  in  the 
refinery  furnace  to  black  hard  pig  iron  (which  generally  affords 
a  slag  in  the  refinery  furnace  inferior  to  that  afforded  by  other 
pig  iron,  and  generally  produces  ^  cold  short'*  iron),  and  the 
limestone  made  the  slags  from  these  pigs  as  good  as  the  slag 
produced  from  good  pig  iron,  without  the  aid  of  limestone. 

From  1807  to  1809  he  used  quick-lime,  and  afterwards,  up  to 
1816,  lime  wash  upon  coke,  in  the  proportion  of  about  20 
pounds  of  hme  to  10  cwt.  of  pig  iron.  This  made  the  iron, 
which  would  otherwise  have  been  ^'cold  short,^*  tough.  He 
tried  lime  in  the  puddling  furnace,  in  order  to  obtain  the  same 
advantage,  and  he  obtained  the  advantage,  though  the  apparatus 
was  spoiled ;  but  he  would  have  continued  to  use  limestone  in 
the  puddling  furnace  had  he  not  preferred  its  use  in  the  refinery 
furnace.  He  did  not  treat  iron  obtained  firom  slags  with  lime 
according  to  that  process,  but  used  another. 

For  the  defendants  it  was  urged,  that  there  was  no  novelty  in 
the  alleged  invention,  and  that  the  mere  regulation  of  principles 
before  known  and  practised,  was  insufficient  to  support  the 
patent,  which  was  too  general;  that  the  specification  was 
equivocal  and  ambiguous,  and  that  the  plaintiff  had  taken  out 
his  patent  for  too  much,  and  had  not  even  confined  himself  to 
the  particular  proportions  of  the  various  ingredients,  the  pro- 
portioned combination  of  which  alone  constituted  his  alleged 
discovery. 

Dallas,  J. :  Left  it  to  the  jury  to  say,  whether  tihe  plaintiff 
had  made  out  the  novelty  of  the  invention  or  improvement  for 
which  the  patent  was  taken  out;  namely,  the  conversion  of 
slags  into  good  bar  iron,  and  the  prevention  of  the  quality 
called  "  cold  short,"  by  the  appUcation  of  lime. 

Verdict  for  the  plaintiff. 
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Hill  v.  Thompson  and  Forman. 
Cor.  Lord  Ekhn,  L.  C. 

[3  Men  626.]  D«c.i5,i8l7. 

The  plaintiff  having  obtained  a  verdict,  now  moved  to  revive  ^^^'^j*  ^  f'" 
the  iDJiinetion.  In  support  of  the  motion  it  was  represented  to  |Li.  *  ^^*^^' 
be  clearly  settled  as  law^  that  there  may  be  sufficient  novelty  to 
support  an  injunction,  as  well  in  a  mere  improvement  upon  an 
old  method,  as  in  an  original  invention.  The  verdict  of  the 
jmy  was  also  stated  to  be  conclusive  as  to  the  matter  of  fact, 
and  the  application  now  made  as  of  course,  and  such  as  tha 
oourt  could  not  refuse,  witiiout  taking  upon  itself  to  meddle 
with  what  was  the  exclusive  province  of  a  court  of  law. 

On  the  other  hand,  it  was  stated  to  be  the  intention  of  the 
defendants  to  move  for  a  new  trial  at  law,  which  could  not  be 
done  before  the  next  term,  but  that  tiie  motion  would  then 
oertBinly  be  made,  and  with  every  prospect  of  success,  on  the 
ground  of  the  verdict  being  pronounced  against  evidence,  it 
having  been  dearly  proved  on  the  trial,  that  previously  to  tiie 
gimt  of  this  patent,  iron  had  been  extracted  from  slags  or 
cinders  by  precisely  tiie  same  process  as  that  described  in  the 
specification.  That  the  trial  was  at  niHprius,  where  littie  op- 
portunity is  afforded  for  that  consideration  on  the  part  of  the 
jni^  which,  in  such  a  case  as  the  present,  was  necessary  to 
mble  him  properly  to  direct  a  jury.  That  the  order,  giving 
liberty  to  the  plaintiff  to  apply  to  the  court  to  revive  the  in- 
jnnction^  left  it  at  the  discretion  of  the  court  to  grant  or  to 
refose  the  application;  and  that,  in  the  present  case,  its  being 
revived  would  be  attended  with  the  greatest  inconvenience  and 
loss  to  the  parties,  in  case  by  the  event  of  a  new  trial  they 
shoold  be  found  to  have  a  right  to  continue  the  works  which 
had  been  commenced  by  them,  in  consequence  of  tiie  patent 
hdng  ultimately  pronounced  to  be  invalid.  That  the  verdict 
iMf  could  not  be  considered  as  in  any  respect  final  or  com- 
plete, tin  it  were  known  whether  it  should  stand  or  abide  tiie 
event  of  the  new  trial.  That  in  the  direction  of  tiie  judge  to 
the  jury,  it  was  expressly  stated  that  the  patent  was  for  the 
intention  of  certain  improvements  in  tiie  smelting  and  working 
of  iron,  obtained  from  slags  or  cinders,  and  it,  therefore,  was  a  _ 
pobt  still  to  be  proved  if  the  contrary  were  insisted  on,  that 
the  same  thing  had  never  been  effectually  accomplished  before, 
^tereas  there  was  abimdance  of  evidence,  that  the  very  same 
^hing  bad  been  habitually  practised  in  Staffordshire  and  Shrop- 
Aire,  altiiough  it  might  be  true  that  it  had  not  been  resorted  to 
in  South  Wales,  where  the  works  in  question  were  situated. 
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To  all  this  it  was  replied^  that  the  injunction  must  be  reviyed 
as  a  matter  of  course^  die  verdict  having  been  obtained,  and  that 
to  oppose  it  was,  in  effect,  no  other  than  to  apply  for  a  new 
trial  to  a  court  incompetent  to  award  it.  That  in  the  opinion 
of  the  judge  who  directed  the  verdict,  it  was  clearly  a  patent 
for  an  improvement,  and  not  for  an  original  invention,  and  that 
the  verdict  pronounced  agreeably  to  that  direction  gave  aprmd 
fade  right  to  the  plaintiff,  upon  which  the  court  could  not 
refuse  to  act. 

Lord  Eldon,  L.C.:  In  this  case,  the  injunction  was  first 
granted  upon  the  strength  of  affidavits,  which  were  contradicted, 
as  to  their  general  effect,  in  the  most  material  points,  when  it 
afterwards  came  before  the  court  upon  a  motion  to  dissolve  the 
injunction  so  obtained.     Many  topics  were  then  urged  on  both 
If  a  person  bas  sides,  and  fully  discussed  in  argument.     It  was  insisted  on  tiie 
X^yraen t?  Ae  P*"^  ^^  ^^  plaintiff,  and  the  court  agreed  to  that  position,  that 
court  will  gire  where  a  person  has  obtsuned  a  patent,  and  had  an  exclusive  en- 
parent  right'^joyment  under  it,  the  court  will  give  so  much  credit  to  his 
and  restrain  iu  apparent  right  as   to  interpose  immediately  by  injunction  to 
if  doubtsbe  en- restrain  the  invasion  of  it,  and  continue  that  interposition  until 
'h^°rd****f  ^®  apparent  right  has  been  displaced (^).    On  the  other  hand, 
the  patent,  the  it  was  with  equal  trutii  stated,  that,  if  a  person  takes  out  a 
Im  "ranted  ^l'  Patent  as  for  an  invention,  and  is  unable  to  support  it,  except 
on  terms.        upon  the  ground  of  some  alleged  improvement  in  the  mode  of 
applying  that  which  was  previously  in  use,  and  it  so  becomes  a 
serious  question  both  in  point  of  law  and  of  fact,  whether  the 
patent  is  not  altogether  invalid, — then,  upon  an  application  to 
this  court  for  what  may  be  called  the  extra  relief  which  it 
affords  on  a  clear  primd  facie  case,  the  court  will  use  its  dis- 
cretion; and  if  it  sees  sufficient  ground  of  doubt,  will  either 
dissolve  the  injunction  absolutely,  or  direct  an  issue,  or  direct 
the  party  applying  to  bring  his  action ;  after  the  trial  of  which, 
either  he  may  apply  to  revive,  if  successful,  or  else  the  other 
party  may  come  before  the  court,  and  say,  I  have  displaced  all 
his  pretensions,  and  am  entitied  to  have  my  costs  and  the  ex- 
penses I  have  sustained,  by  being  brought  here  upon  an  all^a- 
tion  of  right  which  cannot  be  supported.      And,  as  in  this 
instance,  the  court  will  sometimes  add  to   its  more  general 
directions,  that  the  party  against  whom  the  application  is  made 
shall  keep  an  account  pending  the  discontinuance  of  the  injunc- 
tion, in  order  that,  if  it  shall  finally  turn  out  that  the  pbdntiff 
has  a  right  to  the  protection  he  seeks,  amends  may  be  made  for 
the  injury  occasioned  by  the  resistance  to  his  just  demands. 


(g)  The  preceding  is  a  distinct  authority  to  not,  however,  usual  to  grant  such  an  injonetion, 

show  that  the  court  may  ffrant  an  injunction  sim-  but  the  patentee  is  generally  compelled  to  bring 

piiciler,  or  absolutely,  without  imposing  any  terms  an  action  to  try  his  right.     See  per  Lord  Lamg- 

on  the  patentee,  and  leave  the  otocr  party  to  iro-  <iaU,  M.  R.  in  Soames  v.  Tindal,  post. 


pugn  the  patent,  or  repeal  it  by  scire  faeias ;  it  is 
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In  his  directioiis  to  the  jnry,  the  judge  has  stated  it  as  the  To  establish 
law  on  the  subject  of  patents — ^first,  that  the  invention  must***®^'^*^*^^  ^^ 

.  1  111.  1  <•  1  1    'L  •    n       t         1      *  patent,  the 

be  noTel;  secondly,  that  it  must  be  useful;  and  thirdly,  that  the  inveDtion  must 
specification  must  be  intelligible.     I  will  go  farther,  and  say,  ^j^^fui^^n^ 
that  not  only  must  the  invention  be  novel  and  useful,  and  the  specifica- 
the  specification   intelligible,  but  also  that  the  specification  ^**j°,"5^^^- 
must  not  attempt  to  cover  more  than  that  which,  being  both  it. 
matter  of  actual  discovery,  and    of  useful  discovery,   is   the  ^^'g^f^J^^^ 
only  proper  subject  for  the  protection  of  a  patent.     And  I  seeks  to  cover 
am  onnpelled  to  add,  that  if  a  patentee  seeks  by  his  specifi-  ™c^MUy*ncw 
cation  any  more  than  he  is  strictly  entitled  to,  his  patent  is  >p^  useful,  it 
Acreby  rendered  ineffectual,  even  to  the  extent  to  which  he  tenT,  rendermg 
woold  be  other^se  fairly  entitled.    On  the  other  hand,  there  "  ineffectual 
may  be  a  valid  patent  for  a  new  combination  of  materials  pre-  tent^o  which'it 
Tiously  in  use  for  the  same  purpose,  or  for  a  new  method  of  might  otherwise 
applying  such  materials.     But,  in  order  to  its  being  effectual,  p^Jted.  ^°  *"^ 
the  specification  must  clearly  express  that  it  is  in  respect  of 
sach  new  combination  or  application,  and  of  that  only,  and  not 
lay  claim  to  the  merit  of  original  invention  in  the  use  of  the 
materials.     If  there  be  a  patent  both  for  a  machine  and  for  an 
improvement  in  the  use  of  it,  and  it  cannot  be  supported  for  the 
machine,  although  it  might  for  the  improvement  merely,  it  is 
good  for  nothing  altogether,  on  account  of  its  attempting  to 
corer  too  much. 

Now  it  is  contended,  that  what  is  claimed  by  the  present  pa- 
tent is  not  a  novel  invention ;  that  the  extraction  of  iron  from 
sli^  or  cinders  was  previously  known  and  practised ;  that  the 
use  of  lime  in  obstructing  ^'  cold  shorf  ^  was  likewise  known. 
But  to  all  this  it  is  answered,  that  the  patent  is  not  for  the  in- 
vention of  these  things,  but  for  such  an  application  of  them  as  is 
described  in  the  specification.    Now,  the  utility  of  the  discovery.  The  utility  of 
the  intelligibility  of  the  description,  &c.,  are  all  of  them  matters  anVtiie  kteiii- 
of  fact  proper  for  a  jury.    But  whether  or  not  the  patent  is  de-  gibiiiiy  of  the 
fective  in  attempting  to  cover  too  much,  is  a  question  of  law,  are  for*the jury; 
uid  as  such  to  be  considered,  in  all  ways  that  it  is  convenient  but  the  nature 
for  the  purposes  of  justice  that  it  should  be  considered  (A).  ^i°e  claim,  for 
This  specification   generally  describes   the   patent  to  be  "for*l»eco«rt. 
improvements  in  the  smelting  and  working  of  iron;''  and  it  then 


fi)  The  distinction  here  pointed  out,  as  to  the      co-extensiTe  and  synonymous  with  the  expression, 
'•^—  whidi  belong  to  the  jury  and  court  re-       "  meaning  of  the  specification/'   But  the  Court  of 


f^^tMty,  is  of  great  importance  to  be  observed.  Exchequer  held  that  these  were  essentially  dis- 

n  the  case  of  ^'joiit.  Harford  it  was  argued,  tinct;  that  the  meaning  of  the  specification  was 

fm,  that  in  the  opinion  of  Lord  Eldon,  the  jury  for  the  court,  and  that  the  court  were  to  tell  the 

*ere  to  judge  of  the  meaning  and  construction  of  jur^  what  the  specification  had  said,  the  intcrpre- 

a  partiodar  sentence  in  the  specification,  the  sen-  tation  of  terms  of  art  being  left  to  the  determina- 

tnoe  oootaining  neither  terms  of  art  requiring  tion  of  the  jury,  according  to  the  evidence ;  that 

"planatioii,  nor  words,  the  meaning  of  which,  in-  the  jury  were  to  determine  whether  that  which 

^epeadeat  of  the  context,  was  the  least  doubtful  the  specification  says,  is  a  sufficient  description. 

w  ofascoie ;  that  the  expression  "  intelligibility  of  See  poU. 
tfce  descriptioii,''  as  a  question  for  the  jury,  was 
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goes  on  to  describe  the  particulars  in  which  the  alleged  improve- 
ments consist,  describing  various  proportions  in  the  combination 
of  the  materials,  and  various  processes  in  the  adhibition  of  them. 
The  question  of  law,  upon  the  whole  matter,  is,  whether  this  is 
a  specification  by  which  the  patentee  claims  the  benefit  of  the 
actual  discovery  of  lime  as  a  preventive  of  ^*  cold  short,"  or, 
whether  he  claims  no  more  than  the  invention  of  that  precise 
combination,  and  those  peculiar  processes  which  are  described 
in  the  specification.  And  when  I  see  that  this  question  dearij 
arises,  the  only  other  question  which  remains  is,  Whether  I  can 
be  so  well  satisfied  with  respect  to  it  as  to  take  it  for  granted, 
that  no  argument  can  prevail  upon  a  court  of  law,  to  let  that 
first  question  be  reconsidered,  by  granting  the  motion  for  a  new 
trial.  If  this  be  a  question  of  law,  I  can  have  no  right  what- 
ever to  take  its  decision  out  of  the  jurisdiction  of  a  court  of 
law,  unless  I  am  convinced  that  a  court  of  law  must  and  will 
consider  the  verdict  of  the  jury  as  final  and  conclusive.  But 
The  injancUon  this  Only  brings  it  back  to  the  original  question ;  and  I  see 
cJ^°ved,^tbe    cnough  of  difficulty  and  uncertaint)^  in  the  specification,  and 

Ciaintiffto       enoush  of  apparent  repufimance  between  the  specification  and 
rin fir  an  action    _        °         .  .       i/-  ^  .1         .^  •     •  'ii     t  •  t^ 

to  establish  his  the  patent  Itself,  to  say  that  it  is  impossible  I  can  arnVe  at  such 
patent  right.     ^  conclusion  respecting  it  as  to  be    satisfied  that  there  is  no 

and  the  defend*  .^  5  .iti^  j-»i-  ■ 

ants  to  keep  an  ground  for  granting  a  new  tnal.  In  the  order  I  formerly  pro- 
account  in  the  ^Qmiced  was  Contained  a  direction,  that  the  defendants  should 

mean  while ;  a  1         1  1        »    .  1  .        .        •. 

▼erdict  having  keep  an  accouut  of  iron  produced  by  their  working  m  the  man- 
for*Uie*'*hiintiff'^®^  described  in  the  injunction.  If  the  injunction  is  to  be  now 
on  the  trial  of  revived,  the  whole  of  their  establishment  must  be  dischaiged 
IppS  "between  this  and  the  fourth  day  of  next  term,  when  it  is  in- 
being  made  to  tended  to  movc  for  a  new  trial,  the  result  of  which  may  be, 
j^ncdoMt  was  **^  *®  defendants  have  a  right  to  continue  the  works;  to  do 
objected  that  which,  they  wiU  then  be  under  the  necessity  of  recommencing 
InfendS^t"^  all  their  operations,  and  making  all  their  preparations  and 
move  for  a  new  arrangements  de  novo.  It  appears  to  me  t^hat  this  would  be  a 
matier*was^r-  niuch  greater  inconvenience  than  any  that  can  result  from  my 
dered  to  stand  refusal  in  the  present  instance  to  revive  the  injunction  (»)•  My 
suiTof  ihat^apt"  Opinion,  therefore,  is,  that  this  matter  must  stand  over  until  the 
piicationshouid  gfth  day  of  ncxt  term,  when  I  may  be  informed  of  the  result  of 
partitt  continu!  the  intended  application  for  a  new  trial ;  the  account  to  be  taken 

mg  to  keep  an   i^  f^^  j^^^  f^^  ^  before. 

account  in  tlie  ^x    1        «  i*     « 

interim.  Ordered  accordingly. 


(1)  This  principle  was  acted  on  by  Lord  Cfftten^  be  tried.  But  in  other  cases,  where  the  same  mia- 
ham,  L.C.^  in  the  recent  case  of  Neilson's  patent,  chief  would  not  result,  the  parties  have  been  re- 
past. It  appeared  that  the  defendants  would  strained  absolutely.  See  Bickfmrd  v.  Sktwa,  anU, 
sustain  irreparable  damage  if  their  works  were  214,  Soama  v.  Tindal,  post,  the  plaintiff  being  pot 
stopped  by  injunction ;  an  account,  consequently,  on  the  teems  of  bringing  an  action, 
was  ordered,  until  the  validity  of  the  patent  could 


hill  v.  thompson  ad  form  an.  239 

Hill  v.  Thompson  and  Fobman. 

In  the  Common  Pleas,  Trin.  T.,  1818. 

[8  Taun.  382;  2  B.  Moore,  433.] 

LenSf  Sergt.,  inHilary  Term  last,  obtained  a  rule  nisi  to  set  the  R**'«  »'«»>»• 
Terdict  afflde(ilb),  and  to  enter  a  nonsuit,  or  have  a  new  trial;  "*"*'**'  * 
fint,on  the  grounds  urged  at  the  trial;  secondly,  because  the 
Terdict  was  against  evidence,  inasmuch  as  it  had  been  proved 
iuX  lime  had  been  applied  to  the  prevention  of  the  quality 
called  **  cold  short,"  and  that  good  bar  iron  had  been  produced 
from  slags  and  mine  rubbish  long  before  the  patent;  and  he 
cited  a  passage  from  ^  Aikin's  Chemical  and  Mineralogical  Dic- 
tionary' (/),  to  show  that  the  application  of  lime  for  the  cure  of 
Ae  quality  called  ^'  cold  short"  was  notorious  at  a  much  earUer 
date. 

The  court  granted  die  rule  principally  on  the  question,  whe* 
ther  this  was  substantially  a  patent  for  a  discovery,  or  an  improve- 
ment; and  thought  that,  as  to  that  part  of  it  that  applied  to 
a  new  trial,  there  was  sufficient  complication  in  the  case  to  have 
it  discussed,  without  saying  whether  the  verdict  of  the  jury  was 
ri^t  or  wrong ;  and  were  further  of  opinion,  that  the  work  of 
Dr.  Aikin  should  be  considered  as  having  been  made  use  of  at 
the  trial,  both  parties  having  referred  to  it  (m). 

In  the  last  term.  Best  and  Copley^  Sergts.,  showed  cause 
i^Qst  the  rule,  whidi  was  then  supported  by  LenSy  Vauffhath 
and  PeUj  Sergts. 

Sabstance  of  the  arguments  in  showing  cause. — ^Although  the  Argument 
principles  on  which  die  patent  was  founded  might  have  been ''^"*"**''"'^' 
previously  known,  and  although  the  various  articles  specified 
might  have  been  previously  used,  yet  the  combination  of  those 
principles,  and  the  use  of  those  articles  in  certain  propor- 
tions, in  a  new  series  of  processes,  leading  to  and  terminating  in 
a  beneficial  result,  will  support  the  novelty  of  invention  claimed 
hy  the  patent :  the  novelty  of  such  combination  and  propor- 
tioBS,  and  the  successful  result  of  them,  have  not  been  contro- 
verted. The  patent  has  not  been  taken  out  for  too  much,  nor 
does  the  specification  embrace  more  than  the  patentee  is  en- 
titled to  by  his  patent.  Neither  is  the  specification  equivocal 
and  ambiguous.  It  is  not  necessary  that  every  information  on 
sach  a  subject  as  that  with  which  this  patent  is  conversant 


(k)  AhU  234.  ming  up»  had  not  been  given  in  evidence ;  bat  as  it 

(0  **  Rmmm  nyt.  That  cast  iron,  which  by  lay  open  on  the  table  at  the  trial,  and  had  been 

tl«  common  treatment  would  yield  'cold  short'  then  referred  toby  both  parties,  Poril:,  J.,  suggested 

W,may  be  made  to  afford  soft  malleable  iron,  by  that  it  could  not  be  now  objected  that  it  had  not 

6sBg  it  with  a  mixture  of  equal  parts  of  lime  been  correctly  mentioned  by   the  judge  in  his 

lad  scoria."    VoL  I.  610,  col.  1.  summing  up; 'and  in  this  suggestion  the  counsel 

(»)  This  book,  referred  to  by  Dallas,  J.,  in  sum-  on  both  sides  acquiesced. 
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should  be  given  by  the  si)ecification.     In  such  cases,  geooral 
knowledge  must  be  resorted  to,  and  the  party  must  carry  a 
reasonable  knowledge  of  the  subject-matter  with  him  to  the 
perusal  of  the  specification.     Neither  is  it  necessary  that  the 
processes  or  articles  in  such  a  case  as  this  should  be  individually 
new.     It  is  no  objection  to  mechanical  or  chemicd  discoveries 
that  the  articles  of  which  they  are  composed  were  known,  and 
were  in  use  before,  provided  the  compound  article,  which  is  the 
object  of  the  invention,  be  new  (m) :  for  it  is  settled  law,  that 
the  new  combination  of  old  materieds  may  be  the  subject  of  a 
patent  (n).    The  passage  cited  from  Aildn  only  shows  a  pre- 
vious knowledge   of  a  mode  of  preventing  the  quality  called 
"  cold  short,"  by  fusing  cast  iron  with  equal  parts  of  lime  and 
scoriee :  the  plaintiff  claims  the  improvement  of  preventing  it  by 
the  application  of  lime  only.   Robinson's  evidence  does  not  affect 
the  plaintiff's  case.     He  made  a  mere  series  of  private  experi- 
ments, and  if  he  made  any  discovery,  he  never  made  such  &&- 
covery  public.    The  answer  of  Butter ,  J.,  upon  the  objection 
raised   to   DoUond's  patent,  for  the  invention  of  achromatic 
telescopes,  (which  objection  was,  that  Dollond  was  not  the  in- 
ventor of  the  new  method  of  making  the  object  glasses,  but 
that  Dr.  Hall  had  made  the  same  discovery  before  him,)  applies 
to  Robinson's  experiments  in  this  case.    Butter,  J.,  in  the  case 
of  BouUon  V.  BuUf  observed  upon  that  objection^  that  as  Dr. 
Hall  had  confined  the  discovery  to  his  closet,  and  the  public 
were  not  acquainted  with  it,  Dollond  was  holden  to  be  the  in- 
ventor (o).    To  make  Robinson's  experiments  (even  if  they  had 
been  applied  to  the  manufacture  of  iron  from  slags,  which  was 
not  the  case)  destructive  of  the  plaintiff's  patent,  they  should 
have  been  communicated  to  workmen,  and  brought  into  efficient 
Will  a  sabse-    use  in  the  manufactory.     [Dalhs,  J. :  If  a  person  had  done  pre* 
rertrain*piior     wisely  all  that  is  specified  to  be  done  in  this  specification,  to 
private  user  ?     prevent  "  cold  short"  in  iron,  and  had  not  communicated  it  to 
any  one,  could  he  be  prohibited  by  the  patent  from  doing  that 
which  he  had  done  before,  though  known  to  no  one  but  himself, 
or  could  it  be  considered  as  new  if  practised  by  only  one  person, 
but  not  communicated  to  the  world  ?]     Such  a  previous  use  of 
an  alleged  discovery  would,  as  it  did  in  Tennant's  case  (/?),  have 
gone  far  to  destroy  the  patentee's  rights*    But  here  there  had 
been  no  such  use,  and  the  verdict  of  the  jury  ratified  the  pa- 
tentee's right  to  the  invention  which  he  had  claimed. 

Substance  of  arguments  in  support  of  the  rule. — ^The  patent 

(m)  "  Mechanical  and  chemical  discoveries  all  (n)  Per  Lord  ElUnborough,  C.  J.,  in  Hnddairt 

come  within  the  description  of  manufactures ;  and  v.  Grimshaw,  awU  86 ;    and  Gibbt,  C.  J.,  Dav. 

it  is  no  objection  to  either  of  them,  that  the  arti-  P.  C.  265. 
cles  of  which  they  are  composed  were  known  and  (o)  Ante,  43. 

were  in  use  before,  providea  the  compound  article,  (p)  Ante^  125»  n. 

which  is  the  object  of  the  invention,  is  new."  Ptr 
Buller,  J.,  2  H.  Bl.  487. 
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is  too  higCy  has  introduced  nothing  new,  and  if  it  had,  it  has  not  A.D.  1818. 
been  infringed.     It  is  too  large :  for  it  is  taken  out  generally 
^ibr  certain  improvements  in  the  smelting  and  working  of  iron/' 
and  cannot  be  understood  to  apply  particularly  to  the  smelt- 
ing and  working  of  iron  obtained  from  slags  or  cinders,  to 
which  it  is  narrowed  in  the  specification.     The  patent  ought 
to  have  been  confined  to  improvements  in  the  smelting  and 
working  of  iron  obtained  from  slags  or  cinders,    and  to  the 
application  of  lime  for  the  prevention  of  the  quality  called  ''  cold 
short"  in  iron  so  obtained.     In  1800  and  1801,  Matthias  Eoops 
took  out  two  patents ;  the  first  for  a  method  of  manufacturing 
paper  from  straw,  hay,  thistles,  waste  and  refuse  of  hemp  and 
iii,  &c.,  fit  for  printing  upon ;  the  second,  for  a  method  of 
manu&cturing  paper  generally  from  like   substances,   enume- 
rating them.     This   was  a  distinct  notice   of  his  invention, 
and  accordingly  William  Plees,  in  his  patent  for  a  method  of 
manufacturing  paper  for  various  purposes,  taken  out  in  1802, 
was  enabled  to  steer  dear  of  Koops'  invention  (q).    The  case  of 
lord  Cochrane  v.  Smethurst  (r)  is  conclusive  against  the  plaintiff 
upon  this  part  of  the  case.     As  to  the  alleged  novelty  of  the 
method  of  extracting  iron  from  slags,  and  preventing  the  quality 
oJled  "  cold  short"  by  the  application  of  lime,  stated  in  the 
specification,  the  evidence  is  all  against  the  plaintiff.     He  has 
produced  no  definite  improvements  or  new  beneficial  result,  for 
when  his  combinations  were  discarded,  the  result  was  equally 
IwMficial.   The  passage  in  Aikin  is  completely  destructive  of  the 
pWntiff's  case  as  to  his  claim  for  the  invention  of  applying  lime 
tt  a  prevention  of  the  quality  called  "cold  short;"  the  word 
**aeoria,"  adverted  to  by  the  plaintiff's  counsel,  is  only  a 
lyooDyme  for  slags  or  dnders.    After  reading  that  passage,  it 
caa  never  be  said,  that  the  plaintiff,  in  the  words  of  the  specifi- 
cation, has  discovered  that  the  addition  of  lime  or  limestone 
would  sufiidently  prevent  or  remedy  that  quality  in  iron  from 
*hidi  it  is  called  "  cold  short."     In  Bavill  v.  Moore  (*),  the 
r^ater  part  of  the  processes  which  formed  the  combination  on 
^^  the  patent  was  founded,  had  been  used  before ;  the  sub- 
Kquent  stages  were  new ;  but  there,  as  in  this  case,  the  plaintiff 
1^  ia  his  specification  described   an   invention  to  a  greater 
*>^t  than  the  proof  warranted,  and  the  patent  could  not  be 
•totained.  Cur.  adv.  vulU 


Dallas,  J.,  delivered  the  judgment  of  the  court.     In  this  Jun*  i.isia. 
«Me  it  will  not  be  necessary  to  state  the  patent  with  the  sped-  ^^S"^^^* 
"Catjon  at  large,  or  the  pleadings  in  the  cause.    These  have 
'*cii  fully  adverted  to  at  the  bar  in  the  course  of  the  argument 

(l)  Collier  00  Pitcnto,  Ap.  72,  tit.  Paper.  (.)  Dav.  P.  C,  361. 

(')  1  Sterfc,  N.  P.  C,  205 ;  DaT.  P.  d,  354. 
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Judgment.       OH  each  side,  and  it  will  now  be  sufficient  to  refer  to  them  gene- 
rally as  I  proceed.    The  declaration,  in  substance,  charges  an 
infiingement  of  the  patent;  and  the  jury  have  found  for  the 
Verdict  for  the  plaintiff.     The  finding  involves,  first,  that  the  patent  is  ^d, 
vlVvM^Tvali-  subject  to  every  legal  consideration  in  this  respect ;  and,  secondly, 
dity  of  the  pa-  that  the  defendants  have  worked  according  to  the  spedfication, 
^veV»egidco^^  and  have  thereby  infiringed  the  plaintiff's  right.    The  last  point, 
8ideratioD,and  if  properly  found,   leads    to  the  first  consideration,  ra,  the 
menu  "°^*"     validity  of  the  patent ;   but  if  it  ought  not  to  have  been  so 
found,  then  the  validity  becomes  immaterial ;  for  whether  the 
patent  be  valid  or  not,  signifies  nothing  in  this  particular  case, 
if  the  defendant  has  not  worked  according  to  the  specification. 

To  prove  the  infringement  of  the  patent,  one  witness  only  ¥ras 
called;  and  this  part  of  the  case  depends,  therefore,  entirely 
upon  his  testimony.    And,  before  adverting  to  the  evidence  in 
question,  it  will  be  necessary  to  look  to  the  patent,  as  far  as  it 
relates  to  this  part  of  the  subject.     It  has  not  been  contended 
that  it  is  a  patent  introducing  into  use  any  one  of  the  artides 
mentioned,  singly  and  separately  taken ;  nor  could  it  be  so  con- 
tended, for  the  patent  itself  shows  the  contrary ;  and  if  it  had 
been  a  patent  of  such  a  description,  it  would  have  been  impos- 
sible to  support  it;  for  slags  had  undoubtedly  been  made  use  of 
previously  to  the  patent,  so  had  mine  rubbish,  and  so  had  lime. 
But,  it  is  said,  it  is  a  patent  for  combinations  and  proportions, 
producing  an  effect  altogether  new,  by  a  mode  and  process,  or 
series  of  processes^  unknown  before ;  or,  to  adopt  the  langoage  , 
made  use  of  at  the  bar,  it  is  a  patent  for  a  combination  of  pro- 
cesses altogether  new,  leading  to  one  end ;  and  this  bemg  the 
nature  of  the  alleged  discovery,  any  use  made  of  any  of  the  ingre- 
dients singly,  or  any  use  made  of*  such  ingredients  in  partial  com- 
bination, some  of  them  being  omitted,  or  any  use  of  all  or  some  of 
such  ingredients,  in  proportions  essentially  different  fixim  those ' 
specified,  and  yet  producing  a  result  equally  beneficial  (if  not 
more  so),  with  the  result  obtained  by  the  proportions  spedficd, 
will  not  constitute  an  infringement  of  the  patent. 
A  slight  depar-      It  is  scarcely  necessary  here  to  observe,  that  a  slight  departure 
^^ofevasioa  ^^^^  ^^®  specification  for  the  purpose  of  evasion  onJy,  would,  of 
aa  iofrioge-      course,  be  a  fraud  upon  the  patent;  and  therefore,  l^e  question 
^uertion  is,      "^^^  ^^y  whether  the  mode  of  working  by  the  defendant  has,  or 
whether  the      has  not,  been  essentially  or  substantially  different.     For  this  ^ 
iSgistubstan-"  uiust  look  to  the  evidence  of  E.  Forman;  and  he  being  the  sio^ 
tiaiiy  different  witness  tothe  point,  by  his  testimony  this  part  of  the  case  most 
stand  or  fall.     It  may  be  difficult  entirely  to  reconcile  different 
parts  of  his  evidence  with  each  other,  if  his  answers  to  the  seve- 
ral questions  be  taken  separately  and  detached ;  but  looking  to 
the  result,  it  seems  to  be  clear.     On  the  part  of  the  plaintiff  he 
proves,  that,  before  the  patent  was  taken  out,  the  defendants  were 
not  in  the  habit  of  making  use  of  slags,  and  that  his  attention 
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being  called  to  the  subject  by  the  patentee  in  the  first  instance,  a.d.  1818. 
and  then  by  the  patent  itself,  he  has  made  use  of  them  uni- 
fbimly  since ;  he  has  since  also,  at  times,  used  mine  rubbish,  and 
alao  fime,  which  last,  he  also  admits,  was  used  to  prevent  the 
''cold  short,''  which  defect  he  allows  was  and  is  thereby  prevented. 
Sofiur,therefore,be  proves  separate  use  and  occasional  combina- 
tioo«   He  is  next  asked,  as  to  the  proportions  mentioned  in  the 
patent:  ^'Did  you  apply  the  lime  in  these  proportions?" — ^his 
answer  is—"  I  say,  no,  to  that.'^     "  Have  you  worked  by  the 
specification  y* — ^^  No ;  we  did  not."     He  then  explains  in  what 
respects  they  departed  from  the  specification.    This  is  his  evi- 
dence on  the  examination-in-chief*    On  the  cross-examination, 
lie  says,  that  the  proportions  used  were  very  materiaUy  different, 
and  that  the  proportions  in  the  patent  are  not  essential ;  that  it 
woold  make  no  difiference  to  him  if  he  were  to  be  restrained 
from  using  these  proportions,  and  that  the  result  would  be 
better  obtained  by  materially  departing  from  them ;  indeed,  by 
afanost  losing  sight  of  them  altogether.     With  respect  to  slags, 
on  reconsideration,  he  states  that  the  defendant  had  used  slags 
pvenously  to  the  patent,  in  the  puddling  furnace,  for  months 
together.    As  to  mine  rubbish,  he  says,  we  varied  the  propor- 
tions, and  we  found,  in  experience,  that  the  use  of  it  was  best 
without  reference  to  the  preparations  and  restrictions  pointed 
out  in  the  specification,  and  when  omitted,  the  result  was  best 
ofalL    It  is  true,  he  afterwards  states,  that  this  omission  took 
^ace  when  he  was  absent  from  home,  and  that,  on  his  return, 
he  ordered  the  mine  rubbish  to  be  restored;  and  in  this  respect, 
and  going  to  this  single  point,  there  appears  to  be  an  incon- 
sistency.   But  still,  as  the  case  stands  on  his  single  evidence,  if, 
in  substance  and  result,  it  proves  a  mode  of  working  essentially 
different  firom  the  specification,  the  foundation  of  the  plaintiff's 
caae  is  altogether  gone.     And  the  rule  is  in  this  respect  strict, 
as  atated  by  Mr.  Justice  Buller,  in  the  case  of  Turner  v. 
Vmter{f).     In  that  case,  the  learned  judge  expressed  himself 
in  these  words :  '^  Whenever  the  patentee  brings  an  action  on 
Ua  patent,  if  the  novelty  or  effect  of  the  invention  be  disputed, 
he  must  show  in  what  his  invention  consists,  and  that  he  pro- 
CQitd  the  effect  proposed  in  the  manner  specified  (u)  f'  and  in 
snodier  part  of  the  same  case,  he  adds,  ^'  Slight  defects  in  the 
^Kcification  will  be  sufficient  to  vacate  the  patent  (^) :''  and 
speaking  of  degree  and  proportion,  he  says,  *^  The  specification 
should  have  shown  by  what  degree  of  heat  the  effect  was  to  be 
produced."     In  that  case,  as  in  a  great  variety  of  others,  in- 
stSQoes  may  be  found  to  show  the  strictness  of  the  law  as  bear- 
ing upon  this  point,  either  in  regard  of  omission,  or  of  superfluous 


(t)  Ante,  77.  (»)  Ibul.  81.  (x)  Ibid.  82. 
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Judgment.  addition,  or  of  uncertainty  or  insufficiency  in  quantities  proposed. 
But,  further,  the  evidence  so  applied  does  not  confine  itself  to 
this  point  only;  for  it  disproves  also  utility,  as  far  as  it  depends 
on  combination  and  proportion,  leading  and  conducing  to  a  spe- 
cific result.  Neither  can  it  be  justly  said,  that  the  use  of  the 
separate  ingredients,  or  some  of  them  partially  combined,  is  a 
use  made  of  the  invention  in  part  so  as  to  support  the  counts 
adapted  to  such  partial  use ;  because,  as  it  has  been  already  ob- 
served, and  will  more  particularly  be  adverted  to  hereafter,  each 
of  the  ingredients  had  before  been  separately  used,  and  had 
been  used,  more  or  less,  in  partial  combination. 

On  the  whole,  our  opinion  is,  as  to  this  part  of  the  case,  that, 
considering  the  evidence  of  Forman  in  its  substance  and  result, 
and  with  reference  to  the  peculiar  nature  of  the  patent,  an  in- 
fringement of  the  patent  is  not  thereby  proved. 

And  here  I  might  stop,  but,  from  consideration  for  the  parties, 

it  may  be  proper  to  dispose  of  the  next  ground  on  which  the 

rule  was  obtained,  namely,  that  the  invention  claimed  is  not 

Twogroonds    ncw;    and  this,  like  every  other  patent,  must^  undoubtedly,    I 

of  paienis,  im-  g^aud  ou  the  ground  of  improvement,  or  discovery.     If  of  im-    ] 

provement  or  .  °  ^  -    .  •         j 

discovery ;  the  provcmcnt,  it  must  Stand  on  the  ground  of  improvement  in-    | 
o'fsome'i^ur^^  vcntcd;  if  of  discovery,  it  must  stand  on  the  ground  of  the    j 
already  known,  discovery  of  Something  altogether  new;  and  the  patent  must    j 
whiieiTnew'    distinguish  and  adapt  itself  accordingly.     If  the  patent  be  taken    ] 
out  for  discovery,  when  the  alleged  discovery  is  merely  an  addi- 
tion or  improvement,  it  is  scarcely  necessary  to  observe  that  itwill    ^ 
be  altogether  void.     Of  which  description  this  patent  is,  will  be    j 
hereafter  examined ;  at  present  it  will  be  sufficient  to  say,  that    j 
the  grounds  of  novelty  and  discovery  are  those  on  which  it  most    | 
stand.     If  the  discovery  claimed  were  known  and  made  use  of 
before,  the  patent  is  at  an  end.  \ 

'  Now,  with  reference  to  this  particular  case,  it  may  be  proper 
shortly  to  consider,  what  novelty  and  discovery  are  deemed  to 
be ;  and  when  I  say  novelty  and  discovery,  I  mean  to  distinguisb 
The  invention  between  those  terms ;  for  it  is  not  enough  to  have  discovered 
municated, and  what  was  uiiknown  to  Others  before,  if  the  discovery  be  con- 
made  u»e  of.    fined  to  the  knowledge  of  the  party  having  made  it ;  but  it 
must  have  been  communicated,  more  or  less,  or  it  must  have 
been  more  or  less  made  use  of,  so  as  to  constitute  discovery,  as 
applied  to  subjects  of  this  sort.    The  case  of  DoUond  (y)  has 
been  mentioned  at  the  bar,  as  also  Tennant*s  patent  for  bleaching 
liquor  (z),  and  they  stand  so  contrasted  as  to  illustrate  the  dis- 
tinction to  which  I  allude.     In  DoUond's  case,  the  question  was, 
who  was  the  true  inventor  within  the  meaning  of  the  statute. 
Hall  had  made  the  discovery  in  his  closet,  but  had  never  made  it 


(.y)  See  report  of  case,  ante  43.  (:)  See  case,  ante  125,  in  note. 
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poUic;  and  on  this  ground,  Dollond's  patent  was  confirmed  (a).  a.d.  1818. 
In  Tennant's  case,  the  great  utility  of  die  invention  was  proved, 
and  the  general  ignorance  of  the  bleachers  of  it  till  after  the  date 
of  the  patent.  But,  on  die  other  side,  a  bleacher  near  Notting- 
ham deposed,  that  he  had  used  the  same  means  of  preparing 
his  bleaching  liquor  for  six  years  anterior  to  the  date  of  the 
patent  bat  that  he  had  kept  his  method  a  secret  from  all  but 
his  two  partners,  and  his  two  servants,  concerned  in  preparing 
it  In  addition  to  this,  different  conversations  were  proved  to 
have  passed  between  Tennantand  a  chemist  of  Glasgow,  before 
the  patent,  and»  in  these  conversations,  the  chemist  had  sug- 
gested to  Tennant  the  basis  of  the  improvement  in  question. 
Under  these  circumstances,  Tennant  was  deemed  not  to  be  the 
inventor,  and  a  nonsuit  took  place  (b).  So,  in  the  case  of 
Arkwright's  patent,  with  respect  to  a  particular  roller,  part  of 
die  machinery,  the  evidence  was,  that  Ark  wright  had  been  told  of 
it  by  one  Kay ;  that  being  satisfied  of  its  value,  he  took  Kay  for  a 
senranty  kept  him  for  two  years,  employed  him  to  make  models, 
and  afterwards  claiming  it  as  his  invention,  made  it  the  founda* 
tbn  of  a  patent.  The  same  fact  was  proved  as  to  a  crank,  which 
had  been  discovered  by  a  person  of  the  name  of  Hargreave,  which 
also  had  been  adopted  by  Arkwright;  and  although  it  had  been 
made  use  of  in  a  degree  before  by  a  few,  a  general  ignorance 
vith  respect  to  it  was  proved  by  a  great  number  of  persons  in 
die  tiade.  Mr.  Justice  Bulier  was  of  opinion,  that  though  this 
mil^t  be  perfecdy  true,  that  is,  the  general  ignorance  as  to 
those  improvements,  it  signified  nothing;  the  fact  that  the 
vitneases  on  the  part  of  the  defendant  had  not  heard  of  those 
improTements,  was  no  contradiction  of  previous  knowledge  and 
previous  use  by  others  (c).  The  dose  application  of  these  de- 
cinoDs  to  the  present  case  will  appear  as  I  proceed  further ;  at 
preseaty  I  will  only  say,  looking  at  the  subject  in  question  in 
diis  light,  is  the  plaintiff  to  be  considered  as  the  inventor,  be  it 
improvement  claimed,  or  be  it  altogether  discovery?  And  this 
leads  to  the  evidence  in  this  respect. 


(<)  Dollond  was  beld  to  be  the  true  and  first  suit,  the  secret  user  before  the  patent,  consider. 

Bvtstor  whhin  the  statute,  and  he  recovered  da-  able  difficulty  exists.     The  authority  of  Tennant's 

Hga  iior  an  infringement,  ante  43,  n.  a.     But  case,  in  respect  of  this  objection,  must  not  be  too 

vvweie  Dr.  Hall's  rights  affected;  could  he  be  implicitly  relied  on.      See  ante  44,  and  126,  in  ' 

winiBed  from  making  telescopes  for  his  own  notes. 

y,  or  from  nsing  one  already  made?     See  the  (c)  See  R.  t.  Arkwright,  ante,  72.     See  also 

«>CS<*ti<mcli>s&f,J.,4m<f  240,  and  early  cases,  per  Sir  Vieary  Gibbt,  C.J.:    "Fifty  witnesses 

'*'<  ^t  7.  proving  that  they  never  saw  the  invention  before 

(i)  It  should  be  observed,  that  the  part  of  the  would  be  of  no  avail,  if  one  were  called  who  had 


F^w  iwested  by  the  bleacher  to  Mr.  Tennant  seen  and  practised  it."  Dav.  P.  C.  350.  But  such 

***  nid  bjLord  LUenbcreugh  to  be  an  indispen-  evidence  must  be  carefullv  weighed,  and^it  must 

>iUe  pan  of  the  process,  ante  125,  n.;  this  then  never  be  forgotten  how  slight  are 

boi^  of  the  sabetanoe  and  essence  of  the  inven-  between  success  and  failure,  and  ho 

^M,  tbe  party  baring  acquired  such  a  knowledge  may  persuade  themselves  into  the  1 

^  VMMher,  could  not  be  considered  the  true  done  the  very  same  thing,  altho 

^  fim  bventor ;  on  the  other  ground  of  non-  attain  the  same  degree  of  success. 
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Judgment.  On  the  part  of  the  plaintiff  several  witnesses  were  examined, 

on  whose  testimony  it  will  "be  sufficient  generally  to  observe, 
they  proved  that,  of  whatever  description  that  for  which  the 
patent  was  taken  out  may  be  deemed,  it  was  altogether  new  to 
them.  One  witness,  in  particular,  is  entitled  to  have  the  great- 
est weight  ^ven  to  his  testimony — I  mean  Mr.  Mushet ;  he  has 
himself  published  treatises  on  the  subject  of  iron;  he  has  studied 
the  subject  as  matter  of  chemistry  and  science ;  his  works  have 
been  received  every  where  as  a  standard  authority ;  and  farther, 
he  is  a  person  of  the  greatest  and  most  extensive  practical  expe- 
rience {d).  His  account  of  the  patent  in  question  is,  that  it  is  a 
combination  of  processes  known  before  separately,  but  in  com- 
bination new,  and  producing  a  beneficial  result.  So  fiir  the  case 
appears,  upon  the  part  of  the  plaintiff,  to  be  strongly  proved. 
But,  first,  it  is  to  be  observed,  that  the  evidence,  be  its  strength 
what  it  may,  is  negative  merely.  The  ignorance  of  the  par- 
ticular witnesses  to  which  I  allude  may  be  perfectly  true,  con- 
sistently with  a  perfect  knowledge  by  others  of  the  existence  of 
those  materials,  separately  or  in  combination,  and  in  a  degree 
more  or  less  extensive;  and  here  Tennanfs  case  and  Ark- 
wright's  case,  already  mentioned,  apply,  being  in  this  respect 
and  to  this  point  precisely  similar. 

But  let  us  next  look  to  the  artides  which,  in  substance  and 
in  the  mode  in  which  they  are  directed  to  be  made  use  of,  con- 
stitute the  discovery  claimed.  Taken  as  separate  ingredients,  in 
this  stage  of  discussion,  I  shall  not  dwell  upon  them;  I  will  only 
generally  say,  that  of  slags  or  cinders,  of  mine  rubbish,  and  of 
lime,  as  used  in  various  ways,  and  generally  considered  as  con- 
nected with  the  working  of  iron,  not  only  knowledge,  but  ex- 
tensive use  has  been  proved,  and  this  by  a  great  number  of 
witnesses,  the  evidence  being  all  on  one  side;  inasmuch  as  there 
is  positive  testimony  against  negative  testimony,  leaving  a  result 
of  perfect  consistency. 

I  come  next  to  combination  and  proportion,  considered  with 
a  view  to  utility.  If  Forman's  evidence  is  to  be  our  guide  (and 
by  his  testimony  the  plaintiff  must  succeed  or  fail  as  to  the  de- 
fendant's working  by  the  specification),  he  not  only  proves  a 
departure  from  proportions,  but  a  variation  in  combination,  or 
proportion.  If  the  specific  combination  may  be  materially  de- 
parted from,  where  is  the  line  to  be  drawn,  and  what  is  there 
beyond  general  combination  in  this  patent,  which  professes  to 
be  precise  and  specific  in  apportionment  and  application  ?  And 
it  will  be  recollected,  that  with  a  little  change  of  ground,  as 
urgency  required,  the  case  has  been  so  represented  and  so  argued 
at  the  bar. 

Thus  much  of  slags  and  mine  rubbish.  I  have  already  spoken 

(d)  See  ▼ariouB  treatises  by  this  author,  and  his  work,  entitled  ^  Papers  on  Iron  and  Steel.**  Loud.  1840. 
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in  part  of  lime;  but  of  this,  which,  though  not  the  sole,  seems  a.D.  ibis. 
to  be  the  most  material  object,  it  will  be  necessary  now  to  speak 
more  folly* 

First,  then,  consider  the  end  to  be  attained,  and  next,  the  pro- 
posed means  of  attaining  it.  The  piupose  is  to  render  bar  iron 
more  toiigh,  by  preventing  that  brittleness  which  is  called  ^^  cold 
shoit,^'  and  which  renders  bar  iron  less  valuable :  the  means  of 
prevention  stated,  are  the  application  of  lime.  In  what  way, 
then,  is  lime  mentioned  in  the  patent?  The  first  part  of  the 
qiedfication,  in  terms,  alleges  certain  improvements  in  the  smelt- 
ing and  working  of  iron,  during  the-  operations  of  the  blast  fur- 
nace; and  then,  introducing  the  mention  of  lime,  it  states,  that 
the  application  of  it  to  iron,  subsequently  to  the  operation  of 
tiie  blast  fnmaoe,  will  prevent  the  quality  called  ^^  cold  short." 

So  &r,  therefore,  the  application  of  lime  is,  in  terms,  claimed  1/  the  inven- 
as  an  improvement,  and  nothing  is  said  of  any  previous  use,  of  |I^veinent.Tt' 
▼hich  the  use  proposed  is  averred  to  be  an  improvement ;  it  is,  must  aiftiinctiy 
tfaeiefore,  in  substance,  a  claim  of  entire  and  original  discovery.  rJ^c^of  tb^%|^- 
The  recital  should  have  stated,  supposing  a  previous  use  to  be  cification  to  be 
proved  in  the  case,  that  "  whereas  lime  has  been  in  part,  but  guch. 
improperly,  made  use  of,^^  &c.,  and  then  a  different  mode  of  ap- 
plication and  use  should  have  been  suggested  as  the  improve- 
ment claimed.     But  the  whole  of  the  patent  must  be  taken 
together,  and  this  objection  will  appear  to  be  stronger  as  we 
proceed.    And  here  again,  looking  through  the  patent,  in  a  sub- 
aeqnent  part  of  the  specification,  the  word  "discovery*^  first 
occurs;  and  I  will  state  the  terms  made  use  of  in  this  respect — 
^And  I  do  further  declare^  that  I  have  discovered  that  the 
addition  of  lime  will  prevent  that  quality  in  iron  from  which  the 
iron  is  called  ^cold  short,'  and  will  render  such  iron  more  tough 
when  cold ;  and  that  for  this  purpose  I  do  add  a  portion  of  lime, 
or  limestone^  to  be  regulated  by  the    quantity  of  iron  to  be 
operated  upon,  and  by  the  quality  of  the  iron  to  be  produced, 
to  be  added  at  any  time  subsequentiy  to  the  reduction  in  the 
blast  fomace^  and  this  from  whatever  substance  the  iron  may  be 
produced  if  expected  to  prove  ^cold  short.'*'    Now  this  appears 
to  be  nothing  short  of  a  claim  of  discovery,  in  the  most  exten- 
iivc  sense,  of  the  effect  of  lime  applied  to  iron  to  prevent  brit- 
tleness, not  qualified  and  restrained  by  what  follows  as  to  the 
preferable  mode  of  applying  it  under  various  circumstances;  and 
therefore  rendering  the  patent  void,  if  lime  had  been  made  use 
of  for  this  purpose  before,  subject  to  the  qualification  only  of 
applying  it  subsequentiy  to  the  operations  in  the  blast  furnace. 
How  then  is  the  evidence  in  this  respect?     And,  first,  if  the 
dictionary,  so  often  referred  to,  in  substance  informed  the  pub- 
lic of  what  the  specification  or  the  patent  professes  to  inform 
them,  that  will  undoubtedly  be  the  first  discovery;  as  in  Ark- 

^righf  s  case  it  was  agreed,  that  a  book  produced,  printed,  and 
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Judgment.  published  previoas  to  the  patent,  constituted  the  discovery  so  as 
to  negative  invention  by  the  patentee  (e).  It  will  be  suffident 
to  read  one  passage  from  this  dictionary;  Rinman  says,  that  cast 
iron,  which  by  the  common  treatment  would  yield  "  cold  short" 
bar,  may  be  made  to  afford  soft  malleable  iron  by  fusing  it  with 
a  mixture  of  equal  parts  of  lime  and  scorise.  I  need  not  say 
that  scoriae  are  produced  by  the  operation  of  the  blast  famace; 
and  lime  is  proposed  in  combination  with  those. 

Here  then  is  *^cold  short*'  stated  to  be  prevented  by  the  appli- 
cation of  lime  subsequently  to  the  operation  of  the  blast  furnace; 
and  in  this  view  of  the  subject,  nothing  turns  upon  precise  pro- 
portion, the  daim  being  a  claim  of  discovery  generally.    This 
book  was  published  in  England  in  1807,  &nd  the  patent  was 
taken  out  in  1816.    In  effect,  therefore,  this  book  completely 
negatives  the  novelty  of  the  alleged  discovery.     But  look  to  the 
other  evidence  of  actual  previous  use  in  various  instances  in  this 
country.     I  will  shortly  state  part  of  it  only,  the  whole  hmg 
consistent  in  this  respect.     One  of  the  witnesses,  Northall,  is 
asked  (the   question  going  back  many  years  before   the  pa- 
tent)— ^**Did  you  know  how  to  prevent  the  quality  of  *cold 
short*  in  the  iron  produced  from  the  cinder  ?"    His  answer  is— 
"  By  the  application  of  lime  in  the  puddling  furnace.'*   Now  the 
puddUng  furnace  is  one  of  the  stages  in  which,  by  the  express 
words  of  the  specification,  the  lime  for  this  purpose  is  to  be 
applied ;  but  this,  he  adds,  he  heard  from  one  person  only,  and 
therefore  this,  if  it  stood  singly,  might  be  considered  as  slight 
proof.    I  will  not  stop  to  inquire,  whether  this  evidence  alone 
would  or  would  not  be  sufficient,  according  to  the  cases  which 
have  been  decided;   but  let  me  next  see  what  farther  know- 
ledge, and,  beyond  this,  what  use  is  proved,  not  only  in  one,  but 
in  many  instances,  and  by  the  different  witnesses  called,  only 
observing,  before  I  qiut  the  evidence  of  this  witness^  that  this 
question  appears  to  have  been  put  to  him  by  one  of  the  jury  :— 
"  You  say  that  you  knew  that  using  lime  would  prevent  the 
'  cold  short;'   can  you  tell  us  how  it  ought  to  be  used  ?"    The 
answer  is — ^^  In  the  puddling  furnace."    There  is  much  other 
evidence  to  the  same  effect,  but  I  shall  content  myself  with 
referring  to  that  of  Mr.  Robinson.      He  produced  a  journal 
of  entries,  in  which  successful  experiments  were  noted,  at  the 
time  they  were  made,  of  the  application  of  lime  both  in  the 
puddling  and  refinery  furnaces,  for  the  express  purpose  of  pre- 
venting the  "  cold  short,*'  followed  up  by  a  continued  use  from 
1808  to  1816  (a  period  of  eight  years  anterior  to  the  patent), 
when  the  works  which  he  superintended  stopped.    The  appUca- 
tion,  therefore,  of  lime  in  some  way  for  the  purpose  proposed. 


(c)  Ante,  72. 
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instead  of  being  a  secret  unknown  before,  was  as  public  as  it  A.D.  1818. 
oould  be  rendered  by  a  work  of  extensive  circulation;  and  in 
crery  view  of  the  subject,  therefore,  this  claim  had  been  more  or 
less  in  actual  use  in  this  country,  so  that  the  present  patent 
vonld  iQ  effect  operate  as  an  abrogation  of  vested  and  existing 
rights.  I  am  now  upon  the  subject  of  the  general  application  of 
lirne  claimed  as  a  discovery,  without  reference  to  specific  appor- 
tionment, except  as  before  mentioned. 

On  this  part  of  the  case  I  will  only  farther  remark,  that  if  ^^  «ny  niaterial 
any  pert  of  the  alleged  discovery,  being  a  material  part,  fail  (the  l^ed^discovery 
<fiscovery  in  its  entirety  forming  one  entire  consideration),  the  f**^*  }^^  P**®**^ 
patent  is  altogether  void ;  and  to  this  point,  which  is  so  clear,  it 
is  unnecessary  to  cite  cases.  In  every  view  of  the  subject, 
tiierefore,  the  daim  to  invention  and  novelty  fails,  not  only  vir- 
tually and  technically,  as  the  patent  and  specification  are  framed, 
bat  in  efiect  and  substance,  and  in  the  broadest  and  most  en- 
kiged  view  of  the  subject.  At  the  time  of  the  trial,  the  utility 
of  the  alleged  discovery  being  admitted,  the  fairness  of  the  spe- 
cification being  established,  and  the  publicity  afforded  by  the 
patent  compared  with  the  partial  and  previous  limited  use,  giving 
to  the  public,  as  it  appeared  to  me,  all  but  the  benefit  of  actual 
and  original  discovery,  constituted  a  case  so  far  favourable  to 
4ie  plaintiff;  but,  looking  to  the  strictness  with  which,  on  the 
point  of  discovery,  patents  must  be  construed — looking  to  the 
4eciaons  in  cases  of  the  nearest  analogy,  and  to  the  peculiar 
of  this  case  under  all  its  circumstances,  we  feel  ourselves 
id  to  decide  against  the  originality  of  that  which  is  claimed 
the  patentee  as  new.  On  both  grounds,  therefore — ^first,  that 
infringement  of  the  patent  has  been  proved ;  and  secondly, 
the  invention  is  not  new — ^we  are  of  opinion  that  the  plain- 
is  not  entitled  to  recover. 

Best,  Sergt.,  then  objected,  that  the  court  could  not  in  this 
(Srect  a  nonsuit  to  be  entered,  but  should  grant  a  new  trial 
ly;  but 

Dallas,  J.,  stated,  that  if  he  had  not  wished  to  give  the 
an  opportunity  of  going  into  the  whole  of  the  case,  he 
have  nonsuited  the  plaintiff  on  the  evidence  of  Edward 
bnnan(/). 

Rule  absolute  for  a  nonsuit  {g). 


(/)  Bm(,  SajjL,  on  a  snbtequent  day,  moved,  result  of  great  connderatioii  both  in  public  and  in 

•^tfce  anchority  of  Minckm  ▼.  CiemefU,  (1  B.  &  private. 

^3d2.)  that  this  nonsuit  should  be  set  aside,  (g)  The  principal  defect  of  the  specification, 

a  new  trial  had.  He  urged  that  he  should  have  the  claiming  that  as  a  discovery  or  new  invention, 

a^hitt  of  exontions*  of  which  he  was  now  de-  which  at  the  most  was  only  an  improvement,  is 

■^  and  tbat  his  dient  was  in  possession  of  a  so  distinctly  set  forth  in  the  above  elaborate  judg- 

which,  by  the  course  adopted  by  the  court,  ment,  that  it  would  be  superfluous  to  add  any 

t«k«n  from  him.  further  remarks. 

^■^'•H  J.«  repeated   his   observations   above  See  ante  229,  n.  as  to  the  particular  class  to 

and  BarrvH^ht,  J.,  said,  that  the  course  which  this  kind  of  invention  may  be  referred. 
1  by  the  court  as  to  the  judgment,  was  the 

2  K 
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Entry  of  Disclaimer  and  Memorandum  of  Alteration  under 
5  and  6  W,  4,  c.  83,  s.  1  (a). 

Perry  and  Others  v.  Skinner. 

[2  M.  &  W,  471.] 

E.  T..  1337.      Cor.  Lord  Abingety  C.  B. ;  Parke,  B. ;  Bolland,  B. ;  Alderm, B. 


Where  a  patent 
is  originally 
voidable,  but 
amended  under 
5  &  6  W.  4, 
c.  83»  by  filing  a 
disclaimer  of 
part  of  the  in- 
vention, that  act 
has  not  a  retro- 
spective opera- 
tion 60  as  to 
make  a  party 
liable  for  an  in- 
fringement of 
the  patent,  prior 
to  the  time  of 
entering  such 
disclaimer. 


Case  for  the  infringement  of  a  patent  for  an  improvement  in 
pens,  of  which  the  plaintiffs  were  assignees.     The  declaration 
stated  that,  after  the  assignment  to  the  plaintiffs,  and  after  the 
passing  of  a  certain  act  of  parliament,  entitled  "An  act  to 
amend  the  laws  touching  letters  patent  for  inventions,"  to  wit, 
on  the  30th  of  April,  1836,  the  plaintiffs,  by  and  with  the  leave 
of  Sir  Robert  Mounsey  Rolfe,  Knt.,  then  being  his  Majesty's 
Solicitor  General,  first  had  and  duly  certified  by  his  fiat  and 
signature  in  that  behalf,  entered  with  the  clerk  of  the  patents  a 
certain  disclaimer  and  memorandum  of  alteration,  in  writing,  d 
part  of  the  specification  (the  same  not  being  such  disclaimer  or 
alteration  as  extended  the  exclusive  right  granted  by  the  letters 
patent),  by  which  disclaimer  and  memorandum  of  alteration^ 
the  same  being  under  the  hands  and  seals  of  the  plaintiffs,  thej. 
did   disclaim  as  follows   (setting  forth  the  particular  part  Q| 


(o)  The  following  is  the  section  referred  to  in 
the  two  subsequent  cases : — '*  Whereas  it  is  ex- 
pedient to  make  certain  additions  to,  and  altera- 
tions in,  the  present  law  touching  letters  patent 
for  inventions,  as  well  for  the  better  protecting 
of  patentees  in  the  rights  intended  to  be  secured 
by  such  letters  patent,  as  for  the  more  ample  be- 
nefit of  the  public  from  the  same  :  be  it  enacted 
bj  the  King's  most  excellent  Majesty,  by  and  with 
the  advice  and  consent  of  the  Lords  Spiritual  and 
Temporal,  and  Commons,  in  this  present  parliament 
assembled,  and  by  the  authority  of  the  same,  that 
any  person  who,  as  grantee,  assignee,  or  otherwise, 
hath  obtained,  or  who  shall  hereafter  obtain,  let- 
ters patent,  for  the  sole  making,  exercising,  vend- 
ing, or  using  of  any  invention,  may,  if  he  think 
fit,  enter  with  the  clerk  of  the  patents  of  England, 
Scotland,  or  Ireland,  respectively,  as  the  case  may 
be,  having  first  obtained  the  leave  of  his  Majesty's 
Attornejr  General  or  Solicitor  General,  in  case  of 
an  English  patent,  of  the  Lord  Advocate  or  Solici- 
tor General  of  Scotland  in  the  case  of  a  Scotch 
patent,  or  of  his  Majesty's  Attorney  General  or 
Solicitor  General  for  Ireland  in  the  case  of  an 
Irish  patent,  certified  by  his  fiat  and  signature,  a 
disclaimer  of  any  part  of  either  the  title  of  the  in- 
vention, or  of  the  specification,  stating  the  reason 
for  such  disclaimer,  or  may,  with  such  leave  as 
aforesaid,  enter  a  memorandum  of  any  alteration 
in  the  said  title  or  specification,  not  being  such 
disclaimer  or  such  alteration  as  shall  extend  the 
exclusive  right  granted  by  the  said  letters  patent ; 
and  such  disclaimer  or  memorandum  of  alteration, 


being  filed  by  the  said  clerk  of  the  patents,  ad 
enroUed  with  the  specification,  shall  be  deeoM 
and  taken  to  be  part  of  such  let  ten  patent,  or  sad 
specification,  in  all  courts  whatever:  1 
always,  that  any  person  may  enter  a  caveat,  ij 
like  manner  as  caveats  are  now  used  te  be 
tered,  against  such  disclaimer  or  alteration :  ni 
caveat,  being  so  entered,  shall  grive  the  party  «l 
tering  the  same  a  right  to  hav«  notice  of  the  4 
plication  being  heard  by  the  Attorney  Geoen 
or  Solicitor  General,  or  Lord  AdTocate,  nsft 
lively :  Provided  also,  that  no  such  disclahner 
alteration  shall  be  receivable  in  evidenoe  ii  M 
action  or  suit  (save  and  except  in  any  proceed 
by  teire  facias)^  pending  at  the  time  when 
disclaimer  or  alteration  was  enroUed,  bat  in 
such  action  or  suit  the  original  title  and  specific 
tion  alone  shall  be  given  in  evidence,  and  deeM 
and  taken  to  be  the  title  and  specification  of  4 
invention,  for  which  the  letters  patent  have  bei 
or  shall  have  been  granted:  Provided  alBO»tm 
shall  be  lawful  for  the  Attorney  General,  or  Si 
licitor  General,  or  Lord  Advocate,  before  graodi^ 
such  fiat,  to  require  the  party  ^plying  for  4 
same  to  advertise  his  disclaimer  or  alteratioa  J 
such  manner  as  to  such  Attorney  General,  i 
Solicitor  General,  or  Lord  Advocate,  shall  Nil 
right,  and  shall,  if  he  so  require  sadi  adveith 
ment,  certify  in  his  fiat  that  the  same  has  W 
duly  made."  ' 

For  form  of  disclaimer,  &c.,  and  practkal  pi 
oeedings,  under  this  sectioa,  see  * 
Ind.  tit.  Disclaimer. 
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the  specification  disclaimed,  and  the  alteration  in  the  claiming  £.  t.,  1837. 
dsQse,  necessary  to  make  it  consistent  with  the  previously 
meDdooed  part  of  the  specification),  which  said  disclaimer  and 
memorandam  of  alteration  afterwards  were  filed  by  the  said 
derk  of  the  patents,  and  duly  enrolled  with  the  said  specifica- 
tion, punnant  to  the  statute.  The  declaration  then  alleged, 
that  the  defendant,  within  the  term  of  fourteen  years,  to  wit,  on 
die  20th  of  February,  1836,  and  on  divers  other  days,  &c.,  did 
oranterfeit  the  said  invention,  and  did  use  and  practise  the 
same,  otherwise  than  in  relation  to  the  said  part  of  the  inven- 
Am  so  disclaimed,  in  breach,  &c. 

Flea,  as  to  so  many  of  the  supposed  grievances  as  were  com-  Plea. 

ffiitted  before  the  SOth  of  April,  1836,  actionem  non,  because  the 

said  disclaimer,  &c.,  was  not  entered  or  enrolled  until  the  30th 

of  Apiil,  1836,  as  aforesaid,  and  until  after  the  committing  of 

tiie  grievances  in  the  introductory  part  of  the  plea  mentioned, 

and  that  the  said  invention,  for  which  the  said  letters  patent  were 

OTfinally  granted,  was  not,  at  the  time  of  making  and  granting 

tbe  said  letters  patent,  a  new  invention ;  but  on  the  contrary 

thereof  had  been,  as  to  a  material  part  thereof,  publicly  and 

generally  practised,  used,  and  vended,  before  the  date  of  the  said 

letters  patent,  by  reason  whereof  the  rights,  &c.,  granted  by  the 

P«teat,  were  void ;  wherefore  the  defendant,  at  the  said  several 

tiiikesy  when,  &c.,  before  the  said  30th  of  April,  1836,  and  whilst 

^  said  rights,  &c.,  were  so  void,  &c.,  committed  the  said 

aereial  supposed  grievances,  as  he  lawfully  might. 

Replication.  That  the  said  last-mentioned  grievances  were  Replication. 
•*Bpectively  committed  only  with  relation  to,  and  in  respect  of, 
Aose  parts  of  llie  said  invention  to  which  the  said  disclaimer 
memorandum  had  no  reference,  and  did  not  apply;  and 
the  said  last-mentioned  parts  of  the  said  invention  were,  at 
time  of  making  and  granting  the  said  letters  patent,  a  new 
■vention. 
Special  demurrer  and  joinder.  The  point  stated  for  argu-  Demurrer. 
in  the  margin  of  the  demurrer  book,  on  the  part  of  the 
fcfcndaDt,  was  as  follows : — ^The  defendant  means  to  contend, 
Kit  the  patent  was,  and  by  the  replication  is  admitted  to  have 
f  void  at  the  time  of  the  alleged  infringement,  to  which  the 
is  pleaded;  and  therefore  such  infringement  was  lawful 
*^  it  todc  place,  and  cannot  be  rendered  otherwise  by  a  sub- 
disclaimer,  even  as  to  those  parts  of  the  patent  which 
iK>t  disclaimed  or  altered. 

ffighiwum,  in  support  of  the  demurrer.  The  question  is, 
',  supposing  the  patent  to  have  been  originally  void,  but 
amended  under  the  recent  act,  5  &  6  W.  4,  c.  83,  a 
"fxtj  can  be  made  liable  by  relation  for  an  infiringement  com- 
'^■tted  in  the  mean  time,  before  the  amendment  has  been  made. 
''ke  question  turns  on  the  construction  of  the  first  section  of 
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Argnmetiton     that  Statute,  which,  after  providing  that  any  person  haTing  ob- 
tained letters  patent  for  any  invention,  may  enter  a  disclaimer 
of  any  part  of  either  the  title  of  the  invention,  or  of  the  specifi- 
cation, or  a  memorandum  of  any  alteration  tiierein,  enacts,  that 
"  such  disclaimer  or  memorandum  of  alteration  being  filed  by 
the  clerk  of  the  patents,  and  enrolled  with  the  spedfication, 
shall  be  deemed  and  taken  to  be  part  of  such  letters  patent,  or 
such  specification,  in  all  courts  whatever/'     By  the  old  lav, 
before  the  passing  of  this  statute,  where  the  specification  was 
too  large,  the  patent  was  held  to  be  wholly  void  (6).  The  declan- 
tion  here  describes  the  disclaimer  and  memorandum  of  alterar 
tion  as  having  been  made  on  the  30th  of  April,  1836.    The  plea 
states  that  the  disclaimer  was  not  enrolled  until  the  30th  of 
April,  and  not  until  after  the  infringement  had  taken  place,  and 
that  the  invention  was  not  a  new  invention,  but,  as  to  a  ma- 
terial part,  an  old  invention,  by  reason  whereof  the  patent  was 
void.     It  is  admitted  by  the  replication,  that  every  thing  that 
was  wrongfully  done  by  the  defendant  was  before  the  disclaimer, 
but  it  is  alleged  that  parts  of  the  invention  so  infringed  were 
new.     Apart  from  the  recent  statute,  the  defendant  would  hate 
a  good  defence,  as  the  patent  would  be  wholly  void.    And  that 
statute  has  no  retrospective  operation.     It  says,  that  such  dis- 
claimer being  filed  and  enrolled,  it  shall  be  deemed  to  be  part 
of  the  specification.     [Alderson,  B. :  Part  of  the  specification; 
it  does  not  say  of  the  original  specification.]     Then  there  is  a 
proviso,  "  that  no  such  disclaimer  or  alteration   shall  be  re- 
ceivable in  evidence  in  any  action  or  suit  (save  and  except  in! 
any  proceeding  in  scire  facias^  pending  at  the  time  when  suckj 
disclaimer  or  alteration  was  enrolled,  but  in  every  such  actioR| 
or  suit  the  original  title  and  specification  alone  shall  be  giveaj 
in  evidence."    But  there  are  no  words  in  the  act  making  partiei| 
wrong-doers  by  relation ;  the  disclaimer  is  only  to  operate  ftom-, 
the  date  of  its  filing  and  enrolment.    [Aldersony  B. :  Then  whatj 
is  the  use  of  the  proviso  ?]     It  may  have  been  introduced  eT; 
majore  cauteld,  to  meet  the  case  where  a  period  has  intervenedj 
between  the  obtaining  of  a  fiat  for  the  alteration  and  the  enrol* ; 
ment,  in  which  there  may  have  been  an  action  brought.    Ai 
mitting  that  some  doubt  may  arise  on  the  construction  of  ^ 
proviso,  the  court  will  not,  without  express  and  decisive  word%; 
put  such  a  construction  upon  the  clause  as  would  render  inno- 
cent parties  wrong-doers  by  relation.     If  such  a  constructioa 
were  put  upon  it,  it  might  be  an  inducement  to  a  person  taldng 
out  a  patent  to  put  into  his  specification  a  great  deal  more  diaa 
he  was  entitled  to;  and  then,  without  any  risk,  by  means  of  a 
subsequent  disclaimer,  give  validity  to  his  patent,  and  recovei 


(6)  H,  V.  Ei*e,  ante  76 ;  Campion  v.  Benym,  3  Brod.  &  B.  5  j  s.  c.  6,  B.  Moo.  71. 
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flgainst  all  who  had  infringed  it  in  the  mean  time ;  and  it  would  ^-T-.  i«37. 
be  impossible  to  take  advantage  of  its  invalidity. 

Roichj  contr&.  The  act  has  a  retrospective  operation  where 
the  iofringement  takes  place  with  respect  to  a  part  of  the  in- 
rentioiij  to  which  the  disclaimer  does  not  apply.  If  the  words 
of  the  statute  mean  that  the  disclaimer  becomes  part  of  the 
specification  '^  from  thenceforth/'  the  effect  of  that  would  be  to 
give  virtually  a  new  patent,  which  the  statute  never  intended. 
The  statute  intends  that  the  disclaimer  shall  take  effect  from 
the  date  of  the  letters  patent.  The  language  of  the  proviso, 
that  the  disclaimer  or  alteration  shall  not  be  receivable  in  evi- 
dence, in  any  action  pending  at  the  time  of  the  enrolment,  is 
ocmfirmatory  of  that  view  of  its  meaning. 

Lord  Abinoer,  C.  B.  :  It  cannot  be  doubted  that  the  act  of  Judgmtnu 
parliament  is  obscurely  worded,  and  we  are  now  called  upon  to 
put  an  interpretation  upon  it.  The  act  would  be  unjust  if  it 
made  a  man  who  was  acting  consistently  with  the  law  at  a 
certain  time^  subsequently  a  wrong-doer  by  relation.  We  never 
can  presume  that  such  was  the  intention  of  the  legislature,  and 
ve  are  not  at  liberty  to  construe  a  doubtful  act  by  any  such 
presumption.  The  only  argument  that  can  be  offered  is  upon 
^  proviso  which  says,  '^  that  no  disclaimer  shall  be  receivable 
in  any  action  or  suit  pending  at  the  time  when  such  disclaimer 
was  enrolled.^'  We  consider  the  sound  way  of  interpreting  that 
is,  that  it  shows  the  legislature  did  not  intend  to  make  a  person 
a  wrong-doer  by  relation ;  because  it  did  not  presume  that  any 
man  would  have  the  courage  to  bring  an  action,  after  he  had 
actoally  disclaimed,  for  an  infiringement  of  a  patent  long  before 
such  disclaimer  was  thought  of.  The  intention  of  the  legisla- 
ture doubtless  was,  that  he  should  not  have  the  benefit  of  the 
disclaimer  as  to  infringements  gone  by  long  before  such  dis- 
claimer was  made.  The  act  of  parliament  is  not  specific  on 
this  point;  but  we  think  it  never  could  have  been  the  intention 
of  the  le^lature  to  make  persons  wrong-doers  by  relation. 
The  judgment  of  the  court,  therefore,  will  be  for  the  defendant. 

Parke^  B.  :  I  am  of  the  same  opinion.  The  act  of  parlia- 
nient  is  not  very  clearly  worded,  and  it  might  seem,  at  first, 
that  the  construction  to  be  put  upon  the  words  of  it  would  be 
in  bvour  of  Mr.  Rotch's  view  of  the  case.  The  act  enables  any 
party  to  disclaim  *'  any  part  of  either  the  title  of  the  invention, 
or  of  the  specification,  stating  the  reason  for  such  disclaimer, 
or,  with  such  leave  as  aforesaid,  to  enter  a  memorandum  of 
any  alteration  in  the  said  title  or  specification,  not  being  such 
disdaimer  or  such  alteration  as  shall  extend  the  exclusive  right 
granted  by  the  said  letters  patent;  and  such  disclaimer  or  me^ 
morandom  of  alteration,  being  filed  by  the  said  clerk  of  the 
Patents,  and  enrolled  vrith  the  specification,  shall  be  deemed  and 
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Judgment.        taken  to  be  part  of  such  letters  patent  or  such  specification,  in 
all  courts  whatever."    The  construction  Mr.  Rotch  contends  for 
is,  that  it  shall  be  deemed  and  taken  for  part  of  the  letters 
patent  as  originally  enrolled.    The  rule  by  which  we  are  to 
be  guided  in  construing  acts  of  parliament  is,  to  look  at  the 
precise  words,  and  to  construe  them  in  their  ordinary  sense, 
unless  it  would  lead  to  any  absurdity  or  manifest  injustice;  and 
if  it  should,  so  to  vary  and  modify  them,  as  to  avoid  that  which 
it  certainly  could  not  have  been  Uie  intention  of  the  legislatare 
should  be  done.    Now,  if  the  construction  contended  for  by  Mr. 
Rotch  was  to  be  considered  as  the  right  construction,  it  would 
lead  to  the  manifest  injustice  of  a  party,  who  might  have  put 
himself  to  a  great  expense  in  the  making  of  machines  or  en- 
gines, the  subject  of  the  grant  of  a  patent,  on  the  faith  of  that 
patent  being  void,  being  made  a  wrong-doer  by  relation.    That 
is  an  effect  the  law  will  not  give  to  any  act  of  parliament,  unless 
the  words  are  manifest  and  plain.    We  must  engraft,  therefore, 
a  modification  upon  the  words  of  the  act  in  this  case  for  the 
purposes  of  its  construction,  and  read  it  as  though  it  had  been 
^  shall  be  deemed  and  taken  as  part  of  the  said  letters  patent, 
&c.,  from  thenceforth,^'  so  as  not  to  make  the  defendant  a  wrong- 
doer.   The  only  doubt  arising  in  this  case  is  from  the  words  of 
the  proviso ;  but  we  cannot  think  the  legislature  meant  to  do 
so  unjust  a  thing  as  to  restrict  a  party  from  doing  that  which  he 
has  a  lawful  right  to  do ;  and  therefore,  though  there  is  some 
obscurity  in  the  words  of  the  act,  we  are  bound  to  put  a  reason- 
able construction  upon  them ;  and  undoubtedly  the  effect  of  it 
is  to  make  the  patent  good  for  the  future. 
BoLLAND,  B.,  and  Alderson,  B.,  concurred. 

Judgment  for  the  defendant. 


The  result  of  the  above  decision  would  appear  arise  in  which  the  part  disclaimed  is  neither  & 
to  be,  that  the  party  entitled  to  l^ers  patent  in  material  part  of  the  invention,  nor  such  a  part  ts 
the  title  or  specification,  of  which  any  disclaimer  would  prejudice  the  letters  patent,  as.  for  instance, 
or  memorandum  of  alteration  has  been  enrolled,  apart,  the  utility  of  which  is  smalL  The  meaning 
has  no  remedy  at  law  in  respect  of  any  infringe-  or  the  proviso  would  appear  to  be,  that  in  a  case  a 
ment  prior  to  the  date  of  the  enrolment  of  such  legal  proceedings  other  than  sctrt/ocios,  in  which 
disclaimer  or  memorandum  of  alteration  ;  but  the  original  title  and  specification  are  relied  on,  a 
that  from  the  date  of  such  enrolment  the  patentee  disclaimer  enrolled  subseanent  to  the  commence- 
acquires  a  new  title.  It  must,  however,  be  ob-  ment  of  such  action,  should  not  be  receivable  in 
served,  that  the  enrolment  of  the  disclaimer  ap-  evidence.  Because  if  this  were  permitted,  a  de- 
pears  on  the  record,  and  the  replication  admits  fendant  might  on  the  trial  find  himself  deprived  of 
the  material  averment  in  the  plea,  that  the  inven-  a  defence  which,  but  for  such  disclaimer,  would 
tion,  the  subject  of  the  letters  patent,  was  not  entitle  him  to  a  verdict. 

new,  and  that  the  letters  patent  were  conse-  In  the  above  case,  the  plainttiF  declared  on  his 

quently  voidable,  and  in  the  application  of  this  amended  patent,  and  the  breaches  assigned  were 

decision  to  other  cases,  regard  must  be  had  to  the  in  respect  of  acts  prior  to  such  amendment ;  but 

course  of  pleading  and  pBCuliar  circumstances  of  suppose  a  plaintiff  to  declare  on  his  original  pa- 

this  case.    The  consequences  dwelt  upon  in  the  tent,  would  he  be  precluded  from  recovering  by 

judgment  of  the  court  as  those  which  would  result  reason  of  a  disclaimer  of  an  immaterial  part,  as 

fh)m  a  different  decision,  assume  not  only  the  the  bmdi  in  the  case  of  Lewit  v.  Mariing,  (4  C.  k 

&cts  admitted  by  the  pleading,  but  that  the  pa-  P.  52.)  or  by  reason  of  a  memorandum  of  altera- 

tent  was  voidable  before  the  disclaimer,  by  reason  tion  which  was  simply  explanatory  of  some  part 

of  the  part  disdaimed.     But  many  cases  may  of  the  specification,  leaving  the  claims  unaltered? 


i 
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Spilsbury  and  Abbott  v.  Clough. 

[2  Gale  &  Dav.  17;  6  Jur.  579.]  21  Jan.,  1842. 

This  was  an  action  for  infringing  letters  patent,  granted  22d  The  assignees 
of  March,  1836,  to  W.  Maugham,  for  certain  improvements  in  ^^^  J^^^^j^/""*' 
the  production  of  chloride  of  lime,  and  certain  other  chemical  which  a  dis- 
substances.    The  declaration,  after  stating  the  invention,  and  b^^enroUedby 
the  grant  in  the  usual  manner,  further  stated  that  Maitghamy  by  a  grantee,  who, 
mdenture  of  the  16th  of  April,  1839,  between  himself  of  the  JoingsMynot 
first  part,  and  the  plaintiflFs  respectively  of  the  second  and  third  possess  the  en- 
parts,  assigned  to  the  plaintiff  Abbott  two  equal  undivided  third  mainiain"an"ac^ 
parts  or  shares  in  the  said  letters  patent,  and  in  the  invention  tion  for  infringe- 
and  improvements  protected  thereby,  to  hold,  &c.,  for  his  own  ^  pi^  that  the 
use  and  benefit,  absolutely  for  the  residue  of  the  term ;  and  *^^  invention 
that  afterwards,  by  another  indenture  of  the  same  date,  between  time  of  making 
Maugham  of  the  one  part,  and  the  plaintiff  Spilsbury  of  the  *^«  ^^^  *«"*" 
other  part,  Maugham  assigned  one  equal  undivided  third  part  manafactore 
or  share  in  the   said  letters   patent  and  invention,  and  im-  '^l**"  ij'^  - 

1  «   .,  »  I.        ,  .  realm,  bad  for 

provements  protected  thereby,  to  Spilsbury,  for  his  own  use  duplicity. 
and  benefit,  for  the  residue  of  the  term  5  and  that  afterwards,  on  ^f^JJoJjd  have 
the  17th  of  April,  1839,  Abbott,  by  indenture,  between  himself  been  good,  if 
of  the  one  part,  and  Maugham  of  the  other  part,  reassigned  to  rtatute*had°been 
Maugham  the  said  two  equal  undivided  third  parts  in  the  said  let-  pursued, 
ters  patent;  and  that  afterwards  and  whilst  the  ssidMaugham  was 
so  possessed  of  and  interested  in  the  said  two  equal  third  parts 
in  the  said  letters  patent,  as  last  aforesaid,  and  before  the  com- 
mitting of  the  said  grievances  on  the  14th  of  November,  1838, 
Maugham,  in  pursuance  of  the  act  (5  &  6  W.  4,  c.  83),  with  the 
leave  of  the  then  SoUcitor  General  first  had  and  obtained,  and 
certified  by  his  fiat  and  signature,  duly  enrolled  with  the  clerk 
of  the  patents  of  England,  a  disclaimer  of  a  certain  part  of 
the  said  invention,  and  a  memorandum  of  alteration  in  the  spe- 
cification of  the  said  letters  patent.    That  afterwards,  on  the 
14th  of  November,  1839,  Maugham,  by  indenture  between  him- 
self and  Abbott,  assigned  the  said  two  third  parts  back  again  to 
Abbott.    The  breaches  were  assigned  in  the  usual  form. 

The  defendant  among  other  pleas  pleaded,  fourthly,  that  the  Plea, 
said  invention  in  the  said  letters  patent  mentioned,  was  not  at 
the  time  of  the  making  of  the  said  letters  patent  a  new  manu- 
fectare  within  this  realm,  within  the  true  intent  and  meaning  of 
the  act  of  parliament  in  that  case  made  and  provided. 

To  this  plea  there  was  a  special  demurrer,  assigning  for  Special  demurrer, 
grounds  that  it  does  not  appear  with  certainty  whether  it  is  in- 
tended in  the  plea  to  dispute  that  the  invention  is  new,  or  that 
it  18  a  manufacture  i^dthin  the  meaning  of  the  statute ;  and  that 
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altliough  in  the  plea  it  is  alleged  that  the  said  invention  was 
not  at  the  time  of  making  the  letters  patent  a  new  manufacture, 
yet  it  is  not  stated,  nor  does  it  appear  thereby,  whether  the  said 
defendant  intends  to  rely  on  the  fact  that  the  invention  was 
at  the  time  of  the  making  of  the  said  letters  patent  publicly 
known,  or  that  the  said  invention  was  not  new  to  the  inventor; 
and  also  that  the  plea  attempts  to  put  in  issue  matter  of  law, 
namely,  whether  the  invention  is  a  manufacture  within  the 
meaning  of  the  statute. 

The  defendant  gave  notice  that  the  declaration  would  be  ob- 
jected to. 

Petersdorffy  in  support  of  the  demurrer.  The  declaration  is 
good,  and  the  action  maintainable.  The  alleged  objection,  that 
Maugham  had  no  right  under  5  &  6  W.  4,  c.  83,  s.  1,  to  make 
the  disclaimer,  because  at  the  time  he  was  not  possessed  of  the 
entire  interest  in  the  patent,  but  of  two-thirds  only,  does  not 
properly  arise,  for  the  plaintiffs  are  the  parties  in  whom  the 
entire  right  to  the  patent  is  vested.  But  the  disclaimer  was 
properly  made,  for  the  statute  gives  the  power  of  disclaiming  to 
"any  person  who,  as  grantee,  assignee,  or  otherwise,  hath  ob- 
tained letters  patent,^'  so  that  MaugJiam  had  power  to  disclaim 
either  in  his  original  character  of  grantee,  or  in  his  subsequent 
character  of  assignee.  As  assignee,  certainly,  he  had  obtained 
two-thirds  only  of  the  patent  at  the  time  of  disclaimer,  but  the 
plaintiffs  have  assented  to  his  act  by  bringing  this  action..  The 
real  question  is,  whether  a  party  who  has  not  the  whole  interest 
cannot  disclaim  in  conjunction  with  the  parties  who  have  the 
remainder. 

The  plea  is  bad  for  ambiguity.  It  alleges  that  the  invention 
was  not  a  new  manufacture  within  this  realm,  within  the  mean- 
ing of  the  statute ;  so  that  it  is  doubtful  whether  the  defendant 
means  to  contest  the  novelty  of  the  invention,  or  that  it  was  a 
manufacture. 

Cleasby,  contrA.  The  declaration  shows  no  right  of  action ; 
for  Maugham^  at  the  time  of  disclaimer,  was  possessed  of  two- 
thirds  oiJy  of  the  patent.  The  circumstance  of  his  having  been 
the  original  grantee  is  immateriaL  The  words  of  the  statute 
are,  as  "grantee,  assignee,  or  otherwise.^'  [Coleridge,  J. :  What 
is  the  meaning  of  the  word  assignee  ?]  It  may  mean  the 
assignee  of  a  foreign  patent  (a).  [Coleridge,  J.:  The  assignee 
may  be  said  to  have  obtained  the  patent  from  the  grantee.] 
But  then  a  person  who  has  a  right  to  a  part  of  a  patent  cannot 
disclaim.  It  is  not  probable  that  the  legislature  intended  any 
thing  so  unreasonable  as  that  the  original  grantee  should,  at  any 
time  after  he  has  parted  with  his  interest,  have  the  power  of 

(a)  The  assignee  of  a  foreign  patent  would  have  no  right  in  this  country  except  as  grantee  of  letters 
patent  for  such  imported  invention. 
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tffectiiig  the  patent;  and  the  phrase  "obttdned  letters  patent/'  A.D.i84tL 
in  the  statute,  clearly  means  possessed  of  letters  patent.     If  the 
conciirreiM%  of  other  part  owners  in  the  patent  would  qualify 
Mmgham  to  enter  the  disclaimer,  their  concurrence  should  have 
been  avened. 

The  plea  is  good.  If  it  is  bad,  it  is  bad  for  duplicity ;  and  it 
has  not  been  demurred  to  on  that  ground.  The  plea  alleges 
distinctly,  that  the  invention  was  not  a  new  manufacture  within 
the  statute  of  James.  There  is  no  ambiguity  in  that  allegation, 
though  it  may  be  objected  to  as  double,  inasmuch  as  it  denies 
that  the  invention  is  new,  and  that  it  is  within  the  statute.  But 
the  plea  is,  in  truth,  not  double ;  for  the  allegation  is  one  con- 
nected proposition,  containing  a  single  defence,  to  which  both 
the  statements  involved  in  the  allegation  are  necessary ;  such 
a  mode  of  pleading  is  good  (A). 

Petendofffy  in  reply.  [Patteson,  J. :  "Obtained'^  cannot  very 
veil  be  taken  merely  to  mean  ^^possessed^^  in  the  statute,  5  &  6 
W.  4,*  for  in  the  2d  section  provision  is  made  for  allowing  a 
party  who  has  obtained  a  patent  for  something,  of  which  it  turns 
out  he  was  not  the  first  inventor,  to  petition  for  a  confirmation 
of  die  patent;  in  that  section,  the  person  spoken  of  as  having 
obtamed  the  patent,  is  clearly  the  ori^al  grantee  (c).]  [WighU 
•MS,  J.:  The  plea  does  not  follow  the  words  of  the  6th  section 
rf  the  statute  of  James,  which  makes  a  reservation  in  favour  of 
letters  patent  heretofore  made,  of  the  sole  working  or  making 
of  any  manner  of  new  manufacture  within  this  realm.]  The 
<pe«tion,howfar  an  assignee  who  had  been  grantee  may  disclaim, 
does  not  arise,  because  in  this  case  the  disclaimer  was  by  the 
gnntee.  lliere  is  nothing  in  the  act  to  intimate  that  a  party 
entering  a  disclaimer  should  have  any  present  interest.  The 
idea  is  uncertain.  It  would  be  difficult  in  advising  on  evidence 
to  say,' what  defence  the  plaintiff  must  be  prepared  to  meet. 

Wd  Denman,  C.  J. :  The  first  question  is,  whether  the  Judgment, 
^edamtion  is  good.  The  disclaimer  is  stated  to  be  by  the 
gnoitee  of  the  letters  patent ;  at  a  time  when  he  had  not  the 
entire  interest  in  them.  I  think  he  falls  within  the  description 
given  in  the  statute  of  the  person  who  may  enter  a  dischdmer, 
and  that  the  declaration  is  good.  Any  inconvenience;  which 
tt^t  arise  firom  such  a  power  may  be  obviated  by  the  exercise 
of  the  discretion  conferred  upon  the  Attorney  and  Solicitor 
fitneral,  who  will,  before  they  grant  leave  for  that  purpose, 
tike  ocfinizance  of  the  name  in  which  permission  is  given. 

The  second  question  is,  on  the  goodness  of  the  fourth  plea. 
Si^poac  the  words  of  the  statute  had  been  followed ;  then,  I 


(i)  O^firiM  T.  Saxon,  2  B.  &  C.  908.  bave,  or  be  possessed  of,  letters  patent  in  respect 

(0  Anj  QtW  meaning  of  the  word  is  inap-  of  his  character  of  inTentor,  but  the  same  inap- 
P^We  to  tlie  drcumstances  to  which  the  section  plicability  does  not  exist  in  the  senses  in  which 
■*•«■•    The  grantee  is  the  only  person  who  can       the  word  may  be  used  in  the  first  section. 

2  L 
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Judgment. 


A  ^antee  of 
letters  patent, 
though  having 
entirely  parted 


thinks  it  would  have  bllen  widiin  the  rule  which  allows  of  a 
complicated  proposition  being  pleaded  though  consisting  of 
several  facts.  But  the  words  of  the  statute  are  not  followed, 
which  are,  "  the  sole  working  or  making  of  any  manner  of  new 
manufactures  within  this  realm  f^  and  therefore,  being  used  in  the 
ordinary  sense,  it  is  left  doubtful  whether  the  objection  is,  that 
the  invention  is  not  new,  or  that  it  is  not  a  manufacture  within 
the  statute  (21  Jac.  1,  c  3)«  That  is  clearly  not  a  compli- 
cated proposition,  but  two  propositions ;  and  therefore  the  plea 
is  bad. 

Patteson,  J. :  I  cannot  read  the  first  section  of  stat.  5  &  6 
W.  4,  c.  83,  without  being  convinced  that  the  word  "  obtab" 
refers  to  the  act  of  applying  for  and  obtaining  from  the  crown  a 
grant  of  letters  patent,  though  at  the  same  time  I  do  not  under- 
stand the  words  ^^  assignee,  or  otherwise.^'  It  is  indeed  argued 
that  the  word  ^^  obtain"  may  mean  '^get  into  his  possession," 
through  any  other  channel;  but  looking  to  the  second  section 
we  find  the  same  word ;  and  there  it  is  clear  that  it  has  the 
meaning  which  I  attach  to  it;  for  it  mentions  any  person  who 
shall  have  obtained  letters  patent  for  any  invention  being  found 
to  be  not  the  first  inventor  thereof,  and  gives  power  to  him  or 
his  assigns  to  petition  the  crown.  And  I  do  not  see  why  the 
same  sense  should  not  be  attributed  to  it  in  the  first,  which  it 
obviously  has  in  the  second  section  {d).  Therefore,  if  the 
grantee  has  entirely  parted  with  his  interest,  I  think  he  would 
be  a  proper  person  to  enter  a  disclaimer,  if  the  Attorney  or 


may  ente?r**'*  Solicitor  General,  whose  permission  is  made  necessary,  should 
disclaimer.  think  proper  to  allow  it.  But  this  declaration  shows  that  the 
original  grantee  had  reconveyed  to  him  two-thirds  of  the  interest 
in  the  patent,  whether  collusively  or  not  is  not  now  a  question. 
As  tO'  the  fourth  plea,  I  thought  at  first  that  it  contained  one 
connected  proposition,  but  the  words  ^^  within  this  realm'^  apply 
to  the  working  or  making  of  the  manufacture ;  and  the  words  of 


(d)  But  the  important  question  is,  whetber  it  has 
that  sense  and  no  other.  It  the  word  "  obtain*'  in  the 
first  section  is  to  apply  only  to  the  immediate  gran- 
tee of  letters  patent',  and  he  alone  is  the  proper 
party  to  enter  a  disclaimer  or  memorandum  of  al- 
teration, the  words  "  assignee  or  otherwise"  would 
not  only  be  without  meaning,  but  great  hardship 
will  result  in  certain  cases';  as,  for  instance,  where 
the  grantee,  who  has  parted  with  his  whole  in- 
terest, refuses  to  enter  such  disclaimer,  or  where 
the  letters  patent  may  have  vested  in  the  execu- 
tors or  administrators  of  a  grantee,  or  in  assignees 
under  a  bankruptcy.  With  respect  to  the  sug- 
gestion that  these  words  may  apply  to  a  party 
who  first  procures  letters  patent  in  this  country 
for  an  invention  learnt  or  imported  from  abroad, 
it  must  be  observed  that  such  a  party  is  the 
grantee  of  the  letters  patent  as  the  true' and  first 
inventor  in  law,  and  nas  no  other  or  different 
rights  than  the  grantee  of  letters  patent  for  an  in- 


vention, not  derived  from  sach  a  sonroe.  It  mif 
also  be  remarked,  that  in  the  second  section  the 
word  **  obtain'*  cannot  in  the  natore  of  the  tbipg 
be  applied  to  any  other  than  the  grantee ;  the  in- 
ventor must  be  the  grantee,  the  term  assignee  is 
altogether  inapplicable.  i(nte257,  n.e.  l^uitiie 
subject-matter  of  the  two  sections  being  different, 
the  construction  of  words  employed  wul,  to  meet 
the  necessities  of  the  case,  require  a  cone^Msd- 
ing  modification. 

The  preceding  case  decides,  that  a  grantee  who 
has  parted  with  a  part  or  the  whole  of  his  letters 
patent  may  make  a  disclaimer  j  but  does  it  also  de- 
cide that  the  assignee  of  the  whole  letters  pateitf 
may  not  also  make  a  disclaimer?  The  objects  of 
the  stotute  would  bo  defeated  in  manycis«by 
such  a  construction,  and  that  question  woold  sp- 
pear  neither  to  have  arisen,  nor  to  have  been 
decided,  in  the  above  case. 


I 
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the  statute  are  not  strictly  pursued.     I  think  the  plea  is  am-  a.D.  1842. 
higaoas^  and  that  the  plaintiff  might  be  put  in  a  difficulty  how 
to  meet  it. 

CoLBRiDOB^  J.:  I  am  of  opinion  that  the  declaration  is  good. 
The  words  of  the  statute  extend  to  what  has  been  done  in  this 
case;  and  the  disclaimer  has  been  made  by  the  party  who  has 
obtamed  it  within  the  meaning  of  the  statute.  The  words 
'^  assignee  or  otherwise'^  may  be  reconciled  with  our  construc- 
tioB,  ''that  the  person  who  has  obtained'^  means  the  original 
grantee,  for  the  words  "  assignee  or  otherwise^'  may  apply  to  a 
foreign  invention,  of  which  a  party  in  this  country  may  become 
tlie^assignee^  and  be  the  first  to  obtain  an  English  patent  for  it  (e). 
Tlie  inoonyenience  which  would  result  from  allowing  a  person 
^10  has  parted  with  his  right  to  enter  a  disclaimer  without  any 
restriction,  is  obviated  by  the  provisions  with  respect  to  the 
caveat^and  by  the  control  to  which  it  is  subjected  of  the  officers 
cf  the  crown. 

The  fourth  plea  is  substantially  defective ;  a  person  asked  to 
advise  upon  the  evidence  to  rebut  it,  would  be  in  doubt  as  to 
the  p(rint  to  which  it  should  be  directed. 

WiGHTMAN,  J. :  It  is  only  by  a  forced  construction  that  the 
wwd  ^  obtain^'  could  be  construed  to  apply  to  any  other  person 
than  the  person  to  whom  originally  the  letters  were  granted  by 
the  crown.  The  argument  ab  incowvemenii  is  answered  by  a 
reference  to  the  provisoes  in  the  first  section. 

If  the  fourth  plea  had  omitted  the  words  ''within  this  realm,'' 
it  m^  have  been  good;  but  as  it  stands,  it  applies  those 
words  to  the  invention,  whereas  the  act  applies  them  to  the 
wwldng  or  making  (/)• 

Judgment  for  the  plaintiffs. 


(«)  See  a»to  256,  n.  a.  against  the  grantee  of  such  letters  patent  being 

(/)  Hie  ooncloding  observation  of  this  learned  an  independent  inventor ;  this  however  would  be 

2ii%e  OB  the  construction  of  the  statute,  is  of  the  a  question  of  fact.    (  See  L^voU  v.  Matting,  10 

Smtest  importance  with  reference  to  the  ques-  B.  &  C.  22,  and  ante,  126.)     But  in  the  case  of 

tioB,  whether  the  shnple  user  of  an  invention  or  a  compound,  presenting  little  or  no  trace  of  its 

tttide  imported  from  abroad,  without  any  know-  elements,  and  of  their  proportions,  as  a  metal,  a 

Mp  of  the  construction  of  that  article,  or  its  con-  paint,  a  cement,  a  medicine,  and  similar  articles, 

,  or  of  the  source  whence  it  came,  there  the  discovery  of  the  working  and  making  of  such 


bdag  BO  manufacture  of  the  article  vrithin  the  a  manufacture  may  be  matter  of  great  research 

foontry,  will  vitiate  letters  patent  for  the  same  and  (tifficulty ;  the  constitution  of  the  article  it- 

Dnention  granted  to  an  independent  inventor,  self,  together  with  the  fact  of  its  previous  user  in 

^ho  knew  nothing  of  the  existence  of  such  an  ar-  ignorance  of  its  manufacture,  would  be  evidence 

tide;  or,  knowing  of  its  existence,  had  no  know.  to  raise  a  strong  presumption  in  support  of  the 

ledfpe  of  how  it  was  to  be  made,  but  who  either  claim  of  such  grantee  to  be  an  independent  and 

Kceived  the  knowledge  of  the  manufacture  from  real  inventor. 

*bnid,  or  invented  it  by  his  own  vrit  and  in-  The  difficulty  which  this  question  presents,  ap. 

SOBity,  and  introduced  the  working  and  making  pears  to  arise  from  not  distinguishing  between  tho 

tf  ta^  amann&cture  into  the  realm  through  the  use  of  an  invention  or  article  as  a  consumer,  and 

■e&oi  of  the  specification  of  letters  patent,  and  the  using,  exercising,  and  putting  in  practice,  the 

ihe  patting  the  mann&cture  into  practice,  and  the  invention  spoken  of  in  the  letters  patent  as  a  ma- 

(|Benl  notoriety  consequent  on  such  proceedings.  nufacturer  of  an  article,  which  is,  in  fact,  the 

a  the  case  of  any  simple  mechanical  combina-  working  and  making  of  the  manufacture  spoken  of 

^  tt  a  lock  of  peculiar  construction,  the  fact  in  the  statute.     The  purchaser,  user,  and  con- 

of  the  eiistence  and  user  of  such  an  article  within  sumer  of  a  patent  lock,  cork-screw,  medicine,  and 

tke  eooBtry  woold  raise  a  strong  presumption  paint,  does  not  use,  exercise,  and  put  in  practice, 
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Notice  of  Objections  under  5  &  6  W.  4,  c.  83,  s.  5  (a). 

i\r«o.  25,  1837.  BULNOIS  V.   MACKENZIE. 

[4  Bing.  N.  C.  127.] 

Id  actions  for  This  was  an  action  on  the  case  for  infringing  a  patent  for  an 
telrthe  toiicM  ™P«>ved  cabriolet,  invented  by  Moses  Poole,  and  by  him  as- 
of  objection  de-  signed  to  the  plaintiff. 

fondant  under  '^^  defendant  pleaded  several  pleas,  and  delivered  with  them 
6  &  6  w.  4,  a  notice  of  the  following  objections  to  the  patent :  First,  that  the 
not  conclusive  ^U^g^d  invention  was  not  at  the  time  of  granting  the  patent 
at  bis  peril ;  but  new;  secondly,  that  Poole  was  not  the  true  and  first  inventor; 
judge,  under  thirdly,  that  Poole  was  not  at  the  time  of  granting  the  patent  in 
their  general     the  possession  of  the  alleged  invention :  fourthly,  that  at  the  time 

jurisdiction,  as      ^    '^       ,         _  ,1,         1    .  •         ^11  »  1^ 

well  as  under  Of  grantmg  the  patent  the  alleged  invention  had  been  used  by 
•rde" a  firther^  Others ;  fifthly,  diat  the  supposed  improvements  were  not  a  new 
and  fuller  no-  invention  as  to  the  public  use  thereof;  sixthly,  that  the  specific 
**^**  cation  was  imperfect,  in  not  ascertaining  the  nature  of  the  inven- 

tion, and  not  showing  the  application  of  the  alleged  improved 
construction.  These  objections  were  a  mere  echo  of  the  pleas. 
On  the  14th  of  June  last,  Parky  J.,  after  hearing  counsel  on 
both  sides  at  chambers,  upon  a  summons  for  further  and  better 
objections,  ordered  the  defendant's  attorney  to  deliver  a  further 
and  better  account  in  writing  of  the  objections  to  be  relied  on. 
Whereupon  the  defendant  added  to  his  fourth  objection,  that  the 
alleged  invention  had  been  used  by  James  Hargrave  ^Mann,  in 
England,  and  by  divers  other  persons  in  other  parts  of  the  king- 
dom ;  altered  the  fifth,  into  an  objection  that  the  specification 
did  not  describe  the  nature  of  the  invention ;  that  every  matter 
or  principle  stated  in  it  was  already  known  to  the  public,  and 
open  to  public  use ;  and  that  it  contained  no  new  combination: 


the  manufacture  of  those  articles,  or  the  said  in-  the  plaintiff  shall  file  with  his  declaration,  a  i 
▼entions,  within  the  meanin^^  of  the  letters  patent ;  of  any  objections  on  which  he  means  to  reW  at  the 
if  he  did,  such  pttrchaBer,user»  or  consumer,  would,  trial  of  such  action;  and  no  objection  snail  be 
in  the  words  of  the  letters  patent,  require  a  license  allowed  to  be  made  in  behalf  of  such  defendant 
to  use  the  same,  in  writing,  under  the  hand  and  or  plaintiff  respectively  at  such  trial,  unless  he 
seal  of  the  patentee.  The  not  attending  to  this  prove  the  objections  stated  in  such  notice;  pro- 
distinction,  between  the  using  an  invention,  and  vided  always,  that  it  shall  and  may  be  Uwfni  for 
the^  working  and  making  of  the  manufacture,  of  any  jud^e  at  chambers,  on  summons  served  by 
which  the  mvention  is  the  result,  has  given  rise  such  defendant  or  plaintiff  on  such  plaintiff  or 
to  some  difficult  questions  in  the  law  of  patents,  defendant  respectively,  to  show  cause  why  he 
and  which  would  appear  not  to  be  well  founded.  should  not  be  allowed  to  offer  other  objectioDS. 
See  that  suggested  by  Lord  Eldon,  ante,  7  &  48 ;  whereof  notice  shall  not  have  been  given  as  afore- 
see  also  anU,  216,  in  notes.  said,  to  give  leave  to  offer  such  objections,  oa 
(a)  The  fifth  section  is  as  follows :  '*  And  be  it  such  terms  as  to  such  judge  shall  seem  fit.**  On 
enacted,  that  in  any  action  brought  against  any  per-  the  general  construction  of  this  section  and  the 
son  for  infringing  any  letters  patent,  the  defendant  practice  under  it,  see  the  subsequent  case,  and 
m  pleading  thereto  shall  give  to  the  plaintiff,  and  also  NtUvm  v.  Harford,  post  332,  362,  362,  and 
m  any  scire  facias  to  repeal  such  letters  patent  370. 
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lod  the  sixth  into  an  objection,  that  vehicles  with  two  wheels^ 
dnwn  by  one  horse^  and  entered  behind,  were  in  public  use 
before  ibe  granting  of  the  letters  patent ;  and  that  the  specifi- 
cation did  not  set  out  with  any  certainty  what  Poole  claimed  as 
his  inrention. 

The  plaintiff  then  took  out  a  summons,  calling  on  the  de- 
ieodant  to  furnish  the  name,  description,  and  place  of  abode,  of 
the  persons  referred  to  in  the  fourth  objection,  and  further 
aod  better  objections  in  lieu  of  the  fourth,  fifth,  and  sixth^ 
or  to  be  precluded  from  calling  witnesses  in  support  of  the 
fourth. 

Vaughan,  J.,  afler  hearing  counsel  on  both  sides  on  the  22d 
of  June,  made  an  order  to  that  effect.  The  defendant  then 
added  to  the  first  objection,  that  the  details  of  the  alleged  inven- 
tion (specifying  them),  as  well  as  the  alleged  invention,  were  not 
new;  and  in  tlie  place  of  the  fourth,  fiftih,  and  sixth  objections, 
sabsdtated  a  minute  detail  of  defects  in  the  specification,  con- 
dnding  the  whole  with  a  statement  of  the  address  and  descrip- 
tion of  Jams  Hargrave  Mann. — ^Early  in  the  present  term. 

Sir  F.  Pollock  obtained  a  rule  to  rescind  the  two  orders  of  the 
Hth  and  22d  of  June,  and  for  the  defendant  to  be  at  liberty  on 
the  trial  of  the  cause  to  rely  on  the  objections  originally  de- 
Grered  with  the  pleas.  He  contended  that,  under  the  late 
Btatate,  the  defendant  must  deliver  in  a  particular  of  objections, 
at  his  own  peril,  and  tliat  the  judges  had  no  authority  to  inter- 
kxt  under  their  general  jurisdiction. 

ffilde,  Sergt.^  and  Hoggins,  who  showed  cause,  insisted  that 
even  if  the  late  statute  did  not  confer  any  authority  in  this 
matter,  the  court  had  a  right  to  interfere  by  virtue  of  their 
general  jurisdiction  in  regulating  the  proceedings  in  a  cause ;  as, 
in  (Hdering  particulars  of  a  plaintiff's  demand ;  further  particu- 
Ivi;  the  production  and  inspection  of  documents,  and  the  like ; 
ibr  which  orders  there  was  no  authority  by  statute.  In  Blackrey 
T.Por/er  (1  Taun.  386),  they  ordered  a  copy  of  an  assignment  of 
a  lease,  to  enable  the  plaintiff  to  commence  an  action  of  cove- 
mnt  And,  in  general,  where  a  party  can  obtain  an  inspection 
of  doGoments  in  equity,  this  court  will  compel  it  in  the  progress 
of  a  cause.  Under  the  statutes  of  set-off  the  defendant  may  be 
ttd  to  act  at  his  peril,  and  no  express  jurisdiction  is  given  to 
the  court;  and  yet  it  is  the  constant  practice  to  order  amended 
pvticnlaTs  of  set-off.  But  the  proviso  in  s.  5  of  the  late  patent 
K^  seems  to  point  expressly  to  a  discretion  in  the  court. 

Hoe,  the  first  notice  of  objections  was  altogether  illusory  and 
nigoe,  and  gave  no  more  information  than  the  plea.  The  plain- 
tiff was  at  aU  events  entitled  to  know  the  names  and  addresses 
of  the  other  persons  besides  Mann,  who  were  alleged  to  have 
lued  the  plaintiff's  invention ;  otherwise,  if  the  evidence  as  to 


262  NOTICE   OF   OBJECTIONS  BY   STATUTE. 

Mann  were  answered^  the  plaintiff  might  atiU  be  taken  by  sur- 
prise as  to  the  others  who  were  not  named. 

Sir  F.  Pollock  and  R.  Y.  Richards,  in  support  of  the  mle, 
argued,  that  to  enforoe  those  orders  would  be  an  unfair  exposoie 
of,  and  interference  with,  the  defendant's  evidence ;  that  the 
jurisdiction  of  the  court  in  contr^ling  the  proceedings  in  a 
cause,  appeared  by  the  year  books  to  have  commenced  in  the 
reign    of  Henry  VIL,  when  pleadings  were    ore  temu:  the 
court  then  compelled  a  defendant  to  produce  a  document;  bat 
that  was  a  usurpation  which  the  court  would  not  now  be  dis- 
posed to  extend ;  otherwise  it  might  become  impossible  to  draw 
a  Une.    The  court  might  be  called  on  to  order  particulars  of 
every  plea  that  was  pleaded ;  the  time,  place,  and  manner  of  Mt 
assault  demesne^  and  ihe  details  of  the  trading,  debt,  and  act  of 
bankruptcy,  which  the  plaintiff's  assignees  must  prove  upon 
being  required  to  do  so.    The  defendant  being  precluded  from 
giving  evidence  of  any  objection  of  which  he  has  not  ^ven 
notice,  the  sufficiency  of  the  notiioe  will  be  determined  at  the 
trial    And  as  to  the  names  and  addresses  of  the  other  persons 
mentioned  in  the  notice,  liie  defendant  may  be  able  to  prove 
that  several  persons  have  been  seen  using  it,  with  whose  names 
he  is  unacquainted.     In  Crofts  v.  Peachifi)^  in  an  action  for  llie 
infringement  of  a  patent,  the  court  held,  that  the  plaintiff  could 
not  be  compelled  to  produce  a  specimen  of  the  patent  articles  to 
enable  the  drfendant  to  prepare  his  defience  to  the  action.    If 
these  orders  be  enforced,  it  will  rest  with  a  judge  at  chambers, 
and  not  wi&  the  defendant,  to  say  on  what  evidence  he  shaU  go 
to  trial :  he  proceeds  on  notices  given  by  the  judge*  and  not  on 
those  for  which  the  statute  has  made  him  responsible.    The 
analogy  of  set-off  has  no  application,  for  a  set-off  is  a  spedes  of 
cross  action,  of  which  the  party  is  bound  to  furnish  all  the  par- 
ticulars; and  tills  is  the  first  time  that  an  order  like  the  pr»ent 
has  been  made. 

TiNDAL,  C.J. :  This  is  an  application  to  set  aside  two  orders 
of  a  judge  at  chambers ;  one  for  further  and  better  objections  in 
answer  to  an  action  for  infringement  of  a  patent;  that  has  beoi 
complied  with,  and  therefore  there  is  no  occasion  for  setting  it  ^ 
aside :  the  other,  for  the  address  of  James  Mann  and  other 
persons,  who  are  alleged  by  the  defendant  to  have  used  the  in- 
vention before  the  plaintiff.  To  a  certain  extent,  that  order  has 
also  been  complied  with,  for  the  address  of  James  Mann  has 
been  furnished :  to  that  extent,  therefore^  it  is  unnecessary  to 


(h)  Fust  268 ;   but  see  FerHf  ▼.  "MiicheU,  pott  the  plaintiff  sought  information  as  to  which  of 

269.    These  two  cases  are,  however,  clearly  dis-  several  inventions  contained  in  the  spectficatiaB 

tinguishable;   the  application  in  the  former  case  the  infringements  were  alleged;  but  the  court 

was  refused  on  the  ground  that  the  specification  did  not  order  specimens  of  his  manufacture  under 

furnished  the  requisite  information.    In  the  latter,  those  several  parts  to  be  funushed. 
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rescind  it;  snd  the  only  question  is,  whether  it  should  be  re* 

ttinded  as  to  the  name  and  address  of  the  other  persons.    I 

accede  to  the  proposition,  that  the  court  has  the  right  to  model  The  court  a 

these  proceedings  under  its  general  jurisdiction;  and  I  protest  J^^p^^eed- 

against  the  word  usurpation,  which  has  been  employed  on  the  ings  under  iu 

part  of  the  defendant    It  is  admitted  by  the  learned  counsel,  ^J^  ^" 

that  this  jorisdiction  was  exercised  in  the  reign  of  Henry  VII. ; 

it  has  constantly  been  acted  on  ever  since ;  and  it  is  most  bene* 

fidal  to  the  parties^  who  would  otherwise  be  driven  to  a  court  of 

eqnitf.    But  looking  at  the  words  of  the  statute  5  &  6  W.  4, 

&  83, 8.  5, 1  think  it  falls  clearly  within  the  same  construction 

as  the  siatutes  of  set-off.     I  cannot  see  any  objection  to  the 

court's  looking  at  notices  delivered  by  the  defendant,  and  de* 

terminiag  whether  or  not  they  are. sufficient.    At  the  same  time 

diere  is  a  generality  in  the  words  of  the  section,  which  leaves  it 

open  to  doubt,  whether  under,  the  words  '^  notice  of  objection''  Doubtful  wbe- 

Fe  can  require  the  defendant  to  furnish  the  names  of  those  who  iJjj^J^JJJS.*^*" 

are  alleged  to  have  used  the  plaintiff's  invention.     We  shall 

therefiore  resdnd  so  much  of  the  second  order  as  requires  the 

defendant  to  furnish  the  names  and  addresses  of  those  other 

persons.    The  consequence  will  be  that  the  judge  at  nisi  priug 

win  admit  or  reject  evidence  as  to  those  persons,  according  as  he 

111^  deem  it  to  fall  within  the  terms  of  the  notice  or  not;  and 

thai  one  of  the  parties  will  tender  a  bill  of  exceptions.     I  regret 

Ihat  the  defendant  declines  to  preclude  this  inconvenience,  by 

comptying  now  with'the  judge's  order. 

Yaughan,  J. :  It  is  true  that  the  order  is  new  in  specie ;  but 
before  the  recent  act  and  the  new  rules  of  pleading,  the  question 
was  not  likely  to  arise ;  because  the  defendant  might  give  in 
e?idenoe  whatever  he  pleased,  under  the  general  issue.     I  think  The  notice  of 
the  construction  I  put  on  the  act  was  correct    It  meant  to  mj^t^to  affoni 
afford  the  plaintiff  more  specific  information  than  was  given  by  pore  speciEc 
the  defendant's   plea (c),  and  therefore,  I  think  the  present thejA^!^^^  " 
notice  insufficient ;  for  if  the  defendant  fail  as  to  the  alleged  user 
hy  James  Mann,  he  has  only  to  resort  to  the  others,  as  to  whom 
die  plaintiff  must  now  be  taken  by  surprise. 

BosANQUET,  J. :  I  entertain  no  doubt  as  to  the  power  of  the  The  court  may 
coart  to  decide  on  the  sufficiency  of  these  notices  of  objection.  g*fficiency'of 
1  do  not  consider  it  to  have  been  created  by  the  late  act  of  par-  the  notice.  This 
fiament,  but  the  fifth  section  of  the  act  engrafts  itself  on  the  J^'^t^'ty^the 
pnctice  already  existing.    The  practice  as  to  notice  of  set-off  is  statute. 
exactly  analogous.     The  defendant  originally  gave  merely  the 
heads  of  his  ^set>-off,  which  afforded  the  plaintiff  little  informa- 
tion; the  courts  therefore  required  him  to  furnish  such  particu- 


(e)  That  fer  Lord  Ahlnger,  C.B.,  the  notice  of  objections  is  to  apprise  the  plaintiff  of  what  he 

has  to  meet,  ante  203. 
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lars  as  should  enable  the  plaintiff  to  understand  what  was  to  be 
proved  at  the  trial ;  not  indeed  to  lay  open  his  ease^  or  the  evi- 
dence by  which  it  was  to  be  supported^  but  give  a  reasonable 
account  of  the  pature  of  the  transaction.  I  have  no  doubt, 
therefore,  of  the  power  of  a  judge  to  order  a  further  notice  of 
objections :  but  I  think  the  order  goes  too  far  in  requiring  the 
names  of  all  the  others,  who  are  alleged  to  have  used  the  inven- 
tion. Andrews  v.  Bond{%  Price,  213,  538)  is  in  point  There 
the  plaintiff  had  been  nonsuited,  on  the  ground  that  a  notice 
of  set-off  had  given  sufficient  information  of  the  sum  intended 
to  be  set-off  against  the  demand,  and  that  the  defendant  vnis 
not  precluded  by  his  particular  of  set-off  from  entering  into  a 
proof  of  a  counter  demand  not  stated  there ;  that  nonsuit  was 
afterwards  set  aside,  and  the  court,  considering  that  he  was  pre- 
cluded, granted  a  new  trial. 

CoLTMAN,  J. :  As  far  as  the  jurisdiction  of  the  court  is  con- 
cerned, I  think  this  question  must  be  decided  on  the  same  prin- 
ciple as  questions  under  the  statute  of  set-off. .  The  recent 
statute,  no  doubt,  requires  a  pretty  full  notice  to  restrain  the 
generality  of  a  defence ;  but,  perhaps,  it  would  be  throwing  too 
great  a  difficulty  on  the  defendant  to  require  him  to  disclose  the 
name  and  address  of  all  persons  who  are  alleged  to  have  been 
seen  using  the  plaintiff's  invention.  To  that  extent,  therefore, 
I  think  the  judge's  order  should  be  rescinded. 

Rule  absolute  accordingly. 


/ime  13, 1838. 


Fisher  v.  Dewick. 
[4Bing.N.C.706.] 


A  ptrticular  of  ^^  ^^  aotion  on  the  case  for  infringing  a  patent  obtained  by 
objections  de-  William  Sneath,  and  assigned  to  the  plaintiff,  for  the  manufac- 
derendaDtioan  ture  of  bobbin  net  lace,  the  defendant  pleaded.  First,  not  guilty, 
action  for  in-  Secondly,  that  W.  Sneath,  in  the  declaration  mentioned,  did  not, 
iigiS°mait  be"  by  an  instrument  in  writing,  under  his  hand  and  seal,  particu- 
preciaeanddefi-jj^jiy  describe  and  ascertain  the  nature  of  his  alleged  invention. 

nite.    It  18  not  ^  ,  ,  .  , 

sufficient  to  say  Thirdly,  that  the  said  alleged  mvention  was  not  an  improvement 
*  roverocntt  or  ™  *^^^  machinery  for  making  bobbin  net  lace.  Fourthly,  that 
some  of  them,  he  was  not  the  true  and  first  inventor  of  the  alleged  improve- 
bcfore^the^d^  mcnts  in  the  machinery.  Fifthly,  that  the  alleged  invention  was 
fendant  should  of  no  usc,  benefit,  or  advantage  to  the  public  whatsoever, 
point  out  which,  gj^^ly^  that  the  alleged  invention  was  not,  at  the  time  when 

the  letters'  patent  were  granted,  a  new  invention.    Seventhly,. 

that  W.  Sneath  did  not  assign,  transfer,  and  set  over  unto  the- 

plaintiff  all  that  his  said  alleged  invention,  and  also  ihe  said 

letters  patent. 
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The  defendant  delivered  the  following  particular  of  objections:  T.  T.,  1838. 
1.  That  the  grantee  of  the  said  patent  was  not  the  true  or 
first  inventor  of  the  whole,  or  any  part  of  the  improvement  or 
improyements  described  in  the  declaration,  letters  patent,  speci- 
fication, or  either  of  them.  2.  That  the  improvements  alleged 
to  have  been  invented  by  the  said  W.  Sneath  were  not  invented 
by  him.  3.  That  the  said  improvements  were  not,  at  the  time 
of  the  granting  of  the  letters  patent,  nor  was  any  part  thereof, 
■cw.  4.  That  if  any  part  thereof  were  new,  the  same  was  use- 
less or  unnecessary,  and  not  the  ground  of  any  patent  at  all ; 
and  therefore  ought  not  to  have  been  described  in  the  specifica- 
tion as  part  of  the  said  improvements.  5.  That  the  specifica- 
tion did  not  describe  with  sufficient  certainty  and  precision  the 
aatnre  of  the  supposed  improvements,  or  the  manner  in  which 
they  were  performed ;  and  particularly  that  they  were  not  ap- 
plicible  to  every  sort  and  description  of  the  machinery  to  which 
in  the  specification  they  were  said  to  be  applicable.  6.  That 
the  said  improvements,  or  some  of  them,  had  been  publicly  and 
generally  used  long  before  the  granting  of  the  said  letters  patent. 
7*  That  the  alleged  improvements,  and  the  means  of  enabling 
the  public  to  avail  themselves  of  them,  were  so  imperfectly 
described  in  the  specification,  or  instrument  in  writing  in  the 
dedaiation  mentioned,  that  a  machine  could  not  be  made  by  the 
description  in  the  specification,  to  produce  the  kind  of  lace 
therein  mentioned.  8.  That  it  was  stated  in  the  said  specifica- 
tion, that  the  said  improvements  were  applicable  to  machinery 
fi>r  making  bobbin  net  lace,  whereas  there  were  several  machines 
for  making  bobbin  net  lace,  to  which  there  was  no  adaptation  of 
the  alleged  improvements  stated  or  set  out  in  the  specification, 
and  to  which  those  improvements  could  not  be  applied  by  the 
means,  and  in  the  manner,  stated  in  the  specification.  9.  That 
the  said  letters  patent,  as  appeared  by  the  title  thereof,  was 
granted  to  the  said  W.  Sneath,  for  having  invented  certain  im- 
provements in  machinery  for  the  manufacture  of  bobbin  net  lace, 
vhereas  the  said  specification  did  not  show  any  improvements 
in  soch  machinery  for  the  making  bobbin  net  lace.  10.  That 
die  machinery  for  making  bobbin  net  lace  was  complete  in  itself, 
and  not  improved  by  any  part  of  the  inventions  for  which  the 
taid  letters  patent  were  granted.  11.  That  such  of  the  ma- 
dunery  as  was  set  out  in  the  said  specification  as  applicable  to 
fte  manufacture  of  bobbin  net  lace  was  not  new,  but  was  in 
general  use  before  the  date  of  the  letters  patent.  12.  That  the 
invention  for  which  the  said  letters  patent  were  granted  was 
more  extensive  than  that  shown  in  the  specification.  13.  That 
the  mvention  described  in  the  said  letters  patent  did  not  corre- 
spond with  the  invention  described  in  the  said  specification. 
14.  That  the  said  W.  Sneath  claimed  as  his  invention  those  parts 

2m 
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Kotie0  of  objec'  only  of  the  machine  which  were  described  in  the  said  spedfica- 
**''*"•  tion  by  numeral  figures,  whereas  many  of  the  parts  which  were 

noted  by  letters  in  the  said  specification  must  form  part  of  his' 
alleged  invention^  or  the  same  would  be  incomplete.    15.  That 
many  directions  were  inserted  in  such  specification  which  were 
altogether  useless,  and  only  tended  to  mislead.     16.  Thattlie 
alleged  invention  was  not  an  improvement,  and  ought  not  to  be 
the  subject  of  a  patent.     17*  That  should  the  said  alleged  in- 
vention, or  any  part  thereof,  be  an  improvement,  the  same  was 
not  of  sufficient  consequence  to  be  the  subject  of  a  patent 
18.  That  a  certain  part  or  parts  of  the  said  alleged  invention 
had  been,  before  the  date  of  the  said  letters  patent,  combined 
and  in  common  use,  both  severally  and  together.     19.  That  the 
description  of  certain  parts  of  the  said  alleged  improvement,  as 
set  forth  in  the  said  specification,  and  the  description  thereof  as 
set  forth  in  the  plans  thereto  annexed,  were  at  variance  widi 
each  other,  and  did  not  correspond.     20.  The  defendant  would 
further  show  all  such  objections  to  the  said  patent  and  the  spe- 
cification mentioned  in  the  declaration,  as  should  be  considered 
by  the  court  to  be  admissible  under  the  pleas,  and  whereof  the 
pleas  themselves  were  sufficient  notice  (a). 

The  plaintiff  objecting  to  these  particulars  as  too  general,  and 
as  giving  no  more  information  than  the  pleas,  obtained  a  judge's 
order  for  further  and  better  particulars ;  which  order — 

Wightman  obtained  a  rule  tdsi  to  rescind,  contending  tiiat  to  re- 
quire particulars  more  specific  would  be  to  compel  the  defendant 
to  disclose  the  whole  of  his  case;  and  that  the  legislature,  in 
passing  the  statute  5  &  6  W.  4,  c.  83,  s.  5,  which  directs  these 
particulars  to  be  furnished,  never  intended  to  proceed  to  sudi  i 
an  extent. 

Wilde,  Sergt  and  Hoggins^  who  showed  cause,  argued  that  | 
these   particulars,  giving  no  explanation  of  the    defendant's  i 
objection  to  the  patent,  were  an  evasion  of  the  statute.    The  ; 
statute  meant  that  the  particulars  should  at  least  afford  more  ; 
information  than  the  plea;  and  the  defendant  ought  to  specify 
what  parts  of  the  invention  were,  as  he  alleged,  useless  and  an- 
necessary ;  which  of  the  improvements  had  been  used  before, 
and  where;  Bulnois  v.  Mackenzie  (6).  A  mere  literal  compliance 
with  the  statute  was  not  sufficient;  the  compliance  must  be  in  a 
spirit  of  apprising  the  opposite  party  what  was  the  real  objection 
meant  to  be  relied  on,  as  in  notices  under  statutes,  for  the  pro- 
tection of  magistrates,  commissioners,  dock  companies,  and  the 


(a)  The  above  twenty  particulars  are  extremely  scribed  in  the  specification,  alleged  to  be  old  or 

vague,  furnishing  no  inK>rmation  as  to  the  real.ob-  useless ;  the  name  and  address  of  the  parties  said 

jections  on  which  it  was  intended  to  rely.     The  to  have  used  the  parts  alleged  to  be  old  ;  and  Um 

amended  particulars,  delivered  in  pursuance  of  the  kind  of  machines  to  which  the  laid  improvements 

judge's  order,  stated   with   great    minuteness  of  were  alleged  to  be  inapplicable, 

detail  the  part'cular  parts  of  th'*  invention,  as  de-  (J>)  Ante,  2(;0. 
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like(r).    These  particulars,  as  they  stood,  were  calculated  to 
mislead  rather  than  to  assist  the  plaintiff. 

ffijfhtman,  in  support  of  the  rule.  Before  the  new  rules  the 
defendant,  in  cases  like  the  present,  pleaded  the  general  issue^ 
and  the  plaintiff  never  knew  what  objection  would  be  taken  to 
his  patent  The  object  of  this  statute  was  to  apprise  him  of  the 
general  nature  of  the  objection,  whether  it  was  to  the  invention, 
or  parts  of  it,  or  to  the  specification;  but  it  was  never  intended  to 
call  on  a  defendant  to  disclose  the  particulars  of  his  defence; 
and  if  the  present  order  be  sustained,  applications  of  the  same 
kind  will  be  interminable.  There  is  no  instance  of  an  order  to 
amend  notices  of  action ;  whether  the  notice  is  sufficient  for  the 
evidence  which  the  plaintiff  proposes  to  adduce,  is  always  a 
question  for  a  judge  at  nUipritts.  In  Bulnois  v.  Machenziey  the 
particalars  were  amended  to  a  very  small  extent. 

TiNDAL,  C.  J. :  I  think  this  rule  must  be  discharged*  The  The  object  of 
(pestion  is,  whether  on  this  particular  of  objections  the  matters  lolimU  t£  d^ 
alleged  are  so  uncertain  and  indefinite,  that  they  are  calculated  to  fence,  but  the 
mislead  rather  than  to  assist  the  plaintiff.  The  object  of  the  sta-  p'^^tiwprii*! 
tute  was  not,  indeed,  to  limit  the  defence,  but  to  limit  the  expense 
to  the  parties,  and  more  particularly  to  prevent  the  patentee  from 
being  upset  by  some  unexpected  turn  of  the  evidence.  Under 
the  fifth  section,  therefore,  it  was  intended  that  the  defendant 
should  give  an  honest  statement  of  the  objections  on  which  he 
means  to  rely ;  and  I  am  not  afraid  of  the  proUxity  which  has 
heen  deprecated  by  the  party  applying  for  this  rule,  for  de- 
fendants would  soon  find  it  better  to  go  to  the  jury  on  the 
points  on  which  they  meant  to  rely,  than  to  seek  to  mislead  their 
opponents.  The  present  particulars  are  so  vague,  that  they  can 
•carcely  have  been  furnished  with  any  other  object.  For  in- 
atance,  the  objection,  "That  if  any  part  be  new  the  same  is 
useless  and  unnecessary :" — the  defendant  should  have  pointed 
oat  what  part.  "  That  the  improvements,  or  some  of  them,  have 
been  used  long  before :' — the  defendant  should  have  pointed  out 
vhich.  If  he  would,  in  the  Scotch  phrase,  condescend  upon  the 
psrts  to  which  he  objects,  there  would  be  an  end  of  the  difficulty. 
Park,  J. :  The  protection  of  the  patentee  was  the  object  of 
the  statute,  and  particulars  so  general  as  these  afford  him  no 
ttnstance. 

Vaughan,  J. :  The  object  of  the  statute  was  to  limit  the  ex- 
pense of  actions,  and  let  the  patentee  know  what  objection  he 
W  to  meet.     These  particulars  are  an  evasion. 


(0  Abo  Dsder  the  bankrupt  act,  6  G.  4,  c.  16,  with  respect  to  the  notice  under  the  5  &  6  W.  4, 

*  W;  Trimlty  ▼.  Unmn,  6  B.  &  C.  537 ;  Afowi  c.  83,  8.  5,  it  is  held  that  any  objection  may  be 

**v*7*^  7  C.  &  P.  115.  and  2  .Scott,  492 ;  taken  at  the  trial  which  is  within  the  terms  of  the 

*"nt  it  is  held  that  a  i^eoeral  notice  of  intention  notice.      55po  TJ««f  in  A7#»'' ^'    '"    *  "'"' 

to  ikfn^i 
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CoLTMAN^  J. :  I  am  of  the  same  opinion.  It  is  incumbent 
on  the  court  to  see  that  the  objections  are  stated  in  a  definite 
and  intelligible  form,  before  the  parties  go  down  to  trial,  that 
the  patentee  may  not  be  taken  by  surprise.  The  defendant  is 
not  precluded  from  bringing  forward  any  number  of  objections, 
but  he  must  state  with  precision  what  they  are. 

Rule  dischai^ed((i). 


Other  eaiei. 
E.T.,  1836. 


In  an  action  for 
the  infringe- 
ment of  a  patent, 
the  plaintiff  will 
not  be  com- 
pelled to  pro- 
duce a  specimen 
of  the  patent  ar- 
ticles to  enable 
the  defendant  to 
prepare  his  de- 
fence to  the  ac- 
tion. 


Crofts  v.  Peach. 
[2Hodg.  liOL] 

This  was  an  action  brought  against  the  defendant  for  an  in- 
fringement of  the  plaintiff's  patent  for  making  lace  by  machinery. 

Wiffhiman  applied  for  an  order  to  compel  the  plaintiff  to  pro- 
duce to  the  defendant  a  specimen  of  the  patent  lace,  which  was 
produced  by  the  plaintiff's  machinery.  The  5  &  6  W.  4,  c.  83, 
was  passed  for  the  purpose  of  giving  certain  privileges  to 
patentees,  and  by  section  5  the  defendant  is  required  to  give  the 
plaintiff  notice  of  the  objections  on  which  he  intends  to  rely  at 
the  trial  of  the  action.  It  may  be  necessary  for  the  defendant 
to  prove  at  the  trial,  that  the  plaintiff's  invention  is  not  new, 
and  ^unless  he  is  furnished  with  a  specimen  of   the  lace,  it 


(d)  Notice  of  Objections, ^The  effect  of  the  two 
preceding  decisions  is  somewhat  different ;  the  ob- 
jections in  both  cases  relate  to  the  plea,  that  the 
inrention  is  not  new  as  to  the  pablic  use  and  ex- 
ercise thereof;  the  former,  Bulnois  v.  Mackenzie, 
referring  to  the  names  and  addresses  of  the  parties 
by  whom  the  alleged  use  and  exercise  had  taken 
place ;  the  latter,  Fisher  v.  Dewick,  referring  prin- 
cipally to  the  parts  of  the  invention  alleeed  to  have 
been  so  used.  There  is  a  great  distinction  be- 
tween the  two  cases;  and  with  respect  to  the 
former,  the  practice  of  the  courts  is  not  very  set- 
tled, varying  with  the  circumstances  of  the  case ; 
but  with  respect  to  the  latter,  and  to  the  objections 
to  the  specincation,  the  courts  have  required  great 
particularity. 

In  a  recent  case  (Galloway  v.  Bleaden),  Colt- 
man,  J,,  ordered  names,  addresses,  and  descrip- 
tions to  be  given,  and  the  words  *'  divers  other 
))er8ons"  to  be  struck  out.  Chit.  Arch.  1031 ;  but 
in  a  subsequent  case  (Carpenter  v.  Walker\  the 
objection  stated  the  making  of  locks  similar  to 
the  subject  of  the  patent  by  the  defendant  and 
others,  several  years  before  the  date  of  the  letters 
patent,  and  their  sale  to  divers  persons,  and  among 
others  to  one  S.  T.,  of,  ice.  On  summons  to  strike 
out  the  words  '*to  divers  persons,  and  among 
others,'*  or  to  state  the  names  and  descriptions  of 
the  others  besides  S.  T.,  to  whom  sales  were  made, 
the  parties  were  referred  to  the  court,  who  refused 
the  application. 

In  a  recent  case  (Walton  v.  Bateman),  Cms- 
uetl,  J.,  intimated  a  very  strong  opinion  that  the 
notice  should  specify  the  pleas  to  which  the 
objections  were  mtended  to  apply.     It  certainly 


would  be  convenient  that  they  shoaldlie  drawn  sad 
arranged  with  reference  to  the  pleas.  They  wosld 
thus  generally  be  referred  to  three  heads :  1.  That 
the  grantee  was  not  the  true  and  first  inveotor. 
2.  That  the  invention  was  not  new  as  to  public 
use  and  exercise.  3.  That  the  apecificatioD  does 
not  particularly  describe  and  ascertain  the  natam 
of  the  said  invention,  and  in  what  manner  tks 
same  is  to  be  performed.  The  evidence  ander  the 
first  of  these  generally  consists  of  the  prodnctioaef 
the  specification  of  some  prior  patent,  or  of  iobs 
well-known  work  containing  the  invention,  and 
thus  proving  the  patentee  not  to  be  the  tiiie  and 
first  inventor,  such  prior  publication  showing  sooM 
one  else  to  have  that  character.  Notices  of  ob- 
jection seldom  specify  these,  but  are  drawn  so  ai 
to  admit  them — the  consequence  is,  that  plaintifi 
are  ^taken  by  surprise,  and  fail ;  whereas,  if  they 
had  been  apprised  of  such  sources,  they  wmU 
never  have  gone  to  trial.  This  is  a  class  of  object 
tions  in  which  the  greatest  particularity  might  be 
required  without  any  prejudice  to  defendants,  and 
with  a  great  saving  of  expense  to  the  plaintifis.  No 
case,  however,  has  yet  occurred,  in  which  thii  qaa> 
tion  has  been  before  the  courts.  The  objectia« 
under  tliis  and  the  next  head  are  generally  so  inter* 
mixed,  that  unless  the  salutary  suggestion  of  tbs 
above  learned  judge  be  adopted  in  practice,  tbe 
question  is  not  likely  to  arise.  Defendants  coaU 
not  be  prejudiced,  since  ihe  statute  provides  for 
their  giving  notice  of  any  additional  defence,  or 
evidence  of  any  kind,  which  may  unexpectedly  be 
discovered  after  the  notice  of  objections  and  pleat 
have  been  delivered.  See  section  of  the  statute, 
ante  260,  n.  a. 
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win  be  difficult  to  obtain  the  necessary  evidence.  The  specifica- 
tion was  not  filed  until  September,  1835,  so  that  the  article  is 
not  ooDimonly  known. 

TiNBAL,  C.  J. :  The  effect  of  this  application  is  to  ascertain 
the  evidence  which  the  plaintiff  will  produce  at  the  trial.  The 
defendant  may  plead  that  the  invention  is  not  new,  if  that  is 
the  fact    The  specification  gives  the  necessary  information. 

Park,  J.,  Vaughan,  J.,  and  Bosanquet,  J.,  concurred. 

Rule  refused. 


Perry  r.  Mitchell. 
In  the  Exchequer,  M.T.,  1840. 

This  was  an  action  for  the  infringement  of  two  letters  patent,  Particulars  of 
of  the  28th  of  January,  1832,  and  19th  of  November,  1833,  for '>^;j"i«^^^^ 
improvements  in  pens,  and  the  specification  set  forth  and  de-  in  certain  cases, 
scribed  thirteen  different  pens,  containing  an  indefinite  number 
of  slits  and  adjustments.    The  declaration  assigned  as  breaches^ 
the  making.  Sec.,  pens  and  nibs,  in  imitation  of  parts  of  the 
said  invention,  with  divers  additions  thereto,  and  subtractions 
therefrom. 

Petersdarff  for  the  defendant,  on  affidavit  of  the  above  circum- 
stances, and  that  inasmuch  as  neither  the  parts  nor  the  additions 
or  subtractions  were  mentioned,  it  would  be  impossible  to  prepare 
the  notice  of  objections  to  be  delivered  with  the  pleas,  or  to  know 
what  evidence  to  adduce,  obtained  a  rule  calling  on  the  plaintiff 
to  show  cause  why  the  plaintiff  should  not  deliver  particulars  in 
writing  of  the  infringements  on  which  it  was  intended  to  rely, 
and  specify  and  point  out  the  particular  pens  shown  in  the 
drawings  annexed  to  the  specification,  in  respect  of  which  such 
infringements  had  taken  place. 

Sir  F.  Pollock  showed  cause,  and  cited  Cro/ls  v.  Peach  (a). 

The  Court  of  Exchequer  made  the  rule  absolute,  and  ordered 
the  plaintiff  to  give  particulars  by  the  number  of  the  pens  on 
vhich  infringements  were  alleged.  The  following  notice  w&s  given 
accordingly :  '*  The  pens  to  which  the  declaration  in  this  cause 
refers,  and  the  numbers  of  such  pens  in  the  specifications 
referred  to  in  the  declaration,  are  as  follows: — (setting  forth  the 
numbers  and  figures  of  the  diagrams  (£). 


(«)  ^n(e268.  that  the  applications  are  not  in  pursnance  of  any 

(6)  The  circumstances  of  the  two  preceding      statute,  bat  to  the  general  jurisdiction  of  the  court. 
a<«9  are  wtrj  different,  and  it  siiould  be  remarked 
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M.  Vac,  1839.  GiLLETT   AND   ANOTHER  V*  WiLBY, 

[9  Car.  &  p.  334.] 

^e  bfrin"^'*^^'  The  plaintiffs  in  their  declaration  complained  of  an  infringe- 
mentofapatent  ment  by  the  defendant  of  a  patent  they  had  obtained  for  certain 
*"roTM^nub a ^P^^v®"^®^*^  ^^  ^  cabriolet  The  pleas  were,  First,  the  gene- 
cabriolet,  three  ral  issue;  secondly,  that  the  alleged  improyements  were  not 
plSdedh^        new;  and  thirdly,  that  the  plaintiffs  were  not  the  true  and  first 

1  St,  the  general  inventors. 

the  ailegedtm!      ^^^  allegation  in  the  declaration  was,  that  the  defendant  un- 

provemeou       lawfully,  &c.,  did  use  and  put  in  practice  one  of  the  said  descrip- 

rnd*3d?\har '  ^^^^  ^^  vehicles,  called  cabriolets,  with  the  said  improvements, 

the  piaiatiffi     and  that  the  cabriolet  so  used  by  the  defendant  did  imitate  and 

trurand  firetin-  rcsenable  the  said  improvements. 

yentonofthe        The  patent  and   specification  were  put  in,  from  which  it 

SSdrthat^ou  '  appeared  that  there  were  five  different  things  which  the  plain- 

this  state  of  the  tiffs  claimed  as  their  invention. 

could  not  be         Ball,  for  the  defendant,  was  contending  that  the  patent  was 

contended,  that  JUegal. 

illegal.  M.  D.  Hilly  for  the  plaintiffs,'  objected  to  this  line  of  argu- 

thou'h*allth     ™^^*J  ^^  ^^^  ground  that  there  was  not  an  issue  to  which  it 

iro|»roTement8     COuld  apply. 

•h^r^t^S'^     CoLTMAN,  J. :  If  such  a  defence  were  intended  to  be  relied 

new,  yet  it  need  on,  it  Ought  to  have  been  specially  pleaded. 

Si^tAe  defend-      ^^  submitted  that  under  the  statute  (a)  it  was  suflScient  to 

ant's  cabriolet    have  given  the  notice  of  the  objection,  which  the  defendant  in 

^"dhJSi'l^'thiB  case  had  done. 

them,  but  an         CoLTMAN,  J. :  That  is  not  Sufficient. 

im  sufficient  to     Ball  then  contended^  that  the  plaintiffs  must  show,  under  the 

maintain  the  ac  words  of  the  declaration,  that  the  defendant's  cabriolet  imitated 

the  raiidity  of   and  resembled  all  the  improvements.     IColtman,  J. :  It  will  be 

^«P**«°^™^g*>*  sufficient  if  it  resembled  any  one.     It  is  a  divisible  statement] 

having  come  in  In  Morgan  V.  Seward  it  was  held,  that  if  a  patent  be  for  several 

3ic*m°°Im'**w    iniprovements,  and  the  jury  find  one  of  them  not  to  be  such, 

as  to  entitle  the  the  patent  is  void  altogether.     I  contend  that  every  part  must 

Slrtrficate^to      be  ^^^y  ^^  i*  ^«  ^°^^  altogether. 

that  effect,  un-       CoLTMAN,  J.,  in  Summing  up,  said : — The  defendant's  first 

tioVof  the  sTat  P^®*  ^®'  ^^^^  b®  *^  ^^*  guilty  of  the  infiingement.    The  question 

5  &  6  W.  4,      upon  this  will  be,  whether  the  cabriolet  was  used   by  the  de- 

^*     *  fendant,  and  whether  it  is  an  infiringement  of  the  patent  right. 

The  second  plea  is,  that  the  improvements  claimed  are  not  new; 

and  the  third,  that  the  plaintiffs  were  not  the  true  and  first 

inventors  of  them.     On  the  first  point  the  patent  is  put  in, 


(a)  5  &.  6  W.  4,  c.  83,  s.  5.     Sec  sectio'^    — -  "^'^  n.  a. 
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^om  which  it  appears  that  the  plainti£rs  claim  not  only  the  seat  m.  Vac,  1899. ' 

behind^  bat  the  ^ode  of  entry  in  front,  &c.     It  is  true  that  the 

plaintiffs  must  make  out  to  your  satisfaction  that  the  whole  of 

the  improvements  were  new,  and  that  some  of  them  hare  been 

pirated.  It  is  not  necessary  that  they  should  all  haye  been  used, 

but  they  must  be  shown  to  be  all  new,  and  if  they  are  all  new,  and 

the  defendant  has  infringed  any  one  of  them,  it  will  be  sufficient 

to  support  the  action,  and  it  is  not  necessary  that  he  should  have 

infringed  them  all.    There  are  five  different  points  in  which  the 

plaintiffs  claim  the  invention  as  new,  and  if  you  are  satisfied  of 

that,  then  on  the  other  point  there  is  no  evidence  that  they 

were  not  the  first  inventors,  and  then  will  come  the  question, 

whether  the  defendant  has  infringed  any  part  of  that  which  the 

plaintiffs  claim  as  new.  Verdict  for  the  plaintiffs. 

M.  D.  Hill  apphed  for  a  certificate,  under  the  5  &  6  W.  4, 
c.  83,  s.  3  (d),  that  the  validity  of  the  patent  came  in  question. 

CoLTMAN,  J. :  I  think  you  are  entitled  to  the  certificate. 

JBotf  objected,  that  he  was  not  allowed  to  question  the  validity 
of  the  patent. 

CoLTMAN,  J. :  I  think  that  the  validity  of  the  patent  has  in 
part  come  in  question,  under  the  plea  that  the  invention  was 
not  new.    But  I  will  look  further  into  the  subject. 

The  certificate  was  afterwards  granted. 


GiLLETT  V,  Green.  h.t.,  I84i. 

[7  M.  &  W.  347.] 

WhateJy  moved  for  a  rule,  calling  upon  the  defendant  to  show  An  action  on 
cause  why  the  master  should  not  tax  the  plamtiff  his  treble  InWn^^Jent^'of 
costs,  pursuant  to  the  statute  5  &  6  W.  4,  c.  83,  s.  S.    This  a  patent, ii  with- 


(ft)  The  following  19  the  section:  "And  be  it  order,  or  trying  such  second  or  other  action,  shall 

cncted,  that  if  any  action  at  law,  or  any  suit  in  certify  that  he  ought  not  to  have  such  treble 

eoimy  for  an  accoont,  shall  be  brought  in  respect  costs.''' 

«  ny  aUeged  infringement  of  such  letters  patent.  This  section  is  repealed  by  5  &  6  Vict.  c.  97, 

heieiofoie  or  hereafter  granted,  or  any  scire  faeiat  entitled,  "An  act  to  amend  the  law  relating  to 

M  Rpeal  sech  letters  patent,  and  if  a  verdict  shall  double  costs,  notices  of  action,  limitation  of  actions, 

pa  for  the  patentee  or  his  assigns,  or  if  a  final  de-  and  pleas  of  the  general  issue,  under  certain  acts 

ciw  or  decretal  order  shall  he  made  for  him  or  of  parliament."  The  certificate,  however,  will  still 

iWii,  apon  the  merits  of  the  suit,  it  shall  be  lawful  be  necessary,  in  order  to^  entitle  the  party  to  the 

for  the  judge  before  whom  such  action  shall  be  full  and  reasonable  indemnity  preserved  to  him  by 

Insd  to  certify  00  the  record,  or  the  judge  who  s.  2  of  the  last-mentioned  act,  which  is  as  follows: 

ihail  Bske  such  decree  or  order,  to  give  s  certifi-  **  And  be  it  enacted,  that  so  much  of  any  clause, 

ctte,  under  bis  hand,  that  the  validity  of  the  patent  enactment,  or  provision,  in  any  public  aet  or  acts, 

^■e  in  <|Qestion  before  him,  which  record  or  cer-  not  local  or  personal,  whereby  it  is  enacted  or 

hficata  being  given  in  evidence  in  sny  other  suit  or  provided  that  either  double  or  treble  costs,  or  any 


I  whatever  touching  such  patent,  if  a  verdict  other  than  the  usual  costs  between  party  and  party, 

Aall  pass,  or  decree  or  Jecreul  order  be  made  in  shall  or  may  be  recoveredj  shall  be,  and  the  same 

&*OQr  ^of  such  patentee  or  his  assigns,  he  or  they  are  hereby  repealed :   Provided  always,  that  in- 

>U1  receive  treble  costs  in  such  action,  to  be  stead  of  such  costs,  the  party  or  parties  heretofore 

^tA  at  three  times  the  taxed  cosu,  unless  the  entitled  under  suc^  last-mentioned  acts  to  such 

J^^  makiog  such  second  or  other  decree  or  double,  treble,  or  other  costs,  shall  receive  such 
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"o  |*«  JP|»**>»  was  an  action  on  the  case  for  the  infringement  of  a  patent ;  and 

c.  24,  s.  2 ;  and  ^^  affidavit  Stated,  that  a  prior  action  had  been*  tried  between 

notwithstanding  the  same  parties,  in  which  the  plaintiff  obtained  a  verdict,  and 

the  Stat.  5&6    the  judge  certified  under  the  above  statute  that  the  validity  of 

w.4.c.83^.3,  thg  patent  came  in  question  before  him.     This  certificate  was 
the  plaintiff  re-     ,      *^ ,  r.        t         ,..«.  ,  -i/-, 

covering  only    given  in  evidence  for  the  plaintiff  on  the  trial  of  the  present 
m"'"*caMot    ^c^^">  ^^ic^  "^8  tried  before  Lord  Abinger,  C.B.,  on  the  13th 
have  bis  full      of  July,  1840,  when  the  plaintiff  again  obtained  a  verdict  for 
^' with^St\  nominal  damages.    Ten  days  before  the  trial  (3d  July,  1840,) 
certificate  under  the  3  &  4  Vict.  c.  24  came  into  operation;  but  no  application 
And^S^court    '^^  made  to  the  Lord  Chief  Baron  at  the  trial  to  certify  under 
held,  that  after  that  statute  that  the  action  was  brought  to  try  a  ristt..     The 
jud^'hS^n?*  nwster  refused  to  tax  the  plaintiff  treble  costs  under ^e  5  &  6 
powtomnt  W.  4,  c.  83,  8.  3,  on  the  ground  that  the  case  fell  within  the 
mc  ce     cmte.  pyQyigjQjjg  ^f  ^^  3  &  4  Vict.  c.  24.  s.  2.     Whately  now  con- 
tended, that  the  latter  act  could  not  have  been  intended  to  affect 
the  right  to  treble  costs  under  the  5  and  6  W.  4,  c.  83»  and 
further,  that  it  did  not  apply  to  cases  where  it  appeared  by  the 
pleadings  in  the  cause,  that  a  bond  fide  right  came  in  question. 
At  all  events,  he  urged  that  the  Lord  Chief  Baron  might  now 
grant  a  certificate  under  the  3  &  4  W.  4,  c.  24.   In  Shuttlewarih 
V.  Cocker  (c),  the  Court  of  Common  Pleas  held,  that  a  judge 
might  alter  his  certificate  under  that  act  after  the  trial. 

Parke,  B.  :  If  we  entertained  any  doubt  on  this  matter,  we 
should  think  it  right  to  grant  a  rule  to  show  cause ;  but  we  do 
not.  This  is  certainly  an  unfortunate  case ;  but  it  is  clear  that 
it  falls  within  the  act  of  3  &  4  Vict.  c.  24,  which  applies  to  "  any 
action  of  trespass  on  the  case."  Then  it  is  said  the  Lord  Chief 
Baron  has  still  the  power  of  certifying ;  but  that  is  not  so  :  the 
statute  expressly  directs  that  the  plaintiff  shall  not  recover 
costs  where  the  damages  are  under  40«.,  unless  the  judge  '^  shall 
immediately  afterwards  certify"  that  the  action  \vas  brought  to 
try  a  right,  &c.  It  may  even  be  a  question,  whether  the  judge 
could  grant  the  certificate  after  another  cause  had  been 
called  on  (J). 

Alderson,  B.,  Gurnet,  B.,  and  Rolfe,  B.,  concurred. 

Rule  refused. 

full  and  reasonable  indemmtv  as  to  all  costs,  an  action  for  an  infringement  of  a  patent,  wbo 

charges,  and  expenses  incurred  in  and  about  any  shall  recover  by  the  verdict  of  a  jury  less  damages 

action,  suit,  or  other  l^al  proceeding,  as  shall  be  than  forty  shillings,  will  not  be  entitled  to  may 

taxed  by  the  proper  officer  in  that  behalf,  subject  costs  in  respect  of  such  verdict,  unless  the  judge 

to  be  reviewed  in  like  manner,  and  by  the  same  before  whom  such  verdict  shall  be  obtained  shaU 

authority,  as  any  other  taxation  of  costs  by  such  immediately  afterwards  certify  that  the  action  was 

officer."  really  brought  to  try  a  right,  besides  the  mero 

The  6th  section  provides  that  the  act  shall  not  right  to  recover  damages  for  the  grievance  for 

extend  to  any  action,  bill,  plaint,  information,  or  which  the  action  was  brought.     The  import  oC 

any  legal  proceeding  of  any  kind  whatever,  com-  the  word  '*  immediately,*'  the  time  within  which 

menced  before  the  passing  of  the  act.  the  certificate  will  be  good,  has  been  much  con> 

The  act  passed  10th  August,  1842.  sidered.     See  Thompson  v.  Gihum  ^  AnotkiTy  S  Jor« 

(c)9Dowl.P.C.76;2Scott,N.R.47;  1  Man.  390;  9  Dow.  P.  C.  717;  also  Page  v.  Pemret^ 

&  G.829.  9  Dow.  P.  C.  816. 

{d)  By  the  above-mentioned  act  a  plaintiff  in  ,          ' 
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NEILSON'S  PATENT, 

Letters  patent,  llth  Sept  1828^  to  J.  B.  Neilson^  '^for  the  Tuu. 
improved   application  of  air  to  produce  heat  in  fires^  forges^ 
and  fiimaces,  where  bellows  or  other  blowing  apparatus  are 
required." 

I,  the  said  James  Beaumont  Neilson,  do  hereby  declare  that  Speeifieatioii, 
the  nature  of  my  said  invention  for  the  improved  application  *^^***^®^^* 
of  air  to  produce  heat  in  fires^  forges,  and  furnaces,  where 
beUows  or  other  Mowing  apparatus  are  required,  and  the  man- 
ner in  which  the  same  is  to  be  performed,  is  particularly 
described  and  ascertained  as  follows :  that  is  to  say,  a  blast  or 
current  of  air  musrt;  be  produced  by  bellows  or  other  blowing 
apparatus  in  the  c»'dinary  way,  to  which  mode  of  producing  the 
blast  or  current  of  air  this  patent  is  not  intended  to  extend. 
The  blast  or  current  of  air  so  produced^  is  to  be  passed  from 
the  bellows  or  blowing  apparatus  into  an  air  vessel  cur  receptacle 
made  sufficiently  strong  to  endure  the  blast,  and  through  or 
from  that  vessel  or  receptacle  by  means  of  a  tube  pipe  or  aper- 
ture into  the  fire,  forge,  or  furnace.  The  air  vessel  or  receptacle 
most  be  air-tight,  or  nearly  so,  except  the  apertures  for  the 
admission  and  -emission  of  the  sir,  and  at  the  commencement 
and  during  the  continuance  of  the  blast  it  must  be  kept  arti^ 
ficially  heated  to  a  considerable  temperature.  It  is  better  that 
the  temperature  be  kept  to  a  ted  heat  or  nearly  so^  but  so  high 
a  temperature  is  not  absolutely  necessary  to  produce  a  beneficial 
effect  The  air  vessel  or  receptacle  may  'be  conveniently  made 
of  iron,  but  as  the  effect  does  not  depend  upon  the  nature  of 
the  materia],  other  metals  or  >convenient  materials  may  be  used. 
The  size  of  the  air  vessel  must  depend  upon  Hie  blast  and  on 
the  heat  necessary  to  be  produced.  For  an  ortlinary  smith's  fire 
or  forge,  an  air  vessel  or  receptacle  capable  of  containing  twelve 
hundred  cubic  inches  will  be  of  proper  dimensions,  and  for  a 
cupola  of  the  usual  size  for  cast  iron  founders,  an  air  vessel 
capable  of  containing  ten  thousand  cubic  inches  will  be  of  a 
proper  size.  For  fires,  forges,  or  furnaces,  upon  a  greater 
scale,  such  as  blast  furnaces  for  smelting  iron  and  large  cast 
iron  founder*8  .cupolas,  air  vessds  ^of  proportionably  increased 
^mensions  and  numbers  are  to  be  employed.  The  form  or 
shape  of  the  vessel  or  receptacle  is  immaterial  to  the  effect,  and 
may  be  adapted  to  the  local  circumstances  or  situation.  The 
air  vessel  may  generally  be  conveniendy  heated  by  a  fire,  dis- 
tinct from  the  fire  to  be  affected  by  the  blast  or  current  of  air, 
and  generally  it  will  be  better  that  the  air  vessel  and  the  fire  by 
which  it  is  heated  should  be  enclosed  in  brick-work  or  masonry, 
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through  which  the  pipes  or  tubes  connected  with  the  air  vessd 
should  pass ;  the  manner  of  applying  the  heat  to  the  air  vessel 
is,  however,  immaterial  to  the  effect,  if  it  be  kept  at  a  proper 
temperature.  In  witness,  &c. 


In  the  subsequent  proceedings  on  the  above» 
as  well  as  on  Crane's  patent,  the  following  inven- 
tions  relating  to  the  application  of  air  to  furnaces 
are  frequenUy  referred  to: — 

Ritfield's  Patent 

Letters  patent,  2d  January,  1828,  to  Thomatf 
Botfield)  for  "  certain  improvements  in  making 
iron,  or  in  the  method  or  methods  of  smelting 
and  making  iron*** 

Speeificatum,^**  I,  the  said  Thomas  Botfield, 
do  hereby  declare,  that  the  following  is  a  particu- 
lar description  of  the  nature  of  my  said  invention, 
and  methods  and  improvements  in  the  smelting 
and  making  of  iron,  both  in  respect  to  principle, 
and  the  way  and  manner  in  which  the  same  may 
be  performed ;  that  is  to  say,  the  principle  is  for 
causing  or  obtaining  a  blast  of  atmospheric  air 
sufficient  to  smelt,  fuse,  run,  or  make  pig,  cast, 
or  crude  iron,  from  iron-stone  or  ore.  This  blast 
is  to  be  produced  by  means  of  rarefied  air,  gas, 
flame,  or  heated  air,  from  an  oven,  or  fire-place, 
and  is  to  be  applied  in,  or  to,  a  blast  furnace,  cu- 
pola, or  air  furnace ;  this  I  propose  to  effect  by 
the^  draught  of  a  powerful  chimney  or  chimneys, 
which  may  be  built  separate,  at  any  distance  that 
may  be  most  convenient,  or  may  join  to,  or  be 
made  part  of,  the  blast  furnace  or  cupola,  as  may 
be  found  most  desirable,  and  best  to  answer  the 
purpose  required,  and  which  is  to  be  connected 
by  a  flue  or  flues  with  the  cupola,  blast,  or  air  fur- 
nace ;  but  in  case  this  draught  should  not  prove 
sufficient  for  the  purpose  of  smelting  the  iron- 
stone or  ore,  I  propose  and  intend  to  apply  and 
use  the  common  blast  from  machinery  to  assist 
the  blast  from  the  draught  of  the  chimney;  this 
is  to  be  used  at  the  same  or  any  other  twire. 
And  I  claim  a  right,  and  mean  to  use  the  atmos- 

Sheric  air,  either  separate,  or  mixed  with  gas, 
ame,  or  heated  air :  I  also  claim  as  part  of  my 
patent,  the  right  to  use  and  mix  (with  other  ma- 
terials) rock  salt,  common  refuse  ot  other  salt,  in 
any  state  or  degree  of  refining,  or  any  other  sub- 
stance of  which  soda  (the  mineral  alkali)  forms 
a  part:  this  is  to  be  mixed  in  the  blast  furnace, 
cupola,  or  air  furnace,  with  the  iron-stone  or  ore, 
and  with  the  other  usual  materials  of  coke,  or 
charcoal,  and  limestone,  to  which  cinder  (pro- 
duced in  the  processes  of  converting  pig,  cast,  or 
crude  iron  into  malleable  iron)  may  be  added. 
And  I  propose  to  mix  the  salt  or  other  substance 
contaimng  soda  in  such  proportions  as  I  shall  find 
necessary  to  canse  the  iron-stone,  or  ore,  to  melt 
or  fuse  sooner,  or  with  less  blast,  fuel,  or  heat. 
Now  I  do  hereby  declare,  that  the  before-men- 
tioned principles  comprehend  the  real  object  of 
my  patent;  and  in  order  for  the  better  under, 
standing  the  method  or  methods  in  which  the 
aforesaid  may  be  reduced  and  applied  to  practical 
use,  I  wish  it  to  be  understood,  that  although  I 
may  vary  the  mode,  way,  and  manner  by  a  varia- 
tion of  applications  to  produce  the  said  effects, 
and  maintain  the  main  purpose  intended,  as  cir- 
cumstances may  require,  yet  t  principally  propose 
to  adhere  to  the  method  or  methods  herein  de. 


scribed,  which  may  be  understood  from  the  annexed 
drawing  and  description  thereof.** 

The  specification  then  describes  the  drawing, 
which  shows  a  tall  chimney  on  one  side  of  & 
ordinary  blast  furnace,  and  connected  with  it  by 
flues  at  the  top  and  at  the  bottom ;  on  the  other 
side  an  oven  or  fire-place,  with  a  flue  to  admit  the 
air  from  the  oven  or  fire-place  to  the  twire ;  also 
a  passage  alonff  the  top  of  that  flue  for  the  atmo- 
spheric air  to  &e  twire ;  the  top  of  the  blast  fur- 
nace was  provided  with  a  cover,  to  be  removed 
when  the  furnace  was  charged : — and  proceeds  as 
follows : 

*"  And  I  do  hereby  declare  that  the  blast  fur- 
nace, air  furnace,  cupola,  and  oven,  with  the 
chimney  or  chimneys,  may  be  built,  erected,  or 
made,  of  any  height,  shape,  form,  or  sixei  that  shall 
be  found  most  suitable  to  the  materials  to  be  used 
or  smelted,  and  be  connected  by  flues  in  any  way, 
and  may  be  constructed  of  any  material  or  bu- 
terials  which  may  be  found  best  suited  for  the 
purpose.  And  I  further  declare,  that  I  propose 
to  use  coal,  coke,  stone,  coal  culm,  wood,  char- 
coal, or  any  other  kind  of  fuel  or  fuels,  or  com- 
bination of  fuel,  in  any  proportion  or  proportions, 
in  the  fire-place,  oven,  or  air  furnace,  for  produce 
ing  the  gas,  flame,  or  heated  air,  and  also  to  use 
all  the  materials  before  recited,  in  any  proportion 
or  proportions  that  may  be  found  sufficient  and 
best  adapted  to  produce  the  main  object  required. 
I  claim  as  my  patent  the  use  of  the  additional 
chimney  or  chimneys,  and  the  application  of  rare- 
fied air,  gas,  flame,  or  heated  air,  to,  at,  or  near  the 
wire  or  twires  of  the  blast  furnace,  or  cupola,  to 
cause  or  assist  the  blast  of  atmospheric  air.  And 
I  also  claim,  as  part  of  my  patent,  the  use  of  salt, 
or  any  other  substance  containing  soda,  to  mia 
with  the  iron-stone,  or  ore,  and  other  materials  in 
the  blast,  cupola,  or  air  furnace,  to  cause  those 
materials  to  melt  or  fuse  sooner,  more  easy,  or 
with  less  blast  and  fuel.  But  I  do  not  claim  as 
my  patent  the  use  of  salt  in  any  part  of  the  pro- 
cess of  making  bar,  wrought,  or  manufactured 
iron,  from  pig,  cast,  or  crude  iron,  but  only  claim 
the  use  of  salt,  or  any  other  substance  containing 
soda,  in  making  pig,  cast,  or  crude  iron  from 
iron-stone  or  ore."     In  witness,  &c. 

The  object  of  the  above  invention  would  appear 
to  be  the  obtaining,  by  means  of  the  chimney  and 
the  hot  air  from  the  oven,  such  a  draught  as  would 
render  the  ordinary  blowing  apparatus  unneces- 
sary. It  was  contended,  in  argument  in  the  sub- 
sequent proceedings,  that  the  above  was  in  ftct 
the  application  of  hot  air  to  a  blast  furnace,  and 
that  NeiUon*s  patent  would  consequently  be  Toid, 
except  as  for  the  particular  mode,  or  as  an  im- 
provement on  Botfield's.  In  the  course  of  the 
argument,  Lord  Cottenham,  L.  C,  remarked,  "  It 
appears  to  me,  that  Mr.  B.,  though  he  certainly 
use  hot  air,  uses  it  for  the  purpose  of  increasing 
the  draught,  not  for  any  chemical  purpose  the  hot 
air  might  have.  It  leads  rather  to  the  conclu- 
sion, that  at  that  time  the  advantage  of  hot  air 
was  not  known,  at  all  events  not  known  to  bimy 
or  otherwise  he  would  have  specified  it."    Tpos 
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Ifaii  state  of  lactt,  tlie  question  arises,  whether  the 
iner  of  hot  air  in  a  blast  furnace  for  such  mecha- 
aieal  purpose  would  in  law  vitiate  a  subsequent 
pateot  for  the  inrention  of  its  use  for  a  chemical 
purpose.  See  per  Lord  Denman,  C.  J. ,  ante  140 ; 
also  mte  156,  n.  c.  and  poa  280,  n.  d, 

Devaxa^t  Patent, 

Utters  patent,  8th  October  1836,  to  Charles 
Fifrre  Deraux,  for  "  certain  improvements  in 
soeltin^  iron-stone,  or  iron  ore." 

SpKJ^igi^ — "  The  improvements  relate  to  the 
plsan^  or  arranging  of  certain  apparatus  be- 
tween the  ordinary  blowing  machine  and  the 
fvaace  which  contains  the  iron-stone  or  iron 
ore  to  be  smelted,  whereby  the  blast  of  atmos- 
pheric air  caused  by  the  ordinary  blowing  ma- 
ditnery  is  forced  through  and  amongst  the  fuel  in 
a  lire  enclosed  in  such  superadded  apparatus,  and 
whereby  the  atmospheric  air  so  forced  supports 
oombastion  in  such  fire,  becomes  heated,  and  in 
some  degree  decomposed,  and  b  thence  constantly 
forced  forward  by  the  pressure  of  the  condensed 
air  in  the  apparatus  (carrying  with  it  the  gas  and 
fapooTB  evolved  by  the  fuel  in  the  fire)  into,  and 
becomes  a  heated  and  gaseous  blast  to  the  ordi- 
nary fomaoe  containing  the  iron-stone,  or  stone 
to  be  smelted,  great  improvement  will  take  place 
in  the  process  of  smelting  iron-stone  or  iron  ore, 
and  fuel  saved.*' 

The  apparatus,  is  then  described,  and  refer- 
cDoe  is  made  to  Neilson's  invention  as  "  an  appa- 
ratus for  heating  atmospheric  air  in  its  progress 
from  the  blowing  machine  to  the  furnace  contain- 
iag  the  iron  ore ;  but  in  such  apparatus  the  at- 
nospheric  air  did  not  pass  into  and  amongst  the 
bsraing  fuel  contained  in  a  closed  fire-place 
snoilar  to  the  above,  but  such  atmospheria  air  was 
tested  by  its  being  driven  or  forced  through  ves- 
sels heated  from  without,  the  vapours  and  gas 
evolved  by  the  fire  by  which  such  vessel  is  heated 
sot  passing  into  the  furnace  containing  the  iron- 
Mone;"  it  also  refers  to  Botfield*8  patent,  and 
Mares,  "  I  do  not  claim  as  new  the  appliqition 
el  heated  air  combined  with  gas  or  vapours 
evolved  by  a  fire,  unless  the  operation  be  per- 
knted  by  an  apparatus  constructed  by  forcing 
air  through  the  nre  which  heats  it ;  but  I  do 
heiehy  datm  the  constructing  and  using  an  appa- 
ntos  of  a  like  nature  as  Uiat  above  descnbed 
between  the  blowing  machine  and  the  furnace 
eoHaining  the  iron  ore  or  iron-stone  to  be 
salted  in  such  manner  that  the  bliist  proceeding 


from  the  blowing  machine  shall  pass  into  and 
amongst  the  ignited  fuel,  and  support  combustion 
in  a  closed  fire-place,  and  from  thence  the  heated 
and  partly  decomposed  air  from  therein,  by  the 
pressure  of  the  continued  working  of  the  blow- 
ing machine  urged  onwards  (carrying  with  it  the 
gas  and  vapours  evolved  by  the  ignited  fuel)  into 
the  furnace  containing  the  iron  ore  or  iron-stone ; 
by  which  means  much  saving  in  fuel,  in  addition 
to  other  advantages,  will  be  obtained  in  the  smelt- 
ing of  iron  ore  or  iron-stone,  such  apparatus  being 
so  arranged  as  to  admit  of  a  man  mana^ng  the 
fire  during  the  time  that  condensed  air  is  being 
forced  through  the  fire-place,  as  above  described/* 
In  witness,  &c. 

The  latter  invention  being  subsequent  to  that 
of  Neilson's,  could  not  affect  his  ri^ht,  but  it  is 
important,  as  showing  the  history  of  tne  invention, 
and  was  referred  to  in  the  proceedings  on  Crane's 
patent,  pott.  It  should  also  be  observed,  that  as 
It  is  an  essential  feature  of  this  invention,  that  all 
the  air  should  be  heated  by  actual  contact  with 
the  fire,  it  would  be  deprived  of  all  its  oxygen,  so 
that  the  chemical  effect  in  the  furnace  of  this  air 
would  be  very  different  from  the  effect  of  air  so 
heated  on  Neilson's  plan. 

Three  other  inventions  were  referred  to  as  ap- 
plications  of  heated  air.  Sadler's,  in  1798,  for 
disengaging  oxygen  gas,  and  applying  it  to  the 
best  ^vantage.  He  remarks,  that  the  first  effect 
of  bringing  cold  oxygen  in  contact  with  a  com- 
bustible body  at  a  high  temperature,  must  be  to 
reduce  the  intensity  of  combustion ;  and  he  pro- 
poses an  arrangement  for  heating  the  oxygen, 
and  applying  it  so  heated.  It  refers  to  experi- 
ments m  the  laboratory,  not  to  manufactures. 

Chapman's,  in  1825,  for  consuming  the  smoke 
of  steam  boilers.  He  excludes  all  cold  air  from 
the  furnace,  and  heats  the  admitted  air  by  making 
it  pass  along  the  interior  of  the  bars  of  the  grate, 
which  are  cast  hollow  for  the  purpose. 

Stirlin^s  patent,  in  1817*  lor  diminishing  the 
consumpUon  of  fuel.  His  invention  relates,  firstly , 
to  certain  arrangements  for  heating  and  cooling 
liquids,  airs,  or  gases,  and  other  bodies,  b^  ab- 
straction of  heat  from  one  portion  of  sucii  liquid, 
^c,  and  communicating  it  to  another ;  and,  se- 
condly, to  obtaining  a  new  motive  power.  He 
does  not  propose  to  blow  heated  air  into  furnaces, 
but  the  air  enters  in  the  ordinary  state  of  the 
atmosphere. 

None  of  these  appear  to  have  succeeded  Iq 
practice* 


Njeilson  &  Others  v.  Thompson  &  Forman. 
Cor.  Sir  K  ShadweU,  Y.C.    Dec.  24, 1840. 


In  Chancery, 


Kll  filed  3d  Dec,  1840.  The  biU  stated  the  grant  of  the  bul 
letters  patent,  the  enrobnent  of  the  specification,  the  partnership 
of  Neilson  -with  certain  persons ;  that  the  defendants,  carrying 
«»  the  business  of  iron  masters  at,  &c.,  in  the  year  1839, 
adopted  the  use  of  the  plaintiffs  invention,  and  by  and  with  the 
use  of  the  same  smelted  large  quantities  of  iron ;  the  plaintiffs 


376  neilson's  patent. 

^<^  being  willing  to  permit  them  to  make  a  trial  of  the  benefits  of 

the  said  invention  before  they  should  be  called  upon  to  pay 
for  the  use  thereof^  allowed  the  defendants  to  try  the  said 
invention;  that  the  said  defendants  did  so  accordingly,  and 
having  found  the  same  to  be  advantageous  and  beneficial^  con- 
tinued the  use  thereof  hitherto ;  that  after  the  defendants  had 
had  a  fidr  and  sufficient  trial  of  the  said  invention^  the  plaintifi» 
expected  the  defendants  would  make  the  plaintifis  the  same  pay- 
ments for  the  use  thereof,  which  plaintiffs  have  demanded  and 
received  from  all  other  persons  using  the  same,  viz.  one  shilling 
per  ton;  that  it  was  fully  understood  by  plaintiffs  that  defendants 
would  make  such  payments  accor^gly,  and  would  take  a 
license  under  seal  firom  plaintiffs,  upon  the  terms  granted  to 
other  persons;  that  no  license  was  in  fact  taken.  That  plain- 
tiffs have  called  on  defendants  for  an  account  of  the  iron 
smelted  by  the  use  of  the  said  invention,  that  plaintifis  and 
defendants  m^ht  arrange  the  sum  payable,  and  have  fire- 
quently  requested  the  defendants  to  pay  the  one  shilling  per  ton, 
but  that  defendants,  under  various  pretences,  have  evaded  com- 
plying with  the  said  request,  and  have  not  paid  any  sxmi  in 
respect  of  such  use  of  plaintiffs^  invention,  and  although  plain- 
tiffs have  given  notice  to  defendants  to  desbt  from  using  the 
said  invention,  they  persist  in  using  the  same* 

The  bill  prayed  an  injunction  to  restrain  the  defendants  from 
any  farther  using  or  exercising  of  the  said  invention,  or  from 
smelting  or  causing  to  be  smelted  any  iron  whatever,  by  the 
use  of,  or  on  the  principle  of,  the  said  invention,  or  any  part 
thereof^  or  otherwise,  in  infringing  the  said  patent,  and  from 
selling  and  disposing  of  any  iron  so  smelted  during  the  term 
thereof. 

A/idaviu.  There  were  affidavits  by  Mr.  Neilson,  verifying  the  state- 

ments in  the  bill  (a);  by  Mr.  Mushett,  verifying  certain  docu- 
ments, and  as  to  the  said  invention  being  in  use  at  defendants' 
furnace ;  by  Mr.  Blunt,  the  plaintiffs'  solicitor,  stating  the  pre- 
paration and  granting  of  between  fifty  and  sixty  licenses  by 
plaintiffs  to  iron  masters,  and  the  payment  of  one  shilling  per 
ton;  also  various  infringements  by  parties  in  1832,  who  sub- 
mitted and  took  a  license  on  proceedings  being  commenced 
against  them;  and  among  others  the  Dowlais  Company,  in  1836, 
began  to  use  the  invention^  and  an  injunction  having  been  ob- 
tained, agreed  to  take  a  license,  and  paid  the  license  dues  for  all 
iron  made  up  to  June,  1839,  but  refused  to  pay  the  license  dues 
since  that  period,  and  that  an  action  was  pending  against  them* 

(a)  The  affidavit  did  not  state  bis  belief  at  the  that  this  was  not  necessary  in  applications  for  an 

time  of  swearing  it»  that  he  was  the  true  and  first  injunction   upon  notice ;   the  doctrine  of  Lo^ 

inventor,  or  that  ^e  invention  was  new  at  the  Eldon,  L.C.,  in  Hill  v.  Thompson,  onto  231,  ap- 

time  of  the  granti^  the  letters  patent     This  plying  only  to  cases  of  application  cc  parU  fo** 

omission  was  urged    as    an   argument   against  an  injunction.    See  Lmd  and  Practice,  1i»d^  ti** 

granting  the  injunction,  but  it  was  said  in  reply  Affidavits,  and  post  279,  n.  b. 
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Other  affidavits  aet  forth  the  number  of  parties  who  were  A.D.  1840. 
paying  license  money. 
For  the  defendants^  the  affidavit  of  Mr.  Thompson  stated  his 

I  partnership  in  the  Pendarran  Works;  that  in  1838  they  began 
to  erect  the  necessary  works  for  heating  one  blast  furnace  with 
hot  air^  and  in  1839  for  a  second ;  that  Neilson's  mode,  as 
described  in  the  specification,  was  a  failure,  and  that  a  different 
mode  was  adopted  by  most  of  the  iron  masters  in  Scodand. 
That  use  of  hot  air  in  blast  furnaces  was  known  before  the  date 
of  the  patent,  and  used  by  Botfield  and  others;  that  the 
patent  is  disputed  in  Scotland,  and  that  those  persons  who  had 
taken  licenses  from  the  patentee  had  been  greatly  hampered 
thereby;  that  he  received  information  from  Scotland,  that 
Nelson's  invention  had  been  used  by  a  smith  for  eight  fires 

I  twenty  years  ago*  The  affidavit  then  described  the  mode  used 
by  defendants,  and  stated  it  to  be  substantially  different  from 

j       that  described  by  Neilson. 

f  24th  Dec,  1840.     Knight  Bruce j  Jacob,  and  Campbell^  having 

Ibeen  heard  for  the  injunction;   Wigram,  Richards,  and  Boupell, 
agamst  it— 

i  Sir  L.  8HA]>WKLL,y.C. :  It  seems  to  me,  on  these  affidavits^ 
that  it  is  sufficiently  made  out  that  there  has  been  a  use  of  the 
patent  in  this  sense,  that  the  right  of  the  patentee  to  the 
benefit  of  the  patent  has  been  submitted  to  where  there  has 
been  a  contest,  and  it  does  not  at  all  appear  to  me  that  the 
general  way  in  which  the  defendants  on  their  affidavit  state 
the  mode   by   means    of  which   the   plaintiffs    succeeded  in 

I      establishing  the  patent,  is  at  all  an  answer  to  the  two  cases 

which  are  stated  in  Mr*  Blunt's  affidavits    Then  I  have  the  Eojoyment  for 
case  of  a  patent  having  been  obtained  in  the  year  1828,  and  j:^y«*»*P**»^ 
ictnally  enjoyed  by  the  patentee  for  upwards  of  twelve  years,  mjanctira^^f  an 
Primd  facie,  I  apprehend  that  gives  a  right  to  the  patentee  to  ijf™>g«neiit  be 
come  into  court  in  a  case  in  which  he  can  show  an  infringement; 
and  the  question  is,  has  there  been  an  infringement?     Now,  I 
do  not  mean  to  give  any  opinion  upon  the  validity  of  the  patent 
in  the  abstract;   but  it  is  plain  to  me,  upon  the  specifica- 

I  tion,  and  upon  the  patent  as  stated  in  the  plaintiffs'  affidavits, 
that  the  patent  is  taken  out  for  the  invention  of  the  application 
of  hot  air  to  furnaces;  but  inasmuch  as  the  terms  of  the  patent 
itqohred  that  there  should  be  a  specification  of  what  the  inven- 
tion was,  and  of  the  manner  in  which  it  was  used,  thereby  the 
consequence  follows  that  the  specification  commenced  in  these 
words, — ^I  hereby  declare,  that  the  nature  of  my  said  invention 
for  the  improved  appUcation  of  air  to  produce  heat  in  fires  and 
forges,  and  so  on,  and  the  manner  in  which  the  same  is  to  be 
pcrformed,is  particularly  described,^^and  then  he  goes  on  to  state 
^vhat  it  is,  and  the  thing  seems  simple  enough.  The  invention, 
u  I  understand  it,  is  the  invention  of  driving  hot  air  on  the 
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furnace.    Now  I  have  attended  to  the  statement  which  is  made 
in  the  defendants'  ai&davit^  and  I  must  say  that  it  really  does 
appear  to  me  that  their  affidavit  does  represent  that  what  they 
are  doing  is  the  thing  which  the  plaintiffs  claim  as  their  invention. 
I  am  not  now  entering  into  the  question  whose  invention  it  was, 
but  substantially  it  appears  to  me  that  that  which  is  claimed  by 
the  defendants  is   the   thing  which  is  in  a  general^  simple, 
inartificial  manner,  disclosed  by  the  plaintiff'^s  specification,  and 
although  there  seems  to  be  a  vast  deal  of  improvement,  accord- 
ing to  what  the  defendants  represent,  in  the  mode  in  which 
they  apply  the  air,  with  respect  to  the  mode  of  bringing  it  into 
the  furnace,  and  with  respect  to  communicating  the  greater  heat 
to  it  than  it  otherwise  would  have,  according  to   the  simple 
mode    contained  in  the  plaintiff's  specification,    my  present 
opinion  is,  that  their  affidavit  does  amount  to  an   admission 
that  there  has  been  an  infringement;  at  least,  quite  enough  for 
this  court  to  act  upon  in  this  way,  namely,  that  I  think  the 
court  ought  to  grant  the  injunction,  but  put  the  plaintiffs  on 
the  terms  of  trying  the  question  by  bringing  an  action,  which 
I  think  they  are  bound  to  do. 

Order  accordingly. 


NtUton  and  Others  v.  Harford  and  Othert.  24th  of  December,  the  day  before  the  Christnui 

• V.  FothergiU  and  Thompun,  vacation,  and  the  Lord  Chancellor,  under  the 

▼.  Ham/ray  and  TAompwn.  peculiar  circumstances  of  the  case,  liiat  the  de> 

The  principal  facts  of  these  three  cases  being  fendants  would  be  obliged  to  put  out  didr  blast 

nearly  the  same  as  in  the  preceding,  the  parties  furnaces,  consented  to  hear  the  appeal  on  the 

agreed   that  the  same    order  should  be  made  26th  ;  bat  the  case  stood  over,  it  being  anransed 

in  all  four  cases.     The   circumsunces  peculiar  between  the  parties,  that  the  defendants  under- 

to  the  second  case  will  be  seen  in  the  report  of  taking  to  keep  an  account,  the  injunction  should 

the  appeal  before  the  Lord  Chancellor.  not  hd  put  in  force  until  the  appeal  had  been 

The  order  in  the  principal  case  was  made  on  the  heard. 


Neilson  &  Othebs  v.  Thompson  &  Fobman. 
Cor.  Lord  Cottenham^  L.C.    21st  Jan.  1841. 

jif otiofi  to  dit.        This  was  an  appeal  to  discharge  the  order  of  theVice  Chancellor. 

to  ve  injunc  ton.  g^^^j^  additionsi  affidavits  were  filed  on  both  sides.  On  the 
part  of  the  defendants,  stating  that  the  apparatus  made  accord- 
ing to  Neilson's  directions  did  not  succeed ;  that  various  experi- 
ments were  made,  and  all  the  attempts  before  the  syphon  or 
arch  pipes  were  not  only  unsuccessful,  but  injurious.  That  a 
person  named  Condie  was  the  inventor  of  the  present  appa- 
ratusy  now  used  so  successfully.  That  the  invention  of  Neilson 
is  substantially  the  same  as  die  prior  one  of  Botfield^  both  in 
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principle  and  apparatus,  and  both  totally  useless*  That  theH.T.,i84h 
apparatus  of  pipes  in  use  is  altogether  different  from  any  thing 
described  by  Neilson,  both  in  principle  and  construction.  That 
many  parts  of  Neilson's  specification  are  false,  and  calculated  to 
mislead.  That  defendants  applied  the  hot  air  to  one  furnace  in 
Xorember,  1838,  and  to  another  in  November,  1839,  and  that 
the  cost  for  each  furnace  of  the  requisite  apparatus  is  £750. 

On  the  part  of  the  plaintiffs,  were  affidavits  by  Neilson, 
stating  his  belief  that  he  was  the  true  and  first  inventor  (i)  of 
that  for  which  the  letters  patent  were  granted,  and  which  was 
described  and  claimed  in  the  specification,  and  that  air  arti- 
ficially heated  while  in  current  or  blast  had  not  been  openly  or 
publicly  used  prior  to  the  date  of  the  patent.  That  the  invent 
tion  was  highly  beneficial,  and  used  by  many  iron  masters  under 
licenses.  That  no  compromise  ever  took  place  on  his  part  with 
any  party  except  on  the  terms  of  paying  one  shilling  per  ton. 

It  was  stated  in  other  affidavits,  that  thirteen  parties  in 
Scotland  and  fifty-eight  in  England  had  taken  licenses ;  that 
the  inventions  of  Botfield  and  Neilson  were  totally  and  essen- 
tially distinct;  the  former  being  mechanical,  or  a  method  of 
creating  a  blast,  by  which  the  air  was  necessarily  rendered  unfit 
to  support  combustion — the  latter  being  chemical  (c). 

JVigram^  RichardSj  and  Roupelly  moved  to  discharge  the  order 
of  the  Vice  Chancellor. 

The  utmost  that  the  plaintiffs  can  ask,  under  the  circumstances  Argument  todh- 
of  this  case*  on  the  ground  of  the  length  of  time  which  the  patent  J^  *^  wiMw- 
has  been  in  existence,  is  for  an  account,  and  this  the  defendants 
have  always  been  ready  to  keep.  The  patentee  does  not  in  this 
case  make  his  profit  by  selling  the  article,  but  by  granting 
licenses  to  iron  masters  to  use  his  patent  on  paying  one  shilling 
per  ton  on  all  the  iron  made.  The  defendants,  until  the  validity 
of  the  patent  was  tried,  ought  not  to  be  compelled  either  to  pay 
Ae  one  shilling  per  ton,  or  to  take  a  license,  experience  having 
shown  that  those  persons  who  were  so  incautious  as  to  pay  the 
one  shilling  per  ton,  or  to  take  a  license,  were  very  much  ham- 
I  pered  in  case  of  the  patent  being  disputed.  The  action  at  law 
▼ill  be  tried  as  soon  as  possible,  but  the  defendants  ought  not 
in  the  mean  time  to  have  any  other  terms  imposed  than  the 
keepmg  the  account,  and  the  imdertaking  to  pay  one  shilling 
per  ton  in  the  event  of  the  title  to  the  patent  being  established, 
because  the  apparatus  described  by  the  specification  did  not  come 


{h)  As  to  tho  omission  of  this  allegation  on  the  here  to  advert  to  them.    The  form  of  license 

application  for  the  motion,  ante  n.  a,  p.  276.  granted  by  Neilson  was  verified ;    it  contained 

(c)  The  peculiar  nature  of  the  invention,  its  the  usual  clauses,  with  proviso  for  rendering  it 

ttHtf ,  sad  a  mat  variety  of  statements  respect-  void  in  case  of  rent  in  arrear.    See  Law  and 

iig  the  ipeciration,  and  other  matters,  were  set  Fractice,  Vr,  F.,  XIX* 
wth  in  other  afidaviu,  but  it  is  not  necessary 
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Argununttodu^  into  use  at  all,  but  an  apparatus  essentially  different  came  into 
Ti^  tw^ttwc-  ^^^  gome  years  afterwards.  If  an  injunction  be  granted  in  the 
mean  time,  and  the  patentee  fail  in  establishing  his  title^  the 
defendants  will  lose  all  the  expense  which  they  have  been  at  in 
preparing  the  furnaces,  whereas,  if  he  succeed,  the  plaintiffs  will 
be  paid  eventually. 

It  appears  from  the  bill  and  the  affidavits,  that  there  was 
acquiescence  for  more  than  a  year  before  the  bill  was  filed;  no 
agreement  is  stated,  but  simply  acquiescence,  in   expectation 
that  the  defendants  would  pay  on  finding  it  answer.    Supposing 
the  patent  good,  there  was  .no  ground  for  a  court  of  equity 
granting  an  injunction  as  the  case  stood  upon  the  bill,  namely, 
upon  the  expectation  that  a  license  would  be  taken.    The  case 
of  a  person  making  a  patent  article  and  selling  that  article  it 
totally  different  from  the  present  ease,  in  which   the  profits 
arise  entirely  from  the  granting  of  licenses.     In  the  former  case 
irreparable  mischief  may  be  done,  the  party  losing  the  benefit 
of  the  sale,  and  being  liable  to  be  prejudiced  in  his  credit  from 
the  articles  being  of  an  inferior  quality,  so  that  the  court  may 
not  be  in  a  position  to  do  complete  justice  to  the  patentee; 
but  in  the  present  case  no  injury  can  be  done  by  requiring  the 
patentee  to  establish  his  patent,  an  account  being  kept  in  ibt 
mean  time,  there  being  no  doubt  as  to  the  abilities  of  the 
parties  to  pay.    An  expense  of  more  than  £5000  has  been  in- 
curred by  the  plaintiflfe*  acquiescence  in  the  erection  of  the 
works,  and  in  cases  of  acquiescence  the  court  will  say  keep  as 
account,  and  the  parties  will  be  interested  in  trying  the  question 
at  law  with  despatch. 

The  extraordinary  relief  of  an  injunction  will  not  be  granted 
to  a  patentee  unless  he  states  distinctly  what  he  claims,  whether 
for  a  principle  or  a  method;  if  the  specification  be  obscure 
in  this  respect,  the  court  will  not  interfere  until  the  question  has 
been  decided  at  law.  The  specification  mentions  two  things, 
the  use  of  hot  air  for  smelting,  and  the  i^paratus;  in  respect 
of  both  the  patent  is  bad.  The  use  of  hot  air  in  furnaces  was 
known  to  others,  and  Botfield^s  patent  was  taken  out  for  the 
express  purpose  of  applying  hot  air ;  so  that  the  application  of 
heated  air  to  a  furnace  was  certainly  known  at  the  time  of 
Neilson's  patent,  the  only  difference  being,  that  Neilson  calls 
that  a  receptacle  which  Botfield  caUs  an  oven  {d).     But  sup- 


(d)  See  ante,  274,  n.  ends  proposed,  and  nature  of  the  inyentioos,  are 

The  objects  of  these  two  inventors,  or  the  ends  quite  distinct  from  Neilson*s.     The  real  qoes- 

to  be  attained  bj  the  inventions,  are  clearly  dis-  tion  would  appear  to  be,  what  is  the  principle  of 

tinct.     That  air  had  been  applied  in  a  heated,  as  the  invention  as  disclosed  in  and  by  the  speaficar 

wen  as  in  its  natunJ  atmospneric  state,  to  differ-  tion :  for  to  suppose  that  the  doing-  or  vaing  a 

cnt  kinds  of  fires  and  furnaces,  under  certain  cir-  thing  with  one  object,  will  deprive  the  doing  or 

cumstances  and  conditions,  before  the  date  of  using  the  same  thing  with  a  different  object,  of 

Neilson's  patent,  is  undeniable ;  but  no  practical  the  character  of  an  invention,  is  unreasonable, 

•sikcccfls  had  attended  the  application;   and  tlic  The  omission  of  one  of  several  processes,  or  a 
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ponng  Neilflon's  patent  to  be  ior  an  apparatus  distinct  from  ILT.,  I84i. 
tbt  described  by  Botfield,  then  tbe  whole  evidence  shows  the 
appsratns  to  have  been  a  complete  fidlnre  and  perfectly  useless* 
In  &ct»  the  apparatus  nsed  by  defendants  and  other  iron 
masters  is  something  totally  separate  and  *  distinct  Under 
these  draunstances,  the  length  of  enjoyment  will  not  aid  the 
pbmtifl^  since  he  never  was  a  patentee  within  the  sense  and 
meaning  which  he  ought  to  be  as  a  plaintiff  in  this  court.  His 
light  to  possession  is'  shaken,  and  whatever  the  number  of 
licenses  granted  makes  no  difference.  These  may  have  been 
taken  in  ignorance  of  there  being  any  other  patent  in  existence. 

The  order  of  the  Vice  Chancellor  is  incorrect,  on  the  ground 
of  the  time  which  the  defendants  are  alleged  to  have  used  the 
uiTentioD.  It  is  quite  dear,  that  if  a  party  who  represents  him- 
self to  be  a  patentee  permits  an  individual  to  go  on  for  a  certain 
tune  using  that  which  he  alleges  to  be  his  patent,  without 
oomiog  to  the  court,  the  court  will  not  give  the  patentee  an  in-* 
junction  at  once,  but  will  direct  him  to  enforce  Ins  right  at  law. 
The  parties  in  this  case  are  found  with  notice  in  1839 — the  bill 
is  not  filed  till  December,  1840;  they  have  not  therefore  used 
that  due  diligence  which  the  court  requires,  or  which  entitles 
them  to  ask  for  an  injunction,  especially  when  no  benefit  can 
accroe  to  the  plaintiff,  and  irreparable  detriment  must  be  occa- 
iioned  to  the  defendants. 

Ejoght  Bruce,  Jacob,  and  Campbell,  for  the  plaintiffs,  in  Argument  v» 
support  of  the  order  of  the  Vice  ChanceUor.  ^^f^'  ^""^ 

The  questions  raised  are,  the  validity  of  the  patent ;  that  if 
valid,  it  has  not  been  infringed;  that  if  vaUd  and  infringed,  the 
plamtifb  have  so  conducted  themselves  as  not  to  be  entitled  to 
an  mjunction.  The  Vice  Chancellor  was  of  opinion,  that  there 
was  an  infringement,  that  the  age  of  the  patent  and  the  enjoy- 
ment there  had  been  under  it  precluded  him,  according  to 
die  ooone  of  the  court,  from  acting  on  any  notion  that  it  was 
invaUd;  nor  did  he  intimate  any  opinion  respecting  the  validity, 
his  expression  being,  that  it  was  within  the  principle  laid  down 
hy  Lord  Eldon  (e). 

The  enjoyment  which  there  has  been  under  the  patent,  and 
Ae  eircumstancea  under  which  the  present  defendants  have 


c^>Bge  in  tbe  order  of  a  series  of  processes,  may      ajyparatuf ,  but  that  object  formed  no  part  of  the 
ff^  a  new  cbinicter  to  the  thing  produced,  not-      mm  inrention,  as  expressed  in  the  specification 


„  all  that  is  done  was  done  before.  The  defendants  had  a  rerdict ;  but  see  report  of 

The  cMe  nsoallT  relied  on  as  countenancing  case,  poit  291.    Its  authority  hu  been  doubted, 

nKhadoctrine  if  the  following:  and  cannot  be  relied  on.    See  per  Lord  Dra- 

Bmrt  ▼.  Hmtfird  and  Tmfkr.  q^  ^^  ^„^^  jgg^  „^  ^ 

The  pluntiff  had  a  patent  for  an  improved  (e)  In  Harmar  v.  Piayne,  14  Ves.  Jun.  130. 

}n«iig  apperatos,  whereby  the  essential  oil  of  See  also  Boulton  ^  Watt  ▼.  Bull,  3  Ves.  Jun.  140. 

■op  ««  pnescnrcd.    It  appeared  that  the  same  aud  Bid^ord  v.  Sfcfwes,  oiils  313. 
ti^  had  been,  in  ibet,  effected  before  by  another 

2o 
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Argmmntto  vBcd  it,  are^  to  a  certain  extent,  combined  together;  bo  that  die 
>MfioR.^'  *^  patent  must  be  taken  to  be  good  for  the  present  purpose,  and 
nothing  that  has  occurred  has  been  of  such  a  nature  as  to 
preclude  the  plaintiffs  from  the  right  to  obtain  an  inJTinctioiL 
The  defendant's  affidavit  is  perfectly  silent  as  to  the  user  of 
the  patent  at  the  other  works  with  which  he  is  connected. 
There  have  been  fifty-^ht  licenses  taken  in  England,  and  a 
great  number  in  Scotland;  several  actions  and  suits  by  tbe 
patentee  against  infiringers  have  been  conducted  to  a  successfol 
issue^  and  several  injunctions  have  been  submitted  to:  so  that 
there  has  been  a  distinct  user  against  the  public*  The  contrao- 
tois  in  ihe  case  of  a  patent  are  the  public  and  the  inventor,  and 
the  use  of  it  against  the  public  is  evidence^against  every  member 
of  that  pubUc  of  the  patent  having  been  submitted  to  as  valid. 

The  case  of  Harmar  v.  Playne,  in  which  Lord  Eklon  recog* 
nised  the  previous  case  of  Boulion  8f  Watt  v.  Bull,  and  gnmted 
an  injunction  on  the  ground  of  long  possession,  notwithstand- 
ing the  very  great  doubt  which  he  entertained  of  the  validity  of 
the  specification,  very  accurately  represents  the  law  and  practice 
as  it  has  been  acted  on  from  that  time  to  the  present  It  ii 
held  that  the  patentee,  through  the  medium  of  the  crown,  puv 
chases  publication  to  the  world  by  means  of  an  enrolled  sped- 
fication,  the  result  of  the  patentee's  ingenuity  and  diligence,  and 
as  a  consideration  for  that  communication,  his  invention  is 
protected  during  a  certain  time.  It  is  not  for  the  general  good, 
or  for  the  encouragement  of  ingenuity  and  diligence,  to  displace 
or  embarrass  such  rights  on  light  and  trivial  grounds.  When 
therefore  a  party  has  been  in  possession  of  such  a  right,  not 
displaced  by  scire  facias,  acquiesced  in  by  the  public  during  a 
considerable  period  of  time,  the  court  says  it  will  ^ve  credit  to 
the  validity  of  the  patent  until  its  invalidity  is  regularly  esta- 
blished by  a  proper  proceeding  in  a  court  of  law>  and  it  shall  be 
protected  in  the  mean  lime.  The  parties  are  perfectly  ready 
to  bring  an  action,  and  this  is  part  of  the  order. 

The  court  ought  not  now  to  entertain  the  question  of  validity; 
the  unsuccessful  experiments  stated  in  the  affidavit,  and  relied 
on  by  the  opposite  side,  were  made  during  the  interval  of  six 
months  allowed  for  specifying.  It  is  quite  immaterial  whether 
these  were  successful  or  not ;  but  has  the  invention  been  sno- 
cessful,  supposing  what  the  defendants  are  doing  to  be  an 
infringement  ? 

It  is  said,  Botfield  had  a  patent  previous  to  Neilson,  for  the 
application  of  hot  air  to  a  blast  furnace ;  no  one  states  having 
heard  of  his  invention  being  applied;  and  the  two  inventions, 
as  disclosed  by  the  specifications,  are  quite  distinct — Botfield's 
invention  being  purely  mechanical  to  obtain  a  draught,  and 
Neilson's  purdy  chemical  to  obtain  a  blast  of  improved  quality. 
It  is  clear,  that  no  one  at  the  time  doubted  the  novelty  oi  the 
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iBTention,  bttt  that  all  doubted  its  utility;  there  being  a  settled  H.  1\,  I84i. 
eonTiction  that  the  furnaces  did  better  in  winter  than  in 
tommer;,  because  the  air  was  colder.  The  question  of  utility  is 
placed  beyond  all  doubt,  Bud  the  acquieseence  of  the  trade  to 
tbe  extent  whidi  has  been  proved  is  evidence  of  the  Universal 
acknowledgment  of  the  novelty  of  the  invention,  and  of  the 
anflUency  of  the  specification  by  men  at  onoe  most  interested 
and  most  competent  to  know  the  one,  and  to  show  the  impro^ 
prietyor  insufficiency  of  the  others  [Lord  Cottenham^'L.CA 
Hiere  is  thb  question,  whether,  supposing  the  advantage  of  hot 
lar  instead  of  cold  to  be  a  novelty,  it  is  claimed.  The  public 
are  entitled  to  know  for  wbat  it  is  that  the  patentee  daimstiie  in- 
fention,  that  they  may  be  saved  inconvenience  upon  the  subject; 
Aerefore  the  specification  must  tell  the  |Mlblic  for  what  it  is 
tiiat  he  chums  protection.  If  it  be  for  a  principle,  then  if  that 
be  good  it  will  apply  to  every  mode  in  which  that  principle  can 
be  carried  into  operation.  If  for  a  macbine  for  a  particular 
mode  of  carrying  into  effect  an  old  principle,  that  does  not  go 
beyond  the  machine.  The  question  is,  whether  the  specifi- 
cation does  sufficiently  inform  the  public  in  respect  of  what  it  is 
be  claims  the  privilege.] 
As  to  the  infringement.  The  defendants  use  a  number  of 
1  air-tight  vessels:  it  is  not  suggested  that  there  is  any  other 
!  mode  of  communicating  heated  air  to  a  fiimace  than  by  enclos* 
I  lag  it  in  an  air-t^ht  vessel  or  vessels,  and  heating  the  exterior 
of  Aat  vessd  or  those  vessels,  so  as  to  heat  the  air,  and  then 
tnmanutting  the  ait  direct,  without  contact  with  the  escterior  air, 
6om  the  vessel  or  vesssels  into  the  furnace.  It  cannot  then 
be  asid  that  this  specification  is  clearly  wrong.  There  was 
great  doubt  in  Lord  Eldon*s  mind  in  the  case  of  Hdrmar  v. 
PliqfV,  but  he  saw  that  men  of  science,  men  most  interested 
to  contest  the  patent,  and  most  competent  to  understand 
^Mier  it  could  be  contested  or  not^  had  been  submitting  to  it, 
^  that  they  had  thus  given  evidence  of  the  sufiSdency  of  the 
*perification,  part  of  the  conditions  of  the  validity  of  the  patent, 
b^  their  conduct;  and  that  it  was  unfit  therefore^  upon  any 
^fficolty  which  might  present  itself  to  his  mind,  to  hesitate 
pving  effect  to  the  protection  which  <he  legislature  designed  for 
bfeniouB  men,  and  Unfit  to  refine  aWay  that  protection,  which 
can  only  have  the  effect  of  discouraging  them  from  communi- 
citii^  tile  result  of  their  skill  and  their  diligence  to  the  public. 
It  is  not  necessary  in  a  patent  for  an  improved  application  or 
IQ  improvement,  for  the  patentee  to  describe  and  elucidate  in 
vbat  particular  respect  the  improvement  consists,  to  describe 
^yH  is  better.  He  describes  a  plan  by  which  he  produces  a 
^crtttn  effifict,  which  he  says  is  an  improvement,  and  which  in 
fltt  ease  is  a  plan  for  heating  the  air  whilst  tit  transitu  between 
Ac  bellows  and  the  furnace,  and  for  heating  it  by  passing  it 
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Argtmemt  u  thfoiigli  some  heated  veaseL  The  shape  of  the  Tessd  is  im- 
pH^!^  **  portant  only  with  regard  to  the  locality  and  the  economy  of 
fii^.  With  a  round  yessel  a  much  larger  quantity  of  fad  will 
be  required  to  produce  a  given  quantity  of  heat  than  with  a  flat 
vessel  or  a  pipe.  The  patentee  has  a  right  to  daim  for  heatbg 
ill  transitu  without  reference  to  the  shape  or  form;  any  shape 
or  form  will  answer  the  purpose,  though  some  shapes  and  fonns 
will  be  cheaper  and  more  convenient  for  some  purposes  to 
which  the  invention  may  be  applied  than  others. 

Suppose  the  inventor  of  the  steam  engine  to  have  taken  out 
a  general  patent.    If  his  description  had  been  general  enough, 
it  might  have  included  locomotive  as  well  as  stationary  en^^es, 
and  those  used  for  the  purposes  of  navigation ;  but  if  he  had 
made  it  an  essential  part  of  his  description,  that^it  should  be 
stationary,  or  fixed  to  a  house,  he  would  be  excluded  from 
some  sorts  of  engines  from  which  he  would  not  have  been  ex- 
cluded had  he  described  it  as  a  machine  to  be  worked  by  the 
condensation  of  steam  and  steam  power.  And  yet,  concurrently 
with  that  steam  engine  patent,  Boulton  and  Watt  might  have 
had  their  patent;  and  another  person  using  the  patent  engine 
might  perceive  that  a  particular  valve  would  be  a  great  im*' 
provement  in  the  patent  engine,  and  might  have  a  patent  for 
that  valve. 

This  patent  being  for  an  organised  principle,  it  has  this  ad- 
vantage, that  the  patentee  is  entitled  to  claim  any  mode  in 
which  that  principle  shall  be  applied.  Where  the  principle  is 
tof  a  scientific  or  a  chemical  nature,  it  matters  nothing  what  may 
be  the  peculiar  arrangement  of  the  different  apparatus,  becanse 
the  principle  will  necessarily  be  found,  whatever  may  be  the 
form  of  apparatus,  or  whatever  may  be  the  form  of  vessd. 
One  apparatus  may  produce  a  greater  heat  than  another,  but 
still  the  principle  of  the  patent  is  to  be  found,  and  the  bene&t 
which  is  to  be  derived  from  the  peculiar  form  of  apparatus  is 
still  a  benefit  due  to  the  patentee,  who  has  discovered,  not  any 
particular  mode  of  applying  the  hot  air,  but  the  applicability 
generally  of  hot  air  to  furnaces. 

It  appears  from  the  evidence  on  the  other  side,  that  one  of 
the  first  modes  in  which  Mr.  Neilson  applied  his  invention  con- 
sisted of  a  cylinder,  from  8  to  10  feet  long,  and  2^  feet  in 
diameter,  and  this  was  used  at  the  Calder  Works.  This  is 
nothing  more  in  effect  than  a  large  pipe,  and  if  instead  of  one 
pipe  two  should  be  used,  there  would  still  be  the  same  prin* 
ciple  necessarily  involved.  The  pipes  now  used  are  not  inde* 
pendent  pipes,  but  a  continued  series. 

The  licenses  are  all  in  one  form,  and  it  appears  that  the 
plaintiff  would  not  have  called  for  payment  before  the  expira- 
tion of  a  year,  and  Mr.  Thompson  was  perfectly  cognisant  of 
this,  having,  as  a  partner  in  several  other  works,  acquiesced  in 
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tiiis  course^  and  pud  rent  for  the  use  of  the  plaintiff's  invention.  H.  T^  1841. 
[Lord  Coitenhaniy  L.C.:  Suppose  your  whole  case  is  true,  that 
yon  were  aware  they  had  erected  this  machine  which  you  said 
was  not  to  be  used  without  a  license  in  the  year  1839^  and 
lome  oommunication  took  place,  what  we  do  not  know,  but  you 
know  it,  and  you  were  willing  that  they  should  use  it  on  paying 
a  rent;  I  do  not  see  how  that  entitles  you  to  an  injunction  to 
pierent  them  from  using  it.    All  that  you  could  insist  on  is^ 
diat  they  should  pay  the  rent.    You  could  not,  after  having 
permilted  them  to  erect  their  machinery,  at  an  expense  of  £7^0 
each  machine,  have  said^ — ^Now  you  have  erected  this  with  my 
knowledge,  I  wiU  prevent  you  from  using  the  boiler  which  you 
have  80  erected,  without  any  understanding  at  all.    This  court 
might  have  ^ven  you  the  aid  of  an  injunction  to  secure  the 
rent,  but  you  never  could  have  come  to  the  court  and  said,  you 
shall  not  use  it  at  all,  and  that  is  the  injunction  granted.]     To 
refioLse  to  entertain  the  suit  would  be  to  deprive  the  plaintiff  of 
Ae  benefit  of  his  possession  of  ten  years'  duration  in  the  face 
of  the  worlds  with  the  acquiescence  of  the  trade,  and  after 
several  successful  actions.     In  BouUon  ^  Watt  v.  BuU^  Lord 
Soadyn  refrused  to  dissolve  an  injunction,  although  the  Court 
of  Common  Fleas  had  been  equally  divided  upon  the  validity  of 
the  patent;  there  had  been  long  possession  in  that  case,  but 
die  right  was  at  the  time  very  doubtful,  and  Lord  Rosslyn  pro- 
ceeded-on  the  ground  that  he  woxdd  not  disturb  the  possession. 
In  Harmar  v.  Playne,  Lord  Eldon  acted  on  the  same  principle, 
and  said^  that  when  the  public  had  permitted  enjoyment  under 
a  patent  for  a  reasonably  long  time,  the  court  would  give  credit 
to  the  patent  until  the  legal  question  could  be  tried,  and  he 
therefore  granted  the  injunction,  although  he  expressed  great 
doubt  as  to  the  validity  of  the  patent. 

Lord  CoTTBNHAM,  L.C.  s  If  you  are  willing  to  deal  with  the  Judgmmu 
shilling  a  ton  as  the  court  may  direct,  and  to  do  that  upon 
grounds  quite  unconnected  with  the  merits  of  the  case,  I  tUnk 
I  ouf^t  to  deal  with  this  question  of  the  injunction,  because 
dus  is  not  like  the  case  referred  to  where  the  party  had  been  in 
possession  of  a  patent,  and  somebody  else  had  done  that  which 
was  an  infringement,  provided  the  patent  be  good,  because 
here  the  plaintiff's  own  statement  is,  without  raising  any  doubt 
as  to  bow  far  that  may  be  correct,  assuming  the  whole  state- 
ment to  be  true,  diat  in  the  year  1839  he  was  aware  that  these 
drfendants  were  at  some  considerable  expense  in  preparing  the 
apparatus  for  the  purpose  of  using  this  hot  blast,  and  he  never 
interfered  to  stop  them,  but  permitted  them  to  go  on,  as  he 
says,  under  the  expectation  that  they  would  pay  him  a  shilling 
a  ton  after  a  certain  time^  That  is  the  position  in  which  he 
has  by  his  own  act  placed  the  defendants.  Nothing  that  took 
pkce  could  preclude  the  defendants  from  the  right  of  disputing 
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Judgm§ni.  the  plaintiff's  right  as  a  patentee,  but  they  have,  at  Terjr  con-* 
siderable  expense,  erected  this  machinery,  and  from  that  time 
to  the  present  have  been  using  it,  the  pkintiff  being  aware  of  it 
at  least  fit>m  some  time  in  1839  (the  precise  day  is  not  stated), 
and  stood  by  and  permitted  them  to  do  this.  If  he  is  entitled 
as  patentee,  it  would  be  extremely  hard  for  the  court  to  do  any 
thing  to  prevent  his  receiving  that  which  he  is  entitled  to  re- 
ceive, and  in  expectation  of  which  he  permitted  the  defendants 
to  go  on  with  their  works.  But,  on  the  other  hand,  it  would 
be  extremely  hard  indeed  to  tell  the  defendants  that  they  shall 
not  use  the  works  which,  with  the  plaintiff's  knowledge,  they 
have  prepared  at  a  very  considerable  expense ;  and  as  to  telling 
them  they  may  go  on  with  the  cold  blast  instead  of  the  hot 
blast,  I  am  told  that  the  difference  between  the  use  of  the  one 
and  of  the  other  is  an  expense  of  nearly  double,  even  if  it  were 
possible ;  at  all  events  they  may  sustain  that  loss  in  the  interval 
Ad  injanctioD  Until  the  right  is  tried.  It  seems  to  me  that  stopping  the 
wUl  not  be      works,  by  injunction^  under  these  circumstances,  is  just  invert- 

gnnted  where  .       ^,'     ^       •*-',.  ,  •    •      ^         •  j        a      •    •      ^ 

Irreparable  ing  the  purpose  for  which  an  mjunction  is  used.  An  mjunc- 
would^  n»o  ^^^  ^*  ^®®^  ^^'  ^^^  purpose  of  preventing  mischief;  this  would 
be  using  the  injunction  for  the  purpose  of  creating  mischief, 
because  the  plaintiff  cannot  possibly  be  injured.  All  that  he 
asks,  all  that  he  demands,  all  that  he  ever  expects  from  these 
defendants,  is  one  shilling  per  ton.  He  has  not  a  right  to  say 
to  them, you  shall  not  use  this  apparatus;  he  cannot  do  so  after 
the  course  of  conduct  he  has  adopted ;  he  may  no  doubt  say 
with  success,  if  he  is  right,  you  shall  pay  me  that  rent  which 
the  others  pay,  and  in  the  expectation  of  which  I  permitted 
you  to  erect  this  machinery.  Therefore,  in  no  possible  way  can 
the  plaintiff  be  prejudiced ;  but  the  prejudice  to  the  defendants 
must  be  very  great  indeed,  if  they  are  for  a  short  period  pre- 
vented from  using  at  their  furnaces  that  apparatus  which,  with 
the  consent  of  the  plaintiff,  they  have  erected.  The  object 
therefore  is,  pending  the  question,  which  I  do  not  mean  to 
prejudice  one  way  or  the  other  by  any  thing  I  now  say,  to 
preserve  to  the  parties  the  opportunity  of  trying  the  question^ 
with  the  least  possible  injury  to  the  one  party  or  the  other;  and 
I  think  the  injunction  would  be  extremely  prejudicial  to  the 
defendants,  and  do  no  possible  good  to  the  plaintiff,  for  the 
purpose  for  which  it  may  be  used.  It  may  by  operating  as  a 
pressure  upon  the  defendants  produce  a  benefit,  but  that  b  not 
the  object  of  the  court ;  the  object  of  the  court  is  to  preserve 
to  each  party  the  benefit  he  is  entitled  to,  until  the  question  of 
right  is  tried,  and  that  may  be  entirely  secured  by  the  de- 
fendants undertaking  to  keep  an  account,  not  only  for  the  time 
to  come,  but  from  the  time  when  the  connexion  first  com- 
menced, and  undertaking  to  deal  with  that  account  in  such  a 
way  as  the  court  may  direct;  and  if  the  plaintiff  is  entitled^  the 
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ooort  vill  have  on  opportanity  of  putting  the  plaintiff  precbely  A.  D.  I84i. 
in  the  sitaation  in  which  he  would  have  stood  if  this  question 
had  not  arisen.    If  it  shall  torn  out  that  the  patent  is  not  valid, 
the  court  will  deal  with  it  accordingly ;  and  that  will,  I  think, 
most  effectually  prevent  all  prejudice. 

Order  accordingly. 


Neilson  AND  Others  t.  Fothebgill  and  Thompson. 

This  case  differed  from  the  preceding,  and  the  bill  contained 
the  following  additional  statements :— That  the  plaintiffs  having 
called  upon  the  defendants  for  an  account  of  the  iron  smelted 
by  the  use  of  the  invention,  in  order  to  ascertain  the  sum  due, 
the  defendants  rendered  an  account  in  writing  of  all  the  iron 
smelted  by  the  defendants  up  to  the  2d  of  August^  1839  (from 
some  time  in  1837)^  and  duly  paid  one  shilling  per  ton  on  all 
the  iron  which  it  appeared  that  up  to  that  period  they  had 
smelted;  that  plaintiffs  had  applied  to  the  defendants  for  an 
account  of  the  iron  smelted  since  the  2d  of  August,  1839,  and 
for  like  payments,  but  defendants  have  refused  such  application. 

It  appeared  that  the  draft  of  a  license  was  sent  to  the  Aber- 
dare  Company,  which  the  defendants  represented,  containing, 
amongst  others,  a  clause  for  revoking  the  license  on  the  non- 
payment of  the  rent,  and  that  this  license  was  kept;  that  the 
payments  made  were  in  conformity  with  it,  and  that  plaintiffs, 
afber  August,  1839,  revoked  the  license. 

ffiffram,  Bichardsy  and  Roupett,  moved  to  discharge  the 
order  of  the  Vice  Chancellor. 

The  only  unlawful  act  was  the  refusal  to  pay,  and  a  court 
of  law  affords  the  proper  remedy  for  refusing  to  pay  under  an 
agreement.  If  the  contract  is  repudiated,  and  the  defendants 
are  to  be  dealt  with  as  strangers,  the  objection  to  the  validity  of 
the  patent  mast  be  considered.  [Lord  Cottenhamy  L.C.:  The 
only  question  is,  whether  any  thing  which  can  take  place  now 
can  relieve  you  from  the  payment  of  the  year's  rent.  You 
are  liable  to  pay  that,  whether  the  patent  is  good  or  not.  I  am 
not  now  ordering  you  to  pay  the  rent,  I  have  no  jurisdiction 
to  do  that,  but  as  I  am  called  upon  to  interfere  by  injunction, 
I  ^ve  you  that  relief  upon  such  terms  as  appear  to  me  to  be 
e({iutable*  Tou  have,  according  to  the  rule  lidd  down  by  Lord 
Ekkm,  pat  yourselves  in  the  situation  of  invading  a  patent 
right — the  right  at  least  which  has  been  used.  I  think  that 
ought  to  be  protected  by  an  injunction ;  then  the  question  is, 
upon  what  terms  ought  tiiat  injunction  to  be  granted,  if  I  find 
that  yoa  owe  a  year's  rent,  as  to  which  you  can  have  no  de- 


188  NBIMON^S   PATENT. 

•  fence^  because  it  is  not  due  by  rirtoe  of  the  patent  rights  but  by 
yirtue  of  the  contract.]  The  right  to  an  injunction  is  displaced 
by  showing  a  contract  to  use  the  inrention.  The  defendants 
have  a  right  to  dispute  their  liability  to  pay  the  money^  not- 
withstanding the  license.  If  the  consideration  totally  bils  by 
the  patent  being  inralid^  our  having  made  an  agreement  to  pay 
on  the  supposition  of  the  patent  being  yalid^  does  not  preveat 
us  from  raising  the  question.  A  person  taking  a  license  to  uae 
a  patent,  if  it  turns  out  that  there  is  no  patent  in  law^  may  at 
law  dispute  his  liability  to  pay.  He  is  not,  as  in  the  case  of 
landlord  and  tenant,  prevented  from  disputing  the  title.  [Lord 
Cottenhatn,  L.C.:  If  it  were  quite  clear  that  in  whatever  way 
the  right  is  determined  that  year's  rent  would  be  payable^  I 
should  have  felt  no  difficulty.] 
ArgHment  in  Mfdffht  BrucCy  Jocob,  and  CampbeU,  in  support  of  the  order  of 
jZahnf'""    the  Vice-chancellor. 

The  defendants,  after  notice  of  revocation  of  the  license,  were 
wrong-doers :  they  were  previously  under  a  contract,  and  are  by 
their  own  acts  estopped  from  denying  the  validity  of  the  patent 

The  authority  of  Baunnan  v.  Taylor  is  a  settled  principle  d 
IsiW,  and  proceeds  on  the  same  footing  as  that  of  landlord  and 
tenant,  until  you  show  that  there  has  been  some  such  impro- 
priety of  conduct,  or  frauds  as  to  prevent  the  consequence 
resulting.  The  case  here  is  a  case  of  equitable  estoppel,  of  a 
party  having  had  a  thing  demised  to  him  attempting  to  dispute 
his  landlord's  title,  which  is  against  all  principle.  In  the  pre- 
sent case  the  license  has  not  been  actually  executed,  but  the 
licenses  have  all  been  granted  in  one  form,  and  a  draft  of  the 
proposed  Ucense  was  sent  to  the  parties  and  never  returned; 
but  having  paid  money  on  the  footing  of  it,  they  are  exactly  as 
much  bound  by  it  in  a  court  of  equity  as  if  they  had  executed 
it,  as  in  the  common  case  of  a  demise  between  landlord  and 
tenant.  The  Aberdare  Company  have  been  let  into  possession, 
they  have  been  allowed  to  use  it,  to  set  up  machinery,  to  avail 
themselves  of  the  profits  on  the  faith  of  the  contract  they  have 
continued  uninterruptedly  without  cessation.  There  has  been 
no  eviction  as  if  another  patentee  or  alleged  patentee  claimed 
the  payment,  or  as  if  the  patentees  had  omitted  to  perform  their 
duty  in  securing  them  the  enjoyment  of  the  patent.  They  have 
been  let  into  possession,  and  by  the  use  of  it  have  made  the 
contract  as  solemn  in  equity  as  if  it  were  by  deed.  It  is  a  part 
of  the  terms  of  the  contract,  as  evidenced  by  the  draft  of  the 
license,  that  if  they  did  not  pay  it  should  be  revoked.  Thus  in 
the  case  of  a  tenant  from  year  to  year,  the  landlord  cannot  evict 
him  as  long  as  he  sustains  the  character  of  tenant  without  giving 
six  months^  notice.  But  suppose  the  tenant  says,  you  are  not 
my  landlord,  and  sets  him  at  defiance.  Upon  a  repudiation  of 
the  landlord's  title,  the  landlord  has  a  right  to  bring  ejectment 
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because  his  title  is  repudiated ;  accordingly,  this  payment  being  H.T.,  1841. 
withheld,  and  the  right  of  it  disputed,  the  payment  being  made  a 
ground  of  continuing  the   license,  we   are  restored  to  those 
rights  which  we  had  originally,  and  which  these  parties  have 
distinctly  occupied. 

LordCoTTBNHAM,  L.C. :  This  case  is  deprived  of  those  cir- 
cumstances upon  which  I  acted  in  the  other,  namely,  .the  party 
who  claims  to  be  patentee  permitting  them  to  incur  expense  in 
the  expectation  of  being  permitted  to  use  the  furnaces  upon  the 
payment  of  the  rent,  which  is  all  the  plaintiff  requires.     But 
here,  all  that  is  accounted  for,  because  that  was  done  under  a 
tontract^  and  for  two  years  at  least  the  party  has  had  the  benefit 
of  the  works  which  he  has  so  erected,  and  the  patentee  has  kept 
Us  contract  with  the  defendants ;  he  has  not  interposed  and 
endeayoured  to  deprive  them  of  the  benefit  of  their  expenditure. 
It  is  the  act  of  the  manufacturer  which  has  put  an  end  to  this 
connexion ;  he  has  therefore  exposed  himself  to  any  degree  of 
iojary  that  may  arise  from  the  expenditure  upon  these  works, 
and  it  appears  that  there  is  no  answer  to  the  claim  to  this  rent 
from  August,  1839,  to  August,  1840.     I  shall  have  to  consider, 
if  your  client  declines  to  escape  from  the  injunction  upon  the 
terms  I  propose  to  him,  whether  the  injunction  should  not  go 
in  a  case  which  is  deprived  of  those  equitable  circumstances 
which  induced  me  to  dissolve  it  in  the  others.  [Wigram :  Your 
lordship  will  give  me  the  benefit  of  the  supposition^  that,  at  law, 
I  have  a  defence  if  the  patent  is  good  iFor  nothing.]     If  you 
can  show  me  that  there  is  a  real  question  to  try,  the  money 
must  be  paid  into  court  instead  of  being  paid  to  the  parties ; 
but  at  an  events,  I  do  not  see  how  for  that  year,  from  August^ 
1839,  to  August,  1840,  when  you  went  on  under  the  contract 
without  giving  notice  to  determine,  you   can  escape   paying 
it,  either  into  court  to  abide  the  event  of  the  trial  of  the  questioii 
at  law,  or  paying  it  to  the  party  if  there  is  no  question  to  try. 

Wigram^  in  reply.  Your  lordship  said  you  should  con- 
^der,  whether^  since  August,  1840,  we  were  to  be  considered  as 
hdding  adversely,  and,  therefore,  whether  liable  or  not  to  pay  for 
what  was  gone  by,  we  were  at  all  events  wrong-doers.  And  then 
you  put  me  to  show,  whether  I  could  not  in  law  defend  myself 
fcr  what  was  said  to  be  due  in  August,  1840.  The  principle 
which  I  have  always  understood  to  govern  cases  of  this  sort  is 
tikis,  that,  excluding  the  law  of  estoppel,  if  you  go  into  a 
ooort  of  law,  and  can  show  a  total  failure  of  consideration  for 
the  contract^  tiiere  you  may  always  defend  yourself;  if,  on  the 
other  hand,  you  cannot  make  out  a  case  of  total  failure  of  con- 
sideration, you  are  liable  upon  your  contract,  and  you  may  or 
Biay  not  have  your  cross  action.  This  is  the  general  principle 
in  these  cases,  subject  to  the  question,  whether  that  which  has 
'^ecn  done  may  or  may  not  amount  to  an  estoppel.    The  whole 
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Argument  on  the  qucstion  in  the  casc  of  Bowman  v.  Taylor,  relied  upon  for  the 
xnjuncn.:n.        piaintiflF,  was,  whether  or  not  there  could  be  an  estoppel  by 
recital,  and  it  was  held  that  there  could.     In  Hayne  v.  MaUbi/ 
the  question  was,  whether  there  was  any  estoppel,  there  being 
no  recital  of  the  plaintiff^s  title,  but  only  an  agreement  and  a 
covenant  to  pay,  and  the  court  held  that  there  was  not.    In 
that  case  Mr.  Justice  Ashurst  said,  the  plaintiffs  use  this  patent 
as  a  fraud  on  all  mankind,  and  they  state  it  to  be  an  invention 
of  the  patentee,  when  in  truth  it  was  no  invention  of  his.    The 
only  right  conferred  on  the  defendant  by  the  agreement  was 
that  of  using  this  machine,  which  was  no  more  than  that  which 
he  in  common  with  every  other  subject  has,  without  any  grant 
from  the  plaintiff.     That  is  exactly  our  case.    We  say  that 
all  mankind  have  a  right  to  use  it,  but  that  some  people  have 
taken  licenses,  supposing  it  to  be  the  plaintiff's  invention.    On 
the  money  then  being  paid  into  court,  the  injunction  should  be 
dissolved. 

Lord  CoTTENHAM,  L.C. :    The   case   of  Hayne  v.  Maliby 
appears  to  me  to  come  to  this  —that  although  a  party  has  dealt 
with  the  patentee  and  has  carried  on  business,  yet  that  he  may 
stop,  and  then  the  party  who  claims  to  be  patentee  cannot 
recover  without  giving  the  other  party  the  opportunity  of  dis- 
puting his  right,  and  that  if  the  defendant  successfully  dispute 
his  right,  that  notwithstanding  he  has  been  dealing  under  a  con- 
tract, it  is   competent  to   the  defendant  so  to   do.     That  is 
exactly  coming  to  the  point  which  I  put,  whether,  at  law,  the 
party  was  estopped  from  disputing  the  patentee's  right,  after 
having  once  dealt  with  him  as  the  proprietor  of  that  right; 
and  it  appears  from  the  authority  of  that  case,  and  from  the 
other  cases,  that  from  the  time  of  the  last  payment,  if  the  manu- 
facturer  can  successfully  resist  the  patent  right  of  the  party 
claiming  the  rent,  that  he  may  do  so  in  answer  to  an  action  for 
the  rent  for  the  use  of  the  patent  during  that  year.     That  being 
so,  I  think  that,  upon  the  money  being  paid  into  court,  that  is 
to  say,  upon  the  amount  of  the  rent  for  that  year  being  paid 
into  court  (if  required),  and  the  same  undertaking  being  given 
to  account  for  the  subsequent  period,  the  same  order  ought 
to  be  made  in  this  case  as  in  the  others.     There  must  be  an 
undertaking  to  deal  with  the  amount  of  that  in  the  same  way  as 
before.     The  great  difficulty  in  this  case,  which  however  is 
surmounted  in  the  undertaking,  is,  that  the  said  suit  does  not  go 
to  that  year's  rent.  Order  accordingly. 


NeiUon  v.  Harfmrd  and  others,  '  Estoppel  and  failure  of  eonsidwratioa. — It  may 

▼.  Homfray  and  Thompson.  be  convenient  to  present  wa.  abstract  of  the  prin- 

The  same  order  was  made  in  these  cases  as  in  cipal  cases  referred  to  in  the  argument,  or  whidi 
"Neilsdn  v.  Thompson  and  others,  ante  287,  the  cir-  >  t  have  occurred  on  the  questions  of  estoppel  and 
camstances  being  substantially  the  same.  failure   of   consideration,   more   especially   ^ith 
reference  to  patents. 
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Oldham  T.  Langmtad, 
h  this  case,  where  the  action  was  brought  hj 
the  assignee  of  the  patentee  against  the  patentee, 
Lord  Keoyon,  before  whom  the  cause  was  tried, 
would  not  permit  the  latter  to  show  that  it  was 
not  a  new  invention  against  his  own  deed,  and 
(in  his  judgment  in  the  case  of  Hayne  v.  MaUbtf) 
he  says  -.  In  the  case  of  OUlhum  v.  Langmeadj  the 
patentee  had  conveyed  his  interest  in  the  patent 
to  the  plaintiff^  and  jet  in  violation  of  his  con- 
tract he  afterwards  infringed  the  plaintiff's  ri^ht, 
and  then  attempted    to  deny  his   having  bad 
anj  title  to  convey ;  bat  I  was  of  opinion  that  he 
was  estopped  by  his  own  deed  from  making  that 
defence.    3  T.  R.  439  &  441. 

It  does  not  appear  from  the  report  of  the 
above  case,  whether  the  estoppel  in  the  case  was 
considered  to  arise  out  of  any  recital  in  the  deed, 
or  the  relative  position  and  acts  of  the  parties ; 
but  the  latter  would  appear,  under  the  circum- 
stances, in  connexion  with  the  deed,  to  be  suffi- 
cient to  create  an  estoppel,  though  the  deed 
ihoold  have  contained  no  recital  of  the  invention 
being  new. 

Hayne  and  another  v.  Maltlnf. 
[3  T.  R.  438.] 
This  was  an  action  of  covenant  on  articles  of 
agreement,  which  recited  that  the  plaintiffs  were 
assignees  of  a  patent  granted  to  T.  Taylor ;  that 
the  defendant  had  applied  to  the  plaintiffs  for 
their  permission  to  use  the  patent  mvention,  to 
which  they  assented,  on  condition  of  his  working 
it  m  the  manner  described  in  the  specification ; 
then  there  was  a  covenant  by  the  plaintifi  with 
the  defendant  that  he  should  have  the  free  use 
and  quiet  enjoyment  of  one  patent  machine,  in 
case  the  same   should  be  worked  only  in  the 
■aaner  described  in  the  specification ;  and  also 
a  covenant  by  the  defendant,  that  he  would  not, 
during  the  residue  of  the  term,  use  any  of  the 
patent  machines  except  the  one  by  the  articles 
allowed  to  be  employed  by  him.   The  declaration 
aierred  enjoyment  by  the  defendant  without  in- 
terruption from  the  plaintifib,  and  assigned  two 
bretches,  one  for  using  patent  machines  other 
than  and  besides  that  by  tne  agreement  allowed, 
the  other  for   nsing    machines  resembling  the 
patent  machines.     The  defendant,  among  other 
pleas,  pleaded  that  the  invention  was  not  a  new 
iaveation,   and   that  it   was  not  discovered  by 
Tavior.    To  these  pleas  the  plaintiffs  demurred, 
n  was  argued  for  the  plaintifis,  in  support  of 
the  demurrer,  that  the  defendant  was  by  his  deed 
eitopped  from  saying  that  the  invention  was  not 
new,  or  not  discovered  by  the  patentee,  on  the 
■ane  principle   that  a  party   who  has  entered 
iaio  a  specialty  cannot  say  that  there  was  no 
coaiideraxion,   though    he   may   plead  that   the 
cooiidentioD   was   illegal.     The  above  case  of 
0i4kam  V.  Lmngmead  was  referred  to,  and  relied 
oa.    Further,   that  the   defendant  should  have 
Rpealed  the  letters  patent  by  tcire  faciaSy  and 
then  applied  to  the  Court  of  Chancery  to  have 
the  deed  delivered  up  and  cancelled  ;  but  by  his 
deed  the  defendant  has  admitted  that  the  plain- 
ti&  had  a  title,  and  as  long  as  the  term  exists  he 
'*  estopped  firom  den}ing  it,  in  the  same  manner 
IS  a  tenant   holding  under  a  demise  from  his 
hadlord  is  estopped  from  denying  his  landlord's 
title  in  aasvrer  to  an  action  for  rent. 

The  court  gaire  judgment  for  the  defendant, 
hcng  of  opinion  that  he  was  not  estopped ;  but 


the  learned  judges  did  not  take  the  same  view  of 
the  subject,  and  their  judgments  rest  on  different 
grounds. 

Lord  Kenyan,  C.  J.,  put  it  on  the  ground  of 
fraud,  and  that  the  doctrine  of  estoppel  did  not 
apply,  but  distinguished  it  from  the  case  of  a 
landlord  and  tenant ;  for  that  the  tenant  is  not  at 
all  events  estopped  to  deny  his  landlord's  title, 
the  estoppel  only  existing  during  the  continuanco 
of  his  occupation,  and  if  he  be  ousted  by  a  title 
paramount  he  may  plead  it. 

Ashunt,  J.,  also  distinguished  it  from  the  case 
of  landlorid  and  tenant,  on  the  similar  ground, 
that  the  tenant  having  a  meritorious  considera- 
tion shall  not,  so  long  as  he  enjoys  the  estate,  be 
permitted  to  deny  his  landlord^  title  ;  and  put  it 
on  the  ground  of  fraud.  That  the  plaintiffs  were 
using  the  machine  as  a  fraud  on  all  mankind,  hav- 
ing  no  more  right  to  do  so  than  any  other  subject. 

BuUer,  J.,  referred  the  case  to  the  principle  of 
eviction,  thinking  the  facts  disclosed  by  the  pleas 
equivalent  to  an  eviction.  The  plaintifis,  asserting 
an  exclusive  right,  covenant  witn  the  defendant  in 
respect  thereof,  and  it  is  afterwards  discovered 
they  have  no  such  right,  and  therefore  the  de- 
fendant has  not  the  consideration  for  which  he 
entered  into  the  covenant. 

The  reasons  assigned  by  6u//<r,  J.,  do  not 
appear  altogether  consistent ;  the  defendant  had 
the  enjoyment  in  fact  of  the  machine  for  which 
the  plaintiffs  covenanted ;  the  failure  of  con- 
sideration was  only  in  respect  of  the  want  of  ex- 
clusiveness,  inasmuch  as  others  might  also  use 
the  invention  if  the  patent  was  void.  The  reasons 
of  the  other  two  learned  judges  proceeded  chiefly 
OD  the  assumption  of  fraud,  which  is  not  borne 
out  by  the  statements  on  the  record.  The  ques- 
tion of  estoppel  by  reason  of  any  recital  in  the 
deed  did  not  arise  in  the  above  case,  and  this 
fact  was  held  to  distinguish  it  from  the  sub- 
sequent case  of  Bowman  v.  Tnylnr^  2  Ad.  &  £. 
290,  where  Patteson,  J.,  remarked,  with  reference 
to  this  case,  that  the  recital  contained  no  asser- 
tion  of  riffht  in  the  plaintiffs  except  as  assignees, 
and  the  plea  does  not  deny  that  the  case  is  not 
properly  one  of  estoppel.  Infra, 

Hare  v.  Haiford  and  Taylor. 
This  was  an  action  (tried  before  Lord  Alvanley, 
Trin.  Vac.  1803),  on  a  bond  conditioned  for  the 
payment  of  an  annuity  to  the  plaintiff  during  the 
existence  of  letters  patent,  in  consideration  of  his 
licensing  the  defendanU  to  use  the  invention  for 
which  it  was  obtained.  The  defendants  pleaded 
that  one  T.  S.  Wood  had  before  practised  the 
same  thing,  that  the  plaintiff's  invention  was 
therefore  not  new  and  the  patent  void.  Issue 
being  taken  on  this  plea,  the  question  was  as  to 
the  identity  of  the  two  inventions.  The  evidence 
on  the  part  of  the  plaintiff  and  of  the  defendants 
was  very  conflicting,  but  it  appeared  that  Mr. 
Wood's  mvention,  wnich  was  for  certain  improve- 
ments in  the  application  of  steam  and  heat  con- 
nected with  brewing,  besides  the  immediate 
objects  as  set  forth  in  the  specification,  did  in 
fact  preserve  the  essential  oil  of  hops,  the  pre- 
servation of  which,  by  means  of  apparatus  placed 
over  the  copper,  was  the  express  object  of  the 
plaintiff's  invention.  Mr.  Wood,  who  was  called 
on  the  part  of  the  defendants,  stated  that  he  had 
once  entertained  an  idea  of  preserving  the  essen- 
tial oil  of  hops,  but  that  tiie  experiment  failed, 
and  he  did  not  think  it  worth  repeating.     The 
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jury,  without  hearing  the  lummiiig  up,  found  a 
venlict  for  the  defendants.  3  Rep.  Arts,  2nd 
Series,  232. 

Taylor  v.  Hart, 

[1  N.  R.,  260.] 

The  plaintiff  was  the  surriving  partner  of  the 
defendant  Harford  in  the  above  case,  and  this 
was  an  action  for  money  had  and  received,  which 
came  on  to  be  tried  before  the  Lord  Chief  Justice 
at  the  sittings  after  last  Hilary  term,  when  a 
verdict  was  found  for  the  plaintiff  for  425^',  subject 
to  the  opinion  of  the  court  on  the  following  case  :~r 
On  the  12th  of  September,  1791,  the  defendant 
took  out  a  patent  for  the  invention  of  an  ap- 
paratus  for  presenring  the  essential  oil  of  hops  in 
brewine.     By  articles  of  agreement,  dated  5th  of 
November,  1792  (which  were  set  out  at  length 
9t  the  end  of  the  case},  and  made  between  the  de- 
fendi^t  of  the  one  part,  and  the  plaintiff  and  bis 
said  late  partner  pf  the  other  part,  reciting  the 
defepd^nt*t  patent,  and  that  it  gave  him  the  sole 
power,  priTilege^  and  authority  of  using,  exer* 
cising,  and  vending  his  said  invention  for  the 
term  of  fourteen  years,  the  defendant  granted 
to  the  plaintiff  and  his  said  late  partner  the  pri- 
vilege of  making,  using,  and  exercising  the  said 
invention  for  the  residue  of  the  said  terra   of 
fourteen  years  ;  and  in  consideration  thereof,  the 
plaintiff  and  his  partner  covenanted  that  they 
would  secure  to  be  paid  to  the  defendant,  during 
the  said  term,  an  annuity  of  100/.,  and  would 
give  their  bond  for  that  purpose,  and  a  bond  was 
accord^igly  given,  conditioned  for  the  payment 
of  the  said  annuity.     The  plaintiff  and  his  said 
late  partner  used  the  apparatus  (for  the  making 
and  preparing  of  which  they  paid  a  distinct  price> 
from  the  date  of  the  said  agreement  until  the 
25th  day  of  March,  1797,  and  during  all  that 
time  regularly  paid  the  said  annuity  to  the  said 
defendant.     The  defendant  was  not  the  inventor 
of  the  Invention  for  which  he  obtained  his  patent. 
The  invention  was  not  new  as  to  the  public  use 
and  exercise  thereof  in  England,  but  it  was  the 
invention  of  one  Thomas  Sutton  Wood,  and  had 
been  publicly  used  in  England  by  the  said  Wood 
and  others,  before   the  defendant  obtained   his 
patent.    But  the  patent  had  never  been  repealed, 
llie  amount  of  the  annuity  that  they  had  paid  was 
425/.     If  the  court  should  be  of  opinion  that  the 
plaintiff  was  entitled  to  recover  back  the  money 
that  was  paid  on  the  bond,  the  verdict  was  to 
stand.      If  the  court  should  be   of  a  contrary 
opinion,  a  nonsuit  was  to  be  entered. 

BayUy,  Seijt.,  for  the  plaintiff:  To  support 
the  present  action,  it  is  not  necessary  to  prove 
that  any  imposition  has  been  practised.  If  it 
appear  that  the  plaintiff  has  received  nothing  in 
return  for  the  money  that  he  has  paid,  he  is 
entitled  to  recover  back  his  money  in  this  form  of 
action.  He  was  induced  to  pay  his  money  upon 
the  supposition  that  the  defendant  had  the  power 
of  communicating  some  privilege.  But  as  it  now 
appears  that  the  defendant's  invention  was  not 
new,  and  that  the  patent  was  therefore  void,  the 
consideration  upon  which  the  plaintiff  paid  his 
money  has  wholly  failed,  and  the  plaintiff  has 
derived  no  benefit  whatever.  Where  an  estate 
is  conveyed,  the  vendor  professes  to  convey 
nothing  but  his  title  to  that  estate.  But  here 
the  thing  itself,  which  was  the  subject  of  the 
agreement,  had  no  existence.  It  was  the  under- 
standing of  all  parties  that  the  defendant  was 


entitled  to  a  patent  right ;  but  it  now  turns  oat 
that  they  were  mistaken  ;  the  plaintiff  therefore 
is  entitled  to  recover  the  money  which  he  has 
paid  under  a  mistake.  He  had  a  right  to  mike 
use  of  the  invention  without  paying  any  thing  for 
it.  The  defendant  has  no  right  to  the  annuity, 
and  indeed  he  has  already  failed  in  an  action  on 
the  bond,  in  which  the  validity  of  the  patent  was 
put  in  issue. 

Sir  James  Mamfield,  C.J.  (stopping  CpcW 
Serj.,  for  the  defendant)  :  It  is  not  pretended  that 
any  action  like  the  present  has  ever  been  known. 
In  this  case  two  persons  equally  innocent  make  a 
bargain  about  the  use  of  a  patent,  the  defendant 
supposing  himself  to  be  in  possession  of  a  valuable 
patent  right,  and  the  plaintiff  supposing  the  same 
thing.      Under  these  circumstances,  the  latter 
agrees  to  pay  the  former  for  the  use  of  the  inven- 
tion, and  he'  has  the  use  of  it  uon  crnutat  what 
advantage  he  made  of  it ;   for  any  thing  that 
appears,  he  may  have  made  considerable  profit. 
These  persons  may  be  considered  in  some  measnre 
as  partners  in  the  benefit  of  this  invention,    b 
consideration  of  a  certain  sum  of  money,  the  de- 
fendant permits  the  plaintiff  to  make  use  of  this 
invention,  which  he  would  never  have  thought  of 
using  had  not  the  privilege  been  transferred  to 
him.     How  then  can  we  say  that  the  plaintiff 
ought  to  recover  back  all  that  he  has  paid?    1 
think  that  there    must    be   judgment  for  the 
defendant. 

Heath,  J. :  There  never  has  been  a  case,  and 
there  never  will  be,  in  which  a  plaintiff  having 
received  benefit  from  a  thing  which  has  afterwards 
been  recovered  from  him,  has  been  allowed  to 
maintain  an  action  for  the  consideration  originally 
paid.     We  cannot  take  an  account  here  of  the 

{>rofits.  It  might  as  well  be  'said  that  if  a  man 
ease  land,  and  the  lessee  pay  rent,  and  afterwards 
be  evicted,  that  he  shall  recover  back  the  rent 
though  he  has  taken  the  fruiu  of  the  land. 

HookCf  J.  :   I  am  of  the  same  opinion. 

Chajnbre,  J. :  The  plaintiff  has  had  the  en- 
joyment of  what  he  stipulated  for,  and  in  this 
action  the  court  ought  not  to  interfere,  anloss 
there  be  something  fr  «^«  ei  bono  which  shows 
that  the  defendant  ought  to  refund.  Heie  both 
parties  have  been  mistaken:  the  defendant  has 
thrown  away  hit  money  in  obtaining  a  patent  for 
his  own  invention  ;  not  so  the  plaintiff,  for  he 
has  had  the  use  of  another  person's  invention  for 
his  money.  In  the  case  of  Arkwright*s  patent, 
which  was  not  overturned  till  very  near  the  pe- 
riod at  which  it  would  have  expired,  very  large 
sums  of  money  had  been  paid ;  and  though  some- 
thing certainly  was  paid  for  the  use  of  the  ma- 
chines, yet  the  main  part  was  paid  for  the  privi- 
lege of  using  the  patent  right,  but  no  money  ever 
was  recovered  back  which  had  been  paid  for  the 
use  of  that  patent.  I  am  therefore  of  opinion  that 
judgment  ot  nonsuit  should  be  entered. 

Judgment  of  nonsuit. 

Bowman  v.  Taylor  and  otheru 
[2  Ad.  &  E.,  278.] 

This  was  an  action  of  covenant,  and  the  decla- 
ration stated  that  by  indenture  of  the  10th  of  May, 
1824,  between,  &c.,  after  reciting  that  the 
plaintiff  had  invented  certain  improvements  in 
the  construction  of  looms  for  weaving,  and  had 
obtained  letters  patent  for  the  same,  and  that  the 
plaintiff  had  particularly  described  and  ascer- 
tained  the  nature  of  the  invention  by  an  in- 
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itnneBt  in  writiog,  and  caused  the  same  to  be 
ovolled,  ind  that  the  plaintiff  had  agreed  with 
the  defendants  to  permit  them  to  use  tne  said  in- 
TCBtioB  for  the  considerations  therein  mentioned, 
tiw  i^tiff  covenanted  to  permit  the  use  of  the 
nid  infCDtion,  and  the  defendants  covenanted  for 
piynent.  &e.  The  declaration  then  averred  en* 
|o\inent  of  the  invention,  and  assigned  as  breach 
non-psjment  and  non*fulfilment  of  other  cove- 
Slots. 

Hie  defendants  pleaded,  1.  Setting  out  part  of 
dw  letters  pstent,  and  the  proviso  as  to  want  of 
DoteHj,  and  averred  that  the  said  supposed  in- 
vention in  tbe  declaration  and  letters  patent  men- 
tioned wns  not  &  new  invention.     3.  That  the 
plaintiff  was  not  nor  is  the  true  or  first  inventor 
of  the  said  improvements.    3.  That  the  plaintiff 
had  not  caused  an  instrument  in  writing  to  be 
enrolled  particularly  describing  the  nature  of  the 
said  invention. 
General  demurrer  to  these  pleas  and  joinden 
November  21,  1834.     For  Uie  plaintiff,  in  sup- 
port of  the  demarrer,  it  was  contended  that  the 
defendants  were    estopped    fi*om    alleging   the 
natter  slated  in  the  pleas;  the  recital  in  the 
indenture,  as  stated  in  the  declaration,  admits 
that  the  plaintiff  invented  the  improvements  for 
which  tbe  letters  patent  were  granted ;  the  defend^' 
ants  csnnot  then  deny,  as  is  attempted  by  the  pleas, 
that  the  invention  was  new,  or  that  the  plaintiff 
was  the  inventor.     The  recital,  taking  the  word 
iwcntcd  in  the  popular  acceptation,  is  directly 
cwtradictorv  to  the  pleas,  and  if  the  sense  now 
saogned  by  the  plaintiff  is  that  in  which  the 
pvties  to  the  indenture  meant  to   use  it,  the 
estoppel  is  completely  raised.     On  the  third  plea 
ao  doubt  can  arise,  the  words  of  the  recital  and 
of  the  plea  being  expressly  contradictory  to  each 
odier. 

On  the  part  of  tbe  defendants,  it  was  contended 
that  the  word  invented  did  not  necessarily  imply 
that  the  party  was  the  first  inventor,  and  of  a  new 
invention  j  he  might  have  made  the  invention  fifty 
years  ago,  and  suffered  it  to  be  used  by  so  many 
persons,  since  diat  the  license  to  use  it  now  was 
oC  10  benefit  to  the  defendant ;  in  that  case  the 
plaintiff  would  be  the  inventor,  and  yet  the  de- 
inidaot  would  not  be  estopped  from  sayine  the 
iavcation  was  not  new.  That  an  estoppel  being 
itrietiaRMt  Jmrit,  will  not  be  held  to  attach  upon 
any  statement  which  can  by  possibility  be  con- 
latent  with  that  of  the  deed,  and  nothing  is  to  be 
taken  in  lavoar  of  an  estoppel  by  inference  or 


Denman^  C.J. :  The  plaintitf  contends 
Ibat  these  pleas  are  bad,  because  the  defendant  is 
chopped  by  his  deed  from  pleading  them.  It  is 
aasivwed  an  to  tbe  first  plea,  that  it  is  not  incon- 
■ateat  with  the  deed ;  but  we  think  it  is  so,  and 
if  aot,  that  it  is  no  defence.  If  by  saying  that  the 
SHppoaed  invention  is  not  new,  it  is  only  meant 
that  it  was'diacoveied  by  the  plaintiff  fifty  years 
i!go,  that  is  no  reason  that  he  should  not  now 
have  taken  oat  a  patent  for  it.  So  as  to  the 
seeood  plea,  that  the  plaintiff  was  not  the  first  or 
tiae  inventor:  that  averment  either  denies  that  he 
aavcnied  the  contrivance,  or  denies  that  he  was 
^  sole  inventor.  The  answer  is  the  same  as 
that  jttst  given ;  in  the  one  case  the  defendant 
Mates  what  he  is  estopped  from,  alleging,  because 
it  eoatradicts  the  recital  of  his  own  deed :  in  the 
•tbcr,  he  gives  no  answer  to  the  declaration. 
The  third  plea  pots  a  fact  in  issue  in  direct  con-. 


tradiction  to  the  recital  of  the  deed.     The  doc- 
trine of  estoppel  has  been  guarded  with  great 
strictness ;  not  because  the  party  enforcing  it  ne- 
cessarily wishes  to  exclude  the  truth,  for  it  is 
rather  to  be  supposed  that  that  is  true  which  the 
opposite  party  has  already  recited  under  his  hand 
and  seal ;  but  because  tbe  estoppel  may  exclude 
tbe  truth.    However,  it  is  right  that  the  con- 
struction of  that  which  is  to  create  an  estoppel 
should  be  very  strict.     As  to  tbe  doctrine  laid 
down  in  Co.  Litt.  352  b,  that  a  recital  doth  not 
conclude,  because  it  is  no  direct  affirmation,  the 
authority  of  Lord  Coke  is  a  very  great  one  ;  but 
still,  if  a  party  has  by  his  deed  recited  a  specific 
fact,  though  introduced  by  ^  whereas,"  it  seema 
to  me  impossible  to  say  that  he  shall  not  be  boimd 
by  his  own  assertion  so  made  under  seal.     This 
point  was  much  considered  in  Laiyuon,  txtcutcr  of 
GHffithtiy.  Tremere  (I  Ad.  &  E.  792;  3  N.  & 
M.  603).    There  could  have  been  no  case  in 
which  the  court  would  have  been  more  strongly 
inclined  to  struggle  against  tbe  doctrine  of  es-. 
toppel  than  that.    The  action  was  upon  a  bond. 
The  condition,  set  out  on  oyer,  recited  that,  by 
indenture  of  lease  between  the  plaintiff's  testator 
and  tbe  defendant,  the  testator  demised  premisea 
to  the  defendant  at  the  yearly  rent  of  170/. ;  and 
the  condition  was,  payment  to  the  testator  of  that 
sum.     The  defendant  [pleaded,  that  the  lease  in 
the  condition  mentioned  was  a  lease  the  red- 
dendum of  which  was  lAOL  only,  and  that  that 
sum  had  always  been  paid ;  to  which  the  plaintiff* 
replied,  that  the  yearly  sum  of  170/.  bad  not 
been  paid.     On  demurrer  it  was  held,  that  the 
defendant  was  estopped  from  pleading  a  lease  at. 
140/.,  which  was  in  effect  tbe  same  as  saying  that 
there  was  no  lease  at  170/.  as  mentioned  in  the 
bond.     This  was  as  strong  a  case  as  can  be  con- 
ceived ;  and  the  averment  creating  the  estoppel 
was  introduced  by  way  of  recital :  yet  this  court, 
upon  the  greatest  consideration  of  the    cases 
ancient  and  modem,  decided  for  the  estoppel. 
I  do  not  think   it  necessary,  in  deciding  the 
present  case,  to  enter  into  a  minute  examination 
of  the  authorities  :  they  were  fully  considered  on 
that  occasion ;  and  I  think  the  case  of  Hayne  v. 
Maltby  has  been  sufficiently  distinguished  from 
that  before  us  in  tbe  course  of  the  argument. 

Taunton,  J. :  The  law  of  estoppel  is  not  sa 
unjust  or  absurd  as  it  has  been  too  much  the 
custom  to  represent.  The  principle  is,  that 
where  a  man  has  entered  into  a  solemn  engage- 
ment by  deed  imder  his  band  and  seal  as  to  cer<%. 
tain  facts,  he  shall  not  be  permitted  to  deny  any 
matter  which  he  has  so  asserted*  Tbe  question, 
here  is,  whether  there  is  a  matter  so  asserted  by 
the  defendant  under  his  hand  and  seal,  that  he, 
shall  not  be  permitted  to  deny  it  in)  pleading.  It 
is  said  that  the  allegation  in  the  deed  is  mi^e  by 
way  of  recital,  but  1  do  not  see  that  a  statement 
sViCh  as  this  is  the  less  positive  because  it  is  intro-. 
duced  by  a  "  whereas."*  Then  the  defendant  has 
pleaded  that  the  supposed  invention,  in  tbe  decla.i. 
ration  and  letters  patent  mentioned,  was  not  nor 
is  a  new  invention.  These  words  "  was  not  nor 
is  a  new  invention,''  must  be  understood  in  the 
same  sense  as  the  words  **  had  invented*'  in  the 
recital  of  tbe  deed  set  out  in  tbe  declaration,  and 
must  refer  to  the  time  of  granting  the  patent ;; 
and  if  tbe  invention  could  not  then  be  termed  a 
new  invention,  it  could  not,  I  think,  have  been 
truly  said  in  the  deed  that  tbe  plaintiff  "  bad  in- 
vented" the  improvements,  in  the  sense  in  which, 
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the  deed  uses  the  words.    Then  the  plea  directly 
negatiyes  the  deed,  and  comes  within  the  rule 
that  a  party  shall  not  deny  what  he  has  asserted 
by  his  solemn  instrument  under  hand  and  seal. 
As  to  the  case  of  Hayne  v.  Maltby^  I  acknowledge, 
with  unfeigned  respect,  that  it  does  not  become 
me  to  criticise  the  opinions  of  judges  so  great  and 
eminent  as  those  who  sat  here  when  that  case  was 
decided ;  but  it  is  not  necessary  to  examine  into 
the  grounds  of  the  judgments  there  delivered, 
because  I  think  Mr.  Tomlinson  has  distinguished 
that  case  from  the  present.     Here  there  is  an 
express  averment  in  the  deed,  that  the  plaintiff  is 
the  inventor  of  the  improvements :   there  the 
articles  of  agreement  averred  nothing  as  to  the 
originality  of  the  invention,  but  merely  stated 
that  the  plaintiffs  were  the  assignees    of  the 
patent,  which  they  might  have  been  though  the 
assigner  was  not  the  original  inventor.     And, 
besides,  though  I  do  not  rely  much  upon  that, 
the  judges  there  differed  in  the  reasons  which 
they  assigned  for  their  judgments.    It  is  sufficient, 
however,  to  say,  without  derogating  from  the 
authority  of  those  learned  judges,  that  that  case 
is  very  distin^ishable  from  the  present.     I  am 
of   opinion  that  the  demurrers  here  are  well 
grounded,  and  the  plaintiff  entitled  to  judgment. 
Patteson,  J. :   The  third  plea  distinctly  raises 
the  question  of  estoppel :  the  first  and  second  not 
so  directly.    The  declaration  sets  out  a  recital  in 
the  deed  between  these  parties ;  and  it  is  necessary 
to  consider  the  meaning  of  the  words  there  used. 
It  is  said  that  in  the  case  of  an  estoppel  nothing 
is  to  be  taken  by  way  of  intendment.     But  before 
we  come  to  the  question  of  estoppel,  we  must 
examine  the  construction  of  the  deed.      The 
words  are,    "  that  the    plaintiff  had    invented 
certain  improvements,"  and   had    obtained   his 
majesty's  letters  patent  for  the  sole  use  of  the 
said  invention.     This  recital  can  only  mean  that 
he  had  invented  new  machinery,  for  which  he 
had  obtained  the  patent.     If  it  meant  that  he  was 
not  the  first  inventor,  it  would  be  absurd.     That 
being  so,  the  pleas  are,  first,  that  the  invention  is 
not  new  ;  secondly,  that  the  plaintiff  is  not  the 
first  inventor.     Then,  if  those  assertions  are  used 
in  the  same  sense  as  ihe  words  **  had  invented**  in 
the  deed,   they  contain  a  direct  denial  of  the 
matter  there  recited;  if  not  used  in  the  same 
sense,  they  are  no  answer  to  the  declaration. 
The  only  authority  cited  for  the  proposition,  that 
no  estoppel  can  be  by  recital,  is  that  from  Co.  Litt. 
352  b.     It  is  not  denied,  however,  that  there  has 
been  many  cases  in  which  matter  of  recital  has 
been  held  to  estop  ;  but  then  it  is  said  that  the 
recital  in  those  cases  has  been  inseparably  mixed 
with  the  operative  parts  of  the  deea.    But,  if  that 
be  a  test,  the  case  is  so  here.     The  deed  recites 
that  the  plaintiff  has  invented  improvements,  and 
obtained  a  patent  for  the  invention,  and  then  it 
proceeds  to  a  demise  of  the  very  subject-matter 
for  which  the  patent  is  so  granted.     I  cannot 
separate  these  tnings,  and  I  therefore  think  the 
recital  here  comes  within  the  description  which 
Mr.  Wightman  has  given  of  the  law  laid  down  by 
the  old  cases.    The  passage  in  Lord  Coke  must 
be  taken  with   some    little  qualification  ;    and 
Laimon  v.  Tremere  is  a  direct  authority  to  show 
that  there  may  be  an  estoppel   by  matter  of 
recital.     In  Hayne  v.  Maltinf,  the  recital  con- 
tained no  assertion  of  ric^ht  in  the    plaintiffs 
ex^pt  as  assignees  *,  and  the  plea  did  not  deny 
that.    The  case  was  not  properly  >>ne  of  estoppel. 


How  far  the  principle  of  emotion  was  applicable, 
it  is  not  now  material  to  consider.  In  OU- 
ham  V.  Langmead,  there  cited,  where  the  action 
was  brought  by  the  assignee  of  the  patentee 
against  the  patentee.  Lord  Kenyon  would  not 
allow  the  latter  to  show  that  the  invention  wu 
not  a  new  one  against  his  own  deed.  As  estop- 
pels are  mutual,  that  is  a  strong  autboritj  to 
show  that  the  assignee,  if  he  had  by  deed  ad- 
mitted the  invention  to  be  new,  would  ha?e  been 
estopped  from  pleading  the  contrary.  And  the 
current  of  authorities,  and  particularly  the  late 
case  of  Lainson  v.  Tremere,  snow  that  there  may 
be  an  estoppel  by  recital  in  a  deed.  The  plaintiff 
is  entitled  to  judgment. 

WiUiams,  J. :  I  am  of  the  same  opinion.  A 
passage  has  been  cited  from  Lord  Coke,  in  which 
ne  says  that  an  estoppel  must  be  certain,  and  not 
be  taken  by  argument  or  inference.  Bat  to 
give  the  wonls  of  this  recital  the  sense  ascribed 
to  them  by  the  plaintiff,  is  no  argument ;  it  is 
only  making  use  of  the  common  understanding 
of  a  phrase  in  the  English  luiguage.  When 
it  is  said,  as  in  this  deed,  that  a  party  "  had  in- 
vented"  an  improvement,  it  means  that  he  was 
the  inventor  of  it  so  as  to  make  that  invention 
available  under  the  law  of  patents.  The  words 
^*  had  invented'*  must  then,  without  any  argument, 
mean  that,  the  contrary  of  which  is  averred  is 
the  first  and  second  pleas.  The  question,  there- 
fore, upon  these  is  the  same  as  upon  the  third 
plea,  as  to  which  there  is  no  doubt.  Then  the 
only  question  is,  whether  a  recital,  not  beinff  a 
direct  assertion,  can  estop  the  party  who  has 
made  it :  no  decision  has  been  cited  to  the  con- 
trary ;  and  this  court  lately  determined  in  favoor 
of  such  an  estoppel  in  Lainson  v.  Trtmert,  where 
the  doctrine  of  estoppels  was  carefully  and  folly 
considered,  and  where  the  estoppel  in  questioa 
depended  as  much  upon  a  recital  as  that  in  the 
present  case. 

Judgment  for  the  plaintiff. 

CoUiuge  V.  Bowman, 

November  20,  1834.  This  was  a  motion  to 
restrain  the  defendant  from  proceeding  in  an 
action  at  law,  or,  if  the  court  should  be  oi  opinion 
that  the  action  at  law  should  proceed,  to  obtain 
liberty  for  the  plaintiff  to  give  evidence  of  the  in- 
validity of  a  patent  obtained  by  the  defendant. 
In  1824,  the  plaintiff  CoUinffe  and  his  partner 
took  a  license  from  the  defendant  to  use  certain 
looms  with  improvements,  alleged  to  be  the  de» 
fendant's .  invention,  in  consideration  of  a  snm 

{>aid  immediately  and  certain  annual  rents.  The 
icense  deed  contained  a  proviso,  that  in  case  the 
plaintiff  should  furnish  evidence  of  any  person 
infringing  the  defendant's  patent,  he  (the  defend- 
ant) would  bring  an  action  or  proceed  by  injunc- 
tion. In  December,  1825,  the  validity  of  the 
patent  was  disputed,  and  an  agreement  was  en- 
tered into  between  the  plaintiff  and  the  defendant, 
by  whicfar  the  plaintiff  agreed  to  pay  the  sum  of 
202i.,  then  alleged  to  be  due  in  respect  of  tbe 
annual  rents,  and  the  defendant  agreed  to  abandon 
all  further  claim  on  the  plaintiff.  Eight  years 
after  the  date  of  this  agreement,  the  defendant 
brought  an  action  to  recover  from  the  plaintifiT 
the  arrears  of  rent  then  said  to  be  due ;  and  tlie 
court  having  held  in  a  similar  case,  that  the  de« 
fendant  was  estopped  by  his  license  deed  from 
denying  the  validity  of  the  patent,  Collinge  had 
no  remedy  but  the  present  application. 
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For  tlie  defendint  it  was  contended,  that  upon 
Mne  disputes  arising  between  the  defendant  and 
(hid  parties,  he  had  agreed  not  to  call  upon  the 
plaintiff  &r  payment  of  the  annual  rent  until  the 
nliditj  of  his  patent  should  be  established.  That 
ifreement  was  without  consideration,  and  con- 
ttcpientiy  invalid,  and  moreover  was  not  the 
modation  of  the  plaintiff*  s  supposed  equity,  for 
the  hill  alleged  the  original  contract  as  fraudulent, 
by  reason  of  the  defendant  having  represented 
bnaself  as  the  inventor  of  machinery  which  he 
hid  never  in  fact  invented.  For  that  allegation 
there  was  not  the  slightest  foundation,  and  it  was 
IB  fact  distinctly  negatived  by  the  defendant's 
aaswer.  It  had  been  determined  by  a  court  of 
law  that  the  plaintiff  had  no  right,  according  to 
the  terms  of  the  original  contract,  to  dispute  the 
validity  of  the  patent,  and  this  court  had  no  juris- 
diction upon  a  purely  legal  question  to  interfere 
vith  the  decision  of  the  Court  of  King*s  Bench, 
by  mtiaining  or  controlling  the  conduct  of  pro- 
ceedings at  law. 

The  Muter  of  the  Rolli :  The  only  question  is, 
whether  a  case  is  made  out  for  the  interposition 
of  a  court  of  equity,  founded  upon  the  pvol 
eontnct  of  the  defendant  to  discharge  the  plain- 
tiff from  the  payment  of  the  annual  rents.  Now 
the  plaintiff's  bill  is  not  framed  for  the  purpose  of 
cvrying  that  parol  agreement  into  effect;  it 
chaiges  fraud  in  the  inception  and  execution  of 
the  original  contract,  and  that  fraud  is  distinctly 
denied  by  the  plaintiff's  answer.  Whether  the 
Court  of  Kingf's  Bench  was  or  was  not  right  in 
deciding  that  the  plaintiff  was  estopped  by  the 
ttras  of  the  original  contract  from  objecting  to 
the  validity  of  the  patent,  is  not  here  the  question. 
The  question  is,  whether  the  subsequent  agree- 
Beat  was  of  such  a  nature  as  to  give  the  plaintiff 
an  equity,  entitling  him  to  the  interposition  of  thia 
cooit.  Now  that  agreement  was  a  mere  volun- 
tary engagement  on  the  part  of  the  defendant  to 
mear  insisting  upon  his  legal  rights  under  the 
original  eontnct,  until  he  should  have  established 
ha  clahn  to  the  benefiu  of  the  patent;  and  it  is 
Mt  to  be  considered  as  a  gratuitous  abaindonment 


of  the  rights  which  the  law  gave  him.     This  mo- 
tion, therefore,  must^be  refused. 

Chanter  v.  Leete  and  Others. 

This  was  an  action  on  an  agreement  not  under 
seal,  whereby,  after  reciting  that  the  plaintiff  had 
obtained  one  patent  and  was  interested  in  several 
others,  in  consideration  of  400/.  per  annum,  pay- 
able to  the  plaintiff,  and  certain  other  sums  pay- 
able to  other  persons,  it  was  agreed  between  tne 
parties,  that  the  defendants  should  have  the  ex- 
clusive use  of  the  said  inventions,  the  subjects  of 
the  above  patents,  and  the  breach  assigned  was 
the  non-payment  to  the  plaintiff  of  a  half-yearly 
payment.  The  defendants,  among  other  pleas, 
pleaded,  setting  forth  the  plaintiflrs  patent,  and 
averred  that  it  was  not  at  the  time  of  the  grant  a 
new  invention  as  to  the  public  use  thereof  in 
England ;  and  this  plea  was  held  a  bar  to  the 
action,  on  the  ground  that  there  was  a  part 
failure  of  the  consideration.  There  were  many 
other  points  in  the  case  besides  the  one  here 
noticed.  See  4  M.  &  W.  295,  and  affirmed  in 
error,  6M.&W.698. 

Tliis  case  is  at  once  distinguishable  from  all  the 
others  above  noticed ;  in  Hayne  v.  Maltby,  and 
Bowman  v.  Taylor,  the  g^ant  of  license  was  by 
deed,  and  there  were  express  averments  of  the 
enjoyment  of  the  patent ;  in  Taylor  v.  Hare,  there 
had  been  distinct  enjoyment;  the  question  of 
estoppel  did  not  at  all  arise,  it  not  appearing 
that  there  had  been  any  enjoyment  by  the  de- 
fendants. 

Lovell  y.  Hiekt* 

In'this  case  an  agreement  for  the  purchase  of 
a  share  in  certain  letters  patent,  which  proved  to 
be  a  mere  bubble  speculation,  was  set  aside  on 
the  ground  of  fraud  and  misrepresentation,  and  so 
the  money  paid  under  the  agreement  ordered  to 
be  refunded.    2  Y.  and  Col.  46  &  472. 

See  further  Protheroe  v.  May,  and  notes,  as  to 
some  of  the  matters  here  referred  to,  and  as  to 
questions  of  assigpiment  and  license^  and  partner, 
ship  in  letters  patent.  Pott. 


Neilson  &  Others  v.  Harford  &  Others. 
Cor.  Parke,  B.,  May  4th,  5th,  and  6th,  1841. 


Miy,  1841. 


The  declaration,  which  was  in  the  usual  form,  assigned  as  Declaration. 
breaches,  Rrst,  that  the  defendants  did  use  and  put  in  practice 
the  8^d  invention,  by  smelting,  manufacturing  and  making  divers, 
&C.,  tons  of  iron,  on  the  said  improved  plan  and  principle  of 
the  said  invention,  and  in  imitation  of  the  said  invention. 
3.  Did  smelt,  manufacture,  and  make  divers,  &c.,  tons  of  iron 
on  the  said  improved  plan  and  principle.  3.  Did  counterfeit, 
unitate,  and  resemble  the  said  invention,  and  did  make  divers 
ooloorable  additions  thereto,  and  subtractions  therefrom,  where- 
by to  pretend  themselves  to  be  the  inventors  and  devisers 
thereof,  and  did  put  in  practice  the  said  imitations,  additions. 
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and  alterations,  as  aforesaid,  and  pretend  themselves  to  be  tte 
inyentors  of  the  said  invention.  4.  Did  smelt,  manufactuie, 
and  make  divers,  &c.  tons  of  iron,  with  certain  other  improve- 
ments in  the  process  of  such  smelting,  manufacturing,  and 
making,  which  were  intended  to  imitate  and  resemble,  and  did 
imitate  and  resemble,  the  said  invention,  and  thereby  counter- 
feited the  same. 

Pteas.  The  defendants  pleaded.  First,  not  guilty.     2.  That  the  said 

Neilson  was  not  the  true  and  first  inventor  of  any  invention  for 
the  improved  application,  &c.  3.  That  the  said  invention  was 
not  new  as  to  the  public  use  and  exercise  thereof,  within^  &c^ 
4.  Setting  out  the  specification,  and  averring  that  the  said 
Neilson  did  not  by  the  said,  or  by  any  other  instrument  in 
writing,  particularly  describe  and  ascertain  the  nature  of  his  said 
supposed  invention,  and  in  what  manner  the  same  was  to  be 
performed.  5.  That  the  said  invention  was  not,  at  the  time  of 
making  the  said  letters  patent,  nor  has  been,  of  any  public  or 
general  use,  benefit,  or  advantage,  whatsoever.  On  these  pleas 
issues  were  joined. 

NotietofObjBC'  The  defendants  delivered  with  their  pleas  the  following  objec- 
tions. The  defendants  in  this  action,  besides  denying  that  tJiey 
have  infringed  the  patent  in  the  declaration  mentioned,  intend 
at  the  trial  of  this  cause  to  rely  on  the  following  objections 
(that  is  to  say) :  that  the  said  patent  is  void,  as  being  for  a 
principle;  that  the  terms  in  which  the  subject  of  the  patent  is 
described,  viz.  an  invention  for  the  improved  application  of  air 
to  produce  heat  in  fires,  forges,  and  furnaces,  where  bellows  and 
other  blowing  apparatus  are  required,  are  ambiguous,  and  it  is 
doubtful  whether  the  patent  is  for  the  invention  of  the  applica- 
tion of  hot  air,  or  only  for  an  improved  mode  of  applying  hot 
air.  That  the  said  Neilson  is  not  the  first  and  true  inventor  of 
the  said  supposed  invention.  That  the  said  supposed  invention 
was  publicly  used  and  put  in  practice  before  the  granting  of  the 
said  letters  patent.  That  the  said  invention,  before  the  date  of 
the  said  letters  patent,  had  been  publicly  disclosed  and  printed  in 
divers  philosophical  and  other  books,  and  amongst  others  in  a 
certain  treatise  or  paper  published  by  Mr.  James  Sadler^  in 
Nicholson's  Journal  of  Natural  Philosophy,  for  the  month  of 
April,  1798  (a).  That  the  introduction  and  application  of 
heated  air  into  furnaces  for  the  purpose  of  producing  an  intenser 
heat,  was  in  1825,  and  before  the  date  of  the  said  letters  patent, 
made  known  by  the  invention  of  Mr.  Chapman's  process  for 
creating  combustion  and  consuming  smoke  {b).  That  the  appK-* 
cation  of  atmospheric  mt  beyond  its  ordinary  temperature,  to 
facilitate  the  smelting  of  iron  and  other  ores,  is  claimed  gene- 


(a)  As  to  this  invention,  sec  ante  275.  (6)  Ibid, 
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rally  by  the  said  patent^  whereas  the  said  application  was  known  i^.p.  iff4i. 
and  practised  both  in  England  and  Scotland  prior  to  the  date 
of  the  said  letters  patent,  and  amongst  other  places  at  Glasgow 
and  Irvine,  in  Scotland,  and  at  Liverpool,  and  in  London, 
by  various  iron  founders,  anchor-smiths,  and  other  persons 
engaged  in  the  manufacture  of  iron;  and  prior  to  the  date  of  the 
said  letters  patent,  the  principle  of  the  application  of  heated 
atmospheric  air  to  fires,  forges,  and  famaces,  had  been  disclosed 
m  the  specifications  of  two  several  patents  which  had  been  ob- 
tained—the one  in  December,  1816,  by  the  Rev.  R.  Stirling,  for 
his  invention  for  diminishing  the  consumptbn  of  fuel  {c) — ^the 
other  by  Mr.  T.  Botfield,  in  the  month  of  January,  1828,  for  his 
invention  of  certain  improvements  in  making  of  iron,  or  in  the 
method  of  smelting  and  making  of  iron  {d) ;  and  also  the  prin- 
ciple of  the  application  of  heated  air  to  furnaces,  in  1825,  and 
prior  to  the  date  of  the  said  letters  patent  in  the  declaration 
mentioned,  had  been  made  known  and  put  into  practice  by 
one  Mr.  John  Jeffries  and  Mr.  F.  Patten,  of  the  Grove  Court 
Fonndry,  Southwark. 

The  defendants  further  contend^  that  if  the  invention  claimed 
is  an  improved  mode  of  applying  heated  air  to  fires,  forges,  and 
furnaces,  then  the  said  patent  is  void,  because  no  sufficient  spe-« 
cification  of  the  said  invention  has  been  enrolled  in  conformity 
with  the  provisions  <^  the  said  letters  patent  in  that  behalf; 
that  the  description  of  the  apparatus  to  be  employed  is  so  de- 
fective, that  no  workman  of  ordinary  skill  would  be  able  to 
numu&cture  the  said  apparatus  merely  by  reading  the  said 
specification ;  that  the  said  specification  is  calculated  to  deceive* 
That  the  mode  of  applying  hot  air  by  means  of  an  air  vessel  or 
receptacle,  whi9h  is  vaguely  described  in  the  said  specification, 
is  substantially  the  mode  or  apparatus  for  which  Mr.  Botfield 
had  preriously  obtained  his  patent.  That  the  said  specification^ 
so  &r  as  it  can  be  understood  as  descriptive  of  a  particular 
apparatus  for  forming  and  supplying  hot  air,  describes  an  appa- 
ntos  which  does  not  answer  the  purpose.  That  the  said  spe- 
cification is  invalid  on  account  of  its  general  vagueness.  That 
^  aaid  specification  is  defective,  inasmuch  as  it  does  not 
describe  the  kind  of  furnace  to  which  the  said  invention  is 
spplicable,  and  it  is  not  applicable  to  aU  kinds  of  furnaces. 
'Riat  the  apparatus  described  in  the  said  specification  to  be  em- 
pfeyed  for  the  ptirpose  of  heating  air,  is  so  defective,  that  it 
is  incapable  of  producing  any  beneficial  effect  in  the  blast 
'vnace.  That  the  apparatus  used  by  the  defendants  is  wholly 
Cerent  from  that  described  in  the  specification,  and  upon  a 
^iiSerent  principle,  and  it  was  invented  at  the  Calder  Iron  Works, 


(c)  Antt  27&  (d)  See  specification,  ante  274. 
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Tfrttktcfobjec--  and  other  iron  works  near  Glasgow,  in  ScoUand,  and  bv  Mr. 
'"''"'  J.  Jeffries  and  T.  Patten,  at  Southwark,  and  not  by  the  said 

Neilson. 

That  if  the  apparatus  described  by  the  said  Neilson  in  his 
specification  could  be  made  to  raise  the  atmospheric  air  to  a 
sufficient  degree  of  heat,  it  could  not  be  used  without  a  water 
twire  for  introducing  the  hot  air  into  the  blast  furnace.  That 
the  apparatus  which  the  defendants  do  use,  and  any  other 
apparatus  which  would  be  capable  of  raising  the  atmosphere  to 
a  sufficient  degree  of  heat,  could  not  be  applied  to  the  blast 
furnace  without  the  use  of  a  water  twire. 

That  it  is  alleged  in  the  said  specification,  that  the  size  of  the 
air  vessel  must  depend  upon  the  blast,  and  on  the  heat  neces- 
sary to  be  produced ;  that  for  an  ordinary  smith's  fire  or  forge, 
an  air  vessel  or  receptacle  capable  of  containing  1,200  cubic 
inches  will  be  of ,  proper  dimensions,  and  for  a  cupola  of 
the  usual  size  for  cast  iron  founders,  an  air  vessel  capable  of 
containing  10,000  cubic  inches  will  be  of  a  proper  size.  For 
fires,  forges,  and  furnaces,  upon  a  greater  scale,  such  as  blast 
furnaces  for  smelting  iron,  large  cast  iron  founders'  cupolas,  air 
vessels  of  proportionally  increased  dimensions  and  numbers  will 
be  required ;  whereas,  in  order  to  produce  the  effiect  required, 
the  heating  apparatus  ought  to  be  made  of  such  a  construction 
that  the  surface  exposed  to  the  action  of  the  heat  should  be  in 
proportion  to  the  quantity  of  air  required  to  be  heated,  and  that 
instead  of  the  vessel  or  receptacle  being  enlarged  when  a  greater 
quantity  of  heat  is  required,  the  heating  apparatus  must  be 
reduced  in  size,  and  the  surface  increased  in  extent,  so  as  to 
obtain  the  maximum  of  heating  surface  in  proportion  to  the 
quantity  of  heated  air  required. 

That  it  is  therein  alleged,  that  the  air  vessel  or  receptacle 
may  be  conveniently  made  of  iron,  but  as  the  effect  does  not 
depend  upon  the  nature  of  the  material,  other  metal  or  ma- 
teriab  may  be  used ;  whereas,  in  fact,  no  other  metal  can  be 
used  which  will  effect  the  desired  object  so  well  and  at  such 
small  expense  as  iron.  Also,  that  the  sizes  and  proportions  of 
the  air  vessels  mentioned  in  the  specification,  rendered  the 
alleged  invention  inoperative  and  useless.  The  defendants 
further  object,  that  the  said  invention,  as  described  in  the  said 
specification,  is  of  no  public  use  or  benefit^  that  the  heated  mr 
cannot  be  introduced  into  smelting  furnaces  by  a  simple  pipe, 
as  mentioned  in  the  said  specification. 
riainiijji  cau.  Sir  W.  Follett  for  the  plaintiffs:  The  plaintiffs  are  the  pro- 
prietors of  an  extremely  valuable  patent  for  a  discovery  of  the 
greatest  importance,  and  whatever  other  points  may  be  urged  in 
the  case,  no  one  will  dispute  the  great  advantage  of  the  dis- 
covery. It  is  scarcely  possible  to  exaggerate  its  importance; 
there  has  been  nothing  discovered  in  modern  times  which  ha» 
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had  so  considerable  an  effect  on  one  of  the  greatest  mannfac-  A.D.  1841. 

tores  of  this  country — ^the  manufacture  of  the  smelting  of  iron. 

It  has  enabled  persons  to  bring  into  operation  and  into  play 

fields  of  iron  and  of  coal  in  different  parts  of  this  country^  that 

before  this  discovery  it  was  thought  impossible  to  apply  to  the 

smelting  of  iron.     It  has  been  in  use  now  for  many  years ;  like 

many  other  valuable  discoveries,  not  at  first  duly  appreciated, 

but  is  now  perfectly  understood,  not  only  in  this  country,  but, 

I  believe,  also  on  the  continent ;  and  up  to  this  time,  I  believe, 

Mr.  Neilson  has  always  been  considered,  both  in  this  coimtry 

and  on  the  continent,  as  the  inventor  and  the  discoverer  of  this 

process;   he  has  had  the  advantage  of  the  patent;  and,  un-^ 

doabtedly,  I  do  not  say  that  this  patent  has  not  been  a  most 

valoable  one,  and  that  it  is  not  now  a  most  valuable  one.     It 

bean  date  as  far  back  as  the  11th  of  September,  1828;  it  will 

expire  therefore  in  the  month  of  September,  1842.     It  has  a 

very  short  time  to  run ;  but  although  it  has  a  short  time  to  run, 

it  is  of  considerable  importance  to  the  proprietors,  that  it  should 

not  be  infringed  during  that  time. 

Before  this  invention  the  blast  was  produced  by  a  blowing 
power,  as  a  pair  of  bellows,  it  then  passed  through  the  regu- 
lator, and  entered  in  a  cold  stream  into  the  furnace ;  and  at  that 
time  there  was  a  very  strong  opinion  entertained,  not  only  by 
iron  manufacturers,  but  by  persons  who  had  scientific  know- 
ledge on  this  subject,  that  it  was  better  for  the  purpose  of 
smelting  iron  that  the  stream  of  air  which  was  so  produced  by 
the  blowing  apparatus  should  enter  the  furnace  cold.  It  had 
been  observed  that  the  furnaces  for  the  smelting  of  iron  worked 
very  much  better  in  the  winter  than  in  the  summer  months,  and 
parties  had  thence  concluded,  that  it  was  better  that  the  air  should 
enter  the  furnace  cold ;  and  so  far  had  that  notion  spread,  that 
one  of  the  great  iron  manufacturers,  who  in  the  course  of  this 
cause  wiU  be  called  before  you  as  a  witness,  had  thought  it  to 
be  of  80  much  importance,  that  he  was  at  considerable  expense 
to  prevent  any  heat  being  communicated  to  the  air  passing  into 
the  fbmace.  The  air,  then,  at  this  time,  was  always  introduced 
into  the  furnace  cold. 

Now  Mr.  Neilson,  who  is  a  person  of  very  considerable 
Scientific  attainments,  and  also  of  very  great  practical  know- 
ledge, was  led  to  conceive  a  contrary  notion,  which,  I  believe, 
originated  from  observations  that  he  had  made  in  the  common 
forge  of  a  blacksmith ;  from  these  observations  and  various  ex- 
periments, he  came  to  a  conclusion  different  from  that  which 
prevailed  in  the  world,  and  he  conceived  that  the  effect  upon  the 
fmace  for  the  smelting  of  iron  would  be  very  considerably  in- 
creased by  introducing  the  air  into  the  furnace  hot  instead  of 
^Id.  Previous  to  this  discovery,  coal  could  not  be  used  in  its 
primitive  state,  but  now  you  may  use  the  coal  in  Scotland, 
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Sir  w.  Fdiiett   which  is  a  great  deal  worse  than  the  coal  in  Wales,    The  iroil 
jor  0p   n  jf$.  ^^^  which  was  sent  away  from  the  places  producing  it  to  other 
parts,  in  consequence  of  the  expense  of  converting  the  fuel  into 
coke,  is  now  manufactured  into  iron  at  those  spots.     And  there 
has  lately  been  a  still  further  advantage  in  consequence  of  this 
discovery,  which  is  the  subject  also  of  a  patent,  which  is  now  in 
litigation  in  another  court,  but  which  has  shown  the  extraordmary 
effect  at  least  of  this  patent  of  Mr.  Neilson's.    In  a  consideraUe 
part  of  Wales  there  is  a  coal  called  stone  coal,  or  anthradte, 
which  could  not  be  used  at  all  for  the  smelting  of  iron.     Since 
this  discovery  of  Mr.  Neilson's,  it  has  been  found  that  the  stone 
coal,  or  the  anthracite,  may  be  used  as  fuel  effectually,  and 
equally  well  with  the  other  species  of  coal.    This  was  discovered 
by  a  gentleman  of  the  name  of  Crane,  who  has  taken  out  a 
patent  for  it.     Mr.  Crane,  of  course,  does  not  pretend  to  say 
that  he  has  any  right  to  interfere  with  the  patent  of  Mr.  Neilson 
until  Mr.  NeiLson's  patent  has  expired.     He  say?,  I  have  made 
a  discovery  which  may  be  superadded  to  that,  and  I  am  en- 
titled to  protection  for  my  discovery  of  the  use  of  this  antiira* 
cite  coal ;  but  he  cannot  use  the  hot  blast,  nor  bring  his  patent 
into  force,  until  the  expiration  of  Mr«  Neilson's  patent,  without 
a  license  from  him.     He  has  obtained  a  Ucense  from  Mr. 
Neilson,  and  under  that  license  it  is  that  he  is  now  working  his 
jpatent,  and  that  he  has  taken  out  a  patent  for  the  use  of  the 
anthracite  coal. 

Now,  I  stated  that  the  principle  which  Mr.  Neilson  had  con- 
sidered was  defective  in  the  old  mode  of  smelting  the  iron,  was 
in  applying  the  blast  cold,  and  that  he  considered  that  a  great 
improvement  would  be  made  by  applying  it  in  a  hot  state. 
Then,  having  satisfied  himself  of  that,  he  has  taken  out  this 
patent,  and  in  applying  to  practice  the  principle  which  he  says 
may  be  so  advantageously  used  in  the  smelting  of  iron,  he  does 
not  at  all  interfere  with  the  blast  apparatus,  nor  with  the  old 
furnace,  or  the  mode  of  filling  the  furnace,  or  of  applying  the 
fire,  or  any  of  the  old  processes  of  smelting  iron ;  but  his  plan 
is,  to  have  between  the  blowing  apparatus,  that  is  between  the 
regulator,  which  was  a  part  of  the  blowing  apparatus  in  the  old 
system,  an  air  vessel  or  vessels,  which  shall  be  air-tight,  or 
tight  enough  to  receive  the  air,  that  those  vessels  shall  be  sub- 
ject to  heat,  that  they  shall  be  placed  over  the  fire  and  heated, 
and  that  the  air  from  the  blowing  power  should  pass  into  those 
air  vessels  so  subject  to  heat,  so  as  very  materially  and  con- 
siderably to  increase  the  temperature  of  the  air,  and  then,  that 
from  those  air  vessels  it  shall  pass  along  the  tubes  in  the  usual 
way  through  the  arches  or  twires  into  the  furnace.  The  conse- 
quence, therefore,  will  be,  that  by  adopting  this  mode  of  placing 
the  vessel  or  vessels  between  the  blowing  power  and  the 
furnace,  and  heating  those  vessels,  thje  air  will  pass  tlirough 


NBILSON    AND   OTHERS  V.   HARFORD    AND    OTHERS.  301 

vessels  which  are  subject  to  the  fire^  which  will  become  hot^  A.D.  1841. 
and  then  enter  the  furnace  in  a  heated  state. 

Now,  there  is  no  doubt  that  this  is  a  simple  process,  and,  like 
most  other  discoveries  when  once  made,  appears  to  be  very 
easy  to  be  carried  into  effect.  But  certainly  the  smelting  of 
iron  had  been  conducted  in  this  country,  and  had  been  con- 
ducted on  the  continent  for  a  great  number  of  years,  and 
nobody  had  ever  thought  of,  or  rather  appUed  the  invention, 
until  Mr.  Neilson  took  out  his  patent  in  1828.  I  say  that, 
because  I  am  satisfied  on  the  evidence  that  will  be  the 
case.  There  is  a  statement  here,  that  the  invention  of  Mr« 
Neilson  is  not  new.  I  shall  prove  conclusively  to  you  that 
Mr.  Neilson^s  invention  is  new,  that  it  was  not  used  in  this 
country,  that  it  was  not  known  in  this  country,  that  he  was  the 
inventor  and  discoverer,  that  he  found  out  the  principle,  and 
that  he  showed  the  mode  in  which  the  principle  could  be 
practically  carried  into  effect,  and  that  he  did  it  in  the  way  that 
I  have  described  to  you,  by  placing  the  air  vessel  or  air  vessels 
between  the  blowing  apparatus  and  the  furnace,  heating  those 
vessels^  and  then  passing  the  air  through  those  vessels  and 
through  a  tube  into  the  furnace. 

I  am  sure,  gentlemen,  that  you  will  feel  what  I  believe  now 
is  a  common  feeling  on  this  subject,  that  where  a  party  has 
made  a  valuable  discovery  of  this  kind,  where  it  has  been  owing 
to  his  own  science  and  intellectual  acquirements  and  practical 
knowledge,  that  at  least  he  is  entitled  to  the  protection  for  the 
limited  period  of  fourteen  years,  which  the  law  allows.  The 
feeling  is  not  now  as  it  was  at  one  time,  to  be  astute  to  find  out 
modes  of  upsetting  or  destroying  patents,  but  it  is  a  much  more 
common  sense  view  of  the  subject  now,  that  a  man  who  has 
applied  his  science,  his  intellect,  and  his  knowledge,  ought  to 
derive  some  profit  from  the  invention  and  the  discovery  which 
he  has  made,  and  Mr.  Neilson  and  the  other  gentlemen  say,  we 
are  entitled  to  that  protection  down  to  the  month  of  Sep- 
tember, 1842. 

In  order  to  make  intelligible  the  objections  which  are  made, 
I  must  pray  attention  to  the  specification.  (The  learned 
counsel  read  and  commented  on  the  specification.)  The  de- 
fendants say,  that  they  have  not  been  guilty  under  the  circum- 
stances of  an  infringement  of  this  patent.  Now,  Mr.  Neilson 
says — I  do  not  claim  any  particular  shaped  vessel,  I  do  not 
claim  any  particular  sized  vessel ;  the  vessels  may  be  of  dif- 
ferent dimensions,  they  may  be  of  different  shapes,  they  may 
be  different  nmnbers,  that  will  depend  on  the  furnaces  in  which 
they  are  used ;  and,  moreover,  if  you  once  apply  this  invention 
and  discovery  of  Mr.  Neilson's,  and  use  a  vessel  of  a  particular 
shape,  and  in  the  course  of  time  find  that  a  vessel  of  a  different 
shape  may  answer  better,  that  it  may  save  fuel  for  instance,  or 
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Sir  w.  FMit   ihcrease  the  heat,  you  are  perfeefly  at  liberty  to  alter  the  shape 
farthepiaintifi.  ^f  the  vessel  OF  the  size  of  the  vessel  through  which  the  air 
passes ;  but  the  patent  cannot  be  evaded  in  that  way.    Whilst 
Mr.  Neilson's  patent  is  in  force,  every  vessel,  no  matter  \?hat 
its  shape,  no  matter  what  its  size,  through  which  the  air  passes 
from  the  blowing  power  for  the  purpose  of  being  heated  to  go 
into  the  famace,  would  be  protected  and  covered  by  this  patent, 
because  the  patent  is  for  that  discovery  of  applying  the  heated 
air  to  the  furnace,  and  pointing  out  the  mode  in  which  that 
heated  air  may  be  applied.    Now,  Mr.  Neilson  never  could,  nor 
could  any  one  who  was  intending  that  this  should  be  of  practical 
use  or  benefit,  have  laid  down  any  particular  mode  or  shape  in 
which  these  vessels  were  to  be  constructed.    Any  person  of 
ordinary  skill  would  know  this,  that  the  lai^r  the  surface  of  the 
vessel  which  was  exposed  to  the  fire  the  greater  would  be  the 
heat,  therefore  you  would  get  the  greater  heat  by  making  your 
vessel  in  such  a  way  as  to  expose  a  larger  surface  to  the  fire. 
You  might  also  by  the  construction  of  the  vessel  economise  the 
fuel,  which  was  placed,  not  in  a  furnace  for  smelting,  but  in  a 
furnace  for  heating  the  vessel  through  which  the  air  passed. 
That  may  be  done  by  altering  the  shape  or  size  of  the  vessel, 
and  the  consequence  is,  that  although  this  discovery  of  Mr. 
Neilson's  is  now  in  general  use  in  this  country,  the  forms  and 
size  of  the  vessels  vary  at  dififerent  times  and  places ;  but  what- 
ever be  the  form,  whatever  be  the  size  of  the  air  vessel  or 
vessels  through  which  the  heated  air  passes,  I  say  on  the  part 
of  Mr.  Neilson,  and  I  am  quite  sure  I  shall  have  my  lord's 
sanction  for  it,  that  this  patent  covers  any  attempt  to  pass  the 
air  from  the  blowing  power  through  an  air  vessel  which  is 
heated,  and  then  conducting  that  air  in  a  heated  state  into  the 
furnace  (e). 

Now,  with  respect  to  the  vessel  used  not  being  an  infringe- 
ment, I  cannot  conceive  for  one  moment  that  any  question  or 
doubt  can  arise  on  the  subject  at  all.  I  would  concede,  if  it 
were  necessary  for  the  purpose  of  this  argument,  that  this  mode 
of  constructing  the  vessel  is  an  improvement  upon  the  old.  It 
may  be  such  an  improvement,  for  aught  I  know,  as  would  have 
entitled  the  party  who  discovered  it  to  a  patent;  but  that  was 
not  the  defendants,  they  did  not  invent  it  or  discover  it,  because 
it  was  in  common  use,  and  in  use  by  a  person  who  had  a  license 
from  the  plaintiffs ;  this  may  be  a  great  improvement  upon  the 


(e)  The   learned   counsel    described  various  straight  nipes,  alternately  between  each  ardied 

kinds  of  vessels  which  have  been  and  were  at  the  pipe,  so  that  the  air  admitted  at  the  end  of  one 

time  in  use,  and  particularly  that  used  by  the  of  the  straight  pipes  would  traverse  every  pipe 

defendants,  which  consisted  of  a  series  of  pipes  of  before  it  escaped,  the  fire  to  heat  the  pipes  being 

a  curved  or  arched  form,  communicating  with  placed  under  the  arched  pipes.    See  the  vessel 

two  straight  pipes ;   stops  being  placed  m  the  described  by  Sir  J.  CampheU,  pott  304. 
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old  vessel  or  the  Tessels  tliat  were  first  used ;  but  this  would  a.D.  I84i. 
not  the  least  interfere  with  Mr.  Neilson^s  patent. 

If  Mr.  Neilson  has  discovered  the  principle  of  applying  the  air 
heated  to  the  furnace,  and  shown  the  mode  in  which  that  can  be 
practically  carried  into  effect  by  passing  air  through  a  vessel 
heated,  and  subjecting  the  air  to  the  action  of  heat  in  that 
vessel  before  it  enters  the  furnace,  that  is  the  essence  of  his 
discovery,  and  that  it  is  which  he  is  entitled  to  be  protected  in ; 
and  no  one  who  makes  a  discovery  of  this  sort  could  be  entitled 
to  any  advantage  from  it  whatever,  except  so  far  as  he  had 
permission  of  Mr.  Neilson,  or  as  he  derived  authority  from 
ISi.  Neilson,  to  use  the  principle  of  Mr.  Neilson's  patent.  For 
if  it  were  otherwise,  you  will  observe  in  one  moment  that  Mr. 
Neilson,  notwithstanding  the  great  advantage  of  this  discovery, 
the  great  national  benefit  that  it  is  now  conferring  upon  the 
f  eountry,  may  be  totally  deprived  of  all  remuneration  of  every  sort 
I  or  kind,  heoauae  it  would  be  only  for  the  parties  to  say,  I  will 
use  a  vessel  of  a  different  sort,  or  I  will  use  tubes  or  pipes 
which  pass  in  this  way,  I  do  not  use  a  square  vessel,  I  do  not 
use  a  round  vessel,  I  use  a  vessel  of  this  sort ;  they  will  have  a 
right  to  say  at  once,  Mr.  Neilson  is  not  entitled  to  protection 
for  his  patent  at  all.  I  believe  no  doubt  can  be  entertained 
upon  it ;  I  say  so  imfeignedly,  and  I  am  quite  satisfied  that  my 
lord  will  teU  you  so,  and  that  under  this  specification  Mr. 
Ndlson  is  entitled  to  the  full  protection  of  the  principle  which 
he  has  discovered,  and  which  he  has  practically  found  the 
means  of  carrying  into  effect ;  and  that  so  long  as  his  patent  is 
in  force  he  is  entitled  to  the  advantage  of  that  principle  and 
the  practical  application  of  it  (/). 

It  is  said  that  the  specification  is  not  good ;  but  persons  of 
every  class  will  be  called  as  witnesses,  who  will  all  say  that  it  is 
perfectly  plain  and  intelligible;  that  no  person  acquainted 
wiUi  the  business  of  smelting  iron  could  doubt  its  meaning,  or 
be  in  any  difficulty  in  carrying  it  into  practical  operation. 

Lastly,  the  invention  is  said  not  to  be  of  any  public  use ; 
^t  can  be  the  meaning  of  such  a  plea  I  know  not,  because  if 
wymvention  that  ever  was  discovered  was  of  public  use,  this  is 
WBC;  there  is  none  which  has  produced  so  great  a  revolution  or 
so  great  a  saving  in  the  manufacture  of  iron,  and  occasioned 
soch  great  changes  both  in  England  and  Wales. 

*  *  *  *  *(^) 

Sir  J.  Campbell,  A.G.,  for  the  defendants «  Gentlemen  of  the 
jury,  I  have  to  address  you  on  behalf  of  the  defendants  in  this 


(/)  The  learned  counsel  then  proceeded  to  (g)  It  will  be  unnecessary  here  to  give  any  ab- 

(pmaeBt  on  the  alleged  prior  inventions  men-  stract  of  the  evidence  of  the  plaintifi'  witnesses, 

tiooed  in  the  notice  of  objections ;  as  to  which,  The  more  important  portions  of  that  evidence  will 

He  sate  274-6.  be  found  in  the  sumifting  ttp  of  the  learned  judge* 
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Sir  J.  CampbtU  cause,  and  the  question  that  you  will  have  to  determine  is,  whether 
^Zt^^-^^^  the  defendants  have  infringed  a  valid  patent  of  Mr.  Neilson's? 
There  has  been  read  to  you  an  admission  which  they  were  at 
all  times  ready  to  make ;  there  has  been  here  no  disguise,  no 
concealment;  they  have  openly  done  and  proclaimed  to  the 
world  what  they  have  done,  which  is  making  use  of  the  appa- 
ratus that  now  is  before  you ;  and  what  is  that  apparatus  ?  It 
consists  of  a  series  of  pipes,  two  of  them  horizontal  and  the 
others  vertical,  and  by  this  apparatus  the  air  being  introduced 
into  one  of  the  horizontal  pipes,  there  is  a  stop  hereabouts, 
which  prevents  it  from  going  further  in  that  horizontal  pipe.  It  is 
then  obliged  to  cross  over  to  the  other  horizontal  pipe.  It  then 
makes  a  progress  in  that  horizontal  pipe  until  there  is  another 
stop,  that  makes  it  cross  over  again  to  the  other  side ;  and  so  it 
traverses  from  side  to  side,  until  at  last,  passing  through  a  great 
number  of  these  heated  tubes,  it  reaches  a  temperature  of  600 
or  700  degrees,  and  at  that  temperature  it  is  introduced  into 
the  blast  furnace  by  means  of  the  water  twire.  That  is  our 
process,  and  you  are  to  say,  imder  my  lord^s  direction,  whether 
there  is  any  thing  in  point  of  law  to  prevent  the  defendants 
from  manufacturing  iron  by  the  assistance  of  that  apparatus. 

There  is  no  doubt  that  the  application  of  the  hot  blast  to  the 
making  of  iron,  according  to  the  present  practice,  is  an  improve- 
ment ;  but  why  was  the  patent  a  dead  letter  for  nearly  half  its 
term  ?  My  learned  friend.  Sir  W.  Follett,  said  that  the  greatest 
discoveries  shock  old  habits  and  notions,  that  reason  and  expe- 
rience and  time  are  necessary  for  overcoming  the  prejudices. 
But  the  fact  is,  that  the  invention  was  a  failure  until  the  pipes 
or  tubular  form  of  vessel  was  introduced.  The  specification 
gives  no  information  by  which  the  invention  could  be  suc- 
cessful. And  is  it  to  be  endured,  that  if  there  is  a  new  mode 
which  is  discovered  of  which  Mr.  Neilson  had  no  notion — ^if 
there  is  a  new  mode  discovered  by  which  hot  air  may  be 
advantageously  employed  in  the  smelting  of  iron,  that  all 
attempts  to  put  that  in  force  are  to  be  treated  as  illegal  and 
wrong  ?  That  is  not  the  law.  The  law  of  England  respecting 
inventions  is  founded  on  reason,  and  justice,  and  public  policy. 
It  is  this— that  when  there  has  been  an  important  discovery  in 
the  arts  and  manufactures,  the  discoverer  is  to  be  rewarded  by 
having  the  exclusive  use  of  it  for  a  certain  period  of  years ;  but 
then  there  is  a  condition  imposed  upon  him — ^there  is  a  bargain ; 
in  consideration  of  his  having  this  monopoly,  he  must  point  out 
to  all  mankind  how  the  invention  may  be  used,  and  he  must  do 
that  in  a  manner  which  admits  of  no  doubt,  which  any  person 
can  understand,  which  any  person  can  put  in  practice.  There 
is  not  the  smallest  ground  for  saying  that  Mr.  Neilson  has 
made  the  supposed  discovery  of  this  apparatus  which  lies  before 
me,  and  that  he  has  described  it  in  his  specification ;  for  unless 
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he  has  described  what  substantially  amounts  to  this  in  hisA.  D.1841. 

specification^  then  either  his  specification  is  bad,  or  there 

has  been  no  infiringement  of  the  patent  on  the  part  of  the 
defendants. 

The  title  of  the  patent  has  not  the  most*  distant  allusion  to 
the  hot  blast;  it  will  apply  as  well  to  the  cold  blast.  My  lord 
wiQ  see  that  this  is  not  at  all  for  any  alteration  in  the  tem- 
perature of  the  air ;  it  is  for  an  improved  mode  of  applying  air, 
not  altering  the  quality  of  the  air.  This  was  a  clear  deceit  upon 
the  crown  in  the  granting  of  this  patent,  if  Mr.  Neilson  had  had 
in  his  mind  that  it  was  the  air  that  was  to  be  heated;  and 
haring  in  his  mind  that  the  air  was  to  be  heated,  he  says  that 
he  has  found  out  merely  an  improved  mode  of  applying  air  to 
produce  heat  in  furnaces ;  would  not  that  apply  equally  to  the 
cold  blast  as  the  hot  blast,  because  in  the  cold  blast  you  do 
apply  air  for  producing  heat  in  furnaces.  Then  why,  if  he  knew 
at  the  time  he  took  out  this  patent,  if  he  intended  that  the  air 
was  to  be  heated  before  it  was  introduced  into  the  furnace — that 
is  the  principle  upon  which  he  relies — ^why  did  he  not  say  so  ? 
I  say  that  under  such  a  title  he  had  no  right  at  all  to  specify 
▼hat  we  call  the  hot  blast.  That  is  not  an  improved  mode  of 
applying  air.  What  comes  within  the  scope  of  that  title,  is  an 
improved  mode  of  merely  making  the  common  atmospheric  air 
as  it  comes  from  the  open  air  pass  into  the  blast  furnace.  And 
if  he  had  made  any  improvement  of  that  sort,  which  well  he 
might,  then  such  an  improvement  might  be  specified  under  the 
title. 

But  supposing  him  to  be  at  liberty  to  specify  a  mode  of 
^ng  the  hot  blast,  is  a  specification  for  the  beneficial  use  of 
hot  blast  sufficient  ?  I  will  state  what  I  understand  to  be  the 
principle  on  the  subject.  There  is  a  bargain  between  the 
patentee  and  the  crown,  representing  the  public.  In  con- 
oderation  of  the  patentee  enabling  any  person  of  common  skill 
^d  experience  to  make  use  of  his  invention,  the  crown  gives 
lum  the  exclusive  right  to  make  use  of  it  for  the  period  of  fourteen 
Tears.  But  not  only  in  point  of  law  impliedly,  but  expressly 
by  the  very  terms  of  the  patent,  a  condition  is  imposed  that  he 
shaU  specify  the  invention ;  that  is,  that  he  shall  describe  how  it 
» to  be  carried  into  effect  The  proviso  obliges  the  patentee, 
by  m  instrument  in  writing  under  his  hand,  particularly  to 
describe  and  ascertain  the  nature  of  the  invention,  and  in  what 
iftttuier  the  same  is  to  be  performed.  Now  these  things  are 
pi^escribed  upon  the  face  of  the  patent  itself  as  conditional.  He 
VQst  not  only  state  the  nature  of  the  invention,  but  he  must  state 
IB  what  manner  the  same  is  to  be  performed ;  and  he  is  to  cause 
^  isnie  to  be  enroUed  in  the  High  Court  of  Chancery  within  six 
VMmdis  next  and  immediately  after  the  date  of  the  said  recited 

2  R 
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Sir  J.  Campbell  letters  patent.    This  period  of  six  months  is  given  for  the  ex- 
{nti!**  ^'"^"^^   press  purpose  of  enabling  the  patentee  in  the  intermediate  time 
to  perfect  his  experiments ;  to  draw  up  a  complete  specification; 
to  disclose  to  the  world,  not  only  the  nature  of  his  invention, 
but  how  it  is  to  be  carried  into  effect.     The  motive  for  giving 
six  months  to  prepare  the  specification  is,  that  he  may  have 
ample  time  to  prepare  such  an  instrument  as  will  effectuaUy 
answer  the  purpose  that  is  intended. 
Petfuisitet  of         Now,  what  ought  that  instrument  to  contain  ?     I  apprehend 
tpceijicaiion.      ^j^^^^  ^:^  jg  ^^le  rule  upon  the  subject.    It  is  a  fundamental  ruk, 
on  which  all  others  for  making  and  judging  of  a  specification 
depend,  that  the  secret  must  be  disclosed  in  such  a  manner, 
that  men  of  common  understanding,  with  a  moderate  knowledge 
of  the  art,  may  be  enabled  to  make  the  subject  of  the  patent 
Nothing  to  invention,  nothing  to   experiment.      ExtraDeoos 
matter,  however  learned,  must  not  be  introduced  to  darken  it 
Though  it  is  addressed  to  the  public  in  general,  it  need  not  be 
so   circumstantial,    or  so   explanatory,   that  persons   entirely 
ignorant  of  the  elements  of  the  science  firom  which  the  subject 
is  taken  may  thereby  alone  be  able  to  learn  and  use  the  inven- 
tion.    Nor,  on  the  other  hand,  should  the  description  be  so 
concise  as  to  become  obscure.     But  it  must  be  intelligible  and 
useful  to  persons  of  moderate  knowledge,  not  entirely  ignorant^ 
but  of  moderate  knowledge  of  that  art  to  which  it  relates.    The 
clearness  of  the  description  will  of  course  depend  upon  the 
matter  of  the  invention ;  but  upon  the  whole  it  may  be  observed, 
that  if  a  person  of  moderate  capacity,  having  a  little  knowledge 
of  the  science  which  led  to  the  invention,  can  immediately  see 
the  method  pointed  out,  and  easily  apprehend  the  purport  for 
which  the  subject  was  invented,  without  study,  without  any  in- 
vention of  his  own,  and  without  experiments,  the  disclosure  is 
fully  and  fairly  made. 

There  are  no  diagrams,  plans,  and  nothing  whatever  in  the 
specification,  to  fix  him  to  what  the  invention  is.  And  before  I 
proceed  to  the  terms  of  the  specification,  I  must  draw  my 
lord's  attention  to  this  other  additional  objection,  that  it  is 
utterly  impossible  for  any  person  who  reads  the  title  of  the  spe- 
cification to  say  for  what  the  claim  is  made ;  whether  it  is  the 
application  of  hot  air  to  the  smelting  of  iron,  or  whether  it  is 
for  some  pretended  general  vague  method  which  he  supposes 
he  has  discovered.  Gentlemen,  if  that  were  so,  that  again 
would  be  a  fatal  objection,  because  although  this  is  not  an 
odious  monopoly,  it  is  a  monopoly  during  the  currency  of  the 
patent,  the  public  are  entirely  excluded  from  the  use  of  the 
process  that  is  legally  covered  and  protected  by  the  monopoly- 
Therefore  the  law  requires  that  confines  shall  be  distinctly  and 
broadly  marked  out,  so   that  the  public  may  know  whether 
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tiiey  are  exercising  a  legal  rights  or  whether  they  are  in*  A.  D.  1841. 
fringing  the  property  of  another.     It  is,  therefore,  indispen- 
sably necessary  that  the   specification,  taken   together  with 
the  title,  should  distinctly  denote  what  it  is  that  the  patentee 
daims  as  his  invention,  and  of  which  he  says  that  he  is  to  be 
entitled  to  the  exclusive  use  during  a  period  of  fourteen  years. 
Now,  looking  at  his  title  and  specification,  what  is  it  that  Mr. 
Ncilson  says  he  is  to  have  the  exclusive  use  of  ?     His  title  is, 
"improved  application  of  air  to  produce  heat  in  fires,  forges, 
and  furnaces  ;'^  then  during  fourteen  years  are  all  mankind  to 
be  debarred  from  making  any  attempt  at  improving  the  appli- 
cation of  air  to  produce  heat  in  fires,  forges,  and  furnaces  ? 
Well,  then,  when  you  come  down  to  what  he  specifies,  what 
does  he  specify  ?     Does  he  specify  a  principle  ?     Does  he  claim 
all  modes  by  which  heat  is  to  be  communicated  to  the  air 
between  the  blowing  apparatus  and  the  furnace  ?     I  think  my 
learned  friend  says  that  he  does.    He  says  that  any  mode  what- 
soever by  which,  in  the  intermediate  space  between  the  regulator 
(which  is  taken  to  be  part  of  the  blowing  apparatus)  and  the 
blast  furnace,  heat  is  communicated,  by  whatever  means,  whether 
it  be  in  a  sphere,  or  in  a  cube,  or  in  an  enclosed  vessel — of  course 
it  most  be  an  enclosed  vessel — [Parke,  B. :  It  is  not  necessary, 
because  Mr.  Botfield's  patent  is  one  in  which  it  is  not.     If  it  is 
the  application  of  heat  to  a  furnace  in  Mr.  Botfield's  patent,  it 
is  not  by  heating  the  air  in  an  enclosed  vessel.]     Not  in  that 
pert  to  which  your  lordship  refers.     [Parke^  B. :  Therefore  I 
suppose  what  he  claims  is  every  method  of  heating  the  air  in 
an  enclosed  vessel  of  any  shape  or  description,  between  the 
blowing  apparatus   and   the  furnace.]     I  suppose  so.     Quod 
takat  non  dixit  if  he  did  mean  to  say  so,  he  has  not  said  so ; 
and  that  is  one  of  my  objections,  because  he  has  said  no  such 
thing,  and  one  of  the  uncertainties  and  one  of  the  ambiguities 
of  which  I  complain  is,  that  he  has  said  no  such  thing ;  and 
then,  I  say,  that  if  he  had  said  so,  without  more  particularly 
designating  the  method  by  which  his  process  was  to  be  carried 
into  effect,  he  would  only  have  rendered  his  specification  more 
Ticious. 

But  now  let  us  examine  the  terms  of  the  specification,  which 
as  you  observe  is  without  any  drawing  whatever.  I  believe 
that  the  almost  invariable  practice  now  is  to  accompany  a  spe- 
cification with  drawings — ^and  why?  Why  the  specification 
should  be  a  working  plan,  it  should  enable  the  mechanic  to 
carry  the  invention  into  effect.  The  rule,  my  lord  will  re- 
member, in  Mr.  Watt's  famous  case  was  this,  that  a  mechanic 
acquainted  with  the  steam  engine  before  Watt's  invention 
should  be  able  to  perfect  Mr.  Watf  s  invention.  Mr.  Watt's 
invention  was  held  to  be  properly  specified,  because  a  common 
mechanic — the  word  meclianic  is  used — %*ecause  a  mechanic 
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Sir  J.  CamfhM  acquainted  with  the  old  engine  before  Mr.  Watf  s  improve- 
Mt$.  *  ments,  looking  to  Mr.  Watt's  specification  and  to  nothing  elac, 

could  make  all  Mr.  Watt's  improvements ;  and  it  was  proved 
that  they  did  make  them.  Here  not  a  single  instance  is  giyen 
of  any  person  who^  not  having  seen  the  apparatus  before  lookiDg 
to  the  specification^  made  the  apparatus  and  applied  it  to  the 
smelting  of  iron.  Notwithstanding  all  the  pains  that  have  been 
exerted— you  see  you  have  had  witnesses  called  firom  Wales, 
from  all  parts  of  England^  and  from  all  the  coal  country  and 
the  iron  country  in  Scotland — ^you  have  had  scientific  vdtnesses 
called  merely  to  give  speculative'opinions — but  you  have  had  no 
one  single  instance  brought  before  you  of  any  person  who, 
taking  this  specification  in  his  handj  and  not  being  previously 
instructed  with  the  mode  in  which  the  hot  blast  was  to  be 
applied,  constructed  an  apparatus  whereby  the  hot  blast  was 
beneficially  applied  to  the  smelting  of  iron.  Upon  that  ground, 
I  say^  the  plaintiffs'  case  entirely  fails.  (The  learned  counsel 
then  proceeded  to  examine  and  comment  upon  the  spedfi- 
cation.)  We  have  been  told  that  this  is  a  vessel  where  you 
have  one  horizontal  tube,  another  horizontal  tube^  and  a  great 
series  of  vertical  tubes  commimicating  with  the  horizontal  tube, 
and  stops  in  the  horizontal  tube  whereby  the  air  is  propelled 
and  made  to  cross  firom  side  to  side  so  that  it  may  be  properly 
heated ;  and  this  is  called  a  vessel.  Why,  in  one  sense  it  maybe 
a  vessel^  as  if  it  were  twenty  miles  long  and  consisted  of  five 
thousand  pieces.  Why,  you  may  call  it  a  vessel  if  you  like,  but 
the  specification  is  to  speak  the  common  language  of  mankind; 
that  is  a  vessel  which  would  be  understood  to  be  a  vessel  in 
common  parlance,  or  at  all  events  by  a  person  of  moderate 
skill  in  the  department  of  art  to  which  the  discovery  belongs. 
Throughout  there  not  only  is  no  suggestion  of  a  succession  of 
different  pipes,  but  that  is  clearly  excluded,  because  it  is 
supposed  that  there  is  to  be  one  vessel.  Just  observe.  It  is 
admitted  that  there  is  only  to  be  one  vessel  as  to  the  smith's 
forge ;  it  is  admitted  that  there  is  only  to  be  one  vessel  as  to 
the  cupola.  It  is  quite  clear  that  the  patentee  contemplated 
that  the  same  process  was  to  be  adopted  in  the  blast  furnace, 
only  increasing  the  dimensions  of  the  vessel  or  having  two,  that 
is,  two  to  go  in  at  different  times.  [Parke,  B. :  '^  Dimensions 
and  numbers.^']  That  is  not  multiplying  the  pipes ;  that  is 
numbers  ^juadem  generis,  vessels  as  before  described,  of  the 
same  construction,  and  on  the  same  principle.  The  specifi- 
cation shows  that  Mr.  Neilson  contemplated  that  the  air  was  to 
pass  through  his  vessel  without  interruption,  without  any  disc 
or  any  thing  to  detain  it  against  the  heating  surface ;  it  was  to 
go  through  in  a  current.  Then  as  to  the  size ;  this  is  to  depend 
on  the  blast,  and  on  the  heat  necessary  to  be  produced.  Thus, 
as  the  blast  and  heat  to  be  produced  are  increased,  so  the  size  is 
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to  be  increased.    That  is  utterly  false^  for  if  you  were  to  in-  a.D.  1841. 
crease  the  size  in  that  proportion  you  would  utterly  fail ;  you 
would  have  a  form  which  would  not  give  the  heating  surface. 
This,  theB^  is  an  entire  misdirection;  instructions  are  given 
which,  if  followed^  must  produce  an  inevitable  failure. 

Farther,  the  following  passage^  ^^  the  form  or  shape  of  the  air 
Tessel  or  receptacle  is  immateri^^l  to  the  effect,  and  may  be 
adapted  to  the  local  circumstances  and  situation/^  is  totally 
false.  The  effect  is  producing  heat  in  the  air  contained  in  the 
ressel;  now  it  is  perfectly  well  known^  that  although  the  air 
may  be  heated  in  a  cube  of  a  foot,  yet  if  the  cube  be  increased 
die  air  wiU  not  be  heated  at  all.  How  then  can  the  form  be 
sud  to  be  immaterial  ? 

There  is  another  point,  the  omission  in  the  specification  of 
all  mention  of  the  water  twire^  which  is  entirely  fatal.  It  is 
admitted  that,  without  the  use  of  the  water  twire,  the  hot  blast 
camiot  be  beneficially  used ;  the  heat  of  the  air  is  so  great  on 
eotenng  the  furnace,  that  unless  there  be  some  contrivance  for 
cooling  the  pipe  by  which  the  heated  air  is  injected,  the  appli- 
cation must  fsdl. 

For  these  reasons  the  specification  is  bad,  and  the  patent 
camiot  be  supported.  The  legitimate  object  of  the  patent  was 
the  smithes  forge  and  smelting  cupola ;  for  these  Mr.  Neilson 
might  have  had  a  valid  patent,  if  he  had  entitled  it  properly 
and  i^ven  a  proper  specification,  but  he  has  extended  his  patent 
beyond  its  proper  limit,  and  endeavoured  to  embrace  a  subject 
for  which  he  merely  throws  out  a  hint;  in  respect  of  the 
smelting  of  iron,  it  is  a  patent  for  an  idea,  not  so  much  as  a 
principle,  and  cannot  therefore  be  supported  (A). 

Pabkb,  B.,  having  stated  the  pleadings,  proceeded  as  follows:  Parke,  B.,  to  the 
Now,  there  is  no  question  whatever  in  this  case  but  that  ^^i^'^xS gumming vp. 
invention  of  the  hot  blast,  as  used  at  the  time  this  action  was 
brought  and  some  time  before,  is  not  simply  beneficial,  but 
highly  valuable  to  the  arts,  and  a  very  important  discovery  has 
been  either  made  by  Mr.  Neilson,  or  he  has  led  to  a  most  im- 
portant discovery,  and  there  is  no  doubt  that  the  invention  he 
made  was  an  invention  which  turned  out  to  be  ultimately  an 
invention  of  the  greatest  utility,  and  I  entertain  no  doubt  or 


(k)  Ketiee    of  objectwnt  to  6e   considered   at  of  the  defendant  unless  he  prove  the  objections 

furi  tfske  pleadings, — No  witnesses  being  called  stated  in  such  notice,  not  unless  he  prove  the 

■I  the  part  of  the  defendants.  Sir  W.  Foliett  di-  notice.     I  think  it  must  be  considered  as  a  kind 

Rctcd  attention  to  the  terms  of  the  statute  5  and  of  notice  appended  to  the  pleas  as  a  notice  of 

6  W.  4,  c  83,  8.  5,  mUe  260,  n.  m.,  respecting  the  set-off,  and  that  therefore,  in  truth,  the  attention 

Bodee  of  oljectioiiB,  and  required  them  to  be  read,  of  the  court  should  be  called  to  it  as  part  of  the 

Tie  qoestion  was  then  raised  whether  such  read-  plaintiffs'  case.     Let  them  be  simpi  j  read.     The 

ing  at  this  stage  of  the  eavse  would  not  give  a  proper  course  would  have  been,  I  think,  that  they 

right  of  reply.  should  have  been  read  at  the  time  of  the  pleadings 

Parke,  B. :  The  words  of  the  statute  are,  no  being  opened. 
Q^ectiM  sfaafl  be  allowed  to  be  made  on  behalf         The  objeotioDs  were  then  read. 
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Parkt,  B.,  to  the  difficulty  myself  in  adopting  the  observation  that  has  been  made 
J^^'  by  Sir  William  FoUett,  as  to  the  mode  in  which  these  questions 

Patent  rights  are  of  patent  right  are  to  be  decided.  Half  a  century  ago^  or  even 
w!th  a  %^ew^  less,  within  fifteen  or  twenty  years,  there  seems  to  have  been 
their  defeat.  very  much  a  practice  with  both  judges  and  juries  to  destroy  the 
patent  right,  even  of  beneficial  patents,  by  exercising  great 
astuteness  in  taking  objections,  either  as  to  the  title  of  the 
patent,  but  more  particularly  as  to  the  specification,  and  many 
valuable  patent  rights  have  been  destroyed  in  consequence  of 
the  objections  so  taken.  Within  the  last  ten  years  or  more, 
the  courts  have  not  been  so  strict  in  taking  objections  to  the 
specification ;  and  they  have  endeavoured  to  hold  a  fair  hand 
between  the  patentee  and  the  pubUc,  willing  to  give  the 
patentee,  on  his  part,  the  reward  of  a  valuable  patent,  but 
taking  care  to  secure  to  the  public,  on  the  other  hand,  the 
benefit  of  that  proviso  which  is  introduced  into  the  patent  for 
their  advantage,  so  that  the  right  to  the  patent  may  be  fairly 
and  properly  expressed  in  the  specification.  Upon  this  occasion 
I  have  only  to  invite  your  attention  to  the  evidence,  and  to 
desire  you  to  decide  all  questions  arising  upon  the  specification, 
without  any  bias  on  either  side,  with  no  desire  to  give  the 
public  the  benefit  of  this  patent  by  tripping  it  up,  but  fairly  to 
exercise  your  judgment  between  the  patentee  and  the  pubUc. 

Now,  the  best  way  of  disposing  of  this  case,  I  think,  will  be 
to  take  those  questions  in  order  upon  which  you  are  to  pro- 
nounce your  opinion ;  and  the  first  is,  whether  the  defendants 
have  been  guilty  of  infringing  the  patent  ?  and  I  apprehend  that 
there  is  no  doubt  they  have,  if  the  patent  be  a  good  patent,  and 
if  the  specification  be  free  from  the  objections  that  are  raised  to 
it;  and  if  the  specification  is  to  be  understood  in  the  sense 
claimed  by  the  plaintiffs,  the  invention  of  heating  the  air 
between  its  leaving  the  blowing  apparatus  and  its  introduction 
into  the  furnace,  in  any  way,  in  any  close  vessel,  which  is 
exposed  to  the  action  of  heat,  there  is  no  doubt  that  the 
defendants^  machinery  is  an  infringement  of  that  patent,  because 
it  is  the  use  of  air  which  is  heated  much  more  beneficially, 
and  a  great  improvement  upon  what  would  probably  be  the 
If  the  inv-entioD  machine  constructed  by  looking  at  the  specification  alone ;  but 
iiTfhtarrh^  ^^  ^®  *®  application  of  heated  air,  heated  in  one  or  more 

while  ifl(ra^**iv*i,  vessels  between  the  blowing  apparatus  and  the  furnace,  and 
^reatih^im"  therefore  if  it  should  turn  out  that  the  patent  is  good,  and  the 
provement  specification  is  good,  though  unquestionably  what  the  defendants 
l^mUnL'\p^,a-  ^*^®  ^^^^  ^s  *  S^^^  improvement  upon  what  would  be  the 
ratus  m^yW  oo  species  of  machinery  or  apparatus  constructed  under  this 
in  aietMiifica-  patent,  it  appears  to  me  that  it  would  be  an  infringement  of 
tiou,  it  L«  no  lew  it ;  therefore  your  verdict  upon  that  issue  would  be  for  the 
ti  rio^etmu .  pjj^|.j^^  provided  it  is  for  the  plaintiff"  on  the  other  issues.  In 
case  it  should  not  be,  there  may  be  some  little  difficulty  in  dis- 
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posing  of  that  issue;  possibly  tliat  difficulty  may  not  arise (i).  A.D.  1841. 
If  it  becomes  necessary,  I  will  give  you  directions  on  that  part 
of  the  case. 

The  second  objection  is,  that  the  said  Neilson  was  not,  at  the 
time  of  the  making  the  said  letters  patent,  the  true  and  first 
inventor  of  any  invention  for  the  improved  application  of  air  to 
produce  heat  in  fires,  forges,  and  furnaces,  where  bellows  and 
other  blowing  apparatus  are  required.  Now,  upon  the  evidence 
in  the  case,  none  of  the  witnesses  who  have  been  called  on  the 
part  of  the  plaintiff  are  aware  of  any  invention  similar  to  this ; 
but  there  has  been  an  account  given  by  them — by  two— of  a 
discovery  made  by  a  Mr.  Botfield,  who  is  said  to  have  taken  out 
a  patent^  though  we  do  not  know  exactly  what  it  was.  Botfield's 
discovery  was  never  carried  into  effect ;  they  say  it  was  unlike 
the  present  mode  of  heating  air,  and  according  to  the  account 
that  was  given  by  those  gentlemen  who  are  acquainted  with 
Botfield's  process,  it  appears  to  be  different,  because  the  main 
principle  of  that  discovery,  according  to  their  account,  was  the 
application  of  gas  and  flame  to  the  easier  smelting  of  iron  stone 
in  the  furnace,  and  the  introduction  of  hot  air  was  only  in 
addition,  and  that  hot  air  came  over  the  stove  which  was  intro* 
duced  into  the  twire  hole,  without  being  kept  in  an  enclosed 
vessel  (*).  And  it  would  appear  that  Botfield's  invention  was 
not  the  plaintiff's  invention;  therefore,  that  would  dispose  of 
the  issue  that  the  plaintiff  was  not  the  sole  inventor,  and  also 
dispose  of  the  issue,  that  this  invention  had  been  used  before. 
The  defendants  say  in  one  plea,  that  he  was  not  the  inventor, 
and  in  anotlier  plea  they  say  it  was  used  before ;  but  there  is 
no  evidence  of  any  such  use,  except  in  the  case  of  Botfield^ 


(i)  The  difiBculty  here  BDggested  frequently  other  pleas)  denied  the  infringement  and  the 
occurs  in  practice,  and  the  question  is,  whether,  uovehv  of  the  invention  (at  least  so  far  as  it 
supposing  a  defendant  to  have  been  doing  pre-  related  to  the  alleged  infringements),  and  that 
ciselj  the  thing  described  and  claimed  in  the  the  parts  in  respect  of  which  the  infringement 
specification,  the  plaintiff  would  be  entitled  was  alleged  were  not  in  themselves  the  subject- 
to  the  verdict  on  the  issue  of  not  guilty,  if  the  matter  of  letters  patent.  The  defendants  had  a 
patent  should  not  be  good.  The  decision  of  this  verdict  on  the  issue  as  to  the  novelty,  the  rest  of 
question  under  the  new  rules  is  of  considerable  the  case  not  havinff  been  submitted  by  the  Lord 
importance  with  reference  to  costs ;  and  the  Chief  Justice  to  the  jury  ;  whereupon  Kelly  and 
simple  question  is,  whether  in  law  a  person  can  Webtter  contended  that  the  defendants  were  also 
be  guilty  of  infringing  an  invalid  patent,  what-  entitled  to  have  the  verdict  on  the  general  issue 
ever  the  ground  of  invalidity.  In  a  recent  case,  entered  for  them,  both  on  the  ground  of  the 
Sandiferd  y,  Neild  and  Othen^  cor.  Lord  Denman,  above  verdict,  and  assuming  that  the  parts  in 
CJ.  (Trin.Vac.  1842),  the  defendants,  who  were  respect  of  which  the  infringement  was  charged 
calico  printers,  were  using  a  particular  method  were  not  the  subject-matter.  Sir  F.  Po//acfc,  A.G., 
of  amjigement  of  the  pattern^  on  the  blocks,  M.  D.  Hill,  and  Crompton,  contra,  contended  that 
whereby  they  were  enabled  to  print  a  complicated  it  was  no  less  an  infringement,  however  invalid 
pattern  of  several  colours,  the  cloth  to  be  printed  the  patent,  whether  from  want  of  novelty  or  the 
being  advanced  each  impression  of  the  block  by  invention  not  being  the  subject-matter  of  letters 


portion,  as  one-sixth  of  the  width  of  the  patent, 
block.     The  defendants  were  char^^ed  with  in-  Lord  Denman,  C.  J.,  directed  a  verdict  for  the 

fringing  the  plaintiff's  patent,  both  m  respect  of  plaintiff  on  the  issue  of  not  guilty,  and  the  jury 

the  arrangement  of  the  pattern,  and  the  advancing  were  discharged  on  the  other  issues, 
the  cloth  (or  block)  by  spaces  less  than  the  whole  {k)  See  Botfield's  specification,  antt  274,  n. 

width  of  the  block.    The  defendants  (amongst 
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Parkg,  B.,  to  the  difficulty  myself  in  adopting  the  observation  that  has  been  made 
J^^'  by  Sir  William  FoUett,  as  to  the  mode  in  which  these  questioDS 

Patent  rights  are  of  patent  right  are  to  be  decided.  Half  a  century  ago,  or  even 
wuh  a  view^  Icss,  within  fifteen  or  twenty  years,  there  seems  to  have  been 
their  defeat.  very  much  a  practice  with  both  judges  and  juries  to  destroy  die 
patent  right,  even  of  beneficial  patents,  by  exercising  great 
astuteness  in  taking  objections,  either  as  to  the  title  of  die 
patent,  but  more  particularly  as  to  the  specification,  and  many 
valuable  patent  rights  have  been  destroyed  in  conseqnence  of 
the  objections  so  taken.  Within  the  last  ten  years  or  more, 
the  courts  have  not  been  so  strict  in  taking  objections  to  the 
specification ;  and  they  have  endeavoured  to  hold  a  fair  hand 
between  the  patentee  and  the  pubUc,  willing  to  give  the 
patentee,  on  his  part,  the  reward  of  a  valuable  patent,  but 
taking  care  to  secure  to  the  public,  on  the  other  hand,  the 
benefit  of  that  proviso  which  is  introduced  into  the  patent  for 
their  advantage,  so  that  the  right  to  the  patent  may  be  fairly 
and  properly  expressed  in  the  specification.  Upon  this  occasicm 
I  have  only  to  invite  your  attention  to  the  evidence,  and  to 
desire  you  to  decide  all  questions  arising  upon  the  specification, 
without  any  bias  on  either  side,  with  no  desire  to  ^ve  the 
public  the  benefit  of  this  patent  by  tripping  it  up,  but  fairly  to 
exercise  your  judgment  between  the  patentee  and  the  public. 

Now,  the  best  way  of  disposing  of  this  case,  I  think,  will  be 
to  take  those  questions  in  order  upon  which  you  are  to  pro- 
nounce your  opinion ;  and  the  first  is,  whether  the  defendants 
have  been  guilty  of  infringing  the  patent  ?  and  I  apprehend  that 
there  is  no  doubt  they  have,  if  the  patent  be  a  good  patent,  and 
if  the  specification  be  free  from  the  objections  that  are  raised  to 
it;  and  if  the  specification  is  to  be  understood  in  the  sense 
claimed  by  the  plaintiffs,  the   invention   of  heating  the  air 
between  its  leaving  the  blowing  apparatus  and  its  introduction 
into  the  furnace,  in  any  way,  in  any  close  vessel,  which  is 
exposed  to  the   action  of  heat,  there  is  no  doubt  that  tiic 
defendants'  machinery  is  an  infringement  of  that  patent,  because 
it  is  the  use  of  air  which  is  heated  much  more  beneficially, 
and  a  great  improvement  upon  what  would  probably  be  the 
If  the  invention  machine  constructed  by  looking  at  the  specification  alone ;  but 
rn**°*"e  a?r  heated ''^^  ^*  ^^  ^^  application  of  heated  air,  heated  in  one  or  more 
whiieintra/istxu,  vessels  bctwecn  the  blowing  apparatus  and  the  furnace,  and 
^eatthrim-*'    therefore  if  it  should  turn  out  that  the  patent  is  good,  and  the 
proyement         specification  is  good,  though  unquestionably  what  the  defendants 
fendants'^pa-  ^^^^  ^^"®  ^^  ^  great  improvement  upon  what  would  be  the 
ratus  may  be  on  spccics   of    machinery   or   apparatus    constructed   under  this 
in*the?p^e"ifica-  Patent,  it  appears  to  me  that  it  would  be  an  infringement  of 
tion,  it  is  no  less  it;   therefore  your  verdict  upon  that  issue  would  be  for  the 
nngemeni.  pij^j^^-^jy^  provided  it  is  for  the  plaintiff  on  the  other  issues.    In 
case  it  should  not  be,  there  may  be  some  little  difficulty  in  dis- 
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posmg  of  that  issue;  possibly  that  difficulty  may  not  arise  (f).  A.D.  1841. 
If  it  becomes  necessary^  I  will  give  you  directions  on  that  part 
of  the  case. 

The  second  objection  is,  that  the  said  Neilson  was  not,  at  the 
time  of  the  making  the  said  letters  patent,  the  true  and  first 
inventor  of  any  invention  for  the  improved  application  of  air  to 
prodnce  heat  in  fires,  forges,  and  furnaces,  where  bellows  and 
other  bloving  apparatus  are  required.  Now,  upon  the  evidence 
in  the  case,  none  of  the  witnesses  who  have  been  called  on  the 
part  of  the  plaintiff  are  aware  of  any  invention  similar  to  this ; 
but  there  has  been  an  account  given  by  them — by  two — of  a 
discovery  made  by  a  Mr.  Botfield,  who  is  said  to  have  taken  out 
a  patent,  though  we  do  not  know  exactly  what  it  was.  Botfield's 
discovery  was  never  carried  into  effect ;  they  say  it  was  unlike 
the  present  mode  of  heating  air,  and  according  to  the  account 
that  was  given  by  those  gentlemen  who  are  acquainted  with 
Botfield's  process,  it  appears  to  be  different,  because  the  main 
principle  of  that  discovery,  according  to  their  account,  was  the 
application  of  gas  and  fiame  to  the  easier  smelting  of  iron  stone 
in  the  famace,  and  the  introduction  of  hot  air  was  only  in 
addition,  and  that  hot  air  came  over  the  stove  which  was  intro- 
duced into  the  twire  hole,  without  being  kept  in  an  enclosed 
vessel  (i).  And  it  would  appear  that  Botfield's  invention  was 
not  the  plaintiff's  invention;  therefore,  that  would  dispose  of 
the  issue  that  the  plaintiff  was  not  the  sole  inventor,  and  also 
cBspose  of  the  issue,  that  this  invention  had  been  used  before. 
The  defendants  say  in  one  plea,  that  he  was  not  the  inventor, 
and  in  another  plea  they  say  it  was  used  before ;  but  there  is 
00  evidence  of  any  such  use,  except  in  the  case  of  Botfield, 


(0  T^e  diiBcolty  here  suggested  frequently  other  pleas)  denied  the  infringement  and  the 
•ttim  in  practice,  and  the  question  is,  whether,  novelty  of  the  invention  (at  least  so  far  as  it 
■apposing  a  defendant  to  have  been  doing  pre-  related  to  the  alleged  infrinc^ements),  and  that 
wy  &  thinf  described  and  claimed  in  the  the  parts  in  respect  of  wbicb  the  infringement 
ipedfcation,  the  plaintiff  would  be  entitled  was  alleged  were  not  in  themselves  the  subject- 
to  the  verdict  on  the  issue  of  not  guilty,  if  the  matter  of  letters  patent.  The  defendants  had  a 
pstntt  ihould  not  be  good.  The  decision  of  this  verdict  on  the  issue  as  to  the  novelty,  the  rest  of 
^    '         '     the  new  rules  is  of  considerable  the  case  not  having  been  submitted  by  the  Lord 


with  reference  to  costs ;    and  the  Chief  Justice  to  the  jury  ;  whereupon  Kelly  and 

■■pie  qoestion  is,  whether  in  law  a  person  can  Webtter  contended  that  the  defendants  were  also 

W  gultjr  of  infrii^ng  an  invalid  patent,  what-  entitled  to  have  the  verdict  on  the  general  issue 

ncr  the  ground  of  invalidity.     In  a  recent  case,  entered  for  them,  both  on  the  ground  of  the 

^nrfj/Wd  y.  Neild  and  Othen^  ear.  Lord  Denman,  above  verdict,  and  assuming  that  the  parts  in 

(^J.(Trin.yac.  1842),  the  defendants,  who  were  respect  of  which  the  infringement  was  charged 

<>^  printen,  were  using  a  particular  method  were  not  the  subject-matter.  Sir  F.  Pollock,  A.G., 

if  amngenent  of  the  pattern  on  the  blocks,  M.  D.  Hill,  and  Crompton,  contra,  contended  that 

•Wreby  they  were  enablra  to  print  a  complicated  it  was  no  less  an  infringement,  however  invalid 

Pattern  of  several  colours,  the  cloth  to  be  printed  the  patent,  whether  from  want  of  novelty  or  the 

MBg  adraBced  eadi  imjMression  of  the  block  by  invention  not  being  the  subject-matter  of  letters 

>OBe  portion,  as  one-sixth  of  the  width  of  the  patent. 

b^    The  defendants  were  charged  with  in-  Lord  Denman,  C.  J.,  directed  a  verdict  for  the 

^"BpBg  the  plaintiffs  patent,  both  in  respect  of  plaintiff  on  the  issue  of  not  guilty,  and  the  jury 

tkevraagement  of  the  pattern,  and  the  advancing  were  discharffed  on  Uie  other  issues, 
tkc  doth  (or  hlodi)  by  spaces  less  than  the  whole  {k)  See  Botfield's  specification,  antt  274,  n. 

*idtk  of  the  Uock.    The  defendants  (amongst 
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Ptfrke,  B.,  to     which  appears  to  me,  if  you  believe  the  witnesses,  not  to  l^.^.^ 
*^^^'  to  the  present  case ;  therefore,  probably  you  will  have  no  diffi- 

culty in  disposing  of  the  second  and  third  pleas. 

But  now  comes  the  important  plea  in  the  case,  as  to  the  spedfi- 
cation.    And  it  will  be  necessary  for  me  to  draw  your  attention 
to  that  specification,  and  then  apply  the  evidence  to  it;  and  first 
of  all  I  will  say  a  word  upon  the  subject  of  the  title  to  the  patent, 
which  objection  the  Attorney  General  has  taken  to-day,  and 
which  appears  to  be  included  in  the  objections  which  have 
been  read,  though  not   very  distinctly  pointed  out  in  those 
objections  (/).     It  is  said  that  the  title  of  the  patent  renders  the 
patent  void,  because  no  one  would  conclude  from  that  title  that 
the  invention  was  the  discovery  of  a  process  for  introducing  hot 
air  into  the  furnace.    The  title  to  the  patent  is,  a  patent  for  the 
improved  application  of  air  to  produce  heat  in  fires,  forges,  and 
furnaces.     In  my  judgment,  this  question  does  not  arise  either 
for  your  decision  or  for  mine,  if  there  be  any  objection  upon  it; 
No  plea  directed  and  I  rather  apprehend  it  is  an  objection  on  the  record,  there 
to  the  title.        being  no  pleas  especially  directed  to  the  objection  of  the  title  to 
the^atent.     However,  my  present  opinion  certainly  is  very 
strong,  that  the  title  to  the  patent  is  not  defective ;  that  it  is 
capable  of  embracing  an  alteration  by  introducing  hot  air.    It 
The  specifica-   will  suit  either  one  or  the  other,  and  the   specification  and 
takeiTin^con-     patent  together  make  it  clear  what  the  discovery  was :  it  was 
nexion  with  the  the  introduction  of  hot  air  by  means  of  heating  it  before  it  was 
d^etermrningtbe  introduced  into  the  furnace,  between  the  blowing  apparatus  and 
validity  of  the    the  fumacc ;  and  unless  this  title  had  been  really  meant  to  be 
applied  to  some  other  discovery  quite  of  a  diflFerent  nature,  and 
Generality  of     afterwards  by  the  specification   applied  to  this,   it   does  not 
title  vtrtBuo     appear  to  me  that  that  generality  of  the  title  of  the  patent  would 
if  employed       make  it  void.     It  is  quite  different  from  the  ca8e(m)  which  has 
honestly.  been  referred  to,  where  the  patent  was  for  preparing  malt;  aiid 

upon  looking  at  the  specification  (as  any  body  would  infer  from 
the  title  that  it  was  malt  to  be  used  in  the  brewing  of  beer,  ale, 
or  porter) — ^upon  looking  at  the  specification  itself,  it  was  not  in 
truth  a  preparation  of  malt  for  the  purpose  of  brewing,  but  a 
preparation  of  malt  for  the  purpose  of  colouring ;  and  therefore 
entirely  distinct  from  the  title  of  the  patent.  Upon  that  ground 
that  patent  was  held  to  be  void.  But  in  this  case  the  descrip- 
tion seems  to  me  to  suit  the  subject  which  is  detailed^  to  the 
extent  that  it  is  detailed  in  the  specification,  and  to  be  applica- 
ble to  that ;  and  there  is  no  evidence  in  the  case  to  induce  yoa 
to  believe  that  that  was  not  the  plaintiff's  real  discovery,  which 
he  meant  to  cover  by  the  patent.    Therefore,  it  seems  to  me 


(()  The  notioe  of  objections  states,  that  it  is      of  the  application  of  hot  air,  or  only  an  improved 
doubtful  whether  the  title  is  for  the  invention       mode  or  applying  hot  air.    Ante  296. 

(m)  The  King  y.  WhiBler.    2  &  &  AM.,  349. 
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that,  whether  this  question  arises  upon  the  record^  or  whether  it  A.D.  I84i. 
is  one  that  can  be  disposed  of  by  us  (I  think  it  arises  on  the 
record),  that  objection  I  think  cannot  prevail. 

We  now  come  to  the  specification  (the  learned  judge  then 
read  the  specification).    The  questions  arising  upon  it  are  some 
of  Aem  for  my  decision  alone,  and  some  for  my  decision  with 
jour  assistance.^    Now  my  impression  of  the  meaning  of  this  The  cJaim  in 
specification  is,  that  the  patentee  claims  this  invention;   he  isfor^eatingai^ 
daims  the  discovery  of  heating  air  in  any  vessel  of  any  size,  >»»  «°y  v««}  ^- 
proridcdit  is  a  dose  vessel,  and  exposed  to  heat  between  the  ing  apparatus 
blowing  apparatus  and  the  furnace.    He  states  the  size  of  the  and  the  furnace, 
vessel  and  the  form'' of  the  vessel  to  be  immaterial  (n).    Now 
with  respect  to  that  clause,  I  own  my  strong  opinion  is,  that 
that  dause  is  an  incorrect  statement,  and  an  untrue  one ;  and 
Aeiefore  my  opinion  certainly  is,  as  at  present  advised,  that  that 
being  dearly  untrue  vitiates  this  specification,  and  prevents  the 
patent  from  being  a  good  patents    Nevertheless,  I  shall  ask 
yoor  opinion,  whether  notwithstanding  the  introduction  of  that 
dause  into  the  specification,  such  persons  as  would  be  likely  to 
wwk  under  the  patent  would,  by  their  own  judgment  and  good 
sense,  correct  that  error  in  the  patent.     I  am  afraid  you  cannot 
allow  the  experience  of  competent  workmen,  to  which  I  shall 
direct  your  attention  afterwards,  to  explain  or  alter  the  precise 
voids  of  the  specification,  or  to  correct   the  mistake  in  it; 
therefore,  certainly,  my  judgment  would  be,  that  that  is  a  defect 
in  the  specification  which  is  not  cured ;  but  whether  it  may  be 
cured  or  not  by  the  application  of  science,  which  is  proper  to  be 
taken  into   consideration  upon   questions  of  this  kind,  is  a 
natter  which  will  be  disposed  of  by  the  court  hereafter.     My 
present  impression  is,  that  it  is  not;  and  therefore,  that  the 
present  specification  is  invalid.     However,  it  will  be  necessary 
for  you  to  pronounce  «y our  opinion  upon  other  questions  which 
«rise  npon  the  specification,  which  questions  I  will  put  to  you. 
Now,  then^  understanding  the  meaning  of  this  specification 
to  he  the  sense  I  have  given  to  it,  that  he  claims  as  his  invention 
a  mode  of  heating  the  blast  between  the  blowing  apparatus  and 
fl«  famace,  in  a  vessel  exposed  to  the  fire,  and  kept  to  a  red 
beat,  or  nearly  (and  which  description  I  think  sufficient),  of  the 
aa  of  a  cubic  foot  for  a  smith's  forge,  or  the  other  size  men- 
tioned, or  of  any  shape,  these  questions  will  arise  for  your  de- 
^non.     It  is  said  that,  understanding  it  in  that  sense,   the 
Patent  is  void,  because  there  are  no  directions  given  for  any 
iiode  of  constructing  the  instrument.    But  understanding  the 
pitent  in  that  sense,  it  seems  to  me,  that  if  you  should  be  of 
<ipnuon  that  a  person  of  competent  skill  (and  I  will  explain  to 


^■)  TW  words  are,  '*  the  form  or  shape  of  the  vessel  or  receptacle  is  immaterial  to  the  effect."  Ante  273. 

2h 
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Parhe»B.,  toOie  you  what  I  mean  by  that)  would  nevertheless  constract  audi  a 
Jury,  vessel  as  would  be  productive  of  some  useful  and  beueficial 

It  is  Dot  Deces-  purpose  in  the  working  of  iron,  that  the  patent  nevertheless  is 
sary^that  any^  good,  though  no  particular  form  of  vessel  is  given.    Then  it  is 
of  Teuei  should  to  be  recoUected  that  this  claim  is  a  patent  right, — a  right  o( 
a*1l^"of^'m  "^^^^'^K  ^  ^^y  description  of  vessel;  and  in  order  to  nuuntain 
petentknow-     that  right,  it  is  essential  that  the  heating  in  any  description  of 
Jj^jJJ^^"*^^^  vessel,  either  the  common  form,  the  smithes  forge,  the  cupob, 
aci  productive    or  the  blast  fumace,  that  it  should  be  beneficial  in  any  shape 
effect!*  ^*^     y^^  °^^y  choose  for  all  those  three  purposes.    Now,  th«i,  I 
think,  therefore,  that  this  is  correctly  described  in  the  patent; 
and  if  any  man  of  common  understanding,  and  ordinary  sldD 
and  knowledge  of  the  subject,  and  I  should  say  in  this  case 
that  the  subject  is  the  construction  of  the  blowing  apparatas; 
such  a  person  as  that  is  the  person  you  would  most  naturally 
apply  to  in  order  to  make  an  alteration  of  this  kind ;  if  you  are 
of  opinion  on  the  evidence,  that  such  a  person  as  that,  of 
ordinary  skill  and  knowledge  of  the  subject  (that  is,  the  con- 
struction  of    the   old  blowing  apparatus),  would  be  able  to 
The  amouDi  of  construct,  according  to  the  specification  alone,  such  an  apparatas 
iromaterial.^^*^^  *^  would  be  an  improvement,  that  is,  would  be  productive 
practically  of  some  beneficial  result,  no  matter  how  great,  pro- 
vided it  is  sufficient  to  make  it  worth  while  (the  expense  being 
taken  into  consideration)  to  adapt  such  an  apparatus   to  the 
ordinary  machinery  in  all  cases  of  forges,  cupolas,  and  fiimaoeSy 
where  the  blast  is  used ;  in  that  case,  I  think  the  specification, 
sufficiently  describes  the  invention,  leaving  out  the  other  objeo-' 
tion  (to  which  I  need  not  any  further  direct  your  attention)^ 
that  there  is  not  merely  a  defective  statement  in  the  specifica- 
tion,  unless  those  conditions  were  complied  with,  but  there  is 
a  wrong  statement.     But  leaving  out  the  wrong  statement  fof 
the  present,  and  supposing  that  it  was  not  introduced,  then  ifj 
in  your  opinion,  such  a  person  as  I  have  described — a  man  oi 
ordinary  and  competent  skill — ^would  erect  a  machine  which 
would  be  beneficisd  in  all  those  cases,  and  be  worth  while 
erect;  in  that  case  it  seems  to   me  that  this  specification 
good,  and  the  patent,  so  far  as  relates  to  this  objection,  will 
By  competent    good.     It  is  to  be  a  pcrson  only  of  ordinary  skill  and  ordinary 
skill  and  know-  tnowledffc.     You  are  not  to  ask  yourselves  the  question,  whe^ 

led^,  IS  meant  o  i  .n         /•  •  i     i 

ordinary  skill     ther  pcfsons  of  great  skill — a  first-rate  engineer,  or  a  second  dass 
asfha^pow^  engineer,  as  described  by  Mr.  Farey — whether  they  would  do  it 
by  practical       bccause  generally  those  persons  are  men  of  great  science  am 
wor  men.         philosophical  knowledge,  and  they  would  upon  a  mere  hint  in 
the   specification  probably  invent  a  machine   which    should 
answer  the  purpose  extremely  well ;  but  that  is  not  the  descrip- 
tion of  persons  to  whom  this  specification  may  be  supposed  to 
be  addressed — it  is  supposed  to  be  addressed  to  a  practical 
workman,  who  brings  the  ordinary  degree  of  knowledge  and 
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tie  ordinary  degree  of  capacity  to  the  subject;  and  if  such  a  A.D.184K 
person  woidd  construct  an  apparatus  that  would  answer  some 
beneficial  purpose^  whatever  its  shape  was,  according  to  the 
terms  of  this  specification,  then  I  think  that  this  specification 
is  good,  and  the  patent  may  be  supported  so  far  as  relates  to 
tiiat. 

At  first  sight  it  would  appear,  that  the  patentee  had  supposed 
that,  in  order  to  adapt  what  would  answer  in  the  case  of  a 
common  forge,  and  would  answer  in  the  case  of  a  cupola,  to  a 
larger  description  of  furnace^  it  was  only  necessary  to  increase 
the  size  and  dimensions  of  the  vessel.  It  would  at  first  appear 
to  be  so,  but  there  are  qualifying  terms  introduced  into  the 
specification  itself,  because  it  is  said  they  are  to  be  varied  ac- 
dbrding  to  the  blast  and  the  heat  necessary  to  be  produced;  and 
then,  if  you  are  of  opinion  that  such  a  person  as  I  have  already 
described  would  make  an  alteration  and  qualify  the  patent  in 
sach  a  way,  because  here  there  is  a  qualification  in  the  patent 
itself,  so  as  to  make  the  vessels  applicable  to  the  smelting  fur- 
nace, as  well  as  they  are  applicable  to  a  common  iron  forge  or  a 
cupola;  in  that  case,  also,  I  think  the  specification  will  be 
good,  and  you  are  to  say  whether  you  are  satisfied  that  that 
vould  be  the  case  upon  the  evidence  which  has  been  adduced 
in  the  cause.  It  will  be  necessary,  therefore,  for  me  to  draw 
yoiur  attention  to  that  evidence.  I  do  not  propose  to  read  the 
whole  over  to  you,  but  the  main  points  of  that  evidence ;  and 
with  reference  to  the  question,  whether  or  no  you  think  the 
specification  could  have  been  worked  upon  to  a  beneficial  effect, 
so  as  that  a  vessel  of  any  size  would  answer,  according  to  the 
opinions  of  some  of  the  gentlemen  who  have  been  called,  there 
is  no  difficulty  as  to  constructing  a  vessel  of  a  particular  shape; 
there  is  no  doubt  that  a  man  of  very  little  capacity  or  informa- 
tion on  this  subject  would,  according  to  the  terms  of  the  patent 
done,  construct  a  vessel — we  wUl  say  a  long  box  or  a  tube — 
tberc  is  no  great  science  required  to  do  that  according  to  the 
terms  of  the  specification ;  and  if  upon  the  evidence  you  are  of 
opinion  that  that  would  answer  a  beneficial  purpose,  so  as  to 
Bttke  it  worth  while  to  introduce  that  alteration  into  the  blow- 
ing q)paratus,  that  is,  that  the  saving  in  fuel  and  the  advantages 
to  be  derived  would  compensate  the  additional  expense — ^if 
tiiat  be  the  case,  then  there  is  no  doubt  that  the  patent  is  good 
K>  fur  as  it  relates  to  this.  You  will  have  to  say,  whether  you 
flank  upon  the  evidence  that' is  the  fact. 

Now,  with  reference  to  that  part  of  the  case,  I  may  observe, 
fl»t  1  believe  you  will  find  there  is  no  person  who  has  practi- 
cally tried  the  cube  or  the  oblong  square  without  some  addition 
to  it  It  appears  that  Mr.  Neilson,  when  he  was  employed 
Wore  the  specification  was  taken  out,  at  the  Calder  Iron  Works, 
applied  them,  not  with  a  square  box,  but  with  a  cylinder;  first 


816  neilson's  patbnt. 

Parke,B,,totheo{B!ll  ¥dth  partitions,  and  afterwards  without,  about  which  I 
j^ry.  ^Q  g^y  ^  yj^QYd  by  and  by ;  but  there  is  no  evidence  in  the  case 

It  is  not  Deces-  of  any  person  haying  actually  tried  a  square  box,  and  of  a  square 
sary  that  the      |^j.  actually  answerinff.    There  is  this  opinion  of  a  man  of 

vessel  descnbed  ^  i.^.  !-■  ^         ^         - 

should  have      sciencc  upon  the  subject — ^that  it  would  answer ;  but  there  is  no 
uSd  and"^oved  ^^^^^^^^  ^^^^  ^^^^  square  box  has  been  tried  and  has  answered; 
to  answer;  the  nevertheless  you  may  be  so  well  satisfied  with  the  opinion  of 
entifir^l^ns,'  ^^^  ^^^  ^^  sdenoe  as  to  entertain  no  doubt  that  itwoiOd 
that  it  would  '  answer.    There  was,  it  appears  by  Mr.  Russell^s  evidence,  at 
"ffi^fen"'^^^  Wednesbury,  something  that  looked  like  a  square  box;  but 
upon  looking  at  that  there  were  other  conditions ;  it  was  not  a 
square,  but  a  square  with  a  hole  in  the  centre  of  it  to  admit 
the  flame,  so  that  it  did  not  exactiy  answer  the  description  of  a 
square  box,  and  a  larger  surface  was  exposed  to  the  flame  there 
than  would  have  been  in  the  square  box  or   oblong  square. 
You  will  say  whether  you  are  satisfied  of  that.    The  square  box 
seems  to  be  the  most  simple,  and  seems  to  be  also  the  moat 
objectionable  form  that  could  be  used ;  for  one  gentieman  has 
said,  that  no  person  would  think  of  introducing  it — perhaps  it 
might  require  some  science  to  discover  that ;  but  supposing  you 
are  of  opinion  that  a  square  box  would  answer  a  beneficial  par- 
pose,  and  that  it  was  a  description  of  apparatus  which  could  be 
made  pursuant  to  this  general  description   of  evidence,  and 
would  really  answer,  then  I  think  there  can  be  no  doubt  that 
the  specification  would  be  good. 

Before,  however,  I  draw  your  attention  to  what  the  witnesses 
have  spoken  in  detail,  as  to  the  mode  of  operating  under  the 
specification,  it  may  be  as  well  that  I  should  call  your  attention 
to  one  other  objection  which  is  raised ;  and  that  is  witii  respect 
to  a  question  which  arises  from  an  answer  given  by  one  of  the 
first  gentiemen  who  were  called,  who  gave  it  as  his  opinion,  that 
in  order  to  adapt  the  hot  air  blast  process  to  the  furnace,  it  was 
necessary  to  introduce  a  different  description  of  twire.  You 
will  find  that  some  of  the  witnesses  gave  it  as  their  opinion,  in 
the  early  part  of  the  case,  that  this  apparatus  could  not  be 
usefully  employed  unless  there  was  an  alteration  of  the  common 
twire,  and  some  other  was  substituted.  It  appears  that  in  the 
ordinary  mode  of  supplying  the  furnace  with  the  cold  blast, 
these  twires,  being  metallic  cases  of  the  holes  in  which  the 
pipes  are  introduced  to  supply  the  blast,  are  by  the  great  action 
of  the  heat  burned  or  melted,  and  it  becomes  frequentiy  neces- 
sary to  renew  them.  But  it  is  agreed  on  all  hands  that  the 
introducing  hot  air,  especially  at  a  temperature  of  600  degrees, 
at  a  place  where  the  heat  is  very  great,  would  have  a  great  ten- 
dency to  melt  those  twires  much  more  than  if  the  hot  air  was 
not  continually  going  through  them ;  and  according  to  the 
opinion  of  two  of  the  gentlemen  who  were  called  on  the  part  of 
the  plaintiffs,  they  say  that  the  process  could  not  be  benefidally 
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employed  unless  there  was  either  a  water  twire  in  which  the  A.D.  iS4i. 
vater  circulates  and  is  constantly  kept  cool  by  the  circulation^ 
or  some  other  equivalent  protection  for  the  entry  of  the  pipe 
into  the  furnace*    Now,  if  that  should  be  your  opinion,  another  The  omiarioD  to 
objection  to  the  spedficaldon  is  open — it  omits  to  make  all  "|^^^  ™jj^* 
mention  of  water  twires  or  other  protection ;  for  if  this  appa-  thbg  which  may 
nitus  would  not  be  beneficial  without  them,  then  in  that  case  ^e^^^a/**' 
it  is  of  no  use  to  the  public  as  it  is  described  in  the  specifi-  eDjoymcntofthe 
OBtion,  and  the  spedfication  would  be  bad.    That,  I  think,  }^^^i°^^f°;^^' ^ 
vould  be  clear,    llien  the  question  of  fact  arises,  whether  you 
are  satisfied  npon  the  eiddenoe  of  those  gentlemen,  one  of  them 
a  practical  gentleman ;  and  I  call  your  attention  to  what  has 
been  spoken  by  Mr.  Penrice,  who  says — ^that  in  point  of  fact 
thejr  did  use  at  the  Calder  Iron  Works  twires  of  the  ordinary 
description,  dry  twires,  and  that  they  continued  to  use  them 
for  two  years,  and  also  continued  to  use  this  process  bene- 
fidally^    Therefore  that  is  evidence  to  be  set  oiOf  against  the 
other.  Whether  they  could  use  the  process  in  the  simplest  form 
beneficially,  is  left  in  matter  of  doubt ;  but  unless  they  could  use 
the  process  in  the  simplest  form  in  which  a  man  would  make  this 
according  to  the  specification,  it  appears  to  me  that  the  objection 
as  to  the  twires  is  also  a  good  objection  to  it,  because  then  that 
oaght  to  have  been  introduced,  and  it  is  not  beneficial  unless 
it  is  introduced.    Therefore  it  is  not  a  good  subject  of  patent 
unless  those  twires  are  added  to  the  apparatus  as  described  in 
I      this  specification ;  and  on  that  ground  it  would  appear  to  me 

fliat  the  specification  was  defective.    Then  you  will  have  the  But  aiittr  if 
goodness  to  attend  to  that  evidence ;  and  if  you  come  to  the  only  to"thc"de?^ 
conclusion,  that  without  the  water  twires,  though  more  bene-  g^e  of  the  be- 
fidalwith  them,  there  still  would  have  been  an  apparatus  which 
would  work  beneficially,  and  be  worth  while  to  set  up,  the 
objection  founded  on  the  water  twires  vanishes. 

Now,  gentlemen,  with  respect  to  the  evidence : — Mr.  Russell 
(the  first  witness)  says,  that  looking  at  the  generality  of  the 
spedfication,  and  the  complicated  form  of  the  arrangements  in 
such  a  case  (semble,  present  improved  state),  a  workman  would 
not  be  able,  directed  and  instructed  by  the  specification  alone, 
to  complete  such  an  apparatus  as  would  be  most  efficaciously 
ttwd.    That,  however,  is  not  the  exact  point.    The  point  is, 
whether  it  can  be  used  beneficially,  taking  it  in  the  simplest 
fonn.  If,  in  order  to  use  it  beneficially  at  all,  experiments  were 
Mceasary,  about  which  a  good  deal  was  said  by  the  Attorney 
(>«neral,  then  the   specification  would  be  void.     If  it  were  if  the  apparatus 
^wcessary  to  use  experiments  in  order  to  have  the  benefit  of  the  J^'j^efician* 
mvention  in  which  it  is  claimed  by  the  specification,  in  that  in  its  simplest 
«ae  it  would  be  void  ;  but  if  in  this  case  it  is  only  necessary  to  |e^inVba?grea"t 
Ittve  recourse  to  experiments  in  order  to  have  the  full  benefit  improvements 
that  the  subject  is  capable  of,  it  appears  to  me  that  it  would  not  made.*'*  ^** 
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Parh,  B,,to  the  void  the  patent,  because,  thongh  it  is  a  subject  beneficial  in  its 
^^^'  simplest  form  of  application,  it  is  a  vast  deal  more  useful  when 

the  improvement  takes  place ;  and  in  order  to  make  the  greatest 
improvement,  unquestionably  many  experiments  are  necessary^ 
and  even  at  this  very  moment,  notwithstanding  the  great  im- 
provements that  have  taken  place,  there  is  no  doubt  that  the 
matter  is  not  in  tha.t  state  of  improvement  which  in  all  pro- 
babiUty  it  will  be  in  the  course  of  a  few  years.  It  does  not 
appear  to  me,  therefore,  that  what  the  Attorney  General  has 
dwelt  upon  with  reference  to  the  evidence,  all  the  evidence  in 
the  case,  that  that  affects  the  patent.  If  experiments  were 
necessary  to  produce  any  degree  of  benefit  under  the  patent, 
then,  in  that  case,  I  think  the  specification  is  void,  for  it  does 
not  give  the  requisite  degree  of  temperature ;  but  if  the  simplest 
form  would  be  productive  of  benefit,  it  appears  to  me  that  the 
specification  is  good. 

Mr.  Jessop,  who  has  been  for  forty  years  in  the  iron  trade, 
describes  the  cold  blast,  and  the  impression  he  was  under,  that 
inasmuch  as  the  works  operated  better  in  winter  than  in 
summer,  it  was  a  good  thing  to  have  the  pipe  conveying  tiie 
cold  blast  protected  from  heat  by  means  of  being  enclosed;  and 
the  next  witness,  also  well  practically  acquainted  with  the 
subject,  was  of  the  same  opinion,  and  painted  white  a  portion 
of  the  regulator  in  order  that  the  air  might  come  in  a  cool  state. 
This  turned  out  to  be  a  perfect  mistake,  as  subsequent  expe- 
rience has  shown,  and  that  the  cold  has  nothing  to  do  with  it; 
that  it  was  only  firom  the  dryness  of  the  atmosphere ;  but  there 
is  no  question  about  the  hot  blast  being  a  great  improvemenL 
Mr.  Jessop  describes  the  saving  consequent  on  the  adoption  of 
the  hot  blast,  and  says — "  I  have  read  the  specification,  and  I 
do  not  think  that  any  one  practically  acquainted  with  the 
subject  would  have  the  least  difficulty  in  constructing  the  ap- 
paratus/* Now,  this  is  the  opinion  of  a  gentleman  well 
acquainted  with  both  the  principle  and  the  practice:  "We 
used  the  water  twires  with  the  cold  blast,  and  I  heard  of  it  in 
other  places ;  we  used  it  occasionally  when  the  blast  did  not 
enter  the  furnace  properly ;  when  the  heat  was  of  a  nature  to 
injure  it,  we  used  it  with  the  hot  blast  regularly.  It  is  possible 
to  use  it  without,  the  effect  being  that  the  twire  would  be  soon 
destroyed,  and  it  increases  the  expense."  But,  on  cross-ex- 
amination he  says,  it  is  possible  to  do  without  the  twire,  but 
not  without  some  substitute.  ^*  I  think  we  could  not  use  the 
hot  blast  without  either  the  water  twire  or  some  other  pro- 
tection different  from  that  which  was  used  in  the  cold  blast." 
If  that  is  right,  the  specification  is  defective ;  but  whether  it  is 
right  or  not,  you  are  to  decide.  "I  have  not  tried  myself 
experiments  at  any  temperature  below  200  degrees  Fahrenheit  to 
ascertain  whether  it  is  worth  the  expense ;  but  if  a  less  d^ree 
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of  heat  is  required,  there  would  be  less  fuel,  and  any  degree  of  A.D.  l84i. 
best  would  make  it  worth  while  fjo  adopt  the  alteration,  there- 
fore any  description  of  vessel  will  produce  some  degree  of  heat" 
Then  he  describes  what  tlie  water  twires  are.  ^^  I  believe  they 
have  always  been  used  in  refineries.  I  have  known  them  some 
years;  but  not  the  same  sort  of  water  twire  has  been  used. 
There  was  water  at  the  sides  and  the  top  on  those,  but  not  at 
the  bottom.  We  employ  improved  twires  in  our  refineries. 
We  never  used  the  water  twire  for  the  hot  blast.  For  the  cold 
blast  we  used  the  water  twire.  The  sides  of  the  furnace  began 
to  bom,  then  we  applied  the  water  twire.  Sometimes  a  twire 
would  last  only  a  night,  sometimes  it  would  last  for  six  months. 
It  would  not  be  prudent,  but  it  is  not  impossible  to  do  with 
the  common  twire  when  the  furnace  is  hot.  If  the  supply  of 
water  were  cut  off,  and  the  twire  melted,  then  the  inconvenience 
would  be  that  the  works  would  stop  for  two  or  three  hours — 
that  is,  the  blast  would  not  go  on.  Of  course  the  iron  ore 
would  be  made  in  the  furnace.  The  blast  would  not  go  on  for 
two  or  three  hours,  until  that  was  repaired."  That  is  an  incon- 
venience which  he  thinks  would  prevent  the  adoption  of  the  hot 
air  process.  *'Even  water  twires,"  he  says,  *' would  sometimes 
melt ;  with  the  cold  blast  we  did  not  use  it."  Then  the  question 
is— ^'  Is  it  not  indispensable  to  have  the  twires  when  you  use  the 
hot  blast  P  The  answer  is — ^^  I  do  not  know  that  it  is  indis- 
pensable, but  it  is  desirable."  ][He  has  not  yet  come  to  his  final 
answer.  '*  I  think  we  could  carry  on  our  works  beneficially 
without  the  water  twire,  but  not  so  beneficially  as  with  it.  I 
think  we  could  use  the  hot  blast  profitably  without  the  water 
twiie,  but  we  should  use  fire  day.  I  think  that  we  could  not 
beneficially  use  the  hot  blast  without  the  water  twire,  or  some 
other  protection  different  from  that  which  we  use  in  the  cold 
blast"  He  speaks  of  the  Low  Moor  Works  having  gone  on 
for  a  time ;  that  they  used  the  hot  blast,  and  afterwards  dis- 
continued it.  Then  he  had  a  retort  plan ;  in  fact,  a  tubular 
ibrai.  He  is  asked — ^^If  you  have  a  vessel  with  a  sufficient 
heating  surfiBLce,  and  bring  the  heat  in  contact  with  it,  it  will 
saswer  with  a  vessel  of  any  'shape  ?  A  box  would  not 
answer  so  well,  because  there  is  a  large  interior  space  which 
yoQ  do  not  bring  in  contact.  You  may  accomplish  the  object  . 
by  having  the  interior  vessel  or  interior  plates."  Then  he  says, 
upon  re-examination — ^^^Any  one  who  knows  the  process  of 
smelting,  would  know  that  if  heat  were  increased  you  must 
have  recourse  'to  some  method  of  guarding  the  pipe ;  and  he 
vould  naturally  have  recourse  to  a  water  twire,  which  was  well 
known  before."  Now,  I  asked  him  that  question  ultimately; 
because  no  doubt  this  will  be  put  in  a  different  shape  hereafter, 
to  take  the  opinion  of  the  court  upon,  whether  that  circumstance 
would  cure  this  omission  in  the  patent. 
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Parke,  a,  to  tA«     Mr.  Mushett  says — ^^  I  have  been  connected  with  iron  worb 
since  17^2.     I  always  used  the  cold  blast,  and  never  until  this 
patent  heard  of  the  hot  blast;  there  is  no  iron  master  who 
would  noty  with  his  workmen,  arrange  an  apparatus  for  heating 
the  air  sufficiently,  so  as  to  produce  a  beneficial  effect  in  the 
blast  furnace.    The  water  twires  were  sometimes  used  with  the 
cold  blast    It  has  been  known  for  forty  years  that  if  in  the 
aperture  the  twires  melted  the  water  twires  would  relieve  that" 
He  says,  that  one  effect  produced  has  been  the  manufactoie  of 
iron  from  ore  which  would  not  produce  it  before.     He  speab 
also  ¥rith  respect  to  Botfield's  patent,  and  he  says  that  does  not 
in  the  slightest  degree  represent  the  present  invention.    Then 
he  says,  '*  There  is  a  feeling  on  the  part  of  the  iron  trade,  that 
the  friction  of  tlie  air  in  passing  through  is  a  bad  thing.   An  iion 
master  would  not  use  a  vessel  of  this  sort  which  produced 
friction.    The   advantages    of  heating   the   air  are   counter- 
balanced by  the  friction.''     It  appeared  afterwards,  from  Mr. 
Farcy's  evidence,  that  there  are  two  things  to  be  attended  to— 
the  current  of  air,  and  also  the  heat,  one  being  rather  contrary 
to  the  other ;  and  experience  alone,  and  probably  experiment, 
would  ascertain  what  was  the  best.    He  says — ^*  I  have  never 
seen  any  apparatus  except  in  a  tubular  form ;  I  never  saw  it  in 
the  shape  of  a  square;  and  I  never  saw  it  in  the  shape  of  a 
box."     He  says — "  In  my  opinion,  a  workman  would  form  a 
straight  vessel ;  that  is  from  the  prejudice  he  has  to  the  tortuoas 
form  for  the  passage  of  air."    He  says — ^^  I  should  have  tried 
that  which  produced  the  greatest  heat  on  the  surface.     I  might 
have  tried  a  cylinder,  or  long  box,  with  a  blowing  apparatus, 
without  any  thing  to  direct  the  current  of  the  air  in  the  first 
instance.   I  should  have  made  experiments  in  the  first  instance. 
I  should  at  first  make  it  ten  or  fifteen  feet  long.''    I  have 
told  you,  that  if  experiments  are  necessary  in  order  to  construct 
a  machine  to  produce  some  beneficial  effect,  no  doubt  this 
speciGcation  is  defective.     If  experiments  are  only  necessary  in 
order  to  produce  the  greatest  beneficial  effect,  in  that  case,  I 
think,  the  patent  is  not  void.     **  I  should  at  first  make  it  ten 
or  fifteen  feet  long.    The  air  would  have  been  heated  there, 
and  carried  into  the  blast  furnace.    It  would  have  succeeded  to 
a  certain  extent,  which  would  give  me  grounds  for  persevering. 
I  should  have  gone  on  with  my  experiments,  if  I  had  grounds 
for  proceeding  with  my  experiments.''    He  says — ^^  I  have 
never  tried  the  experiment,  but  I  have  no  doubt  the  advantage 
arising  from  a  heating  vessel  ten  or  fifteen  feet  long,  supposing^ 
there  was  no  fiurther  improvement,  would  have  counterbalanced 
the  expense  of  setting  it  up."    He  is  of  opinion  that,  in  the 
simplest  form  that  would  suggest  itself  to  any  one,  there  would 
be  a  beneficial  result.     '^  I  have  never  seen  the  process  so  con- 
ducted.   The  next  experiment  would  be  to  lay  another  hori- 


If  experiments 
are  necessary 
for  the  produc- 
tion of  any  be- 
neficial effect, 
the  patent  is 
¥oid. 
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ixmtsl  pipe  next  to  that.    The  next  thing  to  try  would  be  a  A.D.  I84i. 

communication  pipe.    I  have  heard  the  term  condy  pipe,  but 

can  attach  no  meaning  to  it.     I  should  have  come  to  the  result 

of  using  pipes  from  the  specification  alone,  with  experiments, 

m  perhaps  five  or  six  months,  if  I  had  gone  on  with  vigour 

and  perseverance.  The  quality/'  he  says,  "  may  be  deteriorated 

from  overcharging  the  furnace.     Hot  blast  iron  is  sold  at  an 

inferior  price.'^    He  says — "  It  is  compensated  on  the  whole 

by  the  greater  production  from  ores  which  were  stubborn 

before,  and  upon  the  whole  the  iron  is  improved ;  and  looking 

at  the  specification,  and  seeing  what  is  there  mentioned  as  to 

ten  thousand  cubic  inches  being  required  for  the  cast  iron  form 

of  cupola,  and  applying  it  to  a  smelting  furnace,  I  should  have 

increased,  not  the  dimensions,  but  I  should  have  increased  the 

beating  surface  particularly ;  I  should  not  have  increased  the 

dimensions  solely.     I  do  not  know  exactly  the  shape,  but  I 

should  have   tried   to  have  got  the  greatest  heating  surface 

possible."    That  is  looking  at  the  specification.     He  says  there 

is  no  reference  to  the  heating  surface  in  the  specification.    The 

▼essel  may  be  of  any  form,  provided  it  contains  ten  thousand 

cubic  inches.     It  speaks  of  capacity,  not  form ;  it  leaves  the 

fonn,  as  to  the  heating  the  surface,  to  the  convenience  of  the 

manufacturer. 

Mr.  Penrice,  a  mining  engineer,  was  in  the  employ  of  the 
Calder  Company,  and  superintended  the  apparatus  used  in 
1826.  The  cold  blast  was  then  used,  he  had  never  heard  of 
die  hot  blast,  and  he  believes  it  was  first  used  in  January,  1829. 
He  describes  that  it  was  first  used  with  a  malleable  iron  vessel, 
Kven  feet  long,  and  thirty-six  inches  diameter,  being  a  cylinder, 
Aat  was  interposed  between  the  blowing  apparatus  and  the 
faroace,  with  internal  partitions.  That  was  enclosed  in  brick- 
work. There  was  only  one  of  them  at  first,  and  then  there  was 
another  introduced,  which  had  not  these  partitions  in  it.  Now  The  omission  to 
if  you  should  think  the  patentee  knew  that  these  partitions  tjjlch  °JIe  pa-' 
were  usefiil,  and  omitted  to  state  that  in  this  specification,  teotee  knows  to 
that  would  make  the  specification  void.  You  will  consider  fa*,aulfect!  * 
whether  that  was  so.  He  does  not  seem  to  be  fully  aware  of 
the  nature  of  his  own  invention,  for  he  tried  another  cylinder 
TWthout  any  of  these  partitions  in  it,  seeming  to  think  that  no 
advantage  was  derived  from  those  partitions,  because  he  sent 
wother  cylinder  to  the  place  without  any  partitions  in  it  at  all. 
It  is  plain  which  of  the  two  would  be  most  likely  to  answer, 
bat  that  does  not  appear,  I  think,  on  the  evidence.  And,  of 
^wirae,  if  the  introduction  of  these  were  necessary  to  make  the 
•^wre  box  or  the  round  box  operate  beneficially,  in  that  case 
w  the  patent  would  be  void,  because  that  is  not  introduced  as 
^  necessary  circumstance  into  the  specification.  Then  he  says 
with  respect  to  the  twires — "  At  first  we  had  dry  twires,  and  we 

2  T 
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Parke,  B.,  to  the  Continued  to  manage  with  them  for  two  or  three  years.    Then 
J«ry-  we  got  the  water  twires  afterwards."    Therefore,  according  to 

his  account,  they  used  two  cyhnders,  not  a  very  improved  appa- 
ratus, but  a  tolerably   simple  one.    They  succeeded  in  pro- 
ducing, if  you  beUeve  him,  a  very  great  degree  of  heat,  probably 
at  least  400  degrees ;  and  also  they  contrived  to  get  on  with 
dry  twires,  without  introducing  water  twires  at  all,  or  any  other 
substitute  for  ordinary  dry  twires,  more  capable  of  resisting  the 
heat  than  they  are.     If  you  believe  that  evidence,  and  place 
entire  rehance  upon  it,  it  would  show  that  the  omission  of 
introducing  twires  into  the  specification  was  a  circumstance 
that  was  not  material  to  the  validity  of  the  patent.     '*They 
used  this  method/'  he  says,  ^^  without  intermission  in  1837, 
when  I  left."     He  says — "I  have  read  the  specification.    I 
think  that  no  one  acquainted  with  the  making  of  iron  would 
have  any  difficulty  in  constructing  an  apparatus  from  it."  Then 
he  says — "  Mr.  Neilson  sent  a  man  and  a  plan.    The  first  appa- 
ratus was  erected  with  the  assistance  of  the  man.    The  vessel 
which  was  put  up  was  a  cylinder  made  of  malleable  iron,  thirty- 
four  feet  in  its  cubical  contents.     It  was  heated  by  a  fire  under 
it.    The  flame  passed  round  it.     It  was  enclosed  in  brick-work. 
It  had  four  half  partitions  in  it  to  drive  the  air  against  the  sides. 
The  partitions  were  connected  with  the  outside*  the  object 
being  to  retard  it,  and  drive  it  on  the  sides.    That  box  was  sent 
from  Glasgow.    We  then  put  up  a  second  machine  in  two  or 
three  days ;  I  cannot  say  whether  is  was  part  of  the  ori^nal 
plan,  or  whether  it  was  sent  for  to  Glasgow."     Probably  it  was 
a  part  of  the  original  plan,  because  it  was  sent  in  two  or  three 
days ;  he  could  not  tell,  however,  how  long  such  an  instrument 
would  be  in  constructing.     He  says — **  The  second  plan  was  a 
cyUnder,  made  bottle-necked  at  the  end,  without  partitions." 
So  far  as  we  learn  from  this  evidence,  it  appears  pretty  clearly 
that  he  was  not  acquainted  by  any  means  with  the  full  benefit 
of  his  invention.     If  he  had  known  that  the  tubular  form  would 
answer  best,  he  ought  to  have  introduced  it,  and  the  specifica* 
tion  would  have  been  bad,  upon  the  ground  that  he  concealed 
the  best  mode  of  working  out  his  own  discovery.     However, 
I  think  one  may  very  well  collect  from  the  evidence  as  to  Mr. 
Neilson's  own  acts,  that  he  really  was  not  fully  aware  either  of 
the  great  value  of  his  patent,  and  still  more,  was  not  fully  aware 
of  the  most  beneficial  mode  of  carrying  it  into  effect.     That  was 
discovered  by  persons  more  acquainted  than  he  himself  was 
The  patent  is     with  the  science  of  heating  air.     Still,  however,  I  think,  if  you 
not  void  by  rea- are  ^f  opinion  that  the  specification   does   disclose  such  an 

son  of  the  appa-  '^  ii  !•  i  .         i      •  i_ 

rattt<)  described  apparatus  as  to  enable  an  ordmary  workman,  acquainted  wita 

ff^twt*™-^  ****  the  subject  of  making  blowing  apparatus,  and  fitting  up  appa- 

provements.       ratus  for  forges,  to  construct  an  apparatus  of  some  value,  so  as 

to  make  it  worth  while,  it  seems  to  me,  that  so  far  as  this  objec* 
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tion  goes,  the  specification  would  not  be  insufficient.  He  says^*  A.D.  1841. 
"The  next  was  a  serpentine  pipe,  twelve  feet  long,  nine  and  a 
half  feet  in  a  straight  line.''  I  need  not  go  through  the  various 
variations  that  took  place  afterwards  in  the  progress  of  the  im- 
proyements.  Ultimately  they  got  to  small  tubes,  then  there 
was  some  gridiron  pipe  used  in  1832,  and  the  tubular  form  was 
adapted;  and  there  can  be  no  question  that  that  was  the  most 
beneficial  form  as  far  as  experience  goes  to  tliis  time.  He 
Bays—"  We  found  the  old  dry  twires  answer  to  a  certain  extent. 
Sometimes  they  lasted  a  week  or  more,  or  a  few  days ;  some- 
times a  few  hours.^*  He  says — ^^  They  were  removed  oflener 
than  with  the  cold  blast.  It  frequentiy  happened  that  they 
lasted  only  a  few  hours.  They  were  changed  oftener  than  once 
a  week,  sometimes  two  or  three  times  a  week..  They  were  not 
changed  in  the  furnace ;  not  once  a  day.  I  should  say  there 
might  be  one  a  day  in  both  furnaces.  Sometimes  the  blast 
stopped  for  a  quarter  of  an  hour,  sometimes  half  an  hour,  or  an 
hoar.  It  generally  takes  two  or  three  people  to  do  it.  In 
some  cases  two  twires  have  been  put  in  in  one  day.  I  cannot 
say  it  has  not  happened  that  four  or  five  twires  have  not  been 
put  in  in  one  day.  Before  I  went  there,  I  had  no  experience  in 
smelting  iron.  I  was  the  underground  surveyor,  and  made  tiie 
plans  for  the  works,  and  had  free  access  to  the  works,  and  the 
books.  I  made  myself  well  acquainted  with  what  was  going  on, 
so  as  to  be  enabled  to  say  that  it  was  worked  to  a  profit.  In 
1831,"  he  says,  ^  a  range  of  horizontal  pipes  were  introduced ; 
there  was  a  continual  flow  of  air  from  the  pipes;  tiiat  raised  the 
temperature  to  as  great  a  degree  of  heat  as  ever  has  been 
acquired  since.^'  He  says — "  We  used  a  variety  of  forms  of 
vessels  in  different  furnaces  at  the  same  time." 

Mr.  Farey  says — "  I  have  investigated  tiie  subject  of  iron 
smelting.  I  have  known  the  mode  in  which  iron  is  smelted  for 
diirty  or  forty  years.  Cold  blast  was  used  for  smelting  iron 
before  the  hot  blast  was  employed.  It  is  a  new  invention  of 
Mr.Neilson^s,  and  contrary  to  the  opinion  which  was  universally 
entertained,  that  the  colder  the  air  the  better.  The  heat  was 
considered  as  inimical.  I  consider  this  as  an  invention  of 
^^  great  magnitude  indeed,  applicable  to  all  smelting  opera- 
tions where  the  blast  is  used.  It  will  soon,''  he  says,  "  in  all 
probability,  be  used  as  a  substitution  for  reverberating  fur- 
naces." He  says— '^  A  person  acquainted  with  a  blowing 
vppaiatus  as  it  existed  before  the  discovery,  and  as  it  exists 
still,  would  have  no  difficulty  in  constructing  an  apparatus  for 
the  improved  application  of  air  to  a  beneficial  extent — I  mean, 
accostomed  to  the  construction  of  blowing  machinery.  Those 
ve  of  a  high  class,  and  have  all  the  requisite  knowledge  for 
adopting  this  improvement."  Now,  what  he  goes  on  to  state 
afterwards  seems  to  render  it  doubtful,  whether  an  ordinary 
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Parh,B,»to the  person  would  be  able  to  do  it;  but  if  the  simplest  fonn  would 
'^^^'  be  a  benefit,  one  should  not  feel  much  difficulty  in  saying  thaft 

he  would  be  able  to  work  out  a  beneficial  apparatus  from  this 
specification.  ^^  I  am  acquainted/'  he  says,  ^^  with  the  mode 
of  constructing  vessels  for  heating  air.  The  object  is  to  get 
the  largest  surface  exposed  to  the  fire.  There  are  two  qualificar 
tions ;  the  first  is,  that  there  should  be  a  sufficient  passage  in 
the  vessel,  so  as  to  allow  the  current  of  air  to  pass  without 
obstruction ;  and  the  other  is,  that  the  air  in  its  passage  sball 
be  compelled  to  pass  in  contact  with  the  heated  surface ;  and 
with  these  two  conditions  the  form  and  shape  are  immateiiaL'' 
That  part  will  be  material  for  you  to  attend  to(n).  "The  size 
depends  upon  the  quantity  of  blast  required,  and  the  tempera- 
ture to  which  it ,  is  heated.  These  principles  were  well  known  \ 
at  the  date  of  the  patent.  I  knew  of  water  twires  in  1809/' 
Then  he  describes  the  three  descriptions  of  water  twires  which 
have  been  used,  and  are  now  used.  And  on  cross-examination, 
in  order  to  ascertain  what  he  meant  by  a  high  class  of  engi- 
neers, he  said — "  He  considered  Watt  and  all  manufacturers 
of  steam  engines  and  blowing  engines  of  the  first  class.''  He 
says — **They  have  very  scientific  men  in  their  employ.  I 
thmk  an  engineer  of  the  second  class  would  construct  an  appa- 
ratus which  would  be  beneficial;  but  not  to  the  extent  to 
which  it  has  now  reached,  or  would  reach,  in  the  hands  of  that 
class  exclusively  employed  in  making  blowing  apparatus.''  He 
says — "The  third  class  are  iron  masters,  making  their  own  appa- 
ratus; they  would  do  it,"  he  says,  **  beneficially;  not  so  good  as 
the  second,  and  not  near  so  good  as  the  first.  An  ordinary  work- 
man would  not  be  employed  by  an  engineer  of  the  first  or  third 
class.  A  man  must  bring  the  ordinary  information  which  is 
current  among  those  who  are  employed  to  design  and  construct 
blowing  apparatus.  One  of  the  points  is  to  provide  an  adequate 
passage  for  the  air.  The  rules  and  proportions  for  such  pas- 
sages are  well  known  and  habitually  practised;  he  must  also 
possess  and  exercise  that  knowledge  in  the  application  of  fire  to 
heat  boilers,  which  is  equally  well  known  and  habitually  prac- 
tised in  the  making  of  steam  engines.  He  must  also  pay  atten- 
tion to  the  circumstance  that  the  contact  of  the  air  must  be 
kept  pretty  constant  to  the  surface  of  the  vessel,  and  upon 
that  subject  the  specification  contains  very  useful  information, 
stating  the  capacity  for  a  common  cupola.''  Then  there  is  a 
question  as  to  the  rules  and  proportions.     "  The  passage  of  the 


(n)  Sir  W.  Follett,  on  the  part  of  the  plaintiffs,  Bat  the  learned  judge  being  of  opinion,  though 

called  the  learned  judge*8  attention  to  the  notice  not  specifically  pointed  out,  it  was  included  in  the 

of  objections,  and  contended  that  the  supposed  general  words  of  the  notice,  "  that  the  specifica- 

misstatement  contained  in  the  words  "  the  form  tion  is  calculated  to  deceive,*'  leave  was  given  to 

or  shape  of  the  vessel  is  immaterial  to  the  effect,"  move  upon  that  point, 
was  not  pointed  out  in  the  notice  of  objections. 
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pipe  to  contain  the  air  should  not  be  less  than  one-sixteenth  of  A.D.  1841. 
the  blowing  piston,  or  one-fourth  of  the  diameter;  he  may  make 
it  laiger  if  he  pleases — that  is  the  ordinary  rule  for  blowing 
apparatus^  so  that  the  air  would  pass  sixteen  times  as  fast  as 
the  piston  travels.  If  the  passages  are  made  larger,  it  goes 
dower,  with  less  obstruction.  There  is  no  objection  to  make  it 
luger ;  but  it  ought  not  to  be  smaller :  that  is  all  I  have  to  say 
M  to  the  passage  of  air."  Then  he  says — *^  It  might  be  made 
80  large  that  the  heating  of  air  would  not  take  place.  As  to  the 
steam  vessel,  the  great  object  is  to  distribute  the  heat  all  over 
Ae  suifaoe,  so  that  it  would  not  be  too  vehement  in  a  particular 
port  and  destroy  the  boiler*  The  object  ought  to  be,  that  the 
heat  should  be  retained  in  contact  with  the  boiler  so  long,  that 
there  is  no  extravagant  waste  of  heat  passing  up  the  chimney." 
That  is  speaking  of  the  steam  apparatus.  These  are  the  two 
points  to  be  accomplished.  He  says — ^^  An  en^eer  of  the 
third  class  would  not  be  so  competent  by  reason  of  want  of 
science,  and  the  inferior  work  which  they  copy.  An  engineer 
of  the  third  class  would  have  no  difficulty,  if  the  thing  was 
described  to  him;  he  would  be  in  a  situation  of  having  a  copy 
to  go  by,  and  without  that  he  thinks  that  he  stiU  could  midce 
an  apparatus  which  would  be  useful."  He  says — ^^<  Assuming 
the  size  to  be  given,  the  form  and  shape  are  immaterial,  pro- 
vided you  attend  to  the  two  conditions."  It  was  a  long  while 
before  we  could  get  him  to  state  the  exact  fact  as  to  that.  This 
question  was  put  to  him — ^'Supposing  ten  thousand  cubic 
inches  are  required,  is  it  immaterial  whether  it  is  a  tube,  a 
globe,  a  cylinder,  a  pipe,  or  an  elongated  cylinder  ?"  He  says — 
^No;  it  is  very  material — the  variance  of  the  shape  is  very 
material,  unless  my  conditions  are  attended  to,  the  conditions 
under  which  the  air  is  to  be  supplied."  This  spedfication  says 
that  the  shape  is  immaterial  to  the  effect,  whereas  all  the  effect 
depends  upon  the  shape  of  the  vessel ;  and  unless  that  can  be 
ooDtroUed  by  the  admission  of  the  evidence  of  a  person  ac- 
qoainted  witfi  the  subject,  and  that  evidence  is  to  you  satisfao- 
toiy,  I  am  afraid,  according  to  my  present  opinion  (it  may  be 
possibly  wrong),  that  the  patent  has  failed. 

Mr.  Holdsworth,  an  iron  master,  says — ^'^  A  person  acquainted 
with  the  mode  of  constructing  a  blowing  apparatus  would  have 
no  difficulty  in  constructing  a  proper  apparatus  from  the  speci- 
fication* We  have  only  three  furnaces  in  operation.  We  have 
at  several  times  varied  the  form.  The  new  plan  is  to  make  the 
pipes  longer,  with  an  oven  over  them,  so  as  to  make  the  tem- 
perature more  imiform/^  He  says — ^^  I  read  the  specification 
to  see  whether  it  was  a  good  patent.  I  am  a  cotton  spinner, 
a  machine  maker,  and  an  iron  founder.  The  box  or  cylinder 
would  no  doubt  heat  the  air  to  a  certain  temperature — ^what 
temperature  I  cannot  say.     I  differ  with  Mr.  Farey  as  to  some 
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Parkt,  B.,  toths  paits  of  his  evidence.    I  consider  that  any  form  of  yessel  would 
•'*^"  heat  the  air.     I  think  it  might  be   heated  in  a  cubical  box 

without  partitions  in  it  quite  easily.     Any  one  would  try  the 
simplest  and  easiest  plan  to  see  how  it  would  answer."    That 
If  experiment  be  would  be  experiment;   and  if  experiment  were  necessary  in 
^y^'l'  ^^    order  to  make  it  answer  in  all  the  three  cases,  then  it  would  not 

specincation  IS  i  •/•       .  ti.  .  j 

bad.  be  a  good  specification.     If  expenments  were  necessary,  and  a 

man  could  not  do  it  with  the  means  and  knowledge  wluch  he 
possessed,  and  it  were  necessary  to  make  experiments  in  order 
that  the  plan  should  answer  in  all  the  three  cases,  if  that  were 
the  case,  the  patent  would  be  void  upon  the  substantial  ground. 
^'  I  agree  that  to  a  great  heat  the  shape  is  material,  but  to  heat 
the  air  it  is  immaterial.  The  form  and  shape  are  immaterial  in 
this,  that  any  vessel  will  produce  a  result ;  the  form  and  shape 
are  material  as  to  the  extent  of  the  beneficial  result.  The  last 
shape  is  the  horse-shoe  form,  which  gives  600  degrees.  The  last 
improvement  is  increasing  the  heated  surface  in  proportion  to 
the  air  to  be  heated/' 

Then  Mr.  Kirkman,  an  engineer,  says — ^^  I  had  the  specifi- 
cation put  into  my  hands.  I  was  requested  to  make  experi- 
ments, so  as  to  speak  to  it.  I  prepared  no  apparatus,  finding 
two  gas  retorts  about  the  works,  I  put  them  up.  They  were 
thirteen  inches  and  a-half  in  diameter,  and  in  length  four  feet 
nine  inches,  and  the  contents  were  18,000  cubic  inches.  I  found 
upon  an  experiment  that  it  was  beneficial  to  this  extent,  that 
with  cold  air  we  required  298  lbs.  of  coke  to  melt  a  ton  of  iron, 
and  that  with  this  apparatus  and  the  hot  blast  I  found  it  was 
reduced  to  113  lbs.,  which  is  a  saving  of  one-half  in  the  fuel'' 
He  says — ^*  I  required  no  other  directions  than  those  in  the 
specification,  added  to  my  own  practical  knowledge.  I  em- 
ployed one  cylinder,  which  we  worked  up  to  315  and  480  degrees. 
There  was  a  very  considerable  saving.  Any  person  accustomed 
to  manufacture  apparatus  of  this  kind  would  find  no  difficulty.'' 

Then,  Professor  Daniel  says — ^^I  am  acquainted  with  tiic 
specification.  I  never  knew  of  the  hot  blast  before.  A  person 
accustomed  to  the  manufacture  of  blo\^g  apparatus,  would  be 
able  to  make  a  beneficial  apparatus  according  to  the  specifica- 
tion, and  most  clearly  a  person  accustomed  to  the  process  of 
heating  air,  and  better  acquainted  with  the  principle  and  nature 
of  the  invention,  would  construct  a  beneficial  apparatus.  The 
principle  is  entirely  new ;  I  never  saw  the  process  in  actual 
operation.  The  shape  depends  upon  circumstances — the  situa- 
tion, the  heat  required,  and  the  power  of  the  blowing  apparatus.'' 

Mr.  Cooper  says — ''  Looking  at  the  specification,  there  would 
be  no  difficulty  in  heating  the  air  to  a  certain  extent,  so  as  to 
use  it  beneficially,  but  there  would  be  some  difficulty  as  to 
obtaining  the  best  mode.  I  do  not  believe  that  has  yet  been 
done."    And  he  thinks  it  probable  that  improvements  wiU  take 
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place  to  heat  the  air  to  a  still  higher  degree  of  temperature.  A.D.  I84i. 
Upon  cross-examination,  he  says — ^^  To  some  extent  one  form 
of  vessel  would  be  better  than  another,  but  every  body  could 
get  some  beneficial  result  so  as  to  make  it  worth  while  to 
employ  it^' 

That,  gentlemen,  is  the  evidence,  and  will  you  have  the 
goodness  to  answer  me  the  questions  in  the  form  in  which  I 
pat  them  ? 

The  jury  found  as  follows  : —  Special  verdict. 

We  all  agree  that  shape  and  form  are  material  to  the  effect, 
simply,  that  is,  to  the  extent  of  beneficial  effect  produced,  not 
to  producing  some  effect,  for  some  beneficial  result  woidd  be 
produced  from  any  shape,  and  as  to  producing  the  extent  of 
beneficial  effect,  the  form  and  shape  are  material.  Secondly — 
We  think  a  man  of  common  understanding,  of  ordinary  skill 
and  knowledge  of  the  subject,  that  is,  of  the  construction  of  the 
old  blowing  apparatus,  would  be  enabled  to  construct,  according 
to  the  specification  alone,  looking  at  it  altogether,  such  an  appa* 
ntns  as  would  be  an  improvement,  that  is,  would  be  productive 
of  some  beneficial  result,  sufficient  to  make  it  wortii  while, 
expense  being  taken  into  consideration,  to  adapt  it  to  the  ordi- 
nary machinery  in  all  cases  of  forges,  cupolas,  and  furnaces,  where 
tbe  blast  is'used.  Thirdly — ^We  think  a  person  of  competent 
understanding,  and  ordinary  skill  and  knowledge  of  the  subject 
of  the  construction  of  the  air-heating  process,  would  be  enabled 
to  construct,  according  to  the  specification  alone,  in  the  same 
vay  looking  at  it  altogether,  such  an  apparatus  as  would  be  an 
improvement,  that  is,  wotdd  be  productive  of  some  beneficial 
result,  sufficient  to  make  it  worth  while,  expense  being  taken 
into  consideration,  to  adapt  it  to  the  ordinary  machinery  in  all 
esses  of  forges,  cupolas,  and  furnaces,  where  the  blast  is  used. 
Fonrthly — We  think  a  person  of  common  understanding,  and 
oniinary  skill  and  knowledge  of  the  air-heating  process,  wotdd 
not  be  misled  by  the  description  of  the  immateriaUty  of  the 
km  and  size  of  the  vessel  in  producing  tiie  effect.  Fifthly — 
No  person,  we  think,  nor  a  person  of  common  understanding, 
and  ordinary  skill  and  knowledge  of  the  blowing  process,  a 
fiftkrij  would  be  misled. 

P.1RKE,  B.,  then  directed  the  verdict  to  be  entered  on  the 
ivoes  as  follows: — On  the  first,  second,  and  third,  for  the 
plaintiffs ;  on  the  fourth,  for  the  defendants,  upon  the  con- 
stroction  of  the  specification,  with  liberty  to  move,  thinking 
that,  according  to  the  grammatical  construction  of  it,  there  was 
^  averment  that  the  form  and  shape  were  immaterial  to  the 
extent  of  the  effect — that  it  was  a  misdirection;  that  there 
b^  a  misdirection  in  the  instrument  itself,  it  could  not  be 
wnrectcd  by  parol  evidence,  with  liberty  to  move  to  enter  that 
^^^ct  for  the  plaintiffs  on  that  issue ;  and  for  the  defendants  to 
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* :  take  ihe  objection  in  answer  contingently,  that  the  patent  is 

void  for  the  bad  title  if  it  be  open  upon  the  issue,  in  answer  to 
that  application,  and  to  move  in  arrest  of  judgment  if  the 
verdict  is  entered  for  the  plaintiffs. 


Neilson  and  Others  v.  Harford  and  Others. 

£.  T.,  184K  Cor.  Lord  Alnnger,  C.B.,  Parke,  B.,  Aldersouy  B.,  and 

Rolfey  B. 

Sir  W.  Follett :  In  this  case  I  have  to  move  to  enter  a 
verdict  for  the  plaintiffs  in  pursuance  of  leave  reserved,  or^  in 
case  it  should  be  supposed  that  there  was  any  matter  not  siib- 
mitted  to  the  jury  in  the  alternative,  for  a  new  trial.  There 
were  five  pleas,  four  of  which  were  found  for  the  plaintiffs,  and 
the  other,  as  I  submit,  was  also  found  for  the  plaintiffs,  but  the 
learned  judge  directed  that  the  verdict  should  be  entered  for 
the  defendants  on  that  issue,  with  liberty  to  the  plaintifis  to 
move  to  enter  a  verdict  for  them.  I  submit  that  this  is  em- 
phatically and  exclusively  a  question  for  the  jury ;  that  it  was 
not  a  question  of  law  but  of  fact,  and  the  jury  have  distinctly 
found  that  the  plaintiffs  did  describe  the  invention^  and  did 
point  out  the  mode  of  its  use. 

The  patent  was  substantially  for  a  mode  of  heating  the  air 
between  the  blowing  apparatus  and  the  furnace  in  a  closed 
vessel.  It  was  contended,  therefore,  that  every  mode  of  heating 
the  air  in  a  closed  vessel,  between  the  blowing  power  and  the 
blast  furnace,  was  an  infringement  of  the  patent,  and  of  that 
opinion  was  the  learned  judge,  and  no  question  arises  upon  that 
now.  The  defendants  in  this  case  use  a  vessel  consisting  of 
various  pipes,  and  it  has  been  since  the  patent  was  taken  out 
discovered,  by  various  experiments  and  improvements,  that  the 
higher  the  air  is  heated  the  more  beneficial  its  effects  on  the 
furnace.  That  does  not  seem  to  have  been  in  the  contemplation 
of  the  inventor ;  in  the  pipes  used  by  the  defendants,  there  was 
greater  surface  exposed  to  the  fire ;  it  was  more  economical  of 
fuel,  and  that  vessel  consequently  produced  a  higher  tem- 
perature than  vessels  of  a  diiferent  kind.  The  learned  judge 
was  clearly  of  opinion  that  it  was  an  infringement — \Parkey  B.: 
That  it  was  an  improvement,  but  an  infringement.] — so  long  as 
the  patent  remained  in  force. 

The  question  now  turns  mainly  on  the  fact,  whether  or  not 
the  jury  did  not  find  the  fourth  issue  in  favour  of  the  plaintiffis — 
and  two  points  were  made.  The  objections  to  be  delivered 
under  the  statute  (5  and  6  W.  4,  c.  83)  must  distinctly  point 
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the  attention  of  the  plaintiffs  to  the  precise  nature  of  the  E.  T.,  I84i. 
objection  to  be  raised.  The  objection  raised  was  not  open  to 
the  defendants.  The  construction  put  on  the  plea  was  not  a 
right  oonstmction,  but  the  question  is  not  open  because  it  was 
for  tie  jury.  The  finding  of  the  jury  that,  upon  the  specifi- 
cation alone,  a  person  of  ordinary  skill  would  construct  the  ap- 
paratus required,  disposed  of  every  other  question.  [Parke,  B.: 
My  doubt  was,  whether  the  evidence  of  a  person  of  ordinary 
skill  would  do,  or  could  be  allowed  to  contradict  the  gram- 
matical construction  of  one  part  of  the  specification.]  The 
learned  judge  considered  it  unnecessary  to  leave  to  the  jury, 
whether  the  particular  passage,  that  the  form  or  shape  of  the 
Teasel  or  receptacle  was  immaterial  to  the  effect,  was  inaccurate, 
bat  he  left  it  to  the  jury  whether  it  was  calculated  to  mislead, 
and  they  found  that  it  was  not.  The  learned  judge  took  that 
sentence  alone  from  the  rest  of  the  specification,  and  stated  his 
opinion  to  the  jury,  that  in  point  of  law  that  was  a  misstatement, 
and  that  it  would  affect  the  patent.  [Parke,  B. :  Provided  it 
was  untrue  in  fact.]  We  have  had  no  opportunity  of  pre- 
senting what  has  been  the  impression  produced  on  other  minds 
as  to  the  meaning  of  the  passage.  This  is  not  a  patent  taken 
oat  for  heating  air ;  that  was  perfectly  well  known ;  and  every 
body  knew,  that  for  the  purpose  of  increasing  the  temperature, 
the  kiger  the  surface  that  was  extended  to  the  fire,  the  greater 
the  effect  which  would  be  produced  on  the  air  within  it.  The 
passage  does  not  profess  to  say  that  the  form  and  shape  of  the 
vessel  for  heating  air  is  not  material  as  regards  the  air  in  those 
vessels,  but  that  was  the  construction  adopted  by  the  learned 
judge;  and  it  was  in  that  view  that  he  put  it  to  the  jury.  I 
submit  that  is  not  the  meaning  of  the  passage  at  all,  but  that 
the  meaning  of  the  passage  is  this — I  do  not  make  any  claim 
for  vessels  for  heating  air.  Every  body  knows  how  to  heat  air, 
and  every  body  knows  the  principle  of  it.  There  are  various 
Tessels  for  heating  air,  of  different  forms  and  different  shapes, 
DOW  in  use  ;  I  say  that,  as  regards  the  effect  on  my  furnace,  the 
form  or  shape  is  immaterial,  and  may  be  adapted  to  local  cir- 
cumstances ;  and  so  it  is  entirely  immaterial.  It  is  not  imma- 
terial to  the  heat  of  the  air ;  and  if,  upon  subsequent  discovery, 
you  have  found  out  that  by  raising  the  temperature  to  a  higher 
degree  you  may  improve  upon  the  patent,  that  is  another 
question ;  but  this  patent  was  never  taken  out  for  heating  the 
ar,  nor  has  it  any  reference  to  the  form  or  shape  of  the  vessel 
for  heating.  It  is,  that  when  you  have  heated  the  air,  and 
beated  it  for  the  purpose  of  raising  a  stream  proper  to  convey 
it  into  the  furnace,  then  the  form  and  shape  of  the  vessel  is 
immaterial  as  far  as  regards  the  working  of  the  blast  furnace. 

The  question  as  to  this  passage  is  for  the  jury,  not  for  the 
court ;  the  specification  is  not  one  of  those  written  instruments 
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MifHon  fir  rule  which  it  is  the  province  of  the  court  to  decide  on.  It  is  stated 
^^TrtkT^'  that  the  specification  did  not  sufficiently  describe  the  manner  of 
fiaiatiffu  Carrying  the  invention  into  practice.  The  jury  have  found  that 
the  passage  could  not  mislead,  that  the  specification  alone  is 
sufficient,  and  that  any  person,  upon  the  specification  alone, 
might  carry  the  patent  into  effect.  The  verdict  should  be 
entered  for  the  plaintiffs,  unless  the  court  are  to  lay  down  that  it 
is  not  a  question  for  the  jury  at  all,  but  for  the  court,  and  that 
the  court  have  a  right  to  say,  upon  our  construction  of  it,  that 
this  is  calculated  to  mislead.  But  this  is  matter  of  evidence ; 
it  is  not  for  the  court  to  construe  a  written  instrument  inde- 
pendent of  parol  evidence.  I  am  not  speaking  of  defects  in  the 
title,  or  of  the  patent  claiming  more  than  it  ought  to  do ;  but  of 
the  intelligibility,  to  use  Lord  Eldon's  words,  when  he  says  that 
every  question  of  that  sort  is  for  the  jury — the  intelligibility  of 
the  specification,  and  the  way  in  which  the  work  is  to  be  con- 
structed, and  whether  ordinary  persons  would  or  not  under-  \ 
stand  it  (o).  ^ 

Rule  granted* 

Motion  for  ruU      Sir  J.  Campbell,  A.G. :  I  move  for  a  rule  to  show  cause  why      J 
IP  na .  ^Yiere  ought  not  to  be  a  new  trial  on  account  of  the  finding  of      ( 
the  jury,  as  being  not  only  without  evidence,  but  entirely  con-      | 
trary  to  the  evidence  adduced.    The  plaintiffs*  patent  is  for      { 
three  things ;  for  the  smith's  forge,  the  melting  cupola,  and  the      f 
larger  furnace  for  smelting  iron.     No  evidence  is  given  as  to      ^ 
how  the  invention  is  to  be  applied  to  either  of  the  two  first,  and 
the  matter  is  discussed  as  if  the  plaintiff  had  made  a  great  dis-      I 
covery  of  how  iron  was  to  be  smelted  in  a  superior  manner  by 
means  of  hot  blast.    The  only  mode  in  which  the  patent  can 
be  worked  to  advantage,  is  when  the  air  is  heated  in  a  long  suc- 
cession of  tubes ;  but  Mr.  Neilson  was  so  ignorant  of  the 
manner  in  which  his  invention  was  to  be  used,  that  at  first  he 
tried  a  vessel  of  a  cylindrical  form,  seven  feet  long,  with  par-       | 
titions,  for  the  purpose  of  obstructing  the  rapid  passage  of  the 
air.     The   passage  in   the  specification,  as  to  increasing  the       j 
dimensions  of  the  air  vessel,  is  an  entire  misrepresentation. 
No  bad  faith  or  concealment  is  imputed  to  the  plaintiff,  he 
states  that  which  is  untrue  from  ignorance.     Another  objection 
is  open  to  us  fti  showing  cause,  or  in  arrest  of  judgment — ^that 
the  specification  does  not  at  all  follow  up  the  title  of  the  patent. 

Rule  granted  (/?). 

(o)  See  HUl  ▼.  Thompnut  ante  237.  ground  of  the  verdict  being  againtt  endence* 

(/))  When  this  rule  came  on  for  ftrgument,  could  not  be  at  all  supported,  and  that  as  to  asj 

the  court,  after  the  notes  of  the  learned  judge  ground  in  respect  to  the  specification,  it  baa 

had  been  read,  called  on  Sir  F.  Pollock  to  sup-  already  been  disposed  of  by  the  discussion  on  the 

port  the  defendants'  rule,  intimating  a  strone  plaintiffs'  rule. 

opinion  that  the  evidence  was  all  one  way,  and  Sir  F.  Pollock,  A.  G.,   pressed  on  the  coort 

that  the  defendants*  rule  for  a  new  trial,  on  the  the  position  in  which  the  defendante  were  placed  : 
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Nbilson  &  Others  t;.  Harford  &  Others.  /imi«9,  ]S41. 

Cor.  Lord  Abinger,  C.B,,  Parke,  B.,  Alderson,  B.,  and  Rolfe,  B. 

Sir  J.  CampbeU,  A.  6.  (Sir  F.  Polhck,  Monteith,  and  Hugh 
BUlj  with  him.)  My  learned  friend  Sir  W.  FoUett  has  obtained 
a  role  to  show  cause  why  the  verdict  entered  for  the  defendants 
upon  the  fourth  issue  should  not  be  entered  for  the  plaintiffs^ 
nismg  the  question  upon  the  answers  returned  by  the  jury  to 
the  five  questions  submitted  to  them  upon  that  fourth  issue. 
In  point  of  law^  the  verdict  ought  to  be  for  the  plaintiffs  or  for 
the  defendants ;  those  five  findings  all  respect  the  fourth  issue — 
the  fourth  being,  ^'that  there  was  not  a  sufficient  specification.'^ 
The  specification  is  directed  to  three  things — to  common  fur- 
naces, smelting  cupolas^  and  blast  furnaces — and  may  be  suf- 
ficient with  regard  to  common  fires  or  furnaces,  and  to  cupolas ; 
but  if  it  is  not  sufficient  with  regard  to  blast  furnaces,  the  patent 
is  void. 

It  is  first  objected  that  we  have  not  complied  with  the  fifth 
section  of  5  &  6  W.  4,  c.  83  (;),  and  that  we  are  not  entitled  to 
Bake  the  objection  on  which  we  rely.  That  act  was  framed 
with  a  view  to  the  former  mode  of  pleading  in  such  an  action, 
according  to  which  the  defendant  was  at  liberty  to  give  every 
dung  m  evidence.  He  might  say  that  it  was  not  new,  that  it 
was  not  useful,  that  there  had  been  no  infraction,  that  the  spe- 
cification was  defective.  That  was  a  great  hardship  on  patentees, 
for  they  did  not  know  exactiy  what  objections  to  be  prepared  to 
neet  To  remedy  this,  the  fifth  section  of  the  act  was  passed* 
^ow,  I  admit  that  it  has  been  held  by  the  Court  of  Common 


^  point  on  tlie  construction  of  the  tpecification      court  bad  been  Fitb  yon  upon  that,  there  would 
uc  banng  been  reserved  at  nisi  jniut  in  such  a      have  been  no  necessity  to  discuss  the  other.   The 


'  as  to  enable  the  defendants  to  bring  a  court  were  against  vou  upon  that.     Now  you 

*|K  of  enor  on  the  decision  of  the  Court  of  come  and  discuss  the  other ;    and   the   court 

^ukfper ;  and  the   defendants^  in  order  that  feeling,  and  you  probably  feelins-,  that  upon  that 

^  night  be  in  a  position  to  do  this,  were  ready  taken  separately  you  could  not  have  a  new  trial, 

lo  psj  ul  the  costs,  to  undertake  to  call  no  wit*  you  now  ask  of  the  court  to  introduce  altogether 

■MM,  sDd  to  leave  the  question  of  fact,  and  the  a  new  precedent,  in  order  to  give  you  the  benefit 

b^M^  of  the  jury,  to  be  taken  as  they  were,  if  of  a  new  trial,  as  if  they  had  determined  in  your 

^  ooort  would  mould  its  rules  and  practice  so  favour. 

■  to  cQsUe  the  defendants  to  take  the  matter  to  Alderton,  B. :  If  you  make  out  to  the  Court  of 

>Asrt  of  error.     But —  Chancery  that  you  wish  to  take  it  to  a  court  of 

I^vd  Ahmger,  C.  B. :  In  order  to  do  that,  we  error,  then  the  Lord  Chancellor  will  say,  take  it 

■m  remoold  our  general  rules.     You  are  now  to  a  court  of  error.     Suppose  the  Lord  Chan- 

V  ttii  sitnation — ^you  made  an  application  for  a  cellor  should  agree  with  the  construction  which 

^  trial,  having  made  the  application  upon  the  this  court  has  put  upon  the  specification,  then  he 

JSBI  Ksenred  cj  the  judge,  vis.  the  legality  or  would  not  do  so. 

tte  sdSciency  of  this  specification,  to  which  was  The  learned  counsel  cited  some  cases  in  which 

*<^  also,  that   the  verdict  of  the  jury  was  this  course  had  been  adopted,  but  they  are  dis- 

yyt  the  evidence;  and  the  court  then,  without  tinguished  by  the  court  from  the  present. 

^^"Mg  the  evidence,  granted  a  rule  upon  both  See  further   post   in  the   Lord   Chancellor's 

pBudk    You  selected  the  ground  of  the  spe-  judgment  on  the  motion  to  revive  the  injunction. 

GlcatioD,  and  discussed  that  separately.     If  the  (9)  AnU  260,  n.  a. 
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^ir  J.  CumpbeU   p[e^  («)    that  uDon  an  application  before  trial,  the  court  or 
enur  verdict  for  JuQge  has  powcr  to  Order  a  particular  of  the  objections,  which 
thepUintiffs.      sj^jji  j,^  jj^q^q  specific  than  the  plea — it  shall  not  be  a  mere  echo 
of  the  plea ;  but  the  question  is  not  now  what  might  have  been 
done,  if  there  had  been  any  application  as  to  the  reforming  or 
amending  the  particular  of  objections,  but  you  are  now  con- 
sidering the  effect  of  the  objections  of  which  notice  was  given, 
no  objection  having  been  made  to  them,  and  whether  the  whole 
is  not  clearly  open  to  us.    The  result  of  the  decision  in  Bukm 
V.  Mackenzie,  where  the  objections  were  a  mere  echo  of  the 
The  notice  of     pleas,  is  that  the  court,  under  their  general  jurisdiction,  have  a 
giirmore  ir""  rigH  if  they  think  fit,  to  order  the  notice  to  be  more  specific 
formation  than    before  trial,  in  analogy  to  what  is  done  with  regard  to  par- 
t  e  plea.  ticulars  of  tiic  causes  of  action,  which  the  plaintiff  means  to  ^^e 

in  evidence  at  the  trial ;  or  where  there  is  a  notice  of  set-off,  or 
a  plea  of  set-off,  a  particular  of  the  grounds  on  which  that  plea 
or  notice  of  set-off  may  be  substantiated  at  the  laiaL 

The  result  of  the  decision  in  Fisher  v.  Dewick  is,  that  the 
court  had  jurisdiction  to  order  a  particular  that  should  disclose 
more  than  was  to  be  gathered  merely  from  the  pleas.  But  no 
case  has  occurred  when,  after  trial,  or  at  the  trial,  the  objection 
arose  that  the  notice  was  insufficient,  and  I  apprehend  that  if 
the  defendant  gives  us  notice  of  objections  in  which  he  simply 
stated  that  he  objected  to  the  specification,  that  would  enable 
him  to  make  any  objection  to  the  specification  at  the  trial,  the 
plaintiff  being  contented  with  that,  and  not  applying  to  the 
judge  or  the  court  for  a  better  particular  of  the  objection* 
[Lord  Abinger,  C.B. :  You  say  the  notice  was  large  enough  to 
embrace  the  objection  made  at  the  trial,  and  that  if  it  did  not 
comprehend  that,  if  any  thing  more  specific  was  required,  they 
shoidd  have  applied  for  it  before  the  trial.]  lAldereon,  B.: 
The  question  at  the  trial  is  only,  whether  the  words  of  die 
notice  are  sufficientiy  large  to  include  the  objection.]  Tes;  if 
they  had  wished  to  know  in  what  respects  we  said  tiie  specifica- 
tion was  void :  then  I  do  not  dispute  your  lordships'  authority 
to  have  ordered  us  to  state  in  what  respect,  and  then  we  might 
have  gone  to  the  dimensions,  to  the  shape  of  the  vessel,  and  so 
on.  IRolfey  B. :  The  statute  is  very  strangely  worded.  If  you 
prove  the  objections  in  the  notice,  the  language  of  the  statute 
would  go  to  show  that  you  may  prove  any  others  beside.] 
[AMersoUy  B. :  Suppose  it  was  simply,  the  specification  is  in- 
sufficient. If  the  plaintiff  is  contented  to  take  that  as  notice, 
surely  any  objection  may  be  made  at  the  trial  to  show  that  the 
specification  is  insufficient.]  The  title  is,  ^'improved  applica- 
tion of  air  to  produce  heat  in  fires,  forges,  and  furnaces,  where 


(a)  In  Bulnois  v.  ^lackenzie,  ante  260 ;   and  Fiiher  v.  Dewick,  ante  264. 
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bellows  or  other  blowing  apparatus  are  required/'  Well,  then,  intheEicheque 
it  is  merely  an  improved  application  of  air  to  produce  heat  It  ^•^•'  ^^^^' 
is  not  the  heated  air.  [Lord  Abinger^  C.B. :  It  might  just  as 
well  be  air  rendered  colder.]  Yes ;  because  if  the  vulgar  notion 
had  turned  out  to  be  true,  "  that  the  colder  the  air  the  better,'^ 
then  this  might  have  been  a  refrigerating  apparatus,  if  it  may  be 
for  a  heating  apparatus ;  and  I  submit  that  one  objection  which 
is  open  to  me,  and  which  was  reserved  at  the  trial,  is,  that  under 
a  tide  '^  improved  application  of  air,''  &c.,  he  cannot  specify 
an  invention  which  is  entirely  confined  to  the  temperature  of 
the  air  when  it  is  to  be  applied.  Sudi  of  your  lordships  as 
have  served  the  office  of  law  officer  to  the  crown,  must  be  fully 
aware  of  the  constant  attempts  that  are  made  by  those  who 
apply  for  patents,  to  produce  a  title  that  may  entirely  mislead — 
that  may  give  not  the  remotest  notion  of  what  they  intend,  and 
which  may  enable  them  for  six  months,  or  whatever  period  it 
may  be,  to  gather  together  whatever  they  can  collect,  and  to 
specify  it  at  the  end  of  that  period.  Great  frauds  have  been 
committed  on  that  subject;  and  it  would  be  a  most  salutary 
decision,  and  most  wholesome  and  beneficial,  if  your  lordships 
were  to  lay  down  a  rule,  that  the  title  of  a  patent  should  at  least 
convey  some  idea  of  the  invention  for  which  the  patent  is  sup- 
posed to  be  granted.  Until  there  is  a  judicial  decision  on  that 
subject,  I  am  afraid  that  all  the  efforts  that  may  be  made 
to  resist  these  attempts  will  be  entirely  ineffectual.  [Lord 
Abmger,  C.B. :  I  am  afraid  it  is  too  late  to  agitate  that.  If  the  The  tide  nttd 
specification  is  consistent  with  the  tide,  that  would  be  s^-jdM^nhe^ 
ficient  I  have  known  persons  who  had  great  difficulty  in  invention;  it u 
finding  a  name  for  their  patent  invention.  I  knew  a  very  useful  g^cmcation  he 
invention  set  aside  because  an  ingenious  person  at  the  bar  had  consi«tent 
suggested  to  a  gentleman  to  take  as  a  titie  to  his  patent,  ^'a ^' 
tapering  brush ;''  it  did  not  taper,  it  expanded]  (&).  I  never 
woold  suggest  that  it  should  be  necessary  at  all  to  disclose  the 
mode  in  which  the  invention  is  to  be  carried  into  effect.  For 
if  you  required  that  the  titie  of  the  patent,  which  inunediately 
becomes  public,  should  at  all  disclose  the  invention,  fraudulent 
persons  who  have  patents  in  progress  would  specify  those  inven- 
tions; but  still  that  there  should  be  some  general  notion  given 
of  that  for  which  a  patent  is  sought,  would  be  most  salutary 
and  highly  desirable.  [Parke^  B. :  It  would  be  for  the  crown  to 
sdopt  that  by  requiring  the  specification  to  be  enrolled  within 
a  less  time  than  six  months.]  I  may  mention,  that  to  guard 
sgimst  that  the  practice  now  generally  adopted  is,  to  require 
that  there  shall  be  de  bene  esse  a  specification  lodged  with  the 


W  The  case  alloded  to  i«  R.  ▼.  Mttcal/e,      the  term  had  by  the  usage  of  the  trade  acquired  a 
^^trt  hold  EUenborougfa  be)d  that  the  gram-      perverted  sense.    ilnteT41. 
■ncal  oontnictkm  could  not  be  corrected,  unless 
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Sir  J.  Campbell  Attorney  and  Solicitor  General^  which  certainly  guards  against 
cnte!^dict%r^^^^  that  might  otherwise  be  practised  to  a  certain  degree. 
iktptamtiffi,      [Alderson,  B.:  You  interpret  the  word  **air/^  as  air  in  its 
natural  state,  and  the  application  is  merely  the  mode  in  which 
it  is  brought  to  the  furnace*    This  titie  would  apply  to  a  tube 
coming  perpendicularly  down  on  the  furnace,  or  a  tube  coming 
perpendicularly  up.]     Any  change  in  the  blowing  apparatus. 
It  certainly  tends  to  mislead ;  because,  suppose  that  a  person 
had  a  patent  for  a  blowing  apparatus,  he  would  suppose  that 
this  might  be  an  infringement  upon  that  patent,  and  I  dare  say 
there  were  attendances  before  the  law  officer  of  the  crown. by 
persons  who  had  a  blowing  apparatus,  for  which  a  patent  was 
granted,  or  who  had  it  in  contemplation  to  solicit  a  patent  for 
a  blowing  apparatus.     But  this  excludes  the  notion  of  its  being 
at  all  a  mode  of  cooking  the  air,  of  dealing  with  the  air  before 
it  is  applied ;  it  is  not  a  dealing  with  the  air,  but  it  is  tiie  appli- 
cation of  the  air.     [Lord  Abinffer,  C.B.x  It  certainly  does  not 
suggest  heated  w*  any  more  than  cold  air.]    It  has  no  reference 
to  the  temperature  of  the  air.    It  is  supposed  to  be  atmospheric 
air  of  the  ordinary  temperature.     pLord  Abinger,  C.  B. :  Toa 
see,  if  he  had  put  *'an  improved  mode  of  applying  air,''  that 
might  have  involved  a  process  he  did   not  mean.     It  is  an 
^^  improved   application  of  air."]     I   submit  that  under  this 
title  for  which  tiie  patent  is  granted,  there  is  no  specification  of 
the  invention  for  which  the  patent  is  granted,  for  the  patent 
is  granted  for  an  '^improved    application  of  air  to   produce 
heat,''  and  what  is  specified  is  not  an  improved  application 
of  air,  but  an  alteration  in  the   quality  of   the   air,  not  in 
the   application   of   it.     [Rolfe,  B.:    The   application  of  im- 
proved air  instead  of  an   improved  application.]     It  is  not 
an  improvement  of  the  application,  but  it  is  an  improvement  of 
the  air.    The  titie  is  for  an  improved  mode  of  applying,  but  the 
specification  is  not  an  improved  mode  of  applying,  but  it  is  for 
an  improvement  of  that  which  is  to  be  applied ;  and  although 
you  may  say  that  hot  air  is  air,  and  that  cold  air  is  air,  still  this 
not  only  does  not  contemplate  any  alteration  in  the  air  to  be 
applied,  but  I  say  that  it  excludes  it.   It  is  a  mode  of  applying; 
it  is  not  a  mode  of  dealing  with  the  w* ;  it  is  not  what  tiie  air 
shall  be — ^whether  the  air  shall  be  hot  or  cold,  whether  it  shall 
be  a  mixture  of  some  other  gas,  or  what  it  shall  be ;  but  it  is 
merely  for  the  application  of  it,  which  properly  looks  to  some 
improvement  on  the  blowing  apparatus,  and  does  not  at  all 
contemplate  any  improvement  by  which  the  temperature  of 
the  air  shall  be  altered,  eitiier  by  heating  or  cooling.     [Lord 
Abinger y  C.B. :  It  is  to  a  certain  extent  an  improvement  in  the 
application,  and  it  proposes  to  apply  the  air  by  making  it  pass 
through  some  medium  by  which  it  will  acquire  heat  before  it 
enters  the  furnace.    A  particular  form,  or  shape,  or  medium,  is 
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no  part  of  the  patent,  but  it  is  that  air  shall  pass  through  a  intheErehequtr 
heating  process  before  it  enters  the  furnace.  Would  it  not  be  ^'  '^•»  ^^^^' 
hypercriticism  to  say,  that  it  was  not  an  improved  mode  of 
ieating  air  ?  The  mere  discovery  of  hot  air  or  cold  air  would 
be  nothing.  Suppose  it  was  a  patent  in  these  words — "A 
patent  for  an  invention  by  which  air  shall  be  heated  before  it 
enters  the  famace.  I  do  not  claim  a  patent  either  for  the  ma- 
terial or  for  the  shape,  but  the  air  must  pass  through  a  process 
of  heating  before  it  enters  the  furnace."]  If  the  patent  had  been 
m  those  words,  it  certainly  would  not  have  been  liable  to  this 
objection,  because  that  would  have  been  a  mode  of  heating  the 
air  before  it  enters  the  furnace,  and  then  he  might  have  specified 
the  mode  in  which  the  air  is  to  be  heated — ^but  this  is  not  for  a 
mode  of  heating  the  air  before  it  enters  the  furnace,  but  a  mode 
of  applying  the  air.  [Lord  Abinffer,  C.B.:  No,  it  is  that  the 
air  shall  be  heated.  "  The  particular  mode  in  which  it  is  to  be 
heated  I  leave  to  you,"  he  says.  "  My  discovery  is,  that  it  shall 
be  heated  by  passing  through  a  heating  process  before  it  comes 
to  the  fiimace."] 

Next,  as  to  the  directions  which  are  given.  He  first  merely 
describes  the  common  blowing  apparatus,  &c.  Now,  I  may 
[  observe,  that  there  can  be  no  doubt  that  some  directions  must 
be  given  as  to  the  size  and  shape.  It  would  not  do  merely  to 
give  an  idea  that  the  air  shall  be  hot  instead  of  cold.  I  think 
ooe  of  the  witnesses  said  that  he  would  dismiss  the  specifi- 
cation; another^that  he  would  make  experiments;  some,  that 
tiiey  would  begin  with  a  cubical  form ;  others,  that  they  would 
b^n  with  a  tubular  form.  But  I  apprehend  that  this  specifi- 
cation would  be  bad,  unless  it  gave  some  directions  with  regard 
to  the  size  and  the  shape  of  the  vessel  in  which  this  process  of 
heating  is  to  be  conducted.  You  cannot  have  a  specification 
for  a  mere  notion ;  you  cannot  have  a  patent  for  a  notion  or  a 
principle ;  you  must  show,  according  to  the  terms  of  the  con- 
ditions, you  must  describe  and  ascertain  the  nature  of  the 
iQTention,  and  in  what  manner  the  same  is  to  be  performed. 
Is  not  this  a  most  material  part  of  the  specification  ?  The  whole 
Dorelty  consists  in  this  heating  vessel,  and  he  is  to  tell  you  how 
tlie  process  of  heating  is  to  be  conducted.  Then,  after  stating 
vith  regard  to  size  what  is  clearly  incorrect,  he  tells  you,  in  the 
most  absolute  and  unqualified  manner,  that  the  form  or  shape  of 
the  vessel  which  is  to  be  so  employed  is  immaterial  to  the  effect. 
It  is  said  there  are  different  meanings  which  may  be  ascribed  to 
fte  word  effect ;  that  it  is  the  result  of  the  operation,  the  bene- 
&aal  effect  of  making  the  iron.  You  are  told  in  the  most 
cipress  manner,  that  you  may  adapt  the  form  of  the  vessel 
according  to  circumstances,  and  that  the  shape  is  wholly  imma- 
^^,  be  it  sphere^  cube,  or  cylinder,  whether  a  series  of  spaces, 
^  a  perfect  cube,  or  cylinder,  long  or  short.   But  the  fact  turns 
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Sir  J.  Campbell  out  just  the  Contrary,  and  the  jury  have  found  it  so.  One 
"f^verdCtfor  ^t^®ss  Said,  there  would  be  some  good  eflFect  produced  even 
the  plaintiffs,  from  a  cubc,  but  it  was  quite  clear  that  until  the  tubular  form 
was  adopted  it  did  no  good  at  all.  [Alderson,  B. :  The  word 
«  effect*'  may  mean  one  of  two  things.  It  may  either  mean  the 
effect  which  hot  air  will  produce  on  the  blast  furnace,  or  it  may 
mean  the  effect  which  fire  applied  to  the  vessel  would  have  in 
heating  the  air ;  which  of  those  does  it  mean  ?]  So  that  your 
air  is  heated,  it  is  very  immaterial  how  it  is  heated,  whether  it 
be  heated  in  a  sphere  or  in  a  cylinder.  It  will  not  do  for  a 
person  to  say  you  are  to  introduce  hot  air  into  the  blast  famace, 
he  must  show  the  modus  operandi.  [Alderstm,  B. :  It  will  come 
very  close  upon  Boulton  and  Watt  v.  Bully  the  only  fnjodus 
operandi  of  which  was  the  condensing  in  a  separate  vessel ;  so 
here  it  is  the  application  of  heated  air,  the  air  being  heated  in 
an  intermediate  separate  vessel.  That  is  a  modus  operandi  suffi- 
cient to  save  the  patent.]  But  he  tells  you  what  that  inter- 
mediate vessel  is  to  be,  and  he  professes  to  do  that.  [AldersoHy 
B. :  He  says,  no  matter  how  you  do  it,  provided  in  an  inter- 
mediate vessel  you  bring  it  to  a  certain  temperature.  Then 
the  effect  will  be  the  same  on  the  blast  furnace.  My  in- 
vention is  hot  instead  of  cold  air.]  He  professes  to  tell  you 
what  is  to  be  the  size  of  the  heating  vessel,  and  he  tells 
you  that  the  form  is  immaterial.  Every  thing  depends  on 
the  degree  of  heat.  Then  what  is  the  effect  ?  It  is  to 
heat.  These  various  shapes  of  vessels  are  all  material  with 
regard  to  the  degree  of  heat,  the  effect  depending  entirely 
on  the  degree  of  heat,  and  therefore  the  effect  is  the  degree 
of  heat.  It  was  admitted  at  the  trial  that  this  must  be  erro- 
neous and  false,  unless  you  can  engraft  upon  the  assertion 
two  conditions — ^that  you  have  a  sufficient  degree  of  heat,  and 
that  there  shall  be  a  sufficient  current  of  air  to  propel  the  air 
from  the  regulator  to  the  blastfurnace.  [Lord Abinger, C.B,: 
I  suppose,  in  making  the  specification,  he  considered  that  it 
was  proper  to  propose  some  mechanical  illustration  of  his  prin- 
ciple. But  suppose  he  had  said  this — my  invention  consists  in 
the  application  of  heated  air  to  the  furnace  by  means  of  any  of 
the  methods  by  which  air  is  now  heated,  or  any  other  method, 
and  allowing  air  so  heated  to  pass  through  a  tube  or  aperture  to 
the  furnace.  Probably  he  apprehended,  that  if  he  stated  spe- 
cifically any  form  of  heating  air,  he  might  then  have  infringed 
on  some  other  patent ;  therefore,  suppose  he  had  said  simply, 
my  invention  consists  in  the  application  of  heated  air  by  making 
the  air  pass  through  a  heating  process  before  it  arrives  at  the 
furnace,  but  I  do  not  intend  to  describe  the  form  of  the  recep- 
tacle, I  leave  that  to  the  local  circumstances,  and  judgment  of 
the  parties  to  deal  with  such  matter,  stating  only  that  the  hotter 
you  get  the  air  the  better.]     If  at  the  time  he  knew  what  was 
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tiie  proper  form  of   vessel,  and  he  had   specified  as  your  in  theExche<iuer 
lordship  suggests,  the   patent  clearly  would  have  been  void.  ^•'T'^^^^- 
[Lord  Abinger,  C.B. :  Yes,  if  he  had  known  it  at  the  time.] 
Because  he  was  bound  to  disclose  to  the  public  the  most  bene-  The  patentee  is 
fidal  mode  he  was  aware  of  for  carrying  it  into  operation.     I  ch^t!*},^*Vpe- 
skoold  doubt  whether  such  a  specification  would  be  sufficient,  cification  the 
at  aU  events  it  would  not  be  untrue ;  it  might  be  defective,  it  "^^  with  whi^h 
voald  not  be  false.    [Parke,  B. :  I  left  the  question  to  the  jury,  he  is  acquainted, 
whether  he  had  improperly  concealed  the  discovery  he  made 
that  the  vessel  would  be  better  with  divisions  in  it,  because  he 
had  dearly  tried  that  before  the  specification.    The  jury  were 
of  opinion  that  he  had  not  been  guilty  of  a  fraud  in  that 
respect]     There  was  no  fraud  imputed  to  him,  it  was  pure 
ignorance.     [Aldersan,  B. :   The  blowing  apparatus  was  per- 

,  fectly  well  known ;  the  heating  of  air  was  perfectly  well  known ; 

;  4c  twire  was  perfectly  well  known  as  applicable  to  blast  f ur- 

•  naces;  then  what  he  really  discovered  is,  that  it  would  be 
{  better  for  you  to  apply  air  heated  up  to  red  heat,  or  nearly  so, 

•  instead  of  cold  air  as  you  have  hitherto  done.    That  is  the  A  principle,  to 
principle ;  that  is  the  real  discovery ;  but,  in  order  to  take  out  of  a  ^tent^' 
t  patent,  you  must  have  an  embodiment  of  the  principle,  and  ™"**  ^  «°»- 
Ka  embodiment  of  the  principle  is  the  heating  of  air  in  a 

separate  vessel,  intermediately  between  the  blowing  apparatus 
and  the  point  where  it  enters  the  furnace.     Then,  he  says — ^^  I 
&>  not  mean  to  claim  any  shape  in  which  it  is  done ;  it  may  be 
A)ne  in  a  vessel  of  any  shape,  provided  only  you  have  such  a 
vessel  of  such  a  shape,  and  fire  so  applied  as  that,  in  the  inter- 
mediate space  between  the  blowing  apparatus  and  the  furnace, 
the  air  arrives  at  the  red  heat.'']     And  to  gain  that  object,  the 
nze  is  to  be  always  increased  in  proportion  to  the  effect  that 
,  you  wish  to  gain,  and  the  form  and  shape  of  the  vessel  are 
^  altogether  immaterial ;  this  is  what  he  tells  you.    [Aldersouy  B. : 
i  hnmaterial  to  the  effect  in  the  furnace,  but  not  immaterial  as  to 
fte  mode  of  obtaining  heated  air.    That  is  the  point  of  my 
fifficdty.]     It  being  the  true  legal  construction  to  be  put  upon 
tj  that  the  effect  is  the  degree  of  heat  to  be  produced,  and  the 
jory  having  found  that  the  shape  of  the  vessel  is  most  material 
tt  to  the  degree  of  heat  that  is  to  be  produced,  here  is  a  false 
<icsciiption  which  at  least  has  a  tendency  to  mislead.    The 
J«ry  have  found,  in  answer  to  questiwis  that  were  submitted  to 
them,  that  a  person  skilled  in  the  mowing  apparatus,  and  a 
penon  skiUed  in  the  heating  apparatus,  would  not  be  misled  by 
to  fiJac  statement  to  be  found  in  the  specification.    Is  it  to 
h*  a  care  for  a  false  statement,  in  a  material  part  of  tt^  specifi- 
tttion,  that  it  is  so  very  fidse  that  persons  of  skill  could  see 
w  it  was  false,  and  instead  of  going  by  the  specification,  that 
«ey  would  throw  the  specification  aside,  and  enter  on  a  course 

2x 
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Sir  J.  Campbell  direcdy  different  from  that  which  is  recommended  ?  A  specifi- 
'S^a^wr^for  nation  must  be  a  full  communication  of  what  is  to  be  done,  and 
tiu  piamHffs.  how  it  is  to  be  done^  and  it  has  been  repeatedly  laid  down^  that 
a  specification  which  requires  experiments  is  bad.  Most  of  the 
witnesses  in  this  case  said  they  would  make  experiments  as  to 
what  was  the  best  shape.  If  a  specification  is  bad  without 
pointing  out  the  modtis  operandi,  if  it  points  out  a  oiodw 
operandi  which,  if  followed^  would  defeat  the  object,  must  it 
not,  a/ortioriy  be  bad?  and  it  is  not  enough  to  say,  that  a 
skilful  and  scientific  person  would  find  out  that  there  was  a 
gross  blunder.  A  person  who  is  to  follow  a  specification  is  not 
to  draw  on  his  own  resources,  he  is  to  follow  implicitly  the  direc- 
tions he  receives,  and  if  those  directions  would  mislead  him  the 
specification  is  bad,  although  a  person  of  skill  and  science,  can- 
vassing it  and  reasoning  upon  it,  would  discover  that  there  was 
a  blunder,  and  the  jury  have  gone  so  far  as  to  say  that  a 
workman  of  ordinary  skill  would  discover  that  it  was  wrong. 
[^Parke,  B. :  Is  there  any  case  (the  impression  I  had  at  the  trial 
was,  that  there  was  no  case)  which  went  so  far  as  to  say  that 
you  might  correct  a  blunder  in  the  specification  by  the  tes- 
timony of  ordinary  workmen  only;  that  they  were  to  read 
expressions  that  were  obscure  to  ordinary  men  ?  Is  there  any 
case,  supposing  this  to  be  a  blunder,  in  which  it  has  been 
allowed  to  correct  that  blunder  by  means  of  the  testimony  of 
men  of  ordinary  knowledge  on  the  subject  ?]  We  can  find  no 
such  case.  What  then  does  the  case  turn  out  to  be  ?  That 
Mr.  Neilson  had  a  notion  that  hot  air  might  be  used  beneficially. 
He  supposes  that  the  form  and  shape  of  the  vessel  are  imma- 
terial. It  is  said  that  some  benefit  will  arise  whatever  the  form 
or  shape  of  the  vessel  may  be ;  he  either  does  not  tell  you  what 
is  the  proper  form  of  the  vessel,  or  he  misleads  you  entirely  by 
saying  the  form  &nd  shape  of  the  vessel  are  immaterial.  If, 
they  are  material,  he  has  stated  in  an  important  part  of  the 
specification  what  is  false,  what  will  mislead  a  workman  in  car- 
rying his  specification  into  effect;  and  after  that,  how  can  it  be, 
said  that  he  has  truly  ascertained  and  described  the  manner  in 
which  his  invention  is  to  be  performed  ?  On  these  grounds,  I 
submit  that  the  defendants  are  entitled  to  retain  the  verdict 
the  fourth  issue. 

Sir  F.  Pollock^  against  the  rule :  After  what  has  fallen  fronif 
the  court,  it  is  unnecessary  for  me  to  dwell  on  the  notice  off 
objections,  or  on  the  objection  to  the  title,  and  I  propose  toi 
point  out  what  is  the  meaning  of  the  specification,  and  the; 
objection  which  arises  upon  it,  if  it  be  one,  and  then  whether 
that  be  cured  by  any  finding  of  the  jury.  An  expression  which, 
fell  from  Mr.  Baron  Alderson  appears  to  be  the  key  of  thei 
intention  of  the  patentee,  that  he  confounded  the  heat  of  thetl 
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lir  Tcssd  with  the  heat  of  the  contained  air.    The  directions  In  the  Exchequer 
gnrcn  throughout  the  specification  do  not  apply  to  the  wr,  but  ^'  '^'  ^®^^' 
to  the  vessel  which  is  to  contain  the  air. 

I  entirely  agree  with  what  fell  from  one  of  your  lordships, 
that  if  it  had  been  distinctly  stated  in  terms  like  these — a 
blowing  apparatos  is  old,  methods  of  heating  air  are  as  various 
as  any  other  processes  in  flie  arts,  and  my  invention  consists  in 
nisiiig  the  temperature  of  the  air  to  600  degrees  Fahrenheit,  or 
thereabouts,  by  any  process  known  to  the  scientific  or  to  the 
meclianical  world,  and  then  applying  the  air  so  heated — that 
might  have  been  an  exceedingly  good  patent  for  aught  I  know. 
But  that  is  not  the  patent  which  Mr.  Neilson  has  taken  out. 
He  had  never  made  any  experiment  as  to  what  was  the  proper 
temperature ;  he  had  some  vague  notion  that  the  heating  of  air 
was  beneficial,  without  ever  having  reduced  that  notion  suffi- 
ciently into  practice,  or  made  it  the  subject  of  experiment,  so  as 
to  give  it  to  the  world.     He  appears  to  have  made  some  ex- 
periments upon  a  small  scale  with  smith's  forges — where  you 
inmld  use  a  vessel  so  small  that  it  would  not  present  the  diffi* 
cnltjr  of  heating  the  air,  on  account  of  the  surface  to  which  the 
«r  was  exposed  being  very  considerable  in  comparison  with  the 
Tolome — and  to  have  succeeded ;  and  then,  by  a  process  of  in- 
Aiction,  to  have  come  to  the  conclusion  that  the  multiplication 
of  that  process  on  a  larger  scale  would  be  attended  with  bene- 
ficial results,  without  ever  attending  to  the  important  element 
in  enlarging  these  vessels  advantageously,  that  you  must  take 
care,  as  vessels  in  point  of  capacity  increase  as  the  cube,  and  in 
pwnt  of  surface  increase  only  as  the  square,  you  must  take  care 
to  alter  your  shape  when  you  come  to  increase  the  size,  you 
must  alter  your  shape  if  you  enlarge  your  dimensions,  so  that 
^  surfiace,  which  increases  as  the  square,  shall  be  in  the  same 
proportion  to  the  volume,  which  increases  as  the  cube,  in  order 
to  produce  the  same  efiect  on  a  large  scale  that  you  would  on  a 
small  one.    Yoti  wiU  see,  both  from  the  evidence  at  the  trial, 
tod  from  the  specification,  that  this  is  the  true  solution  of  the 
fifficnlty  into  which  Mr.  Neilson  ultimately  got  when  he  came 
to  specify  the  invention.     It  is  never  mentioned  that  the  air  is 
to  be  heated,  except  as  a  sort  of  general  conclusion.     Air  is 
never  the  nominative  case  at  all.    The  heating  the  air  vessel  is 
Ac  only  one.     {^AldersoHy  B. :  It  is  so  throughout.]     I  contend 
ftat  the  vice  of  the  specification  is,  that  it  directs  nothing  but 
die  heating  of  the  vessel,  and  assumes  the  heating  of  the  air  as 
»  consequence,  and  yet  tells  you  that  the  shape  and  form  of  the 
'esael  which  is  to  be  heated  for  the  purpose  of  producing  the 
K«ilt,  are  quite  immaterial  to  the  effect  to  be  produced.   I  have 
w  doubt  that  Mr.  Neilson  thought  so ;  that  the  experiments  he 
W  performed,  the  progress  he  had  made  in  this  discovery,  were 
*^h  only  as  to  induce  him  to  form  that  opinion ;  he  had  not  the 
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Sir  F.  Pollock  least  idea  of  the  important  principles  that  are  involved  in  the 
*'«^*^*  *****"''•  extension  of  this  discovery  to  larger  and  other  matters,  and 
therefore  he  gave  a  statement  which  was^  so  far  as  he  was  then 
concerned;  perfectly  candid ;  that  was,  as  far  as  he  knew,  per- 
fectly true ;  but  when  it  comes  to  be  applied  to  the  larger  and 
to  the  greater  and  more  important  objects,  of  which  he  had 
some  notion,  there  is  no  doubt  the  information  he  communi- 
cated, that  the  shape  and  form  are  immaterial,  turned  oat 
to  be  without  foundation.  Every  witness  was  obliged  to  admit 
it  was  not  true,  and  ultimately  the  jury  found  it  was  not  trae, 
and  then  we  come  to  this — ^is  this  to  be  corrected  by  the  jury 
saying  that  a  workman  of  experience  would  not  be  misled  by  it? 
because  that  is  after  all  the  only  point  my  friends  can  rest  on 
as  getting  rid  of  the  objection.  It  appears  to  me,  looking  at  all 
the  cases,  that  the  rule  laid  down  is  something  of  this  sort  If 
Every  mistake  you  make  a  mistake,  as  by  calling  air  an  imponderable  substance, 
tion  wiTnoT"  whcrc  you  have  described  what  you  mean — ^you  have  described 
vitiate  a  patent,  air — and  it  is  manifest  from  the  rest  of  the  specification,  that 
what  you  mean  is  the  atmospheric  air  which  we  breathe— it 
is  of  no  importance  whatever,  whether  you  have  made  the 
blunder  of  calling  it  an  imponderable  substance ;  and  the  way  in 
which  that  objection  was  put  was  this — ^that  it  might  mislead 
the  public  to  apply  other  imponderable  substances ;  but  as  the 
only  imponderable  substances  which  the  philosophers  admit  are 
light  and  electricity — [Alderson,  B. :  That  is  only  a  question 
whether  it  is  imponderable  because  they  cannot  weigh  them,  or 
because  they  are  not  to  be  weighed  at  aU.]  IRol/e,  B. :  So 
you  say  that  a  fixed  star  is  at  an  immeasurable  distance/^because 
there  is  no  means  of  computing  it.]  Your  lordships  are  aware, 
that  if  the  modern,  and  apparently  the  more  correct  theory  con- 
cerning light  be  true,  that  it  is  the  vibration  of  a  medium,  and 
not  the  transmission  of  the  particles — then  light  can  no  more 
be  weighed  than  sound.  I  believe  most  persons  who  are  com- 
petent to  entertain  the  opinion  at  all,  are  now  of  opinion  tliat  it 
is  a  vibration,  and  not  the  transmission  of  an  actual  substance. 
I  think,  also,  there  was  a  case,  which  is  not  reported,  where 
sulphur  was  spoken  of  as  a  metal. 

Where  therefore,  by  referring  to  another  part  of  the  specifi- 
cation, suppose  to  the  drawing,  an  obvious  mistake  made  is  cor- 
rected— there  are  several  cases  of  this  sort  not  reported  where  it 
was  left  to  the  jury — where,  for  instance,  two  parts  in  a  drawing 
appeared  to  be  connected,  but  in  the  description  it  was  qnite 
obvious,  that  by  some  incaution  a  connexion  was  left  which 
ought  to  have  been  cut  oflF — you  are  to  take  the  whole 
together,  and  if  you  may  correct  the  statement  by  the  drawing, 
you  may  correct  the  drawing  by  the  statement  You  have  no 
right  to  fix  on  a  particular  blunder,  and  say,  this  is  what  the 
man  meant.     No,  he   says,  I  do   not  mean   that,  here  is  a 
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mistake^  you  must  collect  my  meaning  from  the  whole.    But  is  in  theExchequer 
there  any  case  which  says  this — that  if  a  man  in  the  manipula-  ^'  '^•»  *®^^' 
tion,  or  in  the  statement  of  the  machine  that  is  made^  deli- 
berately states  somethings  not  by  mistake,  but  deliberately  states 
it,  and  it  turns  out  to  be  wrong  and  to  be  material — ^that  in  the 
Tery  operation  itself  he  makes  a  mistake— is  there  any  case 
which  will  justify  this  doctrine,  that  a  skilful  person  coming  in 
win  see  this,  though  an  ingenious  man,  did  not  thoroughly  under- 
stand the  subject ;  it  is  a  pity  he  did  not  make  himself  better 
aoquamted  with  certain  parts  of  it — but  I,  coming  in,  can 
correct  that,  and  I  will  do  so  ?    Is  there  any  pretence  for  saying 
that  any  case  decides  any  thing  like  that  doctrine  for  your  lord- 
ships ?    It  would  place  the  whole  law  of  patents  altogether  at 
the  mercy  of  a  jury.     [Aldersony  B. :  Lord  Eldon  lays  down 
the  principle  so  long  ago  as  1800.     He  says,  patents  are  to  be  The  iMtent,  a 
considered  as  bargains  between  the  inventor  and  the  public,  to  {hV  M^enTeTand 
be  judged  of  on  the  principles  of  good  faith,  by  making  a  fair  the  public,  to  be 
disclosure  of   the  invention,  and  to   be   construed   as  other  p^°pipf^°^ 
bargains.    That  is  the  principle  which  must  be  taken  to  be  the  good  faith, 
soand  principle.]     Exactly.     [Lord  Abinger,  C.B. :  I  take  the 
I      troe  distinction  between  a  specification  that  a  man  of  science 
i      may  construe,  and  another  man  may  not  understand,  is  this : 
I      Where  the  specification  uses  scientific  terms,  which  are  not 

)  understood  except  by  persons  acquainted  with  the  nature  of  the 
business,  the  specification  is  not  bad  because  an  ordinary  man 
;  does  not  understand  it,  provided  a  scientific  man  does;  but 
I  where  the  specification  does  not  make  use  of  technical  terms, 
where  it  uses  common  language,  and  where  it  states  that  by 
which  a  common  man  may  be  misled,  though  a  scientific  man 
would  not — ^when  it  does  not  profess  to  use  scientific  terms,  and 
ao  ordinary  man  reading  the  specification  is  misled  by  it — ^it 
would  not  be  good.] 

The  judgment  in  K  v.  Wheeler  (2  B.  &  Aid.  349)  is  con- 
closive.    '<A  specification  which  casts   upon   the  public  the  A  specification 
expense  and  labour  of  experiments  and  trial,  is  undoubtedly  ^^^^^.  ^^^^^ 
bad.    If  it  be  said  that  all  these  matters  will  be  well  or  easily  correction  is 
known  to  a  person  of  competent  skill  (and  to  such  only  the***^' 
patentee  may  be  allowed  to  address  himself),  then  the  invention 
will  not  in  reality  have  given  any  usefid  or  valuable  information 
to  the  public ;  so  that,  in  either  way  of  viewing  the  case,  there 
is  either  no  certain  and  clear  process  described,  or  the  process 
described  is  such  as  might  be  practised  without  the  assistance 
of  the  patentee.''     If  a  person  of  skill  is  to  come  in,  and  by 
means  of  his  skill  and  experience  without  experiment  is   to 
correct  the  blunder,  and  not  to  follow  the  directions,  because 
he  says  that  the  writer  of  those  directions  did  not  understand 
the  subject  upon  which  he  was  writing,  and  had  not  sufficiently 
matured  his  discovery,  or  performed  his  experiments  so  as  to 
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Sir  F.  Poihek  give  the  world  the  infonnation  they  had  a  right  to  ask,  and  in 
agatnH  the  rule,  consequence  of  that  has  fallen  into  that  error,  then,  I  say,  this 
doctrine  of  R.  v.  Wheeler  applies.  [Alderson^  B. :  I  take  die 
The  patent  is  distinction  between  a  patent  for  a  principle,  and  a  patmt 
cipierbuUo"'*"  which  Can  be  supported,  is,  that  you  must  have  an  embodBment 
the  mode  of  car-  of  the  principle  in  some  practical  mode  described  in  the  spedt 
ople  into  prae-  cation  of  Carrying  the  principle  into  actual  effect,  and  then  you 
tice.  take  out  your  patent,  not  for  the  principle,  but  for  the  mode  of 

carrying  the  principle  into  effect.  In  Watfs  patent,  which 
comes  the  nearest  to  the  present  of  any  you  can  suggest,  the 
real  invention  of  Watt  was,  that  he  discovered  that  by  con- 
densing steam  in  a  separate  vessel  a  great  saving  of  fuel  would 
be  effected  by  keeping  the  steam  cylinder  as  hot  as  possible, 
and  applying  the  cooling  process  to  the  separate  vessel  and 
keeping  it  as  cool  as  possible,  whereas  before  the  steam  was  con- 
densed in  the  same  vessel;  but  then  Mr.  Watt  carried  that 
practically  into  effect,  by  describing  a  mode  which  would  effect 
the  object.  The  difficulty  which  presses  on  my  mind  here  is, 
that  this  party  has  taken  out  a  patent,  in  substance  like  Watlfs, 
for  a  principle,  that  is,  the  application  of  hot  air  to  furnaces,  but 
he  has  not  practically  described  any  mode  of  carrying  it  into 
effect.  If  he  had,  perhaps  he  might  have  covered  all  other 
modes  as  being  a  variation]  (c).  With  respect  to  what  has 
fallen  from  your  lordship,  about  taking  out  a  patent  for  a 


(c)  At  a  subsequent  part  of  the  case,  the  fol- 
lowing remarks,  closely  connected  with  the  pre- 
ceding, occurred  :— 

Alderion,  B.:  It  is  rery  difficult  to  see  why 
Watt's  patent  was  not  for  a  principle. 

Sir  W.  Follett :  It  was  not  for  the  principle 
alone. 

Aldenon,  B. :  It  is  very  difficult  to  see  what  is 
a  patent  for  a  principle,  and  for  a  principle  em- 
bodied  in  a  machine,  because  a  patent  can  only 
be  for  a  principle  embodied  in  a  machine. 

Sir  W.  Follett:  Your  lordship  sees,  if  any 
strict  rule  is  laid  down  on  such  a  subject,  what  effect 
that  would  operate,  because  all  sreat  discoveries 
are  in  fact  discoveries  of  principles ;  and,  there- 
fore, if  the  principle  is  at  all  capable  of  being 
carried  into  effect,  it  seems  extremely  hard  that 
a  party  who  has  made  a  most  valuable  discovery 
should  not  be  protected. 

Alderson,  B. :  Only  you  cannot  take  out  a 
patent  for  a  principle. 

Sir  W.  Follett:  Unless  you  point  out  a  mode 
of  carrying  the  principle  into  effect. 

Parke,  B. :  It  must  be  for  a  manufacture. 

Aldenon,  B. :  I  have  always  thought  that  the 
real  test  was  this;  that  in  order  to  discover 
whether  it  is  a  ffood  or  a  bad  patent,  you  should 
consider  that  what  you  cannot  take  out  a  patent 
for  must  be  considered  to  have  been  invented  pro 
bono  publico — that  is  to  say,  the  principle  must  be 
considered  as  having  had  an  anterior  existence 
before  the  patent.  Now,  supposing  in  Watt*s 
case  it  had  been  known  that  to  condense  in  a  se- 


parate vessel  was  a  mode  of  saving  fuel»  then  Walt 
certainly  would  have  taken  out  a  patent  for  cany- 
ing  into  effect  that  principle  by  a  particiilir 
machine ;  but  then  his  patent  would  have  bees 
for  a  machine ;  and  if  I  invented  a  better  machiDe 
for  carrying  out  the  principle,  I  do  not  infinite 
his  patent,  unless  my  machine  is  a  coloonble 
imitation. 

Sir  W.  Follett :  That  would  depend  <m  the 
nature  of  the  machine. 

Alderson,  B. :  But  you  must  embody  the  prifl- 
ciple  in  the  machine,  and  you  stop  all  pooible 
improvements,  because  you  infringe  the  principle, 
which  you  haye  no  right  to  do ;  it  is  the  principle 
of  the  machine*  It  is  very  difficult  for  a  iary  to 
distinguish  that,  but  it  is  the  most  essential  thing 
possible.  Now,  here,  supposing  it  had  been 
known  that  hot  air  appliea  to  a  furnace  was  a 
great  improvement  on  cold  air,  and  that  this 
person  had  taken  out  his  patent,  and  this  pateat 
was  a  patent  for  the  application  of  a  well-known 
thing,  the  hot  air  to  furnaces ;  then  he  takes  oat 
a  patent  for  applying  it,  by  means  of  an  inter- 
mediate reservoir  between  the  blast  furnace  and 
the  bellows ;  then  surely  any  body  else  may  apply 
the  same  principle,  provided  he  does  not  do  it  by 
a  reservoir  intermediately  between  the  blast  fur- 
nace and  the  bellows,  and  the  question  for  a  jory 
is,  whether  or  not  a  long  spiral  pipe  is  a  re- 
servoir ;  if  it  be  not  a  reservoir,  or  a  colourable 
imitation  of  a  reservoir,  it  is  no  infringement 
Printed  cote,  222.  See  per  Sir  F.  Pollock  on  the 
same  subject,  ante  145. 
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principle,  it  is  theoretically  trae,  but  practically  it  is  not  true.  JntheExeheijuer 
Aiadically,  you  can  have  a  patent  for  a  principle,  that  is,  if  you  ^*  '^•;  ^®*^' 
embody  your  principle  in  any  clear,  definite,  and  distinct  form,  scaling  there 
00  other  person  shall  be  allowed  to  take  that  principle  and  may  be  a  patent 
embody  it  in  some  other  form  merely  copied  from  youi-s,  °^*P"°^'P®* 
[AldersoHy  B, :  But  then  you  must  perform  the  previous  con- 
ditions, and  embody  it  in  some  practical  form.]  Tes,  you  must 
de?elope  your  principle,  and  you  must  correctly  develope  it, 
and  jovL  must  put  it  in  some  shape,  and  when  you  put  it  in  that 
ibxpe  no  person  can  be  allowed  to  come  and  steal  the  spirit  of 
the  invention^  and  put  it  into  some  other  shape  different  firom 
youn,  provided  the  jury  think  that  that  other  shape  is  an 
imitation  of  your  shape.  Here  the  party  states  that  the  shape 
and  form  are  immaterial,  whereas  not  only  the  witnesses  did 
prove  the  fact,  but  without  proof  it  is  abundantly  obvious,  and 
it  is  quite  dear,  that  the  shape  and  the  form  are  of  the  very 
essence  of  carrying  it  out  to  the  extent  of  which  Mn  Neilson 
complains,  that  is,  an  imitation  or  an  infringement  of  his  patent. 
[Aldenony  B, :  You  see  you  do  not  interfere  with  any  benefit 
which  the  inventor  has,  if  the  inventor  knows  of  no  particular 
iDode  of  carrying  his  principle  into  effect ;  you  do  not  interfere 
with  any  benefit  which  he  ever  had,  if  he  never  had  a  practical 
mode  of  carrying  it  into  effect.  Your  practical  mode  of  carrying 
it  mto  effect  does  not  interfere  with  him.  Then  the  question 
is,  whether  that  is  so?]  I  trust  that  the  direction  of  the 
learned  judge  who  presided  at  the  trial  will  be  considered  as 
perfectly  correct,  that  the  specification  contains  an  important 
statement  with  reference  to  carrjing  into  effect  tlie  supposed 
invention,  which  statement  is  not  true ;  and  that  it  is  contrary 
to  the  first  principles  of  law,  that  with  reference  to  an  instru- 
inent  of  this  description  a  jury  might  be  permitted  to  say,  that 
because  a  person  coming  with  skill  adapted  to  the  subject 
loight  correct  that  blunder  or  misstatement,  that,  therefore,  the 
H^edfication  is  in  compliance  with  the  proviso  contained  in  the 
ktters  pat^it. 

Sir  W.  FoUelt  {Kelly  and  Butt  with  him),  in  support  of  the  Sir  w.  Foite« 
^e  to  enter  a  verdict  for  the  plaintiffs.  It  is  necessary,  my  ^^^u^^ 
brds,  that  we  should  understand  the  position  in  which  the 
Forties  were  at  the  time  this  patent  was  taken  out,  what  it  was 
^^l^en  out  for,  and  what  it  is  that  has  been  done  under  it ;  for  I 
do  not  deny  that  improvements  may  have  been  made  on 
the  patent  of  Mr.  Neilson — ^that  parties  may,  by  experiment, 
We  improved  on  what  he  discovered.  It  may  or  may  not  be 
*^  The  form  of  vessel  used  by  the  defendants  may  be  the  best 
*<^ted,  or  it  may  not  be,  for  heating  the  blast  furnace.  If  it  be 
an  improvement,  or  if  there  be  any  thing  in  that  invention,  or  in 
^  mode  of  carrying  it  into  effect,  which  is  an  improvement  on 
^  patent  of  Mr.  Neilson,  it  may  be  that  the  parties  might  have 
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Sir Yf.FoUett     been  entitled  to  a  patent  for  that  improvement;  but  I  denjr 
^iTt^t^     their  right  to  use  that  vessel,  or  to  use  that  mode  of  heating  the 
vtrdictfor  the    fiirnace,  during  the  existence  of  Mr.  Neilson*s  patent    Now  I 
p  amttffs.         would  pray  of  your  lordships  to  consider  the  position  in  which 
the  parties  stood  at  the  time  the  patent  was  taken '  out.    It  is 
said  to  be  a  patent  for  a  principle.    The  real  discovery  in  tnitih 
was  this,  that  inasmuch  as  prior  to  Mr.  Neilson's  discovery  the 
iron  masters  and  smelters  of  iron  had  used  the  blast  for  the 
blast  furnaces  cold,  that  they  had  considered  the  cold  blast  the 
best  adapted  for  the  purpose  6f  the  furnaces  for  smelting  iron- 
that  was  the  course  ^adopted  prior  to  this  patent — ^the  prin- 
The  principle  of  ciple  of  this  discovery,  and  the  principle  for  which  the  patent  is 
thai*yoa'are°to '  taken  out,  accompanied  with  the  mode  of  carrying  it  into  effect, 
""^d^^'iii""    is,  that  instead  of  using  cold  air,  it  will  be  an  improvement  in 
the  smelting  of  iron  to  use  heated  air  in  the  furnace.    That 
is  the  valuable  discovery.     I  agree  that  that  in  itself  is  a  mere 
principle ;  it  is,  that  you  are  to  use  hot  air  instead  of  cold— a 
very  valuable  discovery,  and  a  most  important  one.     Then  it  is 
necessary  that  the  patentee  should  not  only  have  discovered 
that  principle,  which  is  in  itself  so  valuable,  but  that  he  should 
find  out  a  mode  by  which  air  may  be  introduced  in  a  heated 
state  into  the  furnace,  and  if  he  finds  out  a  mode  by  which  air 
may  be  introduced  in  a  heated  state  into  the  furnace,  then  I 
apprehend  he  is  entitled  to  take  out  a  patent  for  the  valuable 
discovery  he  has  made,  accompanied  with  the  mode  of  carrying 
it  into  effect.    That  is  the  position  in  which  Mr.  Neilson  stood. 
It  has  been  said  that  Mr.  Neilson  was  not  aware  of  the  nature 
and  principle  of  his  discovery.     It  arose  from  the  knowledge  of 
the  fact  that,  if  you  poured  the  air  in  a  cold  state  into  the 
furnace,  the  operation  of  the  heat  would  be  employed  to  heat     i 
that  cold  air,  and  that  if  you  put  it  in  a  hot  state  that  degree     | 
of  heat  would  not  be  taken  from  the  combustible  materials  in     j 
the  furnace.    That  was  a  discovery  partly  from  knowledge  and     | 
partly  from  experience  in  the  heating  of  furnaces.     Now  that  is     j 
to  be  carried  into  effect.    The  way  of  heating  air  was  not  a  dis- 
covery of  Mr.  Neilson's,  and  I  cannot  help  thinking  that  a  great 
part  of  the  argument  on  the  other  side,  and  a  great  part  of  this 
discussion,  have  arisen  from  confounding  the  heating  of  air  with 
the  application  of  heated  air  to  the  furnace.    The  mode  of 
heating  air  was  perfectly  well  known ;  it  was  no  discovery  of 
Mr.  Neilson^s,  every  body  knew  it.    Air  had  been  heated,  and 
there  had  been  different  shaped  vessels  employed  for  heating 
the  air;   for  heating  the  air  economically,  and  for  heating 
it  to  a  higher  or  lesser  degree  of  temperature;  all  that  was 
perfectly  well  known.     Mr.  Neikon,  therefore,  does  not  pro- 
fess to  take  out  a  patent  for  heating  air,  nor  does  he  profess 
to  give  any  instructions  or  give  any  directions  as  to  the  mode 
in  which  air  can  be  heated,  because  that  was  a  matter  per* 
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fectfy  well  known  before;  and  I  apprehend  that  if  he  hvid In tfuEsehequer 
made  as  a  part  of  his  patent  any  statement  with  respect  to  '  *  "  *®*^* 
the  principle  of  heating  air,  as  that  of  giving  a  more  extended 
sorfiioe  for  heating,   or    described  any  mode  by  which  the 
temperature  might   be  increased,  and  had    inserted  that  as 
a  port  of  the  specification  of  his  patent,  the  patent  would 
have  been  altogether  bad,   because  that  was  perfectly  well 
hown  and  practised  at  the  time.    The  mode  of  heating  air 
being  known,  and  the  principle    of  Mr.  Neilson's  discovery 
being  that  it  would  be  better  to  apply  air  heated  to  a  furnace, 
what  is  it  he  claims  by  his  patent  ?    Does  he  give  any  mode  of 
carrying  that  principle  into  effect  ?     Now  I  will  read,  without 
anj  statements  of  my  own,  the  observations  of  one  of  your 
lordships  on  that  point,  because  it  puts  the  matter  in  a  very 
dear  fight    I  do  not  read  it  in  the  way  of  a  judgment,  but  as  a 
ioggestion  coming  in  as  to  what  really  was  done  by  Mr.  Neilson 
with  regard  to  this  patent.  The  learned  judge  at  the  trial  stated 
the  ground  thus :  ^^  If  the  specification  is  to  be  understood  in 
the  sense  claimed  by  the  plaintiffs,  the  invention  of  heating  air 
between  the  time  it  leaves  the  blowing  apparatus  and  is  intro- 
duced into  the  furnace  in  any  way  in  any  close  vessel  which  is 
cipowd  to  the  action  of  heat,  there  is  no  doubt  that  the 
'Wendants'  machinery  is  an  infringement  of  that  patent."  What 
ftc  learned  judge  there  referred  to  was,  the  question  upon  this 
PM»gc  in  the  specification,  which  has  been  the  subject  of 
^iMcussion  before  your  lordships,  not  that  the  patent  was  not 
P>od,  because  it  was  only  for  a  principle,  because  here  there  is 

•  mode  of  carrying  that  principle  into  effect,  and  the  mode  of 
f^irjmg  that  principle  into  effect  is  this — that  you  shall  heat  the 
ttr  in  a  closed  vessel,  between  the  blowing  apparatus  and  the  fur- 
Mce,  and  the  air  is  to  pass  from  the  common  blowing  apparatus 
^to  a  closed  vessel ;  and  in  that  closed  vessel  it  is  to  be  heated, 
•od  then  to  pass  from  that  closed  vessel  into  the  furnace.  Now, 
Acre  may  be  many  other  modes  suggested,  for  aught  I  know,  in 
which  heated  air  may  be  introduced  into  blast  furnaces.  It  may 
be  so;  but  the  patent  of  Mr.  Neilson  is  for  introducing  heated  air 
^  blast  furnaces,  by  means  of  a  vessel  which  is  to  heat  the 
»j)ctwcen  the  blowing  apparatus  and  the  furnace.     Now  that 

•  the  patent  which  Mr.  Neilson  takes  out.  There  is,  therefore, 
'distinct  mode  of  carrying  the  principle  into  effect.  Now,  one 
^yoor  lordships  observed,  that  the  blowing  apparatus  was 
P^ffecfly  well  known  before ;  the  heating  of  air  was  perfectly 
*dl known  before:  you,  therefore,  have  a  blowing  apparatus  well 
™wn,  you  have  the  heating  of  air  well  known,  and  you  have 
"C  mode  of  smelting  iron  in  a  furnace  well  known.  What  is  this 
P'^cnt  taken  out  for  ?  Why  the  patent  is  taken  out  for  passing 
^  «r  hot  instead  of  cold,  and  by  doing  it  in  this  mode. 
^*oiAjt  by  having  one  close  vessel  between  the  blowing  appa- 

2  Y 
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Sir  W.  FeUttt  TRtos  and  the  furnace.  What  is  there,  therefore,  to  find  fault 
^ruieT^t  ^^^  ^  ^®  patent  as  regards  the  discovery  of  the  plwntifl^  no 
verdict  for  the  doubt  a  most  Valuable  principle ;  though  I  do  not  deny  that 
pi^intiffe.  j^y  friend  may  be  perfectly  right  in  this,  that  since  Mr.Neilaon'a 

discovery  a  mode  has  been  found  out  by  which  there  may  be 
a  great  economy  of  fuel.    I  do  not  mean  fuel  in  the  furnace, 
because  there  is  no  evidence  of  that  at  all;  the  great  advantage 
of  the  different  shaped  vessel  is,  that  you  save  the  fuel  in  the 
heating  of  the  vessel,  and  which  becomes  less  expeasiye  by 
having  a  particular  construction  of  vessel  to  save  the  fuel  there. 
[ParkCf  B. :  You  save  the  fuel  in  the  furnace  also  by  intro- 
ducing hot  air.]    Yes,  my  lord,  by  introducing  hot  air.   [Jlder- 
son,  B. :  They  only  save  fuel  in  the  operation  of  heating  the 
air.]    That  is  to  say,  by  making  the  bating  veasel  of  the  con- 
struction which  they  say  they  now  do>  those  vessek  require  less 
fuel  to  heat  them  in  the  furnace  between  the  blowing  apparatni 
and  the  smelting  furnace,  than  they  would  if  made  of  the  shape 
which  Mr.  Jessop,  who  was  the  first  witness,  aa  iron  master, 
used;  he  used  the  bottle  shape.    They  save  fuel,  and  therefore 
they  are  more  advantageous.    And,  my  lords,  they  may  also 
do  this — ^they  may  raise  the  air  to  a  higher  temperature  by 
being  of  that  shape.    IParkey  B. :  And  that  saves  fuel  in  the 
furnace.]    That  there  was  no  evidence  of,  becauae  there  seems 
a  discrepancy  of  opinion  on  the  subject,  whether  the  heating  of 
the  air  carried  beyond  a  certain  point  is,  or  is  not,  benefidaL 
IParke,  B. :  There  is  no  difference  of  opinion  upon  the  evidence 
as  to  that  the  greater  the  heat  of  the  air  the  better.  But  the  diffi- 
culty of  that  is,  that  it  renders  greater  expense  necessary  in  con- 
structing the  furnace  of  such  materials  as  tq  resist  great  increased 
heat.]  There  is  a  difference  of  opinion  as  to  whether  the  carrying 
the  air  above  a  certain  temperature  may  be  beneficial  or  not;  but 
the  question  on  this  rule  is,  whether  upon  the  specification  and 
evidence  there  is  any  thing  to  render  the  patent  wholly  void. 
It  has  been  said — ^'  Is  it  right  that  after  the  iron  masters  have 
brought  this  to  such  perfection,  Mr.  Neilson  shall  come  and  say 
this  is  an  infringement  of  my  patent  ?''    Why  may  I  not  retort 
whether  after  Mr.  Neilson  has  made  this  most  invaliiaUe  dis- 
covery, that  the  application  of  heated  air  to  a  furnace  is  so  great 
an  improvement,  and  has  taken  out  a  patent  for  that  purpose, 
and  the  mode  of  carrying  it  into  effect — ^that  pending  the 
existence  of  that  patent,  is  it  right  to  avail  themselves  of  Mr. 
Neilson 's  discovery,  and  turn  that  discovery  to  their  own  profit 
and  advantage,  without  any  compensation  to  him?     It  may  he 
perfectly  true,  for  aught  I  know,  that  their  mode  of  doing  it  is 
the  best  mode  that  can  be  adopted;  but  it  does  not  at  all 
follow,  therefore,  that  they  have  a  right  to  infringe  on  the 
patent  of  Mr.  Neilson,  who  discovered  that  principle,  and  the 
mode  of  applying  it    It  may  be  that  they  have  made  an  im* 
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provement,  and»  as  I  said  brfore^  it  may  be  the  subject   of  i"  ^^^841*"^ 

i  patent,  yet  the  defendants  are  not  the  persons  who  did  that. 

Orher  parties  who  have  used  this  thing  for  years  have  paid 

Mir.  Neilson  regularly  for  a  license,  and  your  lordships  will 

observe  we  are  ncvw  approximating  almost  to  the  close  of  this 

pttent,  when  l^ese  defendants  have  thought  it  right  to  set  up 

Ois  question^  on  the  fom  in  which  they  are  using  the  vessel, 

ai  aa  answer  to  the  daim  of  the  plaintiff. 

Bat  on  what  grounds  is  it  this  specification  is  defective? 
Tour  lordships  will  observe,  that  it  is  not  taken  out  even  for 
Ac  ttiost  efiectnal  mode  of  smelting  iron  in  a  furnace — ^it  is  taken 
out  for  an  improvement  on  the  old  method  of  smelting;  it  is 
Mid,  this  is  an  improved  mode  of  introducing  the  air  into  the 
faitiioe  for  the  porpose^of  smelting  iron ;  that  is  all  that  the 
pstent  is  for.  And  I  apprehend^  that  if  that  specification  had 
described  an  incxproved  method — ^if  it  had  shown  an  improved 
method  of  introdudng  the  air  into  the  fumac&-^there  would 
bare  been  no  objection  to  the  validity  of  the  patent^  although 
it  ifiight  turn  ont  that  other  improvements  and  other  dis- 
^oreries  may  show  that  the  discovery  of  the  patentee  himself 
I  mi|^t  be  carried  into  still  more  bencflficial  effect ;  it  would  not 
f  make  his  patent  void,  because  he  has  taken  out  his  patent  for  an 
f  improvement  on  the  old  mode,  and  the  question  is,  whether 
t  las  patent  be,  or  not,  an  improvement  on  the  old  mode,  whether 
^  it  can  be  carried  itito  effect  beneficially,  so  as  to  be  a  benefit  on 
i    die  old  mode* 

In  this  ease^all  the  witness^  stated  distinctly  that  no  experi- 
ment was  necessary,  but  that  any  person  of  ordinary  skill — 
[Bsrief  B. :  That  no  experiment  was  necessary  to  produce  a 
beaeficiai  effect.]  That  is  what  I  am  stating;  I  am  not  stating 
tbat  experiments  might  not  be  necessary  to  make  improvements 
oa  the  discovery;  but  I  say  the  discovery  is  for  an  improvement 
is  the  mode  of  heatmg  the  furnace,  and  I  say  that  no  experiments 
^*atcvcr  were  necessary  for  that.  Then  I  say,  you  have  here 
tipon  the  evidence  a  patent  taken  out  for  an  improvement ;  you 
htfe  a  patent  taken  out  for  a  principle  carried  into  effect,  which  is 
>iid  to  be  an  improvement  on  the  old  course  of  proceeding,  and 
every  witness  in  the  case  states  that,  without  any  experiment  of 
my  sort  or  kind,  no  person  of  the  most  ordinary  skill  could  fail 
m  carrying  it  into  effect.  The  patent  says,  I  have  discovered  a 
^'daaUe improvement  in  the  smelting  of  iron;  I  tell  you  my  im- 
FQ^ement  is,  you  are  to  introduce  the  air  heated ;  I  tell  you 
kw  to  do  that,  by  placing  the  heating  vessel  in  one  part  of  this 
^Ppsntus,  pass  your  air  through  it,  and  into  the  furnace;  there 
i>iw  witness  who  does  not  my  that  that  is  an  improvement — 
^it  is  a  great  improvement;  that  it  is  worth  while  for  any 
penoQ  to  adopt  it.  Taking  the  words  which  the  learned  judge 
thought  it  right  to  put  to  the  jury,  taking  every  thing  into  con- 
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aUxVf.FoUeit    sideration  relating  to  the  expense,  that  it  is  an  im]^ 

nl^to««««-      that  no  one  would  hesitate  to  adopt;  that  there  is  no  one 

verdict  for  the    could  not  cany  it  into  effect,  and  that  it  is  a  great  impnyvencBt, 

p  tnufg,  J  ngt^^hgrg  ia  the  objection  to  the  patent?  And  if  any  one  tafls 

me  that  since  the  patent  was  taken  out  I  haye  discorared  oikr 

modes  of  applying  this,  which  are  more  beneficial,  that  is  no 

answer  to  the  patent,  because  the  patent  does  not  prafisss  dris 

to  be  the  most  beneficial  mode ;  it  professes  to  be  an  impiofe- 

ment,  and  it  points  out  the  mode  in  which  that  improveoient 

can  be  effected. 

The  whole  question  upon  the  specification,  supposing  we  ue 
at  liberty  to  enter  into  a  discussion  upon  the  meaning  of  worii 
here  (which  I  apprehend  after  the  finding  of  the  jury  we  iR 
not),  is  on  the  meaning  of  the  word  ^^  effect."  It  means  ti» 
form  or  shape  of  the  vessel  is  immaterial  to  the  effect  to  poi 
hot  air  into  the  furnace ;  that  it  is  entirely  immaterial  as  to  tlis 
effect  produced,  that  is,  the  passing  of  heated  air  into  the  for* 
nace ;  it  does  not  mean  it  is  immaterial  to  the  degree  of 
heat  to  be  given  to  the  air  in  the  vessel,  but  that  it  is  entirdf 
immaterial  to  the  effect  of  my  patent,  that  being  for  passing 
heated  air  into  the  blast  furnace,  and  you  may  heat  the  air  ia , 
a  vessel  of  any  shape  you  like.  You  may  adapt  your  vessd  to 
the  local  dbrcumstances ;  you  may  heat  your  air  by  means  of  al 
vessel  of  a  tubular  shape,  square  shape,  pipe  shape,  or  any  other 
shape  you  like — ^it  is  still  entirely  immaterial  to  the  effect  fat 
which  my  patent  is  taken  out,  for  the  air  will  pass  firom  thst 
vessel  so  heated  into  the  blast  furnace  in  a  heated  state. 
lAlderson,  B. :  There  is  another  sense  to  the  word  ''effisct," 
which  would  equally  answer  your  purpose,  which  is  this;  if  the 
vessel  contain  a  certain  number  of  cubic  inches  of  air  heated 
up  to  a  certain  point,  the  form  or  shape  of  the  vessel  is  irnma* 
terial,  because  the  access  to  the  cold  air,  which  is  supplied  firom 
the  blowing  apparatus  at  a  given  rate,  itself  produces  no  efiec^ 
the  effect  depending  upon  tiie  quantity  and  not  on  the  shape; 
that  will  give  full  effect  to  the  word.]  Yes ;  but  in  this  way  of 
looking  at  it  what  I  submit  is,  that  the  word  **  effect*'  does  not  ^ 
mean  the  effect  of  the  air  in  the  vessel  which  is  heating  i^  and 
that  was  the  assumption  which  the  learned  judge  made  at  liie 
trial,  and  upon  which  the  jury  held  it  to  be  inaccurate. 

It  was  not  the  intention  of  Mr.  Neilson  in  this  case  to  give 
any  direction,  or  to  make  any  observation  at  all,  on  the  effect  ' 
of  heating  air  according  to  the  shape  or  form  of  the  vessel ;  and 
I  say  so  for  this  reason,  that  your  lordships  are  aware,  and  it  is 
proved  indeed  by  the  evidence,  that  there  were  many  patents  at 
that  time  in  existence  for  particular  shaped  vessels  for  heating 
the  air.  Now,  supposing  that  one  of  those  vessels  for  heating 
the  air  had  been  made  adapted  to  a  furnace  in  one  particular 
place  or  situation,  why  the  party  might  use  that  vessel  without 
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isa    iny  alteration  of  effect  as  regards  die  object  of  the  patent,  intheExchequei- 
aq    namely,  the  passing  of  heated  air  into  a  furnace ;  but  it  may  ^*  ^''  ^^^^' 
[BI3    80  happen,  that  another  form  of  patented  vessel  for  heating  air 
ill    m^ht  be  used  with  much  more  economy  of  fuel,  or  might  in 
I  fa    &ct  produce  a  higher  temperature  with  a  less  degree  of  ex- 
^;    pense,  bat  still  it  would  be  perfectly  immaterial  to  the  effect  on 
2^:    the  furnace;  the  form  or  shape  of  the  vessel  would  be  wholly 
ik[    inuDAterial  for  that  purpose,  the  purpose  for  which  the  patent 
UB   iras  taken  out.  Therefore,  the  word  '*  effect"  here,  I  apprehend, 
does  not  mean  at  all  to  apply — it  was  never  considered  by  the 
^   jury  to  apply  at  all — ^to  the  degree  of  heat  to  be  given  to  the  air. 
^   And  if  you  were  to  take  it  even  in  the  way  Sir  F.  Pollock 
^  f '  has,  for  the  first  time,  suggested  (for  we  never  heard  of  this 
ii   way  of  reading  it  at  the  trial),  that  the  words  in  the  other 
,  jr   part  apply  to  the  vessel  itself,  that  the  vessel  itself  is  to  be 
^1  heated  to  a  certain  temperature,  that  leaves  still  the  question  of 
the  specification  untouched,  because  if  the  vessel  is  to  be  heated 
to  a  proper  temperature,  no  matter  what  its  size  may  be,  if  the 
air  be  heated. 
I  submit  to  your  lordships  that  the  whole  question  upon  the  So™«  qucitions 
0   validity  of  the  specification,  that  is,  on  the  meaning  of  tiie  spe-  ^n  arefor  the 
^1  -  cification,  and  whether  it  can  or  cannot  be  carried  into  effect,  is  J^* 
^   •  question  for  the  jury,  and  not  for  the  court,  and  that  the  jury 
g{    are  to  put  their  construction  upon  the  meaning  of  the  words,  and 
that  the  jury  are  to  say  whether  the  words  are  or  not  sufficient, 
and  that  it  is  for  them  to  say,  whether  thp  specification  does  suf- 
ficiently show  the  mode  of  carrying  the  invention  and  discovery, 
irUdi  the  patentee  supposed  he  had  made,  into  practical  effect. 
[Loni  Ahmger^  C.  B. :  Why  is  the  specification,  which  is  a 
written  instrument,  more  particularly  to  be  considered  by  a 
jory  than  any  other  instrument?    The  meaning  of  scientific 
words  must  be  matter  of  evidence.]    {AUeT^on^  B. :  The  con- 
ttmction  of  it  is  surely  for  the  court.]     I  do  not  know  quite 
the  extent  to  which  it  is  supposed  the  authorities  have  gone  in 
,  tCatmg  that  certain  papers  are  for  the  court.     In  many  cases, 
^oubtedly,  written  papers  are  for  the  court,  but  I  apprehend 
Aat  is  by  no  means  a  general  doctrine  of  law;  but  that  written 
I  p^ers  which  involve  a  question  of  fact  like  this,  whether  or  not 
the  party  has  sufficientiy  described  the  invention,  that  that  writ- 
ten paper  is  for  the  jury  and  not  for  the  court,  because  it  is  for 
the  jury  to  say,  as  a  matter  of  fact,  whether  there  be,  or  not,  a 
nfficient  description  in  that  instrument  to  enable  the  parties  to 
carry  it  into  effect.  That  I  apprehend  to  be  a  question  entirely  for 
the  jury.     Certainly  the  whole  of  this  is  a  question  of  evidence, 
snd  a  question  of  fact.   It  is  a  question  of  fact  as  relates  to  the 
paper;  it  is  a  question  of  fact  as  regards  the  evidence  at  the 
trial ;  it  is  not  a  question  of  law  at  all ;  and  I  do  not  know  any 
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Sir  w.  Foiieu    role  which  is  to  say  that  the  court  is  to  construe  that  specificatioii, 
^ZutT^S      *^^  ^  **^^  ^  ^^^  *^^  i^T'  because,  supposing  the  feet  to  be 
wrdictfor  the    that  evidence  was  given  at  the  trial  on  scientific  matters,  irfaich 
v^aimiffs.         evidence  would  aid  the  meaning  or  Ae  construing  of  the  instni- 
ment,  your  lordships  can  have  no  judicial  notice  cf  that  at  aH 
If  it  be  a  written  pi^r  for  your  lordships  to  decide  upon,  it 
must  be  without  evidence.    It  is  not  that  your  lordships  can 
come  to  a  conclusion  upon  the  meaning  iA  the  paper,  by  look- 
ing at  the  evidence  at  the  trials  but  if  it  comes  within  the  nde, 
that  it  is  a  written  paper  which  the  court  is  to  act  upon,  then 
it  must  act  upon  liie  written  paper  alone.    I  think  I  can  show 
your  lordships,  that  in  every  single  case  in  which  any  question  has 
arisen,  it  has  been  submitted  to  the  jury,  not  decided  by  the 
The  meaning  of  court.     [Lord  Abinger,  C.  B. :  Not  consistently  with  my  recol- 
u  for^hl^court!  lections  5  I  have  alwa^  thought  that  the  meaning  of  the  sped- 
the  words  of  art  ficatiou  was  to  be  determined  by  the  court.    That  meaning  may 
terpretedty  the  ^  va^ed  by  the  evidence  of  particular  words.    A  man  must 
jury.  gather  as  he  goes  along  in  order  to  construe  the  written  instro- 

ment.  It  is  quite  new  to  me  that  it  is  not  to  be  considered  by 
the  court.]  lAldersan,  B. :  Surely  the  court  is  to  tell  the  juy 
what  the  specification  has  said.  If  die  spedfication  contains 
words  of  art,  the  court  is  to  say — If  you  beHeve  these  words  of 
art  to  mean  so  and  so,  the  specification  has  said  so  and  so; 
leaving  the  question  of  words  of  art  to  the  jury.  But  if  thers 
are  no  words  of  art,  what  the  specification  has  said  is  to  be  con- 
strued by  the  court.  Then  it  is  to  be  left  to  the  jury,  whether 
the  specification  having  so  said,  it  is  ot  not  a  suffiei^it  descritH 
tion  of  the  invention  aeeording  to  thehr  judgment.]  t  do  not 
mean  the  validity  of  tiie  spedfication  as  to  questions  in  widch 
you  may  direct  nonsuits  in  point  of  law  arising  out  of  objec- 
tions of  a  difiSarent  kind,  but  that  thia  question,  whether  or  not 
the  specification  suffidentiy  describes  Ae  mode  of  catrying  the 
invention  into  effect,  that  every  thing  relating  to  that  is  for  the 
jiury^  and  not  for  the  court^the  meaning  of  the  passages  in  the 
spedfication,  and  every  thing.  I  should  submit  to  your  lord- 
ships tiiat  the  whole  of  it  was  for  the  jury,  and  not  for  the 
court  {d).  [Alderson,  B. :  That  there  are  some  things  m  the 
specification  which  are  questions  of  fact  is  true,  and  tiiere  are 
some  things  in  the  spedfication  which  are  questions  of  law;  the 
construction  is  to  be  given  by  the  court,  but  the  intelligibility 
of  it  is  fcMT  the  jury.]    That  is  all  I  am  conteoding-^Lord 

(d)  The  learned  counsel  referred  to  the  case  relied  on  BoulUm  &  Watt  t.  BuU,  2  H.  BI.  463,  in 
of  tiiU  V.  ThimpBOn,  where  Lord  Eldon.  says, "  the  support  of  the  position,  that  the  finding  of  a  Jwy 
utility  of  the  discovery,  the  intelligibility  c^  the  on  the  sufficiency  of  the  specification  was  coo- 
specification,  &c.,  are  idl  of  them  matters  of  fact  elusive ;  and  the  case  of  Afuitorv.  Wellst  anit  134. 
proper  for  a  jury ;  but  whe^er  or  not  the  patent  is  in  illustration  of  a  pattfent  for  a  principle.  The 
defective  in  attempting  to  cover  too  much,  is  a  case  of  Twnur  v.  Winter^  anU  77,  and  fikJ^n^ 
question  of  law/'  Ante  237.     He  also  cited  and  v.  Shewes,  ante  218,  were  also  referred  to. 
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Abmger,  C.B.:  The  intelligibUity  means  with  reference  to  intkeExdu<iun 
words  of  science,  or  matters  in  it  which  persons  may  explain  so    '   "  *®**' 
as  to  satisfy  the  jury.    You  are  discussing  an  abstract  principle  the\f«c1ficaLn 
wliere  it  is  not  necessary:  if  you  take  an  abstract  principle,  I  »  matter  of  law, 

_^  ^,  .  i  It.  •£     i^         •  L.         ri         the  judge  having 

most  say  the  meamng  of  the  specincation  is  a  matter  of  Jaw,  been  informed  of 
and  that  the  judge  must  be  informed,  by  evidence,  of  the  facts,  ^^^  '^^^' 
and  then  he  must  leave  those  facts  to  the  jury,  for  them  to  find 
whether  they  be  true  or  not.] 

One  of  the  points  made  in  this  case  was,  as  regards  the  suffi* 
dency  of  the  notice  of  objections.  ^<  That  the  said  specification 
wtt  calculated  to  deoeive,''  is  said  to  be  a  sufficient  notice  of 
objection.  Now»  for  a  moment,  suppose  that  it  is*  The  learned 
judge  was  good  enough  to  leave  to  the  jury,  in  the  very  words, 
whether  or  not  there  was  any  thing  in  this  specification  calcu- 
lated to  deceive,  and  the  jury  found  distincdy  that  there  was 
not  (e) ;  but  in  this  act  of  parliament  it  is  said,  that  the  plaintiff 
is  entitled  to  recover,  unless  the  defendant  prove  the  objection 
at  the  trial.  The  objection  relied  upon  is,  that  the  specification 
was  calculated  to  deceive — the  jury  have  found  that  it  was  not 
eakdated  to  deceive.  That  was  the  objection  upon  which  the 
kamed  judge  said  the  defendants  are  at  liberty  to  offer  the 
objection  in  evidence.  The  jury  foimd  all  of  the  objections, 
m  £ict  they  found  that  the  spedfication  was  sufficient,  and  tiiey 
found  that  the  description  of  the  apparatus  to  be  employed  was 
sndi,  that  any  workman  of  ordinary  sldll  could  make  it,  and 
they  found  that  the  specification  was  not  calculated  to  deceive. 
The  jury  have  found  that  the  specification  is  sufficient  to  enable 
any  workman  of  ordinary  skill  to  construct  the  apparatus. 
[Pwrke,  B. :  A  person  acquainted  either  with  the  blowing  appa- 
ntos  or  with  tiie  heating  apparatus.]  In  fact,  that  the  speci* 
iicstion  is  sufficient  on  the  face  of  it,  without  any  other  help,  to 
eoaUe  a  person  of  ordinary  skill*  acquainted  with  the  mode 
either  of  constructing  a  blowing  apparatus,  or  of  constructing 
marhines  for  heating  air,  to  carry  into  effect  this  patent  without 
tny  experiment,  and  without  any  thing  else  than  the  specific 
cation  itself;  so  that  the  jury  have  distinctiy  negatived  the  point 
10  much  insisted  on — namely,  of  the  necessity  of  experiments. 
Now,  it  does  seem  extremely  difficult  to  say,  after  this  finding 
of  the  jury,  that  any  objection  can  be  made  to  this  specification. 

But  the  notice  b  not  sufficient  to  let  in  the  objection  to  the 
ptrticnlar  passage  which  is  supposed  to  vitiate  the  spedfication. 


(0  h  Incniii^  been  decided  (ante  20O,  n.),  that  by  the  learned  connsel.     Bat  in  the  case  of 

the  certificate  of  the  judges  under  5  and  6  W.  4,  Walton  ▼.  Potter,  the  Court  of  Common  Pleas 

c  83, 8. 6,  is  to  be  with  reference  to  the  parts  of  held,  that  the  learned  judge  having,  in  the  exercise 

^  aotice  of  objections  proTed,  it  will  frequently  of  his  discretion,  deciiud  to  take  the  opinion  of 

be  Jmportant  to  obtain  the  opinion  of  the  jury  on  the  jury  on  particular  parts  of  the  notice  of  objec- 

ihc  Qodoe  of  objections  for  the  puxpose  of  such  tions,  was  no  ground  for  disturbing  the  verdict, 
certificate,  m  well  as  on  the  ground  here  stated 
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Sir  w.  FoUHt  The  act  of  parliament  requiring  the  objections  received  tlic 

TJet^^     royal  assent  at  the  dose  of  the  session  of  1835,  a  considerable 

verdict  for  th*    time  after  the  alterations  in  pleading,  which  came  into  fiill 

pUintiffi.         ^ff^^  jj^   Easter  Term,  1834.    Whatever,  then,  the  origmal 

intention  of  the  framers  of  that  act,  it  was  passed  considerably 

after  it  had  been  established  by  law,  that  every  defence  of  this 

nature  shall  be  specially  pleaded,  and  we  can  only  construe  the 

act  as  it  appears  in  the  statute  book,  without  reference  to  the 

presumed  intention  of  the  parties  who  brought  it  in.    It  has 

been  contended,  on  the  authority  of  a  case  in  the  Common 

Pleas  (ante  266),  that  application  should  have  been  made  to  the 

court,  to  compel  the  party  to  state  more  precisely  the  natare  of 

At  the  trial  the  ^^  objections.  But  the  question  comes  to  this — ^when  a  party 

notice  of  ob-       ,  /  .  ^      ,  ,       .  ,    .  t  •  i 

jectionsmustbehas  given  notice  of  objections,  and  it  appears  at  the  tnal, 
proved.  whether  or  not  you  are  not  then  to  see  whether  he  has  given 

that  objection  in  the  way  required  by  the  act  of  parliament, 
because  the  act  of  parliament  otherwise  throws  the  onus  and 
the  burthen  upon  him,  and  whether  he  has  or  has  not  established 
or  proved  that  objection  at  the  trial.  In  this  case,  the  plaintiffs 
could  not  have  applied  for  a  summons  to  have  better  particukrs 
of  the  objections,  and  for  this  reason — ^the  defendants  do  not 
rely  upon  the  statement  that  the  specification  is  not  enough,  but 
they  state  the  principal  objection,  upon  which  they  mean  to  rely, 
to  the  specification ;  and,  therefore,  if  we  had  taken  out  any 
summons  before  a  judge,  the  judge  would  have  said — what 
objections  can  you  make  ?  The  defendants  have  here  stated,  dis- 
tinctly and  precisely,  the  various  objections  to  the  specification. 
Then  we  go  to  trial  upon  those  various  objections  to  the  spe- 
cification, and  there,  at  the  trial,  one  particular  objection  is 
raised  to  the  specification,  and  that  particular  objection  is  in- 
dependent of  those  with  regard  to  the  making  and  description 
of  the  apparatus — and  it  is  this,  that  one  particular  sentence  in 
the  specification  is  incorrect.  At  the  trial,  no  observation  had 
been  made  upon  this  in  the  opening  of  the  plaintiffs'  case,  but 
the  Attorney  General,  in  his  speech  for  the  defendants,  calling 
no  witnesses,  makes  these  observations  on  the  specification. 
The  learned  judge  thought  that  the  objection,  that  the  specifica- 
tion was  calculated  to  deceive,  was  sufficient  to  let  in  the  objec- 
tion. I,  therefore,  requested  the  learned  judge  to  leave  it  in 
terms  to  the  jury,  and  the  jury  found  that  it  was  not  calculated 
to  deceive.  The  same  question,  as  to  the  notice  of  objections, 
has  arisen  under  the  Bankrupt  Act,  since  the  alteration  in 
pleading,  and  it  has  been  held  that  notice  must  be  given  with 
the  special  pleas.  And  in  all  cases  when  an  act  of  parlia- 
ment requires  a  notice  to  be  given,  notice  shall  be  given  fairly 
to  the  party,  and  the  objection  is  to  be  taken  at  the  trial. 

Suppose  a  party,  in  compliance  with  the  proviso  in  the  letters 
patent,  enrol  his  specification,  and  in  that  specification  he  so 
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describes  the  nature  of  his  invention,  that  a  practical  mechanic  In  theKxehe<iuer 
cui  carry  it  into  effect,  and  suppose  there  should  be  some  par-       *'  ^^^^' 
ticnlar  part  of  that  specification  which,  when  minutely  or  phi- 
losophically examined,  may  turn  out  not  to  be  a  correct  state- 
ment, and  no  part  of  the  invention ;  for  be  it  observed  in  this 
case,  it  is  not  a  question  whether  he  has  sufficiently  or  properly 
described  the  part  invented,  but  it  is  supposed,  in  making  a 
statement  with  reference  to  a  matter  well  known  at  the  time  to 
ererj  body,  he  has  made  a  mistake  in  the  statement  of  a  matter 
well  known,  not  only  to  persons   of  science,  but  to  every 
pnctbd  person ;  every  practical  person  would  know  that  there 
▼as  an  error,  if  error  there  be ;  then  does  it  follow  from  that, 
that  the  specification  is  void  ?     On  what  ground  is  the  specifi-  Should  a  mis- 
ation  void?    The  public  are  not  misled:    the  public  i^^Lve^^l^^f^^ 
received  all  the  benefit  which  wks  intended  by  the  proviso ;  foreign  to  the 
nobody  is  misled.    Then  why  is  the  specification  void  ?    Upon  whidTcMnof 
what  ground  do  you  say,  that  because  I  have  made  a  mistake  mislead,  vitiate 
in  a  matter  which  every  body  would  correct,  the  most  common    *^^* 
mechanic,  and  which  would  apply  equally  well  whether  it  was 
an  error  in  the  copying,  whether  it  was  a  mere  error  in  writing, 
aoy  error  of  any  sort  or  kind  in  the  specification  ?     According 
to  that,  even  the  misuse  of  a  word  would  vitiate  the  whole  spe- 
cification, although  any  person  reading  it  of  the  commonest 
AiO  (because  that  the  jury  have  found)  could  not  be  misled  by 
it    Now,  my  lords,  I  want  to  know  why  that  should  make  the 
specification  void  ?    You  will  observe  that,  in  this  case,  it  was 
no  part  of  what  he  was  communicating  to  the  pubhc  5  he  was 
not  telling  the  public  of  any  means  of  heating  air — ^he  was  not 
telling  them  the  principle  or  the  mode  in  which  air  could  be  ^ 
heated — that  was  no  part  of  his  patent,  nor  was  he  bound  to 
make  any  communication  on  the  subject ;  it  was  no  part  of  his 
intention  or  specification ;  and  then,  in  describing  the  mode  of 
heating  air,  it  is  supposed  for  a  moment  that  he  has  misstated 
a  &ct— namely,  that  the  shape  of  the  vessel  may  be  unimportant 
as  to  die  heating  the  air  which  we  and  the  jury  say  any  body  of 
^  most  ordinary  skill  would  know  was  a  mistake.     I  submit 
that  a  passage  of  this  sort,  assuming  it  to  be  inaccurate,  does 
not  vitiate  the  specification,  if  it  be  inaccurary  of  this  descrip- 
tion, well  known  to  the  most  ordinary  and  common  workman, 
ind  not  any  matter  on  which  the  patent  was  taken  out.    As- 
nming,  then,  the  view  of  the  learned  judge  at  the  trial  to  be 
cwrect,  that  the  word  '  effect*  meant  effect  on  the  air,  that  would 
not  make  the  specification  void.     [Parke,  B. :  The  doubt  I  had 
v^,  whether  any  case  had  gone  so  far  as  to  say  you  could 
fionrcct  a  manifest  error  in  a  specification  by  the  evidence  of 
vorkraen  acquainted  with  the  subject,  that  they  should  dis- 
wgard  the  error,  and  not  act  upon  it,  and  correct  the  error  \  I 

2  z 
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Sir  W.  Fdlett 
in  sujipcrt  of 
rule  to  enter 
verdict  for  the 
plaintifi. 


The  provifK)  is 
fully  complied 
with  notwith- 
gtanding  such 
miffUke. 


do  not  think  you  have  found  any  case  that  has  gone  so  far  as 
that.]     I  believe  you  will  find  no  case  in  which  any  spedfica- 
tion  was  ever  held  invalid  upon  the  ground  of  any  misstatement 
of  this  sort  or  kind  in  it,  where  the  jury  have  found  that  a 
common  workman  could  carry  the  thing  into  effect ;  and  I  will 
undertake  to  say,  that  there  is  no  such  case  to  be  found,  and 
that  no  specification  and  no  patent  at  any  time  was  ever  held 
invalid  if  the  specification  was  sufficient  for  a  common  workman 
to  carry  the  patent  into  effect,  and  that  that  is  really  the  question 
in  every  specification  of  this  kind,  aye  or  no,  does  it  give  sufficient 
information  to  the  public,  and  is  a  workman  of  ordinary  skill 
capable  of  carrying  it  into  effect  ?   This  sort  of  objection  as  to  the 
wording  of  a  particular  passage  in  a  specification,  I  am  not 
aware  ever  to  have  seen  ;  it  is  not,  my  lords,  an  objection  to  a 
specification  which  I  can  trace  in  the  books  in  any  case.  Where 
the  specification  is   of  itself  sufficient  to  enable  a  common 
workman  to  construct  the  apparatus,  I  am  not  aware  myself 
that  your  lordships,  with  your  greater  experience,  can  state 
whether  there  is  a  case  in  which  the  jury  have  so  found,  and 
the  patent  has,  notwithstanding  that,  been  held  to  be  invalid  on 
the  ground  of  some  mistake  in  one  particular  passage  in  the 
specification.     I  am  certainly  not  aware  of  any  such  case,  nor 
do  I  believe  such  a  case  is  to  be  found,  and  I  think  I  can 
further  venture  to  say,  it  is  contrary  to  every  principle  whid 
has  been  decided ;  because  it  appears  on  this,  that  the  proYiso 
in  the  patent  requiring  a  specification  to  be  enrolled  which  shall 
a  give  sufficient  information  to  the  public,  upon  which  the  whole 
discovery  can  be  used  by  the  public  at  the  expiration  of  the 
patent,  without  any  experiments  by  the  parties,  has  been  com- 
plied with ;  and  if  the  specification  is  sufficient  for  that  purpose 
the  patent  is  good.     That,  in  truth,  is  the  issue  ^  then,  if  that 
be  found  by  the  jury,  and  afteV  the  pubUc  have  had  all  the 
benefit,  is  that  patent  to  be  held  bad,  assuming  the  finding  of 
the  jury  to  be  accurate,  which  must  be  done  here,  because  in  one 
passage,  in  the  construction  put  on  it  according  to  strict  philoso- 
phical principles,  that  particular  passage  may  not  be  true,  and  that 
not  any  part  of  the  invention  at  all,  but  relating  to  a  matter  whid 
was  perfectly  well  known  before  ?     [Rolfe,  B. :  You  say  you  are 
entitled  to  import  into  this,  that  you  are  to  use  some  of  the 
ordinary  shapes  of  heating  vessels;  and  then  you  say,  a  person  will 
not  be  misled,  because  it  is  said  that  the  shape  is  immaterial* 
Must  you  not  go  further,  and  show  that  as  to  the  shapes  of  vesseb 
in  ordinary  use  for  heating,  that  between  one  shape  and  the  other* 
of  those  it  was  immaterial  ? ]  So  I  apprehend  it  is.  [Aldersofh  B«  J 
This  is  the  very  point  upon  which  the  infringement  takes  place 
— the  shape  of  the  vessel :  it  is  the  very  point  in  the  cause* 
Therefore,  if  you  are  to  take  it  in  this  sense,  he  is  in  effect 


NEILSON   AND   OTHERS   V.    HARFORD    AND    OTHERS.  355 

daiming  every  thing;  he  is  claiming  a  principle,  and  there  is  no  In  the  Exchequer 
particalar  machine,  a  machine  of  any  size,  or  any  shape,  or  any       ''        * 
fonn.]    That  is  the  question  upon  the  infringement;  but  I 
should  answer  it  with  great  deference  thus — I  say  we  do  claim 
every  vessel,  and  every  shape  of  vessel,  closed  vessel,  in  which  air 
can  be  heated  between  the  blowing  apparatus  and  the  furnace. 
[Aldentmy  B. :  Then  I  think  that  is  a  principle,  if  you  claim  A  claim  to  a 
every  shape.  If  you  claim  a  specific  shape,  and  go  to  the  jury  and  J"rried  tnto  ^^ 
say  that  which  the  other  people  have  adopted  is  a  colourable  imi-  eflTect  in  any 
tation,  then  I  can  understand  it.    If  you  claim  every  shape,  you  rcUmVihi " 
claim  a  principle  {/).   There  is  no  difference  between  a  principle  principle, 
to  be  carried  into  effect  in  any  way  you  will,  and  claiming  the 
principle  itself.     Tou  must  detail  some  specific  mode  of  doing 
it.    Then  the  rest  is  a  question  for  the  jury.]     Then  the  ques- 
tion comes,  as  to  what  you  mean  by  a  specific  mode.     Is  it  or 
is  it  not  the  subject-matter  of  a  patent,  that  a  person  has  dis- 
oorered  a  valuable  principle — ^namely,  that  heated  air  passing 
into  a  blast  furnace  is  better  than  cold  air,  and  that  he  points 
out  a  mode  by  which  that  principle  can  be  carried  into  effect  ? 
And,  my  lords,  what  is  that  mode  ?     The  mode  is,  that  you 
shall  heat  the  air  in  its  passage  from  the  blowing  apparatus  to 
tiw  jfbmace — ^that  you  shall  pass  it  into  a  closed  vessel,  under 
wUch  a  fire  is  to  be  placed,  between  the  blowing  apparatus  and 
tiie  famace — and  that,  in  that  vessel  so  placed  between  the 
blowing  apparatus  and  the  furnace,  the  air  is  to  be  heated ;  and 
I  say,  with  great  deference  to  your  lordships,  that  until  this 
eoort  decides  otherwise,  I  shall  venture  respectfully  to  submit 
that  there  could  not  be  a  doubt  that  that  was  a  good  patent, 
that  it  was  a  good  subject-matter  of  a  patent,  and  that  the  party 
had  a  right  to  complain  of  an  infringement  against  any  person 
▼ho  should  heat  the  air  in  its  passage  between  the  blowing 
apparatus  and  the  furnace  by  means  of  any  vessel,  whatever  be 
its  shape,  provided   that  vessel  was   a  closed  vessel  placed 
between  the  blowing  apparatus  and  the  furnace,  subject  to  the 
heat  there,  and  the  air  heated  in  its  passage.     That  is  precisely 
the  same  principle  which  is  laid  down  in  these  other  cases,  and 
vhat,  I  venture  to  submit  to  your  lordships,  is  the  subject- 
Biatter  of  this  patent,  and  I  say  the  form  and  shape  of  the  vessel 
ve  entirely  immaterial.   Let  me  suppose  for  a  moment  that  there 
WW  no  such  passage  in  the  specification ;  would  your  lordships 


(J)  But  may  not  such  a  claim,  under  certain  from  the  class  of  cases  to  which  the  obserration 
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cipie  of  blowing  a  furnace  with  hot  air  instead  of  as  having  an  independent  existence,  and  to  have 

nd,  and  the  cUim  to  the  principle  of  condensing  been  invented  jhro  bono  publico — would  appear  to 

■  t  Kparate  Teasel,  as  in  Watt's  case,  and  the  be  applicable  (see  ante  342,  n.),  since  in  the 
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neilson's  patent. 


Sir  W.  Follett 
in  tupjiort  of 
rule  to  enter 
verdict  for  the 
plaintiffk. 


The  proviso  is 
fully  complied 
with  notwith- 
standing such  a 
mistake. 


do  not  think  you  have  found  any  case  that  has  gone  so  far  as 
that.]  I  believe  you  will  find  no  case  in  which  any  specifica- 
tion was  ever  held  invalid  upon  the  ground  of  any  misstatement 
of  this  sort  or  kind  in  it,  where  the  jury  have  found  that  a 
common  workman  could  carry  the  thing  into  effect ;  and  I  will 
undertake  to  say,  that  there  is  no  such  case  to  be  found,  and 
that  no  specification  and  no  patent  at  any  time  was  ever  held 
invalid  if  the  specification  was  sufficient  for  a  common  workman 
to  carry  the  patent  into  effect,  and  that  that  is  really  the  question 
in  every  specification  of  this  kind,  aye  or  no,  does  it  ^ve  sufficient 
information  to  the  public,  and  is  a  workman  of  ordinary  skill 
capable  of  carrying  it  into  effect  ?  This  sort  of  objection  as  to  the 
wording  of  a  particular  passage  in  a  specification,  I  am  not 
aware  ever  to  have  seen  ;  it  is  not,  my  lords,  an  objection  to  a 
specification  which  I  can  trace  in  the  books  in  any  case.  Where 
the  specification  is  of  itself  sufficient  to  enable  a  common 
workman  to  construct  the  apparatus,  I  am  not  aware  myself 
that  your  lordships,  with  your  greater  experience,  can  state 
whether  there  is  a  case  in  which  the  jury  have  so  found,  and 
the  patent  has,  notwithstanding  that,  been  held  to  be  invalid  on 
the  ground  of  some  mistake  in  one  particular  passage  in  the 
specification.  I  am  certainly  not  aware  of  any  such  case,  nor 
do  I  believe  such  a  case  is  to  be  found,  and  I  think  I  can 
further  venture  to  say,  it  is  contrary  to  every  principle  which 
has  been  decided ;  because  it  appears  on  this,  that  the  proviso 
in  the  patent  requiring  a  specification  to  be  enrolled  which  shall 
give  sufficient  information  to  the  public,  upon  which  the  whole 
discovery  can  be  used  by  the  public  at  the  expiration  of  the 
patent,  without  any  experiments  by  the  parties,  has  been  com- 
plied with  ;  and  if  the  specification  is  sufficient  for  that  purpose 
the  patent  is  good.  That,  in  truth,  is  the  issue ;  then,  if  that 
be  found  by  the  jury,  and  afteV  the  public  have  had  all  the 
benefit,  is  that  patent  to  be  held  bad,  assuming  the  finding  of 
the  jury  to  be  accurate,  which  must  be  done  here,  because  in  one 
passage,  in  the  construction  put  on  it  according  to  strict  philoso- 
phical principles,  that  particular  passage  may  not  be  true,  and  that 
not  any  part  of  the  invention  at  all,  but  relating  to  a  matter  which 
was  perfectly  well  known  before  ?  [Bol/ey  B. :  You  say  you  are 
entitled  to  import  into  this,  that  you  are  to  use  some  of  the 
ordinary  shapes  of  heating  vessels ;  and  then  you  say,  a  person  will 
not  be  misled,  because  it  is  said  that  the  shape  is  immaterial. 
Must  you  not  go  further,  and  show  that  as  to  the  shapes  of  vessels 
in  ordinary  use  for  heating,  that  between  one  shape  and  the  other 
of  those  it  was  immaterial  ?]  So  I  apprehend  it  is.  [Alderson,  B. : 
This  is  the  very  point  upon  which  the  infringement  takes  pkce 
— the  shape  of  the  vessel :  it  is  the  very  point  in  the  cause. 
Therefore,  if  you  are  to  take  it  in  this  sense,  he  is  in  effect 
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daiming  every  thing;  he  is  claiming  a  principle,  and  there  is  no  IntheEjehequer 
particular  machine,  a  machine  of  any  size,  or  any  shape,  or  any  '  '' 
fonn.]  That  is  the  question  upon  the  infringement;  but  I 
should  answer  it  with  great  deference  thus — I  say  we  do  claim 
every  vessel,  and  every  shape  of  vessel,  closed  vessel,  in  which  air 
can  be  heated  between  the  blowing  apparatus  and  the  furnace. 
[jUderson,  B. :  Then  I  think  that  is  a  principle,  if  you  claim  A  claim  to  a 
every  shape.  If  you  claim  a  specific  shape,  and  go  to  the  jury  and  J",^e^*fn|^  ^ 
say  that  which  the  other  people  have  adopted  is  a  colourable  imi-  effect  in  any 
tition,  then  I  can  understand  it.  If  you  claim  every  shape,  you  nUmVtili" 
daim  a  principle  {/).  There  is  no  difference  between  a  principle  principle. 
to  be  carried  into  effect  in  any  way  you  will,  and  claiming  the 
principle  itself.  Tou  must  detail  some  specific  mode  of  doing 
it.  Then  the  rest  is  a  question  for  the  jury.]  Then  the  ques- 
tion comes,  as  to  what  you  mean  by  a  specific  mode.  Is  it  or 
is  it  not  the  subject-matter  of  a  patent,  that  a  person  has  dis- 
covered a  valuable  principle — namely,  that  heated  air  passing 
into  a  blast  furnace  is  better  than  cold  air,  and  that  he  points 
out  a  mode  by  which  that  principle  can  be  carried  into  effect  ? 
And,  my  lords,  what  is  that  mode  ?  The  mode  is,  that  you 
shall  heat  the  air  in  its  passage  from  the  blowing  apparatus  to 
the  furnace — that  you  shall  pass  it  into  a  closed  vessel,  under 
which  a  fire  is  to  be  placed,  between  the  blowing  apparatus  and 
the  furnace — and  that,  in  that  vessel  so  placed  between  the 
blowing  apparatus  and  the  furnace,  the  air  is  to  be  heated ;  and 
I  say,  with  great  deference  to  your  lordships,  that  until  this 
ooort  decides  otherwise,  I  shall  venture  respectfully  to  submit 
that  there  could  not  be  a  doubt  that  that  was  a  good  patent, 
that  it  was  a  good  subject-matter  of  a  patent,  and  that  the  party 
had  a  right  to  complain  of  an  infringement  against  any  person 
who  should  heat  the  air  in  its  passage  between  the  blowing 
apparatus  and  the  furnace  by  means  of  any  vessel,  whatever  be 
its  shape,  provided  that  vessel  was  a  closed  vessel  placed 
between  the  blowing  apparatus  and  the  fiimace,  subject  to  the 
heat  there,  and  the  air  heated  in  its  passage.  That  is  precisely 
the  same  principle  which  is  laid  down  in  these  other  cases,  and 
what,  I  venture  to  submit  to  your  lordships,  is  the  subject- 
matter  of  this  patent,  and  I  say  the  form  and  shape  of  the  vessel 
are  entirely  immaterial.  Let  me  suppose  for  a  moment  that  there 
was  no  such  passage  in  the  specification ;  would  your  lordships 


(/)  Bat  may  not  such  a  claim,  under  certain  from  the  class  of  cases  to  which  the  obserration 

arcomstuiees,  be  a  good  claim?     Wherein  con-  of  the  learned  judge— that  a  principle  which  is  not 

attft  the  difference  between  the  claim  to  the  prin-  the  subject-matter  of  a  patent  must  be  considered 

ciple  of  blowing  a  furnace  with  hot  air  instead  of  as  having  an  independent  existence,  and  to  have 

e<Jd,  and  the  claim  to  the  principle  of  condensing  been  invented  pro  bono  publico — would  appear  to 

in  a  leptrate  vessel,  as  in  Watt's  case,  and  the  be   applicable  (see  anU  342,  n.)>  since  in  the 

cUmtothc  principle  ofthe  self-adjusting  leverage  above  coses  the  essence  of  the  invention  is  the 

when  applied  to  a  chair,  as  in  Mintcr's  patent,  application  of  the  principle  to  the  specified  pur- 

*»*•  126?    These  cases  arc  all  distinguishable  pose.     Sec  per  Lord  Abinger,  C.  B.,  p«'«t  35(j. 


356 

Sir  w.  Foiutt  then  say,  that  I,  having  taken  out  a  patent  to  apply  this  yalaable 
^ru^toeUt^      principle  for  heating  the  air  in  the  vessel  between  the  blowing 
verdict  for  the    apparatus  and  the  furnace,  was  bound  to  specify  some  particahr 
^  *"  ^"''         shaped  vessel,  or  whether  it  was  not  sufficient  for  me  to  say,  any 
vessel  in  which  you  can  heat  air?     \hord  AbingeryC.B.i  I 
understood  you  to  say  this — **  My  invention  is  to  apply  the 
In  the  applies-  principle  of  heating  air  in  its  passage  to  the  furnace,  by  intro- 
cip"eevery  mode  dicing  it  into  an  intermediate  vessel  between  the  bellows  and 
need  not  be  spe-  the  fumacc,  in  which  it  is  to  be  heated  by  fire,  no  matter  what 
the  shape  or  size  of  the  vessel  is,  that  must  depend  upon  cir- 
cumstances and  the  judgment  of  the  party,  I  do  not  daim  a 
patent  for  the  particular  vessel."    That  brings  the  case  to  the 
same  as  Watt's  patent  for  condensing  in  another  vessel,  without 
describing  the  shape  or  the  size.]    I  say  it  is  utterly  impossible 
to  distinguish  the  two  cases.    [Lord  Abinger,  C.B. :  It  appears 
to  me,  I  own,  at  present,  that  a  man  might  take  out  a  patent 
for  inventing  a  mode  of  heating  air  in  a  separate  vessel  without 
stating  the  size  of  it,  but  the  question  comes  back  to  whether, 
in  the  description  of  the  vessel,  he  does  not  mislead.    Then 
you  pray  in  aid  the  verdict  of  the  jury,  and  say  that  he  does      ^ 
not.]     No  doubt,  my  lord,  and  your  lordship  will  observe  that,      * 
in  arguing  the  case,  I  assumed  until  this  moment  that  we  were      \ 
fully  at  liberty  to  say  the  patent  was  perfectly  good  in  the      } 
manner  your  lordship  puts  it — ^namely,  here  is  a  valuable  prin- 
ciple, I  tell  you  how  to  apply  that  principle ;   heat  your  air 
between  the  blowing  apparatus  and  the  furnace — ^you  can  heat 
it  by  passing  it  through  a  closed  vessel ;  place  a  fire  under  that 
closed  vessel,  heat  it  in  its  passage — you  get  it  from  the  blowing 
power  by  means  of  a  tube  or  pipe  in  that  receptacle,  and  out  of 
it  by  means  of  a  pipe  or  aperture  into  the  furnace.    The  form 
and  shape  are  immaterial.     I  say  that  is  a  patent  for  applying  a 
principle  by  a  known  and  given  method,  and  that  any  vessel  by 
which  air  was  heated  in  that  place,  for  the  purpose  of  passing 
air  heated  into  the  furnace,  would  be  a  violation  of  that  patent 
That  was  distinctly  the  opinion  held  by  the  judge,  acquiesced  in 
by  my  friend,  and  acted  upon  at  the  trial,  that  that  was  in  truth 
the  patent,  and  the  simple  question  is,  whether  the  specification 
is  sufficient  for  the  purpose.     [LorA  Abingery  C.B. :  Suppose 
he  had  stated  in  the  specification,  that  he  recommended  a  par- 
ticular vessel  for  the  purpose  of  heating  air,  for  which  another 
man  had  a  patent,  but  he  says — "  I  do  not  take  out  my  patent 
for  that ;  the  form  and  shape  of  the  vessel  are  immaterial— that 
appears  to  be  the  best'^]     That  would  be  good ;  and,  I  submit, 
that  is  in  substance  what  he  does  say,  and  there  is  no  question 
about  this,  that  if  he  had  done  what  it  has  been  said  so  often  he 
ought  to  have  done — if  he  had  pointed  out  a  particular  vessel 
for  heating  the  air,  and  had  not  concluded  with  a  disclaimer, 
that  he  did  not  claim  that  as  part  of  his  invention,  there  can  be 
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no  doubt  the  patent  would  have  been  void.    Therefore,  sup-  inthtExchenntr 
posmg  he  had  described,  for  instance^  a  mode  of  heating  the  ^•^•'  ^^^^' 
air  through  these  pipes^  if  he  had  not  at  the  same  time  said^ 

I  do  not  mean  to  claim  tiiat  as  part  of  my  invention/'  the 
patent  would  have  been  void  for  this  reason.  The  mode  for 
heating  air  through  pipes  was  perfectly  well  known^  therefore  I 
have  DO  right  to  claim  it  as  part  of  my  invention  at  all.  I  am 
not  inventing  a  mode  of  heating  air  at  all,  every  body  knows  it ; 
bat  I  do  claim  this — ^I  claim  the  principle ;  for  I  have  a  right 
to  say,  I  daim  the  principle  of  applying  hot  air  to  a  blast 
fimiace,  and  I  show  the  mode  in  which  you  can  carry  the  prin- 
ciple into  practical  effect,  and  that  mode  is  by  heating  the  air  in 
its  passage  from  the  blowing  power  to  the  furnace.  There- 
fore, I  say,  whatever  the  form  or  shape  of  it,  that  would  be  a 
perfectly  good  patent. 

I  must  now  pray  your  lordships'  attention  for  a  moment  to 
the  meaning  of  the  passage  itself.  It  is  stated,  that  ^^  the  form 
or  shape  of  the  vessel  or  receptacle  is  immaterial  to  the  effect, 
and  may  be  adapted  to  the  local  drcumstances  or  situation.^' 
There  is  no  question,  my  lord,  that  that  is  not  strictly  true,  if 
the  word  *^  effect*'  means  the  effect  on  the  air  in  the  vessel.  If 
it  means,  that  the  form  or  shape  of  the  vessel  for  heating  air  is 
immaterial  for  the  purpose  of  heating  air,  there  is  no  doubt  that 
that  is  inaccurate,  because  the  form  or  shape  of  the  vessel  for 
heating  air,  like  the  form  or  shape  of  the  vessel  for  heating 
water,  is  material  to  the  effect  produced  on  the  water  or  the  air ; 
therefore,  if  it  means  that  it  is  immaterial  to  the  effect  produced 
on  the  air  in  the  furnace,  there  is  no  doubt  that  it  is  inaccurate. 
Bnt  is  that  the  meaning  of  it  ?  Does  it  mean  that  the  form  or 
shape  is  immaterial  to  the  effect  produced  on  the  air  in  the 
vessel,  or  does  it  mean  that  you  may  use  any  vessel  you  like  for 
the  purpose  of  heating  your  air?  New,  I  conceive  that  the 
view  taken  of  it  by  my  lord  at  the  trial — who  stated  the  way  in 
which  the  jury  were  to  look  at  it,  was,  that  it  had  reference  to 
the  heating  of  the  air  in  the  vessel— cannot  be  said  to  be  strictly 
or  philosophically  true,  because  the  shape  of  the  vessel  for 
heating  the  air,  or  the  way  in  which  the  air  is  heated,  may  very 
materially  affect  the  air  so  heated.  I  apprehend  that  is  not 
what  was  intended  to  be  expressed  by  this  passage,  and  that  the 
patentee  here  meant  to  say  nothing,  and  to  give  no  directions 
whatever,  with  respect  to  the  air.  I  mean,  as  to  the  principle  of 
heating  it,  he  intended  to  give  no  description  upon  that,  as 
any  part  of  his  invention.  But  what  is  the  meaning  of  this 
passage  ?  It  is  that  you,  the  proprietor  of  a  blast  furnace,  may, 
if  you  please,  select  any  form  of  vessel  now  used  for  heating  air 
— ^you  may  use  any  form  of  it  that  you  like — and  it  would  be 
just  the  same  as  regards  the  effect  upon  the  blast  furnace,  pro- 
vided it  be  kept  at  a  proper  temperature ;  the  effect  of  pouring 
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heated  air  into  the  fiimace  will  be  the  same^  no  matter  what  be 
the  form  or  shape  of  the  vessel  which  you  use.  The  degree  of 
heat  to  which  you  would  raise  the  air  may  or  may  not  be  bene- 
ficial^ or  may  or  may  not  be  increased  beneficially ;  but  as  to 
the  effect — namely,  the  effect  of  passing  heated  air  into  the 
furnace,  it  is  unimportant  what  be  the  form  or  shape  of  the 
vessel  you  use.  I  apprehend  this  was  not  intended  to  lay  down 
as  an  axiom  what  was  contrary  to  all  ordinary  principles  of 
heating  air — namely,  that  if  you  poured  air  into  a  vessel,  it  was 
immaterial  whether  the  air  was  exposed  to  a  larger  or  smaller 
quantity  of  heated  surface.  That  was  never  intended  to  be  said, 
but  it  was,  that  having  heated  your  air  properly,  having  used  a 
proper  vessel  for  heating  your  air,  it  is  unimportant,  as  regards 
the  effect  produced  upon  the  furnace,  whether  you  use  one 
description  of  vessel  or  whether  you  use  another.  You  may 
adapt  it  to  the  local  circumstances,  you  may  use  any  thing  you 
like,  it  wUl  be  immaterial  to  the  effect  produced. 

The  word  "  effect^^  occurs  several  times  in  the  course  of  the 
specification,  and  in  all  cases  it  applies  to  the  smelting  furnaces 
or  the  forge,  and  it  does  not  apply  to  the  air  in  the  fur- 
naces ;  and  what  I  apprehend  it  means  is  this,  that  the  air  will 
come  into  the  furnace  without  any  mischief  arising  from  the 
nature  of  the  metal  you  use,  it  will  not  alter  the  effect  of  the  air 
on  the  furnace,  nor  the  strength  of  the  blast  by  its  passing 
through  a  tube,  nor  the  mode  in  which  the  air  enters  the 
furnace ;  you  can  do  what  you  please  as  regards  heating  the  air. 
If  you  can  only  communicate  with  a  tube  or  pipe  with  the 
furnace,  it  will  produce  the  desired  effect  on  the  furnace.  [Lord 
Abingety  C.B. :  You  do  not  construe  the  word  ^'effect"  as 
effect  on  the  air,  but  effect  on  the  furnace.]  Yes,  my  lord,  and 
I  say  that  is  the  fair  meaning  of  it  throughout ;  it  makes  no 
difference  to  the  effect  provided  it  be  properly  heated,  which 
the  whole  thing  assumes.  [Aldersonj  B. :  The  difficulty  about 
that  is,  that  your  view  of  the  word  "  effect,"  in  that  particular 
sentence,  makes  it  almost  nonsense,  because  it  is  utterly  idle, 
surely,  to  say,  if  I  have  discovered  that  hot  air  produces  an 
effect  on  blast  funiaces,  every  body  would  agree  that  it  would 
be  immaterial,  if  heated  to  a  proper  temperature,  what  is  the 
shape  of  the  vessel.]  Your  lordship  will  find,  that  persons 
acquainted  with  this  manufacture  were  of  opinion  that  it  pro- 
duced a  very  different  effect  on  the  furnace,  according  to  the 
mode  in  which  it  was  passed  through  for  the  purpose  of  getting 
to  the  furnace ;  and  as  to  the  question,  whether  or  not  they 
would  use  pipes  for  heating  the  air,  one  of  the  witnesses  stated 
that  it  was  the  opinion  that  by  using  the  pipes  the  air  passed  too 
rapidly,  and  that  the  consequence  of  that  was,  that  the  effect 
produced  on  the  furnace  was  not  so  beneficial;  and  therefore 
the  way  in  which  the  air  passes  into  the  furnace  may  be  very 


NBIL80N   AND    OTHERS   V.    HARFORD    AND    OTHERS.  359 

material  in  the  notion  of  some  persons  ;  it  was  because,  as  the  JnthMExehtqutr 
witnesses  distinctly  stated,  the  air  may  be  materially  aflFected  by  ^"  '^'*  ^^^^' 
the  mode  of  constructing  the  vessel  through  which  you  passed 
it  It  was  without  reference  to  heat.  The  question  was, 
whether  parties  in  applying  this  principle  would  use  the  pipes 
for  the  purpose  of  heating  the  air,  and  it  was  with  reference  to 
thatr- [Poritc,  B. :  There  was  a  prejudice  against  the  use  of 
stops  in  the  pipe,  because  they  thought  it  might  destroy  the 
proper  force  with  which  the  blast  came.]  There  was  an  impres- 
sion of  that  sort  in  the  iron  manufacturers  beyond  all  question, 
which  rendered  it  necessary  for  the  parties  drawing  the  specifi- 
cation to  point  out  to  them  that  it  was  unfounded,  and  that  the 
effect  produced  on  tiie  air  in  the  furnace  would  be  exactly  the 
same,  whether  you  passed  it  through  one  form  or  another. 
That  was  distinctly  stated  in  the  evidence.  There  was  that 
feeling,  and  that  was  one  reason  why  they  did  not  use  the  pipes 
to  heat  the  air.  Then,  I  say,  this  statement  in  the  specification 
is— no  matter  how  you  heat  your  air ;  heat  it  if  you  please  with 
iron ;  heat  it  with  copper ;  heat  it  with  any  other  metal  you 
like,  it  will  not  make  any  difference  in  the  effect  on  the  furnace ; 
heat  it  in  any  vessel  you  like ;  that  is,  pass  it  through  pipes 
with  rapidity,  pass  it  if  you  please  into  a  reservoir,  as  one  of 
your  lordships  has  stated ;  use  any  mode  you  like,  still  tiie  effect 
on  the  furnace  will  be  the  same,  therefore  it  is  unimportant  what 
metal  you  use  for  heating  it ;  it  is  unimportant  what  shaped 
Tcssel  you  pass  it  through,  and  I  apprehend,  beyond  all  question, 
that  is  the  meaning  of  it.  Keep  your  air  at  the  temperature 
yon  require  for  the  furnace  in  which  you  mean  to  use  it,  and 
&en  it  is  utterly  unimportant  what  metal,  or  what  form  or  shape, 
you  use  for  the  purpose.  If  that  be  so,  there  is  an  end  of  any 
question  as  to  the  effect  of  the  finding  of  the  jury.  Surely, 
giving  the  other  construction  is  a  mere  absurdity,  because  that 
is  a  statement  of  a  matter  which  it  was  imnecessary  to  make  a 
statement  upon  at  all,  because  it  was  a  matter  having  no  re- 
ference to  the  subject-matter  of  the  patent,  and  it  was  a  state- 
ment notoriously  untrue  to  every  person  acquainted  with  the 
ordinary  principle  of  heating  air ;  therefore  I  cannot  conceive 
why,  in  a  patent  taken  out  evidently  for  a  great  chemical  dis- 
covery, by  a  person  well  acquainted  with  chemistry,  and  the 
way  in  which  that  could  be  apphed,  why  your  lordships  are 
to  assume  that  the  sentence  in  the  specification  necessarily 
meant  what  was  an  absurdity,  and  untrue  in  point  of  philoso- 
phical and  chemical  knowledge.  Therefore,  I  submit,  upon  the 
face  of  this  specification,  the  point  does  not  arise  as  to  what  the 
effect  of  the  finding  of  the  jury  is,  for  there  is  nothing  inac- 
CQrate,  and  there  is  nothing  untrue  in  the  statement  of  the  spe- 
cification from  beginning  to  end.  I  believe  that  is  the  only 
passage  in  the  specification  upon  which  any  question  or  doubt 
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Sir  w.  Foiittt  could  havc  been  entertained  at  any  time.  Then  we  come  simply 
'ruU^nUT  ^^^  entirely  to  this,  is  that  one  passage  inaccurate  ?  That  is  the 
verdict  for  the  first  qucstion  which  your  lordships  have  to  decide ;  and  then,  if 
ptamtip.  j^  ^  inaccurate,  has  not  the  finding  of  the  jury  cured  it  ?  I  first 
of  all  submit,  that  it  is  clearly  not  inaccurate ;  I  do  not  know 
why  the  court,  where  there  are  two  constructions,  should  lean 
to  that  construction  which  will  vitiate  the4)atent,  and,  above  aU, 
should  lean  to  a  construction  which  is  evidently  absurd  and 
false  on  the  face  of  it.  There  are  two  constructions  which  at 
least  it  will  bear,  and  I  do  hope  and  venture  to  submit,  that  the 
court  will  adopt  that  construction  which  will  support  this  patent 
This  is  a  patent  on  the  eve  of  expiring,  to  which  no  objection  has 
been  raised,  which  the  patentee  has  had  the  benefit  of,  which 
will  expire  in  one  year  from  this  time,  namely,  in  1842,  and  now 
the  patentee  is  likely  to  derive  the  greatest  benefit  and  the 
greatest  profit  from  that  discovery,  which,  as  your  lordships 
have  heard  from  the  other  side,  is  one  of  the  most  valuable  dis- 
coveries of  modem  times.  This  is  surely  not  a  case  in  which 
the  court  would  be  astute  to  be  construing  words  of  the  English 
language  in  a  sense  which  may  vitiate  t^e  patent,  when  it  is 
plain  they  may  bear  a  meaning  which  will  support  the  patent  to 
the  fullest  extent.  Upon  that  first  ground,  I  submit  that  no 
question  arises ;  but  if  it  did,  here  is  the  finding  of  the  jury — 
tiie  point  on  the  objections  has  been  distinctly  put,  and  found 
that  no  one  could  be  misled,  no  one  coidd  mistake  it;  I  cannot 
conceive  how,  after  that  finding  of  the  jury,  your  lordships  can 
hold  this  patent  void.  The  patentee  has  given  to  the  public 
all  that  he  was  required  to  do — namely,  a  mode  by  which  this 
most  valuable  principle  and  discovery  could  be  carried  into 
effect — ^that  he  has  pointed  out  minutely.  Therefore,  I  do 
submit  to  your  lordships,  that  the  verdict  of  the  jury  ought  to 
be  entered  for  the  plaintiffs. 
Kelly,  imupport  Kelly y  in  support  of  plaintiffs'  rule.  I  feel  bound  to  call  the 
o/piaintifft  attention  of  the  court  to  the  preUminary  question,  whether  it  b 
open  to  the  defendants  to  make  the  objection  which  is  the  sub- 
ject of  the  present  argument ;  and  I  t^nk  your  lordships  will 
find,  that  if  upon  the  notice  which  the  defendant  has  given  in, 
it  is  competent  to  him  to  raise  that  objection,  the  provisions  of 
the  statute  to  which  reference  has  been  made  will  be  found  to 
be  wholly  nugatory.  Here  is  an  act  of  parliament  passed  alter 
the  rules  of  court,  requiring  all  defences  to  be  specially  pleaded, 
under  which  act  the  defendant  in  an  action  of  this  nature  is 
bound  to  give  notice  of  all  objections  to  the  patent  or  specifica- 
tion on  which  he  means  to  rely,  and  he  is  at  liberty  (that  is  an 
advantage  given  to  him),  even  after  he  has  delivered  in  a  notice 
of  his  objections,  to  apply  to  a  court,  or  a  judge,  to  be  at  liberty 
to  add  further  objections,  and  to  deliver  a  further  notice  of  ob- 
jections.   What  has  he  done  in  this  case  ?     He  has  delivered 
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ID  a  notice  of  objections  which  contains  at  the  commencement  in  theEachequer 
an  objection  in  this  form:  ^^The  defendants  further  contend  ^- '^•» ^®*^' 
that  the  said  patent  is  void^  because  no  sufficient  specification 
iias  been  enrolled  in  conformity  with  the  said  letters  patent  in 
that  behalf/'    Then  follow  several  particular  and  specific  objec- 
tions; that  "the  description  of  the  apparatus  to  be  employed  is 
so  defective,  that  no  workman  of  ordinary  skill  would  be  able 
to  manufacture  the  said  apparatus  merely  by  reading  the  said  spe- 
cification ;''  and  then^  that  ^^  the  said  specification  is  calculated 
to  deceive ;"  and  further  on,  that  "the  specification  is  invalid  on 
aocoont  of  its  general  vagueness**'  Now  with  regard  to  all  these 
specific  objections,  on  which  reliance  was  made  at  the  trial,  the 
jury  have  disaffirmed  them.     They  have  found  against  the  de- 
fendants on  all  these  specific  objections.     But  then  it  is  said, 
^*  I  will  point  out  a  particular  passage  in  the  specification,  which 
being  inaccurate   in   point   of  fact  renders   the    specification 
insufficient,  and  so  renders  the  patent  void,  and  when  it  is 
objected  that  I  have  given  no  notice  of  that  particular  objec- 
tion, I  say,  that  I  have.     And  why  ? — ^because  I  have  said  at  the 
head  of  the  objections,  that  I  make  this  general  objection — tliat 
no  sufficient  specification  of  the  said  invention  has  been  en- 
rolled in  conformity  with  the  provisions  of  the  said  letters  patent 
in  that  behalf;  and  under  that  I  may  give  every  objection  to 
the  specification  in  evidence,  which  counsel  can  raise  at  the 
triaL**    Now  let  us  see  what  the  eflFect  of  that  is,  when  we  con- 
tend that  the  construction  to  be  put  upon  this  notice  is,  that  all 
the  particular  objections  which  are  enumerated,  are  those  on 
which  alone  the  defendants  are  at  liberty  to  rely ;  that  in  truth, 
the  notice  ought  to  be  read  as  if  it  were  in  this  form — "  I  shall 
object  that  the  specification  is  insufficient  in  this,  to  wit,  that  it 
is  not  sufficient  to  enable  a  workman  to  construct  a  machine ; 
that  it  is  calculated  to  deceive;*'  with   other  objections:   we 
contending  that  he  says — "  No ;   I  have  a  right  at  the  trial  to 
reject  all  the  particular  objections  of  which  I  have  given  notice, 
and  to  insist  on  any  other  objection  which  will  come  within  the 
general  form,  that  the  specification  itself  is  insufficient  ;^'  and 
when  we  contend  that  the  objections  would  only  tend  to  mislead 
the  phdntifis,  the  answer  is  this, — that  if  the  plaintiffs  find  the 
notice  of  objections  too  general,  or  insufficient,  they  may  call  on 
the  defendants  before  a  judge,  on  summons,  to  deliver  further 
iioticc  of  objections ;  and  that  is  an  answer  which  I  apprehend 
seemed  to  weigh  with  your  lordships  when  you  were  addressed 
by  the  Attorney  General.     It  seemed  to  be  considered  for  a 
moment  by  the  court,  that  it  is  too  late  at  the  trial  to  object  to 
*hc  generality  of  this  notice  of  objections — that  the  plaintiffs 
oQ^t  to  have  taken  out  a  summons  for  a  more  specific  notice. 
Now  let  us  see  practically,  whether  that  is  an  answer  to  the 
objection  which  we  made.     Suppose  we  had  taken  out  a  sum- 
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Kelly, in  sufiport  mons  before  a  jadge^  that  this  was  too  general,  and  called  for 
wrdift  }or^U    ^^^^  specific  notice  of  objections — supposing  on  that  the  dc- 
yUtitttifft.         fendants  had  added  twenty  other  different  objections  in  addition 
to  the  three  or  four  they  had  made  before,  and  we  tiien  go  down 
to  trial.  Why,  my  lords,  they  may  still  reject  every  one  of  whidi 
they  have  given  specific  notice,  and  fall  back  on  the  expression 
that  the  specification  is  insufficient.     Why,  then,  if  the  notice 
of  an  objection  of  this  kind  is  to  be  held  to  mean  this,  you  need 
not  trouble  yourself  about  the  specific  objections,  they  may  be 
raised  or  not  by  the  defendant  at  the  trial  as  he  thinks  proper, 
but  you  must  be  prepared  to  support  your  whole  specification 
and  your  whole  patent,  not  on  the  specific  objections  of  which 
notice  has  been  given,  but  upon  any  other  objection  that  can  be 
possibly  made,  of  what  use  is  the  statute  ?     In  every  case  a 
defendant,  who  has  been  clever  enough  to  discover  some  nice 
and  critical  objection  in  point  of  law  to  a  specification,  or  in 
point  of  fact,  as  it  may  be,  will  introduce  into  his  notice  of 
objections  a  general  objection,  tiiat  is,  that  the  specification  is 
void,  and  he  may  then  follow  it  up  by  twenty,  twenty-five,  or 
thirty  specific  objections,  to  which,  of  course,  the  attention  of 
the  opposite  party  will  be  called,  to  which  he  will  adapt  bis 
evidence  when  he  comes  to  the  trial ;  they  are  treated  as  of  no 
consequence  by  the  jury  disaffirming  them,  and  then  he  goes 
back  to  some  specific  objection,  which  ought  to  have  been  spe- 
cified, under  the  general  terms  he  has  given,  and  I  know  of  no 
escape  for  that. 

The  Court  of  Common  Pleas  (ante  263)  have  held,  that  it  is 
not  a  sufficient  compliance  with  the  statute  to  give  a  notice, 
which  is  a  mere  echo,  or  a  mere  reiteration  of  the  plea.  Now, 
if  that  be  once  settled,  I  do  think  your  lordships  will  find,  that 
to  hold  that  this  notice  is  in  the  present  case  sufficient  to  admit 
the  raising  of  this  question,  would  be  to  render  the  statute 
entirely  nugatory.  There  is  a  plea  that  the  specification  is 
insufficient,  not  stating  in  what  it  is  insufficient.  Here  is  a 
notice  given  of  the  objections  on  which  the  defendants  mean  to 
rely  for  proving  that  the  specification  is  insufficient.  They  go 
on  with  the  particular  objections,  and  it  is  now  to  be  contended 
that  all  those  particular  objections  are  perfectiy  immaterial,  no 
evidence  may  be  offered  upon  them,  or  the  jury  may  negative 
them;  they  may  fall  back  upon  the  original^notice;  and  upon  that 
they  may  raise  any  objections  they  may  think  proper.  [Pcrfc, 
B. :  It  is  not  exactly  so:  they  fall  back  on  the  objection,  that  the 
specification  is  calculated  to  mislead.]  If  they  do  that,  the  juty 
have  negatived  it — if  that  is  what  they  rely  on,  I  am  perfectly 
content,  and  then  I  say,  the  jury  have  negatived  that.  [Porie, 
B.:  That  would  be  open  to  the  question,  whether  it  was  com- 
petent to  me  to  leave  such  a  matter  to  the  jury  5  whether  the 
court  is  not  to  consider  the  instrument  itself,  and  if  they  find  it 
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Buch  as  m  their  judgment  would  be  likely  to  mislead^  whether  intheEichequer 
the  patent  is  not  void,  although  the  jury  were  of  a  different  ^'^'*  ^^^^' 
opinion.]  That  may  perhaps  embrace  the  general  question. 
[Parkej  B.:  It  b  obvious  if  there  is  not  some  such  control  over 
juries,  it  would  leave  it  to  juries — I  should  rather  say  to  skilful 
engineers  and  scientific  men  on  the  part  of  the  plaintiff — to 
make  any  patent  void,  or  not,  according  as  they  please.]  I  do 
Qot  think  there  would  be  any  great  evil  in  that,  if  your  lord- 
ships just  consider — [Parie,  B. :  Whatever  the  terms  of  the 
specification  may  be,  you  may  say  it  would  be  corrected  by  the 
endence  of  practical  men.]  [Lord  AHnger,  C.B. :  Your  argu- 
ment is  this — that  if  you  had  taken  out  a  summons  to  have 
better  particulars,  and  they  had  given  you  more  particulars,  but 
still  had  left  the  genersJ  objection,  that  they  might  have 
abandoned  all  the  objections  at  the  trial,  and  given  evidence 
under  the  general  head  of  objections,  which  would  have  been  a 
mere  delusion.]  [Parke^  B.:  The  question  is,  whether  this  court 
is  of  opinion,  comparing  the  specification  with  the  fact,  that 
there  is  a  clear  misrepresentation  in  any  part  of  it.  The  ques- 
tion is,  whether  that  can  be  corrected  by  the  evidence  of  men 
aoqaainted  with  the  subject,  who  say  they  would  be  themselves 
able  to  correct  that  error  by  their  knowledge  of  the  subject — 
▼hether  that  is  permitted.]  That  may  be  a  question  arising  in 
the  cause.  [Porite,  B. :  That  is  the  question  which  I  reserved 
for  the  opinion  of  the  court.  First,  what  is  the  true  construc- 
tion of  the  specification ;  and  if  it  was  as  it  struck  me  at  the 
trial,  whether  it  was  competent  to  correct  such  an  error  as  that 
by  the  evidence  of  men  acquainted  with  the  subject ;  I  do  not 
find  any  case  that  has  gone  so  far.]  That  is,  of  course,  one  im- 
portant question  for  your  lordships*  consideration  on  the  argu- 
ment, but  that  is  not  the  question  which  arises  on  this  notice  of 
objections;  I  am  on  that  point  only,  which  is  f  minor  point,  as 
to  whether  under  this  notice  of  objections,  looking  to  the  terms 
and  the  intent  of  the  statute,  it  is  competent  to  the  Attorney 
General  to  raise  the  question  on  this  particular  passage  con- 
taining the  word  '^effect,''  in  the  specification.  This  expression, 
'^that  the  said  specification  is  calculated  to  deceive''  must  be 
taken  with  what  precedes  it.  And  what  is  that  ?  That  the 
description  of  the  apparatus  to  be  employed  is  so  defective,  that 
no  workman  of  ordinary  skill  would  be  able  to  manufacture  the 
said  apparatus  merely  by  reading  the  specification.  That  the 
said  specification  is  calculated  ''to  deceive."  It  is  almost  a 
coroQary  or  conclusion  from  that  which  has  preceded  it.  He 
says  this  (and  this  is  a  mere  question  of  fact  for  the  jury) — 
'^Why  your  specification  is  such  that  no  workman  could  make 
the  machine  in  question  from  that  specification  alone,  and  so 
^  said  specification  is  calculated  to  deceive  or  to  mislead." 
Now  that  very  question,  in  fact,  was  put  by  your  lordship  to 
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lf«Wy,iiniipport  the  jury.  The  jury  have  found  in  every  way  in  which  it  was 
verdict  for  the  put,  undcr  eveiy  modification  of  language^  that  the  specificatioA 
piainHp.  ^^g  suflBcicnt  to  enable  any  workman  to  construct  the  machine 

in  question^  and  that  it  was  not  calculated  to  mislead  or  to  de- 
ceive at  all.  So  that,  my  lords,  as  a  question  of  fact,  and  on 
these  specific  objections,  I  conceive  that  the  jury  have  con- 
cluded the  question ;  they  have  foimd  that  the  ;^specification  is 
not  calculated  to  mislead  or  to  deceive.  The  question  is, 
whether  if  the  finding  of  the  jury  has  at  once  defeated  this 
objection,  of  which  specific  notice  has  been  given,  can  the 
defendants  fall  back  on  the  general  notice,  in  the  form  in  which 
it  here  appears,  that  is,  that  there  has  been  no  sufficient  specifi- 
cation within  the  statute?  If  they  can,  it  seems  to  me  that  the 
consequence  will  follow  which  I  have  suggested,  and  for  this 
reason  the  answer  given  is,  that  you  may  take  out  a  suounons 
before  a  judge,  and  the  judge  will  order  them  to  specify;  that 
is,  to  give  you  more  specific  objections.  If  we  had  done  so,  and 
they  had  given  us  more  specific  objections,  they  would  only 
have  multiplied  the  specific  objections  which  they  had  already 
given ;  they  might  have  given  twenty  instead  of  three.  [Lord 
Abinger^  C.  B.:  Suppose  the  judge  made  an  order  on  that,  that 
they  should  deliver  particular  objections  and  strike  out  the 
general  ones.]  If  there  be  any  power  at  all  in  the  plaintiff  U^ 
defeat  such  a  general  objection  as  this,  it  must  be  because  the 
judge  might  have  power  to  order  that  this  should  be  struck  out, 
for  that  is  what  it  would  come  to,  the  judge  must  have  power  to 
order,  not  that  the  objection  should  be  specified,  but  that  the 
general  form  of  objection  should  be  struck  out — and  that,  with 
submission,  I  apprehend  the  judge  has  no  power  to  do. 
A  notice  of  ob-  [Alderson,  B. :  I  take  it  he  has ;  he  has  a  general  power  of  regu- 
termrof tbepfea  ^^^^"S  those  matters.  Suppose  you  take  the  decision  of  the 
■lay  be  suf.  Court  of  Comn^on  Pleas,  that  that  means  objections  differing 
^^*^^^  from  the  plea  itself,  then  any  objection  delivered  in  the  words 

of  the  plea  itself  would  not  be  an  objection  delivered  under  the 
statute.  I  do  not  know  that  I  go  that  length,  because  I  think 
that  if  the  objection  in  the  pleading  is  sufficiently  specific,  as 
stated  in  the  words  of  the  plea,  I  am  not  prepared  to  say  that  yon 
need  give  a  more  specific  objection.  I  do  not  know  that  yon 
must  necessarily.  It  may  be  that  the  plea  itself  is  quite  suf- 
ficiently explicit,  therefore  it  would  be  enough  that  it  should  be 
the  words  of  the  plea.  It  may  be  that  the  words  of  the  plea  are 
not  sufficientiy  explicit,  in  that  case  they  must  be  more  specific. 
I  am  not  aware  that  the  Court  of  Common  Pleas  have  laid  that 
down.]  I  lool  on  it  that  it  really  comes  round  to  this  question, 
whether  upon  the  notice  given,  beginning  certainly  in  the 
general  form,  and  then  being  followed  up  by  a  number  of  Tery 
specific  objections,  whether  the  feir  construction  of  that  notice  is 
liot  that  it  is  the  specific  objections,  and  those  alone,  that  aie 
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to  be  relied  on;  because^  my  lords^  certainly  one  does  not  see  intheExchequer 
how,  if  that  be  not  the  fair  construction  of  a  notice  of  objections  ^-  '^•»  ^^*^- 
of  this  kind,  the  statute  can  be  of  any  use  to  a  plaintiff: 
on  the  contrary,  one  would  be  led  to  infer  that  the  statute 
would  be  mischievous,  because  it  directed  the  attention  of 
parties  to  some  specific  objections,  leaving  those  perhaps  on 
which  the  party  means  to  rely  entirely  unnoticed,  so  that  they 
are  brought  upon  him  by  surprise. 

With  regard  to  the  great  question  which  is  raised  here, 
assuming  that  it  is  the  province  of  the  court  to  put  a  construc- 
tion on  the  specification,  it  really  turns  on  the  meaning  of  the 
word  "  effect,*'  and  the  meaning  is  this.  We  propose  to  attain 
a  certain  end,  to  bring  about  a  certain  effect  by  our  patent,  that 
is,  beneficially  to  use  hot  instead  of  cold  air  in  feeding  furnaces, 
and  we  are  giving  you  a  description  of  apparatus  and  the  means 
by  which  this  may  be  done.  One  part  of  the  apparatus  is  a 
Teasel  intermediate  between  the  blowing  apparatus  and  the 
fomaoe,  in]  which  air  is  to  be  heated,  and  we  say,  in  order  to 
attain  the  end  sought  by  our  patent,  the  form  and  shape  of  the 
Tessel  are  immaterial.  [Aklerson,  B.:  The  end  of  the  patent,  as 
you  say,  I  suppose  is  the  application  of  heated  air  to  the  fur- 
nace.] That  is  the  end  and  object,  and  I  would  take  the  very 
words  appearing  in  the  specification.  The  effect  sought  by  the 
patent  is  the  introduction  of  a  sufficient  quantity  of  heated  air, 
and  heated  to  a  sufficient  degree,  into  the  furnace,  to  produce  a 
beneficial  effect  in  the  smelting  of  iron.  And  therefore  I  con- 
ceive, now,  that  even  if  your  lordships  have,  as  a  matter  of  law, 
to  pat  a  construction  on  this  sentence,  or  in  other  words  on  the 
meaning  of  the  word  "  effect,"  that  bearing  in  mind  the  nature 
of  the  patent,  and  the  object  of  the  patent — bearing  in  mind 
also  the  object  and  use  of  the  specification — that  you  will  say 
the  word  '^  effect'^  here  means  the  effect  contemplated  by  the 
patent,  and  that  it  does  not  mean  any  particular  effect,  such  as 
the  degree  of  heat  to  be  produced  on  any  thing  else  that 
imagination  may  suggest,  and  that  if  it  be  taken  to  mean  the 
effect  contemplated  by  the  patent,  namely,  supplying  a  sufficient 
quantity  of  heated  air  beneficially  to  heat  the  furnace,  and  to 
effect  a  considerable  improvement,  that  then  for  that  purpose 
the  form  or  the  shape  of  the  vessel  is  entirely  immaterial.  And, 
my  lords,  before  I  quit  that  subject,  I  cannot  help  asking  you 
what  would  be  the  case  if  the  converse  had  been  stated.  It  is  said 
that  this  is  untrue.  If  it  be  untrue,  supposing  what  they  meant 
to  contend  to  be  the  truth  had  been  stated — supposing  they  had 
said  **the  form  and  shape  of  the  vessel  or  receptacle  are  material 
to  the  effect,  and  cannot  be  adapted  (for  it  is  all  one  sentence)  to 
local  circumstances  or  situation."  Why,  then,  if  we  had  said 
that  tiie  form  or  shape  of  the  vessel  was  material  to  the  effect, 
we  must  have  stated  what  the  form  or  shape  was  to  be.     Sup-  ^ 
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KtUy,  in  nip.  posing  the  patentee  had  done  so^  what  form  or  shape  must  they 
S^Jr^!^/or  ^*^®  Stated  ?  Must  they  have  stated  this,  which  happened  to 
the  plaintiffs,  be  the  One  the  defendants  use  ?  The  specification  would  hare 
been  void  if  he  had  done  so^  and  void  on  two  grounds ;  first,  it 
would  have  been  claiming  then,  as  part  of  the  invention,  that 
which  was  no  part  of  his  invention^  but  was  perfectly  veil 
known  before.  But,  independent  of  that,  I  apprehend  it  would 
have  been  void  on  this  ground — that  if  a  person  states  in  a  spe- 
cification that  the  form  or  shape  of  a  part  of  the  machine  is 
material,  that  it  must  be  of  the  form  or  shape  he  specifies ;  if  die 
object  be  equally  well  attained  in  any  other  form  or  shape,  the 
specification  is  void  on  that  groimd.  Not  only  might  it  be 
pirated  with  impunity  on  that  ground,  for  that  would  be  of 
small  consequence,  but  the  specification  itself  would  be  void, 
for  it  would  import  that  it  could  only  be  by  a  vessel  of  a  par- 
ticular and  specific  form  or  shape  that  the  object  of  the  patent 
could  be  obtained,  whereas  it  might  be  attained,  though  not  to 
so  beneficial  a  degree,  but  still  might  be  attained,  by  a^vessel  in 
some  other  form  much  cheaper,  and  to  particular  persons,  under 
particular  circumstances,  much  more  convenient. 

I  have  submitted  these  observations  on  the  assumption  that 
your  lordships  have  to  put  a  construction  on  this  sentence,  and 
that  it  is  immaterial  whether  the  jury  would  have  put  a  different 
construction  on  it.  I  woidd  venture  to  submit,  that  no  autho- 
rity is  to  be  found  for  that  proposition.  If  this  be  so,  it  is  quite 
unnecessary  to  go  down  to  trial.  The  question  may  be  raised 
on  the  record;  the  plea  actually  sets  out  the  specification. 
[Parke^  B. :  You  would  want  the  fact,  that  quantity  of  surface 
is  material  with  a  view  to  the  effect.  Tou  must  ask  the  joiy 
that  fact ;  the  question  is,  whether  you  are  to  ask  more.]  Too 
must  ask  it  in  t^e  terms  of  the  specification,  and  that  was  what 
we  were  perfectly  content  should  have  been  done ;  but  your 
lordship  put  a  construction  on  the  word  effect,  and  then,  on  the 
assumption  of  the  word  meaning  that,  asked  the  jury  aimpliciier, 
is  that  true  ?  Of  course  it  is  not  true ;  the  question  here  is, 
whether  it  is  for  your  lordship  to  put  a  construction  upon  this 
particular  word  ?  IParke^  B. :  Suppose  the  specification  set 
forth  in  the  plea  and  the  statement,  that  the  size  and  shape 
were  material  to  the  degree  of  effect  produced.]  That  would 
not  be  a  good  plea.  The  answer  to  it  would  be,  that  you  must 
look  to  the  whole  specification.  lAlderstmy  B. :  It  must  not  be 
pleaded  in  that  form ;  because  that  would  be  a  denial  that  it 
would  be  material  in  whatever  sense  the  word  effect  is  used. 
The  plea  must  state  t^at  it  is  immaterial  to  the  effect  produced 
in  heating  the  air  in  the  vessel.]  Still  how  could  any  deter- 
mination be  come  to  without  the  aid  of  a  jury  ?  IParkCy  B. : 
What  facts  are  to  be  left  to  the  jury  ?]  That  is  the  question; 
and  with  reference  to  this,  I  would  submit  some  observations 
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on  the  nature  and  objects  of  the  specification.     It  is  not  a  con-  intkBExche^fuer 
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tract,  or  a  grant,  or  a  libel  which,  subject  to  the  right  of  the  jury    *  '' 
to  pat  a  construction  upon  particular  words,  is  to  be  construed 
by  the  court.    The  specification  is  to  describe  what  the  inven- 
tion is,  and  to  point  out  the  mode  in  which  ordinary  workmen 
are  to  carry  it  into  elBfect.     In  truth,  it  is  nothing  better  than 
aa  instraction  given  by  the  patentee  to  workmen,  in  the  par- 
ticular trade  or  business  to  which  the  patent  may  refer,  to 
enable  them  to  exercise  the  invention ;  it  is  generally  addressed 
to  scientific  persons.     l^Alderson^  B. :   You  are  proposing  to 
P*^    leave  to  the  jury  the  construction  of  that  which  really  limits  the 
^      amount  of  tiie  right  of  the  patentee  as  regards  all  subsequent 
inventions.    To  what  an  extravagant  length  that  goes.]      [Lord 
Abinger,  C.  B. :  The  question,  whether  a  patent  is  so  worded  as  Some  questions 
^^     that  a  person  of  ordinary  knowledge  will  understand  it  and  work  ^^  ^^wihT 
*^     by  it,  is  for  the  jury.     Then  the  jury  find  the  meaning  of  the  jury,  and  others 
^^     words,  and  what  persons  may  understand  by  them ;  but  suppose  ^^    ^  ^°" 
^     a  question  to  arise  upon  a  specification,  whether  a  man  has 
f*/'     taken  out  a  patent  for  a  principle  or  an  invention — who  is  to 
^     construe   that  ?     The  jury  ?     Suppose   a  workman   says,  the 
moment  I  see  what  the  invention  is  (a  new  one),  I  know  how 
K^     to  apply  it,  but  all  the  instructions  I  do  not  follow,  still  I 
*^     understand  perfectly  how  to  do  it;  it  would  not  deceive  me, 
i^     because  I  should  know  he  had  made  a  mistake  in  every  sen- 
*'      tence;  it  would  not,  therefore,  be  by  following  the  instructions 
i'      that  he  would  make  the  invention,  it  woidd  be  his  own  know- 
k      ledge,  science,  and  experience,  that  would  tell  him  what  to  do.] 
c^      However  that  may  be,  there  is  a  distinction  between  considering 
the  whole  specification,  and  taking  any  particular  sentence,  in 
order  to  determine  the  meaning  of  that  sentence.     Now,  there 
may  be  some  sentences  in  a  specification  which  it  might  be 
proper  for  the  court  to  construe ;  but  surely  there  may  also  be 
some  sentences  in  a  specification  which  it  would  be  peculiarly 
the  province  of  ajury  to  construe ;  words — ^words  of  art,  words 
of  commerce,  ^rds  which  are  used  in  some  sense  different 
from  their  ordinary  sense;   those  are  for  the  jury,  and  the 
jory  only,  to  construe  as  matters  of  fact.     The  present  case 
is   something   between    the    two — ^it  is    something    between 
putting  a  legal  construction  upon  the  whole  specification  as 
one  instrument,  or  even  on  any  particular  branch  of  the  spe- 
cification, and  the  putting  by  the  jury  a  construction  upon 
a  particular  expression.     This  is  a  sentence  in.  the  specifica- 
tion, and  not  a  sentence  in  that  part  of  the  specification  which 
proceeds  to  define  the  rights  of  the  patentee  or  the  extent  of  his 
invention,  but  it  is  a  part  of  a  mere  direction  to  a  workman  to 
do  the  work ;  he  may  be  supposed  to  be  speaking  to  a  workman 
not  at  all  about  the  extent  of  his  own  rights  under  the  patent, 
but  merely  to  be  informing  the  workman  as  to  the  size,  the 
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KtUy,  in  mp.  shape,  the  metal  of  a  vessel,  which  is  to  be  made  as  part  of  tihe 
^^eXndt^tW  naacliu^cry.  Now,  I  cannot  say  that  I  see  any  evidence,  or  any 
the  fUaint'^i.  Usurpation  of  the  functions  of  the  court  in  saying,  that  where  a 
man  is  giving  directions  to  a  workman  in  a  particular  trade  or 
manufacture  to  construct  a  particular  vessel,  and  those  directions 
relate  to  the  material,  that  is  the  metal,  and  the  size,  and  the 
form,  and  the  shape,  that  it  may  be  for  a  jury  to  give  a  meaning 
to  those  directions*  Suppose  a  person  had  been  examined  as  to 
whether  certain  directions  given  by  an  engineer  to  a  manu- 
facturer for  the  making  of  a  boiler,  or  of  a  pipe,  were  sufficient 
to  have  enabled  the  manufacturer  to  have  constructed  a  par- 
ticular instrument,  and  those  instructions  as  to  the  size,  and  the 
shape,  and  the  material  of  which  the  boiler  was  to  be  composed, 
were  set  forth  in  special  pleading,  would  it  be  a  question  for  a 
jury  what  was  the  meaning  of  those  instructions  ?  I  apprehend 
that  it  would.  The  court  cannot  be  supposed  to  know  any 
thing  about  the  shape  and  size  of  boilers,  or  of  the  shape  of 
vessels  for  heating  air.  The  jury,  by  means  of  evidence,  would 
know  whether  a  particular  direction  for  making  a  vessel  to  heat 
air  had  a  particular  meaning  or  not ;  therefore,  my  lords,  this 
really  does  seem  to  me  to  range  itself  within  the  admitted  prin- 
ciple, that  the  jury  are  to  put  a  construction  on  words,  and  that 
which  your  lordships  have  laid  down,  of  leaving  the  construction 
of  written  instruments  to  the  court.  Conceding  that,  this  is 
something  between  the  two :  here  is  a  direction  given  by  an 
engineer,  or  a  man  of  science,  to  an  ordinary  workman  to  con- 
struct a  vessel  for  heating  air — ^he  tells  him,  first  of  all,  some- 
thing about  the  metal  or  material  of  which  it  may  be  made,  and 
then  he  says,  the  form  or  shape  of  the  vessel  is  immaterial  to 
the  object  you  have  in  view,  and  that  it  may  be  adapted  to  local 
circumstances.  [Lord  Abinger,  C.B. :  You  think  the  meaning 
of  the  word  "  eflFect'^  there  is  to  be  construed  by  the  jury.  That 
is  precisely  a  case  in  which  the  meaning  of  the  words  should  be 
construed  by  the  judge.  If  the  words  be  ambiguous,  in  one 
sense  to  support,  and  the  other  to  destroy  it,  I  should  say  that 
this  is  to  be  contended  in  support  of  the  patent;  but  the 
meaning  of  the  word  '^eflfect'^  is  for  the  judge  to  determine,  and 
not  the  jury.  Whether  the  word  "  effect"  means  the  effect  in 
the  hot  air,  or  the  effect  on  the  blast,  is  a  matter  of  construction 
entirely.]  [Parke^  B. :  Assuming  the  construction  I  inclined 
to  at  the  trial  to  be  correct,  I  wish  for  some  information  by 
cases,  whether  it  is  competent  to  arrest  that  by  the  evidence  of 
scientific  men,  supposing  there  is  an  error.]  I  have  not  been 
able  to  find  any  authority  in  which  it  has  been  directly  and  dis- 
tinctly held,  that  a  clear  and  manifest  inaccuracy  would  not 
vitiate  the  specification.  Neither  do  I  find  any  authority  for 
saying,  that  an  inaccuracy  which  would  not  mislead  would  vitiate 
the  specification.     I  do  not  think  that  it  would  be  safe  to  act 
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tqxm  extreme  caiaea,  because  undoubtedly  one  may  put  a  case  of  ^n  theExeiuquer 
some  very  valuable  discovery,  but  which  was  to  be  carried  into  *'  ^^' 
effect  by  some  known  machinery,  in  which  the  machinery  would 
be  comparatively  immaterial,  and  in  which  there  might  be  such 
a  series  of  blunders  and  inaccuracies  in  the  specification  as  to 
contain,  in  fact,  firom  the  beginning  to  the  end,  an  untrue  state- 
ment of  the  modus  operandi,  and  yet  there  might  be  workmen 
brought  before  the  jury  who  would  say,  we  imderstand  this 
¥0ik  so  well  that  we  should  not  be  misled  by  it.  But  the 
question  is,  whether  any  inaccuracy  of  language-^the  inaccurate 
lae  of  a  single  word,  "effect' — ^it  is  here  of  the  word  effect — ^which 
▼in  not  mislead  any  body,  which  will  not  mislead  the  manu- 
facturer of  a  blowing  apparatus — [Lord  Abinger,  C.B. :  Nobody 
sap  that  a  mere  inaccurate  use  of  words,  which  words  are  often 
used,  if  they  are  explained  by  the  context,  will  necessarily  avoid 
the  patent]  I  do  not  know  what  more  this  is.  [Aldersony  B.: 
There  was  a  remarkable  instance,  which  we  mentioned  in  the 
former  part  of  the  argument,  where  the  French  word  *^  vice^'  was 
used.]  That  was  the  case  of  Bloxam  v.  Elsee.  The  French 
word  "vice*^  meaning  a  screw;  the  English  word  meaning 
something  very  different ;  yet  the  word  ^^  vice^'  was  used,  and  in 
an  English  specification.  [Lord  Abtngevy  C.  B. :  Yes,  and  the 
context  showed  what  it  meant.]  [AldersoUy  B. :  I  think  that  a 
picture,  which  was  annexed  to  the  patent,  showed  that  it  was  a 
screw.]  These  cases  go  to  this  extent,  to  show  that  an  inac- 
curacy in  the  use  of  an  expression,  or  perhaps  of  several  ex- 
pressions, if  looking  at  the  whole  instrument  together  would 
not  mislead  any  ordinary  competent  workman,  they  would  not 
avoid  the  specification.  It  seems  to  me,  that  if  this  construc- 
tion is  put  on  the  word  ^'effect,*'  it  could  mislead  nobody. 
But  I  rest  this  case  mainly  on  the  ground,Jthat  at  least  one 
meaning  may  be  put  on  it — namely,  that  for  which  we  contend, 
and  that  your  lordships  will  give  it  that  meaning  which  is  cal- 
culated to  sustain  the  patent.  And  I  further  contend,  that  this 
is  not  doubtful ;  that  fairly  and  reasonably  looking  at  the  whole 
of  the  specification,  the  word  ^'  effect^^  means  the  object  to  be 
sttamed  by  the  patent,  and  does  not  mean  any  particular  effect, 
or  any  particular  part  of  the  operation.  On  these  grounds  I 
submit,  that,  looking  to  the  specification  itself,  and  taking  the 
findmg  of  the  jury,  there  is  no  substantial  objection  to  the  speci- 
fication, and  that  the  plaintiff  is  entitled  to  enter  a  verdict  on 
the  issue  in  question.  Cur.  adv.  vult. 


Parke,  B.  :  In  this  case  of  Neilson  and  Harford,  at  the  Judgment. 
request  of  my  Lord  Abinger,  I  proceed  to  deUver  his  lordship^s  '^"°®  ^^'  '®**' 
jtidgment,  and  that  of  the  rest  of  the  court  on  this  question. 

We  have,  after  much  consideration,  and  not  without  some 
doubt  and  hesitation,  arrived  at  the  conclusion  that  the  present 

3  B 
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Judgment.        rule,  obtained  by  Sir  William  Follett,  for  entering  the  verdiot 
for  the  plaintiff  on  the  fourth  issue,  should  be  made  absolute. 

Several  points  were  made  at  the  time  of  the  ai^ument,  ts 
which  we  propose  very  shortly  to  advert.    In  the  first  place,  k 
was  contended  that  the  objection  to  the  specification  on  whidi 
I  proceeded  at  the  trial,  was  not  sufficiently  raised  by  the  notice 
given  under  the  provisions  of  Lord  Brougham^s  act,  but  we  all 
think  it  was.    We  concur  in  the  opinion  of  the  Court  of  Com- 
mon Pleas,  in  the  cases  cited  by  Sir  William  Follett,  that  the 
act  must  be  construed  to  mean  that  a  mere  copy  of  the  pleas 
will  not  be  a  sufficient  compliance  with  its  provisions.    It  me 
Tbe  notice  of    passed  after  the  new  roles  had  required  the  several  defences  to 
tended^to*give    ^®  pleaded,  and  must,  therefore,  be  considered  as  having  in- 
the  piuDtiff      tended  to  give  to  a  plaintiff  some  additional  advantage  beyond 
tioa  than  the'    ^^^  information  which  the  record  would  give  him.     But  diat 
plea ;  ao  that  in  (Ji^  not  mean  to  say,  nor  do  we  think  the  Common  Fleas  meant 
rn^he  terms  of  ^  to  decide,  that  it  would  not  be  sufficient  in  some  cases  to  give 
^otbe^uffi'*'*  L  "^^^^  ^  ^®  terms  of  the  plea  itself;  the  objection  may  be  so 
completely  and  so  fully  expanded  on  the  record,  that  a  mere 
transcript  of  the  plea  itself  may  be  sufficient;  in  other  cases  the 
plea  may  be  so  general  in  its  language  as  to  be  insufficient  as  a 
notice,  if  transcribed  firom  the  plea  merely.    Each  case  must 
At  niu  pnuf'the  depend  on  its  peculiar  circumstances.     But  at  nisi  prim  we 
whethwThe"'    ^^^  ^^  ^^^7  question  for  the  judge  is,  whether  the  language 
terms  of  the       of  the  notice  fairly  includes  the  objection  taken.     If  the  notice 
clud*th"o^°"  ^^  ^o  general,  a  previous  application  must  be  made  to  the 
jection  taken,    court  or  a  judge  at  chambers  for  redress.    Here  the  language 
of  the  notice  was  very  general,  and  we  think  it  included  the 
objection  relied  upon. 

Then  we  come  to  the  question  itself,  which  depends  on  tbe 
proper  construction  to  be  put  on  the  specification  itself.  It  was 
contended,  that  of  this  construction  the  jury  were  to  judge.  We 
Theconstrnc-  are  clearly  of  a  different  opinion.  The  construction  of  all 
ten* instruments  "^^^^^  instruments  belongs  to  the  court  alone,  whose  duty  it  is 
is  for  the  court,  to  construe  all  \iTitten  instruments,  as  soon  as  the  true  meaning 
the  wonk  and^  ^^  ^^  words  in  which  they  are  couched,  and  the  surrounding 
surrounding  cir-  circum stances,  if  any,  have  been  ascertained  by  the  jury;  and  it 
having  been  as-  ^  ^^  ^uty  of  the  jury  to  take  the  construction  from  the  court, 
ceruined  by  the  either  absolutely,  if  there  be  no  words  to  be  construed  as  words 
^"  ^*  of  art,  or  phrases  used  in  commerce,  and  the  surrounding  dr- 

cumstances  to  be  ascertained,  or  conditionally,  where  those 
words  or  circumstances  are  necessarily  referred  to  them.  Unless 
this  were  so,  there  would  be  no  certainty  in  the  law,  for  a  mis- 
construction by  the  court  is  the  proper  subject,  by  means  of  abill 
of  exceptions,  of  redress  in  a  court  of  error,  but  a  misconstruc- 
tion by  the  jury  cannot  be  set  right  at  all  effectually.  Then, 
taking  the  construction  of  this  specification  upon  ourselves,  as 
we  are  bound  to  do,  it  becomes  necessary  to  examine  what  the 
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nature  of  the  invention  is  which  the  plaintiff  has  disclosed  by  In  theExehe^uer 

this  instrament.    It  is  very  difficult  to  distinguish  it  from  the  ^'^'  ^®*^' 

specification  of  a  patent  for  a  principle,  and  this  at  first  oreated 

in  the  minds  of  some  of  the  court  much  difficulty ;  but  after 

fall  consideration^  we  think  that  the  plaintiff  does  not  merely 

daim  a  prindple,  but  a  machine  embodying  a  principle,  and  a 

TerfTsluable  one.    We  think  the  case  must  be  considered  as  if 

tiie  principle  being  well  known,  the  plaintiff  had  first  invented 

a  mode  of  applying  it  by  a  mechanical  apparatus  to  furnaces; 

and  his  invention  then  consists  in  this — ^by  interposing  a  recep- 

tade  for  heated  air  between  the  blowing  apparatus  and  the 

fomaoe.    In  this  receptacle  he  directs  the  air  to  be  heated  by 

the  application  of  heat  externally  to  the  receptacle,  and  thus  he 

aecomplishes  the  object  of  applpng  the  blast,  which  was  before 

of  cold  air,  in  a  heated  state  to  the  furnace. 

Now,  in  the  specification,  after  stating  that  the  air  heated  up 
to  red  heat  may  be  used,  but  that  it  is  not  necessary  to  go  so. 
far  to  produce  a  beneficial  effect,  he  proceeds  to  state  that  the 
sise  of  the  receptacle  will  depend  on  the  blast  necessary  for  the 
furnace,  and  gives  directions  as  to  that.  And  then  he  adds — 
'^the  shape  of  the  receptacle  is  immaterial  to  the  effect,  and 
may  be  adapted  to  local  circumstances.^^  It  is  this  part  of  the 
specification  which  has  raised  the  difficulty.  At  the  trial  I 
construed  this  passage  as  meaning,  that  the  shape  was  imma- 
terial to  the  degree  of  effect  in  heating  the  blast,  and  if  this 
were  so,  the  jury  having,  by  their  finding,  negatived  the  truth 
and  accuracy  of  this  statement,  the  specification  would  be  bad, 
as  containing  a  false  statement  in  a  material  circumstance,  of  a 
natore  that,  if  literally  acted  upon  by  a  competent  workman, 
would  mislead  him,  and  cause  the  experiment  to  fail. 

Nor  do  we  think  that  the  point  contended  for  by  Sir  William 
FoUett,  that  if  a  man  acquainted  well  vrith  the  process  of  heating 
air  were  employed,  this  misstatement  would  not  mislead  him, 
wonld  at  all  relieve  the  plaintiffs  from  the  difficulty;  for  this  would 
be  to  support  the  specification  by  a  fresh  invention  and  correc- 
tion by  a  scientific  person ;  and  no  authority  can  be  found  that 
in  such  a  case  a  specification  would  be  good.  To  be  valid,  we 
think  it  should  be  such  as,  if  fairly  followed  out  by  a  competent 
workman,  without  invention  or  addition,  would  produce  the  ma- 
dune  for  which  the  patent  is  taken  out,  and  that  such  machine 
so  constructed  must  be  one  beneficial  to  the  public.  If  therefore 
we  had  thought,  on  consideration,  that  the  construction  which  I 
ptit  on  this  clause  of  the  specification  was  the  true  one,  we  should 
have  concluded  that  the  patent  was  bad,  and  we  should  have 
thought  that  the  verdict  should  remain  as  found  by  the  jury  on. 
the  fourth  issue. 

But  my  lord  and  my  brothers,  after  considerable  hesitation, 
w*  of  opinion,  that  a  construction  may  reasonably  be  put  upon 
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Judgment.  this  clause  which  will  support  the  patent ;  and  though  I  mygelf 
still  entertain  great  doubt  whether  such  is  the  true  constmction, 
I  am  not  prepared  to  say  that  it  is  not,  and  I  am  yery  glad,  that 
in  so  meritorious  an  invention  as  this  is  admitted  to  be,  in  this 
view  of  the  case,  the  inventor  will  not  be  deprived  of  his  reward. 

The  word  ^^  effect '^  occurs  four  times  in  the  specificatioD; 
and  it  is  a  just  rule  of  construction  to  judge  of  the  meaning  of  & 
particular  phrase  by  taking  the  whole  instrument  together.  In 
the  first  sentence,  the  patentee,  speaking  of  the  temperatore 
being  as  high  as  that  of  ^*  red  heat,"  adds,  that  *^  so  high  a  tempe- 
rature is  not  absolutely  necessary  to  produce  a  beneficial  effect" 
Then  he  adds,  that  the  receptacle  "  may  be  made  of  iron,  but 
as  the  effect  does  not  depend  upon  the  nature  of  the  material, 
other  metals  or  convenient  materials  may  be  used."  Here  he 
cannot  mean  that  all  metals  or  convenient  materials  will  equally 
be  heated  by  application  of  external  fire;  for  some  heat  more 
easily,  others  more  slowly ;  but  he  means  that  the  quality  of  the 
heated  air,  whether  heated  in  an  iron  vessel  or  any  other  (if 
heated  at  a  proper  temperature),  will  not  materially  alter  the 
beneficial  effect  on  the  furnace  to  which  it  is  applied.  ^^  Effect" 
here,  then,  is  equivalent  to  a  beneficial  effect;  and  the  passage 
is  this — ^^  but  as  the  effect'^  to  be  a  beneficial  effect  "  does  not 
depend  on  the  nature  of  the  material,'^  and  so  forth.  The  same 
is,  we  think,  obviously  the  meaning  of  the  word  "  effect'*  in  the 
concluding  sentence  of  the  specification.  The  manner  of  apply- 
ing the  heat  to  the  air  vessel  is,  however,  immaterial  to  the 
effect,  if  it  be  kept  at  a  proper  temperature :  in  other  words,  the 
effect  will  be  a  beneficial  effect  on  the  furnace,  whatever  be  the 
manner  in  which  you  apply  heat  to  the  air  vessel,  provided  only 
that  you  so  apply  it  as  to  raise  its  temperature  sufficiently. 

Then,  if  so,  it  is  not  unreasonable,  we  think,  to  construe  the 
word  *'  effect,'*  in  the  sentence  on  which  this  question  turns,  in 
a  similar  manner,  and  to  hold  it  to  mean  an  assertion  by  die 
patentee,  that  though  the  size  of  the  vessel  must  be  regulated  as 
directed,  yet  the  shape  of  the  air  vessel  is  immaterial  to  the 
effect ;  that  is  to  say,  any  shape  will  produce  a  beneficial  effect, 
and  may  be  adapted  to  the  local  circumstances.  Now,  if  this  be 
so,  still  it  casts  upon  him  the  necessity  of  proving  to  the  satis- 
faction of  the  jury,  that  any  shape  in  which  the  air  vessel  could 
reasonably  be  expected  to  be  made  by  a  competent  workman 
would  produce  a  beneficial  effect,  and  be  a  valuable  discovery. 
On  the  present  occasion  we  are  bound,  as  to  this  point,  by  the 
finding  of  the  jury,  who  have  arrived  at  this  conclusion  of  fact; 
and  if  they  are  right,  we  think  the  verditt  was  not  correctly 
entered  for  the  defendant  on  this  fourth  issue,  but  that  it  should 
have  been  entered  for  the  plaintiff.  The  rule,  therefore,  must 
be  absolute. 

There  is  another  point,  which  I  need  only  notice  shortly,  which 
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was  made  by  the  Attorney  General^  as  to  the  title  of  the  patent.  intheEseh§^uer 
He  contended  that  the  title  of  the  patent  was  itself  defective,  ^'  ^-  ^®^*" 
and  did  not  agree  with  the  invention ;  and  he  insisted  also  that 
It  was  competent  to  raise  that  objection  upon  the  issue  raised 
upon  the  fourth  plea — and  probably  it  was.  But  we  have  already 
intimated,  in  the  course  of  the  ai^ument,  that  we  thought  that 
that  objection  was  not  well  founded.    The  title  of  the  patent  is 
for  the  ^^  improved  application  of  air/'     Though  that  is  am-  An  ambignous 
biguous,  it  is  suflSciently  explained  by  the  specification,  and  is  ^y  the  specifica^ 
not  at  variance  with  it,  as  was  the  case  in  the  King  v.  Wheeler,  tion  wiliDot 
Therefore  we  think  the  verdict  on  the  fourth  plea  must  be  entered  ^'^*'*' 
for  the  plaintiff. 

Rule  absolute. 


Cor.  Lord  Ltfndhurst,  L.  C. 

The  Lord  Chancellor  Lyndhurst  :  This  was  a  motion  to  re-  Jn  Chancery. 
TiTe  an  injunction.  The  injunction  had  been  dissolved  by  the  late  ^'.     * 
chancellor,  the  defendants  undertaking  to  keep  an  account,  and  it^vnction. 
the  plaintiffs  either  to  bring  or  to  proceed  in  an  action  at  law,  for  injunction  re- 
the  purpose  of  trying  the  validity  of  the  patent.    The  action  has  ^^^^^"^^^l 
since  been  tried,  and  judgment  has  been  entered  up  in  the  Court  judgment  in  an 
of  Exchequer.    It  is,  under  these  circumstances,  almost  a  matter  '^^**"  **  ^^^' 
of  course  that  the  injunction  should  be  allowed. 

On  the  part  of  the  defendants  it  has  been  stated,  that  the 
learned  judge  who  tried  the  cause,  and  who  was  one  of  the  judges 
of  the  court  where  the  question  was  finally  decided,  dissented 
from  the  opinion  of  the  rest  of  the  court;  and  it  is  also  stated, 
on  the  part  of  the  defendants,  that  from  the  course  which  the 
proceedings  took,  they  were  deprived  of  their  right  of  bringing  a 
writ  of  error. 

I  have,  in  consequence  of  these  objections,  thought  it  my 
duty  to  read  the  report  of  the  trial,  and  of  the  proceedings  in  the 
Court  of  Exchequer.  I  do  not  find  that  the  learned  judge,  to 
whom  reference  was  made,  did  dissent  from  the  opinion  of  the 
lest  of  the  court.  He  said,  undoubtedly,  that  it  was  a  question 
of  nicety,  and  he  entertained  great  doubts  with  respect  to  the 
question ;  but  he  himself  delivered  the  judgment  of  the  court, 
and  said,  in  the  course  of  delivering  that  judgment,  that  he  could 
not  say  that  the  construction  put  by  the  court  upon  the  speci- 
fication was  wrong. 

With  respect  to  'the  other  objection  that  was  made,  namely, 
that  the  defendants  were  deprived,  by  the  course  of  proceeding, 
of  bringing  a  writ  of  error,  the  facts  of  the  case  appear  to  be 
these.  Towards  the  conclusion  of  the  trial,  the  learned  judge 
ao^ested  as  the  proper  course  to  be  pursued,  that  the  facts 
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MothttU  revive  shoold  be  Stated  in  the  shape  of  a  special  case^  or  that  they 
tttjunction.  should  be  put  upon  the  record,  in  order  that  the  case  might  go, 
if  necessary,  to  the  last  resort.  The  counsel  for  the  plaintifiis  as- 
sented to  this ;  at  least  he  assented  to  have  the  facts  stated  in  the 
shape  of  a  special  case,  with  a  view  to  its  being  afterwards  tamed 
into  a  special  verdict,  in  order  that  the  question  might  be  upon 
the  record.  The  counsel,  however,  for  the  defendants,  the  late 
Attorney  General,  finding  the  opinion  of  the  learned  judge  with 
him,  thought  that  a  different  course  would  be  most  advantageous 
for  his  client,  and  he  adopted  it.  He  insisted  that  the  vadict 
should  be  entered  on  the  issues ;  and  I  think  in  pursuing  that 
course,  he  waived  any  further  right  to  a  writ  of  error,  and  made 
his.  election  to  abide  by  the  decision  of  the  Court  of  Exchequer. 
Under  such  circumstances,  I  do  not  think  it  reasonable,  the  de- 
cision of  the  court  being  against  him,  that  he  should  now  turn 
round,  and  say,  that  I  ought  to  have  the  advantage  of  the  other 
course  of  proceeding  at  the  expense  of  the  plaintiffs. 

I  am  the  less  disposed  to  depart  from  the  usual  course  in  cases 
of  this  kind,  after  having  attentively  considered  the  judgment  of 
the  court  as  compared  with  the  specification. .  I  think  the  con- 
struction put  upon  the  spedfication  is  a  reasonable  construction. 
The  whole  question  turns  upon  the  meaning  of  the  word  ^^  effect^' 
in  the  specification,  as  to  the  sense  in  which  that  word  was  used 
by  the  patentee ;  and  I  think,  adverting  to  the  other  parts  of  the 
specification,  that  the  construction  put  upon  it  by  the  Court  of 
Exchequer  is  a  reasonable  and  proper  construction;  and  I  think; 
adverting  to  the  last  clause  of  the  specification,  that  that  must 
be  the  meaning  of  the  word  effect  in  that  clause;  and  that,  there- 
fore, it  would  be  difficult,  consistently  with  the  rules  of  law,  by 
which  an  instrument  must  be  construed,  taking  it  altogether,  to 
have  put  another  construction  on  the  instrument. 

An  objection  was  taken,  arising  out  of  the  form  of  pleadings 
by  Mr.  Roupell ;  but  it  does  not  appear  to  me  that  there  is  any 
validity  in  that  objection.  The  case  is  of  this  description.  The 
plaintiffs  allowed  the  defendants  to  use  the  patent,  by  way  of  trial, 
for  a  certain  period.  They  did  use  it  for  that  period,  and  kept 
an  account,  and  rendered  that  .account.  They  were  allowed  to 
make  this  trial  with  a  view  afterwards  of  taking  a  license,  and 
paying,  if  they  thought  proper,  a  certain  allowance  for  using 
the  patent.  They  did  not  take  the  license.  They  afterwards 
continued  to  use  it.  They  refused  to  render  any  further  account, 
in  consequence  of  which  notice  was  given  to  them  to  discon- 
tinue using  the  patent ;  and  after  that  notice  was  served  upon 
them,  it  was  clear,  if  they  continued  the  use  of  the  patent,  and 
they  did,  they  would  be  liable  to  an  action,  and  liable  also  to  a 
proceeding  in  this  court,  and  an  injunction.  For  these  reasons, 
I  am  of  opinion  that  this  injunction  ought  to  be  allowed. 

Injunction  revived. 
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Letters  patent,  28th  Sept.  1836  (7  W,  4),  to  George  Crane,  for  thu. 
^  an  improvement  in  the  manufacture  of  iron/^ 

I,  the  said  George  Crane,  do  hereby  declare  the  nature  of  my  Speeifieaiwm. 
imrention^  and  the  manner  in  which  the  same  is  to  be  performed, 
aie  fiilly  described  and  ascertained  in  and  by  the  following  state- 
ment thereof,  that  is  to  say:  According  to  the  ordinary  practice 
of  obtaining  iron  from  iron  stone,  mine,  or  ore,  in  this  country, 
the  iron  stone,  mine,  or  ore,  either  calcined,  or  in  the  raw  state, 
aoGording  to  its  respectiye  qualities,  is  put  into  suitable  fur- 
naces with  coke,  produced  from  bituminous  coal,  formerly 
called  pit  coal,  in  contradistinction  to  charcoal  produced  from 
wood,  which  was  the  fuel  employed  in  this  country  previous  to 
the  introduction  of  pit  coal  in  the  smelting  and  manufacture  of 
iron.  Now  as  there  are  districts  in  which  are  to  be  found  large 
quantities  of  iron  stone,  mine,  or  ore,  in  the  immediate  neigh- 
booifaood  of  what  is  known  as  stone  coal,  or  anthracite  coal,  it 
I  has  long  been  considered  as  a  desirable  object  to  employ  such 
r  coal  for  the  smelting  and  manufacture  of  iron,  and  although 
^  attempts  have  been  made  to  apply  such  description  of  coal  in 
^  the  smelting  and  manufacture  of  iron,  the  same  have  failed  and 
'  have  been  abandoned.  In  addition  to  such  advantages  to  be 
obtabed  from  the  using  of  anthracite,  or  stone  coal,  in  the  dis- 
tricts where  such  coal  is  found,  together  with  iron  stone,  mine, 
or  ore,  from  the  practice  I  have  had,  I  am  induced  to  believe 
such  coal,  from  its  properties,  will  be  found  to  produce  a  quality 
of  iron  more  nearly  resembling  iron  obtained  by  the  aid  of 
vegetable  charcoal.  Now,  the  object  of  my  invention  is,  the 
application  of  such  anthracite,  or  stone  coal,  combined  with  a 
hot  air  blast  in  the  smelting  or  manufacture  of  iron  from  iron 
stone,  mine^  or  ore.  And  in  order  to  give  the  best  informa- 
tion in  my  power  for  enabling  a  workman  to  carry  out  my 
invention,  I  will  describe  the  process  or  means  pursued  by 
me,  and  in  doing  so,  I  will  suppose  the  furnace  of  an  ordinary 
construction  to  be  in  blast,  and  that  the  machinery  and  appara- 
tus are  adapted  for  the  application  of  hot  air  blast,  as  is  well 
understood  and  extensively  applied  in  many  places  where  the 
ordinary  fuel  (coke  of  bituminous  coal,  or  the  coal  in  a  raw 
state)  is  employed  in  the  manufacture  of  iron  from  iron  stone, 
mine,  or  ore,  and  I  have  found  that  a  furnace  having  suitable 
apparatus  for  heating  the  blast  to  about  600"  of  Fahrenheit  a 
good  arrangement  for  carrying  out  my  invention;  though  so  high 
a  degree  of  temperature  is  not  indispensably  necessary,  but  I 
believe  preferable.  In  charging  such  a  furnace,  I  throw  in 
about  three  hundred  weight  of  anthracite,  or   stone   coal,  or 
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Specifieatum.  culm,  to  each  fire  hundred  weight  of  calcined  argillaceous  iron 
stone,  with  a  proper  quantity  of  flux,  as  if  working  with  the 
coke  of  bituminous  coal;  such  charging  of  the  furnace,  and  the 
general  working,  with  the  exception  of  the. using  of  anthracite, 
or  stone  coal,  is  to  be  pursued  as  if  working  with  coke  of 
bituminous  coal ;  and  I  would  remark  that  the  quantities  above 
given  are  such  as  I  have  hitherto  employed  in  making  the  best 
qualities  of  pig  iron^  viz.  No.  1,  or  No.  2,  at  my  works,  from 
the  anthracite,  stone  coal^  or  culm^  found  in  the  neighbourhood 
of  the  Yniscedwyn  Iron  Works ;  but  those  quantities  may  be 
varied  according  to  local  circumstances^  and  the  refractory 
nature  of  the  iron  stone^  mine,  or  ore,  or  otherwise,  to  be 
reduced,  and  the  quality  of  iron  desired  to  be  obtained^  as  is  the 
case  in  ordinary  working,  and  at  the  judgment  and  discretion 
of  the  manager,  as  heretofore :  and  I  would  remark  that  the 
anthracite,  or  stone  coal,  or  culm,  may  be  coked  in  like  maimer 
to  bituminous  coal,  before  charging  the  furnace;  but  from  my 
experience  I  have  not  (so  feur  as  my  practice  goes  in  working 
with  the  coal  obtained  in  my  neighbourhood)  found  that  such 
coking  is  necessary,  or  that  a  more  advantageous  result  is  ob- 
tained than  in  applying  the  anthracite,  or  stone  coal^  directly 
from  the  mine.  And  it  is  desirable  to  observe  I  have  found  it 
of  advantage  that  the  blast  of  hot  air  should  be  as  firee  and  un- 
impeded as  possible^  and  from  that  account  I  have  hitherto  used 
only  anthracite^  or  stone  coal,  the  smaller  parts  of  which  would 
not  pass  through  a  sieve  of  an  inch  mesh,  but  where  the  piUar 
or  volume  of  blast  is  considerable,  say  two  pounds  and  upwards 
on  the  square  inch,  this  precaution  is  not  necessary. 

Claim.  Having  thus  described  the  nature  of  my  invention,  and  the 

manner  of  carrying  the  same  into  effect,  I  would  have  it  under- 
stood, that  I  do  not  claim  the  using  of  a  hot  air  blast  separately 
in  the  smelting  and  manufacture  of  iron  as  of  my  invention, 
when  uncombined  with  the  application  of  anthracite,  or  stone 
coal^  and  culm ;  nor  do  I  claim  the  application  of  anthracite, 
or  stone  coal,  in  the  manufacture  or  smelting  of  iron,  when 
uncombined  with  the  using  of  hot  air  blast.  But  what  I  do 
claim  as  my  invention  is,  the  application  of  anthracite,  or  stone 
coal,  and  culm^  combined  with  the  using  of  hot  air  blast  in  the 
smelting  and  manufacture  of  iron,  from  iron  stone^  mine,  or 
ore,  as  above  described.    In  witness,  &c.  (a) 


(a)  The  epochs  in  the  history  of  the  manufac- 
ture of  iron,  of  which  the  above  invention  con. 
stitntea  one,  have  already  been  briefly  noticed, 
ante  16,  n.  The  following  inventions,  relating  to 
the  use  of  anthracite,  are  referred  to  in  the  subse- 
quent legal  proceedings,  as  showing  the  previous 
attempts  to  apply  that  fuel  in  the  manufacture  of 
iron. 

Letters  patent,  23d  June.  n04  (44  G.  3),  to 


Edward  Martin,  "for  making  of  pig  and  casintw 
of  every  description  from  iron  stone,  iron  iniac» 
and  iron  ore,  and  of  remeltinff,  preparing,  snd  re^ 
fining  of  pig  and  cast  iron  oi  every  sort,  sad  for 
the  making  of  such  pig  and  cast  iron  into  wrought 
or  bar  iron,  by  using  raw  stone  coal  and  culm,  to 
be  worked  and  made  by  blast." 

5/wi/?coti<m.— -I,  the  said  Edward  Martin,  do 
hereby  describe  and  ascertain  the  nature  of  mj 
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Cranb  v.  Price  &  Others. 
Cor.  Sir  N.  C.  Thuial,  C.  J.     Feb.  11  &  12, 1840. 

The  declaration  assigned  as  breaches,  that  the  defendants  did  Deciaratk 
smelt,  manu&ctare,  and  make  iron,  on  the  said  improved  plan, 
and  in  imitation  of  the  said  invention  of  the  plaintiff,  and  did 
Tend  iron  so  smelted,  manufactured,  and  made.  That  tjie  de- 
fendants did  use  and  put  in  practice  the  said  invention,  by 
smelting,  manufacturing,  and  making  iron,  in  imitation  of  the 
said  invention.  That  the  defendants  did  counterfeit,  imitate, 
and  resemble  the  said  invention,  and  did  make  colourable  addi- 
tions thereto,  and  subtractions  therefrom.  That  the  defendants 
did  smelt,  manufacture,  and  make  iron,  with  certain  improve- 
ments in  the  process  of  such  smelting,  which  were  intended  to 
imitate  and  resemble,  and  did  imitate  and  resemble,  the  said 
improvement  of  the  plaintiff. 

Tie  defendants  pleaded — 1.  Not  guilty.     2.  That  the  plain-  Pleas, 


■id  iBfeiitioii,  and  the  manner  in  which  the  same 
B  to  be  performed,  and  the  method  i  use  to  make  ^ 
tfooe  oou  and  cnlm  to  stand  the  blast,  as  follows, 
tbt  is  to  saj : — ^To  light  the  fire  in  the  furnace 
haj  or  hearth,  with  free  burning  wood,  and  as 
BOB  ai  the  wood  is  sufficiently  ignited,  then  to 
Mi  OB  small  quantities  of  raw  stone  coal  or  culm, 
veeef  dost  (broken  into  the  size  of  a  common 
keo's  egg),  to  continue  to  feed  the  furnace  finery 
or  heimi  with  raw  stone  coal  or  culm,  till  it  is 
Quite  fidl  of  vivid  fire,  before  any  blast  is  intro- 
<nned,  then  (in  making  pig  or  cast  iron)  charge 
the  fsnace  in  the  common  way,  with  due  propor- 
lioBi  of  raw  stone  coal  or  culm,  clear  of  dust  (in- 
XMd  of  coke  or  charcoal),  with  iron  stone,  iron 
use,  or  iron  ore  and  limestone,  then  to  introduce 
tbe  bisst  in  a  very  gentle  manner  for  the  first 
tmdtt  boors,  then  to  increase  the  blast  gradually, 
iKj  ifter  day,  for  the  first  week  of  blowing,  till 
tkefanuce  is  sufficiently  hot  and  burthened,  and 
ihea  to  blow  to  any  extent  the  machinery  or  the 
^vuee  is  capable  of  bearing,  and  by  keeping  the 
famee  regularly  and  properly  fed  with  materials, 
«d  by  keying  up  a  sufficient  blast,  the  process 
will  be  complied*  And  in  remeltiuf ,  preparing, 
nd  refiaing,  of  pig  and  cast  iron  of  every  sort, 
*«1  for  making  such  pig  and  cast  iron  into 
^raogkt  or  bsr  iron,  the  foregoing  method  of 
Mttiqg  and  feeding  Uie  hearth  or  finery,  till  it  is 
nil  of  vivid  stone  coal  or  culm,  must  be  pursued 
^>&re  the  finery  or  hearth  is  charged  with  metal, 
cr  tbe  blast  introduced ;  then  by  charging  with 
^^t^  and  feeding  the  finery  or  heanh  with  raw 
^<MW  coal  or  culm  (instead  of  coke  or  charcoal), 
^  by  introdncing  the  blast  in  the  common  way, 
tliewiihed-for  success  will  be  produced.     In  wit- 

BttS,&C. 

Christie  and  Harpnr*s  patent  (A.D.I  824),  "  for 
*>  improved  method  of  combining  and  applying 
cenaia  kinds  of  fuel." 

3  C 


The  specification,  dated  Au|[ust  28,  1824,  de- 
scribes the  invention  to  consist  in  combining  and 
applying  for  the  general  purposes  of  fuel  the 
common  bituminous  coal  with  stone  coal,  culm, 
or  anthracite,  in  proportions  varying  from  one- 
fifth  to  one-tlidrd  bituminous  coal,  and  the  remain- 
der stone  coal,  culm,  or  anthracite;  the  object 
being  to  use  only  so  much  of  the  bituminous  coal 
as  may  be  found  necessary  to  keep  up  fire  suiteble 
to  the  purpose  required,  without  producing  the 
nuisance  of  smoke.  "  Such  proportions  will  be 
found  to  vary  according  to  the  qualities  of  the 
coals,  which  vary  in  diffiirent  situations,  and  ac- 
cording as  the  stove  grate  or  furnace  in  use  has 
more  or  less  capacity  of  draft  or  windage;  but 
these  will  be  easily  ascertained  by  trial.  We 
have  generally  found  one-fourth  bituminous  coal 
to  be  a  good  proportion,  where  the  bars  of  the 
^rate  are  not  more  than  an  inch  wide  and  half  an 
inch  asunder.  The  stone  coal  may  be  either 
applied  in  the  usual  form  of  such  coal,  or  mixed 
with  the  small  or  culm  thereof,  in  proportions 
which  we  recommend  to  be  about  one-half,  such 
proportions,  however,  varying  as  before,  accord- 
ing to  the  draft  or  windage.  By  this  combina- 
tion the  heat  and  combustion  of  the  fire  are  easily 
kept  up,  and  the  fires  of  steam  engines  and  other 
large  stoves  and  furnaces  of  almost  every  sort 
may  be  maintained." 

Philip  Taylor's  (A. D.  1825),  "for  certwn  im- 
provements in  making  iron."  The  invention, 
among  other  things,  consisted  in  injecting  car- 
buretted  hydrogen  gas  into  the  furnace  in  which 
stone  coal  was  to  be  used,  so  as  to  supply  artifi. 
cially  that  gas,  the  absence  of  which  appeared  to 
constitute  a  material  difference  between  anthracite 
and  bituminous  coal. 

As  to  the  patents  of  Botfield,  Neilson,  and 
De  Vaux,  also  given  in  evidence,  and  referred  to, 
seeante274&275,  n. 
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tiflF  was  not  the  true  and  first  inventor.  3.  Setting  out  the 
specification,  and  averring  that  the  said  improvement  was  not  a 
new  manufacture,  invented  by  the  plaintiflF,  within  the  intent 
and  meaning  of  the  statute,  as  to  the  public  use  and  exercise 
thereof*  4.  That  the  nature  of  the  said  invention,  and  in  what 
manner  the  same  was  to  be  performed,  were  not  particularly 
described  by  the  said  specification.  5.  After  setting  forth  the 
specification  by  reference  to  the  third  plea,  and  the  proviso  in 
the  plaintifTs  letters  patent  against  their  interfering  with  any 
previous  grant  (i),  the  plea  stated  the  grant  of  letters  patent  to 
J.  B.  Neilson,  and  averred  that  the  hot  blast  was,  before  the 
plaintiff's  patent,  in  public  use  with  Neilson's  license  in  the 
smelting  of  iron,  and  was  the  hot  air  blast  in  the  specification 
mentioned  and  referred  to.  The  plea  then  averred  that  Neilson's 
patent  was  in  full  force,  and  that  the  plaintiff  could  not  use  the 
said  hot  air  blast  without  Neilson's  license,  and  that  he  obtained 
such  license  before  the  grant  of  his  patent;  and  averred  furtb», 
that  the  using  by  the  plaintiff  of  the  said  hot  air  blast,  as  in  the 
specification  mentioned,  was  a  using  and  imitating  of  Neilson  s 
invention,  whereby  plaintiff's  patent  was  void. 
BepUcatian  and  The  plaintiff  in  his  replication  took  issue  on  the  first,  second, 
rejoin  er,  third,  and  fourth  pleas ;  and  to  the  fifth  plea  replied,  setting  forth 
Neilson's  specification,  and  averring  that  the  said  invention,  as 
described  and  ascertained  in  the  said  specification  of  the  said 
Neilson,  was  not  and  is  not  the  same  as  the  said  hot  air  bUst, 
and  the  machinery  and  apparatus  adapted  for  the  application 
thereof,  mentioned  and  referred  to  in  the  plaintiff's  said  specifi- 
cation, as  then  being  well  understood  and  extensively  q)plied 
in,  &c. ;  nor  was  nor  is  the  using  by  the  plaintiff  of  the  said 
invention,  as  described  in  his  said  specification,  a  using  or 
imitating  of  the  invention  of  the  said  Neilson,  as  described  in 
his  said  specification,  contrary  to  the  form  and  effect  of  the  said 
*  proviso ;  which  averment  was  traversed  by  the  defendants  in 
their  rejoinder  (c). 
Notice  of  oi^ec'  The  following  notice  of  objections  was  delivered  with  the 
turns,  pleas: — 1.  That  the  alleged  invention  mentioned  in  the  decla- 

ration which  the  plaintiff  in  his  specification  claims,  and  alleges 
to  consist  in  the  application  of  anthracite  or  stone  coal  and  culm, 
combined  with  the  using  of  hot  air  blast  in  the  smelting  and 
manufacture  of  iron,  from  iron  stone,  mine,  or  ore,  is  not  a  new 

(6)  See  Law  and  Practice.     Pr.  F.,  XIII.,  n.  in  use  by  the  plaintiff  and  others,  was  an  infringe- 

m.,  and  po$t  397,  n.  t.  ment  on  Neilson's  patent,  assuming  the  fact  tbit 

(c)  The  plaintiff  having  replied  to  the  fifth  the  apparatus  described  in  his  specification  cM 

plea  instead  of  demurnng,  the  real  issue  was,  not  produce  the  degree  of  effect,  or  amoant  of 

whether  the  hot  air  blast  used  by  the  plaintiff  temperature,  necessary  for  the  plaintiff's  intcii- 

was  the  hot  air   blast   protected  by    Neilson's  tion.     These  pleadings  and  the  trial  were  ijrior 

patent.     The  pleadings  admit  that  the  plaintiff  to  the  decision  on  Neilson's  patent,  which  decided 

had  a  license  from  Neilson,  but  that  circumstance  such  improved  apparatus  to  bo  protected  by  bi* 

does  not  affect  the  real  question,  whether  the  im-  patent.     Ante  369. 
proved  apparatus  for  applying  the  hot  blast,  then 
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manufactare  within  the  meaning  of  the  statute  of  21  James  1,  H«  Vac«,  1840. 
€.  3,  8.  Gj  for  which  a  patent  can  be  granted,  but  only  using  at 
the  same  time  of  a  well-known  article — ^namely,  anthracite,  or 
stone  coal  or  culm — and  of  the  hot  air  blast  (the  latter  admitted 
in  the  plaintiff's  specification  to  be  then  well  known),  each 
separately  in  use  for  smelting  and  manufacturing  iron  before  the 
date  of  the  said  letters  patent.  2.  That  anthracite,  or  stone 
ooal  or  culm,  had  been  publicly  used  as  the  only  fuel  in  the 
smelting  and  manufacture  of  iron  by  Mr.  Thomas  Harper,  at 
fak  furnace  at  Abercrave,  in  the  county  of  Brecon,  and  had  been 
so  used,  mixed  with  other  fuel,  by  the  British  Iron  Company,  at 
their  works  at  Abarcrave  aforesaid,  and  at  the  Yniscedwin  Iron 
Works,  the  Landore  Iron  Works,  the  Millbrook  Iron  Works, 
and  the  Neath  Abbey  Iron  Works,  in  the  county  of  Glamorgan, 
hftott  the  date  of  the  said  letters  patent ;  and  the  alleged  in- 
vention of  the  plaintiff  is  only  the  use  o£  anthracite,  or  stone 
coal  w  culm,  with  hot  air  blast.  3.  That  the  using  of  hot  air 
blast  in  the  smelting  or  manufacture  of  iron  was  not  the  inven- 
tion of  the  phdntiff,  but  was  well  known  and  in  use  before  the 
grant  of  the  said  letters  patent  to  the  said  plaintiff,  as  admitted 
in  the  specification  thereof;  and  the  alleged  invention  of  the 
plaintiff  is  only  the  use  of  the  said  hot  air  blast  with  the  well- 
known  anthracite  stone  coal  or  culm ;  and  that  the  hot  air  blast 
was  used  in  the  smelting  and  manufacture  of  iron  prior  to  the 
aaid  letters  patent,  at  the  works  of  the  said  plaintiff,  called  the 
Yniscedwin  Iron  Works,  at  the,  &c.  (specifying  a  great  number 
of  other  works  and  places),  and  also  at  a  great  many  iron  works 
in  the  kingdom,  too  numerous  to  be  individually  specified. 
4.  That  the  alleged  invention  of  the  plaintiff  necessarily  involves 
Ac  use  of  another  invention,  which  was  patented  before  the 
date  of  the  plaintiff's  letters  patent — namely,  the  hot  air  blast 
of  J.  B.  Neilaon ;  and  that  the  application  thereof  to  anthracite 
or  stone  coal,  which  was  a  well-known  fuel,  was  an  application 
all  persons  were  and  are  at  liberty  to  make,  who  had  permission 
to  use  the  said  invention  of  the  said  J.  B.  Neilson.  5.  That 
the  exclusive  use  of  the  hot  air  blast  having  been  previously 
granted  to  J.  B.  Neilson  by  letters  patent,  the  subsequent  patent 
granted  to  the  plaintiff  for  the  same  invention  is  void.  6.  The 
asthracite,  or  stone  ooal  or  culm,  having  been  well  known  and  in 
nae  as  a  fuel  prior  to  the  said  plaintiff^s  patent,  the  application 
of  such  fiicl  to  the  smelting  or  manufacture  of  iron  by  well- 
Imown  methods,  is  not  a  new  manufacture  within  the  meaning 
of  the  statute.  7*  That  the  use  of  the  hot  air  blast,  described 
in  the  sidd  specification,  produces  substantially  only  the  same 
effect  when  the  anthracite,  or  stone  coal  or  culm,  is  used  as  fuel 
in  the  smelting  and  manufacture  of  iron,  as  when  any  other 
^d  of  coal  or  coke  is  used  for  the  same  purposes.  8.  That 
^  specification  is  defective,  inasmuch  as  it  does  not  describe 


380  crane's  patent. 

the  kind  of  furnace  to  which  the  alleged  invention  is  appUcable, 
and  it  is  not  applicable  to  all  kinds  of  furnaces.  9.  That  the  said 
specification  does  not  clearly  state  whether  or  not  it  is  intended 
to  apply  to  the  use  of  anthracite,  or  stone  coal  and  culm,  as  the 
only  fuel,  or  whether  it  is  intended  to  include  the  use  of  an- 
thracite, or  stone  coal  and  culm,  together  with  other  fuel. 
Sir  F.  Pollock  Sir  F.  Pollock  stated  the  plaintiff's  case.  Gentlemen  of  die 
far  the  plaintiff,  j^^ .  rjij^^  plaintiff  has  bccu  engaged  during  the  whole  of  his  life 
in  the  manufacture  of  iron,  by  smelting  it  from  the  ore.  His 
works  are  at  Yniscedwin,  in  South  Wales,  at  no  great  distance 
from  the  works  of  the  defendants  at  Neath  Abbey,  who  are  also 
manufacturers  of  iron.  The  plaintiff  is  the  discoverer  of  one  of 
the  most  important,  valuable,  and  useful  discoveries  that,  perhaps, 
(as  I  think  I  should  not  use  an  expression  too  strong  if  I  said) 
has  shed  lustre  on  modem  times,  and  modem  improvements,  and 
modem  intelligence  and  enterprise.  And,  perhaps,  in  the  whole 
history  of  the  manufactures  of  this  country,  future  days  will 
present  the  name  of  Mr.  Crane  on  the  same  level  with  those 
persons  who  have  advanced  the  prosperity  of  their  country  in 
the  most  eminent  degree. 

I  dare  say,  gentlemen,  you  are  all  of  you  aware,  in  a  general 
way,  of  the  nature  of  the  smelting  of  iron.  The  ore  of  the  iron 
is  first  roasted,  which  reduces  it  to  the  state  nearly  of  an  oxide 
of  iron,  mixed  with  earth.  It  is  then  smelted,  an  operation 
which  consists  of  exposing  it  to  the  action  of  some  carbonic  or 
charcoal  principle  at  a  very  high  temperature.  The  charcoal 
unites  with  the  oxygen^  which  makes  the  metal  an  oxide ;  and 
that  restores  the  metal,  or  rather  brings  it  into  what  is  called  its 
natural  state,  or  rather  its  pure  state,  as  the  regulus  of  the 
metal,  and  in  this  state  flows  down  to  the  lower  part  of  the  fur- 
nace ;  when  this  is  tapped  or  opened  it  flows  away,  constituting 
that  sort  of  iron,  in  its  first  state,  called  pig  iron  or  cast  iron, 
in  some  of  the  states  in  which  we  find  it.  Sometimes  it  flows  out 
at  once,  to  be  applied  to  useful  purposes,  by  running  into  moulds, 
and  is  immediately  employed  for  the  useful  purposes  of  life.  At 
other  times,  it  flows  into  the  shape  of  pig  iron^  which  is  after- 
wards submitted  to  other  processes,  in  order  to  bring  it  into  the 
character  of  wrought  iron. 

This  was  a  process  that,  in  former  times,  as  you  may  readOy 
suppose,' was  performed  chiefly  by  wood ;  that  is,  by  charcoal^or 
charred  wood.  The  volatile  parts  of  the  wood  were  driven  off 
by  great  heat ;  charcoal  was  formed,  and  then  the  charcoal  and 
the  iron  ore  were  exposed  to  heat  in  the  furnace,  an  operation 
which  is  called  smelting.  As  far  back  as  the  reign  of  James  the 
First,  the  woods  of  this  country  having  been  exhausted,  it  becanie 
of  great  importance  to  apply,  if  possible,  the  immense  quantities 
of  coal  that  were  ascertained  to  be  in  various  parts  of  this  king- 
dom^ and  to  apply  that  fuel  instead  of  charcoal^  which  by  that 
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time  had  become  very  dear.  The  Lord  Dudley,  whose  invention  Sir  F.  Pothek 
constitutes  an  exception  to  the  statute  of  monopolies,  passed  in-^*^  thepUUntiff. 
the  reign  of  James  I.,  under  which  all  patent  rights  that  are 
claimed  in  modem  times  are  claimed,  first  discovered  that  iron 
coold  be  manufactured  from  pit  coal  or  bituminous  coal.  Now, 
I  do  not  propose  to  occupy  you  in  any  detail  of  the  process 
which  he  adopted.  It  was  chiefly  by  the  application  of  a  blast, 
in  consequence  of  which  he  was  able  to  make  pit  coal  appli- 
cable to  the  purpose  of  manufacturing  iron.  For  many  years  the 
process  was  comparatively  imperfect,  but  it  was  very  important. 
Iron  was  made  in  this  country  in  great  abundance,  and  as  the 
process  of  Lord  Dudley  came  to  be  better  understood,  and  when 
the  vast  power  of  the  steam  engine  was  applied  to  increase 
the  blast  that  worked  the  furnaces,  greater  results  followed. 
F(v  many  years  the  iron  was  not  so  good  as  the  Swedish  iron, 
made,  firom  the  abundance  of  wood  in  that  country,  chiefly  or 
altogether  firom  charcoaL 

It  was  discovered  that  the  manufacture  could  be  considerably 
improved  in  various  ways.  The  practice  of  coking  the  coal 
was  suggested ;  that  was  a  great  improvement.  Some  other 
\  improvements  were  introduced,  by  which  it  was  supposed  that, 
I  for  many  purposes,  we  had  at  length  an  iron  which  was  equal  to 
j  Swedish  iron.  However,  some  years  ago  it  was  ascertained,  I 
may  say  a  great  many  years  ago,  that  there  were  large  fields  (I 
bardly  know  how  to  use  a  term  capacious  enough  to  give  you  a 
notion  of  the  immense  tracts  of  country),  which  in  South  Wales 
produce  a  particular  species  of  coal,  called  stone  coal,  or  an- 
thncite.  This  is  a  substance,  though  called  by  the  name  of 
coal,  that  differs  very  much  firom  the  ordinary  or  bituminous 
coal  that  you  are  accustomed  to  see  blazing  in  your  grates.  The 
common  coal,  firom  whatever  place  derived,  blazes  away  in  a 
cheerfid  fire,  and  breaks  up  readily;  but  the  anthracite,  or  stone 
coal,  differs  both  in  appearance,  structure,  and  character,  firom 
common  coal.  It  has  a  lustre  which  is  vitreous  and  almost  me- 
tallic: it  does  not  break  up  easily  into  pieces,  and  for  many 
P^ffposes  of  combustion  is  wholly  and  entirely  useless.  If  a 
r  piece  be  put  into  a  common  fire,  an  ordinary  kitchen  fire,  for  a 
\  considerable  time  it  would  give  the  impression  that  a  stone  had 
t  been  put  in ;  it  would  remain  dark  and  cold  apparently,  not  at 
^  contributing  to  the  combustion,  but  rather  impeding  the  fire. 
At  length,  if  the  heat  were  considerable,  it  would  itself  ignite, 
«nd  bum  very  slowly,  with  no  flame ;  and  if,  after  having  obtained 
by  great  care  and  artifice  a  fire,  well  burnt  up,  composed  chiefly 
<tf  this  coal,  the  blast  of  a  pair  of  bellows  be  applied  by  way  of 
'^^•Idng  it  bum  brighter,  which  of  course  you  would  do  with  an 
ordmary  fire,  the  fire  would  be  blown  out.  This  coal  has  been 
known  to  exist  for  centuries ;  it  was  known  to  be  of  no  use  for 
domestic  purposes ;  it  had  never  been  applied  to  any  of  the 
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Sir  F.  PoiUek  great  processes  of  smelting;  attention  had  been  called  to  it  in 
jortkeptamiif.  ^^y^^^g  yj^j^^  It  ^as  thought  that  there  must  be  some  mode 
by  which  so  plentiful  an  article,  and  apparently  so  tmnptbg 
and  so  promising  a  subject  for  the  philosopher  or  for  the  enter- 
prising manu&cturer,  could  be  brought  into  use.  You  will  find 
that  it  had  been  the  subject  of  much  consideration,  of  yarioos 
attempts,  and  some  patents ;  it  had  been  the  subject  of  even 
prizes ;  rewards  were  offered  for  the  purpose,  to  any  person  wbo 
could  make  use  of  it,  or  bring  it  to  bear  advantageously  in  tbe 
manufacture  of  iron.  But  until  the  time  tiiat  Mr.  Crane  first 
discovered,  that  provided  you  would  use  a  blast  previously  rsised 
to  a  temperature  of  about  600  degrees  of  Fahrenhdt — ^until  be 
had  discovered  that  which  was  the  subject  with  him  of  repeated 
experiments,  and  that  sort  of  expense  which  I  dare  say  you  are 
aware  of  when  the  subject  of  experiment  is  a  furnace  on  a  very 
large  scale — nothing  had  been  done  successfully;  but  Mr.Cnune 
having  distinctiy  ascertained  the  fact,  took  out  his  patent,  enrolled 
his  specification,  and  published  to  the  worid  that  which  he 
had  done. 

Gentiemen,  probably  there  has  very  rarely  been  a  discovery 
of  this  importance  and  magnitude,  the  full  value  of  which  was 
instantly  appreciated.  Within  a  very  short  time  the  value  of  all 
the  property  around  Mr.  Crane's  premises,  and  around  all  the  other 
smelting  works,  that  under  his  license  have  begun  to  work,  was 
greatiy  advanced  in  vdue.  I  believe  I  speak  short  of  the  mark, 
when  I  say  that  this  property  became  three  times  its  previoiis 
value.  The  iron  itself  was  discovered  to  be  much  more  abundant 
in  quantity ;  the  same  weight  of  ore  gave  what  they  call  a  larger 
yield  of  metal,  and  the  metal  that  was  obtained  was  itself  of  a 
much  more  valuable  quality.  The  process  itself  was  one  of  con- 
siderable economy  compared  with  the  other,  for  a  smaller  quantity 
of  fuel  was  actually  used.  These  advantages  were  so  dear  and 
acknowledged,  so  instandy  felt  in  the  neighbourhood  where 
Mr.  Crane  lived,  that  the  influential  peoj^e  in  that  country  met 
together  to  give  Mr.  Crane  a  dinner ;  and  he  was,  undoubtedly, 
then  hailed  as  one  of  the  greatest  benefactors  that  had  ever  come 
forward  to  advance  the  manufactures,  and  thereby  the  prospeiity, 
of  the  country.  And  the  effect  of  this  discovery  is,  that  we 
shall  be  able  not  merely  to  compete  on  the  subject  of  iron,  of 
the  best  sort,  with  any  country  on  the  face  of  the  globe,  but  that 
we  can  now  by  this  process  manufacture  a  much  better  iron  than 
any  that  we  have  been  in  the  habit  of  importing,  for  any  par- 
pose,  from  any  part  of  the  world.  I  speak  chiefly,  of  coarse,  of 
Swedish  iron,  which  has  long  been  considered,  for  certain  pur- 
poses, the  best  iron;  and  even  at  the  present  time,  Swedish 
iron,  no  doubt,  is  used  for  some  purposes,  although  to  a  moch 
less  extent  than  was  the  case  a  few  years  ago. 

Mr.  Crane  then  has  brought  into  use — ^into  most  efficient  use 
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— jarge  tracts  of  this  description  of  coal^  which  before  his  inven-  H,  Vac.,  1840. 
(3011  undoubtedly  was  considered  to  be  of  little  or  no  use^  beyond 
famishing  fuel  to  some  few  manufactories.  The  supply  to  the 
London  market  was  very  smaU^  indeed  so  small  that  the  price 
of  this  coal  was  higher  than  the  ordinary  coal;  not  that  the 
coal  itself  was  dearer,  for  it  was  a  mere  drug,  it  was  to  be  had 
at  a  lower  price  than  any  other  coal  at  the  place  where  it  was  to 
be  obtained ;  but  the  demand  for  it  was  so  smaU,  and  the  quan- 
tity which  came  so  inconsiderable,  that  they  could  not  afford  to 
bring  it.  It  was  not  an  article  in  sufficient  demand  to  come 
with  that  fiadlity  so  as  to  be  famished  at  the  cheap  rate  at 
which  it  would  have  been,  if  there  had  been  the  same  sort  of 
demand  as  there  is  for  bituminous  coal.  This  invention  and 
this  discovery  has  created  a  source  of  wealth,  wherever  stone 
coal  exists,  that  had  no  existence  whatever  before*  Probably 
the  price  of  that  article,  the  value  of  it,  is  more  than  quadrupled, 
for  instead  of  being  an  article  of  no  value,  it  has  become  now 
of  a  value  as  great  as  bituminous  coal  itself,  and  for  the  pur* 
poses  of  this  manufacture  its  tendency  is  entirely  to  supersede 
it;  wherever  it  can  be  obtained,  it  would  supersede  it. 

Bat  this  is  not  the  only  important  matter ;  it  gives  a  larger 
quantity  of  iron.  That  is  a  matter  of  evidence,  and  will  be 
made  out,  I  believe,  to  your  entire  satisfaction.  The  iron 
itself  is  of  far  greater  value ;  and  if  it  be  required  that  a  dis- 
oovery  should  give  to  the  world  a  new  manufacture  or  substance, 
the  iron  that  is  produced  by  Mr.  Crane's  invention  tmdoubt- 
edly  has  this  remarkable  feature  of  novelty — that  it  is  far 
stronger,  and  far  more  valuable,  than  any  other  iron  that  has 
yet  been  made  by  any  other  process. 

The  defendants  first  say,  they  are  not  guilty ;  by  which,  as  I 
understand,  they  mean  to  contend  that,  biscause  they  do  not  use 
aU  anthracite  tliey  are  not  infringers.  They  admit  the  use  of 
the  hot  blast,  of  the  temperature  described  in  the  specification, 
and  the  use  of  a  portion  of  stone  coal.  The  plaintiff's  invention 
is  not  limited  to  the  sole  and  exclusive  use  of  stone  coal ;  he 
has  discovered  that  the  use  of  a  fuel  never  before  used  to  any 
practical  extent  in  the  making  of  iron  is  practicable  in  all  and 
every  proportion,  and  that  the  more  of  that  fuel  is  used  the 
bdter  will  be  the  iron.  The  use  of  that  fuel  at  all  is  pro  tanto 
an  infringement  of  the  patent. 

The  third  plea  may  either  mean  that  iron  was  made  before  by 
the  combination  of  the  hot  blast  with  the  use  of  stone  coal,  or 
that  the  invention  is  not  a  manufacture.  The  former  will  be 
disproved  by  the  evidence,  and  the  latter  will  be  for  the  decision 
of  his  lordship.  Undoubtedly  the  iron  produced  is  a  new 
manu&cture,  for  such  iron  was  never  produced  at  all  before, 
and  no  iron  was  ever  produced  in  the  same  way  before.  Had 
the  article  produced  been  the  same,  which  it  is  not,  the  pro- 
ducing it  by  a  different  process  would  have  been  as  much 
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Sir  P.  PoUoek  protected  by  a  patent  as  the  production  of  an  entirely  new 
far  ths  pUtmtiff.  substanoe  not  previously  known.  The  second  plea  says,  that 
the  plaintiff  was  not  the  true  and  first  inventor,  and  the  fourth, 
that  the  specification  is  insufficient.  The  notice  of  objections 
delivered  in  pursuance  of  the  statute  states  the  specification  to 
be  defective  in  not  stating  the  kind  of  furnaces,  and  whether 
applicable  to  all.  The  invention  is  applicable  to  all  the  furnaces 
alluded  to  in  the  specification,  and  to  any  ordinary  furnace  that 
is  made  and  so  constructed  as  to  be  in  blast,  and  capable  of 
having  a  hot  air  blast  applied  to  it. 

The  fifth  plea  is  principally  matter  of  law.  [The  Lord  Chief 
Justice  Tindal:  The  greater  part  of  this  seems  to  be  matter  of 
law.  Tou  might  almost  make  a  case  of  it.  The  question  is, 
whether  the  plaintiff  is  the  true  and  first  inventor,  if  the  de- 
fendants have  any  evidence  to  show  that  a  hot  blast  was  applied 
to  anthracite  before.]  [Sir  T.  WUdey  S.G.:  It  will  terminate 
beyond  all  doubt  in  a  question  of  law.  There  are  some  facts 
which  are  material — ^when  the  plaintiff  invented  it,  when  he 
obtained  his  patent,  and  some  other  things.]  The  true  question 
raised  by  the  issue  on  this  plea  I  apprehend  to  be,  whether  it 
is  impossible  for  any  one  to  use  a  hot  air  blast  of  any  sort 
without  infringing  Neilson's  patent,  because,  if  there  be  a  single 
mode — ^if  there  be  any  possible  hot  air  blast  of  any  sort  which 
is  not  Neilson's,  then  the  issue  raised  on  these  pleadings  most 
be  found  for  the  plaintiff.  Be  it  admitted  that  Neilson  dis- 
covered one  mode  of.  using  hot  air  blast  for  any  purpose  what- 
ever, not  applying  it  at  all  events  to  the  making  of  iron  with 
stone  coal,  the  plaintiff  gives  to  the  world  as  his  discovery  a  hot 
air  blast  of  a  temperature  of  600  degrees  Fahrenheit,  that  is, 
about  the  temperature  at  which  lead  will  melt.  I  shall  show 
that  there  did  exist  before  Neilson's  patent  a  mode  described 
of  a  hot  air  blast  for  a  furnace  (ante  274,  n).  If  any  one  existed, 
all  that  the  plaintiff  was  called  upon  to  say  was  this, — I  care  not 
where  or  how  you  get  the  hot  air  blast ;  whether  by  license 
under  Neilson,  or  by  means  before  given  to  the  public,  of  some 
other  improved  method.  The  hot  air  blast  is  well  known ;  I 
claim  nothing  in  respect  of  it,  except  the  using  it  in  combina- 
tion with  anthracite,  and  not  even  that  as  against  any  patent. 
If  it  be  necessary  that  I  should  have  a  license  to  use  a  par* 
ticular  kind  of  hot  air  blast,  I  admit  that  I  must  get  that  license. 
If  Neilson  had  a  complete  monopoly  of  all  the  hot  air  blasts  in 
the  world,  the  patent,  as  an  improvement  on  another  patent,  is 
unquestionably  good.  The  plaintiff  has  discovered  that  the  hot 
air  blast  used  in  a  particular  manner,  for  a  particular  purpose, 
will  produce  a  result  incomparably  better  than  has  been  done 
by  the  combination  of  any  other  matter  to  produce  the  same 
results ;  if  a  particular  form  of  hot  air  blast  cannot  be  used 
without  a  license,  that  license  must  be  obtained. 

But  it  will  be  said  the  plaintiff  took  a  license  from  Neilson. 
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The  plaintiff's  invention  was  of  infinite  importance;  none  in  H.Vac.,  1840, 
modom  times  to  compare  with  it  in  the  benefits  it  has  con- 
ferred upon  the  country;  the  plaintiff  was  desirous  by  every 
possible  means  to  carry  it  on  to  perfection,  and  having  occasion 
to  see  what  improvements  had  been  made  upon  the  hot  air 
blast,  which  after  all  was  no  part  of  his  invention,  he  could  not 
tell  bat  that  many  of  the  experiments  might  fall  within  Neilson's 
patent,  and  dierefore  it  was  much  better  for  him  to  pay  the 
small  sum  demanded  by  Neilson  than  involve  himself  in  litiga- 
tion at  the  earliest  moment  when  his  patent  came  before  ike 
public*  The  question  is,  wbeUier  the  plan- — the  very  plan  pointed 
out  by  Mr.Crane-^is  within  the  scope  and  compass  of  Neilson's 
inTcntion.  It  appeared  better  to  traverse  the  fact,  believing  it 
not  to  be  true,  than  to  demur  to  the  plea  in  point  of  law. 
Hough  we  had  a  clear  ground  to  ask  for  the  judgment  of  the 
court,  I  believe  this  to  be  of  no  sort  of  importance ;  but  still  as 
T^rds  the  fact,  the  plaintiff  will  be  entitled  to  the  verdict 
The  plaintiff  does  not  suggest  the  use  of  Neilson's  hot  blast 
exdusively ;  his  patent  is  not  for  a  mode  of  getting  a  hot  air 
blast,  of  which  plenty  were  known,  or  for  a  mode  of  raising  the 
temperature  to  600  degrees ;  but  he  says — '^  Get  the  hot  blast 
of  a  temperature  of  600  degrees  Fahrenheit,  by  any  mode  in 
your  power,  either  under  license  or  not,  and  having  got  it, 
apply  it  to  the  making  of  iron  with  the  assistance  of  stone  coal, 
aod  you  will  produce  that  superior  article  for  which  the  plaintiff 
daims  to  have  «  valid  patent." 

The  following  is  an  abstract  of  the  evidence  : — John  Morgan  piaintiff't  mu 
—I  am  agent  to  the  plaintiff,  who  carries  on  the  Yniscedwin  ''*'^*- 
Works.  I  know  the  Neath  Abbey  Works.  I  was  sent  there 
by  the  plaintiff  in  May,  1838.  The  fillers  were  then  using  an- 
thracite, or  stone  coal ;  about  5  cwt.  1  qr.  of  that  coal ;  no  com- 
mon coal  except  coke ;  of  that  about  9  cwt.  There  was  about 
14  cwt.  of  mine  or  iron  stone  to  the  charge.  The  hot  air  blast 
was  used.  I  have  been  under  the  plaintiff  sixteen  or  seventeen 
years.  I  partly  know  the  process  by  which  he  manufactures  his 
iron.  I  know  the  furnace  No.  1.  In  that  furnace  the  plaintiff 
uses  hot  blast  and  coke  with  stone  coal.  Sometimes  half,  some- 
times three-fourths,  of  stone  coal.  In  furnace  No.  2,  all  stone 
coal  is  used.  In  No.  3,  he  uses  all  stone  coal  at  present,  at 
least  when  we  started  from  home  (c).  Before  that  he  had  used 
coke  pardy.  The  plaintiff  has  now  a  full  supply  of  stone  coal. 
The  plaintiff's  hot  blast  melts  lead.  I  could  not  tell  the  heat 
of  the  blast  at  the  Neath  Abbey  Works.     I  cannot  tell  whether 


(c)  k  wtt  toffgested  on  the  part  of  the  plaintiff,  of  Reecc  Davis  on  cross-examination  (  Printed  cam^ 

that  the  use  oTcommon  coal  or  coke,  spoken  to  26).     But  the  same  witness  also  states,  that  they 

hy  some  of  the  witnesses,  was  owing  to  the  found  that  in  the  large  furnace.  No.  3,  they  did 

^aliff  hemg  short  of  stone  coal,  his  colliery  not  make  so  lan^e  a  quantity  of  iron  with  more 

wring  heen  newly  opened,  and  moreover  the  than  two- fifths  of  stone  coal ;  that  they  had  been 

wKer  having  at  one  time  got  into  it.  ^e  evidence  working  half  and  half  for  several  months. 

3  D 
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Phintiff*9  evi-    the  apparatus  used  was  the  same  or  different.     I  have  been  in 
dence.  plaintiff^s  service  upwards  of  sixteen  years.     The  quality  of  the 

iron  made  by  the  plaintiff  by  the  use  of  stone  coal  is  better 
than  that  made  with  the  cold  blast  or  the  heated  air  and  coke; 
we  call  it  a  combination  of  stone  coal.    The  iron  made  with  the 
stone  coal(i8  the  better  iron.  I  do  not  know  the  purposes  for  which 
the  iron  is  used,  or  particidarly  about  the  quantities  of  fuel  used. 
On  cross-examination  —  I  overlook  the  plaintiff's  colliery, 
about  four  and  a- half  or  fiye  miles  from  the  works.     It  is  bita- 
minous  coal.     The  plaintiff  has  had  all  his  coal  from  that  place 
since  1832.     I  went  alone  to  the  Neath  Abbey  Works.    The 
usual  charging  is  by  so  many  barrows  of  one  sort  of  thing  and 
so  many  of  another.     I  took  an  exact  account  in  writing ;  it 
was  May  1st,  1838.     I  have  only  been  there  an  hour  or  two. 
They  put  in  one  barrow  of  stone  coal  to  three  of  coke.    The 
furnace  was  charged  three  times  during  the  hour  or  two  I  was 
there.    The  mine  is  in  boxes ;  the  fillers  told  me  there  was 
14cwt.     I  saw  the  hot  blast;  I  looked  into  the  apparatus; 
there  is  a  place  to  see  it;  I  said  what  I  came  for.     I  know 
nothing  about  the  management  of  furnaces ;  what  I  have  said 
about  the  proportions  varying,  I  have  heard  from  the  workmen. 
I  was  told  to  go  and  look  at  the  furnaces  before  I  started  from 
home.     No.  3  had  all  stone  coal ;  I  saw  it  at  the  top ;  I  could 
not  see  it  at  the  bottom ;  I  was  not  there  when  the  furnace  was 
chained.  The  plaintiff  gets  stone  coal  close  by  his  works.  They 
were  not  using  free  burning  coal  {d)  at  the  Neath  Abbey  Works; 
it  was  coke.     I  was  last  there  on  the  7th  of  June,  1838.    I 
have  seen  free  burning  and  bituminous  coal  coked  when  mixed. 
I  have  never  seen  small  free  burning  coal  coked.     I  am  coker 
to  the  plaintiff.     I  have  tried  several  times  to  coke  small  free 
burning  coal,  but  could  not  succeed.    Anthracite  wiU  not  coke. 
I  was  last  at  the  Neath  Abbey  Works  on  the  7th  of  June,  1838. 
On  re-examination — On  the  7th  of  June  they  were  using 
5  cwt.  and  1  qr.  of  stone  coal^  and  coke  of  bituminous  coal,  as 
in  the  month  of  May. 

John  Buckland — I  am  master  moulder  to  the  plaintiff.  I 
have  been  on  the  works  thirty-six  years.  T*he  works  are  situated 
on  the  anthracite  or  stone  coal  formation,  which  extends  to 
Pembrokeshire,  between  sixty  and  seventy  miles.  I  have  known 
of  several  attempts  to  smelt  iron  with  stone  coal;  they  all 
failed.  In  1827>  we  used  a  small  quantity  of  stone  coal,  but  it 
was  drawn  off;  that  is,  no  more  was  put  in,  we  ceased  using  it 
The  effect  was,  that  in  a  short  time  the  twires  were  shut  up,  the 
blast  coidd  not  get  in ;  it  was  all  clogged.     I  remember  many 

(d)  The  coal  caUed  free  burning  coal  was  said  other  of  a  crystalliEed  structure.    That  in  bnni- 

by  the  counsel  for  the  defendants  to  be  very  nearly  ing  it  exhibits  no  appearance  of  bituminous  or 

stone  coal,  but  not  to  fall  properly  under  that  binding  matter,    but  contains  pure  carburetted 

name ;  this,  however,  was  denied  on  the  part  of  hydrogen   with  a  carbonaceous  residuum ;  that 

the  plainiiir.     Mr.  Mushct  informs  me,  that  free  the  resulting  coke  is  open,  and  not  at  all  bound 

burning  is  the  very  opposite  to  anthracite,  and  of  together   by  a  bituminous    cement.     See  peti 

two  kinds-.the  one  of  a  reedy  and  laminated,  the  394,  n.  a. 
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other  experiments  in  the  neighbourhood^  here  and  there ;  they  H.  Vac,  1840. 
all  failed ;  we  never  saw  one  succeed,  or  heard  of  one  succeeding. 
I  know  tlie  plaintiff's  furnace,  No.  2 ;  it  was  set  to  work  about 
February,  1837-  A  hot  blast  apparatus  was  put  up;  it  was 
like  that  (pointing  to  a  model).  The  furnace  was  eleven  feet 
'  two  inches  across  the  boshes,  the  widest  part,  and  forty-three 
feet  high;  it  was  what  is  called  a  cupola  furnace.  It  was 
cbaiged  with  stone  coal  directly  it  was  done.  There  was  a  little 
coke  put  in  to  begin,  and  then  all  stone  coal,  and  no  other 
smce ;  the  blast  lasted  two  years  and  four  months,  then  it  was 
blown  out,  and  we  put  a  new  hearth  in,  and  put  it  in  blast 
agam.  It  was  out  of  blast  four  weeks.  It  has  been  in  blast 
four  or  five  weeks,  and  was  in  blast  when  I  came  from  home. 
The  temperature  is  about  600  degrees ;  it  will  melt  lead ;  there 
is  a  hole  in  the  pipe  which  is  stopped  by  an  iron  plug,  and 
the  blast  is  tested  by  putting  a  piece  of  lead  over  the  hole. 
Before  March,  1837)  the  No.  2  famace  was  burnt  with  bitu- 
mmous  coaL  I  have  seen  the  iron  produced  from  that  furnace 
when  common  coal  and  cold  blast  were  used ;  the  stone  coal 
iron  is  a  great  deal  stronger;  it  makes  very  good  bar  iron,  bolt 
iron,  and  cable  iron.  The  furnace  yields  more  iron  from  the 
mine  put  in.  The  quantity  of  fuel  is  less ;  it  may  be  to  the 
amount  of  one-sixth. 

On  cross-examination — I  am  the  moulder,  and  have  had 
nothing  to  do  with  charging  the  furnaces.  The  person  who 
superintended  the  attempts  with  stone  coal  was  David  Thomas ; 
he  is  in  America*  I  saw  them  throwing  stone  coal  in  at  times  in 
very  small  quantities.  I  saw  stone  coal  used  three  or  four  times 
at  Abercrave,  about  two  miles  distance  ;  it  was  about  thirteen 
or  fourteen  years  ago.  Mr.  Ward  was  the  manager ;  he  is  dead. 
It  would  be  in  1827.  The  plaintiff  tried  a  small  quantity  in 
1827,  about  the  same  time ;  I  cannot  say  within  a  month  or 
two.  It  did  not  last  long  at  Abercrave.  I  was  there  to  look  at 
it  about  three  times,  and  each  of  these  three  times  they  were 
throwing  in  stone  coal.  I  never  saw  so  much  as  a  barrowful 
used  before  the  hot  blast  came  among  us ;  a  shovelful  I  saw 
every  charge.  It  was  thrown,  most  of  it,  on  the  twire.  I  do 
not  think  it  hurt  the  iron ;  it  gobbed  up  the  twire.  [Sir  N. 
Ihdaly  C.  J. :  I  do  not  see  the  object  of  diis  cross-examination, 
because  at  the  most  it  is  only  an  attempt  made  in  1827)  in  which 
they  did  not  exactly  succeed.  There  is  no  doubt  the  thing  is 
done.  The  defence  is,  it  is  not  new.]  The  hot  blast  was  put 
up  by  Allan  Mc  Kenzie.  I  thought  he  came  from  Mr.  Neilson ; 
he  began  with  No.  2  furnace.  It  is  one  of  the  smallest  size 
furnaces.  It  was  set  to  work  before  Mc  Kenzie  lef);.  A  short 
time  after  it  was  set  to  work  it  was  blown  out.  The  two  oiher 
furnaces.  No.  1  and  No.  5,  are  hunger  than  this  one.  There  was 
stone  coal  in  all  of  them  about  three  months  after  Mc  Kenzie 
lefl:.    We  have  used  stone  coal  in  No.  3  for  two  years,  not 


^ 
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Plaintiff's  m-    alone,  but  with  other  coal.     I  know  the  iron  is  stronger  by 
''*'"^'-  the  using  it.     We  cast  with  it,  and  knew  whether  it  would  hoH 

pressure  or  not.  I  do  not  myself  take  any  account  of  the  yield. 
On  re-examination — The  men  are  paid  by  the  ton  of  iron 
made.  There  is  more  iron  made  in  No.  2  and  No.  3.  I  never 
knew  the  stone  coal  used  at  all  with  the  hot  blast  before  * 
plaintMTs  patent.  The  moulder  casts  his  own  moulds.  I  am 
easter,  and  turn  out  the  castings.  That  enables  me  to  judge  of 
the  quality.  The  strongest  iron  I  have  ever  seen  is  the  stone 
coal  iron.     I  never  saw  iron  run  better. 

Reece  Davis — ^I  have  been  fiRnace  mani^er  to  plaintiff  for 
three  years.  The  hot  blast  apparatus  was  erected  before  I  got  | 
there.  I  went  there  the  last  day  of  January,  18S7*  T^^^ 
plaintiff  succeeded  in  making  iron  from  stone  coal.  The  tem- 
perature of  the  blast  is  kept  as  near  as  we  can  to  melting  lead. 
There  was  coke  in  No.  2  when  I  was  first  there ;  we  began  soon 
after  to  put  stone  coal  in.  About  the  7th  or  8th  of  February,  | 
we  got  all  stone  coal  on.  That  continued  for  two  years  and  three  | 
months.  The  iron  is  stronger,  and  the  quantity  from  the  smal 
furnace  greater;  we  get  from  30  to  32  tons  a  week  on  the 
average,  and  before  we  only  got  22  or  23  tons.  We  bum  less 
coal ;  from  30  to  32  cwt.  of  stone  coal  makes  a  ton  of  iron. 
[Sir  N.  Tindaly  C.  J. :  All  this  examination  goes  to  the  usefal- 
ness — there  is  no  issue  on  that.  They  do  not  say  it  is  not 
useful ;  they  only  say  other  people  knew  it  before.}  [Sir  P. 
Pollock :  In  a  question  of  prior  use  or  not,  the  extent  <^  the 
utility  must  frequently  be  a  very  important  ingredient,  because 
if  it  had  been  used  by  any  body  else,  the  extraonUnary  differ- 
ence would  instantly  have  struck  the  person  so  using  it.  It  is 
utterly  impossible  that  it  would  not  have  got  into  general  know- 
ledge and  use.}  The  bituminous  coal  is  the  dearest  in  that  part 
of  the  country,  I  think  by  a  shilling  or  two  a  ton.  No.  3  was 
begun  to  work  about  two  years  ago.  No.  2  was  the  first  which 
began  vntb  stone  coal.  The  furnace  was  blown  in  with  coke 
and  cold  blast,  and  as  soon  as  the  apparatus  was  ready  we  put 
stone  coal  in;  the  hot  blast  was  then  used.  The  iron  is 
strongest  when  all  stone  ooal  is  used.  I  was  at  the  Neath 
Abbey  Works  twice  in  April  or  May,  1837-  I  saw  the  de- 
fendant, Joseph  Price.  I  told  him  the  plaintiff  had  sent  me  up  to 
see  how  the  furnaces  were.  I  told  him  how  we  got  on  at  Ynisced- 
win,  and  for  them  to  go  on  in  the  same  way ;  the  furnaces  woold 
become  in  better  order.  He  asked  me  some  questions  about  our 
furnaces — ^what  we  did  there.  There  was  stone  cofd  in  use  at 
that  time  at  the  Neath  Abbey  Works,  and  hot  Uast.  He  told 
me  to  thank  my  master  for  sending  me  up  there ;  he  said,  we 
are  all  old  hands  here,  we  shall  find  it  out;  we  shall  find  out  the 
best  way  of  doing  it.  He  said^  that  at  that  time  their  furnaces 
were  not  making  so  much  iron,  not  doing  so  much ;  but  he  said, 
they  were  old  enough,  they  would  find  it  out  if  they  had  a  little 
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time.    I  was  speaking  to  Mr.  Hosgood,  and  I  told  him  the  best  h.  Vac,  1840. 

way  we  found  of  going  on,  and  I  had  been  on  the  top  of  the 

Aunace  and  round  the  yard  with  him.     I  was  in  the  service  of 

the  British  Iron  Company,  at  Abercrave,  in  1826  and  18279 

and  for  a  long  time  before.     They  used  the  cold  blast;  I  never 

saw  the  hot  blast  at  all.    Mr.  Harper,  before  that,  tried  stone 

coal.    He  built  a  small  furnace  to  try  an  experiment.     The 

first  furnace  was  three  feet  on  the  boshes,  and  fifteen  feet  high. 

He  had  been  trying  in  that  furnace,  and  he  pulled  the  inside 

down  and  made  it  a  foot  larger,  and  built  it  nineteen  or  twenty 

feet  high  and  four  feet  on  the  boshes.     He  succeeded  in  the 

amaUer  one,  and  that  made  him  build  the  larger  one.    The 

larger  one  did  not  succeed.     In  the  smaller  one  he  first  used 

coke,  and  then  it  came  to  stone  coal.    They  tried  the  first  time 

all  coke,  and  mixed  some  stone  coal  with  it,  and  it  faUed  three 

or  four  times.    I  do  not  know  how  many  times ;  and  at  last 

they  had  all  stone  coal.     It  succeeded  in  the  smaller,  but  they 

only  did  that  to  try  an  experiment.     After  the  larger  furnace 

had  been  worked  about  a  month,  Mr.  Harper  sold  the  works  to 

the  British  Iron  Company.    They  kept  it  at  work  ten  or  twelve 

months.     They  sometimes  blew  the  furnace  with  all  coke; 

Mr.  Northall  then  put  some  stone  coal  in.     After  the  British 

Iron  CJompany  had  it,  the  blast  was  never  stone  coal ;  not  all 

stone  coal.     The  twires  were  sometimes  shut  up^  and  we  cut 

them  out ;  that  happens  in  every  furnace. 

David  Mushet — I  have  been  acquainted  with  the  iron  dis- 
tricts forty  years.  In  1826,  I  was  managing  director  of  the 
British  Iron  Company.  I  visited  the  works  of  the  British  Iron 
Company,  at  Abercrave,  twice  in  1826.  They  were  endeavour- 
ing to  use  as  large  a  quantity  of  stone  coal  as  could  be  done 
with  propriety.  At  one  time  they  were  using  three-eighths  of 
itone  coal  to  five-eighths  of  bituminous  coal,  and  at  another 
time  nearly  equal  quantities;  various  proportions  had  been 
endeavoured  to  be  used  before  that.  The  iron  was  forge  iron ; 
inferior  for  casting  purposes ;  the  quantity  was  moderate ; 
(hiring  the  first  four  months  of  the  blast  they  made  12  tons, 
and  during  the  last  four  from  22  to  24  tons  per  week.  I  should 
conrider,  in  these  days,  that  to  be  a  very  small  quantity.  I 
thought  the  iron  wretched.  The  ayerage  yield  of  furnaces  in 
South  Wales  is  nearly  50  tons  a  week.  In  my  judgment,  it  did 
not  pay  for  making ;  during  the  last  four  months,  it  came  to 
U,  per  ton,  and  during  the  previous  four  to  8/.  per  ton.  The 
company  never  realized  4/.  per  ton  by  it.  I  sold  one  boat  load 
to  the  Neath  Abbey  Company,  and  Mr.  Price  (one  of  the  de- 
fendants), on  being  pressed  to  take  more,  said  it  was  so  bad 
they  co^d  not  use  it.  The  iron  was  sent  to  Staffordshire. 
The  works  were,  by  my  advice  and  direction,  abandoned.  The 
company  were  under  a  sleeping  rent  of  400/.  a  year.    With 
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Ptaitttijps  evi-   more  powerM  machinery,  a  larger  quantity  of  iron  would  haye 
''*'**^'  been  made,  and,  so  far  as  that  went,  this  would  have  reduced 

the  common  charges  on  the  cost  of  production,  but  it  would 
not  have  altered  the  quality  of  the  iron.  The  anthracite  is  of 
an  untractable  nature ;  I  have  heard  that  many  attempts  have 
been  made  during  the  last  thirty  years  to  make  iron  with  stone 
coal.  It  was  a  great  desideratum  in  the  trade ;  since  the 
plaintiff's  discovery,  two  very  extensive  works  have  been  erected 
on  the  usual  scale  of  pig  iron  manufactories.  I  made  experi- 
ments on  the  strength  of  the  iron.  According  to  Mr.  Tred- 
gold's  experiments,  the  breaking  weight  of  a  bar  made  in  the 
ordinary  way  is  173  lbs.  I  found  the  breaking  weight  of  a 
similar  bar,  made  in  furnace  No.  2,  with  all  stone  coal  and  hot 
blast,  to  be  209i,  and  in  furnace  No.  3,  with  two-thirds  stone 
coal,  to  be  199,  and  from  No.  1,  with  one-third  stone  coal,  to  be 
180  lbs.  The  iron,  with  one  exception,  followed  the  rule  of 
being  the  stronger,  according  to  the  quantity  of  stone  coal  used. 
White  iron  is  that  species  of  iron  which  is  deteriorated ;  into 
which  fuel  enters  in  a  less  proportion  than  any  other.  It  is  less 
fusible ;  brittle  and  inapplicable  to  any  purpose  unless  mixed 
with  other  iron.  I  saw  no  white  iron  at  the  works  at  all ;  none 
of  the  furnaces  were  making  white,  they  were  all  making  ex- 
cellent grey  iron.  There  is  an  anthracite  association  for  the 
purpose  of  promoting  the  adoption  of  stone  coal.  These  spe- 
cimens are  superb  iron.  This  would  do  uncommonly  well  for 
rails  and  chain  cables  («)• 

Francis  Northall — I  was  at  Abercrave,  from  April  1826  to 
February  1827*  There  was  one  furnace  there.  Tlie  fuel  used 
was  stone  coal  and  partly  coke,  but  the  greater  quantity  was  coke; 
it  was  cold  blast.  I  tried  the  stone  coal  from  April  to  February, 
and  Mr.  Ward  had  tried  it  before :  it  failed  altogether.  If  we 
had  known  as  much  as  we  do  now,  we  could  have  mastered  the 
business ;  but  we  did  not  know  it;  we  wanted  the  hot  blast,  no 
other  thing  will  do  but  that.  The  iron  cost  61.  a  ton ;  the  com- 
pany were  losing  21.  a  ton,  if  not  more.  Some  of  it  was  pretty 
good,  some  middling,  and  some  ordinary  iron.    I  have  observed 


(e)  This  witness  was  cross-examined  at  great  any  coal  of  a  bituminous  character,  either  thin  or 
length  as  to  the  coal  basin  of  Wales,  and  the  charac-  thick  lamina.  Ibid.  A9,  Mr.  Moshet  further  stated 
ter  of  anthracite  and  offree  burning  coal,  and  as  to  stooe  coal  to  be  a  well-known  article  of  coa- 
the  way  in  which  the  different  species  pass  into  merce,  sold  in  large  quantities  for  drying  milt, 
each  other,  whether  gradoally  and  by  transition  and  well  distingushcMl  from  bituminous  coal, 
through  an  intermediate  species  between  stone  That  as  to  the  term  anthracitious,  no  one,  except 
and  bituminous,  to  which  the  term  anthracitious  those  who  puzzled  themselves,  knew  any  thing 
might  be  applied,  or  abruptly ;  whether  in  some  about  it;  that  very  few  distinguished  anthn- 
cases  the  antnracite  and  bituminous  did  not  alter-  citious  from  anthracite ;  that  it  is  called  bastard 
nate  in  very  thin  layers,  so  that  a  person  working  culm  in  the  Swansea  market.  Ibid.  42. 
fairly  down  would  take  the  two  together,  and  ob-  Mr.  Mushet  informs  me,  that  his  eridenoe  eo 
tain  therefrom  a  j^ood  coke.  Printed  case,  35.  But  the  alternation  of  the  stone  and  bituminous  coal 
Mr.  Brough,  mmeral  surveyor  for  forty  or  fifty  had  reference  only  to  the  fint  manifestations  of 
years,  stated  that  he  had  never  seen,  and  was  not  the  anthracite  principle  in  the  coal  series  in  pass- 
aware  of,  any  instance  where  the  strata  of  stone  tng  along  the  edge  of  the  Welsh  basin.  Sec  |nu( 
coal  alternate  with  strata  of  bituminous  coal,  or  394,  n.  a. 
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the  working  of  the  plaintiff's  furnaces;  the  hot  blast  answers  H.  Vac, 1 840. 
every  purpose  to  him.  The  quality  of  the  iron  is  very  good, 
extraordinary  good ;  there  is  no  such  iron  made  in  this  kingdom 
as  the  anthracite  coal  iron  made  at  Yniscedwin.  That  made  at 
Abercrave  was  tender  cold  short  iron.  On  cross-examina- 
tion, he  says — When  we  could  get  the  blast  through,  the  iron 
was  middling  at  times;  when  there  was  one  ton  or  two  that  was 
middling,  there  were  ten  tons  which  were  bad(/). 

Mr.  William  Carpmael — Nearly  seventy  patents  connected 
with  the  manufacture  of  iron  have  from  time  to  time  been 
granted.  The  first  making  any  mention  of  the  use  of  anthracite  is 
Martin's  (^).  The  mode  proposed  is  ingenious,  but  it  would  fail 
as  soon  as  the  blast  comes  upon  it.  He  speaks  of  the  blast ; 
the  ordinary  blast  of  that  period  was  the  cold  blast ;  the  cold 
bhst  blows  anthracite  black  instead  of  aiding  the  combustion. 
The  object  of  Philip  Taylor's  (A)  patent  was  to  use  carburetted 
hydrogen  gas,  for  the  purpose  of  supplying  to  anthracite  that  in 
which  it  appeared  to  differ  from  other  coal :  it  failed.  A  blast 
of  air  was  to  be  used ;  the  ordinary  blast  at  that  time  was  the 
coU  blast.  Botfield's  invention  is  to  use,  with  or  without  the 
ordinary  blowing  apparatus^  heated  air  (i).  It  is  not  applied  to 
stone  coal.  His  invention  cannot  be  used  without  blowing  hot 
air  into  the  furnace,  if  the  ordinary  blowing  apparatus  be  used 
in  conjunction  with  the  other  apparatus  (A:).    I  never  heard  of 


(/)  Sereral  other  witnesses  were  called,  but  it 
wis  be  sufficient  to  advert  generally  to  tbe  nature 
of  their  evidence.  Thomas  Strick  spoko  to  the 
pig  iron  made  by  the  plaintiff  being  better  than 
other  pig  iron,  and  to  the  great  change  that  had 
tikea  place  in  the  value  of  property  in  conse- 
quence of  the  discovery. 

William  Brough,  mineral  surveyor  and  civil  en- 
gineer,  for  between  fortv  and  fifty  years,  was  well 
aoqnainted  with  the  Welsh  coal  basin  ;  it  is  about 
eight  miles  in  breadth  and  seventy  in  length.  There 
is  a  marked  difference  between  the  auUiracite,  or 
atone,  and  the  bituminous  coal.  Had  never  seen 
any  places  where  the  stone  coal  and  bituminous 
coal  alternate  in  strata.  Pwlfaron,  the  defend- 
snts*  colliery,  is  perfectly  stone  coal.  Tennant's 
Canal,  which  is  a  branch  of  the  Neath  Canal,  near 
the  defendants*  works,  communicates  with  the 
itone  coal  district.  I  saw  lead  melted  by  the 
Uast  at  the  defendaats*  works. 

Mr.  Crane's  discovery  has  brought  many  spe- 
culators mto  the  oountrv ;  it  is  new  and  useful. 
Had  seen  anthracite  tried  with  the  cold  blast,  and 
it  fiuled.  The  value  of  estates  has  been  greatly 
iacreoaed.  One  which  only  yielded  90/.  a  year 
for  the  surface,  now  yields  lOOi.  in  addition,  and 
viilprobably  yield  from  300/.  to  400/.  shortly. 

The  antmracite  lies  many  fathoms  under  the 
Utmiinoas;  and  in  Caermarthen  and  Pembroke- 
ihiie  there  is  no  bituminous  at  all,  because  there 
ii  no  ground  to  hold  the  veins ;  they  have  been 
deanded,  or  never  existed.  The  anthracite  is 
Biaoy  (say  200)  fathoms  under  the  free  burning 
eoal;  they  are  never  intermixed:  free  burning 
eoal  does  not  coke. 


John  Arthur — I  had  the  Pwlfaron  Colliery ;  it 
is  stone  coal.  I  sold  it  to  the  defendants  in  Oc- 
tober, 1837.  It  was  after  Mr.  Crane's  patent.  I 
had  for  some  time  before  offered  it  for  sale.  The 
value  of  stone  coal  is  increased. 

John  Crowe  Richardson,  a  chain  cable  manu- 
facturer—  I  received  some  iron  manufactured 
from  stone  coal ;  the  specimen  produced  is  part 
of  it ;  it  was  strained  in  the  usual  manner  by  the 
hydraulic  press,  and  bore  19  tons  :  the  iron  of  the 
same  dimensions  which  1  used  before  would  only 
bear  16^  tons,  and  the  iron  was  much  better  than 
any  which  1  had  before  used  or  seen  used  in  tbo 
trade. 

John  Buckland  was  recalled  to  identify  the 
specimens  spoken  to  by  Richardson,  and  to  prove 
tnat  th^  were  made  of  all  stone  coal. 

Mr.  Darid  Rosser,  a  master  smith — Never  saw 
iron  so  good  as  the  anthracite  iron. 

John  Taylor,  a  bricklayer,  was  examined  at  great 
length  as  to  the  progress  of  the  application  of  the 
hotblast,  vnth  the  view  of  showing  that  the  hot  blast 
used  by  tbe  plaintiff  was  not  uat  discovered  by 
Neilson.  Mr.  Campbel  was  examined  to  the  same 
points. 

Mr.  Haxeldine,  engineer  at  the  iron  works  near 
Wednesbury,  Staffordshire,  spoke  to  the  use  of 
the  hot  blast  in  their  works  since  1835. 

(g)  Ant$  376,  n.»  bearing  date  June  23,  1804. 

(k)  AnU  377,  n.,  specification  dated  February  7, 
1826. 

( 0  See  specification,  ante  274. 

(fc)  This  witness  spoke  to  the  difference  between 
the  hot  air  blast  ot  the  plaintiff  and  of  Neilsor, 
and  as  to  Botfield's  and  De  Vaux's  inventions. 
Printed  case,  68-76. 
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stone  coal  combined  with  the  hot  air  blast  until  Mr.  Crane's  dis- 
covery. So  far  as  my  knowledge  goes,  any  attempt,  both  in 
America  and  England,  to  use  any  real  quantity  of  anthracite  in 
the  making  of  iron  has  failed,  any  portion  of  it  added  in  the 
wofking  of  the  furnace  requiring  an  increased  quantity  of  coke 
in  order  to  make  iron  at  all. 

Mr.  George  Cottam — I  have  been  acquiunted  with  the  making 
of  iron  for  thirty  years.  That  which  is  set  forth  in  the  plaintiff's 
specification  is  new.  I  always  make  experiments  on  any  new 
iron.  I  cast  a  bar  or  two  of  the  plaintiff's  iron,  and  found  it 
very  strong.  According  to  my  general  experience,  a  bar  of 
ordinary  iron,  an  inch  square  and  four  feet  long,  supported  at 
both  ends  and  loaded  in  the  middle,  will  break  with  from  440  to 
445  lbs.  A  similar  bar  of  the  plaintiff's  carried  a  weight  of  one- 
third  more  before  it  took  a  permanent  set;  it  broke  with  599 lbs. 
I  made  some  very  thin  castings,  less  than  a  quarter  of  an  mch, 
with  it.  I  never  met  with  any  thing  so  tough  and  strong,  except 
some  Swedish  pigs  made  with  charcoal.  I  had  some  very  tender 
Scotch  hot  blast,  which  broke  at  403.  I  mixed  some  with 
plaintiff's  iron,  and  it  immediately  raised  it  to  500  lbs ;  I  think 
518  lbs.  was  the  breaking  weight,  and  we  used  it  all  up  for  that 
purpose,  but  it  was  too  dear  to  go  on  with.  The  iron  is  an  ex- 
ceedingly good  iron,  and  much  better  than  the  other  iron  where 
strength  or  where  hardness  is  required;  it  is  tough  and  hard, 
which  is  an  advantage.  I  have  tried  a  great  many  experiments 
with  stone  coal.  I  tried  it  under  my  engine,  and  by  putting  a 
blast  to  it  I  found  that  I  could  not  get  a  heat ;  I  had  a  black 
instead  of  a  red  surface. 

Sir  T.  Wilde,  S.  G.,  for  the  defendants.— Gentiemen  of  the 
jury  :  It  is  of  great  importance  that  due  encouragement  should 
be  given  to  talent,  genius,  and  industry,  and  the  expenditure  of 
capital  in  the  endeavour  to  discover  and  produce  useful  inven- 
tions ;  but  the  fair  course  of  trade  and  commerce  must  not  be 
intercepted  by  persons  seeking  to  appropriate  to  themselves 
that,  in  which,  if  there  be  any  merit,  it  belongs  to  others,  and 
which  the  whole  public  have  just  as  much  right  to  use  as  thena- 
selves.  The  plaintiff  has  no  merit  in  bringing  the  hot  blast 
before  the  public;  he  heard  of  it  in  common  with  the  rest  of 
the  world :  tiie  use  of  stone  coal  in  the  manufacture  of  iron  was 
an  idea  which  the  plaintiff  had  no  pretence  to  the  merit  of 
having  ori^ated;  its  use,  and  the  advantages  to  be  derived 
therefrom  for  smelting  iron,  and  a  variety  of  other  purposes, 
were  known.  The  hot  blast,  when  brought  before  the  public, 
was  not  to  be  limited  in  its  application  to  any  particular  pur- 
pose; and  Mr. Neilson  had  a  right  to  apply  it  to  anyof  Ue 
pui*poses  to  which  it  could  be  made  applicable.  What  is  there 
in  Neilson's  patent  to  prevent  his  applying  the  hot  blast  to 
stone  coal? 
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The  dates  are  material.  Did  the  plaintiff  spend  one  sixpence,  Hr  Vftc.»  1840. 
or  make  any  experiments  before  the  date  of  his  patent  ?  His 
patent  is  dated  in  September,  1836,  and  then  he  sends  for 
Neilson's  man,  and  the  apparatus  is  not  put  to  work  until  the 
December  or  January  following.  Neilson's  patent  is  perfectly 
general^  and  the  mode  in  which  the  hot  blast  is  to  be  applied 
to  every  kind  of  furnace,  burning  any  kind  of  fuel,  is  described. 
The  plaintiff  has  done  nothing  but  apply  Neilson^s  patent  to 
known  articles,  by  known  means^  to  effect  a  known  object. 
Stone  coal  has  been  applied  to  the  manufacture  of  iron ;  atten- 
tion was  drawn  to  it  3  there  was  no  distinction  whatever  between 
the  mode  of  manufacturing  iron  with  that  sort  of  coal  and  with 
any  other  sort  of  coaL  [Sir  N.  C.  Tlndal,  C.J. :  Is  it  any  thing 
but  a  question  of  law  at  the  last?]  I  think  not.  [Sir  N.  C. 
Jhidaly  C.  J. :  I  think  it  is  not.  I  have  been  listening  with 
great  attention  to  it;  it  must  come  at  last  to  what  is  the  mean- 
ing of  the  word  ^^  manufacture'^  under  the  statute ;  whether  the 
application  of  a  known  mode  of  working  the  blast,  applying  it 
to  all  purposes,  when  applied  to  a  known  purpose,  is  a  manu- 
facture; and  then  you  come  to  the  other — ^whether  he  is  the 
troe  and  first  inventor.  Then  it  is  again  a  question  of  law, 
whether  the  applying  this  knowledge,  which  is  a  part  at  least  of 
I  the  invention^  and  a  very  important  one,  applying  it  to  that 
I  which  is  also  known,  makes  him  or  not  the  true  and  first  in- 
4  ventor.  I  do  not  see  any  thing  to  leave  to  the  jury.  The 
[  better  course  will  be  a  verdict  here  pro  /ormdy  subject  to  a 
I  motion,  either  for  a  nonsuit,  or  a  special  case>  or  a  special 
verdict,  the  court  to  draw  any  inferences.] 

Verdict  for  the  plaintiff  accordingly. 


Crane  v.  Price  &  Others. 

Cor.  Sir  N.  C.  Tlndal,  C.  J. ;  Erskine,  J. ;  Coltman,  J. ;  Maule,  J. 

Jan.  17,  22,  &  27,  a.d.  1842. 

A  role  having  been  obtained  in  pursuance  of  the  leave  re-  h.  T.,  1842. 
served  at  the  trial,  it  was  arranged,  at  the  suggestion  of  the 
court,  that  the  case  should  come  on  as  a  special  case,  to  be 
vgned  as  nearly  as  possible  as  if  moving  on  the  judge's  notes ; 
the  defendants'  counsel  to  begin  and  to  reply;  and  that  the 
printed  copy  of  the  short-hand  writer's  notes  of  the  evidence  of 
^e  trial  diould  be  adopted,  and,  with  the  pleadings  and  the 
specifications  of  certain  patents  given  in  evidence  at  the  trial, 
coQstitate  the  special  case  for  the  opinion  of  the  court. 

3  E 
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Argument  for  Bompas,  Sergt.,  and  Rotch,  for  the  defendants.  This  was  an 
the  defendants.  ^^^^  f^^  ^j^^  infringement^of  the  plaintiflPs  patent,  the  facts 
connected  with  which  are  the  following.  The  hot  blast  was  weU 
known,  Neilson  haying  published  this  to  the  world  under  the 
title  of  an  improved  application  of  air  to  famaoes.  The 
plaintiff  does  not  assign  any  particular  proportions  or  mode 
of  working,  but  says  simply,  you  are  to  use  anthracite  or 
stone  coal,  and  an  ordinary  quantity  of  mine,  in  the  ordinary 
way,  and  to  apply  the  well-known  hot  Wast  to  the  furnace  in 
the  ordinary  way. 

It  will  be  important  to  consider  the  nature  of  this  mineral,  its 
position  with  respect  to  other  minerals,  and  its  applicability  to 
the  same  purposes  as  the  other  sorts  of  coal  (a). 

Anthracite  is  a  valuable  fuel,  has  been  used  in  various  ways, 
and  made  the  subject  of  several  patents  (i).  It  could  be  used 
advantageously  only  under  particular  circumstances,  as  in  the 
small  furnace  at  Abercrave  {c) ; .  it  could  not  be  used  so  weH 
in  large  furnaces,  and  it  must  be  admitted  that  it  could  not  be 
used  with  equal  advantage  with  the  ordinary  coal — but  still  it 
was  used  in  some  manner. 

The  plaintiff  had  three  fiimaoes^  two  large  ones  and  a  cupola 
furnace,  at  his  works  in  the  western  part  of  the  coal  field ;  he 
sent  for  Neilson's  man  to  put  up  a  hot  blast  apparatus,  which 
being  completed,  stone  coal  is  burnt  in  the  ftumaces  with  the 
hot  blast.  There  is  no  proof  of  any  previous  experiment  or 
expenditure^  and  the  specification  itself  admits  the  previous 
knowledge  of  stone  coal  as  a  fuel. 

With  respect  to  the  issues ; — ^The  defendants  are  entitied  to 
have  the  verdict  entered  for  them  on  the  first  issue.  There  has 
been  no  infringement.  The  specification  is  for  using  all  stone 
coal ;  the  defendants  are  only  proved  to  have  used  one-third  stone 
coal  with  two-thirds  coke  {d};  if  a  patent  be  taken  out  for  using 
stone  coal,  the  using  any  considerable  portion  of  other  coal, 
unless  it  be  merely  as  a  colourable  evasion,  is  no  infringement. 


(a)  The  learned  counsel  relied  much  on  the  thracite  at  the  lower  and  western   end.     See 

statement  of  Mr.  Mushet,  that  anthracite  and  Martin  on  the  South  Wales  Coal  haan;  ako 

bituminous  coal  occasionally  alternate  with  each  Foster  on  the  same ;  and  Encydo.  Briu,  Art. 

other — ^but  considerable  doubt  i^^pcars  to  exist  Coal  Basin.     The  difference  in  the  constiUit]oo» 

on  this  head ;    ante  390,  n.  e.     It  was  con-  chemically  and  mechanically  considered,  is  also 

tended^  that  the  bituminous  and  stone  coal  pass  matter  of  great  uncertainty-^what  it  is  which,  on 

imperceptibly  the  one  into  the  other  in  the  South  fire  being  applied,  occasions  the  two  species  of 

Wales  coal  basin,  and  that  they  are  intermixed  layer  coal  to  exhibit  such  different  properties.     See 

by  layer,  so  that  persons  in  some  situations,  and  analysis  by  Mr.  Mushet,  in  his  **  Papers  on  Iron 

among  others  the  defendants,  would  of  necessity  and  Steel.** 

use  a  mixture  of  the  two  in  the  ordinary  conduct  (6)  The  learned  coimsel  commented  on  tlie 

of  their  works,  and  that  the  coal  in  some  places  use  of  anthracite  disclosed  in  the  several  patents 

might  be  called  anthracitious.     It  appears  that  put  in.     Ante  376. 

the  bituminous  coal  overlays  the  anthracite,  the  (c)  See  ante  389,  as  to  the  dimensions  of  tkb 

latter  being  in  some  cases  200  fathoms  below  the  furnace, 

other,  and  that  the  coal  is  bituminous  at  the  (d)  Ante  385. 
upper  and  eastern  end  of  the  eoa]  basin,  but  an- 
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It  appears  from  the  evidence^  that  a  great  number  of  persons  H.  x.,  1842.   . 

haye  used  a  considerable  portion  of  stone  coal  before ;  and  the 

plaintiff  says,  I  have  found  out  how  all  stone  coal  may  be  used : 

the  defendants  only  use  it  in  the  above  proportion,  and  the 

ooart  will  have  to  say,  whether  this  is  an  infringement.     It  was 

^reed  between  the  parties,  that  the  evidence  contained  in  tlie 

report  should  be  referred  to  as  part  of  the  case,  and  that  the 

ooort  should  be  at  liberty  to  draw  the  same  inference  from  it  as 

ajnrymight  draw. 

Every  species  of  coal  had  been  used  in  furnaces.  Neilson 
publishes  to  the  world  the  use  of  the  hot  blast,  which  had  been 
wed  to  a  very  great  extent  when  the  plaintiff  sends  for  Neilson's 
nan,  and  sets  a  furnace  to  work,  and  then  finds  out  that  to  be 
true  which  Mr.  Neilson  had  said,  that  it  would  be  of  great  use 
to  apply  the  hot  blast  to  blast  furnaces.  The  plaintiff  has 
daimed  the  use  of  anthracite  coal,  and  in  the  same  manner 
any  other  person  might  claim  the  use  of  any  other  coal  or  par^ 
ticular  species  of  fueL 

Further,  the  so-called  invention  is  not  a  new  manufacture 
withm  the  meaning  of  the  statute.  The  stone  coal  was  well 
known  as  a  fuel  for  furnaces,  the  hot  blast  was  well  known 
far  tbe  manufacture  of  iron,  the  using  them  together  in  a 
known  manner  is  not  a  new  manufacture.  In  the  case 
of  Bnmion  v.  Hawkes  (4  B.  &  Ald»  541),  it  appeared  that  the 
method  described  of  uniting  the  two  parts  of  the  anchor 
waa  the  same  as  that  by  which  the  different  parts  of  the 
common  hammer  and  the  pick-axe  were  united  together,  and 
BaUeyy  J.,  said,  ^^  A  patent  for  a  machine,  each  part  of  which  was 
in  use  before,  but  in  which  the  combination  of  the  different 
parts  is  new,  and  a  new  result  produced,  is  good,  because  there  is 
novelty  in  the  combination  {e) ;  but  here  the  case  is  perfectly  dif- 
ferent; formerly  three  pieces  were  united  together,  the  plsdntiff 
only  unites  two,  and  if  the  union  of  those  had  been  effected  in  a 
mode  unknown  before,  as  applied  in  any  degree  to  similar  pur* 
poses,  I  should  have  thought  it  a  good  ground  for  a  patent,  but 
unfortunately  the  mode  was  well  known  and  long  practised.  I 
think  that  a  man  cannot  be  entitied  to  a  patent  for  uniting  two 
things  instead  of  three,  where  that  union  is  effected  in  a  mode 
well  known  and  long  practised  for  similar  purposes  (/)/' 

In  the  present  case  it  is  quite  clear  the  anthracite  and  the  hot 
blast  were  put  together  in  a  way  well  known  for  purposes  well 


(«)  It  may  be  remarked  that,  on  the  test  here  (/)  This  dictum  of  the  learned  judge  must 

proposed,  the  anthracite  iron  would  be  a  new      eTidently  be  limited,  and  interpreted  according  to 


,  since  a  new  result  ^is  attained,  the      the  special  circumstances  of  tne  case,  since  cases 
evidence  showing  —  first,  that  iron  was  never      may  be  supposed  in  which  the  avoiding  a  joining 
before  made  from  anthracite  alone;  secondly,      might  be  of  the  greatest  importance* 
(hit  such  iron,  or  iron  having  such  qualities,  was 
■ever  known  before. 
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ArgufMntfir    known  before  for  the  manufacture  of  iron.  Every  one  knewtiiat 
the  deffndamu.  -j^^^  \}]Bst  could  be  used  for  that  purpose^  and  stone  ooal  was  and 
had  been  used,  though  not  so  advantageously.    There  cannot  be 
a  patent  for  using  a  thing  for  the  same  purpose^  in  a  way  which 
every  body  knows.     In  the  case  of  Cornish  ▼•  Keene  (3  Bing. 
N.  C.  370)  it  was  said  that  that  was  not  the  subject-matter  of  a 
patent^  or  a  new  manu&cture,  or  an  improvement  of  an  old  ma- 
nufacture^ which  was  merely  the  application  of  a  known  material 
in  a  known  manner  to  a  purpose  known  before^  but  the  court 
thought  the  invention  a  new  manufacture^  and  that  the  latter  part 
of  the  description  did  not  apply.   In  the  case  of  Kay  v.  Marshall 
(5  Bing.  N.C.)^  it  appeared  that  flax  had  been  spun  at  various 
distances,  and  that  this  was  a  fundamental  principle  of  dry 
spinning ;  that  the  machine  was  made  with  varying  readies  to 
suit  the  length  of  the  staple,  and  that  cotton  had  been  con- 
stantly spun  at  a  distance  of  £rom  two  to  six  and  a  half  inches. 
The  court  were  of  opinion  that  the  spinning  flax,  at  a  giren 
distance,  as  two  and  a  half  inches,  or  such  other  d^ree  of 
shortness  as  would  suit  the  continuity  of  the  roving,  was  not 
a  new  manufacture.     In  the  present  case  every  thing  is  the 
same :  the  furnace  is  the  same ;  coal  of  every  shade,  from  the 
bituminous  to    the    anthracite,   had  been   used  before;  the 
eflect  of  Mr.  Neilson's  patent  is  well  known ;  can  a  person  ha^e 
a  patent  for  applying  that  which  every  body  knows  is  applica- 
ble to  fuel,  to  one  species?   In  Eay^s  case,  every  one  knew  that 
flax  could  be  spun  at  various  distances^  and  that  the  machines 
could  be  adapted  to  any  distance ;  so  every  one  knew  that  the 
blast  could  be  applied  to  any  furnace. 

In  Minier  v.  Mower  {g)  a  patent  was  bad,  because  the  specifi- 
cation included  that  which  had  been  invented  before,  on  the 
ground  that  it  would  have  prevented  the  prior  inventor  from 
using  his  invention ;  so  this  includes  that  which  had  been  used 
before,  and  would  have  prevented  Neilson  from  applying  his  hot 
blast  to  furnaces  and  to  a  fuel,  the  use  of  which  in  such  furnaces 
was  well  known  (A).  These  cases  clearly  show,  that  the  use  of 
that  which  is  well  known  for  purposes  tiiat  are  well  known  and 
in  a  manner  well  known,  is  not  the  subject  of  a  patent. 

As  to  the  fourth  issue,  the  specification  is  defective  in  not 
stating  the  kind  of  furnace,  since  it  is  doubtful  whether  anthra- 
cite can  be  used  beneficially  in  large  furnaces ;  the  objection 
is,  therefore,  that  the  specification  should  have  described  the 
diflerence  between  a  small  and  a  large  furnace,  or,  at  all  events, 
have  described  the  kind  of  furnace  with  greater  particularity. 

The  issue  on  the  fifth  plea  is,  whether  the  hot  air  blast 
described  by  the  plaintiff  is  the  same  as  Neilson's,  and  the 


(g)  Ante  142;  S.  C.  6  A.  &  E.  735.  of  Saunden  v.  Atton,  3  B.  &  Ad.  881,  anU  75. 

{h)  The  learned  counsel  also  cited  the  cases       See  pott  401. 
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vsiiig  of  the  same  a  using  of  Neilson^s  invention,  and  in  the  event  H.  T.«  1842. 
of  this  issue  being  found  in  favour  of  the  defendants,  leave  has 
been  given  to  move  to  enter  a  verdict  for  the  plaintiff.  It  has 
been  said,  that  if  there  be  any  hot  air  blast  but  Neilson's,  the 
plaintiff  is  entitled  to  a  verdict ;  but  if  Neilson's  be  a  hot  air 
blast  in  use  in  England,  the  defendants  are  entitied  to  the  verdict ; 
because,  if  tiiere  are  some  hot  air  blasts  which  the  plaintiff  may, 
and  some  which  he  may  not  use,  this  should  have  been  stated 
in  the  specification.  If  tiie  plaintiff  claims  to  use  the  com- 
bination of  every  hot  air  blast,  then  Neilson's  is  included. 
No  otiier  hot  air  blast  than  Neilson's  is  suggested,  and  the 
plamtiff  worked  under  a  license  from  him.  It  is  said  that  the 
phintiff  would  be  entitied  to  judgment  non  obstante  veredicto, 
notwithstanding  the  proviso  in  the  patent  against  interfering 
with  any  previous  patent.  The  object  of  the  patent  is,  that  the 
person  obtaining  it  shaU  use  the  specific  tiling,  and  nobody 
else;  if  that  which  is  granted  includes  a  patent  granted  before, 
two  would  be  entitied  to  an  exclusive  use  of  the  same  tiling. 
If  tiie  crown  has  the  right  to  grant  this  second  patent,  it  grants 
the  sole  using  to  two  in  succession,  and  the  two  grants  cannot 
be  good,  since  the  crown  grants  to  Mr.  Neilson  the  sole  using  of 
the  hot  air  blast,  and  to  the  plaintiff  the  right  of  using  it  for  a 
particular  purpose.  The  crown  says — I  grant  this  patent,  pro- 
Tided  it  does  not  interfere  with  any  other — ^it  does  not  say,  pro- 
Tided  you  obtain  a  license;  this  second  grant  is  void,  and 
the  plaintiff  cannot  be  entitled  to  judgment  non  obstante  vere^ 
Ado.  The  letters  patent  restrain  every  one  from  using  the 
invention  without  the  license  of  the  patentee;  that  is  a  pro- 
tection and  a  privilege  granted  to  the  patentee ;  but  the  clause 
now  alluded  to  is  for  the  patentee  expressly,  and  has  no 
reference  to  the  public  (i). 

(t)  The  following  »  the  pronso  in  question*.  auiring  a  specification  (11  Anne),  but  also  in 

— ^  Profided  also,  Uiat  these  our  letters  patent,  those  before  the  statute  of  monopolies.     See  anU 

or  aoy  thing  herein  contained,  shall  not  extend,  or  15,  n.     The  object  of  the  proviso  appears  to  be 

be  coostmed  to  extend,  to  give  privilege  unto  the  explained  by   reference   to  the  history   of  the 

sod  A.  B.,  his  executors,  administrators,  or  as-  times.     It  was  the  practice  to  make  successive 

iigos,''or  any  ofjthem,  to  use  or  imitate  any  inven-  grants  of  the  same  thmg.   A  statute,  6  H.  8,  c.  15 

tioa  or  work  whatsoever  which  hath  heretofore  (Low  ^  Practice,  Tit.  Statutu),  was  passed,  de* 

been  mvented  or  found  out  by  any  other  of  our  claring  all  such  second  grants  to  be  void,  unless 

nbjects  whatsoever,  and  publicly  used  or  exer-  the  former  grant  and  its  determination  should  be 

cised  in  that  said  part  of  our  United  Kingdom  of  recited  in  the  second  letters  patent.     In  the  case 

Grett  Britain  and  Ireland,  £cc.  aforesaid,  unto  of  Dudley's  patent,  in  which  ^is  proviso  appears, 

vhom  our  like  letters  patent  or  privileges  have  there  had  been  several  other  grants,  some  of 

been  already  granted  for  the  sole  use,  exercise,  which  had  been  surrendered,  ante  16,  n. ;  there 

iod  benefit  thereof;  it  being  our  will  and  pleasure  would    also    be    many   others    practising,  with 

tint  the  said  A.  B.,  his  executors,  administrators,  greater  or  less  success,  the  making  of  iron  with 

•nd  assigns,  and  all  and  every  other  person  and  pit  coal.     It  would  have  been  contrary  to  the 

penoos  to  whom  like  letters  patent  or  privileges  common  law  of  the  realm,  that  such  second  grant 

we  been  already  granted  as  aforesaid,  shall  dis-  of  letters  patent  should  have  been  made,  wherebv 

tiactly  use  and  practise  their  several  inventions  by  any  one  would  have  been  restrained  in  tb&t  which 

tbem  invented  and  found  out,  according  to  the  he  did  before.     The  observations  of  Sir  £•  Coke, 

true  intent  and  meaning  of  the  same  respective  3  Inst.  181,  and  ante  31,  n.  p.,  are  material ;  where 

letters  patent  and  of  these  presents.*'  he  says — **  and  thus  in  Bircot*s  case  it  was  lUso 

The  above  proviso  existed  in  the  earliest  letters  resolved,  that  if  the  new  manufacture  be  substan- 

not  only  in  those  before  the  clause  re-  tially  invented  according    to  law,  yet  no  old 
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Argummftfm'       Sir  R  PoUock,  A.O.,  VL\ . Bidiard»^  Montague  Smiih,  and 
ike  piauuiff.      jfT^i^^^^  for  the  plaintiff. 

The  question  of  infringement  is  not  now  open  to  the  defend- 
ants ;  that  is  not  a  question  of  law^  but  one  of  fact,  which  was  con- 
ceded at  the  trials  or  the  opinion  of  the  jury  would  have  been 
taken  upon  it.  It  appears  from  Morgan's  evidence  {k)y  that  the 
defendants  were  using  a  considerable  proportion  of  stone  coal, 
and  for  any  thing  that  appears  to  the  contrary^  when  Reeoe  Davis 
was  at  their  works^  in  April  or  May,  1837,  they  were  using  all 
stone  coal  and  hot  blast  if) ;  it  further  appears,  that  the  defend- 
ants'  colliery,  purchased  since  the  plaintiff's  patent,  is  stone  coal, 
and  that  the  hot  blast  in  use  at  the  defendants'  works  was  of  a 
temperature  to  melt  lead,  which  is  known  to  take  place  abont 
600  degrees  Fahrenheit  (m).  The  plaintiff's  invention  is  the 
beneficial  use  of  anthracite.  A  partial  use  of  anthracite  is 
equally  an  infringement  of  the  patent,  which  is  for  making  iron 
by  the  combination  of  hot  blast  and  anthracite.  The  evidence 
being,  that  the  best  iron  is  that  made  with  all  anthracite  (n),  the 
patent  is  not  to  be  evaded  by  a  party  using  a  part  of  the  inven- 
tion, and  being  contented  with  a  part  of  the  advantage. 

Under  the  second  issue,  whether  the  plaintiff  was  the  tnie 
and  first  inventor,  it  must  be  assumed  that  some  invention  has 
been' made ;  the  only  question  then  is,  whether  the  plaintiff  was 
the  person  who  first  published  this  invention  to  the  world? 
Now,  it  has  not  even  been  suggested  that  any  person  before  the 
plaintiff  made  and  published  to  the  world  the  beneficial  use  of 
anthracite,  in  combination  with  the  hot  blast,  in  the  manufac- 
ture of  iron.  The  various  patents  put  in  (o),  independent  of  the 
other  evidence,  show  how  many  other  persons  had  made 
attempts  and  experiments — ^but  it  is  not  suggested  that  the 
plaintiff  learned  his  invention  from  these  or  any  other  sources ;  on 
the  contrary,  the  plaintiff  is  recognised  and  hailed  by  a  large  body 
of  his  neighbours  deeply  interested  in  the  prosperity  of  South 


manufacture  in  use  before  can  be   prohibited.  strictly  satisfied,  the  grant  will  be  void  or  void- 

The  question  then  would  appear  to  be  one  of  able,  but  it  is  a  proviso  for  the  protection  of  prior 

fact ;  was  the  manufacture  said  to  be  prohibited  patentees  and  of  the  public,  declaring  that  their 

in  use  before — was  it  in  actual  use  ?   not  was  it  rights  shall  not  be  interfered  with  under  coloor  of 

80  included  or  involved  in  that  which  was  done  the  subsequent  grant.    This  clause  would  in  all 

or  published  before,  that  its  use  might  be  con-  probability  be  a  good  plea  m  confession  and  avoid- 

oeived  to  have  been  contemplated.     The  words  ancc,  or  a  ground  for  repealing  letters  patent 

of  the  proviso  make  this  clear  and  distinct ;  it  which  had  been  used  in  fact  to  the  prejaoice  of 

forbids  to  use  or  imitate  any  invention  heretofore  prior  patentees,  but  it  would  appear  to  differ  ytrj 

invented  and  found  out."    The  proviso  in  effect  materially  from  the  other  provisos  above  referred 

says  this — ^the  before-mentioned  grant  shall  not  to.   In  effect,  it  seems  to  amount  to  a  declaration, 

extend  to  give  yoa  the  exclusive  use  of  any  thing  that  the  said  letters  patent  shall  not  be  an  answer 

which  was  the  common  property  of  the  public  at  to  any  action  by  a  party  for  an  infringement  on 

the  time  of  the  grant,  or  of  any  thing  m  which  his  prior  patent, 

another    had   already    an    exclusive    privilege.  (/c)  Ante  368. 

And  it  is  material  to  observe  with  respect  to  the  (f)  Ibid, 

above  proviso,  that  it  differs  in  form  and  in  legal  (m)  Ante  391,  in  Mr.  Brough's  evidence, 

effect  from  the  other  provisos  contained  in  the  (n)  Ante  390,  in  Mr.  Mushett*8  evidence, 

letters  patent ;  it  is  not  like  them  a  condition  (o)  See  the  patents,  mUe  376-7,  in  notes,  for 

upon  which  the  grant  is  made,  and  which,  if  not  the  use  of  stone  coal. 
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Wakfl,  as  the  discoverer  of  something  which  was  a  great  benefit  |^  ^^  ^342. 
to  the  countiy^  and  to  all  connected  with  the  anthracite  district. 
And  this  was  fully  borne  out  by  the  evidence  as  to*,the  sudden 
increase  in  the  value  of  that  species  of  property.  '^The  observa- 
tion ako  of  the  defendant,  Joseph  Price^  that  they  were  all  old 
hands,  and  would  soon  find  it  out  (/»),  is  an  admission  that  the 
plaintiff  was  the  inventor  of  something,  for  the  discovery  of 
which  the  expenditure  of  time  and  thought  was  necessary. 

But  it  is  contended  under  the  third  issue,' that  this  something 
whidi  the  plaintiff  has  discovered  is  not  a  new  manufacture 
vithin  the  statute  of  James.    This  involves  two  questions — 
first,  whether  the  said  invention  is  a  manufacture  ?  and,  se- 
condly, if  a  manufacture,  whether  it  be  new  ?    On  the  latter  of 
these  two  questions,  a  doubt  can  hardly  be  entertained.     It 
appears  firom  the  evidence,  and  in  iact  it  is  admitted  on  the 
other  side,  that  a  great  variety  of  attempts  had  been  made  to 
smeit  iron  with  anthracite  or  stone  coal^  but  that  they  had  all 
failed  and  been  abandoned.     It  is  for  the  defendants  to  make 
out  that  the  invention  or  manufacture  was  used  before.    The 
plamtiff  has  shown  certain  general  facts,  firom  which  the  con- 
Ticdon  of  the  novelty  of  the  invention  or  manufacture  almost 
inesistibly  arises — as,  for  instance,  the  extent  of  the  anthracite 
coal  basm ;  the  great  desideratum  of  a  method  of  using  it ;  that 
at  the  time  of  the  plaintiff's  patent  there  was  not  a  single 
fomaoe  smelling  iron  from  anthracite ;  hence,  for  the  purpose 
of  the  manu&cture  of  iron^  the  discovery  of  the  beneficial  use 
of  anthracite  was  the  discovery  of  a  new  fuel  or  ingredient  in 
the  smelting  furnace.    The  defendants  say  it  was  us^  before — 
but  when,  where,  and  to  what  extent  ?    Was  it  in  use  at  all  at 
the  time  of  the  plaintiff's  invention  ?    Had  it  even  been  used 
in  combination  with  the  hot  blast  ?    There  is  no  evidence  what- 
ever of  its  having  been  so  used.    The  patents  which  have  been 
pot  in,  and  which  have  been  relied  on  in  the  argument  on  the 
odier  side,  famish  the  strongest  evidence  in  support  of  the 
plamlaff's  case,  showing,  as  they  do  distinctly,  the  nature  of  the 
attempts  which  had  been  made.    But  it  is  said  that  iron  was 
sctuaDy  made  in  1827)  at  Abercrave,  with  anthracite.    What 
ue  the  £Eu;ts  ?    That  in  a  model  furnace,  three  feet  across  the 
boshes,  that  is  in  the  widest  part,  and  fifteen  feet  high  (an  ordinary 
fornace  being  fifteen  feet  across  the  boshes  and  forty-five  feet 
bigh),  they  succeeded  in  making  iron  with  anthracite  and  cold 
blast    They  then  set  to  work  with  a  larger  furnace,  but  the 
yield  of  iron  was  small,  the  quality  so  indifferent — tender  and  cold 
short— that  it  could  hardly  be  got  rid  of,  even  at  a  loss  of  from 
2^  to  il  a  ton.    After  struggling  on  for  about  a  twelvemonth. 


(p)  Anu  388.9. 
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Argument  for  the  works  wcre  abandoned^  although  the  company  were  raider 
epam  jf,  a  sleeping  rent  of  400/.  per  annum.  Contrast  this  with  the 
state  of  things  immediately  after  the  publication  of  the  plaintaflPs 
invention.  A  sudden  advance  takes  place  in  the  value  of  all 
anthracite  property ;  the  iron  is  pronounced  to  be  the  best  iron 
made ;  the  plaintiff  is  hailed  as  a  great  discoverer;  and,  on  the 
argument,  the  great  value  of  the  invention  has  been  folly 
admitted. 

But  it  is  said^  that  the  invention  is  not  a  manu&ctoie  for 
which  a  patent  can  be  granted — ^that  it  is  simply  the  use  d  an* 
thracite,  a  known  fuel,  in  a  way  well  known  before.    Nothing 
is  more  fallacious  than  this  mode  of  speaking  of  an  invention; 
that  it  is  only  so  and  so ;  discoveries  which  have  reflected  flie 
greatest  honour  and  benefit  on  mankind  have  been  but  the 
application  of  some  well-known  substance,  or  some  well*known 
laws  and  properties  of  matter ;  obvious  and  simple  in  die  ex- 
treme when  foimd  out    The  invention  may  be  considered  in 
any  of  the  following  ways ;  as  the  introduction  of  a  new  fuel  in 
the  smelting  of  iron ;  as  a  new  mode  of  making  iron;  or  as  a 
mode  of  making  a  new  iron,  t*e.  as  a  new  article,  a  new  combinar 
tion  of  matter.   Had  anthracite  been  recently  disoovered  as  a  fuel, 
can  it  be  doubted  for  an  instant  that  its  application  to  the 
manufacture  of  iron  would  have  been  the  subject-matt^  of 
letters  patent  ?    Wherein  consists  the  difference  between  lint 
and  the  present  case  ?     It  was  known  and  used  as  a  fuel  for 
some  purposes,  but  practically  useless  for  the  manufacture  of 
iron.    The  plaintiff  has  published  to  the  world  in  what  manner 
it  may  be  rendered  usefuL    There  are  many  cases  in  which  die 
application  of  a  welUknown  article,  in  a  manner  well  known 
before,  in  the  manufacture  of  an  article  well  known  before,  has 
been  held  to  be  the  subject-matter  of  a  patent.     In  Derosne^ 
case  (9),  the  invention  was  the  application  of  charcoal  as  die 
filtering  medium  for  syrups  of  sugar.  Charcoal  was  well  known, 
and  had  been  used  as  a  filtering  medium  for  almost  every  liquid, 
but  before  the  patent  had  not  been  applied  to  the  manufiEuiture 
of  sugar.     In  Hallos  patent  (r),  the  invention  was  the  applicsr 
tion  of  the  flame  of  gas  to  singe  off  the  superfluous  fibres  of 
lace,  and  other  similar  fabrics,  having  holes  and  interstices. 
In  Dudley^s  patent  («),  excepted  in  the  statute  of  monopolies, 
the  invention  was  the  use  of  pit  coal  instead  of  wood  in  the 
manufacture  of  iron.     In  all  these  cases  the  result  attained  was 
old,  but  the  novelty  or  invention  consisted  in  the  manner  of 


(9)  AnU  152.     See  also  Hartley's  patent,  ante  for  melting  iron,  &c.,  with  stone  coal,  omU  35; 

54,  and  end  note.  and  Manaell's  patent,  ante  17,  for  siifafltitiiliiig 

(r)  Ante  91  &  99,  n.  coal  for  wood  in  the  manufacture  of  glsas.    The 

($)  Ante  14.  It  appears,  ante  16,  n.,  that  a  great  similarity  between  the  subject-matter  of  then  and 

▼anety  of  patents  for  the  same  object  had  been  the  plaintiff's  patent  is  remarkable. 

granted,  but  failed.     Sec  also  Buck's  invention 
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attaining  the  result;  the  novelty  of  a  manufacture  may  consist  H.T.,ia42, 
either  in  a  new  mode  of  attaining  an  old  result,  or  in  a  new 
result  attained  by  old  modes.  Suppose  the  iron  in  the  present 
case  to  be  old,  that  is^  to  be  substantially  the  same  material  as 
was  obtained  before.  Then  the  novelty  consists  either  in  the 
process  of  making,  or  in  its  being  composed  of  certain  materials* 
Sappose  the  invention  a  mere  process,  then  any  change  in  the 
order  of  the  process,  or  generally  in  the  modus  operandiy  con- 
stitutes a  new  manufacture  {fj.  The  inventor  may  fail  in  the 
specification  of  the  invention,  and  in  all  the  cases  cited  in  the 
argument  for  the  defendants,  with  the  exception  of  Brunton's 
case, the  defect  has  been  of  this  nature.  In  Saunders  v.  Aston  [u), 
the  real  invention  was  an  improved  button,  in  which  the  old 
flexible  shank  was  substituted  for  the  old  metal  shank  by  the' 
special  aid  of  a  collet,  but  this  was  not  so  claimed  or  pointed  out 
by  the  specifilcation  as  the  invention.  In  Kay's  case  there  was 
the  same  kind  of  defect.  The  immediate  result  of  Kay's  invention 
was  to  put  flax  spinning  on  the  same  footing  as  cotton  spinning, 
and  to  increase  the  manufacture  of  that  article  many  thousand 
fold.  No  one  who  is  aware  of  what  Kay  did  for  that  depart- 
ment of  our  manufactures  can  doubt  for  an  instant  that  an 
invention  existed,  in  fact,  which  if  properly  specified  was  the 
subject  of  a  valid  patent  But  the  court  on  the  construction  of 
the  specification  separated  the  invention  into  two  distinct  parts, 
in  respect  of  either  of  which,  taken  independently,  the  patent 
could  not  be  supported  (^).  The  position  of  the  plaintiff  resem- 
bles that  of  Mr.  Kay,  in  respect  of  the  extraordinary  nature  of 
the  result  produced.  The  large  coal  basin  of  South  Wales,  before 
comparatively  valueless,  has  now  become  most  valuable  pro- 
perty. In  the  case  of  Brunton  v.  Hawkes  (y )  the  objection  was 
that  the  anchor  was  not  new,  the  adze  or  mushroom  anchor, 
having  the  parts  united  in  the  manner  described  in  the  specifi- 
cation, being  in  use  before  the  patent ;  so  that  a  part  of  the 
invention  specified  and  claimed  in  that  case  was  old.  Further,  the 
observations  in  that  case  respecting  the  amount  of  the  invention, 
or  its  sufficiency  to  support  letters  patent,  cannot  be  relied  on, 
^d  reasoning  of  that  kind,  as  has  been  already  remarked,  is 


(0  A  remarkable  instance  of  the  kind  has  re-  then  in  a  solution  of  soap.     The  effect  is,  that  by 

cently  occnpied  the  attention  of  the  Court  of  the  first  immersion  ever^^Jibre  becomes  impreg- 

QaecD's  Bench,  in  the  case  of  Hellw^U  v.  Dear-  nated  with  the  alum,  ^the  sulphuric  acid  of  the 

»<w.    The  object  of  the  plaintiff's  invention  was  alum  being  neutralized  by  the  carbonate  of  lime, 

tfae  rendering  fabrics  waterproof,  but  at  the  same  and  by  the  second  immersion  the  oily  quality 

tine  letring  such  fabrics  pervious  to  air.     It  ap-  rendering  it  repellant  of  water  is  given  to  every 

petred,  that  before  the  plaintiff's  patent  a  solution  fibre,  so  that  each  fibre  is  rendered  waterproof 

«f  alum  and  soap  was  made,  and  the  fabric  to  be  instead  of  the  surface  only ;  but  the  whole  tabric 

indered  waterproof  was  immersed  therein.     By  continued  pervious  to  air. 
tbis  means  a  waterproof  surface  was  produced  on  (u)  3  B.  &  Ad.  881,  and  ante  75,  n. 

tl»  fabric,  but  it  was  not  of  a  lasting  nature— it  (x)  Kayy,  Marshall,  6  Bing.  N,  C.  492,  &  pout. 

wore  off.     According  to  the  plaintiff  s  invention,  (y)  4  B.  &  Aid.  450.    See  note  on  this  case, 

tbe  fabric  is  immersed  first  in  a  mixture  of  a  so-  post  409,  n.  e. 
\a6aa  of  alum  with  some  carbonate  of  lime,  and 

3    F 
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Argument  for    extremely  fallacious.    What  evidence  can  the  result  furnish  of 
the  piatnti^,      ^^^  labouT  and  painful  thought  which  may  have  been  expended? 
The  perfection  of  invention  is  simplicity  of  means  to  \he  end; 
and  the  progress  of  any  particular  invention  is  always  marked 
by  the  adoption  of  simpler  and  cheaper  methods.     It  has  been 
expressly  held  to  be  no  objection  to  a  patent  that  the  invention 
was  the  result  of  accident  (^z),  many  of  the  greatest  discoveries 
have  originated  from  that  source.     What  test  or  measure  can 
exist  of  the  amount  or  magnitude  of  the  invention  ? — ^the  only 
practical  test  is  its  benefit  and  utility.  What  merit  in  respect  of 
the  invention  is  due  to  the  introducer  of  a  manufacture  from 
abroad?     But  the  rights  of  such  patentees  are  recognised  by 
law.     It  is  for  the  benefit  to  the  country  and  the  public  that 
the  patentee  is  rewarded.     The  magnitude  and  nature  of  the 
consequences  produced  afford  the  best  evidence^  and  a  certain 
measure,  of  the  sufficiency  of  an  invention  to  be  the  subject  of 
letters   patent.     In   the  present  instance,   there  is  abundant 
evidence  of  design,  labour,  and  expense.    It  has  been  urged  that 
the  plaintiff  has  done  no  more  than  any  one  might  have  done, 
namely,  get  a  license  from  Neilson,  and  use  the  hot  blast  to  his 
furnace,  charged  with  stone  coal.     But  how  came  it  to  pass  that 
no  other  person  did  that  during  eight  years  ?  Was  it  so  obvious, 
after  the  repeated  attempts  to  make  iron  with,  and  the  abandon- 
ment of,  this  untractable  fuel,  that  it  could  be  used  beneficially 
for  this  purpose  ?     Did  it  require  no  experiment  to  determine 
that  a  temperature  of  about  600  degrees  Fahrenheit  was  the 
proper  temperature,  or  to  ascertain  what  would  be  the  probable 
effect  of  the  hot  blast  on  the  anthracite,  or  on  the  quality  of  the 
iron,  and  yield  of  the  furnace,  it  being  an  indisputable  fact  that 
the  use  of  the  hot  blast  produces  in  many  cases  iron  of  inferior 
quality  to  that  made  with  the  cold  blast  ?    Was  it  quite  obvious 
what  proportions  of  coal  and  mine  would  answer,  or  what 
should  be  the  size  of  the  pieces  of  anthracite  under  a  certidn 
pillar  of  blast,  it  being  well  known  that  one  insuperable  objec- 
tion was  the  difficulty  of  getting  the  blast  through  the  anthra- 
cite?    The  plaintiff  has,  in  his  specification,  given  directions 
on  all  these  points,  and  yet  it  is  to  be  said  that  he  has  made  no 
experiments,  that  it  has  been  a  mere  lucky  hit,  so  obvious  to 
every  one  that  no  merit  is  to  be  given  to  the  inventor,  notwith- 
standing the  benefit  derived  from  the  invention  and  the  magni- 
tude of  the  result.    What  experiments  would  satisfy  the  other 
side ;  experiments  requiring  an  outlay  of  many  thousands^  and 
a  duration  of  many  years?     Iron  cannot  be  made  in  model  fur- 
naces, as  the  failure  of  the  Abercrave  speculation  shows,  or  in 
private ;  and  the  policy  of  the  patent  law  renders  it  imperative 

(s)  Per  Lord  Mansfield,  ante  54,  and  sec  note  d,  ibid. 
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on  a  person  to  hazard  his  scheme  before  in  some  cases  he  can  H.  T.,  1842. 
have  assured  himself  of  its  success.    The  plaintiff  has  boldly 
nm  the  risk^  and  the  principle  of  the  patent  law  is^  that  he  who 
has  had  the  charge  shall  reap  the  reward. 

Further,  the  result  of  the  manufacture,  the  iron  produced,  is  a 
new  substance ;  a  new  combination  of  materials.  An  attempt 
has  been  made  to  show  that  anthracite  and  bituminous  coal  run 
into  each  other,  and  that  in  some  places  one  could  not  be  used 
without  also  using  the  other ;  this  is  absolutely  denied  by  some 
of  our  witnesses,  and  appears  to  have  been  a  misunderstand- 
ing (a).  But  is  it  doubted  for  an  instant  that  the  intractable 
substance  called  by  the  name  of  anthracite,  or  stone  coal, 
which  becomes  black  when  blown  with  cold  blast,  is  not  weU 
known  ?  The  defendants'  own  notice  of  objections  states  it  to 
be  a  well-known  substance  (6).  Is  then  an  invention  of  this 
nature  to  be  frittered  away  by  the  chemical  and  scientific  evi- 
dence of  persons,  who  tell  you,  in  conclusion,  that  no  one  knows 
any  thing  about  it  theoretically  but  those  who  puzzle  them^ 
selves  (c),  but  that  practically  every  one  knows  what  is  meant 
by  stone  coal?  Further,  suppose  a  person  to  have  discovered 
that  iron  could  be  made  firom  rubbish,  hitherto  rejected  as  use- 
less, by  dealing  with  that  rubbish  in  a  particular  manner,  tliis 
would  be  a  perfectly  good  subject-matter  of  a  patent.  This  was 
dedded  by  Jxyrd  Eldofiy  L.C.,  when  he  said,  there  may  be  a 
valid  patent  for  a  new  combination  of  materials  previously  in 
use  for  the  same  purpose,  or  for  a  new  method  of  applying 
sodi  materials  (i^),  in  which  case  also  part  of  the  invention  was 
making  iron  from  slags  or  cinders.  The  combination  of  the  hot 
blast  and  anthracite  is  new,  and  the  result  produced  is  a  new 
iron ;  an  iron  of  better  quality  than  any  before  produced,  and  with 
less  consumption  of  fuel  (e).  What  other  test  can  be  adopted  ? 
The  substances  were  never  employed  together  before,  and  the 
result  obtained  is  for  the  purpose  of  use  and  commerce  a  better 
and  a  cheaper  article ;  it  resembles  more  nearly  than  any  other 
the  iron  firom  vegetable  charcoal.  The  uniform  tenour  of  the 
decisions  shows  any  modification  in  the  manner  of  making  an 
article  of  commerce,  whereby  the  price  is  diminished,  or  the 
quality  and  general  utility  of  the  article  produced  are  increased, 
to  be  a  new  manufacture,  even  though  all  the  substances  were 
known  and  used  (/).  It  has  been  objected,  that  the  plaintiff 
continued  his  experiments  after  the  grant  of  the  letters  patent; 


(«)  See  Mr.  Moshet's  evidence,  ante  390,  and  (e)  Ante  387. 

■otcf.  ^')  The  following  cases  were  cited  and  re- 

(h)  AnU  379.  ferred  to :  Per  FAlenharough^  C.  J.,  in  Huddart  v. 

(c)  Ikid,  390,  n.  e.  GrimthatP,  ante  86 ;  per  Eyre,  C.  J.,  in  BmiUon  is 

(d)  Hill  V.  ThomfMon,  ante  237.  See  also  per  Watt  v.  Bull,  2  H.  Bl.  494,  and  avU  56,  n.  See 
ikkct,  C.J.,  in  R.  v.  Wheeler,  cited  in  the  judg-  also  per  BuUer,  J.,  ante  71,  n.  e.,  and  the  cases 
■wot,  ^  409.  mentioned  in  the  judgment,  poU  409. 
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Argumintfvr    but  this  hc  is  bound  to  do,  and  to  give  the  public  the  best 

e  p  am  ijj.      ^tiej^j^^  With  which  he  is  acquainted  up  to  the  time  of  ma]ung 

his   specification.     This  question  was  decided  in   Crossley  t. 

Beverley  (^g\  and  the  authority  of  that  case  has  been  confirmed 

by  many  subsequent  decisions. 

On  the  fourth  issue,  the  sufficiency  of  the  specification  to 
enable  any  person  acquainted  with  the  manufacture  of  iron  to 
practise  the  invention,  no  question  has  now  been  made.  It  is 
clear  on  the  evidence,  that  anthracite,  in  combination  with  the 
hot  blast,  may  be  used  beneficially  in  all  furnaces ;  but  it  is  a 
question  yet  undecided,  what  size  of  furnace  is  the  very  best  for 
the  manufacture  of  iron  according  to  the  plaintiflTs  invention. 
Further,  every  specification  must  be  examined  according  to  the 
state  of  knowledge  at  the  time  (A). 

Upon  the  fifth  issue,  several  questions  have  been  made.    It 
is  contended  on  the  part  of  the  plaintiff,  that  the  specification 
includes  every  kind  of  hot  blast;  and  then,  with  reference  to  the 
issue  of  fact,  the  question  arises,  whether  the  hot  air  blast  used, 
or  contemplated  to  be  used,  by  the  plaintiff,  was  substantially 
the  same  as  Neilson*s  (»).     With  respect  to  the  latter  part  of 
the  issue,  the  question  is  simply  whether,  supposing  the  hot 
blast  referred  to  in  the  plaintiff's  specification  to  be  the  same  as 
Neilson's,  and  that  the  plaintiff's  invention  cannot  be  practised 
without  the  use  of  that  hot  air  blast,  his  patent  is  void  by  reason 
of  the  particular  proviso  inserted  in  the  letters  patent  (i)  ?  or, 
which  is  the  same  question,  whether  letters  patent  for  an  inven- 
tion which  cannot  be  put  into  practice  without  infringing  on  a 
previous  patent  still  in  force,  or  letters  patent  for  an  improve- 
ment on  a  patent  still  in  force,  are  void  in  law  ?    It  is  said,  that 
Neilson  has  a  grant  for  using  hot  air  blast  for  all  purposes,  and 
that  the  plaintiff  has  a  subsequent  grant  for  using  it  for  a  par- 
ticular purpose;  and  that  therefore  the  latter  grant  interferes 
with  the  former,  contrary  to  the  above-mentioned  proviso  of 
the  letters  patent.    But  grants  of  this  nature  must  be  oonstraed 
according  to  the  state  of  knowledge  at  the  time,  and  the  inten- 
tions of  the  party,  as  they  can  be  gathered  from  the  words  of  hi» 
specification  and  his  acts.     In  Crossley  v.  Beverley  (/),  it  was 
objected  that  a  patent  for  a  gas  apparatus  was  bad,  because  the 
specification  spoke  generally  of  coal  and  any  other  substance 
capable  of  producing  gas  for  illumination,  and  it  was  proved 


<g)  Ante^  117.     See  also  pw-  Tindai,  C.J.,  in  the  improved  method  of  obtaining  the  hotWast 

Jtmet  V.  lleaton,     "  The  patentee  is  bound  to  ffive  subsequently  introduced  was  held  to  be  included 

in  his  specification  the  most  improved  state  of  his  in  his  patent.     It  is  unnecessary  here  to  give  any 

invention  up  to  the  time  of  enrolling  his  specifi-  report  of  the  argument  on  this  point.     See  nH 

cation."  378.  n .,  and  judgment,  post  4 1 2. 

(A)  On  this  point,  see  pott  405.  {k)  See  the  proviso,  ante  397,  and  some  obw^r- 

(i)   As  to  this,  see  the  judgment  of  the  court,  vations  upon  its  form  and  effect. 

fOit  412.      The  trial  at  nhi  prius  was  prior  to  (/)  Ante  107. 
the  decision  in  Neiison^  case,  anle  369,  by  which 
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that  the  apparatus  described  would  not  answer  at  all  for  making  h.  t.,  1842. 

gas  from  oil.    But  Lord  Tenterden,  C.  J.^  said — '^  the  patentee 

must  be  understood  to  mean  things  that  were  in  use,  and  not 

Aings  which  would  produce  gas,  as  every  thing  inflammable 

would,  but  from  being  so  expensive  was  never  expected  to  be  in 

use."    And  again — "  a  man  must  have  the  spirit  of  prophecy  if 

he  knows  that  people  will  apply  those  things  to  the  purpose  for 

which  they  were  not  considered  applicable  at  the  time**(»i). 

Had  Neilson,  or  any  person,  the  least  conception  that  anthracite, 

that  intractable  fuel,  the  attempts  to  use  which  were  so  fruitless 

that  a  company  abandoned  their  works  though  under  a  sleeping 

rent  of  400/.  per  annum  (n),  could  be  rendered  useful  for  smelting 

iron?    NeUson's  patent  was  in  existence  for  eight  years  before 

the  pluntiif 's  patent.     Suppose  the  patent  had  expired,  and  a 

considerable  interval,  say  fifty  years,  had  elapsed,  before  any 

person  had  been  at  the  psdns  and  expense  to  try  once  more  that 

intractable  fuel,  and  to  see  whether,  by  a  proper  hot  blast  and 

a  proper  adaptation  of  other  things,  it  could  be  used  in  smelting 

iron.    Can  it  be  doubted  that,  under  such  circumstances,  the 

patent  would  have  been  valid  ?     Is  the  invention  then  less  the 

subject  of  a  patent,  because  the  hot  blast  itself  has  only  been. 

discovered  for  some  eight  years,  instead  of  having  been  known 

for  a  longer  period,  or  always  known  ?     But  it  is  said  that 

Neikon  is  prejudiced.     In  point  of  fact  he  has  been  greatly 

benefitted,  since  by  reason  of  this  discovery  a  license  under  his 

patent  has  been  taken  not  only  by  the  plaintiff  but  by  many 

others. 

The  proviso  can  only  mean,  that  a  subsequent  patentee  shaU 
not  use  the  prior  invention  without  a  license  from  the  prior 
patentee.  If  this  be  not  the  meaning,  the  greatest  mischief 
mstead  of  benefit  would  result,  since  the  progress  of  improve- 
ment would  be  stopped  during  the  term  of  the  prior  patent.  If 
liters  patent  for  an  invention,  involving  the  use  of  an  invention 
the  subject  of  an  existing  patent,  or  for  an  improvement  on  an 
eiisting  patent,  be  void  in  law,  the  author  of  such  invention  or 
improvement  must  wait  until  the  expiration  of  the  prior  patent 
befiyre  procuring  letters  patent  for  his  own  invention  and  pub- 
fishing  it  to  the  world,  whereby  he  will  run  great  risk  of  losing 
aU  reward,  the  prior  patentee  will  be  deprived  of  the  advantage 
resulting  from  the  extended  use  of  his  own  invention  during  the 
residue  of  the  term  of  his  letters  patent,  and  the  public  will  run 
tlie  risk  of  losing  the  invention  altogether  by  the  death  of 
the  party,  or  at  all  events  will  be  deprived  of  the  enjoyment  of 
it  for  the  time  during  which  the  invention  is,  so  to  speak,  in 
abeyance  (o).    Many  instances  might  be  cited,  in  which  prior 


(n)  Ibid.  108,  and  see  ante  110,  n.  m.  (0)  See  in  Morgan  v.  Seaward,  where  it  is  said 

{n)  Ant$  389.  that  letters  patent  ft>r  an  invention  altogether 
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ArgfuMntfir  patents  have  been  rendered  many  times  more  valaable  dian 
the  plaintiff,  before  by  reason  of  some  subsequent  improvement  or  addition, 
which  was  the  subject  of  other  letters  patent.  A  patent  for  &n 
improvement  generally  is  valid  (p).  What  difference  can  it 
make^  whether  the  thing  improved  upon  be  or  be  not  itself  the 
subject  of  a  patent  ?  But  this  question  has  been  expressly 
decided  by  Lord  Eldon,  L.  C,  who,  on  opposition  at  the  great 
seal,  allowed  letters  patent  for  an  improvement  on  an  existing 
patent  (9).  Further,  this  objection  has  never  been  raised  in  the 
course  of  Utigation  on  any  patent,  notwithstanding  that  in  a 
great  number  of  cases  the  patent  in  dispute  was  for  an  improve- 
ment on  an  existing  patent  (r) ;  and  such  an  objection,  if  allowed, 
would  be  prejudicial  to  the  prior  patentee,  the  improver,  and  the 
public. 
The  reply,  BompoSj  Scijt.,  in  reply :  The  question  of  infringement  is  open 

to  the  defendants,  for  the  court  were  to  be  at  liberty  to  draw 
the  same  inference  as  a  jury.  If  the  defendants  used  a  sub- 
stantial part  for  the  purpose  of  evading  the  patent,  that  would 
undoubtedly  be  an  infiringement ;  but  if  the  patent  be  for  using 
all  stone  coal,  then  there  has  been  no  infringement.  The  present 
case  differs  essentially  from  any  that  has  been  cited,  as  to  the 
using  of  known  substances  in  known  manners.  Here  every 
thing  is  old — ^the  materials,  the  manner  of  using,  the  result; 
there  is  no  novelty,  every  thing  takes  place  according  to  the 
ordinary  method — ^the  plaintiff  has  done  nothing  more  than 
adopt  Neilson's  patent ;  he  uses  that  which  was  known  before, 
in  a  manner  known  before,  and  for  a  purpose  known  before. 
No  case  has  gone  so  far  as  to  decide  that  such  can  be  the  subject 
of  letters  patent. 

The  fifth  issue  is  one  partly  of  fact  and  partly  of  law.  He 
plaintiff  cannot  have  judgment  non  obstarUe  veredicto.  The  spe- 
cification must  be  considered  as  included  in  the  letters  patent; 
the  grant  woidd  there  appear  to  be  the  using  hot  blast  to  an- 
thracite. Now,  Neilson  has  a  prior  grant  for  using  hot  blast  to 
all  kinds  of  fuel ;  anthracite  was  a  known  fuel ;  how  then  can 
the  plaintiff's  patent  be  good  for  using  hot  blast  to  a  particular 
purpose  ?  Such  a  grant  in  effect  gives  the  right  of  using  the 
patent  of  another,  but  such  a  grant  is  clearly  void  in  law ;  there 
cannot  be  two  grants  of  the  same  thing  to  different  persons. 
Although  patents  have  been  taken  out  in  many  instances  for 
improvements  on  patents,  a  grant  of  using  a  patent  for  a  par- 


useless  might  be  considered  as  mischievous  to  the  defendants,  would  obviously  be  highly  preiudicial 

state,  toiue  hart  of  trade,  and  generally  incon-  to  the  progress  of  invention.   See  in  judgmeat, 

venient,  since  no  addition  or  improvement  of  such  pott  413. 

an  invention  could  be  made  by  any  one  during  (p)  MorrU  v.  Bran^im,  ante  51,  and  note  ibid, 

the  continuance  of  the  monopoly,  without  obliging  (q)  In  ex  parte  Fox,  past, 

the  person  making  use  or  it  to  purchase  the  (r)  As  in  the  cases  of  Lefoit  ▼.  Dam,  and 

useless  invention.  Ante  197.    The  practical  effect  llnrmar  v.  Plnyne^  cited  post  in  the  judgment, 

of  the  doctrine  contended  for  on  the  part  of  the  and  of  Russell  v.  Cowley,  1  C.  M.  &  R.  064. 
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ticular  purpose  is  not  good.  Without  a  patent  the  plaintiff  H.  T.,  1842. 
could  not  have  used  the  hot  blast ;  the  using  it  with  a  patent  is 
as  much  an  infringement  as  the  using  of  it  without  a  patent. 
The  proviso  means  that  the  grant  shall  not  interfere  with  any 
previous  grant.  No  case  has  been  cited  in  which  the  subsequent 
patent  included  the  use  of  the  former  patent ;  for  such  second  * 
grant  would  of  necessity  be  void.  Cur*  adv.  milt. 


Sir  N.  C.  TiNDAL,  C.  J. :  This  was  an  action  on  the  case  for  Judgment. 
the  infringement  of  a  patent,  granted  to  the  plaintiff  on  the  28th   "°®     ' 
of  September^  1836,  for  an  improvement  in  the  manufacture  of 
iron.    The   declaration  was  in  the  usual  form,  and  the  de- 
fendants pleaded  thereto^   first,    that   they  were  not  guilty; 
secondly,  that  the  plaintiff  was  not  the  first  and  true  inventor 
of  the  said  improvement.     Upon  each  of  which  pleas  issue  was 
joined.    Thirdly,  after  setting  out  at  length  the  plaintiff's  spe- 
cification, the  defendants  pleaded,  that  the  alleged  improvement 
therein  described  was  not  a  new  manufacture,  invented  by  the 
plaintiff,  within  the  intent  and  meaning  of  the  statute,  as  to  the 
public  use  and  exercise  thereof  inEngland;  which  allegation  was 
traversed  by  the  plaintiff  in  his  replication.     Fourthly,  the  de- 
fendants pleaded,  that  the  nature  of  the  plaintiff's  invention, 
and  the  manner  in  which  it  was  to  be  performed,  was  not  parti- 
cularly described  or  ascertained  by  the  plaintiff  in  his  specifica- 
tion; upon  which  plea  issue  was  joined.     And  in  their  last  plea 
the  defendants,  after  referring  to  the  plaintiff's  specification 
before  set  out  in  the  third  plea,  stated  the  grant  of  letters 
patent,  dated  the  11th  of  September,  1828,  to  one  James  Beau- 
mont Neilson,  for  an  improved  application  of  air  to  produce 
heat  in  fires,  forges,  and  furnaces,  where  bellows  and  other 
blowing  apparatus  were  required ;  that  Neilson^s  invention  was 
the  production  and  application  of  a  hot  air  blast,  and  was  in 
public  use,  with  Neilson's  license,  in  the  smelting  and  manufac- 
tnring  of  iron  from  iron  stone,  and  was  the  hot  air  blast  in  the 
plaintiff's  specification  mentioned ;  that  the  plaintiff  could  not 
iise  the  hot  air  blast  mentioned  in  his  specification  without 
Neilson's  license ;  and  that  he  had  obtained  such  license  before 
the  grant  of  his  letters  patent;   and  that  the  using  by  the 
pkbtiff  of  the  hot  air  blast  in  the  smelting  of  iron  from  iron 
stone,  combined  with  anthracite  or  stone  coal,  as  mentioned  in 
his  specification,  was  a  using  and  imitating  of  Neilson's  inven- 
tion, whereby  the  plaintiff's  patent  was  void.     The  plaintiff 
replied  to  this  last  plea,  that  Neilson's  invention  was  not  the 
same  hot  air  blast;  and  that  the  machinery  and  apparatus 
^opted  for  the  application  thereof,  mentioned  and  referred  to 
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crane's  patent. 


Judgment.  in  the  plaintiff's  specification,  was  not  nor  was  the  using  by  the 
plaintiff  of  the  invention  as  described  in  his  specificatioa  a 
using  and  imitating  of  Neiison's  invention,  described  in  Nel- 
son's specification:  which  allegation  b  traversed  by  tlie  defen- 
dants in  their  rejoinder. 

At  the  trial  before  me,  the  verdict  was  entered  for  the  plain- 
tiff on  all  the  issues,  subject  to  the  opinion  of  the  court  upon 
the  evidence  given  at  the  trial,  as  contained  in  a  report  agreed 
upon  between  the  parties,  the  court  being  at  liberty  to  draw  the 
same  inference  from  it  as  a  jury  might  draw. 

On  the  argument,  it  was  contended  by  the  defendants,  that 
the  verdict  ought  to  be  entered  for  them  on  each  of  the  issues 
joined  on  the  record ;  but  as  the  main  question  between  the 
parties  turns  on  the  third  issue,  which  involves  the  question, 
whether  the  invention  of  the  plaintiff  is  a  manufacture  within 
the  intent  and  meaning  of  the  statute  of  James;  that  is,  whether 
it  is  or  is  not  the  subject-matter  of  a  patent;  and  as  the  deter- 
mination of  this  issue  in  favour  of  the  one  party  or  the  other, 
will  render  the  decision  of  the  other  issues  free  from  difficulty, 
the  simplest  way  will  be,  to  apply  ourselves  in  the  first  instance 
to  that  question. 

Now,  in  order  to  determine  whether  the  improvement  de-  , 
scribed  in  the  patent  is  or  is  not  a  manufacture  within  the 
statute,  we  must  in  the  first  place  ascertain  precisely  what  is  the 
invention  claimed  by  the  plaintiff;  and  then  by  the  application 
of  some  principles  admitted  and  acknowledged  in  the  applica- 
tion of  the  law  relating  to  patents,  and  by  the  authority  of 
decided  cases,  determine  the  question  in  dispute  between  the 
parties.  The  plaintiff  describes  the  object  of  his  invention  to 
be,  the  application  of  anthracite  or  stone  coal  combined  with 
and  hot  biast  in  hot  air  blast  in  the  smelting  or  manufacture  of  iron  from  iron 
ihTmairufactare  ^^^^>  mine,  or  ore,  and  states  distinctly  and  unequivocally,  at  the 
of  iron.  end  of  his  specification,  that  he  does  not  claim  the  use  of  a  hot  air 

blast  separately  as  of  his  invention,  when  uncombined  with  the 
application  of  anthracite  or  stone  coal.  Nor  does  he  claim  the 
application  of  anthracite,  or  stone  coal,  when  uncombined  with 
the  using  of  hot  air  blast;  but  what  he  claims  as  his  inven- 
tion is,  the  application  of  anthracite  or  stone  coal  and  culm, 
combined  with  the  using  of  hot  air  blast,  in  the  smelting  and 
manufacture  of  iron  from  iron  stone,  mine,  or  ore.  And  the 
question,  therefore,  becomes  this — ^whether,  admitting  the  using 
of  the  hot  air  blast  to  have  been  known  before  in  the  manufac- 
ture of  iron  with  bituminous  coal,  and  the  use  of  anthracite,  or 
stone  coal,  to  have  been  known  before  in  the  manufactore  of 
iron  with  cold  blast,  but  that  the  combination  of  the  two  toge- 
ther (the  hot  blast  and  the  anthracite)  were  not  known  to  be 
combined  before  in  the  manufacture  of  iron,  whether  such  com- 
bination can  be  the  subject  of  a  patent. 


The  invention 
claimed  is  the 
use  of  anthracite 
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We  are  of  opinion,  tliat  if  the  result  produced  by  such  a  com-  Any  combina- 
bination  is  either  a  new  article,  or  a  better  article,  or  a  cheaper  jg°^°^^J^*'^^j^ 
srticle  to  the  public,  than  that  produced  before  by  the  old  me-  patent,  if  the  re- 
tfaod,  that  such  combination  is  an  invention  or  manufacture  ^^^*  ^j'^"®^;  ^ 
intended  by  the  statute,  and  may  well  become  the  subject  of  a  cheaper  article. 
patent  (A).     Such  an  assumed  state  of  facts  falls  clearly  within 
the  principle  exemplified  by  Abbott,  C.  J.  (c),  where  he  is  deter- 
mining  what  is  or  what  is  not  the  subject  of  a  patent,  namely,  it 
may,  perhaps,  extend  to  a  new  process  to  be  carried  on  by 
known  implements  or  elements  acting  upon  known  substances, 
and  ultimately  producing  some  oAer  known  substance,  but  pro* 
dncing  it  in  a  cheaper  or  more  expeditious  manner,  or  a  better 
or  more  useful  kind.    And  it  falls  ako  within  the  doctrine  laid 
down  by  Lord  EUhn  (<f),  that  there  may  be  a  valid  patent  for  a 
new  combination  of  materials  previously  in  use  for  the  same 
purpose,  or  even  for  a  new  method  of  applying  such  materials. 
But  the  specification  must  clearly  express,  that  it  is  in  respect 
of  such  new  combination  or  application* 

There  are  numerous  instances  of  patents  which  have  been  The  me  of  a 
granted,  where  the  invention  consisted  in  no  more  than  in  the  ^^^^  ****°^'  '* 

.,.  «ji  -i         •  '-Lv.  *  known  man- 

nse  of  thmgs  already  known,  and  acting  with  them  m  a  manner  ner,  to  produce 
already  known,  and  producnng  eflfects  already  known,  but  pro-  s^Wwumttter ' 
dncmg  those  effects  so  as  to  be  more  economically  or  beneficially 
enjoyed  by  the  public.  It  wiQ  be  sufficient  to  refer  to  a  few  in- 
stances, some  of  which  patents  have  failed  on  other  grounds, 
Imt  none  on  the  ground  that  the  invention  itself  was  not  the 
sobject  of  a  patent  (e). 

We  may  first  instance  Hall's  patent,  for  applying  the  flame  of 
gas  to  smge  off  the  superfluous  fibres  of  lace ;  where  a  flame  of 
oil  had  been  used  before  for  that  same  purpose  (J).    Derosne's 


(>)  See  per  BuiUr,  J.,  in  R.   v.  Arkwri^t,  In  Sauttdm*  or  the  button  case  (Saunden  v. 

oti  71,  and  note  «.  Aston,  3  B.  &  Ad.  881),  the   real  invention  waa 

(0  In  The  Kn^r,  WhteUr,  2  B.  &  Aid.  349.  the  aubetitation  of  a  flexible  ehank,  which  waa  old, 

(i)  In  HiU  T.  Tkamitten,  mOe  237.  by  the  special  aid  of  a  toothed  collet ;   bad  this 

(t)  It  mav  be  obeerved,  that  no  case  is  reported  been  properly  claimed,  the  patent  would  have 

or  oientionea  in  any  of  the  books  in  which  a.  pa-  been  flfood. 

<At  bs  failed*  simpfv  on  the  ground  of  the  ioven-  luKa^t  case  {Kay  ▼.  Marshall,  5  Bing.  N.  C. 

tioQ  aot  being  the  subject -matter  of  letters  patent ;  491),  the  real  defect  was  not  in  the  subject-matter, 

nne  other  groond,  as  want  of  novelty,  or  defective  but  in  the  subject-matter  as  disclosed  on  the  face 

*pccificatioD,  huTiagbeen  the  real  cause  of  failure,  of  the  letters  patent  and  in  the  specification.    The 

In  Bntnton's  case  (finniton  v.  Hattkes,  4  B.  &  result  of  the  invention  was,  the  introduction  of  a 

Aid.  541),  a  careful  examination  of  the  judgm^ts  new  mode  of  spinning,  which  has  since  been  ap- 

^tbe  learoed  judges  will  show,  that  the  real  ob-  plied  to  many  other  manufactures,  and  the  placing 

J^^o  was  want  of    novelty,  a  particular  de-  the  flax  on  a  similar  footing  with  the  cotton  roa« 

•aipdoa  of  anchor  having  been  made  in  the  same  nufacture.      No  one  can  doubt  inventions  such  as 

*>7  before.    The  dictum  of  the  learned  judge,  those  being  the  subject-matter  of  letters  patent ; 

^  there  coald  not  be  a  patent  for  making  in  one  but  Kay,  and  his  great  forerunner  Arkwnght,  in 

(•fin  piece  what  before  had  been  in  two  pieces,  the  other  branch  of  the  manufactures  of  the  coun- 

^*idenUy  had  reference  to  the  particular  case,  and  try,  both  failed  to  secure  to  themselves  the  full 

BBst  he  received  and  applied  with  great  caution,  benefit  of  their  industry  and  ingenuity  from  the 


J  as  it  is  clear  that  cases  may  occur,  in  same  cause,  namely,  a  defective  specification.  See 

which  the  making  in  one  piece,  so  as  to  avoid  a  ants  74,  n. 

J«iUBg,  would  be  an  essential  and  material  im-  (f)  See  ante  97.     The  particular  fact  here 

provement.    Whether  an  improvement   or  not,  mentioned,  does  not  appear  in  the  evidence  on  the 

*"^  appear  to  be  the  real  question.    See  ante  trial  for  the  infringement  of  this  patent  {Hall  v. 

^>  n.  k  Boot,  asue  100—103) ;  but  it  has  been  repeatedly 

3  o 
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/ndi^iiieiit.  '  patent,  in  which  the  invention  consisted  in  filtering  the  syrup  of 
sugax  through  a  filter,  to  act  with  animal  charcoal,  and  charcoal 
firom  bituminous  schistus,  where  charcoal  had  been  used  before 
in  the  filtering  of  almost  every  other  liquor  except  the  syrup  of 
sugar  ($r).  Hill's  patent,  above  referred  to,  for  improvements  in 
the  smelting  and  working  of  iron;  there  the  invention  consisted 
only  in  the  use  and  application  of  the  slags  or  cinders  thrown 
off  by  the  operation  of  smelting,  which  had  been  previously 
considered  useless  for  the  production  of  good  and  serviceable 
metal,  by  the  admixture  of  mine  rubbish.  Again,  Darnell's  pa- 
tent was  taken  out  for  improvements  in  dressing  woollen  doth, 
where  the  invention  consisted  in  immersing  a  roll  of  cloth^  ma- 
nufactured in  the  usual  manner,  into  hot  water  (A). 

The  only  question,  therefore,  that  ought  to  be  considered  on 
the  evidence  is,  was  the  iron  produced  by  the  combination  of 
the  hot  blast  and  the  anthracite  a  better  or  a  cheaper  article 
than  was  before  produced  from  the  combination  of  the  hot 
blast  and  the  bituminous  coal ;  and  was  the  combination,  de- 
scribed in  the  specification,  new  as  to  the  public  use  thereof  in 

According  to     England.    And,  upon  the  first  point,  upon  looking  at  the  evi- 

tbe evidence, the  ,  •      ^i  ..u-   i    -.v         •  j      i_^   ^C^  ^  ^i_  u 

yield  is  greater,  uencc  m  the  causc,  we  think  there  is  no  doubt,  that  the  result 
*^«  **  d  i^  ^*  ^f  ^^^  combination  of  the  hot  blast  with  the  anthradte  on  the 
pense  len.      *  yield  of  the  fumaces  was  more,  the  nature,  properties,  and  qusr 
lity  of  the  iron  better,  and  the  expense  of  makhig  the  iron  less, 
than  it  was  under  the  former  process,  by  means  of  the  combi- 
nation of  the  hot  blast  with  the  bituminous  coaL 

It  is  to  be  observed,  that  no  evidence  was  produced  on  the 
part  of  the  defendants,  to  meet  that  given  by  the  plaintiff  on 
these  grounds ;  and  that  it  was  a  necessary  consequence,  from 
the  proof  in  the  cause,  that  from  the  substitution  of  the  anthra- 
cite coal,  in  whole  or  in  part,  instead  of  or  in  the  place  of  bitu- 
minous coal,  the  manufacture  of  the  iron  should  be  obtained  at 
less  expense  (i). 

It  was  objected,  in  the  course  of  the  argument,  that  the  qua- 
lity or  degree  of  invention  was  so  small,  that  it  could  not 
become  the  subject-matter  of  a  patent;  that  a  person  who  could 
procure  a  license  to  use  the  hot  air  blast  under  Neilson's  patent, 
had  a  full  right  to  apply  that  blast  to  coal  of  any  nature  what- 
ever, whether  bituminous  or  stone  coal.  But  we  think,  if  it 
were  necessary  to  consider  the  labour,  pains,  and  expense,  in- 
curred by  the  plaintiff,  in  bringing  his  discovery  to  perfection, 

mentioned  in  argument  in  subsequent  cases,  as  (g)  See  anf«  152. 

well  as  on  the  present  occasion.     See  per  Lord  (A)  See  onfe  l\,n,e,BndTkeKiHgv.Dttmdi, 

Abinger,  C.  B. ,  in  Losh  v.  Hague,  anU  207.  This  Godson  on  Pat.  274. 

fact  was  probably  stated  in  the  affidavits,  on  the  (t)  The  plaintiff's  works  being  sttnate  oo  the 

motion  for  a  new  trial,  on  which  occasion  Lord  stone  coal  district,  other  species  of  coal  was  ob- 

Tenterden,  C.  J.,  is  reported  to  have  said,  that  no  tained  at  increased  expense    of  carriage,  or  of 

man  could  tell  a  jniari  what  would  be  the  effect  carriage  and  coking,     see  ante  386. 

on  the  article  of  a  change  from  oil  to  gas. 
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that  &ere  is  evidence  in  this  cause,  that  the  expense  was  consi-  Jum  13, 1842. 
derable,  and  the  experiments  numerous.    But  in  point  of  law.  The  labour  of 
the  labour  of  thought,  or  experiments,  and  the  expenditure  ot^^^^^;^^^^^ 
money,  ore  not  the  essential  groimds  of  consideration  on  which  expended  on  an 
the  question,  whether  the  invention  is  or  is  not  the  subject-  e^UaUn"^* 
matter  of  a  patent,  ought  to  depend.     For  if  the  invention  be  point  of  law  to 
new  and  useful  to  the  public,  it  is  pot  material  whether  it  be  the  leuere  pttentf 
result  of  long  experiments  and  profound  research,  or  whether  by 
some  sudden  and  lucky  thought,  or  mere  accidental  discovery. 

The  case  of  monopolies  {k)  states  the  law  to  be,  tiiat  where  a 
man,  by  his  own  charge  or  industry,  or  by  his  own  wit  or  in- 
vention, brings  a  new  trade  into  the  realm,  or  any  engine  tending 
to  the  furtherance  of  a  trade  that  never  was  used  before,  and 
that  was  for  the  good  of  the  realm,  that  the  king  may  grant  him 
the  monopoly  of  a  patent  for  a  reasonable  time.  If  the  combina- 
tion now  under  consideration  be,  as  we  think  it  is,  a  manufacture 
within  the  statute  of  James,  there  was  abundant  evidence  in  the 
cause,  that  it  had  been  the  great  object  and  desideratum,  before 
the  granting  of  the  patent,  to  smelt  iron  stone  by  means  of  an- 
thracite coal,  and  that  it  had  never  been  done  before ;  there  was 
no  evidence  on  the  part  of  the  defendants  to  meet  that  which  the 
pfauntiff  brought  forward.  These  considerations,  therefore,  en- 
able us  to  direct,  that  the  verdict  ought  to  be  entered  for  the 
phintiff  on  the  third  issue;  that  it  was  a  new  manufacture— new 
as  to  the  public  use  and  exercise  thereof  within  England  and 
Wales. 

On  the  same  ground,  also,  the  second  issue  is  disposed  of  in 
favour  of  the  plaintiff.  No  evidence  was  produced  on  the  part 
of  the  defendants,  to  show  any  inventor  earlier  than  the  plaintiff; 
nor  does  the  fact,  that  there  was  an  earlier  inventor,  appear  from 
the  cross-examination  of  the  plaintiff^s  witnesses. 

As  to  the  first  issue,  namely,  whether  the  defendants  have  in- 
fnnged  the  patent,  we  think  it  clearly  appears  on  the  evidence, 
that  the  defendants  had  used,  either  in  part  or  in  whole,  the 
combination  described  in  the  specification  of  the  plaintiff's  pa- 
tent The  pluntiff's  evidence  goes  fully  to  show  certain  in- 
fringements, and  that  is  not  met  by  any  explanation  on  the  part 
of  the  defendants.  Indeed,  the  defendants'  case  did  not  appear 
to  rest  on  this  point  at  the  trial,  so  much  as  on  the  important 
question  raised  by  them — ^whether  the  improvement  described 
in  the  specification^  was  a  manufacture  within  the  statute  of 
James. 

Upon  the  fourth  issue,  which  raised  no  more  than  the  usual 
inquiry,  whether  the  nature  of  the  invention  was  sufficiently 
described  in  the  specification,  the  usual  evidence  was  given,  that 
persons  of  competent  skill  and  experience  could,  by  following 
the  (hrections,  produce  the  manufacture  described  with  success, 

(k)  See  ant$  6 ;  and  11  Co.  Rep.  84 ;  Noj  178. 
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cranb's  patunt. 


Judgment,' 


PateDt  good 
although  it 
requires  the  use 
of  that  to 
which  another 
has  an  exclu- 
sive right,  or 
that  which  is 
public,  if  that 
be  not  claimed 
in  the  specifica- 
tion. 


and  the  evidence  was  entirely  unopposed ;  upon  this  issue  abo 
the  verdict  ought  to  be  entei^  for  the  plaintiff. 

With  respect,  however,  to  the  issue  raised  in  the  rejoinder  in 
the  plaintiff's  replication  to  the  fifth  plea,  we  are  of  opinion,  that 
taking  the  whole  evidence  brought  forward  by  the  plaintiff^  it 
is  impossible  to  perceive  any  substantial  or  real  distinction 
between  the  hot  air  blast  and  the  machinery  and  apparatos 
described  in  Neilson's  specification,  from  that  described  and 
referred  to  in  the  plaintiff  ^s— or  to  say,  that  the  using  by  the 
plaintiff  of  the  invention  described  in  his  specification  was  any 
other  than  a  using  and  imitating  of  the  invention  described 
in  Neilson's  specification  (/).  The  plaintiff,  indeed,  worked  by 
license  under  Neilson's  patent  at  the  time  of  his  discovery. 
On  this  fifth  issue,  therefore,  we  think  the  verdict  should  be 
entered  for  the  defendants.  Then  arises  the  question,  whether 
the  plaintiff  is,  or  is  not,  entiUed  to  the  judgment,  notwith- 
standing the  verdict  on  this  fifth  issue ;  on  whidi  point,  the 
argument  on  the  part  of  the  defendants  is,  that  the  taking  out 
a  patent  for  an  invention,  which  invention  cannot  be  used  or 
enjoyed  by  the  public  except  by  means  of  the  former  inven- 
tion of  another  person,  whidi  former  invention  is  itself  the 
subject-matter  of  a  patent  stUl  in  force,  is  void  by  law.  Un- 
doubtedly, if  the  second  patent  claims,  as  part  of  the  invention 
described  in  it,  that  which  had  been  the  subject-matter  of  a 
patent  then  in  force,  it  would  be  void,  on  the  double  ground 
that  it  claimed  that  which  was  not  new  (which  indeed  would 
equally  be  the  case  if  the  former  patent  had  expired),  and  also 
that  it  would  be  an  infringement  of,  and  inconsistent  with,  a 
former  grant  of  the  king  still  in  force,  which  latter  consideration 
alone  would  make  a  new  grant  void  (m).  But  in  this  case  there 
is  an  express  disclaimer  of  any  part  of  the  invention  extending 
to  the  use  of  the  hot  air  blast  which  was  covered  by  Neilson's 
patent,  the  specification  describing,  that  the  application  of  the 
hot  air  blast  was  well  understood  and  extensively  applied  in 
many  places  where  ordinary  fuel  is  employed.  The  validity, 
therefore,  of  the  plaintiff^s  patent  cannot  be  impeached  on 
either  of  the  grounds  above  adverted  to.  Unless,  therefore,  the 
grantee  of  the  new  letters  patent  is  bound  by  law  to  specify 
whether  such  former  invention,  which  is  excepted,  was  so  ex- 
cepted on  the  ground  of  its  being  generally  known  and  used  by 


(/)  It  should  be  borne  in  mind,  that  the  trial  at 
nut  prius  was  before,  and  the  argument  on  the 
special  case  subsec^uent  to,  the  proceedings  esta- 
blishing the  validity  of  Neilson's  patent.  Neil- 
son's  invention  consisted  in  applymg  hot  air  to 
furnaces,  that  air  being  heated  in  a  vessel  inter, 
mediate  between  the  furnace  and  the  blowing 
apparatus;  the  vessel  described  in  Neilson*s  spe- 
cification was  abandoned  as  of  no  value  in  com- 
parison with  the  series  of  pipes  subsequently 
introduced,  and  which  the  plamtlfT  and  Neilson's 
other  licensees  then  used,  and  a  main  question  in 


Neilson's  case  was,  whether  the  use  of  any  vessel, 
and  series  of  vessels,  or  receptacles,  as  a  set  of 
pipes,  was  protected  by  bis  patent,  and  the  Court 
of  Exchequer  decided  that  it  was.  See  NeUtoA  v. 
Harford  ^  others^  ante  369. 

(m)  See  "an  act  for  avoiding  second  letters 
patent  granted  by  the  king"  (6U.8,  c.  15),  where- 
by it  was  enacted,  that  in  all  cases  of  grants  of 
second  letters  patent  for  the  same  thing,  the  de- 
termination of  the  former  grant  should  beexpressed. 
Law  8f  Practice,  tit.  Statutes,  and  ante  397,  n.  i. 


GRANE  V.   PRICE   AND   OTHERS.  4t8 

the  pfablic^  or  on  the  ground  that  it  was  the  subject  of  a  patent  Juns  13, 1842; 
that  secured  the  use  of  it  to  a  former  patentee^  the  new  patent 
will  be  good.  But  that  distinction  is  as  much  in  the  knowledge 
of  the  public  as  of  the  grantee  of  the  patent.  If  indeed  the  new 
patent  had  been  taken  out  for  improvements  or  alterations  in 
an  invention  secured  by  a  former  patenty  there^  for  obvious  rea- 
sons^ greater  particularity  would  be  necessary  to  distinguish  the 
new  from  the  old.  But  the  present  specification  expressly  says^ 
I  take  the  whole  of  the  invention  already  well  known  to  the 
public,  and  I  combine  it  with  something  else. 

Now  it  is  farther  argued^  that  in  point  of  law^  no  patent  can  Apttentinclud- 
be  taiken  out  which  includes  the  subject-matter  of  a  patent  still  "^ftteTof'a  ^- 
ninning  or  in  force.     No  authority  was  cited  to  support  this  tent  still  in  force, 
proposition,  and  the  case  which  was  before  LordTenterden,  and  "  ^*    *°  ^^' 
m  which  he  held,  that  where  an  action  was  brought  fqr  an  in- 
fringement of  improvements  in  a  former  patent  granted  to 
another  person,  and  still  in  force,  that  the  plaintiff  must  produce 
the  former  patent  and  specification;  that  at  least  affords  a  strong 
inference  that  the  second  patent  was  good  (n).    The  case  of 
Harmar  ▼•  Playne{o)  is  a  dear  authority  on  the  same  point;  and 
upon  reason  and  principle  there  appears  to  be  no  objection  (j?). 
The  new  patent,  after  the  expiration  of  the  old  one,  will  be  free 
from  every  objection,  and  whilst  the  former  exists,  the  new 
patent  can  be  legally  used  by  the  public  by  procuring  a  license 
from  Neilson^  or  by  purchasing  the  apparatus  from  him  or  some 
of  his  agents;  and  tlie  probability  of  the  refusal  of  a  license  to 
any  one  applying  for  it,  is  so  extremely  remote^  that  it  cannot 
enter  into  consideration  as  a  ground  of  legal  objection. 

On  the  whole,  therefore,  we  think  the  verdict  is  to  be  entered 
for  the  plaintiff  on  all  the  issues  except  the  fifth;  that  the  ver- 
dict is  to  be  entered  for  the  defendants  on  the  fifth  issue;  but 
that,  notwithstanding  such  verdict,  the  judgment  must  be  given 
for  the  plaintiff.  Judgment  for  the  plaintiff. 

SThe  case  of  Lewit  ¥.  DavUf  3  Car.  &  P.  502.  (p)  For  suppose  a  particular  article,  starch  for 

14  Ves.  Jr.  130;  11  East,  101;  Dav.Pat.  instance*  to  be  the  subject  of  letters  patent,  and 

C.  31 1,    8m  dso  that  ^1  the  starch  in  the  country  was  patent  starch ; 

FasB,  Ex  parte.  there  are  attached  to  the  makmg  and  selling  of 

hotd  EUon^  L.  C. :  "  If  the  petitioners  have  in-  that  article  certain  exclusive  privileges,  but  the  in- 

ratted  certain  iropiovements  upon  an  engine  for  dividual  who  has  purchased  it  of  the  patentee  has 

vbich  a  patent  has  been  granted,  and  those  im-  a  right  to  sell  it  aeain,  and  to  use  it  at  his  will  and 

pravaueats  could  not  be  und  without  the  original  pleasure ;  the  exclusive  privileges  are,  in  respect  of 


,  at  the  end  of  fourteen  years  the  petitioners  that  particular  portion  of  the  article  so  sold,  at  an 

amid  make  use  of  a  patent  taken  out  upon  their  end,  and  do  not  pursue  it  through  any  subsequent 

iaprovementB;  thou^^h  before  that  period  expired  stage  of  its  use  and  existence,  otherwise  everj  pur- 

tWy  would  have  no  right  to  make  use  of  the  other's  chaser  of  starch  would  be  obliged,  according  to 

Mhratum.  Attheeno  of  that  time,  the  public  has  a  the  terms  of  the  letters  patent,  to  have  a  license 

chsiee  between  the  patents."  1  Ves.  &B.67.,&  port.  in  writing,  under  Uie  hand  and  seal  of  the  pa- 

The  preceding  was  an  opposition  to  a  patent  by  tentee ;  the  absurdity  of  which  is  manifest.  Hence 

tnmt  at  the  great  seal,  on  the  ground  that  it  was  it  is  obvious,  that  if  a  person  legally  acquires,  by 

benowed  from  an  exbling  patent;  the  patent  was  license  or  purchase,  title  to  that  which  is  the  sub- 

gnoted.    Many  patenta  on  which  litigation  has  ject  of  letters  patent,  he  may  use  it  or  improve 

^*kea  place  were  open  to  the  objection  of  being  upon  it  in  whatever  manner  he  pleases ;  in  the 

iBptovements  on  an  existing  patent,  but  the  ques-  same  manner  as  if  dealing  with  property  of  any 

tioB  does  not  sppear  to  have  been  made  in  any  of  other  kind. 
Iki  eases.  V 
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[5  Mee.  &  W.  675.] 

Jxci^fu/'"  ^y  ^^^^^  ®^  *«  Vice-chancellor,  the  foUowmg  case  was  sent 
cense  to  use  a    for  the  opinion  of  this  court : — 

mJ^Hdatethe°*  Letters  patent  were  duly  granted  under  the  great  seal  of 
patent  itself,  Great  Britain,  bearing  date  the  29th  day  of  August^  1838,  to 
patent^may  be  Arthur  Dunn^  for  his  invention  of  certain  improvements  in  the 
vested  in  twelve  manufacture  of  soap. 

M^wboHy  fmina-     Th^  case  then  set  forth  the  letters  patent,  which  were  in  the 
terial  to  itt  va-   usual  form,  and  of  which  the  following  only  is  material  to  be 
numbe^oTiwr-  Stated: — ^** Provided  nevertheless,  and  these  our  letters  patent 
sons  such  a       a^e  upon  this  express  condition,  that  if  at  anytime  hereafter 
whether  exclu-'  these  OUT  letters  patent,  or  the  liberties  and  privileges  hereby  by 
"^8ucb°a*ii-      ^*  granted,  shall  become  vested  in  or  in  trust  for  more  than 
cense  woald  not  the  number  of  twelve  persons  or  their  representatives  at  any 
the*dirtricts*or    ^^®  *^™®  **  partners,  dividing  or  entitled  to  divide  the  benefits 
district  covered  or  profits  obtained  by  reason  of  these  our  letters  patent  (reckon- 
inciuded^hir    "^S  cxecutors  or  administrators  as  and  for  the  single  person 
whole  extent  of  whom  they  represent,  as  to  such  interest  as  they  are  or  shall  be 
the  patent.        entitled  to  in  right  of  such  their  testator  or  intestate),  that  then 
these  our  letters  patent,  and  all  liberties  and  advantages  what- 
soever   hereby  granted,    shall    utterly  cease,   determine,  and 
become  void,  any  thing  hereinbefore  contained  to  the  contrary 
thereof  in  anywise  notwithstanding :    Provided,  that  nothing 
herein  contained  shall  prevent  the  granting  of  licenses  in  such 
manner  and  for  such  consideration  as  they  may  by  law  be 
granted." 

A  proper  and  sufficient  specification  of  the  said  patent  in- 
vention was  duly  enrolled  in  the  High  Court  of  Chancery, 
within  the  time  limited  by  the  said  letters  patent  for  that 
purpose. 

Before  the  month  of  July,  1839,  and  at  the  time  of  granting 
the  license  next  after  mentioned,  the  said  letters  patent,  and  the 
liberties  and  privileges  thereby  granted,  became  and  were  vested 
in  twelve  several  persons,  partners,  dividing  or  entitled  in  their 
own  rights  respectively,  and  not  by  representation,  to  divide  the 
benefits  or  profits  obtained  by  reason  of  the  sidd  letters  patent. 
On  the  1st  July,  1839,  the  said  twelve  patentees,  or  persons  in 
whom  the  said  letters  patent  were  so  vested  as  aforesaid,  signed 
and  executed  an  instrument  in  writing,  whereby,  after  reciting 
that  they  had  agreed  with  Samuel  Guppy  and  Philip  Protheroe 
to  grant  imto  them  an  exclusive  license  for  the  use  and  exercise 
of  the  ssdd  invention  within  the  city  of  Bristol,  and  at  such 
other  place  or  places  withiA  thirty-five  miles  therefirom,  as 
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described  on  the  map  with  a  compass^  having  Bristol  for  its  intheExchiquer 
centre,  as  they  should  think  proper^  and  in  consideration  thereof, 
the  said  Samuel  Guppy  and  Philip  Protheroe  had  agreed  to  be 
bound  by  such  terms,  restrictions,  stipulations,  and  agreements 
thereinafter  mentioned  and  expressed ;  it  was  by  the  said  license 
witnessed,  that  in  pmvuance  of  the  said  agreement,  and  in  con- 
sideration of  the  coyenants,  proyisions,  and  agreements  therein- 
lAer  contained,  they,  the  said  twelve  patentees  or  persons  in 
whom  the  said  letters  patent,  and  the  liberties  and  privileges 
thereof,  were  so  vested^as  aforesaid,  did  give  and  grant  unto  the 
said  Samuel  Guppy  and  Philip  Protheroe,  and  the  survivor  of 
them,  during  the  remainder  of  the  term  of  fourteen  years  men- 
tioned in  the  said  letters  patent,  and  for  which  the  said  letters 
patent  were  granted,  the  full  and  free  liberty,  sole  and  exclusive 
fioense  and  authority,  to  and  for  them  the  said  Samuel  Guppy 
and  Philip  Protheroe,  and  the  survivor  of  them,  for  their  and 
his  own  use  and  benefit,  subject  to  the  provisoes  and  stipulations 
thereinafter  contained,  to  use  the  said  discovery  or  invention 
within  the  dtj  of  Bristol,  and  at  such  other  place  or  places 
withb  thirty-five  miles  firom  the  said  city  as  aforesaid,  as  the  said 
Samuel  Guppy  and  Philip  Protheroe,  or  the  survivor  of  them, 
shcmld  think  proper  (a). 

Under  the  said  license,  the  said  Philip  Protheroe  and  Samuel 
Gii{qpy  have  used  and  exercised  the  said  patent  invention  within 
the  city  of  Bristol,  and  such  other  places  within  thirty-five  miles 
thereof  as  they  have  thought  fit,  and  they  have  since  assigned 
the  said  license,  and  the  benefit  thereof,  to  or  in  trust  for  a  com- 
pany or  copartnership  consisting  of  more  than  twelve  persons, 
who  are  now  using  and  exercising  the  same,  and  have  duly  paid 
the  rents  made  payable  by  virtue  of  the  said  license. 

On  the  2d  of  July,  1839,  the  said  twelve  patentees  or  per- 
sons in  whom  the  said  letters  patent  and  the  liberties  and 
pririleges  thereof  were  so  vested  as  aforesaid,  gave  and  granted 
twelve  other  similar  exclusive  licenses  to  use  and  exercise  the 
said  patent  right  and  invention,  in  twelve  several  districts  other 
than  the  said  city  of  Bristol  and  places  within  thirty-five  miles 
thereof,  of  which  said  twelve  licenses  eleven  were  granted 
Kveially  to  eleven  individuals  (that  is  to  say,  each  to  one  dis- 
tinct person),  and  the  twelfth  was  granted  to  a  certain  partner- 
ship consisting  of  thirteen  persons. 

The  districts  covered  by  the  licenses  are  parts  of  England 
only— they  do  not  comprise  the  whole  of  England. 

(ft)  Hov  fottowed  the  uubI  ooYenaats  by  the  To  keep  regalar  accounts,  and  proviso  that  no 

oooicci — to  mannfactore  a  certain   cinantity  other  licenses  should  be  granted  on  more  favour- 

^~y*  to  pay  the  license  dues,  to  deliver  ac-  able  terms.    Covenant  on  the  part  of  the  grantors 

^^"^  tf  the  qoaotities  made,  and  penalty  for  not  to  grant  any  other  licenses  within  the  same 

|j>KODptianoe.    Power  on  part  of  licensees  to  district,  or  themselves  use  the  invention.    Power 

^'^VBiiie  the  license.     Not  to  prejudice  letters  of  revocation  on  default.     See  as  to  the  usual 

V"^^  sny  aetSy  but  assist  in  lupportiiig  them,  form  of  licenses,  Law  8f  Praeiice,  Pr.  F.,  XIX. 
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SpeeM  cam.  The  questions  for  the  opinion  of  this  court  arc  :— 

1st.  Has  the  grant  of  the  said  first-mentioned  ezdosiye 
license  to  the  said  Philip  Protheroe  and  Samuel  Guppy  inva- 
lidated the  letters  patent  of  itself,  without  reference  to  the  sub- 
sequent facts  ? 

2d.  Has  the  assignment  to,  and  vesting  of,  the  said  fint- 
mentioned  license  in  the  said  partnership  of  more  than  twelve 
persons,  invalidated  the  letters  patent  of  itself  and  without  re- 
ference to  the  other  facts  stated  ? 

3d.  Has  the  grant  of  the  said  twelve  last-mentioned  exdosiye 
licenses,  or  of  any  and  which  of  them,  invalidated  the  said  letters 
patent? 

4th.  If  the  third  question  should  be  answered  in  the  affirma- 
tive, would  the  result  be  the  same  if  the  last  of  the  twel^re 
licenses  had  been  granted  to  a  less  number  than  twdve  persons? 

5th.  If  all  the  grantees  of  all  the  licensees  were  to  coalesce 
and  become  jointly  interested  in  such  licenses,  would  the  ktten 
patent  be  thereby  invalidated,  if  not  otherwise  mvalidated  ? 

6th.  Would  the  letters  patent,  if  not  otherwise  invalidated, 
have  been  so  if  the  districts  covered  by  the  licenses  had  included 
the  whole  of  England,  Wales,  and  Berwick-upon-Tweed  ? 

7th.  Would  they  have  been  so  if  such  districts  had  included 
the  whole  of  England,  Wales,  Berwick-upon-Tweed,  and  the 
Colonies  ? 

Baupett,  for  the  plaintiff:  The  points  for  the  connderation 
of  the  court  are  in  substance  two  only — 1st.  Whether,  under 
the  present  form  in  which  patents  are  granted,  as  contrasted 
with  the  form  in  use  before  tiie  year  1832,  an  exclusive  license 
to  use  a  patent  invention  can  or  cannot  be  l^ally  granted,  and 
so  as  not  to  invalidate  the  patent  when  the  patent  itself  is 
invested  in  twelve  persons.  2d.  Whether  an  exclusive  license, 
if  granted,  can  be  l^ally  assigned  so  as  to  become  vested  in 
more  than  twelve  persons  without  invalidating  the  patent. — He 
was  proceeding  to  argue  these  points,  when  he  was  stopped  by 
the  court,  who  called  upon 

Sotchy  for  the  defendants.  ^Parke,  B.:  Do  you  mean  to  con- 
tend that  the  license  is  to  be  considered  as  part  of  the  patent? 
If  not,  how  can  it  invalidate  it?]  That  has  been  considered  as 
doubtfol,  and  is  untouched  by  any  decision.  He  intimated  that 
the  parties  merely  wished  to  have  the  opinion  of  the  court 

The  court  expressed  a  decided  opinion  that  an  exdusive 
license  was  no  more  than  a  common  license,  and  that  it  yn» 
wholly  immaterial  to  the  validity  of  the  patent  in  what  numbtf 
of  persons  a  license  was  vested,  whether  such  license  were  an 
exclusive  license  or  not;  and  they  said,  that  the  questions  mnit 
all  be  answered  in  the  negative  except  the  fourth,  which  required 
no  answer,  not  having  arisen  before  the  court. 


I 
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The  following  certificate  was  afterwards  sent : — 

**Wc  have  heard  this  case  argued  by  counsel,  and  considered 
the  same,  and  are  of  opinion — 

"  Ist  That  the  grant  of  the  first-mentioned  exclusive  license 
to  the  said  Philip  Protheroe  and  Samuel  Guppy  did  not  inva- 
lidate the  letters  patent. 

**  2d.  That  the  assignment  to,  and  vesting  of,  the  said  first- 
mentioDed  license  in  the  said  partnership  of  more  than  twelve 
persons,  did  not  invalidate  the  letters  patent. 

"3d.  That  the  grant  of  the  said  twelve  last-mentioned  ex- 
closive  licenses,  nor  of  any  of  tiiem,  did  not  invalidate  the  said 
letters  patent. 

"4th.  That  if  all  tiie  grantees  of  all  the  licenses  were  to 
coalesce  and  become  jointly  interested  in  such  licenses,  the 
letters  patent  would  not  be  thereby  invalidated. 

"  Sth.  That  the  letters  patent  would  not  be  invalidated  if  the 
districts  covered  by  the  licenses  had  included  the  whole  of 
England,  Wales,  and  Berwick-upon-Tweed. 

"  6th.  That  they  would  not  have  been  so  if  such  districts  had 
iiidadcd  the  whole  of  England,  Wales,  Berwick-upon-Tweed, 
and  the  Colonies. 

"Dated  this  20th  day  of  November,  1839. 

(Signed)  **  Abinger. 

"  J.  Parke. 

"  J.  GURNEY. 
"  R.  M.  ROLFE." 


IV  cUaae  limiting  the  interest  in  letters  patent 
to  tweWe  (ante  414),  differs  somewhat  in  form 
fron  the  old  claiue,  Umitinf  that  interest  to  five 
iUm9iPraetic$,  Pr.  F.,  XTlI..  n.  h.)  ;  but  under 
eitW,  until  the  above  decision,  considerable 
^Of^  were  entertained  whether  a  sole  and  ei- 
d«i»e  license  to  a  greater  number  of  persons 
*Oflld  not  render  the  letters  patent  void.  See 
<S«eet*s  Jannan»  536.  The  above  case  esta. 
mAh,  however,  a  clear  distinction  between  an 
y^  hi  letters  patent,  and  an  interest  in  a 
^enie  voder  letters  patent.  The  grantee  of  a 
Me  tod  exclusive  license  has  an  equitable  title, 
co^teasive  with  the  grantee  or  assignee  of  the 
^ws  patent;  his  legal  title,  however,  is  very 
^^^nt ;  for  he  cannot  sue  in  his  own  name  for 
"frngeoents,  he  cannot  enter  a  disclaimer,  or 
*y»ndinn  of  alteration  (unless  indeed  a  very 
^vieat  interpretation  should  bo  put  upon  the 
yd  "obtain*' than  was  done  in  the  recent  case 
^^SfUAwrif  V.  AbbaU,  ante  268,  so  as  to  give 
Jw  to  the  word  •*  otherwise''),  nor  can  he  avail 
VMeif  of  the  provisions  of  the  statute  as  to  con- 
■"■■'^aad  extension.  On  these  grounds  it  is 
■twiwiy  that  a  license  deed,  which  is  to  confer 
*  uterest  practically  amounting  to  an  assign. 
■*^  ihonld  specially  provide  for  the  grantee  or 
*■?*•  of  the  letters  patent  doing  all  acts  ne- 
*^y  to  enable  the  grantees  of  the  license  to 
^m  themselves  of  the  advantages  of  the  statute. 


It  has  been  decided  under  the  old  clause,  that 
no  action  could  be  maintained  upon  a  bond  con- 
ditioned for  the  payment  of  a  sum  of  money,  on 
the  formation  of  a  company  which  should  consist 
of  four  thousand  shares,  and  be  the  assignees  of 
certain  letters  patent,  such  a  condition  being 
illegal,  Duwreier  v.  Fellowes,  2  M.  &  P.  384 ;  in 
error,  10  B.  &C.  826 ;  and  in  the  House  of  Lords, 
C.  C.  &  F.  89.  It  has  also  been  decided,  that 
the  above  proviso  is  confined  to  assignments  by 
act  of  the  party,  and  not  bv  operation  of  law  ; 
BUftam  V.  Eltee,  6  B.  &  C.  169. 

Questions  of  difficulty  arise  as  to  the  assign, 
ment  of  shares  in,  or  parts  of,  letters  patent,  and 
the  partnerships  thereby  created  by  the  participa- 
tion in  profits ;  for  it  is  obvious  that  a  share  in 
letters  patent  can  only  be  a  share  in  the  profits 
made  by  working  the  same  ;  letters  patent  not 
being  (uvisible  into  portions  like  an  estate,  and 
yielding  no  profit  unless  the  invention  be  worked. 
Some  of  these  consequences  may  be  avoided  by  a 
license  instead  of  an  assignment;  the  rent  or 
license  dues  being  reserved  by  way  of  per  cent- 
age  on  the  cross  amount  of  the  sales,  instead  of 
by  way  of  share  in  the  profits,  or  per  centa^e  on 
the  net  returns.  See  Klgit  v.  Wehster,  5  M.  & 
W.  518  :  and  Ridgway  v.  PhUip,  1  Cr.  M.  &  R. ; 
5  Tyr.  131. 

The  assignment  of  a  bankrupt's  effects  will 
pass  any  letters  patent  which  may  be  granted  to 
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i?e  CUTLER'S    PATENT. 

Cor.  Lord  Cottenhanij  L.C. 

April  18  &  19,  1839. 

The  PetitioH.  The  proceedings  in  this  case  were  on  a  petition  to  the  Ix)id 
Chancellor  to  affix  the  great  seal  to  certain  letters  patent,  againsk 
which  a  caveat  had  been  lodged.  The  petition  and  accompany- 
ing affidavits  stated  the  following  facts.  The  application  of  the 
petitioner  for  letters  patent  for  '^an  improved  method  fx 
methods  of  constructing  chains  for  suspension  bridges,  cables, 
mining,  and  other  purposes,  and  for  an  improved  method  or 
methods  of  making  the  bars,  links,  and  bolts  thereof;*'  the 
Attorney  General  (Sir  J.  Campbell)  reported  in  due  course  in 
favour  of  the  patent,  there  having  been  no  opposition  on  » 
caveat  upon  which  notice  was  given ;  the  delivery  of  tiie  privy 
seal  bill,  bearing  date  the  11th  day  of  March,  on  the  same  day 
at  the  great  seal  patent  office,  and  that  in  due  course  the  patent 
would  have  been  engrossed  and  sealed  on  the  12th.  That  on 
the  11th  of  March  notice  was  received  of  a  caveat  having  been 
entered  on  the  9th,  whereby  the  patent  was  stopped,  and  on 
the  12th  a  petition  was  presented  by  Cutier,  that  the  caveat 
might  be  discharged,  and  the  letters  patent  sealed ;  but  before 
this  petition  could  be  heard  affidavits  were  filed  on  behalf  of  the 
opponent  Haines,  stating  that  he  had  invented  a  chmn  which 
he  believed  Cutier  to  have  pirated,  and  to  be  attempting  to 
obtain  letters  patent  for  the  same.  That  at  the  hearing  of  this 
petition  on  the  25th  of  March,  the  Lord  Chancellor  ordered 
that  the  matters  of  the  said  petition  should  be  referred  to  the 
Attorney  General,  to  inquire  and  report  whether  the  letters 
patent  ought  to  issue;  that  all  parties  should  be  restrained  £rom 
doing  any  act  relating  to  the  said  invention  until  after  the 
report  of  the  Attorney  General,  which  was  to  be  made  to  the 
Lord  Chancellor;  and  that  if  the  Attorney  General  should  report 
that  the  patent  ought  to  issue,  that  the  same  should  be  sealed 
as  of  the  12th  of  March,  but  not  to  be  sealed  until  further  order; 
the  question  of  costs  reserved.     That  at  the  hearing  before  tie 


the  bankrupt  before  he  obtains  his  certificate.  the  subject  of  trust.     It  has  also  been  dooUei 

Hesse  v.  Stevejison,  3  B.  &  P.  565.  whether  letters  patent  on  a  secret  tniit  for  tf 

See  Cartwright  v.  Amatt,  2  B.  &  P.  43,  as  to  alien  enemy  were  valid ;   but  any  objectioB  «> 

the  assignment  of  letters  patent  taking  effect  on  this  ground  would  appear  to  be  confined  to  tbe 

the  occurrence  of  a  certain  future  event.  remedy  of  such  alien  enemy  on  a  contract*  6  T.  R- 

A  doubt  was  casually  expressed  by  Lord  Thur-  23 ;  2  Ves.  &  B.  323 ;  13  Ves.  Jun.  71 ;  1  B. 

low  («x  parte  O'Reilly.  1  Ves.  Jun.  129,  &  post  Moore,  133;  7  Taunt.  439;  4  Y.  &  C.  485. 
432),  whether  letters  patent  could  be  the  subject  Sec  ante  291,  as  to  question  of  estoppel  v» 

of  a  trust ;  but  the  doubt  appears  to  be  without  contracts  in  respect  of  letters  patent  ?oiaiUe  in 

any  foundation.     Letters  patent  are  constantly  law. 
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Attorney  General  on  the  27th  of  March,  it  was  agreed  that  each  A.D.  18S9. 
party  should  produce  a  model  of  his  invention,  and  the  Attorney 
General  decided,  and  the  opponents  admitted,  that  there  was 
no  similarity  between  the  inventions.  That  the  opponents 
thereupon  attacked  the  novelty  of  the  invention,  and  a  drawing 
was  produced  firom  a  specification  of  a  patent  granted  to  Fussell 
and  Douglas  in  1799,  but  the  Attorney  General  decided  that  the 
inventions  were  different,  and  that  Cutler  was  entitled  to  have 
i>^  his  patent  allowed ;  he  required,  however,  that  an  outline  of  the 
^  specification  should  be  left  with  him,  which  was  accordingly 
^'1  done  on  the  27th  of  March ;  and  that  the  Attorney  General 
"^  required  a  fuller  description  as  to  part,  so  as  to  show  more 
distinctly  the  invention  claimed,  and  promised  to  report  to  the 
Lord  Chancellor  on  receiving  the  order  of  reference.  The  fuller 
description  required  was  supplied  by  certain  drawings,  which, 
together  with  the  order  of  reference,  were  left  with  the  Attorney 
General  on  the  28th,  and  Mr.  Cutler  left  town,  considering  the 
^  matter  settled.  That  on  the  30th  the  opponents  obtained  the 
appointment  of  another  hearing  before  the  Attorney  General,  on 
a  statement  that  the  drawing  which  had  been  exhibited  as,  and 
believed  to  be,  a  correct  representation  of  Messrs.  Fussell  and 
Douglas's  invention  was  incorrect,  and  upon  examination  of  the 
origmal  specification  it  clearly  appeared  that  the  invention  for 
which  Cutler  had  applied  was  old.  That  Cutler  on  hearing  of 
iii  this  had  some  models  made  according  to  the  specification  and 
xf  drawings  of  Fussell  and  Douglas's  patent,  and  requested  the 
Attorney  General  to  see  these  models  before  making  his  report ; 
but  this  request  being  refused,  notice  was  immediately  given 
^  that  application  would  be  made  to  the  Lord  Chancellor  for  an 
order  for  a  fmther  hearing,  and  that  the  Attorney  General 
should  in  the  mean  time  withhold  his  report.  That  the  Attorney 
General,  however,  on  the  2d  of  April  made  his  report,  whereby 
he  certified, — ^'Hhat  having  examined  all  proper  parties,  and 
inspected  and  considered  all  necessary  papers  and  documents 
rekting  to  the  matters  in  his  lordship's  order  mentioned,  he 
was  of  opinion  that  the  patent  ought  not  to  issue,  on  the 
grcmnd  that  the  alleged  inventions  are  not  new  and  useful.'^ 
And  he  further  certified,  ^^  that  this  was  a  different  ground  from 
that  upon  which  the  caveat  was  lodged  against  the  said  patent, 
tnd  that  it  was  not  until  the  second  meeting  that  the  party 
objecting  to  the  said  patent  was  prepared  to  substantiate  the 
said  grotmd  of  objection  thereto.'^ 

The  petition  then  stated,  as  exceptions  to  the  above  report, 
that  the  ground  alleged  therein  not  being  before  the  Attorney 
General  under  the  Chancellor's  order  of  the  25th  of  March,  as 
matter  included  in  the  caveat  against  the  great  seal  being 
attached  to  the  patent,  the  Attorney  General  was  not  authorized 
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to  go  into  such  foreign  matter^  or  to  adopt  the  proceedings  be 
had  adopted;  that  the  Attorney  General  having  admitted  eg 
parte  statements  and  evidence^  the  petitioner  was  entitled  to 
have  been  allowed  to  disprove  such  statements  and  evideaoe; 
that  the  ground  of  the  report,  that  the  inventions  were  not  new 
and  useful^  appUed  to  only  one  of  the  four  inventions ;  that  the 
report  was  grounded  on  false  and    fraudulent  drawings  and 
representations;   and  that  no  disinterested  person  of  scienoe 
had  been  called  in  competent  to  assist  ikS  Attorney  General  ia 
coming  to  a  proper  conclusion. 
Argument  for        Wiffram  {Girdlestonc  and  Jenkins  with  hira)  for  the  petitioner. 
This  case  comes  before  the  court  xuider  circumstances  whidi 
are  certainly  not  of  very  frequent  occurrence.    Mr.  Cutler  had 
invented;  as  he  says^  a  new  and  useful  invention  for  making 
chains;  that  he  had  applied  for  a  patent^  and  the  applicatson 
had  regularly  gone  through  all  the  offices  preceding  your  lord- 
ship's office,  and  which  came  there  with  a  view  to  your  lord- 
ship's seal  being  affixed^  and  it  would  have  been  affixed  on  the 
12th  of  March;  had  not,  a  few  days  before^  on  behalf  of  a  person 
of  the  name  of  Haines,  a  caveat  been  lodged,  which  prevented 
the  great  seal  from  being  affixed  to  the  patent. 

A  petition  was  then  presented,  praying  that  the  great  seal 
might  be  put  to  the  patent,  on  which  your  j^lordship  thought, 
upon  its  coming  before  you,  that  the  most  convenient  course 
was,  that  it  should  be  referred  to  the  Attorney  General  to  repre- 
sent to  your  lordship  how  the  case  stood.  The  case  made  by 
the  respondents  to  that  petition  was,  that  the  invention  kx 
which  we  were  seeking  to  obtain  a  patent  was  an  invention  of 
their  own,  and  that  a  communication  having  taken  place  be- 
tween themselves  and  Mr.  Cutler,  he  had  thereby  acquired  the 
knowledge  of  their  invention,  and  was  about  fraudulently  to 
obtain  a  patent  for  that  invention.  It  was  quite  open  for  them 
to  suggest  any  thing  as  to  the  novelty  or  the  utility,  because 
that  was  the  case  they  suggested.  An  application  for  a  patent 
is  not  ex  deUto  justiiuBy  and  the  parties  are  at  the  discretion  of 
those  who  advise  the  crown  whether  it  should  go  on  or  not, 
and  therefore  the  case  cannot  be  put  as  one  in  which  there  was 
any  infringement  of  the  right  between  the  parties,  because, 
supposing  all  the  world  were  wilUng  that  you  should  put  your 
seal  to  the  patent,  if  you  are  of  opinion  that  it  is  not  a  proper 
patent,  you  would  not  do  it.  The  parties  went  before  the 
Attorney  General,  and  your  lordship  made  it  part  of  the 
order,  that  if  the  report  should  be  in  favour  of  the  patent,  you 
would  affix  your  seal  to  it,  as  upon  an  antecedent  day  to  the 
order  of  the  12th  of  March,  so  as  to  prevent  any  evil  arising 
from  the  intermediate  discovery.  The  parties  met  before  the 
Attorney  General,  and  when  they  went  there  the  only  question 
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to  be  raised  before  the  Attorney  General  was^  whether  what  we  A.D.  1839. 
called  our   invention  was^  as  alleged  by  the  respondents^  the 
invention   of  Mr.  Haines^  who   had  lodged  the  caveat;   the 
Attorney  General  as  to  that  ground  of  objection^  taken  by  Mr. 
Haines^ reported  that  there  was  no  foundation  for  it  at  all;  con- 
sequently if  it  rested  upon  that  alone^  there  would  be  no 
difficulty  in  the  present  case.     But  the  case  took  a  tum^  which 
has  involved  Mr.  Cutler  in  this  difficulty.  The  parties  appeared 
before  the  Attorney  C  ^neral^  and  it  being  a  part  of  the  order 
that  the  patent  should  be  sealed  as  of  an  antecedent  day,  there 
was  no  object  whatever  for  one  party  concealing  from  the  other 
what  his  invention  in  truth  was.     It  was  then  agreed  between 
the  parties^  and  this  is  sworn  to  by  two  witnesses^  and  not 
denied,  that  each  should  produce  his  own  model  for  the  inspec- 
tion of  the  Attomesy  General,  and  if  it  turned  out  that  Mr. 
Cutler's  invention  was  not  the  invention  of  Mr.  Haines,  that 
the  patent   should  go.     That  was  a  contract  to  which  the 
Attorney  General  was  no  party,  and  neither  he  nor  the  parties 
Aerefore  would  be  bound  by  that  agreement ;  but  that  was  the 
agreement  sworn  to  between  the  parties,  and  it  was  understood 
that  no  farther  impediment  should  be  thrown  in  the  way  of  the 
pitent  being  sealed,  if  it  turned  out  not  to  be  the  same  inven- 
tion.   Mr.  Cutler  did  produce  a  model  of  his  chain,  and  the 
odier  party  produced  a  model  of  their  chain,  and  the  Attorney 
General  was  clearly  of  opinion  that  the  two  were  in  no  respect 
nmibir,  and  he  was  also  of  opinion  that  Mr.  Cutler's  patent  was 
a  meritorious  invention,  and  one  which  entitled  him  to  a  patent, 
and  that  the  patent  should  go.    The  Attorney  General  did 
afterwards^  in  point  of  fact,  prepare  a  report  in  our  favour.    It 
appears  that  Mr.  Farey,  the  scientific  gentleman  who  had  acted 
on  behalf  of  Mr.  Haines,  to  explain  to  the  Attorney  General 
what  the  nature  of  Mr.  Haines's  invention  was,  on  the  Attorney 
General  being  of  opinion  that  there  was  no  similarity  between 
the  two,  and  that  that  appeared  upon  a  comparison  between 
them  as  amicus  curue,  stated  that  the  invention  was  not  new, 
and  the  Solicitor  General  said  that  he  shotdd  take  the  opinion 
of  the  court  on  the  present  case,  not  as  to  whether  Mr.  Haines 
has  a  right  to  oppose  this  on  the  ground  that  it  is  a  copy  of  his 
invention,  but  whether  upon  the  mere  ground  of  discretion  in 
the  crown,  whether  the  court  will  or  not  consider  this  as  a 
useful  invention  for  which  a  patent  should  be  granted;  and  if 
he  is  to  advise  the  court  on  the  case  or  give  information,  of 
coarse  it  is  immaterial  whether  he  is  heard  as  counsel,  or  in  any 
other  way  whatever.     But  what  have  the  parties  done  ?     It  is 
Agreed,  as  sworn  to  by  two  witnesses,  and  not  contradicted  by 
any  one,  that  it  was  agreed  between  these  parties,  that  if  Mr. 
Cutler's  invention  was  not  the  same  as  Mr.  Haines's,  the  patent 
ihould  go.    Mr.  Farey  tells  the  Attorney  General  that  he  knew 
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Argument  for    of  a  patent  granted  to  two  persons  of  the  name  of  Fosaelland 
petitumer.         Douglas,  in  the  year  1799,  which  had  turned  out  to  be  a  usdesi 
patent,  and  that  although  Mr.  Cutler's  patent  bore  lio  sort  of 
resemblance  to  Mr.  Haines's,  it  was  the  same  thing  as  the  patent 
granted  in  1799  to  Fussell  and  Douglas;  and  he  then  prodooed 
or  made  certain  drawings,  in  which  he  informed  the  Attorney 
General  of  what  Fussell  and  Douglas's  invention  was,  and  what 
their  patent  was  for.     The  Attorney  General^  on  the  inspedka 
and  comparison  of  these  drawings  with  Mr.  Cutler's  inYentioii,ini 
still  of  opinion  that  Mr.  Cutler's  invention  was  new,  and  nseH 
and  original,  and  that  a  patent  ought  to  be  granted  for  it,  aad 
there  was  a  report  actually  prepared  by  the  Attorney  Genenl 
to  your  lordship  in  favour  of  Mr.  Cutler's  patent.    This  took 
place  on  the  27th  of  March,  and  the  parties  went  away  con- 
ceiving the  case  was  closed.     It  appeared  that  Mr.  Farey  after- 
wards went  to  the  patent  office,  and  upon  the  inspection  of  the 
specification  of  Messrs.  Fussell  and  Douglas,  he  wrote  to  the 
Attorney  General  informing  him  he  had  done  so,  and  that  upon 
a  more  close  inspection  and  examination  of  the  case  than  be 
had  been  able  to  give  it  before,  it  appeared  to  him  that  Cutler's 
invention  was  the  same  as  Fussell  and  Douglas's,  although  it  had 
not  appeared  to  be  so  from  that  drawing  on  the  27th.    That 
having  been  stated  to  the  Attorney  General,  the  parties  met 
again  by  appointment  before  the  Attorney  General,  but  it  hap- 
pened then  most  unfortunately  that  Mr.  Cutler,  supposing  all 
concluded,  had  gone  away;  but  his  solicitor  and  Mr.  Carpmael 
attended  for  him,  and  endeavoured  to  satisfy  the  Attorney 
General  that  the  two,  in  point  of  fact,  were  different,  and  that 
primA  facie  upon  comparison  the  difference  appeared  to  be  per-  ~ 
fectly  clqar.    The  report  made  by  the  Attorney  General,  there- 
fore, as  it  now  stands,  is  in  these  words:  he  reports  on  the 
2d  of  April,  ^^That  he  was  of  opinion  that  this  petitioner's 
patent  ought  not  to  issue,  on  the  ground  that  the  alleged  inven- 
tions of  the  petitioner  are  not  new  and  useful."    That  wholly 
depends  on  the  comparison  of  the  two  chains ;  and  he  further 
certifies,  that  ^^  this  was  a  different  ground  from  that  upon  which 
the  caveat  was  lodged  against  the  said  patent,  and  that  it  was  not 
until  a  second  meeting  before  him  that  the  party  objecting  to 
the  said  patent  was  prepared  to  substantiate  the  said  grounds 
of  objection  thereto."    There  are  several  affidavits  of  scientific 
men,  and  it  will  appear  that  the  Attorney  General  fell  into  the 
mistake  by  a  comparison  of  the  drawings,  the  two  models  of  the 
two  inventions  showing  them  to  be  most  essentially  distinct 
from  each  other,  and  further  that  the  invention  is  obviously 
one  of  a  very  ingenious  kind,  and  likely  to  be  of  great  public 
utility ;  at  all  events,  where  an  invention  is  new,  and  there  is 
the  strong  opinion  of  scientific  men  that  it  will  be  useful,  and 
be  found  of  great  use  in  practice,  the  seal  will  not  be  refused  to 
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-a  patent  because  some  one  is  found  to  say  that  it  will  not  turn  A.D.  1839. 
out  to  be  useful,  though  it  is  new.  *  *(a) 

The  attention  of  the  Attorney  General  could  not  have  been 
'3 ;  soffidently  called  to  that  part  of  the  case ;  he  considered  there 
^^'^  was  nothing  in  that  part  of  the  case  which  had  not  been 
^-j  examined  before,  and  therefore  that  he  might  at  once  dispose  of 
^H  the  whole  case.  If  a  person  obtains  a  patent  that  is  too  large, 
'-\  and  in  part  is  not  new,  then  the  patent  is  void ;  but  if  any  ap- 
^'  plication  be  made  to  the  crown  for  a  patent  for  an  invention  of 
»^<  which  part  is  only  new,  there  is  nothing  to  prevent  the  crown 
^  from  saying,  that  it  will  grant  a  patent  for  that  part  which  is 
•^  new.  This  is  not  a  case  of  a  patent  granted,  but  to  be  granted. 
^  The  Attorney  General  required  to  be  produced  before  him  a  sort 
Kii  of  a  description  of  the  two  things,  and  a  description  was  sent 
)fen  him  beforehand  by  a  very  eminent  counsel,  and  the  Attorney 
EfS  General  wrote  at  the  foot  of  the  paper,  that  the  party  was 
b^  entitled  to  the  patent  as  soon  as  the  order  of  reference  was 
t:^-  bronght  him;  the  Attorney  General  afterwards  unfortunately 
dumged  his  opinion,  and  the  case  now  comes  before  the 
oonit  on  the  point,  as  to  whether  the  Attorney  General  was 
light  or  not  in  making  such  a  report.  [Lord  Cottenham,  L.C. : 
For  what  do  you  claim  the  invention  ?]  We  state  that  in  the 
f  specification.  [Lord  Cottenham^  L.C.:  That  is  the  way  in  which 
you  describe  it,  but  you  must  show  your  title  by  showing  what 
the  invention  is.]  The  application  for  a  patent  is  on  two 
grounds — ^first,  for  an  improved  method  of  constructing  chains ; 
t^  and,  secondly,  for  an  improved  method  of  making  the  bars, 
"J  links,  and  bolts,  of  which  the  chains  are  constructed ;  and  to 
state  in  one  word  what  is  the  improvement  we  claim  in  the  con- 
struction of  chains,  it  is  the  combination  of  what  is  termed  the 
pummel  and  socket,  with  the  pin  passing  through  the  whole 
t  substance  of  the  chain,  so  as  to  give  the  additional  strength  that 
is  given  by  the  combination  of  the  two  parts  of  the  chain.  The 
combination  of  the  pummel  and  socket,  we  say,  in  all  chains 
manufactured  before  these  has  not  been  that  combination ;  the 
pommel  and  socket  are  altogether  new  in  themselves,  and  there 
has  never  been  in  the  making  of  them  that  which  gives  the 
strength  and  benefit  resulting  from  the  combination ;  moreover, 
we  claim  this  as  altogether  new,  the  whole  chain  being  con- 
structed of  wrought  iron,  instead  of  being  constructed  partly  of 
wrought  and  partly  of  cast  iron.  With  respect  to  the  improved 
method  of  constructing  the  bars,  links,  and  bolts,  what  we  claim 
there  is  a  method  by  which  we  make  those  links  and  bolts  in 
moulds  and  frames  different  from  any  which  have  ever  before 


(«)  It  is  unoecessary  here  to  advert  to  the  pe-  and  Douglas.  These  will  sufficiently  wppeaf  in 
pdnr  features  of  the  invention,  or  to  the  points  the  judgment  of  the  Lord  Chancellor*  Fott  426. 
tt  which  it  differed  from  the  invention  of  Fussell 
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been  invented  on  that  subject ;  our  models  and  frames  have  Bot 
been  produced^  and  no  question  having  been  raised  before  the 
Attorney  General  on  that  part  of  the  application^  it  was  not 
considered  necessary  to  produce  them. 
Argument  in  Sir  R.  M.  RolfSy  S.  G. :  Before  proceeding  to  any  obaer- 
SSaT  vations  on  the  nature  of  this  invention,  it  will  be  necessary  to 

call  attention  to  a  circumstance  which  will  require  your  lord- 
ship's judgment  before  the  party  shall  be  called  upon  to  go  into 
the  points  of  resisting  the  proposition  that  this  is  a  new  inTeo- 
tion — ^namely,  whether  your  lordship  has  any  jurisdiction  on 
the  subject  ?  I  cannot  say  there  is  no  jurisdiction,  but  I  have 
in  vain  endeavoured  to  call  to  my  recollection  any  case  in  which 
a  party  came  to  the  great  seal,  as  Mr.  Cutier  does,  applying  for 
a  patent  in  the  first  instance — ^it  is  just  the  same  thing  as  if  he 
had  never  been  before  the  Attorney  General — nay,  it  is  worsc^ 
because  he  has  been  before  the  Attorney  General,  and  the 
Attorney  General  represents  that  there  ought  not  to  be  a 
patent,  and  the  same  case  now  comes  before  your  lordship  by 
way  of  appeal  from  that  decision.  I  can  see  no  principle  which 
can  entitle  this  party  to  ask  your  lordship  to  decide  against  the 
Attorney  Geneial,  that  will  not  in  every  case  where  a  patent  la 
rejected  by  the  Attorney  General  entitie  the  party  to  come  and 
say  the  Attorney  Greneral  has  decided  wrong.  [Lord  Cotteih 
ham,  L.  C. :  I  have  all  the  authority  here,  as  if  it  had  conae 
before  me  originally  without  objection.  At  the  last  moment  the 
Lord  Chancellor  may  refuse  to  affix  the  great  seal.  I  sent  it  to 
the  Attorney  Greneral  before  for  my  own  information.  I  have 
all  the  authority  for  affixing  the  great  seal.]  In  fact  it  is  now 
substantially  before  your  lordship  in  the  same  way,  in  point  of 
substance,  as  if  the  Attorney  General  had  said  there  ought  to 
be  a  patent  granted.  [Lord  Cottenham^  L.  C. :  The  question 
now  before  me  is,  whether  it  appears  to  me  that  there  is  suffi- 
cient reason  for  not  obeying  the  direction  I  received  from  the 
crown  for  affixing  the  gseat  seal  to  this  patent  ?  Do  not  let  it 
be  understood  I  exercise  original  jurisdiction  oyer  the  matter.] 
The  difficulty  is  this — the  matter  has  once  come  before  your 
lordship.  You  have  a  jurisdiction  on  the  subject  by  virtue  of 
an  erroneous  report  of  the  Attorney  General,  that  is,  because 
the  matter  was  not  brought  under  his  consideration.  [Lord 
Cottenham,  L.  C. :  I  do  not  act  on  the  Attorney  General's 
report  at  all.  That  report  is  for  the  Secretary  of  State.]  Your 
lordship  acted  on  the  seal  bill  of  course.  The  question  then  is, 
as  to  what  your  lordship,  as  holding  the  great  seal,  should  do 
on  the  facts  of  the  case  as  they  are  now  disclosed.  Now,  how 
does  this  matter  come  on  ?  It  came  before  your  lordship  on  a 
petition  that  you  should  obey  the  privy  seal,  and  affix  the  great 
seal  to  a  patent.  Your  lordship  has  reason  to  doubt  whether 
that  course  should  be  taken — whether,  in  fact,  th^  crown  has 
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not  been  ill  adyised — and  therefore  refers  it  to  the  Attorney  A.D.  1839. 
General,  just  in  the  same  way  as  if  the  great  seal  had  been 
affixed,  and  some  party  had  then  applied  by  scire  facias  to  hare 
these  letters  patent  repealed.    Your  lordship  refers  it  to  the 
Attorney  General  to  see  whether  the  patent  ought  to  issue. 
That  was  the  reference.    The  party  opposing  the  issuing  of 
die  letters  patent  goes  before  the  Attorney  General,  and  con- 
tends that  they  ought  not  to  issue  because  the  inyention  is  not 
new,  and  because  it  interferes,  as  he  supposes  (not  knowing 
exacdy  what  it  is),  with  an  invention  of  his  own,  and  con- 
sequently, of  course,  cannot  be  new.     He  goes  before  the 
Attorney  General  and  produces  his  invention,  and  Mr.  Cutler 
produces  his  invention,  and  there  is  this  advantage,   which 
does  not  arise  in  the  ordinary  cases,  that  the  parties  go,  and 
each  one  discloses  his  own  invention — because  Mr.  Haines,  not 
asking  for  a  patent  for  his  own  invention,  does  not  care  about 
making  it  public,  and  Mr.  Cutler,  having  got  the  matter  in  such 
a  state  that  his  patent  wiU  bear  date  on  an  anterior  day,  will 
not  be  prejudiced  by  producing  his  invention — so  that  both 
paities  produced  their  inventions.    Mr.  Haines  produces  his 
indention,  which  is  not  now  in  question,  which  it  is  necessary 
I  should  draw  your  lordship's  attention  to,  just  to  show  what 
that  is.    The  Attorney  General  was  of  opinion  that  the  inven- 
tions were  substantially  different,  and  that  there  was  sufQcient 
novdty,  and  that  he  would  report  in  favour  of  the  invention. 
The  opponents  at  this  time  were  but  ill  informed  of  the  real 
nature  of  Fussell's  invention ;   afterwards,  in  consequence  of 
foither  information,  another  meeting  was  appointed,  a  scientific 
person  attended  on  both  sides,  and  the  matter  went  on  till  the 
Attorney  General  came   to  the  opinion,  on    looking    more 
minutely  into  the  matter,  that  there  was  no  novelty  or  sufficient 
norelty  in  the  invention  of  Mr.  Cutler.     I  mention  this  in 
order  to  get  rid  of  the  impression  that  seems  to  have  been 
created,  that  there  had  been  some  sort  of  mala  fides  on  our  part, 
because  it  was  referred  to  the  Attorney  General  to  report  what 
ivere  the  real  merits  of  the  invention.    Suppose  Mr.  Farcy's 
notion  was  right,  and  suppose  Mr.  Cutler's  was  not,  would  it 
iiot  have  been  monstrous  to  have  let  the  Attorney  Greneral 
report  to  your  lordship,  that  it  was  fit  that  a  patent  should 
inue  only  to  put  the  parties  to  the  expense  of  coming  the  next 
^  for  a  «eire/acta«  to  repeal  it?  It  was  the  duty  of  the  party, 
if  he  means  to  question  it,  not  only  his  obvious  interest,  but  his 
^hity  towards  the  other  party,  to  question  it  on  that  stage  which  . 
vould  give  rise  to  the  least  expense  and  inconvenience.    The 
BUitter  was  brought  before  the  Attorney  General,  and  he  came 
to  the  oondnsion  that  he  did  not  think  Mr.  Haines's  invention 
BrtCTfcred  in  point  of  novelty  with  Cutler's,  yet  that  Fussell  and 
^gWs  did,  and  therefore  he  reported  to  your  lordship  that  no 
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Argument  in     patent  ought  to  issue.    It  was  farther  discussed  before  the 

ca«e^  ^        Attorney  General,  I  believe  upon  the  second  ground,  for  the 
invention  claimed  consists  of  two  distinct  propositions,  the  one 
in  the  mode  of  putting  together  the  chain,  the  other  the  mode 
of  making  the  links  of  which  the  chain  is  composed,  and  it  was 
contended  before  the  Attorney  General  on  the  second  ground, 
that  there  was  ample  reason  for  reporting  against  the  patent, 
because  every  body  had  a  perfect  right  under  patents  that  were 
granted  to  stamp  any  thing  out  of  wrought  iron.     Of  coarse 
there  could  be  no  patent  for  that,  it  being  well  known  that 
wrought  iron  must  be  stamped  in  this  way  to  make  any  shape 
or  machine  of  any  piece  of  metal  for  whatever  purpose  used ; 
it  would  be  monstrous  that  there  should  be  a  patent  granted  for 
stamping  a  particular  thing,  the  process  of  stamping  bars  and 
other  things  of  wrought  iron  being  a  process  perfectly  wdl 
known,  and  for  which  a  patent  was  granted  twenty-five  years 
ago.    That  being  the  report  made  by  the  Attorney  General,  the 
matter  comes  before  yomr  lordship.    The  Attorney  General 
being  of  opinion  the  patent  ought  not  to  be  sealed,  the  parties 
come  before  your  lordship,  and  say  your  lordship  is  commanded 
by  writ  of  privy  seal  to  put  the  great  seal  to  this  patent;  and 
now  the  judgment  of  the  Attorney  General  is  controverted,  and 
the  question  is,  whether,  under  the  circumstances,  novelty  is 
made  out  so  as  to  justify  the  putting  the  great  seal  to  this 
patent?    This  brings  us  to  see  what  the  real  invention  is  of 
Fussell  and  Douglas.     *        *        *    1  trust  your  lordship  will 
think  that  this  is  not  a  fit  case  in  which  a  patent  should  be 
granted,  putting  the  parties  to  the  inconvenience  of  instituting 
proceedings  at  law  for  the  purpose  of  trying  this  question,  but 
that  your  lordship  will  at  once  stop  this,  and  say  that  it  is  not 
a  fit  subject  for  a  patent. 

Judgmtni,  Lord  CoTTENHAM,  L.  C. :  The  first  proposition  on  this  case 

was  on  the  supposition,  that  those  who  now  appear  to  resist  the 
patent  were  the  discoverers  of  an  alleged  invention  similar  to 
that  for  which  a  patent  is  now  applied  for ;  that,  upon  inves- 
tigation, turns  out  to  be  not  well  founded,  and  is  not  now  per- 
severed in.  In  the  course  of  discussing  that  matter  between 
the  parties,  an  objection  is  raised  of  a  general  nature,  not 
growing  out  of  the  patent  right,  but  a  general  objection  to  the 
patent,  on  two  grounds — first,  it  does  not  exhibit  any  invention 
of  any  thing  new ;  and,  secondly,  that  what  is  proposed  to  be 
done  would  not  be  useful  if  introduced  in  practice.    With 

It  is  not  always  regard  to  the  second,  it  is  not  very  easy  sitting  here  to  form 

necessary  to  en-      ^  ,      .  .    .  ..     A  xl  i  •-..-„ 

tertain  theques-  &ny  ^^ry  conclusive  opmion  as  to  the  usefulness,  nor  is  it  very 

tion  of  utility,    ncccssary  to  inquire  into  that  (particularly  considering  from 

whom  the  objection  emanates),  because  if  it  be  so  perfectly 

useless  as  is  represented,  it  will  interfere  with  no  man's  rights, 

and  it  will  be  a  mere  dead  letter,  which  no  man  would  wish  to 
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imitate  if  they  bad  the  right  (b) ;  but  as  far  as  I  can  come  to  any  A.D.  1899. 

oonclusion  from  what  is  represented  to  me,  I  consider  it  is  a 

considerable  improvement.    I  may  be  mistaken ;  but  certainly 

at  present  I  am  not  satisfied  it  is  not  an  improvement.    With 

regard  to  the  novelty,  there  really  seems  to  me  to  be  very  little 

doubt  or  difficulty.     It  appears  hitherto  all  chains  have  been 

formed  on  either  one  or  two  principles — either  by  one  branch  of 

the  chain  being  Unked  into  the  next,  and  that  is  the  ordinary 

most  simple  chain,  or  else  the  different  branches  are  connected 

together  by  holes  perforated  through  each  and  connected  by  a 

pin  or  screw;  these  appear  to  have  been  the  two  modes 

adopted  in  all  manufactories  of  chains.    The  present  party  who 

applies  for  a  patent  says — I  adopt  bolts,  and  I  unite  the  two, 

and  the  joint  of  my  chain  consists  not  only  of  that  which  con*- 

Btitutes  a  link,  and  therefore  would  be  operative  without  a  pin, 

but  it  is  also  constituted  of  a  pin,  and  instead,  therefore,  of 

haTUig  a  joint  of  one  character  on  the  other,  my  chain  has  two 

joints,  one  consisting  of  the  link,  the  ordinary  link,  the  other 

consisting  of  the  pb.    That  was  the  view  the  Attorney  General 

took  of  it  when  the  case  was  first  brought  before  him  on  the 

reference  back  by  me,  and  he  was  of  opinion  there  was  that 

union  and  combination  of  the  two  principles  which  entitled  the 

party  to  a  patent  for  the  alleged  course  he  intended  to  pursue. 

It  appears   afterwards    the  Attorney   General's   opinion  was 

altered,  on  the  ground  that  he  had  it  represented  to  him,  and 

he  considered  the  case  as  it  was  represented,  that  Fussell  and 

Douglas's  patent  also  had  this  application  of  the  pin,  or  at  least 

an  application  so  similar  to  what  is  now  proposed,  as  to  deprive 

&e  party  to  the  claim  of  novelty  in  the  invention.     I  think  the 

facts  could  not  have  been  brought  under  the  Attorney  General's 

consideration  as  they  have  been  brought  under  my  consideration, 

because  the  sole  similarity  is  in  the  term  used.     It  is  one  of 

those  many  instances  in  which  a  conclusion  arises  from  an  inapt 

tise  of  the  same  term.  This  thing  may  be  called  a  pin,  and  may  The  identity  of 

be  correctly  called  a  pin,  and  the  other  no  doubt  may  be  called  J"j''^^;roe^  i, 

a  pin,  but  it  is  not  because  they  go  by  the  same  name  they  are  the  criterion  in 

to  be  considered  as  identical — ^they  are  not  used  for  the  same  J"^§*°^j  ®  J  ® 

pnrpose  in  any  one  respect.    This  of  Fussell  and  Douglas  is  a  dissimilarity  of 

variation  from  the  original  mode  of  making  chains— namely,  of  *°^®°^°'"' 

one  branch  of  chain  being  linked  within  and  turning  in  the 

other.    This  section  of  the  model  of  Mr.  Cutler's  chain,  which 


(6)  It  may  be  a  question  whether  letters  patent  such  useless  invention.    See  Morgan  ▼•  Seaward, 

for  an  invention  so  absolutely  useless  as  here  ante  197.     Letters  patent  for  an  invention  ab- 

<lcKribed  would  not  be  void  in  law,  as  prejudicial  solutely  useless  would  also  be  void,  by  reason  of 

to  the  pablic,  by  reason  of  such  a  grant  inter-  false  suggestion.    Sec  ante  41 ;  Law  if  Practicet 

fering  with  the  progress  of  improvement,  and  Ind.  tit,  Uselessness.     But  a^  case  of  the  ex- 

'^«^Dg  it  necessary  for  any  person  who  should  treme  nature   here  supposed  is    not   likely  to 

discover  the  means  of  rendering  the  useless  inven-  arise. 
^  roM,  to  come  to  terms  with  the  patentee  of 
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JuJ^mni.  I  have  had  given  to  me  to-day,  exhibits  this  in  a  very  dear 
light.  Take  away  one  of  the  links,  and  see  how  thb  stands 
when  the  next  link  is  taken  away.  Here  is  a  solid  substane^^ 
that  is^  solid  except  that  it  forms  two  parts,  consisting  entirely 
of  the  substance  of  one  of  the  links,  which  next  link  is  con* 
nected  with  it,  and  a  joint  is  formed  by  being  inserted  within 
that  link  so  perforated,  and  that  is  a  link  in  the  ordinary  sense 
of  the  term,  varied  in  fonn,  but  still  it  is  the  same ;  there  is  no 
joint  constituted  with  any  pin,  but  there  is  the  introdaction  of 
one  link  into  the  substance  of  the  other,  and  so  they  are  con* 
nected,  and  that  constitutes  a  joint.  It  is  true,  for  a  purpose 
which  I  shall  presently  explain,  accorduig  to  my  view  of  the 
case,  that  in  the  more  solid  branch  of  the  chain  there  is  that 
which  is  called  a  pin  gmng  into  the  solid  part,  and  projecting  to 
a  certain  extent  beyond  the  surface  of  it.  To  suppose  that  was 
inserted  for  the  purpose  of  strengthening  this  part  might  be  a 
rational  conclusion,  if  it  were  not  from  the  form  and  shape  of  the 
Enk  which  is  to  be  connected  with  it.  Which  of  the  two  is  the 
strongest?  And  it  would  be  the  greatest  absurdity  in  the 
world  to  strengthen  that  which  is  strong,  and  to  leave  unaided 
that  which  is  entirely  weak,  as  of  course  the  chain  would  give 
way  in  the  weakest  part,  if  any  part  of  the  chain  gave  way. 
There  cannot  possibly  be  a  doubt,  if  a  weight  were  suspended 
on  the  chain  beyond  the  power  which  it  has  the  strength  to  bear, 
it  would  not  be  the  solid  substance  which  would  give  way,  it 
would  be  that  part  which  is  perforated,  and  which  is  left  oom« 
paratively  weak ;  it  cannot,  therefore,  possibly  be  for  the  pur- 
pose of  adding  strength,  if  it  would  add  any  strength,  but  the 
specification  explains  what  it  is.  The  specification  says,  that 
connexion — ^that  pin,  as  it  is  called — shows  the  different  parts 
coming  together  by  means  of  wire  pins  cast  in  the  iron ;  this  sub* 
stantial  link  consists  of  three  parts,  which  are  so  connected^ 
that  when  they  have  one  in  use  they  may  maintain  relative 
positions.  Therefore  it  is  the  centre  part,  as  connected  by  the 
pin  at  the  two  extremities,  which  enter  into  part  of  the  exterior 
piece  to  keep  it  in  its  proper  position,  which  exactly  corresponds 
with  the  description  here — pieces  coming  together  by  means  of 
wire  pins  cast  in  the  iron.  This  model  does  not  represent  thb 
piece  as  perforating  that  central  part,  and  therefore  is  not  cal- 
culated to  add  to  its  strength,  but  is  well  calculated  to  maintain 
it  in  its  position,  because  it  does  enter  to  a  certain  depth.  That 
corresponds  also  with  the  specification  in  Fussell  and  Douglas's 
patent,  where  it  describes  it  that  R  represents  the  different  parts 
all  completely  put  together,  which  are  kept  in  that  position  by 
means  of  a  screw  placed  in  the  centre,  not  by  means  of  a  pin  at 
the  two  extremities,  but  by  means  of  a  screw  placed  in  the 
centre,  accurately  describing  tlie  model  put  in  by  Mr.  Cutler, 
but  not  at  all  accurately  describing  the  model  of  the  other 
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putjfhecKoae  that  does  represent  these  pins  as  coming  through  A.  D.  1839. 
the  centre^  which  is  contrary  to  the  plate  in  this  book  copied 
irom  the  specification,  and  also  contrary  to  the  plate  I  asked 
to  see  in  order  that  I  might  ascertain  whether  there  was  any 
mistake,  the  plate  being  small  in  the  book^  and  therefore  not 
easy  to  ascertain  what  is  represented.     I  have  no  difficulty 
whatever  in  considering  this  as  the  accurate  representation  of 
the  plate,  as  it  is  to  be  found  in  the  specification  in  FusseU  and 
Douglas's  patent.     Supposing  it  had  gone  through — not  going 
throogh  tends  more  distinctly  to  proTC  it  is  not  intended  for 
that  purpose — but  supposing  it  had  gone  through^  it  would  only 
tend  to  strengthen  the  cranky  and  could  not  possibly  be  appli- 
cahie  to  the  purpose  of  forming  the  means  of  connecting  the 
two  lioks.    It  would  have  had  nothing  to  do  with  that,  because 
here  the  whole  substance  in  which  the  other  link  is  to  turn  is 
oonstitated  of  the  substantial  part  of  the  adjoining  link.    The 
pn  does  not  come  in  contact  with  the  other  link  at  all ;  the  two 
links  are  not  connected  together  by  it,  and  the  utmost  use  it 
wonld  be  of^  would  be  to  strengthen  the  parts  through  which  it 
pastes.   On  the  other  hand^  when  I  look  at  the  proposed  chain^ 
I  find  it  does  in  all  respects  adopt  the  two  principles  of  the 
chain.    It  entirely  adopts  the  principles  of  the  two  parts  of  the 
chain  being  linked  together  by  their  own  substance^  the  best 
proof  of  which  is,  that  there  is  no  pin  in  this,  and  as  long  as 
these  two  exterior  parts  are  kept  together  and  pressed  on  the 
third  part,  there  is  perfect  security,  and  nothing  can  give  way 
because  there  is  that  pummel  and  socket,  the  two  exterior  ones 
projecting  far  enough  into  the  interior  one  to  constitute  a  joint 
of  itself,  and  it  furnishes  a  complete  chain  as  far  as  the  next 
two  exterior  parts  rest  in  the  middle  part.    No  doubt  it  would 
not  be  so  strong,  because  there  would  be  a  perforation  going 
through  the  whole,  which  would,  of  course,  diminish  firom  the 
strength  of  the  otherwise  solid  substance  that  is  supplied  by 
a  pm— a  pin  which  will  act  and  constitute  a  proper  joint,  and 
constitute  a  proper  connexion  if  the  two  links  of  the  pummel 
and  socket  were  entirely  out  of  the  way — not,  of  course,  of  the 
nme  strength^  but  operating  as  a  joint,  and  as  a  means  of  con- 
necting the  two  parts  together ;  this  chain,  therefore,  has  both 
principles  in  actual  operation  at  every  moment*    It  is  either  a 
chain  depending  on  the  pin  or  screw  through,  or  it  is  a  chain 
depending  on  the  two  parts  of  the  chain  being  linked  together^ 
and  so  constituting  a  chain  on  the  original  principle  on  which 
chains  were  made,  and  that  appears  to  me  to  be  a  combination 
of  these  two  parts  which,  according  to  the  opinion  of  the  At- 
torney General,  formed,  when  he  understood  the  matter  as  it 
really  does  exist,  a  combination  of  principles  which  was  properly 
calculated  to  support  a  patent.    The  Attorney  General  was  im- 
pressed with  the  idea,  that  the  pin  used  in  Fussell  and  Douglas's 
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JudgtMnt,  patent  was  on  the  same  principle  as  that  proposed  to  be  used 
in  the  patent  under  consideration.  On  examination,  it  turns 
out,  though  it  is  called  a  pin,  to  be  a  piece  of  metal  applied  to 
a  totally  different  purpose,  not  performing  the  same  duties  or 
appUcable  to  the  same  object.  If  I  find  any  part  of  that  which 
is  claimed  sufficient  to  entitle  the  party  to  a  patent,  my  opinion 
is,  he  is  entitled  to  his  patent  for  that  application  of  the  two 
principles  constituting  the  joints  of  the  chain  as  they  arc  con- 
stituted. It  is  for  him  to  consider  to  what  extent  he  can  make 
the  claim,  and  in  the  present  state  of  the  matter,  I  have  no 
reason  to  consider  how  far  he  may  establish  his  patent  beyond 
that  which  is  directly  under  my  consideration.  The  patent 
only  gives  him  a  right  to  that  which  he  may  choose  to  specify 
in  the  specification.  I  am  of  opinion  this  patent  is  good,  and 
it  is  for  him,  of  course,  to  consider  whether  he  will  carry  it  any 
further. 

Wigram :  I  trust  your  lordship  will  think  we  ought  to  hate 
the  costs  of  the  proceedings  before  the  Attorney  General— it 
was  entirely  a  misrepresentation. 

The  Lard  Chancellor:  What  jurisdiction  have  I  to  order 
costs? 

Wigram :  It  was  on  our  petition  your  lordship  referred  it  to 
the  Attorney  General. 

The  Lord  Chancellor  :  What  is  the  course  about  costs  in  an 
application  of  this  sort,  Mr.  Wigram  ?  If  you  think  you  can 
show  there  is  jurisdiction  about  costs,  I  will  give  them.  My 
difficulty  is,  whether  I  have  jurisdiction;  I  certwnly  should 
give  the  costs  in  the  case,  if  I  found  it  was  within  the  province 
of  the  court  to  do  so. 

Wigram :  Your  lordship  reserved  the  costs  under  the  order 
which  you  made»  and  for  that  reason  I  should  think  your  lord- 
ship would  have  the  power  of  giving  the  costs ;  perhaps  your 
lordship  will  allow  us  to  mention  it  again. 

Upon  a  subsequent  hearing  costs  were  allowed,  and  the 
letters  patent  were  sealed  as  of  the  12th  of  March  (c). 


(c)  The  power  of  the  Chancellor  to  seal  letters  See  Lawii;  Praetiee,  tits.  Caveat  and  Oftpatititn; 

patent  as  of  an  earlier  day,  is  controlled  by  statute  the  practice  of  opposing  at  the  Privy  Seal  and 

18  H.  6,  c.  1,  which  enacts,  that  the  date  shall  be  Signet  Offices  being  quite  obsolete  and  abandoned, 

the  day  of  delivery  of  the  king's  warrant  into  Cases  sometimes  occur  in  which  the  party  has  bad 

chancery,  and  not  before  in  anywise.     Generally,  no  other  opportunity  of  opposing,  as  where  be  has 

etters  patent  bear  date  the  day  of  sealing,  unless  not  rcceivea  intelligence  of  the  invention  ontil  it 


there  are  some  special  grounds  rendering  it  ad-       has  been  too  late  to  oppose  at  any  other  stage, 
visable  that  they  should  be  dated  as  early  as  pos-       The  following  are  the  princ*     '  '     *^"*" — 

sible.     See  Law  ^  Practice,  tit.  Statutes.  and  caveats  at  the  great  sci 


El  pane  Beck. 


Caveatt  at  the  Great  Seal. — Opposition  to  the  A  caveat  having  been  entered  against  patting 

sealing  of  letters  patent,  or  at  the  great  seal,  is  the  great  seal  to  a  patent  for  an  invention  which 

not  very  usual,  this  being  the  last  stage  at  which  bore  date  12th  August,  1784,  the  Lord  Chancel- 

a  patent  can  be  opposed.    The  granting  of  letters  lor  Thurlow,  upon  hearing  the  petition,  took  some 

patent  is  usually  opposed  before  the  Attorney  or  time  to  consider  of  it,  and  did  not  make  his  order 

Solicitor  General  on  the  report,  or  on  the  bill.  for  discharging  the  caveat  until  the  27th  August- 
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7W  piteBtM  did  not  enrol  his  fpecification  until 
tke  18th  December,  1784,  supposing  the  patent 
bore  date  the  day  the  final  order  was  made,  but 
he  was  then  told  the  four  months  limited  for  the 
enobnent  of  the  specificadon  had  elapsed. 

The  patentee  now  petitioned  the  Lord  Chan- 
eellor  to  alter  the  patent,  by  making  it  bear  date 
die  27th  August  instead  of  the  12th,  but 

The  Lord  Chancellor  said,  that  although  he 
«■  perfectly  satisfied  that  the  patentee  was  well 
estitied  to  his  patent,  and  that  his  case  was  a  yery 
hud  one,  yet  he  could  not  make  such  a  use  of 
hii  poirer  as  keeper  of  the  great  seal  as  to  alter  a 
patent  in  any  degree  upon  an  application  of  this 
tort.  That  perhaps  upon  the  petitioner's  applying 
bt  a  new  patent,  the  oiBcers  mieht,  under  these 
drcomstUKes,  be  induced  to  remit  their  fees,  but 
that  he  could  give  no  relief  upon  the  present  pe- 
btioD.    1  Bro.  Ch.  C,  578. 

Ex  jtarte  Fox. 

The  petitioners  haying  applied  for  a  patent  in 
lopect  of  certain  improvements  in  steam  engines, 
a  ciieat  was  entered  under  an  existing  patent, 
frpB  which  it  was  alleged  the  new  patent  was 
borrowed,  and  with  which  it  would  interfere ;  the 
afidarit  of  an  engineer  stating  that  they  were  not 
tbe  nme,  nor  in  any  respect  resembling  each 
other. 

Sir  Samuel  Romilly  and  Mr.  Johnson  in  sup- 
poft  of  the  petitioner. 

Mr.  Hart  for  the  other  patentee. 

Ihe  Lord  Chancellor  Eldon;  I  take  it  to  be 
desr,  that  a  man  may,  if  he  chooses,  annex  to  his 
^Mcif  cation  a  picture  or  a  model  descriptive  of 
it;  hot  his  specification  must  be  in  itself  sufficient, 
or  I  apprehend  it  will  be  bad.  If  the  petitioners 
have  invented  certain  improvements  upon  an  en- 
giae  for  which  a  patent  had  been  granted,  and 
oxne  improvements  could  not  be  used  without 
the  ori^pnal  engine,  at  the  end  of  fourteen  years 
the  petitioners  conld  make  use  of  a  patent  taken 
out  opon  their  improyements ;  though,  before  that 
period  expired,  they  would  have  no  right  to  make 
OK  of  the  other's  tubHratum.  At  the  end  of  that 
tiae.  the  public  has  a  choice  between  the  patents. 
My  present  opinion  is,  that  this  patent  must  go ; 
hot  1  will  read  the  affidavits,  and  see  the  parties 
and  their  models. 

The  Lord  Chancellor :  This  is  a  very  difficult 
sihject  to  deal  with,  but,  upon  not  an  inattentive 
eoosidcration,  I  think  I  am  not  justified  in  with- 
holdiag  this  fMlent.  I  do  not  like  to  give  costs 
D  a  case  of  this  kind.  I  cannot  say  the  iealousy 
oa  the  other  side  was  unreasonable.  1 V.  &  B.  67. 

Es  parte  Heathcote  m  r$  Lacy. 

Tbb  was  an  application,  praying  the  court  not 
ta  tfix  the  great  seal  to  a  jMtent  about  to  be 
panted  to  Lacy,  by  which  he  would  be  enabled 
to  keep  his  specification  secret  for  fifteen  months, 
«hieh  was  contrary  to  the  policy  of  the  law,  and 
a  neat  injustice  to  the  uublic. 

It  wu  umd  on  behalf  of  Laqr,  that  no  injus- 
tice woukl  be  done  to  the  public,  and  that  the 
itate  would  be  benefitted  in  a  peculiar  way,  Lacv 
^tviag  invented  a  machine  for  making  French 
We  of  the  most  beautiful  texture ;  and  if  the  be- 
■^  of  his  invention  was  secured  to  him  by  ena- 
biiag  him  to  lodge  tbe  specification  under  certain 
■Citnetions,  this  coontry  would  be  enabled  to  rival 
^ftench  in  the  sale  of  that  artide  in  the  conti- 
nntal  maikets.  At  present,  the  French,  by  hav- 
ing the  materials  and  labour  at  a  much  cheaper 


rate,  could  affiird  to  undersell  us  considerably  in 
that  very  important  branch  of  their  manufactures ; 
but  if  this  patent  were  granted,  the  saving  with 
respect  to  labour  would  be  more  than  equal  to 
the  difference  in  price  of  the  materials.  This  was 
the  principal  object  for' wishing  to  keep  the  spe- 
cification secret ;  for  there  was  reason  to  appre- 
hend, that  if  the  particular  description  of  the 
invention  should  be  enrolled  within  the  usual 
period,  copies  thereof  would  be  obtained  by  fo- 
reign agents,  and  transmitted  to  foreign  countries, 
the  inhabitants  of  which  would  have  the  benefit 
of  making  use  of  the  invention  before  his  ma- 
jesty's subjects  could  by  law  make  use  of  the 
same ;  which  would  not  only  prevent  the  patentee 
from  deriving  the  full  advantage  which  he  has 
reason  to  expect,  but  might  also  tend  to  diminish 
the  benefit  which  the  lace  manufacturers  of  this 
country  might  otherwise  derive  therefirom.  This 
was  the  ground  upon  which  the  legislature  had 
thought  proper  to  grant  an  act  of  parliament  (53 
Geo.  3,  c.  179)  to  Mr.  Lee,  for  securing  his  in- 
vention of  preparing  hemp  and  flax ;  by  a  proviso 
in  the  letters  patent  granted  to  him,  tne  specifi- 
cation  was  to  be  kept  secret  for  fifteen  months ; 
and  the  act  directed  that  it  should  then  be  delivered 
to  the  Lord  Chancellor,  and  be  deposited  with 
one  of  the  masters  in  Chancery,  and  only  in- 
spected under  certain  restrictions  during  the  first 
seven  years  of  the  letters  patent,  when  it  was  to 
be  enrolled  for  the  benefit  of  the  public.  There 
was  an  affidavit  by  Lacy,  stating  his  intention  to 
apply  for  a  similar  act. 

The  Lord  Chancellor  Eldon  said,  that  he  could 
not  put  the  great  seal  to  a  patent  which  fMe  the 

r;y  fifteen  months  to  make  out  his  specification, 
the  present  reign  20.000  patents  had  been 
granted,  and  this  indulgence  was  extended  only 
in  two  or  three  of  them.  Where  the  letters  pa- 
tent were  for  an  invention  to  be  used  in  England, 
Scotland,  and  Ireland,  the  usual  period  for  en- 
rolling the  specification  was  six  months;  but 
where  they  were  confined  to  England  only,  three 
or  four  months  was  the  given  time.  Mr.  Lee*s 
case  was  a  very  peculiar  one ;  it  was  for  securing 
to  the  state,  in  a  time  of  war,  the  benefit  of  a  most 
important  discovery.  If  Mr.  Lacy  conld  make 
out  that  the  state  was  to  be  benefitted  by  his  in- 
vention in  any  peculiar  way,  as  in  the  case  of  pre- 
paring hemp  and  flax,  it  might  be  doubtful  whether 
ne  might  not  have  a  secret  specification.  His  lord- 
ship was  of  opinion,  however,  that  the  legislature 
would  pause  a  long  time  before  they  passed  such 
an  act  in  future ;  and  he  thought  he  might  venture 
to  say,  that  if  Mr.  Lacy  were  to  apply  for  such  an 
act,  he  would  not  procure  it.  The  gentleman  had 
said,  that  if  this  specification  was  not  kept  secret, 
the  French  might  copy  it ;  but  his  lordsnip  could 
not  establish  a  new  principle  merely  to  prevent 
the  Ftench  from  smuggling ;  neither  coula  he  put 
the  great  seal  to  a  patent  without  seeing  the  spe- 
cification ;  for  it  might  turn  out  not  to  be  worth 
a  farthing,  and  then  public  genius  would  be  dis- 
couraged merely  for  the  benefit  of  the  patentee. 
Many  cases  of  this  nature  had  occurred.  The 
patent  could  not  pass  without  the  responsibility  of 
the  great  seal ;  and  if  his  lordship  could  bring 
himself  to  pass  it,  he  might  be  callea  upon  to  give 
an  account  in  parliament  why  he  had  extended  this 
particular  privilege  to  this  individual  contrary  to 
the  general  policy  of  the  law ;  and  he  could  not, 
in  justice  to  the  king's  subjects,  affix  the  great  seal 
to  it,  merely  because  it  was  a  manufacture  which 
other  countries  had  in  common  with  this. 
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Es  partB  Henton  m  f*  Aloock. 


This  wu  an  application  on  a  cayeat  lodged  by 
Hentm  against  sealing  letters  patent  to  Alatek  for 
improvements  in  machinery  for  making  bobbin  net 
lace. 

Htnton  stated  on  a£Bdavit  his  belief  that  the  in* 
vention  for  which  Alcock  was  soliciting  letters 
patent  was  the  deponent's  invention,  and  which 
Le  had  communicated  in  confidence  to  Aleoek, 
who  was  his  nephew. 

It  was  argued  on  the  part  of  Alcock,  that  Hen- 
um  had  no  rieht  to  oppose  at  this  stage,  the  time 
for  opposing  laving  gone  by,  the  Attorney  Gene- 
ral having  issued  his  bill ;  but 

Lord  Chancellor  Brougham :  "  I  cannot  look 
at  this  case,  and  deny  that  they  (the  agenu  of 
Henson)  have  a  strict  right  to  be  here,  but  it  is 
a  right  which  must  be  exercised  very  sparingly ; 
and  a  discretion  must  necessarily  be  vested  in  the 
court.  In  the  very  peculiar  circumstances  of  this 
case,  I  am  disposed  to  give  them  the  benefit  of  it, 
exercising  it  m  a  somewhat  roundabout  way  by 
sending  it  to  the  Attorney  General ;  but  the  very 
circumstance  upon  which  that  suspicion  rests  leads 
me  to  reserve  the  question  of  costs.*' 

The  case  was  then  sent  for  the  decision  of  the 
Attorney  Gencaral,  as  to  whether  the  inventions 
were  the  same,  the  Lord  Chancellor  observing, 
that  it  was  in  the  nature  of  an  inquiry  before  the 
Attorney  General  to  assist  the  coriscience  of  the 
court  to  see  whether  the  sealing  should  go.  It  was 
then  agreed  that  the  Attorney  General  should  re- 
port whether  the  patent  should  be  ranted,  and 
that  what  was  produced  before  him  should  be  af- 
terwards enrolled  as  the  specification. 

The  Attorney  General  directed  that  the  patent 
should  be  sealed,  the  improvements  being  dissi- 
milar to  those  of  Henson,  and  not  infringing  upon 
his  inventions.  The  letters  patent  were  sealed  as 
of  the  day  on  which  they  came  to  the  great  seal. 
See  2  Newton's  Lon.  J.  Conj.  Ser.  32. 

The  following  cases  of  opposition  or  caveats  at 
the  great  seal  to  granting  letters  patent  for  other 
matters  than  new  inventions,  will  illustrate  the 
principles  which  have  been  adopted : — 

£r  parte  Daly. 

This  was  a  petition  by  Mr.  Daly,  manager  and 
proprietor  of  the  Theatre  Royal,  DubUn,  to  the 
Lord  Chancellor  of  Ireland,  praying  him  to  with- 
hold the  great  seal  from  a  patent  professing  to 
have  been  granted  by  the  crown  under  the  powers 
vested  in  it  by  26  Geo.  3,  c.  57,  and  authorising 
Mr.  Astley  to  have  a  theatre  for  exhibiting,  during 
certain  months  in  the  year,  feats  of  horsemanship 
and  musical  pieces,  &c.  Daly,  in  November, 
1786,  had  obtained  a  patent  for  the  Theatre 
Royal,  and  now  opposed  the  passing  of  Astley's 
patent,  on  .the  ground  of  the  great  prejudice  it 
would  be  to  him  after  the  expense  he  nad  been  at 
in  fitting  up  and  supporting  the  theatre. 

I1>e  Lord  Chancellor :  There  are  several  stages 
of  opposing  the  passinp^  of  patents. 

The  first  is  an  application  to  the  crown,  while 
the  granting  of  the  patent  is  under  the  considera- 
tion of  his  m^estv ;  upon  such  an  application  the 
crown  woidd  refer  it  to  the  great  officers  of 
tUte. 

Secondly — When  it  comes  to  the  privy  seal,  a 
like  application  may  be  made.  The  Lord  Privy 
Seal  has  sometimes  heard  the  matter  himself,  at 
other  times  he  has  referred  it  to  a  oommittee. 


Thirdly — An  application  may  be  made  to  tb 
great  seal  if  the  grant  be  illegal ;  or  if  the  cnm 
be  imposed  on  or  deceived  in  snch  cases,  the 
Chancellor  will  withhold  the  seal,  b  this  csk, 
as  to  the  matter  of  discretion  whether  the  cnm 
ought  or  ought  not  to  grant  such  a  patent,  Ifans 
noUiing  to  do  wiUi  that  The  single  qoesboi 
here  is,  whether  these  exhibitions  of  Astlej^  at 
the  subject  of  a  patent  within  the  act? 

The  objections  made  to  this  patent  are,  cite 
that  it  is  illegal ;  or,  secondly,  that  it  is  inoaon»> 
tent  with  that  granted  to  Daly— that  if  there  »e 
more  places  of  entertainment  than  one,  the  peo^ 
will  be  dirided.     As  to  the  first,  the  act  givesa 
power  to  the  crown  to  grant  licenses  for  cstabhsk- 
uiff  and  keeping  a  theatre,  and  enacts  that  boos 
others  than  tnose  who  are  so  licensed  shall  exhifait 
interludes,  tragedies,  &c.     But  the  crown  kas 
power  by  the  act  to  grant  from  time  to  time,  taA 
when  and  as  often  as  it  think  fit,  one  or  moit 
letters  patent  to  one  or  more  persons,  for  es- 
tablishing and  keepinff  one  or  more  theatres,  &c- 
80  that  if,  instead  of  this,  the  grant  to  Astley  hJL 
been  of  a  theatre  in  as  ample  a  madner  as  Tmf\ 
can  there  be  any  doubt  but  that  it  would  bt 
good  ?     Besides,  there  is  a  reservation  in  Dalj> 
patent  of  such  as  should  be  thereafter  licensed. 

As  to  the  second  oljection,  that  it  infringes  oa 
Daly's  patent  —  that  it  tends  to  diminish  Us 
profits.  Certainly,  the  moK  places  of  entertm- 
ment  there  are,  it  will  man  some  diflference  tt 
all.  Perhaps  it  is  better  there  should  be  mflre. 
It  is  said  he  has  laid  out  money  on  the  iaith  of 
having  an  exclusive  patent.  He  had  knowledge 
of  the  power  of  the  crown  to  grant  others,  nd 
his  own  expressly  reserved  it.  it  is  said  that  I 
ought,  as  keeper  of  the  king's  conscience,  ts 
wiUihold  the  great  seal.  But  the  grantixiff  cf 
this  patent  has  been  considered  by  the  Lad 
Lieutenant,  so  I  do  not  think  I  have  any  thmg 
to  do  with  that.  If,  indeed,  the  patent  were 
Illegal,  it  would  be  otherwise.  I  can't  withhold 
the  great  seal.     Vem.  &  Scriv.  499. 

£r  parU  O'Reilly. 

In  this  case  several  caveats  were  entered  aeaint 
affixing  the  great  seal  to  letters  patent  for  tmrtr- 
one  years,  authorising  the  petitioner  to  bdld  a 
house  for  the  representation  of  Italian  operas  oa 
a  new  site,  the  old  house  having  been  burnt 
down.  A  great  number  of  matters  were  dis- 
cussed in  the  above  case,  before  the  Lord  Ckaa- 
oellor  Thurlow,  of  which  the  following  may  be 
noticed:   1  Ves.  Jun.  112: 

The  court  refused  to  seal  a  patent  for  repre- 
senting Italian  operas,  because  the  provisions  for 
carrying  it  on  were  by  agreement  with  the  Lord 
Chamberlain,  his  executors  and  administraton^ 
and  the  right  to  the  patent  was  not  sufficiently 
connected  with  the  property  in  the  house. 

It  is  not  sufficient  for  the  party  applying  merelj 
to  answer  objections ;  he  must  lay  a  proper  ease. 

Upon  such  application,  the  court  will  take  cut 
that  the  king  is  not  deceived,  nor  his  object  dis- 
appointed ;  and  will  represent  the  whole  to  the 
km^,  but  will  not  decide  upon  the  merits  of  the 
various  claimants. 

I'he  court  will  not  seal  a  patent  which  does  not 
put  the  parties  under  some  control,  though  there 
18  no  caveat. 

A  patent  in  fee  could  not  stand  if  abased. 

A  patent  must  be  under  proper  restraints. 

Query,  if  a  patent  can  be  the  sulgect  of  a  tnist. 
See  ante  418,  n. 
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APPEAL  FROM  THE  COURT  OF  SESSION  (a). 


Jambs  Brown  (JppeUant). 

Alexander  Annandale  &  Son  {Respondents). 

[In  the  House  of  Lords,  24  &  25  FebruAry,  1842.] 

This  was  an  appeal  from  the  first  division  of  the  Court  of  Ses-  The  public  ase 
sionof  Scodand,  wherein  the  appellant  complained  of  certain  P^""*^^®"^**** 
interlocutors  pronounced  under  the  following  circumstances.        prior  to  the  date 

i        The  appellant  had  obtained  letters  patent  under  the  seal  ap-  fj,  s^*Ji3Jj[j{ 
pointed  by  the  Treaty  of  Union  to  be  used  in  place  of  the  great  invalidate  such 
leal  of  Scotland^  on  a  warrant  under  the  sign  manual,  dated  at  J^J^^/thaTt^c 
St  James's,  26  Jan.  1836,  and  written  to  the  seal  registered  and  use  of  an  inveo- 

I     mied  at  Edinburgh,  4  Feb.  1836,  for  "  a  certain  improvement  J^ec^ionL''^ 
or  certain  improvements  in  the  making  or  manufacturing  of  abroad  would 

Tggngr  *»  invalidate  sub- 

r^T^*  ^  ^  ^  sequent  letters 

The  specification  was  enrolled  in  the  Chancellory  of  Scotland,  patent. 
4  Jan.  1836 ;  but  it  is  unnecessary,  for  the  purposes  of  this  re-    /• 
port,  to  state  any  particulars  of  the  invention.  "^  "         , 

The  appellant  (the  pursuer  in  the  court  below)  applied  to  the   ^/ 
Court  of  Session,  for  suspension  and  interdict  against  the  re-      * '  ""^^^ 
spondents  (the  defenders  in  the  court  below),  in  using  certain    X  /l^  •  t-  - 
machbery  in  the  manufacture  of  paper.     The  respondents,  in     j-> 
their  answers  to  the  note  of  suspension,  denied  that  the  machi- 
nery complained  of  was  substantially  the  same  as  that  described 
in  the  specification ;  and  stated  further,  that  the  letters  patent 
I     were  void,  because  the  alleged  invention  was  not  new,  having 
\     been  known,  and  publicly  used  and  practised,  both  in  England 
\     and  Scotland,  before  the  date  of  the  patent. 
I         The  note  of  suspension  and  interdict  was  then  merely  passed 
t      to  try  the  two  questions,  of  the  infiringement,  and  the  validity  of 
the  patent ;  the  interdict  was  not  pressed. 

The  appellant  then  instituted  a  summons  for  damages ;  in  an- 
swer to  which  the  defendants,  as  before,  denied  the  infringement 
and  the  validity  of  the  patent,  on  the  grounds,  1.  that  the  speci- 
fication had  not  been  enrolled  in  time  (6) ;  2.  that  the  invention 
was  not  new,  having  been  known  and  publicly  used  both  in 
England  and  Scotland  prior  to  the  patent. 


(a)  See  a  report  of  and  observations  on  this  case  that  this  specification  was  in  time  ;  the  letters 
1^  Mr.  Sbesrman,  one  of  the  respondents'  agents,  patent  bear  date  on  the  daj  of  sealing ;  and  the 
io  Newton's  London  Joarnal,  toI.  zxi«  C.S.  See  time  for  specifying  rnns  from,  or  ezcIusiTe  of,  that 
>lio  the  case  of  K^hvtk  v.  Stirling,  ante  45.  day.   See  antt  154,  n.  a, ;  also  ante  430,  n.  c.  as  to 

(b)  It  seems  to  have  been  admitted  afterwards      the  sealing  as  of  an  earlit  r  day. 

3  K 
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Trial  •f  the 


Verdict. 


The  above  two  processes  having  been  (according  to  the  prac- 
tice of  the   Scotch   courts)   conjoined  by  interlocutor,  a  re- 
cord was  made  up,   and  certain  admissions  and  issues  were 
to. 
The  issues  came  to  be  tried  before  Lord  Mackenae,  one  of 
the  judges  of  the  First  Division  of  the  Court  of  Session,  and  a 
jury,  on  the  14th  and  15th  days  of  May»  1841 ;  and  after  the 
evidence  on  the  pursuer's  part  had  been  concluded,  the  counsel 
for  the  defenders,  in  his  address  to  the  jury,  stated,  that  it  would 
be  a  part  of  the  defenders'  case  to  bring  evidence  to  prove,  inter 
alia,  his  averment  on  the  record,  that  the  invention  specified  by 
the  pursuer  had  been  publicly  used  in  England  before  the  date 
of  his  patent.     Whereupon  the  admissibility  of  any  such  evi- 
dence was  objected  to  by  the  pursuer's  counsel,  on  the  ground, 
that  previous  public  use  of  the  invention  in  England  was  not  a 
ground  for  invalidating  the  pursuer*s  patent  for  Scotland.    Lord 
Mackenzie  overruled  the  objection,  and  decided  that  the  evi- 
dence was  admissible,  as  proving  a  ground  of  the  invalidity  of 
the  patent.     Against  this  judgment  the  counsel  for  the  pursuer 
excepted,  and  lodged  the  following  minute : — 

"In  respect  of  the  opinion  of  the  judge,  that  the  use  and  prac- 
tice averred  as  to  England  is  competent  in  evidence  to  establish 
the  first  issue  for  the  defenders,  the  pursuer  admits  that  the  ver- 
dict must,  in  point  of  fact,  go  on  that  first  issue  for  the  defen- 
ders, subject  to  exception  to  the  opinion  of  the  judge ;  the  pur- 
suer admitting  that,  if  the  above  point  of  law  is  decided  against 
him,  the  defenders  are  entitled  to  judgment  in  the  cause.'' 

Upon  which  the  jury,  "  In  respect  of  the  matters  proven  be- 
fore them,  and  of  the  minute  of  the  counsel  for  the  pursuer,  find 
for  the  defenders  on  the  first  issue." 

The  bill  of  exceptions  came  to  be  argued  before  their  lordships 
of  the  First  Division  of  the  Court  of  Session,  when,  on  the  8th 
of  July,  1841,  they  pronounced  the  following  interlocutor:— 
"  The  lords  having  heard  counsel  for  the  parties,  disallow  this 
bill  of  exceptions.'' 

The  above  decision  in  favour  of  the  defenders  was  further  car- 
13  July,  1841.  ried  out  by  the  following  additional  interlocutor,  or  decree  :— 
**  The  lords,  in  respect  of  the  verdict  of  the  jury  in  this  cause, 
apply  the  same ;  and  in  the  process  of  suspension  and  interdict, 
find  the  letters  orderly  proceeded,  and  dismiss  the  suspension; 
and  in  the  action  of  declarator  and  damages,  assoilzie  the  defen- 
ders from  the  conclusions  of  the  summons,  and  decern;  find  the 
defenders  entitled  to  expenses  in  the  said  conjoined  actions,  and 
remit  the  accounts  when  lodged  to  the  auditor  to  tax  and 
report." 

Against  the  above  two  interlocutors  the  appellant  (the  pur- 
suer below)  brought  the  present  appeal,  praying  that  their  lord- 
ships would  be  pleased  to  reverse,  vary,  or  alter  the  same,  or  that 


Jnttrloeuton, 
8  July,  1841. 
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be  miglit  have  sacli  relief  in  the  premises  as  to  their  lordships 
should  seem  meet,  and  for  the  two  following  reasons  : — 

1.  There  is  no  communication  of  rights  wider  patents  for  in-  AppeiianVt  com 
Tentions  between  the  subjects  of  the  two  parts  of  the  United 
Kingdom,  and  therefore  the  fact,  that  the  improvement  invented 
by  die  appellant  in  Scotland  had  been  previously  used  in  Eng- 
land, is  not  a  ground  in  law  for  invalidating  the  patent  for  Scot- 
Und.  The  power  of  the  crown  in  Scotland  to  grant  exclusive 
privileges  in  respect  of  new  inventions,  is  not  given  by  any  sta- 
tute, but  is  founded  on  the  immemorial  usage  of  the  crown,  and 
the  acquiescence  of  the  nation.  The  attempts  made  to  stretch 
this  prerogative  beyond  its  just  limits,  gave  rise  to  the  act  of 
monopolies  (d),  which  was  declaratory  of  the  principles  of  the 
common  law,  but  left  the  prerogative  of  the  crown  untouched. 
The  terms  of  the  Scotch  patents  varied,  some  being  for  thirteen, 
others  for  twenty-one  years;  since  the  union,  the  term  pre- 
scribed by  the  statute  of  monopolies  for  England  has  also  been 
adopted  for  the  Scotch  patents  (c),  but  there  is  nothing  to  Mmit 
it  to  this. 

The  grants,  and  the  extent  of  the  rights  thereby  conferred, 
are  as  distinct  since  the  union  as  before,  each  being  confined  to 
its  own  country ;  and  in  this  respect  each  part  of  the  United 
Kingdom  must  be  considered  as  a  distinct,  separate,  and  inde- 
pendent country  and  jurisdiction  relatively  to  the  other ;  for  were 
it  not  so,  bat  the  kingdoms  of  England  and  Scotland  are  to  be 
considered  as  but  one  country,  all  rights  of  patents  for  inventions 
shonld  be  co-  extensive  and  equally  effectual  in  both  parts  of  the 
United  Kingdom,  a  conclusion  directly  at  variance  with  the  ac- 
luiowledged  fiu!t,  since  the  patent  for  each  country  is  strictly 
confined  to  that  country ;  the  freedom  and  intercourse  of  trade 
refenred  to  in  the  articles  of  union  do  not  extend  to  such  rights 
as  patents  in  either  country.  Patents  for  invention  are  not  the 
only  rights  as  to  which  a  similar  distinction  exists  respecting  the 
rights  of  trade,  since  by  the  Scottish  statute  in  favour  of  the 
royal  burghs,  the  exclusive  right  of  importing  all  foreign  com- 
modities for  sale  is  conferred  on  the  merchant-freemen  of  the 
royal  burghs  (^;  and,  according  to  the  legal  construction  of 
that  statute,  the  word  foreign  must  apply  to  England.  But  the 
case  as  to  the  rights  under  letters  patient  for  inventions  is  much 
stronger;  for  letters  patent  are,  in  their  nature,  matters  of  pri- 
vate right,  constituted  by  grant  ex  spedali  gratid  on  the  part  of 
the  crown,  and  accordingly  pass  in  Scotland  under  the  seal  ap- 


(M  Acts  of  Charles  I. ;  A.D.  1641 ;  anf  33.  that  none  but  the  2uild  brethren,  as  contradistin- 

(e)  Jate  34,  ic    See  also  Dallas's  System  of  guished  even  from  the  trades  of  the  borough,  could 

^jltt;  Edin.  1697.  import  from   Englaod  commodities  which   were 

(d)  See  Act,  1693,  c.  12.     It  was  accordingly  either  the  native  produce  of  that  country,  or  of  the 

Mjvdeed  io  the  case  of  the  incorporate  trades  of  colonies  abroad.    Mor.  Diet.  1779. 

AbcrdieQ  against  the   Magistrates  and   Guildry, 
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AppeitanVs  ease,  pointed  by  the  24  th  article  of  the  Treaty  of  Union,  to  be  kept 
and  used  in  Scotland  in  all  things  relating  to  private  rights  or 
grants  which  have  usually  passed  under  the  great  seal  of  Scotland^ 
and  which  only  concern  offices,  grants,  commissions,  and  private 
rights,  within  that  kingdom.  Further,  letters  patent  are  accom- 
panied .by  no  interchange  of  rights  and  privileges  between  the 
subjects  of  the  two  parts  of  the  United  Kingdom,  but  letters  pa- 
tent for  one  country  are  entirely  confined  thereto,  and  have  no 
effect  whatever  in  the  other.  But  except  in  regard  to  such  pri- 
vileges and  advantages  of  trade  and  commerce,  as  to  which  it  was 
provided  by  the  Treaty  of  Union  that  there  should  be  full  free- 
dom and  intercourse  between  the  subjects  of  the  United  King- 
dom, and  for  the  regulation  of  which  the  laws  were  after  the 
union  to  be  the  same  in  Scotland  as  in  England,  the  18th  article 
of  the  Treaty  of  Union  expressly  declares,  "  that  all  other  laws 
in  use  within  the  kingdom  of  Scotland  do,  after  the  union,  re- 
main in  the  same  force  as  before  (e)." 

It  would  appear  to  follow,  therefore,  that  all  questions  touch- 
ing the  validity  of  letters  patent  for  Scotland,  must  be  tried  and 
determined  according  to  the  law  of  that  country  alone,  and  with- 
out reference  to  the  legal  condition  of  the  subject-matter  of  sudi 
letters  patent  as  to  freedom  or  restriction  in  England,  or  any 
other  country.  The  general  requisites  of  the  law  of  Scotland 
with  respect  to  letters  patent,  are  the  same  as  of  the  law  of  Eng- 
land, except  as  regards  the  limits  of  their  respective  juritsdic- 
tions ;  but  in  applying  those  requisites,  the  matter  must  be  con- 
sidered solely  vrith  reference  to  the  validity  of  letters  patent  in 
Scotland,  and  the  effects  of  rights  arising  under  them  in  that 
country,  just  as  if  England  had  no  connexion  with  it 

2.  Because,  according  to  the  just  construction  and  true  mean- 
ing of  the  letters  patent  granted  to  the  appellant  in  Scotland,  the 
requisite  as  to  the  novelty  of  the  improvement  is,  that  it  was 
invented  in  Scotland  by  the  appellant;  and  there  is  no  condition, 
expressed  or  implied,  that  the  mere  circumstance  of  its  baring 
been  previously  known  or  used  in  England  should  infer  a  nullity 
of  the  patent. 

The  parts  of  the  letters  patent  material  to  advert  to,  are  the 
following.  First,  the  recital  of  the  petition,  which,  having  stated 
the  invention  by  the  appellant,  proceeded  as  follows :  Qmm  t»- 
ventionem  credit  pro  ffenerali  beneficio  et  commodo /uturam  esse, 
dictam  inventionmn  novam  esse  et  hand  unquam  ante  hoc  factita- 
tarn  aut  usitatam  fuisse  per  ullam  aliam  personam  ant  persoMS 
quascunque  intra  fue  regna  ffj  ut  intelligit  et  credit.    Then  fol- 


(/)  As  to  the  meaning  of  the  sixth  article  of  the  of  letters  patent  is  a  translation  of  the  nsaal  fom 

T  reaty  of  Union,  and  this  question  generally,  see  for  England ;  the  words  A<e  regna  being  substitaied 

amU  48,  in  note.  "  for  England,  &c.  at  tliis  nlace,  but  Scotland  at 

(J)  It  will  be  matarial  to  observe,  that  this  form  others,  as  in  the  prayer  in  the  neit  sentence. 
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lows  the  prayer  for  the  grant  of  the  letters  patent :  Intra  iUam  A.D.  1842. 
partem  Begni  nostri  Uniti  Magna  Britannia  et  IRbemia  Seo* 
tkan  vocatam  pro  termino  qtuituorfiecim  annarumy  secundum  sta- 
tuhm  in  eo  ca^u  factum  et  provisum.  The  letters  patent  then 
proceed,  in  the  usual  form,  to  make  the  grant  in  the  terms  of  the 
prayer :  Pro  et  durante  termino  annorum  in  prasentibus  mentio- 
mtOf  Tenend.  et  habend^  £fc.  pro  et  durante  ^mUo  quaiuardecim 
amorum  et  usque  ad  plenum  exitum  et  terminum  eorum  a  data 
prenntium  prosime  et  immediate  inaequent.  The  letters  patent 
dien  contain  the  prohibitory  part,  and  the  foUoving  among 
other  provisoes :  Proviso  semper^  8fc^  dictam  inventionem  quoad 
publicum  ^tufy  in  ilia  parte  Regni  nostri  Unitiy  Scotia  vocata, 
tmn  et  exercitum  non  esse  novam  inventionem  vel  a  dicto  Jacobo 
Brown  ut  pr^Bdicitur  non  esse  invent  am. 

The  statute  referred  to  in  the  petition  is  the  English  Statute 
of  Monopolies  (21  Jac.  1,  c.  3) ;  but  no  conclusion  can  be  drawn 
from  this  circumstance  inconsistent  with  the  appellant's  argu- 
ment as  to  the  foundation  of  the  law  of  patents  in  Scotland;  for 
m  the  dispositive  or  granting  clause,  as  well  as  in  the  tenendum, 
the  limitation  is  simply  ^*pro  et  durante  spatio  quatuordeeim 
amrum  a  datoprasentium/'  without  any  reference  to  the  statute; 
whereas,  in  the  form  of  letters  patent  for  Eingland,  the  tenendum 
contains  there  also  the  words  '^  according  to  the  statute  in  such 
case  made  and  provided"  (ff);  whether  with  reference  to  the  term 
of  years  only,  or  generally  to  the  authority  on  which  the  grant 
proceeds,  may  be  doubted ;  but  the  latter  construction,  if  the 
tnie  one,  affords  a  strong  illustration  of  the  difference  between 
an  English  and  a  Scotch  patent,  in  regard  to  the  foundation  of 
the  authority  of  the  crown  in  the  two  cases  (A). 

The  insertion  of  the  words  intra  ha  regna,  so  far  as  applicable 
to  other  portions  of  the  United  Kingdom  different  from  Scot- 
land, though  perfectly  consistent  with  the  fact  as  regards  the 
knowledge  and  belief  of  the  appellant  at  the  time,  is  superfluous 
and  immaterial.  And  it  appears  on  searching  the  register  of 
patents,  granted  for  Scotland  during  the  last  two  years,  the  pe- 

(i)  See  Law  and  Practice,  Pr.  F.,  XIII.  has  nothing  whatever  to  do  with  the  authority  of 

(A)  The  force  and  import  of  these  words,  and  the  crown  to  make  erants  of  this  nature ;  such  au- 

Ifce  reason  of  their  insertion  in  the  English,  and  thority  being  part  of  the  common  law  prerogative 

(^omission  in  the  Scotch  letters  patent,  are,  of  the  crown,  declared  and  defined,  but  not  created, 

it  ii  eoocetred,  obvious.     Before  the  statute  of  by  any  statute.     Prior  to  the  union,  the  terms 

■ooopolies,  the  letters  patent  for  England  were  eranted  by  the  Scotch  patenU  were  for  periods  both 

»r  vtrious  terms,  as  of  tweniy-one  years,  and  longer  longer  and  shorter  than  fourteen  years,  ante  34,  n. ; 

imds.     The  effect  of  the  statute  was  to  impose  but  since  the  union,  the  crown  of  England,  in  the 

we  two  following  conditions — viz.  that  the  grantee  exercise  of  the  common  law  prerogative  of  the 

Bast  be  the  true  and  first  inventor,  and  that  the  crown  of  Scotland,  has  adopted  the  same  period  of 

torn  must  not  exceed  fourteen  years ;  and  even  fourteen  years  for  all  iu  grants^     The  insertion  of 

tnt  limited  period  Sir  E.  Coke  appears  to  have  the  words  "  according  to  the  statute"  in  a  petition 

CMsdered  astoo  long  j  anU  31,  n.    The  letters  pa-  presented  by  the  petitioner,  is  not  a  circumstance 

(atsobiequeat  u>  Uie  statute  consequently  express,  on  which  any  argument  can  be  founded ;  but  hav- 

Mtheface  of  them,  that  the  grant  in  both  these  ing  been  inserted  in  the  petition,  their  appearance 

"espedi  is  in  accordance  with  the  conditions  im-  in  the  leiteis  patent,  which  recite  the  petitioB*  fiil- 

?Med  by  the  statnte.    The  insertion  of  these  words  lows  necessarily . 
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App$Umu*»  earn,  tition  States  the  invention  not  to  hare  been  used  in  ScoHancI, 
accordingly  to  the  petitioner's  knowledge  and  belief.  And  die 
proviso  declares  the  grant  to  be  void,  in  case  it  shall  not  be  new 
within  Scotland. 

The  court  below  has  found,  that  the  simple  £act  of  the  in* 
vention  having  been  used  before  in  England  is  sufficient  in  k«r 
to  render  the  grant  void ;  there  is  no  statement  as  to  any  pre- 
vious use  in  Scotland;  had  this  existed,  the  question  would  have 
arisen,  as  to  how  far  a  misrepresentation  in  the  petition  in  this 
particular  would  vitiate  a  grant,  even  supposing  the  invention  to 
have  been  first  mtroduced  into  Scotland  by  the  party  obtaining 
the  grant  (i).    But  this  question  does  not  arise. 

The  first  condition  of  validity  contained  in  the  proviso  is,  ^ 
the  said  invention  be  new  as  to  the  public  use  and  exerdse 
thereof  within  that  part  of  the  United  IQngdom  called  Scotland. 
Now  without  relying  on  the  words  "public  use  and  exerdse,'*  it 
is  clear  that  a  thing  invented  in  Scotland  is  a  new  invention  in 
that  country,  although  it  had  been  previously  invented  and  used 
in  England.  Under  these  drcumstances,  the  invention  in  Scot- 
land, though  not  absolutely  with  reference  to  all  the  world  the 
first  invention, yet  with  reference  to  Scotland  is  anew  invention. 
And  this  completely  satisfies  the  condition  of  the  patent,  "wtiA 
only  requires  that  tiie  invention  should  be  a  new  invention  in 
Scotland.  This  view  is  supported  by  the  words  of  the  statateof 
James,  which  declares,  that  patents  shall  be  valid  "  of  the  sole 
working  or  making  of  any  manner  of  new  manufacture  wHiak 
this  realm  to  the  true  and  first  inventor  or  inventors  of  sudi  mar 
nufactures,  whidi  others  at  the  time  of  making  such  letters  patent 
and  grant  shall  not  use;"  upon  which  it  was  held,  in  an  earij 
case  (^),  that  letters  patentfor  a  thing  practised  in  foreign  parts,bot 
granted  to  the  person  who  introduced  it  into  England,  was  valid 

The  second  requisite  in  the  proviso  is,  that  the  said  invention 
shall  have  been  invented  by  the  said  Brown.  But  if  truly  in- 
vented by  him,  which  fact  is  not  brought  into  dispute,  the  ftrt 
of  its  having  been  previously  invented  by  another  in  England, 
is  clearly  irrelevant.  The  same  thing  may  have  been  found  out 
by  two  persons  in  different  countries  simultaneously,  or  at  dif- 
ferent times,  or  an  art  formerly  practised  may  have  been  lost,  or 
a  machine  well  known  and  used  in  another  country  wholly  un- 
known here ;  surely  any  person  who,  by  the  application  of  the 
powers  of  his  own  mind,  shall  restore  the  one  or  invent  the  other, 
is  not  the  less  entitled  to  the  character  of  an  inventor,  than  he 
would  have  been  if  the  art  referred  to  had  never  been  before 
known,  or  the  machine  used  elsewhere.  And  the  advantages  re- 
sulting to  the  inhabitants  of  Scotland  from  the  invention  are  not 

^t)  It  is  perfectly  dear,  that  any  ttatement  false  (k)  Edgebury  v.  Stqthaa,  antt  35;  lee  t>M 

in  net,  and  which  may  form  part  of  the  considera-      ante  126,  n. 
tion  of  the  gram,  »  ground  for  avoiding  a  patent 
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leuened  by  the  drcumttanoe  of  its  haying  been  practised  else-  A.D.  IS42. 
where  before. 

Hie  court  below  were  influenced  in  their  decision  by  the  case 
of  Boebuck  8f  Garbett  t.  Stirling  ^  S(m(l\  for  when  the  bill  of 
exceptions  came  to  be  advised  nothing  more  was  said  by  any  of 
the  judges,  than  that  the  case  was  a  direct  precedent^and  that  they 
were  bound  to  decide  accordingly.  But  that  case  differed  from 
the  present  in  various  essential  particulars ;  for  the  evidence  was 
loffideut  to  establish  the  fact  of  previous  user  in  Scotland ;  and 
this  user  was  strongly  insisted  on :  also  it  was  admitted  that  the 
inTention  had  been  practised  by  the  patentees  in  secret  many 
years  before  the  patent,  which  circumstance  was  alone  sufficient 
toiitiate  the  patent.  The  House  of  Lords  in  that  case  did  not 
proceed  on  the  one  ground  of  the  manufacture  having  been 
pienously  known  and  practised  in  England  (m). 

The  respondents'  case  stated  evidence  of  the  prior  public  use  BupondeM 
of  a  manufacture  or  machine  in  England,  to  be  admissible  to  ^''' 
eitsblish  the  invalidity  of  a  patent  in  Scotland  for  the  same 
manufacture  or  machine,  on  the  following  grounds ; 

The  appellant  obtained  his  patent  on  the  statement  that  he 
was  the  first  and  true  inventor  of  his  alleged  improvements,  and 
that  the  same  had  not  been  used  by  any  other  person  at  the 
time  of  making  the  letters  patent  (n). 

The  Scotch  statute  (o)  and  the  declaratory  act  of  James  [p)  set- 
tled the  law  as  to  the  extent  of  the  royal  prerogative,  and  since 
the  union  of  the  two  kingdoms  the  same  law  in  regard  to  trade 
and  patents  has  prevailed  in  both  (;)•  For  by  the  6th  article  of 
the  Treaty  of  Union  it  is  expressly  declared^  ^^  That  all  parts  of 
the  United  Kingdom  for  ever  from  and  after  the  imion  shall  have 
die  same  allowances,  encouragements,  and  drawbacks,  and  be 
under  the  same  prohibitions,  restrictions,  and  regulations  of  trade, 
and  liable  to  the  same  customs  and  duties  on  import  and  export : 
and  that  the  allowances,  encouragements,  and  drawbacks,  prohi- 
bitions and  restrictions  and  regulationB  of  trade,  and  the  customs 
and  duties  on  import  and  export,  settled  in  England  when  the 
imion  commences,  shall,  from  and  after  the  union,  take  place 
throughout  the  whole  United  Kingdom'^  (r).  And  by  the  25th 
artide  it  is  enacted  and  declared,  ^'that  all  laws  and  statutes 
ID  rither  kingdom,  so  far  as  they  were  contrary  to  the  articles  of 

(0  iiil«  45.    Id  the  House  of  Lords,  27  May,  (p)  Statuteof  Monopolie«,21  Jac.l,  c.3,  aiife29. 

1774.  (f)  The  practice  as  to  Scotch  patents  has  been 

(«)  See  Interlocutor  and  Judgment,  anU  48,  guided  by  the  practice  as  to  Eoglisn  patents,  and  the 

ud  obienrations  thereon.  same  general  principles  of  law  are  common  to  both 

(a)  The  words  "  within  these  realms  to  the  best  realms.    Ante  40. 

cf  bii  knowledge  and  belief  should  follow  the  (r)  The  latter  part  of  this  article  would  seem  to 

above,  to  make  the  statement  of  the  petition  ner-  explain  the  former,  and  to  show  that  the  reguU- 

fectly  correct.     The  words,  within  these  realms,  tions  spoken  of  are  of  a  fiscal  nature.    See  psr 

or  intra  he  regno,  will  appear  hereafter  to  have  Lord  Eldon,  L.C*,afite  46,  n.,  as  to  the  meaning  of 

btea  Boat  material.  this  article. 

(0  Artt  of  Charles,  A.D.  1641,  ante  33. 
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Re^pomdtnts'     union,  were  to  cease  and  become  void"  {$).    Thus  there  cui  now 
^^'  be  no  monopoly  in  relation  to  trade  in  England  which  would 

not  operate  also  as  a  monopoly  in  relation  to  trade  in  Soot- 
land.  The  laws  regulating  the  trade  of  Great  Britain  are  the 
same^  and  though  when  exclusive  privileges  are  granted  by  the 
sovereign  the  forms  necessary  to  be  adopted  in  the  two  poitioDS 
of  the  United  Kingdom  may  vary^  the  law  is  nevertheless  the 
same  in  both.  And  the  prior  use  of  a  manufacture  in  any  part 
of  the  United  Kingdom  must,  therefore,  render  the  exdnsive 
privilege  meant  to  be  conferred  by  a  patent  of  no  avail  anywhere 
within  the  limits  of  the  United  Realm,  or  Kingdom. 

Since  the  union  there  is  but  one  realm,  Great  BritainrHme 
sovereign,  to  whom  alone  the  subjects  of  Great  Britam  owe  alle* 
glance,  though  the  oath  of  allegiance  may  by  law  sfiU  be  ad^ 
ministered  before  the  ancient  judicial  tribunals  of  the  two 
kingdoms,  and  in  matters*  relating  to  the  encouragements,  pro- 
hibitions, restrictions,  and  regulations  of  trade,  there  is  but  one 
law  {t).  Tlie  English  statute  of  James  is  as  much  part  and  parod 
of  the  law  of  Scotland  as  the  act  ratifying  the  Treaty  of  Union  («). 
A  different  interpretation  would  lead  to  the  most  injurioua  and 
anomalous  results.  On  one  side  of  the  Tweed  a  particok 
plough  may  have  been  long  in  common  use,  and  not  on  the  other; 
is  it  consistent  with  the  spirit  or  letter  of  the  Treaty  of  Union 
that  the  lieges  on  both  sl(ks  of  the  Tweed  should  not  have  the 
same  protection  in  the  use  of  the  plough  (t;)  ? 

England  and  Scotland  are  no  longer  foreign  countries  to  eadi 
other,  in  any  sense  of  the  term ;  they  are  divided  by  no  sea. 
And  to  the  argument  of  the  appellant  in  the  court  below,  tiiat 
Scotland  is  a  foreign  country  in  regard  to  England  in  relation  to 
patents,  because  a  patent  which  had  passed  the  seal  in  one 
country  would  not  be  thereby  good  in  the  other,  t^ere  is  this 
irresistible  answer,  that  by  the  union  of  the  two  kingdoms  the 
English  laws  in  force  at  the  period  of  the  union,  both  as  to  re* 
venue  and  trade,  were  communicated  to  Scotland  {x).    The  com* 


i)  The  power  of  grantiDg  of  letters  patent  both      prerogntive  of  the  crown  in  Scotland  aa  to  matten 
^  igland  and  Scotland  is  part  of  the  common      of  grant.    &^ante49t  n. 


»  Ei  ^ 

law  of^the  crown  in  those  countries,  respectively,  ^  (y)  It  is  not  the  use  of  the  ploueh  whicb  is  tbe 

and  not  given  by  any  statute.  subject  of  the  letters  patent,  but  the  sole  workiog 

(t)  How  are  any  of  the  preceding  terms  ap«  or  making  of  such  plough,  and  the  coosequcBt 

plicable  to  letters  patent  t    The  exclusive  right  right  of  sale.     It  may  be  suggested  that  these  are 

thereby  granted  cannot  be  thus  described.     The  in  effect  the  same ;  that  he  who  had  the  rigbt  to 

letters  patent  confer  no  privileges  as  to  trading ;  make  might  refuse  to  sell,  and  thus  monopolxM 

the  article,  the  sole  working  or  making  of  which  is  the  use.     This  may  be  a  defect  in  the  law,  bat  it 

protected  by  them,  may  or  may  not  be  the  subject  does  not.  in  fact,  exist  as  a  practical  evil.    The  on 

of  certain  fiscal  regulations  or  arrangements,  pro-  of  the  said  jplough  might  lead  to  very  great  in- 

hibhiotts,  and  restrictions,    'j'he  right  of  sale  or  of  provements  in  agriculture,  and  be  prodoctire  sf 

trading,  in  the  subject-matter  of  the  letters  patent,  the  greatest  advantages ;  would  not  be  who  flisds 

is   not  prohibited,  except  when  used  as  a  cloak  the  mventioo  known  to  his  countrymen,  or  who  lo- 

for  something  else.    See  ante  7,  n.  troduced  it  from  the  other  side  of  the  Tweed,  be 

(u)  The  statute  of  2 1  Jac.l,c.  3.  was  simply  de-  entitled  to  some  reward  1     It  is  the  policy  snd 

elaratory  of  the  common  law  of  the  realm,  that  is  principle  of  the  patent  law  that  he  should. 
to  say,  England  and  the  dominion  of  Wales.    The  (x )  How  are  the  laws  regulating  letteis  patent 

question  is,  what  effect  has  the  act  of  union  on  the  laws  of  revenue  and  trade  ?    See  wpra,  note  (. 
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mnnication  of  these  laws  was  no  difficult  matter,  but  the  mode  of  A.  D.  1842. 
dministenng  them^  or   any  change  in  the  courts   or  peculiar 
forms  by  which  they  were  administered,  was  a  different  and  more 
difficult  matter.    The  nature  of  the  land-rights  of  Scotland,  and 
many  other  obstacles,  rendered  an  absolute  union  of  the  two 
kingdoms  next  to  impossible,  and  therefore  the  existence  of  se- 
pante  judicatories  and  forms  was  indispensable.     It  might  as 
well  be  said,  that  the  law  regarding  the  revenue  and  trade  in  the 
two  kingdoms  was  different,  because  there  are  separate  courts 
of  Exchequer,  and  separate  boards  of  excise  and  customs,  and 
for  stamps  and  taxes  (y).     The  law  relating  to  patents  is  only  a 
part  and  parcel  of  the  law  by  which  the  trade  of  the  United  King- 
dom is  regulated,  restrained,  or  encouraged,  though  the  execution 
of  the  law  may  be  by  the  means  of  different  courts  in  the  two 
ends  of  the  island  (2r). 

If  an  mvention  be  disclosed  and  made  public  in  either  part  of 
the  United  Kingdom  before  both  patents  are  sealed,  neither  is 
arailable.  And  accordingly,  in  practice,  in  order  to  enable  a 
party  to  obtain  a  patent  for  both  parts  of  the  kingdom  before 
the  specification  becomes  due  in  either,  and  the  necessity  for 
the  pablication  of  the  invention  arises,  the  period  of  enrolling 
tke  specification  is  enlarged  {a). 

A  farther  argument  against  Scotland  being  considered  a  foreign 
ooinitry  to  England  in  respect  of  patents,  arises  from  the  fact, 
that  a  patent  would  not  be  granted  on  the  application  of  an  in- 
dhridual  importing  an  invention  from  Scotland,  not  even  from  a 
iin^Qgner  residing  in  Scotland ;  nor  from  a  native  of  Scotland 
ittiding  in  France,  because  be  would  not  be  a  foreigner  (i). 

Lastly,  the  case  of  Bjoebuck  v.  Stirling  is  precisely  in  point ; 
tod  no  adverse  judgment  of  any  of  the  courts  in  either  country 
has  been  discovered  (c).  The  practice  of  the  legislature  in  ex- 
tending letters  patent  for  England  for  the  renewed  term  to 

(y)  The  act  of  naioo  declares,  that  the  laws  lession  of  ao  iDventioo,  &c.     See  Law  ^  PraC' 

idatbg  to  the  reTenue  and  trade  shall  be  the  same.  tiee,  Pr.  F.,  I.    It  may  be  questioned  how  far  this 

Panicle  XVIII.,  and  poii  453.  form  is  correct ;  whether  the  words  of  the  statute 

(t)  Tbrongboiit  the  whole  of  the  respondents'  should  not  be  strictly  pursued. 
vpDent,  it  is  enential  to  assume  that  the  laws  (c)  The  respondents  referred  also  to  the  King  v. 

^fating  to  pateots  are  laws  relating  to  trade,  which  Arkwright,  as  a  case  in  which  evidence  of  the 

^  is  rabmiued  they  clearly  are  not  in  the  sense  in  prior  use  of  the  machine  in  Scotland  was  given 

*Mlhat  term  is  used  in  the  act  of  union.    Every  without  objectioo  ;  but  the  witness  is  there  speak- 

1^  that  may  be  booght  and  sold  is  in  some  sense  iog  of  a  variety  of  persons  for  whom  he  had  made 

lk«bject  of  trade.    See  post  463.  the  machine  in  question ;  one  of  whom  resided  in 

,(s)  The  lime  hi  enlarged  from  two  mouths  to  Scotland.     Printtd  case,  184;  Dav,  Pat.  C.  134. 

^  wben  the  applicant  declares  it  to  be  his  inten-  This,  therefore,  is  no  authority, 
te  tsobfam  a  petent  for  Scotland  and  Ireland  as  The  respondents  referred  also  to  Tennant's  case, 

%cil  u  Eogiand  ;  see  unU  49;  and  Low^T  Prac-  ante  125,  m  which  one  of  the  grounds  of  nonsuit 

^  Pr.  F.,  II.,  n.  A.    But  the  enrolment  of  the  was,  that  a  chemist  at  Glasgow  had  suggested  to 

^pKificatioa  relatee  back  to  the  date  of  the  letters  the  plaintifT  a  material  part  of  the  proceis. 
?<k8t ;  unless,  therefore,  the  patents  in  all  the  Also  to  a  case  before  Lord  Mansfield,  25  April, 

fMiies  be  sealed  on  the  same  day,  a  prior  pob-  1776,  of  Clark  v.  Laycock.     It  was  referred  to  in 

*^tiott  io  law  mutt  exist  in  one  or  more  oi  the  Roebuck  v.  Stirling,  as  a  case  of  an  English  patent 

wie  coantries.  set  aside  on  the  evidence  of  Scotch  n  itne:iises,  of 

(&)  This  wonld  not  appear  in  the  petition  or  de-  the  art  having  been  practised  in  Scotland  before 

^^ntjon,  nor,  consc<|nently,  in  the  letters  patent.  the  date  of  the  patent.     But  it  is  exiremely  doubt- 

f^  u^sl  statement  m  a  petition, in  the  ca^^e  of  an  ful  whether  any  such  evidence  was  given  in  that 

^^P^ted  invention,  is,  that  in  consequence  of  a  case ;  and  Mr.  Shearman  informs  roe,  that  from  a 

<<»iouiBicatioa  from  abroad,  the  party  is  in  pes-  subsequent   perusal  of  the    memorials,  S:c.,  in 

3  L 
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Scotland  by  the  same  statute,  there  being  no  patent  for  Soot- 
land,  shows  these  countries  to  have  been  considered  as  one  in 
respect  of  patents  ((2).  The  respondents  appended  to  their 
case  the  judgments  of  the  Court  of  Session  in  Roebuck's  caae(e). 


Argumetit  at 
the  hearing. 


Sir  F.  Pollack 
far  the  apptU 
lant. 


The  case  came  on  for  argument  in  the  House  of  Lords  on 
Thursday,  the  24th  of  February,  1842.  Sir  F.  Pollock,  A.G. 
and  Biffffs  Andrews  were  counsel  for  the  appellant ;  Kelly  and 
Godson  for  the  respondents.  The  Lord  Chancellor  Lyndhurst 
presided,  assisted  by  Lords  Brougham  and  Campbell. 

The  Attorney  General  having  opened  the  appellant's  case,  by 
shortly  stating  the  relative  positions  of  the  parties,  and  the  na- 
ture of  the  contest  between  them,  and  having  read  from  the 
printed  case  the  issues  and  bill  of  exceptions,  and  the  interlocu- 
tors on  which  the  appeal  arose,  described  the  questions  to  be 
considered  as  simply  whether,  according  to  the  laws  of 
England,  Scotland,  and  Ireland,  as  they  now  stand  with  r^ard 
to  letters  patent  for  inventions,  the  condition  of  novelty  inserted 
in  the  grants  extends  beyond  those  parts  of  the  United  King- 
dom respectively  for  which  the  grants  were  made,  that  is,  whe- 
ther it  is  not  sufficient  that  the  invention  be  new,  quoad  the 
country  for  which  the  grant  is  made. 

The  appellant  contends  that  all  grants  of  this  kind  proceed 
from  the  prerogative;  that  the  statute  of  James  regulating  English 
patents  was  merely  restrictive ;  that  these,  namely,  English  pa- 
tents, as  well  as  Scotch,  derive  their  force  solely  from  the  i«- 
rogative,  and  not  from  any  statute  law.  The  only  difference  is, 
that  in  England  there  is  a  restraining  statute — ^in  Scotland  there 
is  none :  each  country  is  perfectly  distinct.  [Lord  Brougham: 
But  if  before  the  statute  a  person  represented  to  the  crown  that 
his  invention  was  new,  and  not  before  used  in  these  kingdoms, 
would  not  the  grant  have  been  equally  void  for  misrepresenta- 
tion ?]  That  might  be.  The  proviso  making  the  patent  void 
is  the  same  in  English  and  in  the  Irish  patents  as  in  the 
Scotch ;  the  proviso  regulates  the  extent  of  novelty  in  each,  mtt- 
talis  mutandis.  It  is  no  ground  therefore  to  set  aside  the  patent 
because  it  might  have  been  used  in  some  other  part,  I  contend 
that  the  crown  has  the  same  right  to  grant  patents  in  Scotland, 


Roebuck's  caie  io  the  Court  of  Session,  Clark's 
case  appears  to  have  been  cited   for  a  different 

fmrpose,  namely,  to  show  that  the  action  would 
te,  for  in  no  part  of  the  arguments  upon  the 
question  of  previous  knowledge  of  the  inven- 
tion, was  the  slightest  reference  made  to  Clark's 
case ;  further,  the  respondents,  Stirling  and  Son, 
never  refer  to  it  in  their  long  and  elaborate  printed 
case,  which  is  almost  conclusive  as  to  no  such  evi- 
dence having  been  given.  In  the  course  of  the 
subsequent  argument  on  the  principal  case,  the 
Lord  Chancellor  Lvndhurst  remarked,  with  respect 
to  Clark  v.  Laifcockf  that  the  respondents  were  not 
justified  in  their  statement  of  the  effect  of  that  case, 
there  being  nothing  whatever  to  show  that  any  evi- 


dence of  the  use  of  the  invention  in  Scotland  wai 
given.  In  the  report  of  the  case  of  Clark  v.  Uf- 
cockf  in  Morrison,  5045,  nothing  is  said  aboot  tite 
use  of  the  invention  ;  and  the  statement  by  tbe  fe* 
spondents  is  taken  from  Lord  Hailes'  decisions,  tud 
is  said  to  have  been  a  mistake  of  Lord  Gardenstoo. 

(d)  See  act  extending  Liardet's  patent,  anU^'^ 
Supposing  the  communication  of  rights  to  be  as 
contended  for  by  the  respondents,  this  and  sioiltf 
acts  would  deprive  the  people  of  Scotland  of  ttor 
vested  rights  to  use  an  invention  old  in  Eogluw* 
and  be  yro  tanto  a  repeal  of  tbe  Union.  See  ac* 
cited,  ante  40,  n. 

(e)  Pott  451-2.  These  aie  a  valuable  addiuoa 
to  the  report,  arte  45. 
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as  it  had  before  the  union  of  the  two  kingdoms.     The  act  otsir  F.  Pollock 
James  has  no  force  whatever  in  Scotland.      The  crown  may  an->'**^''''*""»*- 
nex  what  conditions  it  pleases  to  its  grants.      They  proceed 
solely  from  the  prerogative.    This  prerogative  is  restrained  in 
England,  but  it  is  not  so  in  Scotland.    [Lord  Campbell:  But  it  has 
alvajsbeen  considered  that  the  sixth  article  of  the  union  has  made 
the  hw  of  Scotland  the  same  as  in  England  with  reference  to  pa- 
tents {/) .]   [Lord  Brougham :  All  English  cases  are  cited  in  Scotch 
patent  cases,  just  as  in  England.     The  leading  cases  are  cited  as 
law  there  as  much  as  here  (^).]     It  is  immaterial  to  me  whether 
the  statute  of  James  applies  or  not.   My  argument  is  independent 
of  that  entirely.     Assuming  that  to  be  so,  still  the  crown  of  Scot- 
land is  in  the  same  situation  as  respects  granting  patents  as  the 
cfown  of  England.     [The  Lord  Chancellor  and  Lord  Brougham  : 
Then  you  must  contend,  under  the  words  of  the  proviso  of  the 
6th  section  of  the  statute  of  James,  that  any  person  importing 
an  invention  into  Scotland  from  England,  is  equally  entitled  to 
a  patent  as  if  he  brought  it  from  beyond  seas.]    I  do ;   Scotland 
is  a  foreign  country  as  to  England  for  this  purpose.     [Lord 
Bnmghttm:    But  do  you  consider  a  man  has  the  same  merit 
who  brings  over  a  foreign  invention  from  beyond  seas,  as  if  he 
merely  brought  it  across  the  Tweed — from  Berwick,  for  instance  ?] 
I  contend  he  is  quoad  hoc  the  inventor.      He  may  either  call 
himself  the  inventor,  or  he  may  state  the  fact  of  his  having  first 
introduced  the  invention. 

The  question,  then,  is  this.  Is  not  the  crown  entitled  to  grant 
a  patent  to  an  inventor,  inventing  or  bringing  an  invention  into 
Scothnd,  just  the  same  as  it  can  to  an  inventor  in  England  1 
[Lord  Brougham :  The  word  "  realm"  in  the  statute  of  James, 
of  course  meant  England  at  that  time?]  Yes,  and  still  must  mean 
the  same ;  and  if  it  is  to  be  subsequently  applied  to  Scotland,  it 
must  mean  the  realm  of  Scotland  only.  [Lord  BrougJiam :  That 
docs  not  get  rid  of  my  diflSculty.  The  petitioner  states  in  his  ap- 
plication, that  his  invention  has  not  been  before  used  intra  he 
regna  these  kingdoms ;  he  deceives  the  crown,  and  the  grant  would 
be  void,  independently  of  the  statute  (h) .]  [The  Lord  Chancellor  : 
If  the  word  realm  means  the  United  Kingdom,  then  the  proviso 
in  aU  English  patents  is  illegal,  and  the  consequence  would  be 
that  every  English  patent  would  be  void  (t ).]  It  would  be  so  if 
sttch  is  the  right  construction.  This  shows,  therefore,  that  each 
country  must  still  be  considered  distinct  for  these  purposes. 

(f)  h'n  respectfully  subnoitted,  that  the  sixth  are  of  an  entirely  different  nature,  and  derive  their 

*^le  of  the  Treaty  of  Union  cannot  have  the  effect  authority  simply  from  the  prerogative  of  the  crown. 

^  stated  withoot  a  forced  construction.    Seethe  Seean/e48. 

wh  article,port  453.  Further,  that  the  law  relating  to  (^)  The  principles  of  the  common  law  of  the  two 

Intents  is  in  no  respect  a  law  relating  to  the  regula-  ancient  kingdoms,  are  unquestionably  the  same, 

*««  of  trade,  within  the  meaning  of  that  article,  but  ante  34,  n. ;  there  is  no  report  of  any  case  of  pa- 

^  the  peculiar  words,  allowances,  encourage-  tents  in  Scotland  before  the  union,  and  but  few  have 

*««».  drawbacks,  show  the  kind  of  regulations  occurred ;  so  thai  the  cases  decided  in  this  country 

>lluded  to,  namely,  soch  as  are  the  subject  of  na-  are  the  only  cases  which  could  be  referred  to. 

|[ig^n,  excise,  and  customs  law.    That  the  pro-  (h)  See  jxnt  453. 

"wn«  and  restrictioos  granted  by  letters  patent,  (i)  See  7  ost  463. 
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Sir  F.  PoUoek  Ttie  court  below  has  decided  on  the  authority  of  Bodmdt  ▼• 
fortheappeUant.  Stirling,  and  I  admit,  that  if  that  decision,  as  mentioned  in  the 
printed  cases,  is  to  stand  good,  I  have  not  another  word  to  say 
in  support  of  the  present  appeal.  [The  Lord  Chancellor:  There 
is  no  doubt,  I  suppose,  that  the  inyention  was  known  in  England 
before  the  date  of  the  Scotch  patent  ?]  Oh,  certainly*  But  the 
patentee  band  fide  took  out  his  patent  without  knowing  that. 
He  was  certainly  the  original  inventor  in  Scotland — that  was  not 
disputed.  Now  there  has  been  one  uniform  practice  as  to  theae 
matters  ever  since  the  union.  There  is  no  single  case  or  trace 
of  any  thing  on  the  point  in  any  single  book,  English  or  Scotch. 
I  undertake  to  speak  positively  as  to  English  books.  It  is  the 
opinion  also  of  all  Westminster  Hall,  without  one  dissentient 
voice  (and  several  most  eminent  opinions  have  been  taken),  that 
looking  at  the  language  of  the  patent  and  of  the  statute,  the 
condition  of  novelty  only  applies  to  the  country  for  which  the 
patent  is  granted.  [The  Lard  Chancellor :  The  words  of  the 
proviso  are  decisive,  if  they  are  justified  by  the  statute.  They 
are  the  same,  I  suppose,  in  English  and  Irish  patents.  How  is 
it  in  the  West  Indies? — a  patent  for  the  colonies,  I  mean.] 
[Lord  Campbell:  These  are  granted  either  by  including  them  in 
the  English  patent,  or  by  an  order  in  council,  extending  the  grant 
to  certain  colonies.]  [The  Lard  Chancellor :  How  is  the  prac- 
tice as  to  obtaining  the  Scotch  patents?  Are  they  obtained 
simultaneously,  or  afterwards?]  In  both  ways;  if  the  petition 
for  the  English  states  an  intention  to  proceed  for  the  Scotch  and 
Irish  patents,  an  extension  of  time  to  enrol  the  specification  it 
given.  [The  Lard  Chancellor :  It  seems  to  me  to  turn  on  the 
construction  of  the  act.  The  crown  can  only  grant  a  patent  for 
what  is  new.  The  question  is,  where  new  ?]  You  have  evidence 
of  the  construction  of  the  act  in  a  long  course  of  usage — I  mean 
in  the  form  of  the  proviso.  [Lord  Campbell :  But  how  can  you 
apply  "  ha  regnal'  in  the  recital  to  Scotiand  only  ?]  That  phrase 
might  well  be  used,  as  the  sovereign  speaks  in  the  plural,  ^'  We, 
&c."  [Lord  Brougham:  Was  it  not,  do  you  think,  *^hoe  reg- 
num"  before  the  union?]  [The  Lord  Chancellor:  It  would  be 
a  monstrous  thing  if  an  invention,  having  full  publidty  in  one 
part  of  the  United  Kingdom,  could  be  made  the  subject  of  a  pa- 
tent in  another  part  of  it.]  [Lord  Campbell :  If  the  crown  were 
made  aware  of  that  fact,  the  grant  would  be  refused.]  Is  a  uni- 
form practice  of  two  hundred  years  to  be  upset  by  a  legal  de- 
cision ?  It  will  be  very  doubtful,  if  it  be  decided  tiiat  the  proTiso 
is  too  limited,  whether  any  patent  is  good.  [The  Lord  Guar 
cellar:  It  is  a  restrictive  proviso  less  than  the  act  authorized, 
no  doubt,  if  we  hold  the  act  is  to  be  so  construed.]  Then,  if  the 
proviso  is  bad,  very  great  and  serious  doubts  will  arise  if  the 
patent  is  not  bad  altogether.  The  real  question  is,  whether  a 
practical  construction  of  the  act  shall  be  set  aside  merely  by  a 
legal  decision,  or  whether  it  should  not  be  by  an  act  of  the  legis- 
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koie,  to  be  brought  in  for  the  express  purpose,  particularly  sir  F.  Pollock 
considering  the  yast  interests  grown  up  under  the  supposed  state/'^^^^^'^''^"^ 
of  the  law. 

The  dedsion  upon  which  the  court  below  proceeded,  namely, 
the  judgment  in  the  House  of  Lords,  in  the  case  of  Roebuck  y. 
Stvrfmg,  in  1774,  was  on  other  grounds.  [Lord  Brougham: 
^As  well  as  for  the  reasons  therein,"  that  is  in  the  interlocutors.] 
No  doubt ;  I  must  admit  that  refers  to  the  reasons  assigned  in 
the  mterlocutor.  I  do  not  know  if  I  may  resort  to  the  Scotch 
law  of  disuetude  in  this  case.  The  statute  has  been  entirely 
disused  in  this  respect  for  above  seventy  years. 

fTbe  lords  having  consulted  together,  and  referred  to  the  printed 
cases  in  Roebuck  and  Stirling,  and  to  the  journals  of  the  House 
of  Lords) — [The  Lord  Chancellor:  If  we  are  to  take  that  accord- 
ing to  the  letter,  it  is  a  distinct  decision  on  the  very  point.  It 
appears  that  Lord  Mansfield  was  present  as  well  as  Lord  Thur- 
low,  when  the  judgment  was  given.]  [Lord  Brougham :  It  is 
({oifte  dear  that  Lord  Mansfield  was  there  on  purpose  to  take 
part  m  the  case.  He  was  not  there  on  the  day  before,  or  on 
I  the  day  after.]  The  lords  having  again  consulted — [The  Lord 
\  QmeeUor :  I  can  readily  understand  why  this  form  of  letters 
[  patent  was  so  framed  before  the  union^  and  it  has  not  been 
I       altered  since,  as  it  should  have  been  (A).] 

It  is  singular  enough  that  the  respondents  in  Roebuck  &  Stir^ 
fiog  never  put  their  case  on  this  ground;  so  little  did  they  expect 
to  succeed  on  this  point,  that  they  scarcely  mentioned  it  in  their 
reasons.  [Lord  Campbell:  It  is  raised  distinctly  (/).]  [Lord 
Brougham:  They  having  taken  two  points,  the  House  says,  we 
fwm  our  affirmation  on  that  ground,  as  well  as  others.] 

To  what  extent,  then,  are  judgments  of  this  house  to  be  held 
binding?  of  course  the  house  has  the  same  power  to  review  its 
judgments,  as  the  courts  below  have.  [The  Lord  Chancellor : 
They  are  binding  on  all  inferior  jurisdictions,  but  not  absolutely 
binding  on  this  house;  but  it  would  require  strong  reasons  for 
us  to  set  aside  a  decision  on  the  very  point*]  The  true  rule  I 
take  to  be,  whether  the  decision  is  binding,  beyond  the  strict 
necessity  of  the  case.  If  it  be  found  applicable  on  other  grounds, 
it  is  open  to  question.  The  reasons  assigned  form  no  part  of 
the  judgment.  The  decision  does  not  make  the  reasons  assigned 
kw.  If  the  judgment  be  right,  and  clearly  maintainable  on 
other  grounds,  then  it  is  open  to  me  to  re-argue  the  other  points. 
[The  Lord  Chancellor:  This  is  part  of  the  judgment  of  the 
boose  itself,  the  reason  is  made  an  essential  part  of  the  judg- 
ment   It  is  not  the  opinion  of  any  single  lord,  on  which  he 


Ot)  Dm,  it  ii  apprehended,  applies  to  the  fonn      unioo,  the  petition  used  the  words  hoe  regnuwi,  and 
^  ^  profiio,  and  not  to  the  question  suggested      not  A«  regua, 
^  Lord  Broegham,  anu  444,  whether,  before  the  (I)  See  ante  45  and  47. 
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Sir  F.  Pollock  founded  his  judgment,  but  of  the  whole  house.]  It  is  clear  that 
MtheappeUata,  fjj^^^^  y^^  prior  usage  there,  by  the  party  himself,  in  Scofland. 
That  was  quite  a  sufficient  ground,  therefore,  to  set  aside  the 
patent,  and  support  the  judgment.  Another  circumstance  is, 
that  no  costs  appear  to  be  given.  This  is  evidence  that  the  de- 
cision was  not  given  on  the  ground  taken.  I  come  back  to  the 
circumstance,  that  the  practice  has  been  uniform  the  other  way, 
for  above  200  years.  This  I  contend  is  a  practical  construction 
of  the  act  of  parliament,  during  all  that  period.  [Lord  Camp- 
bell :  An  English  patent  might  remain  good  with  the  old  form  of 
proviso,  notwithstanding  the  union,  although  a  Scotch  patent 
might  not  be  so.  I  don't  mean  to  say  that  that  is  so.  The 
crown  would  not  then  be  deceived  in  its  grant,  and  the  patent 
void  on  that  account.]  No  decision  could  be  more  inconve- 
nient, than  that  an  English  patent  would  not  be  vitiated  by  prior 
use  in  Scotland,  although  a  Scotch  one  would  by  prior  use  in 
England;  this  would  not  be  putting  the  subjects  of  both  countries 
on  an  equality.  But  the  6th  article  of  the  union  does  not,  in  fact, 
apply  to  this  case.  It  has  nothing  on  earth  to  do  with  mo- 
nopolies for  inventions.  There  was  a  patent  law  in  Scotland 
long  before.  It  was  precisely  the  same  as  in  England,  no  statute 
before  or  since  the  union  in  any  way  affecting  it.  [The  Lord 
Chancellor ;  What  is  a  form  of  a  patent  for  a  foreign  communica- 
tion ?  If  an  inventor  stated  he  has  imported  an  invention  from 
England  not  before  used  in  Scotland,  would  he  get  a  patent  for 
it?]  I  very  much  doubt  if  it  appears  on  the  face  of  the  patent, 
that  the  invention  was  imported  from  abroad,  if  it  would  not  be 
void.  It  was  not  formerly  usual  to  state  the  fact  of  having  im- 
ported it,  but  the  applicant  was  called  the  inventor:  I  beUeve 
they  have  lately  put  in  the  petition,  that  he  has  brought  the  in- 
vention from  abroad  (m).  [Lord  Brougham  (having  read  seve- 
ral passages  from  a  Scotch  patent  for  a  foreign  invention) :  This 
is  very  different  to  a  patent  for  an  original  invention.  It  is  not 
called  his  invention.  It  states  the  fact  of  his  having  received  it 
from  a  certain  foreigner  residing  abroad,  and  the  proviso  is  dif- 
ferent (»).]  The  question  comes  back  to  this.  Has  the  crown 
power  to  grant  a  patent  in  this  form  or  not  ?  Did  the  crown 
lose  by  the  act  of  union  the  power  to  grant  a  patent  for  one 
kingdom  separately  from  another  as  before.  If  it  be  a  good 
patent,  the  proviso  makes  it  clear,  that  no  prior  usage  except  in 
Scotland  will  vacate  it.  Every  patent  both  English  and  Scotch 
is  in  jeopardy  if  this  is  not  right.    At  least  it  will  be  extremely 


(m)  Id  such  a  case  the  common  statement  in  the  (n)  The  Attorney  General  objected  to  this  patent 

petition  is,  that  in  consequence  of  a  communication  being  referred  to  as  any  authority,  as  it  haa  been 

from  abroad,  the  party  is  in  possession  of  an  in-  granted   since   the  present  question  was  raised, 

vention  for,  &c. ;  but  the  more  proper  form  would  There  is  little  doubt,  but  that  since  the  onion  the 

appear  to  be  to  pursue  the  words  of  the  statute.  petitions,  &c.  for  Scotch  patents  have  been  simply 

See  Law  ^  Praetice,  Pr.  F.,  I.,  and  post.  translations  of  the  English,  mutatis  mutwdis. 
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questionable,  whether  a  patent  granted  in  a  form  not  warranted  A.  D.  1842. 
by  the  act,  would  not  be  set  aside  on  scire  facias. 

Biggs  Andrews  followed  on  the  same  side.  The  respondents 
claim  as  of  right  to  control  the  prerogative.  They  say  the  patent 
ought  to  have  an  additional,  or  more  restrictive  proviso.  [The 
Lord  Chancellor :  If  the  proviso  is  made  more  extensive  than 
the  law  authorizes,  it  would  no  doubt  be  void  by  the  statute.] 
These  are  bargains  between  the  subject  and  the  crown.  [The 
Lord  Chancellor ;  But  the  crown  cannot  make  a  bargain  con- 
trary to  law.]  But  if  the  crown  had  the  power  before  tiie  union, 
as  part  of  its  prerogative,  it  is  well  established  that  such  prero- 
gative could  not  be  taken  away,  except  by  express  act  of  parlia- 
ment. [The  Lord  Chancellor :  No  doubt  tiie  crown  had  much 
greater  powers  as  respects  letters  patent  formerly,  before  the 
statute  of  James  took  it  away.]  Yes.  It  was  restrictive  of 
the  prerogative  and  declaratory.  I  am  willing  to  take  it  upon 
that.  What  effect  is  fairly  to  be  put  upon  that  restriction  ?  By 
the  old  common  law  the  crown  clearly  had  a  power  to  grant 
patents  witiiout  restrictions  (o).  The  statute  limits  the  crown's 
power  to  14  years,  and  confines  it  to  new  inventions.  The  ques- 
tion then  is,  what  is  the  meaning  of  the  words,  ^^  which  others  at 
the  time  shall  not  use.*'  Clearly  others  within  the  country  for 
which  the  patent  was  to  be  granted.  Within  the  realm,  whether 
actually  invented  or  brought  into  it,  as  in  the  case  of  Edgebury 
V.  Stephens  (p).  In  English  patents,  until  very  recently  no  dis- 
tinction was  made  between  foreign  and  native  inventions.  The 
grantee  was  eqxially  called  the  inventor.  And  this  was  the  cor- 
rect way  of  describing  him  :  I  doubt  if  any  other  be  legal :  in 
pleading,  he  could  only  be  called  the  inventor (7).  [hoTdBrougham: 
Have  you  any  case  you  know  to  be  a  foreign  invention,  where 
the  common  form  is  used  ?]  I  have  not ;  but  I  can  find  no  other 
form  in  any  book  on  patents  until  the  last  edition  of  Mr. 
Godson's,  where,  in  a  note  at  the  second  page  of  the  appendix, 
he  for  the  first  time  mentions  a  difference  in  the  form. 

This  statute  refers  only  to  England.  There  was  no  statute  for 
Scotland  whatever.  The  act  of  1641,  which  has  been  alluded  to, 
does  not  apply  to  patents  for  inventions  at  all  (r). 

(o)  See  the  general  statement  of  the  old  law  in  ment,  then  sworn  and  now  declared,  is  evidently 
the  extract  from  Noy's  Reports*  ant€  6.  The  sta-  false  in  fact,  although  not  in  law,  the  importer  being 
tuie  imposed  two  new  conditions :  1.  that  the  grantee  in  law  the  true  and  first  inventor.  But  then  the  next 
must  be  the  true  and  first  inventor,  that  is,  that  he  words  were  useless  as  well  as  false.  In  modern 
must  not  have  learnt  it  from  any  source  within  the  practice  this  form  has  been  modified ;  but  the  words 
realm  ;  and,  2.  that  the  term  must  not  exceed  four-  of  the  statute  have  not  been  adopted.  See  Lav9 
teen  years.  ^  Practice,  Pr.  F.,  1. 
(p)  Ante,  35.  ^  (r)  This  statute,  ante  33,  appears  to  apply  to 
Iq)  The  form  of  petition,  given  in  the  older  all  monopolies,  and  in  subject-matter  very  much 
works  on  patents,  after  stating  that  the  party  has  resembles  the  English  statute.  It  is  frequently  re- 
invented, &c.,  further  states,  **  That  I  am  the  true  ferred  to  as  declaratory  of  the  law  of  patents  in 
and  first  inventor  thereof,  and  that  the  same  has  Scotland. 

not  been  made  or  used  by  any  other  person  or  per-  The  learned  counsel  proceeded  to  refer  to  the 

sons  whomsoever,  to  the  best  of  my  knowledge  and  case  of  Scotch  patents  eranted  between  the  time  of 

belief."     See    Hands    and   Collier  on    Patents.  the  passing  the  English  statute,  25   May,  1624, 

Id  the  case  of  an  imported  invention,  such  a  state-  and  the  union,  1  May,  1707 ;  see  ante  34.     This 
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Biggs  Andrew*  •    It  is  admitted  by  the  respondents,  that  before  the  union  the 
for  the  appellant,  grown  had  the  power  to  have  made  this  grant,  and  any  conditions 
in  the  patent  must  necessarily  have  had  reference  to  Scotland 
only.    Then  my  argument  is  brought  down  to  the  consideration 
of  the  effect  of  the  union.     If  it  be  conceded  that  the  crown 
had  the  power  before  contended  for,  how  is  the  prerogative  taken 
away?    It  is  a  maxim,  that  it  can  only  be  taken  away  by  express 
act  of  parliament.     [Lord  Brougham :  That  is  stated  too  ge- 
nerally; take  the  case  of  the  crown's  prerogative  of  issufaig 
writs  to  summon  members  to  parliament  at  discretion,  taken 
away  by  the  effect  of  the  union;  and  many  other  instances 
where  the  prerogative  has  been  abridged  inferentially.]      [The 
Lord  ChancelloT :  Read  also  the  recitals  of  the  act  of  James, 
which  have  especial  reference  to  the  prerogative,  and  speak  of 
the  inconvenience  of  it.]      The  effect  of  the  union  was  merely 
to  extend  a  mutuality  of  rights,  to  apply  the  statute  of  James  to 
Scotland,  as  if  it  had  been  passed  in  Scotland  before  the  union. 
In  that  view,  '^  realm''  will  mean  in  England  as  before^  and  in 
Scodand,  the  realm  of  Scotland.      [The  Lord  Chancellor :  Sup- 
pose the  invention  is  found  not  to  be  new  in  the  colonies  ?    It 
would  be  void,  because  they  are  part  of  the  realm.    All  became 
one  realm  at  the  union ;   England,  Scotland,  and  the  Colonies.} 
[Lord  Campbell:  There  is  no  separate  patent  for  the  colonies («}. 
It  may  be  extended  to  the  colonies  as  part  of  the  realm.]     The 
articles  relied  on  are  the  6th  and  18th.     By  them  it  is  argued, 
the  two  countries  are  to  be  made  one  as  to  patents.      [Lord 
Brougham :  There  are  other  general  words  incorporating  them 
into  one.]     If  so,  the  great  seal  would  be  used  for  Scotch  pa- 
tents ;  if  patents  are  public  matters,  then  they  clearly  should 
pass  under  the  great  seal  of  England.     If  private,  then  they  are 
expressly  exempted  by  the  44th  article  from  the  operation  of  the 
act.     They  always  have  been  sealed  under  the  seal  of  Scotland. 
Therefore,  they  must  be  private  matters.      If  not,  one  patent 
would  run  over  both  countries;  but  in  practice,  each  is  confined 
to  the  country  it  issues  from.    [The  Lord  Chancellor:  But  patent 
rights  surely  affect  the  public.    They  may  be  given  for  part,  or 
for  the  whole  realm.      For  England^  for  instance,  without  the 
colonies ;  or  for  Scotland,  and  not  for  England,  and  vice  ver$d: 
they  are  distinct  countries  only  as  to  the  form  and  extent  of  the 
grant.    The  sealing  has  only  reference  to  the  form  of  the  grant, 
and  the  officer  who  is  to  superintend  the  issuing  of  it]     [Lord 
Brougham:  There  might  be  a  patent  for  one  county  only.] 

part  of  the  subject  is  left  in  much  obscurity  by  both  Shearman  informs  me,  of  the  above  case  before 

the  appellant  and  respondents;  and  the  case  of  the  Lord  Eldon  being  cited  and  relied  on. 
Universities  of  Orfard  amd  Cambridge  v.  Bichard-  (s)  That  is  to  say,  there  is  no  separate  gfvet 

son,  6  Ves.  659,  before  Lord  Eldon,  L.  C,  and  his  seal  for  the  colonies.     But  there  are  seveial  io- 

opinioos,  were  never  adverted  to.    See  ante  48,  n.  stances  of  distinct  grants  for  the  colonies ;  sucb 

The  respondents  in  their  case  referred    to   the  patents  pass  as  English  patents  under  the  greet  seal 

saving  clause,  21  Jac.  1,  c.  3,  s.  10,  of  letters  of  the  United  Kin^om:  one  such  was  mentioDed. 
patent  relating  to  printing,  in  expectation,  as  Mr, 
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[The  lAftd  Chancellor:  If  a  patent  were  granted  for  England  ad.  1842. 
and  Jamaica^  how  would  it  be  if  it  was  found  not  new  in 
Jamaica ;  would  it  not  be  wholly  void  ?]     It  would  no  doubt  be  A  patent  or 
whoUy  Toid,     [The  Lord  Chancellor :  If  for  England  only,  and  ^^^^^^^^  \ 

it  was  not  new  in  Jamaica,  it  would  be  equally  void,  because  the  previous  use  | 

Jamaica  is  part  of  the  realm.    The  question  is,  as  to  the  power  ?[  anVoHhc  °" 
of  the  crown  there,  for  it  does  not  affect  the  words  of  the  in-  colonies.  \ 

stniment.    There  is  but  one  realm.]     Th^i  the  word  realm  can  , 

only  mean  England :  if  not,  the  crown  cannot  grant  a  patent  I 

for  England  alone.  The  subjects  of  both  countries  would  not 
be  under  one  prohibition^  &c.,  unless  all  patents  extended  to  the 
whole  realm.  Every  English  patent  would  then  be  void.  It 
cannot  be  one  realm  for  one  purpose,  and  not  for  another. 
\TheLord  Chancellor:  The  party  is  at  liberty  to  take  out  his 
patent  for  the  whole  realm,  or  for  part  of  it,  as  he  chooses ;  or 
he  may  dispense  with  part  of  his  rights,  or  not  enl^orce  them. 
There  is  a  dispensing  power  in  the  patentee.]  [LoTdBrouffham: 
I  know  no  reason  why  the  crown  could  not  grant  a  patent  for 
all  counties  on  this  side  the  Trent.  It  would  not  be  incon- 
sistent with  the  statute  so  long  as  the  invention  was  new  all 
through  the  realm.]  [Lord  Can^beU:  The  effect  of  the  union 
is  to  extend  that  clause  of  the  statute  of  James  to  Scotland.] 
So  it  might,  and  yet  leave  the  crown  in  the  same  situation  as  to 
its  Scotch  subjects  as  it  was  in  before  towards  its  English.  Thus 
there  would  be  a  perfect  equality;  where  could  be  the  hardship 
of  this? 

The  reason  given  by  Lord  Chief  Justice  Clerk,  in  Roebuck 
and  Stirling,  is,  that  where  there  was  a  new  manufacture  intro- 
duced into  England  it  would  be  hard  if  that  new  manufacture 
could  not  be  introduced  at  once  into  Scotland  (0-  Suppose  a 
manufacture  to  have  existed  in  England  for  a  number  of  years, 
and  that  the  Scottish  public  had  been  inattentive  to  it,  or  should 
know  nothing  of  it  until  brought  to  their  own  doors  by  some 
mdiridual  ha^-ing  introduced  it  under  a  patent;  is  it  fair  that 
such  persons  should  be  told,  you  are  not  entitled  to  take  out  this 
patent?  [Lord  Campbell:  The  argument  as  to  inconvenience 
is  of  no  avail.  The  law  may  be  with  you,  but  no  argument  of 
inconvenience  will  help  you.]  Scotland  is  still  a  foreign  coun- 
try as  to  several  matters ;  bills  of  exchange,  for  instance.  As  to 
the  other  authorities  cited,—  [The  Ijord  Chancellor :  I  must  say 
dmt  the  authorities  cited  by  the  respondents,  when  compared 
^th  the  cases,  are  not  borne  out.  There  is  nothing  before  the 
house  to  justify  the  respondents'  statements  (t«).  There  is  a  total 
niisapprehension    both   as   to   the   cases   of   Arkwright's   and 


iO  See  judgment,  post  452.  England,  vinttf  441,  n.r.  Evidenreof  this  kind  has 

u)  This  is  with  reference  to  these  being  ad-  been  repeatedly  rejected  by  learned  judges  in  this 
^aoed  as  instances  in  which  user  in  Scotland  had  country,  and  the  feeling  of  the  profession  has  l>oen 
Wn  admitted  as  evidence  of  want  of  novelty  in       unanimous  a^inst  its  admissibility.     Ante  AAA. 

3  M 
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Biggs  Andrews  Tcimanf  s  patents.]  As  to  Roebuck  and  Stirling^  it  is  quite 
for  the  appellant.  ^^0^  ^^^  ^Y^q  house  did  uot  givc  judgment  on  this  ground 
solely.  [The  Lord  Chancellor :  How  can  we  aver  against  the 
very  terms  of  the  judgment  itself^  which  is  on  record  in  that  case  ? 
It  is  affirmed  for  one  reason^  as  well  as  many  reasons  in  tiie 
court  below.  Does  not  that  terminate  the  question? — that 
decision  has  been  pronounced^  and  it  must  be  considered  as 
binding  upon  us^  unless  you  can  show  some  very  strong  reasons 
indeed  to  the  contrary ;  so  strong  as  to  satisfy  us  that  the  judg- 
ment was  without  foundation.]  [Lord  Campbell:  The  ad- 
ministration of  the  law  in  Scotland  is  different  in  form  from 
England.  The  ratio  decidendi  is  often  given.  If  the  House  of 
Lords  had  repudiated  tiiat  reason^  it  would  have  so  appearen 
on  the  journals.  On  the  contrary^  tiie  reason  is  approved  of. 
It  appears  .to  me  it  would  be  attended  witii  great  inconvenience 
and  some  absurdity  if  it  were  otherwise.]  The  question  is  one 
of  the  greatest  importance^  as  there  are  a  great  number  of 
patents  in  the  same  unfortunate  situation  as  the  appellant's;  and 
very  strong  opinions  have  been  given  by  most  eminent  lawyers, 
that  previous  use  in  Scotiand  did  not  vitiate  an  English  patent 
The  Lords  having  consulted, — 

The  Lord  Chancellor  Ltndhurst  :  As  feur  as  I  am  concerned, 
I  feel  bound  by  that  decision. 
Jui-ment.  Lord  Brougham  :  The  case  of  Roebuck  v.  Stirling  appears 

to  me  perfectly  to  decide  tiiis  case.  The  Court  of  Session  had 
dismissed  the  suit,  because  it  appeared  that  tiie  process  in  ques- 
tion was  known  to  and  practised  by  different  persons  in  England. 
This  house  adjudged,  ^^That  the  interlocutors  complained  of 
be  affirmed,  for  other  reasons  as  well  as  the  reasons  specified 
therein.'^  That  implies  that  they  concurred  in  the  reasons  thus 
given  on  the  face  of  the  interlocutor*  What  other  reasons 
there  may  have  been  for  the  affirmance  may  be  a  question,  bat 
that  reason  was  put  forward  by  the  court  below  as  the  ground 
of  its  decision,  and  being  so  put  forward,  was  at  all  events  one 
of  the  reasons  for  the  affirmance  of  the  judgment,  witii  other 
reasons  not  stated  by  the  house. 

Lord  Campbell:  There  is  an  express  decision  applying  in 
its  terms  to  the  present,  just  as  muoh  as  if  otiier  reasons  had 
not  been  introduced  into  the  judgment  of  the  house.  That 
bein^  an  ex2)ress  decision  upon  the  point  in  question,  unless  it 
is  shown  that  the  house  was  under  some  great  mistake  at  the 
time,  it  must  be  considered  as  binding.  I  entirely  concur  in 
the  decision;  I  think  it  is  perfectly  right;  and  if  it  had  been 
res  integra,  I  should  have  so  decided,  but  especially  after  that 
decision ;  I  perfectly  concur  in  the  affirmance  of  the  judgment 
of  the  court  below.  My  opinion  is,  that  the  law  was  quite  cor- 
rectly laid  down  by  this  house  in  the  year  1774- 

Lord  Brougham  :  When  I  stated  that  I  proceeded  on  the 
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decision  of  this  house  in  Roebuck  v.  Stirling ^  in  the  year  177"^^ 
1  intended  to  have  added^that  I  should  have  so  decided  without 
that  precedent;  I  entirely  agree  with  my  noble  and  learned 
fiiend,  that  if  this  had  been  res  integray  I  should  have  so  de- 
cided it. 

Kelfy  and  Godson  for  the  respondents :  Your  lordships  pur- 
posing to  affirm  that  judgment  without  hearing  the  respondents^ 
counsel^  we  have  to  ask  that  it  may  be  affirmed  with  costs^ 
being  directly  in  the  face  of  a  judgment  of  this  house. 

Biggs  Andrews:  No  argument  was  allowed  in  the  court 
below. 

The  LoBD  Changellob  :  Here  has  been  a  decision  of  a 
single  judge,  then  of  the  whole  court,  as  we  think  they  ought 
to  have  decided;  and  therefore,  I  think  the  interlocutors  must 
be  affirmed,  and  the  appeal  dismissed  with  costs. 

Judgment  accordingly. 


JudgntnU  rf ^ht  Cmkti  ef  Session  in  Boebuck  ^ 
Garbiit  v.  Sliriing  S(  Son, 

The  following  report  of  the  judgments  of  the 
Lords  in  the  Court  of  Session,  the  appeal  from 
which  is  reported,  ante  45,  was  appended  to  the 
""  case: — 


Hallu  :  A  very  momentous  question  oc- 
cm  here.  Messrs.  Roebuck  and  Company  con- 
tend, "  that  although  they  were  not  the  inventors 
of  making  oil  of  vitriol  in  lead  vessels,  still  their 
patent  must  be  good  to  exclude  others,  because 
they  were  the  fint  that  practised  that  art  in  Scot- 
land." Your  lordships  will  not  establish  this  pro- 
position without  maturely  weighing  its  conse- 
qoenoes,  which  seem  exceedingly  strange.  I  will 
explain  what  I  mean  by  a  few  familiar  examples. 
The  first  stocking-loom  in  Scotland  was  esta- 
blished at  Glasgow  between  thirty  and  forty  years 
ago.  According  to  Messrs.  Roebuck  and  Com- 
pany, the  man  who  first  established  that  stocking, 
loom  might  have  sought  and  obtained  a  patent, 
prohibiting  all  others  m  Scotland  from  establish- 
ing a  st^king-loom  in  Scotland  for  fourteen 
yean;  the  same  would  be  the  case  as  to  the 
stiU  later  establishment  of  looms  for  silk,  gauze, 
and  ribaads,  so  necessary  in  the  present  ruined 
state  of  our  linen  manufactures.  At  this  day 
the  working  of  velvet,  or  of  an^  other  manufac- 
tures used  m  England,  but  not  m  Scotland,  |may 
be  ctrcnmacribed  by  patent  for  fourteen  years, 
that  is,  ail  new  manufactures  may  be  limited  in 
Scotland  to  one  man  for  the  space  of  fourteen 
years.  The  only  person  in  Scotland  who  has 
QMd  Dr.  Franklin's  conductor  for  lightning  is  Dr. 
Lbd.  Were  that  gentleman  less  benevolent  than 
be  is,  he  misht  monopolize  Dr.  Franklin's  inven- 
tiott  in  Scotland  for  fourteen  years.  According 
to  the  suspender's  argument,  he,  as  the  first  user, 
though  not  the  inventor,  may  have  a  patent.  Al- 
tkoueh  lightning  were  as  frequent  and  as  fatal  in 
SeoUaui  as  in  Virginia  and  Pennsylvania,  no  man 
cottld  use  tho  conductor  without  Dr.  Lind's  per- 
BtKsion,  no,  not  even  Dr.  Franklin  himself.  Take 
the  latest  invention  of  all,  Dr.  Irvine's  method  of 


making  salt  water  fresh ;  the  process  is  simple ;  I 
mav  set  it  a  goine  in  Scotlana,  procure  a  patent, 
and  prohibit  all  the  inhabitanta  in  Scotland  from 
making  salt  water  fresh.  Again,  there  is  in 
Edinburgh  one  Dallaway,  who  understands  the 
method  of  enamellinf  on  white  iron,  as  practised 
at  Birmingham.  This  art  b  not  known  in  Scot- 
land ;  it  is  a  manufacture  which  would  maintain 
thousands  of  hands ;  there  can  be  no  doubt  of  the 
publicut  utus  et  esercilium  of  Dallaway,  for  I  have 
seen  his  work ;  he  may  therefore  obtain  a  valid 

Satent  to-morrow,  and  prevent  the  further  intro- 
uction  of  the  manufacture  into  Scotland  for 
fourteen  years.  Many  more  examples  might  be 
given;  but  these  may  suffice  to  call  your  lord- 
ships* attention  to  this  question, — ^whether  that 
proposition  can  be  true  in  law,  whereof  the  con- 
sequences  are  obviously  ruinous  to  the  whole 
system  of  improvements  m  Scotland. 

Lord  Gahdknston:  Here  is  such  an  improve- 
ment as  may  be  held  an  invention.  There  is 
nothing  in  the  objection,  that  Roebuck  and  Com- 
pany had  privately  carried  on  the  trade  for  a 
number  of  vears.  The  great  difficulty  is  here, 
that  the  work  in  lead  vessels  had  been  carried  on 
in  England  before  the  date  of  the  patent.  I 
should  even  doubt  whether  a  patent  might  be 
ffrantcd  to  the  person  who  first  introduced  any 
foreign  invention  into  Britain.  In  matters  of 
prerogative  there  is  no  distinction  between  Eng- 
land  and  Scotland.  This  distinction  was  taken 
away  by  the  happy  Union. 

Liord  Kaimxs  :  This  is  a  matter  of  considerable 
moment,  because  it  concerns  the  good  of  the 
public  and  manufactures.  The  suspenders  take 
the  benefit  both  of  the  act  of  James  the  First,  and 
of  the  general  prerogative  of  all  princes  touching 
patents  to  new  mventions.  The  radical  point  is, 
whether  Messrs.  Roebuck  and  Company  have  in- 
vented any  thing  material?  They  certainly  have. 
The  use  of  lead  vessels  instead  of  glass  is  a  matter 
of  great  moment.  It  has  been  said,  that  if  the 
use  of  lead  vessels  was  known  in  England  before 
the  date  of  the  patent,  Messrs.  Roebuck  and 
Company  cannot  support  their  patent}   and  to 
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illustrate  this,  the  use  of  the  stocking-loom,  &c., 
has  been  mentioned.  I  am  not  sore  that  the 
king  could  not  have  granted  a  patent  to  the 
person  who  introduced  the  stockinff-loom  into 
Scotland.  The  cases,  howerer,  are  mfferent,  for 
the  stocking-loom  was  a  public  mannfactory  in 
England,  to  which  erery  one  had  access ;  where- 
as they  who  made  oil  of  vitriol  in  lead  vessels  at 
Bridgenorth  or  Dewdley,  wnnight  privately,  and 
work  privately  still. 

Loixi  MoMBODDO:  Hie  invention  of  Messrs. 
Roebuck  and  Company  has  proved  useful :  it  has 
been  found  by  this  court  that  it  is  sufficiently  pub- 
lished. I  do  not  see  the  case  of  the  Glasc^ow 
Merchants  in  so  favourable  a  light,  they  had  no 
certain  knowledge  of  Roebuck's  method;  they 
sent  one  of  their  servants  to  corrupt  the  servants 
of  Roebuck,  and  to  discover  the  secret.  Yet  we 
must  determine  on  grounds  of  law,  not  of  favour. 
The  first  objection  is,  that  there  is  no  new  dis- 
covery. Ant,  Call  it  a  discovery,  or  call  it  an 
improvement,  it  is  so  material  as  to  entitle  Messrs. 
Roebuck  and  Company  to  a  reward.  The  second 
objection  is,  that  the  patentees  had  used  this 
method  for  fourteen  years  before  the  date  of  the 
patent.  Ant.  Itt,  In  point  of  fact,  it  is  long  since 
they  began  to  try  it ;  but  they  did  not  till  of  late 
bring  their  trials  to  perfection :  2d,  there  was  no 
occasion  for  applying  to  obtain  a  patent  till  there 
was  a  danger  of  dis^very.  The  third  objection 
is,  that  the  discovery  was  not  made  by  Roebuck 
and  Companv.  I  do  not  see  any  evidence  of  the 
art  having  been  practised  in  Scotland.  The 
charger's  pretensions  for  discovery  are  ridiculous. 
It  is  acknowledged  that  there  is  no  proof  as  to 
Steel.  With  respect  to  England,  that  tne  art  was 
practised  in  England  before  the  date  of  the  patent, 
I  am  satisfied.  It  is  probable  that  the  discovery 
came  from  Roebuck  himself  by  the  treacherv  of 
one  Fauconbridge,  a  discarded  servant.  (This  is 
probable  coigecture.  The  company  gave  Faucon- 
bridge 10s.  a^week,  and,  on  his  proving  idle  and 
dnuuEensome,  dismissed  hhn.  It  is  likely  that  he 
told  all  he  knew  to  the  English  artists,  and  that 
though  he  might  not  be  able  to  explain  the  whole 
process,  yet  could  tell  enough  to  set  chemists  on  the 
right  scent  -,  it  was  a  poor  saving  to  the  company  to 
simer  so  dangerous  a  man  as  Fauconbridge  to  iro  at 
large,  because  he  was  not  worth  his  wages.)  How- 
ever, I  lay  not  stress  on  the  circumstance  of  the 
discovery  having  come  from  RoebudL  and  Com- 
pany. The  question  then  comes  to  this, — will  not 
Roebuck's  patent  be  good,  as  he  first  brought  the 
art  into  Scotland?  Even  in  that  view,  as  the  in - 
troductor  of  this  art,  he  is  a  great  benefactor  to 
the  nation.  Tlie  art^as  not  publicly  practised  in 
England ;  its  being  secretly  practised  there  vrill  not 
affect  Roebuck's  patent.  But  I  will  suppose  that 
the  art  was  publicl;^  practised  in  England ;  still  I 
think  it  the  same  thing  as  if  Roebu(£  had  intro- 
duced it  into  Scotland  from  beyond  seas.  In  the 
Sense  of  law,  England,  with  respect  to  us,  is  be- 
yond seas.  (There  is  a  decision  of  the  court, 
nndinff  the  contrary  in  express  terms.)  The 
Article  of  Union  touches  not  this  case.  This  is 
not  a  matter  of  trade,  though  it  may  be  useful  in 
trad£.  There  is  no  communication  of  the  law  of 
patents  between  the  two  nations. 

Lord  CoALSTON :   I  am  clear  that  there  is  no 


relevancy  on  the  first  and  second  ofajectioDS.  My 
sole  difficulty  lies  in  the  third  objection,  that  this 
art  had  been  practised  in  England  and  elsewhere 
before  the  date  of  the  patent.  There  u  no  proof 
either  as  to  the  Stirlings  or  as  to  Steel.  It  is 
not  sofficient  that  others  may  have  known  it,  if 
others  did  not  use  it.  The  patent  will  be  good ; 
so  says  the  act  of  king  James  I.,  which  the  parties 
admit  to  be  the  law  of  Britain ;  but  the  evidence 
of  its  having  been  practised  in  England,  is  sof- 
fident  to  void  the  patent.  I  admit  that  its  being 
practised  in  foreign  parts  would  not  be  a  good 
objection.  It  is  proved  to  have  been  practised  at 
Bridgenorth  and  jBewdley;  this  I  tiiink  is  a  good 
objection  in  the  words  of  the  Articles  of  Umon. 
Upon  this  clause  of  the  Articles  of  Union,  the 
statute  of  James  I.  is  admitted  to  be  the  law  of 
Britain.  At  the  time  of  the  Union,  there  was 
scarcely  one  manufacture  properly  practised  in 
Scotland.  Most  of  the  manufactmres  now  knowa 
were  then  known  in  England.  Was  it  agreeable 
to  the  statute  of  monopolies,  or  to  the  Articles  of 
Union,  that  any  subject  of  ScotUnd  oould  apply 
for  a  patent  respecting  anv  manufacture  known  in 
England  but  not  in  Scotland?  This  cause  fidls 
to  be  determined  upon  the  Articles  of  Union.  If 
there  was  any  doubt  as  to  this,  the  aiguments  ab 
incommodo  are  unanswerable.  Aslo  vrhat  is  said, 
that  this  art  is  kept  secret  in  England,  the  truth 
is,  that  manufactures,  especially  in  the  chemical 
way,  are  kept  secret  as  much  as  possible,  even 
after  a  patent. 

Lord  JuBTicx  Clbkk  :  I  would  repel  the  first 
and  second  objections ;  but  the  third  is  irresistible. 
As  to  what  is  said,  that  this  business  is  k^  a 
secret,  it  is  notoriously  known,  that  many  oi  the 
most  valuable  manufactures  in  England,  whether 
with  patent  or  without,  are  conducted  with  all 
imaginable  secrecy.  The  words  jmbUcum  extra- 
Hum,  though  in  the  patent,  are  not  in  the  statute. 
I  should  be  sorrv  that  we  adopted  this  rule  of  de- 
cision, holding  that  a  patent  would  be  good  against 
establishing  manufactures  in  Scotland,  whiai  are 
practised  in  England ;  Uiis  destroys  the  eridenoe 
from  the  king's  patent,  that  Roeba<^  was  the 
original  inventor.  The  law  of  monopolies  is  ge- 
neral, with  the  exception  of  the  first  inventor. 

Lord  Gi.rdknston:  In  die  case  of  Clark  v, 
Layeoek,  decided  in  the  King's  Bench,  Clark  bad 
a  patent  for  both  kingdoms ;  his  patent  was  set 
aside  upon  the  evidence  of  Scots  witnesses,  that 
the  art  had  been  practised  in  Scotland  before  the 
date  of  Clark's  patent. 

LordMoNBODDo:  I  regard  not  arguments  e^ 
incommodo;  we  must  judge  according  to  law,  not 
convcniency.  If  there  are  such  evil  conseqoenops 
from  patents,  why,  let  the  king  grant  none  such, 
or  let  the  legislature  regulate  them.  (He  mis- 
understood me.  I  endeavoured  to  show  from  the 
consequences  that  that  could  not  be  law  which 
necessarily  produced  such  effects.) 

On  the  4th  of  March,  1774,  the  Lords  found  H 
proved,  "That  the  method  of  making  oil  of  vitriol 
m  vessels  of  lead,  was  practised  in  England  be- 
fore the  date  of  Messrs.  Roebuck  and  C^mpany^ 
patent ;  and,  therefore,  found  the  letters  orderly 
proceeded.**  Act. — J.  M*LAnaiK,  A.  Lockhart. 
Alt. — A.  CaosBix,  H.  Dumdas.      Reporter,  Jcs- 
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Brown  V,  Annandale  and  Son. 
Tke  Act  of  Unim-^ScatUmd'-6  Anne,  c.  8. 

Tbe  fbUoiring  are  the  articles  referred  to  in  the 
priidpalcase: — 

Artide  VI.--"That  aU  parts  of  the  United 
Kiflgdon  for  e^er,  from  and  after  the  union,  shall 
ha?e  the  same  allowances,  encouragements,  and 
dxmwbacks,  and  be  under  the  same  prohibitions, 
ratrictioBS,  and  regulations  of  trade,  and  liable  to 
Che  same  customs  and  duties  on  import  and  export; 
sad  that  the  allowances,  encouragements,  and 
drawbacks,  prohibitions,  restrictions,  and  regula- 
tions of  tnde,  and  the  customs  and  duties  on  im- 
port and  export,  settled  in  England  when  the 
■aioB  oanmenoes,  shall,  from  and  after  the  union, 
take  place  throughout  the  whole  United  Kingdom ; 
escepting  and  reserving  the  duties  upon  export 
sad  import  of  such  particular  commodities,  m>m 
which  any  persons,  the  subjects  of  either  kingdom, 
are  specially  liberated  and  exempted  by  their  pri- 
vate rights,  which  after  the  union  are  to  remain 
safe  and  entire  to  them  in  all  respects,  as  before 
tkeiaaie.  And  that,  from  and  after  the  union,  no 
Scots  cattle  carried  into  England  shall  be  liable  to 
say  other  duties  either  on  the  public  or  private 
aooomts,  than  thoee  duties  to  which  the  cattle  of 
England  are  or  shall  be  liable  within  the  said 
kingdom.  And  seeing  by  the  laws  of  England, 
there  are  rewards  granted  upon  the  exportation  of 
eettain  kinds  of  grain,  wherein  oats  grinded  or  un- 
griaded  are  not  expressed ;  that  from  and  after  the 
aaion,  when  oats  shall  be  sold  at  fifteen  shillings 
iterliag  per  quarter,  or  under,  there  shall  be  paid 
twosUlings  and  sixpence  sterling  for  every  quar- 
ter of  the  oatmeal  exported  in  the  terms  of  the  law, 
vbcreby,  and  so  long  as  rewards  are  granted  for 
exportation  of  other  grains,  and  that  the  beer  of 
Seotlaad  have  the  same  rewards  as  barley :  and 
in  respect  the  importation  of  victual  into  Scotland, 
from  any  place  beyond  sea,  would  prove  a  dis- 
OMuigement  to  tilbige,  therefore  that  the  prohibi- 
tioB  as  now  in  force  by  the  law  of  Scotland  against 
haportation  of  victuals  from  Ireland,  or  any  other 
place  beyond  sea  into  Scotland,  do,  after  the  union, 
renaiB  in  the  same  force  as  now  it  is,  until  more 
proper  and  efiectual  ways  be  provided  by  the  par- 
naaieat  of  Great  Britain  for  dircouraging  the  im- 
portation of  the  said  victuals  from  beyond  the  sea/' 

Articte  XVIIL— '*That  the  laws  concerning 
regulation  of  trade,  customs,  and  such  excises  to 
wkidi  Scotland  is  by  virtue  of  this  treaty  to  be 
haUe,  be  the  same  in  Scotland,  from  and  after  the 
aaioo,  as  in  England ;  and  that  all  other  laws  in 
see  within  the  kingdom  of  Scotland,  do,  after  the 
■uon,  and  notwithstanding  thereof,  remain  in  the 
iSBK  force  as  before  (except  such  as  are  contrary 
to,  or  inconsistent  with,  this  treaty),  but  alterable 
ky  the  parliament  of  Great  Britain ;  with  this  dif- 
fiefMiee  betwixt  the  laws  concerning  public  right, 
policy  and  civil  government,  and  those  which  con- 
ocni  private  rirht,  that  the  laws  which  concern 
pabiie  right,  policy  and  civil  government)  may  be 
■ade  the  same  throughout  the  whole  United  King- 
dom ;  hot  that  no  alteration  be  made  in  laws  which 
oEmccm  private  right,  except  for  evident  utility  of 
tke  rafajwU  within  Scotland." 

Article  XX I V.^"  That  from  and  after  the 
anioo,  there  be  one  ^at  seal  for  the  United 
Kingdom  of  Great  Britain,  which  shall  be  differ- 
eat  from  the  great  seal  now  used  in  either  king- 
don  ;  and  that  the  quartering  the  arms,  and  the 
nak  and  precedency  of  the  lyon  king  at  arms  of 
tke  kingdom  of  Scotland,  as  may  l^t  suit  the 


union,  be  left  to  her  Majesty ;  and  that  in  the 
meantime,  the  great  seal  of  England  be  used  as 
the  great  seal  of  the  United  Kingdom ;  and  that 
the  great  seal  of  the  United  Kingdom  be  used  for 
sealing  writs  to  elect  and  summon  the  parliament 
of  Great  Britain,  and  for  sealing  all  treaties  with 
foreign  princes  and  states,  and  lUl  public  acts,  in- 
struments, and  orders  of  state,  which  concern  the 
whole  United  Kingdom,  and  in  all  other  matters 
relating  to  England,  as  the  great  seal  of  England 
is  now  used ;  and  that  a  seal  of  Scotland  after  the 
union  be  always  kept  and  made  use  of  in  all  things 
relating  to  private  rights  or  grants,  which  have 
usually  passed  the  great  seal  of  Scotland,  and 
which  only  concerned  offices,  grants,  commissions, 
and  private  rights,  within  that  kingdom ;  and  that, 
until  such  seal  shall  be  appointed  by  her  Majesty, 
the  present  great  seal  of  Scotland  shall  be  used 
for  such  purposes ;  and  that  the  privy  seal,  signet 
casset,  signet  of  the  Justiciarv  Court,  quarter  seal, 
and  seals  of  court  now  used  in  Scotland,  be  con- 
tinued; but  that  the  said  seals  be  altered  and 
adapted  to  the  state  of  the  union,  as  her  Maiesty 
shall  think  fit ;  and  the  said  seals,  and  dl  of  them, 
and  the  keepers  of  them,  shall  be  subject  to  such 
regulations  as  the  parliament  of  Great  Britain 
shall  hereafter  make ;  and  that  the  crown,  sceptre, 
and  sword  of  state,  the  records  of  parliament,  and 
all  other  records,  rolls,  and  registers  whatsoever, 
both  public  and  private,  general  and  particular, 
and  warrants  thereof,,  continue  to  be  kept  as  they 
are  within  that  part  of  the  United  Kingdom  now 
called  Scotland :  and  that  they  shall  so  remain  in 
all  time  coming,  notwithstanding  the  union." 

Article  XXV.—"  That  all  laws  and  statutes  in 
either  kingdom,  so  far  as  they  are  contrary  to,  or 
inconsistent  with,  the  terms  of  these  articles,  or 
any  of  them,  shall,  from  and  after  the  union,  cease 
and  become  void,  and  shall  be  so  declared  to  be  bv 
the  respective  parliaments  of  the  said  kingdoms. 

Act  if  Union.  Inland.  40  G.  3,  c  67_The 
same  questions  which  arose  in  the  principal  case 
in  reference  to  the  Act  of  Union  for  Scotland  may 
also  arise  under  the  6th  article  of  the  Act  of  Union 
for  Ireland,  which  enacts  that  it  be  the  6th  article 
of  union,  that  his  Majesty's  subjects  in  Great  Bri- 
tain and  Ireland  shall,  from  and  after  the  1st  day 
of  January,  1801,  be  entitled  to  the  same  privi- 
leges, and  be  on  the  same  footing,  as  to  encou- 
ragements and  bounties  on  the  like  articles,  being 
the  growth,  produce,  or  manufacture  of  either 
country,  respectively,  and  generally  in  respect  of 
trade  and  navigation  in  all  ports  and  places  in  the 
United  Kingdom  and  its  dependencies :  and  that 
in  all  treaties  made  by  his  Majesty,  his  heirs  and 
successors,  with  any  foreign  power,  his  Majesty's 
subiects  of  Ireland  shall  have  the  same  privileges, 
and  be  on  the  same  footing  as  his  Majesty's  sub- 
jects of  Great  Britain,*'  &c.  &c.  The  article  then 
goes  on  to  declare,  that  prohibitions  and  bounties 
on  the  export  of  produce  or  manufactures  recipro- 
cally shall  cease,  and  what  produce  or  manufac- 
ture of  either  country  shall  be  imported  duty  free, 
and  to  provide  as  to  reciprocal  countervailing  du- 
ties and  drawbacks  on  produce*  or  manufactures  of 
importation,  as  to  exports  through  either  country 
of  home  productions,  and  as  to  the  duties  on  the 
import  of  foreign  or  colonial  goods  into  either 
country.  The  following  section  also  is  import- 
ant:—'* And  be  it  enacted,  that  the  ^eat  seal  of 
Ireland  may,  if  his  Majesty  shall  so  thmk  fit,  after 
the  union,  be  used  in  like  manner  as  before  the 
union,  except  where  it  is  otherwise  provided  by  the 
foregoing  articles,  within  that  part  of  the  United 
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Kingdom  called  Ireland ;  and  that  his  Mijesty 
may,  so  lone  as  he  shall  think  fit,  continue  the 
privy  cooncu  of  Ireland  to  be  his  privy  council  for 
that  part  of  the  United  Kingdom  called  Ireland. 

^  Obtervations. — The  confirmation  by  the  House 
of  Lords  of  the  case  of  Roebuck  ▼.  Stirling  {ante 
45),  decided  in  1774,  which,  strange  to  say,  ap. 
pears  entirely  to  have  escaped  the  attention  of  the 
profession  untU  the  case  of  Brown  v.  Annandale,  in 
1841,  has  established  a  doctrine  not  only  at  va- 
riance with  the  uniform  course  of  practice,  but 
with  the  almost  unanimous  opinion  of  the  profes- 
sion. See  per  Sir  F.  Pollock,  anU  444.  But  the 
consequences  of  this  decision,  and  the  intimations 
thrown  out  in  the  course  of  the  argument,  pre- 
sent  many  important  considerations  in  reference  to 
the  law  and  practice  of  letters  patent  for  inven- 
tions. 

Their  lordships  have  intimated  that  their  judg- 
ments would  have  been  the  same  had  the  case 
occurred  now  for  the  first  time.  Under  these  cir- 
cumstances, it  is  important  to  point  out  the  grounds 
which  are  relied  upon,  and  it  is  somewhat  remark- 
able that  their  lordships  would  appear  to  rely  on 
different  and  independent  grounds. 

Lord  Liindhurst  would  appear  to  rest  his  jud^- 
ment  on  the  effect  of  the  statute  of  James,  m 
restraining  generally  the  prerogative.  That  the 
common  law  prerogative  of  the  crown,  as  to  grants 
of  this  nature,  was  thereby  limited  and  restrained 
absolutely  and  unconditionally,  without  reference 
to  the  place  in  which  such  grants  were  to  be  exer- 
cised ;  and  that,  conse(^uently,  the  crown  cannot 
now  grant  exclusive  pnvileges  by  way  of  letters 
patent  for  any  part  of  its  dominions,  unless  the 
subject-matter  of  such  grant  be  new  in  every  part 
of  the  realm ;  that  none  of  the  colonies  or  posses- 
sions abroad  are  foreign  parts  from  which  an  in- 
vention may  be  introduced  into  England,  and 
become  the  subject  of  letters  patent.  The  learned 
lord  also  rests  his  judgment  on  the  inconvenience 
of  a  contrary  decision,  and  suggests  whether  all 
letters  patent  granted  with  a  proviso  less  re- 
strictive in  extent  than  is  warranted  by  such  a 
construction  of  the  statute,  are  not  void  or  void- 
able.   Ante  447,  448,  and  449. 

Lord  Brougham  would  i^pear  to  rest  his  judg- 
ment on  the  terms  of  the  petiuon,  in  which  the 
netiiioner  represents  the  invention  to  be  new  intra 
he  regno,  and  that,  consequently,  the  crown  had 
been  deceived  by  a  false  suggestion,  which  of  ne- 
cessity would  vitiate  the  grant.    Ante  443. 

Lord  Campbell  appears  to  rest  his  judgment  on 
the  effect  of  the  Act  of  Union.     Ante  449. 

It  may  be,  as  suggested  by  Lord  Lyndhurst,  ex- 
tremely inconvenient,  under  the  present  facilities 
of  intercourse,  that  an  invention,  having  full  pub- 
licity in  one  part  of  the  United  Kingdom,  should 
become  the  subject-matter  of  a  patent  in  some 
other  part ;  but  if  policy  dictates  such  a  doctrine, 
it  surely  ought  not  to  extend  to  the  colonies  and 
foreign  possessions;   and  the  intimation  of  that 


learned  lord  as  to  the  efiect  of  a  publication  m  my 
part  of  the  realm,  and  the  too  limited  form  of  the 
proviso,  ought  to  lead  to  some  legislative  enact- 
ment. It  may  be  doulMed  how  &r  any  proviso  is 
material,  and  whether  it  may  not  be  rejected  is 
surplusage,  but  then  there  is  the  further  quesum 
whether  the  letters  patent  having  been  granted  oa 
the  representation  or  suggestion  of  the  inveotioa 
being  new  in  a  part  of  the  realm,  are  not  granted 
on  an  insufficient  consideration. 

It  has  been  suggested  above  (anU  443,  D./.X 
that  the  6th  article  of  the  Act  of  Union,  when  it 
speaks  of  prohibitions,  restrictions,  and  regsbp 
tions  of  trade,  relates  to  such  matters  as  are  tbe 
subject  of  the  customs,  excise,  and  navigatioa 
laws,  and  not  to  the  exclusive  privileges  graatcd 
by  letters  patent  in  respect  of  the  workmg  of  nuaa- 
factures  which  may  themselves  be  tbe  subjeet  of 
such  laws.  The  questions  raised  in  the  priocqal 
case  under  the  Act  of  Union  for  Scotland,  mav 
also  arise  under  the  Act  of  Union  for  Irelanl 
The  effect  of  the  Acts  of  Union  on  the  printioff 
patents  has  been  considered  in  several  cases,  aoa 
particuhirly  by  Lord  Eldon,  L.  C.  See  ante  48,  n. 
It  has  been  said  that  the  prerogative  of  the  crown, 
as  to  the  printing  patents,  was  not  affected  by  tbe 
Statute  of  Monopolies ;  but  the  terms  of  the  Act 
of  Union  would,  on  the  authority  of  Lord  Coaip- 
beli,  establish  a  communi^  of  riffhts  between  tke 
three  countries.  Lord  Eldon,  L.  C,  however, 
after  reviewinff  several  preceding  cases  of  a  si- 
milar kind,  held  that  the  Act  of  Union  gave  no 
authority  to  send  Bibles  printed  in  Scotland  for 
sale  to  England,  or  vice  verU,  there. being  dis- 
tinct patents  for  printing  Bibles  in  the  two  coon- 
tries.    See  ante  48,  n. ;  and  6  Ves.  Jun.  709. 

It  being  however  now  established  law,  that  the 
prior  pubUc  use  and  exercise  of  an  invention  in 
one  pare  of  the  United  Kingdom  will  vitiate  sal^ 
sequent  letters  patent  for  anv  other  part,  it  be^ 
comes  important  to  consider  toe  extent  to  whicii 
this  principle  is  to  be  applied.  It  should  be  ob- 
served, th&t  neither  in  Roebuck's  nor  in  Brown*scise 
was  the  grantee  of  the  letters  patent  the  true  and 
first  inventor  in  England ;  and  it  is  apprehended 
that  the  above  decision  would  not  be  held  to  apply 
to  a  case  in  which  the  true  and  first  inventor  in 
one  part  of  the  realm  was  the  grantee  of  the  let- 
ters patent  in  the  other  part:  otherwise,  unless 
the  letters  patent  in  England,  Ireland,  and  Scot- 
land, be  sealed  as  of  the  same  day,  there  will  be  a 
prior  publication  in  law  in  one  or  more  of  the  conn- 
tries  ;  for  the  specification  which  relates  back  to 
the  date  of  the  letters  patent  is  a  publication; 
though  it  may  be  doubted  how  far  such  publica- 
tion is  evidence  of  a  public  use  and  exercise. 
See  in  Cornish  v.  Keene,  post  519. 

It  is  obvious,  that  so  long  as  the  present  practice 
of  granting  letters  patent  continues,  very  consider- 
able intervals  must  in  cases  of  opposition  elapse 
between  the  sealing  of  the  different  patents;  and 
that  the  patentee  has  no  control  over  such  delajfs. 
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WHITEHOUSE'S  PATENT, 

Letters  patent,  26  February,  1825,  to  Cornelius  Whitehouse,  rule, 
for  certain  improvements  in  manufacturing  tubes  for  gas,  and 
otber  purposes. 

I,  the  said  Cornelius  Whitehouse,  do  hereby  declare  that  the  SpecyicatUm. 
nature  of  my  said  invention,  and  the  manner  in  which  the  same 
tB  to  be  performed,  are  particularly  described  and  ascertained  in 
and  by  the  drawing  hereunto  annexed,  and  the  following  de- 
scription thereof;  that  is  to  say : — My  improvements  in  manu- 
fectoring  tubes  for  gas  and  other  purposes,  consist  in  heating 
the  iron  of  which  such  tubes  are  to  be  made  in  a  blast  furnace, 
and,  immediately  after  withdrawing  them  from  the  furnace, 
passing  them  through  swages,  or  other  such-like  instruments,  in 
manner  following.  I  prepare  a  piece  of  flat  iron,  commonly 
called  plough  plate  iron,  of  a  suitable  substance  and  width, 
according  to  the  intended  calibre  of  the  tube ;  this  piece  of  flat 
iron  plate  is  prepared  for  welding  by  being  bent  up  on  the 
sides,  or,  as  it  is  commonly  called,  turned  over,  the  edges  meet- 
ing or  nearly  so,  and  the  piece  assuming  the  form  of  a  long 
cylindrical  tube.  This  tube  is  then  put  into  a  hollow  fire 
heated  by  a  blast,  and  when  the  iron  is  upon  the  p()int  of 
fbsion,  it  is  to  be  drawn  out  of  the  furnace  by  means  of  a  chain 
attached  to  a  draw-bench,  and  passed  through  a  pair  of  dies  of 
the  size  required,  by  which  means  the  edges  of  the  iron  will 
become  welded  together. 

The  apparatus  which  I  employ  for  this  purpose  is  shown  in 
the  drawing  at  Fig.  1  {a),  which  is  a  side  view  of  the  furnace  a,  and 
of  the  draw-bench  b,  with  its  spur-wheel  c,  which  may  be  put 
in  operation  by  a  hand-winch,  or  by  attaching  its  axle  to  the 
moving  part  of  a  steam  engine ;  disa,  screw  press  in  which  the 
dies  are  placed  for  swaging  and  uniting  the  edges  of  the  iron 
tube  e,  as  it  passes  through.  A  front  view  of  this  screw  press, 
with  its  dies,  b  shown  at  Fig.  2,  and  one  of  the  dies  removed 
from  the  press  is  shown  at  Fig.  3.  The  iron  tube  e,  having 
been  heated  to  the  point  of  fusion  in  the  blast  furnace  a,  is 
drawn  out  by  the  chain  of  the  draw-bench,  and  the  screw  of  the 
press  d  being  turned  so  as  to  bring  the  dies  to  their  proper 
point  of  bearing,  the  two  edges  of  the  iron  become  pressed 
together,  and  a  perfect  welding  of  the  tube  is  efiected.  The 
screw-clamp  or  other  fastening,  /,  by  which  the  end  of  the  tube 
is  held  and  attached  to  the  chain,  is  now  opened,  and  the  tube 
removed;  the  reverse  end  of  the  tube  is  then  grasped  by  it, 
and  that  part  which  has  not  been  welded  is  introduced  into  the 
fornace,  and  after  being  heated  is  drawn  through  the  dies  and 
welded  in  the  manner  above  described. 

(«)  See  the  Repy.  of  Arts,  vol.  1,  N.  S.,  for  a  plate  of  the  drawings  accompanying  the  specification 
■WB  referred  to. 
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Speei/ieuthH.  The  process  of  welding  these  tubes  may  be  performed  with- 
out the  screw  press  and  dies  above  described.  A  pair  of 
pincers,  as  shown  at  Fig.  4,  may  be  employed  instead,  having  a 
hole  for  the  tube  to  pass  through  similar  to  the  dies :  one  arm 
and  chap  of  these  pincers  is  shown  at  Fig.  5,  for  the  purpose  of 
exhibiting  the  conical  figure  of  the  hole  which  the  tube  is  to 
pass  through.  As  the  tube  e  is  drawing  out  of  the  furnace  by 
the  chain  of  the  draw-bench,  a  workman  brings  the  pincers  and 
takes  hold  of  the  tube,  resting  the  pincers  against  the  standard  tf 
as  a  steadying  place,  and  as  the  tube  passes  through  the  hole  of 
the  pincers  the  welding  of  the  edges  of  the  iron  is  effected. 

I  have  thus  described  the  modes  which  I  have  employed 
and  found  fully  to  answer  the  purpose  of  welding  tubes  of  iron; 
but  I  do  not  confine  myself  to  the  employment  of  this  precise 
construction  of  apparatus,  as  several  variations  may  be  made. 

Claim.  without  deviating  from  the  principles  of  my  invention,  which  is 

to  heat  the  previously  prepared  tubes  of  iron  to  a  welding  heat, 
that  is,  nearly  to  the  point  of  fusion,  and  then  afler  withdrawing 
them  from  the  fire  to  pass  them  between  dies,  or  through  holes, 
by  which  the  edges  of  the  heated  iron  may  be  pressed  together, 
and  the  joint  firmly  welded.  The  advantages  of  this  tube,  com- 
pared with  those  made  in  the  ordinary  way,  are  these :  The  iron 
is  considerably  improved  by  the  operation  of  the  hollow  fire,  the 
heat  being  generally  diffused ;  the  length  of  the  pieces  of  tube 
thus  made  is  likewise  a  great  advantage,  as  by  these  means  they 
may  be  made  from  two  to  eight  feet  long  in  one  piece ;  whereas 
by  the  old  modes  the  length  of  tubes  cannot  exceed  four 
feet  without  considerable  difficulty,  and,  consequently,  an  in- 
creased expense.  These  tubes  are  likewise  capable  of  resisting 
greater  pressure  from  the  uniformity  of  the  heat  throughout  at 
which  they  have  been  welded ;  and  lastly,  both  their  internal 
and  external  surfaces  are  rendered  smooth,  and  greatly  resem- 
bling drawn  lead  pipes.     In  witness,  &c, 


The  following  were  referred  to  in  the  subse- 
quent legal  proceedings  on  the  above  patent. 

Jamss  if  Jtmei  Patent. 

Letters  patent  to  Henry  James  and  John  Jones, 
26  July,  1811,  for  "an  improvement  in  the  manu* 
facturc  of  barrels  of  all  description  of  fire-arms 
and  artillery.** 

Specification, — "  We,  the  said  Henry  Jame$  and 
John  J.mc*,  do  hereby  declare  that  our  said  inven- 
tion is  described,  ascertained,  and  performed  in 
manner  foUowinor ;  that  is  to  say :  Take  a  skelp,  or 
piece  of  iron  adapted  for  the  purpose  of  making 
barrels  for  muskets,  or  any  other  fire-arms ;  let  it 
be  turned  or  brought  into  a  proper  form  for  weld- 
ing :  heat  it  in  an  air  or  reverberator?  furnace,  or 
a  hollow  fire,  or  any  other  fire  proper  for  the  pur- 
pose, and  which  is  to  be  so  coni^tructed  as  to  give 
a  regular  welding  heat  to  one  half  of  the  barrel  at 


a  time,  or  to  any  other  given  proportion  deshvd: 
when  it  is  heated  to  a  proper  welding  beat,  the 
maundril  or  stamp  is  to  be  eirpeditioiisly  put  inio 
it,  and  the  barrel  placed  or  held  on  an  anvil  or 
swage,  grooved  to  fit  the  form  of  it,  upon  whicii 
several  hammers  worked  by  steam,  water,  or  aay 
other  mechanical  power,  are  caused  to  (all  or 
strike  with  great  velocity  upon  such  portion  of 
the  barrel  desired  to  be  welded  ;  and  when  saf- 
ficiently  welded  and  hammered,  which  would  be 
well  known  to  a  person  accustomed  to  weld  gun 
barrels,  the  stamp  or  maundril  is  to  be  qnidkly 
struck  out,  before  the  hot  barrel  has  time  to  con- 
tract too  close  or  adhere  upon  it,  to  prevent  the 
stamp  or  maundril  from  being  got  out  while  the 
barrel  is  hot;  but  should  tha*  be  the  case,  the 
barrel  must  be  left  until  it  is  cold,  when  it  sfaonld 
be  lightly  hammered,  which  will  cause  the  barrel 
to  expand  a  little  round  the  stamp  or  mauBdri), 
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and  loofen  it  soffidently  Co  come  out ;  and  for 
tiie  purpose  the  better  to  facilitate  the  getting  out 
of  the  iiamp  or  maundril  from  so  larve  a  portion 
of  the  barrel  welded  at  a  time»  let  die  stamp  or 
naimdril  be  made  of  as  regular,  smooth,  and  per- 
fcetlf  rDoad  form  as  possible,  and  of  a  gradual 
ttpet  from  heel  to  point.  The  number,  weight, 
aod  yelocit;  of  the  hammers  may  be  varied  ac- 
cording to  the  description  of  barrel  desired; 
but  for  mnsket  barrels,  which  are  generally  from 
three  feet  three  inches  to  three  feet  sii  inches 
losg.wfaen  it  is  wished  to  weld  them  at  two  heats, 
we  recommend  six  hammers;  the  hammers  should 
be  ranged  in  a  straight  line,  side  by  side,  as  true 
sad  as  dose  together  as  they  will  work  free,  and 
(overiag  a  space  of  about  twenty  inches,  and  in 
«idth  abont  four  or  five  inches.  They  should 
vork  very  true  upon  the  swage  or  anvil,  and  rise 
and  fall  together,  or  nearly  together,  or  alter- 
nately ;  the  faces  of  the  hammers  may  be  either 
even  or  hollowed  out  a  little  in  those  parts  which 
fall  upon  the  barrel  when  welding.  The  ham- 
men  may  be  fixed,  connected,  and  worked  by 
aacfainerr,  according  to  any  of  the  well-known 
methods  of  working  hammers.  Or,  instead  of 
veUing  the  barrels  by  hammers,  as  before  de- 
scribed, they  may  be  welded  between  a  pair  of 
rollers,  grooved  to  fit  the  form  of  the  barrel,  the 
rollen  having  either  an  alternate  or  rotary  motion, 
and  worked  by  steam,  water,  or  other  mechanical 
power ;  but  we  consider  the  hammers  to  be  the 
best  method,  as  making  the  soundest  and  most 
perfect  barrels .  in  either  way  care  should  be 
taken  to  have  the  edges,  seams  or  joints  of  the 
iketpor  niece  of  iron  placed  true  together,  to 
f^'nre  the  iron  a  regular  welding  heat,  and  to  put 
in  and  uke  oat  the  stamp  or  maundril  as  quick  as 
possible.    The  advantages  of  our  aforesaid  me* 


thod  of  heating  bcurels  in  a  hollow  fire,  or  an  air 
or  reverberatory  furnace,  and  welding  them  by 
hammers  or  rollers  worked  by  machinery,  is,  that 
we  are  enabled  to  make  them  much  sounder  and 
more  accurately  and  expeditiously  than  they  are 
at  present  made ;  we  prevent  cinders,  ashes,  or 
dirt,  from  gettinff  into  the  inside  of  the  barrels,  or 
between  the  welding  seam  or  joint,  which  now 
often  happens,  and  which  causes  the  barrels  to 
bore  black,  or  prove  otherwise  unsound.  Our  in- 
vention also  extends  to  the  tumine  of  all  kinds 
and  descriptions  of  barrels  for  muskets  or  other 
fire-arms,  in  an  improved  turning  machine  or 
lathe,  with  cutters  or  sharp  steel  instruments  or 
tools,  worked  by  machinery,  with  steam,  water, 
or  any  other  mechanical  power.*'  The  specifica- 
tion then  proceeds  to  describe  the  turning  machine, 
and  the  advantages  of  the  invention.  See  20 
Repy.  Arts,  265,  2d  Series. 

Cook't  Patent. 

Letters  patent  to  Benjamin  Cook,  28th  March, 
1808,  for  a  "  method  of  making  barrels  for  fowl- 
ing pieces,  muskets,  pistols,  and  other  similar  fire- 
arms, and  ramrods  for  the  same.*' 

The  part  of  the  invention  alleged  to  relate  to 
Wldtehouse's  patent  was  described  as  follows: 
**  My  second  method  is  to  take  plates  or  skelps  of 
iron  or  steel,  drawn  under  the  hammer,  or  rolled, 
or  otherwise  made  to  a  proper  size,  form,  and 
thickness,  which  I  turn  over  a  maundril  beak 
iron,  or  any  thing  suitable  to  the  purpose,  and 
weld  them.  I  then  draw  or  force  them  through 
holes,  or  plates  with  graduated  holes,  as  above ; 
or  I  pass  them  between  rollers  with  grooves 
in  them,  as  before  specified,  until  they  have  at- 
tained the  length,  size,  form,  and  thickness  desired." 
3ec  14  Repy.  of  Arts,  21,  24  Series. 


Russell  v.  Cowlby  &  Dixon. 


Cor.  Lord  Brougham,  L.  C. 


Ill  Chancery. 


The  bill  having  set  forth  the  grant  of  the  letters  patent,  and  Bill  filed, 
the  specification^  and  the  assignment  to  the  plaintMF,  after  the  ^"^-  ^'  *^^^* 
usual  charges,  prayed  a  discovery  and  disclosure  of  the  matters 
therein-before  stated,  and  an  account  of  all  the  iron  tubing 
made  and  sold  by  the  defendants  by  the  use  of  the  said  inven- 
tion, and  of  all  the  profits  made  thereby,  and  that  the  defend- 
ants might  pay  to  the  plaintiff  what  should  be  found  due  on 
taking  such  account,  and  be  restrained  from  making  tubes 
according  to  the  plaintiff's  invention  during  the  term  of  the 
patent. 

Various  affidavits  were  filed  (hi  both  sides,  and  on  tlie  motion  June  20, 1833 
coming  on — 

Sir  E.  B.  Sugden  for  the  plaintiff  stated,  that  as  an  action  must 
be  brought,  he  would  accede  to  the  terms  proposed  by  the  other 
nde^  namely,  that  an  account  should  be  kept,  and  two  persons 
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appointed  on  each  side  as  inspectors  of  the  works^  for  the  pur- 
pose of  giving  evidence  on  the  trial  of  the  action,  which  was  to 
be  brought  forthwith.     It  was  accordingly  ordered — 
Order.  That  the  plaintiff  should  be  at  liberty  to  bring  such  action 

June  20, 1833.  ^^  j^^^  against  the  defendants  as  he  should  be  advised,  pro- 
vided he  delivered  a  declaration  within  a  month  from  that  time. 
And  that  the  defendants  should  keep  an  account  of  all  moneys 
received  by  them  on  account,  or  in  respect  of,  all  iron  pipes  or 
tubes  for  gas  and  other  purposes,  made  according  to  or  in 
infringement  of  the  letters  patent  of  Cornelius  Whitehouse,  in 
the  plaintiff's  bill  mentioned,  and  that  the  said  defendants  should 
permit  and  suffer  the  solicitor  of  the  said  plaintiff,  together  with 
Messrs.  M.  L  Brunei  and  B.  Donkin  (each  party  to  be  at 
liberty  to  name  two  other  persons,  to  be  submitted  to  the  Lord 
Chancellor  for  his  approbation,  if  the  other  party  object  to 
them,  and  each  party  was  to  furnish  the  other  with  the  pro- 
posed names,  on  or  before  the  22d  day  of  July  instant,  and  the 
objection,  if  any,  was  to  be  made  within  four  days  afler  the  list 
of  the  names  is  furnished,  and  if  the  names  are  objected  to,  the 
Lord  Chancellor  would  decide  what  persons  should  be  allowed), 
to  go  over  the  manufactory  of  the  said  defendants,  situate  at 
Walsal,  in  the  county  of  Stafford,  and  inspect  the  machinery 
set  up  there  for  making  iron  pipes  or  tubes  for  gas  or  other 
purposes,  and  to  observe  the  method  or  methods  of  manufac- 
turing such  pipes  or  tubes  by  the  said  defendants,  for  which 
purpose  the  said  defendants  were  to  put  their  machinery  to 
work  in  the  presence  of  the  said  viewers,  and  to  afford  every 
facility  to  them  to  ascertain  the  process  of  welding  tubes  by 
means  of  such  machinery,  and  every  part  thereof,  it  being 
the  object  and  intention  of  this  court  to  enable  the  said  plain- 
tiff to  give  such  evidence  to  the  court  and  jury  on  the  trial  of 
the  aforesaid  action  at  common  law,  as  will  enable  him  to  make 
out  (if  the  fact  be  so)  the  infringement  complained  of  by  his 
bill  in  this  court.  And  that  the  said  plaintiff  should  in  like 
manner  permit  and  suffer  the  solicitors  of  the  said  defendants, 
together  with  Messrs.  Bramah  and  Clegg,  and  such  other  per- 
sons as  aforesaid,  in  their  company,  to  go  over  the  manufac- 
tory of  the  said  plaintiff,  situate  at  Wednesbury,  in  the  county 
of  Stafford,  and  inspect  the  machinery  set  up  there  for  ma- 
nufacturing iron  pipes  or  tubes  for  gas,  and  other  purposes, 
and  to  observe  the  method  or  methods  of  manufacturing  such 
pipes  or  tubes  by  the  said  plaintiff,  for  which  purpose  the 
said  plaintiff  was  to  put  his  machinery  to  work  in  the  presence 
of  the  said  viewers,  and  to  afford  every  facility  to  them  to  as- 
certain the  process  of  welding  tubes  used  by  him,  according  to 
the  terms  of  the  specification  of  the  letters  patent  in  the  plain- 
tiff's bill  particularly  mentioned,  it  being  the  object  and  inten- 
tion of  this  court  to  enable  the  said  defendants  to  give  such 
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eyidenoe  to  the  court  and  jury  on  the  trial  of  the  aforesaid 
action  at  law  as  will  enable  them  to  prove  (if  the  fact  be  so)  the 
native  of  the  infringement  complained  of  by  the  said  plain- 
tiff's bilL  And  that  the  plaintiff's  and  defendants'  solicitors 
should  respectiyely  give  notice  to  each  other  of  the  day  and 
hour  on  which  the  viewers  should  respectively  appoint  to  visit 
and  view  the  respective  works,  the  day  to  be  named  in  such 
notices  respectively,  being  at  the  distance  of  one  week  from  the 
deUyery  of  such  notices  respectively,  and  the  hours  of  inspec- 
tion to  be  from  ten  in  the  morning  until  four  in  the  afternoon, 
if  the  sidd  viewers  should  require  to  remain  so  long  upon  the 
premises,  and  the  said  viewers  respectively  should  be  at  liberty 
to  cany  away  with  them  any  specimen  of  the  pipes  or  tubes 
operat^  upon  by  them,  or  in  their  presence,  as  they  might 
think  proper,  in  order  to  their  production  in  court  on  the  trial 
of  the  said  action. 

It  was  further  ordered,  that  J.  Hobbins  (the  superintendent  of  Order, 
plaintiff's  works)  and  C.  Whitehouse  (as  showers)  should  attend  *^*^^^^'^®^* 
Messrs.  M.  I.  Brmiel  and  B.  Donkin  in  going  over  the  manufac- 
tory of  the  defendants,  for  the  purposes  mentioned  in  the  above 
order,  but  they  were  not  to  be  produced  as  witnesses  on  the 
trial  at  law  as  to  any  matter  or  thing  which  should  come  to 
their  knowledge  by  means  of  such  inspection. 


Russell  v.  Cowlbt  &  Dixon. 
Car.  Lord  Lyndhurat^  C.B. 

The  declaration  stated  the  grant  of  the  letters  patent  toTrUUatlaw. 
Whitehouse,   and    the  assignment   to  the   plaintiff,   and   as-  ' 

signed  several  breaches  in  the  usual  form.    The  defendants 
pleaded,  not  guilty. 

Sir  James  Scarlett  stated  the  plaintiff's  case,  and  described 
the  two  former  modes  of  making  gas  pipes,  the  one  by  boring  in  a 
lathe  out  of  the  solid,  the  other  by  turning  up  the  edges  of  a  flat 
plate,  so  as  to  make  them  lap  over,  and  then  heating  the  iron 
to  a  welding  heat,  when  the  metal  could  be  united  by  means  of 
hammers,  and  the  use  of  a  maundril  or  metal  rod  inserted 
within  the  tube  for  the  purpose  of  keeping  it  of  a  circular  form, 
and  resisting  the  blows  applied  to  the  metal. 

The  invention  of  Whitehouse,  which  had  been  assigned  to 
the  plaintiff,  consists  in  turning  up  a  piece  of  plate  of  iron  so 
that  the  edges  abut  on  each  other,  or  nearly  so,  heating  the 
iron  so  prepared,  and  drawing  it  when  at  a  welding  heat 
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Trial  at  law.  through  dies^  havuig  a  conical  hole,  which  admits  a  rather 
larger  tabe  on  one  side  than  on  the  other^  and  by  the  compression 
which  the  edges  receive  in  the  drawing,  the  tube  becomes  per- 
fectly formed  and  welded,  without  the  use  of  the  manndril.  The 
effect  of  this  mode  of  manufacturing  tubes  produced  a  complete 
revolution  in  the  trade,  at  onee  reducing  the  price  of  tubes  by 
one-third;  besides,  the  tubes  so  made  are  of  much  greater 
length  and  of  greater  uniformity,  hoih  internally  and  externally, 
and  the  trade  of  fiiaking  tubes  came  immediately  after  the 
patent  almost  entirely  into  the  handsL  of  the  plainti£f. 

The  defendants  pass  tubes  through  grooved  rollers,  by  which 
they  are  said  to  be  completely  welded,  and  afterwards  throagh 
what  they  call  a  scorpion,  which  is  in  effect  the  plaintiff's  die, 
but  which  the  defendants  contend  to  be  only  for  the  purpose 
of  scraping  and  lengthening,  and  not  for  the  purpose  of  welding; 
but  it  would  appear  that  the  welding  could  not  be  completed 
without  the  scorpion  by  the  rollers  alone ;  the  weld  made  by 
rolls  alone  being  so  imperfect,  that  the  tubes  would  not  be 
marketable.  The  defendants  contend  that  the  scorpion  is  only 
for  the  purpose  of  scraping  and  lengthening,  and  not  for  the 
purpose  of  welding ;  if  this  be  so,  why  is  it  made  bell-mouthed, 
and,  in  fact,  exactly  like  the  plaintiff's  pincers  or  dies  ?  It  is 
further  said  by  the  defendants,  that  their  tubes  when  passed 
through  the  scorpion  are  not  at  a  welding  heat;  first,  because 
water  is  poured  on  the  iron,  and  secondly,  because  of  the  distance 
to  which  the  tube  is  conveyed  before  being  passed  through  the 
scorpion.  But  the  heat  of  the  iron  is  so  intense,  that  the  water 
has  no  effect  on  the  iron  at  a  welding  heat;  and  with  respect  to 
the  distance,  it  will  be  shown  that  the  iron  will  continue  at  a 
welding  heat  though  carried  fifty-eight  instead  of  fifteen  feetj 
that  it  retains  a  welding  heat  for  sevente^i  or  eighteen  seconds, 
whereas  it  may  be  carried  from  the  furnace  to  the  scorpion  in  less 
than  two  seconds.  The  rollers  are  introduced  to  give  a  colour 
to  avoid  the  plain tiff^s  patent  {x).  An  attempt  was  made  before 
the  Chancellor  to  show  that  one  Cook  was  the  original  in- 
ventor of  the  plaintiff's  mode;  but  Cook's  invention  consists 
in  passing  iron  through  a  series  of  graduated  holes  until  it 
assumes  the  form  of  a  tube,  and  Cook  now  purchases  tubes 
from  the  plaintiff. 

PUuntiff*t  Mr.  Donkin  and  Mr.  Brunei  were  then  examined  as  to  the 

result  of  their  inspection  of  the  plaintiff's  and  defendants'  works 
in  pursuance  of  the  order  of  the  Chancellor  (y).  They  described 
having  seen  tubes  made  at  plaintiff's  works  by  heating  and 
drawing  through  conical  holes  in  the  manner  described  m 
the  specification  of  Whitehouse's  patent.     They  detailed  some 


(x)  The  plaintiff  ultiinaiely  succeeded,  on  evU      in  the  iron,  as  described  in  the  speciiicitioB. 
dence  that  tncse  rollers  alone  produced  a  welding      Voit,  462.  (y)  AnUiSS. 


emdtnu. 
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experiments  in  which  the  tube  was  carried  fifly-five  feet  from  the  Evid4nc$for 
fiirnaoe,  and  then  passed  through  the  tongs  and  welded.  At  the  ^  /''«'»'if- 
defoidants'  works  the  skelp  was  heated  in  an  air  furnace ;  the 
rollers  (which  were  placed  three  inches  from  the  furnace)  had 
four  grooves  in  each ;  the  diameter  of  the  rollers  at  the  bottom  of 
two  of  the  grooves  being  5  inches^  and  of  the  other  two  4| 
incbes.  The  scorpion  had  three  graduated  conical  holes ;  it  was 
fixed  to  a  cast  iron  frame,  and  resembled  a  pair  of  tongs.  The 
rollers  made  about  one  hundred  and  twenty  revolutions  a 
minute.  When  the  heat  of  the  skelp  was  sufficient,  the  revo- 
lution of  the  rollers  passed  it  through,  the  upper  roller  being 
pressed  down  by  the  hand;  the  tube  having  passed  once 
through  the  rollers  was  returned  to  the  fire  and  reheated,  then 
passed  three  times  through  the  rollers  in  quick  succession,  and 
then  drawn  through  each  of  the  holes  in  the  scorpion  in  succes- 
sion; the  tube  continuing  all  the  time  at  a  welding  heat. 
The  passage  through  the  scorpion  elongated  the  tubes  con- 
siderably. Tubes  made  by  passing  through  the  rollers  alone 
would  not  be  cylindrical  or  marketable.  The  defendant  Cowley 
and  his  solicitor  refused  to  allow  any  tubes  to  be  made  by 
drawing  through  the  scorpion  alone.  The  tubes  made  by  the 
rollers  alone  were  misshapen ;  one  part  of  the  iron  being  driven 
pest  the  other.  The  tubes  made  by  passing  through  the 
rollers  and  scorpion  are  as  good  as  the  plaintiff's ;  the  scorpion 
is  precisely  the  same  thing  as  the  plaintiff's  tongs.  Better 
pipes  would  be  made  by  passing  the  skelp  through  the  scorpion 
alone,  than  by  passing  through  the  rollers  and  scorpion.  The 
defendants'  process  was  very  dilatory,  and  would  occasion  a 
great  increase  of  expense.  At  the  plaintiff's,  the  tube  can  be 
wdded  and  completed  by  passing  once  through  the  die.  One 
purpose  of  passing  several  times  through  the  die  is  to  lengthen 
the  pipe.  The  defendants'  scorpion  was  not  for  scraping. 
Water  was  dripping  on  the  scorpion  at  the  defendants',  and  the 
ti»gs  were  dipped  in  water  each  time  at  the  plaintiff's. 

Mr.  Carpmael  described  the  pipes  manufactured  by  the 
plaintiff  as  very  superior  to  those  made  in  the  old  way ;  that 
pipes  previously  welded  by  passing  through  the  rollers  would 
be  greatly  improved  by  the  scorpion ;  they  would  become 
more  intimately  welded,  and  any  inequality  in  the  welding 
or  on  the  snrfiice  would  be  removed,  and  the  pipes  rendered 
perfectly  cylindrical,  and  those  before  unmarketable  would  be 
rendered  marketable  by  being  drawn  through  the  scorpion. 
Tabes  were  formerly  made  about  four  feet,  but  by  the  plaintiff 
fifteen  feet,  in  length.  The  pipes  could  be  made  as  perfect  by 
the  scorpion  of  the  defendants,  as  by  the  plaintiff's  dies.  The 
rollers  are  useless  and  injurious.  The  diameter  of  the  innermost 
parts  of  the  grooves  in  each  roller  being  less  than  the  diameter  of 
the  outer  parts,  the  surface  of  one  part  of  the  groove  travels  at 

3  o 
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Trial  at  hw.  a  greater  velocity  than  another  part,  and  drags  the  parts  of 'the 
tube  at  a  different  rate.  There  is  a  tendency,  therefore,  in  pro- 
portion to  the  size  of  the  grooves,  to  separate  the  parts  un- 
equally, that  is,  the  fibres  of  the  tube,  which  is  drawn  throogii 
only  by  friction  or  adhesion  to  the  surface  of  the  grooves  (z). 

At  the  dose  of  the  plaintiff's  case,  the  learned  j.udge  recalled 
Mr.  Brunei  and  Mr.  Donkin,  when  the  following  questions  were 
put,  and  answers  given : — 

Lord  Lyndhursty  C,  B. :  "  When  the  upper  roUer  is  down,  its 
lower  edge  lies  upon  the  upper  ledge  of  the  under  roller  ^  and 
there  is  a  hole  between  the  rollers,  and  through  that  hdle,  by 
means  of  the  revolution  of  the  rollers,  the  heated  tube  is  drawiK 
Now  I  wish  to  ask  you,  whether  that  (without  the  scorpion) 
which  they  say,  by  pressure,  welds  the  heated  tube — ^the  sides 
of  the  hole,  they  say,  weld  the  tube — ^is  in  your  judgment 
similar  ^  though  not  exactly  the  same,  similar  to  the  invention 
of  the  plaintiff;  the  plaintiff  stating  that  his  invention  is  of  this 
description — ^  The  principle  of  my  invention  is  to  heat  the 
previously  proposed  tubes  of  iron  to  a  welding  heat,  that  is, 
nearly  to  the  point  of  fusion^  and  then,  after  withdrawing  them 
from  the  fire,  to  pass  them  between  dies,  or  through  holes,  by 
which  the  edges  of  the  heated  iron  may  be  pressed  together, 
and  the  joint  firmly  welded;'  I  want  to  know,  whether  that 
effect  is  produced  by  the  roUers,  although  not  so  perfectly  as 
by  the  dies  ?*'    Mr.  Brunei — "  It  is  produced  by  the  rollers." 

^*  Then  I  want  to  know,  whether  the  passing  them  through 
the  rollers  in  that  way  alone  is  not  similar,  although  not  so 
perfect^  as  passing  them  through  the  dies  or  through  the 
tongs  ?"     Mr.  Brunei — "  It  is  my  opinion  that  it  is  the  same." 

'^It  is  by  the  pressure  of  the  sides  of  that  hole  that  the 
edges  of  the  heated  iron  are  welded  together  ?''  Mr.  Brtmel 
— "  It  is.^^ 

^^  By  passing  through  the  holes  of  the  dies,  it  is  by  the  pres- 
sure of  the  sides  of  the  hole  that  the  edges  of  the  heated  iron 
are  welded  together  ?"     Mr.  Brunei — "  Quite  so." 

**  Then,  1  ask,  whether,  if  it  is  a  question  of  welding,  the  one 
is  in  your  judgment  similar  to  the  other?"  Mr.  Brunei— 
*atis." 

••  Mr.  Donkin,  you  have  heard  the  questions  I  have  put  to 
Mr.  Brunei — I  wish  to  have  your  opinion  upon  the  same 
point?"  Mr.  Donkin — "1  think  the  holes,  when  closed  one 
upon  the  other,  produce  a  similar  effect,  and  the  method  of 
welding  is  therefore  the  same.^' 


(s)  Several  other  witnesses  were  examined  as  scorpion  at  a  welding  heat — the  plaintiffV  case 

to  the  effect  on  the  trade,  the  diminution  in  price,  being  that  the  tubes  were  in  fact  made  hj  th« 

and  the  utility  of  the  invention.     Also  to  show  scorpion,  and  that  the  rollers  were  bat  colourable, 

that  the  rollers  were  useless,  or  not  intended  to  be  But  this  evidence  became  unimportant  in  the  ft- 

used  i  and  that  the  tubes  were  drawn  through  the  suit.     See  p€r  Sir  J.  Campbell,  A.G.,  jwrt  464. 


RUSSELL   V.    COWLEY    AND    DIXON.  463 

^^Then  you  do  think  one  invention  in  principle  is  similar  to  A.D.  1834. 
the  other  ?"    Mr.  Donkin—''  1  do/' 

Lord  Lyndhursty  C.  B. :  I  confess  it  appeared  to  me  from 
reading  the  specification,  that  without  the  scorpion  the  one  is 
an  imitation  of  the  other ;  because  this  party  says, ''  I  do  not 
daim  this  particular  apparatus  only.  I  do  it  by  the  die,  or  I 
do  it  by  the  tongs ;  the  principle  of  my  invention  is,  to  pass 
the  heated  tubes  through  the  hole  at  a  welding  heat,  and  by 
pressure  occasioned  by  that  hole  to  unite  together  the  heated 
edges  by  welding."  That  may  be  done  more  or  less  perfectly — 
whether  it  is  by  the  rollers  or  by  the  tongs,  it  is  not  very  ma- 
terial ;  the  one  is  similar  in  principle  to  the  other. 

Sir  J.  Campbell^  S.  6.,  for  the  defendants.  It  is  evident  from 
the  answers  last  given,  that  the  plaintiff  cannot  sustain  this 
patent  The  patent  granted  to  James  &  Jones  is  for  welding  by 
rollers,  precisdy  upon  the  same  principle,  and  in  substance  the 
same,  as  that  granted  to  Whitehouse.  The  process  is  to  be 
completed  by  means  of  pressure,  by  means  of  a  circle  through 
which  the  object  passes;  whether  this  be  done  by  rollers,  or 
draw-bench,  or  through  a  ring,  signifies  not»  the  principle  is  the 
same,  to  produce  a  welding  by  circular  pressure.  But  not  only 
was  welding  by  rollers  perfectly  well  known  before  White- 
hoase*s  patent,  but  in  1808  Cook  took  out  a  patent  for  making 
tubes  by  drawing  them  through  graduated  holes.  The  tubes 
were  first  welded  on  a  maundril,  and  then  finished  by  drawing 
through  a  draw-plate,  which  is  the  same  as  the  defendants' 
scorpion. 

The  learned  counsel  then  proceeded  to  comment  on  the  evi- 
dence adduced,  and  to  state  the  nature  of  the  case  on  the  part 
of  the  defendants.  At  the  close  of  his  address,  after  some 
discussion,  it  was  arranged  that  there  should  be  a  verdict  fot 
the  plaintiff,  with  liberty  to  the  defendants  to  move  for  a 
nnn^t.  Verdict  accordingly. 


In  the  Exchequer y  E.T.,  1834. 

Sir  J.  Campbettj  A.G.,  in  pursuance  of  the  leave  reserved,  moved  Motion  fir 
for  a  rule  to  show  cause  why  the  verdict  should  not  be  set  aside  "*"***"  ' 
and  a  nonsuit  entered.  The  question  will  be,  whether,  on  ac- 
count of  a  prior  patent,  the  plaintiff's  patent  is  invalid,  because 
«f  the  spedfication  claiming  more  than  the  novelty  extends  to. 
[Lord  Lyjulkursty  C.B. :  The  invention  claimed  seems  to  be 
fliis,  that  of  bringing  to  a  welding  heat  a  long  piece  of  iron  of 
the  proper  quality  after  having  turned  up  its  edges,  and  then 
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Minion  for        heating  it  to  a  welding  heat,  and  drawing  it  through  a  hole  of 
nonsuit.  ^y^^  proper  size  of  the  intended  tube,  so  as  to  compress  together 

the  edges,  and  give  it  a  complete  circular  form.]  To  make  it  pass 
through  a  hollow  cylinder.  [Lord  Lyndhursi,  C.  B. :  I  mean 
any  circle,  either  a  die,  as  described  here  (referring  to  the  speci- 
fication), or  a  pair  of  pincers,  or  in  any  other  way  in  which  a 
cylinder  can  be  produced.]  The  defendants  turn  up  the  skelp 
and  heat  it  in  the  furnace,  and  pass  it  through  two  rollers  with 
grooves.  Rotary  motion  being  given  to  the  rollers,  and  the 
skelp  introduced  into  the  groove,  it  passes  through  the  hollow 
cylinder  by  means  of  that  rotary  motion ;  the  compression  takes 
place  in  the  hollow  cylinder,  and  the  welding  is  accomplished. 
But  besides '  these  rollers  there  is  what  is  called  a  scorpion, 
which  in  fact  was  a  die,  and  very  much  resembled  the  die  in  the 
plaintiff's  specification,  and  the  great  controversy  during  the 
first  day's  trial  was,  whether  the  process  of  welding  by  the 
defendants  was  consummated  by  ^e  skelp  passing  through 
the  rollers,  or  whether  its  passing  through  the  rollers  was  not 
merely  colourable,  and  that  by  the  passage  through  the  die, 
which  the  defendants  call  a  scorpion,  the  welding  was  com- 
pleted. But  the  defendants'  case  was,  that  the  welding  was 
accomplished  by  the  rollers.  It  struck  his  lordship,  that  the 
defendants  upon  their  own  showing  had  infringed  the  plaintiff's 
patent,  because,  according  to  the  evidence  of  Mr.  Brunei  and 
Mr.  Donkin,  the  mode  of  welding  by  rollers  and  by  dies  was  in 
reality  and  essentially  the  same.  So  that  it  may  be  assumed  that 
the  defendants  have  infringed  the  plaintiff's  patent,  though  the 
scorpion  had  never  been  used  at  all,  but  the  welding  had  been 
completed  by  the  rollers  alone,  because  it  was  clearly  an  adop- 
tion of  the  plaintiff's  principle,  though  by  a  different  method. 
The  question  will  then  be,  whether  the  same  principle  is  not 
disclosed  in  the  specification  of  Jamet  &  Jones's  patent.  They 
first  describe  the  skelp,  then  the  mode  of  welding  by  ham- 
mering, by  introducing  a  maundril,  and  then  hammering  on  the 
anvil ;  and  then  a  mode  of  welding  by  hollow  rollers,  which  is 
an  exact  description  of  the  mode  in  which  the  defendants' 
welding  is  accomplished.  [Lord  Lyndkurst,  C.B. :  As  it  struck 
me  at  the  time,  that  is  done  on  the  maundril.  It  struck  me, 
that  the  only  difference  between  the  two  was,  that  the  one  was 
done  with  the  maundril  and  the  other  without.  They  say  it  is 
of  great  importance  dispensing  with  the  maundril.  If  that  be 
so,  the  patent  should  be  for  doing  without  the  maundril. 
When  it  was  said  to  be  the  same  thing,  it  was  contended  on  the 
part  of  the  counsel  for  the  plaintiff  that  it  was  not  the  same 
thing,  for  in  that  patent  the  maundril  was  used.  Then,  I  dunk, 
I  observed  to  Sir  James  Scarlett,  ^^  Then  your  patent  shonld  be 
for  dispensing  with  the  use  of  the  maundril,"  and  I  was  in- 
clined to  consider  the  objection  as  fatal.     But  I  thought  the 
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better  ooune^  in  consequence  of   the  long  inquiry,  to  go  on*  A.D.  1835. 
And  then  the  Attorney  General,  after  no  inconsiderable  consul- 
tation, said  he  would  rest  the  case  on  that  objection.] 

Rule  nisi  granted. 


C<»r. Lord LyfuOiursi^  C.B.;  Parke,  B.;  Alderson,  B.;  Gumey,  B. 

Sir  James,  Scarlett,  Rotch,  and  Follett,  now  showed  cause  AtgwMnt  on 
agamst  the  above  rule,  and  argued  at  considerable  length  the  ^I^ff^ 
question  of  infringement,  but  the  judgment  of  the  court  did  not 
turn  upon  that  point.    The  matter  for  the  consideration  of  the 
court  is  this,  whether  James  &  Jone^s  patent,  upon  mere  in- 
spection, without  a  single  witness,  or  any  evidence  whatever 
tendered  in  explanation  of  it,  necessarily  shows  that  the  inven- 
tion claimed  by  the  plaintiff  is  not  new.     It  is  contended,  that 
the  plaintiff^s  method  of  welding,  by  passing  the  tubes  through 
a  die,  is  the  same  as  that  of  welding  by  rollers,  described  in 
James&Jones^s  specification :  -— ^'  or  instead  of  welding  the  barrels 
by  hammers,  as  before  described,  they  may  be  welded  between  a 
pair  of  rollers,  grooved  to  fit  the  form  of  the  barrel,  the  rollers 
haying  either  an  alternate  or  rotary  motion,  and  worked  by 
steam,  water,  or  other  mechanical  power ;  but  we  consider  the 
hammers  to  be  the  best  method."     Shall  the  plaintiff's  patent 
be  defeated  by  what  is  a  mere  speculation  as  to  the  possibility  of 
pipes  being  welded  by  passing  them  through  a  roller  7    Suppose 
that  in  some  old  treatise  on  the  manufacture  of  iron  a  sugges- 
tion were  found  that  pipes  might  by  possibility  be  welded  by 
passing  them  through  rollers,  could  it  be  contended  that  this 
voold  invalidate  the  patent  ? — and  yet  nothing  more  is  done  in 
James  &  Jones's  specification.    To  substantiate  the  defence,  the 
rollers  themselves  ought  to  have  been  produced  at  the  trial,  and 
shown  to  be  the  same  in  effect  and  power  as  the  die.     There  is 
a  great  difference  between  the  operation  of  the  roller  and  the 
die.    In  using  the  roller,  aU  parts  of  the  tube  have  not  an  equal 
pressure  at  the  same  time ;  and  the  larger  the  tube  the  greater 
the  imperfection  in  its  manufacture.     The  use  of  the  maundril 
also  is  another  important  distinction  between  the  two  methods. 
It  was  proved  that  the  maundril  could  not  be  used  in  the  ma- 
Bufacture   of  a  tube  of  any  length,  and  the  reason  is,  that 
the  instrument  is  obliged  to  be  withdrawn  while  the  tube  is 
still  very  hot.     It  is  impossible,  consequently,  to  manufacture 
tabes  with  the  maundril  of  greater  length  than  a  fowling  piece. 
In  another  particular,  also,  the  die  differs  from  the  roller.     The 
dies  have,  a  conical  or  bell  mouth,  to  admit  the  tube  being  of 
larger  (Umensions  when  it  goes  in  than  when  it  comes  out. 
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Argununt  on 
the  rule. 


A  different 
mode  of  attain< 
in^  the  nme 
object,  as  weld< 
ing  by  fixed 
dies  instead 
of  rollers,  or 
welding  by  the 
omission  of  a 
maundril  pre- 
Tioosly  in  use, 
is  a  good  sub- 
ject-matter. 


Thb  cannot  be  effected  by  means  of  rollers.  The  pipe  in  pass- 
ing through  the  die  assumes  i^  diminished  form.  This  is  an 
essential  part  of  the  principle  of  the  plaintiff's  patent,  and  the 
operation  of  the  roller  in  revolution  cannot  embrace  any  part  of 
that  principle.  [Lord  Lyndhurat,  C.B. :  Suppose  a  patent  had 
'  been  taken  out  for  welding  tubes  by  means  of  rollers,  could 
.  there  not  have  been  another  for  effecting  that  object  by  means 
of  fixed  dies  ?  J  Certainly  there  could.  [Parkey  B. :  The  plain- 
tiff's patent  is  for  drawing  tubes  through  fixed  dies  without  the 
use  of  the  maundril ;  if  so,  it  is  not  the  same  as  Jamea  &  Jome^M 
patent.]  [Lord  Lyndkuraty  C.B. :  It  is  the  same  as  if  the  spe* 
cification  had  stated  that  the  operation  was  to  be  effected 
without  the  assistance  of  a  maundril.  If  the  words^  *^  without 
a  maundril/'  had  been  inserted  in  the  specification,  would  not 
that  have  shown  the  invention  to  be  perfectiy  new  ?] 

Sir  J.  (Jampbelly  A.G.,  Piatt,  and  Richards,  contr^.  The  speci- 
fication claims  too  much,  and  the  plaintiff  seeks  to  appropriate 
to  himself  what  is  not  a  new  invention.  The  real  question  is 
this ;  is  the  invention  claimed  that  of  welding  tubes  by  means 
of  circular  pressure  ?  It  is  perfectiy  immaterial  whether  that 
pressure  is  applied  by  drawing  an  instrument  through  the  tube, 
or  the  tube  through  an  instrument.  At  the  trial  it  was  as- 
sumed that  the  two  modes  were  tiie  same  in  effect,  and  the 
question  made  was,  whether  there  had  been  an  infiringement  ? 
The  defendants'  mode  of  welding  was  by  means  of  rollers. 
That  circular  pressure  in  general  is  the  principle  claimed  by  the 
plaintiff,  appears  firom  the  following  part  of  the  specification  :— 
'*  I  do  not  confine  myself  to  the  employment  of  this  precise 
construction  of  apparatus,  as  several  variations  may  be  made 
without  deviating  from  the  principle  of  my  invention,  which  is 
to  heat  the  previously  prepared  tubes  of  iron  to  a  welding  heat, 
that  is,  nearly  to  the  point  of  fusion,  and  then,  after  withdrawing 
them  firom  the  fire,  to  pass  them  between  dies,  or  through  holes, 
by  which  the  edges  of  the  heated  iron  may  be  pressed  together, 
and  the  joint  firmly  welded.'*  [Lord  Lyndhurst,  C.  B. :  **Them," 
means  the  prepared  tubes  of  iron,  that  is,  tubes  without  a 
maundril.]  The  operation,  as  described,  depends  upon  the 
drawing  of  the  tube,  whether  there  be  a  maundril  or  not.  In 
the  operation  of  the  rollers  it  is  the  same  as  if  the  tube  passed 
through  a  hole,  and  this  specification  in  fact  claims  the  system 
of  the  roller,  which  produces  a  hole  through  which  the  tube  is 
passed.  According  to  the  specification,  what  is  there  to  prevent 
the  plaintiff  from  using  the  roller  to  effect  the  welding  instead 
of  the  die  1 

The  principle,  then,  claimed  by  the  specification  being  that 
of  welding  by  means  of  concentric  pressure,  is  the  same  as  that 
of  James  &  Jones's  patent.  Their  specification  states  that, 
*'  instead  of  welding  the  barrels  by  hammers,  as  before  described, 
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they  may  be  welded  between  a  pair  of  rollers,  grooved  to  fit  the  M.T.»  183S. 
form  of  the  barrel^  the  rollers  having  either  an  alternate  or  a 
rotary  motion^  worked/'  &c  [Lord  Lyndhursty  C.B*:  The 
material  point  for  you  to  establish  is,  that  James  &  Jones's 
patent  included  welding  without  the  use  of  the  maundril.  If 
the  maundril  is  inserted,  where  is  the  difference  between  pro- 
dudng  it  by  pressure  and  producing  it  by  the  hammer?} 
James  &  Janes  in  their  specification  show  a  method,  according 
to  which,  by  passing  the  tube  through  a  hole,  the  welding  is 
complete,  and  according  to  the  plaintiff's  own  evidence,  the 
effect  of  the  roller  and  of  the  die  is  the  same  in  producing  the 
welding.  [Parke,  B» :  The  question  is,  whether  the  plaintiff 
claims  the  invention  of  welding  without  the  assistance  of  any 
internal  support.  It  is  quite  dear  to  me  that  any  man  of 
intelligence,  reading  the  specification,  must  see  that  the  pa- 
tentee claims  to  effect  his  invention  without  the  application  of 
any  internal  substance^  and  the  only  point  is,  whether  the 
general  words  at  the  end  of  the  specification  include  too  much.} 
[Lord  Lj/ndhurst,  C.  B. :  It  is  obvious  that  the  patent  excludes 
tiie  nse  of  the  maundril.  This  appears  firom  the  latter  part  of 
the  specification,  in  which  the  effects  of  the  new  invention  are 
stated.  The  greater  length  of  the  tubes  shows  that  the  maun- 
dril is  not  intended  to  be  used.  The  particular  description 
exchides  the  use  of  it,  and  the  general  description,  taking  it  in 
connexion  with  the  effects  stated,  likewise  excludes  it.]  After 
an  the  question  amounts  to  this,  whether  James  &  Joneses 
patent  does  not  come  within  the  large  principle  claimed  by  the 
{daintiff's  specification.  Suppose  James  &  Joneses  patent  had 
been  posterior  to  that  of  the  plaintiff,  would  it  not  have  been 
contended  to  be  an  infringement  ? 

Lord  Lyndhurst,  C.  B.  :  There  is  no  question  in  this  case  Judgmtnu 
as  to  the  infringement,  at  least  there  is  no  question  before  us 
at  present  as  to  the  infiringement;  and  the  first  question  is,  is 
this  a  new  and  useful  invention  2 

That  it  is  a  new  invention,  and  that  it  is  a  useful  invention, 
no  man,  I  think,  can  entertain  any  doubt.     The  invention,  as  I 
understand  it,  in  fact,  without  referring  at  present  to  the  objec- 
tion made  to  the  form  of  the  spedfication,  is  to  make  pipes  of 
this  description  without  the  use  of  the  maundril,  that  it  is  to 
weld  them  without  hitting  them  upon  any  solid  surface,  or  with- 
out hammering  them  on  any  solid  surface ;   and  though  that 
seems  to  be  a  very  simple  invention,  it  has  been  productive  of 
great  advantages ;  inasmuch  as  it  has  enabled  the  manufacturer  The  mventioik 
to  construct  pipes  for  gas  and  other  purposes  very  correctly,  JJJanmMit^ 
and  also  of  lengths  much  beyond  what  could  be  done  previously  ance,  and  new, 
to  this  discovery.     I  think,  therefore,  in  fact,  practically,  it  is  a  B^^Sfation 
new  invention,  and  an  invention  of  great  importance.    But  then,  may  ciiim  to* 
it  is  sud  on  this  specification  as  claimed  that  it  is  not  new,  or  in  ^^^  * 
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Judgmsnt,  Other  words,  that  too  much  is  claimed  on  the  spedficatioii. 
Now  the  question^  therefore^  resolves  itself  into  this,  whether  m 
point  of  fact  on  the  true  construction  of  this  specification  too 
much  has  been  claimed  ?  Now  as  I  read  the  spedfication  (and 
I  will  refer  to  it  more  particularly  presently),  it  appears  to  me 
that  the  claim  upon  this  specification  is  to  manufacture  tubes  of 
this  description  without  haying  any  maundril,  or  any  thing  eqai- 
valent  to  the  maundril,  within  it;  the  maundril  is  excluded:  it  is 
excluded  in  the  particular  description ;  it  is  excluded  also  in  the 
general  claim.  First,  as  to  the  particular  description.  It  de- 
scribes, in  the  first  instance,  the  turning  up  a  plate  of  iron  and 
forming  it  into  a  tube,  and  after  it  has  been  so  fonned  into  a 
tube  it  is  heated  in  a  furnace  to  a  welding  heat,  and  is  then 
drawn  through  a  die,  or  that  which  is  equivalent  to  a  die — ^those 
pincers  (pointing  to  them) — and  by  those  means  the  manafaetore 
is  completed;  that  is  the  particular  description  whidi  excludes 
the  maundril,  not  only  exdudes  the  maundril^  but  exdades  any 
internal  support;  because  the  difierenoe  between  this  and  the 
former  mode  of  manufacture  is,  that  the  welding  was  produced 
by  blows  or  pressure  on  the  iron,  the  iron  being  supported 
on  the  inside  by  some  solid  substance.  That  being  then  tiie 
particalar  description,  is  the  claim  extended  further  by  the  ge- 
neral description,  or  the  general  daim  ?  In  my  opinion  it  is  not, 
because,  when  we  advert  to  the  terms  of  the  spedfication^  they 
are  these :  ''  I  do  not  confine  myself  to  the  employment  of  this 
precise  construction  of  apparatus,  as  several  variations  may  be 
The  invention  is,  made"  in  the  apparatus :  die  principle,  he  says,  is  ''to  heat*' — 
^^'bcs**'*"^  ^^\  '^^^^^ — ^^^  ^^^  *^®  previously  prepared  tubes  of  iron,"  tubes 
prafMred  with-  of  iron  that  had  been  previously  prepared  without  any  thing 

to  l^i^idin**"^'  wi*i^  *®°^»  ^  ^^^  *^^»®  ^^^  ^  ^  wdding  heat,  that  is, 
h«at,  and  then    nearly  to  a  point  of  fusion,  and  then  after  drawing  them  from 
thTJ!^Jh  ?c^i-  *^®  *^  ^  P***  *®°^  between  dies  or  through  holes,  "by  whidi 
cal  hole,  ao  as  to  the  edges  of  the  heated  iron  may  be  pressed  together,  and  the 
juMtionr^**^  joint  firmly  welded.'^     Now,  what  does  that  amount  to  but 
this  ? — ''  I  have  described  the  apparatus  by  which  tiiese  prepared 
tubes  of  iron,  having  nothing  in  them,  are  welded  tc^ther;  I 
have  described  the  particular  apparatus  by  which  that  is  effected. 
I  do  not  confine  myself  to  that  predse  description  of  apparatus, 
but  these  previously  prepared  tubes  of  iron,  which  I  have  de- 
scribed, may  be  heated  to  a  welding  heat,  and  may  by  variations 
in  this  apparatus  be  drawn  through  dies,  or  holes,  and  formed 
in  this  way."    But  there  is  no  suggestion  that  any  alteration  is 
to  take  place  in  what  I  consider  the  nature  of  tJie  invention, 
namely,  that  this  is  to  be  done  without  any  internal  support, 
and  if  you  go  on  further  it  is  quite  dear  it  was  to  be  done 
without  internal  support,  because  he  goes  on  and  describes 
what  the  eflFects  are — ^he  says,  **  the  advantages  of  this  tube  com- 
pared with  those  made  in  the  ordmary  way,  are  these— -die  iron 


RUSSELL  V.    COWLEY    AND    DtxON.  4Bg 

is  oonsiderably  improved  by  the  operation  of  the  hollow  firt,  M.T.,l835. 
the  heat  being  generally  diffused."    Then  he  says,  "the  length 
of  the  pieces  of  tube  thus  made  (that  is  the  principal  advan- 
tage) is  likewise  a  great  advantage,  as  by  these  means  they  mfty 
be  made  from  two  to  eight  feet  long  in  one  piece,  whereas  by 
the  old  modes" — so  that  he  refers  to  the  old  modes  of  welding 
by  the  maundril— *•"  whereas  by  the  old  modes  the  length  of  the 
tubes  cannot  exceed  four  feet  without  considerable  di£Biculty,  and 
consequently  an  ihcreased  expense.    These  tubes  are  likewise 
capable  of  resisting  greater  pressure,  from  the  uniformity  of  the 
heat  throughout  at  which  they  have  been  welded ;  and  lastly, 
both  their  internal  and  external  surfaces  are  rendered  smooth* 
and  greatly  resembling  drawn  lead  pipes.''— ^So  that  indepen- 
denfly  of  the  words  of  the  general  claim,  whi<5h,  in  my  opinioil, 
standing  by  themselves  would  exclude  the  idea  of  any  maundril 
being  used,  when  he  comes  to  point  out  the  particular  advan- 
tages resulting  from  this  mode  of  manufacturing  tubes,  he  points 
out  advantages  which  are  absolutely  inconsistent  with  the  use  of 
the  maundril.     If  so,  then  I  think  he  has  accurately  described 
and  limited  his  invention,  which  is  an  invention  to  manufacture  The  invention  19} 
tubes  for  gas  and  other  purposes,  by  welding  them  without  the  [ni^b^weidhT 
use  of  any  maundril,  or  internal  support,  by  which  certain  ad-  them,  withoutj 
vantages  are  produced.  Those  advantages  are  of  the  greatest  con-  J^aun^rii^oranr 
sequence  to  the  public.     It  appears  to  me,  therefore,  he  has  internal  support, 
limited  his  claim  to  that  which  is  really  the  invention,  and 
havmg  limited  his  claim  to  that  which  is  really  the  invention^ 
that  being  new,  it  appears  to  me  that  the  patent  is  supported. 
I  am  of  opinion,  therefore,  that  the  verdict  for  the  plaintiff* 
should  stand. 

Paak^,  Bw  :  I  am  also  of  the  same  opinion :  and  afler  th^ 
manner  in  which  the  case  has  been  noticed,  it  will  be  unneces- 
sary to  make  any  observations  at  great  length  upon  it.  It  has 
appeared  to  me,  from  the  moment  I  understood  the  case,  that 
the  question  at  lalit  would  resolve  itself  into  a  question  of  th^ 
construction  of  the  specification.  It  appears  to  have  done  so, 
and  the  whole  turns  on  the  meaning  of  the  specification.  If  it 
ia,  as  alleged  by  the  Attorney  General,  a  claim  for  every  mode 
of  uniting  pipes  by  passing  iron  heated  to  a  state  of  welding  heat^ 
then  it  is  bad,  because  there  was  a  mode  before  in  existence  and 
known  before,  which  is  described  in  James  &  Jones's  specification, 
by  which  the  same  thing  might  be  done ;  but  if  the  claim  is,  as  was 
alleged  on  the  part  of  the  plaintiff — a  claim  only  of  a  different  mode 
of  making  iron  pipes  in  the  particular  manner  described,  by  pass- 
ing that  iron  in  a  state  of  welding  heat  through  a  circular  hole, 
without  any  maundril  or  internal  support — then  it  certainly  is 
not  the  same  thing  that  was  done  before.  It  appears  to  me,  on 
reading  this  specification — reading  it  with  that  degree  of  intelli- 
Sence  which  persons  bring  to  bear  on  such  subjects — that  thd 
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Judgm$nt  meaning  of  the  patent  itself,  is  only  that  limited  claim  to  the  in- 
vention of  making  gas  pipes  by  means  of  passing  the  iron 
through  a  circular  hole,  without  maundril  or  internal  support; 
and  I  think  we  ought  to  read  this  patent  without  a  disposition 
to  upset  it»  which  has  been  too  frequently  the  case  in  many  in- 
stances on  such  subjects,  that  we  ought  to  read  it  fairly,  in 
order  to  understand  what  the  meaning  of  the  patentee  is.  It  is 
unnecessary  to  refer  to  every  part  j  but  reading  the  concluding 
part  in  connexion  with  what  goes  before — ^by  which  description 
every  man  who  understands  the  subject  must  knowthat  a  maundril 
is  not  meant  to  be  used ;  and  also  reading  what  comes  after,  when 
the  advantages  of  this  mode  are  pointed  out,  it  is  perfectly  clear 
that  he  means  to  exclude  the  maundril;  and  then,  if  so,  there  is  no 
doubt  the  defendants  have  been  guilty  of  an  infringement  I 
am  certainly  exceedingly  happy  to  concur  in  the  opinion  which 
his  lordship  has  expressed,  by  which  the  fruits  of  a  very  inge- 
nious invention  will  be  secured  to  the  person  deserving  it 

Alderson,  B.  :  1  entirely  concur  in  the  opinion  of  my 
Lord  Lyndhurst  and  Mr.  Baron  Parke.  It  seems  to  me  that, 
reading  the  specification  of  this  patent,  the  plaintiff  lays  claim 
to  the  drawing  of  the  heated  tubes  through  a  die  for  the  purpose 
of  welding  them  by  that  operation.  When  you  examine  the 
specification  which  the  plaintiff  has  put  in,  after  making  it 
clear  that  the  iron  is  first  brought  into  the  form  of  a  long 
cylindrical  tube,  the  operation  then  is  thus  described.  "This 
tube  is  then  put  into  a  hollow  fire,  heated  by  a  blast,  and  when 
the  iron  is  upon  the  point  of  fusion,  it  is  to  be  drawn  out," 
(that  is  the  tube)  without  any  maundril,  because  if  the  maundril 
were  put  in  the  furnace  with  it,  the  maundril  would  be  heated 
too,  and  there  is  no  description  of  the  maundril  being  put  in 
after  the  heating,  previously  to  the  second  part  of  the  operation. 
In  James  &  Jones's  patent  I  find  the  process  just  the  reverse; 
for,  after  describing  that  the  tubes  are  to  be  heated  to  a  proper 
heat,  the  maundril  is  to  be  expeditiously  put  in,  then  the 
beating  it  by  the  hammer  as  described  is  consecutive.  But  here 
there  is  no  mention  of  any  maundril  being  put  in;  and  the 
question  is,  whether  any  person  reading  that  would  not  sec  that 
this  is  a  description  of  an  operation  that  was  to  be  performed 
by  means  of  drawing  a  hollow  tube,  previously  heated,  through 
dies  for  the  purpose  of  welding;  and  if  that  be  tlie  limited  con- 
struction to  be  put  on  the  whole  of  the  specification,  fairly  and 
clearly  and  candidly  taken  together,  which  I  think  ought  to  be 
the  construction  put  upon  patents — we  ought  not  to  be  under- 
stood to  deprive  people  of  advantages  which  their  own  ingenuity 
and  talents  entitle  them  to  receive — we  ought  to  give  them  a  fair 
and  candid  construction — certainly  not  by  any  means  being 
astute  to  pick  holes  in  their  specifications.  On  these  grounds, 
not  going  through  the  other  part  of  the  case,  but  now  confining 
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myself  to  this  observation,  which  appears  to  me  to  be  confirmed  M.T.,  1834. 
in  a  great  degree  by  the  view  which  his  lordship  and  my  brother 
Parke  have  taken   of  the  case,   I  have  only  to   express  my 
opinion^  that  this  patent  should  stand. 

Gurnet,  B.  :  I  can  only  express  my  entire  acquiescence  in 
what  has  &llen  from  my  learned  brothers,  and  can  add  nothing 
further  to  what  they  have  stated.  Rule  discharged. 


Cknr.  Lord  Lgndhurst,  L.  C. 


In  Chancery, 


This  was  a  motion^  grounded  on  the  result  of  the  preceding  Dec.  24, 1834. 
action  at  law^  for  a  perpetual  injunction  to  restrain  the  defend-  Injunction 
ants  from  making,  using,  or  vending  iron  tubes  or  pipes  for  gas,  f ^"q  ^ ^i^^. 
or  other  purposes,  according  to  the  invention  of  Whitehouse^ 
and  for  a  reference  to  the  Master  to  tax  the  costs  of  the  two 
preceding  applications  (a),  on  the  consideration  of  which  the 
question  of  costs  was  reserved  (&). 

Sir  W.  Homey  on  the  part  of  the  defendants,  opposed  the  ap- 
plication for  costs  as  premature,  it  not  being  the  practice  to 
make  any  order  as  to  costs,  in  cases  of  injunction,  except  where 
the  opposition  was  without  foundation,  until  the  hearing. 

Lord  Lyndkursty  L.  C. :  You  are  entitled  to  the  injunction. 
Reserve  the  question  of  costs  until  the  hearing. 

Order  accordingly  (c). 


(a)  Of  the  20tb  of  Jane  and  27th  of  July,  1833, 
Mtt  469. 

(6)  Prwticsf  at  to  cott$  rf  trials  at  law, — The 
orders  were  silent  as  to  the  costs  of  the  trial  at 
law ;  and  on  the  plaintifiT  entering  up  final  judg- 
Dent  on  his  verdict,  the  defendants  took  out  a 
mmmoos  for  a  stay  of  proceedings  as  to  taxing  of 
costs  sod  levying  execution  for  the  amount,  without 
•ppUcation  to  the  court,  and  also  gave  a  notice  of 
notion  before  the  Chancellor  that  the  costs  of  the 
action  should  abide  the  hearing  of  the  cause  on 
Ivrtlier  directions,  and  that  the  plaintiff  should 
AoC  lery  execution  for  such  cost3. 

The  sununons  was  heard  before  Mr.  Baron 
P«r<«,  at  chambers,  and  reference  was  made  to 
the  books  of  Chancery  practice,  as  to  costs  of 
iuoes  or  actions  directea  by  the  court,  but  the 
fevned  judge  held  that  this  was  neither  an  issue 
DOT  aa  action  directed,  but  one  permitted  and  left 
entirely  at  the  option  of  the  plaintiff,  to  bring  or 
iMt,  as  he  should  be  advised,  and  that  the  ques- 
tioa  most  therefore  be  governed  bv  the  rules  of 
ooBunon  law,  inasmuch  as  cither  plaintiff  or  de- 


fendant could  apply  for  a  nonsuit,  or  a  new  trial, 
or  bring  a  writ  of  error,  without  the  leave  of  the 
Court  of  Chancery.  His  lordship  dismissed  the 
summons,  and  the  motion  to  the  Chancellor  was 
abandoned. 

(c)  The  plaintiff  by  an  order,  24th  Jan.  1835, 
amended  bis  bill,  without  prejudice  to  the  above  in. 
junction,  by  adding  the  three  other  partners  as  de- 
fendants, and  by  stating  that  the  plaintiff  bad  been 
in  sole  possession  of  the  said  invention,  except  so 
far  as  he  had  been  interfered  with  by  certain  per- 
sons, against  whom  he  had  obtained  injunctions, 
and  who  had  submitted  ;  adding  also  a  charge  of 
selling  pipes  at  prices  greatly  under  their  real 
value,  with  a  prayer  that  the  defendants  might 
account  for  the  profits,  which  might  or  ought  to 
have  been  made.  The  five  de^ndants  put  in 
their  answer  in  June,  1835,  and  immediately  after- 
wards an  arrangement  was  made,  the  plaintiff 
accepting  ^6000,  with  all  costs  of  suit,  and  the 
injunction  being  (9th  Feb.  1836)  made  perpetual 
against  all  five  defendants. 
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Jn  Chancert^  CoT.  Sir  I^.  Shodwell,  Y,  C. 

Jan.  23, 1834.  An  ex  parte  Injunction  had  been  obtained  in  this  case  fix>m 
Lord  Brougham,  L.C.  (15th  April,  1833),  and  it  was  part  of 
the  order  that  the  motion  should  be  heard  before  the  Vice 
Chancellor. 

The  bill  stated  that  the  defendant  had  made,  and  by  himself 
and  his  agents  offered  for  sale  and  sold,  large  quantities  of  pipes 
according   to   Whitehouse's   invention,    and,  after  the  usual 
charges,  prayed  an  account  and  injunction.     The  defendant  in 
his  answer  denied  the  novelty  of  the  invention,  and  stated  that 
he  was  a  vendor  and  not  a  maker  of  tubes ;  that  according  to 
his  belief  there  is  no  material  variance  between  the  plaintiff's 
process  and  the  one  referred  to  by  him;  but  of  that  one  Willett 
was  the  inventor,  and  had  used  it  for  many  years,  and  long 
before  the  patent  of  Whitehouse.    That  he  had  long  ago  relin- 
quished the  business  of  manufacturing  to  Willett,  but  continued 
to  supply  iron,  and  purchased  tube  back  from  him.    The  de- 
fendant also  denied  the  novelty  of  the  invention  by  reason  of 
Cook's  patent  {d) .    The  quantities  of  pipes  sold,  and  prices^  wer^ 
Sfet  forth  in  a  9ch^dule  annei^ed. 
Kniffht  now  moved  to  dissolve  the  injunction. 
The  motion  was  opposed  on  the  part  of  the  plaintiff  by  Sir 
E.  Sttgden  and  Campbell,  who  argued  that  under  the  circum- 
stances of  the  case  and  the  long-continued  enjoyment  of  the 
plaintiff,  and  while  an  action  was  pending  against  other  parties 
which  would  decide  the  question  of  the  validity  of  the  patent, 
the  plaintiff  would  not  even  be  put  under  terms  of  bringing  an 
action. 
The  fact  oft         Sir  L,  Shadwell,  V.  C.  :  I  shall  certainly  continue  the  in- 
tctiorsSaus"  J^"^ction  J   I  may  be  wrong,  but  it  really  does  appear  to  me  at 
uDother  party,  is  present  that  the  principle  in  Whitehoi^se's  specification — the 
^*und  for"^**'  thing  he  claims  to  have  done— is  to  draw  the  tube  when  it  is  in 
coDtiDQiog  an    a  State  of  fusion  immediately  from  the  furnace,  throi]^h  tiie  die, 
mjunction,        ^^  ^*  ^^®  ^^^  extraction  from  the  furnace  is  to  be  simul- 
witbout  putting  tancous  With  the  passage  through  the  die,  and,  consequently, 
bring  an  action  ^®  ^^^^  ^  fusion^  or  rather  that  approximation  to  a  state  of 
against  the  new  fusion,  will  remain  throughout  the  process,  und  tha^t  is  different 
^e  en  an .        ^^  wliBt  is  stated  by  Mr.  Knight. 

I  do  not  myself  r^ollect  a  case  in  which^  where  the  defendant 
has  stated  his  wish — ^a  defendant  against  whom  a  bill  is  filed  for 
the  infraction  of  a  patent — ^to  try  the  question  at  law,  that  the 
'■ 

(4)  Ante  467. 
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oourt  has  refused  to  give  him  that  opportunity;  and  what  Lord  A.D.  1834. 

Eldon  says  in  that  case^  of  Mil  v.  Thompson,  is  this — ^'  It  was 

insisted  on  the  part  of  the  plaintiff,  and  the  court  agreed  to 

that  position,  that  where  a  person  has  obtained  a  patent^  and 

had  an  exdusive  enjoyment  under  it,  the  court  will  give  so 

much  credit  to  his  apparent  right  as  to  interfere  immediately, 

by  injunction,  to  restrain  the  invasion  of  it,  and  continue  that 

interposition  until  the  apparent  right  has  been  displaced'' (a). 

Bat  it  does  not  at  all  follow,  because  it  appears  to  me  at  present 

that  the  patent  is  good,  that  there  may  not  be  a  different  view 

of  it  taken  by  a  court  of  law.     I  apprehend  that  the  legal  view 

of  the  thing  is  that  which  must  ultimately  bind  this  courts  and 

if  the  plaintiff  wishes  to  have  the  question  tried  at  law,  he  must 

hare  liberty  to  do  so. 

Sir  E.  Suffden:  Of  course  I  must  admit  the  general  principle, 
but  the  only  ground  on  which  I  put  it  is  the  pendency  of  the 
other  action. 

Sir  L.  Shadwell,  V.  C.  :  At  present  I  do  not  know  enough 
about  that  case  to  say  it  will  determine  this.  It  seems  to  me 
the  proper  course  to  pursue  will  be  to  continue  the  injunction 
until  Anther  order,  on  the  terms  of  the  plaintiff  undertaking  to 
bring  an  action  within  three  months,  for  the  purpose  of  trying 
the  Talidity  of  the  patent.    The  infringement  is  to  be  admitted. 

Order  accordingly  (/). 


IN  THE  PRIVY  COUNCIL. 
Extension  op  Whitehouse's  Patent. 

This  was  an  application  on  behalf  of  Mr.  Russell,  for  an  ex*  Dec.  12, 1838. 
tension  of  the  term  assigned  to  him  in  Whitehouse's  patent. 

The  petition  set  forth  briefly  the  history  of  the  progress  ofThepnUion. 
inTention  and  improvement  in  the  manufacture  of  iron  tubes, 
such  as  gun  barrels  and  gas  pipes ;  the  invention  of  Whitehouse, 
an  ingenious  mechanic  in  the  petitioner's  employ ;  the  taking 
oat  of  letters  patent  for  the  invention  for  England,  Ireland,  and 
Soodand,  at  the  petitioner's  expense,  and  the  assignment  of  the 
letters  patent  to  the  petitioner  for  a  valuable  consideration^ 
That  the  demand  for  the  tubes  became  general  so  soon  as  the 


(«)  Anu,  236.  fendant  was  sabteauently  committed  for  contempt 

(/)  The  action  was  brought,  and  the  defendant  of  court  by  breacn  of  the  injunction,  but  du- 

pt^tded,  but  subeequently  wididrew  his  pleas,  and  charged  on  undertaking  to  commit  no  further 

Ihe  plaintiff  hid  judgment  by  default.    The  de-  infringement,  and  payment  of  costs. 
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Evidgnee. 


P*ti(wm.  first  prejudice  was  overcome,  and  very  extensive  works  were 

erected  to  meet  the  increasing  demand^  at  an  expenditure  of  up* 
wards  of  £10^000.  That  the  pipes  became  applied  to  a  great 
variety  of  new  purposes,  as  the  warming  of  buildings  by  the 
circulation  of  hot  water  and  steam,  the  boilers  of  locomotives, 
shafts  for  machinery,  axles,  and  various  purposes,  where  light- 
ness and  strength  were  required. 

That  so  soon  as  the  merit  of  the  invention  became  wdl 
known,  every  kind  of  expedient  was  resorted  to  for  the  evasion 
of  the  patent,  and  the  petitioner  has  been  involved  in  continual 
litigation  from  Hilary  Term,  1830,  against  various  parties,  and 
has  been  uniformly  successful ;  the  expense  of  which,  however, 
in  addition  to  the  capital  expended,  and  the  loss  incorred  by 
surreptitious  manufacture  and  sale,  had  prevented  ike  petitioner 
from  the  enjoyment  of  the  advantages  which  he  had  a  right  to 
expect  firom  so  important  and  successful  an  invention. 

Dec.  12, 1838.  Cresswell  (James  Campbell  with  him)  appeared  for  the  petition- 
ers, and  having  opened  the  case,  the  Attorney  Greneral  said 
that  he  did  not  appear  to  oppose  the  petition  from  any  doubt  of 
the  originality  or  utility  of  the  invention,  but  to  watch  the  proof 
that  the  parties  had  not  been  remunerated,  and  to  what  period 
the  extension  should  be  allowed  to  afford  remuneration. 

Mr.  A.  M.  Perkins  stated,  that  he  was  the  patentee  of  an 
invention  for  warming  buildings;  that  no  other  tubes  than 
Russell's  would  have  enabled  him  to  carry  out  his  invention; 
that  he  had  tried  other  tubes,  but  they  would  not  bend  cold; 
that  it  was  essential  to  him  to  be  able  to  bend  pipes  cold  into 
the  form  required,  without  bulging  or  splitting.  The  usual 
pressure  to  which  the  pipes  were  proved  was  5000  lbs.  on  the 
square  inch.  Another  excellence  of  the  pipes  was  the  mann^ 
in  which  they  could  be  screwed  together.  He  generally  used 
them  in  lengths  of  twelve  or  thirteen  feet ;  he  had  used  nearly 
a  million  of  feet  during  seven  years,  and  had  found  them  of  the 
greatest  advantage  to  his  invention. 

Mr.  Francis  Bramah :  I  inspected  the  premises,  and  should 
think  that  from  £10,000  to  £12,000  must  have  been  expended 
for  the  plant  as  it  stands — the  machinery,  buildings,  and  steam 
engines.  If  the  patent  were  thrown  open,  there  would,  from 
the  simplicity  of  the  manufacture,  be  a  great  reduction  in  the 
value  of  the  premises  and  of  the  outlay.  A  great  deal  of  the 
machinery  is  fitted  only  for  the  particular  purpose,  and  is  not 
convertible  to  other  purposes,  and  would  not  pay  for  the 
removal.  The  manufacture,  if  thrown  open,  would  hardly  be 
worth  following;  it  is  so  beautifully  simple,  that  it  would  be 
almost  within  the  reach  of  every  person  of  capital.  In  the  case 
of  the  hydraulic  presses,  of  which  my  father  was  the  inventor, 
we  are  not  now  able  to  compete  in  the  London  market  with  the 
Scotch  and  Staffordshire  manufacturers.     As  the  son  of  an 


The  mirit  and 
utUity  of  lh€ 
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inrentor,  who  had  between  twenty  and  thirty  patents,  I  should  A.D.  1838. 

say  (considering  the  risk,  and  trouble,  and  expenditure),  that 

twenty>£ive  per  cent,  profit  upon  the  outlay  would  be  a  mode^ 

rate  remuneration  for  so  valuable  an  article  as  that  given  to  the 

public  by  Mr.  Russell.     If  machinery  be  kept  in  a  constant 

state  of  repair,  it  is  of  equal  value  to  the  party  working  it  at  the 

expiration  of  eight,  or  ten,  or  fifteen  years.     If  the  monopoly  be 

continued,  I  should  be  glad  to  give  £20,000  for  the  plant,  &c., 

with  a  view  to  profit.    The  most  valuable  use  to  which  we  put 

ihe  pipe  is  for  connecting  the  pumps  with  the  hydraulic  press. 

It  was  very  difficult  to  obtain   pipes  that  would  stand   the 

enormous  pressure  of  our  presses,  which  are  proved  for  three 

tons  on  the  inch.    The  copper  pipe  made  for  these  purposes 

cost  the  public  10^.  a  foot;  nt>w  the  public  has  a  better  article 

for  U.  3d.  a  foot. 

Mr.  F.  P.  Hooper:  I  have  been  solicitor  to  the  petitioner  in  Law  txpenus. 
all  the  cases ;  six  in  equity  and  two  at  law.  My  costs  amounted 
to  £2,942,  of  which  £1,039  18*.  have  been  paid  by  the  other 
parties.  There  were  expenses  in  the  country  amounting  to 
£S80j  besides,  there  were  two  suits  in  Scotland,  of  which  the 
costs  were  £700.  The  damages  at  law  were  nominal  only ;  the 
compensation  in  one  case  was  arranged  at  £6000 ;  in  the  other 
the  party  went  to  gaol.  Mr.  Russell's  law  expenses  have  been 
upwards  of  £4000,  and  his  life  was  endangered  by  the  anxiety 
of  the  Chancery  proceedings. 

Mr.  J.  Hobbins,  clerk  to  the  petitioner.  Many  experiments 
were  made  and  expenses  incurred  by  Mr.  Russell  in  perfecting 
Whitehouse's  invention.  The  ground,  buildings,  and  machinery, 
cost  about  £14,000.  This  includes  the  restoration  and  en- 
largement, but  not  the  wear  and  tear.  This  applies  wholly  to 
the  present  invention.  The  books  were  placed  in  the  hands  of 
Mr.  Puekle,  an  accountant.  About  ninety  men  and  boys  are 
employed  on  the  patent  business  merely.  The  manufactory 
and  the  whole  of  the  mill  apparatus  has  been  down  once ;  it 
was  worn  out. 

Mr.  Puckle.  The  books  of  Mr.  Russell  were  put  into  my  The  profits, 
hands  for  the  purpose  of  extracting  the  amount  of  profits.  I 
extracted  the  whole  of  the  tubing  from  the  rough  day  books, 
and  consolidated  them  under  various  heads  and  sizes,  and  ascer- 
tained the  average  cost.  The  expenditure  connected  with  the 
outlay  1  took  from  the  cash  book.  I  ascertained  the  average 
yearly  sales,  and  deducting  the  average  cost,  which  I  procured 
from  Mr.  Bobbins,  I  got  at  the  profit.  [Mr.  Hobbins  recalled. 
I  made  out  the  statement  of  the  cost  from  calculations  formed 
on  my  general  experience  of  the  concern,  and  the  workmen's 
wages  which  passed  through  my  hands.  The  day  books  con- 
tain a  correct  account  of  the  sales  made,  and  the  prices  charged. 
The  pipe  is  sold  at  4id,  per  foot;  in  Jan.  1825,  it  was  7<^.,  and 
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before  that,  Sd.  The  entries  in  the  day-book,  from  which  th<S 
accountant  has  made  the  account,  are  principally  in  my  own 
hand.]  The  bad  debts  I  took  from  the  ledger.  The  returned 
goods  are  credited.  I  allowed  interest  on  the  outlay,  which  I 
ascertained  from  the  various  books.  The  balance  of  net  profits 
is  £13,173,  up  to  last  Midsummer.  The  outlay  has  increased 
during  the  last  five  years.  In  1834,  it  is  put  down  at  £11,000; 
in  1831,  at  £7429.  The  premises  (the  patent  being  out)  would 
not  let  at  more  than  £150  a  year ;  so  that  their  ralue  at  twenty 
years'  purchase  would  be  £3000.  The  machinery  is  not  costlji 
but  the  deterioration  is  very  great  in  b1\  fire  processes.  This 
account  is  a  correct  copy  of  the  one  made  by  me. 
Th€  adveriitt'  Mr.  T.  W.  Fletcher  (solicitor  of  the  petitioner)  produced  the 
•^"*'-  "  London  Gazette''  of  the  9th,  12th,  and  16th  of  October,  1838, 

the  "  Morning  Herald,"  the  "  Morning  Chronicle,"  and  the 
"Times,"  of  the  6th  of  October,  and  the  "Wolverhampton 
Chronicle,"  of  the  3rd,  10th,  and  17th  of  October,  containing 
the  advertisement  of  the  application ;  also  the  several  original 
letters  patent,  and  the  specification.  The  manufactory  is  at 
Wednesbury ;  there  is  no  paper  published  nearer  than  Wolver- 
hampton. The  only  manufiu^tories  are  at  Wednesbury  and  in 
Londoui  Some  profits  have  been  made  by  sales  in  Scotland 
and  Ireland.  The  profits  have  decreased  from  £7300  to  £5300 
during  the  last  year,  which  arises  partly  from  the  reduction  m 
the  selling  price,  and  the  corresponding  decrease  in  the  Uoense 
dues.  There  are  eight  licenses  in  existence ;  most  of  them 
granted  before  the  act  for  extending  patents  (^).  They  do  not 
contain  any  additional  clause  applicable  in  case  of  the  extension 
of  the  patent,  but  they  were  all  aware  of  this  application,  and 
Mr.  Russell  intended  to  continue  them  on  reduced  terms.  The 
first  rent  reserved  was  £25  per  cent. ;  Mr.  Russell  had  reduced 
them  voluntarily,  and  is  willing  to  agree  to  continue  them  on 
lower  terms. 

The  assignment  to  Mr.  Russell  was  put  in;  it  contained  a 
clause  securing  to  Mr.  Whitehouse  an  annuity  of  £300 ;  it  was 
suggested  by  one  of  their  lordships,  that  as  the  extension  of  the 
term  would  occasion  considerable  additional  profits,  the  inventor 
should  have  a  larger  annuity  secured  to  him.  Mr.  Fletcher 
(after  conferring  with  Mr.  Whitehouse)  put  in  an  agreement, 
signed  by  him  in  behalf  of  Mr.  Russell,  to  secure  to  Whitehouse 
an  annuity  of  £500  during  the  existence  of  the  patent  (A). 

(g)  5  &  6  W.  4,  c.  83.     Passed  Sep.  10, 1835.  this  annuity  was  further  recited  as  part  of  tbe 

{h)  Effect  was  given  to  this  suge^estion  of  their  consideration  of  the  grant  of  the  new  letters  pa- 

lordships,  and  the  undertaking  of  Mr.  Fletcher  tent  to   Russell ;    and  then  there   was  among 

by  the  new  letters  patent,  reciting  that  the  judicial  other  provisos,  a  proviso  that  the  said  new  letten 

committee  of  the  Privy  Council  nad  recommend*  should  be  void  if  the  said  Russell  should  not 

ed  an  extension  of  the  term  of  the  said  letters  secure  the  annuity  to  >^liitehouae,  so  long  as  the 

patent  for  six  years,  upon  Mr.  Russell  securing  said  new  letters  patent  should  last.     Toe  new 

the  said  annuity  to  mitehouse.    The  securing  letters  patent  bear  date  the  26th  day  of  Feb.  18S9. 


EXTENSION   OF   WHITEH0U8E  S    PATENT.  477 

Sir  J.  Campbell,  A.O.,  on  the  part  of  the  crown,  said,  that  A.  D.,  1838. 
be  did  not  feel  it  necessary  to  address  their  lordships,  as  he 
concurred  in  their  opinion  as  to  the  originality  and  utility  of 
the  invention,  and  that  the  remuneration  received  had  not  been 
sufficient,  and  he  begged  to  express  his  great  satisfaction,  that 
in  consequence  of  the  care  and  attention  of  their  lordships,  the 
author  of  so  important  and  beautiful  an  invention  would  not  go 
without  his  fair  share  of  the  benefit  resulting  from  the  exten- 
sion of  the  patent. 

Lord  Brougham  :  Their  lordships  having  taken  the  whole  o{  Judgment, 
this  matter  into  account,  retain  the  opinion  which  they  have  had 
impressed  upon  their  minds  from  the  very  beginning,  that  this 
is  an  invention  of  extraordinary  merit,  doing  the  greatest  honour 
to  the  inventor,  and  conferring  great  benefit  on  the  community ; 
founded  in  this  eminent  merit,  being  not  merely  the  application  The  merit  and 
of  a  known  principle,  embodying  it  in  new  machinery,  and  ap-  y^ntion!^  *  *  *°" 
plying  it  to  practical  purposes,  but  involving  the  discovery  of  a 
new,  curious,  and  most  important  principle,  and  at  the  same 
time  applying  that  principle  to  a  most  important  purpose. 

Their  lordships  have  on  the  same  side  of  the  question  taken  The  merit  of 
into  account  (which  it  is  material  to  mention)  Mr.  Russell's  j^^^^^?^^^^^ 
merit  in  patronizing  the  ingenious  and  deserving  author  of  this 
invention,  in  expending  money  till  he  was  enabled  to  complete 
this  invention,  and  in  liberally  supplying  the  funds  which 
were  requisite  for  the  purpose  of  carrying  the  invention  into 
execution. 

On  the  other  hand,  their  lordships  have  taken  into  mature  The  amount  of 
consideration  (which  they  always  do  in  such  cases)  the  profit  ^refteMhan  the 
made  by  the  patentee,  Mr.  Russell  standing  in  the  situation  of  ordinary  profiu 
the  inventor.     They  find,  that  it  is  not  a  case  as  in  claims  of  ^°' 
other  inventions  of  great  ingenuity,  and  certainly  of  great  public 
benefit,  of  actual  loss  in  some,  and  of  very  scanty,  if  any,  profit 
realized  in   others,  but  that  a  considerable  profit  has   been 
realized,  and,  upon  the  whole,  no  loss.     It  is  to  be  observed  that 
Uiat  profit  is  not  perhaps  very  much  greater,  if  at  all  greater,  than 
the  ordinary  profits  on  stock  to  that  amount,  employed  without 
the  privileges  and  extra  profits  of  a  monopoly.     It  is  proper  to  The  annoyances 
consider  that  one  great  item  of  deduction  from  those  profits  ^^^"0^^  bl 
also  involves  great  pain,  and  anxiety,  and  suffering  to  the  party,  considered, 
namely,  the  litigation  to  which  he  has  been  subjected,  and  which 
is  generally  found  to  be  in  proportion  to  the  merit  and  the  use- 
fidness  of  a  patent,  namely,  the  temptation  to  infringe  it,  and 
to  set  at  nought  the  right  of  the  patentee,  both  in  the  Court  of 
Chancery,  when  be  applies  for  protection  by  injunction,  and 
afterwards  in  a  court  of  law,  when  he  comes  to  claim  compen- 
sation for  damages ;  the  temptation  being,  as  I  have  stated,  in 
proportion  to  the  benefit  of  and  the  demand  for  the  invention. 
That  is  an  item  which  has  to  a  considerable  degree  attracted 

3   Q 
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JudgmefU.  the  attention  of  their  lordships  in  this  profit  and  loss  account, 
which  has  been  laid  before  them  in  the  coarse  of  these  trans- 
actions. 

Taking  the  whole  of  the  matter  into  consideration^  the  merits 
of  the  patentee,  the  merits  of  Mr.  Russell,  and  the  loss  that  has 
been  sustained  in  the  litigation,  and  setting  against  those,  on 
the  other  hand,  the  profits  which  have  been  made,  their  lord- 
ships are  of  opinion  that  the  term  ought  to  be  extended,  and 
upon  due  execution  being  given  to  the  undertaking  (t)  which 
has  been  just  given  on  behdf  of  the  inventor,  that  the  term 
p\j(ght  to  be  extended  for  the  period  of  six  years. 

Report  accordingly. 


SOUTHWORTH'S  PATENT. 

rt$u.  Letters  patent,  19th  Aprils  1823,  to  William  Southworth,  for 

^^  certain  machinery,  or  apparatus,  adapted  to  facilitate  the 
operation  of  drying  calicoes,  muslins,  linens,  or  other  similar 
fabrics." 

^^tion.  My  invention  consists  in  the  application  of  certain  machinery 
or  apparatus,  adapted  to  perform  the  operation  of  hanging  or 
suspending  damp  or  wet  calicoes,  linens,  or  other  similar  fabrics 
(over  a  series  of  rails,  or  staves,  situated  in  a  stove  or  drying 
house),  for  the  purpose  of  drying  the  same ;  the  said  machinery 
being  also  adapted  to  perform  the  operation  of  taking  down  or 
removing  the  said  calicoes,  muslins,  linens,  or  other  similar 
fabrics  (from  ofi*  the  said  rails  or  staves),  after  they  have  been 
9nfficiently  dried ;  by  means  of  which  invention  a  considerable 
saving  of  labour  and  expense  may  be  effected  in  the  operation 
of  drying.  I  construct  the  above  stove  or  drying  house  in  a 
manner  nearly  similar  to  that  at  present  in  use ;  and  I  arrange 
the  rails  or  staves  (over  which  the  cloth  or  fabric  is  intended  to 
be  hung  or  sijuipended)  near  to  the  upper  part  of  the  stove  or 
drying  house ;  I  then  construct  a  frame  or  carriage  in  such  a 
manner  as  to  be  capable  of  moving  freely  upon  guides  or  sap- 
ports  firom  one  end  of  the  drying  house  to  the  other,  the  said 
carriage  being  situated  immediately  above  the  range  of  rails  or 
staves,  but  so  as  not  to  bear  upon  them ;  this  carriage  is  fur- 
bished with  proper  supports  for  receiving  certain  rollers  or 
boxes,-  upon  the  circumference  of  which  rollers  or  boxes  the 
wet  cloth  or  fabric  has  been  previously  wound.  The  carriage 
is  also  furnished  with  certain  cylinders  or  drums,  which  are 


(i)  See  preoeding  note  as  to  the  mode  of  efiectiog  this« 
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caused  to  reyolve  in  such  a  manner  as  to  draw  or  wind  the  SpecificatUm, 
wet  doth  or  fabric  from  off  the  aforesaid  rollers  or  boxes  in  a 
regular  manner;  thus^  if  the  frame  or  carriage^  with  its  ap- 
pendages, be  slowly  moved  along  upon  its  guides  above  the 
rails  or  staves,  at  the  same  time  that  the  wet  doth  or  fabric 
b  in  the  act  of  being  drawn  off  the  circumference  of  the  rollers 
or  boxes,  by  the  operation  of  the  revolving  cylinders  or  drums 
before  mentioned,  the  wet  doth  or  fabric  will  descend  in  the 
vacandes  between  the  rails  or  staves,  and  will  hang  down  in 
loops  or  folds,  so  as  effectually  to  expose  its  surface  to  the 
action  of  the  dry  or  heated  air,  and  in  order  to  suit  the  depth  or 
height  of  the  stove  or  dr3^ng  house.  The  depth  or  length  of 
the  said  loops  or  folds  may  be  regulated  or  determined  by  the 
length  of  cloth  or  fabric,  which  would  be  given  out  by  the  re- 
volving cylinders  or  drums,  during  the  passage  of  the  frame  or 
carriage  from  one  stave  to  the  next.  When  the  cloth  or  fabric 
has  been  hanging  a  suffident  length  of  time  to  become  dry,  it 
may  be  taken  up  agun,  or  drawn  off  the  rails  or  staves,  and 
wound  again  upon  the  circumference  of  the  rollers  or  boxes. 
Thb  operation  I  perform  by  simply  causing  the  frame  or  car- 
riage, with  its  appendages  of  rollers  and  cylinders,  to  traverse 
slowly  along  the  drying  house  in  the  contrary  direction  to  what 
it  moved  during  the  operation  of  hanging  the  doth,  at  the  same 
time  that  the  cylinders  or  drums  are  caused  to  revolve  in  a 
soitable  direction  for  taking  or  winding  up  the  cloth  or  fabric 
upon  the  circumference  of  the  rollers  or  boxes;  by  this  means 
the  dry  doth  may  be  wound  evenly  upon  the  drcumference  of 
the  rollers  or  boxes,  and  removed  from  the  machine.  In  some 
litaations  I  find  it  advisable  to  vary  the  mode  of  arrangement, 
by  causing  the  rails  or  staves  (over  which  the  cloth  or  fabric  is 
intended  to  be  hung)  to  be  connected  together  with  chains  or 
ropes,  somewhat  in  the  manner  of  a  rope  ladder,  being  con- 
nected by  endless  chains  or  ropes,  with  a  train,  or  wheels,  or 
other  well-known  machinery,  so  as  to  be  moved  slowly  along 
upon  guides  from  one  end  of  the  stove  or  drying  house  to  the 
other;  in  this  last- mentioned  arrangement, the  frume  or  carriage 
containing  the  revolving  cylinders  or  drums,  for  giving  out  and 
taking  up  the  cloth  remains  station&ry  at  one  part  of  the  StoVe 
or  drying  house*  The  operation  of  this  machinery  would  be 
similar  to  the  one  before  described  with  the  traversing  carriage ; 
for  as  the  cylinders  or  drums  are  caused  to  revolve  and  give  out 
the  doth  or  fabric  at  the  same  time  that  the  chain  of  rails  or 
staves  were  moving  slowly  beneath  the  cylinder  or  drum,  the 
doth  or  &bric  would  descend  between  the  staves  and  hang 
down  in  loops  or  folds,  in  a  manner  similar  to  the  machine  with 
the  moving  carriage^  [Here  follows  the  description  of  the 
drawings  annexed.] 
1  have  now  described  fully  one  mode  of  carrying  my  inven-  ^  . 
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SpeeifieathH.  tion  into  effect,  and  1  do  hereby-  declare,  that  I  oonader  my 
claim  of  invention  to  extend  to  the  application  of  the  machinery 
or  apparatus,  as  hereinbefore  described,  for  the  purpose  of 
facilitating  the  operation  of  drying  calicoes,  muslins,  or  other 
similar  fabrics ;  which  machinery  or  apparatus  is  adapted,  by 
means  of  a  revolving  and  traversing  cylinder  or  cylinders,  situ- 
ated over  a  series  of  stationary  rails  or  staves,  arranged  in  a 
stove  or  drying  house  in  such  a  manner  that  the  pieces  of 
calico,  muslins,  linen,  or  other  similar  &brics,  may  be  previously 
wound  upon  the  circumference,  and  by  the  revolving  and  tra- 
versing motion  of  the  aforesaid  cylinder  or  cylinders  over  the 
stationary  rails  or  staves,  or  otherwise  by  the  revolving  motion 
of  the  cylinder  or  cylinders  and  the  traversing  movement  of 
the  rails  or  staves  themselves,  may  be  caused  to  descend  in  the 
spaces  between  the  said  rails  or  staves,  and  hang  down  in  long 
loops  or  folds,  in  order  to  spread  the  pieces  quickly,  and  expose 
their  surfaces  so  as  to  facilitate  the  operation  of  drying  the 
same ;  the  said  machinery  or  apparatus  being  also  adapted  to 
perform  the  operation  of  taking  up  or  removing  the  said 
calicoes,  muslins,  linens,  or  other  similar  fabrics,  from  off  the 
said  rails  or  staves,  and  winding  or  rolling  them  upon  the  dr- 
cumference  of  a  roller  or  rollers,  so  that  they  may  be  removed 
from  the  machine  afler  being  sufficiently  dried ;  at  the  same 
time  I  must  observe,  that  the  form  and  proportion  of  the  differ- 
ent parts  may  be  varied  according  to  the  situation »  or  discre- 
tion of  the  workmen  employed  in  constructing  the  same ;  the 
materials  of  which  the  same  may  be  made  may  also  be  varied, 
according  to  the  circumstances  of  the  case,  without  departing 
from  the  intent  and  object  of  my  invention,  as  above  described 
and  set  forth.     In  witness,  &c. 


Haworth  v.  Hardcastle. 

[4  M.  &  Sc.  720;  1  Bing.  N.  C.  182.J 

Cor.  Sir  N.  Tindal,  C.J. ;   Parke,  J. ;   GaseleCy  J. ;  Alderson,  J. 

E.T.,  1834. 

Not  essential  to  This  was  an  action  for  the  infringement  of  the  above  patent, 
the  validity  of  a  of  which  the  plaintiff  was  the  assignee.     At  the  trial  of  the  cause 

nfttpnt  thftt  tnC 

invention  should  before  Mr.  Justice  Alderson  (M.  Vac,  1833),  it  appeared  that  the 
be  useful  for  all  ^j^j  process  of  drying  calicoes,  linens,  muslins,  and  the  like  fabrics, 
which  it  is  pro-  was  performed  in  a  place  called  a  stove  or  drying  bouse,  about 
^^le  *^"  ^^C'ity  f'set  high,  or  upwards,  divided  into  three  stages  or  floors, 
if  a  teinfadM  which  Were  formed  of  rails  or  staves,  traversing  the  building 
wurt  wm^be****"  horizontally.     The  cloth  intended  to  be  dried  was  then  carried 
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I        to  the  upper  part  of  the  drying  house^  and  dropped  by  hand  less  inclined  to 
;        over  the  top  row  of  stares,  a  man  standing  on  the  second  row  ^^w^o^  *"  ^1,^ 
tog:iiide  its  descent,  and  to  give  notice  to  the  person  above  validity  of  the 
when  sufficient  had  been  allowed  to  fall  to  form  a  loop  about  P^^^°'* 
six  feetlong :  and  when  the  upper  compartment  of  staves  was 
covered  in  this  manner,  the  second  and  lower  floors  were  simi* 
;        hrly  hung.     This  method,  besides  being  expensive  and  tedious, 
(        was  found  very  inconvenient,  the  number  of  loops  and  of  staves 
[       preventing  the  free  passage  of  the  heated  air  in  the  stove.    The 
object  of  the  patent  upon  which  this  action  was  brought,  was 
I       for  Uie  adaptation  of  certain  machinery  to  supersede  the  labour 
t        of  man  in  the  process  of  hanging  up  and  taking  down  the  cloth, 
[       and  to  obviate  the  other  inconveniences  that  were  found  to 
[       attend  the  old  method  of  drying  it. 

I  It  appeared  upon  the  evidence,  that  prior  to  the  year  1823,  PUunHff*$  cate, 

I       some  drying  houses  had  been  constructed  with  one  row  of  staves 

I        only,  placed  in  the  upper  part  of  the  building;  and  also  that  a 

I       machine  had  some  years  before  been  used  by  Ainsworth  ^  Fogg^ 

\       for  the  purpose  of  letting  down  cloth  from  staves  placed  at  the 

[        top  of  a  drying  house,  consisting  of  a  carriage  similar  to  that  used 

[        by  the  patentee,  but  having  only  one  roller,  on  which  the  cloth 

I        was  placed,  and  which  was  turned  .with  a  winch.     Fogg^  who 

i        was  called  as  a  witness,  stated  that  he  had  used  this  machine 

for  about  six  months,  and  then  discontinued  it,  finding  it  of 

little  use.    The  defendant  had  used  three    machines,  one  of 

which  was  purchased  by  him  from  the  patentee,  but  was  used 

I        without  a  license ;  the  other  two  varied  in  some  degree  from 

I        the  patent  machine.    The  latter  when  traversing  the  staves  was 

foUowed  by  a  stop  roller,  to  determine  the  length  of  the  loop  of 

doth,  by  nipping  or  pressing  it  upon  the  edge  of  the  stave,  so 

I        as  to  hold  it  until  the  succeeding  loop  became  of  sufficient 

i        length  to  balance  by  its  weight  the  preceding  one.     This  was 

found  not  to  answer  the  purpose  intended,  in  consequence  of 

the  heat  of  the  drying  house  causing  the  staves  to  warp ;  and 

therefore  the  inventor  substituted  a  dropping-board  or  flapper ; 

and  in  one  of  the  machines  used  by  the  defendant,  a  bag  of 

shot  was  the  substitute  for  the  stop  roUer.     It  was  proved  by 

several   witnesses,  and,  amongst  others,    by  the  son  of  the 

patentee,  that  the  machine  did  not  answer  the  purpose  of  taking 

up  some  descriptions  of  doth,  by  reason   (as  some  of  them 

stated)  of  the  deception  used  in  the  manufacture. 

On  the  part  of  the  defendant  it  was  contended,  that  the  patent  Defendant's 
was  void,  on  the  grounds  that  the  specification  claimed  as  new  ^^' 
the  placing  the  staves  or  rails  at  the  top  of  the  drying  house ; 
that  it  claimed  the  invention  of  that  which  had  previously  been 
used  by  Ainsworth  if  Fogg,  and  that  it  was  not  adapted  to  the 
taking  up  the  cloth,  as  stated  in  the  specification. 
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The  learned  judge  left  it  to  the  jury  to  say^  whether  the  in- 
vention was  new  and  properly  described  in  the  specification— 
whether  the  machine  was  capable  of  taking  up  cloth  for  any 
useful  purpose — and  whether  the  machines  used  by  the  de- 
fendant were  infringements  on  the  plaintiff's  patent,  or  fair 
improvements  on  the  original  invention  of  Jinswarth  4r  Fogg. 

Sptcial verdict.  The  finding  of  the  jury  was  as  follows: — The  jury  &idthat 
the  invention  is  new,  and  usefiil  upon  the  whole ;  and  that  the 
specification  is  sufficient  for  a  mechanic,  properly  instructed,  to 
make  a  machine,  and  that  there  has  been  an  infiingement  of 
the  patent ;  but  they  also  find  that  the  machine  is  not  useM 
in  some  cases  for  taking  up  goods. 

A  verdict  was  thereupon  entered  for  the  plaintiff,  leave  bdng 
reserved  to  the  defendant  to  move  to  set  it  aside,  and  enter  a 
nonsuit. 

Rule  niti.  Stephen^  Sei^.,  accordingly  obtained  a  rule  nisi  to  enter  a 

nonsuit  on  the  grounds  urged  at  the  trial,  and  also  on  the 
ground  that  the  finding  of  the  jury  in  effect  negatived  the  use- 
fulness of  the  invention  for  which  the  patent  was  obtained,  to 
the  extent  stated  in  the  specification ;  and  also  for  a  new  trial, 
on  the  grounds  that  the  verdict  was  against  evidence,  and  that 
the  jury  had  been  misdirected— ^contending  that  the  jury  should 
have  been  directed  to  consider  whether  SouthwartVs  invention 
was  new,  regard  being  had  to  that  oi  Ainsworth  £f  Fogg;  and 
whether  the  plaintiff's  machine  was  adapted  to  the  taking  up  of 
goods  according  to  the  specification,  that  being  a  material  part 
of  the  improvement  claimed  (A). 

Wilde  and  Coleridge^  Sergts.,  showed  cause  against  the  above 
rule.  The  substance  of  the  patent  was  an  invention  of  ma- 
chinery adapted  to  facilitate  the  drjring  of  the  goods  mentioned 
in  the  specification ;  and  the  patent  is  not  avoided,  because  the 
inventor  has  gone  on  to  state  that  the  machinery  is  also 
adapted  to  the  taking  up  the  cloths  when  dry.  In  the  cases 
cited  on  the  part  of  the  defendant,  the  patents  were  held  to  be 
void,  because  the  several  machines,  or  the  processes  described 
in  the  specification,  were  utterly  unadapted  to  the  aooomplisfa- 
ment  of  the  purposes  for  which  they  were  intended.  Here  the 
main  object  which  the  patentee  professed  to  attain  has  been 
accomplished ;  as  far  as  regards  the  letting  down  the  doihs,  it 
is  admitted  that  the  machine  is  faultless ;  and  it  is  constructed 
and  worked  precisely  in  the  mode  pointed  out  in  the  specifica- 
tion, with  the  exception  of  a  flapper  being  substituted  for  the 
stop  roller,  which  was  found  not  to  work  well,  where,  in  conse- 
quence of  the  staves  or  rails  warping,  an  uneven  surfiu^  was 


(jk)  The  learned  counsel  in  moving  for  the  rule       Campion  v.  Benyon,  6  B.  M.  71 ;  Her  v.  WketUr^ 
cited  the  cases  of  Turner  ▼.  Winter,  i  T.  R.  602,       4  B.  &  Aid.  541.     See  ante,  83. 
and  aii<#,  77  ;   Bloxam  ▼.  £/«w,  6  B.  &  C.  169 ; 
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presented.  Even  suppose  the  taking  tip  to  be  an  essential  part  a.D.  1634. 
of  the  invention,  the  finding  of  the  jury  does  not  negative  the 
general  usefulness  of  the  machine  in  this  particular,  though  it 
states  it  not  to  be  useful  in  some  cases— evidently  pointing  to 
those  cases  adverted  to  by  the  witnesses,  viz.  where  the  goods 
were  firaudulently  manufactured  (/). 

Stephen,  Sergt.  in  reply,  in  addition  to  the  points  contended 
for  on  showing  cause,  objected  that  the  patent  was  taken  out 
for  machinery,  whereas  the  specification  showed  the  invention 
to  consist  in  the  application  of  machinery,  or  in  a  method  of 
using  the  apparatus.  Cur.  adv.  vuU. 


TiNDAL,  C.J.:  This  case  has  been  brought  before  us  upon  Jud^iMfit. 
a  motion  for  a  rule,  either  to  enter  a  nonsuit  upon  leave 
giTen  for  that  purpose  by  the  judge  at  the  trial,  or  for  a  new 
trial  on  the  ground  of  misdirection  of  the  learned  judge  who 
tried  the  cause,  and  also  that  the  verdict  of  the  jury  had  been 
giyen  against  the  weight  of  the  evidence.  Upon  the  discussion 
which  took  place  upon  the  original  motion,  the  court  were  satis- 
fied that  the  direction  of  the  learned  judge  was  right,  and  the 
role  was  consequently  granted  upon  the  two  remaining  grounds. 

The  motion  for  entering  a  nonsuit  Vas  grounded  on  two  A  finding  of  the 
points;  first,  that  the  jury  had,  by  their  special  finding,  nega-inJJnSoi^i re- 
tired the  usefulness  of  the  invention  to  the  full  extent  of  what  fui  on  the  whole, 
Ae  patent  and  specification  had  held  out  to  the  public ;  se-  u^/uHn'rome ' 
condly»  that  the  patentee  had  claimed  in  his  specification  the  cases,  is  not  a 
invention  of  the  rails  or  staves  over  which  the  cloths  were  hung,  \^^  ^  °°°* 
or,  at  all  events,  the  placing  them  in  a  tier  at  the  upper  part  of 
the  drying  room.    As  to  the  finding  of  the  jury,  it  was  in  these 
words:  *^  The  jury  find  the  invention  is  new  and  useful  upon 
the  whole ;  and  that  the  specification  is  sufficient  for  a  mecha- 
nic, properly  instructed,  to  make  a  machine,  and  that  there  has 
been  an  infringement  of  the  patent;  but  they  also  find  that  the 
machine  is  not  useful  in  some  cases  for  taking  off  goods.^'  The 
spedfication  must  be  admitted,  as  it  appears  to  us,  to  describe 
the  invention  to  be  adapted  to  perform  the  operation  of  remov- 
ing the  calicoes  and  other  cloths  from  off  the  rails  or  staves  after 
they  have  been  sufficiently  dried.     But  we  think  we  are  not 
warranted  in  drawing  so  strict  a  conclusion  from  this  finding  of 
the  jury  as  to  hold  that  they  have  intended  to  negative,  or  that 
they  have  thereby  negatived,  that  the  machine  was  useful  in 


(0  The  case  of  Crouley  v.  BeverUy,  ante  110,      case  of  Lewis  ▼.  Marling,  pnt  490,  where  it  was 
WIS  relied  on  as  an  authority  to  show  that  the      expressly  held,  that  the  fact  of  one  part  of  an  in- 


I  to  give  directions  in  the  specification,  as  vention  not  being  usefal,  will  not  vitiate  the  grant, 

to  maiters  which  are  within  the  knowledge  of  The  same  case  was  also  cited  on  ^e  question 

erery  person  capable  of  carrying  out  the  inven-  of  novelty  and  user,  as  to  which  see  ante  126,  n. 
tion,  will  not  invalidate  the  patent.     Also  the 
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Judgmetu.  the  generality  of  the  cases  which  occur  for  that  purpose.  After 
stating  that  the  machine  was  useful  on  the  whole,  the  expres- 
sion, that  4n  some  cases  it  is  not  useful  to  take  up  the  doths,' 
appears  to  us  to  lead  rather  to  the  inference  that  in  the  gene- 
raUty  of  cases  it  is  found  useful.  And  if  the  jury  think  it  useful 
in  the  general,  because  some  cases  occur  in  which  it  does  not 
answer,  we  think  it  would  be  much  too  strong  a  conclusion  to 
hold  the  patent  void.  How  many  cases  occur,  what  proportion 
they  bear  to  those  in  which  the  machine  is  useful,  whether  the 
instances  in  which  it  is  found  not  to  answer  are  to  be  referred 
to  the  species  of  cloth  hung  out,  to  the  mode  of  dressing  the 
cloths,  to  the  thickness  of  them,  or  to  any  other  cause  distinct 
and  different  from  the  defective  structure  or  want  of  power  in  the 
machine,  this  finding  of  the  jury  gives  us  no  information  what- 
ever. Upon  such  a  finding,  therefore,  in  a  case  where  the  jmy 
have  given  their  general  verdict  for  the  plaintiff,  we  think  that 
we  should  act  with  great  hazard  and  precipitation  if  we  were  to 
hold  that  the  plaintiff  ought  to  be  nonsuited  upon  the  ground 
that  his  machine  was  altogether  useless  for  one  of  the  purposes 
described  in  his  specification  (m). 
A  patentee  to  be  As  to  the  sccond  ground  upon  which  the  motion  for  a  non- 
KteD  "to  claim  *^*  proceeded,  we  think,  upon  the  fm  construction  of  the 
things  which  he  specification  itself,  the  patentee  does  not  claim  as  part  of  his 
"''•J^^"®''**'^  invention,  either  the  rails  or  staves  over  which  the  calicoes  and 
other  cloths  are  to  be  hung,  or  the  placing  them  at  the  upper 
part  of  the  building.  The  use  of  rails  and  staves  for  this  pur- 
pose was  proved  to  have  been  so  general  before  the  granting  of 
this  patent,  that  it  would  be  almost  impossible  ii  priori  to  sup- 
pose that  the  patentee  intended  to  claim  what  he  could  not  bat 
know  would  have  avoided  his  patent,  and  the  express  statement 
that  he.makes,  '^  that  he  constructs  the  stove  or  drying  house  in  a 
manner  nearly  similar  to  those  which  are  at  present  in  use,  and 
that  he  arranges  the  rails  or  staves  on  which  the  doth  or  fabric  is 
intended  to  be  hung  or  suspended,  near  to  the  upper  part  of  the 
said  stove  or  drying  house,''  shows  clearly  that  he  is  speaking 
of  those  rails  or  staves  as  of  things  then  known  and  in  common 
use,  for  he  begins  with  describing  the  drying  house  as  nearly 


(m)  The  above  decision  is  in  strict  conformity  distinguishable  from  those  in  which  the  purpose 

with  a  preceding  decision  of  the  Court  of  Queen's  wholly  fails ;  that  is,  those  in  which  the  iuTentioa 

Bench  in  the  case  of  LewU  v.  Marling,  where  it  as  described  is  useless,  as  in  the  case  of  MmIwi  t. 

was  held  not  to  be  essential  that  all  the  parts  of  an  Parker,  wherait  appeared  that  the  object  of  the 

invention  should  be  useful,  post  490 ;   and  with  a  invention — viz.  the  construction  of  a  hammer  for 

subsequent  decision  of  the  Court  of  Exchequer  in  fowling  pieces  and  small  arms,  which  should  let 

Morgan  v.  Seaward,  where  it  was  said  the  court  out  the  air  from  the  barrel,  and  cause  a  conunoni- 

does  not  mean  to  intimate  any  doubt  as  to  the  cation  between  the  powder  in  the  pan  and  the 

validity  of  a  patent  for  an  entire  machine  or  sub-  powder  in  the  barrel,  without  at  the  same  tane 

ject,  which  is,  taken  altogether,  useful,  though  a  letting  out  the  powder — ^wholly  failed,  the  fact 

part  or  parts  may  be  useless,  alwavs  supposing  no  being  that  the  powder  and  air  passed  through  the 

false  suggestion :  ante  197.    See  also  in  CrossUyY,  same  hole.    Ante  192. 
Beverley,  ante  1 10.     The  above  cases  are  clearly 
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similar  to  those  in  common  use;  he  g^ves  no  dimensions  of  the  a.d.  1834. 
nils  or  staves,  no  exact  position  of  them,  nor  any  particular  de- 
sCTiption  hj  refe?ence,  as  he  invariably  does  when  he  comes  to 
that  part  of  the  machinery  which  is  peculiarly  his  own  inven- 
tion.   There  can  be  no  rule  of  law  which  requires  the  court  to  The  specifica- 
make  any  forced  construction  of  the  specification,  so  as  to  ex-  r^  "a  M^as^ con- 
tend the  claim  of  the  patentee  to  a  wider  range  than  the  facts  sisteotiy  with 
would  warrant;  on  tiie  contrary,  such  construction  ought  to  be  onMguageT'* 
made  as  will,  consistentiy  with  the  fair  import  of  the  language  will  make  the 
used,  make  the  claim  of  invention  co-extensive  with  the  new  gi^™ iJh^Vac- 
diaoovery  of  the  grantee  of  the  patent.     And  we  see  no  reason  tual  diacovery. 
to  believe  that  he  intended  under  this  specification  to  claim 
either  the  staves,  on  the  position  of  the  staves  as  to  their  height 
in  the  drying  house,  as  a  part  of  his  own  invention. 

As  to  that  part  of  the  rule  which  relates  to  the  granting  of  a 
new  trial  on  the  ground  of  the  former  verdict  being  against 
evidence,  this  case  comes  before  us  under  such  peculiar  circum- 
stances, tiiat  unless  we  were  thoroughly  satisfied  that  the  verdict 
was  wrong,  we  hold  that  we  ought  not  to  interfere.  The  trial 
took  place  before  a  special  jury,  it  occupied  two  days  of  close 
and  laborious  investigation ;  the  questions,  whether  the  inven- 
tion was  new,  and  whether  there  was  any  infringement,  were 
specifically  and  pointedly  left  to  the  jury;  the  jury  found  their 
Terdict  for  the  plaintiff,  which  verdict,  we  are  authorised  to  say, 
was  entirely  to  the  satisfaction  of  the  learned  judge  who  pre- 
sided at  the  trial.  These  circumstances  alone  would  be  suf- 
ficient in  ordinary  cases  to  induce  the  court  to  refuse  to  interfere. 
But  in  addition  to  these  strong  grounds  for  the  course  we  take  The  fact  of  a 
on  this  occasion,  it  should  be  observed  that  this  is  the  case  of  a  <«*^>^'''5 

1.1  1       .  1         i*  pending, » a 

patent  granted  m  the  year  1823,  havmg  therefore  now  only  ground  for  re- 
three  years  longer  to  remam  in  force;  and  further,  the  defendant  ^n  an^oVec"^^^^^ 
or  some  other  persons  have,  since  this  action  has  been  tried,  to  the  patent. 
procured  a  scire  facias  to  avoid  the  patent.  As  this  is  a  mode 
of  trial  in  which  the  precise  objections  to  the  patent  may  be 
raised  by  the  pleadings,  and  the  questions  made  on  the  former 
trial  may  be  carried  by  writ  of  error  to  a  higher  tribunal,  we 
do  not  feel  ourselves  called  upon,  unless  upon  a  much  stronger 
case  than  the  present,  to  take  away  from  the  plaintiff  the 
benefit  of  the  verdict  which  the  jury  have  given  him.  If  this 
farther  proceeding  by  scire  facias  had  not  been  instituted,  and 
now  pending,  we  might  have  felt  ourselves  called  upon  to 
discuss  and  consider  one  objection  advanced  by  the  learned 
counsel  for  the  defendant,  viz.  that  the  patent  is  taken  out  for 
machinery,  whereas  the  specification  is  made  for  the  application 
of  machinery,  or  for  a  method  only.  But  as  this  objection  as 
well  as  the  others  can  receive  a  more  solemn  decision  upon  the 
occasion  to  which  we  have  adverted,  we  shall  offer  no  opinion 
on  it  now,  which  we  think  we  are  the  less  called  upon  to  do  on 

3  R 


4SG 


IN   THE    PRIVY   COUNCIL.. 


this  occasion,  as  it  was  not  an  objection  taken  upon  the  trial 
of  the  cause  before  the  jury,  but  for  the  first  time  raised  when 
the  defendant  was  heard  in  support  of  his  rule. 

Rule  dischai^ed  (n). 


IN  THE  PRIVY  COUNCIL. 


Jan. 10, 1837. 


Southworth's  Patent. 


Eitemion  of 
term  rf  patent. 


This  was  an  application,  by  the  assignees  of  the  patentee  and 
of  certain  persons  claiming  under  an  original  license  from  the 
patentee^  for  an  extension  of  the  term  of  the  above  patent 

Stephen,  Sergt.,  appeared  in  support  of  the  petition,  and  in 
reply  to  a  question  from  the  court  said,  that  all  the  parties 
having  licenses  under  the  letters  patent  had  been  seen,  and 
arrangements  made  with  them. 

The  papers  (o)  containing  the  advertisements  were  put  in ; 


(n)  Practice  ag  to  hearing  ruUi  and  ttayingpro' 
eetdings  pending  a  icire  facias. — After  the  trial  in 
the  above  case,  a  tcire  facias  had  been  sued  out  by 
the  defendant  to  repeal  the  patent,  and  the  above 
rule  to  show  cause  why  a  nonsuit  should  not  be 
entered  having  been  obtained,  a  further  rule  was 
obtained  to  show  cause  why  that  rule  should  not 
be  enlarged  to  another  term,  in  order  that  the 
srtre  facias  might  be  tried  first,  and  that  the  de- 
fendant or  the  question  might  not  be  prejudiced 
by  a  previous  decision  of  the  rule  for  entering  a 
nonsuit.  It  appeared  that  the  action  had  been 
brought  in  pursuance  of  an  order  of  the  Vice 
Chancellor,  bearing  date  the  1st  of  March,  1832, 
anfi  the  trial  took  place  after  Michaelmas  Term, 
1833,  and  that  the  patent  would  expire  in  1837. 
The  affidavits  in  support  of  the  rule  stated,  that  the 
proceedings  by  scire  facias  were  commenced  with 
the  full  intention  of  going  to  trial,  and  not  for 
the  purpose  of  delay. 

Sir  N.  Tindat,  C.  J. ;  In  the  exercise  of  our 
discretion,  1  think  we  ought  not  to  make  this  rule 
absolute.  It  appears  that  the  patent  in  question 
was  granted  so  long  ago  as  the  year  1824 ;  and 
that  the  order  of  the  Vice  Chancellor,  upon  which 
the  present  action  was  brought,  was  made  on  the 
1st  of  March,  1832,  more  than  two  years  since. 
Af^er  so  long  a  delay,  and  coming  now  at  the 
last  moment,  when  the  rule  for  entering  a  non- 
suit or  for  a  new  trial  is  ripe  for  argument,  I 
think  the  application  is  not  one  that  deserves 
favour.  The  plaintiff  has,  in  strict  justice,  a  right 
to  go  on  in  his  action  to  judgment ;  and  even  if 
the  scire  facias  avail,  and  the  patent  be  repealed, 
that  will  not  necessarily  prevent  us  from  giving 
judgment  on  the  objections  taken  at  the  trial  of 
this  cause. 

Parke,  J. :    I  think   no  sufficient  ground   has 


been  shown  for  the 'interposition  of  the  court. 
The  argument  on  the  rule  has  been  postpQB«d 
merely  for  the  accommodaiion  of  the  bar;  and 
the  scire  fatias  is  not  yet  served.  Notwithstand- 
ing the  possibility  of  our  judgment  in  this  case 
being  at  variance  with  the  judgment  of  the  Court 
of  King's  Bench  on  the  trial  of  the  setre  faou^ 
that  is  no  ground  for  delaying  the  discussion;  for, 
noa  constat  that  our  judgment  is  therefore  erro- 
neous.— Rule  discharged.  Hawortk  t.  HardeatUit 
4  M.  &  Sc. 

In  the  recent  case  of  Wal ton's  patent,  there 
had  been  two  actions  in  the  Court  of  CoramoD 
Pleas,  in  both  of  which  the  plaintiff  had  been 
successful ;  there  had  been  a  scire  facias  in  wbicb 
the  verdict  was  for  the  crown ;  the  Conrt  of 
Queen's  Bench  had  granted  a  rule  to  show  cause 
why  there  should  not  be  a  new  trial  on  the  srtre 
facias ;  there  was  a  bill  of  exceptions  pending  in 
the  latter  of  the  former  actions ;  a  third  acdon 
was  pending  in  the  Court  of  Common  Pleas;  Sir 
N.  lindal,  C.J.,  on  summons  at  chambers,  stayed 
the  proceedings  in  this  third  action. 

Lord  Lynd[huist,  L.  C,  stayed  proeeedmcs  on 
a  scire  facias,  sued  out  to  repeal  the  Engliin  p«^ 
tent,  during  the  pendency  of  proceedings  in  the 
House  of  Lords  on  the  Scotch  patent ;  the  term  of 
the  English  patent  having  expired.    R.  v.  Neiism. 

(o)  These  were  the  '*  London  Gaxett€,*'of  the 
28th  of  June,  and  of  the  1st  and  5th  of  JuW ;  the 
**  Morning  Chronicle,"  of  the  21st,  the  '*  (jlobe," 
of  the  24th,  and  the  "  Times."  of  the  29th  of 
June  ;  the  *'  Manchester  Guardian,"  of  the  lltb, 
18th,  and  25ih  of  Juno,  and  the  ''  Manchester 
Courier**  and  "  Bolton  Free  Press,"  of  the  same 
date.  Tlie  advertisement  stated  the  application 
to  be  by  the  patentee,  his  assignees,  and  the  as* 
signees  of  some  other  parties. 
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also  the  assignment  by  way  of  mortgage  to  Haworth;  the  Jan.  lo,  1837. 
original  deed  of  license  from  the  patentee  to  Slater^  under 
which  some  of  the  petitioners  claimed  as  assignees ;  also  the 
letters  patent  and  specification,  the  injunction,  the  proceedings 
in  the  action  at  law,  and  under  the  two  bankruptcies,  and 
accounts  of  the  licenses  and  of  the  expenditure. 

It  appeared  in  evidence  that  twenty-two  licenses  were  in  ex- 
istence, and  that  all  the  parties  had  been  seen,  and  were  to  have 
their  licenses  on  the  same  terms  in  the  event  of  the  term  of  the 
patent  being  extended.  That  the  number  of  cubic  yards  of 
stove  paid  for  under  the  licenses  was  1833.  That  the  trade 
and  all  the  licensees  had  been  apprised  of  the  application,  and 
that  some  licenses  had  been  taken  since  the  proceedings  on  this 
petition  had  commenced.  That  the  amount  received  for  in- 
fringements and  by  way  of  license  was  £8915. 

Evidence  was  also  ^ven  as  to  the  expense  incurred  and 
experiments  made  by  the  patentee  in  perfecting  his  invention,  in 
wldch  from  J£l500  to  £2000  was  expended,  and  great  interrup- 
tion of  his  business  occasioned ;  that  at  the  time  of  the  bank- 
ruptcy of  the  parties  who  had  the  original  license,  the  trade 
were  on  the  point  of  taking  licenses,  but  they  took  advantage  of 
the  bankruptcy,  and  refused  to  enter  into  any  arrangements 
until  after  the  end  of  the  legal  proceedings.  Evidence  was 
given  as  to  the  utility  of  the  invention ;  the  saving  of  time, 
labour,  and  expense,  and  the  superiority  of  the  work ;  one-half 
the  amount  of  the  cost  for  bleaching  being  in  some  cases  saved. 
That  the  modem  improvements  in  the  chemical  parts  of  bleach- 
bg  admit  of  these  operations  being  carried  on  to  a  very  exten- 
sive scale,  which,  until  the  invention  of  Mr.  South  worth,  were 
limited  by  the  drying.  According  to  the  former  method,  the 
doth  was  much  injured  by  the  handling. 

Lord  Brougham  :  Their  lordships  are  of  opinion,  that  the  Judgment 
merits  of  this  invention  are  quite  understood.     They  are  also 
of  opinion,  that  it  has  been  proved  that  the  benefit  which  the 
patentee  might  otherwise  naturally  be  expected  to  obtain  from 
this  specific  patent  has  not  arisen,  in  consequence  of  the  mis- 
fortunes of  the  patentee  and  of  those  connected  with  him,  as 
agents  and  otherwise,  in  the  management  of  this  patent;  and  The  nature  of 
they  have  also  taken  into  consideration  in  some  degree  the  cir  J^ffgcSr^S^hi!' 
cumstance  of  the  nature  of  the  invention  being  such  that  it  trcKiuctioa  iDto 
would  not  be  likely  to  come  into  immediate  use.     Upon  these  ^J^  ^"" 
considerations  they  are  induced  to  report  to  his  Majesty  their 
opinion,  that  it  would  be  right,  if  his  Majesty  should  think  fit, 
to  give  an  extension  to  the  time  granted  for  the  period  of  five 
years,  at  the  expiration  of  the  term   of  the  patent  already 
granted.    That  patent  was  granted  in  1823,  therefore  it  will  be 
five  years  from  the  19th  of  April,  1837-     The  new  letters  patent  The  new  patent 
must  1)e,  by  the  statute,  granted  to  the  party  or  parties  who  «"»^  ^  ^  ^»« 
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have  a  legal  interest  in  the  letters  patent  now  existing.  Of 
course  the  parties  must  take  care  that  the  right  party  or 
parties  alone  have  the  patent,  otherwise  it  will  have  no  legal 
effect. 

Stephen,  Serg^. :  Those  having  the  l^al  estate. 

Lord  Brougham  :  Those  in  whom  the  subsisting  patent  is 
vested  (p).  Report  accordingly. 


LEWIS'S  PATENT. 

Tuie.  Letters  patent,  15th  Jan.  1818,  to  J.  Lewis,  W.  Lewb,  and 

William  Davis,  for  ^^  improvements  on  shearing  machines,  for 
shearing  or  cropping  woollen  or  other  cloths,  that  may  require 
such  process,  the  same  being  further  improvements  on  a  patent 
obtained  by  J.  Lewis,  for  'an  improved  shearing  madiine,' 
dated  27th  July,  1815." 


Lewis  and  Another  t;.  Davis. 

Hii.  v.,  1829.  Cor.  Lord  Tenterden,  C.  J. 

[3  Car.  &  P.  502.] 

If  the  sbeaiio^  This  was  an  action  for  the  infringement  of  the  above  patent; 
rlh'rt  bjTem*®  specification  claimed  as  the  plaintiflFs'  invention— First,  the 
be  known,  and  application  of  the  flat  spring  for  directing  and  pressing  the  cloth 
from  wl'to  end  ^  ^^®  cutting  edges.  Second,  the  application  of  the  triangular 
by  means  of  ro-  steel  wifc  on  the  Cylinder.  Third,  a  proper  substance  to  brash 
also  known,  and  ^^^  cloth.  Fourth,  to  shear  with  rotary  cutters  from  list  to  list, 
a  pereon  con-    in  the  manner  specified  (g), 

u>  shear  from  list  ^*  Pollock  for  the  defendant*  As  these  are  alleged  to  be  im- 
to  list  by  means  provements  on  a  former  machine,  for  which  a  patent  was  Granted 

of  roUry catters,  f       ,  _  .^       .  ^    ,  '^  7 

this  is  a  new  in-  in  the  year  1815,  the  specification  of  that  patent  must  be  pro- 
entiilrthe^in'^*"  duccd.  How  Can  the  jury  say  that  these  are  improvements  with- 
ventor  to  main-  out  they  know  what  the  original  machine  was  ? 


(;f )  The  new  letters  were  accordingly  granted  purpose  of  brushes  to  raise  the  pile  as  the  cylia- 

to  E.  Haworth  for  five  years.  der  went  round  ;  and  so  bring  it  into  contact  with 

(q)   The  defendant  had  a  patent  for  an  im-  the  edges  of  the  cutter.    The  substantial  part  of 

proved  shearing  machine,  with  certain  novelties  the  invention  was  shearing  from  list  to  list  b|r « 

of  construction  ;  among  others,  the  rotary  cutter  rotary  cutter.     It  was  admitted  that  the  odIj  m* 

had  a  lateral  motion,  by  which  the  operation  of  fringcment  was  in  respect  of  the  use  of  the  rotuy 

shearing  was  performed  in   a  superior  manner.  cutter.     For  a  descnption  and  plate  of  the  re- 

The  stripes  of  plush  were  placed  between  the  spective  inventions  of  the  plaintiffs  and  defendsnt, 

spiral  blades  of  the  rotary  cutter,  and  answer  the  see  2  Newt.  Lon.  J.  255,  2d  Scries. 
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Raich  for  the  plaintiffs.    I  submit  that  that  is  unnecessary,  tain  a  patent  for 
because  the  plaintiff's'  specification  is  perfect;   any  one  who'* 
reads  tiiat  may  make  the  machine,  without  looking  to  any  earlier 
specification. 

Lord  Tbntbrden,  C.J. :  When  these  parties  applied  to  the  Iq  an  action  for 
crown,  in  the  year  1818,  they  might  have  applied  for  a  patent  o?a°i^teSr,7rS! 
for  their  invention,  without  reference  to  any  thing  that  had  gone  fessing  to  be  an 
before.    Now,  that  they  have  not  done;  on  the  contrary,  they  ™fomeTJ^tent! 
profess  to  have  improved  a  machine  already  known.    That  ma-  the  specification 
chine  may  be  used  by  any  one  after  fourteen  years  from  the  patent  muS^be 
earlier  patent,  but  any  new  matter  which  is  included  in  the™a<i'.  . 
present  patent  is  not  open  to  every  body,  till  fourteen  years  material  whe- 
from  a  later  period.     It  is,  therefore,  material  to  show  what  are  •**«'  *  »»chine 

!•  •t'-i  1   '     'rr  9  iLT         -r  ™*ac  according 

the  improvements  contained  m  the  plamtms  patent.     Now  1  to  that  specifi- 
cannot  say  what  are  improvements  upon  a  given  thing,  without  g^®°  ?f  '**® 
knowing  what  that  thing  was  before ;  for  aught  I  know,  all  the  would  be  useful 
things  mentioned  in  tiie  plaintiffs'  specification  may  have  been  Slo^n  that  a^ 
included  in  the  former  specification.  machine  con- 

The  specification  of  the  patent  of  1815  was  read.     That  was  Sg  ti^fhrsdJ?" 
for  a  machine  with  rotary  cutters,  which  were  to  shear  the  cloth  sequent  patent 
fiomendtoend.  ^^^"^• 

It  appeared  that  the  defendant's  alleged  infringement  of  the 
patent  consisted  in  making  a  maohine  with  rotary  cutters,  to 
shear  from  list  to  list,  but  that  he  had  not  used  either  the  first, 
second,  or  third  of  the  improvements  stated  in  the  plaintiffs' 
specification.  It  was  also  proved  that  shearing  from  list  to  list 
by  machinery  to  carry  shears,  was  known  before  the  date  of  the 
plaintifis'  patent,  and  also  that  rotary  cutters  to  shear  the  cloth 
from  end  to  end  were  known  before  that  time.  It  was  proved 
that  the  plaintiffs'  improvements  were  all  useful. 

F.  Pollock  for  the  defendant.  The  old  mode  of  shearing  was 
firom  list  to  list,  by  machinery  to  carry  shears  in  that  way. 
The  plaintiflb  have  combined  a  rotary  cutter,  which  was  a 
thing  well  known  before,  with  three  other  things,  which  the 
defendant  has  not  infringed  upon.  Now  I  submit  that  the 
rotary  cutter  being  old,  we  had  a  right  to  use  it  in  shearing  from 
Hst  to  list,  which  was  the  old  way  of  shearing  by  means  of 
shears,  though  perhaps  rotary  cutters  had  only  been  used  in 
shearing  from  end  to  end.  The  defendant  has  not  infringed  on 
any  of  the  three  things  which  the  plaintiffs  claim.  The  plain- 
tifis  have  no  right  to  claim  the  going  from  list  to  list  as  their 
invention,  and  we  have  only  sheared  in  that  way  with  a  rotary 
cutter  instead  of  shears,  that  species  of  cutter  being  old,  and 
not  of  the  plaintiffs'  invention. 

Lord  Tenterden,  C.J. :  It  is  not  material  whether  a  ma- 
chine made  under  the  patent  of  1815  is  useful  or  not,  as  it  is 
shown  that  the  plaintiffs'  machine  is  highly  useful.  The  case 
stands  thus;  it  appears  that  a  rotary  cutter  to  shear  from  end 
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The  tbeariDg  to  end  was  known,  and  that  cutting  from  list  to  list  by  means 
by  a  i^^  lift-  of  shears  was  also  known.  However,  if  before  the  plaintife* 
terthe  subject-  patent  the  Cutting  from  list  to  list,  and  the  doing  that  by  means 
j«teni,?ndepen-  of  rotary  cutters,  were  not  combined,  I  am  of  opinion,  that  this 
deniiy  of  the  is  sttch  au  inTcntion  by  the  plaintiffs  as  will  entitle  them  to 
meawl! "         maintain  the  present  action  (r). 

Verdict  for  the  plaintiffs.    Damages  Is. 


In  the  ensuing  term,  F.  Pollock  moved  for  a  new  trial  on 
affidavits,  but  no  question  was  made  as  to  either  of  the  points 
decided  at  the  trial.  Rule  refused. 


Lewis  &  Another  v.  Marling. 

Trm.v.,  1829.  Cor.  Lord  Tenterden,  C.J. 

[4  Car.  &  P.  52.] 

A  party  took         This  was  another  action  for  an  infringement  of  the  same 

en\m''rov<3  ^^^  Patent  as  in  the  preceding  case. 

sheariDg  ma-         Scarlett,  A.  G.,  for  the  plaintiffs,  contended  that  the  jury  ought 

woSten^cloSs   ^^  8^^®  Considerable  damages,  as  the  validity  of  the  patent  had 

and  claimed      been  litigated  in  that  case. 

his 'invenSon*:        '^^  specifications  of  the  two  patents  («)  were  put  in,  and  read. 

ooeof  them  was.  In  the  specification  of  the  second  patent,  upon  which  this  action 

•tanceHo  brush  ^'^^  brought,   the  plaintiffs  claimed  as  their   invention  four 

the  cioih.   Id   things  (/) ;  one  of  which  was  "  a  proper  substance  to  brush  the 

the  machfne      cloth/^  and  this  was  described  in  the  specification  as  follows  i— 

in  the  specifica-  a  A.  narrow  strip  of  plush  is  fixed  on  the  surface  of  the  cylinder, 

tion,  he  directed  ^%  %       -  t     A  -  i  ..       %        i   *- 

plash  to  be  used  parallel  With  the  wire,  to  answer  the  purpose  of  a  brush  for 
but^"  nowhere  ^^^'^^^S  ^P  ^®  wool,  which  is  to  be  shorn  off  the  cloth ;  or,  in- 
stated that  this  stead  of  the  plush,  bristles  may  be  inserted  on  the  cylinder.'' 
Mrtof  ^ma^^  Evidence  was  given  of  the  novelty  of  the  invention,  and  of 
chine.  Before  the  defendant's  infringement  of  the  patent. 
party'^nveV-**"  ^  witncss  Stated,  that  previous  to  the  use  of  the  plaintife' 
tion  some  kind  machine,  some  substance  had  been  always  used  to  raise  up  the 
been^niformly  ^^^^  *°  ^^  shom,  but  that  it  was  found  that,  in  the  plaintiffs' 
used,  but  it  was  machines,  it  was  unnecessary,  if  more  than  one  cutter  at  a  time 


(r)  This  direction  of  the  learned  judge   is  ventors  of  that  mode  or  principle  of  shearing,  the 

founded  on  the  assumption,  that  the  shearing  from  precise  arrangements  are  of  secondary  oonsiden- 

list  to  list  by  a  rotary  cutter  is  of  the  essence  of  tion. 

the  plaintins'  invention,  and  that  the  shearing  (s)  According  to  the  ruling  of  the  learned  jndge 

cloth  in  that  manner  would  be  an  infringement  of  in  the  preceding  case.     Ante,  4S9. 
their  patent,    independently    of   the    particular  (t)  Sec  ante  488,  &  &.  q. 

means  employed.     The  plaintiffs  being  the  in- 
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was  used  on  the  cylinder ;  and  that,  in  point  of  fact,  this  plush  subsequently 
nercr  was  used.     He  also  stated,  that  the  plaintiffs  had  only  ^h'^t^'a.*'''* 
made  one  machine  which  had  it ;  and  that  out  of  one  thousand  chine  no  brush 
and  more  of  their  machines  that  they  had  sold,  none  of  them  HeW^^tUuhis 
had  any  plush,  or  any  other  substance,  to  raise  the  wool.  ^»<*  not  invaii- 

P.  PoZfoc*,  for  the  defendant:    I  submit  that  the  plaintiffs  ifefore^a  party  * 
must  be  nonsuited.    The  plaintiffs  claim  this  plush  as  a  part  of  ^ok  out  a  pa- 

. ,    .    .  ^.  -  .  '^,.       .        .         .  ,      J         •!     J  •      .••      tent  for  a  ma- 

toeir  inyention,  and  its  application  is  minutely  aescnbed  m  the  chine,  a  model 
specification.     Now,  the  witness  says,  that  the  plaintiffs  never  <>[.*  "»»»*»'  "\a- 

11  .      1  ,  .  ^         111.         11^  T     1    ^     -^    chine  was  made, 

even  sold  a  single  machine  that  had  this  plush  applied  to  it ;  unknown  to 
and  I  apprehend,  tliat  where  a  patent  is  taken  out  for  a  ma-  j!h7ne*waB*b^*' 
chine  consisting  of  several  parts,  and  one  of  them  is  wholly  gun  to  be  made 
useless,  the  patent  is  void.     It  may  be  said,  that  it  is  a  hard- ^^°5^»J'^^^  °°^ 
ship  that  the  party  should  be  obliged  to  make  a  specification  was  ever  used  in 
before  he  has  completed  his  invention ;  but  to  do  that,  time  is  ^reX^paient 
always  given :  I  admit,  that  if  a  machine  is  described  in  general.  Held,  thai  this 
it  would  be  no   objection   that   some   particular  part  might  fic'ient^^to* defeat 
be  made  better,  but  here  this  plush  is  claimed  as  a  specific  the  patent, 
invention. 

Scarlett,  A.  6.,  for  the  plaintiffs :  The  argument  on  the  other 
side  is,  that  if  a  man  makes  an  improved  machine,  combining 
with  it  something  that  was  always  thought  necessary,  and  it  be 
afterwards  found  that  his  improvement  is  so  good  that  it  dis- 
penses with  this  thing  that  was  always  thought  necessary,  he  is 
to  lose  his  patent.  The  public  is  not  deceived,  and  the  only 
objection  now  is,  that  it  was  found,  a  year  after  the  taking  out 
of  the  patent,  that  if  more  than  one  cutter  were  applied  the 
plush  was  unnecessary. 

Brougham,  on  the  same  side.  We  say,  that  one  of  our  no- 
velties is  the  using  of  a  brush  of  plush  upon  the  cylinder,  and 
that  is  an  improvement  upon  the  older  modes  of  brushing ;  in 
the  same  way  we  say,  that  our  rotary  cutters  are  an  improve- 
oaent  on  shears  used  by  hand. 

P.  PoUock,  in  reply :  If  the  thing  was  beneficial  at  the  time 
of  the  invention,  I  admit  that  it  will  not  vitiate  the  patent  that 
it  becomes  of  no  use  by  means  of  something  invented  after- 
wards ;  but  here,  the  patentee  claims  as  an  invention  a  thing 
that  with  his  machine  is  useless. 

Lord  Tbnterden,  C.  J. :  This  is  a  patent  for  an  improved  The  claiming  to 
machine  for  shearing  woollen  cloths,  which  is  to  be  effected  by  ""?  *  panicuiar 

m  .        -  ,.  ,.  X     1  •  ./•    substance, 

means  of  rotary  cutters  going  from  list  to  list.     In  his  specin-  which  is  after- 
cation  the  plaintiff  claims  several  thing's  as  of  his  invention,  one  T*"^*^*  **'*°" 

.    ,  ■^.  1.       .  •  1  ,         ,    doned,  will  not 

01  tnem  being  the  application  of  a  proper  substance  to  brush  vitiate  a  patent, 
the  cloth.     It  appears,  that  before  this  patent  the  universal  i[oi*'^i!Ji'Ji' or""* 
practice  was  to  raise  the  wool  by  means  of  some  kind  of  brush:  the  crown 
here  the  patentee  claims  the  exclusive  use  of  this  plush  for  that**®*^^"**^' 
purpose,  but  not  as   an  essential  part  of  his   machine.     He 
claims  it  as  his  invention,  and  states  it  to  be  a  novel  mode  of 


492  lewis's  patent. 

doing  tliat  which  was  always  done  before  either  by  a  brush  (nt 
by  some  other  means.  There  was  a  case  of  a  chemical  com- 
pomid,  where  the  party  mentioned  in  his  specification  some 
ingredient  that  he  did  not  use,  and  the  patent  was  held  to  be 
void  (ii) ;  but  there  the  -party  deceived  the  crown,  and  I  think 
that  that  case  is  quite  distinguishable  from  the  present.  Here 
the  party  says,  this  is  a  part  of  my  machine,  but  he  no  where 
says  that  it  is  essential.  I  think,  therefore,  that  there  is  no 
weight  in  the  objection. 
Dej'e»daMt*s  The  defence  was,  that  the  mode  of  shearing  from  list  to  list, 

^'^'  by  means  of  rotary  cutters,  was  not  new  at  the  time  of  the 

plaintiffs'  patent;  and  it  was  proved,  that  in  the  year  1811,  a 
specification  was  enrolled  in  America,  for  a  machine  to  shear 
cloth  from  list  to  list  by  means  of  rotary  cutters,  and  that  in 
that  year  a  model  of  an  exactly  similar  machine  was  brought 
to  England,  and  exhibited  to  three  or  four  persons.  It  was 
also  proved,  that  in  the  year  1811,  Mr.  Thompson,  a  manufac- 
turer in  Yorkshire,  employed  workmen  to  make  a  machine  from 
the  American  specification,  and  that  they  had  set  about  it,  but 
that,  in  consequence  of  the  Luddite  riots,  Mr.  Thompson  was 
afraid  to  have  it  completed.  However,  in  answer  to  this,  it  was 
shown  that,  after  the  riots  had  oeased,  the  machine  was  left  un- 
finished, and  Mr.  Thompson  bought  the  plaintiffs^  machine  (^). 
Lord  Tbnterden,  C.  J. :  The  object  of  the  plaintiffs'  patent 
is  a  method  of  shearing  from  list  to  list  by  means  of  rotary 
cutters,  and  if  the  case  rested  on  the  evidence  on  the  part 
of  the  pluntiffs,  there  is  no  doubt  that  the  plaintiffs'  was  the 
first  machine  of  this  kind  used  in  this  country ;  but  on  the  part 
of  the  defendant  it  is  contended,  that  there  is  such  a  want  of 
originality  and  novelty  in  the  plaintiffs'  machine,  as  will  pre- 
vent their  recovering  in  this  action. 
The  introducer  It  is  no  doubt  incumbent  on  the  plaintiffs  to  show  that  their 
19  the  inventor;  machine  is  new,  but  it  is  not  necessary  that  they  should  have 

It  IS  sutncient  to  .  i.*!-  «        i        ..,,*.         ^,        .lu 

support  a  pa-     invented  it  from  their  own  heads ;  it  is  sufficient  that  it  should 
inven'tbn  hie**     ^®  ^®^  *^  ^  *^®  general  use  and  public  exercise  in  this  king- 
new  as  to  gene-  dom.     If  it  were  shown  that  the  plaintiffs  had  borrowed  from 
I'^^'iTrcil^.^"*'  some  one  else,  then,  of  course,  their  patent  would  fail.    To 
show  that  the  machine  was  not  new,  evidence  is  given  that  a 
model  has  been  seen  by  three  or  four  persons,  and  that  the 
making  of  a  similar  machine  was  begun ;  but  it  appears  to  me, 


(tt)  The  case  supposed  to  be  referred  to  is  by  Mr.  Godson  to  have  been  given  on  the  ibofc 

Tamer  v.  Winter,  1  T.  R.,  602,  &  ant$  77.  trial.  Godson  on  PatenU,  43,  2d  Ed.     This  fcct  a 

(or)  It  is  sUted  in  4  Newton.  Lon.  J.  146,  2d  not  adverted  to  by  the  Lord  Chief  Jnstioe.  or  ob 

Series,  to  have  been  ffiven  in  evidence  at  the  trial,  the  argument,  and  if  the  evidence  were  beliered 

that  a  person  named  Jones,  a  cloth-dresser,  em-  it  shows  an  abandonment  of  the  mode,  and  raises  a 

ployed  for  several  months  several  machines  of  strong  presumption,  that,  as  compared  with  what 

this  kind,  having  rotary  cutters,  shearing  from  list  the  plaintiffs  had  done,  this  was  only  an  eiperi- 

to  list,  in  his  factory  at  Bermondscy,  nearly  twenty  ment.     Sec  per  Sir  N .  Tindal,  C.  J.,  pat  508,  and 

years  ago.     Evidence  of  a  similar  kind  is  stated  next  note. 
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dnt  the  defendant  has  failed  to  prove  that  such  a  machine  was 
geomllj  known  or  generally  used  in  England,  before  the 
tduag  out  of  this  patent  by  the  plaintiffs  (y). 

Verdict  for  the  plaintiffs.     Damages  £200  (z). 


Lewis  &  ANofHfiR  v.  Marling* 
Car.  Lord  Tenterden,  C.  J. ;  Bailey j  J. ;  Parke,  J.  Afo/wn/w  d 

new  trial, 

[10  B*  &  a  22;  4  Car.  &  P.  57.]  ^'*  '^•'  ^®^' 

Case  for  infnnging  a  patent  granted  to  the  plaintiffs  for  im-  Wher«  a  pateo- 
provements  on  shearing  machines,  for  shearing  or  cropping  ^^®^*"'™- 
wooUen  and  other  cloths.     Hea,  not  guilty.    At  the  trial  before  claimed  as  his 
Lord  Tenterden,  C.  J.,  at  the  Westminster  sittings  after  last  ^^it^J^IJ,,*  P*'* 
Trinity  Term^  it  appeared  that  the  patent  in   question  was  turned  out  to  be 
gnrnted  in  1818,  and  the  plaintiffs  in  their  specification,  which  "^{^his^dii  not 
was  aecompanied  by  a  drawing,  claimed  as  their  invention,  vitiate  the  pa- 
thirdly,  the  application  of  a  proper  substance,  fixed  on  or  in  the  ^^lo^^ot^l^^ 
cylinder  A,  to  brush  the  surface  of  the  cloth  to  be  shorn ;  and  scribiDg  it  as 
fourthly,  flie  described  method  of  shearing  cloth  across  firom  ^hine.^  **** 
list  to  list  by  a  rotary  cutter.    The  brush  for  the  surface  of  the     Where  it  ap- 
doth  was  soon  found  to  be  useless,  and  the  plaintiffs  never  sold  ^^^  thauhe 
any  madiines  with  it.   On  this  groimd  the  defendant  contended  P***"*^  **'"**^^ 
that  they  had  claimed  too  much,  and  tiierefore  the  patent  was  brought  into  use 
vdA    As  to  the  fourth  thing  claimed,  the  defendant  contended  JJVJT^^*"®  ***' 
that  it  was  not  new,  and  proved  that  a  similar  machine  was  in  tent  was  grant- 
ttse  at  New  York  twenty  years  ago,  and  that  a  specification  of  it  5Ji|^^^]^'J'*„| 
was  sent  over  in  1811,  to  one  Thompson^  residing  at  Leeds,  who  other  penons 
employed  two  engineers  to  manufacture  a  machine  from  it;  but  5*f  JJ^\*  ^^^ 
this  was  never  finished,  in  consequence  of  the  disturbances  made  fication  of  suck 
by  the  Luddites.    This  specification   was   shown  to   several  which  were 
persons,  but  the  machine  was  never  brought  into  use.     It  ap-  brought  over 
peaied  also  that  in  1816,  a  model  for  a  machine  to  shear  firom  h^ij^fiJ^f^* 
fist  to  list,  by  means  of  a  rotary  cutter,  was  brought  over  from  patentee  was. 


(s)  TUt  direetion  of  the  learned  Chief  Justice  which  a  plaintiff  has  recovered  more  than  nominal 

« to  a  fenml  use  and  knowledi^e  has  been  dis-  damages.     The  damages  are  generally  obtained 

intsd  CD  high  authority.     It  appears  admitted  by  way  of  account  in  equity  ;  but  there  is  no  rea- 

te  the  we  or  exerciie  must  be  public,  but  it  is  son  why  real  damages  should  not  be  recovered  at 

■neb  doubted  whether  the  use  or  exercise  need  law»  as  has  been  done  in  several  earlier  cases. 

be  tt  all  general  in  order  to  vitiate  a  subsequent  The  provisions  of  the  act  5  &  6  W.  4,  c.  83,  s.  3, 

Patent    See  in  ComiA  v.  Ke$iu,  post,  and  Car-  giving  treble  costs  in  second  actions,  which  pro- 

Ftttcr  V.  SrnUk,  See  the  obaervations  of  the  same  visions  are  now,  however,  substantially  repealed 

levied  judge  on  the  motion  for  a  new  trial.  by  6  Vict.  c.  97,  acted  as  a  penalty  against  suh- 

(i)  I  am  not  aware  of  any  subsequent  case  in  sequent  infringers,  and  in  lieu  of  damages. 

3  s 
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BcvertheieM,to  America  by  one  Smith,  and  he  showed  it  to  three  or  four  per- 
theTnveotor  ^^^  "*  ^^^  manufactory,  but  no  machine  was  ever  made  from 
within  the  it,  nor  was  it  publicly  known  to  exist,  and  Smith  always 
iitaiute°2l  Jac.l,  ^8®4  machines  manufactured  by  the  plaintiflFs.  It  appeared 
e.  3. 8. 6,  no  also,  that  many  years  ago  one  Coxon  had  made  a  machine  to 
beeD  rn&DufiLc^^  shear  from  list  to  list,  which  was  tried  by  a  person  called  on 
tured  and  behalf  of  the  defendant,  but  he  did  not  think  it  answered,  and 
use  from  the  soon  discontinued  the  use  of  it  (a).  For  the  defendant  it  was 
model  end  spe-  contended  that  this  evidence  deprived  the  plaintiffs  of  the  right 

ciDcation,  ana  ... 

there  bein^  no   to  a  patent,  as  their  invention  was  not  new.     Lord  TenterdeUi 

thi^'^rttLlw  had  ^'  '^'^  *^^^  ^^®  y^"^'  *^*^  *®  ^^^^  objection  failed,  as  the  plain- 
ever  Men  them,  tiffs  had  not  described  the  brush  to  be  attached  to  the  cylinder 
as  an  essential  part  of  their  invention,  and  therefore  the  patent 
might  be  good,  although  further  investigation  proved  that  part 
of  the  invention  to  be  useless.  And  as  to  the  other,  that  as 
the  invention  of  the  machine  for  shearing  from  list  to  list 
by  a  rotary  cutter  had  not  been  generally  used  or  known 
in  this  country,  the  plaintiffs  might  be  considered  the  inventors 
within  the  meaning  of  the  statute  21  Jac.  1,  c.  3,  s.  6,  notwith- 
standing the  specification  and  the  model  which  had  been 
brought  over  from  America,  and  the  making  of  a  machine  to 
work  in  that  manner  by  Coxon ;  and  his  lordship  left  to  the 
jury  the  questions,  whether  it  had  been  generally  known,  and 
whether  the  patent  had  been  infringed  by  the  defendant.  The 
jury  found  a  verdict  for  the  plaintiffs ;  and  now — 

F.  Pollock  moved  for  a  rule  nisi  for  a  new  trial,  on  the 
grounds  urged  at  the  trial.  First,  the  patent  was  void  on  the 
ground  that  the  plaintiffs  claimed  as  part  of  their  invention 
the  application  of  a  brush  for  the  purpose  of  ndsing  the  nap  on 
the  cloth.  That  proved  to  be  entirely  useless,  if  not  prejudicial, 
and,  in  fact,  they  never  sold  any  machines  with  the  brush 
attached.  The  public,  therefore,  would  be  misled,  if  at  the 
expiration  of  the  time  for  which  the  patent  was  granted,  they 
attempted  to  manufacture  a  machine  on  the  patent  principle. 
The  answer  given  to  this  objection  at  the  trial  was,  that  the 
specification  did  not  describe  the  brush  as  an  essential  part  of 
the  machine.  But  that  is  no  answer  in  law,  the  defendant  has 
a  right  to  consider  the  case  as  if  the  patent  had  been  taken  out 
for  that  only.  In  every  patent  all  that  is  claimed  must  be  new 
and  useful.  Turner  v.  Winter  {b),  Crompton  v.  Ibboi$on{c), 
[Parke,  J. :  The  specification  there  stated  that  a  certain  article 
would  produce  the  desired  effect.  The  evidence  was,  that 
nothing  else  would  do  it.]  Secondly,  Lord  Tenterden  did  not 
leave  the  question  of  novelty  to  the  jury  in  the  manner  warranted 


(u)  See  ante  492.  n.  x,  as  to  other  evidence  of  (b)  1  T.  R.  609 ;  ante  77. 

this  lame  kind  having  been  given.  ^cj  Dan.  &  Lloyd,  33 ;  ante  83. 
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by  former  decisions.  The  substance  of  the  invention  was  the 
application  of  a  rotary  cutter  in  shearing  cloth  from  list  to  Hst. 
The  evidence  was,  that  thirty  years  ago  one  Coxon  made  such 
a  machine;  in  1811  a  specification,  in  which  that  principle  was 
stated,  was  brought  over  from  America,  and  a  machine  com- 
menced, but  never  finished.  In  1816  a  model  of  such  a 
machine  was  brought  over,  and  although  no  machine  was  made 
from  it,  the  model  was  shown  to  various  persons.  The  person 
who  brought  it  over  could  not,  after  that,  have  maintained  a 
patent  for  it ;  and  if  he  could  not,  it  is  difiScult  to  understand 
why  the  plaintiffs  should  be  in  a  better  situation.  [Parke,  J. : 
It  might  be  new  in  use,  although  the  principle  was  known  be* 
fore.]  Affidavits  were  then  produced  as  to  the  knowledge  of 
that  whereof  the  plaintiffs  claimed  to  be  inventors  before  the 
patent  was  granted. 

Lord  Tbnterden,  C.  J. :  I  am  of  opinion  that  we  ought  not 
to  grant  a  rule  to  disturb  the  verdict  in  this  case.     It  is  con- 
trary to  the  usual  practice  to  grant  a  rule  in  such  a  case  on 
affidavits.    If  the  facts  disclosed  in  them  are  sufficient  to  vitiate  New  fact*, 
the  patent,  it  may  be  repealed  by  scire  facias  (d).     As  to  the  gil^'^'na^Jo^/t^ 
objection  on  the  ground  that  the  application  of  a  brush  was  pealing  a  patent, 
cUdmed  as  a  part  of  the  invention,  adverting  to  the  specifica-  ^Jived^onVnio- 
tion,  it  does  not  appear  that  the  patentee  says  the  brush  is  an  tion  for  a  new 
essential  part  of  the  machine,  although  he  claims  it  as  an  in-  "*  * 
vention.    When  the  plaintiffs  applied  for  the  patent  they  had 
made  a  machine  to  which  the  brush  was  affixed,  but  before 
any  machine  was  made  for  sale  they  discovered  it  to  be  un- 
necessary.    I  agree,  that  if  the  patentee  mentions  that  as  an  If  any  thing 
essential  ingredient  in  the  patent  article,  which  is  not  so,  nor  ^ni^i^turVoui 
even  useful,  and  whereby  he  misleads  the  public,  his  patent  may  to  be  u«eies«, 
be  void;  but  it  would  be  very  hard  to  say  that  this  patent  should  voWabie?  but 
he  void  because  the  plaintiffs  claim  to  be  the  inventors  of  a  o'«'«»-  >f  not  de- 
certain  part  of  the  machine  not  described  as   essential,   and  .entiai. 
which  turns  out  not  to  be  useful.     Several  of  the  cases  already 
decided  have  borne  hardly  on  the  patentees,  but  no  case  has 
hitherto  gone  the  length  of  deciding  that  such  a  claim  renders 
a  patent  void,  nor  am  I  disposed  to  make  such  a  precedent. 

The  next  point  was,  an  alleged  misdirection  on  my  part  to 
the  jury.  To  impugn  the  novelty  of  the  invention,  evidence 
was  given  that  one  Cowon  had  previously  made  a  machine  for 
shearing  from  list  to  list  5  but  it  was  not  approved  of,  and  never 
came  into  use.  Another  piece  of  evidence  was,  that  a  model 
had  been  sent  over  from  America  and  exhibited  to  a  few  per- 
sons, but  no  machine  was  made  from  it,  and  the  very  persons 
who  had  the  model  bought  and  used  machines  manufactured 


(d)  See  obtervations  to  the  same  effect,  in  Comiah  v.  Kunt,  post. 
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He  is  not  a  true  by  the  plaintiffs.     It  was  also  proved  that  a  specification  had 

tor  wfihiBThe"  ^^^  brought  over  from  America^  and  two  persons  employed  to 

meaning  of  the  make  a  machine  from  it.     But  that  was  neyer  completed,  so  that 

Men  ihrm^ef  ^^^^  *®  plaintiffs'  invention  came  out,  no  machine  was  pub- 

or  specification  Ucly  kuown  or  uscd  here  for  shearing  from  list  to  list.    I  told 

^b^uent?7     the  jury  that  if  it  could  be  shown  that  the  plaintife  had  seen 

patenied.  but     the  model  or  specification,  that  might  answer  the  daim  of  in* 

been  in  public    mention,  but  there  was  no  evidence  of  that  kind,  and  I  left  it  to 

lue  and  opera-  them  to  say,  whether  it  had  been  in  public  use  and  operation 

before  the  granting  of  the  patent.    They  found  that  it  had 

not,  and  I  think  there  is  no  reason  to  find  fault  with  their 

verdict. 

Batlbt,  J. :  I  think  there  should  be  no  rule.     However, 
our  refusing  a  rule  will  not  hinder  the  defendant  from  applying 
for  a  repeal  of  the  patent,  if  he  shotdd  be  so  advised.    To  sup- 
port a  patent  it  is  necessary  that  the  specification  should  make 
a  full  disclosure  to  the  public.     If  the  patentee  suppresses  any 
thing,  or  if  he  misleads,  or  if  he  does  not  communicate  all  he 
knows,  his  specification  is  bad.    So,  if  he  says  that  there  aro 
many  modes  of  doing  a  thing,  when  in  fact  one  only  will  do, 
this  will  also  avoid  the  patent ;  but  if  he  makes  a  full  and  fitir 
communication,  as  far  as  his  knowledge  at  the  time  extends,  he 
has  done  all  that  is  required.    Mr.  Pollock  objects  to  that  part 
of  the  specification  which  respects  the  use  of  the  plush.    Now, 
at  the  period  when  this  specification  was  made,  the  plush  was 
in  use,  and  there  is  no  reason  to  believe  that  this  patentee  did 
The  subsequent  not  think  it  was  a  useful  part  of  the  machine.     His  patent  is 
wroet^i^7ff^dc-    ^^^  ^^  instrument  where  something  of  that  kind  was  always 
scribed  may  be  thought  material,  and  I  am  of  opinion  that  the  subsequent  dis« 
w*irn!)Tvit7aie'  covcry  that  the  plush  was  unnecessary,  is  no  objection  to  the 
a  patent,  if  there  validity  of  the  patent.     If  the  party  knew  that  it  was  unnecea- 
deception?*^      sary  the  patent  would  be  bad,  on  the  ground  that  this  was  a 
deception,  but  if  he  thought  it  was  proper,  and  only  by  a  anb- 
sequent  disoovery  finds  out  that  it  is  not  necessary,  I  think  that 
it  forms  no  ground  of  objection. 

Another  ground  of  objection  is  this — ^it  is  said  that  communi- 
cations were  made  frt)m  America ;  if  it  had  been  shown  that 
the  plaintiff  had  seen  the  model,  and  had  borrowed  from  it,  he 
would  not  have  been  the  true  inventor,  and  would,  thexefoie, 
The  party  intro-  havc  misled  the  crown :  but  if  I  make  a  discovery^  and  am  en- 
vention\mo°     abled  to  producc  an  effect  from  my  own  experiments,  judgment, 
pubiic  use  is  the  and  skill,  it  is  no  objection  that  some  one  else  has  made  a 
ventor.     "  "'  Similar  discovery  by  his  mind,  unless  it  has  become  public.    So 
if  I  introduce  a  discovery,  band  fide  made,  I  may  have  a  patent 
for  it  («),  though  a  person  might  have  received  privately  a  corn* 

(•>  This  principle  of  the  patent  law,  that  the       and  pnTilege  of  letter^  patent,  his  not  been  to 
^Dtroducer  is  the  party  entitled  to  the  protection,      distinctly  stated  in  any  other  modern  cife.    b 
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munication  from  abroad,  which  would  have  enabled  him  to  have 
made  the  machine.  As  to  the  affidavits,  I  do  not  think  them 
sufficient  to  justify  the  court  in  granting  a  rule. 

Parke,  J. :  The  objection  to  the  patent,  as  explained  by  the 
specification,  may  be  thus  stated.  The  patent  is  for  several 
things,  one  of  which,  then  supposed  to  be  useful,  is  now  found 
not  to  be  so ;  but  there  is  no  case  deciding  that  a  patent  is  on 
that  ground  void,  although  cases  have  gone  the  length  of  decid- 
ing, that  if  a  patent  be  granted  for  three  things,  and  one  of 
them  18  not  new,  it  fails  in  toto.  The  prerogative  as  to  granting 
patents  was  restrained  by  the  statute  21  Jac.  1,  c.  3,  s.  6^  to 
cases  or  grants  ^to  the  true  and  first  inventors  of  manufactures 
which  others  at  the  time  of  granting  the  patent  shall  not  use.'^ 
The  condition  therefore  is,  that  the  thing  shall  be  new,  not  that  Utility  h  not  a 
it  shall  be  useful ;  and  although  the  question  of  its  utility  has  ^^''bj  thi' 
been  sometimes  left  to  a  jury,  I  think  the  condition  imposed  by  statate,  which 
the  statute  has  been  complied  with  when  it  has  been  proved  to  Snv'^^on^be  **** 
be  new.  There  was  no  evidence  in  this  case  to  show  that  the  new. 
plaintiffii  were  not  the  inventors  of  this  machine,  in  this  country 
at  least  But  the  statute  further  reqtdres  that  it  shall  not  have 
been  used  by  others,  and  it  is  said  that  the  latter  part  of  the 
condition  has  not  been  satiflfied(/.)  But  there  was  no  evidence 
of  the  use  of  such  a  madiine  before  the  grant  of  the  patent> 
and  there  is  no  case  in  which  a  patentee  has  been  deprived  of 
the  benefit  of  his  invention,  because  another  also  had  invented 
it,  unless  he  had  also  brought  it  into  use.  Upon  these  grounds, 
I  think  diat  neither  of  the  objections  taken  ought  to  prevail, 
and  that  the  plaintiffs  are  entitled  to  retain  the  verdict  found  in 
thm  favour.  Rule  refused. 
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Letters  patent,  I7th  Jan.  1833,  to  R.  W.  Sievier,  for  "  an  im-  Title. 
provement  or  improvements  in  the  making  or  manufacturing  of 
elastic  goods  or  &brics,  applicable  to  various  useful  purposes/' 

My  invention  of  and  improvement  or  improvements  in  the  Spedjieation. 
making  or  manufacturing  of  elastic  goods  or  fabrics,  applicable 
to  various  useful  purposes,  are  designed  for  the  production  of 
an  elastic  web  cloth  or  other  manufactured  fabric  for  bandages, 

tw  earlier  cases,  before  the  statute  of  James,  this  is  the  trae  and  first  inventor  within  the  meaning 

pnnciple  was  acted  on  to  the  neglect  of  the  rights  of  the   Statute  of  Monopolies.     See  the  next 

«[  IW  iavcntor ;  hot  since  that  statute  the  intro-  judgment. 

*»cer  must  also  be  an  inventor.     If  he  be  an  in-  (/)  The  words  of  the  sUtute  are,  "  which 

^^"rtor  and  introducer  of  that  which  others  at  the  others  at  the  time  of  making  such  letters  patent 

^^■K  of  grantiog  the  letters  patent  tIo  not  use,  be  and  grant  shall  not  use."    See  preceding  note. 
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SfMcifieation.      and  for  such  articles  of  dress  as  the  same  may  be  applicable  to. 
The  first  object  which  I  propose^  is  to  manufacture  an  article 
by  the  ordinary  knitting  frame^  or  similar  kind  of  machinery^  in 
which  cords  or  strands  of  Indian  rubber  shall  be  introduced  be- 
tween the  loops  or  stitches  of  the  fabric^  for  the  purpose  of 
forming  elastic  cords  or  bands  round  the  margins  or  other  parts 
of  stockings^  socks^  gloves,  night-caps,  drawers,  and  various 
other  articles  of  clothing.    The  second  object  is,  to  manufacture 
in  the  ordinary  loom,  an  elastic  woollen  cloth,  by  the  introduc- 
tion of  cords  or  strands  of  Indian  rubber  among  the  longitudinal 
threads  or  yarns  which  constitute  the  chain  or  warp,  and  also 
among  the  transverse  threads  or  yams  which  constitute  the  weft  or 
shoot,  and  which  cloth  shall  be  capable  of  being  afterwards  felted 
and  dressed  with  a  nap.    The  third  object  is  to  produce  cloth  firom 
cotton,  flax  or  other  suitable  material,  not  capable  of  felting,  in 
which  shall  be  interwoven  elastic  cords  or  strands  of  Indian  rub- 
ber, coated  or  wound  round  with  a  filamentous  materiaL   The  first 
of  these  improvements  I  effect  by  preparing  knitting  frames  or 
other  similar  machines,  in  the  usual  way  for  the  production  of 
the  knitted  materials  called  stocking  fabric ;  and  when  the  same 
are  set  to  work,  and  the  fabric  has  been  manufactured  by  the 
ordinary  knitting  process,  up  to  the  part  at  which  I  desire  to 
introduce  the  elastic  cord  or  strands,  I  then,  by  the  adjusting 
screws  of  the  machine,  provide  for  the  elongation  or  contraction 
of  the  lengths  of  the  loops  or  stitches  of  the  row  next  to  be  pro- 
duced across  the  machine,  in  order  to  form  a  channel  to  receive 
the  said  elastic  cord  or  strand ;  and  having  prepared  fine  strips 
of  Indian  rubber,  which  may,  if  desired,  be  coated  or  covered 
with  a'filamentous  material,  as  described  in  the  specification  of 
my  patent,  dated  the  first  day  of  December,  1831,  and  enrolled 
in   the   office   of  the   Rolls*   Chapel  of  the  High   Courts  of 
Chancery,  in  June,  1832 ;  I  conduct  such  thread,  cord,  strand, 
or  strip  of  Indian  rubber,  by  means  of  a  long  needle,  hook,  pin- 
cers, or  other  suitable  apparatus  answering  the  purpose  of  a 
shuttle,  across  the  machine  between  the  row  of  stitches  or  loops 
which  were  last  made,  and  those  which  are  then  about  to  be 
formed ;  and  having  drawn  the  said  Indian  rubber  thread,  cord,  or 
strand,  straight  and  smooth,  I  complete  the  last-mentioned  row  of 
loops  or  stitches  by  the  ordinary  movements  of  the  machine, 
which  encloses  the  Indian  rubber  thread,  cord,  or  strand,  and 
keeps  it  securely  in  its  place,  interwoven  with  the  threads 
of  the  fabric.     A  second  thread  of  Indian  rubber  is  in  like  man- 
ner introduced  between  the  next,  or  other  subsequent  row 
of  stitches,  and  is  in  the  same  way  confined ;  and  any  further 
number  of  these  threads,  cords,  or  strands,  may  by  the  same 
means  be  inserted  and  interwoven  into  the  fabric  at  such  parts 
as  may  be  required  for  the  purpose  of  producing  (when  the  sel- 
vages are  connected  or  whipped  together)  elastic  bandages, 
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garters,  or  bracings,  round  the  stocking,  sock,  glove,  night-cap,  Stiecjficatum, 
or  other  article  of  wearing  apparel.  If  the  elastic  cloth  so  pro- 
duced should  be  intended  for  outward  garments,  with  a  nap 
upon  its  surface,  I  should  employ,  in  connexion  with  the  Indian 
rubber  strands,  yams  spun  from  short  wool,  which,  after  having 
been  woven,  I  should  finish  as  the  woollen  cloths  are  usually 
finished,  that  is,  felt  the  wool  in  the  fulling  stock,  raise  the  pile 
by  gig  machinery,  or  by  hand  cards  or  teazles,  and  afterwards 
shear  the  nap  down  to  a  fine  smooth  surface.  In  manufacturing 
an  elastic  cloth  from  cotton,  flax,  or  other  material,  which  is  not 
intended  to  be  milled  or  fulled,  I  introduce  into  the  fabric 
threads  or  strands  of  Indian  rubber,  which  have  been  previously 
covered  by  winding  filaments  tightly  round  them  through  the 
agency  of  an  ordinary  covering  machine,  or  otherwise;  these 
strands  of  Indian  rubber  being  applied  as  w^arp  or  weft,  or  as 
both,  according  to  the  direction  of  the  elasticity  required.  By 
thus  combining  the  strands  of  Indian  rubber  with  yarns  of  cot- 
ton, flax,  or  other  non-elastic  material,  I  am  enabled  to  produce 
a  cloth  which  shall  afford  any  required  degree  of  elastic  pressure, 
according  to  the  proportions  of  the  elastic  and  non-elastic  mate- 
rial. It  remains  only  to  add,  that  the  strands  of  Indian  rubber 
are,  in  the  first  instance,  stretched  to  their  utmost  tension,  and 
rendered  non-elastic,  as  described  in  my  former  specification, 
and  being  in  that  state  introduced  in  the  fabric,  they  acquire 
their  elasticity  by  the  application  of  heat,  after  the  fabric  is 
made.  Lastly,  as  my  invention  consists  solely  in  the  employment 
of  strands  of  Indian  rubber,  in  connexion  with  yarns,  in  the 
way  described,  for  manufacturing  elastic  goods  or  fabrics,  I 
have  not  deemed  it  necessary  to  describe  any  particular  kind  of 
machinery  for  carrying  the  same  into  effect,  as  such  machinery 
is  well  known,  and  forms  no  part  of  my  invention. 

In  witness,  &c. 


The  followiiig  are  referred  to  in  the  subsequent  terialg,  are  now  commonly  used  in  the  manufac- 

Wgal  proceedings  on  the  above  patent : —  tare  of  many  articles  where  elasticity  is  required  ; 

Letters  patent,  1st  Dec.  1831,  to  R.  W.  5'evtfr,  and  as  such  filaments  or  threads  are  covered  with 

for  **  certain  improvements  in  the  making  or  ma-  different  materials  by  various  kinds  of  machines 

Bofactoring  of  cables,  ropes,  whale  fishmg,  and  applicable  to  the  purpose,  it  is  not  necessary  for 

other  lines,  lathe  and  ngger  bands,  bags,  and  me  to  describe  any  particular  machinery  by  which 

paries,  part  of  which  said  improved  articles  are  the  filaments,  threads,  or  strands  of  Indian  rubber 

appUcabfe  to  other  useful  purposes.*'  required  for  the  different  articles  to  be  manufac- 

Sftcificatum, — This  invention  consists  in  the  tured  in  my  improved  manner  are  to  be  plaited, 
application  or  employment  of  filaments,  threads,  intermixed,  or  covered  with  the  materials ;  I 
or  strands  of  caoutchouc  Indian  rubber,  to  or  therefore  shall  only  state  generally,  that  the  fila- 
for  the  making,  manufacturing,  or  constructing  ments,  threads,  or  strands  of  caoutchouc  are  pre- 
of  elastic  cables,  ropes,  whale  fishing  and  other  pared  by  cutting  them  from  any  convenient  sized 
loes,  ladie  and  rigger  bands,  bags,  and  purses  ;  or  shaped  piece  of  Indian  rubber, into  long  strips, 
nch  filaments,  threes,  or  strands  of  caoutchouc  which  are  afterwards  stretched  to  their  utmost 
Indian  rubber  being  previously  plaited  over  or  tension,  and  wound  upon  drums,  reels,  or  bobbins, 
coverpd  with  hemp,  flax,  silk,  wool,  cotton,  cat-  ready  to  be  plaited  over  or  covered  by,  or  inter- 
got,  Indian  grass,  strips  of  leather,  or  other  woven  with,  the  various  materials  mentioned. — 
*nd  proper  materials,  part  of  which  articles  After  describing  the  mode  of  applying  the  inven- 
wben  so  manufactured  are  applicable  to  various  tion  to  the  manufacture  of  cables,  &c.  the  specifi- 
other  parposes,  as  filaments  or  threads  of  Indian  cation  proceeded :  My  improved  bags  and  purses 
niliber,  covered  with  cotton,  silk,  and  other  ma-  arc  composed  of  knitting  or  net- work,  made  of 
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stnncbi  or  cords  of  the  iUamenti,  prepared  at 
above  described,  and  which  are  capable,  of  being 
made  into  purses  or  bags  bj  hand;  or* the  fila- 
ments,  strands,  or  cords,  prepared  as  above  de- 
scribed, may  be  knitted,  netted,  or  plaited,  into 
purses  or  bags  bj  machinery  or  by  hand.  As 
there  are  so  many  descriptions  of  b^s  to  which 
these  improvements  in  the  construction  may  be 
applicable,  it  is  not  necessary  to  state  further  than 
that,  in  any  case  where  elasticity  may  be  required, 
the  bag  or  purse  may  be  made  wholly  of  the  above 
materials,  or  only  parts  used;  for  instance,  in 
making  carpet  travelling  bags,  I  should  only  form 
the  ends  or  edges  of  the  bags  of  the  elastic  ma- 
terial,  covered  when  stretch^  to  iu  utmost  ex. 
tension  with  leather,  or  other  suitable  substance, 
which  will  be  capable  on  collapsing  of  drawing 
up  the  leather  or  other  covering  into  pudkers  or 
gathers,  so  as  to  allow  of  the  bag  enlarging  very 
considerablpr  when  any  extra  quantity  of  articles 
is  put  into  It. 

Letters  patent,  29th  April,  1820,  to  Thomas 
Hancock,  *'  for  the  anplication  of  a  certain  material 
to  various  articles  of  dress,  and  other  articles,  by 
which  the  same  may  be  rendered  more  elastic.** 

Specifieation, — The  material  I  use  is  caoutchouc ; 
I  cut  it  into  slips  of  a  convenient  length  and 
thickness,  according  to  the  purpose  for  which  it  is 
to  be  used,  and  the  degree  of  elasticity  necessary. 
If  the  quality  of  the  caoutchouc  is  not  the  best,  or 
the  spring  is  not  required  to  be  very  substantial,  I 
prepare  these  strips  by  putting  tnem  into  hot 
water,  and  steeping  them  awhile  to  prevent  their 
cracking  on  the  Sdeen ;  when  the  substance  of 
the  spring  is  required  to  be  more  considerable,  or 
the  quality  of  the  caoutchouc  better,  I  use  it  with, 
out  such  preparations.     I  apply  the  caoutchouc 
spring  to  gloves  in  the  following  manner: — A 
case  or  pipe  of  leather,  linen,  or  cotton,  or  other 
similar  material,  is  made  as  long  as  it  is  necessary 
the  spring  should  stretch ;  the  spring  is  then  fas- 
tened  at  the  extremities  of  the  pipe  or  case,  by 
sewing  or  otherwise,  in  such  a  manner  as  that 
the  pipe  may  contract  and  gather  up  very  con. 
siderably.     The  case  or  pipe  is  then  fixed  in  the 
wrist  of  the  glove,  so  as  to  contract  the  glove  to 
the  size  of  the  wrist,  care  being  taken  not  to 
make  the  spring  so  strong  but  that  the  glove  vrill 
easily  draw  over  the  hand.     The  case  or  pipe 
may  be  made  in  the  glove  itself,  and  the  spring 
be  introduced  in  the  manner  I  have  described. 
Attention  must  be  paid  in  fastening  the  caout- 
chouc, that  it  is  not  pierced  any  where  between 
the  extremities  by  the  needle,  otherwise  it  will  be 
liable  to  tear  and  break.     In  a  similar  manner, 
I  apply  the  caoutchouc  spring  to  any  other  article 
of  dress  where  elasticity  is  desirable  at  any  par- 
ticular part.     I  apply  the  caoutchouc  springs  to 
waistcoato  and  waistbands,  to  make  them  contract 
and  sit  close  to  the  body ;  to  coat  sleeve  linings, 
to  draw   them  closer  round  the  wrist;    touie 
mouth  of  pockets,  to  prevent  their  contents  from 
falling  out  when  in  an  inverted  position,  and  pre- 
vent tiieir  being  easily  picked ;  to  trousers  and  to 
gaiter  straps,  to  enable  them  to  lengthen   and 
shorten  to  the  bend  of  the  knees  and  ancle  joints ; 
to  braces,  instead  of  wire  and  other  springs,  as 
now  commonly  used;    to  stockings,  to  prevent 
their  slipping  down  the  legs ;  to  garters,  to  shirt 
wrists,  to  the  knees  of  drawers  and  breeches,  to 


wigs,  false  curls  and  fronts,  to  keep  tight  on  tke 
head ;  to  pocket  books  and  purses,  instead  of  tht 
strop  and  loop,  and  wire  springs ;  to  riding  belts, 
to  steys,  and  such  part  of  the  ^marel  and  dress 
of  women  as  require  to  be  kept  close  to  the  per- 
son, and  yet  to  be  elastic ;  as  fastenings  to  boon, 
shoes,  clogs,  and  pattens,  when  the  object  is  to 
take  them  off  and  on  without  any  difficulty  of  na- 
lacing  or  untying.  I  apply  caoatt^ouc  to  tbe 
soles  of  boots,  shoes  or  clogs,  by  making  either 
the  whole  sole  of  caoutchouc,  or  the  inner  or 
outer  sole  only,  or  by  fSutening  a  piece  of  csoot- 
chouc  between  the  soles;  and  in  either  case, 
boots,  shoes,  and  clogs,  are  rendered  more  ehntic 
to  the  foot.  I  app^  the  caoutchouc  spring  to 
stiffeners  of  neck.cloths.  I  nse  caoatdiooc  io 
springs  to  render  them  elastic  to  the  foot,  by 
formiosr  a  piece  to  the  bottom  of  the  stomp, 
which  1  fasten  in  by  having  holes  drilled  in  the 
stirmp,  and  sewing  in  the  caootchonc  with  wai 
thread  or  wire,  or  by  rivetting  or  screwing  it  on 
with  iron.  In  this  specification,  I  do  not  insist  on 
any  particular  mode  of  appljring  or  ftstening 
caoutchouc  to  the  various  articles  described,  my 
object  beine  to  produce  and  apply  a  better  kiod 
of  spring  than  any  now  in  use  for  the  purposes 
above  mentioned. 

Letters  patent,  14th  Nov.  1832,  to  J.  V.  Des- 
grands,  '*  for  an  invention  of  a  certain  method  of 
weaving  elastic  fabrics."    The  specification,  ea- 
rolled  14th  May,  1833,  contained  the  following 
passage.    "  And  whereas  cords  or  strands  of  In. 
dian  rubber  have  been  heretofore  used  in  varioas 
ways  for  composing  elastic  articles,  as  for  instance, 
by  introducing  sucn  India  rubber  cords  or  strings 
in  the  said  articles  to  act  as  springs,  the  same 
being  contained  in  pipes  or  cases  of  leather,  lineo, 
and  cotton,  or  other  similar  material,  in  Uie  man. 
ner  described  in  the  specification  of  a  patent 
granted  to  Thomas  Hancock,  on  or  about  the  29tli 
of  April,  1820.    And  whereas  sudi  India  rubber 
cords  or  strings,  covered  by  plaitmg,  windiog, 
or  otherwise,  with  cotton,  or  silk,  or  other  hke 
filamentous  material,  have,  or  may  hare  been  com- 
bined, by  laying  them  together,  or  potting,  or  in- 
terplacing,  or  netting  tnem  together,  to  form 
cables,  ropes,  lines,  bi^  and  other  like  fabrics  or 
articles,  as  described  in  the  specification  of  a 
patent,  granted  to  Robert  W.  Sievier,  on  the  lit 
of  December,   1831.     And  whereas  also  sacb 
cords  or  strings  so  covered  with  cotton  or  silk,  or 
other  like  material,  have  or  may  have  been  vovea 
in  combination  with  cotton  or  flax,  or  other  suni- 
lar  yams,  to  produce  a  fabric  partially  elastic,  &c. 
&c.     Now,  1  do  hereby  declare,  that  I  do  doI 
claim  the  use  of  cords  or  string  of  caoutchooc 
when  the  same  are  so  covered  with  silk  or  cotton, 
or  other  like  material,  wound,  plaited,  or  otber- 
wise  laid  around  them,  or  when  the  same  are 
used  merely  as  springs,  or  in  any  other  way  tban 
that  I  have  described  hereinbefore ;    I  claim  only 
the  method  which  I  have  described  of  wearii^ 
elastic  fabrics  with  uncovered  or  bare  cords  or 
strings  of  caoutchouc  or  India  rubber,  in  looms  of 
any  of  the  ordinary  constructions,  the  said  bare 
ends  or  springs  of  caoutchouc  forming  either  the 
entirety  or  any  portion  of  the  warp,  or  of  tbe 
weft,  or  both  the  warp  and  weft,  of  such  elastic 
fabrics." 
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Cornish  &  Sibvib^r  v.  K'eexe  &  NickelI^. 

Cor.  Sir  N.  C.  Tindaly  C.J.  Dec.  V,  8.  &  ^, 

A.  D.  1835. 

The  declaration^  after  -stating  the  invention  by  Sievier,  the  DecUn-tHum. 
grant  of  the  letters  patent,  and  the  enrolment  of  the  specifica- 
tion, furthw  stated  that  the  plaintiflF  Sievier,  the  7th  of  April, 
1834,  duly  assigned  to  the  plaintiff  Cornish  one  undivided  half- 
part,  or  share,  or  interest,  of  him  the  said  Sievier,  in  the  said 
invention,  and  the  benefit  and  advantage  thereof,  under  and  by 
virtae  of  the  said  letters  patent,  and  that  they,  the  plaintiffs,  on 
the  day  and  year  aforesaid,  became,  and  were,  and  still  are,  in- 
terested in  form  aforesaid,  in  the  said  invention,  and  in  f^e  said 
letters  patent,  and  in  the  benefit  and  advantage  thereof.  The 
declaration,  after  averring  ihe  use  of  the  said  invention  by  the 
plaintifis,  assigned  as  breaches  the  making,  using,  and  putting 
in  practice,  the  said  invention,  the  counterfeiting,  imitating,  and 
resembling  the  same,  the  making  divers  additions  thereto  and 
subtractions  therefrom,  and  the  vending  and  selling  large  quan- 
tities of  goods  and  fabrics,  manufactured  according  to  the  said 
invention  (a). 

The  defendants  pleaded — I.  Not  guilty.  2.  That  the  plain-  Pleat. 
tiff  Siecier  was  not  the  true  and  first  inventor  of  any  improve- 
ment or  improvements  in  the  making  or  manufacturing  of 
elastic  goods  or  fabrics,  applicable  to  various  useful  purposes. 
5»  That  the  said  invention  was  not  before  and  at  the  time  of 
the  making  the  said  letters  patent  new  as  to  the  public  use  and 
exercise  thereof  in  Great  Britain,  nor  was  the  same  invented  by 
the  plaintiff  Sievier.  4.  That  the  said  invention  was  not  an 
improvement  in  the  making  or  manufacturing  of  elastic  goods 
or  tabrics,  applicable  to  various  useful  purposes.  5.  That  the 
plaintiff  Sievier  did  not  particularly  describe  -and  ascertain  the 
nature  of  his  said  invention,  and  in  what  manner  the  same  was 
to  be  performed,  by  any  instrument  in  writing,  in  manner  and 
form,  as  alleged.     Upon  which  pleas  issue  was  joined. 

Sir  J.  Campbelly  A.  G.,  Sir  Thos.  Wilde,  Stephen  Sergt.,  and 
HMmarch,  were  counsel  for  the  plaintiffs;  Sir  F.  PoUock, 
Crenwell,  and  Knowles,  for  the  defendants.  The  nature  of  the 
case  and  of  the  evidence  will  appear  from  the  summing  up  of 
the  learned  judge. 

Sir  N.  Tindaly  C.  J. :  Gentlemen,  this  is  an  action  which  is  tht  iammit^ 
brought  for  the  infringement  of  a  patent,  which  bears  date  the  ^^' 
17th  of  Jan.  1833,  and  which  appears  to  hav«  been  a  patent,  as 
expressed  upon  the  face  of  it,  for  an  improvement  or  improve* 

(«)  Error  was  brought  on  this  declaration,  on      shown.     But  the  Exchequer  Chamber  held  th* 
tke  groonds  thai  the  assign ment  was  not  aTerred      declaration  sufficient  after  verdict, 
to  be  bj  deed ;  alio,  that  no  joint  damage  was 

St 
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SirN.C.riM«/tti,  merits  in  the  making  or  manufacturing  of  elastic  goods  or 
C.J.,tothejHry.  foferics,  applicable  to  various  useful  purposes.  That  is  the  title 
of  the  patent;  and  it  must  be  substantially  made  out,  of  course, 
by  the  evidence,  that  such  invention  has  been  made  and  given 
to  the  public  before  the  plaintiffs  can  succeed.  However,  the 
defendants  have  put  upon  the  record  and  have  raised  various 
issues,  which  you  are  to  decide  between  them,  and  I  mention 
them  to  you  in  order  that  we  may  at  once  get  rid  of  those  that 
are  in  a  manner  of  less  consequence  to  the  invention  in  the 
present  instance,  and  which  will  require  very  little  consideration, 
so  that  your  attention  may  be  limited  strictly  and  entirely  to 
the  points  that  are  really  in  dispute  between  the  parties  on  the 
present  occasion. 

In  the  first  place,  the  defendants  have  said  that  they  are  not 
guilty  of  an  infringement  of  the  patent  with  which  they  are 
charged.  That  is,  they  have  neither  sold  from  their  own  stock 
any  of  those  articles,  the  exclusive  making  of  which  was  in- 
tended to,  granted  and  confined  to,  the  plaintiff  Sievier.  Then 
they  go  on  to  say,  that  at  the  time  of  granting  this  patent,  Mr. 
Sievier  was  not  the  first  inventor  of  it;  that  raises  another 
question  for  your  determination.  Then  they  go  on  to  say,  that 
the  invention  or  discovery  itself,  at  the  time  when  the  patent 
was  granted,  was  not  a  new  invention  as  to  the  public  use  and 
exercise  thereof  in  England,  which,  I  must  tell  you  beforehand, 
will  be  the  principal  question  you  will  have  to  try;  and  further 
to  say,  that  it  was  not  an  improvement  in  the  making  or  manu- 
facturing of  elastic  goods  or  fabrics,  applicable  to  useful  pur- 
poses. That  again  is  another  question  upon  which  evidence 
has  been  given  on  both  sides,  and  which  you  must  determine. 
And  they  lastly  say,  there  was  no  sufficient  specification,  that  is, 
that  the  party  has  not  by  a  proper  and  apt  description  so  stated 
the  discovery  upon  the  specification,  which  is  enrolled  in 
Chancery,  that  the  public  afterwards,  when  the  time  of  the 
patent  is  expired,  may  reap  the  benefit  of  the  discovery,  by 
being  able  to  manufacture  the  article  by  themselves. 

Now,  with  respect  to  the  first  question,  whether  he  has  or 
not  infringed  the  patent,  supposing  it  to  be  a  good  patent,  that 
depends  upon  the  evidence  of  several  of  the  witnesses,  and  who 
stated  that  they  had  purchased  in  the  month  of  October,  1834, 
from  the*  defendant  Keene's  warehouse,  several  articles  which 
resembled  No.  3.  [Mr.  Cresswell:  I  will  not  ask  your  lordship 
to  put  that  question  to  the  jury.]  I  think  upon  the  last  also, 
which  is  the  specification,  very  little  question  arises,  because 
Tests  of  the  suf-  not  Only  persons  of  skill  and  science  read  it,  and  say  that  it  is 

ficiency  of  the    intelligible  to  them  to  make  tiie  manufacture  from,  but  also  two 
specification.         •         o        .  „    ,      ,  „  i     -        .  , 

or  three  witnesses  were  called  who  actually  made  it  without  any 

instruction  but  the  specification.     No  person  was  called,  who, 

upon  reading  the  specification,  stated  he  could  not  understand 
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itjor  had  been  misled  by  it^  or  incurred  expense  in  endeavouring  A.  D.  id  35. 

to  copy  or  to  imitate  it,  or  stated  that  he  was  unable  to  ascertain 

what  was  meant  by  it.     Men   of  science   can  understand  it 

when  read,  and  you  yourselves  can  tell  whether  you  understand 

it;  and  persons  have  been  found  in  the  humble  walks  of  life^ 

who  have  been  able  to  make  the  fabric,  without   any  other 

direction  than  that  of  the  specification.     Therefore,  that  will  be 

a  question  hot  of  very  serious  consideration  when  brought  to 

par  minds. 

The  next  remaining  question  which  I  shall  call  your  attention 
to  is,  whether  this  was  or  was  not  an  improvement  upon  any 
manu&cture  of  any  fabric  of  the  same  kind,  that  was  in  general 
use.  Upoii  that  there  is  certainly  contradictory  evidence. 
You,  however^  will  have  to  say  (for  that  is  a  question  made  be- 
tween the  parties),  whether  that  which  is  called  No.  3,  according 
to  the  specimens  which  have  been  exhibited  to  us,  is  or  is  not 
an  improvement  for  the  various  purposes  for  which  this  patent 
was  intended^  over  the  manufactures  which  were  known  in  the 
trade,  namely^  Nos.  1  and  2.  I  allude  to  them  by  the  names 
Nos.  1,  2,  3,  because  we  have  had  those  terms  so  extremely 
&miliar  to  our  minds  for  the  last  three  days,  that  it  is  a  com- 
pendious mode  of  describing  the  fabric,  and  perhaps  it  brings  it 
as  clearly  to  your  understanding  as  if  I  were  to  go  through  the 
more  formal  explanation  of  that  which  1,  2,  and  3,  denote. 
Now,  was  this  No.  3,  which  varies  in  its  mode  of  attaining  its 
object  from  either  No.  1,  which  was  entirely  composed  of 
elastic  material^  or  from  No.  2,  which  contains  the  elastic  ma- 
terial in  a  kind  of  sheath  or  case,  was  this  an  improvement 
npon  that  No.  2,  for  the  various  purposes  for  which  the  patent 
was  taken  out?  Because  the  plaintiff  Sim^  undoubtedly  having 
taken  out  this  patent  for  different  objects,  it  is  incumbent  upon 
him  to  show  that  the  various  objects  for  which  he  took  out  his 
patent  and  discovery,  are  such  as  will  improve  the  manufac- 
ture of  the  article  in  their  various  particulars;  and  for  that  pur- 
pose we  must  look  at  what  his  object  was,  and  then  briefly 
refer  to  the  evidence  of  which  you  are  to  be  the  judges.  The  Thcobj€ctsof 
specification  which  he  has  put  in,  after  stating  what  his  inten- *^®  *°^®°^*°"- 
tion  was  in  the  terms  to  which  I  have  referred,  says  he  has 
three  different  objects  in  view  in  obtaining  this  patent,  and  he 
gives  you  an  account  of  this  first  object  which  he  proposes, 
which  is  to  manufacture  an  article  by  the  ordinary  knitting 
frame,  or  similar  kind  of  machinery,  in  which  cords  or  strands 
of  Indian  rubber  shall  be  introduced  between  the  loops  or 
stitches  of  the  fabric,  for  the  purpose  of  forming  elastic  cords 
or  bands  round  the  margins  or  other  parts  of  stockings,  socks, 
gloves,  night-caps,  drawers,  and  various  other  articles  of  cloth- 
ing. That  is  one  of  his  objects.  Another  is  to  manufacture 
with  the  ordinary  loom  an  elastic  woollen  cloth  by  introducing 
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sir  N.C.rt»i<i«/,  the  Indian  rubber^  so  as  to  make  it  elastic  either  latstudinally  or 
^••^''^'''*-^'"''^' longitudinally,  and  to  have  a  felt  such  as  will  nap,  if  that  is 
necessary;  that  is  the  second  object  The  third  object,  which  I 
believe  is  the  principal  one  which  is  contested  between- the 
parties — ^the  other  two,  although  mentioned  very  necessary  to 
be  proved  to  be  useful,  not  being  that  for  which  the  great  value 
q{  the  patent  is  probably  esteemed — ^is  this.  He  says  the  third 
object  is  to  produce  cloth  from  cotton,  flax,  or  other  suitable 
material,  not  capable  of  felting,  in  which  shall  be  interwoven 
elastic  cords  or  strands  of  Indian  rubber,  coated  or  wound 
ivound  with  a  filarnQntous  material. 

Now,  with  regard  to  the  two  first  objects,  but  little  evidence 
has  been  given ;  there  has  beea  some  evidence,,  and  that  but 
little,  and  I  am  not  aware  that  as  to  the  two  first  there- i&  any 
eontradictory  evidence  brought  on  the  part  of  the  defendants  r 
in  fact,  although  it  is  necessary  to  leave  this  to  you,  it  is  im- 
possible not  to  see  that  the  great  battle  between  these  parties 
Uas  turned  upion  the  third  object*.  That  is,  making  the 
webs  for  braces^  which  are  applicable  to  so^  maay  purposes  m 
life ;  the  other  two  are  smaller,  both  in  the  estimation  of  At 
patentee  and  the  public.  The  first,  however,  you  observe  by 
the  cotton  articles  which  were  brought  into  courti — ^the  night- 
cap, gloves,  and  other  articles — is  the  interknitting  this  braided 
material,  so  as  to  form  a  part  of  the  fabric,  and  at  the  same 
time  to  give  the  parts  that  require  it  a  degree  of  tension  that  is 
necessary  and  useful  to  the  purpose.  Ijs  or  is  not  that  a  usefbl 
discovery  after  the  other?  The  persons  who  were  called,  stated 
that  in  tlieir  opinion  thiey  thought  it  was,  I  am.npt  aware,,  but 
if  you  wish  to.  haye  your  attention*  called  to  it  I  wiHrefei  to 
the  evidence,  but  I  am  not  aware  that  there  was  any  evidoice 
specifically  denying  the  utility  of  that  on  the  side  of  the  dc-^ 
fendants.  The  next  is,  the  object  of  making  a  woollen  cloth 
which  shall  have  the  texture  either  latitudin^lly  or  longitudir 
nally  extensible,  according  to  the  degree  of  force  that  is  applied 
to  it.  Now  it  certainly  does  not  appear,  as  I  have  stated,  that 
that  was  an  important  part  of  the  patent  to  the  patentees,  at 
least  they  never  have  brought  it  (as  far  as  we  have  evidence) 
ijito  a.  considerable  degree  of  use.  And  I  am  not  aware  of  any 
more  evidence  beii^g  given  of  the  making  of  cloth  than  the  two 
^ecimens  which  were  exhibited  to  you  in  court;  they  were 
banded  up  to  you,  they  were  placed  each  way  as  you  must  have 
seen,  and  soem^d  to  answer  the  description,  and  the  witnesses 
who  produced  them  said,  they  thought  it  would-be  extremely  use- 
&il,  that  it  would  make  coats,  for  common  people  in  die  ordinary 
class  of  life,  that  it  would  yield  to  the  pressure  applied  to  it> 
and  would  last  out  many  others.  I  am  not  aware  on  this  head 
also  that  any  great,  or  indeed  any  evidence,  was  brought  to 
<;ontradict  that  evidence,  as  to  the  utility  of  this  part  of  the  in- 
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Tention ;  in  fact,  it  seems  to  me  as  if  by  a  kind  of  consent,  thongh  A.  0. 183&. 
I  am  not  able  to  put  it  to  you  in  that  way^  that  the  contest^ 
vhether  this  patent  was  valid  or  not^  was  reserved  for  the 
third  and  greatev  object,  namely,  the  making  the  elastic  web  for 
making  braces,  garters,  and  other  articles  of  that  sort.  You  are 
bound,  however,  to  say  whether,  with  respect  to  one  and  all,  the 
defendants  or  plaintiffs  hove  succeeded  on  that  plea,  namely, 
whether  the  various  objects  are  useful  improvements  upon  the 
state  of  the  manufacture  as  it  was  then  practised.  We-  come> 
therefore,  to  the  third  point,  that  is,  the  making  these  webs, 
which,  where  he  comes  to  state  more  fully  his  mode  of  doing  it, 
be  states  that  the  manufacture  of  elastic  cloth,  as  he  calls  it 
(perhaps  the  word  ^'  web"  would  have  been  more  famiUar  to  a 
commoiv  comprehension),  but  the  word  ^^  dotV^  will  cover  it,  it 
may  be  made  of  flax,  though  it  more  commonly  applied  to  that 
which  is  made  of  wool  ^  he  says,  ^'  In  manufacturii^  an  elastic 
doth  firom  cotton,  flax,  or  other  material^  which  is  not  intended 
to  be  nulled  or  fulled,  I  introduce  inta  the  fabric  tiireads  ov 
strands  of  Indian  rubber,  which  have  been  previously  covered 
by  winding  filaments  tightly  round  them  through  the  agency  of 
au  ordinary  covering  machine,  or  otherwise ;  these  strands  of 
Indian  rubber  being  applied  as  warp  or  weft,  or  as  both,  accord- 
ing to  the  direction  of  the  elasticity  required.  By  thus  com- 
bining the  strands  of  Indian  rubber  with  yarns  of  cotton,  flax, 
or  other  non-elastic  material,  I  am  enabled  to>  produce  a  doth 
mhich  shall  afford  any  degree- of  elasA;ic  pressure,  according  ta 
the  proportions  of  the  elaatic  material."  It  was  with  reference 
particularly  to  this,  the  third  object,  that  I  stated  the  evidence 
on  each  »de  was  contradictory,  and  that  you  must  draw  the^ 
balance  between  the  parties.  On  the  part  of  the  plaintiffs, 
sereral  of  the  witnesses,  particularly  Mn  Farey  and  Dr.  Ure^ 
stated  the  web  and  doth,  which  was  so  made,  was  an  improve- 
ment upon  that  which  had  preceded  it ;  that  it  is  lighter,  more 
porous,  and  that  it  will  yield  more  than  the  other — that  it  will* 
adapt  itself  to  the  human  frame  more  easily  than  the  former — < 
and  that  it  is  much  cheaper.  Now  I  believe  all  sides  agree 
apon  this,  that  it  is  considerably  cheaper,  and  indeed  it 
stands  to  reason  that  that  which  is  designated  No.  3,  woidd  be 
much  cheaper  than^No.  I,  which  is  entirely  made  of  longitudinal 
thieads  of  Indian  rubber,  because  the  cotton  that  is  combined 
with  it  in  No.  3,  is  a  much  cheaper  article  to  make  the  same 
quantity  of  fabric  than  the  other.  That  is.  the  account  iAiey 
give—that  it  is  lighter,  more  porous,  and  in  cases,  they  say, 
where  pressure  is  required,  it  is  admirable  in  its  consequences, 
lor  without  compressing  the  parts  within  it,  it  gives  all  that 
proper  degree  of  pressure  which  may  be  required  for  the  pur- 
poses for  which  it  is  used.  And  two  gentlemen  are  called  of 
the  medical  profession,  Mr.  Skey  and  Mr.  Holt,  and  they  tell  you 
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SirN.c.Tmdtf/,  that  they  think  it  is  a  very  great  improvement  for  use  in  surgical 
CJ.,to«ft«jttry.^^^^g  where  bandages  are  required;  that  it  is  vastly  superior 
to  No.  1 — ^in  which  it  is  entirely  composed  of  Indian  rubber — 
not  only  as  being  more  light,  but  also  as  being  more  porous, 
so  as  to  allow  of  the  possibility  of  perspiration  passing  from  the 
patient — a  matter  of  very  considerable  consequence.     It  is  a 
circumstance  in  the  case  that  it  is  found  useful  for  surgical  pur- 
Tb«  invention    poses.    The  patent^  however,  is  not  taken  out  for  that  purpose, 
must  be  an  im-  ^nd  it  would  not  be  Sufficient  in  order  to  maintain  the  patent, 
alTpu^^ef ,      on  the  ground  of  its  being  an  improvement,  to  show  that  it  was 
not  for  one  only.  2^1^  improvement  in  surgical  cases  for  bandages  only,  because 
the  patent  is  not  only  confined  to  that,  but  they  must  prove 
also  that  it  is  generally  an  improvement  with  respect  to  the 
general  uses  of  that  fabric  or  manufacture  which  was  intended — 
that  is^  with  respect  to  braces,  garters,  and  other  articles  (hat 
Cbeapnessisanare  made  of  it.    The  evidence  on  the  part  of  the  plaintiffs 
improvement,^^  ^^*^  *^*  ^^  ^*  cheaper,  and  cheapness  is  an  improvement,  and 
be  considered,    not  to  be  laid  aside  and  thought  notiiing  of,  and  you  are  to 
consider  it  among  other  things;    but  that  is   not   the  only 
thing  to  be  considered,  because  they  may  have   a  thing  too 
cheap  to  be  useful,  and  you  must  see  whether  it  combines  with 
it  tiie  other  property  of  utility,  which  the  former  fabric  when 
used  for  the  same  purpose  possessed.    The  gentiemen  who  are 
called  for  the  plaintiffs  state  that  it  does ;  several  of  the  wit- 
nesses on  the  part  of  the  defendants  (I  don^t  say  all)  speak  very 
lightly  of  it.     One  of  them,  the  first  who  was  called,  states  that 
he  thought  it  a  production  calculated  to  bring  No.  1  into  con- 
tempt ;  he  had  at  one  time  made  it,  but  had  soon  relinquished 
it,  and  had  gone  back  to  No.  1,  which  is  made  entirely  of  the 
extensible  material  (the  Indian  rubber) ;   and  so  several  of  the 
others  stated.     One  stated,  that  he  thought  it  was  not  so  good, 
**  because,'*  says  the  man,  ^^  though  it  is  cheaper  it  is  heavier." 
^^  I  found  it,"  says  the  first  witness,  "  not  an  improvement,  but 
quite  the  reverse,  and  calculated  to  bring  the  thing  into  con- 
tempt, and  so  I  gave  it  up,  and  I  afterwards  continued  the  old 
principle,  making  it  all  elastic.''    The  plaintiffs*  second  witness 
says,  "it  has  an  advantage  over  No.  1  and  2,  that  is,  much 
cheaper ;  it  is  not  a  better  article  than  No.  1,  it  is  not  so  good— 
not  so  good. for  braces  only."     Then  he  goes  on  to  say,  "that 
No.  3  has  almost  superseded  No.  1,  and  we  sell  more  of  No.  3.*' 
Gentlemen,  the  evidence  being  of  this  nature,  you  are  at  Uberty 
to  consult  your  own  judgment  of  the  tiling,  the  article  having 
been  exhibited  before  you.     You  will  apply  your  own  good 
sense  and  experience  to  them,  and  say  wUch  of  these  two  sets 
of  witnesses  are  speaking  that  which  you  must  rely  upon ;  and 
The  fact  of  an    it  IS  an  observation  not  to  be  lost  sight  of,  that  the  No.  3 
extensive  rale  is  article  is  One  which,  according  to  the  testimony  of  this  witness, 
*  as  well  as  another,  has  had  an  extensive  sale,  and  by  having  had 
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an  extensive  sale,  we  are  at  liberty  to  ask  ourselves  how  it  db-  A.  D.  1835. 

tained  that;   and  although  certainly  the  circumstance  of  its 

being  considerably  cheaper  would  go  a  great  way  to  account  for 

that,  it  would  not  go  the  whole  way.    Therefore,  you  must 

ask  yourselves,  whether  in  making  braces,  garters,  and  other 

artides,  for  which  this  web  was  originally  intended,  and  before 

the  improvement  was  applied  by  the  public,  this  has  made 

an  improvement    upon    it    before    the    patent    was   applied, 

and  is  more  beneficial  and  useful  to  the  public  than  the  other 

vas.    That  is  one  of  the  questions  which  you  will  have  to 

determine. 

We  are  now  approaching  nearer  the  real  question  in  contest 
between  these  parties,  that  is,  whether  it  is  a  new  discovery,  of 
which  the  present  patentee  Mr.  Sievier  was  the  first  inventor, 
or  whether  it  was  known  and  practised  in  England  before,  and 
at  the  time  of  obtaining  tlie  patent  in  question.    That  question 
upon  this  record  is  resolved  into  two — They  have  said,  that  the 
manufacture  itself  is  not  in  the  language  of  the  plea  a  new  in- 
vention, as  to  the  public  use  and  exercise  thereof  in  England — 
they  go  on  to  say,  that  Mr.  Sievier  is  not  the  true  and  first  in^ 
ventor  thereof;  I  don't  know  whether  in  this  particular  case, 
the  second  question  will  become  very  material  upon  the  facts  of 
the  case,  if  you  dispose  of  the  first,  because  if  the  defendants  es- 
tablish for  instance  their  case,  that  it  was  something  known  and 
practised  in  England  generally  at  the  time  of  the  patent,  why  it 
is  useless  to  inquire  any  further,  whether  the  matter  occurred  to 
SmtTy  whether  he  was  the  first  inventor  or  not,  because  the 
answer  would  be,  why  did  he  not  take  out  his  patent  sooner,  so 
as  to  secure  the  right  to  himself;  on  the  other  hand,  if  you  de- 
cide it  was  a  new  discovery,  and  therefore  that  the  patent,  is  a 
good  one,  that  is,  that  it  was  not  known  and  practised  in  the 
kingdom  at  the  time  the  patent  was  granted,  then,  in  this  par- 
ticular case^  there  is  nothing  to  deprive  Mr.  Sievier  of  the  merits 
of  being  the  inventor  of  this  improved  manufacture — there  is  no 
particuktr  evidence  that  points  to  him  as  having  borrowed  it 
from  any  body  else,  or  from  the  public  sources  to  which  the 
public  has  the  right  of  access.     Sometimes  it  is  a  material  ques-  two  distinct  »^ 
tion  to  determine,  whether  the  party  who  got  the  patent  was  teity**the°otoe. 
the  real  and  original  inventor  or  not;  because  these  patents  are  whether  the  in- 
granted  as  a  reward,  not  only  for  the  benefit  that  is  conferred  us^thfe  other, 
upon  the  public  by  the  discovery,  but  also  to  the  ingenuity  of ''*•«**»««' ^^«   . 
the  first  inventor;  and  although  it  is  proved  that  it  is  a  new  From^anoiher/ 
discovery  so  far  as  the  world  is  concerned,  yet  if  any  body  is 
able  to  show  that  although  that  was  new — ^that  the  party  who 
got  the  patent  was  not  the  man  whose  ingenuity  first  discovered 
it,  that  he  bad  borrowed  it  from  A.  or  B.,  or  taken  it  from  a 
hook  that  was  printed  in  England,  and  which  was  open  to  all 
the  world — ^then,  although  the  public  had  the  benefit  of  it,  it 
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Sir  iijCTwdai,  would  becoDie  ED  important  question  whether  he  was  the  fil^t 
CJ.,totkejuiy,  j^j^j  original  inventor  of  it.     The  main  question  is,  whether  thb 
No.  3,  which  is  the  principal  subject  of  the  patent,  was  or  was  not 
in  use  in  England  at  the  time  of  granting  these  letters  patent 
Was  it  or  was  it  not,  in  the  language  of  the  act  of  parUament^ 
such  a  manufetcture  (which  has  a  very  wide  and  extended  mean- 
ing— you  may  call  it  almost  invention),  was  it  or  was  it  not  such 
an  invention,  at  the  time  of  making  the  letters  patent,  as  was 
If  known  pnb-  current  in  use.     If  this  No.  3,  calling  it  technically  and  com- 
ti^'o"ti^™^  pendiously  by  that  tide,  was  at  the  time  these  letters  patent 
that  othera  ought  were  granted  in  any  degree  of  general  use ;  if  it  was  known  at 
kMw[ed«!  the  ^  ^  *^®  world  pubUcly  and  practised  openly,  so  that  any  other 
patent  void.       person  might  have  the  means  of  acquiring  the  knowledge  of  it, 
as  well  as  tiiis  person  who  obtained  tiie  patent — then  the  letters 
patent  are  void ;  on  the  other  hand,  if  it  were  not  known  and 
used  at  the  time  in  England,  then  as  fiur  as  this  question  b 
concerned  the  letters  patent  will  stand.    Now  it  will  be  a  qnes» 
tion  for  you,  gentlemen,  to  say^  whether  upon  the  evidence  whidi 
you  have  heard  you  are  satisfied  that  the  invention  was  or  was 
not  in  use  and  operation,  public  use  and  operation,  at  the  time 
the  letters  patent  were  granted  ?     It  is  obvious  that  there  are 
There  are  cer-   certain  limits  to  that  question;  the  bringing  it  within  that  precise 
]!Iiblic"IiM  wid*  description  which  I  have  just  given  must  depend  upon  the 
operation.         particular  facts  that  are  brought  before  a  jury.     A  man  may 
make  experiments  in  his  own  closet  for  the  purpose  of  im- 
proving any  art  or  manufacture  in  public  use ;  if  he  makes  these 
experiments  and  never  communicates  them  to  the  worldysnd 
lays  them  by  as  forgotten  things^  another  person-,  who  has  made 
the  same  experiments,  or  has  gone  a  littie  further,  or  is  sa- 
tisfied   with   the   experiments,   may  take   out  a  patent>  and 
protect  himself  in  the  privilege  of  the  sole  making  of  the  arti'- 
cle  for  fourteen  years ;  and  it  will  be  no  answer  to  him  to  say 
that  another  person  before  him  made  the  same  experiments,  and 
therefore  that  he  was  not  the  first  discoverer  of  it — because 
there  may  be  many  discoverers  starting  at  the  same  time,  many 
rivals  th^t  may  be  running  on  the  same  road  at  the  same  time, 
and  the  first  which  comes  to  the  crown  and  takes  out  a  patent) 
it  not  being  generally  known  to  the  public,  is  the  man  who  has 
a  right  to  clothe  himself  with  the  authority  of  the  patent^  and 
enjoy  its  benefits.    That  would  be  an  extreme  case  on  one  side; 
but  if  the  evidence  that  is  brought  in  any  case,  when  properly 
UnsaccettTul     considered,  classes  itself  under  tiie  description  of  experiment 

ezperimeRt        Q^ly,  and  unsuccessful  experiment,  that  would  be  no  answer  to 
cannot  vitiate  »  ■* 

the  validity  of  the  patent.     On  the  other  hand,  the  use  of  an 

article  may  be  so  general  as  to  be  almost  universale     In  a  case 

tike  that,  you  can  hardly  suppose  that  any  one  would  incur  the 

expense  and  trouble  of  taking  out  a  patent.     That  would  be 

a  case  where  all  mankind  would  say — "  You  have  no  right  to 
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step  in  and  take  that  which  is  in  almost  universal  use,  for  that  A.  D.  1835. 
is,  in  fact,  to  create  a  monopoly  to  yourself  in  this  article,  with- 
out either  giving  the  benefit  to  the  world  of  the  new  discovery, 
or  the  personal  right  to  the  value  of  the  patent,  to  which  you 
would  be  entitled  from  your  ingenuity,  and  from  your  appli- 
cation."   Therefore,  it  must  be  between  those  two  (if  I  may 
so  call  it)  limits  that  cases  will  range  themselves  in  evidence, 
and  it  must  be  for  a  jury  to  say,  whether,  supposing  those 
points  to   be  out  of   the  question,  in  any  particular  case, 
evidence  which  has  been  brought  before  them  convinces  them 
to  their  understandings  that  the  subject  of  the  patent  was  in 
public  use  and  operation  at  that  time — at  the  time  when  the  Public  use  at  the 
patent  itself  was  granted  by  the  crown  ?    If  it  was  in  public  use  t™«of^*»«g"°*- 
and  operation,  then  the  patent  is  a  void  patent,  and  amounts  to 
\      a  monopoly;  if  it  was  not,  the  patent  stands  good.  Now,  gentle- 
i      men,  you  will  have  to  apply  your  understanding  to-day  to  the 
.      evidence  in  this  case,  which  is  in  many  parts  contradictory,  in 
j      ord»  to  see  whether  you  bring  the  case  within  the  one  or  the 
\      other  of  these  two  descriptions,  and  whether  this  patent  is  or 
•      not  a  new  invention.     On  the  part  of  the  plainti£fs  in  this  case 
;      (referring  as  I  do,  and  all  my  other  observations  have  been 
.      made  simply  on  this  part  of  the  case),  the  evidence  is,  as  it 
necessarily   must  be,   of  a  negative  character;   the   asseition 
of  the  plaintiff  Sievier  is,  ^^  at  the  time  I  took  out  my  patent 
No.  3,  the  subject  of  the  patent  was  not  generally  known,  it  was 
a  new  invention  by  me,  and  was  not  known  to  the  world.^^  You  The  only  evi- 
cannot  prove  a  negative  strictly — ^you  can  only  do  so  by  ex-  <*ence  winch  the 
I      hausting  the  affirmative  instances  of  it,  by  calling  persons  who  give  on  the  issue 
j     have  never  heard  of  it  or  seen  it,  and  the  more  those  persons  °hat**of  ^'' rsons 
are  in  the  way  of  hearing  of  it  or  seeing  it,  if  it  had  existed,  the  who  were  in  the 
rtronger  is  that  exhausting  evidence,  if  I  may  so  call  it,  in  its  ^f*i^,e  m^^nlLu. 
effect  and  value  with  the  jury.     From  the  nature  of  the  case,  not  having 
it  is  very  difficult  to  suppose  such  circumstances  as  that  a  party  ^^"^  °  "' 
I      should  distinctly  and  affirmatively  prove  that  it  was  a  new  in- 
j      vention,  that  it  was  not  known  and  practised  at  the  time  the 
patent  was  obtained;  therefore  he  calls  several  witnesses  to 
prove  that  part  of  the  proposition,  namely,  that  there  were 
1      persons  who  had  been  in  this  trade  for  several  years.     Mr. 
Sodgers  tells  you,  there  were  but  a  few  of  the  larger  manufac- 
toiers  of  this  article  in  London,  and  that  previous  to  obtaining 
this  patent,  from  the  intercourse  he  had  had  with  the  trade,  he 
thinks  it  likely  if  there  had  been  such  an  article  in  the  market 
it  would  have  been  offered  to  him  for  sale,  and  none  such  was 
offered ;  the  first  he  ever  saw  of  it,  I  think,  was  in  1834;  he  be- 
came acquainted  with  No.  3,  he  says,  in  1834,  and  first  bought 
it  in  August ;  he  became  acquainted  with  it  some  three  or  four 
months  before.   Now  MintoUy  who  is  the  agent  of  the  plaintiff, 
^tesjthat  since  April  or  May,  1833,  he  had  supplied  the  trade 
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8irN.c.7tiM/«/,  with  it,  and  he  says,  what  he  supplied  them  with  was,  the  alter- 
c.j.,<oi*«>ry.^^^  web,  and  he  saw  nothing  Uke  No.  3,  except  that  of  the 
plaintiffs,  until   October,  1834,  when  No.  4,  that  is  what  is 
called  the  imitation  by  the  defendants,  was  first  sent  out  to  the 
public.    Then  again  Hickling  states  pretty  much  to  the  same 
effect ;  he  became  acquainted  with  No.  3  in  1834,  and  had  not 
seen  or  heard  of  it  before  that :  Lindsay  speaks  to  the  fact,  that 
before  April,  1833,  he  never  saw  any  thing  of  the  sort;  and  he 
gives  you  this  fact,  which  you  will  have  to  consider  and  con- 
trast with  the  evidence  afterwards  called,  that  he  had  Uved  as 
a  servant  of  the  defendants  from  October,  1832,  to  April,  1853, 
and  then  he  went  from  the  defendants  to  the  plaintiffs ;  there- 
fore he  gives  you  something  more  than  negative  evidence,  for 
he  says,  that  while  he  was  at  the  defendants^  No.  3  was  not 
made  there.     He  undertakes  to  say  that;  therefore  you  will 
have  to  compare  that  evidence  with  the  evidence  of  Waltery 
Hally  and  the  other  witnesses,  upon  whom  so  much  observation 
was  made.     Lindsay  is  sure  that  was  so,  because  there  was 
only  one  loom  at  the  defendants  which  could  make  it,  and  be 
took  it  with  him  when  he  went,  and  brought  it  away  when 
he  left  the   defendants'   employ.     That  is   the   negative  ac- 
count, which  is  a  primd  facie  account,  and  sufficient  to  show 
there  was   no    such   article    till  the   affirmative  was  proved. 
Now  the  defendants,  on  the  other  side,  have  undertaken  to  con- 
vince you,  that  at  tiie  time  when  the  patent  was  granted,  the 
public  were  in  possession  of  this^ — that  it  was  an  operation 
known   and  used;   they  undertook  to   show  you,  by  affirma- 
tive evidence,  that  it  was  actually  known  and  used,  and  that 
it  was  so  known  and  used  as  that  it  is  impossible  to  have  an; 
doubt  upon  the  fact.     They  say,  and  show  you,  not  only  that 
various  persons  were  making  this  before  the  time,  and  dealing 
with  it  as  an  article  of  trade,  but  that  the  defendants  them- 
selves say  they  had  actually  used  it  a  year  before  very  nearly, 
or  a  considerable  time  before  tiie  date  of  these  letters  patent 
In  order  to  establish  this  affirmative,  they  give  you  three  dis- 
tinct lines  of  evidence :  first  of  all,  they  put  in  the  specification 
of  a  former  patent,  which  had  been  obtained  by  the  plaintiff  on 
the  1st  of  December,  1831,  and  they  say  that  this  specification, 
if  you  look  at  it,  is  in  effect  a  declaration  to  all  the  world  of  this 
so-called  new  discovery,  which  is  the  subject  of  the  patent  of 
As  to  the  dtsclo- January,  1833.     Undoubtedly,  if  you  could   show  under  the 
teHtioi  b^ihe*   ^*"^  ^'  *®  plaintiff,  or  any' body's  hand,  that  the  secret  had 
specificattoD  of  bccu  publicly  communicated  to  the  world  which  was  intended 
a  prior  patent.   ^  jjg  covered  by  the  subsequent  patent,  there  is  an  end  of  tliat 
patent ;  if  the  world  at  large  had  been  informed  by  this  specifi- 
cation of  the  colour,  fabric,  and  manufacture,  which  is  intended 
to  be  effected  by  the  subsequent  patent,  the  subsequent  patent 
must  fall  to  the  ground,  otherwise  a  man  would  have  nothing 
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to  do  but  to  take  out  patent  after  patent  when  the  former  has  A.  D.  1835. 
nearly  expired^  and  so  afterwards  procure  to  himself  an  un- 
limited privilege ;  therefore  the  question  is^  does  it  or  not^  when 
you  look  at  it,  carry  with  it  the  discovery  or  invention,  as  it  is 
contended  it  does,  of  the  new  patent?  When  I  first  saw  it  I  was 
considerably  struck  by  the  observation  made  by  the  counsel  at 
the  bar  for  the  defendants,  but  upon  looking  further  at  it,  I  was 
not  prepared  to  tell  you,  nor  would  it  be  proper  to  tell  you,  be- 
cause it  is  a  matter  of  fact  for  your  consideration,  that  this  does 
embody  in  it  a  discovery  of  the  subsequent  patent.  Reading  it 
as  a  conunon  man,  I  should  rather  think  it  applies  to  the  case  in  the  od«  pa- 
where  the  elastic  material  is  combined  at  each  end,  and  bound  ^°'  j^®  ®*"*^^ 

.  strandi  are 

up  in  one  mass  or  strand  with  non-elastic  materials,  and  not  bound  together 
where  they  each  act  separately  and  independently  by  t^^m- J^J^^.^^J^^J*** 
selves.    If  you  by  looking  at  this  can  find  out  the  other,  and  other  each 
can  see  that  in  this  the  other  is  contained,  there  is  an  end  of  the  de'^njen^iy"' 
second  patent — ^if  not,  we  must  pass  it  by,  and  go  to  the  other 
eyidenoe  in  the  case. 

The  other  evidence  in  the  case  is  of  two  sorts,  that  is,  the 
other  evidence  is  that  which  applies  to  the  making  of  this  fabric 
by  other  persons  than  the  defendants,  and  then  comes  a  body 
of  evidence  to  show  that  it  was  actually  made  by  the  defendants 
so  far  back  as  June,  1832 — ^between  June  and  November,  1832. 
If  either  of  those  is  proved— that  is,  that  it  was  generally  known  General  use  and 
»nd  practised,  and  not  merely  as  a  matter  of  experiment  and"P?^""*°*^°*^ 
trial  kept  secret  by  the  party,  and  thrown  away  as  the  result  of 
that  which  was  of  no  use  to  the  public — the  patent  is  gone ;  or  if 
the  defendants  have  shown  that  they  practised  it  and  pro-  Parties  cannot 
duced  the  same  result  in  their  factory  before  the  time  the  patent  be jrestramed  in 
was  obtained,  they  cannot  be  prevented  by  the  subsequent  doing  before, 
patent  from  going  on  with  that  which  they  have  done.  But 
^  is  a  mere  question  of  fact,  which  you  are  to  judge  of;  I  am 
not  to  judge  of  it  at  all  between  the  conflicting  evidence  which 
«M  been  brought  forward  on  both  sides.  Having  now  endea- 
voured as  far  as  I  am  able  to  simplify  the  case  by  bringing  your 
attention  to  the  true  point,  I  shall  now  proceed  to  read  the  evi- 
dence to  you  as  far  as  you  wish  it,  and  you  will  then  make  up 
your  minds  upon  it.  You  best  know  whether  you  have  that 
recollection  of  it  to  make  it  necessary  or  not,  but  I  shall  have 
peat  satisfaction  in  doing  it  if  you  wish  it  to  be  done.  [The 
Foreman  of  the  jury  intimated  that  the  jury  had  a  full  recollec- 
tion of  the  evidence,  and  they  merely  wished  to  have  their  atten- 
tion drawn  to  the  particukur  points  which  had  borne  upon  his 
lordship's  mind.]  Then,  gentlemen,  I  certainly  shall  not  take 
^f  your  time  unnecessarily  by  reading  the  evidence,  but  I  will 
briefly  conclude  what  I  have  to  say,  by  calling  your  attention 
•pttn  to  the  several  points  which  you  have  to  determine.  You 
roust  say,  whether  the^defendants  have  infringed  the  patent  at 
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SirN.C.Tindai,  all ;  that  I  suppose  there  is  no  doubt  about;  and  then  you  must 
CJ.ttotiujury.^^y^  whether  there  is  a  sufficient  description  and  ascertainment 
of  the  nature  of  the  invention,  and  of  the  manner  in  which  it  is 
to  be  performed ;  that  is  the  question  as  to  whether  there  is  a 
specification  or  not.    Then  you  must  say,  was  it  an  improre- 
ment  in  the  making  or  manufacturing  of  elastic  goods  orfebiics, 
applicable  to  useful  purposes.    Then  come  the  remaining  issaes, 
one  of  which  is,  was  the  plaintiff  Sievier,  at  the  time  of  makmg 
the  patent,  the  true  and  first  inventor.    Then  comes  the  mun 
question  of  all,  which  is,  whether  the  invention  and  discoyery 
at  the  time  that  the  patent  was  granted,  was  a  new  invention  as 
to  the  use  and  public  exercise  thereof  in  England ;  those  are 
the  very  terms  upon  which    the  plea  of  the  defendants  is 
founded.     I  am  not  aware  that  by  going  more  fully  into  it,  I  can 
make  you  better  acquainted  with  the  discovery  than  you  must 
The  uier  which  be  already.     I  would  only  observe,  that  it  must  not  be  such  a 
Tot^ili Mch'aji**  practice  of  it  as  is  only  referable  to  mere  experiments  for  tie 
cao  be  classified  purpose  of  making  a  discovery,  or  something  secret,  or  con- 
rr"cret"but'    fined  to  the  party  who  was  making  it  at  the  time,  but  that  it 
must  be  pnbiic.  must  be,  in  order  to  set  aside  the  patent,  a  case  where  it  was  in 
public  use  and  operation  among  persons  in  that  trade,  and  likelj 
to  know  it.     If  you  find  that  it  was  so,  you  will  find  a  verdict 
for  the  defendants ;  if  you  are  not  satisfied  with  that,  and  think 
the  case  made  by  the  defendants  is  not  proved  to  your  under- 
standings, that  there  was  a  public  use   and  exercise  of  the 
invention  in  England,  why  then  you  will  find  a  verdict  for  the 
plaintiffs,  with  a  shilling  damages.     The  question  is  as  to  the 
right  to  the  patent — ^no  damages  are  sought. 

Verdict  for  the  plaintifis. 


Cor.  Sir N.  C.  Tindal,  C.  J.;  Park,  J.;  Gaselee,  J.;  ScBoaanqud^l 

H.T.,  1836. 

Motion  for  non.  Sir  P.  PoUock  movcd  for  a  nonsuit  on  the  points  reserred— 
suit,  or  new  m  •  ^^^  ^^  invention  was  not  the  subject-matter  of  letters  patent, 
and  that  the  specification  was  insufficient ;  and  for  a  new  trials  on 
the  grounds — 1.  That  the  verdict  was  against  evidence.  2.  Mis- 
direction. 3.  The  existence  of  a  patent  of  prior  date  by  about 
two  months,  containing  in  its  specification  two  of  the  matters 
in  the  plaintiffs'  patent,  on  an  affidavit  of  this  prior  patent 
having  come  to  the  defendants'  knowledge  since  the  trial.  The 
nature  of  the  above  grounds  is  sufficiently  adverted  to  in  the 
judgments  and  argument  on  the  rule. 
Judgmsnu  Sir  N.  Tin  DAL,  C.  J. :  We  are  satisfied,  from  what  has  been 

stated  by  the  counsel  at  the  bar,  that  there  ought  to  be  a  role 
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mri  for  a  nonsuit^  upon  the  points  which  were  reserved,  H.T.,  1636. 
and  for  a  new  trials  upon  the  ground  discussed  and  con- 
sidered^ whether  the  verdict  was  or  not  against  the  evi- 
dence in  the  cause^  and  upon  the  new  evidence  that  since  the 
trial  of  the  cause  has  come  to  the  knowledge  of  the  parties.  As 
br  as  I  am  individually  concerned,  I  had  much  rather  that  the 
role  should  go  generally  as  to  the  direction  which  I  gave^  but 
mj  learned  brothers  think  there  is  no  ground  for  moving  as 
upon  a  misdirection. 

Park,  J. :  We  should  not  lightly  grant  motions  for  nonsuits 
or  new  trials,  upon  the  ground  of  judges  not  actually  stating 
the  case  in  the  way  that  counsel  shall  afterwards,  either  then  or 
smce  the  time^  consider  ought  to  be  done.  According  to  the 
statement,  which  I  have  no  doubt  is  an  accurate  one,  of  Mr. 
Cresswell's  note,  it  seems  to  me  it  does  not  furnish  any  founda- 
tion for  a  ground  of  motion  here,  because  it  is  agreed,  that  in 
the  odier  part  of  the  case  my  Lord  Chief  Justice  read  the  act 
of  parliament  (he  had  it  by  his  side) ;  and  when  from  those 
words  which  he  read  from  the  act  of  parliament,  he  afterwards 
came  to  employ  the  word  ^^  use/'  whether  he  put  in  the  word 
'^general'*  or  "  public,'*  does  not  signify,  because  when  he  em- 
ployed the  word  "  use,*'  in  his  observations  to  the  jury,  he  must 
necessarily  have  referred  to  the  use  which  was  prescribed  by  the 
act  of  parliament;  and  merely  because  it  is  thought  that  my 
Lord  Chief  Justice  did  not  sufficiently  take  off  the  edge  of  the 
Attorney  General's  argument,  I  for  one  think  that  is  not  a 
groond  for  a  motion  for  a  new  trial. 

The  other  judges  concurring.  Rule  tdri  granted. 


Cor. Sir N.  Tindal^  C. J.;  Gaselee^J.;  Vaughan^  J.;  Bosanquet,  J. 

M.  T.,  1836. 

Sir  J.  Campbell,  A.  G.,  Wilde,  Sergt,  Stephen,  Sergt,  and^^^„,„j^„ 
Hmdmarch,  showed  cause;  First,  the  jury  have  found  that  this  ruU. 
was  a  new  manufacture  within  the  meaning  of  the  statute  of 
James,  and  therefore  there  must  be  a  clear  reason  shown  for 
disturbing  the  verdict  on  this  ground.  When  the  title  and  spe- 
cification are  read  together,  the  various  objects  for  which  the 
manufacture  was  designed  are  found  clearly  and  intelligibly 
stated.  It  is  true,  that  before  this  patent  elastic  strands  were 
well  known ;  but  the  novelty  now  introduced  is  the  union  of 
elastic  and  non-elastic  strands,  so  as  to  produce  a  limited  elas- 
ticity. Fabrics  with  elastic  strands  alone  may  be  extended 
until  they  break,  but  by  the  hitroduction  of  the  non-elastic 
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Argummu  tm     strands  the  elastic  pressure  is  limited  according  to  the  propor- 
^*^'  tions   of    the  elastic  and  non-elastic  materials.     This  inter* 

mixture  of  elastic  and  non-elastic  materials  was  clearly  a  new 
manufacture^  and  it  was  abundantly  proved  that  the  advan- 
tages derived  firom  the  discovery  were  very  great.  The  expen- 
diture of  the  Indian  rubber  was  diminished^  and  a  lighter  and 
more  porous  article  than  any  which  had  been  known  before  was 
introduced.  Secondly,  die  specification  is  perfectly  intelligible, 
and  although  more  scientific  words  might  have  been  used  in  some 
instances,  yet  that  would  have  rather  increased  the  difficulty  of 
imderstanding  the  subject.  It  states  the  nature  of  the  dis- 
covery, and  the  manner  in  which  it  is  to  be  carried  into  efiect; 
and  it  has  never  been  considered  necessary  to  describe  an  ordi- 
nary loom  or  machine.  But  the  objection  to  the  specification 
cannot  be  made  in  the  present  state  of  the  record.  The  fifth 
issue  alone  is  relied  upon  as  raising  the  question.  Now  in  the 
fifth  plea,  the  defendants  say  that  the  plaintiffs  did  not  particu- 
larly describe  and  ascertidn  the  nature  of  the  said  invention,  and 
in  what  manner  the  same  was  to  be  performed,  by  any  instru- 
ment in  writing.  This  is  equivalent  to  a  plea  that  no  specifica- 
tion was  enrolled,  but  the  defendants  cannot  show  that  an 
insufficient  specification  was  enrolled.  In  Derosne  v.  Fcirie  (A), 
there  was  a  plea  very  similar  to  the  present,  but  the  court 
doubted  whether  any  objection  to  the  sufficiency  of  the  specifi- 
cation could  be  made.  Praed  v.  Duchess  of  Cumberland  (t)  was 
an  action  on  debt,  on  an  annuity  bond,  and  the  defendant 
pleaded  that  there  was  no  such  memorial  as  the  statute  re- 
quired ;  to  which  the  plidntiff  replied,  that  there  was  a  memorial 
containing  the  names  of  the  parties,  and  the  consideration  given. 
The  plaintiff  having  rejoined,  that  the  consideration  was  untruly 
alleged  in  the  memorial,  the  court  held  that  this  was  a  departure; 
that  a  memorial  was  enrolled,  which  upon  the  face  of  it  was  a  good 
.  one,  and  that  if  the  defendant  wished  to  impeach  it,  he  should 
have  shown  in  what  particular  it  was  defective,  and  then  have 
compelled  the  plaintiff  to  take  issue  upon  that  fact.  And  such 
a  mode  of  pleading  in  this  instance  would  be  objectionable,  not 
only  as  being  a  departure,  but  as  leaving  matter  of  law  to  the 
jury :  and  notwithstanding  the  decision  in  Fisher  v.  Pembky  (i), 
it  has  always  been  the  practice  to  plead  a  defect  in  a  memorial 
according  to  the  rule  laid  down  in  Praed  y.  Duchess  o/Cunir 
berland.  And  now  that  the  plea  of  the  general  issue  is  no 
longer  in  force  in  the  spirit  of  the  new  rules,  which  require  aD 
matters  to  be  specisdly  pleaded,  it  is  expedient  that  the  ancient 


(&)  Antt,  154.     The  question  in  that  case  was,  (t)  4  T.  R.  585.  The  cases  of  Morgan  ▼.  M«v. 

whether  the  objection,  that  the  title  was  larger  than  1  Sid.  180,  &  Roberu  v.  Marriott,  2  Saiin.  188, 

the  specification,  arose  under  the  plea,  and  the  court  were  cited  to  the  same^point. 

intimated  an  opinion  that  it  did  not.  Ibid.  161.  (^)  1 1  East,  188. 
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mode  of  pleading  should  be  resorted  to  in  this  instance.  The  M.  T.,  1836. 
issue  raised  is,  whether  the  invention  was  described  by  the 
plaintiff  by  any  instrument  in  writing,  and  not  whether  the  in- 
strument is  sufficient  to  support  the  patent,  or  whether  it 
sufficiently  describes  the  mode  of  manufacture,  or  whether  it 
claims  too  much. 

Sir  P.  Pollocky  Cresswell,  and  Knowles,  in  support  of  the  rule. 
Tirsty  as  to  the  question  of  novelty.  Tlie  plaintiffs  are  bound 
to  support  the  affirmative  of  the  issue,  that  the  invention  is 
new,  and  was  the  invention  of  Sievier.  Now  the  introduction 
of  Indian  rubber  strands  into  knitted  goods  was  known ;  and 
also  the  use  of  it,  as  described  in  Hancock^s  patent,  and  in 
Sievier's  first  patent.  Covered  strands  of  Indian  rubber  were 
also  intermixed  with  strands  of  other  materials.  So  that  there 
was  nothing  new  in  the  materials  which  were  used,  nor  in  the 
mode  of  preparing  them,  nor  in  the  mode  of  weaving  them.  It 
has  been  contended,  that  the  alternate  mode  of  placing  the 
strands  is  the  subject  of  a  patent.  But  if  that  were  so,  then  a 
patent  might  be  taken  out  for  introducing  a  particular  number 
of  each  material,  as  one  elastic  strand  in  combination  with 
three  non-elastic  strands.  It  is  quite  clear  that  the  substitution 
of  one  material  for  another  in  making  a  manufacture  is  insuf-  ^ 

ficient  to  support  a  patent.  Every  novelty  is  not  an  invention 
entitled  to  the  protection  of  the  statute.  A  new  principle  must 
be  discovered,  skill  and  ingenuity  must  be  exerted,  to  entitle  an 
inventor  to  a  patent ;  the  making  of  an  old  machine  of  new  ma« 
terials  could  not  be  a  discovery,  and  the  plaintiff  could  claim 
no  protection  for  an  invention,  the  only  merit  of  which  con- 
sisted in  being  made  of  brass  instead  of  wood.  If  a  new  article 
were  prepared  in  a  new  manner,  the  case  might  be  different ;  but 
here  an  elastic  article  and  a  non-elastic  article  had  already  been 
used  in  combination,  and  the  only  difference  is,  that  a  less  quantity 
of  one  than  the  other  is  directed  to  be  used.  A  combination  of 
two  things,  neither  of  which  is  new,  is  not  the  subject  of  a 
patent,  although  they  might  not  have  been  combined  before. 
Thus,  in  Saunders  v.  Jston  (/),  which  was  a  patent  for  a  new 
button,  Littledale,  J.,  said,  ^^  Neither  the  button  nor  the  flexible 
shank  was  new;  and  they  did  not,  by  being  merely  put  to- 
gether, constitute  such  an  invention  as  could  support  this  pa- 
tent^ And  if  a  patent  fails  in  one  of  its  objects,  it  is  altogether 
void;  Brvntony,  Howies (pi\  Secondly,  the  plea  is  correctly 
framed  to  entitle  the  defendants  to  object  that  the  specification 
is  insufficient.  The  plaintiffs  aver,  that  they  enrolled  a  specifi- 
cation containing  certain  matters.    The  defendants  say,  they  did 


(0  3B.&Ad.  8dl,&  «ite75.  See  ante  409,  as  (m)  4  B.  &  Aid.  541. 

to  the  reqimttes  of  an  invention  to  be  tlie  sub- 
ject-matter of  letters  patent. 
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not  enrol  a  document  contidning  these  matters.  That  is  a 
question  of  fact,  because  it  is  clearly  a  matter  of  evidence, 
whether  the  specification  be  sufficient  or  not.  In  DudlowY. 
Wdtchhom{n)y  the  true  ground  of  the  decision  in  Praed\. 
Duchess  of  Cumberland  (o)  is  stated;  and  it  was  held  sufficient  to 
aver^  that  no  writ  of  capias  was  duly  issued  against  the  de- 
fendant* The  new  rules  of  pleading  do  not  make  any  cUfference 
in  this  respect.  In  Wakeman  v.  Suit  an  {p)y  where  a  defendant 
in  assumpsit  pleaded  that  the  contract  declared  upon  was  a 
guarantee  for  the  debt  of  another,  and  that  no  memorandum 
thereof  stating  the  consideration  was  in  writing  signed  by  the 
defendant,  or  any  person  authorised  by  him — it  was  held,  that 
the  plaintiff  might  reply,  that  a  memorandum  of  agreement  in 
writing,  stating  the  consideration,  was  signed  by  the  defendant, 
without  setting  out  such  memorandum  in  the  replication. 
Lysaght  y.  Walker  {q)  is  to  the  same  effect,  overruling  Lowe  v. 
Eldred  (r).  There  is  nothing  in  the  specification  to  show  that 
the  Indian  rubber  strands  were  to  be  placed  in  the  same  plane, 
or  that  they  worked  independently  of  each  other,  and  if  the 
article  be  made  without  placing  the  strands  in  the  same  plane, 
then  the  invention  is  in  all  respects  similar  to  that  which  is 
described  in  Sievier^s  patent  of  1831.  Cur.  adv.  vuU. 


Sir  N.  TiNDAL,  C.  J. :  The  discussion  on  this  case  arises  on 
a  motion  to  the  court  to  set  aside  the  verdict  obtained  by  the 
plaintiffs,  as  assignees  of  the  original  patentee,  in  an  action  for 
the  infringement  of  a  patent,  and  to  grant  a  new  trial  upon  three 
grounds ;  first,  that  in  point  of  law  the  invention  for  which  the 
patent  was  taken  out  was  not  the  subject-matter  of  a  patent; 
secondly,  that  the  verdict  was  against  the  evidence  given  at  the 
trial;  and  thirdly,  upon  &cts  disclosed  in  an  affidavit.  The 
patent  in  question,  which  bore  date  the  l7th  of  January,  1833, 
was  ^^for  an  improvement  or  improvements  in  the  making 
or  manufacturing  of  elastic  goods  or  fabrics,  applicable  to 
various  useful  purposes,''  and  the  patentee  in  his  specification, 
which  was  enrolled  in  July,  1833,  described  his  invention  in 
general  terms,  to  be  designed  for  the  production  of  an  elastic 
web  cloth,  or  other  manufactured  fabric,  for  bandages,  and  for 
such  articles  of  dress  as  the  same  might  be  applicable  to,  and 
then  described  more  particularly  the  three  distinct  objects 
which  the  patentee  proposed.  At  the  trial  of  the  cause,  it  was 
admitted  on  the  part  of  the  defendants,  that  the  principal 
ground  on  which  the  patent  was  sought  to  be  impeached,  was 
with  reference  to  the  third  object  described  in  the  specification, 


(«)  16  East,  3.9. 
(o)  4  T.  R.486. 
(/>)  2  A.  &  E.  78. 


(q)  5  Bligh,  N.  S.  1  ;  3  Tyr.  234. 
(.)  lCr.&M.239. 
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and  the  whole  of  the  evidence  produced  by  the  defendants^  and  JudomefU, 
the  main  part  of  the  argument  before  us,  applies  itself  to  that 
object  alone.    The  third  object  proposed  by  the  patentee  was  to 
produce  cloth  from  cotton,  flax,  or  oth^  suitable  material  not 
capable  of  felting,  in  which  shall  be  interwoven  elastic  cords  or 
strands  of  Indian  rubber,  coated  or  wound  round  with  fila- 
mentous materiaL    The  patentee  afterwards  describes  the  mode 
of  effecting  the  third  object  to  be,  by  introducing  into  the  fabric 
threads  or  strands  of  Indian  rubber,  which  have  been  previously 
covered  by  winding  filaments  tightly  round  them  through  the 
agency  of  an  ordinary  covering  machine,  or  otherwise,  these 
strands  of  Indian  rubber  being  applied  as  warp  or  weft,  or  as 
both,  according  to  the  dipeetion  of  the  elasticity  required ;  that^ 
by  thus  combining  the  strands  of  Indian  rubber  with  yams  of 
cotton,  flax,  or  other  non-elastic  material,  the  patentee  was  en- 
abled to  produce  a  cloth  which  should  afibrd  any  degree  of 
elastic  pressure,  according  to  the  proportions  of  the  elastic  and 
non-elastic  material.    The  patentee  added,  that  the  strands  of 
Indian  rubber  were,  in  the  first  instance,  stretched   to   their 
utmost  tension,  and    rendered  non-elastic,   as   described  in  a 
former  specification  to  another  patent,  and  being  in  that  state 
introduced  in   the  fabric,  they  acquire   their  elasticity  by  the 
application  of  heat  after  the  jEabric  is  made.     Now  the  first  ob- 
jection made  to  the  patent  so  described  is,  that  the  invention  is 
not  the  subject-matter  of  a  patent;  that  it  is  neither  a  new 
manufacture,  nor  an  improvement  of  any  old  manufacture,  but 
is  merely  the  application  of  a  known  material  in  a  known  man- 
ner, to  a  purpose  known  before.     The  question,  therefore,  as  to 
this  point  is,  does  it  come  under  the  description  of  ^^  any  manner 
of  new  manufacture,"  which  are  the  terms  employed  in   the 
statate  of  James.    That  it  is  a  manufacture  can  admit  of  no 
doubt;  it  is  a  vendible  article,  produced  by  the  art  and  hand  of 
nan,  and  of  all  the  instances  that  would  occur  to  the  mind  when 
inquiring  into  the  meaning  of  the  terms  employed  in  the  sta- 
tute, perhaps  the  very  readiest  would  be  that  of  some  fabric  or 
texture  of  cloth.    Whether  it  is  new  or  not,  or  whether  it  is  an 
unprovement  of  an  old  manufacture,  was  one  of  the  questions 
for  the  jury  upon  the  evidence  before  them ;  but  that  it  came 
within  the  description  of  a  manufacture,  and  so  far  is  an  inven- 
tion which  may  be  protected  by  a  patent,  we  feel  no  doubt 
whatever.    The  materials  indeed  are  old,  and  have  been  used  The  particular 
before;  but  the  combination  is  alleged  to  be,  and  if  the  jury  are  «>mbiDatioD  of 
right  in  their  finding  is,  new ;  and  the  result  or  production  is  elastic  atrands"" 
equally  so.    The  use  of  elastic  threads  or  strands  of  Indian  ^  constitute  a 
nibber,  previously  covered  by  filaments  wound  round  them,  was  iectmatterof 
known  before;  the  use  of  yarns  of  cotton,  or  other  non-elastic  **"*'^*P***'"* 
material,  was  also  known  before;  but  the  placing  them  alter- 
'^^ly  side  by  side  together  as  a  warp,  and  combining  them  by 

3  X 
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Jadgmnt,  thc  mcans  of  a  weft  when  in  extreme  tension^  and  deprived  of 
their  elasticity^  appears  to  be  new ;  and  the  result,  viz.  a  cloth 
in  which  the  non-elastic  threads  form  a  limits  up  to  which  the 
elastic  threads  may  be  stretched^  but  beyond  which  they  cannot, 
and  therefore  cannot  easily  be  broken,  appears  a  production  alto- 
gether new.  It  is  a  manufacture  at  once  ingenious  and  simple. 
It  is  a  web  combining  the  two  qualities  of  great  elasticity  and 
a  limit  tliereto. 

The  second  objection  to  the  verdict  is,  that  it  is  against  the 
evidence.     Tlie  only  issue  to  which  this  objection  has  applied 
itself  in  the  course  of  the  argument,  is  the  issue,  whether  the 
invention   was   new  as  to  the  public  use  thereof  in   England. 
Now  the  evidence  at  the  trial  which  applied  itself  to  this  question 
consisted  of  two  perfectly  distinct  heads  or  classes ;  the  docu- 
mentary evidence  of  former  patents  and  specifications,  and  the 
parole  testimony  of  the  witnesses*  It  was  urged  that  the  present 
invention  was,  in  the  whole,  or  a  material  part  of  it,  already 
known  to  tlie  public,  by  the  specification  to  the  patent  obtained 
by  Hancocky  which  was  enrolled  in  Aug.  1820,  and  the  speci6ca- 
tion  to  the  former  patent  enrolled  by  Sievier  in  June,  1832  («).  As 
to  Hancock* 8  patent,  it  is  manifest  that,  if  it  applied  at  all  to  the 
invention  for  which  the  patent  now  under  discussion  was  taken 
out,  it  applied  only  to  the  first  object  stated  in  the  specification, 
all  contention  as  to  which  object  was  given   up  at  the  trial. 
But  the  description  in  Hancocks  patent  shows  a  material  dis- 
tinction between  his  discovery  and  that  of  Sievier.    Hancocts 
patent  was  taken  out  for  a  discovery  ^^  of  the  application  of  a 
certain  material  to  certain  articles  of  dress,  by  means  of  which 
the  same  may  be  rendered  more  elastic,'^  and  the  mode  by  which 
this  was  effected  is  described  in  the  specification,  to  be  that  ''of 
applying  strips  of  Indian  rubber  into  cases  or  pipes  formed  in 
the  article  after  it  was  complete.'^    The  first  object  of  Sievier^s 
patent,  is  that  of  introducing  the  cords  or  strands  of  Indian 
rubber  between  the  loops  or  stitches  of  the  fabric,  so  as  to  form 
a   constituent  part  of  the  fabric  itself;  and  as  to  the  former 
patent  of  Sievier,  it  was  a  patent  taken  out  for  the  making  of 
cables-,  ropes,  whale  fishing  and  other  lines,  lathe  and  rising, 
bands,  bags,  and  purses,  of  filaments  or  threads  of  Indian  rubber, 
covered  with  cotton  or  other  materials;   the  bands  and  bags 
were  to  be  knitted,  not  woven,  and  there  was  no  attempt  to 
mix  with  them  any  non-elastic  material  to  strengthen  them,  or 
to  form  a  limit  to  their   elasticity,  or  for  any  other  purpose. 
These  patents,  therefore,  do  not  by  any  means,  as  it  appears  to 
us,  impeach  the  novelty  of  the  present  invention.     As  to  the 
evidence  of  the  various  witnesses  brought  forward  on  each  side 


(«)  See  the  material  parts  of  ihese  specifications,  ante  499. 
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at  the  trial,  it  must  be  admitted  that  there  was  evidence  on  both  Ju3gmeut. 

rides.    The  question  raised  for  the  jury  was  this :  whether  the 

Tarious  instances  brought  forward  by  the  defendants  amounted 

to  proof,  that  before  or  at  the  time  of  taking  out  the  patent,  the 

manufacture  was  in  public  use  in  England ;  or  whether  it  fell 

short  of  that  point,  and  proved  only  that  experiments  had  been 

made  in  various  quarters  and  had  been  afterwards  abandoned  ? 

This  question  is,  from  its  nature,  one  of  considerable  delicacy;  a  The  question  of 

slight  alteration  in  the  effect  of  the  evidence  will  establish  either  P"V**^  "'•  » 

the  one  pTO{)osition  or  the  other,  and  the  only  proper  mode  of  jury. 

deciding  it  is  by  leaving  it  to  the  jury.     On  the  present  occasion 

they  heard  the  evidence  patiently,  and  appeared  to  apply  it  with 

intelligence,  and  we  can  see  no  reason  to  be  dissatisfied  with  the 

conclusion  at  which  they  arrived. 

With  respect  to  the  third  ground  upon  which  the  rule  to 
show  cause  was  obtained  in  this  case,  viz.  that  since  the  trial  the 
defendant  has  discovered  a  patent  taken  out  by  one  Desgrandy 
the  patent  being  sealed  in  November,  1832 — without  entering 
into  the  question,  whether  the  invention  for  which  the  patent 
m  dispute  was  taken  out,  was  or  Was  not  described  in  the  spe- 
cification of  Desgrandy  we  think  it  sufficient  to  observe,  that  this 
specification  was  not  enrolled  till  May,  1833,  whereas  the  article  The  gpecifica- 
made  under  the  plaintiff's  patent  was  publicly  made  and  sold  on  **°°  °'  *  P"°r 
the  London  market,  to  a  very  large  extent,  in  March  and  April  after  ^antiog^a 
of  the  same  year,  and  although  the  specification  of  Sievier^s  f"^^"? °^  ^^' 
patent  was  not  enrolled  till  July,  1833,  we  think  the  mere  fact  lainlng  part  of 
of  die  enrolment  of  DesffraruTs  specification  after  the  plaintiff's  c'laimJdb'^uch 
patent  was  sealed,  and  his  discovery  known  upon  the  market,  subsequeDt  pa- 
does  not  of  itself  alone  afford  any  proof  whatever  of  the  want  of  elulive  aglfnsV 
novelty  in  the  manufacture  made  under  the  plaintiff's  patent  (/).  its  ?alidity. 
We  therefore  think  there  is    no  ground   for   disturbing  the 
Terdict,  and  that  the  rule  for  a  new  trial  must  be  discharged. 

Rule  discharged  (z). 

(()  The  specification  relating  back  to  the  date  (z)  A  writ  of  error  was  brought  on  this  judg- 

of  the  letters  patent,  the  invention  disclosed  in  ment,  the  error  assigned  being,  that  it  did  not 

the  specification  is  to  be  referred  to  such  date ;  appear  by  the  declaration  (ante  501 )  that  the  as- 

the  conseqaence  of  which    is  a  temptation  to  signment  to  Cornish  was  by  deed,  by  which  alono 

frnd,  by  inserting  in  the  specification  of  a  patent  an  interest  in  letters  patent  could  be  conveyed ; 

inreations  borrowed  from  others,  and  for  which  and  consequently,  that  it  was  not  shown  that  any 

letters  patent  of  a  subsequent  date  have  been  ob-  joint  damage  had  been  sustained, 
twined.     The  above  decision  is  an  authority,  that  The  Exchequer  Chamber  held  the  declaration 

the  date  of  the  letters  patent  is  not  conclusive  sufficient  after  verdict. 
CTidence  of  the  priority  of  invention  as  to  its  pub- 
he  aie  and  exercise. 
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Titk,  Letters  patent*  18th  August,  1835,  to  E.  Galloway,  for  ''cer- 

tain improvements  in  paddle  wheels  for  propelling  vessels." 

Sp$.'.yicatwtk.  My  invention  relates  to  the  methods  of  affixing  the  floats  or 
paddles  of  paddle  wheels,  whereby  I  am  enabled  more  advui- 
tageously  to  ^pplj  the  power  of  the  engines,  and  at  the  same 
time  in  a  great  measure  prevent  concussions  with  the  floats  or 
paddles  in  entering,  and  avoiding  lifting  so  much  water  on 
leaving  it,  by  which  means  the  swell,  heretofore  so  prejudidal,  is 
in  a  great  degree  avoided.  But  in  order  that  my  invention  may 
be  most  fiilly  described  and  readily  applied  to  the  varied  dreum- 
stances  of  different  vessels,  I  will  first  explain  the  diagram, 
having,  however*  first  stated,  that  in  constructing  wheels  to  new 
vessels  it  will  be  necessary  to  make  the  calculations  precisely  in 
the  same  way  as  if  ordunary  fijced  radial  floats  or  paddles  were 
to  be  used,  in  order  to  ascertain  the  quantity  of  surface  for  tbe 
floats  or  paddles  with  reference  to  the  number  of  strokes  of  the 
engine,  its  power,  and  the  desired  velodty  to  be  obtained  to  the 
vessel;  but  in  place  of  having  the  whole  depth  of  the  float  of 
one  unbroken  area,  the  floats  as  used  by  me  are  in  divided  por- 
tions, and  it  is  the  method  of  arranging  such  divided  floats 
according  to  the  principle  hereafter  described,  which  constitutes 
the  invention  secured  by  the  present  letters  patent.  *  *(a). 
It  should  be  r^narked  that  since  the  sealing  ^f  my  said  letters 
patent,  I  have  been  informed  that  Joshua  Field,  Esq.,  engmeer» 
of  Lambeth,  some  years  before  the  date  of  my  said  patent,  made 
an  experiment  of  a  padcfle  whed  on  a  small  vessel  belonging  to 
him  or  his  partners,  called  the  ^  Endeavour/  the  floats  of  which 
were  divided  into  portions — ^but  they  are  not  fixed  according  to 
the  principle,  the  application  of  which  constitutes  the  object  of 
my  invention — ^and  which  experiment  I  have  been  informed, 
and  from  the  nature  of  the  construction  of  the  wheel  I  verily 
believe,  was  declared  by  him  to  be  a  failure;  and  I  have  only  tbas 

(a)  The  specifieation  then  proceeds  to  describe,  cloidal  carve  intercepted  between  the  tmsgioar]r 
by  reference  to  drawings,  tbe  method  of  affixing  circle  fr  6  and  the  circle  a  a  through  the  outer 
tiie  divided  floats.  The  following  explanation  edge  of  the  floats,  that  is,  the  circiunfereiice  of 
may  be  useful.  There  are  two  ciicles,  an  outer  the  wheeU  is  the  curve  upon  which  the  ceotrei  of 
a  a,  and  an  inner  b  fr,  about  the  same  centre.  the  portions  of  the  divided  float  boards  are  to  be 
The  circumference  a  a  represents  the  course  of  fixed  as  radial  floats,  the  plane  of  each  Sn^ 
the  outer  edge  of  the  floats  as  the  wheel  revolves.  float  board  coinciding  with  a  radius  of  the  wheel. 
The  circle  hb'is  supposed  to  be  of  such  a  radius  Each  set  of  floats  arranged  in  this  manner  mil 
that  its  circumference  will  represent  the  mea-  enter  the  water  nearly  at  the  same  point,  and  tbe 
sured  distance  through  which  the  vessel  moves  shock  occasioned  by  a  float  board  with  one  con- 
each  revolution  of  tbe  paddle  wheel.  The  circle  tinuous  snrface  entering  the  water  be  almost  en- 
bb  being  supposed  to  roll  on  the  water  line,  any  tirely  avoided,  and  the  float  boards  act  nesriy  s* 
point  d  in  its  circumference  in  such  circle  will  a  solid  float  board, 
describe  a  cycloid,  and  the  portion  dg  of  the  cy- 
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noticed  this  experiment  in  order  to  state  that  I  do  not  daim  the  SpecificatUm. 
exclusive  use  of  divided  floats  or  paddles,  unless  they  be  applied 
to  paddle  wheels  according  to  the  principle  herein  described ; 
and  in  order  to  point  out  more  accurately  the  difference  of  a 
wheel  constructed  according  to  my  invention  and  that  experi- 
mented on  by  the  said  Joshua  Field,  I  have  annexed  a  drawing 
of  a  portion  of  the  said  wheel  so  used  in  the  '  Endeavour,'  suf- 
ficient to  show  the  principle  thereof,  but  on  inspecting  the  same 
drawing,  it  will  be  evident  that  the  portions  of  the  floats  are 
not  affixed  according  to  the  method  described  and  claimed  by 
me  (£). 

I  would  in  conclusion  wish  it  to  be  understood,  that  I  lay  no 
daim  to  the  yarious  parts  of  paddle  wheels  herein  described  and 
generally  well  known,  when  the  same  are  not  combined  accord- 
ing to  the  method  of  affixing  the  portions  of  floats  as  herein 
explained;  aad  I  do  declare  that  my  invention  consists  in 
affixing  the  portions  of  floats  or  paddles  according  to  the  ar- 
rangements herein  described.  In  witness,  &c. 


Galloway  &  Another  v.  Blbaden,  Secretary  of  the 
Commercial  Steam  Packet  Company. 

Cor.  Sir  N-  Tlndal,  C.J. 

29th  and  30th  November,  1839. 

The  declaration,  after  stating  the  grant  of  the  letters  patent,  Declaration. 
and  the  enrolment  of  the  specification,  and  the  assignment  of  a 
half-part  or  share  to  Routledge,  assigned  as  breaches,  that  the 
said  company  {c)  made  paddle  wheels  for  propelling  vessels  on 
the  said  improved  plan  or  principle,  and  in  imitation  of  the  said 
invention;  used  and  put  in  practice  paddle  wheels  in  imitation 
of  the  said  invention;  counterfeited,  imitated,  and  resembled 
the  said  invention ;  made  paddle  wheels,  with  other  improve- 
ments in  the  construction  thereof,  intended  to  imitate  and 
resemble,  and  which  did  imitate  and  resemble, the  said  invention. 

The  defendant  pleaded — 1.  That  the  said  company  were  not  PUas, 
guilty.    2.  That  the  plaintiff  GaZiow^ay  was  not  the  true  and  first 
inventor.    3.  That  the  said  invention,  &c.,  was  not  particularly 
described,  &c.,  by  the  specification.    4.  That  the  said  invention 


(})  In  the  subseqaent  legal  proceedings  on  of  the  *  Endearour'  was  an  experiment,  which  had 

Un  patent,  there  was  contndictory  evidence  on  ftuled  and  been  abandoned,  or  a  complete  and 

the  question  of  the  similarity  of  the  arrangement  perfect  inTentiou. 

of  the  divided  floats  in  the  two  wheels ;  but  the  (c)  See  pcit  529,  as  to  the  amendment  of  the 

qucstiQa  left  to  the  jury  was,  whether  the  wheel  declaration. 
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Plea*.  was  not  a  new  invention  or  manufacture  within  the  realm,  but 

had  been  and  was  publicly  practised  and  used  by  others  before 
and  at  the  date  of  the  said  letters  patent. 
Notie$  ofobjee-      1^®  following  was  the  notice  of  objections : — 1.  That  the  said 
*««»•  E.  Q.  was  not  the  first  and  true  inventor  of  the  said  improve- 

ments, for  which  the  patent  in  the  declaration  mentioned  is 
alleged  to  be  in  force,  but  that  all  said  improvements  before  the 
date  and  grant  of  the  said  letters  patent  had  been  and  were  in- 
vented, used,  and  in  practice,  by  Messrs.  M.  and  F.,  or  one  of 
them.  And  that  the  use  of  divided  floats,  applied  accordmg  to 
the  principle  or  mode  described  in  the  writing  or  specification  in 
the  declaration  mentioned,  was  discovered,  invented,  and  in 
practice,  by  the  said  Messrs.  M.  and  F.,  or  some  or  one  of  them, 
before  the  date  and  grant  of  the  said  letters  patent  2.  That 
the  said  alleged  invention,  for  which  said  patent  wbs  granted, 
is  not  an  invention  of  any  new  manufacture  within  this  realm, 
but  is  merely  an  invention  of  a  principle  5  that  is  to  say,  the 
principle  of  arranging  the  floats  of  paddle  wheels  in  divided  por- 
tions, and  in  a  form  calculated  to  displace  the  least  possible 
quantity  of  water  in  their  immersion,  and  not  for  any  specific 
means  of  applying  that  principle  to  practical  purposes ;  and  that 
said  patent  is  calculated  to  prevent  the  said  principle  from  bong 
investigated  and  usefully  applied  by  others.  3.  And  that  the 
specification  of  said  patent  does  not  sufficiently  describe  and 
ascertain  the  nature  of  the  invention,  and  in  what  manner  the 
same  was  or  is  to  be  performed ;  and  is  ambiguous,  obscure,  and 
insufficient  in  this,  that  the  specification  does  not  give  or  suggest 
any  specific  means  of  determining  the  supposed  point,  called  / 
(in  the  drawings  accompanying  said  specification.  No.  1),  at 
which  it  is  necessary  to  place  the  floats  at  a  less  angle  to  the 
radius  of  the  wheel  than  the  angle  Ide;  nor  does  said  specifica- 
tion state  or  show  at  what  angle  it  is  that  said  patentee  places 
the  bars  or  floats  in  such  positions,  that  they  will  be  nearer  to 
each  other  than  said  position  therein  called  ^  to  /;  nor  does  said 
specification  state  or  show  at  what  angle,  or  in  what  line,  whe- 
ther curved  or  straight,  said  bars  or  floats  are  to  be  placed,  when 
the  space  between  any  two  of  them  would  be  too  great  if 
arranged  in  the  cydoidal  form.  4.  And  that  the  principle  of  the 
said  patent,  and  the  application  of  that  principle,  had,  previously 
to  the  date  and  grant  of  said  letters  patent,  been  discovered  and 
known  and  used  by  Messrs.  M.  and  F.,  or  one  of  them;  and 
also  that  said  specification  is  too  large  and  extensive,  and  daims 
too  much,  inasmuch  as  it  indudes  a  certain  invention  of  a 
similar  kind,  made,  used,  and  put  in  practice,  previously  to  the 
date  and  grant  of  the  said  letters  patent,  by  the  said  Messrs. 
M.  and  F.,  or  one  of  them,  and  would,  if  valid,  prevent  the 
exerdse  of  the  said  invention. 
Sir  J.  Campbelly  A.  6.,  Richards^  and  M.  Smith,  were  counsel 
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for  the  plaintiffs ;  M.  D.  Hill  and  R.  Alexander^  for  the  de- 
fendant. The  nature  of  the  case  and  the  evidence  will  suf- 
ficiently appear  from  the  summing  up  of  the  learned  judge. 
"  SirN.  TiNDAL,  C.J. :  Gentlemen^  this  is  an  action  against  r^ summing 
the  Secretary  to  the  Commercial  Steam  Packet  Company,  to  "''• 
recover  nominal  damages  for  the  infringement  of  a  patent  for 
certain  improvements  in  paddle  wheels  for  propelling  vessels. 
In  answer  to  this  action  the  defendants  set  up  three  grounds  of 
defence :  First,  they  say  they  are  not  guilty,  that  is,  in  other 
words,  that  the  paddle  wheels  they  have  employed  in  the 
*  Chieftain,'  and  the  other  ship  called  the  *  Grand  Turk,'  are  not 
an  infringement  of  the  patent ;  then  they  say  that  the  nature  of 
the  invention,  and  the  manner  of  its  performance,  have  not  been 
truly  described  in  the  specification.  Now  that  is  a  good  answer 
in  point  of  law ;  it  is  a  condition  on  which  the  party  to  whom 
the  patent  is  granted  obtained  it ;  and  it  being  a  condition^  it 
must  be  performed  strictly,  that  is,  he  must  communicate  by  his 
specification  to  the  world,  a  sufficient  mode  of  making  this  im- 
provement, of  which  he  has  the  exclusive  privilege  for  the  four- 
teen years,  in  order  that,  when  the  patent  has  expired,  the  public 
may  have  the  full  benefit  of  it  on  reference  to  that  specification. 
The  third  and  remaining  ground  of  the  defence  is,  that  the  sup- 
posed invention  was  not  a  new  invention,  but  was  used  in  Eng- 
land before  the  grant  of  the  patent ;  that  again  is  a  sufficient 
answer  to  the  validity  of  the  patent,  if  the  crown  was  deceived, 
intending  only  to  grant  a  patent  to  the  ori^nal  inventor  of  a 
commodity  or  thing  that  was  not  generally  known  or  used  in 
England  before. 

Now,  with  respect  to  the  first,  that  the  wheel  is  not  an  in-  As  to  the  in- 
fringement— that  the  paddle  wheel  used  by  the  defendants  is  no  fringement. 
infringement  of  the  patent  granted  to  Mr.  Galloway — the  evidence 
lies  in  a  very  narrow  compass.     There  have  been  two  witnesses 
called  on  the  part  of  the  plaintiffs,  viz.  Mr.  Carpmael  and  Mr. 
Cottam,  and  tliey  were  asked,  having  read  the  specification  and 
seen  the  model  which  was  produced  before  them,  whether  the 
wheels  of  the  '  Grand  Turk'  and  the  ^  Chieftain*  are  not  an  in- 
fringement, a  copy  made  afler  and  agreeing  with  the  principle 
laid  down  in  the  patent;  and  they  unequivocally  say,  they  think 
they  are.    No  witnesses  have  been  called  on  the  other  side  to 
whom  that  question  has  been  distinctly  put,  who  have  been 
asked  whether  they  believe  it  to  be  an  infringement  or  not,  but 
every  witness  was  asked  this  question,  whether  it  agreed  with  a 
certain  wheel  that  had  been  supposed  to  be  invented  or  dis- 
covered by  Mr.  Field,  in  1833,  and  put  on  board  the  'Endeavour.' 
That  was  the  way  in  which  every  question  was  put;   not  a 
distinct  question  so  as  to  bring  forth  a  distinct  answer  on  the 
subject  of  the  infringement,  but  putting  it  in  that  collateral  way, 
meaning,  as  the  defendants  contend,  that  the  plaintiff  *s  inven- 
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The  summing 
up. 


As  to  the  suf- 
ficiency of  the 
specification. 
A  studied  or 
manifest  am- 
biguity will 
vitiate. 
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tion  is  borrowed  from  the  one  which  was  known  before ;  virtu* 
ally,  therefore,  they  wish  to  show  that  the  two  inventions  were  in 
fact  the  same;  but  it  certainly  appears  to  me,  that  as  they  did  not 
put  the  question  distinctly  and  directly,  whether,  in  the  opinion 
and  judgment  of  the  defendants'  witnesses,  such  infiringement  had 
taken  place  or  not,  that  they  rather  fortified  the  plaintiff's  case 
than  weakened  it,  by  drawing  out  from  their  witnesses,  that  it 
was  made  on  the  same  principle  as  the  wheel  that  was  put  on 
board  the  'Endeavour,^  it  being  a  main  part  of  their  case  that 
this  was  a  discovery  which  the  plaintiff  GaUoway  has  since 
adopted  and  got  a  patent  for. 

The  next  answer  that  is  put  on  the  record  is,  that  the  plain- 
tiff Galloway  did  not  so  describe  the  matter  in  the  specification 
as  by  law  he  was  required ;  that  he  has  not,  in  the  language  of 
the  plea,  truly  described  his  invention ;  and  if  there  is  a  want  of 
clearness,  so  that  the  public  cannot  afterwards  avail  themselves 
of  it,  much  more  if  there  is  any  studied  ambiguity  in  it,  so  as  to 
conceal  from  the  public  that  which  the  patentee  for  a  term  is 
enjoying  the  exclusive  benefit  of,  no  doubt  the  patent  itself 
would  be  completely  void.  This  is  also  a  question  to  be 
determined  on  the  evidence  brought  before  you.  If  it  had  ap- 
peared on  the  face  of  this  specification,  that  it  was  so  manifesdy 
ambiguous  in  the  terms  used,  as  that  no  person  of  ordinary 
sense  and  judgment  on  reading  it  could  make  out  what  the  party 
professed  to  disclose  and  was  bound  to  disclose,  then  the  speci- 
fication would  not  be  a  compliance  with  the  patent ;  but  it  does 
not  appear  to  me  at  all,  upon  looking  at  it,  that  there  is  such 
doubt  and  difiiculty  in  the  construction  of  the  specification 
itself.  There  has  been  a  great  deal  of  stress  laid  on  what  we 
heard  so  often — the  coincidence  of  the  rolling  cylinder,  which  is 
to  represent  the  rate  of  going  of  the  vessel,  and  the  wheel  which 
forms  the  circle  or  boundary  of  the  lower  part  of  the  floats — and 
a  great  many  observations  have  been  made,  that  certain  cases 
that  may  occur  are  not  provided  for  in  the  specification.  It 
does  not,  I  confess,  appear  to  me  on  the  face  of  the  specification 
that  such  is  the  necessary  conclusion,  because  you  are  to  take 
it,  not  by  itself,  but  with  reference  to  the  figures ;  and  when 
you  look  at  that  figure  which  is  called  Fig.  1,  and  compare  it 
with  the  statement  made  in  the  specification,  I  confess  I  am 
unable  to  say,  on  merely  perusing  it,  which  is  all  I  am  bound  to 
^ay,  that  there  is  that  degree  of  difficulty,  or,  in  fact,  that  I  feel 
any  great  difficulty,  on  the  subject.  But  the  main  question  on 
this  point  is  for  you,  and  that  is,  whether  it  is  such  a  fair  and 
clear  statement,  that  a  person  with  a  competent  degree  of 
knowledge  upon  the  subject-matter  to  which  the  patent  relates, 
would  be  able  to  make  that  which  the  plaintiff  now  enjoys  the 
exclusive  privilege  of.  The  two  first  witnesses  state,  that  in 
their  judgment,  a  perusal  of  this  by  a  workman,  employed  in 
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manufactares  of  this  nature  and  description,  would  qualify  him  A.  D.  1839. 
to  make  a  wheel  of  the  nature  of  those,  in  the  same  manner,  and 
with  the  same  properties  as  those,  which  the  plaintiff  at  present 
enjoys  under  the  patent.  I  do  not  find  that  even  that  is  broken 
in  upon  by  the  other  side,  for  there  is  no  witness  called  to  whom 
that  question  is  put,  except  Mr.  Field ;  and  Mr.  Field's  answer 
to  one  part  of  it,  where  the  question  is  put  to  him,  is  this— he 
says,  ^  I  have  read  the  specification,  and  looking  at  the  specifi- 
cation (which  was  the  main  point  that  was  put  to  him  about 
the  rolling  circle),  I  think  the  rolling  circle  and  the  inner  circle 
of  the  floats  are  intended  to  be  the  same  circle.''  He  says,  it 
is  not  expressed  in  the  specification,  whether  d  belonged  to  the 
rolUng  circle  of  the  edges  of  the  floats.  If  it  belonged  to  the 
rolling  circle,  all  he  says  is  this,  I  do  not  think  a  workman 
would  know  whether  the  point  d  was  the  point  belonging  to  the 
inner  circle,  or  the  rolling  circle : — ^that  is  his  judgment.  If  you 
have  had  an  opportunity  of  looking  at  the  figures  as  connected 
with  the  specification,  I  confess  in  my  mind  it  does  not  appear  a 
sabject-matter  of  doubt  that  that  d  is  the  point  that  is  formed 
by  the  surface  of  the  common  radial  float  with  that  inner  circle, 
and  ibis  only  gives  you  the  point  upon  which  to  set  off,  on  such 
occasion,  to  form  your  cycloid  for  the  new  form  of  floats,  pro* 
▼ided  that  may  or  may  not  be  the  case. 

Now,  gentlemen,  the  third  and  last  is  the  main  point  in  this  As  to  the  inven. 
case,  whether  this  was  an  invention  new  at  the  time,  or  whether  „^^°4  j°  j 
this  improvement  was  new  as  to  the  public  use  and  exercise  at  the  time  of 
thereof  in  Enghmd.    The  date  that  I  have  to  caU  your  atten-  Jl^Jj^"^*^'"^ 
tion  to  is  the  date  of  the  patent,  namely,  the  18th  of  August, 
1835 ;  what  you  have  to  ask  yourselves  is,  whether,  on  the  evi- 
dence, that  which  Mr.  Galloway  has  described  in  his  specifica- 
tion was  new  at  that  time;    or  whether  it   was  known  and 
practised  before  in  the  realm  of  England.     Undoubtedly,  if  it 
was,  there  is  an  end  of  the  patent ;  upon  that  point  the  law  is 
imdoubtedly  now  understood  to  be  this — a  mere  experiment,  or  Eiperiment  not 
a  mere  course  of  experiments,  for  the  purpose  of  producing  a  bro«g*»t.to 
result  which  is  not  brought  to  its  completion,  but  begins  and  conducted  lo  a 
ttids  in  uncertain  experiments — that  is  not  such  an  invention  ^"^*  *]^"*^»  ?***^ 

^,-,  »  1-  ri"^  vitiate  the 

u  Should  prevent  another  person,  who  is  more  successful,  or  patent  of  a  more 

porsues  with  greater  industry  the  chain  in  the  line  that  has  »"cces8ful  pcr- 
»        ,  .,  ?      ,.       ,        ,  1.        .  i.  .1.       ton  m  the  tame 

mn  bud  out  for  him  by  the  preceding  mventor,  from  avaihng  line. 

I^iniaelf  of  it,  and  having  the  benefit  of  it ;  therefore,  the  main  . 
point  in  this  case  is,  whedier  all  that  is  allowed  to  have  been 
done  by  Mr.  Field  rested  in  experiment,  and  unsuccessful  ex- 
periment not  conducted  to  its  full  result,  or  whether  it  was  a 
complete  discovery  of  that  which  now  forms  the  subject-matter 
^  the  patent.  On  that,  the  evidence  of  Mr.  Carpmael  and 
Mr,  Cottam  is,  as  you  will  suppose,  only  general,  because  they 
^Tc  called  to  negative  that  this  was  known  before.     Therefore, 

3  Y 
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Th$  nmmiHg     all  they  can  say  is,  that  they  are  people  who  are  eonversant  with 
^'     .  .  .^     subjects  of  this  description^  and  pass  their  time  and  part  of  their 
can  oDiy  make  ^^^^^  ^^  understanding  the  nature  of  patents^  and  in  following 
a  prima  facie     up  and  discovering  what  are  the  inventions  that  are  going  on 
ca^  0  Dove  y.  f^^  week  to  Week — and  all  that  they  say  is,  that  they  had 
not  before  heard  that  there  had  been  such  a  discovery  previ- 
ously to  the  issuing  of  the  patent  in  August,  1835.    Therefore, 
that  is  enough  to  call  on  the  other  side,  to  show  afBrmatively, 
that  it  was  not  new,  that  it  was  an  old  matter,  and  used  and 
exercised  before  within  the  realm  of  England,  and  you  must  say 
whether  the  evidence  which  they  have  brought  before  yon,  in 
the  way  in  which  it  seems  to  me  it  ought  to  be  understood,  has 
brought  your  minds  to  that  conclusion,  or  not.    That  is  a  mere 
question  of  fact  which  you  must  decide  for  yourselves. 

Upon  that,  Mr.  Field  is  first  called,  and  gives  an  account  of 
all  that  he  had  done,  in  the  way  of  invention,  and  carrying  that 
invention  to  the  purposes  of  practice,  and  the  account  he  gives 
is  this ;  he  says,  ^^  In  the  year  1833, 1  made  an  improved  wheel, 
a  model  of  which  I  took  to  the  Admiralty.^^  Then  he  gives  yon 
the  original  model  that  he  made  at  that  time ;  he  says,  ^^This  is 
the  one  I  made  it  from,  and  I  conceived  the  idea  of  dividing  the 
board  into  a  curve,  which  curve  I  obtained  by  holding  my 
pencil  at  the  edge  of  the  supposed  water  line ;  I  then  phioed 
the  same  quantity  of  sur&ce  of  paddle  in  four  bars,  that  is,  a 
cycloidal  curve.^^  Then  he  says,  ^^This  model  shows  it  better,, 
that  is  the  new  model  that  I  made;  at  that  period  we  were 
employed  by  the  Admiralty,  and  had  just  completed  six  laige 
steam  engines,  I  wrote  to  the  Admiralty.^'  Then  he  says,  in 
consequence  of  that,  he  afterwards  went  and  attended  there.  He 
says,  *^  The  model  was  produced  and  explained  by  myself  and 
partner  to  the  Admiralty ;  they  were  much  pleased,  and  they 
determined  to  adopt  it ;  they  said,  the  next  vessel  that  arrived 
should  have  the  improvement.^^  A  vessel  did  arrive;  however, 
he  had  not  at  that  time  the  vessel,  because  it  did  not  happen  to 
be  of  their  own  make,  but  some  other  person's.  And  then  he 
says,  ^^The  model  remained  about  a  week  in  the  Admiralty;  we 
kept  it  in  the  drawing  office  of  our  manufiactory;  we  showed  it 
to  any  one  that  came  who  wished  to  see  it,  and  to  any  persona 
concerned  in  steam  vessels.''  Then  he  goes  on  to  say,  ^'  I  made 
an  experiment  myself,  in  a  small  vessel  of  our  own.''  The 
The  question  in,  question  you  are  to  determine  is,  whether  on  the  evidence  the  i 
whether  the  in-  thiuc  itsclf  was  complctc,  SO  as  to  be  used,  or  whether  only  A 

▼en'ion  was  , »  .  ^        '  ,  >       xt  i  •       .        i 

complete.  sencs  of  expenmcnts  were  going  on  ?     Up  to  this  tmie  the 

model  had  been  shown,  but  not  any  actual  paddle-wheel  made, 
much  less  up  to  the  time  we  are  now  discussing  had  any  one 
been  applied  to  any  real  practical  use.  Now  comes  in,  what  he 
calls  himself,  an  experiment — ^^lu  a  small  vessel  of  our  own, 
the  ^  Endeavour/  which  is  a  steamer  from  London  to  Richmond,* 
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we  put  a  paddle  upon  it;  this  paddle  is  suited  for  the  sea,  and  A.D.  183P, 
notfor  fresh  water;  we  put  one  fresh  paddle  on  the  wheel  of 
the  ^  Endeavour ;'  the  result  was,  the  agitation  of  the  water  was 
quite  removed,  or  scarcely  perceptible :  we  continued  the  ex- 
periment (as  he  called  it),  for  some  weeks ;  we  then  restored  the 
former  wheel.*'     It  is  afterwards  explained,  that  the  reason  why 
this  wheel  was  taken  away,  and  the  old  one  restored,  according 
to  the  captain's  account^  was  because  the  boiler  was  not  large 
enough  to  make  steam  sufficiently  fast  for  this,  which  had  a 
quicker  rotary  motion.     Then  he  goes  on  to  say,  that  in  1835  a 
great  many  experiments  were  made.    ^^  I  got  this  original  know- 
ledge in  the  year  1833.*'    And  when  we  are  discussing  whether 
he  had  brought  that  to  any  degree  of  perfection,  at  that  time,  so 
as  to  be  a  matter  that  was  known,  and  capable  of  being  applied 
to  vessels  at  all,  it  is  odd  and  singular  enough  (but  that  will  be  for 
your  consideration),  that  he  should  go  on  in  1835  making  a  great 
many  more  experiments.     He  says,  ^^  In  1835,  we  made  a  great 
many  experiments,  of  which  the  general  character  was  to  ascer- 
tain the  varioos  qualities  of  wheels,  chiefly  cycloidal  wheels,  and 
comparing  those  wheels  with  Morgan's  wheel.     I  had  a  very 
extensive  apparatus  constructed  for  the  purpose  of  these  experi- 
ments; it  stood  in  a  very  public  part  of  the  premises,  no  person 
was  excluded,  a  great  many  saw  it,  it  was  in  the  thoroughfare  of 
the  manufactory.     We  had  between  400  and  500  employed  at 
that  time  in  our  manufEustory.''     He  says  how  the  apparatus 
was  constructed  (which  I  think  was  not  very  material),  but  that 
apparatus  they  constructed  merely  for  the  purpose  of  deciding 
upon  these  experiments.    Then  he  says,  ^^  These  experiments 
were  made  between  the  16th  of  April  and  the  12th  of  June, 
1835.    We  had  a  person  solely  employed  in  these  experiments ; 
uo  secrecy  whatever  was  observed;  on  the  contrary,  we  invited 
people  to  come  and  see  them.     I  first  heard  of  the  patent  taken 
out  by  Mr.  Gkdloway,  on  the  8th  of  September,  1835.     I  re- 
member a  model  put  up  by  him  in  the  Adelaide  Gallery.^'     It 
appears,  therefore,  from  the  month  of  September,  1835,  Mr. 
Pield^was  fully  conscious  that  there  had  been   this  patent 
gnmted  to  Mr.  Galloway,  and  we  do  not  hear  of  any  opposition 
to  it  for  a  very  considerable  period  afterwards.     Indeed,  these 
defendants,  a  year  afterwards,  so  little  are  they  informed,  or 
so  little  do  they  know,  that  there  had  been  a  doubt  as  to  the  va- 
hdity  of  the  patent,  that  they  pay  for  the  use  of  these  floats,  for 
a  vessel  of  theirs  called  the  'Calpe,'  £40— having  previously, 
in  the  years  1835  and  1836,  just  after  the  granting  of  the  patent, 
had  the  same  patent  improvement  applied  at  a  much  larger 
anm  to  other  vessels.    Then  he  says,  **I  have  carefully  ex- 
^ned  the  specification  of  Mr.  Gralloway;   I  have  seen  the 
nwdels  produced;  the  principle  laid  down  in  that  specification  is 
P^^cisely  the  same  as  mine ;  I  had  the  same  object  in  view — 
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The  summing     that  of  arranging  the  floats  in  a  cycloidal  curve ;  I  have  not 
*''''  been  able  to  find  in  Mr.  Galloway's  spedfication  any  thing 

whatever  different  to  what  I  bad  in  view^  except  what  I  had 
before ;  the  advantages  mentioned  in  his  specification,  are  the 
very  same  advantages  that  I  contemplated  and  proposed." 
Gentlemen,  then  he  is  cross-examined  as  to  this  point,  and  he 
says,  I  have  taken  out  patents  m3rself,  altogether  three,  one  of 
them  a  little  time  ago ;  the  idea  crossed  my  mind  for  taking  out 
a  patent  for  this  discovery.  I  entered  a  caveat  for  my  discovery 
in  1833.  I  never  did  any  thing  upon  it.  It  is  now  a  very 
valuable  wheel,  it  is  now  in  general  use ;  a  valid  patent  for  such 
a  wheel  would  be  very  valuable  to  the  patentees,  it  would  be 
valuable  to  me;  I  continued  making  experiments  till  July, 
1835.^'  Certainly  it  is  not  an  improper  observation,  one  that 
you  should  bring  before  your  own  minds  on  this  question,  that  is, 
whether  it  was  the  invention  of  Mr.  Field  before  Mr.  Galloway, 
and  an  invention  carried  so  far  to  perfection,  that  the  matter 
might  be  known  and  used  in  England  ? — that  as  he  had  entered 
a  caveat  at  the  office  of  the  law  officers  of  the  crown,  he  most 
have  had  notice  of  this — the  patent  would  not  have  passed 
without  some  notice  given  to  him,  that  such  patent  was  taken 
out ;  and  yet  you  see,  though  he  had  put  in  his  caveat  in  the 
year  1833,  and  made  experiments  from  April  to  June,  and  goes 
on  making  experiments  to  1835,  he  does  not  at  aU  interpose, 
or  set  up  his  claim  at  tiiat  time  to  take  out  a  patent.  I  do  not 
mean  to  say  he  was  bound  to  do  it,  or  that  his  not  doing  it 
will  decide  this  question  at  all;  but  when  we  are  considering  the 
course  that  men  ordinarily  pursue  in  looking  after  their  own 
interest,  the  question  is,  whether  he  is  perfectly  to  be  depended 
on  as  to  the  exact  identity  of  this  discovery — ^that  this,  which  is 
now  the  subject  of  a  patent,  was  the  very  discovery  which  he 
himself  had  made  ?  That  is  for  you,  and  not  for  me,  to  deter- 
mine. Then  he  goes  on  to  say,  '^  I  continued  making  experi- 
ments till  July,  1835.  I  never  fitted  up  a  vessel  for  a  customer 
till  the  *  Dovor  Castle,'  that  was  the  name  of  it ;  the  wheels 
were  afterwards  altered  from  three  boards  to  two,  and  sip  they 
continued.  That  vessel  did  not  go  faster  nor  slower  than  be- 
fore, but  the  vessel  was  better  for  the  sea ;  she  was  always  a 
slow  vesseL  The  next  vessel  we  fitted  up  with  split  boards 
was  the  *  African  f  that  was  in  the  summer  of  1836."  That  is, 
after  the  period  when  this  patent  is  granted;  therefore,  any  thing 
that  is  done  after  that,  if  it  is  a  wheel  of  the  nature  and  descrip- 
tion of  that  for  which  the  patent  is  granted,  that  is  not  to  be 
brought  in  evidence  against  the  plaintiff,  as  a  prior  discovery, 
except  so  far  as  that  the  party  who  gives  the  evidence  says 
that  it  was  upon  his  own  principle,  and  not  upon  the  principle 
of  the  patent.  The  mere  fact  of  applying  it  so  late  as  the  year 
1836,  the  year  after  the  patent  was  granted,  would  not  of  itself, 
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of  course^  show  that  the  subject-matter  had  been  known  and  A.  D.  1839. 
used  in  England  a  year  before.  Then  he  says^  ^^  I  am  not  quite 
positive  that  I  fitted  up  any  but  the  ^  Dovor  Castle'  with  wheels 
on  thb  construction.  I  fitted  up  tlie  ^  Great  Western'  with 
wheels  of  this  construction  in  the  year  1838 ;  the  wheel  is  now 
m  great  repute ;  I  had  no  knowledge  of  the  floats  being  divided 
in  this  way  before  I  did  so  myself.  I  did  nothing  for  the 
Admiralty  before  August^  1835.''  Then,  in  fact,  he  says,  "  I 
did  not  do  it  till  the  summer  of  1836.  I  did  take  off  the  new 
wheel,  after  having  satisfied  myself  with  the  experiment,  and 
I  put  on  the  old  boards  again/'  He  says,  ^^  We  did  nothing 
in  1833,  1834,  and  1835 ;  in  1835  we  commenced  our  experi- 
ments, and  we  still  continued  to  make  comparative  experi- 
ments.'' Then  he  goes  on  to  say  something  more  as  to  the 
specification,  which  is  not  material  {d)» 

The  point,   as  it  seems   to   me,  for  your  consideration  is, 
whether  you  are  satisfied  or  not,  that,  at  the  time  when  this 
patent  was  taken  out,  the  invention  for  which  the  patent  was 
obtained  was  a  new  invention,  and  not  used  publicly  in  Eng- 
land, which  are  the  words  of  the  plea  ?     That  there  had  been  Experiment 
many  experiments  made  upon  the  same  line,  and  almost  tending,  '^*°^„°i**^,'^ 
if  not  entirely,  to  the  same  result,  is  clear  from  the  testimony  to  a  succeMful 
you  have  heard ;  and  that  these  were  experiments  known  to  ^^^^^f^^^ 
various  persons ;  but  if  they  rested  in  experiment  only,  and  had  more  fortunate 
not  attained  the  object  for  which  the  patent  was  taken  out,  l^^l^''(;^^^^ 
mere  experiment,  afterwards  supposed  by  the  parties  to  be  required  link, 
fruitless,  and  abandoned  because  they  had  not  brought  it  to  a 
complete  result,  that  will  not  prevent  a  more  successful  com- 
petitor, who  may  avail  himself  as  far  as  his  predecessors  have 
gone  of  their  discoveries,  and  add  the  last  link  of  improvements, 
in  bringing  it  to  perfection.     If  that  is  the  case,  the  plaintiffs 
are  entitled  to  your  verdict.     If  it  was  then  known,  at  the  time 
when  the  plaintiff  took  it  up,  and  was  publicly  known  and  used 
in  England,  then  in  that  case  the  patent  is  invalid,  and  in  that 
i       case  you  would  find  your  verdict  for  the  defendant.     If  you  find 
i       it  for  the  plaintiffs,  it  will  be  only  nominal  damages ;  the  ques- 
J        tion  is  not  here  for  any  profits,  but  simply  to  decide  the  right 
|.       between  the  parties. 

Verdict  for  the  plaintiffs  (c). 


(<I)  His  lordship  read  the  evidence  of  the  other  being  no  allegation  that  he  was  the  registered 

witnencs  who  had  been  called  as  to  some  of  the  officer  of  the  Company,  pursuant  to  the  act  of 

■utters  spoken  to  by  Mr.  Field,  but  this  evidence  parliament,  7  W.  4,  &  1  Vict.  c.  73.    On  a  subse- 

ii  not  material  to  be  stated.  quent  day  the  plaintids  obtained  a  rule,  calling  on 

(0  No  application  vt as  made  to  the  court  to  the  defendant  to  show  cause  why  the  record  should 

dittovb  the  verdict ;  but  a  rule  was  obtained  call-  not  be  amended  by  inserting  the  proper  allegation 

iag  on  the  plaintifis  to  show  cause  why  judgment  in  the  declaration.    The  court  made  the  latter  rule 

^^^  not  be  arretted,  on  the  ground  that  the  de-  al^lute  on  terms  of  the  plaintifls  paying  the  costs 

^^■"■tion  wu  defeetive,  no  right  of  action  being  of  both  rules,  and  foregoing  the  costs  of  the 

*^*B  igaiast  the  defendant  on  the  record ;  there  action.     See  Gatloway  t.  Bleaden,  1  M.  &  G.  247. 
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CARPENTER'S  PATENT. 


Titie. 


Sfteci/ieatum 
aiul  diielaimeTm 


Letters  patent,  18th  January,  1830,  to  J.  Carpenter  and 
J.  Young,  for  *^  certain  improvements  in  locks  and  other  secu- 
rities applicable  to  doors  and  other  purposes*'* 

The  invention  described  in  the  specification  consisted  of  two 
kinds  of  improvements  in  locks,  and  of  improvements  in  hinges. 
By  disclaimer  and  memorandum  of  alteration,  enrolled  1 5th  of 
July,  1839,  one  class  of  improvements  in  locks  and  the  im- 
provements in  hinges  were  disclaimed,  and  the  words  ^^  other 
securities"  in  the  title  were  also  disclaimed ;  the  remaining  im- 
provement consisted  of  a  combination  of  a  sliding  bolt  and  lever 
latch ;  the  latch  having  one  side  of  its  face  sloped  off  and 
moving  up  an  inclined  plane  on  the  striking  part  of  the  staple, 
and  then  £Edling  suddenly  into  the  box  of  the  staple.  One 
feature  of  the  improvement  was  the  use  of  a  piece  of  metal 
(marked  e),  by  which  the  latch  could  be  lifted,  and  the  bolt 
of  the  lock  unlocked,  from  the  outside. 


M.  v.,  1841. 


DecUratian, 


PlMS, 


Objectians. 


Carpenter  v.  Smith. 
Cor.  Lord  Abinger,  C.B» 

The  declaration  set  forth  the  specification  and  disclaimer,  and 
assigned  breaches  after  the  entering  of  the  disclaimer  in  respect 
of  the  part  of  the  invention  not  disclaimed. 

The  defendant  pleaded — 1.  Not  guilty.  2.  That  the  plaintiff 
was  not  the  true  and  first  inventor  of  the  part  not  disclaimed. 
3.  That  the  part  not  disclaimed  was  not  a  new  invention  as  to 
the  public  use  and  exercise  thereof.  A^  The  insufficiency  of  the 
specification.  5.  That  the  invention  not  disclaimed  was  not  a 
new  manufacture  within  the  proviso  of  the  statute. 

The  following  notice  of  objections  was  delivered  with  the 
pleas: — 1.  That  the  plaintiff  was  not  the  first  and  true  inven- 
tor of  the  said  alleged  invention,  or  for  which  the  said  letters 
patent  were  granted.  2.  That  the  said  alleged  invention  was 
not  a  new  invention  as  to  the  pubhc  use  thereof  in  England  at 
the  time  of  the  grant.  3.  That  the  specification  set  forth  in 
the  declaration  is  insufficient,  inasmuch  as  it  does  not  set  out 
what  parts  are  old  and  what  new  of  the  lock ;  and  also,  inas- 
much as  it  disclaims  the  separate  parts  of  the  lock,  without 
saying  what  is  intended  to  be  claimed,  while  the  title  of  the 
patent  is  for  improvements  in  locks  only ;  at  the  same  time, 
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diat  much  is  said  in  the  said  specifica^on  about  box  staples  and  (%'ectiMM. 
latches^  which  are  no  part  of  the  locks  as  appurtenances  in 
the  said  specification^  which  treats  of  them  as  distinct  inven- 
tions from  tiie  locks,  and  are  as  distinct  as  the  key  is  from  the 
lock*  4.  That  the  invention  is  not  a  new  invention  within  the 
meaning  of  the  statute  21  Jac.  1,  c.  3.^  there  being,  in  fact,  no 
invention  pointed  out  in  the  specification  as  the  improvements 
alluded  to  in  the  title  of  the  patent. 

KeUy,  M.  Smith,  and  Webster,  were  counsel  for  the  plaintiff, 
and  Sir  F.  PoUock,  A.  6.,  and  Rotch,  for  the  defendant  Several 
objections  were  taken  on  the  part  of  the  defendant  to  the  speci- 
fication and  disclaimer;  that  the  latter  was  not  such  as  the 
officer  of  the  crown  ought  to  have  allowed ;  but  they  became 
immaterial  (a).  The  alleged  infringement  of  part  of  the  inven- 
tion was  admitted;  the  combination  of  the  sliding  bolt  and 
spring  lever  latch,  with  the  peculiar  form  of  striker  and  staple,  was 
described  as  a  great  improvement,  the  door  shutting  more  easily 
and  with  greater  certainty,  than  when  the  spring  bolt,  which  has 
to  be  pushed  back,  is  used.  The  evidence  as  to  the  particular 
parts  of  the  lock  became  immaterial,  the  learned  judge  being  of 
opinion,  that  the  specification  claimed  generally  die  lever  latch 
and  bolt,  however  combined  in  the  same  frame,  and  without 
reference  to  the  combination  with  the  other  parts  shown  and  de- 
scribed in  the  specification.  The  hcta  of  the  case  are  very  fuUy 
stated  in  the  summing  up  of  the  learned  judge. 

Lord  Abingbb,  C.B.  :  Gentlemen  of  the  jury,  I  will  endea-  Lord  Abmger, 
TOUT,  as  shortly  as  I  can,  to  bring  before  you  the  precise  ^•®''^'**'^'^' 
questions  to  be  tried;  and  I  must  entreat  of  you  to  try  those 
questions  entirely  free  from  any  impression  that  may  have  been 
attempted  to  be  made  on  you^  either  of  compassion  to  the 
plaintiff  or  the  defendant. 

Now,  admissions  have  been  made  (and  the  cause  has  been  con- 
ducted very  fairly  by  the  counsel  on  both  sides),  in  order  to  reduce 
the  question  to  the  least  possible  number  of  points.  The  plain- 
tiff had  taken  out  a  patent  in  the  year  1830,  for  a  new  lock.  It 
appears  when  he  first  took  out  the  patent,  he  embraced  in  his 
patent  a  great  deal  of  matter,  which  would  have  made  the  whole 
patent  void — that  he  certainly  embraced  in  it  a  claim  for  an  inven- 
tion which  turned  out  to  be  useless,  and  for  another  invention 
^bich  turned  out  to  be  old,  and  not  to  be  useful;  and,  therefore, 
be  took  advantage  of  the  statute  that  has  been  made  within  the 
1^  few  years  for  the  benefit  of  patentees,  and  by  entering  at 
^e  proper  office  a  disclaimer  of  certain  portions  of  his  former 
specification,  he  made  that  good  as  far  as  he  could  make  it 


(«)  The  original  specification  contained  no  dis-      of  the  bolt  and  lever  latch.       Seo  per   Lord 
claincr  or  claim,  but  the  disclaimer  disclaimed      Abinger,  C.  B.,  past  532-Z, 
we  ptfticaiar  parts,  and  claimed  the  combination 
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Lord  Jbinger,  good^  by  Striking  out  the  objectionable  parts  of  the  specification. 
C.B.^thtjury.  ^^^  ^g  objection  to  his  specification  originally^  is  plain  on  the 
face  of  it,  and  it  was  this — ^it  is  required  as  a  condition  of  every 
patent,  that  the  patentee  shall  set  forth  in  his  specification  a 
The  specifica-  true  account  and  description  of  his  patent  or  invention,  and  it 
gttUh*bJtwwn^' "  necessary  in  that  specification  that  he  should  state  what  his 
new  and  old ;  if  invention  is,  what  he  claims  to  be  new,  and  what  he  admits  to 
sumption'^u  that  ^  0^5  for  if  the  specification  states  simply  the  whole  ma- 
the  patent  ex-  chinery  which  he  uses,  and  which  he  wishes  to  introduce  into 
whole  and  to  ^i^c,  and  claims  the  whole  of  that  as  new,  and  does  not  state 
each  part.  t]iat  he  claims  either  any  particular  part,  or  the  combination  of 
the  whole  as  new,  why  then  his  patent  must  be  taken  to  be  a 
patent  for  the  whole,  and  for  each  particular  part,  and  his  patent 
will  be  void  if  any  particular  part  turns  out  to  be  old,  or  the 
combination  itself  not  new.  Now,  as  the  patent  stood  origin- 
ally, he  neither  claimed  the  combination  nor  the  specific  parts, 
but  when  he  comes  to  make  the  disclaimer,  in  the  year  1839,  he 
disclaims  the  particular  parts ;  but  I  will  not  call  your  attention 
to  them,  because  they  are  not  material,  but  he  retains  his  claim 
to  Fig.  2,  and  disclaims  the  particular  parts;  he  says,  ''the 
latch  is  not  new,  the  bolt  is  not  new,'' — ^but  it  is  plain  that  be 
claims  the  rest  Now  the  rest  either  means  the  combination,  or 
it  means  a  combination  within  a  combination,  such  as  it  was 
that  he  claimed  as  his  patent.  Now  that  combination,  as  it  is 
set  forth  in  his  figure,  as  well  as  in  his  patent,  consists  of  a  cer- 
tain brass  plate,  which  is  marked  with  the  letter  b,  and  which 
serves  to  confine  the  movements  of  the  two  bolts,  that  is,  of  the 
latch  and  the  bolt  latch  together,  if  the  party  chooses  so  to  use 
them.  But  he  certainly  states  that  he  may  use  them  sepa- 
rately, without  the  plate  e,  in  which  case  it  is  admitted  that  the 
brass  plate  marked  with  the  letter  e  would  not  be  required. 
But  then  his  counsel  says,  that  the  claim  is  sufficientiy  large  to 
entide  him  to  the  combination  independent  of  that.  Now  that 
is  a  question  upon  which  I  entertain  very  considerable  doubt, 
that  is  a  question  open  for  future  discussion,  but  we  assume,  for 
the  purpose  of  trying  the  question  before  you,  that  he  may 
claim  a  patent  for  a  combination,  independent  of  that  brass  plate 
marked  with  the  letter  e,  which  it  is  admitted  the  defendant  has 
not  used.  Why,  then,  what  is  the  combination  he  claims  ?  he 
does  not  say  that  he  claims  (at  least,  he  does  not  say  in  terms 
that  he  claims)  the  combination  of  the  box  and  the  sliding 
inclined  plane  in  the  box ;  he  does  not  say  he  claims  that  as 
a  part  of  his  combination ;  but  you  are  to  collect  that  in  the 
specification  from  his  figures.  But,  as  I  understand  it,  he 
certainly  claims  the  combination  of  the  two  bolts  in  one 
frame,  and  I  do  not  deny  that,  according  to  the  evidence  he  has 
given,  he  has  proved  that  there  is  more  advantage  in  having 
them  in  one  frame  than  in  two ;  we  must  take  that  for  granted, 
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that  the  advantage  here  is  not  questionable.  Well^  but  then  A.D.  I84i. 
does  he  claim  the  combination  in  that  precise  and  particular 
ibim  and  no  other  ? — because^  unless  he  goes  on  in  his  specifica- 
tion,  and  says,  ^^  I  claim  the  combination  in  the  precise  form  I 
have  stated,  but  I  do  not  claim  the  combination  in  any  other 
fonn  whatever/'  his  claim  in  general  is  for  the  combination  of 
the  two  bolts  in  one  frame — ^the  one  the  bolt,  and  the  X)ther  the 
htch.  Now  on  that  subject  the  counsel  for  the  defendant  says, 
"I  deny  that  that  combination  is  new — ^I  deny  that  it  is  new  in 
its  parts,  and  I  deny  that  it  is  new  in  the  combination/'  That 
is  the  plea.  The  pleas  are  changed  in  two  or  three  different 
ways,  but  that  is  the  substance  of  the  pleas.  The  plaintiff 
has  certainly  given  evidence  to  show  that  the  witnesses  who 
have  been  called  had  never  seen  the  combination  before — ^but 
their  evidence  goes  further  than  that ;  for  Mr.  Carpmael  and 
Mr.  Bramah  both  distinctly  say,  not  only  that  they  have  never 
seen  the  combination  before  of  the  two  bolts  in  one  frame,  but 
they  both  say  that  they  never  before  saw  a  lifting  latch  that  was 
nised  up  by  an  inclined  plane  on  the  box,  and  by  a  bearing  off 
of  the  edge  of  the  latch,  so  as  to  accommodate  the  inclined 
plane,  and  to  make  it  rise  more  easily  and  get  into  the  box,  and 
hold  it  fast.  Mr.  Carpmael  says,  in  terms,  that  he  had  never 
seen  that  before ;  Mr.  Bramah  says  the  same  thing,  that  he  had 
never  seen  that  before.  Now,  I  desire  you  to  dwell  with  some 
attention  on  that,  because  a  great  deal  of  argument  has  been 
urged  here,  and  a  very  ingenious  reply  has  been  addressed  to 
yoa  by  the  plaintiff's  counsel,  ahd  witnesses  have  been  called, 
some  of  them  persons  of  great  science  and  extensive  knowledge, 
and  these  witnesses  have  been  called  to  prove  that  they  never 
Iniew  this  before ;  from  which  you  are  desired  to  infer,  that  it 
conld  not  have  been  known  before  to  any  purpose  or  effect 
whatever.  Why  the  same  persons  who  tell  you  they  never 
knew  the  combination  before,  also  tell  you  that  they  never 
knew  the  particolar  part  in  its  present  form  before,  that  is,  the 
latch ;  when  you  find  from  other  evidence,  that  that  form  was 
well  known,  that  that  form  was  known  to  other  persons,  who 
had  introduced  it  into  practice,  at  least  it  is  an  argument  to 
show,  that  the  knowledge  of  these  gentiemen,  however  intelli- 
gent they  may  be,  is  not  to  be  altogether  relied  on.  Mr. 
Caipmael  was  evidentiy  surprised  to  see  the  lock  put  into  his 
hand  from  the  Martello  Tower,  and  admitted  that  he  had  never 
seen  any  thing  like  it  before.  I  think  there  are  several  instances 
which  I  might  allude  to,  which  show  with  respect  to  the  form  of 
the  latch,  and  the  mode  of  its  being  got  in  the  box,  that  that 
has  been  used  before.  Then  what  is  it  that  is  new  ?  It  is  the 
combination  that  is  new ;  that  part  is  not  new.  The  box  has 
been  proved  sufficiently  to  have  been  used  before  in  that  form, 
or  on  the  same  principle — Mr.  Carpmael  admits  it ;  therefore,  it 

3  z 
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Lord  Ahinger,    is  the  combination  which  is  new*     Now^  is  the  oombinatioii 

C.B.,ftf  thejuiy,  ^^^  j     Upon  that  you  had  the  evidence  of  the  opinion  of  many 

witnesses  on  behalf  of  the  plaintiff,  that  it  was  not  known  be- 

fore,  and  that  they  did  not  know  it  before*    You  have  also  the 

facts  adduced  by  the  defendant's  counsel* 

But,  gentlemen,  before  I  come  to  consider  these  facts,  and 
apply  them  to  the  evidence,  I  must  beg  leave  to  make  an  ob- 
servation upon  a  very  important  part  of  the  address  of  the 
counsel  in  reply,  because  I  tiunk  it  is  my  duty  that  you  should 
not  give  your  verdict  under  any  mistaken  impression  of  what 
the  law  may  be*  The  plaintiff*s  counsel  has  referred  to  the 
words  of  the  statute,  to  show  that  the  words  ^^  public  use  and 
exercise''  formed  a  part  of  the  patent,  from  which  he  desires 
you  to  take  the  definition  of  what  he  calls  the  legal  meaning  of 
the  word  ^^new,"  and  he  draws  this  inference— that  unless  it 
has  been  in  public  use  and  in  public  exercise  before,  it  is  n^. 
A  Dublic  a5«  I  repeat  the  words,  that  there  may  be  no  mistake ;  the  inference 
and  exercise,     j^^  draws  from  it  (for  I  took  his  words  down  at  the  time)  is  this— 

not  a  use  and  ^  i    •  i  i  i- 

exercise  by  the  that  unlcss  it  was  in  public  use  before,  and  there  was  a  pubue 
P"**'**^"  exercise  of  it  before  (tiiat  is,  exercised  by  the  public  before),  it 

is  new*  Now,  I  differ  altogether  from  the  learned  counsel  in 
that  respect;  and  I  think  what  is  meant  by  ^^ public  use  and 
exercise,"  as  has  been  held  by  my  predecessors  before  (and  I 
think  one's  own  common  sense  leads  one  to  adopt  that  defi- 
nition), is  this ; — ^a  man  is  entitied  to  a  patent  for  a  new  inven- 
tion, and  if  his  invention  is  new  and  useful,  he  shall  not  be 
prejudiced  by  any  other  man  having  invented  that  before,  and 
not  made  any  use  of  it;  because  the  mere  speculations  <rf 
ingenious  men,  which  may  be  fruitful  of  a  great  variety  of 
inventions,  if  they  are  not  brought  into  actual  use,  ought  not 
to  stand  in  the  way  of  other  men  equally  ingenious,  who  may 
afterwards  make  the  same  inventions,  and  apply  them.  A  grest 
many  patents  have  been  taken  out,  for  example,  upon  sugges- 
tions made  in  a  very  celebrated  work  by  the  Marquis  ^of 
Worcester,  and  many  patents  have  been  derived  from  hints  and 
speculations  by  that  ingenious  author*  But  yet,  as  he  nevar 
acted  on  them,  as  he  never  brought  out  any  machines  whatso- 
ever, those  patents  are  good*  So  that  the  meaning  of  the  words 
^^  public  use"  is  this— that  a  man  shall  not,  by  his  own  private 
invention,  which  he  keeps  locked  up  in  his  own  breast,  or  in  bis 
own  desk,  and  never  communicates  it,  take  away  the  right  that 
another  man  has  to  a  patent  for  the  same  invention.  Now 
Public  u»e  is,  ^  public  usc"  mcaus  this — that  the  use  of  it  shall  not  be  secret, 
^h**  n'h*  ^**hr  ^^*  public  5  and  in  tiiat  sense  I  must  say,  that  if  you  think  the 
as  coDtradistin-  lock  used  by  Mr.  Davies  is  a  lock  which  combines  the  same 
guished  from  thing  (I  do  not  say  whether  it  does  or  not;  that  is  left  entirely 
for  your  consideration),  I  think  that  is  a  public  use  of  it,  and  is 
within  tiie  meaning  of  this  clause  of  the  patent — ^^^  public  use 
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and  exercise^^  as  used  in  opposition  to  private  and  secret  use.  A.  t>.  184U 

Therefore^  if  a  man  invents  a  thing  for  his  own  use,  whether  he 

seUs  it  or  not,  if  he  invents  a  lock  and  puts  it  on  his  own  gate, 

and  has  used  it  for  a  dozen  years,  that  is  a  public  use  of  it.     If  it 

were  otherwise,  see  what  the  consequence  would  be :  Mr.  Davies 

has  a  lock,  which  he  has  directed  to  be  made  (we  may  suppose 

that  to  be  the  case),  and  put  on  his  gate  some  twenty  years 

1^0 — sixteen  years  ago  at  least;  if  that  was  not  a  public  use  of  it 

which  prevented  a  man  from  taking  out  a  patent,  any  man 

might  go  and  take  a  model  of  that  lock,  and  get  a  patent  for  it. 

How  can  he  be  the  inventor  of  it  ? — ^because,  to  obtain  a  patent, 

a  man  must  be  the  inventor ;  and  if  it  has  been  once  in  public 

use  (that  is,  used  in  a  public  manner,  not  used  by  the  public), 

yet  if  it  has  been  used  by  half  a  dozen  individuals,  or  one,  in  a 

public  manner,  any  man  having  access  to  it,  how  can  he  be  said 

to  be  the  inventor,  if  by  merely  gaining  access  to  that  he  takes 

oat  a  patent?     For  recollect  that  the  words  of  the  statute 

show  that  the  patentee  is  to  be  the  inventor;  and  one  of  the 

questions  which  you  have  to  try  is,  whether  he  is  the  inventor, 

as  well  as  whether  there  is  any  novelty  in  the  invention.    A 

man  cannot  be  said  to  be  the  inventor  of  that  which  has  been 

eiposed  to  public  view,  and  which  he  might  have  had  access  to 

if  he  had  thought  fit  (&). 

Again,  gentlemen,  the  learned  coimsel  laid  it  down  as  a  pro- 
position, that  if  an  invention  is  made,  and  actually  used  by  a 
certain  number  of  people,  but  does  not  get  into  public  currency 
and  use  for  twenty-four  years  or  twenty-five  years — ^not  brought 
mto  activity — that  that  will  not  stand  in  the  way  of  another  man 
taking  out  a  patent  for  the  same  invention.  I  cannot  accede  to 
that  view  of  the  law  at  all ;  I  think  that  is  not  the  law ;  nor  do  I 
think  that  any  of  the  summings  up  of  the  learned  judges  which 
have  been  read  to  you,  that  you  might  understand  what  the  law 
was,  at  all  support  him  in  that  proposition  (c).  Well  then, 
agadn,  he  considers  that  the  evidence  of  the  locks  proved  to  have 
been  made  by  the  two  Walkers,  and  by  Mr.  Tilsley,  supposing 
them  (which  he  seems  to  admit)  to  be  the  same  invention  as  the 
plaintiff's,  to  rest  on  the  same  foundation,  for  he  says,  because 
they  were  made  for  a  foreign  market,  they  do  not  stand  in  the 
way  of  the  plaintiff's  invention.  Now,  gentlemen,  you  will  un- 
derstand this — a  man  has  a  right  to  a  patent,  not  only  for  his 
own  original  invention,  but  he  has  a  right  to  a  patent  if  he  is 
the  first  person  who  brings  into  England  an  invention  which  is 


(()  The  iMined  judge  has  not  adverted  to  the  highly  improbable,  such   independent  inventor 

(pMitioo,  whether,  supposing  no  presumption  that  and  introducer  could  not  have  a  valid  patent, 

nch  sii]»equent  patentee  had  seen  the  prior  lock,  The  two  issues  would  appear  to  be  distinct.    See 

«  supposing  it  to  be  proved  that  such  patentee  per  Lord  Tenterden,  C.  J.,  anU  492 ;  and  per  Sir 

•IS  an  original  inventor,  and  that  the  article  had  N.  C.  Tindal,  C.  J.,  ante  507-8. 

tM«B  Qsed  to  a  very  limited  extent,  and  in  such  a  (c)  I'he  following  cases  were  cited :  Lewis  v. 


'  as  to  render  the  presumption  of  any  one       Marling,  ante  496 ;   Jmet  v.   Pearce,  ante,  121 ; 
Unng  become  acquainted  with  its  construction      and  Cornish  v.  Keene,  ante  608. 
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Lord  Atnngcr,  used  abroad,  and  not  known  in  England;  and  if,  therefore,  any 
C.B.,toth«jury.  ^^^^^  was  to  import  from  America  a  machine,  and  have  that 
machine  used  in  England,  and  was  to  buy  considerable  quan- 
tities of  them,  no  other  person  could  take  out  a  patent  for  that 
because  it  is  a  machine  used  abroad,  and  a  man  might  have  a 
patent  taken  out  for  it  in  England  if  he  is  the  original  importer 
of  it.  But  however,  on  the  case  as  it  stands,  I  see  no  evidence 
before  me  that  these  locks  were  used  in  America.  The 
question  that  was  asked  in  cross-examination,  was  one  which 
ought  not  to  have  been  asked,  namely,  as  to  the  information 
tiie  party  received  when  he  received  the  order;  all  the  instnic- 
tions  he  had  about  the  order  were  highly  proper  to  be  inquired 
into,  but  what  was  to  be  done  with  it  afterwards,  is  a  matter  of 
fact  collateral  to  it.  But,  however,  the  evidence  is  this — ^that  a 
trader  living  in  Birmingham,  who  is  very  much  connected  with 
the  American  trade,  produced  to  Mr.  Tilsley  a  model  of  a  lock, 
and  desired  Mr.  Tilsley,  who  was  a  factor,  and  also  a  mannfac^ 
turer  of  hardware  goods,  to  make  him  first  six  dozen  of  the 
locks,  and  at  another  time  a  dozen  and  a  half,  and  Mr.  Tilslej 
employed  Walker  to  do  it,  and  gave  Walker  the  model.  This 
was  twenty-six  years  ago,  I  think,  and  six  dozen  of  the  locks 
were  made  at  one  time,  and  a  dozen  and  a  half  at  another  time, 
and  this  gentleman,  Mr.  Freer,  who  traded  with  America,  paid 
The  makioi?  of  the  Walkers  for  them.  Here  you  have  an  article,  manufactured 
countr^^tbou^'h  ^y  ^^  English  manufacturer,  and  sold,  and,  in  my  opinion, 
for  exportstion,  if  it  was  sold  cvcn  for  the  assumed  purpose  (of  which  there  is 
«ibM!!ii*eniV.  "^  ^^S^  evidence),  for  the  assumed  purpose  of  being  sent  to 
tent ;  unlets  America,  I  cannot  but  think  that  that  would  be  a  destruction  of 
cililumsuncis.  *®  novelty  of  the  plaintiff's  invention  (d).  And  here  let  me  be 
clearly  understood;  I  do  not  mean  to  say,  that  if  a  man  in 
America  employs  an  agent  to  see  if  he  can  get  an  article  manu- 
factured in  England  by  a  particular  model,  and  chooses  to  take 
out  a  patent  for  it  himself,  but  not  Mrith  a  view  of  making  it 
public  at  all,  I  do  not  mean  to  say  that  that  man  is  to  be  con- 
sidered as  not  entitled  to  the  invention  afterwards,  because  he 
employs  a  workman  to  assist  him  in  it,  or,  that  if  he  had  failed 
entirely,  that  some  other  man  might  make  the  invoation  in 
England;  but  where  a  model  is  sent  to  a  workman,  who  sells 
seven  and  a  half  dozen,  and  sells  them  for  a  certain  price,  I  must 
say,  I  think  the  invention  was  used  and  publicly  exercised. 
There  is  no  secrecy  in  the  manufacture  of  them,  it  is  not  shut 
up  in  the  closet  of  the  workman  who  makes  them,  but  the  man 
who  makes  them  gives  directions  to  another  man ;  but  he  seDs 
them  for  his  own  profit,  and  I  think  it  would  be  the  hardest 
thing  in  the  world,  if  the  Walkers  were  now  to  use  that  model, 


{(i)  See  on  this  point  the  case  of  Morgan  v.  Seaward,  ante  194,  andp«C  540. 
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and  make  locks  of  the  same  description^  if  they  were  to  A.  D.  1841. 
be  told  to-day — ^^'you  cannot  do  that  without  violating  Mr. 
Carpenter's  patent^  although  you  did  it  twenty-six  years  ago^ 
and  made  a  profit  by  your  manufacture  of  it." 

Having  made  these  observations^  I  now  come  to  the  par- 
ticalar  cases.    The  first  introduced  to  you  is  the  locks  made  for 
the  Martello  Towers.    They  are  said  to  be  made  for  the  Mar- 
teilo  Towers^  but  there  is  no  proof  of  that.    You  have  before 
yoQ  the  man  who  manufactured  them;  he  says^  he  was  instructed 
to  make  the  model  of  a  lock^  which  he  thought  might  be  more 
suitable  for  the  Martello  Tower^  and  on  his  own  invention  he 
made  a  model.    He  says^  that  a  part  of  that  model  still  remains^ 
which  is  the  box  receiving  the  lock-bolt,  and  that  the  other  part 
has  been  destroyed^  but  that,  from  his  memory,  he  has  made 
exacdy  one  of  these  locks  which  were  made  for  the  Martello 
Towers.     He  made  eighty  of  them,  and  received  money  for 
them.    Now,  if  they  be  any  part  of  the  invention  which  the 
plaintiff  claims,  then  we  know  that  is  a  public  use  of  them  for 
the  reason  I  gave  before — because  they  are  used  in  public,  and 
not  in  secret.     It  is  not  an  invention  kept  in  the  closet,  but 
there  is  a  public  use  and  exercise  of  it.     But  it  is  stated  to  you 
(and  for  aught  I  know,  that  statement  may  be  perfectly  correct), 
that  these  locks  which  were  used  for  the  Martello  Towers  are 
not  exactly  of  the    same    description   as  the  plaintiff's,  for 
Mr.  Kelly  has  observed  to  you,  and  the  observation  is  very  true 
m  point  of  fact,  that  the  combination  the  plaintiff  claims  is  not 
a  combination  of  a  latch-bolt  together  with  a  lock-bolt  in  the 
same  instrument,  but  of  a  separate  latch-bolt  and  a  separate 
lock-bolt;  whereas  in  the  Martello  Tower  lock  the  bolt  and  the 
latch  were  formed  by  the  same  piece  of  iron ;  so  that  the  one 
end  of  it  is  used  as  a  latch,  and  then,  when  that  was  not  re- 
quired to  be  used,  it  has  a  bolt,  and,  by  means  of  a  key  which 
is  turned,  the  same  piece  of  iron  slides  further  and  makes  the 
bolt    That  is  the  case  in  almost  every  bed  room  or  drawing 
room  door  lock  which  you  see  in  London,  or  any  where  in  the 
country,  because  most  of  them  have  a  latch,  by  which  you  may 
shut  the  door  without  the  use  of  the  key ;  but  if  you  use  the 
key  the  latch  is  turned  into  a  bolt;  and  I  think  the  learned 
counsel  is  right  in  saying,  that  certainly  is  not  the  combination 
which  the  plaintiff  claims.    But  it  is  this — the  effect  of  that  is 
to  show,  that  the  mode  of  receiving  the  bolt,  the  mode  of  draw- 
ing it  out  of  the  lock,  and  the  mode  of  receiving  it  into  the  box 
by  an  uplifting  latch,  by  an  inclined  plane,  and  by  bearing  off 
the  edges  of  the  bolt,  that  that  is  clearly  not  originaL    The 
pl^ntiff's  patent,  therefore,  if  good  at  all,  cannot  consist  in  the 
adoption  of  that  expedient,  but  in  the  combination  of  it  with 
the  other,  namely,  with  the  bolt. 
Now  we  come  to  the  second  case,  Mr.  Chubb's  patent.    You 
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Loiti  Abingtr,  wUl  obsexYe^  that  if  the  pbdntiff  had  thought  fit  in  hia  spedfica- 
C.B.,iotUjury.  ^^^  ^  ^^  a  J  |^^  ^^  ^ay  patent  for  an  improved  method  of 
Aq  impTo?ed  Combining  the  bolt  and  the  latch  in  a  more  skilful  farm  than 
^^^^^^  has  hitherto  been  adopted,  whidi  will  remove  from  it  the  m- 
matter  of  letten  tricacy  of  the  machinery,  bat  which  effects  the  same  combina- 
patent  ^^^  ^  before;"  he  might  have  had,  for  aught  I  know,  a  very 

good  patent  {e) ;  but  as  his  patent  is  for  the  combination  of  the 
two,  then  look  at  Mr.  Farcy's  evidence,  and  look  at  Mn  ChubVs 
lock,  which  combines  them ;  it  does  not  combine  them  exacdj 
in  the  same  way,  undoubtedly,  but  the  plaintiff  has  not  claimed 
the  particular  way,  for  then  he  makes  the  brass  plate  b  a  part  of 
it.  But  he  says,  he  does  not  mean  to  say  that,  but  that  he 
claims  the  combination  generally.  Mr.  ChubVs  is  undoubtedly 
the  combination  of  the  latch  and  the  bolt,  with  a  more  compti- 
cated  machinery  undoubtedly,  because  his  latch  consists-t^  four 
parts,  and  the  plaintiff's  bolt  of  one ;  and  it  is  very  true  that  the 
latch  and  the  bolt  must  be  used  together,  if  you  use  them  both ; 
that  is  to  say,  if  you  want  to  lock  the  door,  you  must  latch  it 
also«  There  is  no  great  prejudice  in  that  midoubtedly;  but 
such  is  the  £act.  It  is  true  that  the  plaintiff's  you  may  use 
separately;  but  the  patent  is  not  for  the  separate  use  of  either, 
but  the  combination.  You  will  consider,  whether  you  think 
Mr.  Chubb's  lock,  as  Mr.  Farey  explains  it,  is  a  combination  of 
the  bolt  and  latch.  Mr.  Farey*s  evidence  is  this;  he  says,  ^he 
has  been  in  practice  many  years,  and  has  been  acquainted  with 
machinery  of  this  kind  for  thirty  years;  with  all  diese  sorts  of 
subjects."  He  says,  "in  a  work  called  the  ^Repertory  of  Arts 
and  Sciences,'  published  a  great  many  years  ago,  before  this 
patent"  (and  he  produced  a  copy  of  that  work,  which  he  then 
had) ;  he  says,  "in  that  publication  is  contained  a  statement  of 
an  invention  made  by  Mr.  Chubb,  and  that  he  himself  prepared 
the  drawings  in  order  to  Mr.  Chubb  taking  out  a  patent^ 
There  is  no  evidence  that  Mr.  Chubb  took  out  a  patent;  that 
is  not  material  to  the  circumstance.  Mr.  Chubb,  in  the  pub- 
lication, gives  figures  from  which  the  machine  might  be  made; 
a  lock  was  put  into  his  hand,  and  he  says  he  has  one  of 
these  locks  himself,  which  was  given  to  him  by  Mr.  Chubb.  He 
himself  drew  the  figures  from  that  lock.  He  says,  "  this  lock, 
which  I  hold  in  my  hand,  corresponds  with  a  part  of  one  of  the 
inventions  stated  in  this  publication.  There  is  a  description  of 
two  locks — one  being  a  latch-lock,  and  the  other  the  same,  with 
the  addition  of  the  sliding  bolt.  Two  figures  are  described--one 
is  a  separate  latch-lock,  and  the  other  a  latch-lock  combined  with 
a  sliding  bolt  moved  by  a  key.  This  which  I  have  in  my  hand 
is  a  combination  of  both  the  latch  and  the  bolt,  and  is  one  cf 


(«7  See  the  case  of  Mintcr's  patent,  ante,  140  and  142. 
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die  inyentions  described  in  this  publication ;  there  is  no  differ-  A.  D.  1841. 
enee  in  the  printed  book — the  staple  in  the  plaintiff's  model 
and  that  in  Mr.  Chubb 's  lock ;''  that  is  the  lock  already  spoken 
of.  ^'The  latch  consists  of  four  distinct  latches^  each  of  which 
has  the  under  edge  rounded,  and  the  combination  of  the  four 
together  in  action  forms  an  inclined  plane.  The  plan  of  the 
sliding  bolt  is  different;  but  the  principle  is  the  same.  The 
diding  bolt  in  Mr.  Chubb's  being  broader  is  above  the  latches, 
and  also  below  them."  That  is  true,  it  comes  out  broader  and 
occupies  the  space  of  the  latches ;  ^^  and  also  below  the  latches ; 
baV  he  says,  "the  principle  is  the  same,  the  combination  of 
the  sliding  bolt  Mrith  the  latch ;  that  latch  was  not  new  in  1830, 
bat  is  contained  in  this  publication ;  there  is  in  the  staple  an 
inclined  plane"  (this  is  in  his  cross-examination) — ^^  there  is  in 
the  staple  an  inclined  plane  to  raise  the  latch,  and  a  place  or 
recess  for  it  to  fall  into  when  the  door  is  shut,  which  is  exactly 
the  same  as  the  plaintiff^s.'^  Now  he  says  (and  he  is  a  man  of 
science),  he  considers  the  principle  to  be  the  same;  there  is 
no  doubt  there  are  more  latches  in  the  one  than  in  the  other ; 
but  as  the  plaintiff  in  his  patent  has  not  distinguished  it,  that 
he  means  to  take  it  out  in  contradistinction  to  the  more  compli- 
cated machinery — but  it  is  simply  the  combination  of  a  latch 
with  a  bolt — and  you  have  to  say,  whether  that  is  not  the  com* 
bination  of  a  latch  with  a  bolt,  and  something  more — because  his 
patent  is  equally  bad,  if  all  that  it  claims  has  been  found  in 
another  patent  and  another  invention,  combined  with  some- 
thing else,  unless  he  makes  a  distinction,  and  shows  that  the 
invention  for  which  he  claims  the  patent  has  novelty  to  sup- 
port it. 

The  next  case  is  the  lock  of  Mr.  Davies.  You  have  had  that 
lock  in  your  hands,  and  I  own,  according  to  my  inspection  of  it, 
it  appears  to  me,  though  more  rough  in  its  form,  to  be  on  ex- 
actly the  same  principle  as  the  plaintiff's.  It  consists  of  a 
sliding  bolt,  and  it  consists  of  an  uplifting  latch,  and  they  are 
both  in  the  same  frame ;  they  are  both  received  into  the  same 
receptacle,  with,  I  think,  this  difference — that  part  of  the 
receiver  which  takes  the  bolt  rises  above  the  enclosed  part  of 
the  receiver^  and  so  it  is  a  little  outside  of  it ;  but  it  is  raised  to 
the  same  external  surface.  Now,  Mr.  Kelly  argues  on  this,  and 
says,  this  cannot  be  considered  as  any  attack  on  the  novelty  of 
the  phdntiff's  patent,  because  it  was  not  in  public  use  and  exer- 
cise. Gentlemen,  in  my  opinion,  if  you  believe  the  witness 
that  the  lock  was  on  Mr.  Davies's  gate  sixteen  years  ago,  and 
that  he  saw  it  every  day  of  his  life,  and  repaired  it  twelve  years 
^,  and  has  brought  it  here  and  described  it  to  you  now,  it 
appears  to  me,  if  you  are  of  that  opinion,  that  that  was  a  public 
^lae  of  the  invention.  The  application  and  the  practical  utility 
of  that  before  the  eyes  of  the  public  comes  within  the  meaning 
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The  use  of  a  of  the  words,  as  I  understand  them^  of  this  patent,  and  it  is  only 
Ikul^on  that*  ^^®^  ^  contradistinction  of  a  public  use  and  exercise,  to  which 
the  public  the  public  has  no  access.  If  you  believe,  therefore,  these  wit- 
rpubiiruM  and  "®sses  (and  you  saw  the  lock),  and  you  agree  with  me  that  it  is 
eierciseofthe  the  Same  in  principle  as  the  plaintiff's  lock,  I  own  it  does 
oven  ion.  appear  to  me  that  there  is  sufficient  ground  to  justify  you  in 
finding,  that  the  invention  is  not  new. 

Now  we  come  to  the  locks  made  by  the  two  Walkers;  but 
if  I  understood  the  learned  counsel  rightly,  in  his  very  ingenious 
and  elaborate  reply,  he  admits  that  those  are  similar  in  pnn- 
ciple,  and  the  only  ground  that  he  takes  on  that  is,  that  they 
were  not  in  public  use  and  exercise.     It  appears  to  me  tliat' 
they  are  similar  in  principle,  for  they  are  exactly  the  shooting 
bolt  and  the  lifting  latch,  and  you  may  use  them  by  a  separate 
application,  and  with  this  addition ;  there  are  two  separate  ap- 
plications— ^the  one  which  the  witness  called  a  bagpipe  latch, 
which  is  pressing  down  at  the  top — and  the  other,  a  horizontal 
shaft  to  press  it  down,  which  might  act  on  either  side  with 
pressure.     It  opened  the  latch,  and  the  key  opened  the  lock. 
It  seems  to  me  to  be  exactly  the  same  as  the  plaintiff's.    Then 
The  manufac-    wc  come  round  to  the  question  which  I  stated  before,  that  the 
without**»ecr«y,  ™anufacture  of  a  dozen  and  a  half  in  the  month  of  May,  and  six 
by  a  workman   dozen   in  February  before,  by  a  British  workman,  who  still 
anralTaltof '^  rc^'is  the  model,  is  a  public  use  and  exercise  of  it ;  he  makes 
locks,  according  no  sccrct  of  it,  and  they  are  sold  by  him,  and  he  is  paid  for 
wh?c™b  re-       them.     I  think  it  would  be  a  very  hard  thing  to  say,  that  he 
tained,  is  a  pub-  could  not  use  the  same  invention  now,  because  the  plaintiff  has 
"Tortbo  b-  taken  out  a  patent  for  it.     However,  it  is  for  you  to  consider, 


ercue  < 


vcotion.  whether  all  these  different  locks  which  have  been  produced  be- 

fore you,  combining  the  latch  with  the  bolt,  are  the  same  in 
combination,  the  same  in  principle;  and  if  you  are  of  opinion 
(not  that  they  were  generally  adopted  by  the  public,  and  used 
by  the  public,  for  that  in  my  opinion  is  a  perfect  fallacy),  that 
the  use  of  them  is  public,  and  the  exercise  of  the  invention  was 
public,  and  not  kept  secret,  so  that  the  public  might  have  no 
benefit  from  it,  then,  I  think,  that  part  of  the  issue  you  ought 
to  find  for  the  defendant 

Verdict  for  the  defendant 
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new  trial. 

H.  T.,  1842. 


The  "  public         Case  for  the  infringement  of  a  patent  for  certain  improve- 
cUe*'*of  anTn-    ments  *^  in  locks  and  other  securities,  applicable  to  doors  and 
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Other  purposes.^    Pleas — ^first,  not  guilty;  secondly,  that  the  vention  which 
plaintiff  was  not  the  true  and  first  inventor  of  the  said  im-  F?^^^^ '?/™™ 

*^  -  .    „         ,    .     ,  .  ,   .  being  considered 

provements ;  tnirdJy,  that  the  said  unprovements  were  not  a  a  novehy.  is  a 
newinyention  as  to  the  public  use  and  exercise  thereof.    On  !f!*J°  P"**'V^  ^ 

^  ,  *  as  to  come  to 

which  issues  were  joined.  the  knowledge 

At  the  trial  before  Lord  Alnnger,  C.B.,  at  the  Middlesex  Sjj'il^vrnto" 
sittings,  after  Michaelmas  Term,  the  main  question  between  the  as  coniradiBtin- 
parties  was,  whether  the  plaintiff's  invention,  the  principle  of  fh^use  ofTby 
which  was  a  combination  of  the  bolt  and  latch  of  the  lock  within  himself  in  pri- 
one  frame,  was  or  was  not  a  novelty.     A  witness  called  by  the  not  mean  a^ 
defendant  proved,  that  in  the  year  1816,  he  received  from  a^'y^^fWic 
hoTue  in  the  United  States  a  pattern  of  a  lock,  similar  in  prin-  Therefora, 
dple  to  the  plaintiff^s,  and  that  he  procured  several  dozens  to  be  '^*>«'«  aji  im- 
made  at  Birmingham,  according  to  the  pattern,  and  sent  them  which  the  plain, 
to  America.     The  defendant  also  produced  a  lock  similar  to  that  [jffhadapatent. 

^,  *  .  had  previously 

of  the  plamtiff  s,  which  he  proved  to  have  been  used  for  sixteen  been  nsed  by  an 
years  on  a  gate,  adjoining  a  public  road  belonging  to  a  clergy-  ^t^'idjoidng'' 
man  of  the  name  of  Davies,  residing  near  Birmingham.     For  the  public  road, 
die  plamtiff  it  was  contended,  that  inasmuch  as  there  was  no  yeara^^d  se- 
pn)of  that  the  locks  in  question  had  been  brought  into  public  ▼enl  dozens  of 
general  use  in  this  country,  the  plaintiff^s  might  nevertheless  be  had"b^n  made 
considered  a  new  invention.   The  Lord  Chief  Baron  in  summing  »«  Birmingham, 
iq),  stated  that  an  invention  could  not  be  considered  new,  which  rereived'^from'* 
had  been  in  public  use  before ;  that  the  word  *'  public**  was  not  ^menca,  and 
equivalent  to  ''general,*'  but  was  distinguished  from  secret  use :  was  held,  that 
and  he  expressed  his  opinion,  that  the  circumstance  of  a  lock  this  constituted 

•    M       ...,  ,         <■••««.>    1*  -ft«--r^*«  »"*^b  a  pubhc 

Similar  m  pnnciple  to  the  plamtiff  s  bemg  on  Mr.  Davies's  gate  use  and  exer- 
far  so  long  a  period,  and  the  manufacture  of  several  dozens  by  ^^'^f^  ^^®  J°" 

«     ,.  ,      *^  ,        ;  .  ,  ,  '  vcntion  as  to 

an  Ifingnsh  artist  for  money,  without  secrecy,  amounted  to  a  avoid  the  pa- 
public  use  of  those  locks.    The  jury  having  foimd  a  verdict  for  *®°** 
the  defendant — 

KeUy  now  moved  for  a  new  trial,  on  the  ground  of  misdirec- 
tion. The  rule  of  law  on  this  subject  is  not  so  narrow  as  it  was 
stated  to  be  by  the  learned  judge.  The  mere  manufacture  or 
use  of  an  invention  by  an  individual,  who  may  himself  have  dis- 
coTered  it,  even  in  such  a  manner  that  a  particular  portion  of 
the  pnblic  in  his  particular  locality  may  have  access  to  it,  but 
without  its  being  sold  or  brought  into  the  market,  does  not  con- 
stitute such  a  pubUc  use  or  exercise  of  that  invention,  as  to 
prevent  another  person,  who  does  not  copy  it,  from  afterwards 
obtaining  a  patent  for  the  same  principle:  Morgan  Y.Se€nvard{/). 
[AUerstmy  B. :  How  then  do  you  get  over  the  case  of  the  in- 
vention for  which  a  patent  was  avoided,  because  it  had  been 
previously  published  in  a  book  {g) } — the  principle  being,  that  it 


(/)  AnU  194;  2  M.  &  W.  544.  able  to  obtain  any  account  of  the  proceedings.   If 

Ag)  The  case  referred  to  was  understood  to  be      an  invention  be  contained  in  a  book,  a  subsequent 
«*•  Brewster's  Kaleidoccope,  but  1  have  not  been      though  independent  inventor  is  not,  in  point  of 
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That  ubich  has  could  be  appropriated  by  any  body,  because  it  had  already  been 
the pubHconce  P^en  to  every  body.]  All  that  is  required  by  the  statute 
cannot  be  again  21  Jac.  1,  c.  3,  8. 6,  is,  that  the  grant  shall  be  made  "to  the  first 
aSy'oEL*  *  ^  and  ^^rue  inventors  of  such  manufactures,  which  others  at  the 
time  of  the  making  of  the  grant  did  not  use.''  The  statute  in- 
tended to  prevent  loss  to  the  inventor  of  a  useful  instrument, 
who  brings  it  into  public  use  and  exercise,  by  reason  of  the 
making  of  a  former  similar  invention  not  brought  into  practice, 
or  the  use  whereof  may  be  said  to  have  ceased.  [Lord  Abinger, 
C.  B. :  By  how  many  of  the  public  would  you  allow  it  to  be 
known,  and  what  are  the  public  ?  How  vague  a  rule  you  would 
establish  for  each  case  1  Would  you  say  that  the  use  by  a  par- 
ticular club  would  be  a  use  by  the  public;  or  suppose  the 
inventor  of  a  machine  ^ves  away  a  hundred  among  his  friends, 
and  they  use  it  ?]  In  Lewis  v.  Marling  (A),  a  model  and  a  speci- 
fication of  a  machine  similar  to  that  for  which  the  patent  was 
granted  had  been  brought  over  from  America,  and  shown  to 
several  persons ;  but  it  was  held,  that  as  no  machine  had  been 
manufactured  and  brought  into  use,  and  as  the  patentee  had  not 
seen  that  model  or  specification,  he  might  still  be  considered  the 
inventor.  So  in  Jones  v.  Pearce  (i),  where  it  was  proved  for  the 
defendant  that  a  Mr.  Strutt  had  constructed  wheels  similar  in 
principle  to  that  of  the  plaintiff's.  Patteson,  J.,  in  summing  up 
to  the  jury,  said  that  if  it  appeared  that  the  wheel  ''  was  used 
openly  in  public,  so  that  every  body  might  see  it,  and  the 
plaintiff  had  continued  to  use  the  same  thing  up  to  the  time 
of  taking  out  the  patent,  undoubtedly  that  would  be  a  ground  to 
say  that  the  plaintiff's  invention  was  not  new."  [Alderson,  B.: 
That  is  the  very  same  principle  of  law  as  was  laid  down  by  my 
lord  in  the  present  case ;  the  only  restriction  I  should  put  upon 
it  would  be,  that  it  need  not  appear  that  the  machine  was  used 
up  to  the  time  of  taking  out  the  patent]  People  would  not  be- 
come acquainted  with  the  principle  of  this  invention  by  passing 
along  the  road,  past  the  gate,  by  thousands;  and  yet  thereby  a 
person  bond  fide  discovering  it  for  himself,  and  bringing  it  into 
public  use  in  another  part  of  England,  is  to  be  precluded  from 
taking  out  a  patent.  Such  a  construction  of  the  law  is  surely 
too  large. 

Alderson,  B.  :  I  think  there  ought  to  be  no  rule  in  this  case. 
I  have  not  the  least  doubt  that  that  is  the  right  construction  of 
the  law  which  my  lord  has  put  upon  it.     Public  use  means  a 


fact,  the  true  and  first  inventor.     Then  arises  the  publication  in  a  book  without  any  use  of  the  in- 

question,  how  far,  under  the  peculiar  words  of  the  vention.     Cases  of  this  kind  would  appear  to  be 

statute,  letters  patent  granted  to  such  subsequent  within  the  meaning  of  the  5  &  6  W.  4,  c.  83,  s.  % 

and  independent  inventor,  who  introduces  the  in.  and  to  require  confirmation.     See  Law  &  Prac- 

vention,  that  is,  the  working  and  making  of  the  tice.  Ikd.  Tit.  Confirmation, 

manufacture  under  the  protection  of  letters  pa-  (A)  Ante  496;  10  B.  &  C.  22. 

tent,  may  be  valid,  notwithstanding  such  prior  (i)  Ante  121. 


CARPENTER   V.   8MITH. 


543 


use  in  public,  so  as  to  come  to  the  knowledge  of  others  than  the  Pablic  oseis  a 
inventor,  as  contradistinguished  from  the  use  of  it  by  himself  in  JJ^^to^ome  to  " 
his  chamber.     How  then  can  it  be  contended  that  the  lock  the  knowledge 
which  has  been  used  in  public  by  Mr.  Davies  for  so  many  years  ^       "' 
is  a  new  invention  ?     If  the  plaintiff's  doctrine  is   correct,  it 
would  follow,  that  if  Mr.  Davies  were  to  change  his  lock  to 
another  gate  he  would  be  liable  to  an  action  for  an  infringement 
of  the  plaintiff's  patent  (*).    The  case  of  Lewis  v.  Marling  went 
to  the  very  extreme  point  of  the  law. 

Gurnet,  B.,  concurred. 

Ix>rdABiNGBR,  C.B.:  I  agree  in  thinking  that  there  is  no 
ground  for  disturbing  the  verdict  I  was  counsel  in  the  cases 
of  Lewis  V.  MarUng  and  Jones  v.  Pearce,  and  I  recollect  that 
those  cases  proceeded  on  the  ground  of  the  former  machines 
being,  in  truth,  mere  experiments,  which  altogether  failed.  The 
pablic  use  and  exercise  of  an  invention,  means  a  use  and  exer- 
cise in  public,  not  by  the  public  There  are  some  expressions 
in  former  cases  which  were  referred  to  on  the  trial,  which  rather 
leant  towards  Mr.  EeQy's  argument,  and  I  therefore  thought  it 
fit  to  lay  down  the  rule  of  law  in  the  broad  terms  I  did.  I  have 
always  entertained  the  same  opinion  on  the  subject. 

Rule  refused. 


{k)  Tlie  learned  jwlge  does  Doi  appear  to  have 
idferted  to  the  ambiguity  which  the  terms  "  in- 
ventioii"  and  **  the  me  of  or  using  an  iuTention" 
Biy  mrolve.  If  the  daily  use  or  the  removal  of 
i  radL  be  a  using  of  an  inventioD,  within  the  mean- 
iig  of  the  prohibttorv  danse  of  the  letters  patent, 
tfaea  with  erery  sale  of  a  patent  article  there 
ought  to  be  an  authority  in  writing,  under  the 
kaad  and  seal  of  the  grantee  of  the  letters  patent, 
or  of  his  executors,  administrators,  or  assigns. 
Sodi,  however,  it  is  respectfully  submitted,  is 
Mt  the  true  construction  to  put  on  the  words  of  the 
letters  patent,  which  are,  in  the  words  of  the  statute, 
to  be  granted  for  the  working  or  making  of  a  cer- 
tsia  Boiner  of  new  manufacture,  that  is,  for  the 
*urdsing  of  the  requisite  arts  by  which  such 
■m&ctore  is  to  be  produced ;  the  letters  patent 
give  to  the  grantee,  his  executors,  administrators, 
•ad  aisigns,  and  to  no  others,  to  make,  use,  ezer^ 
OM  and  vend  the  invention,  and  prohibit  all  other 
penoQs  from  makin^^,  using,  or  putting  in  prac- 
tice the  invention,  without  a  license  in  writing, 
Oder  Msl.  Can  it  be  contended  that  the  emplov- 
■ent  in  the  ordinary  purposes  of  life,  of  an  article 
"* )  under  the  patent,  is  such  a  using  of  the 
'  D  ?    The  omission  of  the  word  **  vend**  in 


^•fpity,  because  it  raises  a  presumption  i 
^King.  Qsing  and  exercising  tne  invention,  and  if 
^BeipUined  a  breach  of  the  patent  may  well  be 
™wred  therefrom. 
Suppose  the  lock  in  question,  in  the  principal 


case,  to  have  been  brought  by  some  unknown  per- 
son frx>m  abroad,  and  to  have  been  put  and  con- 
tinued in  use  on  the  gate,  no  one  knowing  its 
internal  construction.  Suppose  it  to  be  a  lock 
of  great  ingenuity,  and  that  such  a  one  had 
never  been  made  in  England.  On  the  authority 
of  the  preceding  case,  the  fact  of  that  lock  having 
been  so  used,  m  ignorance  of  its  construction, 
would  vitiate  a  subsequent  patent  granted  to  a 
party,  who  had  by  great  labour  and  cost  invented 
and  perfected  such  a  lock,  and  introduced  the 
working  and  making  of  such  locks  as  a  new  trade 
into  the  realm.  But  instead  of  a  lock,  or  any 
combination  of  mechanical  elements,  suppose  a 
chemical  compound,  or  a  paint,  or  a  medicine,  or 
a  dye,  to  be  well  known  abroad,  and  that  such  a 
compound,  paint,  medicine,  or  dye,  had  been  im- 
ported into  this  country  for  many  years,  that  the 
secret  of  their  manufacture  was  unknown,  but  a 
matter  of  great  importance  to  the  trade  and  com- 
merce of  ue  country  to  be  discovered,  and  that 
this  is  at  last  found  out  by  some  ingenious  man, 
who  publishes  the  art  under  the  protection  of 
letters  patent.  Would  the  previous  importation 
and  use  of  the  articles  so  made  by  an  unknown 
art,  vitiate  such  subsequent  letters  patent  ?  On  the 
authority  of  the  early  cases  such  patents  would  be 
valid,  but  the  importation  could  not  be  prohibited, 
otherwise  people  would  be  restrained  in  that  they 
were  doing  before.  See  the  early  cases,  ofUe  6^ 
and  the  small  patents,  anU  9-13.  The  introduc- 
tion of  the  new  trade  is  the  principle  recognised 
in  the  earliest  cases.    Ante  6. 
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Jones  &  Another  v.  Bbboer. 
H.  T..  1843.      Cbr.  Sir  N.  C.  TkuUU,  C.J. ;  ErMne,  J. ;  Manky  J. ;  Creiswdly  I 

The  notice  of  This  was  an  action  for  an  infringement  of  a  patent,  gnnted 
^'^'^nttHt'thL"**  ^^^  ^P"^  ^®^^»  ^  *®  plaintiff  Janes  for  improTements  in 
defence  with  treating  or  operating  on  farinaceous  matter,  to  olitain  sUrdi 
Eri?y''Ih2?he"'  •"<*  ^^^^^  prodncts,  and  in  manufactoiing  starch.  The  decbra- 
record.  tton  was  in  the  usual  form,  and  tiie  pleas  were — I.  Not  gaSitf. 

S^reSlS'of  «•  T^^  the  plaintiff  Jcmef  was  not  the  true  and  first  invcator. 
should  be  3.  That  tiie  plaintiff  did  not  particulariy  describe  and  ascertain 
t^b^]^  The  ^  natui  e  of  the  invention,  and  in  what  manner  the  same  vas  to 
court  will  Me  be  performed,  in  pursuance  of  the  proviso  in  tiie  letters  patent 
tion^u  statiT    ^'  ^^^^^  ^^  ^^  invention  was  in  use  by  others  before  the  date 

with  reasonable  of  the  patent. 

cordbg^othe^  The  noticc  of  objections  delivered  witii  tiie  pleas  was  is 
orth^^"^  fidlows :— 1.  That  the  said  Janes  was  not  the  true  and  first  in- 
ventor of  the  said  invention,  the  same  having  been  published  in 
^^<fofd^-  the  specification  of  certain  letters  patent,  granted  to  Thomas 
Wickham,  and  which  specification  was  enrolled  on  or  about  the 
10th  day  of  March,  A.  D.  1824,  and  also  in  tiie  specification  of 
certain  other  letters  patent  granted  to  William  Prince,  and 
which  specification  was  enrolled,  on  or  about  the  2d  day  of 
May,  1768;  and  also  by  other  persons  in  other  books  and 
writings,  before  the  date  of  the  said  letters  patent  of /osa. 

2.  That  the  said  specification  does  not  sufficiently  distinguish 
between  what  is  old  and  what  is  new ;  tiiat  the  processes  therein 
described  are  not  beneficially  applicable  to  obtaining  starch  fiom 
all  farinaceous  matters ;  that  Jones  did  not  state  in  the  said  spe- 
cification tiie  most  beneficial  method  with  which  he  was  then 
acquainted  of  practising  his  said  invention;  that  the  proportions 
and  directions  given  are  not  such  as  to  enable  an  ordinary 
workman  to  make  starch  of  a  quality  suitable  for  the  general 
purposes  of  commerce ;  that  the  said  q)ecification  is  in  other 
respects    uncertain,    insufficient,  and    calculated  to    mislead. 

3.  That  the  said  invention  was  in  use  by  many  persons  before 
and  at  the  time  of  the  date  of  the  said  letters  patent,  and  par- 
ticularly that  the  use  of  rice  as  and  for  starch,  and  the  nse  of 
rice  flour  as  and  for  starch,  and  the  preparing  rice  flour  to  be 
used  as  starch,  and  the  preparation  of  stardi  firom  whole  rice 
and  from  rice  flour,  were  known  and  practised  by  persons  en- 
gaged in  the  manufacture  and  finishing  of  lace  and  saaSit 
fabrics  at  Nottingham  and  elsewhere,  before  and  at  the  time  of 
the  grant  of  the  said  patent  to  Jones, 


JON£8  r.    BERGBB.  545 

Sir  T.  Wilde  baying  obtained  a  rule  calling  on  tlie  defendant  Argnm^nt  <m 
to  fihow  cause  why  fiirtber  and  better  pwrtieulars  ahould  not  be  '^^  ''''^^' 
ddivered^  cause  was  abown  by 

Chwmel,  Sergt  Has  case  differs  materially  fiom  those  in 
wbich  the  eourt  has  had  to  consider,  vhether  it  would  compel  a 
party  to  give  the  names  of  persons  who  may  have  used  the 
iaventioB^  or  whether,  when  a  defendant  objects  to  some  part  of 
the  improvement  as  not  new,  he  will  be  required  to  state  what 
part  is  not  new.  The  first  objectioji  is  addreaaed  to  Hbt 
fdaiifie,  not  to  the  use  of  the  invention ;  that  the  prindple  is 
not  newy  having  already  been  the  subject  of  two  patents  and  con« 
tuned  in  published  woriu.  Two  specifications  are  pointed  out, 
and  it  eould  never  be  intended  that  a  defendant  shooid  give  an 
aoooont  of  all  the  cydopaddias  in  which  the  subject  is  men^ 
fioned.  [Sir  N.  C.  lindalj  C.  J« :  Tou  may  have  kept  your  beat 
eridenee  behind,  and  then  stort  on  them  some  artide  in  an 
encyclopaedia.]  The  objection  is,  that  die  principle  is  perfectly 
notorious;  that  the  obtaining  starch  from  ferinaoeoua  matters 
was  well  known  to  the  chemical  world.  Suppose  a  person 
were  to  claim  a  patent  for  making  rum  fifom  sugar  or  molasses, 
sorely  any  one  would  be  entitled  to  say  that  is  not  a  new  prin- 
d|de,  it  is  disclosed  by  all  the  scientific  pnUications  of  the  day. 
The  plaintifiTs  witnesses,  who  come  to  support  a  patent  like 
this,  ought  to  be  in  a  situation  to  know  whether  it  has  been 
JSsCTissed  in  die  leading  scientific  treatises  of  the  day;  the  use 
of  a  particoiar  substance  to  a  certain  extent,  and  so  fer  as  the 
plaiatiff  may  have  considered  secredy,  and  yet  laige  enough  to 
inTahdate  the  patent,  seems  to  stand  on  a  different  ground. 

The  objections  to  the  specification  are  specific,  and  the  de^ 
fondant  is  willing  to  strike  out  the  general  words  at  the  end. 

The  last  objection  spedfies  the  purpose  for  which,  and  the 
place  at  which,  the  invention  is  said  to  have  been  in  use ;  this  is 
dijEEer^t  from  the  cases  in  which  the  question  has  been,  whether 
namss  should  be  given,  and  is  sufficient,  looking  at  the  nature  of 
the  invention.  The  case  of  Bubuns  v.  Mackenzie  (a)  decided 
that  it  would  be  going  too  fer  to  require  the  names  and  ad- 
dresses to  be  given.  The  case  of  Fisher  v.  Dewick  (b)  does  not 
apply  to  ^  names  and  addresses  of  the  parties.  IBompas, 
Scfgt :  Hie  report  of  that  case  does  not  go  to  the  full  extent ; 
the  Lord  Chief  Jwtice  in  all  the  pleas  struck  out  the  words 
''and  other  persons" (c).]  If  the  objection  had  been  simply, 
tbat  the  invention  was  used  by  certain  persons,  without  giving 
any  information  as  to  their  particular  trade,  it  would  have  been 
sufficient  upon  the  authority  of  the  cases  {d). 


(a)  Antt  260.  (d)  The  learned  counsel  rcfcnrcd  to  the  note, 

(6)  Amu  iS6.  ante  268. 

(c)  Sec  Mte  266,  n.  a,  and  the  further  partibu- 
ui«o(i)uicise,|wit6Sl. 


thiruU, 
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Bompast  Sergt,  in  support  of  the  role.  These  objections  are 
insufficient,  in  respect  of  certain  words  which  tend  to  throw 
them  open^  and  make  them  no  notice  whatever.  The  difficult? 
in  respect  of  the  words^  '*  other  books  and  writings/'  at  the 
end  of  the  first  objection,  is  this : — ^A  witness  comes  into  the  box 
to  give  evidence.  A  book  is  put  into  his  hands,  which  he  has 
never  seen  before,  and  he  is  asked  to  ^ve  his  opinion  as  to 
whether  what  is  there  described  is  within  the  patent.  The  wit- 
ness cannot  give  a  satisfactory  answer  on  a  long  statement  at 
once;  he  is  taken  by  surprise.  It  is  essential  in  applying 
the  testimony  of  scientific  men,  that  the  witnesses  should  have 
had  an  opportunity  beforehand  of  seeing  such  statements.  Tbe 
evidence  to  be  given  is  not  like  the  knowledge  of  a  fact  whidi 
he  is  bound  to  know;  it  is  an  opinion  on  a  long  scientific  state- 
ment. It  is  impossible  for  satisfactory  and  consistent  evidence 
to  be  given  in  such  cases  without  an  opportunity  of  prior  ex- 
amination. And  as  regards  written  published  accounts,  the 
defendant  cannot  be  prejudiced,  since  he  may  have  the  notice 
amended  witliin  any  time  of  the  trial  that  a  judge  may  thmk 
reasonable.  This  is  not  a  case  in  which  there  can  be  any  tam- 
pering with  witnesses  or  evidence;  each  party  has  a  fair  oppor- 
tunity of  examining  it,  and  forming  his  opinion  upon  it.  If  this 
be  not  done,  the  witnesses  may  be  taken  by  surprise,  and  the 
effect  of  the  trial  thereby  rendered  abortive.  The  peculiar 
nature  of  patent  cases  requires  that  the  plaintiff  should  have 
notice  of  all  written  documents  or  publications  intended  to  be 
adduced  in  evidence.  In  the  case  of  Fisher  v.  Dewick,  the  Lord 
Chief  Justice  struck  out  the  words  ^'  divers  other  persons,^'  the 
notice  having  mentioned  certain  persons,  remarking  at  the  same 
time,  ^^  if  the  defendant  discovers  other  persons  not  named  in 
these  objections,  he  has  the  power  of  applying  to  a  judge  to 
add  them,"  and  this  case  is  precisely  the  same  as  that. 

As  to  the  objection  that  the  plaintiff  Jones  has  not  described 
the  best  method  with  which  he  was  acquainted,  we  have  no  idea 
what  is  meant.  [Sir  N.  C.  Ttndat,  C.  J.:  You  must  know,  if 
you  at  one  time  thought  of  putting  such  a  method  into  your 
specification.  It  lies  within  your  own  knowledge  better  than 
the  defendant's.  The  defendant  cannot  prove  it  unless  some- 
thing of  that  sort  has  taken  place.]  lErskme,  J.:  Suppose  the 
defendant  to  prove  that  you  have  produced  an  article  which 
clearly  could  not  be  produced  by  the  mode  described  in  the  spe- 
cification, by  what  other  mode  the  witness  cannot  say,  would 
not  that  be  evidence  to  show  you  had  not  described  the  best 
mode  with  which  you  were  acquainted  ?] 

The  fourth  objection  is  nothing  more  than  the  plea,  that  it 
was  used  publicly.  [Mauk,  J. :  It  goes  further.  Persons  of  a 
particular  trade  at  Nottingham  and  elsewhere.]  That  is  not  at 
all  within  what  the  court  decided  in  Fisher  v.  Bewick.    The  in- 
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vention  was  improved  macliinery  in  making  lace ;  it  was  quite  H.  T.,  1843. 
clear  that  could  only  be  used  by  persons  making  lace.  [Maule,  J. : 
Bat  the  making  of  machinery  is  comparatively  in  few  hands ;   it 
is  not  at  all  like  a  person  exercising  some  handicraft,  or  pro- 
ducing some  article  in  daily  use.     But  when  you  say  there  is  a 
patent  for  a  steam  engine,  that  is  a  different  thing.    There 
would  be  no   difficulty  in  finding  out  all  the  steam  engine 
makers.]      There  the  case  was  limited.     The  objection  was, 
that  it  was  in  use  by  certain  persons  who  must  necessarily  be 
lace  makers.      IMaule,  J. :   No ;   makers  of  lace  machinery.] 
[Tlndal,  C.J.:    Is   there   any  objection  to  insert   the  word 
generally?]    Each  party  must  then  produce  all  the  lace  ma- 
nufacturers to  prove  that  it  was  generally  or  not  generally 
used.    There  has  never  been  a  case  in  which  such  language  was 
permitted ;  in  every  case  some  names  have  been  given,  and  the 
only  question  has  been,  whether  the  words   ''other  persons" 
should  be  retained,  or  some  names  given.     It  is  of  great  im- 
portance that  we  should  know  some,  because  then  we  might 
tmoe  out  others.     [Mauky  J. :  It  may  be  that  the  defendant  has 
no  due  to  find  it  out.    Suppose  his  evidence  to  be  that  there  is 
a  great  deal  of  lace  in  the  market ;  you  cannot  tell  who  made 
it,  but  you  may  be  able  to  tell  that   starch   has  been  used 
in  the  manufacture.]     If  it  had  been  said  that  lace  had  been 
sold  in  the  market  by  certain  persons,  the  case  would  have 
been  different,  but  no  clue  whatever  is  ^ven.     In  Fisher  v. 
Dewick,  the  lace  could  be  identified.    There  was  a  particular 
spot  made  in  the  lace,  and  by  examination  it  could  be  ascer- 
tained whether  the  lace  was  made  by  that  machinery.     If  the 
word  "  generally"  were  inserted,  that  would  bind  the  defendant 
to  show  a  general  use,  and  they  would  not  succeed  by  showing 
it  used  by  one  or  two.     [Erskinej  J. :  The  statement  is — "  used 
by  many  persons."]     Evidence  of  one  person  could  be  offered 
under  such  circumstances.     lErskine,  J. :  I  should  have  very 
considerable  doubt  of  that.]     [Channelf  Sergt. :  I  believe  the 
process  was  generally  known,  but  not  generally  used,  because 
the  trade  knew  a  better.]     [Erskine,  J. :  The  objection  is  not  to 
be  made,  unless  the  objection  given  be  proved.     If  the  notice 
of  objection  is,  that  it  was  used  by  many  persons,  and  you  only 
prove  that  it  was  used  by  one,  you  do  not  prove  your  objec- 
tion.]    In  Fisher  v.  Dewick,  the  objection  was,  that  previous  to 
the  patent,  means  were  known  and  publicly  used,  whereby  orna- 
mental spots  were  formed,  &c.,  and  by  divers  other  persons,  in 
En^and  and  elsewhere.    The  Lord  Chief  Justice  struck  out 
the  words  ^Mivers  other  persons,"  and  yet  that  related  to  a 
much  more  narrow  view  than  this,  for  the  persons  using  bobbin 
net  lace  and  making  the  spots  extends  only  to  a  branch  of  the 
lace  manufacture.     ITindal,  C.  J. :  That  was  a  patent  for  some 
improvements  in  machinery,  not  for  making  lace.]     The  statute 
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contemplates  a  bond  fide  notioe;  the  notice  in  tiiis  case  prac- 
tically gi^es  no  furtiier  information  than  the  pleas,  which  state 
the  invention  to  have  been  in  use  before  the  patent. 
JuAgmmd.  TiNDAL,  C.  J. :  The  new  rules  were  made  before  the  sta- 

tute (tf);  therefore,  we  are  not  at  liberty  to  say  that  the  legis- 
lature did  not  at  the  time  contemplate  the  existence  of  those 
rules,  or  were  not  aware  that,  in  an  action  for  the  infringement 
of  letters  patent,  the  plea  of  the  general  issue  could  no  longer 
be  pleaded,  but  that  the  different  objections  must  be  raised  on 
The  notice  of    the  record.     And  that  being  so,  we  think  we  are  bound  to  snp- 
tendedTto  pSnt  P^sc,  that  as  the  legislature  directed  a  notice  of  the  objections 
oat  the  defeoce  to  be  givcn  with  the  plea,  that  they  mean  something  more  than 
eree  oTputical  ^^  P^^  itself— something  more  particular  and  definite,  calling 
Jd***"  ^***   ^^  attention  of  the  plaintiff  with  a  greater  degree  of  particu- 
larity (what  degree  is  a  different  question)  than  that  on  the 
record.   The  question,  when  it  occurs  before  us,  is,  whether  the 
direction  of  the  statute  has  been  virtually  and  substantially 
complied  with. 

On  the  present  occasion,  in  the  first  objection,  after  the  de- 
fendant has  stated  that  the  patentee  was  not  the  true  and  first 
inventor,  he  goes  on  to  state  his  reasons  for  it;  that  there  were 
two  different  specifications  of  former  and  ancient  letters  patent, 
in  which  he  proceeds  to  say,  the  secret,  now  the  subject-matter 
of  this  patent,  had  been  discovered  and  disclosed  to  the  public; 
then  he  adds  these  words  (and  these  alone  are  objected  to)— 
'*  and  also  by  other  persons,  in  other  books  and  writings,  before 
the  date  of  the  said  letters  patent  in  the  declaration  mentioned." 
The  only  question  is,  whether  it  is  a  more  fair  compliance  with 
the  statute,  that  he  should  disclose  the  name  of  those  authors, 
or  of  the  publications  on  which  he  intends  to  rely.     Perhaps  on 
The  defendtiiit  the  wholc,  it  is  a  fisdrer  and  more  substantial  compliance  nith 
bTOklfint^ded  *^®  *^  *^  *^®  defendant  does  specify  in  his  notice  what  are  the 
to  be  relied  oD,  books  and  writings  on  which  he  intends  to  rely.     It  comes 
JI!^udiced^by8o  ™<>'^  clcarly  within  the  analogy  of  those  cases  that  have  been 
doing.  referred  to;  it  subjects  the  defendant  to  no  real  hardship,  for  if 

he  discovers  other  books  or  writings  before  the  trial  comes  on»he 
can  take  out  a  summons  before  a  judge,  and  can  add  these,  and 
will  be  at  liberty  to  give  them  in  evidence.  It  seems  on  the 
whole  that  it  will  be  a  means  of  diminishing  the  expenses  of  the 
trial,  of  directing  the  attention  of  witnesses  who  wiU  be  called 
to  more  specific  points,  and  therefore  would  be  a  more  com- 
plete compliance  with  the  object  and  intention  of  the  act. 

The  second  objection  is,  that  the  spedfication  does  not  suf- 
ficiently distinguish  between  what  is  old  and  what  is  new. 
The  ground  of  objection  to  this  form  of  notice  has  been  given  up ; 


(e)  The  new  rules  came  into  operation  Easter  Term,  1834  ;  the  statute  (5  &  6  W.  4,  c.83)  re- 
ceived the  royal  assent  Sept.  10,  1835. 
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that  lies  on  the  surface  of  the  case;  the  specification  is  enrolled,  H.  T.»  1843. 
and  must  be  within  the  knowledge  of  the  party  now  objecting 
to  the  notice  of  the  objections  (/). 

The  third  is^  "  that  the  said  invention  was  in  use  by  many 
persons  before  and  at  the  time  of  the  date  of  the  said  letters 
patent,  and  particularly  that  the  use  of  rice  as  and  for  starch, 
and  the  preparing  rice  flour  to  be  used  as  starch,  and  the  pre- 
paration of  starch  from  whole  rice,  and  from  rice  flour,  were 
known  and  practised  by  persons  engaged  in  the  manufacture 
and  finishing  of  lace  and  similar  fabrics,  and  in  the  clear  starch- 
ing and  otherwise  dealing  with  lace  and  similar  fabrics  at 
Nottingham  and  elsewhere."  Therefore  it  appears  to  me,  that  The  words  *  and 
if  the  words  "and  elsewhere"  are  struck  out,  substituting  the  •J^j'^j^*^^^^ 
places  afterwards,  if  new  evidence  shoidd  arise  within  the  de-  piace«  to  be 
fendant's  power  to  produce  at  the  trial,  that  there  is  no  objec-  J^h^vldence^*^ 
fion  to  this  form  of  stating  the  objections  in  the  notice.  For  I  arise. 
think  this  case  is  distinguishable  from  that  of  Fisher  v.  Detoick, 
in  which  the  patent  was  for  alterations  and  improvements  in  the 
manufacture  of  the  machinery  by  which  lace  was  made.  And  it 
is  a  very  possible  thing  that  the  use  of  particular  wheels  or 
cranks,  or  mode  of  making  machines,  may  have  been  known  and 
used  in  the  particular  manufacture,  or  in  houses,  but  only 
known  by  those  persons  who  were  so  using  them.  And  there- 
fore, unless  the  names  of  those  persons  were  given,  nothing  is 
disclosed  at  alL  At  all  events,  if  you  are  at  liberty  to  add  the 
names  of  persons  and  of  others,  you  may  gnly  mislead  the 
party.  But  this  is  a  patent  for  the  making  of  starch  generally ; 
and  this  notice  of  objections  does  limit  the  inquiry  to  a  particu- 
lar species  and  class  of  persons,  who  are  using  it  in  a  particular 
trade.  The  defendant  says,  I  mean  to  object  you  shall  not  have 
your  patent  for  making  starch  generally,  because  the  invention 
was  in  use  among  persons  of  this  particular  class,  namely, 
lace  manufacturers  and  clear  starchers  in  the  town  of  Notting- 
ham, and  by  many  of  them.  It  is  quite  as  open  for  the  plaintifi" 
to  make  inquiry  in  Nottingham,  among  persons  of  that  descrip- 
tion, as  for  the  defendant  to  do  it.  I  think  he  is  not  misled, 
but  the  field  is  open  to  him;  the  words  ^^and  elsewhere," 
would  open  it  too  much  against  the  plaintifi*^  and^  therefore, 
those  words  should  be  struck  out 

Erskinb,  J. :  I  am  of  the  same  opinion,  that  the  legislature 
nmst  be  taken  to  have  intended  that  something. more  particular 
than  the  form  of  pleading,  as  then  established  by  the  rules  of  the 
judges  merely,  should  be  included  in  the  objections  given. 
What  the  court  has  to  say  is,  whether  the  objection  is  stated 
with  reasonable  particularity.     It  appears  to  me  that  the  Umita- 


(/)  The  general  words  at  the  end  of  the  se-       argument,  and  the  court  intimated  that  the  objec- 
eood  objection  had  been  abandoned  during  ihe      tion  so  amended  was  sufficient. 

4   B 
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Judgmtnu  tion  iiiy  lord  has  just  stated  as  to  the  objection  made  on  the 
present  occasion  would  give  sufficient  intimation  to  the  party 
of  the  nature  of  the  objections,  so  as  to  prevent  his  being 
misled  by  them,  which  is  all  the  court  are  called  on  to  do. 

Maulb,  J. :  I  also  think  that,  with  respect  to  the  notice  of 
objections  and  the  naming  the  persons,  the  act  of  parliament 
requires  some  statement  more  precise  and  narrowing  the  ob- 
jections intended  to  be  relied  on  than  that  required  by  the 
rules  of  pleading,  which  must  be  taken  to  have  been  known  by 
the  legislature  at  the  time  the  act  passed. 

The  case  of  Fisher  v.  Dewick,  was  for  an  improvement  in 
machinery  for  the  manufacture  of  lace,  and  the  reason  why  the 
objection  in  effect  was  held  not  to  be  sufficient  there,  was,  be- 
cause the  machinery  for  making  lace,  that  is  to  say,  the  inven- 
tion for  which  the  patent  was  obtained,  was  itself  in  use  by 
certain   persons   named   and  by   other  persons.     That  is  no 
restriction  or  particularization  of  the  simple  objection  or  state- 
ment in  the  plea,  that  the  alleged  invention  was  in  use  before 
the  patent.     So  that  there  the  objection  was  quite  as  wide  as 
The  pleas  may  the  plea.     And  in  order  to  narrow  it,  the  way  in  which  it  was 
MmiVrthe^per^  Suggested  it  should  be  narrowed,  was  by  naming  the  persons  who 
■ons,  or  limiting  had  SO  uscd  that  alleged  invention.    The  objection  here  is  not 
the  inquiTy*^     ^^^^  Certain  persons  and  certain  other  persons  before  the  patent 
Thewardi'and  had  used  the  Same  process  for  operating  on  farinaceous  matter 
anrelisoDable!^    in  obtaining  starch  and  improving  the  making  of  starch  gene- 
rally, but  it  narrows  it  extremely.     The  objection  excludes  all 
publicity  except  the  public  use  of  a  partictdar  kind  of  starch, 
namely  rice  starch,  and  for  a  particular  purpose.     I  think  that 
is  clearly  much  narrower  than  the  objection  of  the  public  use  of 
the  patent,  and  it  seems  to  me  to  be  a  reasonable  particulama- 
tion  if  it  points  out  to  the  party  who  is  to  sustain  the  patent, 
sufficiently  the  nature  of  the  inquiry  that  the  objector  intends 
to  rely  on  as  to  the  patent     It  seems  to  me  not  unreasonable 
to  say  *^  at  Nottingham  and  elsewhere ;"  for  the  nature  of  the 
fabric  being  specified,  and  the  particular  kind  of  starch  also 
specified,  it  might  well  be,  as  my  brother  Bompas  has  argaed 
forcibly,  that  there  might  be  fabrics  of  that  kind  in  the  market, 
which  could  be  shown  to  have  been  made  of  that  kind  of  starch, 
though  you  may  not  be  able  to  trace  where  they  came  from.    I 
don't  think  it  worth  while  to  differ  from  my  Lord  Chief  Justice 
in  that  respect ;  I  dare  say  it  will  make  no  diffisrence  to  the 
parties  if  the  words  "  and  elsewhere"  are  struck  out. 
Prior  publica-        As  to  the  naming  of  the  book,  I  think  it  is  an  objection  to 
or^specification  *^®  patent,  and  not  evidence  simply  of  an  objection,  that  there 
an  objection,     has  been  a  previous  patent  and  a  specification  enrolled,  and 
evidence*™  M   therefore  published  being  enrolled,  containing  the  invention, 
objection.         In  the  same  way,  I  think  it  is  an  objection  to  a  patent  that  it 
has  been  published  in  such  a  book ;  and  in  order  to  state  the 
objection  within  the  meaning  of  the  act  of  parliament,  applying 


JONES   v.    BSRGBR. 


551 


ft  reasonable  discretion  to  it,  I  think  a  party  may  be  fairly  called  H.T.,  1843. 
on  to  state,  if  he  can,  the  names  or  some  description,  whether 
of  books   or  publications,   in  which  he  says  that  has   been 
published. 

Chbsswbll,  J. :  It  would  be  difficult  indeed  to  lay  down  a 
general  rule  applicable  to  such  a  case  as  this.  Had  this  act  of 
parliament  been  passed  before  the  new  rules  of  pleading  were 
made,  I  should  be  disposed  to  think  that  the  fifth  section  was 
intended  to  give  that  protection  to  the  patentees  they  now  have 
under  the  new  rules.  But  as  the  statute  passed  after  the  new 
rules,  I  cannot  but  suppose  the  l^slature  was  aware  of  them, 
and  that  something  more  was  intended  by  the  section  than  that 
they  should  have  the  benefit  of  a  special  plea. 

As  to  the  first  part  of  the  case,  taking  the  objection  to  be 
that  the  subject-matter  of  this  patent — the  invention — ^had  been 
known  to  the  public  before  by  certain  publications,  I  think  we 
are  authorised  in  calling  on  the  defendant  to  give  a  reasonable 
degree  of  particularity  to  that  objection,  by  giving  some  de- 
scription of  the  publication  to  which  he  refers. 

In  respect  to  the  other  parts  of  the  case,  I  concur  in  the 
opmions  that  have  been  already  given. 

Rule  accordingly  (/). 


(/)  Tlie  abore  decision  recognises  and  con- 
inn  the  doctrine  of  the  preceding  cases,  that  the 
Mtiee  of  objections  most  afford  some  more  specific 
iaformation  as  to  the  nature  of  the  defence  than 
is  disclosed  on  the  record,  sulnect  of  course  to  the 
exception  pointed  out  by  the  Court  of  Exchequer, 
io  case  the  objection  should  be  so  fully  and  com- 
pletely expanded  on  the  record,  as  to  render  a 
nere  transcript  of  the  plea  sufficient.  Ante  370. 

He  distinctions  adverted  to  between  the  above 
case  and  that  of  Fiiher  ▼.  Dewiek  are  of  considera- 
ble importance,  and  would  appear  to  rest  on  the 
<iifeenoe  between  the  use  by  the  public  as  the 
consamers  or  employers  of  an  article,  and  the  use 
by  others  as  the  manufacturers  or  producers  of 
the  article.  The  exclusive  privileges  granted 
hj  the  letters  patent  are  of  the  latter  class,  that  is, 
the  working  and  making  of  the  new  manufacture. 

Figherf,  Dtunck. 

The  patent  in  this  case  was  for  improved  lace 
"■■Winery,  and  the  invention  consisted  in  adding 
certain  parts  to  the  existing  machinery,  for  the 
pvpoK  of  forming  spots.  In  the  report  of  this 
ca*e  {anti  266,  n.  a.)  the  result  only  of  the  appli- 
^*tioa  for  an  amended  notice  of  objections  is 
f*^  On  the  delivery  of  the  amended  particu- 
nn,  in  pursuance  of  that  application  to  the  court, 
>  somnions  for  further  amended  particulars  was 
^<n  oat,  and  heard  before  the  Lord  Chief 
Jwtice  Tindai,  at  chambers.  His  lordship,  after 
^"^  taken  to  consider,  made  the  following  re- 
mark! and  alterations.  The  words  "  that  the 
pUiotiffwas  not  in  possession  of  the  said  alleged 
'npforemenu  before  or  at  the  date  of  the  letters 


patent,*'  were  struck  out  of  the  objection,  that  the 
plaintiff  was  not  the  true  and  first  inventor  of  the 
whole,  or  of  any  part  of  the  said  improvements. 

The  objection  sUtcd  that  **a  particular  improve- 
ment had  been  used  by  A.  B.,  die.  (giving  names 
and  addresses),  and  divers  other  people  within 
this  kingdom,  and  elsewhere;*'  his  lordship  struck 
out  the  words  "  and  divers  other  people,"  adding, 
that  "  if  the  defendant  discover  other  persons  not 
named  in  the  objections,  he  has  the  power  of  ap- 
plying to  a  judge  to  add  such  persons.** 

An  objection  stated,  that  there  were  federal 
machines,  *'  such  as  (naming  them)  and  others, 
to  which  the  said  improvements  are  inapplicable  ;** 
his  lordship  struck  out  the  words  "and  others." 

On  the  objection,  "  that  the  invention  for  which 
the  said  letters  patent  were  granted,  is  more  ex- 
tensive than,  and  did  not  correspond  with,  the 
invention  described  in  the  specification,'*  his  lord- 
ship remarked,  "  I  think  the  attention  of  the 
plaintiff  should  be  called  to  the  particular  part  or 
parU."  His  lordship  made  the  same  remark  on 
an  objection  of  discrepancy  between  the  drawings 
and  specification. 

On  the  objection,  that  **  before  the  patent,  means 
were  known  and  publicly  used,  whereby  orna- 
mental spots  might  be  formed  in  bobbin-net  lace, 
whilst  the  same  was  in  progress  of  fabrication  by 
machinery,  and  that  such  spot  was  formed  by 
A.  B.,  &c.  (names  and  addresses),  and  by  divers 
other  people  in  England  and  elsewhere,"  his 
lordship  struck  out  the  latter  words. 

Heath  v.  Unwin. 
In  this  case  the  notice  of  objections  stated  that 
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the  specification  did  not  sufficiently  describe  the 
nature  of  the  invention,  and  the  manner  in  which 
it  was  to  be  performed  ;  secondly,  that  the  inven- 
tion was  not  new,  havinff  been  wholly  or  in  part 
used  and  made  public  before  the  obtaining  of  the 
letters  patent ;  thirdly,  that  the  invention  did  not 
produce  the  effect  stated,  nor  was  such  effect 
produced  by  the  plaintiff  in  the  manner  stated. 
A  rule  was  obtained  for  better  particulars  of  the 
objections  to  be  relied  on. 

Lord  Abinger,  C.  B. :  "  Mr.  Ogle  has  brought 
one  of  the  objections,  namely  the  second,  within 
the  case  in  the  Court  of  Common  Pleas  (ante  264), 
which  decides  that  it  is  not  sufficient  to  say  that 
an  alleged  invention  was  wholly  or  in  part  used 
and  made  public  before  the  obtaining  the  letters 
patent ;  and  so  far,  therefore,  the  defendant  must 
amend.  But  I  see  no  objection  to  any  of  the 
rest ;  and  with  respect  to  the  first  in  particular, 
surely  it  is  enough  for  the  defendant  to  say  to  the 
plaintiff,  you  do  not  set  forth  your  invention  pro- 
perly. To  go  beyond  this,  would  be  to  require 
him  to  arg^e  his  case  in  the  objections  delivered.** 

Practice  in  Scotland. 

The  fifth  section  of  the  statute  (5  &  6  W.  4, 
c.  83)  does  not  anply  to  Scotland,  but  the  same 
object  is  attained  on  the  system  of  pleading  in 
that  country  by  the  closed  record  on  a  revised 
condescendence  and  answer.  The  observations 
made  in  the  recent  case  of  Neilson's  patent 
with  reference  to  the  question,  as  to  what  was 
open  to  a  pursuer  on  the  record,  will  serve  to 
illustrate  the  cases  which  occur  in  this  country 
under  the  statute.  Evidence  of  user  at  a  place 
not  mentioned  on  the  record,  but  which  was  spe- 
cified in  a  note  of  objections,  delivered  as  under 
the  statute,  was  rejected  by  Lord  Justice  Clerk, 
at  the  trial.     On  appeal  a^rainst  that  decision. 

Lord  Mkdwyn  said,  '*  1  have  great  hesitation 
in  thinking  that  the  fifth  section  of  the  act  applies 
to  Scotland  at  all;  I  think,  therefore,  that  we 
must  look  to  the  closed  record,  the  foundation  of 
these  issues,  and  to  the  averments  on  which  the 
parties  agreed  to  close,  and  of  course  to  foreclose 
themselves  as  to  all  other  averments  in  fact;  and 
we  must  consider,  whether  the  defender  made 
such  statements  as  to  entitle  him  to  go  into  this 
line  of  inquiry.  Now,  I  say,  that  the  pursuer 
would  have  been  misled  by  the  record,  for  (hat 
he  never  could  have  expected  any  proof  against 
his  invention  from  the  examination  of  an  anchor- 
smith  using  a  common  smith's  forge  in  the  town 
of  Irvine,  or  any  similar  evidence.  The  record 
led  him  to  expect  quite  a  different  state  of  facts 
to  be  proved  against  his  being  the  inventor  of  this 
improvement.  The  defender  specifies  Chapman's 
invention.  He  next  states  the  prior  use  of  Neil- 
son's  invention,  both  in  Kngland  and  Scotland, 
particularly  at  two  iron  works  in  Yorkshire,  and 
one  in  Staffordshire,  mentioning  them  by  name, 
referring  also  to  the  patent  of  Botfield  and  Mr. 
Stirling,  and  the  mode  invented  by  Mr.  Jefliries. 
Now,  r  hold  it  was  quite  incompetent,  after  ex- 
hausting the  line  of  evidence  here  pointed  out,  or 
using  as  much  of  it  as  the  defender  thought  avail- 
able to  him,  to  resort  to  an  inquiry  as  to  the  use 
of  heated  air  in  a  smith's  forge  at  Irrine,  about 


six  years  before  the  date  of  this  patent,  which  does 
not  seem  to  have  been  followed  in  other  smitb' 
forges ;  nor  described  in  any  of  the  philosophical 
journals  of  the  day  as  an  important  improvement. 
The  record  assuredly  gave  no  information  which 
called  upon  the  pursuer  to  expect  such  a  line  of 
inquiry  and  evidence,  or  would  have  enabled  Vm 
to  meet  it.  If  this  line  of  inquiry  had  been  al- 
lowed, and  the  verdict  had  been  against  him  an 
the  ground  of  prior  use,  I  think  he  most  have 
been  allowed  a  new  trial  on  the  gronnd  of  aor. 
prise,  and  therefore  that  this  eridence  was  {hto- 
perly  refused. 

"  I  perceive  that  in  a  recent  English  case, 
where  the  note  of  objections  had  specified  the 
prior  use  by  certain  persons  named,  and  by  othen, 
the  judge  at  chambers  made  the  partv  strike  out 
this  general  expresnon,  and  conmie  the  proof  to 
the  persons  named.  In  the  case  of  Rusell  with 
us  it  was  soecified  on  the  record,  that  there  ni 
prior  use  of  making  gas  pipes  by  various  peisoni, 
botb  in  Glasgow  and  Edinburgh ;  this  generality 
was  not  objected  to,  nor  brought  before  the 
court,  for  the  practice  was  recent  and  in  the 
hands  of  few.  Those  who  manufactured  dtem 
were  well  known,  and  no  further  parttealariiii^ 
was  required  by  the  party.  This  is  no  proof 
that  greater  explicitness  would  not  have  been  re- 
quired, if  it  had  been  necessary  and  insisted  od; 
it  is  only  proof  that  in  that  case  the  party  did  not 
wish  for  further  notice  in  order  to  defend  himself. 
Here  I  think  it  was  different,  more  esoectaUy 
when  the  reference  to  such  works  as  coiud  have 
used  the  hot  blast  in  furnaces  were  so  precise  and 
numerous.** 

Lord  MoMcaiEFF :  '*  It  is  verr  clear  to  me  that 
our  statutes  concerning  the  effect  of  the  doeed 
record,  which  are  nei£er  repealed,  nor  in  aay 
manner  touched,  by  Lord  Brougham's  act,  most 
be  in  full  force,  and  must  rule  the  question;  and 
that  that  record  cannot  be  supplemented  by  aaj 
note  of  objections  subsequently  lodged.  Then  it 
appears  to  me,  th&l  if  the  party  meant  to  try  to 
prove  any  special  case  of  prior  use,  it  should  have 
been  specifically  stated.  They  did  so  in  varioes 
instances,  and  the  consequence  was,  that  they 
were  disproved  in  the  trial  by  persons  who  bad 
made  themselves  acquainted  with  the  works  re* 
ferred  to. 

'*  The  case  of  the  gas  tubes  rather  tends  to 
illustrate  this  point.  The  averment  was  definite, 
and  limited  to  previous  use.  in  Edinburgh  and 
Glasgow ;  and  it  was  so  put  in  the  issncs.  The 
making  of  such  articles  at  all  was  of  very  recent 
practice ;  and  all  the  persons  employed  in  it  in 
these  places  were  well  known.  But  if  you  make 
a  jpfeneral  averment  about  common  forges,  with 
re^rence  to  numerous  places  or  districts  all  over 
the  kingdom,  it  is  impossible  for  any  one  to  tellp 
or  to  discover,  what  the  particular  thing  is  which 
you  propose  to  prove  unaer  it. 

"  An  averment  of  a  general  custom  would  be 
a  different  case.  But  even  for  that  the  record 
here  would  not  be  sufficient."  The  IkuxhU 
Cimpany  v.  NeiUon  ^  Others, 

The  above  decision  of  the  second  division  of 
the  Court  of  Session  was  affirmed  on  appeal  to 
the  House  of  Lords.     Poit. 
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CONFIRMATION  OF  LETTERS  PATENT. 

Car.  Lord  Lyndhurst;  Lord  Wynford;  Hon.  T.  Er shine;      j»  iu Privy 
Sir  H.  Jenner.  ^^"»^"- 

This  was  an  application  under  the  second  section  of  the  sta-  March  5, 1836. 
tate  to  confirm  die  letters  patent  granted  22d  of  May,  1834,  to 
the  petitioner.  Baron  Heurteloup,  for  "  improvements  in  cer- 
t^n  parts  of  certain  descriptions  of  fire-arms.'^ 

The  petition  stated,  that  the  petitioner,  in  1834,  invented  There  beiDg  no 
•*  certain  improvements  in  fire-arms,^^  and  that  he  believed  him-  of^^of  wi^i^- 
self  to  be  the  true  and  first  inventor  of  the  said  improvements,  vention  coo- 
and  every  part  thereof,  and  was  not  aware  that  any  other  person  {^hod  bookf"  " 
had  invented  or  used  the  said  improvements.     The  petition  letters  patent  for 
then  set  forth  the  specification,  and  stated  that  part  of  the  said  ^^  be  con-^*^ 
invention  consists  in  a  small  tube,  made  of  soft  metal,  and  filled  firmed, 
irith  detonating  powder,  which  serves  for  priming  the  gun,  the 
end  of  the  tube  being  advanced  to  the  touch-hole  by  the  action 
of  cocking  the  gun,  while  a  small  piece  is  cut  off  just  by  the 
touch-hole,  and  detonated  there  by  the  falling  of  the  hammer, 
[      without  exploding  the  powder  in  the  remaining  part  of  the  tube. 
\      That  since  the  granting  the  said  letters  patent,  the  petitioner 
r      had  discovered  that  a  patent  was  granted  in  France,  in  1821,  to 
\      one  L.  de  Yaidahon  for  an  invention,  whereof  part  consisted  of 
l      a  straw  filled  with  detonating  powder,  brought  to  the  touch- 
f      hole  of  the  gun,  and  cut  off  as  required  to  prime  and  fire  the 
[      gun,  but  that  the  mode  of  bringing  the  straw  tube  to  the  touch- 
hole  is  totally  different  from  the  petitioner's,  and  does  not  con- 
stitute the  gun  a  self-priming  gun ;  and  further,  the  tube  is  of 
straw  instead  of  metal.     That  the  petitioner  believed  the  said 
invention  of  L.  de  Yaidahon  had  never  been  used  in  England, 
or  in  France,  or  elsewhere,  and  was  not  known  in  England, 
otherwise  than  by    the  introduction  into  England  of  books 
printed  and  published  in  France,  containing  a  description  of  the 
said  mvention.    That  no  suit  or  action  had  been  instituted. 

There  was  an  affidavit  by  the  petitioner  verifying  the  petition, 
and  also  one  by  the  Keeper  of  die  printed  books  of  the  British 
Museum,  stating  that  in  1 832  twenty  volumes  of  a  French  work, 
containing  an  account  of  expired  patents,  published  under  the 
direction  of  the  government,  had  come  into  the  Museum ;  in 
one  volume  of  which  the  specification  of  the  French  patent  was 
contained. 

On  a  former  day  the  judicial  committee  had  directed  a  notice 
of  the  day  of  hearing  to  be  given  to  L.  de  Yaidahon,  and  on  affi- 
davit that  such  notice  had  been  sent  through  the  post  office, 
directed  to  L.  de  Yaidahon,  Paris,  their  lordships  recommended 
that  the  letters  patent  should  be  confirmed. 
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Jn  tk4  Privy 
Council, 

March  5,  1836. 


WESTRUPP  &  GIBBINS'  PATENT. 


This  was  an  application  by  Joseph  Wells,  the  assignee,  to 
confirm  the  letters  patent  granted  the  24th  of  May,  1831,  to 
W.  Gibbins  and  Thomas  Westrupp,  for  "  improvements  in  an 
apparatus  for  converting  sea  water,  or  otherwise  impure  water, 
into  fresh  and  pure  water"  (a). 

The  petition  stated  the  assignment  of  the  letters  patent  of 
foili°i<We^?y  the  respective  grantees  by  indentures  dated  9th  of  September, 
to  prior  right  1833,  and  25th  of  July,  1834,  respectively.  That  since  the 
StyriScidonf  ^^  ^^^  ^*  ^**  discovered  that  one  of  the  modes  of  condenting 
is  purely  dis-  Steam  from  sea  water  was  known  to  some  person  or  persons, 
but  not  publicly  or  generally  known  or  used,  and  that  the 
petitioner  believed  the  same  never  to  have  been  practised  before 
the  date  of  the  said  letters  patent.  That  no  legal  proceedings 
had  taken  place  on  the  above  patent 

The  petition  was  accompanied  by  an  affidavit  by  the  survivor 
of  the  patentees,  stating  his  belief  that  they  were  the  true  and 
first  inventors. 

The  application  was  opposed,  on  the  ground  that  part  of 
the  invention  had  been  published  many  years  before  the  patent 
in  a  well-known  book,  and  had  also  been  made  the  subject  of  a 
prior  patent. 

Rotch,  in  support  of  the  petition,  stated  the  invention  to  be 
for  the  particular  mode  of  distilling  by  the  use  of  the  refrige- 
rator.    That  this  application  arose  in  consequence  of  a  schism 


Letters  patent 


cretionary, 
Costs  of  oppc 
sition  will  be 
given  io  some 


(a)  SpecifieatUfn. — The  invention  as  described 
in  the  specification,  consisted  in  placing  the  con- 
denser below  the  water  line  in  the  ship  or  vessel, 
and  permitting  the  water  in  which  such  ship  or 
vessel  floated,  to  have  free  and  full  action  on  the 
outer  surfaces  of  the  pipes,  through  which  the 
steam  of  salt  water  is  passing,  and  thus  rendering 
any  attention  for  constantly  supplying  cold  or 
condensing  water  to  the  remgerating  apparatus 
unnecessary,  which  it  was  (according  to  any  of 
the  processes  known  before  the  patent)  stated  to 
reomre. 

The  patentees  then  described  and  claimed  two 
modes  of  accomplishing  their  invention.  The 
first  was  for  conducting  the  steam  generated  by 
cooking  with  sea  water  through  a  pipe  to  a  re> 
frigerating  or  condensing  apparatus,  which  con- 
sisted  of  a  coiled  pipe  in  a  tub,  placed  below  the 
line  of  flotation  oi  tne  ship.  From  the  bottom  of 
the  tub  an  inlet  pipe  proceeded  through  the  ship's 
side  for  the  admission  of  a  constant  flow  of  cold 
water  from  the  sea,  and  from  the  upper  part  of 
the  same  tub  an  eduction  pipe  passed  through  the 
ship's  side,  by  which  the  coohng  or  condensing 
water  passed  away  from  the  tub,  by  which  means 


a  constant  circulation  or  flow  of  cold  water  wsi 
kept  up  to  the  tub  which  condensed  the  stesB 
passing  throuffh  the  coiled  pipe  within  it 

The  second  part  of  the  invention  was  thus  ex> 
plained :— '*  It  consists  of  a  simple  pipe  psssii^ 
outside  of  the  bow  (or  any  other  convenieBt 
place)  of  the  ship,  and,  passing  down  towards  tlie 
ship's  bottom,  enters  through  the  plankii^,  snd 
the  condensed  water  therefore  runs  into  a  csik 
placed  below ;  by  this  means  the  water  in  which 
the  ship  floats  will  at  all  times  be  acting  oa  the 
condensing  pipe.*' 

The  inventors  then  claim  their  invention  in  the 
following  words : — *'Our  invention  consists,  fnt, 
in  applying  a  condenser  in  the  manner  sfaows, 
such  condenser  having  an  inlet  and  an  outlet  pipe 
placed  below  the  water  line  or  mark,  as  above 
described.  And  secondly,  wc  claim  the  placing 
of  a  pipe  or  pipes  (wheUier  round  or  otnerwiie 
formed)  on  tne  outnde  of  a  ship  or  vessel,  such 
pipe  or  pipes  passing  below  the  water  line,  sad 
thus  forming  a  condenser  for  the  steam  or  vapour 
from  a  boiler,  for  the  purpose  of  converting  sea 
into  fresh  or  pure  water.*' 
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which,  had  taken  place  among  the  directors  of  a  company  formed  March  s»  1836. 
to  vrork  the  patent  of  which  Mr.  Wells  was  the  assignee,  one 
portion  of  the  directors  wishing  to  prevent  the  completion  of 
the  engagement  with  the  petitioner,  pretending  that  they  had 
diacoyered  in  a  book  that  which  interfered  with  the  petitioner's 
patent  and  rendered  it  invalid.  The  part  said  to  be  old  is  the 
pipe  going  through  the  side  of  the  vessel  into  the  sea,  and  back 
again  into  the  vessel. 

Sir  F.  Pollock  opposed  the  petition  on  the  ground  that  part 
was  old,  and  that  the  parties,  instead  of  coming  to  the  Privy 
Comicil  to  confirm  that  to  which  they  are  not  entitled,  should 
bavegone  to  the  Attorney  General  to  have  disclaimed  that 
▼hich  was  old,  and  made  the  patent  good  as  to  the  rest,  pro- 
vided it  be  new. 

Lord  Lyndhurst  :  The  petitioner  must  make  out  a  case  as 
strong  as  this ;  that  if  you  had  claimed  for  that  which  is  old, 
and  for  that  only,  we  should  have  confirmed  the  patent.  This 
act  was  not  meant  to  apply  to  every-day  cases.  This  clause 
was  altered  after  the  act  left  the  House  of  Lords.  Now  you 
would  have  a  patent  against  the  real  inventor,  if  we  confirmed 
it;  I  believe,  when  the  clause  was  in  the  House  of  Lords  the 
right  of  the  real  inventor  was  preserved. 

Botch:  The  whole  of  the  patent  is  new,  except  one  small 
connecting  link,  which  certainly  is  old ;  but  though  old  it  was 
not  generally  used,  and  the  inventor  of  the  rest  did  not  know 
that  feet.  We  find  in  the  Philosophical  Transactions  of  1670 
a  letter  fit>m  a  learned  French  gentleman,  concerning  the  way 
of  making  sea  water  sweet. 

Sir  F.  Pollock :  I  have  the  copies  of  two  specifications,  the 
one  in  1806,  the  other  in  1809,  duly  enrolled,  and  which  every 
subject  in  this  kingdom  is  bound  to  know.  These  two  are  pre- 
cisely the  patent  now  sought  to  be  confirmed. 

Lord  Lyndhurst  :  I  do  not  think  the  clause  of  the  act  was  The  tct  not  io- 
eyer  intended  to  apply  to  the  case  where  the  patentees  choose  £^^^°^°' 
to  shut  thmr  eyes,  when  they  might  have  gone  to  the  office  and  patent  adversely 
seen  this  at  once.     The  act  could  never  be  intended  to  apply  to  aVnor  patentee. 
a  case  when  two  patents  have  been  taken  out  for  the  same 
thing,  that  the  subsequent  patentee  should  have  a  right  to  come 
to  the  court,  to  apply  to  have  the  exclusive  benefit  of  the  inven- 
tion, adversely  to  the  rights  and  interests  of  the  former  patentee. 
It  must  have  been  meant  to  apply  to  a  very  different  case. 
\Potch:  Supposing  that  both  parties   are  going  to  work  the 
patent;  but  if  it  is  thirty  years  ago,  and  those  parties  are  not 
going  to  carry  it  into  practice  ?    What  is  the  meaning  of  the 
words  of  the  act  ?]     You  are  aware  it  is  discretionary  with  us, 
particularly  when  you  have  another  remedy ;  you  may  apply  to 
^  Attorney  General  for  a  disclaimer.     \Eoteh :  If  this  remedy 
^  open,  I  would  rather  adopt  it.    The  words  of  the  act  are 
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Ill  the  Privy      *^  publicly  and  generally  used/'  not  '*  publicly  and  genenilly 
Louncti.  known."]    There  are  joint  patentees,  and  one  of  the  patentees 

is  dead.  The  surviving  patentee  makes  an  af&davit;  how  are 
we  to  be  satisfied  that  the  other  patentee  had  not  seen  the  spe- 
cification? The  affidavit  is  the  most  general  affidavit  that  can 
be ;  it  ought  to  have  been  pointed  to  this  part  of  the  patent;  it 
is  an  echo  of  the  original  one,  that  they  believed  themselves  the 
inventors. 

Lord  W.YNFORD :  I  apprehend  the  object  of  this  clause  is, 
that  if  there  are  any  very  minute  portions  which  have  been 
used,  and  he  swears  that  he  did  not  know  it,  a  very  trifling 
thing,  amounting  to  nothing,  in  that  case  the  court  may  con- 
firm it 

Lord  Ltndhurst  :  This  is  a  case  in  which  the  act  of  par- 
liament leaves  a  discretion  in  the  judicial  committee,  and  I 
think  it  is  impossible  for  us,  sitting  and  hearing  this  case,  to  say 
this  is  a  case  in  which  we  ought  to  exercise  that  discretion  to 
advise  the  crown  to  confirm  the  patent.  You  have  yonr 
remedy;  you  may  disclaim  it,  if  the  Attorney  General  tfainki 
proper  to  give  you  relief.  The  Attorney  General  may  be 
applied  to  for  that  purpose. 

Lord  Wynford:  That,  perhaps,  might  be  a  ground  for 
coming  again,  if  you  were  dissatisfied  with  that;  you  would 
come  and  say,  "  Confirm  the  patent — I  cannot  have  relief  under 
the  other  branch  of  the  act  of  parliament." 

Rotch :  I  see  nothing  in  the  act  which  drives  us  to  go  and 
seek  a  remedy  which  we  do  not  like. 

Lord  Lyndhurst  :  It  is  very  difficult  to  lay  down  any  pre- 
cise rule  or  general  rule  to  govern  our  discretion  in  a  case  of 
this  description.  I  think  we  should  not  be  justified  in  recom- 
mending the  crown  in  this  case. 

Sir  F.  Pollock :  Under  the  fifteenth  section  of  the  statute 
(3  &  4  W.  4,  c.  41),  which  authorises  your  lordships  to  sit  here, 
the  costs  of  the  application  are  in  the  power  of  the  court.  We 
are  brought  here  to  prevent  the  confirmation  of  a  patent  We 
show  two  prior  patents ;  the  subjects  of  the  realm  are  bound  to 
know  of  these.  We  have  an  interest  in  another  patent  wbich 
would  be  interfered  with.  Every  body  is  bound  to  know  the 
specifications  that  are  enrolled ;  they  are  as  much  matters  of 
record,  and  as  such  to  be  treated  and  known,  as  acts  of  parlia- 
ment. We  have  filed  our  objections,  notwithstanding  which  the 
parties  still  come  here. 
Cmu  will  be  Lord  Lyndhurst  :  I  have  read  your  objections,  and  if  after 
5il^s"o"9l^cw88.*'^*  *W  choose  to  come,  it  is  for  them  to  take  the  conse- 
fui  opposition,  qucnccs.  My  opinion  on  the  subject  of  costs  is  this ;  if  a  party 
entitled  to  oppose  does  come  and  oppose,  and  opposes  success- 
fully, if  we  do  not  give  costs  we  shall  discourage  persons 
coming  to  protect  the  interests  of  the  public.     We  have  the 
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power  to  give  costs  in  any  matter  referred  to  us,  and|  sitting  /« the  Privy 
kere  as  a  jndidal  committee,  we  can  give  costs  iihder  the  general  ^'^***''- 
act,  not  under  the  patent  act.  "  ^ 

Roieh :  On  the  subject  of  costs,  I  hope  your  lordships  will 
allow  me  to  go  into  ^e  particular  situation  of  these  parties, 
because  the  parties  who  are  appearing  now  are  three  out  of  six 
directors,  who  have  agreed  with  Mr.  Wells  to  take  his  patent 
\Loifd  Lyndbursi :  Have  we  any  affidavit  of  all  this?]  The 
directors  themselves  are  here  to  say  the  company  are  averse  to 
the  proceedings  of  these  three  directors  who  are  opposing  it. 

Lord  Ltndhurst  :  We  cannot  allow  evidence,  after  the  dose  An  especial  and 
of  the  case,  as  to  costs — ^we  do  not  allow  evidence  to  be  heard  as  ■*^°°|j^"" , 
to  costs  when  the  case  is  over,  you  know.     You  knew  the  ob-  out  to  justify 
jectioQS.    This  was  an  experiment  to  see  how  far  the  courts  *f®*h°^JJ5J^J5il*" 
will  go.    I  know  the  noble  and  learned  lord,  who  was  the  committee. 
patron  of  this  act,  and  under  whose  particular  direction  it  was 
drawn,  never  meant  that  a  loose  construction  should  be  given 
to  it;  to  bring  a  case  within  the  act  so  as  to  justify  the  inter- 
position of  the  judicial  committee,  he  always  considered  you 
Boiist  make  out  some  especial  and  strong  case. 

Petition  dismissed  with  costs. 


EXTENSION  OF  LETTERS  PATENT. 

Erard's  Patent. 

Cor»  Lord  Lyndhurst ;  Lord  Brougham ;  Parke,  B. ; 
Hon.  T.  Erskme. 

This  was  an  application  (a)  by  Orpheus,  commonly  called  Pierre  Dec.  15,  1835. 
firard,  for  an  extension  of  the  term  of  several  letters  patent. 


(a)  PractiM  on  thg  hearing  of  the  Petition, —  be  made  as  to  the  validity  of  the  patent.     The 

This  WIS  the  first  application  for  an  extension  questions  arising  on  the  specification  stand  on  a 

^  the  term  under  the  act  5  &  6  W.  4,  c  83,  and  different  footing  from  the  questions  of  novelty, 

their  lordships  having  inquired  whether  the  Attor-  and  the  petitioner  would  appear  bound  to  show 

ps^  General  had  received  notice  of  the  hearing,  that  the  invention  descnbea  would  succeed  in 

_.        .......             .                  .  practice,  and  to  be  that  for  which  the  patent  was 

granted, 

put  of  the  erown/    In  subseouent  cases,  whether  Their  lordships  also  intimated,  that  as  this  pro- 

oppoied  or  not,  the  Attorney  (General  has  appeared  eeeding  was  a  substitution  for  a  bill  in  parliament, 

to  watch  the  progress  of  the  case  made  for  the  they  should  follow  a  similar  course  to  that  which 

pttitioDerk    See  tnU  474,  &  pe$L  would  be  followed  bv  parliament,  and  adopt  rules 

Their  lordships  aiked  for  a  copy  of  the  specifi-  of  evidence  as  nearly  as  possible  resembling  the 

otioa,  and  on  tiie  counsel  for  the  petitioner  sug-  rules  of  evidence  in  courts  of  law. 

getting  that  he  did  not  consider  evidence  as  to  Their  lordships  in  the  subsequent  cases  have 

tliat  would  he  gone  into,  their  lordships  said  the^  recommended  the  extension  of  the  term  of  letters, 

noit  lee  whether  the  patent  was  valid ;  that,  if  patent  on  grounds  similar  to  those  adopted  by  the 

Palpably  had,  it  would  not  be  extended.     On  an  legislature,  and  recited  in  the  acts  ot  prolonga- 

«unioation  of  the  cases  it  will  be  found  that  tion.     See  ante  40. 
*^  Msbipt  have  required  a  primM  facie  case  to 

4  c 


Btiaated  that  in  all  cases  of  unopposed  applica- 
tioss,  the  Attorney  General  should  attend  on  the 
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In  the  Privy     granted  to  him  for  ^'certain  improyements  in  piano  fortes,  and 
a^'d!' iaas.     other  keyed  musical  instruments"  (b),  and  also  for  other  letters 
patent  for  "  certain  improvements  in  piano  fortes"  (c). 

Cres9W€U  (J.  Peel  with  him)  appeared  in  support  of  the 
petition,  which  stated  that  the  petitioner,  in  conjunction  with 
his  uncle,  Sebastian  Erard,  had  laboured  upwards  of  thirty 
years  to  improve  the  piano,  and  to  perfect  the  invention  the 
subject  of  the  first  letters  patent.  That  previous  to  this  inven- 
tion there  were  two  distinct  systems  of  action  in  the  piano 
fortes  then  in  use,  the  one  known  by  the  technical  name  of  the 
^^  check,"  or  grand  action,  the  other  (being  without  a  check), 
the  *'  square  piano  forte  action."  That  the  former,  while  it 
possessed  great  precision  of  blow,  was  slow  in  the  power  of 
repeating  the  notes,  whereas  the  latter,  on  the  contrary,  was 
more  ready  to  repeat,  but  wanting  in  power  and  precision. 
That  as  the  art  of  playing  progressed  these  defects  became  more 
sensible,  and  the  object  to  be  attained  was  to  produce  a  new 
action,  combining  the  advantages  of  the  two  systems,  and 
which,  by  uniting  power  and  precision  with  pliability  and 
rapidity  of  action,  would  enable  the  performer  to  modulate 
with  the  touch  the  blow  of  the  hammer  on  the  string  at  plea- 
sure, and  thereby  greatly  add  to  the  beauty  of  the  tones  and 
the  brilliancy  of  tiie  execution.  That  the  invention  of  a  simple 
and  durable  mechanism  to  effect  these  combined  objects  re- 
quired much  genius  to  conceive  and  ingenuity  to  construct 
That  in  the  introduction  of  the  invention  great  difficulties, 
opposition,  and  prejudices,  had  to  be  contended  with.  That 
five  years  were  expended  in  the  instruction  of  workmen,  and 
before  a  single  instrument  was  ready  for  sale;  and  after  a 
further  consumption  of  many  years  in  making  the  instrument 
known,  and  when  its  superiority  was  generally  admitted,  the 
prejudices  infused  into  the  public  by  the  makers  of  the  old 
piano  fortes  against  the  durability  of  the  instruments  con- 
structed on  the  new  principle,  presented  a  serious  obstacle  to 
their  introduction;  that  the  experience  of  many  years  can 
alone  overcome  these  difficulties,  and  it  is  only  within  the  hist 
{QSi  years  that  the  instrument  has  become  generally  known  and 
appreciated.  That  since  the  original  invention  the  petitioner 
had  invented  several  improvements,  whereby  it  was  rendered 
applicable  to  every  form  of  piano,  instead  of  being  confined  to 
the  grand  piano  forte,  and  which  improvements  were  die 
subject  of  the  other  letters  patent.  That  in  addition  to  the 
number  of  years   expended  in  perfecting  the  invention,  tlie 


(V)  These  letters  patent  were  as  follows :  for  (c)  These   letters   patent  were  for  Englin^ 

England,  22d  of  December,  1821 ;  for  Scotland,      and  dated  5cfa  of  January,  1826. 
6th  of  April,  1822;  and  for  Ireland,  I4th  of  De- 
cembcr,  1822. 
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oatlay  in  working  the  patent  amounted  to  j£l  5,000  over  and  inthePrimf 
above  the  returns.  CtmneU. 

The  papers  containing  the  advertisements  were  put  in  (c). 
Several  witnesses  were  examined  as  to  the  outlay  of  capital  and 
the  returns ;  the  number  of  instruments  made  and  sold  in  each 
year;  the  advantages  and  superiority  of  the  instrument  There 
had  been  considerable  expense  incurred  in  further  improve- 
ments upon  the  details  described  in  the  specification ;  but  they 
appeared  to  be  improvements  and  alterations  in  furtherance  of 
the  same  principle,  and  not  deviations  from  the  general  features 
of  the  invention.  That  the  first  instrument  made  under  the 
patent  had  answered  perfectly  well,  and  was  still  in  use. 

The  second  patent  had  two  objects,  one  of  which  was  to 
adapt  the  machinery  of  the  former  patent  to  piano  fortes  of 
diffierent  constructions,  and  the  other  was  with  reference  to  the 
braces ;  so  that  if  the  first  letters  patent  were  extended,  no  one 
could  use  the  second  patent  during  the  term  so  extended,  or 
the  existence  of  the  new  letters  patent. 

Lord  Ltndhurst  :  Upon  a  consideration  of  all  the  circum- 
stances, we  think  that  a  sufficiently  strong  case  has  been  made 
out  to  justify  us  in  recommending  to  his  majesty  to  extend  the 
first  of  these  patents  for  the  period  of  seven  years,  but  we  think 
no  case  has  been  made  out  to  justify  us  in  so  recommending  to 
bis  majesty  with  respect  to  the  second  patent  granted  in  1825. 
By  the  first  patent  we  mean  those  for  England,  Ireland,  and 
Scotland.  In  cases  of  this  kind  we  expect  a  very  strong  case 
of  hardship  to  be  made  out,  as  well  as  a  strong  case  upon  the 
utility  of  the  invention. 

Report  accordingly. 


Swainb's  Patent. 

This  was  an  application  for  a  prolongation  of  the  term  of  March  i,  1837. 
letters  patent,  granted  the  9th  of  October,  1832,  to  E.  S.  Swaine, 
for  **  a  method  of  producing  and  preserving  artificial  mineral 
^"^ttcrs,  and  for  machinery  to  effect  the  same." 


(c)  Thate  were  the  "  Gaaette"  of  the  9th,  I3th,  xette"  of  the  8th  of  December,  the  "  Chronicle'* 

"od  16th   of   October,    1835;    the    "Times,"  and  "Post"  of  the  7th  of  December,  and  the 

"^mBadt,"  and  **  Post,**  of  the  9th  and  12th  of  "  Times"  of  the  8th  of  December,  advertising  the 

October,  adyertising  the  intention  to  apply  for  dayappointed  for  the  hearing. 
(          s  piolongition ;   ti^  "  Gaxette"  of  the  4th  of  The  notice  of  the  intention  to  apply  for  an  ex- 

I  Septenber,  tiie  **  Post**  and  "Chronicle"  of  the  tension,  and  of  the  day  on  which  applicatioa  will 

;  litof  September,  and  the  "  Times**  of  the  1st  of  be  made  to  fix  the  hearinff  of  the  petition,  arc 

'^'B^'SBBbnr,  u  to  the  day  on  which  application  now  included  in  one  advertisement, 
would  be  made  to  fix  the  bearing ;  and  the  "  Ga- 
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/» lAe  PmjT  The  petition  stated,  that  after  the  grant  of  the  patent,  oon- 
ArD?i837.  siderable  delay  had  been  occasioned  in  obtaining  the  advice  of 
persons  of  scienoe»  and  in  selecting  a  apot  for  die  new  manufac- 
ture, which  was  ultimately  fixed  at  Brighton.  That  tiie  requi- 
site machinery,  according  to  phins  receiTed  from  abroad,  re- 
quired great  accuracy  of  construction,  wMeh,  with  the  erection  of 
buildings,  occasioned  great  delay,  so  that  the  premises  for  the 
sale  of  the  mineral  waters  were  not  opened  till  late  in  the  sum- 
mer of  1823.  That  it  required  considerable  time  before  the 
qualities  of  the  mineral  waters  could  be  known,  and  tiiat  it  was 
not  until  within  the  last  two  or  three  years  that  pubUc  confi- 
dence became  so  far  established  as  to  give  any  prospect  of  a 
reasonable  remuneration  for  the  capital  expended,  and  tiiat 
unless  the  term  of  the  patent  be  prolonged,  the  inventor  will 
not  only  be  without  remuneration,  but  will  have  sustained  a 
heavy  loss. 

fViffram  and  Shee  appeared  in  support  of  the  petitioner,  and 
Sir  J.  CampbeU,  A.  G.,  on  the  part  of  the  crown,  stated,  that 
he  appeared,  not  to  offer  any  active  opposition,  but  to  vatch 
the  evidence  particularly  with  regard  to  the  novelty  of  the 
invention. 

Some  medical  men  were  called  to  prove  the  utility  of  the 
invention,  and  the  close  resemblance  which  the  artificial  bore  to 
the  natural  mineral  waters  of  6ermany*-also  their  genersl  effi- 
cacy. The  payments  in  respect  of  the  patent,  from  1822  to  1836; 
amounted  to  £28,990,  and  the  receipts  to  £16,183,  of  wfaicfa 
£7519  was  received  from  the  sale  of  the  waters,  and  £8664  ss 
subscriptions  to  the  establishment.  The  loss,  as  it  appeared  od 
the  books,  was  £15,709.  A  profit  arose  in  1832,  and  the  total 
profit  from  1832  to  1835  was  £2902. 

Sir  J.  Campbelly  A.  G.,  said  that  he  should  offer  no  evidence, 
but  would  beg  to  call  their  lordships'  attention  to  the  suffidency 
of  the  specification. 

Lord  Lyndhurst:  Applications  of  this  kind  are  of  very 
considerable  importance,  and  require  to  be  investigated  with  a 
great  deal  of  attention.  We  have  bestowed  that  attention  in 
this  case,  and  we  consider  the  invention  as  very  meritorious,  the 
result  of  a  great  deal  of  labour,  care,  and  science,  and  that  it  is 
extremely  useful  in  its  effects.  We  are  satisfied  by  reasonable 
evidence  {a)  that  the  party  has  sustained  very  considerable  loss, 
and  under  these  circumstances  we  think  that  the  period  ought  to 


(a)  The  evidence  on  the  accounts  was  not  com-  oemng  the  evidence  which  had  been  oflfered  in 

plete ;  books  of  accounts  were  produced,  but  the  this  case  as  reasonable  evidence  of  the  pecuniary 

hand- writing  of  all  the  entries  could  not  be  proved ;  results  of  the  eonoenip  it  must  not  be  considered 

they  had  been  regularly  kept,  and  had  been  ex-  as  a  precedent,  inasmodi  as  their  lordships,  snder 

amtncd  by  an   accountant,   who    expressed  his  all  the  circumstances  of  the  case,  were  satisfied 

opinion  that  they  were  the  genuine  books  of  the  with  a  less  amount  of  evidence  than  they  should 

concern.     Their  lordships  intimated,  that  in  re-  probably  consider  necessary  in  other  cases. 
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be  CTtended,    The  only  point  aboat  which  we  entertain  doubt  is,  in  t&«  Fnvy 

» to  the  extent  of  time  to  which  it  shonld  be  extended.    We  ^'"^'' 

think  upon  the  whole,  looking  at  the  profit  acquired  the  last 

year,  and  the  preceding  year,  and  the  year  before,  that  it  ought 

to  be  extended  for  seven  years,  in  order  to  give  the  patentee  a 

&ir  (^portonity  of  reimbursing  himself,  and  making  some  profit 

mpon  this  inyention. 

Report  accordingly  (b). 


Wright's  Patent. 

Cor.  Lord  Lyndhurst ;  Lord  Brougham ;  Hon.  T.  Erskine ; 
Bosanquety  J. 

This  was  an  application  by  the  assignees,  H.  Shuttleworth  July  4, 1837.  . 
and  D.  F.  Taylor,  for  an  extension  of  the  term  of  the  letters 
patent,  granted  the  15th  of  May,  1824,  to  L.  W.  Wright,  for 
^certain  combinations  and  improTements  in   machinery  for 
making  pins.'' 

Sir  F.  BMock  and  M.  D.  HUi  appeared  in  support  of  the 
petition ;  Maule  and  Godson  On  behalf  of  Messrs.  Kirby ;  and 
Jomes  on  behalf  of  the  administrators  of  a  deceased  partner  of 
the  petitioners;  Sir  J.  Campbell^  A.  6.,  appeared  for  the  crown. 
The  deeds  of  purchase,  assignment,  and  partnership,  were 
put  in;  also  an  agreement  to  assign  the  letters  patent  to  Taylor 
and  Ghorbett  as  soon  as  obtained,  with  a  covenant  to  perfect  the 
invention. 

Maude  submitted,  that  the  execution  of  the  deeds  must  be 
proved  in  the  usual  manner;  in  answer  to  which  it  was  stated, 
Aat  no  notice  of  intention  to  dispute  the  title  was  given  in  the 
objeetionB  delivered  in  pursuance  of  the  rules  of  the  Privy 
CoonciL 

Their  lordships  intimated,  that  it  was  incumbent  on  the  The  title  of  the 
q^plicants  for  the  extension  to  make  out  their  title.  Cved.  """^ 

Mr.  Bryan  Donkin  described  the  invention  as  an  aggr^;ate 
machine,  consisting  of  several  machines,  each  performing  a  dis- 
tmet  operation,  but  so  combined  that  its  operations  succeed 
nch  oUier  in  regular  order.  The  first  machine  being  for  the 
purpose  of  measuring  and  straightening  the  wire;  the  next 
vas  combined  with  that  for  cutting  the  wire  off  of  any  definite 
kngth;  the  next,  the  carrier  to  convey  the  wire  cut'  off  to  two 
pointing  machines  in  succession ;  the  pin  being  pointed  was 


(*)  New  letten  patent  were  granted  the  6th  of  June,  1837,  to  E.  S.  Swaine,  for  sevco  years,  to 
be  compated  from  the  9th  of  October,  1837. 
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In  thtPHvff  carried  forward  to  the  heading  apparatus.  The  heading  is  per- 
AJ^837.  formed  by  two  operations;  the  end  of  the  wire  is  what  is 
technically  called  '^  upset"  in  the  first  heading  machine;  die 
carrier  then  removes  it  to  the  second  heading  machine^  in 
which  it  is  struck  with  a  die  and  completed ;  then  there  is  a 
oontrivanoe  for  drawing  the  pin  out  of  that  part  of  the  machine 
and  dropping  it  into  the  common  receptacle  for  the  completed 
pins.  The  novelty  of  this  invention  consisted  in  the  combined 
apparatus  for  performing  the  several  operations.  Mr.  Brand 
and  Mr.  Carpmad  gave  evidence  to  the  same  effect. 

Mr.  £.  Taylor,  superintendent  of  Taylor  &  Co.'s  pin  factory, 
stated  the  machine  to  have  been  in  full  operation  about  five 
years,  but  was  not  in  operation  at  all  ten  years  ago.  This  arose 
from  Wright  the  patentee  neglecting  to  complete  the  machines, 
which  being  of  a  complicated  character,  great  difficulty  was 
experienced  in  completing  them.  That  his  brother  and  Wright 
became  bankrupts,  prior  to  which  his  brotiier  had  expended 
£15,000  for  tools  and  machinery;  that  he  had  paid  upwards  of 
that  for  the  pin  machinery  previous  to  the  end  of  18S1.  That 
Wright  received  £3755  for  his  patent,  and  was  assisted  with 
money  during  the  experiments  before  the  patent  was  taken  ont; 
and  his  neglect  to  complete  the  machines  arose  firom  his  bebg 
engaged  by  Kirby  on  other  machinery.  That  up  to  the  time  of 
his  brother's  bankruptcy  there  had  been  no  profits  from  the 
pins.  The  invention  then  remained  dormant  for  some  time, 
from  November  1829,  to  Christmas  1831,  when  his  brother 
formed  a  new  partnership.  That  there  were  eighty-two  ma- 
chines ;  the  total  expense  of  which  and  of  the  patent  wis 
£21,000.  From  January,  1832,  the  date  of  the  partnership  of 
Taylor,  Shuttleworth,  and  Watnerby,  to  June,  1834,  the  profits 
were  £1484 ;  in  the  next  six  months  they  were  £1035 ;  in  the 
next  six  months  £971 ;  no  balance  had  taken  place  since. 
That  Watnerby,  who  kept  the  books,  was  dead,  and  tiiere  was 
at  this  time  a  sum  of  about  £15,000  unsatisfied  to  the  part- 
nership. 

On  the  part  of  the  opponents,  Mr.  Farey  and  other  witnesses 
were  called  to  prove  the  want  of  novdty,  and  the  imperfection 
of  the  invention,  and  the  defects  of  the  specification  of  Wright; 
the  similarity  of  a  machine  made  for  Kirby,  according  to  a 
former  patent,  which  he  had  purchased,  and  of  the  inventions 
disclosed  in  the  specifications  of  some  other  patents. 

M.  D.  IRB  having  replied  for  the  petitioners,  their  lordships 
intimated  their  intention  to  recommend  an  extension  of  the 
patent  for  five  years. 

Maule  prayed  that  a  condition  might  be  imposed,  securing  to 
Messrs.  Kirby  and  Beard  a  remuneration  for  the  expenses  they 
had  incurred  from  their  connexion  with  Wright,  and  that  they 
might  be  declared  entitled  to  the  joint  use  of  the  new  letters 
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pstent  with  the  petitioners,  and  that  the  extension  should  be  In  the  Privy 
subject  to  the  payment  of  costs.  ^"'*^* ' 

James  prayed  that  the  interests  of  the  executors  of  Watnerby 
might  be  recognised. 

Their  lordships  intimated,  that  they  should  recommend  the 
extension  of  the  patent  in  favour  of  those  in  whom  the  legal 
estate  of  the  letters  patent  was  vested  at  the  time  of  the  appli- 
cation^  leaving  to  Messrs.  Kirby,  and  the  administrators  of 
Mr.  Watnerby,  any  daim  they  might  have  at  law  or  in  equity, 
and  that  there  should  be  no  costs. 

Report  accordingly  (a). 


Stafford's  Patent. 

This  was  an  application  for  the  prolongation  of  the  term  of  July  4,1838. 
t)ic  letters  patent,  granted   the   24th  of  December,  1824,  to 
Daniel  Stafford,  for  •'  certain  improvements  in  carriages." 

The  invention  consisted  in  suspending  the  coach  from  some 
higher  part  of  its  body,  instead  of  at  the  bottom,  the  effect  of 
which  is,  to  bring  the  centre  of  gravity  below  the  point  of  sus- 
penrion,  and  to  obviate  in  a  great  measure  the  danger  of  up- 
setting.    Some  coachmen  proved  that  they  had  driven  a  coach 
constructed  on  the  petitioner's  principle  over  banks  of  a  height, 
and  round  sharp  comers  at  a  speed,  sufficient  to  have  upset  a 
coach  suspended  in  the  ordinary  manner.     From  the  mode  of 
suspending,  and  the  use  of  transverse  instead  of  lateral  springs, 
the  body  of  the  coach  had  an  oscillating  motion  on  meeting 
with  any  obstacle,  and  always  retained  its  vertical  position. 
On  one  occasion  of  an  accident,  namely,  the  breaking  of  the 
hind  axle-tree  and  the  hind  wheel  coming  off,  the  coach  was 
not  upset,  nor  any  one  hurt  or  displaced  from  his  seat.     The 
patentee  had  spent  all  the  money  he  could  obtain,  not  less  than 
£2000,  qH  the  invention,  and  in  endeavouring  to  introduce  it,  by 
advertising  and  otherwise,  but  had  only  succeeded  in  a  few  in- 
stances; that  he  had  received  no  returns,  and  been  in  great 
difficulties  firom  the   expenditure   incurred.     The   coach  pro- 
prietors opposed   its  introduction   on  the  ground  of  expense, 
(because  they  would  be  obliged  to  alter  all  their  coaches  so 
>oon  as  the  pubUc  knew  they  could  be  carried  safely.    That 


(a)  New  letters  patent  were  accordingly  granted       D.  F.Taylor,  for  five  years  from  the    15ik  of 
t^Slit  of  August,  1837,  to  H.  Shuttleworth  and       May,  1838.. 


^^ 
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In  t^  PHt9   '  the  coach-makers  in  tiie  north  set  their  faces  entirely  again8t*it> 

ouneii,  ^^j  ^^^  of  the  largest  coach  proprietors  said,  he  would  have 

nothing  to  do  \rith  it  unless  guaranteed  from  all  loss  3  that  he 

.    had  three  hundred  coaches,  which  would  all  be  thrown  on  his 

hands  if  Mr.  Stafford's  coaeh  was  brought  forward;  that  the 

introduction  of  a  change  of  this  kind  must  of  necessitjr  be  rerf 

"^  slow. 

The  «^  London  Oaaette'^  of  the  I3th,  16th,  jmd  204  of  Feb- 
ruary; the  "Times/' *^ Mommg Chronicle/'. and  *^ Herald/'  rf 
the  16th  of  February;  also  eight  different  country  papers  (a) 
containing  the  advertisements,  were  put  in ;  also  ^e  letters 
patent  and  specification. 

Lord  Lyndhurst  :  The  original  act  of  parliament  allows 
fourteen  years,  and  it  was  considered  that  fourteen  years  would 
be  the  time  during  which  the  party  would  be  remunerated ;  it 
turns  out,  however,  that  Mr.  Stafford  has  received  not  only  no 
remuneration,  but  that  he  has  been  an  actual  loser ;  we  think, 
under  these  circumstances,  it  is  not  unreasonable  that  he  should 
have  the  full  addition  of  seven  years,  only  half  the  leni^h  of 
term  which  the  legislature  at  the  time  of  James  the  First  con- 
templated as  the  proper  remuneration. 

Report  accordingly  (A). 


Kollman's  Patent. 

Cor*  Lord  Lyndkurst ;  Lord  Brougham ;  Bosanquet^  J. ; 
Vaughan^  J. ;  Dr.  Lushinffion. 

Feb.  1839.  This  was  an  application  for  the  extension  of  the  term  of  the 

letters  patent  to  G.  A.  KoUman,  for  "improvements  in  the 
mechanism  and  general  construction  of  piano  fortes." 

The  advertisements  of  the  application  and  of  the  hearing 
were  put  in.  The  invention  was  described  to  consist — ^first,  in 
striking  down  towards  the  bridge  and  sounding  board,  instead 
of  away  from  the  bridge  and  sounding  board,  as  in  the  old 
piano ;  the  effect  of  which  was  to  improve  the  tone  in  purity, 
power,  and  fulness ;   secondly,  in  the  framework  for  fixing  of 


(a)  The  petkioiier  had  rended  at  some  time  appear  to  have  been  imnecesnry;  if  nficeatrf, 

during  the  patent  at  the  place  or  in  the  county  in  they  are  not  in  pursuance  of  the  sutote. 
which  these  papers  were  published.    It  appeared  (b)  New  letters  patent  were  granted  the  21«t 

that  the  manufacture  had  been  carried  on  by  coach-  of  December,  1838,  for  seven  years  from  the  24ui 

makers  in  London,  and  not  elsewhere ;  so  that  of  December, 
the  advertisements  in  the  country  papers  would 
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the  pegs  to  which  the  wires  are  attached;  the  arrangements  ad-  in  tht Privy 
mitting  of  the  use  of  strong  wires,  and  of  adjusting  their  tension  ^u"<^*^ 
with  great  accuracy,  and  effectually  maintaining  the  wire  in 
a  state  of  tension,  notwithstanding  the  motion  of  the  instru- 
ment. The  tension  necessarily  put  upon  the  wires  deranges 
the  pianos  on  the  old  construction  very  quickly;  they  idso 
become  oat  of  tune  by  moving,  or  with  change  of  temperature. 
An  mstrument  made  according  to  Mr.  KoUman^s  invention 
oould  be  carried  to  two  or  three  concerts  in  succession,  and 
would  not  require  tuning,  whereas  an  instrument  on  the  old 
construction  must  be  tuned  after  each  concert.  The  number  of 
pianos  sold  by  Mr.  Kolhnan  was  twenty-three,  and  hitherto  he 
had  been  a  great  loser  by  his  invention. 

The  Attorney  General  having  cross-examined  the  witnesses 
as  to  the  nature  and  novelty  of  the  invention,  stated  that  he 
did  not  feel  himself  called  upon,  on  the  part  <^  the  public,  to 
oppose  the  prayer  of  the  petition.  The  invention  appeared  to  be 
a  meritorious  one,  though  irom  circumstances  beyond  the  con- 
trol of  the  patentee,  its  merits  had  not  been  sufficientiy  appre- 
ciated. 

Lord  Lyndhurst  :  We  think  this  is  a  case  for  an  extension 
for  seven  years. 

Report  accordingly* 


Downton's  Patent. 

Car.  Lord  Lyndhurst ;  Lord  Brougham ;  Sir  H.  Jenner  ; 
Dr.  Lushinffton. 

This  was  an  application  by  Betsy  Downton,  widow,  and  ad-  June  13, 1839. 
ministratrix  of  J.  Downton,  to  whom  letters  patent  had  been 
granted  the  18th  of  June,  1825»  for  '^  improvements  in  water 
closets.'' 

The  petition*  after  stating  the  invention  and  the  grant  of  the  Pttuion, 
letters  patent,  ftirther  stated  that  the  patentee  encountered 
tnany  difficulties,  principally  arising  from  his  want  of  capital 
and  connexion,  he  being  a  foreman  shipwright.  That  he  spent 
^his  small  capital  in  taking  out  the  patent,  and  could  not 
work  the  invention,  until  in  1827  he  succeeded  in  borrowing 
£550  at  £5  per  cent.  That  from  various  causes,  and  the  ex- 
penses of  a  large  family,  the  patentee  died  in  debt,  to  the 
^nioTuit  of  £2000;  that  the  creditors  released  his  estate  on 
receiving  a  payment  of  8«.  in  the  pound.  That  the  profits 
^ing  from  the  gradually  increasing  sale  of  the  patent  article 
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Objeetiotii, 


had  been  interfered  with  by  infringements  both  prior  and  sub- 
sequent to  the  death  of  the  patentee,  and  that  the  petitioner 
had  not  the  means  to  defend  the  patent;  but  that  the  invention 
is  now  appreciated)  and  if  the  term  be  extended  the  petitioner 
would  be  enabled  to  support  her  family,  and  derive  some  profits 
from  the  invention. 

The  application  was  opposed,  and  the  grounds  of  oppoation 
stated  in  the  notice  of  objections  were,  the  high  price  at  which 
the  articles  had  been  charged;  that  tihe  patentee  would  not  allow 
the  trade  any  advantage ;  that  the  want  of  capital  being  alleged 
as  the  cause  why  the  invention  was  not  introduced,  the  pe- 
titioner did  not  appear  to  be  in  any  better  position  than  the 
patentee  had  been. 

M.  D.  mil  and  Roebuck  appeared  in  support  of  the  petition, 
and  Wakefield  for  the  opponents. 

The  invention  was  proved  to  be  very  usefrd  for  ships,  in 
which  it  is  necessary  to  get  rid  of  the  foul  air  and  other  contents 
of  the  water  closet  below  the  level  of  the  water.  The  patentee 
had  sold  the  patent  closet  at  £15 ;  the  cost  of  the  labour  and 
materials  would  be  £l  1 ;  allowing  twenty-five  per  cent  for  the 
employment  of  capital,  the  cost  became  j£l3.  10^.»  and  £l.  10». 
remained  for  patent  right. 

It  appeared  that  920  had  been  sold ;  that  the  invention  was 
opposed  by  the  trade;  and  that  the  amount  of  gross  sales 
amounted  to  £14,622,  being  an  average  of  £1000  a  year,  and 
£250  a  year  for  the  profits.  The  cost  of  experiments,  and  of 
the  letters  patent,  and  of  necessary  tools,  was  not  less  than  from 
£500  to  £600,  and  much  labour  and  time  were  expended  upon 
them.  One  of  the  creditors,  who  had  received  8^.  in  the  pound, 
on  a  debt  of  £1173,  was  called  to  speak  to  the  character  of  the 
inventor  and  the  circumstance  of  his  insolvency;  and  he  stated, 
that  the  inventor  had  raised  himself  wholly  by  his  industry,  and 
brought  up  a  family  of  ten  children.  The  remuneration  re- 
ceived during  twelve  years  was  from  £200  to  £250  per  annum, 
which  sum  included  the  profit  on  capital,  and  the  remuneFation 
for  superintendence  and  loss  of  time,  and  the  patent  right 

A  Lord:  We  assume  that  an  article  which  may  be  placed 
below  the  water  line  must  be  useful,  and  the  fact  of  924  being 
sold,  when  it  costs  three  or  four  times  as  much  as  the  common 
article,  is  very  strong  evidence,  unless  that  is  false  testimony. 

Wctkefield  for  the  opponents :  The  case  made  out  has  nothing 
to  do  writh  the  extension  of  the  patent;  it  may  be  a  good  case 
for  alms  to  Mrs.  Downton  and  her  family.  Mr.  Downton  has  had 
the  usual  term  of  the  patent ;  and  from  the  want  of  capital,  or 
some  other  cause,  he  has  made  little  by  it.  .  I  understand  pa- 
tents to  have  been  usually  extended  on  the  grounds  that  such 
extension  would  be  beneficial  to  the  public. 

A  Lord:  When  a  party  has  shown  great  ingenuity  in  an  in- 
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Tention,  and,  from  want  of  capital  and  means,  has  not  been  able  in  ths  Privy 
to  obtain  an  adequate  return,  we  have  over  and  over  again  ex-  a'iT'ibsq 
tended  the  patent  under  such  circumstances.     The  evidence  is 
that  more  than  JC200  a  year  has  been  received,  but  part  of  that 
£200  a  year  consists  of  the  profit  upon  capital.     If  it  is  a  mode  The  questions 
of  advantageously  employing  capital,  it  is  an  additional  reward  "^^^^^  ^l^^^ 
for  the  invention.     The  questions  are,  is  it  a  useful  invention ;  utility  of  the 
is  it  beneficial  to  the  public;  is  it  an  invention  of  that  character  and^suffijienc 
idiich  would  lead  us  to  interpose ;  is  there  ingenuity  in  the  in-  of  the  remune- 
Tention,  and  has  the  party  been  remunerated  ?  My  doubt  is  this.  ^^^' 
It  appears,  Mr.  Hill,  you  would  make  £200  a  year.   The  respect- 
able witness,  Mr.  Nairn,  whose  evidence  in  point  of  feeling 
does  him  and  Mr.  Downton  so  much  honour,  went  to  show 
(and  the  rest  of  the  evidence  is  consistent  with  it)  that  if  you 
go  on  you  will  get  £200  a  year.   Then  if  that  has  been  the  usual 
avenge  profit  during  the  fourteen  years  of  the  patent,  or  say  ten 
or  twelve  years,  since  it  has  come  into  use,  and  you  have  been 
able  to  overcome  the  opposition  of  the  plumbers,  is  not  this  the 
ordinary  case ;    and  would  it  be  just  for  the  party  at  the  end 
of  the  fourteen  years  to  come  and  say,  <^  I  have  only  made  £200 
a  year;  I  want  to  make  the  same  sum  so  many  years  more." 
We  generally  want  this  proof-*— that  they  made  nothing  for  the  The  absence  of 
first  seven  or  eight  years,  and  it  only  began  to  be  profitable  dUrSig  a'part  of 
daring  the  latter  years.     It  is  no  case  for  an  extension  only  to  the  term  a 
■how  that  you  made  £200  a  year  for  the  first  fourteen  years,  ^^5"°^/°'**' 
and  yoa  want  to  make  £200  a  year  for  seven  years  more.    That 
I  take  to  be  the  objection. 

BiU:  I  do  not  divide  the  924  over  the  fourteen  years.  In 
point  of  fact  the  sale  is  increasing :  I  have  here  a  list  of  the 
number  sold  in  each  year.  It  appears  that  in  1825^  19  closets 
were  sold;  in  1826,33;  in  1827,90;  in  1828,92;  in  1829,32; 
ia  1830,  44;  in  I83I,  46  ;  in  1832,  63;  in  1833,  74  ;  in  1834, 
84;  in  1835, 113.  I  can  explain  the  small  number  in  1829,  by 
a  piracy  at  that  time;  and  it  went  on  increasing  from  1829  till 
1835,  when  the  patentee  died.  In  1836,  73  closets  were  sold ; 
iiil837,70;  in  1838,  69;  in  1839,  22. 

Lord  Lyndhurst  :  Their  lordships  are  of  opinion,  that  the 
tenn  of  the  patent  should  be  extended  for  five  years,  and  will 
feport  to  her  majesty  accordingly. 

Boebftek  applied  for  the  extra  costs  occasioned  by  the  oppo- 
fttion. 

A  Lord:  I  think  so  in  such  a  case  as  this;  there  was  no 
ground  for  the  opposition.  The  Attorney  General  is  here  for 
tbe  public  at  all  events  (a). 


W  Ciits._The  court  ordered  it  to  be  referred  behalf  of  the  said  Betsy  Downton,  in  coawquence 
^  *  iMitcr  of  the  Qaeen's  Bench  to  tax  "  all  such  of  the  caveat  and  opposition."  These  costs  were 
citraordiaary  costs  as  may  have  been  incurred  on      taxed  at  £61.  10s. 
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Kay's  Patent. 

Cor.  Lord  Lyndkurst;  Lord  Brougham ;  Sir  H.  Jefmer; 
Dr.  lAtsHngton, 

In  ih*  Privy         This  was  an  applicatioR  by  the  patentee  for  an  extension  of 
JmM  u  1839  ^^^  terms  of  the  several  letters  patent  (a)  granted  to  James  Kay, 
for  ^^  improved  machinery  for  preparing  and  spinning  flax." 

Sir  F.  Pollock  and  Booth  appeared  for  the  petitioner  (i); 
Cresswell  for  the  oj^onents^  and  the  Attorney  General  (Sir  J. 
Campbell)  for  the  crown. 

Sir  F.  Pollock  (in  reply  to  a  question  firom  their  lonhhips); 
The  validity  of  fhe  patent  is  disputed ;  an  action  has  been  tiied 
and  a  verdict  found  establishing  the  patent;  objections  had 
been  afterwards  made  in  the  Court  of  Chancery,  and  the  caae 
is  now  before  the  Master  of  the  Rolls  for  further  directions. 

Cresswell:  Though  the  verdict  had  been  found  for  the  phdn- 
tiff,  a  special  indorsement  was  made  on  the  postea ;  in  conse- 
quence of  this  the   Master  of  the  Rolls  sent  a  case  to  the 
Court  of  Conunon  Pleas,  consisting  of  the  issue,  the  verdid^ 
the  postea,  and  the  specification,  desiring  the  opinion  of  tha^ 
court,  whether  it  was  a  valid  patent  or  not;  that  court, after 
argument  and  time  taken  to   consider,  returned  a  certificate 
to  the  Master  of  the  Rolls,  that  it  was  not  a  valid  patent,  and 
gave  their  reasons  to  the  counsd  on  each  side;  the  case  had 
been  argued  before  the  Master  of  the  Rolls  on  further  directionfl, 
and  now  stood  for  his  lordship's  judgment. 
Letten  patent       Their  l(Hrdships  intimated  that,  the  case  not  being  decided  in 
being  a^«^   the  Court  of  Chancery,  they  felt  some  difficulty  in  proceeding) 
Council  wUi     and  should  not  do  so  were  it  not  that  the  patent  would  expire 
hear  a  petition  \^  ^  fe^  j^ys ;  but  that  this  court  was  not  to  be  substituted  ifi 

for  extension,  ^ 

notwithstanding  the  placc  of  the  Court  of  Chancery  to  decide  the  l^al  question. 
^^it^^i^  [SirF-  PoUock:  It  is  not  necessary  for  me  to  go  further  than 
the  patent.  to  show  that  there  is  a  reasonable  ground  for  supposing  that 
the  patent  would  appear  to  be  valid,  leaving  to  the  Court  of 
Chancery  to  decide  upon  that  question.]  [Sir  J.  Campbell^ 
A.  O. :  If  this  were  res  judicataj  and  the  court  had  decided  this 
not  to  be  a  valid  patent,  I  should  strenuously  resist  a  pro- 


(a)  The  letten  patent  for  England  were  dated  ings  were  still  pending ;  but  that  the  |>etitio«r 

26th  July,  1825;  for  Scotland,  23d  June»  1825;  could  not  postpone  the  present  application  nn^ 

and  for  Ireland,  9Ui  December,  1826.  their  decision,  as  the  patents  were  nearly  eipin<^ 

(6)  The  petition,  after  reciting  the  grant  of  The  petition  further  stated  that,  by  reason  of  tk« 

the  several  letters  patent,  and  setting  forth  the  litigation  and  expenses  incurred,  the  inTcntork** 

specification,  stated  the  various  legal  proceedings  not  been  adequately  remunerated, 
which  bad  taken  place,  and  that  these  proceed- 
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longation  of  the  tenn,  but  being  lis  pendens  I  do  not  concdre  in  ift«  iVivy 
your  lordships  could  be  considered  as  deciding  that,  by  recom-      "^ ' 
mending  a  prolongation  of  the  patent  in  case  it  should  be 
established.]     Their  lordships  decided  that  the  patent  being 
near  its  expiration,  they  would  proceed,  as  the  prolongation 
would  be  of  no  value  if  the  Court  of  Chancery  should  decide 
against  the  validity  of  the  patent.     {Oresswett:  The  prolonga- 
tion of  a  patent  ought  not  to  be  recommended  by  your  lord- 
ships unless  the  houses  of  parliament,  for  which  Uiis  tribunal 
was  substituted,  would  have  seen  it  right  to  have  granted  a 
prolongation.]     The  usage  of  the  House  of  Lords  has  been  to  Sufficient  to  tn- 
grant  an  extension  on  the  party  making  out  hpritnd  facie  casej^^'Jf*^**^ 
leading  the  validity  of  the  patent  for  the  determination  of  the  validity  of  the 
c««rtsoflaw(c).  ffiiStr- 

I  The  papers  containing  the  advertisements  were  put  in  (d),  legisiatare. 
and  the  service  of  notice  on  the  parties  who  had  entered  caveats 
proved* 

[  J.  Kay,  jun.,  a  son  of  the  petitioner.  I  came  into  my  father's  Evidtne*. 
I  empby  in  1823 ;  he  was  a  cotton  spinner,  and  at  that  time  em- 
i  ployed  in  making  experiments  on  flax.  He  set  up  five  or  six 
,  machines  for  the  purpose  of  these  experiments  before  1825^ 
!  when  he  set  up  some  machinery  for  spinning  flax  for  sale.  The 
■  madiines  set  up  for  experiments  differed  materially  from  those 
j  now  in  use — ^in  the  maceration  of  the  flax,  and  in  the  distance  of 
,i  the  rollers.  At  that  time  I  knew  of  no  wet  spinning  except  by 
hand.  My  father  was  employed  for  two  years  and  spent 
hundreds  of  pounds  on  experiments  before  taking  out  his 
patent  The  fineness  of  flax  thread  or  yam  is  measured  by  the 
niunber  of  leys  to  the  pound.  A  ley  is  300  yards.  Formerly 
the  extreme  fineness  of  spun  flax  was  about  forty  leys  to  the 
pound.  My  father  has  spim  300  leys  to  the  pound.  He 
erected  different  machines  for  experiments ;  he  macerated  the 
flax  partially  and  in  different  ways,  and  spun  it  on  machines  of 
different  descriptions ;  his  object  was  to  spin  flax  finer  than  had 
been  done  before.  The  experiments  were  made  with  rollers 
placed  at  different  distances ;  he  at  last  discovered  2^  inches  to 
be  the  best  distance,  and  then  took  out  his  patent.  The  inven- 
tion did  not  get  into  general  use  till  1829.  The  license  money 
vas  one  shilling  a  spindle ;  there  are  on  an  average  160  spindles 
in  a  machine.  On  cross-examination : — My  &ther  was  a  cotton 
ipinner;  spinning  is  always  carried  on  by  retaining  and  draw- 
ing rollers.  Cotton  is  spun  at  a  distance  or  ratch  of  1  ^  inch ; 
every  one  acquainted  with  cotton  spinning  knows  that  the 


(«)  See  cues  in  which  the  term  of  letten  pa-  December.  1838,  and  8th  of  January,  1839 ;  the 

tent  has  been  extended  by-  act  of  parliament.  *'  Manchester  Guardian**  of  the  29th  of  Deccm- 

^»»e  40.  ber,  1838,  an*  2d  and  6th  of  January,  1839. 

{^)  The  "  Gaiette"  of  the  26th  and  28th  of 
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Jn  t&#  FHoy     length  of  the  ratch  must  be  determined  by  the  length  of  the 
unnL  £]^p^  ^^^  1^  fineness  of  the  roving;  in  flax  spinning  it  depends 

on  the  quality  of  the  flax  uid  the  number  to  be  spun;  for  a 
high  number  a  fine  roving  must  be  prepared.  My  father  spun  at 
firom  6  to  Si  inches — he  had  a  slide  for  bringing  the  rollers  nearer 
together.  The  rollers  could  never  be  brought  so  near  together 
before ;  he  found  the  more  he  wetted  the  nearer  he  could  bring 
the  rollers.  The  soaking  was  continued  to  1827)  and  then 
abandoned;  the  flax  is  now  passed  through  a  trough  of  hot 
water,  and  thence  immediately  to  the  rollers.  All  the  mace- 
rating part  of  the  mill  machinery  has  been  abandoned  abce 
1827*  It  is  drawn  through  to  the  retaining  roller,  and  then  the 
drawing  rollers  extend  it.  The  experiments  were  going  on 
imder  my  superintendence  during  two  years. 

Joshua  Wordsworth,  a  machine  maker  at  Leeds :  I  have  beea 
acquainted  with  the  flax  trade  for  forty  years.  Before  Kay's 
patent  in  1825,  flax  was  spun  dry,  and  wetted  before  the  twist 
was  put  in,  at  a  ratch  when  fixed  of  about  24  inches;  the  ratch 
was  sometimes  made  to  vary  firom  15  to  30  inches.  Previous 
to  Kay's  patent  there  was  no  machine  in  existence  to  spin  flax 
at  2i  indies.  The  flax  can  be  drawn  by  a  ratch  shorter  than 
the  fibre  itself.  Before  Ka/s  patent  I  never  saw  flax  finer  than 
fiifty  leys  to  the  pound;  in  Scotland  it  was  generally  abonfc 
fifteen  leys,  and  in  England  firom  fourteen  to  twenty-five;  by 
Stay's  method  it  is  spun  at  200,  and  I  have  seen  some  at  30a 
Mr.  Ka3r's  was  a  new  machine,  it  will  spin  only  macerated  flax, 
it  will  not  spin  dry  flax,  or  wool,  or  cotton.  If  the  fibre  be 
longer  than  the  ratdi  it  cannot  be  drawn ;  the  rollers  hold  the 
fibre  at  both  ends.  The  invention  began  to  get  into  general 
use  in  1827*  I  have  made  many  hundred  machines.  The 
mode  in  which  the  maceration  is  effected  has  been  altered;  the 
passing  through  water  without  steeping  is  called  maceration;  it 
remains  in  about  three  minutes.  The  water  is  at  a  tempera- 
ture of  about  95"*  F. ;  the  hotter  the  water  the  quicker  the 
maceration. 

A  Lord:  The  invention  claimed  is  not  for  maberating  flax, 
but  for  new  machinery  to  macerate  flax.  It  appears  that  the 
machinery  has  been  abandoned,  and  some  other  adopted.  [Sr 
¥.  Pollock:  If  your  lordships  are  inclined  to  entertain  that 
question,  I  think  you  will  see,  that  if  a  man  discovers  a  prin- 
ciple and  produces  the  result  by  means  of  machinery,  the  two 
together  form  the  entire  invention.]  I  think  the  discovery  is, 
that  by  macerating  flax  you  apply  it  to  more  advantage,  but 
you  do  not  claim  that  as  the  invention ;  you  claim  the  ma- 
chinery by  which  it  is  macerated,  assuming  that  macerating 
was  an  old  process,  previously  known ;  and  in  asking  for  that, 
he  thought  he  could  not  claim  a  patent  for  macerating.  He  does 
not  claim  in  his  patent  the  macerating  the  flax  with  a  view  to 
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its  spinning,  but  he  only  claims  the  new  machinery,  that  is,  a  in  the  Privy 
new  mode  of  doing  it.     I  do  not  infringe  your  patent  by  doing  ^'"»<^« 
that  by  other  machinery.     [Sir  F.  PoUock:   That  will  depend 
upon  this — ^whether  if  a  man  makes  a  discovery  and  gives  it  to 
the  world  in  a  particular  shape^  but  which  admits  of  being  in- 
stantly copied  by  the  substitution  of  mechanical  equivalents,  or 
by  the  adoption  of  other  means  which  are  quite  obvious^  it  is 
not  to  be  protected  ?  I  apprehend  the  law  will  protect  that.] 
Let  me  ask  you  this,  Mr.  Cresswell — suppose  the  patent  to  be 
yalid;  suppose  the  decision  had  been  already  given  in  the  peti- 
tioner's favour,  that  he  was  possessed  of  a  judgment  of  law, 
eidier  an  injunction  against  you  to  restrain  the  pirating,  or  a  ver- 
dict in  an  action,  or  in  any  otiier  way  you  choose — suppose  the 
vsKdity  is  established,  have  you  (suppose  you  put  it  upon  that 
footing)  any  case  against  our  granting  an  extension  ?  [Ores^wett: 
I  tfamk  I  have,  and  if  your  lordships  please  I  will  state  it  at 
once.]    We  think,  after  all  the  consideration  we  can  give  it,  we  Tbe  validity  of 
must  come  to  the  conclusion,  that  we  will  not  inquire  into  the  {^*J^"^*fore 
validity  of  the  patent,  and  as  our  decision  will  not  affect  the  disputed  in  an- 
dedsion  of  the  Court  of  Chancery,  we  will  assume  for  this  p^*' council* 
purpose,  that  it  is  a  valid  patent;  and  then  the  only  question  will  assume 
wonld  be,  whether  this  gentieman  is  entitied  to  a  renewal.     See  ^"*°^^°*^     • 
the  inconvenience  of  any  other  course ;  suppose  we  were  to  lay 
down  the  principle  and  come  to  a  decision,  that  we  would  not 
extend  the  patent  on  the  ground  that  it  was  an  invalid  patent, 
and  a  few  days  hence  the  Master  of  the  Rolls  should  decide 
that  it  was  a  valid  patent,  we  should  do  a  great  wrong ;  while, 
on  the  other  hand^  if  we  assume  the  patent  to  be  valid,  we  do 
no  harm.     [Cresswell:   The   original  monopoly  is  sufficient.] 
Then  we  wish  to  know,  whether  the  original  monopoly  has 
been  soffidently  remunerated  ?    If  it  has  been  sufficientiy  re- 
mnnersted,  we  shall  not  extend  the  patent ;  but  if  it  has  not 
been  remunerated,  and  there  is  ingentiity  in  the  invention,  and 
usefulness,  and  he  has  been  almost  a  loser  by  it,  there  seems  no 
reason  why  it  should  not  be  extended  for  a  time  sufficient  to 
remunerate  him.     [Cresswell:   Then  your  lordships  inform  me 
that  you  will  not,  in  deciding  upon  this  extension,  decide  upon 
the  validity  of  the  patent.]     Yes ;  we  should  have  adjourned 
this  petition  if  it  had  been  possible  to  have  had  the  judgment 
of  the  Master  of  the  Rolls  before  the  patent  expired ;  but  as 
ve  cannot  do  that,  we  should  do  injustice  to  decide  against  the 
^ditj  of  the  patent,  and  as  we  cannot  do  that  we  shall  as- 
sume, for  the  purpose  of  the  present  question,  that  it  is  a  valid 
patent,  because  our  judgment  will  go  for  nothing  if  the  judg- 
ment of  the  Master  of  the  Rolls  should  be  against  it.    We  can 
do  no  harm  by  assuming  the  validity  of  the  patent,  and  we 
should  do  irreparable  injury  to  Mr.  Kay  if  we  do  not,  unless 
you  mean  to  say  that  the  invention  is  of  no  use. 
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In  the  Frwjf  Charles  Bucke,  solicitor  to  Mr.  Kay  since  1 834 : — I  demanded 

ouneti,  compensation  from  most  of  the  flax-spinners  in  England,  Scot- 

land;  and  Ireland^  for  using  Kay's  invention.  The  total  sum  . 
received  was  £77^5.  In  making  out  the  accounts,  I  have 
charged  Kay  at  the  same  rate  as  was  received  from  others,  and 
the  total  is  £8172.  Not  more  than  £500  was  received  during 
the  last  two  years.  There  has  been  only  one  new  license  during 
the  last  year;  the  rest  was  for  increases.  I  believe  neariyaH 
the  flax-spinners  use  Kay*s  invention.  The  sums  received  by 
way  of  compensation  were  for  the  future  as  well  as  the  past 
The  payment  is  according  to  the  number  of  spindles.  The 
value  of  an  extension  for  seven  years  would  be  consideraUy 
above  £lO,000|  and  including  Scotland  and  Ireland  would  be 
worth  £20,000.  The  number  of  spinners  would  increase  con- 
siderably {e).  The  law  expenses  of  Mr.  Kay  amount  to  £3700; 
the  three  patents  cost  about  £500,  and  the  machinery  £500. 
If  Mr.  Kay  succeeds  in  the  action^  there  will  probably  be  £2000 
costs  allowed.  The  £8172  profit  might  be  extended  to  £10,000 
in  respect  of  Scotland  and  Ireland. 
Necessary  ex-  A  Lord:  Tou  must  allow  £1700  for  the  law  expenses,  £500 
5SIIrt5*^m  ^^^  experiments,  £500  for  the  patents,  and  £500  for  other  law 
the  profits.  expenses — ^that  will  be  £3200;  which  leaves  £6800  for  profit 
Sir  F.  PoUock :  Supposing  the  question  relative  to  the  patent  to 
be  passed  by,  my  case  is  this ;  Mr.  Kay  has  certainly  by  experi- 
ments, whether  philosophical  or  not,  obtained'a  point  which  has 
induced  a  start  in  the  manufiicture  of  flax  in  this  country  which 
it  is  impossible  to  overstate,  and  it  is  impossible  to  ovCTstste  the 
benefit  he  has  conferred  upon  the  country,  and  he  has  not  re- 
ceived an  adequate  remuneration.  I  presume  Mr.  Kay  himself 
would  not  be  heard  to  state  what  the  actual  result  has  been, 
but  he  begins  with  an  outlay  of  £500 — ^his  patents  cost  him 
another  £500 — that  is,  £1000 ;  he  is  not  rep^d  that  for  a  greet 
many  years,  and  altogether  he  has  received  not  more  than 
£5000  or  £6000;  for  a  discovery  which  has  actuaQy  conferred  ' 
upon  the  country  the  benefit  of  millions,  and  whidi  opens  a 
source  of  national  wealth  and  trade  to  which  you  can  pot 
no  limit.  [Cresswell:  That  would  be  a  ground  for  a  pariia- 
mentary  grant.]  No;  it  is  much  the  safest  way  to  reward 
every  man  of  genius  according  to  his  success. 
Judgment.  Their  lordships  are  of  opinion  that  the  patent  should  be  ex- 

tended, but  that  an  extension  for  three  years  will  sati^  the 
justice  of  the  case*  Report  accordingly  (/). 


(e)  Sir  F.  Vollock  read  an  abstract  from  a  (/)  New  letters  patent  were  granted,  but  the 

return  to  the  House  of  Commons,  bj  which  it  ap.  decision  of  the  Court  of  Chancery  was  igiinst 

pcarcd  that  in  1825  (the  date  of  the  patent)  the  the  validity  of  the  patent,  and  that  dedsoii  ob 

quantity  of  yam  spun  was  40,261 ;  in  1835  it  had  appeal  to  the  House  of  Lords  was  afivmcd. 
increased  to  2,613,795;  and  in  1838  to  14,923,332. 
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Cor,  The  Lord  President ;  Lord  Lyndhurst ;  Lord  Brougham ; 
Sir  H,  Jermer. 

This  was  an  application  by  the  patentee  for  an  extension  of  ^»'^«/«»i( 
the  several  letters  patent  (a)  granted  to  Richard  Roberts,  for  Feb"  22,  1839. 
"an  improvement  or  certain  improvements  of,  in,  or  applicable 
to,  the  mule,  billy,  jenny,  stretching  frame,  or  any  other  ma- 
chuie  or  machines,  however  designated  or  named,  used  in  spin- 
lung  cotton,  wool,  or  other  fibrous  substances,  and  in  which 
dther  the  spindles  recede  from  or  approach  to  the  rollers  or 
other  deliverers  of  the  said  fibrous  substances,  or  in  which 
such  rollers  or  other  deliverers  recede  from  or  approach  to  the 
spindles/* 
The  petition  described  the  dependence  of  the  spinning,  before  Th€  fetuhon. 
I  the  invention  of  the  self-acting  mules,  on  the  head  spinner,  and 
I  the  interruptions  and  inconveniences  to  which  the  masters  were 
I  sabjected  by  combinations  among  the  head  spinners.  That  the 
petitioner  had  been  repeatedly  and  earnestly  solicited  to  turn 
his  attention  to  the  invention  of  a  machine^  whereby  all  the 
I  motions  and  operations  of  the  mule  might  be  completed  without 
manual  labour;  and  after  a  year  of  incessant  labour,  a  machine 
was  constructed  and  put  to  work  early  in  1825.  That  in  July, 
1825,  the  success  of  the  invention  being  then  known,  the  pre- 
I  mises  were  destroyed  by  a  fire,  believed  to  have  been  the  act  of 
I  an  incendiary;  that  a  loss  of  above  £10,000  beyond  the  insur- 
ance was  sustained,  and  the  same  office  refused  to  insure  the  pre- 
mises when  restored.  That  from  1826  to  1831  the  business  of 
spbning  was  carried  on  without  any  disputes  between  the 
masters  and  head  spinners,  and  few  machines  were  ordered; 
but  in  1831,  an  extensive  combination  being  found  among  the 
head  spinners,  many  machines  were  ordered.  That  the  success 
of  the  invention  led  to  many  piracies,  which  interfered  greatly 
with  the  orders  for  the  invention,  while  legal  proceedings  for 
stopping  such  infringements  were  pending ;  that  during  the  last 
few  years  orders  were  delayed  in  expectation  of  the  invention 
l>dng  open  to  the  public.  The  petition,  after  setting  forth  the 
^ous  interruptions  which  had  been  occasioned  in  the  enjoy- 
ment of  the  invention  by  the  petitioner  and  his  partner,  and  the 
amount  of  receipts  and  expenditure,  stated  that  the  profits  on 
the  whole  did  not  exceed  £7000,  a  sum  considerably  less  than 


(a)  The  letters  patent  for  England  wprc  dated  29lh  of  March,  1825;  for  Scotland,  6th  of  April, 
1826;  and  for  Ireland,  Ist  of  October,  1825. 
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7ii  dm  Priry 

CounciL 


Evidenee, 


the  loss  sustained  by  reason  of  the  fire,  and  the  average  profits 
on  the  capital  employed  in  business. 

Sir  P.  Pollock  and  Teed  appeared  in  support  of  the  petition; 
and  the  Attorney  General  on  the  part  of  the  crown. 

Sir  F.  Pollock  having  opened  the  case  on  the  part  of  the 
petitioner — 

Sir  J.  Campbell,  A.  O.,  stated  that,  the  facts  being  made  out 
to  their  lordships'  satisfeu^tion,  he  saw  no  objection  on  the  part 
of  the  public  to  the  prayer  of  the  petition  being  granted. 

Mr.  B.  Fothergill,  manager  of  the  works  of  Sharp  &  Roberts: 
Formerly  the  head  spinner  had  to  regulate  the  tension  of  the 
yam  by  pressing  his  hand  upon  it ;  and  also  to  move  the  car- 
riage towards  the  rollers,  and  to  regulate  by  his  hand  the  fonn 
of  the  cop ;  the  consequence  was,  that  if  he  did  not  by  one 
hand  regulate  the  uniform  motion  of  the  machine  to  what  was 
required  for  the  full  tension  of  the  yam,  he  would  either  break 
it  or  leave  what  are  called  ^'  snarls''  in  the  yam,  so  that 
it  required  considerable  tact  to  perform  the  operation  cor- 
rectiy.  The  machine  performs  tiie  operations  perfectly,  the 
yam  is  decidedly  superior  to  that  produced  by  the  old  pro- 
cess, it  is  more  uniform  in  the  twist,  and  less  waste  is  made. 
About  600,000  spindles  have  been  sold.  The  fire  broke  out 
on  a  Sunday  afternoon^  in  several  unconnected  parts  of  the 
premises.  The  crowd  used  violent  language  against  the  ma- 
chine. There  were  marks  on  a  wall  of  persons  having  been  on 
the  premises.  The  loss  was  about  j£l3,000 ;  one  office  refused 
to  insure  again. 

Mr.  D.  Cheetham,  a  cotton  spinner :  We  have  used  230,000 
spindles  on  the  self-acting  mules;  they  answer  perfectly  well; 
the  first  outlay  is  recovered  in  from  two  to  three  years;  they 
will  last  from  fifteen  to  twenty  years,  or  as  long  as  the  average 
of  machinery.  There  was  a  great  prejudice  against  them  at 
first,  and  we  have  had  mischief  at  one  of  our  manufactories  in 
consequence  of  our  own  managers  being  opposed  to  them.  The 
men  were  jealous  of  them ;  we  find  this  occur  in  all  cases.  The 
self-acting  machines  are  more  accurate  than  hands,  and  there  is 
less  loss  of  yam.  In  1824, 1  applied  with  other  cotton  spinners 
to  Mr.  Roberts,  requesting  him  to  make  a  machine  which 
should  supersede  manual  labour. 

Mr.  W.  H.  Forster,  book-keeper  to  Messrs.  Sharp  &  Roberts: 
I  produce  a  statement  from  the  books  of  the  expenditure  and 
receipts  in  connexion  with  the  patents.  The  expenditure  in- 
cludes remuneration  to  Mr.  Roberts  and  his  partners,  according 
to  the  time  which  they  respectively  devoted  to  the  invention; 
the  payments  to  pattern  makers,  wages,  and  cost  of  materials, 
from  the  commencement  of  Mr.  Roberts's  experiments  to  the 
31st  of  December,  1888 ;  the  cost  of  the  letters  patent  and  spe- 
cifications, law  and  travelling  expenses,  and  interest  at  five  per 
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cent  every  year  on  the  capital  employed  up  to  the  end  of  the  pre-  in  th$Pri^ 
ceding  year.  The  receipts  include  the  actual  returns ;  interest  ^^^^' 
at  five  per  cent,  on  the  receipts  being  added  yearly.  The 
account  shows  £35,988  on  one  side,  and  £29,044  on  the  other, 
leaving  a  profit  of  £6944 ;  against  which  is  a  loss  of  £10,154^ 
above  the  insurance,  from  the  fire,  according  to  the  accom- 
panying statement. 

Lord  Brougham  :  The  actual  expenses  should  be  taken, 
but  deducting  the  value  of  Mr.  Roberts's  time,  the  expenses  of 
taking  and  defending  the  patents ;  if  the  interest  is  taken  off  on 
one  side,  it  must  also  be  taken  off  the  other. 

Sir  F.  Pollock:  The  receipts  during  the  last  three  or  four 
years  has  been  £5000  a  year ;  that  is  a  fair  test  of  what  the 
inventor  ought  to  have  received  during  the  whole  fourteen 
years.  During  the  first  seven  years  he  got  nothing,  and  was 
under  a  great  outlay.  The  invention  is  so  useful,  that  though 
it  has  had  to  struggle  with  the  prejudices  of  the  men  and  the 
fears  of  the  masters^  £5000  a  year  has  been  received  during  the 
last  three  years. 

Mr.  T.  H.  fiower,  soUcitor  to  the  petitioner :  I  produce  the 
papers  containing  the  advertisements  (6),  the  letters  patent,  and 
the  specification.    No  caveat  has  been  entered  at  any  time. 

The  Lord  President  :  It  is  the  opinion  of  the  committee  JimT^mhi. 
that  this  patent  should  be  prolonged  for  the  term  of  seven  years 
as  prayed,  partly  in  consequence  of  the  ingenuity  of  the  inven- 
tion, and  partly  also  in  consequence  of  the  peculiar  character 
of  the  resistance  which  has  been  opposed  to  it. 

Report  accordingly. 


Wright's  Patbnt. 

Cor.The  Lord  President;  Lord  Lyndhurat;  hard  Brougham ; 
Sir  H.  Jermer. 

This  was  an  application  by  the  patentee  for  the  extension  of  Feb.  28. 1839. 
fte  term  of  letters  patent,  granted  the  20tih  of  April,  1825,  to 
L.  W.  Wright,  for  "  certain  improvements  in  machinery  or  ap- 
paratos  for  washing,  cleansing,  or  bleaching  of  linens,  cottons, 
and  other  fabrics,  goods,  or  fibrous  substances.'^ 

The  petition  stated,  that  the  petitioner  had  been  engaged  r/ieptiBiHrn. 
from  1821  to  1825  in  experiments  upon  the  invention,  and 


(k)  These  were  the  "  Gaxette**  of  the  4th,  8th,      and  "  Morning  Port,"  of  the  8th  of  Janiury ;  and 
•M  llth of  Jaanaiy ;  the  "  Times,"  "  Chronicle,"      the  "  Manchester  Guardian." 
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In  ih*  Privy  having  obt^ned  the  letters  patent,  was  prevented  by  bis  bank- 
ruptcy, and  other  circumstances  over  which  he  had  no  control, 
from  bringing  the  invention  into  profitable  use.  That  his  as- 
signees, with  the  concurrence  of  the  creditors,  from  their  satis- 
faction at  the  petitioner's  conduct,  had  re-conveyed  to  him  the 
letters  patent.  That  in  1836  the  petitioner  invented  and  ob- 
tained letters  patent  for  certain  improvements  to  be  used  with 
the  preceding,  and  which,  after  the  expenditure  of  considerable 
sums  of  money,  would  be  comparatively  of  little  value,  unless 
employed  in  connexion  with  the  preceding  invention.  The 
petition  then  stated  various  arrangements  for  partnerships  and 
sale  of  shares  in  the  letters  patent,  and  expenditure  in  the  erec- 
tion of  works^  from  which,  however,  no  profits  had  as  yet  been 
derived,  and  that  the  petitioner  was  wholly  without  remunera- 
tion for  his  invention. 

Sir  F.  Pollock  appeared  in  support  of  the  petition,  and  haybg 
opened  the  case — 
Th«  fact  of  the  The  Attorney  General  (Sir  J.  Campbell^  stated,  that  he  was 
ilaViSH^iijen^  not  aware  of  any  objection  to  the  extension  of  the  term,  except 
brought  into  that  the  invention  did  not  appear  to  have  been  brought  into 
dainedf  ^  ""  ^^®»  ^^^"^  which,  unless  it  could  be  accounted  for,  the  patent 
must  be  considered  inefiectual. 

The  letters  patent,  specification,  and  papers  containing  the 
advertisements  (a),  were  put  in.  The  invention,  which  oonnsts 
in  bleaching  and  washing,  by  subjecting  the  fabrics  to  high 
pressure  steam,  was  described  to  be  attended  with  a  great 
saving  of  time,  labour,  and  expense,  and  to  be  much  less  in- 
jurious to  the  fabrics  than  the  ordinary  processes  of  bleadiing 
and  washing.  Several  witnesses  were  called  who  attributed  the 
want  of  the  introduction  of  the  invention  to  the  embarrassments 
of  the  inventor.  That  owing  to  the  contracts  and  engagements 
he  was  under  for  the  completion  of  certain  pin  machinery  {ante 
562),  and  the  difficulties  and  disputes  arising  out  of  his  partner- 
ship with  various  persons  in  his  patents,  he  had  been  prevented 
from  introducing  the  invention,  which,  consequently,  never  had 
a  fair  chance  of  success.  It  appeared  that  the  invention  had 
been  used  very  successfully  by  several  bleachers^  and  that  a 
bleacher  could  practise  the  invention  by  following  the  specifica- 
tion; also  that  the  letters  patent  were  then  wholly  vested  in 
the  petitioner,  and  that  the  interest  in  any  extension  would 
be  wholly  for  his  benefit. 
Judgment.  The  LoRD  PRESIDENT :  The  committee,  looking  to  the  merit 

of  this  invention,  are  disposed  to  recommend  to  her  Majesty  to 


(a)  These  were  the  "  Gazette"  of  the  26th  cheater  Guardian"  of  the  29th  of  Decemher,  2d 

and  2Bth  of  December,  1838,  and  of  the  1st  of  of  January,  and  5th  of  February.     The  petitioner 

January,  1839 ;  the  **  Times,"  "  Chronicle,'*  and  resided  at  Manchester ;  the  bleaching  had  beeo 

**  Heriad,**  of  the  25th  of  December ;  the  "  Man-  carried  on  there  as  well  as  at  other  plMes. 
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aliow  of  Ae  extension  of  the  patent  for  the  term  of  seren  years,  in  tkePHty 
considering  that  the  circamstance  of  its  not  having  been  brought  ^^"^^ 
extensively  into  use  is  explained  by  the  evidence. 

Report  accordingly. 


Jones's  Patent. 
Cor.  Lord  Brougham ;  Parke,  B«;  Bosanquet,  J. ;  Dr.  Lushingion. 

This  was  an  application  by  the  assignee  for  an  extension  of  July  8,1840. 
the  term  of  letters  patent,  granted  the  10th  of  October^  1826, 
to  T.  Jones,  for  *^  a  certain  improvement  or  improvements  in 
wheels  for  carriages'' (a). 
Sir  F.  Pollock  and  Godson  appeared  in  support  of  the  petition. 
The  Attorney  General  (Sir  J.  Campbell)  said,  that  he  did  not 
intend  to  make  any  objection  to  the  extension  on  the  ground 
of  any  supposed  want  of  validity,  which  he  had  reason  to  be- 
lieve  could  be  satisfactorily  established,  having  been  proved  on 
atrial  at  law  (6),  but  he  felt  it  his  duty  to  submit  that  there 
was  no  reasonable  prospect  of  its  being  beneficial  to  the  paten- 
tee or  his  assignee,  in  which  case  the  public  ought  not  to  be 
precluded  from  the  use  of  it. 

SirF.  Pollock:  The  only  way  in  which  the  public  would  have 
an  immediate  benefit  from  the  invention,  would  be  by  permitting 
the  assignee  to  have  the  further  use  of  the  patent;  for  if, 
after  the  loss  he  had  sustained,  he  was  to  be  driven  from  the 
trade,  the  invention  would  probably  fail  as  far  as  the  public 
were  concerned,  for  want  of  that  support  which  he  alone  could 
give. 

The  papers  containing  the  advertisements  were  put  in  (c);  also 
three  deeds — the  first  conveying  a  fourth  of  the  patent  to  Riddle, 
the  second  a  fourth  to  Piper,  and  the  third  the  remaining  half 
to  Kddle  and  Piper,  the  petitioners. 
Mr.  Brunei  and  other  witnesses  described  Uie  nature  of  the  £vitf«iw«. 


{*)  See  the  fpeoi6c«iion,  ante  120.  from  taking  oat  a  patent  for  an  invention  on  tho 

{})  In  Jona  ▼.  Pearee,  ante  122.    The  groondg  same  principle,  and  bringing  it  into  luccenful 

^the  nile  win  for  a  new  trial  in  that  cate  do  not  nse. 

I^pev  in  that  report,  but  in  the  coitne  of  these  (c)  The  **  Gaxette**  of  the  24th  and  28th  of 

pwjwdinp  they  were  ttated  to  be— first,  no  «uf-  April,  and  Ist  of  May ;  the  "  Times,"  "  Chro- 

«int  endenoe  of  infringement,  the  defendant  nicle,"  and  *'  Standard,**  of  the  28th  of  April, 

MK  hiring  sold  any  whed,  and  having  one  only  containing  the  advertisements  of  the  notice  of 

JJ'Jm  possesnon ;  secondly,  misdirection,  the  jury  application  ;  and  the  **  Gazette**  of  July  3d,  the 

^^g  been  directed  that  an  abortive  attempt  to  "  Times"  and  **  Chronicle'*  of  July  2d,  containing 

I'uig  a  principle  into  use  did  not  prevent  another  the  notice  of  the  day  appointed  for  the  hearing. 
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/fi  ihe  Prhy     inyention,  and  explained  the  tuperiority  of  iron  wheels  made 
^^'^^'^'  according  to  the  patent  over  other  iron  or  wooden  wheek:  that 

the  wheels  of  a  carriage  intended  to  move  great  weights— as, 
large  blocks  of  stone — ^if  of  wood»must  be  nearly  solid;  these  were 
extremely  liable  to  get  out  of  order,  and  shrink,  and  be  unfit 
for  use.  The  patent  wheels  would  be  much  lighter  than  iron 
wheels  made  on  the  old  principle,  that  is,  supporting  the  wei^t 
from  beneath  and  not  from  above  by  suspension.  Considerabk 
difficulty  was  experienced  at  first  in  making  the  tire  of  the 
wheels.  The  machinery  had  been  repeatedly  altered,  and  great 
expense  incurred  from  that  source,  and  in  experiments  for  re- 
ducing the  cost  of  the  wheels.  The  great  difficulty  was  with  the 
tire,  which  did  not  attain  its  present  state  of  perfection  tffl 
within  about  six  years.  There  had  been  no  departure  from 
the  specification. 

The  concern  on  the  whole  had  been  a  losing  one ;  the  total 
amount  of  loss,  exclusive  of  interest  on  the  capital,  during  the 
whole  term,  was  £15,389 — and  with  interest,  £28,474;  during 
the  last  seven  years  the  loss  has  been  £15,505.  This  loss  has 
been  principally  owing  to  the  cost  of  machinery — the  capital  ex- 
pended in  obtaining  machinery  for  the  different  parts  of  the 
wheel;  £7284  had  been  expended  in  machinery  patterns,  tools, 
implements,  forges,  and  premises.  About  2500  pairs  of  wheeb 
had  been  made.  The  relative  cost  of  a  pair  of  patent  iron  and 
wooden  wheels  of  the  same  size  is  £11  and  £7 ;  but  the  ex- 
pense of  keeping  up  the  latter  is  greater  than  the  former;  the 
latter  will  wear  out  in  about  two  years,  whereas  the  former  will 
last  four  years,  and  when  worn  out  several  parts  may  be  used 
again.  The  prejudice  against  the  wheels  among  the  makers  of 
carts  and  carriages  is  very  strong.  So  much  difficulty  had  been 
experienced  in  getting  the  wheels  applied  to  carriages,  that  the 
petitioners  had  recently  taken  to  making  the  bodies  as  well  as 
wheels  of  carriages.  During  the  last  two  years  considerable 
quantities  had  been  exported  to  the  West  Indies  and  other 
places. 

The  patentee  was  examined  as  to  his  having  any  knowledge 
of  Mr.  Strutt's  invention.  He  stated  that  he  had  never  heard 
of  any  thing  of  the  kind  until  the  trial  for  the  inficingement  of 
his  patent — the  mode  pointed  out  in  the  specification  is  now 
pursued  in  making  the  wheels;  the  various  deviations  were 
attempted  for  the  purpose  of  saving  expense,  but  the  parties 
had  returned  to  the  precise  mode  pointed  out  in  the  specificsr 
tion — the  difficulty  of  rolling  the  wrought  iron  rim  led  to  the 
trial  of  cast  iron,  but  that  proved  too  heavy;  the  present  rim  is 
of  better  dimensions  than  those  made  at  first,  and  of  a  better 
kind  of  iron — there  is  nothing  in  the  present  wheel  which  is 
no(  described  in  the  specification,  except  some  improvement  in 
the  nave  for  the  purpose  of  keeping  in  the  oil. 
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The  Attorney  General  said,  that  he  should  not  dispute  that  in  tht  Prwy 
the  present  was  to  be  considered  a  valid  patent,  but  he  sub-  ^^''"'• 
mitted  that  there  was  not  a  sufficient  case  made  out  to  call  for 
an  extension  of  the  term,  there  appearing  no  reasonable  ground 
to  suppose  that  a  benefit  would  accrue  to  the  petitioner  which 
woold  counterbalance  the  loss  to  the  public  from  the  continu- 
ance of  the  monopoly. 

Sir  F.  Pollock :  It  has  been  made  out  that  a  very  consider- 
able part  of  the  loss  has  arisen  from  the  necessity  of  the 
patentees  making  their  own  machinery.  The  demand  was  not 
mch  as  to  induce  the  manufacturers  to  comply  with  their 
wishes,  and  they  were  obliged  to  make  their  own  experiments, 
and  get  premises,  and  erect  a  forge  for  themselves.  The  pro- 
prietors of  the  patent,  perceiving  the  great  expense,  and  expect- 
ing that,  by  diminishing  the  cost  or  by  having  a  more  perfect 
article  to  sell,  they  would  be  more  successful,  went  on  making 
experiments,  but  eventually  returned  to  the  specification,  and 
expect  that  by  an  extension  of  the  term  they  shall  be  enabled 
to  retrieve  a  part  of  their  loss. 

Lord  Brougham  :  It  is  perfectly  true,  as  has  been  stated,  Judgmtnt. 
not  only  upon  this  but  upon  former  occasions,  that  these  appli- 
cafions  are  any  thing  rather  than  matters  of  course.  This  is  a 
y^  extraordinary  jurisdiction  which  has  been  conferred  on  the 
judicial  committee  by  the  legislature,  and  is  to  be  exercised 
only  on  the  most  special  grounds  alleged  and  proved  in  refer- 
ence to  each  case.  Their  lordships  are  of  opinion,  that  in  this  The  insufficien- 
case  the  errounds  are  most  decisive,  and  have  been  proved  in  a  ^y  of  the  u«nal 

...  ^  Ji  ^  r^^      '  ^-        .    term  to  afFord 

most  satisfactory  manner.     From  the  nature  of  the  mvention  it  remuneration, 
Appears  to  be  hardly  possible  that,  within  the  ordinary  period  ^^^^  ^'"Jf 
of  time,  ten,  twelve,  or  fourteen  years,  a  remuneration  could  be  tare  of  the  in. 
expected.     In  this   case   it  is  clearly  proved,  not  only  that  ^^und  for  the 
there  was  no  remuneration,  but  that  every  year  a  very  heavy  eziension  of  tiie 
loss  has  been  sustained.     Under  jthese  circumstances  their  lord-  ^"°' 
aUps  are  of  opinion,  that  unless  they  give  the  whole  term  of 
leren  years,  there  is  no  reasonable  chance  of  that  loss  being 
coonteracted  by  the  profit  to  the  parties  now  in  possession  of 
tbe  patent.     Their  lordships  are  therefore  of  opinion,  that  in 
the  circumstances  of  the  case,  and  regard  being  had  to  the 
merits  of  the  invention  and  its  usefulness  to  the  public,  the 
whole  period  of  seven  years'  extension  should  be  granted. 

Report  accordingly  (d). 


(4  The  new  letten  patent  were  granted  accordingly  to  G.  Riddle  and  T.  Fiper  for  icven  yeari. 
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WALTON'S  PATENT. 

Title.  Letters  patent  27di  of  March,  1894,  to  James  Walton,  for 

**  certain  improvements  in  cards  for  carding  wool,  cotton,  silk, 
and  other  fibrous  substances." 

SpeeifieatUm,  h  the  Said  Jamcs  Walton,  do  hereby  declare  the  nature  of 
my  said  invention  to  consist  in  the  application  and  adaptatimi 
of  the  material  known  by  the  name  of  caoutchouc  or  India 
rubber,  as  a  substitute  for  the  fillets  or  sheets  of  leather  whidi 
are  commonly  used  in  the  construction  of  ordinary  cards,  snd 
thus  giving  a  superior  elasticity  and  durability  to  such  cardi. 
And  I  do  hereby  describe  the  manner  in  which  my  said  invention 
is  to  be  performed  by  the  following  statement  thereof,  referenoi 
being  had  to  the  drawing  annexed,  and  to  the  figures  and  letten 
marked  thereon,  that  is  to  say, — Figure  3  represents  an  devsr 
tion  of  a  card  constructed  with  an  India  rubber  or  caoutduNie 
foundation  or  fillet  as  shown  at  a  a,  in  which  the  wire  dents,  or 
teeth,  are  inserted,  and  the  regularity  of  distance  and  unifomiitj 
of  the  dents  or  teeth  of  the  cards  are  found  to  be  better  pie- 
served  by  a  piece  of  linen,  commonly  called  brown  hcdland,  or 
other  the  like  cloth,  well  glazed  and  cemented  on  to  the  badt  of 
the  caoutchouc  or  India  rubber,  as  shown  by  a  red  line  at  ^i. 
The  cloth  b  b  when  fastened  to  the  caoutchouc  continues  to 
keep  the  dents  or  teeth  more  firmly  in  their  places  when  in  us^ 
and  the  foundation  or  fillets  being  thereby  made  much  stiffier, 
the  action  of  the  dents  or  teeth  is  less  uncertain  in  their  elastic 
movements.  The  cloth  so  cemented  to  the  Indian  rubber  or 
caoutchouc  is  to  be  affixed  to  the  cylinder  or  board  in  the  ordi- 
nary carding  engine  by  nails,  but  if  it  is  to  be  affixed  bj 
cementing,  then  it  is  desirable  to  remove  the  doth,  which  in  tUs 
case  should  only  be  slightly  attached  to  the  India  rubber,  and 
this  will  be  found  the  best  mode  of  applying  the  cards  diereon. 
When  the  cards  are  constructed  by  hand,  it  is  essential  that  die 
cloth  b  b  should  be  first  pricked  by  an  engine  (as  is  the  practice 
when  leather  is  used)  to  regulate  the  distance  and  reqiiired  uni- 
formity of  the  dents  or  teeth,  and  in  cases  where  cloth  is  intro- 
duced between  two  layers  of  caoutchouc  or  India  rubber  as 
represented  by  the  red  line  at  figure  3,  the  India  rubber  or 
caoutchouc  is  pricked  or  pierced  in  a  similar  manner  to  enable 
the  card  maker  to  force  the  dents  or  teeth  through  it  withoat 
bending  or  injuring  their  form  or  shape,  but  the  pricking  of  the 
holes  may  be  effected  by  the  patent  machinery  of  Mr.  Dyer,  of 
Manchester,  now  in  use  for  that  purpose.  It  may  be  as  well 
here  to  observe,  that  when  I  mention  cement  in  this  specification 
I  always  allude  to  what  is  now  generally  called  India  rubber 
cement,  and  which  as  it  has  now  become  an  artide  of  general 
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sale,  and  may  be  bought  by  that  name,  I  do  not  think  it  neees-  Sptdjicafitm. 
sary  farther  to  describe  the  same;  but  as   the  machines  for 
cutting  India  rubber  are  not  generally  known,  and  as  I  prefer 
caoutchouc  or  India  rubber  in  the  state  it  is  imported  for  my 
purpose,  I  will  now  describe  the  means  which  I  use  for  cutting 
the  caoutchouc  or  India  rubber  into  layers  from  the  solid  blocks 
as  imported,  and  which  I  recommend  in  preference  to  what  is 
termed  manufactured  India  rubber,  or  India  rubber  first  dis- 
aolred  by  some  solvent,  and  then  cast  in  moulds  to  form  blocks, 
tlie  former  being  most  suitable  for  the  purpose.    I  first  cut  the 
block  lengthwise  into  suitable  sixes,  according  to  the  nature  of 
:  the  cards  to  be  manufactured,  and  then  place  the  flat  or  regular 
•oriace  of  the  block  on  a  metallic  surface,  which  moves  freely 
;  betireen  two  guides,  the  exact  thickness  of  the  sheet  of  caout- 
t  dioiic  or  India  rubber  which  it  is  designed  to  cut  off,  and  it  will 
I  be  evident  that,  by  varying  the  thickness  of  the  metallic  surface, 
i  a  proper  thickness  of  caoutchouc  will  be  cut  off, — a  sharp  knife 
i  bpt  occasionally  wet  with  water,  and  supported  on  guides,  is 
.  then  pressed  with  a  sawing  action  against  the  India  rubber  or 
cumtchouc  by  the  operator  at  the  same  time  that  he  forces  the 
•  India  rubber  or  caoutchouc  forwards  between  the  guides  by 
tenting  the  roller  «,  and  thus  severs  or  cuts  off  a  piece  of  the 
eact  thickness   required.     The  pieces  thus   cut  off  may  be 
joined  together  to  form  fillets  or  sheets  according  to  the  nature 
of  the  card  intended  to  be  made,  and  when  the  teeth  or  dents 
ue  set  therein,  may  be  nailed  to  the  board  in  the  usual  manner, 
w  cemented  on  it,  *  *  *  *  (a) 

The  advantages  presented  by  cards  of  this  construction  con- 
I  sist  in  the  superior  elasticity  of  the  caoutchouc  or  India  rubber, 
*Oowing  the  dents  or  teeth  to  be  pressed  down  without  material 
injury  to  the  card,  at  the  same  time  the  teeth  or  dents  are  suf- 
ficiently firm  to  perform  the  carding  or  raising  operation,  and 
even  though  the  dents  or  teeth  should  be  pressed  down  to  the 
wrfacc  of  the  caoutchouc  or  India  rubber  of  the  card,  they 
vodd  not  be  bent,  but  immediately  recover  their  former  position 
J  by  the  elasticity  of  that  substance.     Again,  in  substituting  cards 
.  tf  this  construction  in  the  place   of  teasels  or  ordinary  wire 
cwl«,  for  the  purpose  of  raising  the  pile  of  woollen  and  other 
doths,  I  am  enabled  to  work  them  wet,  without  any  material 
^'Miation  of  the  elasticity  of  the  caoutchouc  or  India  rubber, 
which  remains  more  uniform  in  its  action,  and  effects  the  opera- 
^T^  of  raising  the  pile  of  woollen  and  other  cloths  more  regu- 


(')  The  tpedficBtionbftTin^  described  the  man-  tion  then  proceeds  as  in  the  text.     The  reader 

"^J\^hich  the  inTention  is  to  be  performed,  will  find  a  most  elaborate  and  beautiful  plate  of 

^^^  ^  describe  further,  by  reference  to  the  the  drawings  annexed  to  the  specification,  and  of 

^hSt  ^  ^^^^^  *°<1  apparatus  for  cutting  the  ordinary  carding  engine,  in  Mr.  Scott's  report 

y°fi  rubber  and  pointing  the  teeth,  but  these  of  the  proceedings  on  the  motion  for  a  new  trial, 

*■«  DO  pvt  of  the  mveution.    The  specifica-  4  Saitrs  New  Rsports,  96. 
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Speeificuium,  larly,  and  without  that  variation  experienced  in  the  teasel  m  its 
transition  from  a  dry  state  to  a  state  of  moisture ;  and  hy  Tary- 
ing  the  thickness  of  the  caoutchouc  or  India  rubher  I  am 
enabled  to  gain  a  delicacy  of  action  in  the  card  equal  to  raise  a 
nap  or  plush  on  fine  silk  fabrics,  as  well  as  on  the  ordinarr 
woollen  cloths  finished  by  this  process;  and  in  all  cases  whea 
the  cards  are  worn  out  the  caoutchouc  or  India  rubber  is  worth 
nearer  its  original  value  than  other  material  heretofore  used  for 
a  similar  purpose.  The  thickness  of  caoutchouc  I  usually  em- 
ploy is  about  one-eighth  of  an  inch  in  thickness  for  raisng 
purposes,  but  this  must  vary  according  to  the  length  of  wire  of 
which  the  teeth  are  formed  and  the  quantity  of  elastidty  re- 
quired, the  thicker  the  India  rubber  and  the  shorter  the  wire  tk 
greater  will  be  the  stiflfhess. 

Having  described  the  nature  of  my  invention  of  improve- 
ments in  cards  for  carding  wool,  cotton,  silk,  and  other  fibioos 
substances,  and  for  raising  the  pile  of  woollen  and  other  doth^ 
together  with  the  manner  in  which  the  same  is  to  be  performed 
and  carried  into  effect,  I  hereby  declare  that  I  do  not  daim  any; 
particular  method  or  means  of  setting  or  placing  the  dents  or 
teeth  of  the  cards.  Nor  do  I  claim  the  means  herein  described 
for  pointing  the  cards,  but  have  described  the  various  parts  as 
the  means  I  have  pursued,  and  find  to  answer,  in  effecting  my 
improvements  in  cards.  And  I  do  hereby  confine  my  daim  of 
invention  to  the  application  and  adaptation  of  caoutchouc  or 
India  rubber  as  the  fillet  or  sheet,  or  medium  in  which  the  dents 
or  teeth  are  to  be  set  together  in  the  manufacture  of  cards, 
and  thereby  obtaining  a  superior  elasticity  and  durability  to 
cards  as  above  described  (i) 


(b)  Tbe  following  letters  patent  and  inventions  nature,  by  saturating  them  in  connexion  or  ii 

are  referred  to  in  connexion  with  the  preceding  contact  with  each    other  with  a  liquid,  vInci, 

in  the  subsequent  legal  proceedings  on  the  above  when  partially  evaporated,  becomes  a  fleiibk  nd 

patent.  adhesive  substance,  such  fibres  being  prfTioasij 


Letters  patent,  17th  June,  1823,  to   Charles  arranged  or  disposed  as  to  shape  and  c 

Macintosh,    for    "  a    process    and    manufacture  according  to  the  purposes  to  which  they  are  aftff- 

whereby  the  texture  of  hemp,  flax,  wool,  cotton,  wards  to  be  applied,  so  as  to  produce  an  axufoim 

and  silk,  and  also  leather,  paper,  and  other  sub-  combination  of  the  fibres  and  the  substance,  or  ii 

stances,  may  be  rendered  impervious  to  water  and  such  a  manner  as  that  every  individual  fibre  nay 

air."  be  so  surrounded  with  the  said  substance,  as  thit 

Specification. — Caoutchouc  is   to  be  cut   into  the  whole  of  tbe  fibres  composing  the  mass,  viMfl 

thin  shreds  or  parings,  and  dissolved  in  coal  oil;  united  by  the  substance,  may  form  a  componiHi  or 

the  fabrics  to  be  rendered  water  or  air  proof  are  to  article  somewhat  resembling  leather,  and  whic^ 

be  covered  on  one  side  with  this  solution,  and  the  said  compound,  substance,  or  article,  may  in  maaj 

two  sides  so  covered  pressed  together,  and  the  oil  cases  be  substituted  for  leather,  more  or  lesi  ad- 

cvaporated  by  heat.  vantageously ;  namely — for  harness,  straps,  belts, 

accoutrements,  boots,  shoes,  flexible  pipes,  air-tig^t 

Letters  patent,  29th  November,  1824,  to  Thomas  bag<5,  and  a  variety  of  other  things  whidi  hare  here- 

Hancock,  for  '*  a  method  of  making  or  manufac-  toforc  been  made  of  leather ;  and  the  said  substaace 

turing  an  article  which  may  be  in  many  instances  or  article  may  also  be  applied  to  various  other 

substituted  for  leather,  and  be  applied  to  various  useful  purposes,  such  as  parts  of  wearing  apparel 

other  useful  purposes/'  which  it  may  be  desirable  to  have  wtderpnci, 

Specificallm. — *'  The  nature  of  my  invention  and  which  commonly  are  made  of  other  sob- 
consists  in  combining  together  the  fabric  or  fila-  stances  than  leather.  The  article  may  also  be 
ments  of  various  matters,  such  as  flax,  hemp,  cot-  applied  for  the  roofs  of  verandas,  awnings,  teat 
ton,  wool,  hair,  or  other  matters  of  the  like  flexible  coverings,  and  to  other  similar  purposes." 
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The  Bpecification  then  describes  the  mode  of 
mua&ctaring  this  new  article ;  the  kind  of  ma- 
teriils  to  be  selected  according  to  the  purposes  to 
which  it  was  to  be  applied.  The  lio^uid  employed 
is  that  said  to  be  the  juice  of  certain  trees  from 
Sooth  America,  and  when  inspissated  closely  re 
semblmg  and  beliered  to  be  the  same  as  caout- 
ebouc  or  India  rubber. 


Letters  patent,  15th  March,  1825,  to  Thomas 
Hiacock,  for  **  a  new  or  improved  manufacture, 
wfaieh  may  in  many  instances  be  used  as  a  substi- 
tute for  leather,  and  otherwise.** 

Spee^icmtUni. — '*  My  said  invention  consists  in 
filling,  saturating  and  combining  various  fibrous 
nbsunces,  in  their  manufactured  and  unmanufac- 
tured state,  with  a  composition  which  leaves  to 
the  fibres  sufficient  flexibility,  and  at  the  same 
tine  unites  and  consolidates  them  into  one  mass, 
thereby  increasing  their  strength  and  durability, 
sad  producing  by  these  means  a  manufacture 
which  may  be  in  many  instances  substituted  for 
feather,  and  be  applied  to  other  useful  purposes, 
nch  as  soles  for  shoes  and  boots,  hose  pipes, 
sails  and  other  articles  which  have  heretofore 
been  made  of  leather,  and  also  to  other  useful 
forpoies,  such  as  the  roofii  of  verandas,  com  and 
tear  sadis,  packing  cloths  and  tarpaulins.  The 
fihroQs  substances  I  employ  in  this  manufacture 
are  wool,  cotton,  hair,  silk,  flax,  hemp,  carded, 
oombed  or  hackled,  and  combined  with  the  same 
nbrtaooes  woven  and  manufactured. 

**  As  the  same  process  is  applicable  to  all  the 
ooDitniiations,  it  will  be  necessary  to  describe  the 
method  1  pursue  in  one  case  only,  as  any  varia- 
tim  may  be  made  in  arranging  the  different  sub- 
stances at  the  discretion  of  the  operator. 

*'  1  take  a  piece  of  cotton  cloth  of  any  convenient 
foe,  and  strain  it  on  a  board,  and  spread  over  it 
«ith  a  spatula,  or  other  convenient  instrument,  a 
fan  ooatmg  of  one  of  the  compounds  to  be  herein- 
after described.     I  then  spread  on  or  over  the 
coBipoimd  a  layer  of  caraed  cotton,  somewhat 
simiiar  to  the  article  known  by  the  name  of  wad- 
<liBg,  spreading  over  this  again  another  piece  of 
cotton  cloth  prepared  as  the  first.     I  then  submit 
the  whole  to  sufficient  pressure  between  boards  or 
pistes  of  metal,  either  passing  them  through  or 
between  rollers  or  otherwise,  to  force  the  compo. 
ntion  quite  through  the  layer  of  carded  cotton. 
I  then  carefully  remove  it  from  the  boards  or 
plates,  and  leave  it  to  dry  either  in  the  open  air 
or  m  a  warm  room,  heated  to  eighty  or  ninety 
degrees  of  temperature,  and  proceed   to  make 
©then  in  the  same  manner.     When  I  perceive 
that  they  are  nearly  or  quite  dry,  I  again  submit 
them  to  the  press,  or  if  one  of  these  strata  is  not 
nflicient  to  make  up  the  thickness  I  require,  I 
pt  two,  three,  four  or  more  together,  spreading 
the  uid  compound  on  the  surfaces  again,  if  neces- 
^t  and  increasing   the  pressure.     After  they 
TO  been  in  the  press   some   hours,  they  may 
•pJn  be  exposed  to  the  air  or  return  to  the 
warm  room  to  complete  the  drying,  and  if  neces- 
"fy  preseed  again.     When  I  wish  to  have  the 
J»aed  cotton  for  either  or  both  surfaces,  I  care- 
faUy  leparate,  at  the  end  of  two  or  more  press- 
»gs,  the  last  layer  or  layers  of  cloth  from  the 
cotton  below  it  soon  after   I  take  it  out  of  the 
pfj"  (as  it  will  then  separate),  and  proceed  as 
Wore  described.     In  this  manner  1  introduce 
jMothis  manufacture  hwr,  wool,  silk,  hemp,  acnd 
the  like,  or  any  mixture  of  these  fibrous  sub- 
«ance»,or  any  or  all  of  them  mixed  with  chopped 


hemp  or  tow,  and  carded  together,  or  I  heckle  or 
comb  hemp  or  flax  and  lay  the  fibres  parallel 
with  each  other,  and  combine  any  intermixture 
of  these  different  materials  with  the  different 
kinds  of  manufactured  woo),  silk,  linen,  cotton 
and  the  like,  according  to  the  purpose  to  which 
the  article  is  to  be  applied,  or  as  economy  may 
dictate.  For  soles  of  shoes  and  boots  I  prefer 
wool,  hair,  and  cotton,  in  about  equal  propor- 
tions ;  for  hose  pipes,  pails  and  accoutrements, 
chopped  hemp,  tow  and  cotton.  I  prefer  the 
woven  materials  to  be  made  of  wool  or  cotton, 
and  these  of  an  open,  loose  and  coarse  texture, 
excepting  where  it  is  intended  for  a  finer  surface ; 
in  such  cases  I  choose  the  fabric  of  a  finer  quality. 
If  tho  article  is  required  to  have  a  smooth  sur- 
face,  I  produce  it  by  using  polished  metal  plates 
the  last  time  the  article  is  pressed.  I  make  the 
compound  or  compounds  with  which  I  unite  or 
combine  the  said  substances  as  follows — No.  1 : 
I  take  two  pounds  of  caoutchouc,  dissolved  in  one 
gallon  of  equal  parts  of  oil  of  turpentine  and 
highly  rectified  coal  tar  oil,  six  ounces  of  black 
resin,  two  pounds  of  strong  glue  size,  and  one 
pound  of  ochre,  powdered  pumice  or  whiting,  and 
mix  the  whole  together;  or.  No.  2:  one  pound 
and  a  half  of  caoutchouc,  dissolved  as  before 
stated,  one  pound  of  strong  glue  size ;  I  melt  and 
mix  the  resm  and  size  in  a  water  or  steam  bath, 
and  add  the  other  ingredients,  stirring  the  whole 
until  it  is  mixed  throughout.  The  solution  of 
the  caoutchouc  is  expedited  by  a  water  or  steam 
bath,  and  the  undissolved  portions  may  be  sepa- 
rated by  straining  it  through  a  fine  wire  or  other 
sieve.  The  mixture,  No.  1,  is  applicable  to  arti- 
cles where  stiffness  and  cheapness  are  required. 
No.  2  is  preferable  when  pliancy  and  strength 
are  more  required.  But  I  think  it  proper  here  to 
state,  that  the  proportions  above  mentioned  may 
be  varied  according  to  the  different  applications 
of  the  article  to  be  manufactured.  If  varied 
(qualities  of  stiffness  or  cheapness  should  be  de- 
sired, the  proportions  of  size  and  whiUng  may  be 
increased  till  they  make  up  one>third  of  the  mass. 
If  flexibility  be  required,  tne  quantity  of  dissolved 
caoutchouc  in  the  compound,  No.  2,  may  be  in- 
creased, and  especially  where  great  strength  and 
pliancy  are  required.  This  last  is  also  preferable 
for  articles  that  are  to  be  much  exposed  to  the 
weather." 


Letters  patent,  20th  April,  1839,  to  John  Potter 
and  William  Horsfall,  for  "an  improvement  or 
improvements  in  cards  for  carding  various  fibrous 
substances,  part  of  which  improvements  may  be 
used  as  a  substitute  for  leather." 

Specificatum. — "Our  invention  of,  &c.,  consists 
in  the  manufacture  of  a  new  material  or  substance 
for  receiving  the  wire  teeth  which  have  hitherto 
for  the  most  part  been  set  in  leather,  and  we 
shall  now  proceed  to  describe  the  manner  in 
which  the  same  is  to  be  performed  and  carried 
into  effect.  In  the  first  place,  we  provide  a  woven 
fabric  of  a  peculiar  construction,  which  we  manu- 
facture as  follows  :-^we  make  the  warp  or  chain 
of  a  material  possessed  of  the  greatest  possible 
strength  and  the  least  elasticity,  such  as  yarn  or 
thread  made  of  flax,  hemp  or  cotton,  which  vam 
or  thread  we  prefer  to  be  made  of  two  or  three 
folds  or  strands  doubled  and  twisted  together. 
The  warp  being  in  the  loom,  it  is  to  be  made  into 
cloth  by  being  shot  or  wefted  into  woollen  weft, 
that  is,  with  yam  or  thread  composed  of  sheep's 
wool. 
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"The  doth  hmng  woven  it  is  next  to  be 
Hiainwl  or  •ooured,  to  ai  to  free  it  from  any  oil 
or  other  im|raritiet»  and  milled,  by  which  latter 
procen  die  .fiUirie  it  brooght  to  the  reqoitite 
thtckneaa  or  tobetance  by  beuw  milled  up  in 
width,  or  in  the  direction  of  the  thread  or  yarn  of 
wool. 

*'  By  this  meant  we  obtain  a  doth  capable  of 
resisting  a  very  considerable  strain  or  tension  in 
the  direction  of  the  warp,  whilst  the  body  of  the 
doth  itself  remains  ezceedinffly  soft  and  porous. 
We  find  that  for  most  kind  of  cards,  doth  milled 
np  to  such  a  thickness,  as  that  one  jMrd  in  length 
by  twenty-seven  inches  in  width  shall  weich  from 
fourteen  to  sixteen  ounces  avoirdupois,  is  £e  most 
suitable,  though  it  will  be  evident  that  these  propor- 
tions may  be  varied  as  drcomstances  mav  require. 
**  The  middle  qualities  of  sheep*s  wool  we  con- 
sider most  suitable  for  making  tois  description  of 
the  doth,  being  preferable  to  either  the  finest  or 
coarsest  sorts.  To  persons  engaged  in  the  wool- 
len manufacture  these  instructions  will  be  suf- 
fident  to  enable  them  to  make  the  cloth.  If  the 
cards  to  be  manuiactured  are  intended  for  fillet 
cards,  the  doth  is  next  to  be  torn  up  lengthwise 
of  the  piece  into  strips  of  a  suitable  width ;  but  if 
sheet  cards  are  intended,  the  cloth  is  to  be  cut 
crosswise,  or  in  the  direction  of  the  weft,  making 
the  usual  allowance  as  when  using  leather  for  the 
space  on  each  side,  for  the  purpose  of  a£Bixin^  the 
wire  cards  to  the  cylinder  of  the  carding  engine ; 
a  suffident  number  of  these  short  pieces  of  cloth 
are  to  be  sown  together  at  the  ends,  so  as  to  form 
a  fillet  or  belt,  by  which  the  subsequent  opera- 
tions will  be  facilitated. 

"  The  doth  thus  prepared  is  passed  through  a 
solution  of  India  rubber,  known  to  the  trade  as 
India  rubber  varnish  or  cement,  and  in  the  pass- 
ing of  the  iiibric  a  quantity  of  the  varnish  will  ad- 
here to  the  surface,  and  the  fabric  in  this  state  is 
wound  tightly  up  and  allowed  to  stand  a  few 
minutes,  then  is  unrolled  and  passed  a  second 
time  through  the  varnish,  by  which  means  a  still 
further  proportion  of  the  India  rubber  varnish  will 
adhere  to  the  cloth,  and  being  again  tightly 
wound  up,  it  is  to  remain  a  suffident  length  of 
time  to  allow  the  varnish  to  penetrate  or  become 
absorbed  by  the  doth. 

"It  is  usually  necessary  to  pass  the  cloth  a 
third  time  through  the  varnish,  after  which  we 
generally  find  that  the  cloth  is  saturated,  and 
being  again  left  as  before  in  the  ooil,  the  whole 
mass  becomes  equally  and  completely  penetrated 
by  the  varaish.  Its  bein^  in  this  sute  may  be 
known  by  the  cloth  assuming  a  semi-transparent 
appearance.  The  coil  is  then  unwound  and  ex- 
posed to  the  atmosphere,  so  as  to  allow  the 
varnish  to  dry,  after  which  it  is  to  be  drawn  once 
or  twice  through  the  varnish,  by  which  the  cloth 
will  imbibe  a  uirther  portion  of  it,  so  as  to  fill  up 
the  pores  or  interstices  which  tbe  operation  of 
dryinff  has  left  open. 

**  If  this  process  has  been  properly  conducted  the 
fabric  will  now  consist  of  nearly  one-third  caout- 
chouc or  India  rubber,  and  two-thirds  cloth,  by 
weight,  but  these  quantities  may  be  varied.  The 
India  rubber  or  caoutchouc  varnish  or  cement, 
being  an  article  that  may  be  freely  purchased,  and 
the  modes  of  preparation  being  well  known,  it  is 
unnecessary  further  to  particuluise  it.  The  pre- 
paration of  our  improved  material  bein|^  thus  far 
completed,  we  next  cover  it  on  each  side  with  a 
mixture  of  ochre  and  weak  size,  which  by  destroy- 
ing the  adhesiveness  of  the  India  rubber,  facili- 
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tates  the  sabseqnent  operatioB  of 
wire  teeth,  and  also  gives  to  the  fabric  i 
dw  appearanoe  of  leaoier. 

*'When  this  coating  ia  dry,  the 
fabric  produced  by  the  operation  above  specified 
is  to  hie  passed  between  a  pair  of  weighty  rdUsn, 
or  otherwise  submitted  to  a  ronsiders&e  praswe, 
by  which  means  the  hbnc  becomes  finner  aad 
more  compact,  and,  in  short,  becomes  posMMed 
of  the  qualities,  which  persons  acquainted  vitb 
the  canunaking  business  know  to  be  lo  UgUf 
dnirable,  namely,  that  of  being  extremely  cliilie 
in  the  direction  of  the  thickness  of  the  fabric, » 
as  to  impart  as  it  were  the  elastidty  to  the  wire 
teeth  when  set,  while  in  the  direction  of  in 
length  or  warp  it  is  nearly  non-elastic.  In  tbis 
state  it  is  ready  to  receive  the  wire  which  ii  to 
form  the  cards,  for  which  purpose  we  prefar  aof 
the  cardmaking  machinery,  and  the  procen  beaf 
exactly  the  same  as  that  now  in  use  far  makiag 
leather  cards,  simply  substituting  the  fsbric  or 
doth  above  described  in  place  of  leather,  it  need 
not  be  described  here. 

«« Though  the  process  above  described  ii  ik 
one  we  generally  prefer  for  carrying  oat  oar  is- 
vention,  we  sometimes  vary  the  process  in  the  fcl- 
lowing  manner,  which  may  in  some  cases  be  cos* 
sidered  preferable.  ^ 

"  Instead  of  the  fabric  above  described,  eos- 
posed  of  warp  of  flax,  hemp  or  cottoD,^asd  of 
woollen  weft,  we  use  in  this  case  a  fabric  Goafond 
entirely  of  sheep's  wod,  and  milled  to  saeka 
extent  that  one  yard  in  length  by  twenty-ieics 
inches  in  width  shall  weigh  ten  or  twdve  osaeei 
avoirdupois,  or  thereabouts ;  this  doth  is  to  be 
saturated  vrith  the  caoutchouc  in  the  maaa 
dready  desaibed,  and  afterwards  cemeoted  vitk 
the  India  rubber  varnish  or  cement  to  a  btdt  of 
strong  cloth,  composed,  like  the  warp  in  tbe 
former  case,  of  flax,  hemp  or  cotton,  for  wUeh 
it  is  intended  as  a  substitute,  in  order  to  prevot 
longitudinal  stretching. 

''  The  exposed  surface  of  the  doth  bdag  co- 
vered with  a  coatinf  of  ochre  and  gloe  si»,  ud 
afterwards  the  whole  fabric  being  submitted  to 
considerable  pressure  from  the  action  of  loikiii 
or  otherwise,  the  process  is  complete,  sad  tfe 
fabric  is  now  ready  to  receive  the  wire. 

"  Though  we  find  the  process  above  desaibed 
perfectly  ^equate  to  the  purpose  of  impregnsti>S 
the  woven  fabric  with  caoutdiouc,yet  as  the  hsm 
is  somewhat  slow,  we  generally  employ  certm 
machinery  or  apparatus  for  produdng  the  ons 
result  in  a  more  economical  manner,  whicb  «e 
will  now  describe.** 

•  •  •  • 

"  Having  described  the  nature  of  our  inwatifls, 
and  shown  how  it  is  to  be  carried  into  effect,  «e 
would  have  it  understood  that  we  do  not  clsin 
any  of  the  machinery,  apparatus,  or  mesni,  hetw" 
described,  which  are  incident  to  the  cariyia;  est 
our  invention,  but  we  declare  that  oar  inveBOOs 
consists — 

"  First,  of  the  mode  of  producing  a  dotb  or 
fabric,  by  combining  sheep's  wool  and  csootcbosc 
togjether  with  a  third  materid,  which  thirf  sn- 
terid  may  be  either  flax,  hemp,  or  cotton,  or  a 
mixture  of  the  same,  the  fabric  being  bulled « 
milled  to  a  proper  thickness,  before  spplyisfw 
India  rubber,  such  fabric  being  peculisriy  sdipw 
to  the  making  of  vrire  cards,  and  also  as  smbrti- 
tute  for  leather  for  other  purposes. 

"  Secondly,  we  claim  as  our  invention,  tb«  sf- 
plication  and  combination  of  the  woollen  dolb. 
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milled  cr  Allied  to  a  proper  thickness,  and  after- 
wards saturated  with  caoutchouc,  and  cemented 
00  a  back  of  atrong  cloth,  composed  of  flax,  hemp, 
or  eotton,  as  a  sulwtitute  for  leather  in  the  making 
of  wire  cards. 

"And  lastly,  we  would  have  it  understood, 
that  we  are  aware  that  various  descriptions  of 
fabrics  have  been  coated  with  India  rubber,  and 
hare,  or  may  have,  been  used  as  a  substitute  for 
leather,  and  have,  or  may  have,  been  employed  in 
making  wire  cards ;  we  do  not,  therefore,  claim 
the  coating  fabrics  in  general  with  India  rubber, 
bat  only  the  peculiar  fabric  above  described." 

The  following  passage  from  the  21st  vol.  of  the 
'Journal  of  the  Royal  Institution,'  published  in 
1826,  was  relied  on  in  the  subsequent  proceedings 
of  The  Q^eeH  v.  WaUon,  to  repeial  the  above  pa- 
tent of  the  defendant : — 

**  Friday,  Feb.  3rd.— The  members  held  their 
irst  weekly  meeting  at  half-past  eight  o'clock, 
hi  the  lecture  room  were  exhibited  a  great 
variety  of  specimens  of  caoutchouc  or  elastic  gum 
in  all  its  states,  from  the  uncoagulated  crude  sap 
of  the  tree  to  that  of  perfect  purity  and  aggrega- 
tioB,  and  also  as  united  to  various  fabrics,  pro- 
ducing a  variety  of  strong,  flexible,  and  perfectly 
water-tight  materials,  some  beinff  of  extreme 
delicacy,  and  others  of  great  Siickness  and 
strength.  These  were  furnished  by  Mr.  Thomas 
Hancock,  who  has  had  peculiar  opportunities  of 
nanipolating  with  this  substance,  and  possesses 


the  knowledge  of  a  process  by  which  it  can  be 
rendered  fluid,  and  yet  retain  the  power  of  hard- 
ening and  assuming  its  elastic  state  again.  Mr. 
Farraday  explained  the  nature  of  caoutchouc,  and 
gave  the  results  of  an  analysis  of  the  unchanged 
sap.  The  various  specimens  of  cotton,  silk, 
linen,  leather,  felt,  woollen,  &c.,  which  were 
upon  the  table,  had  been  rendered  water-tight  by 
the  intervention  of  a  layer  of  caoutchouc  between 
two  layers  of  the  fabric,  as,  for  instance,  cotton  or 
silk,  and  the  adhesion  was  so  perfect  that  the 
substance  seemed  but  as  one  web.  The  perfect 
retention  of  water  by  these  substances  was  shown 
by  a  calico  bag,  into  which  a  quart  of  water  had 
been  introduced  and  the  opening  closed  up ;  not 
a  drop  or  particle  of  moisture  could  be  pejroeived 
on  the  exterior,  though  the  bag  was  much 
handled  and  pressed. 

'*  When  several  folds  of  calico,  linen,  or  canvas, 
were  cemented  together  by  this  substance,  a 
material  was  produced  answering  many  of  the 
purposes  of  leather,  and  surpassing  it  in  value  in 
numerous  applications.  Its  use  in  the  construc- 
tion of  the  connecting  bands  for  machinery  and 
card  fillets  has  been  tried  and  approved  of. 

"  In  consequence  of  the  manner  in  which  the 
caoutchouc  is  applied,  no  limit  occurs  as  to  the 
form  or  size,  or  aelicacy  or  strength,  of  the  water- 
tight vessels  or  things  which  may  be  made ;  it  is 
equally  applicable  to  the  cloak  and  the  caravan 
cover,  to  the  most  ornamented  flower  vase,  and 
the  strongest  water  bucket."  Ibid,  131. 


Walton  v.  Pottee  &  Horsfall. 


Cor.  Sir  N.  C.  Tindaly  C.J. 


Hil.Vac,  1841. 


This  vas  an  action  for  an  infringement  of  the  above  patent,  DechratUm. 
and  the  declaration,  after  the  usual  averments,  assigned  as  a 
breach,  that  the  defendants,  without  the  leave  of  the  plaintiff, 
made  and  sold  and  exposed  to  sale  cards  in  imitation  of  the  said 
inyention.     The  defendants,  after  setting  out  the  letters  patent, 
pleaded — ^1.  Not  guilty.     2.  That  the  plaintiff  was  not  the  true 
and  first  inventor  of  the  said  invention.    3.  That  the  said  in- 
vention was  not  at  the  time  of  making  the  said  letters  patent  a 
new  invention  as  to  the  public  use  and  exercise  thereof  within 
England.     4.  Setting  out  the  specification,  and  averring  that 
the  8ud  invention  was  unfitted  and  useless  for  the  construction 
of  sheet  cards  and  top  cards  as   described  therein.     5.  That 
the  plaintiff  did  not  in  and  by  the  said  specification  particularly 
describe  and  ascertain  the  nature  of  the  said  invention,  and  in 
what  manner  the  same  was  to  be  performed.     6.  Leave  and 
license. 

The  notice  of  objections  was  an  echo  of  the  pleas,  and  also  Notice  ofebjec' 
stated  as  specific  objections,  the  grant  of  the  two  letters  patent  **^' 
of  the  24th  of  November,  1824,  and  the  15th  of  March,  1825, 
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Ohjwtunu,  to  Thomas  Hancock,  for  the  invention  of  a  snhstitate  for 
leather,  and  alleged  that  large  quantities  of  such  artificial  leather 
had  been  made  into  and  used  as  cards  before  the  date  of  the 
plaintifF^s  patent.  The  notice  also  stated,  that  the  invention 
was  not  a  new  manufacture,  that  the  mode  of  using  the  cloth 
was  not  sufficiently  described,  and  calculated  to  mislead,  and 
that  the  invention  was  useless  as  to  some  of  the  purposes 
named. 

Sir  T.  Wilde,  Sergt.,  Bompas,  Sergt.,  and  Addison,  were  coun- 
sel for  the  plaintiffs;  Sir  W.  Follelt,  S.G.,  CAanneK,  Seijt, 
and  CowUngt  for  the  defendants.  The  nature  of  the  evidence 
will  sufficiently  appear  from  the  summing  up  of  the  learned 
judge. 
ThMiumm'mg  Sir  N.  C.  TiNDAL,  C.J. :  Gentlemen  of  the  jury :  This  is  an 
*''•  action  brought  by  Mr.  Walton  against  Messrs.   Potter  and 

Horsfall,  for  the  invasion  of  a  patent,  which  was  granted  to  the 
plaintiff  for  certain  improvements  in  cards  for  carding  wool, 
cotton,  silks,  and  other  fibrous  substances,  and  for  raising  the 
pile  of  woollen  and  other  cloths,  and  which  patent  was  granted 
to  the  plaintiff  on  the  27th  of  March,  1834;  and  in  answer  to 
the  charge  which  is  made  by  the  plaintiff  against  the  defendants, 
several  pleas  have  been  put  on  the  record.  There  is  one  plea 
upon  which  no  evidence  at  all  has  been  given  before  you, 
namely,  that  whatever  the  defendants  did,  they  did  by  the  leave 
and  license  of  the  plaintiff — therefore,  you  may  leave  that  out  of 
your  consideration,  and  find  your  verdict  on  the  last  plea  at 
once  for  the  plaintiff. 

The  first  plea  the  defendants  have  put  upon  the  record  is, 
that  they  are  not  guilty,  and  by  that  they  mean  to  say,  as  indeed 
the  course  of  the  evidence  has  sufficiently  shown,  that  they 
have  not  infringed  the  patent  which  has  been  granted  to  the 
plaintiff.     It  is  not  so  common  an  occurrence  to  dispute  the 
infringement  of  the  patent  as  its  validity.     In  the  causes  which 
ordinarily  come  before  us,  the  question  is,  whether  the  patent 
is  a  good  one  or  not ;  but  here  there  is  a  double  inquiry  to  be 
made,  and  the  defendants  have  a  full  right  to  avail  themselves 
of  it.     It  is  therefore  upon  the  present  occasion  a  most  im- 
portant part  of  this  inquiry  to  ascertain,  whether  the  plaintiff's 
patent  has  been  infringed  or  not. 
The  question  of     Now,  according  to  the  general  rule  upon  this  subject,  that  is 
TCodfaX^for    *  ™®''®  question  of  fact,  and  peculiarly  for  the  consideration  of 
the  jury,  who     the  jury,  and  it  will  be  for  you  to  say  under  the  circumstances 
ther Vr/iX'^*    that  have  been  brought  in  review  before  you,  whether  that  which 
vantage  haa      has  been  done  by  the  defendants  amounts  to  such  an  infringe- 
the  invention  of  EQcnt  or  not.     Where  a  party  has  obtained  a  patent  for  a  new 
the  plaintiff,      invention,  or  a  discovery  he  has  made  by  his  own  ingenuity,  it 
is  not  in  the  power  of  any  other  person,  simply  by  varying  in 
form  or  in  immaterial  circumstances   the  nature  or  subject- 
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matter  of  that  discovery,  to  obtain  either  a  patent  for  it  himself  A.  D.  1841. 
or  to  use  it  without  the  leave  of  the  patentee,  because  that 
would  be  in  e£fect  and  in  substance  an  invasion  of  the  right; 
and  therefore,  what  you  have  to  look  at  upon  the  present  occa- 
sion, is  not  simply  whether  in  form  or  in  circumstances,  that 
may  be  more  or  less  immaterial,  that  which  has  been  done  by 
the  defendants  varies  from  the  specification  of  the  plaintiff's 
patent,  but  to  see  whether  in  reality,  in  substance,  and  in  effect, 
the  defendants  have  availed  themselves  of  the  plaintiff's  inven- 
tion in  order  to  make  that  fabric,  or  to  make  that  article  which 
they  have  sold  in  the  way  of  their  trade ;  whether,  in  order  to 
make  that,  they  have  availed  themselves  of  the  invention  of  the 
plaintiff.  The  course  which  the  evidence  has  taken  has  made  it 
not  an  immaterial,  but,  on  the  contrary,  a  very  necessary  in- 
quiry for  you  upon  this  first  head  of  investigation,  to  determine 
whether  the  defendants'  patent,  which  they  have  taken  out,  is 
ID  effect  borrowed  from  the  plaintiff's  or  not,  because  there  can 
be  no  doubt  whatever  that  all  the  defendants  have  done  they 
have  endeavoured  to  clothe  themselves  with  the  right  of  doing 
by  taking  out  the  subsequent  patent  of  1839.  The  only  evi- 
dence of  infringement  we  have  had  before  us  is  the  purchase  at 
the  manufactory  of  the^  defendants  of  that  little  piece  of  card 
which  was  marked  with  the  initials  S.  G.,  and  there  can  be  no 
doubt  but  that  that  fabric,  which  was  so  produced  in  evidence 
before  us,  is  made  upon  the  plan  and  according  to  the  specifi- 
cation of  their  own  patent,  and  therefore  it  will  be  not  imma- 
terial to  call  to  your  attention  upon  this  first  head  of  inquiry  the 
specification  of  the  plaintiff's,  and  next  that  of  the  defendants'  or,  whether 
patent,  in  order  that  we  may  compare  them  together,  and  see  ^^«[®  ?« *V*^^  \ 

,,  ,  11     •i  ...  ,  .       variation  in  sub- 

whether  there  really  is  that  variation  in  substance  so  as  to  give  stance  as  to 
the  denomination  of  a  new  discovery  to  what  the  defendants  consmute  a  new 

,  discovery. 

have  done,  or  whether  they  are  not  following  out  the  invention 
of  the  plaintiff,  with  some  variation  in  the  description,  which 
may  not  allow  it  the  name  of  a  new  discovery. 

Now  the  plaintiff  in  his  specification  says,  "I  declare  the 
nature  of  my  invention  to  consist  in  the  application  and  adap- 
tation of  the  material  known  by  the  name  of  caoutchouc  or 
India  rubber,  as  a  substitute  for  the  fillets  or  sheets  of  leather, 
which  are  commonly  used  in  the  construction  of  ordinary  cards, 
and  thus  giving  a  superior  elasticity  and  durability  to  such  cards." 
He  therefore  confines  the  description  of  his  invention  to  the 
application  and  adaptation  of  India  rubber  in  lieu  of  leather  to 
the  cards;  that  is  the  substantial  part  of  the  invention  for  which 
he  claims  his  patent.     Then  he  goes  on  to  describe  the  manner 
in  which  this  invention  is  to  be  performed,  and  the  description 
which  he  gives  is  this — he  says,  "  the  regularity  of  distance  and 
uniformity  of  the  dents  or  teeth  of  the  cards  are  found  to  be 
l)etter  preserved  by  a  piece  of  linen,  commonly  called  brown 
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SjtU.CTimiai,  hollaud,  Of  Other  the  like  cloth,  well  glazed  and  cemented  on  to 
.  ,,totiejuty.  ^j^^  j^^j^  ^£  ^j^^  caoutchouc  Of  India  rubber^  as  shown  by  a  red 
line,"  which  is  mentioned  in  the  plan ;  and  then  he  goes  on  to 
tell  you,  that  '^  the  cloth  when  fastened  to  the  caputchoac  con- 
tinues to  keep  the  dents  or  teeth  more  firmly  in  their  places 
when  in  use,  and  the  foundation  or  fillet  being  thereby  made 
much  stifier,  the  action  of  the  dents  or  teeth  is  less  uncertm  in 
their  elastic  movements."  And  he  says,  "  the  doth  so  cemented 
to  the  India  rubber  or  caoutchouc,  is  to  be  affixed  to  the 
cylinder  or  board  in  the  ordinary  carding  engine  by  naib; 
but  if  it  is  to  be  affixed  by  cementing  them,  it  is  desirable  to 
remove  the  cloth,  which  in  this  case  should  only  be  slightly 
attached  to  the  India  rubber,  and  this  will  be  found  the  best 
mode  of  applying  the  cards  thereon."  Then  a  little  after, 
in  a  subsequent  part,  he  talks  about  the  mode  in  which  he 
requires  the  India  rubber  to  be  used,  and  what  he  sap  is, 
**  it  may  be  as  well  here  to  observe,  that  when  I  mention  cement 
in  this  specification  I  always  allude  to  what  is  now  generally 
called  India  rubber  cement,  and  which,  as  it  has  now  become 
an  article  of  general  sale,  and  may  be  bought  by  that  name,  I 
do  not  think  it  necessary  further  to  describe  the  same;  but  as 
the  machines  for  cutting  India  rubber  are  not  generally  known, 
and  as  I  prefer  caoutchouc  or  India  rubber  in  the  state  it  is 
imported  for  my  purpose,  I  will  now  describe  the  means  which 
I  use  for  cutting  the  caoutchouc  or  India  rubber."  That  it  is 
unnecessary  to  trouble  you  with,  the  only  object  is  to  show 
that  he  used  the  India  rubber  in  the  state  in  which  it  is  im- 
ported, by  cutting  a  thin  slice  of  it,  and  affixing  it  to  this  fabric 
of  brown  holland,  or  other  such  like  cloth,  and  carrying  the 
dents  or  teeth  through  the  cloth  firom  the  outside,  so  as  to  form 
the  subject  of  the  patent,  which  is  the  card  at  the  end ;  he  goes 
on  further  to  say,  having  described  the  nature  of  his  invention 
for  this  card,  **'  I  do  not  claim  any  particular  method  or  means 
of  setting  or  placing  the  dents  or  teeth  of  the  cards,  nor  do  I 
claim  the  means  herein  described  for  pricking  the  cards,  bat 
have  described  the  various  parts  as  the  means  I  have  pursued 
and  find  to  answer  in  effecting  my  improvements  in  cards. 
And  I  do  hereby  confine  my  claim  of  invention  to  the  applica- 
tion and  adaptation  of  caoutchouc  or  India  rubber  as  the  fillet 
or  sheet,  or  medium  in  which  the  dents  or  teeth  are  to  be  set 
together  in  the  manufacture  of  cards,  and  thereby  obtaining  a 
superior  elasticity  and  durability  to  cards  as  above  described;" 
evidently  therefore,  in  the  beginning,  the  middle,  and  the  end 
of  it,  limiting  the  patent  which  he  has  solicited  and  obtained  to 
the  adaptation  of  India  rubber,  coupled  with  the  fillets  of  dotfa 
which  he  puts  at  the  back  of  it,  giving  elasticity  and  durability 
to  the  card. 
This  patent  was  taken  out  in  the  year  1834,  and  it  appears 
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that  in  the  year  1837,  the  defendants  for  the  first  time  pur-  A.D.  1841. 

chased  some  of  these  cards ;  and  it  appears  also,  upon  evidence 

that  was  given  by  the  defendants  themselves  in  the  course  of 

this  inquiry,  that  shortly  after  the   time  when  Mr.  Walton's 

cards  had  been  purchased  by  the  defendants,  experiments  began 

to  be  made  by  one  of  the  defendants  at  their  manufactory;  and 

some  time  after  that,  namely,  in  the  month  of  April,  1839,  a 

patent  was  granted  to  the  defendants  for  an  improvement  in 

cards  for  carding  various  fibrous  substances. 

Now  what  you  have  to  say  is,  as  I  before  stated,  whether  A  specious  ▼*- 
you  are  satisfied  that  the  card  that  was  produced  before  you  in  oHngeSour" 
evidence,  and  which  you  may  assume  I  think  upon  the  evidence  alteration  in  the 
to  have  been  made  in  accordance  with  the  specification,  is  a  51>n,\n  in-*^ 
specious  variation  in  form  only,  an  ingenious  alteration  in  the  fringemem  of 
mode  of  adaptation,  or  whether  it  is  really  and  substantially  a    ®  P*  ®° ' 
new  discovery  on  the  part  of  the  defendants.     In  the  one  case 
it  would  be  an  infringement  of  the  patent,  in  the  other  it  would 
not    Now  the  account  they  give  in  their  specification  is,  *^  we 
do  declare  the  nature  of  our  invention  of  an  improvement  or 
improvements  in  cards  for  carding  various  fibrous  substances, 
part  of  which  improvements  may  be  used  as  a  substitute  for 
leather,  to  consist  in  the  manufacture  of  a  new  material  or  sub- 
stance for  receiving  the  wire  teeth,  which  have  hitherto  for  the 
most  part  been  set  in  leather,  and  we  shall  now  proceed  to 
describe  the  manner  in  which  the  same  is  to  be  performed  and 
carried  into  eflFect.'*     Now  they  make  it  to  consist  of  two 
parts— first,  in  the  preparation  of  the  cloth  in  the  way  I  shall 
mention  to  you,  and  then  saturating  the  cloth  with  dissolved 
India  rubber.     First,  they  say,  "  In  the  first  place  we  provide  a 
woven  fabric  of  a  peculiar  construction,  which  we  manufacture 
as  follows.    We  make  the  warp  or  chain  of  a  material  possessed 
of  the  greatest  possible  strength,  and  the  least  elasticity,  such 
as  yam  or  thread,  made  of  flax,  hemp,  or  cotton,  which  yam  or 
thread  we  prefer  to  be  made  of  two  or  three  folds  or  strands 
doubled  and  twisted  together,  the  warp  being  in  the  loom,  it  is 
to  be  made  into  cloth  by  being  shot  or  wefted  with  woollen 
▼eft,  that  is,  with  yam  or  thread  composed  of  sheep's  wool. 
"The  cloth  being  woven,  it  is  next  to  be  cleansed  or  scoured,  so 
IS  to  free  it  from  any  oil  or  other  impurities,  and  milled,  by 
which  latter  process  the  fabric  is  brought  to  the  requisite  thick- 
^«w  or  substance,  by  being  milled  up  in  width,  or  in  the  direc- 
tion of  the  thread  or  yam  of  wool.     By  this  means  we  obtain  a 
doth  capable  of  resisting  a  very  considerable  strain  or  tension 
in  the  direction  of  the  warp,  whilst  the  body  of  the  cloth  itself 
nm^s  exceedingly  soft  and  porous :   we  find  that,  for  most 
kinds  of  cards,  cloth  milled  up  to  such  a  thickness  as  that  one 
jwd  in  length  by  twenty-seven  inches  in  width  shall  weigh 
from  fourteen  to  sixteen  ounces  avoirdupois,  is  the  most  suit- 
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Sir N.CTin</a/, able,  though  it  will  be  evident  that  these  proportions  maybe 
'*^'*'*'^"*^^*  varied,  as  circumstances  may  require."  Then,  having  got  this 
cloth,  this  is  what  they  proceed  to  do  with  it.  ^^  The  cloth  thus  - 
prepared  is  passed  through  a  solution  of  India  rubber,  knovn 
to  the  trade  as  India  rubber  varnish  or  cement,  and  in  the 
passing  of  the  fabric  a  quantity  of  the  varnish  will  adhere  to 
the  surfaces,  and  the  fabric  in  this  state  is  wound  tightly  up 
and  allowed  to  stand  a  few  minutes,  then  is  unrolled  and  passed 
a  second  time  through  the  varnish,  by  which  means  a  stiB 
further  portion  of  the  India  rubber  varnish  will  adhere  to  the 
cloth,  and  being  again  tightly  wound  up,  it  is  to  remam  a  suf- 
ficient length  of  time  to  allow  the  varnish  to  penetrate  or 
become  absorbed  by  the  cloth.  It  is  usually  necessary  to  pass 
the  cloth  a  third  time  through  the  varnish^  after  which  we  gene- 
rally find  that  the  doth  is  saturated,  and  being  again  left  u 
before  in  the  coil,  the  whole  mass  becomes  equally  and  com- 
pletely penetrated  by  the  varnish.  Its  being  in  this  state  may 
be  known  by  the  cloth  assuming  a  semi-transparent  appear- 
ance. The  coil  of  cloth  is  then  unwound  and  exposed  to  the 
atmosphere,  so  as  to  allow  the  varnish  to  dry,  after  which  it  is 
to  be  drawn  once  or  twice  through  the  varnish,  by  which  the 
cloth  will  imbibe  a  further  portion  of  it,  so  as  to  fill  up  the 
pores  or  interstices  which  the  operation  of  drying  has  left  open. 
If  this  process  has  been  properly  conducted,  the  fabric  will  nov 
consist  of  nearly  one- third  caoutchouc  or  India  rubber  and  two- 
thirds  cloth,  by  weight,  but  these  quantities  may  be  varied. 
The  India  rubber  or  caoutchouc  varnish  or  cement  being  an 
article  that  may  be  fireely  purchased,  and  the  modes  of  pre- 
paration being  well  known,  it  is  unnecessary  further  to  partioo- 
larize  it.  The  preparation  of  our  improved  material  being  thus 
iar  completed,  we  next  cover  it  on  each  side  with  a  mixture  of 
ochre  and  weak  size,  which  by  destroying  the  adhesiveness  d 
the  India  rubber,  faciUtates  the  subsequent  operation  of  inserting 
the  wire  teeth,  and  also  gives  to  the  fabric  more  of  the  appear- 
ance of  leather."  That,  in  substance,  is  the  description  which 
they  give,  concluding  by  saying — **  Though  we  find  the  process 
above  described  perfectly  adequate  to  the  purpose  of  impr^- 
nating  the  woven  fabric  with  caoutchouc,  yet  as  the  same  is 
somewhat  slow,  we  generally  employ  certain  machinery  or 
apparatus  for  producing  the  same  result  in  a  more  economical 
manner,  which  we  will  now  describe.'*  Therefore,  the  prin- 
ciple of  the  discovery  for  which  they  obtain  their  patent,  they 
profess  to  be,  the  manufacturing  of  cloth  of  a  particular  fabric 
and  the  saturating  every  fibre  of  this  cloth  with  the  dissolved 
caoutchouc  or  India  rubber,  through  which  they  afterwards 
insert  or  force  the  dents  or  teeth. 
There  may  be]  Now  there  Can  be  no  doubt  whatever  that,  although  one 
for  the^sanT'*    ™^'*  ^^  obtained  a  patent  for  a  given  object,  there  are  many 
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modes  stDl  open  for  other  men  of  ingenuity  to  obtain  a  patent  object,  proTided 

ft  1  .  1  1  111.  ™  Bubaequeat 

for  the  same  object ;  there  may  be  many  roads  leadmg  to  one  inventions  rest 
place,  and  if  a  man  has,  by  dint  of  his  own  genius  and  discovery  "po?t*»e  skill  of 
after  a  patent  has  been  obtained,  been  able  to  give  to  the  public,  and  have  been 
without  reference  to  the  former  one,   or  borrowing  from  the  relSfrenclf io"or 
former  one,  a  new  and  superior  mode  of  arriving  at  the  same  being  borrowed 
end,  there  can  be  no  objection  to  his  taking  out  a  patent  for  [nvTmbn!"""*' 
that  purpose.     But  he  has  no  right  whatever  to  take,  if  I  may 
80  say,  a  leaf  out  of  his  neighbour's  book,  for  he  must  be  con- 
tented to  rest  upon  his  own  skill  and  labour  for  the  discovery, 
and  he  must  not  avail  himself  of  that  which  had  before  been 
granted  exclusively  to  another;  and  therefore  the  question  again 
comes  round  to  this — ^whether  you  are  of  opinion   that  the 
subjects-matter  of  this  second  patent  is  perfectly  distinct  from 
the  former,  or  whether  it  is  virtually  bottomed  upon  the  former, 
varying  only  in  certain  circumstances,  which  are  not  material 
to  the  principle  and  substance  of  the  invention. 

Upon  this  part  of  the  inquiry  there  have  been  various  wit- 
nesses called  on  both  sides,  and  you  will  judge  of  the  value  of 
▼hat  they  have  stated  according  to  your  memory,  if  it  serves 
yon  for  the  purpose,  and  afterwards,  according  to  my  notes,  if 
it  becomes  necessary,  by  weighing  against  each  other  certain 
contradictory  testimonies,  which  cannot  well  be  reconciled.  On 
the  part  of  the  plaintiff,  there  is  the  evidence  of  Mr.  Brande, 
Mr.  Daniell,  Mr.  Edward  Cowper,  and  Mr.  Carpmael — all  of 
them  asserting,  and  the  two  gentlemen  who  were  skilled  in 
chemistry  giving  their  reasons  for  it — that  in  their  opinion,  ac- 
confing  to  the  best  of  their  judgment,  the  discovery  so  called 
by  the  defendants,  is  really  not  in  any  material  circumstance 
different  from  that  of  the  plaintiff's,  and  that  it  is  really  bot- 
tomed upon  the  same  principle.  On  the  other  hand,  you  have 
the  evidence  of  Mr.  Farey,  Dr.  Ure,  and  Mr.  John  Thomas 
Cooper,  who  have  given  their  testimony  to  it  to-day  to  a 
contrary  effect;  Mr.  Farey  said,  that  in  his  judgment  and 
opinion,  there  is  a  perfect  dissimilarity  between  the  one  and  the 
other.  You  must  weigh  one  against  the  other;  the  value  of 
their  respective  testimonies  will  much  depend,  not  only  upon 
the  reasons  they  assign  for  the  diversity  of  their  judgment, 
Iwt  a  good  deal  also  upon  the  manner  in  which  they  gave 
^eir  testimony,  and  approved  themselves  as  witnesses  before 
yon. 

TBiat  then  is  the  first  point.  You  will  have  first  to  say — 
|»s  the  patent  been  infringed  or  not  ?  Then  comes  the  second 
inquiry,  in  which  the  defendants  allege  that  the  plaintiff  is  not 
««  first  and  true  inventor  of  the  discovery;  and  they  then  go 
on  to  say,  thirdly,  what  for  the  purposes  of  this  cause  will 
^  very  much  connected  with  the  second  plea,  viz.  that  the  in- 
vention was  not  new  in  England,  but  that  it  was  publicly  in 
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Sir  N.C.rtfui*/,  use  at  the  time  the  patent  was  granted  (c).  Tou  are  quite  aware, 
^'••''»****''^**'^"  gentlemen,  the  granting  of  patents  is  limited  by  a  statute  so 
early  as  the  time  of  James  the  First,  and  patents  were  granted 
only  to  those  persons  who  were  the  first  and  true  inventors  of 
the  subject-matter  for  which  the  exclusive  privil^e  was  giYen. 
That  was  to  secure  the  sole  right  of  using  their  inventions  to 
sagacious  and  ingenious  persons,  who  often  spent  their  lives 
in   study,  and  who  were  ill  requited  without  it;  but  it  was 
meant  only  as  a  reward  to  the  first  and  true  inventor,  and 
though  the  matter  may  not  have  been  used,  the  party  is  not 
entitled  to  his  patent  (and  this  plea  expressly  raises  that  ques- 
tion for  your  determination),  unless  he  is  the  first  and  true 
inventor ;  therefore,  if  the  subject-matter  of  the  patent  has  beea 
discovered — ^has  been  published  in  a  dictionary,  for  example— 
though  it  has  not  been  reduced  into  practice,  if  a  man  merely 
adopts  it,  the  merit  is  so  small  that  his  patent  for  it  iwoald  be 
worth  nothing;  and  upon  the  present  occasion,  the  plea  I  now 
The  question*    ^^^  7^^^  attention  to,  whether  the  plaintiff  is  the  true  and  first 
wiiethwthc      inventor,  will  turn  upon  the  inquiry,  whether  he  borrowed  his 
uueVod  firatln.  invention  from  a  former  patent,  which  was  taken  out  by  Mr. 
ventoror  not,    Hancock;  bccause,  on  the  part  of  the  defendants,  it  is  alleged, 
whether  he  bor-  that  virtually  and  substantially  the   discovery  as  it  is  called 
rowed  the  in-     q£  ^^  plaintiff,  is  no  more  than  an  alteration  of  a  discoverr 

Tention  fron  i  *^  ,  , 

source  open  to  of  Mr.  Hancock's ;  that  you  will  have  to  consider,  applying 
the  pubhc.  ijjg  ]j.juj  Qf  inquiry  and  investigation  which  you  had  before 
submitted  to  your  minds  with  respect  to  the  comparison  of  the 
plaintiff's  and  the  defendants^  specification,  to  this  new  investi- 
gation as  to  the  specification  of  Mr.  Hancock  and  the  spedfia- 
tion  of  the  plaintiff;  and  that,  in  effect,  is  the  same  inquiry  as 
the  next  plea,  which  says,  the  subject-matter  of  this  invention 
was  publicly  known  in  England  at  the  time,  or  before  the  time 
(a.  D.  1834)  of  the  date  of  the   plaintiff's  patent.    It  is  not 

(c)  The  two  issues  of  novelty,  viz.  whether  the  a  former  patent  stands  on  peculiar  grounds,  both 

plaintiff  is  the  true  and  first  inventor,  within  the  in  respect  of  publication,  and  as  being  the  rab- 

meaning  of  the  statute,  and  whether  the  invention  ject  of  a  former  grant    Se6  aaU  86,  n.  c. 
at  the  time  of  the  grant  be  new  as  to  public  The  publication  of  an  invention  as  complete 

use  and  exercise,  are,  as  in  this  case,  generally  in-  and  perfected  must  be  distinguished  from  tlist 

volved  together,  because,  if  the  latter  be  esta-  which  rests  in  suggestion  and  speculation.    See 

blished  in  the  negative,  the  former  is  involved  in  per  Lord  Atnnger,  C.B.,  ante  534 ;  see  also  in  the 

it ;  but  they  are,  m  point  of  law  and  of  fact,  dis-  case  of  The  HousehUl  Cempamf  ▼.  NeiUem,  in  the 

tinct  issues,  for  it  may  well  be  that  the  invention  House  of  Lords.   Pott. 

was  never  in  public  use  and  exercise,  and  yet  that  A  third  question  may  sometimes  arise  under  the 

the  grantee  of  the  letters  patent  is  not  the  true  and  issues  of  novelty,  vrith  reference  to  a  completed 

first  inventor,  by  reason  of  his  having  learnt  it  invention,  once  in  actual  public  use  and  exer- 

from  some  person  within  the  country,  or  from  cise,  but  which  had  gone  out  of  use  and  been  re- 

the  specification  of  some  prior  patent,  or  from  invented  and  made  tne  subject  of  letters  patent^ 

some  published  book  in  general  circulation,  or  whether  such  letters  patent  would  he  valid  ?  Oa 

other  source  open  and  accessible  to  the  public,  the  authority  of  the  recent  case  of  The  Hwit^ 

In  such  cases  it  may  be  a  material  question  for  Company  v.  NeUaon,  in  the  House  of  Lordi,  it 

the  jury,  whether  the  grantee  borrowed  it  from  would  appear  that  such  subsequent  letters  patent 

that  source,  or  devised  it  of  his  own  wit  and  are  invalid ;  but  see  the  exception  made  by  the 

ingenuitv.     See  per  Sir  N.  C.  Tindal,  C.  J.,  ante  noble  and  learned  lords  at  the  conclusion  of  that 

507,  and  p<nt  628 ;  also  5  &  6  W.  4.  c.  83,  s.  2.  case.  Pott. 

That  which  is  contained  in  the  specification  of 
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allied,  and  indeed  there 'is  no  evidence  at  all  that  there  were  a.d.  I84i. 
any  cards  which  were  made  with  any  substance  except  leather, 
with  the  single  exception  of  those  which  were  made  by  Mr. 
Hanoocky  or  by  persons  under  his  directions,  and  therefore,  it 
really,  with  respect  to  the  two  pleas,  brings  the  question  iden- 
tically to  this — ^whether  the  one  patent  is  distinct  in  principle 
from  the  other,  or  whether  it  is  merely  the  raising  up  again, 
after  the  expiring  of  the  old  patent,  of  a  new  one  in  substance 
the  same  as  the  plaintiff^s.     I  have  already  read  to  you  what 
the  specification  of  the  plaintiff's  patent  is.    Let  us  see  what 
says  the  specification  of  Mr.  Hancock,  and  then  call  to  mind 
the  evidence  which  has  been  given  on  each  side  with  respect  to 
that  part  of  the  case.    Mr.  Hancock  took  out  his  patent  in  the 
year  1825,  and  he  calls  it  a  patent  ^^for  a  method  of  making 
or  manufacturing  an  article  which  may  be,  in  many  instances, 
Bttbstitttted  for  leather,  and  be  applied  to  various  other  useful 
purposes."     He  does  not  particularly  apply  his  patent  to  the 
making  of  cards  (d),  but  he  applies  it  generally,  as  you  will  find 
hj  the  instances  which  he  gives,  to  a  substitution  for  leather  for 
nearly  all  the  purposes  to  which  leather  could  be  used.     He 
lays,  '^my  said  invention  consists  in  filling,  saturating,   and 
combining  various  fibrous  substances  in  their  manufactured  and 
unmanufactured  state,  with  a  composition  which  leaves  the 
fibres  sufficient  flexibility,  and  at  the  same  time  unites  and  con- 
solidates them  into  one  mass,  thereby  increasing  their  strength 
and  durability,  and  producing  by  these  means  a  manufacture, 
which  may  be  in  many  instances  substituted  for  leather,  and 
be  applied  to  other  useful  purposes,  such  as  soles  for  shoes  and 
boots,  hose  pipes,  pails,  and  other  articles  which  have  hereto- 
fore been  made  of  leather,  and  also  to  other  useful  purposes, 
such  as  the  roofs  of  verandas,  com  and  flour  sacks,  packing 
doths,  and  tarpaulins.^'    And  he  goes  on  to  ^ve  an  account  of 
the  mode  in  which  he  makes  this  new  article.     He  says,  ^^  as 
the  same  process  is  applicable  to  all  the  combinations,  it  will  be 
necessary  to  describe  the  method  I  pursue  in  one  case  only,  as 
any  variation  may  be  made  in  arranging  the  different  substances 
at  the  discretion  of  the  operator.     I  take  a  piece  of  cotton  doth, 
of  any  convenient  size,  and  strain  it  on  a  board,  and  spread  over 
it,  with  a  spatula,  or  other  convenient  instrument,  a  full  coating 
of  one  of  the  compounds  to  be  hereafter  described.     I  then 
spread  on  or  over  the  compound  a  layer  of  carded  cotton,  some- 
what similar  to  the  article  known  by  the  name  of  wadding. 


(i)  See  in  the  extract  from  the  'Journal  of  the  bttion  at  the  Royal  Institution,  on  which  oocaiion 

^al  hstitution/  ante  585»  at  to  what  was  said  more  than  three  hundred  persons  were  present, 

to  kare  been  done  under  this  patent.    In  the  sub-  and  the  published  account  in  the  journal^  appear 

^f9Pt^tsvX,WaUonT.BaUmanfptitt  613, the  user  to  haveoeen  entirely  overlooked,  and  were  not 

^  the  artificial  leather  of  Hancock  to  a  limited  brought  forward  until  the  trial  of  the  scirt  faeitu 

extent  for  cards  was  much  relied  on,  but  the  exhi-  in  the  year  1842. 
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SirN-Criniiii/,  Spreading  over  this  again  another  piece  of  cotton  cloth,  pre- 
CJ.,uthsjwnf.  pny^  ng  tjjg  first;  I  then  submit  the  whole  to  sufficient  prw- 
sure  between  boards  or  plates  of  metal,  either  passing  them 
through  or  between  rollers,  or  otherwise,  to  force  the  com- 
position quite  through  the  layer  of  carded  cotton.  I  then 
carefully  remove  it  from  the  boards  or  plates,  and  leave  it  to 
dry,  either  in  the  open  air,  or  in  a  warm  room,  heated  to  80  or 
90  degrees  of  temperature,  and  proceed  to  make  others  in  Ae 
same  manner.  When  I  perceive  that  they  are  nearly  or  quite 
dry,  I  again  submit  them  to  the  press ;  or,  if  one  of  these  stnts 
is  not  sufficient  to  make  up  the  thickness  I  require,  I  put  two, 
three,  or  four  more  together,  spreading  the  said  compound  on 
the  surfaces  again,  if  necessary,  and  increasing  the  pressure.'' 
Now  the  next  account  he  gives  us  of  the  article  is,  of  the  com- 
pound in  which  this  is  immersed,  and  that  is  very  material  f(ff 
your  consideration.  He  says,  *^  I  make  the  compound  or  com- 
pounds with  which  I  unite  or  combine  the  said  substances,  is 
follows : — No.  1.  I  take  two  pounds  of  caoutchouc,  dissolved  in 
one  gallon  of  equal  parts  of  oil  of  turpentine  and  highly  rectified 
coal  tar  oil,  six  ounces  of  black  resin,  two  pounds  of  strong  ghe 
size,  and  one  pound  of  ochre,  powdered  pumice,  or  whitingi 
and  mix  the  whole  together.  He  goes  on  to  No.  2,  which  is 
^'one  and  a  half  pound  of  caoutchouc,  dissolved  as  before  stated, 
and  one  pound  of  strong  glue  size.''  Then  he  mixes  these 
together,  and  he  immerses  the  fabric  which  he  has  before  de- 
scribed to  you  in  it,  until  it  is  thoroughly  saturated. 

That  is  the  account  he  gives  of  his  discovery ;  that  of  the 
plaintiff  being  the  simple  cutting  of  a  slice  of  native  India 
rubber,  and  fixing  it  by  a  cement  which  is  well  known  to  a  piece 
of  linen  doth,  and  then  running  the  teeth  of  the  card  throngh 
it.  Now  whether  upon  reading  of  it  you  think  there  is  a  con- 
currence of  invention  in  the  man  who  comes  second,  and 
describes  that  second  mode  of  producing  that  effect,  or  whether, 
when  you  weigh  the  mode  by  which  the  first  is  to  be  done  bj 
various  steps,  you  see  there  is  a  real  substantial  distinction  be- 
tween that  and  the  mode  which  is  adopted  by  the  successor, 
will  be  the  question  for  you  to  determine.  That,  again,  is  not 
left  without  evidence  on  both  sides,  for  here  you  have  very 
strong  evidence.  On  the  part  of  the  plaintiff  you  have  Mr. 
Carpmael,  who  states  himself  to  be  a  person  familiar  with  these 
subjects,  and  having  been  long  versed  in  them,  and  sayings 
it  is  a  matter  perfectly  distinct.  Then  you  have  Mr.  Smith,  a 
cotton  spinner,  who  is  called  for  the  purpose  of  saying,  that 
he  had  never  heard  of  any  thing  of  the  sort  imtil  the  period  of 
time  when  Mr.  Walton  took  out  his  patent;  and  you  have  the 
witness,  Abraham  Crowder,  who  was  called  on  the  part  of  the 
defendants,  who  states,  that  until  this  was  known  he  never 
knew  any  thing  of  the  sort  in  use  before ;  and  you  have  the 
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evidence  of  numerous  witnesses  who  have  been  called  from  dif-  A.D.  1841. 
ferent  quarters,  to  show  that  they  were  acquainted  with  the 
trade  both  in  Scotland  and  in  the  west  of  England  many  of  them, 
and  in  the  north,  where  principally  these  matters  are  carried 
ODy  and  who  were  much  conversant  with  them,  and  they  all 
state  they  never  heard  ,of  cards  being  made  of  any  other  ma- 
terial but  leather  until  Mr.  Walton's  were  produced.  On  the 
other  side  you  have  the  evidence  of  Mr.  Farey,  who  states  that, 
in  his  judgment,  the  two  are  perfectly  similar — the  principle 
upon  which  they  are  both  made  is  the  same.  Then  you  have 
the  evidence  of  Mr.  Whiteby,  and  you  have  then  the  evidence  of 
Mr.  Hemmingway,  who  is  the  person  who  had  adopted  and 
used  Mr.  Hancock's  invention,  and  several  other  witnesses,  who 
have  received  cards  made  by  him,  to  show  they  had  put  in  use 
this  invention  of  Mr.  Hancock's,  and  not  any  other;  and  last  of 
all  you  have,  which  is  important  to  recall  to  you,  the  evidence 
of  Mr.  Hancock,  the  inventor  himself,  who  certainly  says,  his 
patent  is  not  the  same  as  Mr.  Walton's — that  he  never  under- 
stood it  to  be  the  same ;  nor,  says  he,  is  it  the  same  as  that 
which  is  made  by  the  defendants ;  and  that  is  stated  in  oppo- 
sition to  Mr.  Farey,  who,  we  understand,  speaks  as  a  man 
of  science  on  the  subject.  Tou  have,  on  the  other  side,  the 
evidence  of  Mr.  Cottam,  and  Mr.  Brande,  and  what  those  gen- 
tlemen state  is  in  contradiction  or  in  opposition,  as  far  as  the 
scientific  evidence  is  concerned,  to  Mr.  Farey,  in  the  opinion  he 
gives.  That  will  be  the  question  for  you  upon  the  second  and 
third  pleas. 

Now  we  come  to  the  fourth  answer,  which  is,  that  the  speci- 
fication does  not  particularly  describe  the  nature  of  the  inven- 
tion.   Generally  speaking,  the  rule  which  is  laid  down  upon 
occasions  when  the  sufficiency  of  the  specification  is  called  in 
question  is  this — that  as  these  specifications  are  drawn  by  men 
who  are  more  conversant  with  the  particular  article  than  juries, 
who  are  selected  indiscriminately  from  the  public,  and  certainly 
much  more  than  judges,  whose  knowledge  is  confined  to  one 
particular  department,  credit  is  given  to  witnesses,  if  they  are 
conversant  with  the  subject-matter  of  the  invention,  and  are 
able  to  tell  you,  and  you  believe  it,  that  they  see  enough  on  the 
&oe  of  the  specification  to  enable  them  to  make  the  article 
without  difficulty.    You  know  the  object  of  the  specification  is,  T^g  gpecifica- 
that  it  is  the  price  which  the  party  who  obtains  the  patent  pays  lion  the  price 
for  it,  and  it  would  be  a  hard  bargain  on  the  part  of  the  public,  mveDtor.and 
if  he  were  allowed  to  clothe  his  discovery  and  his  description  in  |^  sufficiencv 
duiracters  so  dark  and  so  ambiguous,  that  no  one  could  make  description  U  t 
from  it  when  the  fourteen  years  have  expired,  and  he  should  q"««^a  ^o'  **»• 
not  have  paid  the  price  for  which  he  enjoyed  the  exclusive  pri- 
^ege,  but  that  he  should  have  it  in  his  own  hands  still  for  as 
long  a  period  as  he  chooses;  and  therefore,  it  is  always  a  proper 
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SirN.C.  Tindai,  answer  when  a  patent  is  set  up,  to  say  that  you  have  not  so 
.,tot  ejury,  j^g^^^jj^j  [^  ^]^^^  j^.  j^^^j  jjg  understood.  Now,  then,  upon  that 
you  have  the  evidence  in  the  first  place  on  the  part  of  the 
plaintiff  of  Mr.  Carpmael  and  Mr.  Cottam ;  and  on  the  part  of 
the  defendant  Mr.  Farey  says,  the  description  in  the  specifica- 
tion is  not  intelligible;  the  part  upon  which  the  particular 
difficulty  has  arisen  is  the  sentence  to  which  I  will  call  pnr 
attention.  It  is  said,  that  the  part  which  is  principally  found 
fault  with  on  the  part  of  the  defendants,  is  the  description  as  to 
the  mode  in  which  the  teeth  are  to  be  affixed  in  the  card,  and 
also  the  way  in  which  the  card,  under  certain  circumstances,  is 
to  be  affixed  to  the  engine  itself.  It  is  said, ''  The  cloth,  when 
fastened  to  the  caoutchouc,  continues  to  keep  the  dents  or 
teeth  more  firmly  in  their  places  when  in  use,  and  the  founda- 
tion or  fillet  being  thereby  made  much  stiffer,  the  action  of  the 
dents  or  teeth  is  less  uncertain  in  their  elastic  movement"  It 
is  alleged  and  stated,  this  leaves  it  in  doubt — whether  the  teeth 
under  all  the  circumstances  are  to  be  affixed  in  the  card,  whilst 
the  fabric  of  cotton  or  brown  holland  is  on  the  back,  or  not 
Some  of  the  gentiemen  who  have  read  this  before  you  state, 
they  feel  no  difficulty  upon  looking  at  the  whole  of  it  in  under- 
standing what  was  intended — whether  the  card  was  to  be  used 
as  a  fillet  card,  or  whether  it  was  to  be  used  by  being  fixed 
closely  to  the  top  or  the  back,  or  any  part  of  the  cylinder;  they 
understand  that,  in  either  case,  the  teeth  were  never  intended  to 
be  put  in  until  after  the  brown  holland,  whether  it  was  to  be 
lasting  or  temporary,  only  the  brown  holland  was  to  be  put  on 
the  top  of  it.  You  will  say  for  yourselves,  whether  that  is 
made  intelligible  or  not. 

Then  there  is  another  difficulty  pointed  out,  that  "the  doth 
cemented  to  the  India  rubber  or  caoutchouc  is  to  be  affixed  to 
the  cylinder  or  board,  or  the  ordinary  carding  engine,  by  nails, 
but  if  it  is  to  be  affixed  by  cementing,  then  it  is  desirable  to 
remove  the  cloth.**  It  is  said,  *'what  is  meant  by  this?** 
According  to  the  evidence  that  was  given  by  one  person  who 
read  it,  he  says,  it  is  to  be  affixed,  that  is,  that  the  card  is  to  be 
affixed,  and  then  you  are  to  take  away  and  remove  tiie  brown 
holland,  which  is  only  meant  for  a  temporary  covering,  and  fix 
it  close  to  the  machine  itself;  the  back  of  the  engine  having  the 
same  effect  as  to  the  elasticity  which  is  afforded,  or  rather  with 
a  view  to  resistance,  as  if  there  were  a  fabric  of  brown  holland. 
However,  you  have  certainly  had  persons,  one  or  two  persons 
who  were  artificers,  who  state,  they  should  feel  no  difficulty  in 
making  from  the  description  that  which  is  intended  to  be  made; 
you  must  say  how  far  they  speak  correctiy  or  not. 

It  is  also  said,  it  is  not  useful  for  some  of  tiie  purposes, 
viz.  top  and  sheet  cards,  specified,  and  that  is  the  last  plea  you 
need  consider.     Now,  there  has  been  certainly  no  evidence 
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calledh  before  us,  that  I  am  aware  of,  in  which  any  euqperiment  A.  D.  1841. 

has  actually  been  made  with  a  top  card  or  a  sheet  card,  and  has 

fiiiled.  A  great  many  witnesses  have  been  called,  who  have  stated 

their  judgment  and  opinions  that  it  would  not  succeed — one 

is  surprised  that  the  experiment  has  not  actually  been  tried. 

The  mode  in  which  they  state  that  the  sheet  card  would  not 

succeed,  is,  because  the  sheet  card  requires,  as  I  understand 

them,  a  very  great  lateral  pressure,  for  the  purpose  of  fixing  it 

upon  the  cylinder ;  and  if  you  give  it  that  great  lateral  pressure, 

it  seems,  according  to  the  judgment  of  some  of  them,  it  would 

have  the  effect  of  loosening  or  altering  the  position  of  the  teeth 

of  the  different  cards — that  they  would  tear  off  if  you  put  nails 

in  on  the  sides  of  the  sheets — and  such  would  be  the  violence  of 

the  pull  in  order  to  bring  them  together,  that  it  would  tear 

off  the  edges,  through  which  the  nails  went,  and  then  they 

would  become  damaged  and  altogether  useless.     However,  you 

have  the  opinions  of  those  persons,  of  whom  Mr.  Bohannan  is 

one  and  Mr.  Whiteby  is  the  other,  and  you  have  on  the  part  of 

the  plaintiff  Mr.  Cottam,  and  I  think  one  or  two  more,  who 

Btate,  tfaey  see  no  reason  why  one  should  not  be  as  useful  as 

the  other.     "Now,  this  question  the  fifth  plea  raises,  and  what* 

ever  the  value  of  it  is,  it  will  be  necessary  for  you  to  determine 

it  on  the  one  side  or  the  other. 

Gentlemen,  that  is  in  effect  the  whole  of  the  case  for  your 
inquiry;  I  can  fill  up  that  by  going  through  the  whole  of  my 
notes  of  the  evidence  on  the  one  side  and  the  other,  if  you  wish 
it— if  not,  perhaps  it  is  better  to  leave  it  to  you,  with  this  general 
view  (e).  Verdict  for  the  plaintiff. 


IN  THE  COMMON  PLEAS. 

Ow.SirN.  C.  Tindal,  C.J.;  CoUman,J.i  Erskine,  J.;  Maule,J.  Not.  18, 1841. 

Sir  T.  Wild€f  Bompas,  Sergt.,  and  Addison,  showed  cause 
against  a  rule  ftm  obtained  in  Easter  Term  last  by  CAann^/,  Sergt., 


(e)  The  jury  baring  intimated  that  they  did  not  would  answer  the  poriXMe  of  a  sheet  cird  ?    The 

«in  the  whole  of  the  evidence  to  be  gone  through,  counsel  for  the  pltlntiff  objected  that  these  two 

the  coonsel  for  the  defendants  requested    the  questions  were  neither  on  the  record  nor  in  the 

l«ttBed  judge  to  leave  to  the  jury  the  two  fol-  notice  of  objections,  and  the  learned  judge  refused 

loving  qoestioos.    1.  Whether  the  mode  adopted  to  leaye  these  questions  to  the  jury. 

^  the  defendants  of  saturating  the  cloth  with  The  defendants  had  leave  reserved  to  enter  a 

^Mved  India  rubber  was  not  known  to  Mr.  nonsuit,  on  the  ground  that  it  appeared  from  the 

Haacod,  and  practised  by  him  before  the  date  of  specificaHon  that  the  alleged  invention  was  not 

the  DlaiDtirs  patent  ?    2.  Whether  or  not,  if  the  the  subject-matter  of  letters  patent,  if  that  ground 

t<«th  were  fixed  in  the  fillet  and  then  cemented  of  objection  was  open  to  the  defendants  on  the 

^  the  cylinder,  without  any  linen  at  the  back,  it  record. 

4h 
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to  enter  a  verdict  for  the  defendants  (f),  or  to  arrest  the  jo^- 
menty  or  for  a  new  trials  on  the  grounds  of  misdkection  aad 
verdict  against  evidence. 

The  judgment  was  sought  to  be  arrested  on  the  ground  that 
the  invention  was  not  the  subject-matter  of  letters  patent, 
being  the  application  of  a  known  substance  to  a  purpose  and  in 
a  manner  well  known^  and  it  was  contended  on  the  part  of  the 
defendants,  that  this  objection  was  open  to  the  defendants  both 
under  the  third  and  fourth  pleas  {g).  On  the  part  of  the  plain- 
tiff it  was  contended  that  this  objection  was  not  open  to  the 
defendants ;  that  the  specification  having  been  set  out  in  the 
fourth  plea  as  inducement  to  an  allegation  upon  which  an  issae 
of  fact  had  been  taken  and  disposed  of  by  the  jury  in  favour  of 
the  plaintiff,  the  plea  was  altogether  disposed  of,  and  the  de- 
fendants could  not  resort  to  the  introductory  matter  for  the 
purpose  of  raising  an  objection,  which  if  intended  to  be 
raised  should  have  been  pleaded  in  a  proper  manner  (A).  That 
to  admit  of  recourse  being  had  to  matter  so  stated  as  induce- 
ment, would  be  a  violation  of  the  rule  of  pleading,  that  matter 
not  traversed  in  one  plea  was  only  admitted  for  the  purposes  of 
that  plea. 

The  alleged  misdirection  was  the  refusal  of  the  learned  judge 
to  leave  certain  specific  questions  to  the  jury,  in  addition  to  the 
issues  on  the  record  (i). 
Judgmnu.  TiNDAL,  C.J.:  I  shall  Say  but  little  in  this  case,  because 

it  is,  in  effect,  an  appeal  from  the  direction  I  gave  to  the  jury 
on  the  trial  of  the  cause,  and  I  would  much  rather  hear  the 
opinions  of  my  brethren  upon  that,  than  rely  much  upon  my 
individual  judgment.  I  am  bound,  however,  to  state  gene- 
rally what  the  opinion  I  have  formed  is  as  to  the  effect  of  the 
verdict. 

I  take  the  motion  to  proceed,  first,  upon  the  ground  that  the 


(/)  The  leave  reserved  at  the  trial  was  to  be  the  subject-matter  of  letters  patent,  bat  denied 

enter  a  nonsuit,  on  the  ground  of  the  invention  its  novelty ;  and  to  assert  simply,  that  the  article 

disclosed  not  being  the  sabject-matter  of  letters  had  been  used  before — also,  that  the  assertion,  thst 

patent,  if  that  objection  was  open  to  the  defend-  the  invention  was  not  the  subject-matter  of  letteis 

anu  on  the  pleadings.  AnU  697,  n.  e.  patent,  meant,  that  if  ever  so  new  or  nsefnl,  it  wis 

(^)  The  court  being  of  opinion  that  this  ob-  for  some  other  reason,  as  being  too  simple,  or  too 
jection  was  not  open  to  the  defendants,  no  express  abstract,  or  from  its  peculiar  character  and  aa* 
decision  took  place  on  the  question,  whether  tnre,  not  the  class  or  kind  of  thing  intended  to  be 
the  invention  was  the  subject-matter  of  letters  protected  by  the  statute  of  James. 
patent ;  but  it  is  evident  from  the  judgment  of  the  {h.)  The  defendants,  in  addition  to  the  third 
court  and  from  the  course  of  the  argument,  that  plea  i9!nUi),  wished  to  plead,  **  That  the  slid  ii- 
no  doubt  was  entertained  on  this  point*  (See  re-  vention  was  not  at  the  time  of  making  the  aid 
marks  of  CrcsfiM//,  J.,  pott  620.)  It  is  clear  that  letters  patent  or  petition  a  new  manufacture  with- 
caoutchouc,  cards,  and  the  various  processes  and  in  the  realm  of  England,  according  to  the  fona 
modes  described,  were  well  known,  but  they  had  of  the  statate.*^  A  judge  at  chaml^rs  refused  to 
not  been  combined,  applied,  and  adapted  for  the  allow  this  plea  together  with  the  third,  and  the 
manufacture  of  a  card  m  which  elasticity  was  the  defendants  elected  to  rely  on  the  latter.  The  ad- 
essential  characteristic.  ditional  plea  in  the  subsequent  case  of  Waltm  r. 

In  the  course  of  the  argument  the  court  inti-  Batemariy  post  613,  differed  from  the  plea  sought 

mated— that  the  third  plea  must  be  taken  to  admit  to  be  pleaded  in  this  < 


that  the  invention  was  a  manufacture,  and  might  (i)  See  the  questions,  ante  597,  n.  s. 
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verdict  of  the  jury  upon  the  several  pleas  that  were  put  upon  A.D.  184 1 
the  record  is  against  the  evidence;  secondly,  that  in  the  course 
and  progress  of  the  trial  there  was  a  misdirection  on  my  part  to 
the  jury;  and,  thirdly,  that  on  the  face  of  the  record  itself  there 
is  that  which  shows  the  invention  is  not  the  subject-matter  of  a 
patent  within  the  statute  of  James. 

With  respect  to  the  first  ground,  the  cause  was  debated  at 
very  considerable  length  and  with  great  ability  by  the  counsel 
on  both  sides,  and  I  think  there  was  scarcely  a  point  that  arose 
upon  the  evidence  which  was  not  submitted  in  its  turn  to  the 
jary,  according  to  the  particular  view  which  the  respective 
counsel  entertained  of  it.  It  was  a  case  in  which  there  was  a 
considerable  body  of  evidence  on  both  sides,  and  the  jury  were 
to  form  upon  the  issues  that  were  before  them  a  just  conclusion 
according  to  the  preponderance  of  the  evidence^  and  I  must  say, 
i  see  no  reason  whatever  to  be  dissatisfied  with  the  conclusion 
at  which  they  arrived.  They  were  first  to  say,  upon  the  plea  of 
not  guilty,  whether  the  mode  which  had  been  used  by  the  de- 
fendants was  virtually  and  substantially  the  same  as  that 
described  in  the  plaintiff's  specification — a  mere  matter  of  fact 
upon  which  they  had  the  evidence  of  the  plaintiff's  and  the 
defendants'  viritnesses,  and  they  arrived  at  the  conclusion,  that 
the  defendants  had  borrowed  their  mode  from  that  described  in 
the  plaintiff's  specification. 

llien,  upon  the  two  next  pleas,  the  question  that  was  speci- 
fically raised  for  their  determination  was — ^whether  this  was  a 
new  invention,  or  whether  it  was  known  before  the  time  when 
the  plaintiff  obtained  his  patent,  and  they  determined,  as  far  as 
the  public  use  was  concerned,  that  it  was  new,  and  not  known 
in  England  before  the  date  of  that  patent;  and  I  see  no  reason 
for  saying,  that  after  they  have  exercised  their  judgment  upon 
it,  and  had  the  patent  of  Hancock  fully  explained  to  them,  and 
arrived  at  that  conclusion,  we  should  set  it  aside,  and  send  the 
case  to  a  new  trial.    Then  there  was  only  one  other  issue  which 
is  material,  which  was — whether  sheet  cards  and  top  cards  were 
useful  or  not,  according  to  the  mode  of  adaptation  described  in 
the  specification ;  and  upon  that  they  also  found  their  verdict 
for  the  plaintiff — the  evidence  upon  that  point  being  of  the 
actual  user  of  sheet  cards  and  top  cards  and  the  trial  of  experi- 
ments, though^  perhaps,  since  the  action  was  brought,  yet  still 
bearing  upon  the  question — the  same  subject-matter  which 
produced  the  same  results.     There  being,  therefore,  on  the  part 
of  the  plaintiff,  positive  evidence  that  it  would  answer  for  the 
purpose  of  sheet  cards  and  top  cards,  and  on  the  part  of  the 
defendants  nothing  but  judgment  and  belief  that  it  would  not, 
why  are  we  to  set  the  verdict  aside  ?    Therefore,  as  far  as  that 
ground  comes  into  consideration,  I  think  the  cause  ought  not 


600  WALTON^a    PATENT. 

Judgmmu        to  be  seiit  back  to  another  jury  for  the  purpose  of  a  second 
triaL 

Then,  was  there  any  misdirection  ?  I  take  the  groimds  <rf 
misdirection^  which  have  been  pointed  oat  in  the  course  of  the 
argument,  to  be  these :  first,  that  two  certain  questions,  which 
at  the  dose  of  my  summing  up  to  the  jury  the  learned  counsd 
for  the  defendants  wished  me  to  ask  the  spedfic  opinion  of  the 
jury  upon,  I  declined  putting  to  them ;  and  secondly,  that  I 
ought  to  have  told  the  jury  that,  looking  at  the  whole  of  the 
patent  and  the  specification,  this  was  not  the  subject-matt^  of 
a  patent  within  the  statute  of  James.  With  respect  to  the  fint 
point  it  appears,  I  think,  almost  to  be  admitted  in  aigument, 
that  there  was  no  necessity  that  I  should  put  to  the  jury  any 
specific  questions  which  suggested  themselves  to  the  minds  of 
the  counseL  If  they  were  points  which  I  had  overlooked  in 
the  course  of  my  summing  up,  it  would  be  very  well  to  remmd 
me  of  them,  and  to  request  that  they  should  be  put  more 
pointedly  than  they  had  been  in  the  course  of  such  statement 
of  the  evidence  to  the  jury ;  but  it  is  a  very  inconvenient  thing 
indeed,  if  after  the  cause  has  been  left  to  the  jury  upon  the 
specific  issues  raised  upon  the  record,  certain  insulated  ques- 
tions should  obtain  spedfic  answers,  and  come  back  to  the 
court  out  of  which  the  record  proceeded.  It  may  sometimes 
be  very  useful  and  necessary.  In  many  cases  where  the  jury 
may  come  to  a  dedsion  upon  a  point  upon  two  diffeacent 
groimds  distinct  firom  each  other,  and  it  does  not  appear  what 
If  the  partu|8  was  passing  in  their  minds,  or  whether  they  found  their  verdict 
ma/^*  Mkid'^  ^^  ^^^  ground  or  the  other,  with  the  consent  of  the  parties,  but 
the  grounds  of  not  without,  if  the  jury  choose  to  give  an  answer  to  the  qaes* 
ii^tberwbie^^^  tion,  it  may  be  useful  to  ask,  whether  they  are  satisfied  that 
such  a  point  was  proved  in  the  affirmative,  or  to  answer 
some  question  according  to  the  circumstances  of  the  case  upon 
which  the  verdict  may  turn;  but  that  is  to  be  exercised,  I 
think,  very  sparingly,  because  otherwise  the  counsel  for  the 
defendant  may  put  his  two  questions,  and  the  coimsd  for  the 
plaintiff  may  put  two  more,  and  the  consequence  would  be,  not 
that  a  spedal  verdict  would  be  found  by  the  jury,  where  all  the 
facts  would  be  before  the  court,  the  law  being  to  be  determined 
by  it,  but  certain  insulated  facts,  not  embodying  the  whole, 
would  be  found  by  the  jury,  which  might  produce  more  intri- 
cacy and  confusion  rather  than  be  a  real  and  effectual  help  in 
ascertaining  the  points  that  were  joined  in  issue  between  the 
parties.  Therefore,  I  cannot  think,  as  at  present  advised,  that 
I  did  improperly,  or  indeed  unwisely,  in  declining  at  that  period 
of  the  trial  to  leave  tliese  questions  to  the  jury. 

I  come  now  to  the  second  ground  upon  which  it  is  contended 
that  there  was  a  misdirection.    I  am  not  prepared  to  deny— on 
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the  contrary,  am  ready  to  admit — that  if  there  were  an  issue  A.D.  1841. 
raised  upon  the  record,  which  involved  the  validity  of  the 
patent,  I  was  bound  to  give  my  opinion,  one  way  or  the  other, 
to  the  jury,  that  it  was  a  void  or  a  valid  patent ;  but  looking  at 
these  issues  I  do  not  see  any  one  which  raises  the  question-— 
whether  this  was,  in  the  sense  in  which  it  has  been  argued  be- 
fore us,  a  manufacture  within  the  meaning  of  the  statute  of 
James,  that  is,  in  effect,  whether  the  invention  is   one  for 
which,  in  point  of  law,  a  patent  can  be  granted — as  for  instance, 
whether  it  is  a  mere  abstract  principle  not  embodied  at  all,  or  The  plea  that 
iM)t  involving  any  combination  or  process  to  carry  it  into  effect,  ^^®  »nvention  » 
or  any  other  objection  of  that  nature.    The  one  that  comes  nufacture 
nearest  to  it  is  the  third  issue,  which  is,  merely  whether  it  is  a  i\nj''°dmi^°he 
new  manufacture  known  in  England  in  the  exerdse  and  practice  inventioD  to  be 
thereof  at  the  time  the  patent  was  granted ;  but  that  directs  fure?and  puta 
the  mind  of  any  person  who  looks  at  it  to  a  very  different  in-  in  issue  the 
quiry  from  that  involving  the  question — whether  the  invention  °*^*  ^^* 
is,  within  the  meaning  of  the  statute  of  James,  a  manu&cture 
for  which  a  patent  may  be  granted — taking  it  for  granted  that 
it  is  a  manufacture,  and  only  raising  the  question  whether, 
being  a  manufacture,  it  was  in  public  use  and  exercise  at  the 
time  the  patent  was  granted  or  not — and  therefore,  to  leave  that 
inquiry,  and  suddenly  to  decide  upon  the  other  in  the  course  and 
progress  of  the  trial,  woidd  be  to  mislead  the  party  who  had 
come  into  court  to  contest  the  question  before  the  jury.  I  think 
there  is  another  objection  also  which  would  equally  stop  me 
from  declaring  that  opinion,  namely,  that  when  we  look  at  the 
notice  of  objections  delivered  under  the  authority  of  the  act  of 
parliament,  and  out  of  which  the  court  cannot  go,  I  do  not  see 
one  which  is  pointed  to  that  specific  ground  of  invalidity ;  but, 
in  &ct,  it  is  no  more  than  carrying  our  minds  to  that  third  plea, 
whether  it  was  a  new  manufacture  within  the  kingdom  of  Eng- 
land when  the  patent  was  granted ;  and  therefore  I  think,  upon 
both  these  points,  as  a  matter  of  evidence  or  as  a  matter  of 
direction  to  the  jury,  I  should  not  have  been  warranted  in 
raising  or  putting  that  objection  to  them. 

Then,  the  last  ground  is — ^is  this  upon  the  record  so  that 
error  may  be  assigned,  and  that  the  court  may  be  called  upon 
to  arrest  the  judgment;  for  unless  the  court  can  be  called  upon 
to  arrest  the  judgment,  we  have  nothing  to  do  but  to  let  it  pass 
in  its  ordinary  course.  I  think,  looking  at  the  terms  of  the 
fourth  jdea,  the  question  does  not  come  properly  before  us. 
There  is  an  allegation  in  that  plea,  that  the  specification  which 
▼as  enrolled  was  so  and  so,  stating  it  in  fuec  verba.  That  is  only 
lued  as  matter  of  inducement  upon  which  afterwards  to  state  a 
n^  allegation,  that  top  cards  and  sheet  cards  within  the  mean- 
ing of  that  spedfication  are  useless.  That  is  the  question  which  Matter  stated  ia 
i>  rused  upon  the  record,  and  after  that  has  been  raised,  and  aa^ement'to  a 


602  Walton's  patent. 

specific  allega.  the  jury  have  found  that  issue  in  favour  of  the  plaintiff,  it  does 

an  uaue  intact   ^^^  appear  to  me  that  the  defendants  can  afterwards  turn  round 

it  uken,  is  not  and  make  that  which  was  only  inducement  and  not  issue,  a 

other  purposes   substantiye  ground  of  allegation  upon  the  record  of  the  m- 

tban  the  issue,   validity  of  the  patent  itself.      Such   appears  to  my  mind  at 

present  to  be  the  proper  reasoning  upon  it,  but  there  it  is  upon 

the  record  if   the  parties  upon  further  consideration  should 

think  me  wrong.     Therefore^  upon  the  whole,  I  think  the 

judgment  must  be  given  for  the  plaintiff. 

CoLTMAN,  J. :  It  appears  to  me  that  in  this  case  there  b 
no  sufficient  ground  for  a  new  triaL  As  to  the  first  issue  which 
went  to  the  jury,  whether  the  defendants  were  guilty  or  not  of 
an  infiringement,  the  main  pressure  of  the  argument  upon  that 
point,  as  I  understand  it,  has  been  this — ^that  the  jury  were 
misled,  and  induced  to  consider  that  the  question  for  fheir 
determination  was,  whether  the  manufactured  article  of  Messrs. 
Potter  and  Horsfall  was  an  imitation  of  the  manufactured 
article  of  Mr.  Walton,  rather  tlian  whether  it  was  an  infiringe- 
ment  of  his  patent;  and  that  was  founded  chiefly  upon  this, 
that  it  was  treated,  as  it  is  alleged,  in  the  course  of  the  aigu- 
ment  on  one  side,  and  the  other,  as  if  the  use  of  the  non-eksdc 
linen  at  the  back  of  the  card  was  an  essential  part  of  the  patent; 
and  it  is  said  that  it  was  not  so — that  the  patent  was  merely  for 
the  simple  application  of  caoutchouc  as  the  fillet,  and  that  the 
cotton  and  linen  at  the  back  of  it  is  no  part  whatsoever  of  the 
patent,  or  of  that  which  is  claimed  as  the  patent,  but  otdy  a 
part  of  the  manufactured  article  which  is  produced ;  but,  I 
confess,  I  do  not  accede  to  that  view  of  the  patent,  because 
the  terms  of  the  specification  being,  ^^  I  confine  my  claim  of 
invention  to  the  application  and  adaptation  of  caoutchouc  as 
the  fillet  in  which  the  dents  or  teeth  are  to  be  set  together,  as 
above  described'' — ^that  does  appear  to  me  to  be,  not  simply  a 
claim  to  the  use  of  caoutchouc,  but  to  the  adaptation  of  it  to 
the  reception  of  the  dents  or  teeth  by  putting  at  the  back  of  it 
a  linen  cloth,  which  in  the  original  manufacture  is  proved  to  be 
an  essential  part  of  the  invention;  for  although  the  cloth  maybe 
removed  afterwards,  yet  it  is  by  means  of  having  some  stiff  and 
permanent  substance  of  that  nature  that  the  dents  are  to  be 
inserted  into  the  caoutchouc,  the  caoutchouc  of  itself  being  a 
matter  so  elastic.  Therefore,  there  is  something  more  than  the 
simple  application  of  caoutchouc  to  the  manufacture  of  a  card 
and  the  inserting  of  the  dents  in  the  fillet.  So  that  it  appears 
to  me,  there  is  nothing  in  the  application  of  the  argumeDt 
arising  from  the  use  of  the  linen  at  tiie  back  of  the  fillet  which 
should  lead  me  to  say,  that  the  jury  have  been  misled  or  in- 
duced to  take  a  wrong  view  of  this  matter  when  they  found  their 
verdict  that  the  defendants  were  guilty  of  an  infringement 
As  to  the  second  plea,  that  the  plaintiff  was  not  the  first 
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uirentor,  certainly  it  seems  the  evidence  is  quite  satisfactory,  A.D.  1841.  , 
that  if  it  was  a  new  invention  he  was  the  inventor  of  it.  As  to 
the  third  plea,  or  the  circumstance  whether  the  invention  was 
new  or  not,  it  is  said  it  was  not  new  in  respect  of  its  similarity 
to  Hancock's  patent;  but  I  think  the  answer  which  has  been 
given  by  the  court  on  that  subject  is  quite  satisfactory,  and  that 
any  other  verdict  by  the  jury  upon  that  point  would  have  been 
wrong,  because  in  Hancock's  patent,  although  undoubtedly 
caoutchouc  is  used,  yet  it  was  chemically  combined  in  a  way 
which  entirely  destroyed  its  properties  as  caoutchouc,  and  made 
it  a  perfectiy  different  substance — as  different  as  water  from 
the  gases  of  which  it  is  compounded;  and  there  is  this  pecu- 
liarity in  that  patent,  that  according  to  no  chemical  process 
that  is  known  could  the  caoutchouc,  after  being  reduced  to  the 
state  to  which  Hancock  reduced  it,  be  afterwards  brought  again 
into  the  state  of  caoutchouc;  it  had  permanently  ceased  to  be 
that  which  has  the  chemical  qualities  or  the  natural  properties 
of  caoutchouc.  With  regard  also  to  the  other  question,  that 
the  patent  does  not  apply  to  top  cards  and  sheet  cards,  it 
appears  to  me  that  the  jury  had  good  grounds  for  the  verdict 
that  they  have  found  upon  that  point.  It  is  said  also  in  the 
last  plea,  the  description  in  the  patent  is  not  sufficient.  Upon 
that  very  littie  stress  has  been  laid  in  the  argument,  and  I  think, 
upon  the  whole,  there  is  no  ground  for  saying  that  there  is  any 
difficulty  in  the  understanding  of  this  patent  by  a  person  of 
competent  skiU.  Of  course  it  cannot  be  expected  that  I  should 
understand  the  parts  of  it  in  the  way  in  which  a  person  used  to 
the  work  can,  but  at  the  same  time  I  do  not  know  that 
eren  an  ordinary  person  like  myself,  quite  unacquainted  with 
manufactures,  would  find  any  difficulty  in  understanding  any 
part  of  this  patent.  It  seems  to  me  to  be  explained  with  suf- 
ficient distinctness. 

Then  it  is  said  there  was  a  misdirection.  Now,  upon  that, 
the  first  point  is,  the  not  putting  those  two  questions  to  the 
jnry.  It  appears  to  me  those  questions  were  the  natural  foun- 
dation of  arguments  in  the  course  of  the  cause,  but  they  were 
not  the  issues  to  which  the  attention  of  the  jury  was  to  be 
directed ;  and  they  rather  seem  to  have  been  suggested  for  the 
purpose  of  betraying  the  jury  into  a  sort  of  inconsistency  in  the 
Terdict  they  should  find,  than  questions  really  calculated  to  ad- 
vance the  fair  trial  of  the  cause,  because,  by  a  very  dexterous 
mode  of  putting  a  question,  there  may  be  an  apparent  incon- 
sistency in  the  finding  upon  it,  and  the  ultimate  result  the  jury 
may  come  to,  when  substantially  they  have  understood,  with  all 
that  reasonable  degree  of  certainty  with  which  juries  can  ever 
l>e  supposed  to  understand  questions  of  this  nature,  the  whole 
Ijearing  of  the  question  before  them. 

Now,  to  come  to  the  last  point  in  the  case — the  question  of 
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Judgment.  what  is^  or  what  is  not,  on  the  record.  Upon  that  subject,  I  do 
not  at  all  feel  confident  that  this  question  is  not  upon  the 
record,  because  it  appears  to  me  that  in  substance  the  de- 
fendants in  this  case  have  pleaded  a  plea,  which  if  good  is  an 
answer  to  the  action,  and  have  added  to  it  some  immaterial 
allegation,  assuming  that  the  specification  is  bad  (ib),  because 
they  set  out  the  specification.  I  am  rather  disposed  to  think 
that  it  does  appear  upon  the  record ;  that  this  plea,  if  the  sped- 
fication  is  bad,  would  raise  that  question.  Then,  though  they 
have  gone  to  trial  upon  an  immaterial  issue,  I  do  not  feel  con- 
fident, if  the  plea  were  good,  that  the  right  course  would  be  to 
give  judgment  against  the  defendants  upon  that  point.  Bat 
it  appears  to  me  that  in  this  case  the  plea  is  not  good,  because 
I  think  the  patent  is  a  valid  patent.  It  is  true  that  the  inven- 
tion is  very  simple  in  its  nature;  but  upon  the  best  consideration 
I  can  give  to  this  subject,  I  think,  though  it  is  a  very  simpk 
adaptation  of  caoutchouc  as  a  fillet,  still  it  is  an  adaptation  of 
The  idaptation  caoutchouc  as  a  fillet,  in  a  manner  not  practised  before ;  a  snb- 
ofasubflunce    stance,  indeed,  well  known  before,  but  whose  properties  and 

of  kDownpro-  ...        *         ,  *  i     .  i  <■  ^  .  .1 

pertie*  to  a  par-  qualities  for  the  purpose  of  bemg  adapted  to  this  particoiar 
th  "•ub^"*^'  P'^P^*®  ^^  never  been  known  or  used  before ;  and,  therefore, 
letters  patent,  it  was  properly  the  subject  of  a  patent ;  and  if  it  were  properly 
the  subject  of  a  patent,  then  it  becomes  quite  immaterial  to  see 
whether,  if  a  different  conclusion  were  come  to  upon  the  subject 
of  this  specification,  the  question  does  or  does  not  arise  upon 
this  record. 

Erskinb,  J. :  I  am  also  of  opinion  that  this  rule  should  be 
discharged.  It  has  been  applied  for  on  several  grounds.  First 
of  all,  an  application  has  been  made  to  enter  a  verdict  for  the 
defendants ;  secondly,  to  have  a  new  trial ;  or  thirdly,  to  have 
the  judgment  arrested,  on  the  ground  that  the  subject-matter  of 
the  invention  claimed  by  the  plaintifi*  in  his  spedfication  is  not 
a  legal  subject  of  a  patent.  As  to  whether  a  verdict  should  be 
entered  for  the  defendants,  or  whether  a  new  trial  should  be 
granted,  both  turn  upon  the  same  question,  namely,  whether 
there  is  any  issue  upon  this  record  to  raise  this  question  before 
the  jury?  Because,  if  there  is  no  issue  upon  the  record  to 
raise  tbis  question  before  the  jury,  it  could  not  be  a  misdirec- 
tion of  my  lord,  who  tried  this  cause,  omitting  to  state  to  the 
jury  whether  this  was,  according  to  the  specification,  a  fit  sub- 
ject of  a  patent  or  not ;  and,  of  course,  there  can  be  no  verdict 


(fc)  The  learned  judge,  it  it  conceived,  must  be  the  invention,  and  in  what  manner  the  same  is 

understood  to  speak  of  the  specification  being  to  be  performed ;  but  the  invention  to  disclosed 

bad,  by  reason  ot  its  not  disclosing  a  sufficient  in-  and  described  may  not  be  the  subject-matter  of 

vention  as  the  subject-matter  of  letters  patent.  letters  patent;  it  may  be,   at  ezpretsed  by  the 


It 


The  specification  may  be  good,  as  a  sufficient  Lord  Chief  Justice,  an  abttract  principle,  or  it 
compliance  with  the  proviso,  inasmuch  as  it  par-  may  be  an  invention  not  within  the  sc<^  of  the 
ticularly  describes  and  atcertaint  the  nature  of      patent  lawt. 
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entered  for  the  defendants  if  there  were  no  issue  upon  the  record  a.d.  1841. 
to  raise  that  question.     NoW^  it  appears  to  me  there  is  no  issue 
upon  the  record  to  raise  the  question  before  the  jury,  whether 
this  was  a  fit  subject  for  a  patent;  because  the  only  plea  upon 
which  it  is  attempted  to  be  raised  is  the  third  plea,  and  that 
plea  does  not  assert,  as  the  defendants  might  have  asserted,  that  The  plea  deny.- 
this  invention  was  not  a  new  manufacture  within  the  statute  of  J,°^^j5^^j°°J®^'J^ 
James,  upon  which  the  plaintiff  might,  by  demurring,  have  admits  that  it  is 
raised  the  question  of  law ;  or  might,  by  plea,  have  put  the  de-  *  ™""f*cture. 
fendants  to  demur :  but  it  is  an  averment,  that  this  invention 
was  not  new  as  far  as  regards  the  public  use ;  admitting  there- 
fore, in  substance,  that  it  was  such  a  manufacture  as  might 
have  formed  the  subject  of  a  patent,  yet  that  it  was  an  old 
manufacture  known  before^  and  therefore  that  the  plaintiff,  in 
point  of  fact,  would  fail  by  the  proof  that  it  was  not  a  new  in- 
vention, and  that  he  was  not  the  inventor  of  it* 

Then  as  to  the  question — ^whether  the  judgment  should  not 
be  arrested  on  the  same  ground,  that  depends,  first,  upon  the 
constmction  and  effect  of  the  fourth  plea,  and  next  upon  the 
legal  effect  of  the  specification  set  out  upon  that  plea,  if  the 
plea  is  sufficient  to  raise  that  question  of  law ;  but  I  agree  with 
my  Lord  Chief  Justice,  that  the  fourth  plea  is  not  sufficient  to 
raise  that  question  of  law ;  therefore,  upon  the  point  of  law,  I 
shall  forbear  giving  my  opinion.  Now  the  fourth  plea  sets  out 
the  specification,  and  then  avers  that  sheet  cards  and  top  cards 
were  useless  according  to  the  specification ;  that  this  invention 
is  useless  as  regards  sheet  cards  and  top  cards.  To  this  the 
plaintiff  might  have  replied,  either  denying  that  this  was  the 
spedfication  that  he  had  enrolled,  and  setting  out  some  other 
specification  which  he  had  enrolled,  in  which  the  matter  alleged 
here  as  a  legal  defect  might  have  been  cured,  or  he  might  have 
taken  issue  upon  the  facts  alleged  as  to  the  utility  of  the  patent 
with  respect  to  sheet  cards  and  top  cards.  He  chooses  the 
latter  course,  and  for  the  purpose  of  trying  that  question  he  ad- 
mits that  this  is  the  specification  to  which  he  alludes  in  his 
declaration,  and  therefore,  as  far  as  this  question  is  concerned, 
he  is  willing  to  abide  by  this  specification:  but  it  does  not 
appear  to  me  that  he  admits  it  for  any  other  purpose,  and  there- 
fore we  are  not  at  liberty  to  look  to  that  specification,  as  set 
out  in  this  plea,  for  the  purpose  of  deciding  whether  this  is,  in 
point  of  law,  a  good  patent  or  not. 

Then  if,  as,  according  to  my  opinion,  the  defendants  rightiy 
failed  upon  the  ground,  that  this  is  not  the  subject  of  a  patent, 
the  other  questions  arise,  and  then  the  defendants  say — ^they 
are  entitied  at  all  events  to  a  new  trial ;  first,  because  the  ver- 
<lict  is  a  verdict  against  evidence;  and  next, because,  even  if  the 
^dcnce  might  warrant  the  verdict,  the  jury  were  misdirected 
hy  the  judge,  and  they  have  not  had  an  opportunity  of  con-  ^  I 

4  I 


1 


606  Walton's  patbnt. 

Judgment,        sidering  that  evidence  in  its  proper  light.    Now^  as  to  its  bang 
a  verdict  against  evidence^  it  is  said^  that  it  is  so  upon  the 
ground  of  the  second  and  third  pleas ;  the  second  being,  that 
the  plaintiff  was  not  the  inventor,  and  the  third  plea  bemg,that 
it  was  not  new  in  regard  to  its  public  use ;  and  then  it  is  said^ 
that  this  process,  by  which  the  plaintiff  made  his  cards  for 
carding  wool,  was  well  known  to  the  public  before:  that,  first  of 
all,  Mr.  Hancock  had  used  it ;  and  next,  that  he  had  actually 
taken  out  a  patent  for  it,  and  had  named  it  in  his  specification; 
but  that  at  all  events  it  was  known  to  Mr.  Hancock  and  known 
to  the  public,  partly  by  Mr.  Hancock  using  it,  and  partly  by  his 
having  described  it  in  his  specification.    The  first  question, 
therefore,  in  considering  whether  this  was  a  verdict  against  evi- 
dence, will  be  to   see — whether  what  Mr.  Hancock  used  and 
described  is,  in  substance,  the  same  as  that  described  by  the 
plaintiff  in  his  specification ;  and  it  appears  to  me  that,  looking 
at  the  principle  upon  which  the  plaintiff  claims  this  invention, 
and  looking  upon  the  principle  upon  which  Mr.  Hancock  chdnu 
The  invcDtion    his,  they  are  essentially  different.     The  plaintiff  claims  his  pro- 
consifito^Ui  ren    ^®®®  ^"  respect  to  the  elasticity  of  the  India  rubber,  which  is 
deriDg  available  the  material  he  professes  to  use  for  the  purpose  of  making  these 
caoutchoacV/  ^^^^9  *"^  ^^  applying  the  elasticity  of  this  substance  in  a  par- 
the  purpose  of   ticular  manner,  namely,  in  having  the  India  rubber,  the  elastic 
0  cardf.  substaucc,  ucxt  to  the  teeth  of  the  card.     In  the  course  of  his 

description  of  how  he  uses  that  India  rubber,  he  specifies  the 
employment  of  a  piece  of  hoUand  or  other  linen  for  two  pur- 
poses ;  first,  for  the  purpose  of  enabling  the  card  maker  to  pat 
in  the  teeth  at  equal  distances,  and  next  for  the  purpose  of 
fixing  the  card  to  the  machine,  if  it  be  not  cemented  to  the  ma- 
chine ;  but  still  his  principle  is  the  placing  India  rubber,  as  a 
very  elastic  substance,  next  to  the  teeth  of  the  card,  so  that  in 
its  operation  you  shall  have,  not  only  the  elasticity  of  the  wire 
of  which  the  teeth  are  made,  but  also  the  elasticity  of  the  sub- 
stance upon  which  the  teeth  in  the  first  instance  rest,  using  as 
the  mode  by  which  the  elasticity  is  to  be  in  some  degree 
checked  and  controlled,  and  made  useful,  either  the  cloth  at  the 
back,  or  the  frame  of  the  machine  at  the  back,  if  the  India 
rubber  be  cemented  to  the  machine.  Well,  then,  what  is  Mr. 
Hancock's  patent  ?  He  does  not  profess  to  have  invented  some 
substance  which  for  its  elasticity  shall  supersede  the  use  of 
leather  in  the  manufacture  of  cards,  but  he  professes  to  have 
discovered  a  composition,  applied  to  cloth,  by  which  that  new 
manufacture  may  be  substituted  for  leather  for  various,  and 
indeed  for  all,  purposes.  Now  the  plaintiff's  invention  claims 
for  its  merit,  that  this  is  a  substance  more  elastic  than  leather- 
not  that  it  resembles  leather,  but  it  differs  from  leather  by  being 
more  elastic  and  by  being  more  equable  in  its  thickness,  and  in 
all  its  qualities.     So  that  Hancock's  plan,  being  merely  a  substi- 
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tute  for  leather — in  which  the  elasticity  of  leather  forms  uoA.D.  i84i. 
ingredient  according  to  his  description^  but,  on  the  contrary,  he 
uses  materials  by  which  his  fabric  would  be  less  elastic  than 
leather  itself^  for  his  plan  is  by  inserting  his  composition 
between  two  layers  of  cloth,  by  which  the  elastic  matter, 
even  if  it  were  elastic,  would  be  confined  between  the  two 
non-elastic  substances — would  be  totally  different  in  principle 
from  that  upon  which  the  plaintiff  rests  his  claim.  There  are, 
therefore,  two  objections  to  the  identifying  of  Hancock's  plan 
with  the  plaintiff's  plan — ^first,  that  the  composition  which  he 
makes  use  of  is  not  India  rubber,  but  India  rubber  mixed  up 
with  other  substances,  which  destroy  its  elasticity;  and  next,  that 
that  composition  when  thus  made  is  inserted  between  two  non- 
elastic  substances,  insi|;ead  of  being  next  to  the  teeth  of  the  card, 
which  appears  to  me  to  be  the  main  principle  of  Mr.  Walton's 
improvement ;  and  that  is  the  ground  upon  which,  as  I  under- 
stand it,  Mr.  Cowper's  evidence  was  given,  to  show  how  that 
elastic  principle  woidd  be  of  use  in  making  cards  according  to 
Mr.  Walton's  process,  when  it  would  not  be  useful  according  to 
the  process  adopted  by  Mr.  Hancock,  even  if  the  substance  he 
had  made  use  of  had  been  India  rubber  in  its  original  form. 

Then,  if  this  is  not  Mr.  Hancock's  plan,  there  is  no  evidence 
of  any  other  plan  by  which  Inclia  rubber  was  brought  into  jise, 
and  therefore  I  think,  that  so  far  from  being  a  verdict  against 
evidence,  the  jury  could  hardly  have  come  to  any  other  conclu- 
sion upon  the  proof  that  was  given,  that  this  was  new  as 
regarded  public  use,  because  there  was  no  evidence  to  show  it 
had  formerly  been  used  by  others. 

Then  comes  the  issue  n^sed  upon  the  fourth  plea,  viz.  that 
this  invention  was  inapplicable  to  sheet  cards  and  top  cards. 
There  was  evidence  on  both  sides ;  evidence,  however,  of  wit- 
nesses on  the  defendants'  part,  who  had  not  tried  the  experi- 
ment, but  confined  to  judgment  and  belief;  whilst  the  plaintiff's 
witnesses,  equally  entitled  to  credit,  at  least,  with  those  on  the 
part  of  the  defendants,  spoke  of  experiments  that  had  been 
tried  and  had  succeeded.  It  was  for  the  jury  to  come  to  a  con- 
dosion  which  of  them  were  giving  the  best  reasons  for  the 
opinion  they  had  formed,  and  I  have  heard  nothing  to  convince 
me  that  the  conclusion  they  have  arrived  at  is  wrong. 

Then  there  remains  the  first  plea,  by  which  it  is  denied  that  The  defeDdanis' 
the  defendants  had  infiringed  the  patent  of  the  plaintiff,  and  that  ^"jj  *of  ?he°^''" 
depends  upon  whether  the  plan  which  the  defendants  have  em-  plaintiff's,  both 
ployed,  is  in  substance  the  same  as  the  plaintiff's,  and  whether  euSicity  of '**^ 
all  the  differences  which  have  been  introduced  by  them  in  the  caoutcfiouo  ntxt 
manner  of  making  their  cards,  are  not  merely  differences  in 
<arcamstances  not  material,  and  whether  it  is  not  in  substance 
and  effect  a  mere  colourable  evasion  of  the  plaintiff's  patent. 
The  jury,  it  appears  to  me,  have  come  to  a  right  conclusion. 
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Judgment.  that  ibis  was  in  effect  and  substance  the  same  as  the  plan  of 
the  plaintiff.  The  plaintiff's  plan  is^  the  insertion  of  the  teeth 
through  India  rubber,  ^ving  to  the  teeth  the  additional  elas- 
ticity of  the  India  rubber^  beyond  what  the  wire  had  of  itselL 
The  defendant's  plan  is  for  the  same  purpose.  The  only  differ- 
ence is^  that  the  plaintiff  in  employing  the  India  rubber  takea 
a  slice  either  from  the  original  blocks  as  it  is  imported  into  this 
country^  or  from  the  improved  block  as  it  is  used  after  it  has  been 
compressed^  and  places  it  upon  a  piece  of  hoUahd^  for  the  pur* 
pose  of  keeping  the  teeth  more  firmly  in  their  places^  and  then 
afterwards  placing  it  on  the  engine^  by  nailing  that  hoUand  on 
the  engine,  or  taking  away  the  hoUand  and  cementing  the  India 
rubber  to  the  cylinder^  giving  an  elasticity  to  the  teeth  of  the 
card  by  the  India  rubber  which  is  next  to.  them.  The  defend- 
ants' plan  is  to  saturate  a  piece  of  doth  with  India  rubber  dis- 
solved^  and  then  to  lay  upon  the  surface  a  further  layer  of  India 
rubber  on  both  sides^  and  then  to  insert  the  teeth  through  the 
substance  of  the  cloth  and  the  India  rubber.  But  what  is  the 
principle  upon  which  this  becomes  useful  to  the  card,  and  the 
persons  who  employ  these  cards  in  the  carding  of  wool?  Why 
it  is,  that  there  is  upon  the  sur&ce  and  the  substance  of  the 
doth  the  elaatidty  of  the  India  rubber;  that  the  India  rubber 
is- there  in  its  natural  state,  haying  been  brought  back  into  that 
natural  state  by  the  evaporation  ot  the  material  in  which  it  had 
been  first  dissolved  for  the  purpose  of  first  laying  it  on.  The 
only  difference,  therefore,  is  in  the  mode  of  laying  on  the  India 
rubber  for  the  purpose  of  having  it  pierced  by  the  teeth.  That 
appears  to  me  not  to  be  a  difference  in  prindple,  or  a  matter 
which  so  varies  the  plan  of  the  defjpndants  from  the  phm  of  the 
plaintiff,  as  to  entitle  them  to  call  it  a  new  invention,  or  diffisr- 
ent  from  the  plaintiff's.  It  seems  to  me  a  mere  difference  in 
circumstanoes  not  material ;  and  therefore  it  ia  an  infringement 
of  the  plaintiff's  right,  and  the  verdict  of  the  jury  ought  to 
stand. 

But,  it  is  said,  the  jury  have  come  to  this  condusion  under  a 
misdirection  of  my  Lord  Chief  Justice,  in  not  having  put  to 
them  certain  questions  which  were  suggested  by  counsel  to 
him.  Now,  it  appears  to  me,  the  questions  that  were  suggested 
by  the  counsel  for  the  defendants  were,  in  substance,  put  to  the 
jury,  so  far  as  the  issues  raised  any  such  questions  for  their 
consideration ;  and  that  it  was  not  the  duty  of  the  judge  to  put 
them  in  the  form  which  was  suggested  by  the  defendants  after 
the  summing  up  he  had  already  nuule.  If  my  lord  had  taken 
these  questions,  and  put  them  to  the  jury  substantivdy  as  asked 
by  the  defendants,  then  the  plaintiff  would  have  asked  him  to 
put  further  questions^  according  to  his  mode  of  arguing  the 
case;  and  then  there  would  have  been  a  fresh  summing  u|^ 
quite  in  a  new  form,  and  the  jury  might  have  been  confused  by 
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these  supplementary  questions.  What  we  have  to  look  to  is,  A.D.1841. 
what  direction  my  lord  had  given  before  these  questions  were 
proposed,  and  it  seems  to  me,  he  had  put  to  the  jury  the  queth- 
tions  they  had  to  decide — ^had  brought  before  them  the  con* 
siderations  upon  which  those  questions  ought  to  be  dedded  by 
them;  and  it  waa  unnecessary  for  him,  therefore,  to  go  further 
and  put  the  questions  in  the  form  suggested.  Upon  all  these 
pomts,  therefore,  I  am  of  opinion  the  verdict  for  the  plaintiff 
was  right,  and  that  this  rule  ought  to  be  discharged. 

Mauls,  J. :  I  also  think  that  this  rule  ought  to  be  dis- 
charged. A  new  trial  is  asked  for,  on  the  ground  that  the 
Teidict  was  against  the  evidence.  That  will  depend  in  some 
meuore  upon  the  sense  in  which  the  issues  are  to  be  under- 
stood; and  what  has  been  thrown  out  in  the  course  of  the 
aigument,  by  my  Lord  Chief  Justice  and  my  learned  brothenf, 
points  out  what  the  view  of  the  court  is  as  to  the  sense  of  the 
pkas.  With  respect  to  the  third  plea — that  it  was  not  a  new 
inyention  as  to  the  public  use — ^the  meaning  of  that  is,  that  it 
was  not  a  new  invention,  but  an  old  one  $  that,  whatever  it  was, 
it  might  be  a  thing  which  was  the  subject  of  a  patent,  but  it  was 
a  thing  which  other  people  had  used  before. 

With  respect  to  the  issue  of  not  guilty,  in  order  to  determine  The  defeodaots 
whether  or  not  the  verdict  has  been  correctly  found  for  the  P5**'*?f*  ^y  ^^ 

,..__.  .      .  .  *  ,         .       ,      circuitous  mode 

plaintiff  on  that  issue,  it  is  necessary  to  consider  what  is  the  that  which  fails 

sobject  of  the  defendants'  patent ;  for  it  is  quite  clear  that  what  ^^^^^  *  laindfTs 

the  defendants  have  done  they  claim  to  do  under  their  patent,  patent. 

By  their  specification  the  defendants  claim  to  be  the  inventors 

of  a  new  material  for  forming  the  backs  of  cards ;  and  they  de- 

ttribe  the  mode  of  preparing  it  thus,  vis.  ^  by  repeatedly  passing 

a  woven  fabric  of  a  peculiar  construction  through,  and  satu- 

nting  it  with,  a  solution  of  caoutchouc  or  India  rubber,  and 

then  drying  it  in  order  to  evaporate  the  solvents,  and  leave  the 

Uiric  impregnated  and  coated  with  caoutchouc  or  India  rubber, 

uid  afterwards  submitting  it  to  pressure  ;*'  and  the  object  they 

describe  as  being  to  render  the  fabric  so  dealt  with  '^  extremely 

distic  in  the  direction  of  the  thickness  of  the  fabric,  so  as  to 

impart,  as  it  were,  elasticity  to  the  wire  teeth  when  set.'^    That 

is>  in  effect,  producing  by  a  circuitous  process  a  cloth  with  a 

l>;er  of  caoutchouc  or  India  rubber  on  each  side  of  it,  so  as  to 

P^  a  great  degree  of  dasticity  to  the  basis  of  the  dents  or 

t^  of  the  card.    The  plaintiff,  by  his  spedfication,  claims  the 

exdnsive  right  of  making  cards  with  caoutchouc  or  India  rub* 

^9  as  the  fiUet,  or  sheet,  or  medium  in  which  the  dents  or 

teedi  are  to  be  set — the  object  being,  like  that  of  the  defend- 

uits,  the  attunment  of  a  superior  degree  of  elasticity  and  di^« 

bihty;  and,  in  describing  his  mode  of  attaining  that  object,  he 

states  that  he  inserts  the  wire  dents  or  teeth  in  a  foundation  or 

uUet  of  caoutchouc  or  India  rubber — a  sUce  of  India  rubber  in  its 
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Judgm^,  natural  state — and  that,  with  a  view  to  preserve  the  regulaiity  of 
distance  and  uniformity  of  the  dents  or  teeth^  and  to  render  tbeii 
action  less  uncertain^  he  cements  to  the  back  of  the  caoutchcmc 
or  India  rubber  a  piece  of  brown  holland  or  other  Uke  doth. 
The  plaintiff  does  not  confine  his  daim  to  using  India  rubber 
by  means  of  slicing  it;  he  claims  the  exclusive  right  of  making 
cardS;  by  fixing  the  dents  or  teeth  in  India  rubber,  using  for 
that  purpose  cloth,  some  texture  of  linen,  or  cotton.  In  tome 
instances,  he  says,  the  cloth  may  be  removed.  That  does  not, 
in  point  of  fact,  make  it  less  a  part  of  the  process,  by  whicb  he 
applies  cloth,  for  the  putting  the  dents  into  the  layer  of  In<ha 
rubber.  If  that  be  so,  I  think  it  is  evident  the  defendants 
claim  to  do  a  thing  falling  within  the  generality  of  the  plaintiFs 
claim.  Taking  that  to  be  so,  the  evidence  is  abundant  to  justify 
the  jury  in  finding — and  it  seems  to  me  to  reqtdre  them  to  find 
— ^for  the  plaintiff. 
The  inveotion  With  respect  to  the  issue  of  its  not  being  new  as  to  the  pub- 
noeiastid?  \^^^^  ^^^  ^^  ^^  alleged  that  Hancock's  patent  is  the  same  thing; 
the  sense  of  the  that  Hancock's  patent  had  been  used  before,  and,  therefore, 
pUmtiff'sinven.  ^y^^^  ^^^  jg  ^^^  ^^^  as  to  the  pubUc  usc.  That  conclusion  is 
perfectly  just,  supposing  the  premises  to  be  supported;  but  that 
Hancock's  patent  is  the  same  thing,  is  a  proposition  which  I 
think  is  wholly  untenable.  Hancock^s  patent  was  for  making  a 
non-elastic  substance  as  a  substitute  for  leather;  when  I  say 
'^non-elastic,'^  I  mean  only  in  a  certain  popular  sense,  Uiatii, 
having  no  perceptible  quantity  or  degree  of  elasticity;  it  was 
a  substitute  for  leather,  leather  not  being  elastic.  But  vith 
respect  to  the  subject  in  hand,  which  is  the  application  of  a 
substance  so  elastic,  as  in  a  very  small  space  to  yiedd  to  so  great 
an  extent  as  to  permit  the  dents,  without  changing  the  form  of 
the  material  of  which  they  are  composed,  easily  to  bend  to  a  con- 
siderable angle  from  the  surface  upon  which  they  are  placed— 
with  respect  to  that  degree  of  elasticity,  the  substance  produced 
by  Hancock,  or  attempted  to  be  produced  by  him,  certainly 
was  not  elastic — ^it  was  not  an  elastic  substance,  nor  vas  it 
India  rubber,  to  which  elastic  substance  the  plaintiff  confines 
his  claim.  Although  Hancock  used  India  rubber  in  the  com- 
pound, that  compound  might  just  as  well  be  called  size,  or  glue, 
or  pumice  stone,  or  whiting,  as  India  rubber,  for  all  these 
things  are  used,  and  the  result  is,  a  substance  which  is  none  of 
these  things,  but  something  else,  which  if  you  wanted  a  short 
name  for,  you  would  call  artificial  leather. 

Now,  with  respect  to  the  fifth  issue,  as  to  the  invention  not 
being  particularly  described,  it  was  very  ably  urged  in  argument, 
that  if  you  construe  the  relative  with  reference  to  the  last  ante- 
cedent, so  as  to  make  glaring  nonsense  of  the  specification,  it 
was  not  a  suflScient  description ;  but  if  you  are  allowed  to  em- 
ploy your  understanding,  it  would  be  quite  intelligible.    I  do 
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not  think  there  is  any  objection  to  the  specification  with  respect  A.D.  1841. 
to  its  want  of  particularity ;  so  that,  with  respect  to  the  verdict 
being  against  the  evidence,  I  do  not  think  there  is  any  reason 
for  disturbing  the  verdict. 

Then,  with  respect  to  the  arrest  of  judgment ;  for  the  reasons 
which  have  been  thrown  out  during  the  argument,  I  think  the 
question  of  the  sufficiency  of  the  specification — the  question, 
whether  the  invention  is  one  that  is  the  subject-matter  of  a 
patent— certainly  does  not  arise  upon  the  third  plea,  because,  as 
I  have  said  before,  that  third  plea  means,  it  is  not  new  but  old, 
admitting  it  to  be  a  manufacture  for  which  a  patent  might  be 
granted.  I  think  the  same  observation,  if  necessary,  applies  to  the 
objection  delivered  in  by  the  defendants  to  the  plaintiff,  which 
has  been  relied  upon  as  raising  this  point.  That  objection,  I 
think,  points,  and  was  intended  to  point,  to  the  novelty  of  the 
invention.  There  is  no  doubt,  in  the  course  of  this  litigation 
between  the  parties,  the  defendants  were  more  disposed  to  rely 
upon  the  difference,  which  superficially  is  considerable,  between 
their  own  patent  and  the  plaintiff's,  and  to  insist  it  might 
stand  very  weU  with  the  plaintiff's,  than  to  say,  they  were  the 
same  thing,  and  both  were  old,  and  so  let  them  both  open  to 
the  public.  As  to  arresting  the  judgment  on  the  fourth  plea — 
the  fourth  plea  states  the  specification  (mentioned  in  the  decla- 
ration to  have  been  duly  enrolled)  as  "  a  certain  specification,'^ 
which  is  set  out,  and  then  it  does  not  allege  that  no  other  specifi- 
cation was  enrolled,  but  it  goes  on  to  state,  ^^the  invention  is  not 
useful  for  the  purpose  of  sheet  cards  and  top  cards,''  and  upon 
that  there  is  an  issue,  which  has  been  found  for  the  plaintiff. 
Now,  it  seems  to  me,  upon  this  state  of  the  pleadings,  the  de-  As  to  the  plea 
fendants  cannot  raise  the  question,  whether  this  invention  be  *° '**?*' ^^®. 

1  •  1    •  1  •  i>  -nn  question  of  the 

an  mvention  which  is  the  subject  of  a  patent.    Whether,  sup-  invention  being 
posing  they  could  raise  it — supposing  we  could  look  at  the  {ef,e*,5J^^atcnu 
specification,  it  would  raise  the  question,  whether  the  invention 
was  not  a  manufacture  within  the  statute,  is  a  question  which  I 
do  not  think  it  necessary  to  decide.     If  it  was  sufficient  techni- 
cally to  raise  that,  there  ought  to  have  been  an  averment,  that 
the  mvention  was  not  an   invention  within   the  statute;  but 
there  was  no  such  averment  upon  this  fourth  plea.     It  states 
the  specification,  mentioned  in  the  declaration,  to  be  as  set  out  in 
that  plea;  it  assumes  that  the  specification  shows  an  invention 
not  within  the  statute,  or  does  not  show  an  invention  within  the 
statute.    Still,  it  may  be  that  the  patent  is  good,  or  it  may  be 
that  it  is  bad,  for  a  patent  may  be  good  if  the  invention  really 
was  of  a  description  within  the  statute,  and  another  specification 
WM  duly  enrolled.    This  plea  does  not  show,  whether  the  de- 
fendants relied  upon  the  insufficiency  of  the  specification,  or 
npon  the  invention  itself  being  insufficient,  and  after  the  issue 
has  been  joined  and  found  against  the  defendants,  I  do  not 
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Judgmmt.  think  they  are  entitled  at  all  to  take  into  consideration  the 
&cts  mentioned  in  the  introductory  part  of  the  plea.  The 
meaning  of  the  replication  is^  ^'  with  respect  to  all  the  facts,  ex- 
cept those  I  think  fit  to  deny^  I^  the  plaintiff^  will  not  raise  any 
question,  but  I  deny  that  fact  f  that  fact  is  found  for  the 
plaintiff,  and  I  think  that  puts  the  previous  allegation  of  the 
plea  entirely  out  of  the  question.  But,  supposing  the  bets  had 
been  found  the.  other  way,  and  those  facts  had  been  immaterial, 
I  do  not  think  a  party  who  pleads  a  plea  informally,  and  con- 
dudes  with  the  averment  of  an  immaterial  fact,  can  afterwards, 
if  that  fact  is  found  for  him,  have  recourse  to  the  previous  mat- 
ters in  the  plea  in  combination  with  the  rule  which  provides 
certain  liberal  modes  of  intendment  in  favour  of  pleas  not 
specially  demurred  to.  This  is  not  like  a  plea  where  tliere  is  in 
issue  upon  a  material  fact,  or  where  there  is  a  general  demimv, 
but  the  defendants  state  the  specification  here  to  be  the  specifi- 
cation mentioned  in  the  declaration.  It  may  be,  therefore,  that 
if  they  had  concluded  there,  and  stated  that  this  they  iroe 
ready  to  verify,  and  so  shown  that  they  relied  upon  the  insuf- 
ficiency of  the  specification,  it  may  be,  that  upon  general 
demurrer  the  plaintiff  would  not  have  been  entitled  in  replj  to 
say — *^you  have  not  stated  there  is  no  other  specification;"  but 
I  apprehend,  he  is  entitied  to  say  so,  when  the  plea  which  is 
pleaded  is  one  that  does  not  require  that  allegation  in  point  of 
form,  and  when  he  is  entitied  to  take  issue  upon  it.  I  tiiink, 
therefore,  that  upon  this  plea  the  question — ^whether  the  inven- 
tion is  a  novel  invention,  so  as  to  be  the  subject  of  a  patent- 
is  not  a  question  which  is  upon  the  record.  It  often  happens 
that  the  invention  may  be  very  good,  and  the  specification  very 
bad — and  here  it  is  the  badness  of  the  invention,  and  not  the 
badness  of  the  specification,  which  is  suggested.  Therefore,  I 
think  the  judgment  ought  not  to  be  arrested. 
Any  fl|)ecific  With  rcspcct  to  the  alleged  misdirection,  from  t^e  two  qoes- 
questioQ  to  be  ^Jq^s  uot  being  put  to  the  jury  which  were  suggested,  I  think, 
ought  to  be  although  it  IS  somctimcs  convenient  that  a  question  not  upon 
short,  and  must  ^g  rccord — ^a  qucstiou  of  fact,  not  raised  by  any  of  the  issues- 
consent,  should  be  put  to  the  jury,  that  it  is  an  informal  proceeding, 
which  can  be  only  by  the  consent  of  all  the  parties,  and  that  it 
is  subject  to  many  limits.  One  of  them  is  this — that  it  ought 
to  be  some  very  short  simple  matter,  about  which  there  is  little 
or  no  doubt,  and  which  may  be  easily  decided,  and  which  it  nuij 
be  convenient  for  the  parties  upon  a  motion  for  a  new  trials  to 
take  to  have  been  decided  one  way  or  the  other.  But  where  it 
is  likely  to  lead  the  jury  to  a  wrong  conclusion — ^where  there 
may  be  a  good  deal  said  about  it  on  both  sides,  and  where 
there  are  actually  upon  the  record  a  considerable  number  of 
questions  which  the  jury  must  decide,  then,  I  think,  it  ought 
not  to  be  done,  because,  it  might  have  the  effect  of  creating 
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confasion^  which  may  be  a  thing  for  the  interest  of  the  party  A.D.  I84i. 
who  is  in  the  wrong,  but  not  a  thing  for  the  interest  of  justice ; 
and  it  may  very  often  happen  that  those  intermediate  ques- 
tions, these  questions  of  fact,  which  are  incident  to  the  issue  to 
be  decided  upon  the  record,  may  be  questions  which  the  jury 
ought  not  to  be  asked.  They  cannot  be  asked,  I  apprehend, 
wiUiout  their  own  consent ;  they  cannot  be  compelled  to  give  a 
Terdict  upon  it  for  this  reason — ^it  may  be,  that  there  is  an  issue 
joined  which  involves  twelve  questions  of  fact,  we  will  suppose, 
and  if  any  one  of  them  is  found  one  way,  that  would  sustain  a 
terdict  on  the  issue  for  the  plaintiflF  or  defendant.  Possibly, 
upon  each  of  these  twelve  questions  of  fact,  there  is  one  jury- 
man who  has  no  doubt  at  all,  but  would  find  otherwise  upon  the 
other  eleven.  In  such  a  case  the  jury  may  be  unanimous  in 
finding  a  verdict  for  the  plaintiff  or  defendant,  and  they  ought 
to  find  for  the  plaintiff  or  defendant  without  further  inquiry;  but 
it  may  be,  and  most  likely  would  be,  impossible  they  could  all 
agree  upon  some  one  of  these  facts,  and  the  consequence  would 
be,  that  they  could  not  give  a  verdict,  or  if  they  did  at  last  do  so, 
the  verdict  might  be  against  the  opinion  of  the  jury  upon  the 
rights  of  the  parties  in  the  whole  matter.  There  is  no  rule  that 
a  verdict  cannot  be  sustained  unless  each  juryman  arrives  at  his 
conclusion  of  fact  by  the  same  road.  There  may  be  several 
correct  processes  of  reasoning  differing  from  each  other,  in 
which  different  facts  may  be  considered  as  proved  by  different 
jurymen,  by  which  they  may  all  arrive  at  the  same  end — that 
end  being  the  issue  of  fact  joined  upon  the  record.  Upon  all 
diese  grounds,  I  think  the  rule  should  be  discharged. 

Rule  discharged. 


Walton  v.  Batsman  &  Others. 

Cor.  CresswelL  J.  May  lo.  1 1 .  12» 

13,  A.D.  1842. 

This  was  an  action  for  the  infringement  of  the  same  patent  as 
m  ihe  preceding  case.  The  declaration  was  in  the  tisual  form. 
Mid  the  pleas  were — 1.  Not  guilty.  2.  That  the  invention  was  Ptew.. 
not  a  new  invention  as  to  the  public  use  and  exercise  thereof. 
3.  That  the  invention  was  not  a  new  manufacture  within  the 
meaning  of  the  statute.  4.  That  the  plaintiff  did  not  in  and  by 
the  said  specification  particularly  describe  and  ascertain  the 
nature  of  the  said  invention,  and  in  what  manner  the  same  was 
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to  be  performed.     5.  That  the  said  invention  was  unfit  and 

useless  for  sheet  cards  and  top  cards  (a). 

Kotie§  •f  ohjec      The  notice  of  objections  was  a  repetition  of  the  pleas,  and 

'''^*  also  various  other  grounds,  some  of  a  general  and  others  of  a 

specific  nature,  upon  which  the  defendants  intended  to  rely  (6). 

Sir  T.  Wilde^  Bompas,  Sergt,  and  Addison,  were  counsd  for 

the  plaintiff;    Sir  W.  Folktt,  S.G.,  Talfourd,  Sergt,  OutmieU, 

Sergt.,  Cowling,  and  Cardwell,  for  the  defendants. 

Some  of  the  cards,  sold  by  the  defendants  and  alleged  to  be 
an  infringement  of  the  plaintiff's  patent,  were  made  aooordiog 
to  the  plan  described  in  the  specification  of  Potter  &  HorsbU^ 
patent,  which  had  been  the  subject  of  the  preceding  action;  and 
others  of  the  cards,  as  to  the  fabric  into  which  the  teeth  were  set, 
or  the  back  of  the  cards,  were  manufactured  in  the  manner  of  Ae 
Macintosh  waterproof  cloth,  a  thin  film  of  India  rubber  or  caout- 
chouc cement  being  spread  over  cloth,  and  five  or  more  cemented 
surfaces  of  such  doth  being  placed  and  pressed  so  as  to  adhere 
together.  The  general  nature  of  the  evidence  will  appear  from 
the  following  portion  of  the  summii^  up  of  the  learned  judge  (c). 
Tht  tumim»g  Cresswell,  J. :  This  is  an  action  in  which  the  plaintiff  seeks 
^P'  to  recover  compensation  in  damages  for  an  alleged  infiringement 

of  his  patent  right,  and  before  I  proceed  to  read  oyer  to  you  die 
mass  of  evidence,  I  will  endeavour  to  point  out  the  law  upon 
the  subject  of  patents,  and  the  manner  in  which  the  Tarious 
questions  are  raised  on  this  record.  Gentiemen,  patent  rights^ 
or  rather  monopoUes,  having  for  a  considerable  time  been  a 
subject  of  contention  and  complaint  in  this  country,  in  the  21st 
year  of  James  the  First's  reign  an  act  of  parUament  was  passed 
to  put  down  monopolies,  and  to  enact  that  all  parties  should  be 
disabled  from  using  monopolies,  except  in  certain  instances;  and 
in  the  sixth  section  it  was  thus  enacted — '^That  any  dedaration 

(a)  The  defendants  had  applied  to  plead  in  invention  is  a  manufacture  within  the  statute  of 

addition  to  the  above,  the  two  following  pleas :  James,  and  therefore  I  think  the  pleas  propolj 

That  the    cards  mentioned  in  the  petition  and  disallowed.  4  Scott's  N.  C.  397. 
letters  patent  were  generally  known  previously,  (6)  See  observations  of  Cre9noeU,  J.»  in  fail 

and  that  the  alleged  improvements  were  not  an  summing  up,  post,  as  to  the  inconveniences  of  this 

invention  in  respect    of  which  the  said  letters  form  of  notice  of  objections, 
patent  could  lawfully  be  granted — That  parts  of  (c)  At  the  close  of  the  pUuntifiT^  case.  Sir  W. 

the  cards  so  mentioned  were  generally  known,  Follett,  S.G.,  took  several  objections,  in  point  of 

and  that  the  alleged  improvements  were  not  an  law,  to  the  validity  of  the  plaintiff's  patent,  sad 

invention  in  respect  of  which  the  said  letters  pa-  amongst  others  the  following :  That  if  the  inven- 

tent  could  lawfully  be  granted.     But  CWtman,  J.,  tion  was  for  the  use  of  India  rubber  in  any  way 

at  chambers,  refused  to   allow  these  pleas.     A  for  the  back  of  cards  as  an  elastic  base,  that  would 

rule  having  been  obtained  by  the  defenaants  call-  amount  to  a  claim  for  the  use  of  a  material,  and, 

ing  on  the  plaintiff  to  show  cause  why  the  above  as  such,  could  not  be  the  subject-matter  of  a 

order  should  not  be  rescinded,  and  the  two  pleas  patent:   That  the  clum  as  to  the  use  of  the  dock 

added;   Bompas,  Sergt.,  showed  cause  on  the  was  uncertain,  since  it  did  not  appear  whether 

ground  that  nothing  could  be  given  in  evidence  it  was  essential  or  not.    CrtsapeHyi.,  having  ex- 

under  those  pleas  which  would  not  be  admissible  pressed  his  opinion*  that  the  specification  wsi 

under  the  third  plea.  sufficiently  clear,  and  that  it  did  not  claim  th« 

Tindal,  C.  J. :  It  seems  to  me  that  the  defence  cloth  as  essential,   but  recommended  it  as  aa 

which  the  defendants  are  desirous  of  setting  up  important  addition,  and  also  that  the  inventioa 

under  these  additional  pleas,  may  be  set  up  under  claimed  was  the  subject-matter  of  letters  patent— 

the  third  plea.    That  plea  involves,  as  well  the  Sir  W.  FoUett,  S.G.,  on  behalf  of  the  defendants, 

question  of  novelty,,  as  whether  or  not  the  alleged  tendered  a  bill  of  exceptions  to  sudi  directioo. 
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before  mentioned  shall  not  extend  to  any  letters  patent  and  A.D.  1842. 
grants  of  priyil^e  for  the  term  of  fourteen  years  or  under^^  here- 
after made,  of  the  sole  working  or  making  of  any  manner  of  new 
manufactures  within  this  realm,  to  the  true  and  first  inrentor  and 
inventors  of  such  manufactures,  which  others  at  the  time  of  the 
making  of  such  letters  patent  and  grant  shall  not  use,  so  as  also 
they  be  not  contrary  to  the  law  nor  mischieyous  to  the  state 
by  raising  of  the  prices  of  commodities  at  home,  or  hurt  of 
trade,  or  generally  inconvenient/'    The  power  of  the  crown, 
tiierefore,  to  grant  a  patent  is  limited  to  such  cases  as  are  within 
this,  which  is  in  the  nature  of  a  proviso  on  the  more  general 
daose.    The  power  is  to  grant  the  ''  sole  working  or  making  of 
a  new  manufacture,"  therefore  there  must  be  a  new  manufacture, 
"to  the  true  and  first  inventor."    The  party  obtaining  the 
patent  must  be  the  true  and  first  inventor  in  this  country.    If 
he  import  from  a  foreign  country  that  ^^  which  others  at  the 
time  of  the  making  of  such  letters  patent  and  grants  did  not 
Tise,''  it  will  suffice.     Now  that  has  been  held  (as  I  shall  point  The  user  which 
oat  to  you  more  particularly  by  and  by)  to  mean  a  user  not  by  "^^  ^^le'nt  m*  t 
way  of  experiment,  but  a  public  user;  in  distinguishing  which,  be  public,  and 
the  knowledge  of  the  parties  as  to  the  article  in  use  will  be  ma-  ^^  ^^  ent^ 
terial  for  your  consideration.     Then,  it  is  not  to  be  "  contrary 
to  law  or  mischievous  to  the  state.''     Now  there  is  no  plea 
upon  this  record  stating  that  this  is  contrary  to  law  or  mis- 
chievous to  the  state.     In  one  shape  the  question  of  its  being 
coQtrary  to  law  is  raised,  because  it  is  alleged  not  to  be  a  new 
mann&cture,  and  if  not  a  new  manufacture  it  would  be  contrary 
to  law.    But  what  is  or  what  is  not  a  new  manufacture  in  that 
•ense,  excluding  the  consideration  of  who  is  the  first  and  true 
inventor — whether  it  is  a  manufacture  within  the  meaning  of 
this  act,  I  apprehend  to  be  a  question  of  law,  and  that  question, 
as  far  as  I  can,  I  have  disposed  of  in  this  case,  and  I  am  happy 
to  think  that,  if  it  is  of  any  importance  to  the  parties,  and  if 
they  think  they  can  successfully  controvert  the  opinion  I  have 
expressed  upon  that  point,  they  will  have  the  opportunity  of 
carrymg  it  to  the  highest  court  in  the  kingdom,  provided  your 
verdict  should  make  it  necessary  for  them  to  do  so. 

Now,  the  plaintiff  represented  that  he  was  the  first  and  true 
inventor  of  "improvements  in  cards  for  carding  wool,  cotton, 
silk,  and  other  fibrous  substances,  and  for  raising  the  pile  of 
woollen  and  other  cloths.''  That  is  the  thing  he  professes  to 
We  invented — '^certain  improvements."  That  is  the  patent. 
The  patent  says  nothing  at  aB,  nor  is  it  necessary  it  should, 
•bout  the  particular  nature  of  his  improvements,  and  still  less 
wont  the  means  by  which  he  carries  those  improvements  into 
<^nition.  The  patent  grants  this — ^'  that  no  person  shall  at  any 
nme  during  the  continuance  of  the  term  of  fourteen  year* 
hereby  granted,  either  directly  or  indirectly  make,  use,  or  put  in 
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What  consti- 
tutes ao  in- 
friDgement. 


The  object  of 
the  notice  of 
objections  to 


CrmweU,J.,  practice  the  inyention,  or  any  part  of  the  same;  nor  in  any 
to  tfujury.  ^^^^^  counterfeit,  imitate,  or  resemble  the  same;  nor  shall  make 
or  cause  to  be  made  any  addition  thereunto,  or  subtraction  from 
the  same,  whereby  to  pretend  himself  or  themselves  the  inven- 
tor or  inventors,  deviser  or  devisers  thereof,  without  the  license, 
consent,  or  agreement,  of  the  said  James  Walton.''  Therefore, 
they  are  not  to  resemble  or  counterfeit;  they  are  not  to  make 
any  addition  to,  or  any  subtraction  from,  it ;  availing  themselves 
of  that  which  is  in  truth  the  subject-matter  of  his  patent;  so  as 
by  such  alteration  to  pretend  that  they  are  the  true  inventors 
of  that  article.  Now  the  defendants,  in  the  first  place,  say  that 
they  are  not  guilty — that  is,  they  say  they  have  not  directiy  or 
indirectiy  made,  used,  or  put  in  practice  the  invention,  or  any 
part  of  it — that  they  have  not  counterfeited,  imitated,  or  re- 
sembled the  same,  nor  made  or  caused  to  be  made,  any  addition 
thereunto,  or  subtraction  from  the  same,  whereby  to  pretend 
themselves  to  be  the  real  and  true  inventors.  The  defendants 
deny  that  they  have  done  any  part  of  that,  and  if  you  find  that 
they  have,  then  the  first  issue  must  be  found  for  the  plaintifil 
They  next  plead,  '^  that  the  alleged  invention  was  not  nor  is  a 
new  invention  as  to  the  public  use  and  exercise  thereof.'^  It  is 
right  I  should  direct  your  attention  now  to  a  subsequent  statute, 
preyentsttrpriae.  which  was  passed  for  the  protection  of  patentees,  because  it  was 
found  that  when  actions  were  brought  for  infringements  of 
patents,  objections  were  frequendy  started  by  surprise  upon  the 
party,  which  he  might  have  been  prepared  to  meet  if  he  had 
had  due  notice  of  it,  but  which,  not  having  had  that  notice,  he 
could  not  meet;  and  so  it  was  supposed  injustice  was  sometimes 
done  to  patentees;  and  an  act  of  parliament  was  accordingly 
passed,  which  provided  that  a  defendant  in  such  an  action  in- 
tending to  avail  himself  of  objections  to  the  patent,  should,  at 
the  time  of  pleading,  give  a  notice  of  the  nature  of  his  objec- 
tions ;  and  I  cannot  help  thinking,  after  reading  carefully  the 
notice  of  objections  given  in  this  case,  that  it  would  be  a  very 
good  rule  to  establish  that,  with  the  notice,  the  party  should  be 
compelled  to  say  under  which  plea  he  means  to  bring  forward 
the  different  objections ;  for  I  protest,  looking  as  carefuUy  as  I 
can  at  these  objections,  I  have  had  very  great  difficulty  in 
knowing  how  the  defendants  mean  to  apply  them,  and  I  fear  that 
in  this  case,  and  in  others,  objections  so  drawn,  without  any 
such  specific  statement  as  to  the  plea  imder  which  they  are  to 
be  given  in  evidence,  instead  of  serving  to  help  us  in  the  doe 
administration  of  justice,  may  serve  as  traps  and  pitbUs  for 
judges  and  juries  to  be  caught  in.  Gentlemen  at  the  bar  will 
do  the  best  for  their  clients,  but  I  think  it  would  assist  the  ad- 
ministration of  justice  if  the  parties  had  distinct  notice  how  the 
objections  were  to  be  appUed. 

With  respect  to  this  not  being  a  new  invention,  the  nature 
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of  that  objection  is  distinct  and  dear  upon  the  face  of  it.    It  A.D.  1842. 
involves  two  questions  for  your  consideration.    First,  was  any  Tbe  old  article 
article  made  before,  answering  the  purposes  and  having  the  pro-  ^^  probities 
parties  of  that,  which  the  plaintiff  has  made  and  claims  as  the  as  the  patent 
patent?    Are  you  satisfied  by  the  evidence  in  this  cause,  to*'***^*' 
which  I  shall  diirect  your  attention  by  and  by,  that  any  article 
was  in  fact  made  and  sold  at  a  previous  period,  having  the 
qualities  and  the  properties  of  that  which  the  plaintiff  claims  as 
his  patent  article?     That  is  one  part  of  it.    To  say  that  an 
artide  was  sold  before,  which  would  make  a  card  back,  is 
nothing  to  the  purpose.    Leather  was  sold  before  to  make  a 
card  back,  but  because  leather  would  make  a  card  back  before, 
they  cannot  say — ^'^oh,  that  was  sold  before,  and  then  you  hav- 
bg  made  a  card  back  of  a  different  material,  that  will  not  protect 
your  patent."    That  is  nothing.    They  must  show  t^at  the 
artide  made  before  had  the  same  properties  as  that  in  respect 
of  which  the  patent  was  granted.    By  and  by  you  will  have  to 
say,  whether  that  ardde  which  was  sold  under  the  denomination 
d  Hancock's  patent  leather  (for  that  is  the  only  article  which  has 
been  introduced  or  talked  of,  as  far  as  I  recollect  at  present,  as 
being  put  in  competition  with  the  plaintiff's  patent  artide),  was 
an  artide  having  the  properties  and  qualities  of  that  which  the 
plaintiff  claims  as  his  patent  article.     It  is  very  remarkable, 
gentlemen,  certainly,  in  a  case  of  this  sort,  that  now  that  we 
have  heard  evidence  upon  it  for  three  whole  days,  not  one 
question  has  been  asked  of  any  one  witness,  as  to  whether  it 
had  those  properties  or  not,  as  far  as  I  recollect.    You  will  see, 
when  I  read  the  evidence,  that  no  witness  was  asked,  nor  did 
any  witness  volunteer  the  statement,  that  the  artide  which  was 
80  made  by  Hancock  and  sold  by  him  had  the  properties  for 
which  this  patent  was  granted.     Now  if  it  had  not,  it  cannot  be  «od  have  been 
pat  in  competition  with  this ;  if  it  had,  then  was  it  known  and  J^"^^  *° 
in  use  ?    That  would  involve  another  question.    Now,  in  the 
first  place,  was  it  known  as  an  article  having  those  properties]? 
Did  any  person  know  what  he  was  buying  ?    They  say,  "  Yes,  I 
knew  I  was  buying  Hancock's  patent  leather."  What  was  Han- 
cock's patent  leather  ?   Why,  he  would  look  to  Hancock's  patent 
and  spedfication,  and  would  he  find  in  Hancock's  patent  and 
specification  that  he  was  buying  an  artide  having  the  properties 
for  which  the  plaintiff  has  taken  out  his  patent — ^his  patent  being 
forgiving  an  elastic  bed  to  the  teeth  of  cards  by  the  application 
of  India  rubber  ?    Would  any  person  buying  Hancock's  patent 
leather  suppose  he  was  buying  that  ?  The  patent  itself  distinctiy 
shows,  according  to  the  chemical  evidence  we  have  had,  that 
nidi  an  artide  could  not  be  produced  by  that  patent ;  that  if 
that  patent  were  applied  to  the  manufacture,  it  would  destroy 
the  elasticity  of  the  India  rubber,  and  such  an  artide  could  not 
be  produced  by  it.    Therefore,  if  they  supposed  that  they  were 
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Cremteii,  J.,     buying  that  article,  made  under  that  patent,  they  certainly  could 
to  (  9  jury,       ^^^  suppose  that  they  were  buying  an  elastic  bed  for  the  teeth 
of  their  cards.    Were  they,  in  fact,  bujring  an  artide  of  that  sort, 
and  how  do  they  attempt  to  show  now  that  they  were  ?    That 
will  be  for  your  better  judgment,  but  it  seems  to  me  by  a  ^ery 
singular  sort  of  evidence.    They  have  called  several  gentleinen 
before  you  who  prove,  that  by  analyzing  small  portions  of  it, 
they  find  certain  ingredients.    Hey  find  in  the  inner  cloths 
India  rubber  as  a  cement  for  the  cloths.     But  they  find  some- 
thing on  the  outside  also.    The  cloth  was  composed  of  the  one 
as  much  as  of  the  other ;  and  they  do  not  tell  you  what  was  the 
effect  of  the  whole  upon  the  card.    They  are  not  asked.    Now, 
if  we  are  to  take  it  as  an  article  made  under  Macintosh's  patent, 
the  inner  cloths  might  be  cemented  according  to  Madntosh't 
patent;  but  was  the  article  when  turned  out  as  patent  leather 
an  article  made  under  Macintosh's  patent  ?    What  had  Mac- 
intosh's patent  to  do  with  that  colouring  matter  which  was  on 
the  outside — ^the  ochre,  the  oxide  of  iron,  and  the  carbonate  of 
lime  ?     However,  what  did  these  people  suppose  they  were  pur- 
chasing?   There  is  a  curious  fact  about  that,  that  Hancock 
himself  does  not  appear  to  have  known  what  he  was  selling, 
because  he  states  he  said,  at  the  last  trial,  and  believed  he  said 
truly  (of  course,  we  must  take  it,  that,  at  the  time  he  was  stating 
it,  he  supposed  he  was  stating  truly),  that  that  article  was  made 
according  to  his  patent,  and  he  says,  ^  I  have  discovered  since 
by  accident  (and  I  now  have  a  memorandum  book  showing  the 
manner  in  which  I  made  out  my  invoice  to  Mr.  Hemming- 
way,  who  bought  it),  that  it  was  not  made  according  to  my 
patent,  but  according  to  something  else."    Why,  gentlemen,  if 
he  did  not  know  what  he  had  sold  in  1827,  was  it  a  thing  in 
known  use  when  this  patent  was  taken  out,  or  had  it  been 
thrown  aside  and  abandoned  ?     But  did  he  ever  sell  it  in  that 
state  ?    That  is  coming  back  to  the  first  point — ^was  it  an  article 
that  could  be  placed  in  competition  with  the  plaintiff's  ?     Had 
it  those  properties  which  are  the  only  properties  in  respect  of 
which  the  plaintiff's  patent  has   been  granted?     Then,  with 
respect  to  the  extent  of  the  use,  we  have  it  in  evidence  that  Mr. 
Dyer  had  some  for  the  purpose  of  making  cards  to  clothe  an 
engine  for  Messrs.  Birley,  and  that  Mr.  Hemmingway  had  the 
quantity  mentioned,  which  you  shall  hear  more  particularly  by 
and  by,  for  the  purpose  of  making  some  on  his  own  account, 
and  some  to  make  up  for  others,  and  it  appears  they  were  sup- 
plied to  several  different  persons.    One  firm,  I  think,  had  three 
or  four  sets ;  none  of  the  others  appear  ever  to  have  had  it  a 
second  time.     That  was  in  1827,  and  though  there  is  a  great 
deal  of  looseness  in  the  dates  given  by  the  witnesses — ^and  cer- 
tainly, if  dates  are  important,  it  is  a  thing  very  much  to  be 
deplored  in  a  court  of  justice  that  witnesses  should  be  so  inac- 
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curate  in  their  statements — ^yet  I  think  we  have  pretty  good  A.D.  1842. 
evidence  from   Mr.  Hancock  himself — for  he  referred  to  the 
dates  in  his  books — ^when  these  things  were  sent  out;  and  it 
appears  that  the  whole   took  place  between  July^  1826^  and 
December^  1827-     It  does  not  appear  that,   from  that  time 
downwards^  any  more  was  called  for^  lihat  any  more  was  ever 
used  for  that  purpose,  or  that  any  cards  were  constructed  of 
those  materials  after  the  year  1627.    Then  even  supposing  that  If  a  user  be' 
that  article  did  embody  die  principle  of  the  plaintiff's,  so  as  to  abandtenecf  the 
present  to  persons  using  it  the  properties,  qualities,  and  advan-  qaesttoQwi]ibe» 
teges  in  principle  of  that  article  which  the  plaintiff  makes,  the  noVby^way"*^ 
question  for  you  will  be,  whether  that  user  is  not  to  be  con-  experiment, 
sidered  rather  in  the  nature  of  an  experiment  than  of  any  public 
use  of  the  article,  so  as  to  deprive  the  plaintiff  of  the  fruit  of 
this  discovery  in  respect  of  this  manufacture  ?    Now,  gentlemen, 
upon  that  I  would  rather  you  should  take  the  opinion  of  others 
than  mine,  and  therefore  I  will  take  leave  to  direct  your  atten- 
tion to  that  which  has  been  said  by  other  judges  upon  that 
subject;  and  I  do  this  the  more  particularly,  because  I  believe 
that  the  direction  I  am  now  going  to  read  to  you  was  confirmed 
afterwards  on  further  consideration  by  the  court  out  of  which 
the  record  came*    In  an  action  respecting  some  manufacture  of 
India  rubber,  a  few  years  ago,  my  Lord  Chief  Justice  Tindal 
addressed  the  jury  in  this  manner:  ^^It  will  be  for  the  jury 
to  aay,  whether  the  plaintiff's  invention  was  or  was  not  in 
public  use  and  operation  at  the  time  the  patent  was  granted/' 
Now,  in  considering  that  you  will  bear  this  in  mind,  that  so 
far  had  that  escaped  the  recollection  of  the  very  man  who  made 
it,  that  in  1840,  when  examined  in  court  and  upon  his  oath,  he 
could  not  tell  how  it  was  made.     But  now  he  has  corrected 
himself  by  reference  to  his  books  and  by  the  assistance  he  has 
derived  from  a  chemical  analysis.    That  question  being  debated 
in  the  court  above,  my  lord  again  said — '^The  question  raised 
for  the  jury  was  this,  whether  the  various  instances  brought 
forward  by  the  defendants  amounted  to  proof,  that,  before  or  at 
the  time  of  taking  out  the  patent,  the  manufacture  was  in  public 
toe  in  England,  or  whether  it  fell  short  of  that  point,  and 
proved  only  that  experiments  had  been  made  in  various  quar- 
ters and  had  been  afterwards   abandoned.    This  question  is^ 
from  its  nature,  one  of  considerable  delicacy.    A  slight  alteraF- 
tiou  in  the  effect  of  the  evidence  will  establish  either  the  one 
proposition  or  tiie  other,  and  the  only  proper  mode  of  deciding 
it  is,  by  leaving  it  to  the  jury.    On  the  present  occasion  they 
heard  the  evidence  patiently,  and  appeared  to  apply  it  with  Intel* 
%nce,  and  we  see  no  reason  to  be  dissatisfied  with  the  condu* 
«ion  at  which  they  arrived.^^  {Ante  519.)  The  direction  of  another 
i^vned  judge,  Mr.  Justice  Patteson,  in  another  court,  was  very 
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similar^  pointing  out  the  distinction  between  experiment  and 
public  use  as  the  criterion  by  which  you  are  to  be  gmded.  So 
much  for  that  which  is  the  second  issue  raised  upon  this  record. 
The  third  issue  is  much  wider ;  the  defendants  say,  ^  that  the 
alleged  invention  was  not  nor  is  a  new  manufacture  within  the 
meaning  of  the  statute  concerning  monopolies."  Now  that  is 
put  to  me  as  a  question  of  law.  It  is  raised  by  the  Solidtor 
Greneral  as  a  question  of  law,  in  order  that  I  might  decide  upon 
it  as  a  matter  of  law,  and  that  he  might  take  an  exception  to  my 
ruling  if  it  should  be  against  him,  so  as  to  carry  the  question  to 
another  and  superior  court.  Gentlemen,  I  gave  the  case  the 
best  attention  that  I  could  then.  I  have  given  it  more  atten- 
tion since,  and  I  am  confirmed  now  on  further  consideration  in 
the  opinion  I  then  expressed,  tiiat  there  is  sufficient  of  a  new 
manufacture  in  this  case  to  justify  and  maintain  the  patent  that 
has  been  granted.  I  think  that  there  is  a  new  principle  de- 
veloped, carried  out,  and  embodied  in  the  mode  of  using  that 
principle,  and  in  avaiMng  himself  of  that  which  is  sufficient  to 
sustain  the  patent  right  in  this  case ;  and  that,  gentiemen,  dis- 
poses of  a  great  many  of  the  objections  of  which  notice  was  given, 
that  it  was  not  a  new  manufacture.  Then  the  notice  goes  on  to 
state  the  reasons  why  it  was  not— that  the  supposed  invention 
was  not  nor  is  the  subject-matter  of  a  patent  for  a  monopoly— 
and  then  we  come  back  to  the  second  plea  again  (and  this 
shows  the  inconvenience  of  having  the  notice  in  tiiis  form). 
After  objecting,  in  the  first  instance,  to  the  want  of  novelty,  they 
say,  that  long  before  the  granting  of  the  letters  patent,  fillets  or 
sheets  were  made  by  imiting  plies  or  pieces  of  Unen,  cotton,  or 
other  like  cloth  together,  hj  a  solution  of  caoutchouc,  being 
cemented  by  such  solution,  and  being  of  the  same  manufactore, 
and  cemented  in  the  same  manner  as  alleged  in  the  specifica- 
tion. That  goes  to  the  question  of  novelty.  The  mere  fact  of 
their  being  cemented  together,  no  doubt,  was  known  before. 
Nobody  ever  disputed  that.  Then  they  go  on  to  say,  that  letters 
patent  were  granted  to  Hancock,  and  that  large  quantities  of 
artificial  leather  manufactured  under  that  patent  were  sold. 
Now,  it  is  very  curious  that  the  case  made  to-day  is,  that  the 
leather  was  not  made  under  Hancock's  but  under  Macintosh's 
patent,  the  probability  being  that  it  was  a  combination  of  the 
two.  The  interior  was  made  according  to  Macintosh's  patent, 
by  cementing  pieces  together  with  a  thin  solution  of  India  rub- 
ber, and  the  exterior  was  made  by  Hancock's,  so  as  to  give  it 
rigidity  and  firmness.  Then  they  go  on  to  say,  that  the  letters 
patent  granted  to  Hancock  are  expired,  and  that  it  is  now  the 
common  right  of  every  subject  to  use  India  rubber,  and  its 
solution,  or  cement,  combined  with  cloth  or  any  other  fibrous 
substance,  in  any  way,  for  any  purpose  to  which  leather  before 
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the  grant  of  that  patent  had  been  commonly  applied.  Hancock's  A.D.  1843. 
patent  never  prevented  that,  therefore  that  consequence  does 
not  follow  from  the  expiration  of  Hancock^s  patent.  But — as 
has  been  said,  I  think,  with  great  propriety  by  the  learned 
counsel  for  the  plaintiff— if  they  like  to  make  card  backs  ac- 
cordbg  to  Hancock's  patent,  let  them.  The  plaintiff  does  not 
object  to  their  doing  that. 

Then  die  defendants  further  say,  that  the  plaintiff  did  not  As  to  the  speci- 
pardcolarly  describe  and  ascertain  the  nature  of  his  alleged  in-  •«*>«"• 
vention,  and  in  what  manner  the  same  was  to  be  performed, 
according  to  the  meaning  of  the  letters  patent.    Now  that  is  a 
qaestion  for  the  jury.     It  is  a  question  for  the  jury,  whether  he 
has  given  such  a  description  of  his  invention,  and  of  the  man- 
ner of  carrying  it  out,  as  will  enable  a  workman  of  competent 
BkiU  in  that  line  of  business  to  act  upon  it.    And,  gentlemen, 
this  objection  to  want  of  deamess  is  expanded  certaiidy  to  a 
very  great  degree  in  this  notice.    It  is  objected  that  the  specifi- 
cation does  not  describe  the  alleged  invention  truly  and  suf- 
fidoitly,  but  is  insufficient,  and  ambiguous,  and  unmeaning,  in 
the  folbwing  respects : — ^in  not  stating  or  showing  with  certainty 
how  or  when  the  brown  holland  doth  is  to  be  cemented  or 
annexed  to  the  India  rubbei^^whether  after  or  before  the  wire 
teeth  have  been  inserted  through  the  India  rubber ;  also  in  that 
&e  specification  does  not  describe  truly  and  suffidentiy  how 
the  brown  holland  is  to  be  used  (that  is  very  much  the  same 
tiling);  also,  that  the  claim  of  invention  in  the  letters  patent 
auikes  no  mention  of  any  use  or  application  of  linen  doth.    The 
daim  of  invention  in  the  patent  is  an  improvement  in  making 
canls.    It  is  not  necessary  that  it  should  be  there.    The  sped- 
fication  must  be  taken  altogether,  and  you  find  most  distinctiy 
he  speaks  of  using  linen  cloth.    Then  again  it  is  objected  also, 
'ihat  the  specification  does  not  particularly  describe  and  ascer- 
tain the  nature  of  the  supposed  invention,  but  merely  says  so 
and  80,  and  does  not  with  sufficient  particularity  or  distinctness 
sajr  what  new  invention  or  manufacture  is  claimed  by  the  pkdn- 
^^    If  that  is  a  question  of  law,  I  must  say  I  think  it  does 
most  distinctiy.   I  cannot  read  it  without  seeing  that  he  says,  '^I 
decUre  the  nature  of  my  invention  to  consist  in  the  application 
and  adaptation  of  the  material  known  by  the  name  of  caout- 
chouc or  India  rubber  as  a  substitute  for  the  fillets  or  sheets  of 
leather,  which  are  commonly  used  in  the  construction  of  ordi* 
ittry  cards,  and  thus  giving  a  superior  elastidty  and  durability 
to  such  cards.^*     I  cannot  help  thinking  that  he  states  very 
dearly  and  explicitly  what  he  claims,  and  as  to  his  not  having 
snficiently  described  the  mode  in  which  that  is  to  be  carried 
ottt,  that  is  a  question  of  fact  for  people  of  competent  imder- 
•tanding  in  the  matter  to  prove.    You  have  had  a  great  variety 
of  witnesses  before  you  on  that  subject — on  one  side  certainly— 
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and  you  will  see  whether  it  is  the  case  or  not  when  I  oome  to 
read  the  evidence ;  but  I  do  not  remember  that  any  person 
called  for  the  defendants  was  asked^  whether  he  would  have  any 
difficulty  in  making  a  card  according  to  the  description  given  of 
the  process  in  this  specification.     Now^  gentlemen,  with  respect 
to  that,  I  think  I  was  called  on  to  express  some  opinion  as  to 
whether  the  plaintiff  claimed  as  an  essential  part  of  his  patent 
the  application  of  linen,  but  I  cannot  help  thinking  there  is 
some  little  confusion  in  the  use  of  the  term,  ^^  what  he  claims  as 
an  essential  part  of  his  patent/'     He  claims  as  distinctly  as  pos- 
sible the  application  of  India  rubber  as  a  substitute  for  leather 
in  making  t^e  backs  of  cards  in  order  to  get  an  elastic  bed; 
that  is  what  he  claims,  and  there  is  nothing  about  the  doth  in 
that.     But  it  is  not  sufficient  that  a  man  should  claim  a  prin- 
ciple.   He  must  add  to  it  in  his  specification  a  mode  of  worldng 
out  that  principle  practically,  and  that  he  does  now,  for  you  wiH 
find  he  recommends  as  the  best  mode  of  working  that  out  the 
application  of  the  cloth,  but  he  does  not  profess  to  say  it  cannot 
be  done  without.     If  he  had  said,  it  cannot  be  done  without,  I 
should  have  thought  he  would  have  said  the  linen  was  essential 
to  the  working  out  of  his  principle.     He  says,  however,  that  it 
is  best  worked  out  with  that,  not  that  it  cannot  be  done  without 
it.     If  he  had  said  it  cannot  be  done  without  it,  and  it  could  be 
done  without  it,  he  would  have  taken  upon  himself  to  assert  a 
fact  which  might  have  misled  the  public — therefore  he  did,  I 
think,  wisely  in  not  doing  so.     He  says,  ^^the  best  mode  of 
doing .  it  that  I  know  of,  and  that  information  I  am  bound  to 
give  to  the  public,  is,  by  the  application  of  doth/'    He  docs 
not  take  upon  himself  to  say  that  that  is  essential.     Now  upon 
that  subject  I  will  just  point  out  to  you  what  has  been  the 
general  rule  on  the  subject  of  these  specifications,  to  show  what 
information  a  person  must  give  to  the  public,  because  if  a  man 
knows  a  better  mode  than  that  which  he  states  to  the  public^ 
that  would  be  very  unfair  and  wrong,  and  his  patent  would  be 
vitiated  by  it.     For  instance,  in  the  case  of  Turner  v.  ffinier 
(ante  77),  it  was  held  a  patent  is  void  if  the  specification  is  am- 
biguous, or  gives  cQrections  which  tend  to  mislead  the  public; 
as,  for  instance,  if  it  states  that  by  one  process  three  things  may 
be  produced,  and  the  process  fail  as  to  any  one,  or  if  the  speci- 
fication directs  the  same  thing  to  be  produced  in  several  ways, 
or  by  several  different  ingredients,  and  any  of  them  fail :  so  if 
the  plaintiff  had  taken  upon  himself  to  recommend  here,  as  a 
mode  in  which  it  might  be  done,  that  it  might  be  made  with 
cloth,  or  that  it  could  not  be  made  without,  he  might  have  mis- 
led the  public.   He  says,  it  may  be  made  with— and  he  does  not 
say  whether  it  can  or  cannot  be  made  w^ithout.    Then  again,  m 
another  case  it  is  said — ''a  patent  is  void  if  the  specification 
omit  any  ingredient,  though  not  necessary  for  the  composition 
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of  a  things  for  which  the  patent  is  claimed,  as  a  more  expeditious  A.D.  1842. 
mode  of  producing  the  manufacture/'  It  cannot  be  said  that 
this  specification  is  open  to  that  objection,  for  here  he  has  told 
them  the  best  mode  of  doing  it,  and  has  introduced  every  ingre- 
dient necessary.  In  another  case  the  specification  stated  that 
the  cloth  might  be  made  of  any  suitable  material,  the  patentee 
knowing  from  experiment  at  that  time  that  one  material  and  no 
other  would  answer;  and  the  patent  was  held  to  be  bad,  because 
he  had  only  said,  ^'  I  prefer  it  to  be  made  of  this  material," 
when  he  knew  that  no  other  would  answer.  There  is  no  proof 
that  the  plaintiff  knew  that  no  other  than  the  mode  described 
would  answer — on  the  contrary,  it  is  proved  that  it  may  be 
made  without  the  cloth.  Then  again,  in  another  case,  an  inven* 
tion  for  giving  paper  an  enamel,  the  specification  was  held  to  be 
insufficient,  because  the  party  did  not  give  the  best  informa- 
tion  in  his  power  as  to  the  ingredients  and  the  mode  of  doing 
it  But  here  the  party  has  given  the  best  information,  and  has 
not  taken  upon  himself  to  say,  no  other  mode  would  do ;  there- 
fore, he  has  excluded  nothing.  I  say,  he  does  not  make  that 
essential,  but  that  he  gives  to  the  public  the  best  information 
ftat  he  himself  has.  Then,  gentlemen,  we  come  to  another 
objection — I  really  do  not  know  what  plea  it  applies  to — that  The  want  of 
the  invention  claimed  by  the  patent  is  not  of  any  pubUc  use  or  mJ^i^bie^under 
benefit.  It  is  supposed  that  that  may  be  a  question  under  the  the  plea  deny, 
"new  manufacture.'^  I  entertain  great  doubts  upon  that,  be- J^o^\o®|Jg^®^^ 
cause  a  thing  may  be  a  new  manufacture,  and  perhaps  may  not  manufactyre. . 
be  of  any  public  use  or  benefit.  However,  it  is  said  here  that 
the  invention  claimed  by  the  said  letters  patent  is  not  of  any 
pmblic  use  or  benefit.  It  has  been  suggested  that  that  question 
might  more  fiairly  be  raised  under  a  plea,  stating  it  was  injurious 
to  the  public.  There  is  no  allegation  here  that  it  was.  But, 
however,  it  would  be  as  well,  perhaps,  that  you  should  take  into 
consideration  the  question,  whether  the  invention  was  of  any 
public  use  or  benefit.  I  do  not  think  the  plaintiff  would  raise 
any  objection  to  such  a  question  being  submitted  to  you.  Then 
it  goes  on  thus — ^^and  that  India  rubber  uncombined  with  cloth, 
or  other  fibrous  substance,  is  not  a  useful  or  sufficient  substi- 
tute for  the  fillets  or  sheets  of  leather,  used  in  the  construction 
of  ordmary  cards,  and  is  useless  for  the  backs  of  such  cards." 
I  really  do  not  understand  to  what  that  applies — I  do  not  un- 
derstand how  it  is  raised.  Certainly,  if,  owing  to  my  ignorance 
on  that  subject,  this  is  a  pitfall  in  which  I  may  be  caught  in 
this  case,  they  have  laid  it  with  success,  for  undoubtedly  I  do 
not  know  how  that  question  fairly  arises  upon  this  record, 
l^ccause,  looking  at  the  specification,  I  do  not  find  that  he  says 
It  is  to  be  made  without  linen.  On  the  contrary,  his  mode  of 
doing  it  is  with  linen.  He  does  not  say  that  it  cannot  be  made 
without,  but  his  mode  of  doing  it  is  with.     He  intimates  ao 
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CrmweU,  J.,     opinion  that  if  people  choose,  after  it  is  made,  to  take  ihe  Knen 
^o     J^^'       ^^  m^^  g^  ^^  i^y  cement  on  to  the  cylinder,  that  may  be  done. 
The  justice  of  that  opinion  is  a  matter  of  controTcrsy,  as  to 
which  you  have  had  evidence  called  on  both  sides,  but  there  is 
one  piece  of  eyidence  giren  on  the  part  of^  the  plaintUF,  wbidi 
has  not  been  met  by  any  evidence  of  the  same  quality  on  the 
part  of  the  defendant.    The  plaintiff  produces  a  roller,  wbidi 
he  says  has  been  used^  and  they  do  not  show  on  the  other  side 
any  experiment  made  which  has  failed. 
As  to  the  Uai       Then  we  oome  to  the  last  plea,  which  is  this — ^The  defend* 
^^'  ants  say,  that  sheet  cards  and  top  cards  were  long  before  the 

time  (rf  the  making  and  granting  of  the  letters  patent,  and 
from  thence  hitherto  have  been  cards  in  public  use  and  exerdse 
for  the  purpose  of  carding  wool,  cotton,  silk,  and  other  sub- 
stances, within  the  meaning  of  the  letters  patent,  and  the 
supposed  improvements  therein  mentioned,  and  during  that 
time  were  and  have  been  the  cards  and  instruments  principaUy 
used  for  that  purpose,  and  that  the  supposed  invention  vas,8Dd 
still  is,  unfitted  for  and  useless  in  respect  of  sheet  cards  and  top 
cards.'^  Now  the  plaintiff  has  not  contented  himself  with  deny- 
ing one  part  of  that  plea,  but  he  has  replied  to  both  parts.  He 
puts  in  issue  the  whole  of  it,  and  says,  that  sheet  and  top  cards 
were  not  principally  used  for  carding,  and  that  tliis  inventkm 
was  fitted  and  useful  for  that  purpose.  Therefore  the  defendants, 
in  order  to  succeed  upon  that  issue,  must  make  out,  not  only 
that  this  invention  or  all^d  invention  was  unfit  for  sheet  cards 
and  top  cards,  but  must  make  out  that  they  were  the  cards 
principally  in  use.  Now,  according  to  the  evidence,  the  cards 
principally  in  use  beyond  all  question  were  fillet  cards;  theie- 
fore,  on  that  ground  they  would  fail,  even  supposing  that  there 
were  any  question  remaining  unsatisfactorily  disposed  of  in  your 
minds  respecting  the  fitness  of  this  article  for  sheet  cards  and 
top  cards.  I  do  not  see  upon  the  evidence  that  ther&is  any 
great  difference  in  the  value  of  them  for  the  one  purpose  or  for 
the  other.  This  is  not  said  to  be  merely  cards  without  doth 
backs;  this  applies  to  the  whole  of  the  invention — ^that  with  the 
cloth  back  it  is  not  fitted  for  sheet  cards  or  top  cards. 

Those  are  the  various  questions,  gentlemen,  which  you  will  ha^ 
to  try:  whether  the  defendants  have  imitated  or  counterfeited  the 
whole  or  any  essential  part  of  that  which  the  plaintiff  daims. 
Tou  have  to  dispose  of  those  two  questions,  ascertaining  wfa^ 
ther  this  is  a  new  invention — ^first,  whether  any  thing  conei- 
ponding  with  it  was  ever  made  bnefore;  secondly,  whether,  if 
ever  made,  it  was  in  use  and  operation  publicly,  or  was  a  failing 
experiment — a  trial  which  was  abandoned.  The  third  questicHi 
I  have  disposed  of  myself,  with  the  exception  of  that  part  v*idi 
you  may  take  into  your  consideration,  namely,  whether  the  in- 
vention was  of  any  public  use  or  not  ?  because  it  is  said  that  it 
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is  indnded  in  that  plea,  and  although  I  doubt  it,  I  would  rathegr  A.D.  1842. 
jott  should  consider  it  as  involyed  in  it  in  order  that  there  may 
be  no  fiulure  on  my  part  to  leave  any  thing  to  you  which  I 
ought  to  have  left,  so  as  to  render  useless  the  investigation  we 
have  been  so  long  engaged  in.  Then  the  fourth  question  is, 
whether  the  plaintiff  in  his  specification  gave  such  a  description 
of  his  invention  as  would  enable  a  workman  of  competent  skill 
to  act  upon  it; — and  the  fifth  is,  whether  sheet  cards  and  top 
cards  were  principally  in  use ;  and  whether,  if  they  were,  this 
material  was  fit  to  make  such  cards.  Those  are,  as  distinctly  as 
I  can  lay  them  before  you,  the  questions  which  you  have  to  try. 
[The  Iraumed  judge,  after  reading  over  and  commenting  on 
the  evidence,  concluded  as  follows:]  Tour  attention,  as  I  told 
yon  before,  will  be  directed  to  the  particular  issues  raised,  which 
lie— first,  whether  one  or  both  of  the  articles  sold  by  the  de- 
fendants were  such  that,  in  making  or  selling  them,  they  did, 
directly  or  indirectly,  do,  make,  use,  or  put  in  practice,  the  said 
invention  of  the  plaintiff,  or  any  part  of  the  same,  or  in  any  wise 
oonnterfeit,  imiti^  or  resemble  the  same,  or  make  any  addition 
thereunto,  or  subtraction  from  it,  whereby  to  pretend  them- 
idves  to  be  the  inventor  or  inventors  ?  Then,  the  next  question 
that  you  have  to  determine  is,  whether  it  was  a  new  invention 
tt  to  the  public  use  and  exercise  thereof?  That,  again,  involves 
the  two  propositions  I  mentioned  before ;  first,  whether  the 
vticle  sold  before  was  of  such  a  nature  as  to  embody  in  it  the 
principle  and  valuable  qualities  of  Walton's  article  ?  If  it  was 
not  of  such  a  nature,  then  there  is  nothing  to  impeach  the 
plaintiff's  daim ;  if  it  was  of  such  a  nature,  then  there  follows 
this  question — ^whether  it  was  a  new  invention  as  to  the  public 
UK  and  exercise  thereof?  And,  in  determining  that  question,  I 
he^you  to  bear  in  mind  those  opinions  I  have  read  as  having 
Ulen  from  other  judges,  rather  than  state  to  you  any  opinion  of 
my  own.  With  respect  to  the  third  plea — ^that  the  invention 
was  not  nor  is  a  new  manufacture,  as  far  as  that  involves  the 
^[Qtttion  whether  it  can  be  considered  as  within  the  statute,  that 
u  a  question  for  the  court,  which  I  have  already  determined. 
As  &r  as  it  depends  upon  the  question  of  utility,  that,  gentie- 
>nen,  is  a  question  for  you.  Then  the  fourth  is,  whether  the 
plaintiff,  in  his  specification,  particularly  described  and  ascer- 
tained the  nature  of  the  invention  and  the  manner  in  which  the 
ame  was  to  be  produced  ?  That  again  is  for  you,  bearing  in 
nuttd  the  evidence  which  has  been  given  as  to  the  power  of  a 
competent  workman  to  work  from  the  specification  which  has 
li^en  pat  in.  As  to  the  fifth  plea,  whether  these  top  cards  and 
sheet  cards  were  principally  used  for  the  purpose  of  carding,  and 
whether  this  invention  was  unfitted  for  them  ? — that  also  is  for 
po,  and  I  think  the  defendant  ought  to  make  out  both  parts  of 
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that  proposition^  for  both  are  put  in  issue.  They  must  make 
out  both  that  top  cards  and  sheet  cards  were  principally  used, 
and  that  Mr.  Walton's  alleged  invention  was  insufficient  and  in- 
applicable to  those  purposes  {d). 

Verdict  for  the  plaintiff  (e). 
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Tiiu.  Letters  patent  19th  November,  1836,  to  John  Gibson  and 

J.  G.  Campbell^  for  ^^a  new  or  improved  process  or  manu&cture 
of  silk  and  silk  in  combination  with  certain  other  fibrous 
substances.'' 

Spuifieatiam,  I  declare  (a)  that  the  nature  of  our  said  invention  consists- 
First,  in  a  part  of  our  process  by  which  we  discharge  the  gam 
from  that  peculiar  kind  of  silk  denominated  silk  waste^  when  the 
same  is  in  the  state  of  the  sliver  or  rove.  Second,  in  a  part  of 
our  process,  by  which  we  dye  silk  waste  when  in  the  state  of 
sliver  or  rove.  Third,  in  a  part  of  our  process,  by  which  ire 
spin  yarn  from  dressed  or  heckled  silk  waste  of  long  fibres, 
either  in  the  gum  or  discharged.  Fourth,  in  a  part  of  our  pro- 
cess, by  which  yam  from  silk  waste  with  long  fibres  may  be 
spun  in  combination  with  flax  of  a  similar  length  of  fibre.  Fifili, 
in  a  part  of  our  process,  by  which  yam  from  silk  waste  with 
long  fibre  is  spun  in  combination  witii  wool.  Sixth,  in  die  ap- 
plication of  our  improved  process  to  the  throstle  machine,  on 


(d)  At  the  oonclusion  of  the  summing  up,  and  tent  of  the  defendant :  the  trial  took  place  at  tbt 
before  the  jury  retired.  Sir  W.  Follett,  S.  G.,  on  sittings  after  Trinity  Term,  1842,  when  then 
the  part  of  the  defendants,  excepted  to  the  direc-  was  a  verdict  for  the  crown  on  the  issaes  of 
tion  of  the  learned  judge,  in  that  it  had  been  left  noTelty.  In  addition  to  the  eridenoe  of  user  as- 
as  a  Question  for  the  jury,  whether  what  had  been  der  Hancock's,  patent,  adduced  from  the  defead- 
done  Dy  Mr.  Hancock  in  1826  and  1827  was  an  ants  on  the  two  preceding  trials,  the  statement. 
experiment,  whereas  upon  the  evidence  the  ques-  ante  585,  in  the  '  Journal  of  the  Royal  Institntioo,' 
tion  of  user  by  way  of  experiment  did  not  arise ;  was  given  in  evidence  on  the  part  of  the  prose- 
that  it  ouffht  only  to  have  been  left  to  the  jury  to  cution. 

say,  whether  they  believed  the  evidence  of  the  The  court  of  Queen*s  Bench  granted  a  nile 

vritnesses,  because  if  that  evidence  was  true,  a  nisi  for  a  new  trial,  but  the  rule  was  not  signed, 

public  user  of  the  article  was  proved ;  he  also  a  compromise  havin|^   been  made,  whereby  all 

excepted  to  the  direction  of  the  learned  judge,  proceedings  on  the  bill  of  exceptions  in  If«/f«av. 

expressed  in  the  words  of  Chief  Justice  Tindal ;  Bateman,  and  in  some  other  actions  standing  for 

also,  in  that  the  jury  had  been  directed  that  the  trial,  were  stayed. 

above  patent  might  be  valid,  though  extending  to  (e)  The  jury  found  a  verdict  for  the  plaintxif 

every  mode  of  applying  caoutchouc  to  the  backs  on  all  the  issues,  and  in  reply  to  a  question  from 

of  cards,  whereas  a  party  could  not  have  a  patent  the  learned  judge  with  respect  to  their  finding  oa 

except  for  the  particular  mode  of  applying  it,  and  the  issue  as  to  public  use,  said,  tbey  were  of 

if  that  mode  failed,  the  patent  was  mvalid.  opinion  that  the  article  made  and  sold  by  Hancock 

No  decision  took  place  on  these  exceptions ;  a  in  1826  and  1827,  was  not  the  same  as  (hat  of  the 

compromise  having  taken  place  after  the   pro-  plaintiff. 

cee(ungs  in  the  following  case.  (a)  The  specification  is  expressed  to  be  ea« 

rolled  by  Gibson,  in  behalf  of  himself  and  Us  co> 

The  Queen  v.  Walton,  patentee. 

This  was  a  tcpr$fa€iat  to  repeal  the  above  pa-  ^ 
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the  principle  of  the  long  ratch,  for  the  new  and  nsefiil  purpose 
of  spinning  silk  waste.  Seventh,  in  certain  improvements 
effected  by  us  in  the  throstle  machine^  by  which  its  utility  in 
spinning  silk  waste  is  greatly  augmented.  Eighth,  in  the  appli* 
cation  of  water  to  silk  waste  with  long  fibres  in  the  process  of 
spinning  with  the  long  ratch. 

Having  thus  described  the  nature  or  leading  characteristics  of 
our  invention,  it  is  desirable,  before  we  enter  into  the  practical 
details  of  them,  to  give  a  brief  outline  of  the  methods  heretofore 
adopted  for  spinning  silk  wastes.        *  *  *{b) 

Having  now  given  the  necessary  details  of  the  manner  in 
which  our  invention  is  to  be  performed,  we  desire  it  to  be 
understood,  that  we  disclaim  those  parts  of  the  process  or 
mechanism  which  were,  or  may  have  been,  previous  to  the 
grantmg  of  our  patent,  well  known  or  in  use  for  the  same  pur- 
poses, but  we  restrict  our  claims  to  the  eight  several  heads  of 
invention  mentioned  in  the  early  part  of  this  specification,  all  of 
which  we  believe  to  be  new  and  of  great  public  utility.  In 
witness,  &c. 


Gibson  &  Campbell  v.  Brand. 

Cor.  Sir  N.  C.  Tlndal,  C.J.  /« the  C.P. 

Trin.V.l84l. 

This  was  an  action  for  the  infringement  of  the  preceding  DeeiantUm. 
patent,  and  the  declaration,  after  the  usual  averments,  assigned 
as  a  breach,  *'  that  the  defendant  directly  or  indirectly  made 
Qsed  and  put  in  practice  the  said  invention,  and  every  part 
thereof,  and  therein  counterfeited,  imitated,  and  resembled  the 
lame,  and  every  part  thereof.^' 

The  defendant  pleaded — 1.  Not  guilty.  2.  That  the  plaintiffs  PUat, 
^we  not  the  true  and  first  inventors  of  the  alleged  invention. 
3.  That  the  said  invention  was  not  a  new  invention.  4.  That 
the  said  invention  was  and  is  of  no  use,  benefit,  and  advantage, 
to  the  public.  5.  That  the  said  instrument  in  writing  was  and 
tt  as  follows  (setting  it  out);  that  no  other  was  enrolled;  and 
averring,  that  the  said  instrument  in  writing  does  not  particu- 
larly describe  and  ascertain  the  nature  of  the  said  invention,  and 


(^)  It  u  unneoesuty  to  give  the  specification  observe,  that  the  specification  should  of  itself 

*t  i<[ngth.     It  was  designated  by  the  Lord  Chief  point  out  or  make  clear  by  obvious  intendment 

Jwtice  as  a  confused  statement  of  processes,  de-  what  parts  have  been  in  previous  use ;  it  is  not 

^^^  objects,  and  means,  and  the  above  must  be  sufficient  to  leave  this  to  be  supplied  by  informa- 

•jW  to  one  of  the  many  instances  in  which  the  tion  derived  from  other  sources. 

frvU  of  an  invention  of  great  value  have  been  In  the  subsequent  case  of  Tke  Quern  t.  NickeU, 

Perilled,  if  not  altogether  lost,  by  the  careless  and  Lord  Denman,  C.  J.,  directed  a  verdict  for  the 

tivtificial  manner  in  which  the  specification  is  crown,  on  the  ground  of  the  insufficiency  of  the 

1*|P*'^*   The  concluding  sentence  is  that  given  specification  in  this  respect* 
"w^c»  with  respect  to  which  it  may  be  as  well  to 
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in  what  manner  the  same  is  to  be  performed.  Upon  diese  pleas 
issues  were  joined^  die  replication  to  the  fifth  plea  b^ng^  that 
the  said  instrument  in  writings  in  that  plea  set  forth^  does  par- 
ticularly describe  and  ascertain  the  nature  of  the  said  inyentbn, 
and  in  what  manner  the  same  was  and  is  to  be  performed.  No 
question  turned  upon  the  notice  of  objections. 

8ur  F.  Pollock,  Bompas,  Sergt.,  M.  D.  Hitt,  Hogging,  and  Cmie, 
were  counsel  for  tiie  plaintiffs;  Sir  W.  FoUetty  KeUy,  ChmaeU, 
Sergt.^  and  J.  Henderson^  for  the  defendant.  The  following  por- 
tion of  the  summing  up  of  the  learned  judge  will  sufficiently  ex- 
plain the  principal  features  of  tiie  case. 
The  mmmmg  Sir  N.  C.  TiNDAL^  C.  J.^  to  the  jury.  This  is  an  action  fw 
^P'  the  infringement  of  letters  patent  granted  to  the  plaintiffs,  and 

the  defendant  first  says,  that  he  has  not  been  guilty  of  any  in- 
fringement, and  before  he  could  be  called  upon  for  an  answer, 
the  plaintiffs  must  satisfy  you  that  the  defendant  has  in  some 
mode  or  other  infringed  this  patent.  The  defendant  next  says, 
that  these  letters  patent  have  not  been  granted  to  the  tme  and 
first  inventors,  which  you  are  aware  is  a  condition  required  by 
The  pnblither  the  Statute.  Now,  a  man  may  publish  to  the  world  that  whidi 
of  that  which  ii  jg  perfectiv  new  in  all  its  use,  and  has  not  before  been  en- 

uoc  iQ  use  insT 

not  be  the  true  joyed,  and  yet  he  may  not  be  the  first  and  true  iuTentor;  he 
twf  **"*  "'^•"'  may  have  borrowed  it  from  some  other  person^  he  may  have 
taken  it  from  a  book,  he  may  have  learnt  it  from  a  specifica- 
tion, and  then  the  legislature  never  intended  that  a  person  who 
had  taken  all  his  knowledge  from  the  act  of  another,  from  the 
labours  and  assiduity  or  ingenuity  of  another,  should  be  the  man 
who  was  to  receive  the  benefit  of  another*s  skilL    There  is  some 
distinction^  although  perhaps  not  a  very  broad  one,  between  the 
plea  which  alleges  the  plaintiffs  were  not  the  first  and  tme  in- 
ventors, and  that  on  which  I  conceive  the  principal  question  be. 
tween  the  parties  will  turn — ^the  third  in  order,  viz,  whether  the 
subject-matter  of  this  patent  was  known  in  England  at  the  time 
the  letters  patent  were  granted.    It  is  quite  clear,  if  on  the  evi- 
dence you  have  heard  you  are  satisfied  that  this  which  is  aD^ 
to  be  a  discovery  by  the  plaintiffs  had  been  publicly  known  and 
practised  in  England,  there  is  an  end  to  the  validity  of  the 
The  $pecula-     patent.    It  would  not  be  sufficient  to  destroy  the  patent  to  shoir, 
glwtioM  of '*^'    ^^^^  learned  persons  in  their  studies  had  foreseen,  or  had  found 
leAined  mep      out  this  disoovcry,  that  is  afterwards  made  public^  or  that  a  man 
a  patent,*nor**   in  his  private  warehouse  had  by  various  experiments  cndea- 
ezperiments  in   voured  to  discover  it  and  failed,  and  had  given  it  up.    But  if 
abandoned.       jo^  perccive  on  the   evidence,  that  the  thing  which  is  now 
Butif  thearti-  sought  to  be  protected  by  the  patent  has  been  used,  and  for  a 
sold,  it  is  a       considerable  period,  and  used  so  far  to  the  benefit  of  the  puhlic 
<luestion  forAe  ^g  to  be  sold  to  any  body  that  thought  proper  to  purchase  it 
that  is  a  public  of  those  who  made  it,  then  it  becomes  a  material  question, 
^^^'  whether  such  mode  of  user  is  not  in  your  judgment  a  public 
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using  of  the  article,  of  the  process,  or  of  the  invention,  before  A.D.  1841. 
the  letters  patent  were  granted,  and  therefore  you  will  apply 
the  evidence  when  you  come  to  it,  subject  to  such  an  explana- 
tion, not  giving  a  force  or  efficacy  to  any  attempts  that  have 
been  made  towards  the  discovery  which  the  plaintiffs  set  up, 
but  which  have  failed  and  been  abandoned,  and  rested  indeed 
only  in  experiment,  but  at  the  same  time  giving  full  effect  to 
such  evidence  as  has  been  brought  before  you  that  tends  to 
show  that,  by  other  persons,  on  various  occasions,  the  article 
has  been  made  and  the  process  been  pursued  which  is  now 
sought  to  be  protected,  and  has  been  sold  to  such  of  the  public 
as  have  thought  proper  to  come  forward  and  purchase. 

Then  the  defendant  says — the  invention  is  of  no  utility ;  but 
it  does  not  appear  to  me  that  can,  on  the  present  occasion, 
aflford  you  any  considerable  trouble.  No  doubt  there  is  evi- 
dence  enough  to  show  that  the  result  of  this  process  does 
prodace  an  article  that  is  of  considerable  beauty  and  value ;  the 
demand  that  is  made  for  it,  indeed,  would  seem  to  establish  that. 

Then  the  defendant  objects  to  the  specification.  I  should  Requisites  of 
tdl  yon,  as  far  as  there  are  any  objections  in  point  of  law  to  the  |!*^  sp«c»fica- 
specification,  I  do  not  propose  to  trouble  you  with  them  on  this 
occasion ;  all  that  I  mean  to  leave  to  you  is  the  question  of  fact 
that  is  raised  for  your  determination,  namely,  whether  it  is  so 
worded,  and  such  explanations  are  given  in  it,  that  a  person  of  a 
sufficient  degree  of  understanding  on  the  particular  subject 
coold  carry  the  provisions  of  the  specification  into  effect,  and 
obtain  the  proposed  result.  The  specification  ought  to  be  so 
clearly  worded  as  to  lead  without  any  doubt  or  difficulty  to  that 
result,  because  it  is  the  price  that  the  man  who  takes  out  his 
patent  pays  to  the  public  for  their  being  so  long  kept  out  of  the 
enjoyment  of  the  commodity  or  manufacture  that  is  protected ; 
the  price  he  pays  is,  that  he  will  lodge  such  an  account  of  his 
own  discovery  and  invention  as  will  enable  the  public  at  the  ex- 
piration of  the  fourteen  years,  to  have  as  free  and  unreserved 
iwe  of  the  invention  as  he  himself.  Therefore,  every  man  who 
is  an  honest  man  is  bound  to  pay  that  price  justly  and  fairly, 
uid  to  word  his  specification,  which  he  is  obliged  by  the  terms 
of  the  patent  to  enrol  in  the  Court  of  Chancery,  in  such  a  way 
as  to  be  dear  from  all  doubt.  Now,  I  cannot  say  that  I  think 
this  a  very  dear  specification,  I  cannot  read  through  these  eight 
Cerent  heads,  which  I  understand  to  be  the  eight  different 
points  that  are  sought  to  be  protected  by  the  patent,  without 
thinking  there  has  been  a  mixture  rather  of  object  and  purpose  The  objects  of 
or  design,  to  which  the  party  means  to  apply  his  patent,  with  the  inveDuoD, 

*u  i.      1  .  1     .  .11  11  *^     ,  ,  .  ,    and  the  means 

wat  which  IS  more  stnctly  and  properly  the  process  by  which  whereby  those 
the  object  is  meant  to  be  obtained;   the  mixing  them  together,  ^6^^^,^;*^^*° 
and  not  keeping  them  separate  and  distinct,  tends  very  much  should  be  kept 
to  obscurity  in  the  document  itself.  ****^'°^'' 

4  M 
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SirN-Crjnioi,     The  only  person  who  proves  the  invasion  of  the  patent  is 

CJ^mhijury.  RoUeston,  who  says,  "I  bought  the  silk  from  the  defendants. 

They  called  it  patent  silk,  and  Mr.  Millery«their  manager,  cslled 

it  so  to  me;  and  in  the  invoice  it  is  written,  patent  finnge 

boiled  off  at  lOs.  6d."     He  says,  '^  it  was  yam  similar  to  that  I 

bought  at  Mr.  Campbell's,  but  5^.  cheaper  in  the  pound;  it  was 

not  so  good  as  what  the  patentees  furnished.    Campbdl  and 

Oibson^s  was  always  taken  in  preference  to  theirs  if  we  had  it 

in  hand.''    You  see  what  was  actually  produced,  and  it  rests 

entirely  on  this  man's  evidence,  and  on  the  affidavit  put  in  by 

the  plaintiff  that  was  made  by  the  defendant,  in  whidi,  ia  the 

Court  of  Chancery,  he  says,  he  had  been  in  the  course  for  the 

last  two  years  of  using  and  making  the  silk  which  he  was  then 

selling,  because  it  was  done  openly,  and  they  had  never  taken 

any  notice  of  it;  and  also,  that  he  did  not  think  that  their 

patent  was  an  available  patent — not,  in  effect,  denying  that  he 

was  selling  what  was  then  manufactured,  but  defending  it  on 

the  ground  that  it  was  not  protected  by  the  letters  patent 

Upon  that  you  must  say,  whether  you  are  satisfied  that  the 

Th«  nle  ofan  defendant  has  violated  tiiis  patent  at  all.     If  they  have  them- 

*'*^ldin '^*tha  ■®^^®'  *^*^  *"*  article  of  exactly  the  same  fabric,  made  in  the 

patent,  is  a       Same  manner  as  that  for  which  the  patent  was  taken  out,  sndi 

using  of  the      gg]^  jj^^y  {^^  considered  as  a  using  of  the  invention  within  the 

invention.  •'  ,  ^  ,  , 

terms  of  the  declaration,  and  so  you  would  say,  if  you  are  satii- 
fied  on  the  evidence,  by  your  verdict  Next  you  must  say, 
whether  the  plaintiffs  are  the  true  and  first  inventors,  and  then, 
whether  this  is  a  patent  which  has  been  taken  out  for  a  nev 
manufacture ;  that  is,  either  for  a  new  result,  or  a  new  mode  of 
obtaining  a  result,  although  it  would  be  upon  an  old  process 
and  with  new  combination,  and  producing  new  results.  Then 
comes  the  question  of  utility,  about  which  you  need  hsnflj 
trouble  yourselves;  and  lastly  the  question,  whether  this  specifi- 
cation is  so  worded,  and  with  that  accuracy  of  description,  as  to 
enable  a  person  versed  in  the  matter,  and  of  competent  intdE- 
gence,  to  perform  the  object  of  the  patent. 


Verdict, 


The  verdict  was  as  follows — ^The  jury  are  of  opinion,  that  the 
invention  is  not  new,  but  an  improved  process — not  a  new  oom- 
bination ;  that  the  defendant  is  guilty ;  that  the  invention  is 
useful,  and  that  the  specification  is  sufficient. 

Sir  N.  C.  TiNDAL,  C.  J. :  The  verdict  will  be  for  the  phiintiff 
on  the  first,  fourth,  and  fifth  issues ;  on  the  second  and  third 
issues  there  is  the  special  finding,  which  the  court  must  mould 
as  well  as  they  can. 
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IN  THE  COMMON  PLEAS. 
Cbr. SirN.C. ThulaL C J.;  CoUmoH,  J.i  Erskine,  J.;  CressweU,  J.  in ik^ C.P., 

E.T.,  1842» 

ChamneU,  Sergt,  obtained  a  rule  calling  on  the  plaintiffs  to 
show  cause  why  the  verdict  should  not  be  entered  for  the  de- 
fendant on  the  second  and  third  issues,  or  why  there  should 
not  be  a  nonsuit  (c),  or  why  the  judgment  should  not  be 
arrested  on  the  fifth  issue;  against  which  cause  having  been 
shown,  the  court  delivered  the  follovdng  judgments. 

Sir  N.  C.  Ti^DAL,  C.J. :  With  respect  to  the  question,  why 
the  verdict  diould  not  be  entered  for  the  defendant  upon  the 
'  general  issue,  we  have  already  in  the  course  of  the  argument 
pven  a  sufficient  answer.  The  breach  alleged  in  the  declaration 
is,  diat  the  defendant  infringed  the  patent  by  making,  using, 
and  putting  in  practice,  the  plaintiffs'  invention ;  and  the  evi- 
dence is,  that  an  order  was  given  in  England,  which  order  was 
executed  in  England,  for  making  articles  by  the  same  mode  for 
which  the  plaintiffs  had  obtained  their  patent,  which  articles 
were  afterwards  received  by  the  defendant  ({Q.  This  is  quite 
sufficient  to  satisfy  an  allegation  that  he  made  those  articles ; 
for  he  that  causes  and  procures  to  be  made,  may  be  well  said  to 
hsTe  made  them  himself. 

With  respect  to  that  part  of  the  rule  which  calls  on  the  plain-  Ao  issue  in  fact 

.  tiffii  to  show  cause  why  the  judgment  should  not  be  arrested,  fo°und*for  the°^ 

I  am  of  opinion*  that  no  sufficient  ground  has  been  made  out  plaintiff*  the  de- 

for  that  purpose.     It  is  to  be  observed  that  the  last  plea  con-  T«8ort  to  matter 

tains  an  allefintion,  that  there  was  no  other  specification  en-  ^^}  \°  *?*?®  *J*^ 

,-,_        _°  ,  ,  t-v-  i-i-T        1        admitted  m  that 

rolled  by  the  patentees  than  that  which  is  set  forth  m  the  plea,  ptea  to  arrest 
Then  it  goes  on  to  allege,  that  the  specification  is  not  sufficient,  ***®  j«<ipnent. 
on  which  there  is  an  issue  taken  in  fact,  that  it  w^s  sufficient. 
The  parties  go  down  to  trial  upon  it,  and  the  jury  find  that  it 
was  a  sufficient  specification,  meaning  sufficient  in  point  of  fact, 
that  a  workman  of  competent  skill  and  ability,  pursuing  the 
directions  in  the  specification,  would  understand  them  very  well, 
and  might  produce  the  result  which  the  patentees  intended. 
That  is,  therefore,  a  plea  which  is  put  in  to  the  whole  of  the 


(r)  With  respect  to  the  nonsuit  it  was  con-  {d)  There  would  iq>pear  to  be  some  discre- 

Med  on  the  part  of  the  defendant,  that  the  par-  pancy  between  this  statement  of  the  evidence,  and 

ticalar  breach  laid  in  the  declaration  was  not  the  summing  up  of  the  learned  judge  to  the  jury 

nppofted  by  evidence  that  the  defendant  had  {ante  630),  where  he  directs  that  the  sale  of  an  ar- 

m  gilk  known  by  him  to  have  been  spun  accord-  tide  may  be  considered  a  using  of  the  invention, 

is?  to  the  plaintifis'  invention — that  a  vending  that  is,  evidence  whence  the  practising  of  the  in- 

ought  to  have  been  laid  in  the  declaration.     See  vention,  the  subject  of  the  patent,  may  be  in« 

^  evidence,  ante  630,  and  the  judgment,  infra,  ferred.                                                   < 
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Judgment.        declaration,  and  the  issue  joined  on  it  is  found  against  the 

defendant.     I  have  heard  no  authority  cited  to  show,  that  where 

a  plea  is  found  false  in  fact,  the  defendant  may  afterwards  avafl 

himself  of  another  part  of  the  plea,  which  was  not  put  in  issue, 

and  on  the  allegation,  that  the  facts  alleged  in  that  other  part  of 

the  plea  are  before  the  court,  arrest  general  judgment  for  the 

To  raue  the      plaintiff  («)•     If  the  defendant  had  intended  to  avail  hunself  of 

Insafficicncy  of  ^^^  "WdLnt  of  a  proper  specification  in  point  of  law,  or  to  have 

the  specification  contended  that  such  specification  would  not  support  the  patent 

the^defendant '  ^hich  had  been  granted  to  the  plaintiffs,  he  might,  after  alleging 

should,  after  seu  that  such  was  the  specification,  and  that  no  other  specification 

ting  out  the  spe- ,      .  .  i/«i,i,         ,..mi  i-i-^ 

cification,  and  had  ever  been  used  or  filed  by  the  plamtins,  have  stated  in  his 
*''!"*"^i!*°       plea,  that  the  patent  was  therefore  void  in  law ;  and  then  the 

other  to  have       '^      '  ,  -_^_  _  .      _  ,  '_  ,.,./. 

been  enrolled,  question  would  havc  been  raised  upon  the  record;  on  which,  if 
'^atenl^ioTe"  the  defendant  was  wrong  in  his  allegation,  he  would  have  been 
void.  compelled  to  pay  costs  to  the  plaintiffs  upon  a  demurrer,  or  if 

the  defendant  was  right,  he  would  have  received  them  upon 
judgment  being  given  in  his  favour.  But  now,  after  having  pat 
in  a  plea  which  goes  to  the  whole  right  of  action,  which  plea  is 
found  to  be  false  in  fact,  upon  an  issue  raised  upon  it,  he  seeb 
to  use  that  plea — ^a  confession  in  that  plea — not  merely  for  de 
purpose  of  the  plea  itself,  but  as  a  general  answer  to  the  right  of 
the  plaintiffs  to  recover.  I  observe  the  plea  contains  two  alle- 
gations, one  of  which  is,  that  this  was  the  only  specification  that 
was  put  in  by  the  plaintiffs ;  and  another  is,  that  it  is  not  a 
sufiicient  specification  for  the  purpose.  True  it  is,  when  an 
issue  is  taken  by  the  plaintiffs  on  one  of  those  allegations,  they 
do  admit  the  other,  viz.  that  it  was  the  only  specification ;  bat 
then,  they  only  admit  it  for  the  purpose  of  that  plea,  and  the 
defendant  has  no  right  afterwards  to  use  it  as  an  argument 
against  the  plaintiffs,  that  they  have  virtually  admitted,  for  all 
the  purposes  of  the  action,  that  there  is  no  other  specification 
than  that  which  is  put  upon  the  record.  I  think,  therefore, 
upon  the  strict  legal  notion  of  a  motion  in  arrest  of  judgment, 
which  proceeds  upon  the  ground  of  a  deficiency  in  the  plain- 
tiffs' right  of  action,  that  the  defendant  has  no  right,  under  the 
circumstances,  to  call  upon  us  to  stay  the  judgment  of  the  jury; 
and  it  is  enough  to  say,  that  on  motion  in  arrest  of  judgment, 
the  matter  ought  to  be  made  out  clearly  to  the  satisfaction  of 
the  court,  because,  if  they  are  wrong  upon  it,  the  party  has  a 
remedy  in  a  higher  quarter. 
As  to  the  entry  I  come  now  to  that  which  is  the  main  and  important  question 
tte^sMcid'"''  ""^  between  the  parties,  that  is,  whether  the  defendant  has,  upon 
finding.  the  finding  of  the  jury,  the  right  to  have  the  verdict  entered  for 

him  upon  the  second  and  third  issues.    The  second  issue  in 


(e)  On  this  point,  sec  the  judgments  of  the  court  in  Walton  v.  Potter,  ant$  698 — 613. 
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this  case  is,  **  that  the  plaintiffs  were  not  the  true  and  first  in-  In  the  c.  P. 
Tenters  f'  and  the  third  issue  is,  "  that  it  was  not  a  new  inven-  * 
tion  at  the  time  of  the  letters  patent.^'  The  jury  gave  in  this 
finding — ^^^That  the  invention  is  not  new,  but  an  improved  pro* 
cess,  and  that  it  is  not  a  new  combination."  They  do,  there- 
fore,  according  to  the  plain  meaning  of  these  words,  first  find 
there  is  no  novelty  in  the  invention,  that  there  is  no  new 
combination,  and  that  there  is  no  novelty  in  the  process,  but  an 
improvement  only.  The  question  is,  whether  upon  this  finding, 
supposing  it  to  be  supported  by  the  evidence  in  the  cause,  the 
jury  have  found  these  issues  for  the  plaintiffs  or  for  the  defend- 
ant ;  and  it  appears  to  me,  that  the  verdict  ought  to  be  entered 
upon  these  issues  for  the  defendant. 

Let  us  see  what  the  patent  is  taken  out  for ;  and  then,  what 
it  is  the  plaintiffs  in  their  specification  have  declared  to  be  the 
nature  of  their  discovery.  The  patent  is  taken  out  '^  for  a  new 
or  improved  process  or  manufacture  of  silk,  and  silk  in  com- 
bination with  certain  other  fibrous  substances;"  taken  out, 
therefore,  strictly  for  a  process.  On  the  present  occasion  it  is 
not  necessary  to  go  into  the  question  (upon  the  view  I  take  of 
this  specification),  whether  a  patent  can  be  granted  for  a  pro- 
cess, in  the  strict  and  proper  sense  of  that  term,  or  not. 
Undoubtedly  there  is  a  very  strong  reason  to  suppose,  if  the  A  new  process 
specification  is  carefully  and  properly  prepared,  so  as  to  point  J^bject  oneMera 
out,  with  great  distinctness  and  minuteness,  what  the  process  patent, 
is,  that  such  a  patent  may  be  good  in  law.  Such  certainly  was 
the  opinion  of  Chief  Justice  Eyre  (/),  and  such  also  appears  to 
have  been  the  opinion  (carefully  guarding  against  any  abuse  of 
that  doctrine)  of  Lord  Tenterden  (^),  who  says — that  "  the  sub- 
ject-matter of  letters  patent,  t.e.  the  word  ^manufacture'  as 
used  in  the  statute  of  James,  has  generally  been  understood  to 
denote  either  a  thing  made,  which  is  useful  for  its  own  sake,  and 
vendible  as  such,  as  a  medicine,  a  stove,  a  telescope,  and  many 
others,  or  to  mean  an  engine  or  instrument,  or  some  part  of 
an  engine  or  instrument,  to  be  employed  either  in  the  making 
of  some  previously  known  article,  or  in  some  other  useful 
purpose,  as  a  stocking  frame,  or  a  steam  engine  for  rabing  water 
from  mines;  or  it  may  perhaps  extend  also  to* a  new  process  to 
be  carried  on  by  known  implements  or  elements,  acting  upon 
known  substances,  and  ultimately  producing  some  other  known 
substance,  but  producing  it  in  a  cheaper  or  more  expeditious 
manner,  or  of  a  better  and  more  useful  kind.^'  And  then  he 
goes  on  to  observe,  that  the  specification  of  a  patent  or  a  pro- 
cess should  be  definite  and  precise ;  that  as  to  a  process,  the 


(f)\n  BouUmi  &  Watt  v.  Bull,  2  H.  Bl.  468—  (g)  In  The  King  v.  Wheeler,  2  B.  6t  A.  350. 

oOO. 
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Judgment.  specification  should  state  the  time  and  degree  of  heat,  or  other 
particulars,  that  would  apply  to  the  particular  subject-matter 
under  consideration.  Now,  looking  at  the  specification  in  tUs 
case,  it  appears  to  me,  that  this  patent  cannot  be  supported  at 
law,  because  the  plamtiffs  hare,  in  the  course  of  it,  clumed 
more  than  they  are  entitied  to ;  for  I  cannot  read  the  descrip- 
tion that  they  give  of  their  invention,  and  the  parts  of  their  in- 
vention, without  understanding  them  to  claim  improvements 
that  are  made  upon  the  machine,  which  is  used  for  the  purpose 
of  producing  the  desired  result.  Dismissing  all  the  different 
heads  of  process  £rom  our  consideration  but  the  sixth  and 
seventh,  I  cannot  understand  those  two  articles  or  heads  of  the 
process,  when  I  consider  the  other  parts  of  the  specification, 
but  as  claiming  either  an  improvement  upon,  or  a  new  combina- 
tion of,  the  throstie  machine,  by  which  the  work  is  carried  into 
effect.  That  the  plaintiffs  mean  to  claim  those  eight  several 
and  distinct  parts  of  the  process,  according  to  the  argument  of 
my  brother  Bompas^  as  all  combined  together  making  one  pro- 
cess, I  think  is  abundantiy  clear  firom  the  last  words  of  the 
specification,  where  they  desire  it  to  be  imderstood  that  thej 
*^  disclaim  those  parts  of  the  process  or  mechanism,  which  may 
have  been,  previously  to  granting  our  patent,  well  known." 
And  then  they  go  on  to  say,  ^^but  we  restrict  our  claims  to  the 
eight  several  heads  of  invention  mentioned  in  the  eariy  part  of 
this  specification,  all  of  which  we  believe  to  be  new  and  of 
great  public  utility."  Therefore  it  is,  that  the  plaintiffs  are 
bound  to  show  that  each  of  those  eight  several  distinct  heads, 
into  which  they  have  divided  the  process,  is  new  and  of  public 
utility.  The  specification  begins  first  to  describe  the  old 
method  of  working  the  silk  waste ;  and  then  it  goes  on  to  say, 
*^  having  thus  explained  the  old  or  ordinary  process  of  con- 
verting silk  waste  into  yam,  I  will  proceed  to  describe  our  novel 
process,  by  which  we  produce  our  new  or  improved  manufac- 
If  the  patent  be  ture  of  yam  or  thread."  Claiming,  therefore,  as  they  most 
foraneworim-^laim,  a  novcltv  in  the  case,  whether  it  be  a  patent  taken  out 

proved  procew,   ^-.  '  .  -  T.*. 

and  the  jury      lor  machinery,  or  taken  out  for  a  process  only,  if  we  were  to 

not**to**b^  Mw^  '^P  ^®^®>  when  the  jury  have  found  that  there  was  not  a  new 

but  improved,    proccss,  but  an  improved  process,  although  perhaps  it  would  be 

MTcntibvalS.  *  ^^^^  measure  upon  the  plaintiffs,  who  call  their  manufacture, 

^  our  new  or  improved  manufacture ;'  still,  I  think,  there  might 

be  some  doubt  even  upon  that  finding,  with  those  words  alone 

in  the  specification,  whether  it  could  be  supported.    Farther 

on,  after  describing  some  portion  of  the  process  and  machinery, 

the  specification  proceeds  thus — ''Having  now  explained  the 

nature  of  the  drawing  and  roving  machinery,  which  we  have 

found  to  answer  best,  and  the  several  processes  of  drawing  and 

roving  silk  waste  alone,  and  of  silk  waste  in  combination  with 

wool  and  with  flax,  I  will  proceed  to  describe  the  spinning 
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machine^  by  which  the  rove  is  drawn  or  elongated  into  strands  in  the  C.P. 
to  be  spnn  into  yam  or  threads/'  Now  observe,  he  is  about  ^'  ^''  ^^^^' 
to  describe  a  piece  of  machinery ;  he  says,  "  The  annexed  draw- 
ings for  the  most  part  represent  the  well-known  spinning 
frame,  called  a  throsde,  on  the  principle  of  the  long  ratch,  as 
employed  in  the  spinning  of  flax.''  *'  For  the  most  part  repre- 
sents it/'  What  is  that  but  impliedly  saying — ^'  There  is  some 
part  of  that  which  I  use,  and  which  I  am  now  aboigpfco  describe, 
wliich  is  new  and  discovered  by  myself?*'  Ana  he  goes  oh, 
''which  machine,  combined  widi  the  improvements  we  have 
qyplied  to  it,  we  apply  to  the  new  and  useful  purpose  of  spin<» 
ning  silk  waste  of  long  fibres."  Now  pausing  there  only,  I 
think  it  is  impossible  to  read  this  without  seeing  that  the  party, 
who  is  now  describing  one  of  the  heads  of  the  process  before 
set  out,  is  claiming  either  a  new  improvement  in  the  machine 
irfiich  he  uses,  or  a  new  combination  of  the  parts  of  that  ma- 
dune*  A  little  lower  down  he  gives  the  figures,  by  which  he 
refers  to  the  dififerent  parts  of  the  machine.  He  tells  you> 
"At  N  is  a  copper  trough  containing  water,  the  application 
of  which  in  this  process  is  an  important  feature  in  our  in- 
Tenlion.''  Then  he  says,  ''The  letters  OOO  are  pressing 
ndlers,  which  are  made  of  wood,  and  are  partly  immersed  in 
the  water  wherein  they  rotate,  and  by  their  continuous  action 
convey  the  fluid  to  the  nip  of  tiie  brass  bosses  P  P  P  of  the 
drawing  roller  G/'  Adding,  of  the  spindles  Q  Q  d,  ''  which 
for  oar  new  process  we  place  (as  will  be  observed  in  the  draw- 
ing) much  nearer  to  the  drawing  roller  6  than  has  heretofore 
been  practised."  *'The  other  parts  of  the  machine  not  ad- 
verted to,  being  quite  familiar  to  persons  employed  in  this 
hranch  of  manufiu^ture,  it  will  be  unnecessary  to  explain/'  I 
confess,  I  fed  it  impossible  to  apply  this  language  in  any  other 
way  than  as  a  substantive  daim  on  the  part  of  these  patentees^ 
either  to  a  new  invention  or  new  combination  of  the  parts  of 
the  machine,  by  which  they  carried  their  work  into  effect. 
Now  the  jury  have,  on  the  evidence  before  them,  distincdy 
negatived  botii.  They  say,  there  is  no  new  invention  and  no 
WW  oombmation.  Unless  one  could  see,  on  the  evidence  in 
the  cause,  that  they  were  wrong,  the  matter  must  rest  Where  it 
is-  For  my  part,  I  can  only  say,  that  there  was  a  great  deal 
of  evidence  on  both  sides ;  every  point  was  urged  before  the 
]vy  by  the  several  parties,  and  the  jury,  after  some  considerable 
hesitation,  came  to  the  finding  which  I  have  stated.  On  the 
whole,  therefore,  I  am  of  opinion — ^first,  that  their  finding, 
ooQpled  with  the  language  of  the  specification,  entities  the 
defendant  to  a  verdict  on  these  issues ;  and  secondly,  I  also  say, 
upon  the  evidence  before  me,  that  I  cannot  feel  myself  dis- 
'stisfied  with  the  verdict. 
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Judgment,  CoLTHAN,  J. :  I  am  of  the  same  opinion.     On  the  material 

question — ^viz.  the  third  issue,  I  think  the  defendant  entitled  to 
have  the  rerdict  entered  for  him.     It  is  said,  this  is  an  am- 
biguous finding,  upon  which  no  verdict  can  be  entered ;  for  I 
think  it  impossible  to  contend,  that  it  is  a  verdict  for  the  plain- 
tiffsy  whose  allegation  in  this  third  issue  it  expressly  negatives. 
The  plaintiffs     It  sccms  to  me,  that  in  order  to  sustain  the  issue,  that  this  was 
^e  novelty*©?'*  *  ^®^  Invention,  the  plaintiffs  were  bound  to  show  that  it  was 
each  of  the       ncw  in  each  of  the  eight  parts  which  are  set  out  in  the  specifica- 
hwds'^Toai  in  **^">  ^^^  which  are  claimed  as  parts  of  their  process*     Unless 
the  specifica-     each  of  them  were  new,  the  plaintiffs  would  not,  in  my  judg- 
^°°*  ment,  be  entitled  to  a  verdict.     I  am  not  prepared  to  say,  that 

an  improved  process  may  not  be  the  ground  of  a  patent ;  and  if 
the  jury,  therefore,  had  simply  found  that  it  was  an  improved 
process,  and  had  found  no  more  than  that,  I  should  at  least 
have  been  under  some  difficulty  in  sa3ning,  what  the  effect  of 
such  a  verdict  would  be.    But  die  finding  of  the  jury  must  be 
taken  altogether,  and  then  it  amounts  to  this,  that  though  there 
may  be  some  improvement  in  the  manipulation  or  othenriae 
in  the  process  by  which  this  matter  is  carried  on,   there  is 
neither  novelty  in  the  invention,  nor  novelty  in  the  combina- 
tion.   Looking  therefore  at  the  verdict  only,  it  seems  to  me  a 
verdict  in  favour  of  the  defendant  upon  the  third  plea.     But  we 
may  look  into  the  evidence  for  the  purpose  of  seeing,  whether 
it  was  probable  that  there  really  was  such  an  improvement  in 
the  process  as  might  by  reasonable  construction  amount,  in  the 
eye  of  the  law,  to  a  new  invention;  because,  if  it  had  been  so, 
I  should  have  thought  that  might  be  a  ground  for  sending  the 
case  down  again  to  a  new  trial.    And  looking  at  the  evidence 
with  this  view,  I  am  not  able  to  find  any  novelty  in  the  pro- 
cess, which  would  warrant  us  in  saying,  that  the  jury  most 
have  meant,  by  finding  it  to  be  an  improved  process,  that  it 
amounted  to  any  thing  which  might  properly  be  the  subject  of 
a  patent.    It  seems  to  me  to  be  nothing  more  than  the  appUca- 
tion  of  an  old  and  well-known  machine,  without  any  material 
variation,  to  the  spinning  of  silk  waste,  in  what  we  may  call  the 
natural  state,  discharging  the  gum  from  it  in  the  ordinary  man- 
ner, and  dyeing  it  by  the  ordinary  process.     The  only  thing  m 
which  there  is  any  novelty,  that  I  can  make  out,  is,  that  the 
plaintiffs  do  not  cut  the  silk  into  small  and  minute  portions; 
that  they  dye  it  in  a  different  stage  of  the  process,  and  that  they 
appear  also  to  discharge  the  gum  in  a  different  stage  of  the 
process — but  altogether  in  a  mode  before  known  and  used  by 
the  public;  there  is  no  alteration,  except  in  point  of  time,  as  to 
either  of  these  matters.     Comparing  the  finding  of  the  jury 
with  the  nature  of  the  process  as  proved  by  the  evidence,  it 
appears  to  me,  that  all  the  jury  can  have  meant  to  say  on  the 
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subject  is,  that  the  plaintiffs  have  made  some  slight  variation,  /«•  tht  c.  P.. 
by  which  a  better  article  is  produced,  but  without  any  novelty  " 
in  the  combination,  or  any  novelty  as  to  the  construction  of  the 
instrument  used.  I  see  nothing  in  the  evidence  to  induce  me 
to  come  to  a  different  conclusion  from  what  the  words  of  the 
finding  by  the  jury  naturally  import;  and  upon  the  third  issue, 
therefore,  the  verdict  will  be  for  the  defendant. 

The  first  issue  has  been  already  disposed  of  in  the  course  of 
the  case;  and  with  respect  to  the  motion  in  arrest  of  judgment, 
as  the  defendant  obtains  the  verdict  upon  the  third  and  main 
issue,  I  take  it  for  granted,  that  he  does  not  desire  to  have  our 
judgment  upon  that  point.  I  will  only  say,  that  I  have  not 
My  made  up  my  mind  on  that  point,  if  it  were  necessary  to 
decide  it,  which  it  is  not. 

Erskine,  J. :  The  first  issue  in  this  case  has  been  given  up  by 
the  defendant,  and  then  we  come  to  the  question — ^how  the  ver- 
dict is  to  be  entered  up  upon  the  second  and  third  issues  ?  The 
second  issue  is,  whether  the  plaintiffs  were  the  true  inventors 
or  not;  and  the  third  is,  whether  the  invention  itself  was  new. 
If  we  take  the  first  branch  of  the  finding  by  the  jury,  they  have 
in  distinct  terms  negatived  that  issue,  and  found  it  in  direct 
terms  for  the  defendant ;  but  they  have  added  something  upon 
which  the  plaintiffs  rely,  as  tending  to  show,  that  though  in 
terms  they  have  found  t'he  issue  against  them,  yet  that  in  sub- 
stance they  have  found  it  for  them;  and  that,  therefore,  the 
Terdict  should  be  entered  for  them.  As  I  understand  the  argu- 
ment on  the  part  of  the  plaintiffs,  it  is  this — that  the  jury  did 
not  mean  to  negative  the  plaintiffs'  right  in  the  strict  and  legal 
fomi;  but  they  meant  merely  to  say,  that  although  the  inven- 
tion was  not  new,  there  was  a  new  process,  which,  in  point  of 
law,  might  amount  to  a  new  invention ;  and  therefore,  that 
although  the  terms  of  the  finding  of  the  jury  are  against  the 
phdntiffs,  according  to  the  terms  in  which  the  issue  is  couched, 
yet  that,  in  point  of  law  and  substance,  it  is  a  finding  in  their 
&TOur;  and  therefore,  that  the  verdict  may  still  be  entered  for 
them ;  and  the  way  in  which  I  understand  the  case  to  have  been 
argued  is  this — ^that  looking  at  the  evidence  which  has  been 
given  at  the  trial,  and  comparing  the  evidence  given  with  the 
finding  of  the  jury,  the  court  may  see  the  jury  have  in  some 
sense  found,  that  the  plaintiffs  had  discovered  an  improved 
process  in  the  manufacture  of  silk  yam,  and  that  the  evidence 
shows  that  the  natiu*e  of  the  discovery  was  such  as  would  en- 
title them  to  a  patent ;  and  therefore,  that  the  mere  language  of 
the  finding  by  the  jury  was  not  such  as  to  exclude  the  plain- 
tiffs from  the  verdict  upon  those  issues.  Now,  it  appears  to 
me,  upon  comparing  the  finding  of  the  jury  with  the  evidence 
given  in  the  cause,  that  the  plaintiffs  have  not  made  out  any 
such  case  of  an  improved  process  as  would  entitle  them  to  a 
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A  procen»  if     patent,  as  the  inventors  of  a  new  manufacture.    Although  it 

Iddnli^'ro^  ™*y  ^  ^^"*®»  *****  ■  P*"^y  ™*y  ^*^®  ^  patent  for  an  improved 
muivfacture.k  process,  Under  circumstances  which  woidd  show  that  the  im- 
matuM^ineitera  p^^vement  in  the  process  really  amounted  to  a  new  invention^ 
patant  and  a  new  manufacture,  within  the  terms  of  the  act  of  pariis- 

ment,  I  think  the  evidence  in  this  case  does  not  show,  that  here 
there  has  been  any  such  improvement.    The  plaintiffs  by  their 
specification  put  their  claim  under  eight  heads»  and  inasmiich 
as  they  claim  a  patent  in  respect  of  the  whole  of  those  eight 
heads  as  forming  eight  different  branches  of  one  process,  for  the 
purpose  of  manufacturing  silk  yam,  or  silk  yam  in  oombinataoa 
with  wool  or  flax,  it  is  necessary  for  them  to  show,  that  the 
whole  of  that  process  is,  as  they  maintain  it  to  be,  new.    Now 
it  appears  to  me,  whatever  degree  of  novelty  there  may  be  in 
the  process  by  which  they  discharge  the  gum  from  the  alk, 
which  varies  from  the  ordinary  process,  inasmuch  as  it  takes 
place  at  a  different  stage  of  the  manufacture  from  that  at  whidi 
it  was  previously  employed,  or  whatever  novelty  there  may  be 
in  the  dyeing,  to  which  die  same  observation  applies,  yet  if  the 
substantial  parts  of  the  alleged  improvements,  as  contained  in 
the  other  heads  of  the  process,  are  not  new,  so  as  to  make  them 
the  subject  of  a  patent,  then  the  plaintiffii  must  frul  altogether. 
Now,  the  third  head  is — "  a  part  of  our  process  by  which  we 
spin  yam  from  dressed  or  heckled  silk  waste  of  long  fibres, 
either  in  the  gum  or  discharged/'    The  third  head^  therefor^ 
does  not  include  either  of  the  first  two,  because  it  is  put  in  the 
alternative — ^^  silk,  either  in  the  gum  or  dischai^ed."    Wha^ 
then,  is  the  novelty  of  the  process  claimed  by  the  plaintiffi  as 
proved  in  evidence  in  respect  of  this  third  head  ?     It  appears 
from  the  evidence,  that  the  process  of  spinning  silk  waste  with- 
out cutting  it  had  been  previously  practised—- practised,  it  is 
said,  in  secret,  and  not  made  known  to  the  public ;  and  if  that 
had  been  made  out,  I  should  have  agreed  with  the  learned 
counsel  for  the  plaintiffs,  that  that  would  not  have  been  enough. 
But  it  appears  to  me,  that  there  is  abundant  evidence  to  show, 
that  the  yam  spun  from  silk  waste  in  the  uncut  fibre  had  been 
manu&ctured  to  a  considerable  extent,  and  had  been  brought 
into  public  notice  by  sale,  and  after  sale  had  been  used  for  dif- 
ferent purposes,  though  it  appears  not  to  have  been  brought  to 
that  state  of  perfection  which  would  enable  parties  to  apply  it 
to  the  manufacture  of  articles,  such  as  those  that  were  produced 
frt>m  the  silk  yam  made  by  the  plaintiffs.     It  had,  for  instance, 
been  used  in  the  manuracture  of  gold  lace.     There  was,  there- 
fore, nothing  new  in  the  process  of  spinning  silk  yam  from  silk 
waste,  in  the  long  fibre,  nor  in  the  machinery  upon  which  it  was 
spun*    And  all  that  can  be  claimed  by  the  plaintiffs  is,  that  they 
have  more  skilfully  adapted  a  known  machine  to  the  preparation 
of  material  previously  known,  by  a  process  previously  known, 
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and  producing  a  known  resalt,  but  still  producing  that  result  in  The  improve, 
an  improved  condition.     This  appears  to  me  the  extent  of  the  "urntiffrap-^  * 
discovery  and  of  the  merit  of  the  plaintiffs'  invention.     Now  P®*'  ^y  ^^^  e^»- 
tbis  may  be  useful,  as  the  jury  have  found  it  is;  it  may  be  made!  u  doc  that 
Taloable;  but  it  is  not  the  improvement  which  the  plaintiffs  claimed  by  the 
Lave  described  and  claimed  in  this  specification.   I  am,  therefore^ 
of  opinion,  that  the  verdict  should  be  entered  for  the  defendant 
on  the  second  and  third  issues. 

Crbsswell,  J. :  I  am  also  of  opinion,  that  the  verdict  should 
be  entered  for  the  defendant  on  the  second  and  third  issues. 
This  patent  right,  as  explained  by  the  counsel  for  the  plaintiffs, 
is  midoubtedly  of  a  very  singular  character.  The  plaintiffs  do 
not  daim  any  article  produced  by  the  process,  they  do  not 
daim  the  machinery  used  in  producing  it,  nor  do  they  claim 
any  ingredient  used  in  producing  it.  They  claim,  it  is  said, 
merely  a  process.  Certainly,  there  are  dicta  in  the  books, 
that  a  process  may  be  the  subject-matter  of  a  patent.  When- 
erer  that  question  arises/of  course,  I  shall  be  prepared  to  give  it 
every  consideration,  and  form  the  best  judgment  I  can  upon  it. 
I  may  remark,  however,  that  I  do  not  find  any  distinct  decision, 
stating  that  the  mere  omission  of  a  part  of  a  process,  which  this 
in  snbstance  is,  would  form  sufficient  subject-matter  for  a  patent 
right.  I  do  not  propose,  in  considering  the  question  now  be- 
fore the  court,  at  all  to  inquire  into  the  nature  of  the  evidence 
which  was  given  in  the  cause.  The  jury  have  come  to  a  find- 
ing, against  which  no  complaint  has  been  made.  It  appears, 
that  both  parties  ore  content  to  say,  that  the  jury  have  really 
come  to  the  right  conclusion,  and  that  they  have  found  cer- 
tain matters,  which  the  parties  on  the  one  side  and  on  the 
other  contend  to  be  in  substance  a  finding  for  them.  The  jury 
have  found,  that  it  is  not  a  new  invention  nor  a  new  combina- 
tion;  have  the  plaintiffs  claimed  by  their  patent  a  new  invention 
or  a  new  combination  ?  If  they  have,  then  the  jury  have  said 
there  is  neither ;  and  if  they  have  claimed  a  new  invention,  and 
the  jury  have  found  there  was  none,  of  course  they  could  not 
he  the  inventors.  Now,  if  there  could  be  any  doubt,  that  the 
phuntiffs  intended  to  daim  each  of  the  eight  parts  mentioned 
at  the  beginning  of  the  specification  as  a  portion  of  their  inven- 
tion, they  fix  it  by  the  concluding  part  of  the  specification, 
where  they  say,  '*  we  desire  it  to  be  understood,  that  we  dis- 
daim  those  parts  of  the  process  or  mechanism  which  may  have 
been,  previous  to  the  granting  of  our  patent,  well  known ;  but 
we  restrict  our  claim  to  the  eight  several  heads  of  invention 
mentioned  in  the  early  part  of  this  specification,  all  of  which  we 
believe  to  be  new,  and  of  great  public  utility."  Now,  do  they 
daim  any  mechanism  ?  I  apprehend  it  is  quite  clear  that  they 
do.  The  sixth  head  of  invention  may  be  doubtful  as  to  its 
meaning.    I  have  considerable  doubt  in  deciding,  whether  they 


eificatioD. 


640  oiBSON  AND  Campbell's  patent. 

Judgmtnt.  mean  in  that  head  to  claim  the  throstle  machine  as  part  of  their 
inyention,  or  whether  they  merely  use  the  throstle  machme  for 
the  purpose  of  spinning  this  article  when  prepared  in  this  par- 
ticular mode ;  and  if  any  question  were  dearly  before  the  court, 
as  to  the  validity  of  this  specification,  whether  it  ought  not  to 
The  invention  be  held  void  as  being  too  ambiguous  in  its  terms  (for  every  party 
di«dnc?lvap^  ^  bound  to  tell  the  public  clearly  by  his  specification  what  he 
pear  by  the  spe- claims,  and  what  they  may  do,  or  not  do,  without  risk  of  an 
action  for  infringing  his  patent),  I  should  certainly  have  been 
disposed  to  think,  that  it  would  be  diflSicult  for  the  plaintiflb  to 
get  over  that  objection  to  that  part  of  their  specification.  Bot 
in  the  seventh  head,  they  distinctly  claim  certain  improvements 
effected  in  the  throstle  machine ;  and  in  describing  the  drawings 
they  say,  *Hhey  represent  the  well-known  spinning  machine 
called  a  *  throstle,'  which  machine,  combined  with  the  improve- 
ments we  have  applied  to  it,''  &c.,  clearly  claiming  certain  im- 
provements in  it  as  their  own;  and  again,  in  the  condnding 
part,  '^we  disclaim  those  parts  of  the  process  or  mechanism 
which  are  old,''  thereby  again  claiming  some  of  the  mechamsm 
If  any  oait  as  new.  Now  the  jury  have  said,  there  is  no  new  invention. 
oHmprovwrbe  ^^^^  finding  is  equally  fatal  to  the  plaintiffs,  whether  they  meant 
not  M,  the  pa-  to  cbum  the  whole  machine  as  improved,  or  parts  of  it  only, 
tent  IS  inva  .  ^g^j^^  Jq  ^.^^y  mean  to  claim  a  new  combination  of  the  parts  of 
the  machinery?  If  they  do,  the  jury  say,  there  is  no  new  com- 
bination. It  is  perfectly  dear  to  my  mind,  that  they  hare 
claimed  some  new  mechanism,  some  portion  of  the  machinery 
used  for  the  purpose  of  producing  this  manufacture,  or  carrying 
on  this  process,  whatever  they  please  to  call  it.  This  the  jary 
have  distinctly  negatived ;  there  is  no  doubt  on  the  meaning  of 
the  terms  they  have  used ;  and  I  think,  therefore,  these  two 
issues  must  be  found  for  the  defendant.  And  this  makes  it  im- 
material to  inquire,  what  was  the  meaning  of  the  jury  in  finding 
that  there  was  an  improved  process ;  wheliher  lihey  meant  that 
the  difference  in  the  stages  through  which  the  work  was  carried 
was  an  improvement,  or  whether  they  found  that  the  plaintifis 
carried  the  works  through  those  stages  which  were  previously 
known  in  a  better  manner,  is  quite  immaterial,  because,  what- 
ever may  be  the  improvement  of  the  process,  it  does  not  rehevc 
the  plaintiffs  from  the  difficulty  of  having  daimed  this  as  a  new 
invention,  or  combination  of  this  machinery  with  other  parts, 
which  the  jury  have  distinctly  negatived.  The  rule,  therefore, 
for  entering  a  verdict  for  the  defendant  on  the  second  and  third 
issues  must  be  made  absolute,  and  the  plaintiffs'  rule  must  be 
discharged. 

Rule  absolute  accordingly. 
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In  re  Sharp's  Patent,  ea:  parte  Wordsworth. 
Cor,  Lord  Langdale,  M.  R. 

This  was  an  application  to  the  Master  of  the  Rolls,  as  keeper  The  M.  R.  has 
of  the  records  of  the  Court  of  Chancery,  to  remoTe  from  the  ^  reii^rftom 
rolls  of  that  court  a  memorandum  of  alteration,  which  had  been  the  records  of 
duly  enrolled  under  the  authority  of  the  fiat  of  the  Solicitor  Ge-  chancery  a  me- 
nenJ,  according  to  the  provisions  of  the  statute  (a).    The  fol- morandum  of 
lowing  were  the  circumstances  of  the  case,  as  stated  in  theied^nderthc*' 
petition  (6)  and  affidavits.  statute. 

Letters  patent,  dated  the  8th  of  October,  1836,  had  been 
granted  to  John  Sharp,  of  Dundee,  for  *' certain  machinery  for 
converting  ropes  into  tow,  and  certain  improvements  in  certain 
machinery  for  preparing  hemp  or  flax  for  spinning ; ,  parts  of 
which  improvements  are  also  applicable  to  the  preparing  oif  cot- 
ton, wool,  and  silk,  for  spinning. '^  The  specification  was  duly 
enrolled  8th  of  April,  1837.  In  the  same  year  Mr.  Sharp  ob- 
tained letters  patent  for  Scotland,  for  the  same  invention.  On 
flie  31st  of  May,  1838,  letters  patent  were  granted  to  the  peti- 
tioner Joshua  Wordsworth,  for  "improvements  in  machinery 
for  heckling  and  dressing  flax,  hemp,  and  other  fibrous  materials,'^ 
the  specification  under  which  was  duly  enrolled  30th  Nov.  1 838. 

On  the  18th  of  August,  1838,  a  petition  was  presented  to  Sir 
R.  M.  Rolfe,  her  Majest/s  Solicitor  General,  for  leave  to  enter 
a  memorandum  of  alteration  in  the  specification  of  Mr.  Sharp's 
English  patent  (c).  The  Solicitor  General  ordered  advertise- 
ments to  be  inserted  in  the  Gazette  and  two  London  papers,  and 
in  a  Scotch  newspaper  circulating  in  the  neighbourhood  of  the 
residence  of  the  patentee  {d) ;  which,  having  been  done  on  the 
8th  of  September,  he  granted  the  fiat  for  enrolling  the  said 
memorandum  of  alteration,  which  was  enrolled  accordingly  on 
the  20th  of  September,  1838. 

The  petitioner  alleged,  that  certain  portions  of  the  said  memo- 
randum of  alteration  described  a  new  machine  or  arrangement  of 
machinery,  and  extended  the  exclusive  right  granted  by  the  let- 
ters patent,  and  was  in  substance  the  same  machinery  as  had 
been  invented  by  the  petitioner,  and  described  in  the  specifica- 
tion of  his  patent ;  and  prayed  that  such  portions  might  be  ex- 


(a)  5  &c  6  W.  4,  c  83,  8.  I.    See  the  section,  cation  of  the   Scotch  patent,  had  been  enrolled 

mu  250.  some  time  previously  in  the  office  at  Edinburgh. 

(h)  Ibe  petition  was  presented  9th  of  April,  (d)   The  advertisement  was  inserted  in   the 

1839;  first  bearing  on  the  29th  of  May,  1839;  **  Gazette/*  **  Times,"  and  *' Chronicle/*  of  the 

amended  and  finally  heard  22d  of  December,  1840.  24th  of  August,  and  in  the  "  Dundee  Courier*'  of 

(0  A  memorandum  of  alteration  in  the  spccifi-  the  28th  of  the  same  month. 


642 


POW£R    OF    AMENDMENT   OF    ROLLS. 


Ju  Chaneery,  punged  from  the  said  memorandum  of  alteration^  and  the  rolls  of 
the  court  (e). 

May  29, 1839.  J.  Russell  applied  for  an  order  ea:  parte,  as  on  the  default  of 
the  respondent,  and  tendered  an  affidavit  of  service  of  a  copy  of 
the  petition  on  the  respondent  in  Scotland^  and  submitted  that 
this  being  a  case  under  the  new  act  was  without  precedent;  and 
unless  such  service  were  accepted,  there  could  be  no  means  of 
serving  parties  out  of  the  jurisdiction  of  the  court. 

Lord  Langdale,  M.  R.  :  That  might  be  a  very  good  ground 
for  an  application  for  substituted  service^  but  not  for  such  ser- 
vice as  had  been  made.  Have  the  respondents  employed  no 
agent  in  London,  in  preparing  and  filing  the  memorandum,  on 
whom  service  might  be  ordered  ?  Is  not  the  memorandum  void, 
if,  as  the  petitioner  contends,  it  exceeds  the  limits  of  the  act ;  and 
what  more  can  the  petitioner  want  ? 


(e)  The  allegatioiM  of  the  petition  were  sup- 
ported by  Tarious  affidavits  on  the  part  of  the 
petitioner ;  these  were  met.by  other  affidavits  on 
the  part  of  the  respondent ;  the  views  adopted  by 
the  oourt,  render  tnese  and  the  merits  of  tne  case 
wholly  immaterial  to  be  stated. 

No  decision  has  vet  taken  place  on  several  of 
the  questions,  which  might  have  been  raised  be- 
fore another  tribunal,  upon  the  memorandum  of 
alteration  enrolled  in  this  case ;  the  following  ad- 
ditional  information  and  observations  may  be  of  ser- 
vice.  Mr.  Sharp  stated  in  his  affidavit,  that  in  the 
course  of  constructing  and  nsing  the  said  improved 
machinery,  he  discovered  and  was  advised  that 
a  certain  slight  modification  or  variation  neces- 
sary to  be  fully  understood  by  the  manufacturer 
of,  or  operator  with,  the  said  machinery,  had  not 
been  so  fully  and  perfectly  described  in  the  said 
specification  as  ought  to  have  been  done,  and  as 
the  public  had  by  law  a  right  to  expect,  in  order 
to  enable  them,  at  the  expiration  of  the  said  let- 
ters patent,  in  the  most  perfect  and  effisctual 
manner,  to  use  and  enjoy  the  said  invention,  and 
that  he  was  in  consequence  thereof  desirous  of 
availing  himself  of  the  provisions  of  the  act  in 
respect  of  such  imperfect  or  insufficient  descrip- 
tion as  aforesaid.  That  the  said  memorandum  of 
alteration  contains  bond  fide  a  further  and  more 
complete  description  of  deponent's  said  ma- 
chinery, comprehended  under  the  fifth  and  ninth 
heads  of  the  said  specification,  as  deponent,  in 
the  course  of  constructing  and  using  his  said  in- 
vention, found  the  same  best  and  most  efficientiy 
to  work. 

The  affidavit  denied  that  the  said  memorandum 
described  a  new  machine,  or  extended  the  exclu- 
sive rights  granted  by  the  letters  patent;  the 
principle  of  the  heckling  machine,  for  which, 
amonff  other  things,  the  patent  was  granted,  and 
as  at  first  descried,  being  to  heckle  the  flax  on 
both  sides  at  the  same  time  by  heckles  and  plates, 
placed  alternately  upon  two  cylinders,  which  are 
driven  at  the  same  speed ;  and  alleged  that  the 
said  memorandum  of  alteration  merely  described 
more  fully,  and  by  a  more  perfect  method,  the 
said  principle  of  so  heckling  the  flax  on  both 
sides  at  the  same  time* 


Hie  advertisement  inserted  in  the  "  Gasette" 
of  the  24ih  of  August,  1838,  and  other  papen^ 
states  the  intention  of  the  party  to  apply  for  per- 
mission  to  enter  and  enrol  certain  altetations  sod 
modifications  in  the  specification,  for  the  purpoac 
of  more  fully  explaining  the  same,  and  to  render 
the  subject-matter  thereof  more  easy  to  be  undo-- 
stood  and  put  in  practice  (referring  to  the  parts 
of  the  specification  to  which  the  alteration  re- 
lated). 

The  above  statements  of  the  respondent  vitk 
respect  to  bis  own  memorandum  of  alteration, 
suggest  the  following  important  qnestions : 

1.  Whether  an  omission  in  the  original  speci- 
fication of  the  kind  above  stated,  can  oe  supplied 
and  corrected  by  a  memorandum  of  alterstios, 
enrolled  under  the  statute? 

2.  Whether,  if  the  information  so  supplied  be 
such  as  ought  to  have  been  contained  in  the  spe- 
cification, the  proviso  of  the  letters  patent  wss 
complied  with  by  the  original  specification  ia 
such  manner  as  to  preserve';the  patent? 

3.  Whether,  supposing  the  improved  arrsnge- 
ments  are  such  as  might  have  been  the  subject  of 
new  letters  patent,  the  importation  of  sucb  sr^ 
rangements  into  the  specification  of  existii^ 
letters  patent  is  not,  in  point  of  law,  an  exten- 
sion of  the  exclusive  rights  granted  by  those 
letters  patent? 

According  to  the  practice  of  the  law  oflicen 
of  the  crown,  memoranda  of  altcratioas  of  s 
very  extensive  kind  have  been  allowed,  snd  oo 
these  obvious  grounds,  that  the  public  sre  bene* 
fitted  at  all  events ;  the  patentee  derives  no  profit 
or  advantage  if  the  memorandum  of  alteration  be 
such  as  is  not  warranted  by  the  statute,  it  is  siai- 
ply  void  and  of  no  effisct ;  whereas,  a  patentee  may 
be  greatly  prejudiced  if  a  proposed  memorandom 
of  lUteration  of  doubtful  character  should  be  dis- 
allowed by  the  officers  of  the  crown.  The  viliditj 
of  any  memorandum  of  alteration  when  enrolled 
is  matter  of  law  and  of  fact,  to  be  decided  in  the 
same  manner  as  questions  arising  on  the  va- 
lidity of  the  originai  specification. 
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J.  Bussellt  The  existence  of  the  memorandum  upon  the  rolls  A.D.  1840. 
of  the  court,  gives  the  party  a  prima  facie  rights  which  is  a 
grievance  to  the  petitioner  and  others^  who  ought  not  to  be 
driven  to  a  more  expensive  remedy.  The  court  has  power  over 
its  records,  and  has  been  in  the  habit  of  exercising  jurisdiction 
over  any  alterations  in  them ;  the  present  is  a  corruption  of  the 
rolls  of  the  court* 

Lord  Langdale,  M.R.  :  Tou  have  a  plain  and  easy  remedy 
elsewhere.  If  the  memorandum  goes  beyond  the  act,  as  you 
say,  it  is  void,  and  could  not  be  given  in  evidence  or  made  any 
use  of.  If  it  was  a  specification  under  the  old  law*  what  juris* 
diction  should  I  have  to  take  it  off  the  roll?  If  I  were  to 
decide  that  this  memorandum  is  void,  and  to  order  it  to  be 
taken  off  the  roll,  and  it  turned  out  that  it  was  not  so,  what 
situation  would  the  patentee  be  in  ?  I  might  be  depriving  him 
of  his  patent.  I  apprehend  I  have  no  discretion  about  re- 
ceiving a  memorandum  when  it  has  been  sanctioned  by  the 
Attorney  or  Solicitor  General;  and  therefore,  how  could  I  make 
an  order  which  would  have  the  effect  of  depriving  a  patentee  of 
his  rights  under  the  act?  At  all  events  I  can  make  no  order  on 
the  present  service. 

On  a  subsequent  day,  on  affidavits,  stating  who  had  acted  Mtr.  25, 1840. 
as  agents  in  this  country  for  the  patentee,  an  order  was  ob-- 
tained  for  amending  the  petition,  and  that  personal  service  of 
the  amended  petition  on  the  patentee  and  his  agent  might  be 
deemed  good  service. 

Pemberton,  Q.C.,  and  J.  Russell.^  appeared  in  support  of  the  Nov.  5, 1840. 
amended  petition.  The  alteration  in  the  specification  is  one 
which  the  act  of  parliament  does  not  warrant.  The  act  ex- 
pressly provides  that  the  alteration  shall  not  be  such  as  to 
extend  the  exclusive  right  granted  by  the  letters  patent;  but  in 
this  case  the  right  is  extended  in  such  a  manner  as  to  infringe 
upon  the  rights  of  the  petitioner,  and  against  this  he  is  entitled 
to  relief.  The  statute  provides,  that  the  memorandum  of  altera- 
tion in  the  specification  shall  be  taken  as  part  of  the  letters 
patent  and  specification  in  all  courts  whatever.  If  this  altera- 
tion, one  unwarranted  by  the  statute,  is  to  be  considered  as 
part  of  the  records  of  the  court,  then  this  court  has  jurisdiction 
to  expunge  the  irregular  entry  on  its  rolls.  The  records  of  the 
different  courts  have  always  been  subject  to  their  jurisdiction 
and  authority,  and  if  the  court  finds  they  are  not  in  the  state 
they  ought  to  be,  it  will  correct  them.  This  was  done  by  Sir 
J.  Leach  in  Redmund^s  case  (/),  where  an  error  in  the  enrol- 
ment of  a  specification  was  ordered  to  be  corrected.  The  legis- 
lature could  never  have  intended  that  the  Attorney  and  Solicitor 


(/)  5  Russ.  44,  and  pott  649. 
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Ih  Chancery.  General  should  have  an  uncontrolled  authority  to  order  any 
alteration  whatever  in  a  patent,  or  to  direct  any  entry  they 
pleased  on  the  rolls  of  the  court ;  for  if  they  are  to  decide  con- 
clusively without  giving  parties,  in  whose  absence  they  decide, 
the  power  of  appealing,  and  a  fiat  of  the  Attorney  or  Solidtor 
General  should  be  obtained  by  fraud,  accident^  or  mistake, 
there  would  be  no  means  of  correcting  the  error.  There  is  no 
other  jurisdiction  to  which  this  application  can  be  made,  and  if 
this  court  ever  had  jurisdiction  to  correct  its  own  records,  it  can 
only  be  taken  away  by  express  enactment  (^).  There  is  no 
exclusion  of  the  jurisdiction  of  this  court  in  the  statute  in 
question ;  it  must,  consequently,  still  remain.  The  court,  there- 
fore, has  authority  to  control  the  discretion  of  the  Attorney  and 
Solicitor  General,  and  to  judge  whether,  under  the  act  of  parlia- 
ment, the  memorandum  is  such  as  to  be  proper  to  be  added 
to  the  record. 

Again,  the  Attorney  or  Solicitor  General  is  only  authorized 
to  sanction  such  a  memorandum  as  does  not  extend  the  patent 
Here  the  memorandum  does  extend  the  patent.  The  act  of 
parliament,  therefore,  does  not  apply,  and  the  amendment  may 
be  treated  as  surreptitious,  and  as  forming  no  part  of  the  rolls. 
It  will  be  said,  that  in  this  view  of  the  case,  the  petitioner  will 
not  be  prejudiced,  as,  on  the  trial  of  an  action  at  law,  the  fact 
will  appear  that  the  alteration  was  unwarranted ;  but  the  act 
expressly  provides  that  the  alteration  ^^  shall  be  deemed  and 
taken  to  be  part  of  such  letters  patent  or  specification,  in  all 
courts  whatever'^  {h) ;  the  altered  specification  will,  therefore,  be 
conclusive.  Independently  of  this,  the  petitioner  has  a  right  to 
try  an  action  without  these  words ;  and  as,  where  a  deed  or 
other  instrument  forms  a  cloud  over  the  title  of  a  party,  this 
court  will  order  it  to  be  delivered  up,  so  here  the  court  will 
relieve  the  petitioner  from  the  effects  of  an  improper  entry  on 
the  records  of  the  court  made  in  his  absence. 

M.  D.  //!//,  Q.  C,  and  Bctcon^  for  the  respondent.  The 
Master  of  the  Rolls  has  no  jurisdiction  to  do  what  is  asked  by 
the  petition..  The  alteration  is  not  even  a  record  in  its  strict 
sense,  and  if  it  were,  the  Master  of  the  Rolls,  sitting  as  the 
keeper  of  the  records,  has  no  power  to  expunge  an  alteration 
sanctioned  by  the  proper  authority:  his  jurisdiction  in  this 
respect  is  confined  to  the  amendment  of  clerical  errors.  The 
principle  adverted  to  as  established  by  the  decision  on  the 


{g)  On  this  point  reference  was  made  to  At'-  v.  Skinner,  ante  250,  in  which  case  it  was  held, 

tarney  General  v.  Atpinall^  2  Myl.  &  Cr.  613  ;  to  that  where  a  patent  is  originally  void,  but  amended 

Attorney  General  v.  The  Corporation  of'  Norwich,  under  5  6c  6  W.  4,  c  83,  by  filing  a  disclaimer  of 

ibUL  430  ;  to  Attorney  General  y.  The  Corporation  part  of  the  invention,  that  act  has  not  a  retrospcc- 

of  FooUy  4  Myl.  &  Cr.  17  ;  and  to  Attorney  General  tive  operation,  so  as  to  make  a  party  liable  for  an 

V.  Wilyon,  1  Cr.  k,  Ph.  1.  infringement  of  the  patent,  prior  to  the  time  of 

(/i)  As  to  the  meaning  of  this  clause,  see  Perry  entering  such  disclaimer. 
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Hunicipal  Corporation  Act,  that  an  old  jurisdiction  is  not  ex-  A  D.1840. 
doded  by  the  erection  of  a  new  tribunal,  may  be  conceded  to 
the  petitioner,  but  before  the  statute  authorizing  the  enrolment 
of  a  memorandum  of  alteration  this  court  had  no  jurisdiction 
whatever  on  the  subject.  The  right  of  disclaimer,  and  of 
effecting  an  alteration  in  the  title  and  in  the  specification^  was  a 
new  creation,  for  the  determination  of  the  questions  regarding 
which  the  legislature  created  a  special  tribunal,  from  which 
Aere  was  no  appeal  to  this  court.  If  this  court  could  re-hear 
the  decision  of  the  Attorney  or  Solicitor  General,  the  same 
right  would  extend  to  any  decision  of  the  Judicial  Committee 
of  the  Privy  Council,  on  the  matters  submitted  to  their  jurisdic- 
tion by  the  statute.  The  Master  of  the  Rolls  is  only  a  minis- 
terial officer  in  these  matters ;  as  the  keeper  of  the  records,  he 
IB  bound  to  receive  and  keep  whatever  is  duly  authorized  (i). 

Lord  Langdalb,  M.R.  (after  stating  the  circumstances) :  Jiuf^mt. 
The  petitioner  complains  of  this  proceeding  as  injurious  to  him,  Dec. 22, 1840. 
as  it  undoubtedly  is,  if  the  facts  be  as  alleged ;  and  he  prays 
that  such  portions  of  the  memorandum  in  Sharp's  specification 
as  are  set  forth  in  his  petition,  and  are  in  substance  descrip* 
five  of  the  machinery  invented  by  the  petitioner,  may  be  ex- 
ponged  from  the  memorandum  of  alterations  and  the  rolls  of 
the  court. 

The  question  now  is,  whether,  supposing  the  facts  to  be  as  No  authority  to 
allied,  I  have  authority  to  do  what  is  asked,  and  I  am  very  cition,?xMpt 
dearly  of  opinion  that  I  have  not.     Patents  for  inventions  are  for  the  correc- 
granted  on  condition  of  a  specification  of  each  invention  being**®"  ©fcienca 
enrolled  in  a  limited  time,  and  except  for  the  purpose  of  cor- 
recting mere  verbal  or  clerical  errors,  proved  to  have  arisen 
from  mistake  or  inadvertence,  I  am  of  opinion  that  I  have  no 
authority  to  make  any  alteration  in  the  enrolment  of  the  patent 
or  of  the  specification.     The  party  enrolling  his  specification 
does  it  at  his  own  peril ;  and  if  in  his  specification  he  expresses 
something  by  which  his  patent  is  rendered  invalid,  he  must 
submit  to  all  the  legal  consequences ;  and  those  who  have  a 
r^t  to  take  advantage  of  any  error  of  his,  must  .do  so. in  a 
legal  course ;  they  cannot  require  the  Keeper  of  the  Records  or 


(i)  The  fonowing  was  the  form  of  the  Jiat :  the  "  Timefl,"  and  "  Morning  Chronicle,"  and  the 

"To  the  CXeA  of  the  Patents  for  England.  This  is  "  Dundee  Courier,"  newspapers.     And  such  ad- 

tocertifythat  John  Sharp,  of  Dundee,  in  the  county  vertisements  have  been  duly  made  in  the  "  Ga- 

of  Por&r  in  Scotland,  flax-spinner,  hath  applied  lette,'*  *'  Times,"  and  *'  Morning  Chronicle,*'  on 

to  me  for  leave  to  enter  with  you  the  above  writ-  the  24th  of  August  last  past,  and  in  the  "  Dundee 

tea  memorandum  of  alteration  of  part  of  the  spe-  Courier,"  of  the  28th  day  of  the  same  month,  and 

oficstion  of  a  certain  invention,  for  which  letters  no  objection  having  been  made  to  the  said  appti- 

—^'X  were  duly  granted  to  him  under  the  great  cation,  I  have  accordingly  granted  leave  to  the 


errors. 


seal,  dated  at  Westminster,  the  8th  o{  October,  said  John  Sharp  to  file  his  said  memorandum  of 

1836,  the  specification  of  which  was  duly  enrolled  alterations,  pursuant  to  the  statute  passed  in  the 

on  the  8th  of  April,  1837;  and  on  considering  the  sixth  year  of  the  reign  of  his  late  migesty,  en- 

ttid  application  I  directed  him  to  advertise  his  tided  *  An  act  to  amend  the  law  touching  letters 

ttid  alterations  in  the  "  London  Gaxette,''  and  in  patent  for  inventions.' — Signed  R.  M.  Rolfe." 

4  O 
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In  Chaneery.  RoUs  to  alter  that  which  the  patentee  has  claimed  or  disclaimed 
in  his  specification,  and  compel  him  by  such  enforced  altera- 
tion to  say  something  which  he  never  intended  to  say. 

There  were  very  good  reasons  for  relieving  patentees  from 
some  of  the  risks  and  difficulties  to  which  they  were  liable  from 
errors  in  their  specifications ;  and  the  statute  5  &  6  W.  4,  c.  83, 
authorized  disclaimers  and  memorandums  of  alterations  to  be 
filed  and  enrolled  with  the  leave  of  the  Attorney  and  Solictor 
General ;  and  enacted^  that  when  filed  and  enrolled^  the  same 
should  be  deemed  and  taken  to  be  part  of  such  letters  patent 
and  specification,  «.e.,  as  the  act  has  been  expounded  (^},  shall 
be  deemed  and  taken  to  be  part  of  the  letters  patent  or  specifi- 
cation, from  the  time  of  filing  the  memorandum  of  alteration. 
And  considering  the  memorandum  of  alteration  as  now  being 
part  of  the  specification,  I  conceive  that  it  ought  to  be  dealt 
The  authority    with  as  such,  and  no  otherwise.      If  it  were  alleged  that  the 
of  the  Master  of  enrolled  memorandum  of  alteration,  by  mistake  of  the  writer, 

the  KoUa  u  -ii,  i-i  \  i-i-i 

limited  to  cor-  Contained  verbal  or  clencal  errors,  by  means  of  which  some- 
of  m'isur™"  thiJ^g  was  enrolled  contrary  to  the  true  intent  of  the  party,  and 
if  sufficient  evidence  were  given  of  the  fact,  I  should  think 
myself  authorized,  by  precedent,  to  correct  the  error,  and  make 
the  enrolment  accord  with  the  proved  intention  of  the  party  at 
the  time  of  the  enrolment.  But  it  has  never  been  supposed 
that  the  Master  of  the  Rolls,  as  Keeper  of  the  Records,  bad 
authority  to  permit  or  to  order  an  erroneous  claim  to  be  ex- 
punged or  amended.  The  party  may  have  claimed  too  much, 
and  thereby  made  his  patent  good  for  nothing,  or  may  have 
omitted  to  claim  something  which  he  was  justly  entitled  to; 
but  on  such  grounds  the  Keeper  of  the  Records  could  not  inter- 
fere on  his  behalf,  or  at  his  instance ;  and  I  apprehend  that  no 
attempt  has  ever  been  made  to  induce  the  Keeper  of  the 
Records  to  expunge  by  his  authority  some  claim  which  the 
patentee  desired  to  sustain,  and  was  willing  to  defend  in  due 
course  of  law. 

Under  the  late  statute,  the  disclaimer  is  not  to  be  such  as 
shall  extend  the  exclusive  right  granted  by  the  letters  patent. 
But  the  Keeper  of  the  Records,  as  such,  has  no  authority  to 
decide  whether  there  is  any  extension;  nor  has  he,  in  that 
character,  any  means  of  investigating  the  truth  and  justice  of 
the  case.  It  is  no  part  of  his  duty,  when  he  receives  the  en- 
rolment into  his  custody,  to  consider  whether  the  Attorney  or 
Solicitor  General  has  improperly  given  leave  to  file  the  memo- 
randum, nor  can  he  afterwards  determine  any  such  question. 

I  delayed  my  decision  in  this  case,  for  the  purpose  of  in- 
quiring what  had  heretofore  been  done  in  the  amendment  of 


{k)  In  the  oase  of  Perry  v.  Skinner,  2  M.  &  W.  471,  &  ante  253. 
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enrolments  in  this  court;  and  from  the  information  which  I  A.o.  I84a 
have  received,  it  would  seem  that  it  has  always  been  usual  to 
amend  clerical  errors.  When  errors  have  been  made  in  grants, 
as  was  said,  ^^per  incuriam  et  ex  inani  inadvertentid  scripioris/^ 
they  have  been  amended  by  the  Master  of  the  Rolls ;  some- 
times under  the  authority  of  a  warrant  from  the  crown,  some- 
times with  the  consent  of  the  Attorney  General,  sometimes  in 
consequence  of  a  reference  to  him  by  the  Lord  Chancellor;  and 
there  is  an  instance  of  an  amendment  being  made  by  an  order 
(^  the  Lord  Chancellor,  pursuant  to  an  order  of  the  king. 
The  errors  have  been  proved  and  rectified  by  comparison  with 
the  writ  of  Privy  Seal,  or  with  the  signed  bill,  or  with  the 
origmal  grant  (]). 
At  an  early  period  the  enrolment  of  the  acknowledgment  of 


(0  Rteordt  amemded, — The  following  we  the 
eves  of  amendment  of  enrolments  referred  to  by 
the  Master  of  the  Rolls,  and  which  his  lordship 
has  kindly  permitted  the  author  of  Uiis  note  to 
consult. 

1^— Pat.  2  Hen.  7,  p.  1,  n.  5.  This  is  a  warrant, 
attached  to  the  enrolment  under  the  king's  hand, 
and  addressed  to  John,  archbishop  of  Canterbury, 
his  Chancellor,  reciting  a  grant  of  the  office  of 
nnger  of  a  forest,  and  that  in  the  bill  and  let- 
ten  patent  the  name  was  mistaken  and  called 
"KyDgere**  instead  of  **Kingesbera,'*and  directing 
"the  aaid  name  to  be  reformed,  as  well  in  our 
hill  assigned  as  in  our  letters  patent  and  enroU 
nent  of  the  same."    The  amendment  not  made. 

2.— Pat.  S  Hen.  8,  p.  2,  n.  4.  Warrant  under 
Ae  king's  hand,  attached  to  the  enrolment,  "  to 
Cttthbert  Tunstall,  clerk.  Master  and  Keeper  of 
our  Rolls  and  Records  in  our  chancery,  and,  in 
his  absence,  to  his  depute  there  for  the  time 
hang,"  reciting  the  grant  of  the  office  of  attorney 
ia  the  town  of  ••  HerefTordwest,"  the  which  word 
was  misnamed  and  miswritten  for  "  Haverford- 
vcst,"  and  directing  the  former  word  to  be  erased 
ud  the  latter  inserted,  "as  well  in  our  said  letters 
ffcat  and  the  enrolment  of  the  same,  as  in  our 
PHry  Seal,  whereby  our  said  letters  patent  were 


3.— PiaL  36  Hen.  8,  p.  1.  Date  of  the  grant 
intended  in  the  enrolment  by  order  of  Julius 
Canr,  M.R.,  in  the  presence  of  Sir  Robert 
Heath.  Attorney  General,  and  others.  The  roll 
it  ngned  by  the  Master  of  the  Rolls  and  the 
Attorney  General.  The  date  is  stated  to  have 
haen  omitted  per  tncvrtam,  and  the  enrolment  made 
to  eonespond  with  the  Privy  Seal  and  letters 
patent 

4-— Ptt.  36  Hen.  8,  p.  4.  The  enrolment 
ttMnded  by  order  of  Sir  Thomas  Egerton,  Lord 
Keeper  and  Master  of  the  Rolls,  in  the  presence 
of  hinaelf  and  Snr  Edw.  Coke,  Attorney  General. 
The  roll  signed  by  both.  A  word  omitted  ptr 
MeariMi  scrtptsrts,  supplied  so  as  to  make  the  en- 
™"ent  correspond  with  the  Privy  Seal  and  let- 
ten  patent. 

?•— P«t  36  Hen.  8,  p.  12.  Several  words, 
^^tted  in  the  enrolment,  but  contained  in  the 
Pnvy  Seal  bill,  inserted  by  order  of  Lord  Bruco, 
Q»«Mellor  and  Master  of  the  Rolls,  in  the  pre- 


tence of  himself  and  a  Master  in  Chancery,  and 
signed  by  both,  so  as  to  make  the  enrolment  cor- 
respond with  the  Privy  Seal  and  letterspatent. 

6.— Pat.  37  Hen.  8,  p.  3,  n.  24.  Tlxe  name 
of  a  county  amended  by  order  of  Lord  Bruce,  so 
as  to  make  the  enrolment  correspond  with  the 
Privy  Seal  and  letters  patent. 

7.— Pat.  2  Edw.  6,  p.  4.  Several  words  omit- 
ted per  tfirttriam  inserted  in  the  presence  of  Lord 
Bruce  and  the  Six  Clerks.  Roll  signed  by  Lord 
Bruce,  so  as  to  make  the  enrolment  correspond 
with  the  Privy  Seal  and  letters  patent. 

8.— Pat.  2  Edw.  6,  p.  5.  Roll  amended  (by  the 
insertion  of  words  omitted  per  mcuriam)^  in  the 
presence  of  the  Lord  Bruce  and  two  of  the  Six 
Clerks,  and  another  person,  all  of  whom  inspected 
the  king's  bill  and  the  letters  patent,  and  signed 
the  roll. 

9.— Pat.  ]  &  2  Ph.  &  M.,  p.  3.  Enrolment 
amended  in  a  date,  upon  petition  to  Lord  Keeper 
Guildford,  who  referred  it  (9th  of  May,  1684)  to 
the  Master  of  the  Rolls.  In  the  margin  of  the 
enrolment  is  a  memorandum  signed  by  Sir  H. 
Grimston,  M.  R.,  suting  the  amendment  to  be 
made  by  his  order  and  in  his  presence. 

The  above  petition  by  the  Governors  and  Fel- 
lowship of  English  Merchants,  for  the  discovery 
of  new  trades,  stated  the  grant  of  letters  patent, 
26ch  of  February,  I  &  2  Ph.  &  M.,  incorporating 
the  company ;  that  by  act  of  parliament,  8  EI., 
the  privileges  by  the  said  letters  patent  granted 
were  confirmed ;  that  the  said  letters  patent  were 
destroyed  in  the  fire  of  London,  and  tne  petition- 
ers having  occasion  to  make  use  of  the  enrolment 
thereof,  discovered  the  date  to  be  written  the 
"  6th**  instead  of  the  "  26th  ;**  that  it  appears  by 
the  Privy  Seal  or  warrant  of  the  enrolment,  that 
the  recept  thereof  is  dated  the  26th,  and  by  the 
reciul  in  the  act  of  parliament  remaining  in  the 
Rolls*  Chapel.  The  petition  was  accompanied 
by  an  affidavit  of  the  Secretary  of  the  Company, 
stating  that  he  had  perused  several  ancient  en- 
tries of  the  said  letters  patent,  describing  them  as 
dated  the  26th  of  February. 

10. — Pat.  1  El.  p.  9.  The  original  enrolment, 
on  a  comparison  with  the  warrant  of  the  queen's 
bill  and  the  letters  patent,  being  found  full  of 
gross  errors,  was  cancelled,  and  the  new  enrol- 
ment placed  in  front  of  it  by  order  of  Sir  Edward 
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In  Chanc$nf.  ^  jeed  was  amended  at  the  request  of  the  grantor,  who  hid 
acknowledged  it.  I  have  not  been  supplied  with  any  early  in- 
stance of  amending  the  specification  of  a  patent  invention,  hot 
the  recent  instances  of  such  amendments  hare  been  of  this 
kind :— In  a  case  before  Lord  Gifford  in  1824,  the  word  ^wire" 


Phelips,  M.  R.,  and  the  memoraadam  signed  by 
him. 

In  the  mannn  of  the  leoond  enrolment  is  the 
following :  "Memorandum.  The  first  enrolment 
of  these  letters  patent  being  examined  both  with 
the  warrant  of  the  queen's  bill  signed,  and  the 
letters  patent  themselves  under  the  great  seal  of 
England,  the  same  was  found  fall  of  many  very 
gross  errors  and  mistakings,  differing  both  from 
the  said  warrant  and  letters  patent.  Whereupon 
it  was  prayed,  that  a  new  enrolment  might  be 
made  agreeable  to  the  letters  patent  under  the 
great  seal,  and  to  the  said  warrant." 

11.— Pat.  5  El.  p.  7.  A  single  letter  in  the 
enrolment  of  letters  patent  amended, "  R**  instead 
of  '*  L**  having  been  written  as  the  first  letter  in 
the  name  of  a  place.  The  petition  to  king  James, 
setting  forth  the  error,  was  referred  to  Sir  H. 
Yelverton,  Attorney  General,  who  reported  that 
the  amendment  might  be  safely  made»  and  that 
the  course  to  have  tUs  effected  was  b^  warrant  un- 
der the  Siffnet  or  Privy  Seal,  to  be  directed  to  the 
Master  of  the  Rolls  to  amend  the  same.  The 
warrant  was  made  out  and  the  enrolment  amended 
aocordinffly. 

12 Pat.  7  El.  p.  3.    A  word  omitted  per  in» 

euriam  in  the  enrolment  of  the  letters  patent, 
and  thereby  occasioning  a  variance  between  the 
enrolment,  the  Privy  Seal,  and  the  letters  patent^ 
inserted  by  order  of  Lord  Bruce,  and  the  roll 
signed  by  (dm. 

13.— Pat.  7  Jac.  p.  1 8  n.  10.  A  petition  to  the 
Lord  Bishop  of  Lincoln,  Chancellor,  stating  that 
both  in  the  letters  patent  and  in  the  original 

rt  extant  at  the  Rolls,  lands  were  granted  to 
petitioner  for  **  thirty  years,*'  but  that  the 
derk  of  the  enrolment  had,  through  his  negli- 
gence, misenrolled  the  same  as  only  for  *'  twenty 
years,"  was  referred  to  the  Master  of  the  Rolls. 
in  the  margin  of  the  roll  is  a  memorandum,  that 
the  amendment  was  made  by  Sir  Julius  C8Bsar« 
M.R.,  but  the  error  remains. 

14.— Pat.  8  Jac.  p.  44.  The  word  "  Priorat" 
altered  into  *'  Monast*'  by  order  of  Sir  Dudley 
Digees,  M.  R.,  in  the  presence  of  himself  and 
Sir  John  Bankes,  A.  G.,  to  make  the  enrolment 
agree  with  the  Privy  Seal  and  letters  patent. 
Tlie  roll  was  signed  l^  both. 

15. — Glaus.  9  Jac.  p.  18,  n.  13.  The  enrol- 
ment of  a  deed  amended  at  the  request  of  the 
grantors,  who  bad  acknowledged  it,  in  the  pre- 
sence and  by  the  command  of  Sir  E.  Phelips,  M.R. 
The  roU  is  signed  by  the  grantors.  The  words 
strode  out  were  ''  fecid.  firm"  in  the  recital  of  the 
grant,  Uie  lands  being  held  by  fealty. 

16.— Pat.  9  Car.  p.  5.  Grant  to  Sir  Kenelm 
Digby,  Knt.,  of  lanos  in  Com.  Lancaster.  The 
grant  having  passed  through  several  sta^fes  with 
the  error  of  a  single  letter,  which  originated  at 
the  Signet  Office,  was,  upon  petition  to  uie  crown, 
ordered  by  the  Lord  Keeper,  with  the  advice  of 
the  Attorney  General,  to  be  amended,  and  newly 
sealed. 


The  petition  in  the  above  case,  after  recitiag 
that  certain  lands,  which  had  escheated  to  dw 
crown  in  the  county  of  Lancaster,  and  so  de- 
scribed in  the  office  found  to  entitle  the  crowa, 
and  in  the  bill  under  the  ngn  manual  for  pasaog 
the  same  to  the  petitioner  at  the  Signet  OSes, 
by  the  mistake  of  the  clerk  takin?  an  '*  L"  for  a 
"  K"  are  mentioned  to  lie  in  "  Rank /'  aod  by 
that  error  are  mentioned  both  at  the  Privy  Sell 
and  Great  Seal,  and  in  the  enrolling  thereof,  ssd 
that  this  could  not  be  amended  wiwont  hit  ma- 
jesty's spedal  warrant — prayed  his  majesty's  war- 
rant that  the  same  might  be  amended,  and  made 
agreeable  to  the  bill  signed,  and  the  patent,  after 
the  amendment  thereof,  new  sealed. 

The  answer  to  the  above  petition  was  u  fol- 
lows :  "  His  migesty's  pleasure  is,  that  those  mis- 
takes be  amended  and  made  agreeaUe  to  the  faiQ 
signed,  and  the  patent,  after  the  amendmeat 
thereof,  new  sealea." 

In  conformity  to  which,  the  Lord  Keeper  bav- 
ing  seen  the  said  letters  patent  and  the  Privy  Sesl 
whereupon  the  same  did  pass,  and  the  origiasl 
bill  signed  vrith  Ids  majesty's  hand,  and  the 
transenpt  thereof  which  passed  the  signet,  or- 
dered that  the  Privy  Seal  remaining  in  &e  Coot 
of  Chancery,  and  the  enrolment  thereof,  be 
amended,  and  that  the  seal  be  palled  from  the 
letters  patent«  and  the  same  patent  amended  and 
new  seued. 

The  order  in  the  above  case  is  printed  at  length 
in  <  Beames'  Orders,*  p.  66.  See  I6th  Nov.  163S» 
Reff.  Lib.  B.,  1635,  fo.  95  (1). 

U  is  not  improbable  that  the  above  order, 
which  speaks  of  the  enrolment  of  the  Privy  Seal 
bill,  may  have  given  rise  to  the  confusioo  which 
appears  to  have  existed  in  subsequent  cases,  as  to 
whether  the  enrolment  was  of  the  Privy  Seal  bill 
or  of  the  letters  patent.     See  post,  650  &l  656. 

17.— Clans.  7  Geo.  2,  p.  9,  n.  3.  Date  of  en- 
rolment of  a  deed  inserted  by  order  of  Sir  Thomai 
Clarke,  M.  R.,  upon  siffht  of  the  enrolment,  and 
the  said  indenture,  and  the  indorsement  thereon, 
by  the  clerk  of  the  enrolments,  spedfying  the  day 
and  year  of  the  enrolment. 

18.~Pat  24  Geo.  3,  p.  2,  n.  4.  Amendment 
of  several  errors  in  the  enrolment,  by  order,  24tk 
July,  1786,  of  Lord  Kenyon,  M.  R.,  upon  in>P«^ 
tion  of  tiie  enrolment  and  the  Privy  Seal.  This 
was  a  grant  of  a  license  to  the  Corporation  of  the 
Trinity  House,  to  erect  two  lightnouses,  and  to 
take  certain  dues,  and  the  record  of  the  license  dif- 
fers from  the  Privy  Seal  in  having  the  word  '*  co- 
venant" instead  of  **  convenient,**  and  "  invrards" 
instead  of  <*  outwards,**  and  *'  heretofore"  instead 
of  ''theretofore,**  and  ''appertained"  instead  of 

In  this  case  it  does  not  appear  on  the  face  of 
the  order,  whether  the  letters  patent  accorded 
with  the  Privy  Seal. 

19.— Clans.  46  Geo.  3,  p.  1 17,  n.  13.  An  an- 
nuity deed,  ordered  by  Sir  John  Loach,  M.  R.,  to 
be  eiamined  with  the  original  remaining  wiA 
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had  been  written  instead  of  ^'  fire/'  and  he  ordered  the  specified-  A.D.  1840. 

tion  to  be  amended  (m).  In  the  case  o{Redmund{n)f  an  erroneous 

transposition  of  numbers  was  amended  by  order  of  Sir  John 

Leacb^  who,  in  a  subsequent  case,  ordered  to  be  amended  two 

errors,  by  one  of  which  the  word  ^^  which"  was  written  instead 

of  "wheel;"  and  by  the  other  of  which,  the  word  "increase" 

had  been  written  instead  of  the  word  "  inverse."     I  have  had 

similar  cases  before  me,  in  which  there  have  been  errors  more 

or  less  numerous,  but  all  of  the  same  kind.    And  in  every  case  All  the  cues  of 

which  has  occurred,  it  has  plainly  been  intended  to  do  no  more ^clericjaCT-'^ 

than  amend  mere  slips  or  clerical  errors  made  by  the  parties,  ron,  or  ofmis- 

or  the  agents  of  the  parties,  who,  intending  to  make  an  accurate  verteDce!^ 

enrolment,  have,  by  mere  inadvertence,  made  an  enrolment  "^'^^  '^^^^ 

which  was  not  what  it  purported  to  be,  a  true  statement  of  that  the^^rolment. 

which  the  party  intended  at  the  time;  and  not  only  has  strict 

eridence  of  error  been  required,  but  in  order  to  enable  any 

third  party  to  dispute  the  validity  of  the  amendment,  and  of 

die  order,  it  has  been  directed  that  the  order  itself  should  be 

endorsed  on  the  enrolment. 

It  does  not  appear  that  the  Master  of  the  Rolls,  as  Keeper  of 
the  Records  in  Chancery,  has  ever  exercised  any  greater  au« 
thority  than  I  have  stated  in  matters  of  this  kind ;  and  being 
of  opinion  that  I  have  no  jurisdiction  to  make  any  such  order 
as  is  asked  by  this  petition,  I  must  dismiss  the  petition  with 
costs. 


tbe  Sii  Clerks,  and  to  be  made  conformable 
tberewith. 

In  the  above  case  tbe  petition  prayed  that  the 
Clerk  of  the  Enrolments  mi^t  be  at  liberty  to 
attend  at  the  Chapel  of  the  Rolls  with  the  said 
memorial,  and,  together  with  the  Clerk  of  the 
fiecords,  in  the  Rolls'  Chapel,  compare  the  same 
with  the  record ;  and  that  the  Clerk  of  the  Re- 
cordi  might  thereupon,  in  the  presence  and  with 
the  concnrrence  of  the  said  Clerk  of  the  Enrol- 
■ents,  amend  the  record  so  as  to  make  the  same 
exactly  conforn&able  to  the  said  memorial.  Upon 
iupection  of  the  said  memorial  and  enrolment  it 
was  ordered  as  prayed. 

30.^— Rot.  Juaic.  397  p.  No.  1.  A  memorandum 
of  the  amendment  of  a  decree  by  Torbal  order  of 
the  Master  of  the  Rolls  (25th  March,  1736)  with- 
out  petition,  to  as  to  make  the  enrolment  agree- 
lUe  to  the  dooquet. 

It  would  appear  from  the  general  tenor  of  the 
^iMve  cases,  that  whatever  may  be  the  usual  prac- 
tice as  to  inaking  the  enrolment  from  the  Privy 
Seal  lull,  it  is  intended  and  supposed  to  be  made 
from  the  letters  patent.  This  matter  was  very 
iUly  considered  in  the  subsequent  case  of  Nickels' 
patent     Poit,  650  &  666. 

(ai)  That  was  in  the  case  of  Whitehouse*s  pa- 
toit  (oris  455)dated  26th  Feb.  1825,  "  for  certain 
hnprovements  in  manufacturing  tubes  for  gas  and 
ether  purposes  ;"  by  the  order,  which  was  made 
13th  Jan.  1830,  by  the  Master  of  the  Rolls,  on  the 
petition  of  Jamei  Russell,  stating  the  error  to  be  a 
clerical  one,  and  to  have  arisen  in  the  engrossment 


of  the  specification,  as  appeared  by  the  original 
draft  from  which  the  engrossment  was  made,  and 
on  the  affidavit  of  the  agent,  it  was  ordered,  "  that 
the  proper  officer  do  amend  the  original  roll  or 
entry  of  the  said  specification  remaining  of  record 
in  the  Enrolment  Office  of  this  eourt,  by  altering 
the  letter  *  w'  in  the  said  word  *  wire,'  to  the  let- 
ter *  f,'  so  that  the  same  may  read  *  fire.' " 

In  the  case  of  Rubery's  patent,  granted  14th 
Nov.  1837,  for  "certain  improvements  in  the  ma- 
nufacture of  part  of  the  furniture  of  an  umbrella  ;** 
the  specification  recited  the  letters  patent  to  have 
been  granted  in  "  October"  insteaa  of  "  Novem- 
her."  Lord  LangdaU,  M.  R.,  ordered  the  amend- 
ment as  prayed. 

In  botn  the  above  cases  the  petition  stated,  that 
no  scire  facia*  to  repeal  the  patent,  or  other  pro- 
ceedings at  law  on  the  patent,  had  been  instituted. 

<n)  July  25,  A.D.  1 828 .-- Letters  patent,  9th 
Nov.  1821,  to  David  Redmund,  for  **  an  improve- 
ment in  the  construction  or  manufacture  of  hinges 
for  doors." 

The  patentee  stated  in  his  petition,  that  withm 
the  last  month  he  had  discovered  that  the  copying 
clerk  in  engrossing  the  specification,  and  die  plan 
annexed  to  it,  had  by  mistake  transposed  the  num. 
bers  by  which  in  the  specification  reference  was 
made  to  the  plan;  and  that  no  office  copy  of 
the  specification  had  been  taken.  The  petition 
prayed  that  this  clerical  error  in  the  enrolment 
might  be  amended.— Ordered  as  prayed.  5  Rius. 
44. 
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In  the  BoUt*  In  re  NiCKELs'  Patewt, 

Court, 

Feb. 24, 1841.  ,  ^,  „ 

Cor.  Lord  Langdak,  M.  R. 

A  clerioderror  This  was  a  petition  to  the  Master  of  the  Rolls, as  keeper  of 
commuted  in  the  Records  of  the  Court  of  Chancery,  stating,  that  on  the  124 
the  queen's       ^f  March,  1838,  Christopher  Nickels  presented  his  petition  to 

wtnant  for         .  ,  i         .     ,        ,,         ^    i         .  * 

granting  letten  her  majesty,  wherein  he  alleged  that,  in  consequence  of  a  com- 
petent by  «       munication  from  abroad,  he  was  in  possession  of  an  invention  of 

clerk  m  the  Se-  ^^ .  .  ;  .  ,../<,  v    1 1    • 

creuryofState'a*^  improvements  m  machinery  for  covenng  fibres  appucable  in 
office,  and  hav-  ^^  manufacture  of  braid  and  other  fabrics ;"  and  prayed  the 

ug  been  copied  i^^^^t**' 

bto  the  queen's  grant  of  letters  patent  under  the  great  seal  of  Great  Bntain, 
^^wrthS' for  the  said  invention.  That  the  said  petition,  with  tiie  usual 
pnvy  seal  bill,  declaration,  was  left  at  the  office  of  her  Majesty's  Secretary  of 
Mteni\^n-  ^^^  foj^  ^®  Home  Department,  and  that  the  said  petition  was,  on 
rolment,  and  the  19th  of  the  Said  month,  again  obtained  from  the  said  Secretary 
corrected  by  her  ^f  State's  officc,  by  tiie  petitioner's  agents,  with  a  reference 
majesty's  com-  thereon  to  the  Solicitor  General;  that  the  said  petition, 
queen's^wajTint  ^^  ^^'^^  reference,  was  then  taken  to  and  leffc  at  the  office  of 
and  the  queen's  her  majesty's  Solicitor  General,  for  his  report  thereon ;  that 

bill,  the  Master        ^^  i?  I,  .,  i*     ^        r      i  ^  ^     ^  •         i. 

of  the  Rolls,  on  noticcs  of  the  said  application  for  letters  patent  were  given  by 
the  petition  of  the  said  Solicitor  General  to  all  parties  who  had  entered  caveaiSi 
which  the  Soiici- which  notices  designated  the  invention  as  ^^  improvements  in 
tor  General  had  machinery  for  coverine  fibres  applicable  in  the  manufacture  of 

ffiven  bis  con* 

sent,  ordered     braid  and  Other  fabrics ;"  that  the  said  Solicitor  General*s  re- 
offic'*HTom  the  1P^^>  ^^  *^®  ^^^  petition,  was  afterwards  obtained ;  which  said 
Privy  Seal        report  recited  the  petition  as  presented  to  her  majesty  as  afore- 
uSrtyto^mend  ^^^ »  ^^^  ^^^  correctiy  describing  the  invention  as  " improve- 
the  Privy  Seal    ments  in  machinery  for  covering  fibres  applicable  to  the  manu- 
i^^^hiT^wdship's  ^"^^^'^   ^^  braid   and   other  fabrics,"    expressed  the  humble 
custody,  and      opinion  of  the  said  Solicitor  General,  that  her  majesty  might 
done  he'ordweS  S^^^  her  royal  letters  patent  for  the  said  invention :  that  the 
the  enrolment    above  report  was  then  taken  to  the  Secretary  of  State's  office 
by  the  petitioner's  agents,  and  left  there  for  her  majesty's  (the 
queen's)  warrant,  which  was  made  out  at  the  said  office  by  the 
proper  officer;   that  the  petitioner  afterwards  in  due  course 
obtained  letters  patent  for  his  said  invention,  under  the  great 
seal  of  Great  Britain,  bearing  date  the  20th  of  April,  1838; 
that  the  petitioner  did,  on  the  19th  of  October,  1838,  duly  sign 
and  seal  the  specification  of  his  said  invention,  and  therein  had 
correctiy  described  such  invention  as  ^^  improvements  in  ma- 
chinery for  covering  fibres  applicable  in  the  manufacture  of 
braid  and  other  fabrics ;"  and  which  said  specification  was  duly 
enrolled  on  the  20th  day  of  the  same  month  of  October;  that 
the  petitioner  had  lately,  that  is  to  say,  on  or  about  the  13th 
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of  January,  1841,  been  informed  diat  an  error  had  been  made  A  J).  1841. 
in  the  Secretary  of  State's  office  for  the  Home  Department  as 
aforesaid,  in  the  queen's  warrant,  wherein  the  officer  had,  in 
reciting  the  petition  of  the  petitioner,  miscopied  the  petition, 
and  by  error  introduced  the  word  *'  recovering^'  for  *^  covering;" 
that  the  petitioner  had  since  been  informed,  that  the  queen's 
ngnet  bill,  die  privy  seal  bill,  die  letters  patent,  and  the  enrol- 
ment thereof,  were  prepared  and  engrossed  by  the  public  officers 
severally  appointed  for  that  purpose,  such  preparations  and 
engrossments  being  in  no  way  under  the  control  of  die  peti- 
tioner or  his  agents ;  that  the  queen's  warrant,  before  referred 
to,  in  which  die  letters  **re"  were  in  error  prefixed  to  the  word 
"covering,"  had  by  command  of  her  majesty  been  corrected, 
and  the  following  memorandum  written  thereon:  *^ The  word 
recovering  in  the  seventh  line  of  this  page  was  erased,  and  the 
word  covering  in  the  same  line  was  inserted,  in  the  presence  of 
her  majesty,  and  by  her  majesty's  command.  Whitehall,  23rd 
January,  1841.  (Signed)  Normanby."  That  the  queen's  bill, 
into  which  also  the  same  error  had  extended,  had  also  been 
connected,  and  the  following  memorandum  made  thereon :  ^'  The 
word  recovering^  in  the  third  line  of  this  skin,  was  erased,  and 
the  word  covering  was  inserted,  in  the  presence  of  her  majesty, 
and  by  her  majesty's  command.  Normanby."  Which  said 
bill  was  deposited  with  die  proper  officer  at  her  majesty's 
signet  office,  and  the  signet  transcript  thereof  was  deposited 
with  her  majesty's  officer,  the  Lord  Privy  Seal.  That  the  privy 
seal  bill  was  in  the  hands  of  the  officer  of  the  Court  of  Chancery 
appointed  for  the  purpose  of  enrolling  the  letters  patent. 

The  petition  prayed  that  the  proper  officer  from  the  Privy  Prayer. 
Seal  office  might  be  allowed  to  make  the  alteration  in  accord- 
ance with  the  queen's  bill,  and  that  the  exemplification  or 
enrolment  of  the  said  letters  patent,  so  as  aforesaid  granted  to 
the  petitioner,  might  be  corrected  according  to  the  transcript 
of  the  queen's  bill.  The  signature  of  the  Solicitor  General  (Sir 
Thomas  Wilde)  was  attached  to  the  petition,  as  consenting  to 
the  prayer  of  it  on  behalf  of  the  crown. 

In  support  of  the  petition  there  were  the  affidavits  of  the 
petitioner  himself,  of  his  agents,  and  of  the  derk  in  the  Secre- 
tary of  State's  office  who  made  die  mistake;  from  these  it 
appeared  that  all  the  regular  steps  had  been  taken  in  procuring 
the  letters  patent,  and  that  the  error  sought  to  be  corrected  was 
a  mere  clerical  error,  and  first  made  in  the  queen's  warrant  in 
the  Secretary  of  State's  office ;  that  the  error  was  copied  into 
the  queen's  bill,  the  signet  bill,  and  privy  seal  bill,  diey  being 
all  made  out  from  the  queen's  warrant;  and  that  the  error  was 
continued  in  the  letters  patent  and  enrolment,  which  were 
copied  from  die  privy  seal  bill.  That  the  specification  correctly 
described  the  invention ;  and  that  the  error  had  been  corrected. 
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in  Ckmeery.     by  Command  of  her  majesty,  in  the  queen's  warrant  and  the 
queen's  bill.     It  appeared  also  that  the  plaintifF^  in  oonseqaenoe 
of  an  infringement  of  his  patent,  had  filed  a  bill  (b  June, 
1840)  against  the  London  Caoutchouc  Company.    And  haying 
on  the  4th  of  August  moved  for  an  injunction  against  them,  the 
motion  was  ordered  to  stand  over,  with  liberty  to  the  plaintiff 
to  bring  an  action  at  law.    The  plaintiff  accordingly  conmienced 
an  action  in  Michaelmas  Term  following,  and  delivered  the 
declaration  on  the  16th  of  December.    The  defendants  obtained 
several  orders  for  time  to  plead ;  and  pending  that  time  the 
plaintiff  was,  on  the  12th  of  January,  served  with  a  copy  of  a 
writ  of  scire  fadoMy  issued  at  the  instance  of  the  company,  for 
repealing  the  letters  patent.     In  the  recital  of  the  title  of  the 
letters  patent,  as  set  forth  in  the  writ  of  «otre  facias^  the  word 
^^ recovering'*  was  substituted  for  the  word  "covering,**  which 
had  been  used  by  all  parties  in  the  previous  proceedings.    This 
led  to  an  inquiry,  the  result  of  which  was  the  discovery  of  the 
error  in  question.    The  petition  was  presented  ex  parley  but  in 
consequence  of  the  litigation  that  was  pending  between  the 
patentee  and  the  company,  the  Master  of  the  Rolls  gave  the 
latter  liberty  to  appear  and  to  oppose  the  application. 

Pembertotiy  Kindersleyj  and  Hindrnarchy  were  heard  first,  in 
opposition  to  the  application.  The  Master  of  the  Rolls  has  no 
jurisdiction  to  make  the  amendment  required  by  the  petitioiu 
The  letters  patent  ought,  at  least,  to  be  first  amended,  otherwise 
there  would  be  a  variance  between  them  and  the  enrolment, 
and  it  would  no  longer  be  the  enrolment  of  the  letters  patent 
It  does  not  appear  that  the  queen's  signet  bill  has  been 
amended,  although  it  contained  the  error,  and  such  amendment 
must  be  made  by  the  queen  herself.  Unless  the  prior  docu- 
ments were  all  amended,  there  was  nothing  by  which  the  record 
could  be  amended.  The  queen's  warrant  and  the  queen's  biU 
are  the  only  documents  that  have  been  amended.  And  until 
the  queen's  signet  bill  and  the  privy  seal  bill,  as  well  as  the 
letters  patent,  are  amended,  there  is  no  ground  for  amending 
the  record.  The  Master  of  the  Rolls  has  no  authority  to  alter 
either  the  privy  seal  biU  or  the  letters  patent,  at  least  without 
the  sanction  of  the  Lord  Chancellor  (a). 

Tbmey,  Dixon,  and  Corrie,  in  support  of  the  petition.  The 
Master  of  the  Rolls  has  jurisdiction  to  amend  a  mere  clerical 
error  in  the  enrolment.  This  is  analogous  to  cases  in  whidi 
deeds,  bills  of  exchange,  and  records  at  common  law — as  fines 
and  recoveries — ^are  accustomed  to  be  amended  to  effect  the  in- 
tention of  the  parties ;  as  also  original  writs  out  of  Chanoeiy. 
The  enrolment  is  copied  firom  the  privy  seal  bill,  not  from  the 


(a)  See  the  Weavers*  Company  v.  Hayward,  3       Glenn  v.  Wilkt,  4  Dovr.  P.  C.  322;  2  Tidd': 
Atk.  362  ;  Uigh  v.  LeigK  4  Dow.  P.  C.  650;       1161  ;  6  &  6  W.  4,  c  83,  s.  1. 
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letters  patent,  which  are  also  copied  from  the  privy  seal  bill;  A.D.1841. 
the  queen  having  authorized  the  amendment  to  be  made  in  the 
warrant  and  also  in  the  queen's  bill,  from  which  the  privy  seal 
bill  is  copied,  and  the  Solicitor  General  having  given  his  consent 
to  the  amendment  of  the  privy  seal  bill,  the  court  has  sufficient 
warrant  to  allow  the  privy  seal  bill  to  be  amended,  and  to 
proceed  to  amend  the  enrolment.  There  is  no  occasion  to 
have  the  letters  patent  first  amended,  or  to  apply  to  the  Lord 
Chancellor  for  his  concurrence  in  the  amendment  of  the  enrol- 
ment, inasmuch  as  the  enrolment  is  made  from  the  privy  seal 
bill  (i),  and  when  amended  might  be  given  in  evidence  instead 
of  the  letters  patent  (c). 

Lord  Langdale,  M.  R.  ;  I  must  take  time  to  consider  the  Judgment. 
order  which  I  shall  make,  if  I  should  think  it  necessary  for  me 
to  make  any  order.  The  petitioner  in  this  case  having  pe- 
titioned her  majesty  for  a  grant  of  letters  patent  to  secure  to 
hunself  the  exclusive  use  and  enjoyment  of  a  certain  invention, 
and  her  majesty  having  been  pleased  to  grant  that  petition,  the 
petitioner  adopted  the  usual  proceedings  for  the  purpose  of 
obtaining  the  grant.  In  the  course  of  the  proceedings  a 
clerical  error  was  made  by  a  derk  in  one  of  the  offices  in  which 
the  proceedings  were  to  take  place,  and  that  error  not  being 
discovered  in  sufficient  time,  found  its  way  into  the  letters 
patent,  which  are  in  the  possession  of  the  party,  and  into  that 
which  is  called  the  enrolment  of  the  letters  patent^  which  is  in 
my  custody  as  Master  of  the  Rolls.  The  error  consists  in  the 
substitution  of  the  word  "recovering"  instead  of  the  word 
^covering.''  After  litigation  had  commenced  between  the 
petitioner  and  the  persons  who  have  appeared  to  oppose  the 
prayer  of  the  petition,  the  petitioner  applied  to  me  to  have  the 
error  corrected  in  the  privy  seal  bill  and  in  the  enrolment  of  the 
letters  patent.  Considering  it  to  be  perfectiy  clear,  that  the 
error  was  a  mere  slip,  of  which  the  petitioner  was  entirely 
innocent  no  doubt,  I  have  considered  it,  and  I  do  now  con- 
rider  it,  to  be  my  duty  to  assist  in  every  way  I  legally  can 
towards  its  amendment ;  and  that  in  such  a  way  as,  in  any 
erent,  may  be  in  the  least  possible  degree  prejudicial  to  the 
psrty  who  is  likely  to  suffer  by  it.  Whether  I  can  legally  do 
this,  is  a  matter,  no  doubt,  of  serious  consideration ;  and  if  I 
can  legally  do  it,  in  what  mode  and  what  particular  way  it  can 
'>cst  be  done.  I  have  nothing  to  do  with  the  moral  principle 
ttpon  which  this  application  is  opposed.  The  object,  no  doubt, 
IS  to  take  advantage  of  a  slip,  for  the  purpose  of  defeating  any 

.  W  Tliis  would  mear  to  be  the  ooune  of  prac-  Blackmort*t  case,  8  Rep.  156 ;  Coek  r.  Miller,  4 

^.bttt  it  appean  tbat  the  enrolment  ought  to  be  Taunt.  749 ;  Byr«m  v.  Thnmp$om,  3  Per.  &  D.  71 ; 

«f  the  lettenjMtent.  iljKe  649,  n.  /,  &  poM  654.  R.  w.  Juket,  8  T.  R.  626;  Coke,  2  Init.  656, 

(«)  4  Ed.  6.  c.  4,  and  13  Eliz.  c.  6 ;  Hudson  r,  were  cited  in  the  argument. 
««»<»,  5  Bing.  388 ;  Roudit  Y.Ortebar,  6  Taunt.  73 ; 
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in  Chmneenf.     thing  which  may  turn  out  to  be  the  right  of  the  party.    I 
haye  no  obsenration  to  make  on  that ;  the  party  has  a  right  to 
take  that  objection;  the  law  allows  him  to  do  so;  and  the 
question  therefore  to  be  considered  is,  whether  it  is  to  prevuL 
The  objections  are  of  this  sort ;  they  say,  first  of  all,  in  the 
rarious  proceedings  which  unfortunately  are  rendered  necessary 
prior  to  the  sealing  of  the  letters  patent,  and  prior  to  the  enrol- 
ment, all  has  not  been  rightly  done,  so  as  to  enable  me  to  have 
something  in  a  correct  form  and  duly  made  correct,  by  whidi 
I  am  able  to  correct  the  record.     Great  learning  and  great 
ingenuity  have  been  employed  in  that  ai^ument.     If  it  were 
to  prevail,  I  think  it  would  be  an  extraordinary  triumph  d 
subtilty  and  technicality  over  common  sense  and  justice.    I 
cannot  think  it  will  ultimately  prevail;  and  certainly  it  does 
not  at  this  moment  appear  to  me  that  it  ought  to  prevail.    The 
other  objection  appears  to  me  to  be  of  a  more  serious  nature. 
The  letters  pa-  There  Can  be  no  doubt  that,  whatever  may  be  the  form  of 
enroimwit*mu8t  '^^'^S  ^^*  ^®  letters  patent,  and  of  making  out  the  record  of 
be  intended  to    the  enrolment  of  the  letters  patent,  it  must  be  intended  that 
corretpond.       ^^  should  Correspond.    And  I  certainly  am,  on  the  present 
occasion,  asked  to  make  the  record  of  such  a  form,  and  to  in- 
troduce such  an  alteration  in  it,  however  small,  by  obliterating 
the  two  letters  ^^re,'^  that  it  appears  upon  the  evidence  which  is 
now  before  me,  when  the  alteration  shall  be  made,  the  record 
will  not  correspond  with  the  letters  patent;  because  it  is  stated 
on  the  evidence,  that  the  letters  patent  contain  ^'  recovering" 
instead  of  *'  covering.''     Now,  it  is  a  most  serious  consideration 
that  I  have  no  right  or  authority  whatever,  even  if  I  had  the  let- 
ters patent  here,  to  introduce  any  alteration  into  them.  I  am  at 
present  strongly  impressed  with  the  notion  that  what  is  re- 
quired cannot  be  done  without  the  concurrence  of  the  Loid 
Chancellor.     I  think  the  authority  of  the  Lord  Chancellor  and 
of  the  Master  of  the  Rolls,  of  both  of  them,  required  to  do  that 
which  is  now  proposed  to  be  done ;  that  is  at  least  my  present 
impression,  and  it  is  my  present  impression  so  strongly,  that  I 
cannot  think  of  acting  in  any  way  against  it,  without  a  com- 
munication with  tiie  Lord  Chancellor,  in  order  that  I  may  know 
what  his  view  on  tiie  subject  may  be.     With  regard  to  the 
document,  the  privy  seal  bill,  no  doubt  it  is  the  authority  upon 
which  the  enrolment  is  made,  but  it  is  tiiat  privy  seal  bill 
coming  from    the  great  seal  office.    That  privy  seal  bill  in 
<;oming  from  the  great  seal  office  has  been  acted  on ;    and  it 
may  be  a  question,  certainly,  whether  it  ought  not  to  go  back 
there,  and  whether  the  alteration  ought  not  to  be  taken  notice 
of  there.     I  say  only  a  question,  because  I  cannot  concur  quite 
in  the  argument  ]:hat  is  used-^that  it  is  necessary  for  me  to  see 
that  every  anterior  step  has  been  strictly  and  duly  foUowed. 
What  I  have  got  here  may  be  quite  sufficient;  I  have  got  the 
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fjueen's  sign  manual,  I  hare  got  the  queen's  bill,  and  I  have  A.  D.  1841. 
got  the  consent  of  the  queen's  officer,  the  Solicitor  General,  to 
make  this  alteration.     If,  indeed,  every  step  which  was  pre- 
scribed to  be  taken  in  this  case  were  a  step  to  be  taken  for  the 
security  of  the  crown,  to  prevent  improvident  grants  of  this 
9orty  it  might  then  be  a  very  serious  consideration,  whether  we 
ought  not  to  have  strictly  die  authority  of  every  officer  through 
whose  office  it  was  to  pass.     But,  is  that  so?     I  have  once  orTheTtriomitept 
twice  called  it  to  the  attention  of  the  counsel  here,  on  what"?* 5'!^^  ^ 
prmdple  it  is  those  several  steps  were  required.    The  principle,  thu  the  securi- 
I  am  afiraid,  is  not  for  the  purpose  of  giving  greater  security  to  *^  °^  ^'^  crown, 
the  crown  alone,  but  for  the  purpose  of  creating  revenue,  which 
revenue  has  been  satisfied  with  what  has  been  already  done.     I 
think  it  is  a  subject  of  consideration,  how  that  is  to  be  dealt 
with;  if  I  think  it  right  to  make  any  order  at  all,  I  shall  make 
such  an  order  as  seems  to  me  right,  and  I  shall  communicate 
that  to  the  parties.     But  I  shall  not  make  any  order  till  I 
have  had  means  of  communicating  with  the  Lord  Chancellor,  in 
order  that  I  may  know  what  his  view  is  on  that  part  of  the 
question,  which  appears  to  me  a  subject,  at  least,  of  very  con- 
^erable  doubt. 


His  Jordship  made  the  following  orders :  '^  It  is  ordered,  that  Ord$ru 
the  proper  officer  from  the  office  of  the  Lord  Privy  Seal  be  at  March  27,1841. 
fiberty  to  attend  the  officer  in  whose  custody  the  said  privy 
seal  bill  now  is,  and  to  amend  the  said  privy  seal  bill,  if  he  Amendment  of 
shall  think  fit,  by  striking  out  the  word  'recovering'  in  the  J[^P"^y  ■••^ 
description    of   the  said   invention,  and  inserting   the  word 
'covering'  in  lieu  thereof.    And  it  is  ordered,  that  the  rest  of 
the  prayer  of  the  said  petition  do  stand  over.'' 

The  privy  seal  bill  having   been  amended  in  the   manner  March  so. 
pointed  out  in  the  last-mentioned  order,  and  produced  to  his 
krdship,  the  following  order  was  made : — ''  It  is  ordered,  that  Amendment  of 
the  enrolment  made  from  the  said  privy  seal  bill  be  amended  ^^^  enrolmenu 
by  striking  out  the  word  'recovering'  in  the  ninth  line  of  the 
said  enrolment,  and  inserting  the  word  'covering'    in  lieu 
thereof,  so  as  to  make  the  same  conformable  with  the  said 
privy  seal  bill  as  amended  as  aforesaid ;  and  that  the  proper 
officer  do  attend  his  lordship  with  the  said  enrolment,  for  the 
purpose  of  such  amendment  being  made  in  his  presence.    And 
it  is  ordered,  that  a  copy  of  this  order  be  endorsed  on  the  roll 
on  which  the  said  enrolment  is  made.'' 
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Re  Nickels'  Patent. 
In  Chmtenf.  Cor.  Lord  Cottenham,  L.  C. 

May31»184L  ^ 

Ad  enrolment       This  was  an  appeal  by  the  London  Caoutchouc  Company  (a) 
mitt«?todi£r' ^  ^^  ^T^^  Chancellor  from  the  above  orders  of  the  Master  of 
from  the  letten  the  Rolls.    The  petition,  after  setting  out  the  tBCts  of  the  pie- 
?he'priTy  seal  ^^®^"8  ^^asc.  Stated   further  the  litigation  which  had  arisen 
bilinoautho-    between  the  parties^  namely,  that  Mr.  Nickels  had  filed  a  bill 
gFwt^IlMj!  ^^  against  the  Company  in  June,  1840,  to  restrain  an  alleged  in- 
Thediteofan  fringement  of  his  patent  of  '^improvements  in  machinery  for 
*^*"l^J^|^*®"*  covering  fibres,'*  &c.;  that  a  copy  of  the  letters  patent,  fur- 
nished by  the  solicitor  of  the  plaintifi^,  described  the  invention 
as  '^  improvements  in  machinery  for  covering  fibres/'  &c.;  that 
the  motion  stood  over  until  an  action  should  be  brought  to  try 
the  validity  of  the  sud  patent;  that  the  directors  of  the  said 
company  were  wholly  ignorant  of  any  such  patent  having  been 
granted  to  the  said  C*  Nickels,  and  on  directing  a  search  at  the 
proper  office  in  Chancery  for  the  said  letters  patent,  they  dis- 
covered that  the  alleged  letters  patent  were  for  '^  improvements 
in  machinery  for  recovering  fibres,"  &c.,  and  that  no  letters 
patent  had  ever  been  granted  to  the  said  C.  Nickels  for  ^  cover- 
ing fibres  ;^  that  the  privy  seal  bUl  of  the  said  letters  patent 
contains  the  word  '*  recovering/'  and  that  they  believe  the  said 
letters  patent,  unless  the  same  have  been  altered,  to  contain  the 
word  '^ recovering/'   that  the  specification  of  the  said  letten 
patent  described  an  invention  for  '*  covering  fibres/*  &c.,  and 
no  specification  had  been  enrolled  of  an  invention  of  *'  improve- 
ments in  machinery  for  recovering  fibres,"  &c.    That  a  scire 
facias  was  sued  out  in  November,  1841,  to  repeal  the  said 
letters  patent,  as  having  become  void.    That  an  action  was 
brought  on  the  above  letters  patent  as  a  patent  for  coverings 
and  was  standing  for  trial.    That  it  is  the  practice  to  enter 
the  tides  of  all  letters  patent  in  a  book  at  the  great  seal  office, 
where  the  public  make  search,  and  in  that  book  the  patent  is 
entered  as  for  ^^  recovering /'  and  from  these  entries,  the  publi- 
cation in  various  books  of  the  letters  patent  which  have  been 
granted;  takes  place.    That  notice  had  been  served  on  the  agent 
of  the  said  C.  Nickels  to  produce  the  said  letters  patent  before 
the  Master  of  the  RoUs,  but  they  were  not  produced,  and  that 
on  inquiry  of  the  various  officers  it  had  been  ascertained  that 


(a)  The  petition  purported  to  haye  th«  com-  and  the  petition  was  not  Terified;  bat  the  Lad 

mon  teal  of  the  Company  attached  to  it,  and  Chancellor  oyerruled  the   objection,  expresBiBg 

Tinney  on  behalf  of  the  respondent  objected,  that  his  opinion  that  the  petition  was  within  tiK  neaa- 

the  petition  purported  to  be  presented  by  a  cor-  ing  of  the  act  of  parliament, 
poration,  but  the  Company  ha^  no  common  seal, 
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the  said  letters  patent  had  not  been  altered  by  any  competent  A.D.  1841.    ^ 
authority*    The  petition  prayed  that  the  two  orders  of  the 
Master  of  the  Rolls  might  be  rescinded  and  set  aside,  and  all 
the  costs  of  the  several  petitions  might  be  paid  by  the  sud 
C.  Nickels, 

fFiffram  and  Hindmarch  appeared  in  support  of  the  appeal 
petition.  The  first  order  is  erroneous,  in  allowing  the  privy 
seal  bill,  which  was  in  the  nature  of  an  original  writ,  to  be 
altered  without  being  resealed,  the  rule  being,  that  after  a  writ 
has  once  been  executed,  and  its  authority  exhausted,  it  could 
not  be  altered  without  being  resealed ;  and  that  when  resealed 
it  took  effect,  in  its  altered  form,  from  the  date  of  such  re- 
sealing.  [Lord  Cottenhamy  L.C. :  No  question  of  that  kind  can 
srise  upon  this  order,  because  all  it  does  is,  to  allow  access  to 
the  document  for  the  purpose  of  making  a  certain  alteration.] 
As  to  the  second  order,  although  doubtless  not  so  intended  by 
the  learned  judge  by  whom  it  was  pronounced,  it  amounts  to 
nothing  less  than  the  falsification  of  a  record,  inasmuch  as  the 
enrolment  is,  in  contemplation  of  law,  a  copy  of  the  letters 
patent  and  not  of  the  privy  seal  bill,  although  in  practice  it  is 
generally  made  out  from  the  latter  document.  If  the  letters 
patent  require  amendment,  the  proper  and  regular  course  is  to 
make  an  application  to  the  Attorney  or  Solicitor  General  under 
&e  provisions  of  the  statute  (6),  by  which,  however,  it  is  ex- 
pressly provided  that  the  alteration  should  be  made  without 
prejadice  to  proceedings  pending  at  the  time;  whereas  the 
effect  of  the  order  in  question  would  be,  to  make  the  Caoutchouc 
C!ompany  wrongdoers  by  relation,  for  the  enrolment  would 
now  represent  that  the  patentee  had  all  along  been  entitled  to 
a  patent  for  machinery  for  ^^  covering'^  fibrous  substances; 
therefore,  by  the  aid  of  the  statute  13  Eliz.  c.  6.,  which  dis- 
penses with  the  production  of  the  letters  patent,  and  makes  the 
enrolment  evidence  of  their  contents,  the  patentee  would  be 
enabled,  on  the  trial  of  the  action  then  pending,  to  give  evi- 
dence of  a  patent  which,  it  was  admitted,  had  never  in  fact 
passed  the  great  seal. 

Tfftney,  Dixouj  and  Corrie,  for  the  patentee.  It  must  be 
conceded  tliat  such  would  be  the  effect  of  the  order  in  ques- 
tion; but  a  patentee  of  an  invention  is  to  be  regarded  as,  in 
some  sort,  a  purchaser  for  value  (c).  It  is  an  act  of  justice, 
and  not  merely  of  grace  and  favour,  on  the  part  of  the  crown 
to  relieve  him  from  the  consequences  of  a  defect  in  his  title, 
occasioned  by  the  default  of  one  of  its  own  officers.  An  amend- 
menty  the  only  object  of  which  was  to  .make  the  record  of  a 


(ft)  5  &  6  W.  4,  c.  83,  s.  1.     See  the  section      errors  of  mistake,  which  were  always  amendable 
«i(  250,  Ltac  &  PracHee,  Tit.  Statutes,  but  quenf,      at  common  law. 
^*Micr  that  is  applicable  to  dericd  errors  or  (c)  Citing  WilUamt  v.  Willianu,  3  Mer.  157. 


] 
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i»  Chmeenf.  grant  correctiy  represent  what  the  grant  was  oiig^a]ly  intended 
to  contain^  stands  on  a  totally  different  footing  firom  alteratiom 
suggested  by  an  afterthought  of  the  patentee ;  and  it  was  to 
cases  of  the  latter  description  only  that  the  statute  5  &  6  W.  4, 
c.  83^  was  intended  to  apply,  the  other  dass  of  cases  hsYing 
always  been  remediable  by  an  exercise  of  the  common  law  pie- 
rogative  of  the  crown,  as  was  evident  firom  a  numb^  of  cans 
which  the  Master  of  the  Rolls  had  found  by  a  search  among 
the  Records  in  the  Rolls'  Chapel,  and  in  whidi  it  appeared 
that  verbal  inaccuracies  in  the  records  of  grants  from  Ae 
crown  had  been  amended  by  former  Masters  of  the  Rolls,  a 
memorandum  to  that  effect  being  in  each  case  annexed  to,  or 
written  upon,  the  margin  of  tiie  roll  {d).  [Lord  CoiienJutm,  L.C.: 
Those  cases  prove  notiiing  to  the  present  purpose :  because,  for 
any  thing  that  appears,  the  letters  patent  may,  in  all  of  them, 
have  been  altered  first.  There  is  a  power,  or  should  be  a 
power,  to  alter  the  letters  patent;  and  when  that  has  been 
done,  there  must  be  a  power  to  alter  the  enrolment;  but  tlie 
thing  to  be  shown  is,  that  the  enrolment  has  ever  been  altered 
without  a  previous  alteration  of  the  letters  patent  («).] 

June  5»  1841.        On  a  subsequent  day.  Lord  Cottenham,  L.C.:    I  have 
desired  this  petition  might  be  put  into  the  paper,  not  for  the 
purpose  of  finally  disposing  of  it,  but  only  for  the  purpose  of 
informing  the  parties  of  the  view  I  take  of  the  case,  in  order 
that  the  patentee  may  have  an  opportunity,  if  he  should  be  so 
advised,  of  taking  some  other  course  witii  a  view  to  protect 
himself  against  the  consequences  of  the  mistake  which  has  oc- 
curred.   That  there  was  a  mistake  is  evident.    It  is  quite  dear 
that  the  application  for  the  patent  properly  described  what  the 
patentee  wanted,  namely  a  patent  for  covering  fibrous  sub- 
stances, and  that  the  mistake  arose  in  the  Secretary  of  State's 
office  for  the  Home  Department,  where,  in  copying,  the  lettera 
*^ re"  were  prefixed  to  the  word  "covering,**  so  that,  from  that 
period  down  to  the  time  when  the  great  seal  was  affixed  to  the 
patent,  all  the  documents  described  the  patent  as  a  patent  for 
"recovering**  fibrous  substances,  instead  of  for  "covering" 
fibrous  substances.    The  patent  having  been  granted  with  that 
word  in  it,  the  enrolment  contained  that  word  also.    At  a  cer- 
tain time,  which  is  not  very  material  for  the  present  purpose 
this  error  was  discovered.    An  action  having  been  brought  by 
the  patentee  against  a  person  alleged  to  have  infringed  hb 
patent,  it  was  discovered  that  the  patent  was  not  as  the  pat^itee 
intended,  for  "covering,**  but  for  "recovering;**  and  no  doubt, 
after  having  been  at  the  expense  of  procuring  the  patent,  and  after 


(d)  See  these  cases,  anU  647,  n.  I.  ment  of  the  enrolment  was  to  make  it  cotrespond 

(€)  It  will  be  found  on  reference  to  the  cases       with  the  privy  seal  bill  and  the  letters  p«leiiU 
•f  amendment  just  referred  to,  that  the  amend- 
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baTing  disdoaed  to  the  public  the  nature  of  his  alleged  disco-  A.D.  1841. 
itTjf  and  after  having  thought  himself  secure  in  the  enjoyment 
of  the  patent  for  some  considerable  length  of  time^  it  was  a 
very  great  hardship  on  him  to  find^  that,  owing  to  an  error 
made  in  one  of  the  public  ofEces,  he  should  not  be  in  a  situa- 
tion to  maintain  his  action  against  the  party  whom  he  alleges  to 
have  infringed  his  patent. 

On  the  other  hand^  it  must  be  recollected^  that  the  only  evi- 
dence of  the  patent,  accessible  to  the  public,  is  the  docquet 
book^  kept  at  the  Patent  Oi&ce»  and  the  enrolment,  both  of 
which  contained  the  word  ^^  recovering  ;**  and  if,  with  a  know- 
ledge of  nothing  else,  a  party  had  proceeded  to  carry  on  busi- 
ness in  a  mode  which  would  be  no  infringement  of  a  patent  for 
^recovering,''  but  might  be  an  infringement  of  a  patent  for 
*^  covering/'  it  would  be  very  hard  if  he  were  to  be  liable  to  an 
action  for  so  doing,  there  being  no  public  evidence  of  the  patent 
which  he  is  said  to  have  infringed.  There  is,  or  may  be,  hard- 
ship, therefore,  on  both  sides* 

The  patentee  discovering  that  there  was  this  error  in  his 
patent,  takes  the  usual  course  for  correcting  that  error ;  he  ap- 
plies to  the  Secretary  of  State  for  the  Home  Department,  and 
procures  the  queen's  bill  to  be  amended  by  introducing  the 
word  "covering/'  instead  of  "recovering."     A  corresponding 
amendment  is  then  made  in  the  signet  bill,  and  the  privy  seed 
bill  is  amended  from  that,  with  the  memorandum  of  the  proper 
officer  of  the  Privy  Seal  office,  that  it  was  done  in  consequence 
of  the  amendments  in  the  previous  documents.    Now,  the  privy  The  privy  seal 
seal  bill  is  the  authority  under  which  the  holder  of  the  great  ^.*"  ***  *"^^°" 
seal  puts  the  great  seal  to  the  patent.     It  is  no  other  authority,  I2j  ooly!  ^^^^ 
and  is  issued  for  no  other  purpose  whatever.     It  is  of  no  author- 
ity to  any  other  person,  and  becomes  the  authenticated  mandate 
from  the  crown  to  deal  with  the  great  seal  in  a  particular  way.    In 
this  instance  the  privy  seal  bill  has  been  amended ;  the  object,  and 
the  only  object,  of  such  amendment  being  to  give  new  instruc- 
tbns  to  the  holder  of  the  great  seal,  authorizing  him  to  amend 
the  letters  patent,  according  to  the  memorandum  found  on  the 
privy  seal  biU.    The  party  obtaining  that  amendment,  however, 
did  not  think  proper  to  use  it  for  this  purpose,  but  passing  by 
the  great  seal  altogether,  without  any  recepi  from  the  Lord 
Chancellor,  without  any  communication  with  the  great  seal, 
without  any  authority,  he  thought  proper  to  apply  at  the  Rolls, 
not  for  the  purpose  of  altering  the  patent,  over  which  the  Mas- 
ter of  the  Rolls  had  no  jurisdiction  whatever,  but  for  the  purpose 
of  altering  the  enrolment. 

In  the  first  place,  that  amended  privy  seal  bill  gave  no  autho- 
rity to  the  Master  of  the  Rolls  to  act  upon  it  at  all.  It  is  not 
directed  to  the  Master  of  the  Rolls,  it  is  directed  to  the  Lord 
Chancellor^  and  it  authorized  the  Lord  Chancellor  to  deal  with 
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in  Ckmnrerif.     the  patent  only  for  the  purpose  of  altering  it  according  to  the 
alterations  in  the  privy  seal;  and  so  the  Master  of  the  RoDs 
considered  the  case  when  it  was  before  him,  at  that  time  to 
which  this  judgment  I  hare  now  in  my  hand  applies,  because 
he  so  described  it.     He  says  (/),  *^  now,  it  is  a  most  serious  con- 
sideration, that  I  have  no  right  or  authority  whatever,  even  if  I 
had  the  letters  patent  here,  to  introduce  any  alteration  into  them. 
I  am  at  present  strongly  impressed  with  the  notion,  that  what 
is  required  to  be  done,  cannot  be  legally  and  effectually  done 
without  the  concurrence  of  the  Lord  Chancellor.    I  think  the 
authority  of  the  Lord  Chancellor  and  of  the  Master  of  the  Rolls, 
of  both  of  them,  required  to  do  that  which  is  now  proposed  to 
be  done ;  that  is,  at  least,  my  present  impression,  and  it  is  my 
present  impression  so  strongly,  that  I  cannot  think  of  acting  in 
any  way  against  it  without  a  communication  with  the  Lord 
Chancellor,  in  order  that  I  may  know  what  his  view  of  the  sob- 
ject  may  be.'*    Before  that  he  says  (^),  *^The  other  objectioQ 
appears  to  me  to  be  of  a  more  serious  nature.    There  can  be 
no  doubt  that,  whatever  may  be  the  form  of  making  out  the 
letters  patent  and  of  making  out  the  record  of  the  enrolment  of 
the  letters  patent,  it  must  be  intended  that  they  should  cor- 
respond.  And  I  am  certainly,  on  the  present  occasion,  asked  to 
make  the  record  of  such  a  form  and  to  introduce  such  alteratt<m 
in  it,  however  small,  by  obliterating  the  two  letters  're,^  that, 
upon  the  evidence  which  is  now  before  me,  when  the  alteration 
shall  be  made,  the  record  will  not  correspond  vnth  the  letters  pa- 
tent, because  it  is  stated  on  the  evidence  that  the  letters  patent 
The  enrolment  contain  *  recovering'  instead  of  *  covering.' "    Now,  that  is  the 
cannot  be  per-  yiew,  thcu  taken  by  the  Master  of  the  Rolls,  and  predsely  the 
"om  the  letteiB  ^^^  I  ^ok  myself  of  this  case  when  first  I  heard  it  opened, 
patenL  and  which  I  still  continue  to  entertain,  that  by  no  possibility 

can  it  be  permitted  that  the  enrolment  should  differ  from  the 
letters  patent.  If  there  were  any  doubt  upon  that  point  on 
other  grounds,  it  would  be  removed  by  a  clause  in  the  statute 
of  Elizabeth  (h),  which  enables  parties,  by  producing  the  enrol- 
ment, to  dispense  with  the  necessity  of  producing  the  letters 
patent,  that  provision  resting  simply  on  the  assumption,  that 
the  enrolment  correctly  represents  what  is  contained  in  the 
letters  patent. 
The  title  of  the  The  right,  the  title  of  the  party,  derived  firom  the  crown, 
party  derived    ^^^^  q^  ^^e  authority  of  the  letters  patent,  and  the  letters 

from  the  letters  _  _,*'  _  .  _*■  .«i  « 

patent,  and  the  patent  only,  and  the  enrolment  is  only  permitted  to  be  used 

*°™*"*°*  *      for  the  purpose  of  showing  what  that  grant  was,  or  rather,  as 

iugit.  the  statute  of  Elizabeth  recites,  for  the  purpose  of  preventing 

the  danger  of  attempts  being  made  to  alter  the  letters  patent, 

(/)  See  ante  654.  (h)  13  El.  c.  6.  See  Law  &  PraclM«,T!U  Sut- 

ig)  See  ante  654.  tutes. 
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wikidi,  being  in  possession  of  the  party,  were  more  likely  to  A.D.  184U 
be  attempted  to  be  altered  than  coidd  possibly  be  the  case  in 
ike  enrolment. 

Now^  what  has  been  done  ?  The  party  passing  by  the  great 
seal,  refusing  to  do  that,  or  abstaining  from  doing  that  for  which 
alone  the  alteration  was  made  in  the  other  documents,  instead 
of  applying  to  the  great  seal,  to  consider  what  under  the  dr- 
eomstances  might  be  done  by  way  of  relieving  him  from  the 
difficulty  he  has  got  into  with  respect  to  his  patent,  goes  at 
once  to  the  Master  of  the  Rolls,  and  obtains  an  order  to  alter 
the  enrolment.  The  enrolment,  therefore,  now  represents  that 
a  patent  was  granted  as  of  the  date  at  which  the  patent  was 
originally  granted  for  covering  fibrous  substances,  whereas  it  is 
a  &ct  known  to  both  parties,  and  not  disguised  by  the  patentee, 
ihat  it  is  a  patent  for  ^*  recovering,''  and  that  for  the  purpose, 
lie  describes  his  object  to  be,  to  give  in  evidence  this  enrolment 
as  containing  the  grant  of  the  crown. 

Now  I  have  communicated  with  the  Master  of  the  Rolls  An  enrolment 
nnce  the  case  was  argued,  and  the  Master  of  the  Rolls  entirely  ^ued  toTd'iffer 
eoncnni  with  me  in  .the  opinion,  as  he  expressed  himself  when  from  i^e  letters 
he  detivered  the  judgment  to  which  I  have  referred,  that  what?  P*'*^°*' 
ever  may  be  done  in  this  case,  nothing  can  be  permitted  to 
reiaain  which  will  enable  the  party  to  produce  an  enrolment 
dtffiering  from  the  letters  pate^  The  hardship  of  the  case, 
therefore,  is  obvious,  and  it  willl^  my  duty,  as  far  as  I  can, 
consistently  with  the  rules  which  are  mad  down  to  regulate  the 
conduct  of  the  holder  of  the  great  seal  in  matters  of  this 
nature,  to  relieve  the  party,  provided  I  can  do  it  consistently, 
and  without  injury  to  others.  It  is  for  the  purpose,  therefore, 
of  giving  the  patentee  an  opportunity  of  considering  what  course 
lie  may  think  proper  to  adopt,  that  I  have  mentioned  the  case 
tUs  morning.  What  I  propose  therefore  to  do  is,  not  to  per- 
mit the  enrolment  to  represent  a  patent  that  does  not  exist,  but 
before  I  make  any  order  for  that  purpose  (perhaps  I  may  be 
Able  to  dispense  with  that  necessity  altogether),  is  to  give  the 
patentee  an  opportunity  of  following  the  regular  course  in  cases 
of  this  kind,  namely,  of  asking  the  great  seal  to  do  what  the 
peat  seal  may  under  the  circumstances  feel  itself  justified  in 
doing  for  the  purpose  of  correcting  that  which  is  obviously  an 
cnor  in  the  terms  in  which  the  patent  was  granted.  What  may 
be  the  result  of  that  application,  I  do  not  at  all  anticipate ;  but 
the  patentee  may  be  assured,  that  he  will  in  no  event  be  per* 
ttitted  to  avail  himself  of,  or  to  give  evidence  of  what  the  patent 
contains,  by  an  enrolment  which  does  not  represent  what  the 
letters  patent  contain. 


The  appeal  petition  accordingly  stood  over,  and  the  patentee  Petition  hy 
presented  a  petition  to  the  Lord  Chancellor,  praying  that  the  ^-  ^»^'*- 
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In  Chancm-y.  letters  {patent  might  be  made  to  accord  with  the  priyy  seal  biU 
as  corrected.  At  the  same  time,  however,  the  petition  disclosed 
the  fact,  that  the  two  first  letters  of  the  word  ^^  recovering^  had 
actually  been  erased  in  the  letters  patent ;  but  it  was  positiTely 
stated  in  affidavits,  made  in  support  of  that  petition,  both  by 
the  patentee  himself  and  by  his  agents,  in  whose  custody  alone 
the  letters  patent  were  stated  to  have  been,  that  after  diligent 
inquiry  they  were  unable  to  discover  when  or  by  whom  sadi 
erasure  had  been  made. 

Xuiy  13.  Upon  the  last-mentioned  petition  coming  on  to  be  heard, 

Tlrmeiff  Dixonj  and  Corrie,  appeared  in  support  of  it,  and  asked 
in  the  first  instance,  that  the  amendment  might  be  made  in  the 
letters  patent  without  reseating  them,  on  the  ground  Unt  the 
error  was  a  mere  clerical  error,  for  which  the  pat^itee  himself 
was  in  no  way  to  blame ;  and  that,  unless  it  could  be  amended 
without  resealing,  the  amendment  would  be  useless,  as  ^bai 
the  patent  would  then  take  effect  only  firom  the  date  of  the 
resealing. 

Lord  CoTTENH  AM,  L.  C. :  Tou  say,  the  error  in  this  case  is 
a  mere  clerical  error;  and  so  it  is  in  one  sense,  but  it  b  sn 
error  which  goes  to  the  very  foundation  of  the  party's  tide; 
and  all  the  cases,  cited  the  other  day,  of  amendments  of  dericsl 
errors  in  records,  are  cases  of  grants  of  property,  or  some 
interest  in  property,  by  the  crown,  in  which  the  only  parties 
concerned  were  the  crown  and  the  grantee;  whereas,  here,  there 
are  third  parties  to  be  considered.  However,  whether  the 
crown  has  or  has  not  the  power  of  doing  what  you  say  it  ought 
to  do,  is  what  we  need  not  discuss,  unless  you  can  show  me  I 

The  grett  leal   have  authority  to  do  it.     Now  the  great  seal  acts  under  the 

*b^amhority^of  *^*^"*^  ^'  ^^^  P""^  *®'^»  ^^^  *^®  instructions  I  receive  from 
the  privy  teal  the  privy  seal  are,  to  reseal  the  letters  patent  with  the  alten- 
^'^^*  tion.     [The  Lord  Chancellor  here  took  up  a  privy  seal  biD 

relating  to  another  patent,  which  he  had  directed  to  be  sent  for, 
for  the  purpose  of  illustration,  and  proceeded  as  follows  ^-] 
What  I  now  hold  in  my  hand  is  a  privy  seal  bill,  which  wm 
first  brought  to  me  on  the  19th  of  January,  1841,  and  after- 
wards again  on  the  3rd  of  February,  for  the  purpose  of  alterii^ 
the  letters  patent.  When  this  privy  seal  bill  was  first  brought 
to  me,  pursuant  to  the  statute  of  Hen.  8  (i),  this  recepi  was  en- 
dorsed upon  it:  '^Received  the  19th  of  January,  1841.''  That 
was  the  date  of  the  original  patent — for  the  statute  does  not 
authorize  me  to  put  the  great  seal  to  any  patent  except  as  of 
the  day  on  which  the  privy  seal  bill  is  brought  to  me;  then  some 
error  was  discovered  in  the  patent,  and  very  shortly  afterwards, 
namely,  on  the  3rd  of  February,  in  the  same  year,  it  was 


(t)  27  Her.  8,  c  1 1.     See  Law  and  Praetiee,  Tit.  StatuUt. 
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brought  back,  together  with  the  altered  privy  seal  bill^  and  a  A.D.  1841. 
docket  in  these  words— '^  To  be  resealed  for  the  purpose  of  in- 
serting  the  words/'  &c.  [the  words  of  the  alteration] ;  and  the 
recepi  upon  that  is^  ^^  Received  the  3rd  of  February^  1841^  for 
the  purpose  of  resealing  the  patent  for  the  insertion  of  the 
words/*  &C.  [Tifmey :  Will  your  lordship  inform  me,  whether 
the  date  of  the  alteration  and  resealing  would  appear  upon  the 
bee  of  the  letters  patent,  for  if  it  would  not,  the  alteration 
would  answer  the  purpose  of  the  patentee,  although  accom- 
panied by  resealing,  and  the  patentee  would  be  willing  to  take 
it  in  that  way.]  The  date,  of  course,  is  not  altered  in  the  letters  Letters  petent 
patent;  but  there  is  the  recepi  on  the  privy  seal  bill,  to  sbow  Jj^^^^jJ™^**^ 
when  the  resealing  took  place.  If,  however,  you  are  content  to  altered, 
have  the  amendment  made  in  the  ordinary  form,  I  should  like 
to  know  before  we  proceed  further,  upon  what  terms  you  are 
willing  that  the  alteration  should  be  made.  There  may  be  very 
good  reasons  why  you  should  not  have  any  indulgence,  since  I 
have  not  yet  heard  the  other  side.  In  the  mean  time  let  it  be 
understood,  that  I  shall  certainly  do  nothing  but  what  is  usual, 
that  is  to  say,  I  shall,  at  all  events,  only  reseal  the  letters  patent 
upon  a  privy  seal  bill  being  properly  brought  before  me ;  and 
that  I  shall  not  even  do  that  without  taking  care  that  it  shall 
not  prejudice  other  persons. 

I  may  observe  that  I  had  some  doubt  before  as  to  the  mode  Letters  patent 
m  which  an  alteration  was  to  be  made  when  the  letters  patent  aJ^Jg^  ^nd 
had  been  actually  enrolled.     I  have  since,  however,  been  fur-  resealed,  the 
nished  with  the  only  instance  of  the  kind  which  I  am  told  b^^ltered  ac^^ 
exists,  and  it  was  effected  in  this  way.   An  application  had  been  cordingly. 
made  to  Lord  Alvanley  when  he  was  Master  of  the  Rolls,  to 
alter  the  enrolment.     He  thought  he  could  not  do  it,  because 
it  would  make  the  enrolment  vary  from  the  letters  patent;  and 
afterwards,  on  communication  with  the  Lord  Chancellor,  who 
thought  the  case  was  one  in  which  an  alteration  ought  to  be 
made  in  the  patent,  the  Master  of  the  RoUs  came  into  this  court, 
and,  under  the  authority  of  the  Lord  Chancellor,  the  patent 
baving  been  altered  was  resealed,  and  then  the  Master  of  the 
BoUs  made  the  enrolment  correspond  vdth  the  patent  so  altered. 


The  case  then  stood  over,  in  order  that  the  patentee  might 
oonader  upon  what  terms  he  was  willing  that  the  alteration,  if 
allowed,  should  be  made.     On  the  following  day  it  was  again  Julj  2. 
spoken  to,  when — 

The  LoBD  Chancellor  said,  that  the  only  terms  on  which 
he  would  entertain  the  application  to  amend  the  patent  at  all 
were,  that  the  patentee  should  abandon,  and  pay  the  costs  of, 
all  proceedings  then  pending,  and  undertake  not  to  bring  any 
other  action  for  the  infringement  of  his  patent  up  to  that  time. 
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AQgut  3.  Tbmey  having  on  this  day  stated  that  his  client  dec&ed  t* 

accede  to  the  terms  which  had  been  suggested — 

Lord  CoTTBNHAM^  L.  C. :  That  being  the  case,  I  dedme  to 
act  on  the  application  to  amend  the  patent,  and  I  have  only 
to  dispose  of  the  appeal  petition,  and  to  restore  the  enrolment 
to  its  original  state;  for  which  purpose, as  the  document  wu m 
the  custody  of  the  Master  of  the  Rolls,  it  will  be  necessary  to 
make  a  joint  order. 


Order,  fhc  Order,  after  reciting  that  the  Lord  Chancellor  had  called 

to  his  assistance  the  Master  of  the  Rolls  upon  the  subject  of  his 

orders  bearing  date  the  27th  and  30th  days  of  March,  1841,  and 

that  it  appeared  that  Christopher  Nickels,  the  patentee,  had  not 

procured  the  letters  patent  to  be  altered  according  to  the  priry 

seal  bill  as  altered,  was  as  follows : — 

Prefiooi  order      « It  is  hereby  ordered  and  directed,  that  the  order  made  by 

S!^o*lm'?^'ir'*his  lordship  the  Master  of  the  Rolls,  dated  the  30th  day  of 

■tored  to  its      March  last,  and  endorsed  on  the  roll  on  which  the  enrolment  of 

^"^         '    the  said  privy  seal  bill  is  made,  be  discharged;  and  that  die 

enrolment  be  restored  to  the  state  in  which  it  was  before  sncb 

order  was  made,  and  that  a  copy  of  this  order  be  endorsed  on 

the  said  roll/' 


Jan.  19, 1844.  The  parties  haying  come  to  an  arrangement  about  the  costs, 
The  amend,  the  Lord  Chancellor  and  the  Master  of  the  Rolls  made  a  joint 
tetters"*  ten***^  Order  (*),  whereby  the  amendment  prayed  was  made  in  the  let- 
mealed,  ters  patent,  and  the  letters  patent  resealed,  and  the  enrolment 
made  in  conformity  with  such  amendment. 


(k)  Order, — The  order,  after  reciting  the  circnm-  action  for  any  infringement  before  the  reeeafiaf , 
itances  of  the  above  caae,  the  preceding  order  and  the  Lord  Chancellor  ordered  UMt  the  letters  pa- 
amendments,  that  the  parties  had  entered  into  an  tent  should  be  amended  by  inserting  the  word 
arrangement  whereby  the  costs  had  been  satisfied,  'coyering*  for  'recovering,*  and  that  the  leCtfif 
that  tne  Lord  Cbanoiellor  was  of  opinion  the  let-  patent  should  be  then  rested;  and  on  like  cen- 
ters patent  ought  to  be  amended  in  case  the  en-  sent  and  undertaking,  the  Lord  Chancellor  and 
rolment  in  the  custody  of  the  Master  of  the  Rolls  Master  of  the  Rolls  ordered,  Uiat  the  emtJawt 
were  also  amended,  so  as  to  be  made  conformable  should  be  amended  br  inserting  the  word  '  oofcr- 
thereto,  but  that  the  Lord  Chancellor  did  not  ing*  for  'recovering  in  the  enrolment,  in  ooa^ 
think  fit  to  make  any  order  until  he  had  called  the  formilr  with  her  majestv*s  warrant,  the  muca^ 
Master  of  the  Rolu  to  his  assistance — ^that  such  bill,  the  signet  [bill,  and  the  privy  seal  bill,  al- 
assistance  had  been  called  in,  ordered— that  the  ready  so  amended  by  the  proper  officers,  and  that 
privy  seal  bill,  which  had  been  amended,  should  the  proper  officer  should  attend  the  Master  of  the 
be  submitted  to  the  Lord  Chancellor,  in  order  Rolls  with  the  said  enrolment,  for  the  purpose  of 
that  a  new  Recepi  might  be  written  thereon  for  such  amendment  being  made  in  his  presence, 
his  lordship's  signatnre ;  and  with  the  consent  And  that  a  copy  of  the  order  shoold  be  endmssd 
of  the  London  Caoutchouc  Company,  and  the  on  the  roU  on  which  the  amendment  is  made, 
oouniel  for  the  petitioner  undertaking  to  bring  no 
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The  Quben  v.  Neilson. 

Car.  Lord  Lyndhurst,  L.C.  inChawry. 

Nov.  9. 1842. 

This  was  a  petition  to  the  Lord  Chancellor  to  stay  proceed-  Proceediogs 
bgs  in  a  writ  of  scire  facuu  to  repeal  the  letters  patent  of  the  Jjj  wrii^of  idrt' 
defendant.  fadat. 

The  petition^  having  set  forth  the  letters  patent,  bearing  date  tiu  Petition. 
at  Westminster;,  11th  of  September,  1828,  to  J.  B.  Neilson,  for  Stmbie,  the  writ 
his  invention  of  ''an  improved  application  of  air  to  produce  heat  S^not^uc 
in  fires,  forges,  and  furnaces,  where  bellows  or  other  blowing  as  of  coune. 
apparatus   are   required,'*  and  the  specification  (a),  stated  the  Sembu,  two  pir- 

*  r       i  •       •    i.         J.     '      ax^  ^      m.  m.        ix,  .^        tiM  caoDot  have 

conveyance  of  certain  mterests  m  the  patent  to  other  parties,  ^  ^ni  of  wire 
the  granting  of  upwards  of  sixty  licenses,  in  respect  of  which  Z'^'- 
considerable  sums  had  been  received,  and  the  various  legal  pro* 
ceedings  to  restrain  infiringements,  and  amongst  others  the  four 
suits  in  the  Court  of  Chancery,  which  had  led  to  the  trial  of 
Neibon  v.  Harford,  under  a  rale  consolidating  the  four  actions, 
in  the  Court  of  Exchequer,  the  judgment  of  that  court  in  favour 
of  the  patent,  and  the  perpetual  injunction  against  the  parties  {b) 
in  the  four  suits. 

The  petition  further  stated  the  grant  of  letters  patent  for 
Ireland  and  for  Scotland,  bearing  date  1st  of  October,  1828,  and 
that,  about  the  time  of  the  trial  of  the  above  proceedings  in 
England,  the  petitioner  discovered  that  a  combination  had  for 
some  time  existed  among  the  Scotch  iron-masters  to  resist  the 
said  patent,  and  that  an  agreement  (setting  it  out)  had  been  en- 
tered into,  whereby  the  parties  bound  themselves  in  a  penalty 
of  £1000  to  institute,  carry  on,  and  adopt  any  proceedings,  both 
judicial  and  extra-judicial,  which  should  be  recommended  and 
concurred  in  by  the  majority  of  the  subscribers  thereto,  to 
resist  the  enforcement  of  the  rights  under  the  said  patent  for 
Scotland.  That  the  above  agreement  was  signed  by  the  part- 
ners of  the  Househill  Company,  against  whom  a  verdict  had 
been  obtained;  that  a  bill  of  exceptions  had  been  tendered  to 
the  summing  up  of  the  learned  judge,  which  had  been  decided  in 
favour  of  the  petitioner  in  the  Court  of  Session,  against  which  de- 
cision the  Househill  Company  had  appealed,  and  the  appeal  was 
then  pending  in  the  House  of  Lords.  That  in  August,  1 842,  a  writ 
of  scire  faciasy  tested  of  the  13th  of  June,  to  repeal  the  letters 
patent  for  England  was  issued,  whereby  the  petitioner  was  sum- 


(«)  See  the  specification  and  the  proceedings  to  (b)  See  antM  S73. 

^ch  reference  it  made  hereafter^  anU  273 — 374. 
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In  ChMmarji.  moned  to  appear  in  Chancery  on  the  2d  of  Noyember,  to  show 
cause  why  the  said  letters  patent  should  not  be  canjpelled.  Thai 
the  aboye  writ  was  not  issued  on  behalf  of  any  persons  resident 
in  England^  but  on  behalf  of  the  parties  in  Scotland  who  had 
entered  into  the  aboye-mentioned  agreement  for  contesting  Ae 
patent  That  the  period  of  fourteen  years^  limited  by  the  said 
letters  patent,  expired  Ilth  of  September^  1842^  and  all  the  pri- 
vileges thereby  secured  then  expired.  That  the  writ,  thoogii 
tested  the  13th  of  June,  was  not  returnable  until  the  2d  of 
November,  that  is,  after  the  patent  had  expired.  That  the 
proceeding  by  scire  facias  is  intended  only  to  apply  to  the  case 
of  existing  patents,  and  that  the  remedy  it  affords  is  only  to 
direct  the  cancellation  of  letters  patent  which  may  be  in  exist- 
ence at  the  time  of  the  return  of  the  writ,  on  tiie  ground  of 
irregularity  in  the  original  grant  (c).  That  the  said  letters  patent 
having  expired  before  the  return  of  the  writ,  the  same  was  in- 
formal and  irregular,  and  ought  to  be  set  aside,  and  that  any 
proceedings  upon  the  writ  would  be  productive  of  great  hardship 
to  the  petitioner,  and  that  the  parties  who  had  sued  out  tl^ 
writ  could  experience  no  injustice,  being  able  to  avail  them- 
selves of  any  ground  of  invalidity  as  an  answer  to  tiie  action. 

The  petition  prayed  that  the  writ  might  be  set  aside,  and 
all  proceedings  thereon  discontinued  and  stayed. 

Sir  W.  FbUett,  S.6.,  Bethell,  and  Campbell^  in  support  of  the 
petition.  This  is  an  application  on  behalf  of  Mr.  Neilson  and 
his  partners  to  be  relieved  from  proceedings  of  scire  /ados  m- 
stituted  by  persons  in  Scotland,  against  some  of  whom  a  verdict 
has  been  obtained  upon  the  Scotch  patent,  to  repeal  the  English 
patent,  the  validity  of  which  has  been  so  fully  tried  and  estsp 
bhshed,  and  which  patent  has  now  expired.  The  term  granted 
by  the  letters  patent  for  England  expired  the  11th  of  September; 
the  fiat  of  the  Attorney  General  was  granted  in  August ;  the  writ 
tested  as  of  the  preceding  term  was  not  returnable  until  the  2d 
November.  The  Attorney  General  in  the  exercise  of  his  dis- 
cretion might  be  right  in  granting  his  fiat,  because  at  that  time 
there  might  have  been  an  application  to  extend  the  term  of  the 
letters  patent,  but  such  is  not  the  fact,  and  the  writ  is  retani- 
able  into  this  court  at  a  time  when  the  letters  patent  have 
ceased  to  exist.  The  party  aggrieved  has  no  other  course  than 
to  apply  to  this  court;  if  tiie  writ  goes  on  he  will  be  called  upon 
to  litigate  the  question  without  any  legal  object*    The  writ  of 


(e)  See  fonn  of  the  proriao  in  the  letten  pa-  aa  eetioD  may  be  brought  after  the  eipiFitioii  ef 

lent  at  to  aToiding  the  gnnt.   Law  &  Praetut,  the  letten  patent  for  any  infringement  comraittad 

Pr.P^XIIL  before  their  expiration.  The  eaae  was  abo  likened 

In  the  coone  of  the  argument  it  would  appear  to  to  that  of  a  leaee,  of  which  the  oovenints  wofht 

have  been  conceded,  that  die  proceedings  on  a  subeift  after  its  expiration,  and  agaimt  which 

writ  of  «ctre/aciai  might  go  on  after  the  expiration  equity  would  rant  relief  if  there  had  been  firand 

of  the  letten  patent.    There  can  be  no  doubt  that  in  the  originalgrant.     See  pott  672-3. 
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$ebre/acias  is  a  prerogative  writ^  it  is  not  a  writ  in  this  case  de-  A.D.  1843. 
mandable  by  the  subject ;  if  the  crown  bad  granted  the  same 
market  to  two  different  persons^  the  party  prejudiced  by  the 
second  grant  might,  according  to  the  usage  which  then  pre- 
vailed, have  a  right  to  come  to  the  crown  and  ask  for  the 
repeal  of  the  second  patent.  But  this  case  is  not  one  affecting 
individuals  under  two  different  grants,  and  the  only  ground 
upon  which  this  can  be  asked  for  is,  that  the  crown  has  been 
deceived  in  its  grant.  The  crown  granted  a  monopoly  by  which 
the  subjects  may  be  conceived  to  have  been  suffering  an  injury 
daring  its  continuance,  but  that  monopoly  has  now  ceased. 
There  is  no  legitimate  ground  for  issuing  this  scire  facias  on  the 
part  of  the  crown,  nor  have  the  parties  who  obtained  it  any 
lq;itimate  ground ;  they  have  perfectiy  legal  means  of  defending 
themselves,  and  there  is  no  reason  why  parties  subjected  to 
legal  proceedings  on  the  patent  for  Scotland  should  institute 
proceedings  in  England.  [Lord  Lyndkursi,  L.C.:  You  ask 
that  the  writ  may  be  vacated  and  set  aside,  and  proceedings 
stayed.  It  issued  correctiy.]  It  might  have  issued  correctiy, 
bat  it  may  be  quashed  in  the  same  way  as  a  commission  of 
lanacy.  [Lord  Lyndkurst,  L.C. :  A  commission  of  lunacy  is 
saperseded  although  originally  properly  issued^  because  it  is  not 
proper  that  its  operation  should  be  continued.  The  staying 
proceedings  will  answer  the  purpose.]  The  ground  of  issuing 
these  writs  is  stated  4  Inst.  88  (d),  whence  it  appears,  that  they 
are  issued  by  the  royal  prerogative,  when  the  crown  has  granted 
something  which  it  had  the  power  to  grant,  but  which  was 
gnmted  upon  false  suggestion,  to  prevent  the  crown  being 
aggrieved  by  the  grant,  and  to  prevent  injury  being  done  to  any 
other  person  by  the  continuance  of  that  grant;  but  the  mo- 
nopoly in  this  case  having  expired,  there  is  no  ground  for  these 
proceedings.    Thb  question  would  appear  to  have  arisen  for  the 


(d)  The  following  is  the  paoage  referred  to  the  tame?  and  if  the  same,  the  first  letters  patent 

•i  expressing  the  law  upon  the  snbject :  '*  This  may  be  equally  inralid.     In  any  other  case,  ez- 

^t  of  teiMfaeiat  to  repeal  letters  patent  doth  oept  that  of  two  rival  grants,  it  would  appear 

IW  in  this  ordinary  course  of  justice  in  three  cases,  from  the  above  that  the  crown  and  not  the  indi- 

The  ftrrt,  when  the  king  by  his  letters  patent  vidua!  is  to  be  the  party  at  whose  instigation  the 

^otk  grant  by  several  letters  patent  one  and  the  teirefaeiat  should  issue. 

•elf-iame  thing  to  several  persons,  the  former  pa-  It  is  also  material  to  observe,  that  in  the  case  of 

tntee  shall  have  tLicire  faeiat  to  repeal  the  second  two  grants  of  the  same  thing,  the  second  patentee 

Patent.    Secondly,  when  the  king  granteth  any  cannot  have  a  teir$  fadat,  the  former  patentee 

tUag  that  is  grantaUe  upon  a  fdse  suggestion,  alone  being  entitled  to  that.     Dyer,  276. 

tM  king  by  his  prerogative  jurs  regio  mayhave  a  In  Brewster  v.  W$ld,  6  Mod.  229,  it  is  said  that 

*^  /aeisf  to  repeal  his  own  grant.    Thirdly,  a  person  preiudiced  by  the  patent  may  have  a  teir^ 

^^  the  kmg  doth  erant  any  thing  which  by  faciat  as  well  as  the  king ;  but  that  was  a  case  of 

w»  he  cannot  grant,  ne  jure  regio  (for  advance-  the  grant  of  a  living. 

■ant  of  justice  and  right)  may  have  a  teirefaeiat  It  was  doubted  in  that  case  whether  a  writ  sued 

lo  repesl  his  own  letters  patent."    According  to  out  of  Chancery  could  be  returnable  in  another 

v^^  case  here  mentioned,  if  two  letters  patent  court,  but  if  so  returnable  it  was  held  that  such 

court  must  judge  of  its  regularity.     See  further, 

2  Sattnd.72«. 


W  grmted  for  Uie  same  thinff,  the  former  paten- 
(M  iball  have  asnra/iciat ;  but  in  the  case  of  an 
iaTtatioii,hew  is  it  to  be  determined  that  they  are 
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Jn  Chime$nf.     first  time,  but  it  neems  unreasonable  that  litigation  should  go  <m 
for  avoiding  a  term  which  has  expired.    An  application  of  this 
nature  is  to  the  discretion  of  the  court.    There  is  no  analogy 
between  a  proceeding  upon  scire  faciei  in  the  name  of  t^e 
erown  and  a  proceeding  in  the  name  of  a  private  indiTidoaL 
Could  a  landlord  come  into  equity  against  a  tenant  to  set  a&de  a 
lease  on  the  ground  of   fraud  or   misrepresentation^   or  sny 
equitable  ground,  after  the  term  of  years  granted  in  that  lease  so 
sought  to  be  set  aside  has  expired?     [Lord  Lyndhursty  L.C.: 
Suppose  a  lease  which  had  been  obtained  by  fraud  to  have  ex- 
pired, the  covenants  might  still  subsist,  and  proceedings  be  had 
upon  them.    Would  not  equity  interfere  to  restrain  the  parties 
from  proceeding  upon  those  covenants  where  the  transaction 
was  fraudulent  ?]     There  is  no  analogy  between  the  two  cases  of 
the  crown  and  a  proceeding  by  a  private  individual  as  suggested. 
Mr.  Neilson,  during  a  term  of  fourteen  years,  has  enjoyed 
peaceable  and  undisturbed  possession  against  all  the  world,  and 
when  his  right  has  been  invaded  he  has  asserted  and  maintained 
it.    The  monopoly  had  ceased  before  the  day  on  which  the  de* 
fendant  was  called  to  answer  to  the  writ ;  there  is  no  longer  any 
ground  for  it.     The  vexation  which  the  public  sustain  by  the 
monopoly  is  the  only  ground  upon  which  the  writ  is  issued  by 
the  crown  on  behalf  of  the  public. 

As  to  the  jurisdiction,  this  writ  issues  from  the  common  law 
side  of  the  Court  of  Chancery — it  is  returnable  in  Chancery; 
and  being  issued  and  returnable  in  that  manner,  the  Chancellor 
has  jurisdiction.  In  some  cases,  all  the  further  proceedings  are 
before  the  Chancellor,  as,  if  there  be  a  demurrer;  and  it  is  only 
when  thare  are  issues  in  fact  that  the  record  is  sent  to  the  Court 
of  Queen's  Bench  (e).  The  writ  in  the  present  case  is  not  due 
ex  debitojwtitue;  it  is  in  the  discretion  of  the  crown  in  all  cases 
except  where  there  are  two  patents  inconsistently  granted  to 
several  parties;  then  the  first  party  has  a  right  ex  debiiojustiius 
to  a  writ  of  scire  facias  to  repeal  the  patent  granted  to  the 
other  party.  It  is  not  said  that  the  writ  improperly  issued,  and 
that  it  should  be  quashed;  but  only  that  circumstances  have 
since  occurred  making  it  unreasonable  and  improper  that  further 
proceedings  should  continue.  If  the  crown  be  bound  to  see 
that  the  public  are  not  unduly  vexed  by  a  monopoly,  it  is  also 
bound  to  protect  the  patentee  against  unnecessary  litigation. 

The  proceeding  by  scire  facias  is  one  which  the  subject  ob- 
tains of  the  grace  and  favour  of  the  crown,  and  the  attention  of 
the  crown  should  be  drawn  to  aU  the  circumstances  that  might 


(«)  See  2  Saund.  6  a,  where  it  is  said,  that  in  case  of  a  demarrer  and  issues  in  fact  judgment  on  tlie 
whole  is  given  in  the  Queen's  Bench. 
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govern  its  discretion  in  the  matter.  When  a  scire  facias  i9A.D.i842.' 
applied  for,  the  queen's  warrant  directed  to  the  Attorney  General 
is  obtained  upon  petition,  and  the  Attorney  General  may,  or  may 
not,  grant  his  fiat,  just  as  it  shall  appear  to  that  law  officer  that  the 
crown  should  interfere  or  not  (/)•  The  proceeding  is  analogous  to 
a  proceeding  upon  a  writ  of  right,  which  depends  altogether  on 
the  will  and  pleasure  of  the  law  officer  of  the  crown.  It  has  been 
aaid  that  the  Attorney  General  exercises  no  discretion  except  as 
regards  the  security  for  costs,  but  the  question  is,  what  ought  to 
be  done  ?  The  theory  is  perfectly  clear.  The  crown,  it  is  said, 
has  been  induced  to  do  a  wrong;  the  remedy  provided  for  a 
complaint  of  that  sort  is  a  petition  for  a  process.  The  crown 
refers  the  matter  to  its  law  officer,  and  if  that  law  officer  thinks 
fit  to  advise  the  crown  not  to  interfere,  the  subject  has  no  re- 
medy. In  all  cases,  as  the  passage  in  the  Institute  shows,  the 
proceeding  goes  on  the  notion  that  it  is  a  complaint  against  the 
Crown,  except  in  cases  where  the  controversy  lies  between  two 
gmnts  of  the  crown,  that  is,  when  the  question  is,  which  of  two 
grants  shall  prevail,  and  then  it  is  a  matter  exclusively  between 
subject  and  subject,  and  in  that  case  only  the  writ  is  said  to  be 
granted  esp  debito  jusiitia,  because  it  is  a  matter  not  concerning 
the  crown,  as  complained  of,  but  a  matter  merely  concerning  the 
rights  between  subject  and  subject.  In  all  other  cases  it  falls 
precisely  under  that  rule  of  our  law,  which  does  not  permit  a 
complaint  to  be  made  against  the  crown,  except  with  the  per- 
mission of  the  crown*  If  that  be  so,  the  Attorney  General  has 
ft  right  if  he  chooses  to  refrain  from  issuing  his  fiat,  without 
which  no  proceeding  can  be  taken*  There  is  no  other  case 
known  to  the  law  in  which  there  is  any  impediment  to  granting 
the  original  writ,  except  in  a  case  of  this  description,  and  the 
mterposition  by  the  Attorney  General  must  be  considered  as 
allowed  merely  for  that  purpose.  If  that  be  so,  it  is  clear  that 
the  writ  might  have  been  denied  to  the  subject.  But  the  At- 
torney General  having  granted  his  fiat,  and  the  writ  having  been 
obtained,  on  whom  does  the  guardianship  of  the  prerogative 
devolve?  This  being  a  prerogative  writ,  one  which  concerns 
the  prerogative  of  the  crown,  and  one  that  in  theory  complains 
of  the  queen  herself,  the  question  is,  who  has  control  over  the 
proceedings,  supposing  a  case  to  justify  such  control  to  arise 
tKer  the  fiat  has  been  granted?  Control  must  exist  somewhere 
orer  every  proceeding.  Either  your  lordship  may  refer  it  back 
to  the  Attorney  General  to  consider,  whether  the  proceedings 
should  go  on,  or  whether  the  fiat  should  be  revoked ;  or,  your 


.  (/)  It  is  said,  2  Saand.  72  p,  that  a  memorial  grants  bis  fiat.     This  practice  has  been  aban- 

I            b  presented  to  the  crown  for  a  icire  facias,  and  doned,  but  at  what  period,  or  on  what  groimdty  is 

I             that  there  is  a  warrant  to  the  Attorney  General  for  not  noticed  in  any  of  the  books  of  practice. 
I             niug  it  out,  and  that  the  Attorney  General  then 

4  R 
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in  Chancsrjf.     lordship  having  the  custody  of  the  writ,  before  whom  it  is 
returnable,  and  in  whose  court  the  issue  is  to  be  made  up,  may 
make  that  order  which  shall  seem  meet  for  preventing  or  put^ 
ting  an  end  to  all  further  proceedings.    Your  lordship  has  entire 
control  over  it  in  two  capacities, — first,  the  guardianship  of  the 
prerogative  of  the  crown,  which  if  it  be  taken  out  of  the  hands 
of  the  Attorney  General  must  of  necessity  be  in  the  hands  of 
your  lordship.    Secondly,  the  writ  is  returnable  here,  the  de- 
fendant must  plead  here,  and  the  issue  is  made  up  here,  and 
the  vefiire  issues  from  the  Petty  Bag  Office,  which  is  your  lord- 
ship's court,  and  the  issue  is  sent  by  your  lordship  into  one  of 
the  common  law  courts  to  be  tried  (jr).    In  conformity,  there- 
fore, with  all  judicial  proceedings,  the  control  of  these  proceed- 
ings is  in  your  lordship.    In  the  case  of  the  Queen  v.  iltret, 
(10  Mod.  259,)  it  was  held,  that  upon  issue  joined  in  Chancery, 
that  court  must  award  the  venire.    It  depends  entirely  on  your 
lordship's  discretion,  whether  the  issue  is  permitted  to  be  made 
up,  or  whether  proceedings  be  stayed  directly  or  indirectly,  as 
by  giving  unlimited  time  to  plead.    The  Attorney  General  might 
well  grant  his  fiat  at  the  time  when  the  record  was  in  existence, 
but  supposing  the  record  to  be  made  up  and  the  venire  to  be 
awarded,  the  court  of  common  law  will  be  speculating  on  that 
which  has  ceased  to  exist.    The  complaint  is,  that  the  crown 
is  injured  through  the  medium  of  the  subject  having  a  monopoly 
which  ought  no  longer  to  exist.     [Lord  Lyndkurst,  L.C. :  Sup* 
pose  the  judgment  on  the  scire  facias  to  be  against  the  patent, 
^  would  the  proceedings  for    account  go    on    in    this    court} 
Would  not  that  be  a  ground  on  which  to  file  another  bill? 
Would  this  court,  under  such  circumstances,  allow  the  account 
to  go  on  and  be  taken  ?]     [Wdkefieldy  CI.C.:  A  supplemental 
bill,  in  the  nature  of  a  bill  of  review,  would  reach  the  case.] 
The  court  would  not  permit  these  circumstances  to  be  brought 
up  except  on  a  case  where  the  proceedings  had  been  taken  by 
the  defendant  himself,  and  in  due  time,  and  for  the  purpose  of 
protecting  himself  in  a  legal  manner  against  the  proceedings 
meditated  against  him.    And  no  proceedings  of  this  kind  could 
have  a  retrospective  operation,  to  recover  back  money  actually 
paid  for  licenses,  or  money  due  in  respect  of  damages  while  the 
right  existed  and  was  unquestioned.     If  it  be  a  proper  prin- 
ciple of  our  jurisdiction,  that  it  will  always  give  credit  to  a 
patent,  and  act  on  a  patent  which  has  remained  unquestioned 
for  a  considerable  period  of  time,  it  would  be  most  unjust  to 

(4)  It  appears  undecided  whether  the  judgment  court  which  tries  the  issue,  and  that  the  reoonl 

is  given  in  the  Court  of  Queen's  Bench,  to  which  was  not  to  he  remitted  to  Chanoerr  for  judgment 

the  issues  are  sent,  or  whether  the  record  is  to  be  And  in  Jeffireton  v.  Morton  it  is  ako  said,  thst  a 

remanded  into  Chancery  for  final  judgment.     See  record  once  sent  to  the  Court  of  Queen's  Bendi 

1  Eq.  Cas.  Abr.  128.  always  continues  there;  2  Sannd.27.     SeeAar- 
It  has  been  said, referring  to  Jefrewnr.  MorUm,  lon*t  case,  Latch  3 ;  I  Eq.  Cas.  Abr.  128. 

2  Saund.  6  a,  that  judgment  must  be  giren  in  the 
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permit  a  party  to  question  a  patent  after  its  term  had  expired^  A.D.  1843. 
for  the  purpose  of  allowing  him  to  protect  himself  against 
Chancery  proceedings.  The  question  therefore  is^  whether 
there  is  any  room  for  the  judgment  being  pronounced ;  would 
it  not  be  absurd  to  direct  a  record  which  has  expired  to  be 
vacated?  Is  there  any  possibility  of  such  a  judgment?  Is  a 
vemre  to  be  awarded  for  the  purpose  of  trying  a  matter  which 
has  been  put  an  end  to^  or  can  any  complaint  be  justly  made 
when  the  time  which  the  crown  has  prescribed  is  now  at  an  end? 
This  is  a  desperate  proceeding  resorted  to  for  a  bye  end.  Your 
lordship  having  the  care  of  the  prerogative  will  not  permit  it  to 
be  put  in  force  in  this  manner.  It  may  be  referred  back  to  the 
Attorney  General,  as  in  the  case  of  charity  informations,  to  see 
whether  the  matter  should  be  further  prosecuted.  It  appears 
from  Brewster  v.  Weld  (6  Mod.  229),  that  if  a  writ  of  scire  faciaa 
be  issued  out  of  Chancery,  returnable  into  Chancery  or  any 
other  court,  the  court  into  which  it  is  returnable  must  exercise 
the  jurisdiction  over  it,  and  every  proceeding  on  that  writ  must 
be  exercised  by  this  court.  However  regular  the  proceedings 
are,  the  court  will  sometimes  stay  them,  as  where  the  cause  of 
action  is  frivolous,  or  there  has  been  a  want  of  good  faith  (A), 
and  there  can  be  no  doubt  of  the  authority  of  the  court. 

Lord  Ltndhurst,  L.  C.  :  I  want  to  know  whether  the  At- 
torney General  grants  his  fiat  in  all  cases  of  scire  facias. 
Suppose  two  patents  granted  to  two  different  persons  for  the 
aame  invention,  and  that  a  sdre  facias  has  been  applied  for  by 
one  party  to  repeal  the  letters  patent  of  the  other,  in  such  a 
case,  where  the  writ  issues  ex  debiio  justituBy  is  the  Attorney 
General^s  fiat  necessary  (i)? 

Sir  F.  Pollock,  A.G. :  It  seems  to  me,  that  in  the  case  of  two 
patents  for  an  invention,  the  ground  of  the  scire  facias  would 
not  be  so  much  that  of  one  patent  standing  in  the  way  of  the 
other,  as  that  the  first  patent  showed  the  second  not  to  be 


(h)  See  Tidd*S  Practice,  616,  &  Chitty's  Arch-  on  mpplication  at  the  Petty  Bag  the  writ  may  he 

boU,  7th  ed.  994.     The  case  of  Row  v.  Brenton  obtained,  almost,  as  it  would  appear,  of  course; 

«u  referred  to  in  the  course  of  the  argument  as  but  a  practice  has  been  recently  introduced  of 

one  in  which  the  court  had  sUyed  proceedings  entering  a  careat  at  the  chambers  of  the  Attorney 

from  term  to  term,  on  the  ground  that  the  part?  Oenend  against  the  issuing  of  the  writ,  upon 

«u  about  to  make  a  wrong  use  of  the  action  with  which    thto  parties  come  before    the  Attorney 

ngard  to  other  proceedings  before  the  court.  General. 

Ti)  The  fiat  is  requisite  in  all  cases.    2  Saund.  In  a  recent  case  {Th*  Queem  t.  NewaU)  Sir  F. 

720.    The  books  of  practice,  2  Rich.  Prac.  C.  P.  Pollcek,  A.O.,  on  a  petition  for  relief  against 

391—398,  giro  the  form  of  a  memorial  to  the  certain  sugarestions  in  a  writ  of  tein  facias^  which 

crows  for  a  warrant  to  the  Attorney  General  to  au-  had  regularly  issued,  decided  that  he  would  direct 

thoriie  a  writ  of  icirefaeiat ;  this  is  referred  to  the  a  nolle  prote^i  to  be  entered  as  to  certain  parts  of 

Attorney  General,  and  on  his  report  the  warrant  the  writ  if  the   prosecutor  insisted  on  retaining 

is  snde  out,  and  a  draft  of  the  writ,  to  which  the  them. 

Attorney  General  sabscribes  his  fiat,  as  follows :  The  Attorney  General  has  afforded  similar  re- 

"^Ut  there  be  a  writ  of  tcufa,  issued  according  lief  in  other  cases,  but  his  jurisdiction  has  till 

to  the  tenor  within  mentioned.''    Accordmg  to  recently  been  exercised  principally  on  the  sub- 

ut  present  practice  the  memorial  is  not  used,  but  ject  of  security  for  costs.  See  ame  64. 
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In  CkMcenf.    new  {k).    I  TkBveat  knew  a  seire  fadaa  except  in  die  case  of  • 
patent  for  an  inyention.    The  only  case  wliicb  I  leooUect  of  aay 
thing  like  two  grants  haying  been  issued,  occnned,  not  in  diii 
country,  but  in  the  cobny  of  New  South  Wales.    The  Attorney 
General  of  that  colony  had  refused  to  pemiit  a  scire  /scioito 
issue,  for  the  very  purpose  of  trying,  whether  land  granted  by  a 
The  writ  of      second  grant  had  not  been  granted  before.    Upon  a  case  whidi 
mn/aeiat  6^  ^^gjj^^  afterwards  before  my  learned  friend  the  Solidtor  Geaenl 
eouna.  and  myself,  it  appeared  that  tiie  late  law  officers  of  the  crown 

had  advised  that  the  Attorney  General  ought  to  allow  the  lore 
facias  to  issue,  from  which  I  presume  it  was  considered  that 
the  subject  had  not  a  right  mero  motu  to  haye  a  «ctre  /odoi. 

LordLYNDHU&ST,  L.C.:  It  strikes  me  at  present  thattk 
court  has  power  to  stay  proceedings,  in  analogy  to  the  course  of 
proceeding  in  the  Court  of  Queen^  Bench,  where  the  action  la 
vexatious.  Though  the  right  be  ex  debits  justiiuBy  the  court  may 
stay  proceedings.  I  consider  I  have  authority  to  stay  the  pnh 
ceedings  if  the  facts  warrant  it. 

Sir  F.  PoUocky  A.  6.:  All  courts  exercise  the  authority  of 
staying  proceedings  until  security  is  ^ven  for  costs  in  c^tua 
cases,  <Mr  where  another  action  is  pending  for  the  same  canae 
of  action,  or  where  a  party  will  not  consent  to  do  what  is  jost 
or  to  do  what  is  right  respecting  issuing  a  commission  for  the 
examination  of  witnesses.  I  want  to  use  those  instances  to 
show  what  are  the  grounds  upon  which  the  court  will  interfere. 
If  an  Attorney  General  were  to  permit  a  $cire  /aeias  to  iasoi 
without  taking  sufficient  security,  or  if,  after  it  had  issued,  the 
bail  or  security  had  failed,  so  that  the  party  was  without  ae* 
curity,  there  can  be  no  doubt  of  the  propriety  and  authority  of 
this  court  interfering  to  stay  further  proceedings  until  proper 
security  be  given. 

Lord  Lyndhurst,  L.  C.  :  There  might  have  beea  very  good 
groimds  for  issuing  the  scire  facias,  but  tiiese  reasons  may  have 
been  at  an  end  from  circumstances.  There  might  be  no  ground 
for  continuing  it.  It  is  not  at  all  a  question  interfering  with 
the  authority  or  jurisdiction  of  the  Attorney  Greneral,  because 
there  may  be  an  altered  state  of  circumstances.  The  writ  was 
applied  for  before  the  expiration  of  the  time.  There  is  nothing 
in  the  fact  itself  of  the  letters  patent  having  expired  because  an 
action  may  be  pending.  [Sir  F.  Pollock^  A.  G.  2  It  is  quite 
dear  an  action  may  be  brought  against  any  person  who  prior  to 
the  expiration  of  the  patent,  had,  in  point  of  fact,  used  the  in- 
vention or  pirated  it.]     But  there  is  no  suggestion  of  any  sudi 

(k)  How  is  the  question  of  the  identitj  of  the  be  equally  invalid  for  want  of  novelty.  AooordBng 

inventions^  and  consequent  want  of  novelty  of  the  to  the  theory  of  this  subject  (4  Inst.  88,  &  Mit 

second  patent,  to  be  decided,  so  as  to  let  in  this  667,  n.  <i)  the  writ  must  be  praauined  to  be  tancd 

ground  for  issuing  the  writ?    Both  patents  might  by  the  crown.' 
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•cdoQ.  It  ia  not  denied  that  the  application  is  made  on  behalf  A.  a  \Ui. 
of  the  Scotdi  iron^masters*  The  parties  to  the  suits  in  this 
court  do  not  complain;  they  acquiesce;  they  have  had  an  oppor- 
tunity of  trying  the  question  very  deliberately*  Why  should 
the  Mcire  facias  be  continued  in  England  with  iWerence  to  those 
parties  who  have  no  interest  in  the  patent  in  England  ?  If  the 
proceedings  had  been  to  repeal  the  Scotch  patent  there  being  a 
case  depending  in  Scotland^  and  an  application  by  these  parties 
who  are  interested  to  repeal  the  Scotch  patent,  I  cannot  say^  if 
ike  patent  had  been  repealed^  that  the  court  of  Scotland  could 
not  take  notice  of  that  cancellation  so  as  to  affect  the  pending 
caee,  notwithstanding  a  judgment  in  the  House  of  Lords:  it 
would  be  a  new  state  of  things.  It  does  not  appear  that  there 
lias  been  any  infringement  in  England^  except  the  infringements 
frtiich  are  the  subjects  of  the  suits  here^  and  the  parties  to  them 
do  not  complain.  It  is  not  suggested  that  there  has  been  any 
infringement,  and  why  should  the  party  be  put  to  the  expense 
of  trying  the  validity  of  the  English  patent,  the  term  having  ex- 
pred?  If  the  patent  were  an  existing  patent  there  may  be  an 
infringement^  or  parties  may  be  deterred  from  using  it.  With 
reference  to  the  case  pending  in  the  House  of  Liords,  and  the 
other  suits  still  pending  in  the  Court  of  Session^  they  should 
have  obtained  a  scire  facias  to  repeal  the  Scotch  patent.  The 
repeal  of  the  English  patent  would  only  be  an  argument.  [Sir 
F.  Pottock,  A.  6. :  Every  person  in  the  realm  is  interested  in  Two  ptrties 
the  continuance  of  the  letters  patent  The  English  are  inter-  ^"^^fj^^  * 
cited  in  the  Scotch  patent,  and  the  Scotch  in  the  English 
pttent.  After  one  party  has  sued  out  a  scire  facias,  another 
could  not  do  it.]  If  the  House  of  Lords  should  decide  against 
the  validity  of  the  patent,  there  may  be  some  groimds  for  the 
application.     Let  this  stand  over  until  that  decision. 

Order  accordingly. 


APPEAL  PROM  THE  COURT  OP  SESSION. 

Tax  HousBHiLL  Coal  and  Iron  Company  ("AppellantsJ. 
Jahss  B.  Neilson  and  Others  (Respondents). 

[In  the  House  of  Lords^  Peb.  20, 21, 27  &  28,  a.d.  1843.] 

This  was  an  appeal  from  a  judgment  of  the  Second  Division 
of  the  Court  of  Session  in  Scotland,  disaUowmg  a  bill  of  ex- 
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In  tktHmm  tf  oeptions  (a)  tendered  by  the  appeDants^  who  were  the  defenders 
in  the  court  below^  to  the  rejection  of  certain  evidence  by  and 
to  the  summing  np  and  directions  of  the  learned  judge,  the  Lord 
Justice  Clerk,  on  the  trial  of  the  cause.  The  action  was  brooght 
by  the  respondents,  the  pursuers  in  the  court  below,  for  the  in- 
fringement by  the  Househill  Company  of  the  letters  patent  for 
Scotland,  granted  October  1st,  1828,  to  J.  B.  Neilson,  for  hii 
invention  of  ''the  improved  application  of  air  to  produce  heat 
in  fires^  forges,  and  furnaces,  where  bellows  or  other  blowing 
apparatus  are  required ;''  and  the  issues  adjusted  and  settled  by 
special  interlocutor  of  the  Second  Division  of  the  Couit  d 
Session,  and  ordered  to  be  the  issues  to  try  the  cause,  were  as 
follows  (A): — 

ZtNM.  1.  Whether,  in  the  course  of  the  year  1840,  and  during  die 

currency  of  the  said  letters  patent,  the  defenders  did,  in  or  at 
their  iron  works  at  Househill,  by  themselves  or  others,  wrong- 
fully and  in  contravention  of  the  privileges  conferred  by  the  add 
letters  patent,  use  machinery  or  apparatus  substantially  the 
same  with  the  machinery  or  apparatus  described  in  the  said 
specification,  and  to  the  effect  set  forth  in  the  said  letters  patent 
and  specification,  to  the  loss,  injury,  and  damage,  of  the  pur- 

CMmttr-ttittft.  suers.  Or,  2.  Whether  the  invention,  as  described  in  the  said 
letters  patent  and  specification,  is  not  the  original  invention  of 
the  pursuer,  the  said  J.  B.  Neilson.  3.  Whether  the  descrip- 
tion contained  in  the  said  specification,  is  not  such  as  to  enable 
workmen  of  ordinary  skill  to  make  machinery  or  apparatus 
capable  of  producing  the  effect  set  forth  in  the  said  letters  patent 
and  specification.  4.  Whether  machinery  or  apparatus,  con- 
structed according  to  the  description  in  the  said  letters  patent 
and  specification,  is  not  practicidly  useful  for  the  purposes  set 
forth  in  the  said  letters  patent. 

By  the  Judicature  Act  (6  6, 4,  c.  120,  s.  8),  it  is  enacted,  ^  that 
the  parties  are  to  give  in  the  one  a  condescendence,  the  other 
an  answer  or  mutual  condescendence,  setting  forth,  without 
argument,  the  facts  which  they  aver  and  offer  to  prove  in  sup- 


(a)  The  bill  of  exceptions  set  forth  the  issues  273.    The  grant  of  the  letters  patent,  the  enrol- 

adjusted  to  trj  the  cause,  the  warrant  for  the  ment  of  the  specification,  and  the  joint  interest  of 

letters  patent,  the  letters  patent  and  specification,  all  the  pursuers  in  the  letters  patent,  were  ordered 

the  whole  evidence  given  at  the  trial,  and  the  to  be  admitted.    The  pursuers  claimed  danagei, 

direction  of  the  learned  judge  in  his  summing  up  both  by  way  of  profits  and  for  the  mftingemwit. 
to  the  jury.    The  form  of  the  bill  of  excepuons  The  above  fonns  of  issues  as  framed  by  the  Loid 

has  been  adhered  to  as  closely  as  possible  m  the  Ordinary  were,  after  oonsidersble  diseunioa  be- 

following  report    The  reader  is  referred  to  the  fore  the  jud^s  of  the  Second  Division,  settled  si 

Printed  Case  in  the  House  of  Lords  for  a  full  ac-  the  proper  issues  to  try  the  cause.    The  esse  of 

count  of  all  the  j>roceedings  Jn  this  case,  and  for  Astley  &  Taylor  p  Shaw's  Ap.  C.  54)  was  itternd 


theJudffmentsortheSecond  Division  of  the  Court  to  as  showing  the  form  of  issues  sustained  hjr 

of  Session  on  the  bill  of  exceptions,  in  which  are  Lord  Eldon  m  cases  of  this  nature ;  but  it  was 

eontained  much  valuable  information  on  the  prac  held,  that  this  was  not  such  a  decision  as  pre- 

tice  as  to  issues  in  the  Scotch  Courts.    The  pro-  duded  the  court  from  reoonsideriag  the  proper 

cecdings  at  the  trial  have  also  been  printed.  style  of  issues  applicable  to  questions  of  this  na- 

(b)  The  specification  was  the  same  as  that  en-  ture.     See  the  paper  No.  11,  in  the  printed  cue 

rolled  under  the  letters  patent  for  England,  ante  for  the  appellants. 
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port  of  the  summons  and  defences^  and  in  such  condescendence,  A.D.  1843. 
answers,  or  mutual  condescendence,  the  parties  shall,  in  sub- 
stantive propositions  and  under  distinct  heads  or  articles,  set 
forth  all  facts  and  circumstances  pertinent  to  the  cause  of 
action  or  defence,  and  which  they  respectively  allege  and  offer 
to  prove/^  Directions  are  thereafter  given  in  the  10th  section 
for  the  adjustment  and  authentication  of  the  record,  and  it  is 
enacted  that  the  record,  so  made  up  and  authenticated,  shall  be 
held  as  '^  foreclosing  the  parties  from  the  statement  of  any  new 
ayerments  in  point  of  fact.^'  And,  in  like  manner,  the  relative 
act  of  sederunt  requires,  that  ^  parties  shall  set  forth  in  separate 
and  distinct  artides  the  whole  facts  they  aver  and  offer  to 
prove.'* 

In  pursuance  of  these  enactments  the  defenders  set  forth  on 
the  record  various  facts  as  grounds  of  defence,  of  which  the 
all^ation  as  to  prior  use  is  the  only  one  material  to  be  stated 
here.  They  alleged  the  patent  to  be  void  and  ineffectual,  be- 
cause the  application  of  heated  air  to  produce  heat  in  fires, 
forges,  and  furnaces,  was  known  and  publicly  practised  prior  to 
tile  date  of  Mr.  Neilson*s  patent.  That  the  invention  now 
chdmed  was  known  and  practised  prior  to  the  date  of  his  patent 
both  in  England  and  Scotland.  In  particular,  it  was  among 
otiiers  practised  by  the  late  Mr.  Dawson,  of  the  Low  Moor  Iron 
Works,  in  Yorkshire ;  by  Mr.  Wilkinson,  of  the  Bradley  Iron 
Works,  in  Staffordshire ;  and  also  at  the  Horsley  Iron  Works, 
in  that  county  (c).  The  pursuers  denied  that  the  patent  was 
void  on  any  of  the  grounds,  and  alleged  that  the  application  of 
heated  air,  as  averred  by  tlie  patent,  was  known  and  practised 
m  England  or  Scotland,  and  that  the  inventions  referred  to  were 
an  anticipation  of  Mr.  Neilson's. 

The  defenders,  in  the  court  below,  had  delivered  a  note  of 
objections,  stating  user  at  other  places  than  those  mentioned  in 
the  record,  and,  among  others,  user  at  Irvine.     On  the  counsel  Evidence  of 
for  the 'defenders  calling  evidence  to  prove  the  user  at  Irvine, '^^^^^^J^^^ 
the  counsel  for  the  pursuers  objected  to  its  admissibility,  and  the  record  r»- 
the  Lord  Justice  Clerk  sustained  the  objection,  on  the  ground — i*^**^* 
1.  That  a  paper  of  objections,  lodged  in  process  No.  24,  with 
notice  thereof  before  the  record  was   closed,  cannot  supply 
defects  in  the  averments  in  the  record  on  which  parties  agreed 
to  dose  the  record,  in  terms  of  the  statute,  on  the  22d  of  Febru- 
My,  supposing  that  in  such  paper  of  objections  there  had  been 
any  such  averment  as  in  this  case  would  be  necessary  in  the 
record*    2.  On  the  ground  that  no  proper  notice  is  ^ven  on  the 


(c)  Reference  wai  also  made  to  the  paper  bv  Botfield  (anU  274),  and  to  an  inTention  by  Mr. 

nSo     ^^^'  *"  NichoUon'i  Journal  for  April,  Jeffries,  of  the  Grove  Foundry,  Southwark,  in  or 

^^  («^«  275),  to  Chapman's  invention  in  1825  about  the  year  1825,  for  a  mode  of  applying 

(•W.),  to  the  patents  of  Stirling  (ante  276),  and  heated  air  in  its  transit  in  pipes. 
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In  tu  Haute  4  record  of  the  proposed  line  of  inquiry  generally^  and  no  notice 
^''  whatever  of  prior  use  of  the  invention  at  a  smith's  at  Inine, 

by  the  application  of  hot  blast  to  a  smith's  fire ;  and  3.  On  the 
ground,  that  in  an  inquiry  as  to  the  anticipation  and  prior  use  of 
an  invention,  by  instances  of  the  practices  of  individuals,  going 
back  to  twenty  years,  it  is  essentially  necessary  for  the  interests 
of  the  patentees  and  ends  of  justice,  that  the  record  should 
oontain  such  information  as  shall  enable  the  patentee  to  be  able 
to  meet  by  inquiry  these  cases,  and  to  investigate  the  character, 
purposes,  and  objects,  of  the  practices  to  be  proved  ag^nst  him, 
'in  which  the  prior  use  of  his  discovery  and  invention  is  said  to 
be  found.  The  same  objection  was  held  to  apply  to  any  other 
evidence  of  the  same  character. 
£jrcepta0n  Firit.  (1.)  The  counscl  for  the  defenders  thereupon  excepted  to  the 
above  judgment,  and  rejection  of  the  evidence  tendered,  and  fine 
of  inquiry  proposed  to  be  entered. 

The  case  on  the  part  of  the  pursuers  and  defenders  hsTing 
dosed^  the  learned  judge  directed  the  jury  in  point  of  law  as 
follows : — 
mrtdim  to  xu      Lord  Justice  Clerk  Hope  :  Oentiemen  of  the  jury;  Tou  will 
•^'^'  observe  that  there  are  two  sets  of  issues  in  this  case — one  aetis 

alternative,  as  to  which  the  oml$  is  wholly  on  the  defenders. 
As  to  the  issue  for  the  pursuers,  a  prvmA  fade  case  is  sufficient 
They  have  chosen  in  the  conduct  of  the  cause  to  anticipate  the 
defenders'  case,  by  leading  their  own  evidence  on  those  issues 
in  the  first  instance;  but  the  result  is  the  same.  As  to  the 
second  set  of  issues,  the'  defenders  are  pursuers.  When  a  paitj 
complains  of  the  infringement  of  a  patent,  he  exposes  it  to 
challenge  at  the  instance  of  the  defenders. 
The  ifsoe  as  to  The  first  issue  assumes  the  validity  of  the  patent,  as  a  point 
roeM^J^ifi^'M  ^^^^  ™^y*  ^  *^®  ^"*  instance,  be  easily  proved,  or  may  be 
the  validity  of  taken  on  the  simplest  evidence ;  and  then  asks,  ^  Whether  in 
the  patent.  ^^  course  of  the  year  1840,  and  during  the  currency  of  the  said 
letters  patent,  the  defenders  did,  in  or  at  their  iron  works  at 
Househill,  by  themselves  or  others,  wrongfully,  and  in  contra- 
vention of  tiie  privileges  conferred  by  the  said  letters  patent, 
use  machinery  or  apparatus  substantially  the  same  with  the  ma- 
chinery or  apparatus  described  in  the  said  specification,  and  to 
the  effect  set  forth  in  the  said  letters  patent  and  specification,  to 
the  loss,  injury,  and  damage,  of  the  pursuers  ?^  Perhaps  it 
might  be  better  in  many  such  cases  in  the  charge  to  take  the 
defender's  issues  first.  But  in  this  case,  I  do  not  think  that 
that  course  wotdd  present  the  case  in  a  fiair  aspect  to  you.  I 
think  it  necessary  to  explain  the  full  bearing  of  the  law  on  this 
first  issue  as  to  this  particular  patent. 

My  first  duty,  then,  is  to  call  your  attention  to  this  patent- 
chiefly  in  reference  to  the  first  issue.  I  may  have  to  allude,  in 
anticipation,  to  the  defenders'  three  issues.     But  I  shall  after- 
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wards  speak  to  them  separately.  On  the  patent^  my  remarks  A.  D.  1843. 
will  be  partly  law,  partly  observations  for  your  assistance.  The 
£rst  point  is,  what  does  the  patent  claim  ?  To  what  does  it 
apply?  Does  it  apply  to  the  heating  of  air? — ^to  the  mode  and 
way  in  which  that  effect  shall  be  accomplished  ? — or  to  the  use 
and  application  of  air  to  be  heated  at  a  particular  stage  of  the 
process ;  to  the  use  and  application  of  hot  air,  as  the  blast  which 
is  to  enter  the  furnace,  so  as  to  increase  heat  in  the  furnace? 
The  importance  of  this  point  you  must  see.  If  the  mode  and 
way  of  heating  the  air  is  claimed,  then  the  defenders  argue  that 
the  patent  would  claim — 1.  What  is  not  new,  unless  there  is 
some  particular  contrivance  in  the  mode  of  heating.  2.  What  is 
not  described  in  such  terms  as  truly  to  form  any  particular  pro- 
cess at  all.  Or,  3.  (for  the  defenders,  not  very  consistently^ 
state  also  this  objection,)  It  describes  one  mode  of  heating  the 
air,  viz.  in  one  large  vessel,  to  be  increased  in  bulk  in  all  its 
dtameters  or  sides  proportionally ;  so  that  for  a  large  blast  there 
must  be  a  large  vessel  of  vast  dimensions  in  all  its  sections — as 
one  witness  said,  a  large  room,  or  a  small  room. 

I  have  much  doubt,  whether  the  objection  as  to  the  patent  The  objection 
claiming  too  much,  \s  Within  the  issues.    The  pursuers  do  not  aajter^on^r^ 
profess  to  claim  an  invention  for  heating  wr.     If  the  defenders  patent  is  for  a 
intended  to  contend  that  the  patent  did,  however,  contain  such  l^^S^^J^^^ 
a  claim,  and  on  that  account  was  void,  they  might  have  stated  issaes  of  want  of 
this  plea  to  the  courts  before  and  in  bar  of  trial.     I  think  they  guffic«nc^y  if' 
were  bound  to  do  so;  or  they  might  have  made  it  the  ground  the  tpecifict*. 
of  substantive  issue.    The  way  they  get  at  the  point  now  is  by  ^^ 
saying,  we  insist  that  this  is  the  reading  of  the  patent,  and  if  so, 
then  the  objections  apply;  for,  on  that  view  of  the  patent,  viz. 
that  it  applies  to  the  mode  or  process  of  heating  air,  it  is  not 
a  good  patent.     My  own  opinion  is,  that  this  point  is  not  raised 
—competently  raised — ^under  these  issues;   and  holding  that 
opinion,  it  is  right  that  I  should  give  the  pursuers  the  benefit  of 
it(c().    But,  at  the  same  time,  it  is  expedient  that  no  point  in 
this  case  should  not  be  embraced  in  any  bill  of  exceptions  which 
rithcr  party  may  wish  to  present.     And  on  that  account,  and 
partly  also  because  the  defenders  may  have  some  countenance 
from  some  uncertainty  of  proceeding  in  a  prior  case  (e),  I  shall 


(^)  This  point  was  Attempted  to  be  raised  on  (ante  45d,;  and  in  which  it  was  held,  that  in  an 

*Mi  appeal  in  the  House  of  Lords  under  the  se-  action  by  the  holder  of  letters  patent,  concluding 

W,tkird, and  fourth  exceptions  (post), but  their  for  interdict  and   damaces,  the  patent  afforded' 

*™iMp8  having  in  the  course  of  the  argument  primd  facie  evidence  of  the  originality  of   the 

^"™ttteddieir  opinion  that  the  objection,  &at  the  alleged  invention,  but  that  the  defender  was  en- 

P^t  claimed  a  principle,  was  not  open  under  tiU^  to  take  an  issue  of  denial  of  the  invention, 

^f'^nes,  the  objection  was  abandoned  by  the  It  was  also  held  that,  under  the  usual  issues  of 

"*"»elJor  the  appellanU.  infringement  and  denial  of  the  originality  of  the 

ulnlk  ^^^^^ofRuuellv.  ChiriehUm,  ante  552,  invention,  an  objection  to  the  patent^  founded  on 

J"^"^  *n  action  for  the  infringement  of  the  the  vagueness  of  the  specification,  was  not  duly 

JJ«Ujri  Scotch  patent  for  the  *"  improvementt  in  raised.    I  D.  B.  &  M.  893.     The  precise  objcn- 

""Btfaetuhng  tubes  for  gas  and  other  purposes,**  tion  wished  to  be   raised   in   that  case    would 

4  S 


C7S  APPEAL    FROM    THE    COURT   OF   SESSION. 

In  the  Houte  if  assuoie  at  present  the  competency  of  this  objection.    If  thii 
'"*^''  matter  ought  not  to  be  taken  as  included  in  the  issues^  the  pur- 

suers can  also  take  an  exception  to  my  entertuning  the  point  at 
all;  and  my  own  opinion  is  distinctly,  that  the  point  should  not 
be  entertained  under  the  present  issues.    But  taking  this  matter 
as  open  to  the  defenders,  then  the  question,  what  the  patent 
The  construe-    truly  claims,  is  a  point  for  the  court.    The  construction  of  the 
uut  i's^foMhe"   patent  to  that  extent,  and  on  that  question,  is  matter  of  law  for 
court,  the  intel-  the  court.    The  intelligibility  of  the  patent,  to  use  an  expression 
UMiiy  for  the  ^f  j^^^j  Eldou's,  is  for  the  jury  (/).     But  the  inquiry,  what  is 
the  subject-matter  of  the  patent,  is  a  question  of  law,  and  for 
the  court.     It  depends  upon  a  great  variety  of  matters,  settled 
by  previous  decisions,  on  the  style  and  form  of  specifications, 
their  title,  structure,  and  the  legal  import  of  their  phraseology. 
It  is  not  a  question  fitted  for  each  jury  in  each  case,  else  there 
would  be  no  fixed  law  on  the  subject.     But  the  meaning  and 
intelligibility  of  the  actual  description  in  the  particular  specifi- 
cation is  for  the  jury  in  each  case,  taking  the  specification  with 
the  evidence  of  practical  and  scientific  men  in  that  department 
of  arts  and  manufactures ;  and  the  issues  here  assume  that  the 
intelligibility  of  the  specification  is  for  you. 
The  title  of  the       Let  me  now  explain  the  patent  and  specification.    The  title  of 
patent  discloses  i\^q  patent — "  an  invention  for  the  improved  application  of  air 

the  object  of  the  ^  1^./-  r  r  l-i.ii 

iaveuiioQ.  to  producc  heat  in  nres,  forges,  or  furnaces^  where  bellows  or 
other  blowing  apparatus  are  required.''  That  is  the  object  of 
the  patent,  that  is  what  the  law  calls  its  title ;  the  parties  are 
entitled  to  maintain  that  the  specification  ought  not  to  go  be- 
yond it.  On  the  other  hand,  the  patentee  is  justly  entitled  to 
say,  that  the  presumption  is  that  he  did  not  mean  to  go  beyond 
it.  Observe  those  terms,  "  an  improved  application  of  air  to 
produce  heat  in  the  furnace  or  fires."  The  effect  here  stated  and 
claimed  is,  the  effect  on  the  fire  or  furnace,  not  on  the  air  itself, 
though  by  heated  air.  There  is  no  object  stated  in  reference  to 
the  state  or  quality  of  the  air,  except  as  to  the  result  of  produc- 
ing heat  in  the  furnace.  This  is  most  material  for  you  to  keep 
in  view  in  considering  what  meaning  is  to  be  put  on  the  prac- 
tical directions  in  the  specification.  If  the  specification  clearly 
means  throughout  to  claim,  as  the  improvement,  increase  of 
heat  in  the  furnace — then,  of  course,  it  will  be  for  you  to  con- 
sider, whether  you  can  so  construe  particular  expressions  re- 
specting '^  the  effect,"  as  to  interpret  them  to  allude  to  a  different 


appear  to  have  been»  that  the  specification  covered  the  part  of  a  plaintiff^  and  in  Wafton  v.  Fattfl', 

the  old  mode  of  manufacturing  gas  tubes.    If  that  miU,  as  to  the  proper  plea  to  raise  the  question, 

were  the  construction  of  the  specification,  which  whether  the  invention  is  the  subject-matter  of 

is  for  the  decision   of  the  court,  that  objection  letters  patent. 

would  be  clearly  admissible,  as  being  the  very  (/)  See  ante  350  for  the  proper  constructioo 

issue,   namely,  the   originality  of  the  invention  to  be  placed  on  these  words  of  Lord  Eldon,  and 

clainii'd.     See  per  Alderson,  B.,  anU  129,  as  to  the  observations  of  the  Lord  Justice  Clerfc  at  the 

the  letters  patent  being  primd  facie  evidence  on  conclusion  of  this  paragraph. 
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effect  than  that  which  is  the  ohject  of  the  patent.  It  is  not  an  A.  D.  1843. 
improved  mode  of  heating  air  that  is  claimed,  but  an  improved 
application  of  air  to  produce  heat  in  fires.  The  air  was  pre- 
viously applied  cold  in  order  to  produce  heat — ^to  produce  that 
same  result  in  a  better  and  more  effectual  way,  Neilson's  inven- 
tion is  an  improved  application  of  air.  How  the  air  is  to  be 
applied  in  an  improved  manner,  the  specification  is  afterwards 
to  tell  us.  Hence,  I  have  to  state  to  you,  in  point  of  law,  that 
the  object  and  summary  of  the  invention  is  this.  I  think  a  cor- 
rect title  does  not  profess  to  include  tiie  mode  of  heating  the 
flor,  that  any  mode  of  heating  the  air  under  blast  is  within  the 
professed  object  and  title  of  the  patent,  provided  that  subse- 
quent words  of  practical  direction  in  the  specification  do  not 
restrict  the  claim  to  one  particular  mode  of  heating  the  air. 
But  the  specification,  although  such  is  the  object,  and  the  only 
object  of  the  patent,  might  have  gone  too  for,  and  been  liable 
to  another  objection  taken  by  the  defenders,  if  it  should  turn 
out  to  be  a  patent  only  for  an  abstract  philosophical  principle. 

Turn  now  to  the  specification.    The  specification  and  patent  The  letters  pa-  , 
are  to  be  taken  together  as  one  instrument — and  I  give  you  this  fic°\ion**co£t?- 
88  a  suggestion  in  common  sense — ^though  it  is,  nevertheless,  a  tute  one  iostru. 
direction  in  point  of  law,  viz.  the  terms  are  to  be  understood  in  bTrnterpleted*^ 
the  plain,  ordinary,  and  popular  sense  of  the  terms  used,  unless  arcording  to  the 
the  usage  of  the  trade  in  question  has  fixed  a  peculiar  meaning  °f  tl" 'Jerms!.** 
on  the  terms,  or  the  context  necessarily  gives  another  sense 
than  the  plain,  ordinary,  and  popular  sense.     The  general  title 
is  the  same  as  in  the  patent.    Then  there  is  the  statement  of 
the  object ;  it  quotes,  you  will  observe,  the  words  in  the  patent : 
the  letters  patent  are  for  ^^  my  invention  for  the  improved  appli- 
cation of  air  to  produce  heat  in  fires,  forges,  and  furnaces,  where 
bellows  or  other  blowing  apparatus  are  required.'^    Then  there 
is  the  condition  under  which  he  gets  the  patent,  in  which  letters 
patent  there  is  contained  a  proviso,  obliging  me,  ^'  the  said  J.  B. 
Neilson,  by  an  instrument  in  writing,  under  my  hand  and  seal, 
particularly  to  describe  the  nature  of  my  said  invention,  and  in 
what  manner  the  same  is  to  be  performed.^'    Then,  at  the  com- 
mencement of  the  specification,  it  goes  on,  "  Now,  know  ye, 
that  m  compliance  with  the  said  proviso,  I,  the  said  J.  B.  Neilson, 
do  hereby  declare'' — ^he  must  comply  with  it  in  order  to  satisfy 
the  law;  then  he  repeats  the  terms  of  his  title;  he  says — ^^'that 
my  invention  for  the  improved  application  of  air  to  produce  heat 
in  fires,  forges,  and  furnaces,  where  bellows  or  other  blowing 
apparatus  are  required,  consists.''     So  here  he  repeats,  in  the 
general  terms  of  the  patent,  the  object  of  his  invention.    Then 
he  says,  ^^  consists  in  introducing  into,  and  applying  to,  fires, 
forges,  and  furnaces,  atmospheric  air  in  the  following  manner." 
I  think  it  is  of  great  importance  in  telling  you  what  the  patent 
does  not  claim,  as  this  is  to  be  considered  by  the  court,  to  men- 
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intkeHtnMrf  tion,  that  it  does  not  here  say  it  is  heated  air,  but  it  isiatro- 
^^^  ducing  atmospheric  air  in  the  following  manner ;  liie  air  is  to  be 

heated,  as  you  will  see  presently;  but  you  will  observe,  it 
consists  in  introducing  and  applying  ^^  atmospheric  air  in  the 
following  manner/'     Now  these  terms  I  hold  to  be  important; 
they  relate  distinctly  to  the  introduction  into  and  application  of 
air  to  the  fires.    This  marks  very  plainly  the  coherence  irith 
the  patent  of  the  specification.    Then  the  blast  is  material  to 
be  produced ;  it  is  admitted  that  the  patent  is  not  meant  to  be 
applied  to  that.    Then  he  begins  with  the  following  particdan: 
<'  1.  The  air  in  blast  is  to  be  passed  into  an  air  vessel  or  recep- 
tacle before  it  goes  to  the  fire.    2,  That  vessel  (of  suffictent 
strength)  is  to  be  heated."    You  would  observe,  that  some  of 
the  defenders^  witnesses  always  interposed — ^nothing  is  sud  of 
heating  the  ur.     I  must  say,  plainly,  that  whatever  else  b 
thought  of  the  patent,  it  would  be  an  outrage  on  oommon  sense 
to  pretend  that  the  contrivance  is  not  to  heat  the  blast,  and  so 
they  admitted  this  was  a  necessary  inference — «  distinction  to 
the  practical  man  without  a  difference ;  if  red  hot,  it  is  said,  so 
much  the  better;  but  that  is  not  essentiaL    3.  The  materiab  ol 
the  air  vessel  are  said  to  he  not  important — ^iron  best.    4.  Size 
is  not  fixed;  though  some  proportions  are  given^  and  increaae 
in  size  and  numbers  pointed  at  as  necessary.     I  am  going  oter 
some  particulars  at  present  which  must  be  for  your  oonsidenr 
tion ;  but  I  must  sti^te  them,  in  order  to  explain  to  you  what 
the  patent  does  claim ;  I  am  not  prejudging  the  points  to  be 
left  to  you.    5.  Then  he  s^ys,  '^  the  form  and  shape  of  the  air 
vessel  is  immaterial  to  the  efiect.''  6«  He  says,  '^  the  manner  of 
applying  heat  is  immaterial,  if  you  keep  up  the  air  to  a  proper 
temperature."     He  says,  ^<the  form  and  shape  are  immaterial;" 
and  he  says,  '^  the  manner  of  applying  the  heat  is  immateriaL" 
This  is  of  great  importance  in  regard  to  the  defenders'  evidence. 
Con»truotion  of     On  sU  thcsc  passsgcs,  the  question  arises — Immaterial  to 
liiV^'"^''*'     what?    important  to  what?    This  is  a  point  on  the  intdlip- 
bility  of  the  patent.     Some  of  the  witnesses  of  the  defenders 
say,  this  means  effect  in  heating  air  during  the  blast.    On  that 
view   the  specification  is  not  only  untrue,  but  absurd,  and 
ludicroij^sly  so — framed  in  utter  ignorance.    One  witness  sap, 
this  means  immaterial  to  economy,  and  in  that  sense  of  ike 
term  the   sentence  is    still   more   absurd.     Now,   these  are 
singular  illustrations  of  ignorance  and  absurdity-*]f  such  should 
be  your  view — ^to  find  in  a  patent,  under  whidi  such  a  host  of 
witnesses  conceive  there  is  contained  the  discovery  of  a  physical 
principle  of  great  novelty,  ai^l  of  unspeakable  importance  in 
poii^t  of  utility.    Whether,  in  saying  these  things,  he  has  given 
wrong  directions,  which  will  mislead  practical  men,  is  another 
matter,  on  which  I  shall  take  your  opinion.     But  I  am  at  pre- 
sent only  considering  wh^t  he  says,  t^nd  in  the  question  of  what 
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he  daims  or  does  not  claim  in  the  specification,  it  is  important  a.  D.  1343. 
and  necessary  to  see  what  he  says,  and  what  he  professes  to 
daim.  It  may  be,  that  a  specification  truly  claims  more  than  a 
party  says  and  professes  to  do.  But  the  legal  presumption  is, 
that  he  does  not  claim,  that  which  be  says  he  gives  no  direc- 
ticms  about,  as  immaterial  to  his  object,  t.  e.  the  effect  he  has  in 
view  to  produce,  provided  you  obtain  the  agent  by  which  he 
means  to  work»  viz.  heated  air. 

I  have  stated  the  grounds  of  my  opinion  on  this  first  point, 
because  the  observations  I  have  made  may  be  of  use  to  you 
when  you  deliberate  on  the  specification » in  regard  to  the  ques* 
tions  which  belong  to  your  functions  on  it.     I  am  of  opinion, 
that  Neilson  does  not  claim  as  any  part  of  his  invention  the 
mode  or  manner,  or  profess  to  describe  any  mode  or  manner  of 
heating  the  air  under  blast,  which  is  to  be  passed  into  an  air 
vessel  interposed  between  the  blowing  apparatus  and  the  fire.   ^ 
I  hold,  in  point  of  law,  that  this  is  no  part  of  his  claim  under 
the  patent  or  specification.    Whether  the  specification  is  bad  on 
this  account,  as  resulting  in  a  patent  for  an  abstract  principle, 
without  any  mechanical  contrivance,  or  mode  of  reducing  it  to 
practice,  is  a  different  matter,  and  is  also  a  question  of  law,  to 
which  I  shall  immediately  advert.     But  at  present,  what  I  wish 
to  state  to  you  is,  that  the  manner  of  heating  the  air — ^the  par- 
tkmlar  contrivance  or  shape  of  vessel,  or  of  constructing  the 
surface  and  shape  so  as  to  secure  heat — ^is  no  part  of  the  claim 
of  invention  contained  in  the  specification.    This  direction  in  The  questions 
point  of  law,  on  a  point  which  all  must  admit  to  be  law  for  the  ?^  ^*^^  ^^^  {*** 
eourt,  you  wul  see  to  be  of  great  importance  for  you  in  con-  controlled  by 
sidcring  the  mining  of  the  patent.     Indeed,  I  do  not  conceal  J|j,n*JJ5^fh™^" 
from  you,  that  while  the  intelligibility  of  the  patent  is  for  you ;  patent, 
yet  when  the  previous  question — ^what  the  patent  claims— occurs 
in  any  case  and  is  raised,  and  must  be  decided  by  the  court — 
that  question  of  law  must  very  much  guide  you  as  to  the  in- 
tdligibility  of  the  patent  on  the  matters  to  which  it  does  lay 
daim. 

The  defenders  say,  it  claims  either  one  thing  or  another.    It 
is  my  duty  to  tell  you,  what  it  does  not  claim.    That  direction, 
ia  point  of  law,  does  not  leave  it  open  to  you  to  take  any  other 
view  than  one  of  the  claims  under  the  patent,  viz.  that  the 
mode  of  heating  air  is  no  part  of  the  claim  patented,  nor  is  in- 
tended to  be  set  forth  as  any  part  of  the  patent  invention.     If 
that  is  so,  then  you  will  see  that  my  direction,  in  point  of  law, 
gives  you  only  one  other  sense,  between  which  you  can  decide, 
and  an  interpretation  which  makes  nonsense  of  the  specification. 
His  invention,  then,  consists,  according  to  the  fair  meaning 
of  the  specification,  taken  as  a  whole,  and  candidly  considered, 
in  passing  the  blast  into  an  air  vessel  or  receptacle,  in  order  to 

he  heated— b  order  at  that  stage  of  the  process  of  application 
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Jh  the  Houte  1/  of  air  to  fircs,  to  acquire  the  agent  which  he  intends  to  act— 
^"^'  heat  in  the  blast,  instead  of  a  cold  blast.    The  mode  in  which 

you  are  to  heat,  the  form  and  shape,  dimensions  and  numbers,  of 
the  vessels,  he  does  not  claim  or  intend  to  prescribe — ^he  does 
not  claim  or  intend  to  describe — he  does  not  claim.  If  in  that 
stage,  by  so  intercepting  the  air  and  heating  it,  you  pass  the 
blast  into  the  furnace,  that  is,  he  says,  my  improv^  application 
of  air — that  is  the  agent  I  mean  to  use,  in  order  to  produce  heat 
in  the  furnace.  How  you  heat,  in  what  mode,  or  in  what  ves- 
sel, provided  the  vessel  be  strong  enough  to  endure  the  blast, 
and  of  cubical  contents  of  air  sufficient  for  the  blast,  I  neither 
care  nor  direct  you;  for  if  you  so  get  the  hot  blast  into  the 
furnace,  by  heating  the  air  in  a  vessel  between  the  blowing 
engine  and  the  fire,  you  attain  my  object;  you  will  get  my  im- 
proved application  of  air.  ^ 
The  »pecifica-  I  am  therefore  of  opinion,  and  must  give  you  in  point  of  law 
Iwog  b  mMct  *®  direction,  that  the  specification  does  not  claim  any  thing  as 
of  the  details  of  to  the  form,  nature,  shape,  materials,  numbers,  or  mathematical 
IcriSd.*  *"  character,  of  the  vessel  or  vessels  in  which  the  air  is  to  be 
heated,  or  as  to  the  mode  of  heating  such  vessels,  provided  the 
blast  is  heated  between  the  blowing  apparatus  and  the  furnace, 
in  an  air  vessel  or  receptacle,  as  to  the  size,  dimensions,  and 
numbers,  of  which  you  must  suit  yourself. 

But  within  this  objection,  which  is  one  of  law,  the  defenden 
urge,  that  even  if  Neilson  does  not  claim  the  air  vessel  as  part 
of  his  invention,  he  has  so  described  it  as  to  make  one  particular 
sort  of  vessel  a  part  of  his  apparatus,  and  has  limited  himself  to 
one  sort  of  air  vessel,  viz.  one  large  vessel,  to  be  increased  in  sise 
according  to  die  extent  of  blast,  that  is,  of  air  to  be  heated. 
They  say,  that  is  the  meaning  of  the  specification — that  practical 
men  would  so  understand  it;  that  this  is  so  clearly  ihe  only 
vessel  that  Neilson  contemplated,  that  his  invention  does  not 
apply  to  any  vessels  in  the  shape  of  tubes,  pipes,  &c.  In  short, 
on  this  view  of  the  specification  they  say,  not  very  consistently 
with  a  great  part  of  their  case,  that  the  specification  contains 
really  a  very  special,  limited,  aiid  restricted  description,  by  whidi 
the  inventor  so  described  one  sort  of  apparatus,  that  he  cannot 
claim  any  other,  or  maintain  that  his  patent  is  one  which  applies 
to  all  varieties  in  the  mode  of  heating  ur.  This  is  a  question 
for  you;  it  is  a  question  on  the  meaning  and  intelligibility  of 
the  specification — it  is  embraced  under  the  issues,  for  you  to 
answer.  It  is  involved  in  the  second  and  third  issues.  But  I 
also  propose  to  ask  you  to  answer  a  special  question  on  that 
point,  which  I  shall  afterwards  state  to  you.  If  either  party 
holds  this  to  be  a  question  for  the  court,  I  shall  also  state  my 
own  opinion,  if  required,  so  that  the  verdict,  if  according  to  the 
evidence,  would  stand,  if  it  is  a  point  for  the  jury ;  if  for  the 
court,  the  point  would  be  fairly  raised.    But  at  the  same  time 
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that  this  view  is  pressed  by  the  defenders,  and  much  evi-  A.D.  1843. 
dence  adduced,  to  convince  you  that  such  is  the  only  practical 
view  which  can  be  taken  of  the  specification,  there  is  another 
view  taken,  of  a  totally  opposite  description,  which  is  a  question 
of  law  for  the  court.  The  defenders  say, — ^the  specification 
seizes  hold  of  an  abstract  principle,  viz.  that  hot  air  produces 
more  heat  than  cold,  and  of  that  abstract  principle  alone  that 
the  patentee  purposely  avoids  any  mode  of  stating  how  the 
principle  should  be  applied ;  hence  that  the  patent  is  bad,  as 
being  one  for  a  principle  alone. 

The  defenders,  you  will  recoUeot,  were  very  reluctant  to  state 
whether  they  actually  raised  that  point  or  not.  I  think  it  is  at 
the  foundation  of  their  whole  case,  and  sure  I  am,  that  to  enable 
you  to  discharge  your  duty,  it  is  very  necessary  that  I  should 
not  in  any  way  avoid  that  question  of  law,  or  turn  my  remarks 
on  it,  which  I  easily  could,  into  observations  in  point  of  fact, 
which  the  defenders  could  not  except  toj  I 'think  it  will  be 
more  useful  to  you  for  me  to  explain  the  law  to  you  fully  on 
this  point,  and  the  defenders  have  thus  the  benefit  of  being  able 
to  except  to  any  thing  I  say,  and  so  obtain  the  judgment  of  the 
court  on  the  point,  in  case  I  am  wrong. 

It  is  quite  true  that  a  patent  cannot  be  taken  out  solely  for  The  discovery 
an  abstract  philosophical  principle — ^for  instance,  for  any  law  <>f  nofthe  su&*c<fi 
nature,  or  any  property  of  matter,  apart  from  any  mode  of  orapaieDt.bot 
taming  it  to  account  in  the  practical  operations  of  manufacture,  beMmes  arTin-' 
or  the  business,  and  arts,  and  utilities  of  life.  The  mere  discovery  vemion  which 
of  such  a  principle  is  not  an  invention,  in  the  patent  law  sense  ||^nted.  ^' 
of  the  term.     Stating  such  a  principle  in  a  patent  may  be  a  pro« 
mulgation  of  the  principle,  but  it  is  no  application  of  the  prin-^ 
ciple  to  any  practical  purpose.     And  without  that  application  of 
the  principle  to  a  practical  object  and  end,  and  without  the 
application  of  it  to  human  industry,  or  to  the  purposes  of 
human  enjoyment,  a  person  cannot  in  the  abstract  appropriate 
a  principle  to  himself.     But  a  patent  will  be  good,  though  the 
subject  of  the  patent  consists  in  the  discovery  of  a  great, 
general,  and  most  comprehensive  principle  in  science  or  law  of 
nature,  if  that  principle  is  by  the  specification  applied  to  any 
special  purpose,  so  as  thereby  to  effectuate  a  practical  result  and 
benefit  not  previously  attained. 

The  main  merit,  the  most  important  part  of  the  invention, 
may  consist  in  the  conception  of  the  original  idea — in  the  difr- 
oovery  of  the  principle  in  science,  or  of  the  law  of  nature,  stated 
in  the  patent,  and  little  or  no  pains  may  have  been  taken  in 
working  out  the  best  manner  and  mode  of  the  application  of 
the  principle  to  the  purpose  set  forth  in  the  patent.  But  still, 
if  the  principle  is  stated  to  be  applicable  to  any  special  purpose, 
so  as  to  produce  any  result  previously  unknown,  in  the  way  and 
for  the  objects  described,  the  patent  is  good.    It  is  no  longer 
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In  the  House  tf  an  abstract  principle.     It  eomes  to  be  a  principle  tamed  to 
'''*  apcoant,  to  a  practical  object,  and  applied  to  a  special  result 

It  becomes,  then,  not  an  abstract  principle,  which  means  a 
principle  considered  apart  from  any  special  purpose  or  practical 
operation,  but  the  discovery  and  statement  of  a  principle  for  a 
special  purpose,  that  is,  a  practical  invention,  a  mode  of  carry- 
A  priociple  re-  ing  a  principle  into  effect.  That  such  is  the  law,  if  a  well-kiiown 
ticel*  ihe^iub'  P^^^^^P^®  ^  applied  for  the  first  time  to  produce  a  practical 
ject  of  letter     result  for  a  special  purpose,  has  never  been  disputed.    It  would 
exienMvema^^ ^®  ^^"7  Strange  and  unjust  to  refuse  the  same  legal  effect,  when 
be  the  resulting  the  invcntor  has  the  additional  merit  of  discovering  the  piin- 
^*'""'  oiple  as  well  as  its  application  to  a  practical  object    The 

instant  that  the  principle,  although  discovered  for  the  first  time, 
is  stated,  in  actual  application  to,  and  as  the  agent  of,  pro« 
ducing  a  certain  specified  effect,  it  is  no  longer  an  abstract 
principle,  it  is  then  clothed  with  the  language  of  practical  appli- 
cation, and  receives  the  impress  of  tangible  direction  to  the 
actual  business  of  human  life.     Is  it  any  objection  then,  in  die 
next  place,  to  such  a  patent  that  terms  descriptive  of  the  appli- 
cation to    a  certain   specified  result  include  every  mode  ot 
applying  the  principle  or  agent  so  as  to  produce  that  specified 
result,  although  one  mode  may  not  be  described  more  than 
another — although  one  mode   may  be  infinitely  better  than 
another — ^although  much  greater  benefit  would  result  from  the 
application  of  the  principle  by  one  method  than  by  another-* 
although  one  method  may  be  much  less  expensive  than  another? 
Is  it,  I  next  inquire,  an  objection  to  the  patent,  that,  in  its 
application  of  a  new  principle  to  a  certain  specified  result,  it 
includes  every  variety  of  mode  of  applying  the  principle  accord- 
ing to  the  general  statement  of  the  object  and  benefit  to  be 
attained  ?    You  will  observe  that  the  greater  part  of  the  de- 
fenders' case  is  truly  directed  to  this  objection.     This  is  a 
question  of  law,  and  I  must  tell  you  distinctly,  that  this  gene* 
rality  of  claim,  that  is,  for  all  modes  of  applying  the  principle  to 
the  purpose  specified,  according  to  or  witfiin  a  general  state- 
ment of  the  object  to  be  attained,  and  of  the  use  to  be  made  of 
the  agent  to  be  so  applied,  is  no  objection  whatever  to  the 
patent.    That  the  application  or  use  of  the  agent  for  the  pur-* 
pose  specified,  may  be  carried  out  in  a  great  variety  of  waysj 
only  shows  the  beauty,  and  simplicity,  and  comprehensiveness  of 
the  invention.     But  the  scientific  and  general  utility  of  the  pro- 
posed application  of  the  principle,  if  directed  to  a  specified 
purpose,  is  not  an  objection  to  its  becoming  the  subject  of  a 
patent.    That  the  proposed  application  may  be  very  gen^^y 
adopted  in  a  great  variety  of  ways,  is  the  merit  of  the  invention, 
not  a  legal  objection  to  the  patent. 

The  defenders  say — you  announce  a  principle,  that  hot  air 
will  produce  heat  in  the  furnace;  you  direct  us  to  take  tlie 
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Uast  without  interrupting  or  rather  without  stopping  it,  toA.D.  1843. 
take  the  current  in  blast,  to  heat  it  after  it  leaves  the  blast,  and 
to  throw  it  hot  into  the  furnace.  But  you  tell  us  no  more — 
you  do  not  tell  us  how  we  are  to  heat  it.  You  say — ^you  may 
heat  in  any  way,  in  any  sort  of  form  of  vessel.  You  say — I 
leave  you  to  do  it  how  you  best  can.  But  my  application  of 
the  discovered  principle  is,  that  if  you  heat  the  air,  and  heat  it 
after  it  leaves  the  blowing  engine  (for  it  is  plain  you  cannot  do 
it  before),  you  attain  the  result  I  state ;  that  is  the  purpose  to 
which  I  apply  the  principle.  The  benefit  will  be  greater  or  less. 
I  only  say,  benefit  you  will  get,  I  have  disclosed  the  principle ; 
I  80  apply  it  to  a  specified  purpose  by  a  mechanical  contrivance, 
viz.  by  getting  the  heat  when  in  blast,  after  it  leaves  the  fur- 
nace; but  the  mode  and  manner,  and  extent  of  heating,  I  leave 
to  you,  and  the  degree  of  benefit,  on  that  very  account,  I  do 
not  state.  The  defenders  say,  the  patent,  on  this  account,  is 
bad  in  law.  I  must  tell  you,  that  taking  the  patent  to  be  of 
this  general  character,  it  is  good  in  law.  I  state  to  you  the  law 
to  be,  that  you  may  obtain  a  patent  for  a  mode  of  carrying  a 
principle  into  effect ;  and  if  you  suggest  and  discover,  not  only 
die  principle,  but  suggest  and  invent  how  it  may  be  applied  to 
a  practical  result  by  mechanical  contrivance  and  apparatus,  and 
show  that  you  are  aware  that  no  particular  sort  or  modification, 
or  form  of  the  apparatus,  is  essential,  in  order  to  obtain  benefit 
from  the  principle,  then  you  may  take  your  patent  for  the  mode 
of  carrying  it  into  effect,  and  are  not  under  the  necessity  of 
describing  and  confining  yourself  to  one  form  of  apparatus.  If 
that  were  necessary,  you  see,  what  would  be  the  result  ?  Why, 
that  a  patent  could  hardly  ever  be  obtained  for  any  mode  of 
carrying  a  newly  discovered  principle  into  practical  results, 
though  the  most  valuable  of  all  discoveries.  For  the  best  form 
and  shape  or  modification  of  apparatus,  cannot  in  matters  of 
such  vast  range,  and  requiring  observation  on  such  a  great 
scale/ be  attained  at  once;  and  so  the  thing  would  become 
known,  and  so  the  right  lost,  long  before  all  the  various  kinds 
of  apparatus  could  be  tried.  Hence  you  may  generally  claim 
the  mode  of  carrying  the  principle  into  effect  by  mechanical 
contrivance,  so  that  any  sort  of  apparatus  applied  in  the  way 
stated  will,  more  or  less,  produce  the  benefit,  and  you  are  not 
tied  down  to  any  form. 

The  best  illustration  I  can  give  you,  and  I  think  it  right  to 
give  you  this  illustration,  is  from  a  case  as  to  the  application  of 
that  familiar  principle  the  lever  to  the  construction  of  chairs, 
or  what  is  called  the  self-adjusting  lever  {g).  This  case,  which 
afterwards  came  under  the  consideration  of  the  whole  court,  was 


(g)  Minter's  patent,  ante  126  &  134. 
4  T 
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In  tkeHatae  of  tried  in  the  Court  of  Ezcheqaer  during  the  presidency  of  Lord 
'^*^'  Lyndhurst.    The  case  was  as  to  the  patent  recUning  chair,  the 

luxury  of  which  some  of  you  may  have  tried }  it  had  a  self- 
adjusting  lever,  so  that  a  person  sitting  or  reclining,  and  I  need 
not  tell  you  what  variety  of  postures  can  be  assumed  by  a  per- 
son reclining  in  a  chair — in  whatever  situation  he  placed  his 
back»  there  was  sufficient  resistance  offered  through  means  of 
the  lever,  to  preserve  the  equilibrium.    Now  any  thing  more 
general  tlian  that,  I  cannot  conceive ;  it  was  the  apphcation  ol 
a  well-known  principle^  but  for  the  first  time  applied  to  a  chdr. 
He  made  no  claim  to  any  particular  parts  of  the  chair,  nor  M 
he  prescribe  any  precise  mode  in  which  they  should  be  made(A]; 
but  what  he  claimed  was  a  self-adjusting  lever  to  be  applied  to 
the  back  of  a  chair,  where  the  weight  of  the  seat  acts  as  a  coun- 
terpoise to  the  back,  in  whatever  posture  the  party  might  be 
sitting  or  recUning.    Nothing  could  be  more  general.    Well,  a 
verdict  passed  for  the  patentee,  with  liberty  to  have  it  set  a»de; 
but  Lord  Lyndhurst  and  the  rest  of  the  court  held,  that  this  to 
not  a  claim  to  a  principle,  but  to  the  construction  of  a  chsdr  on 
this   principle,  in   whatever  shape  or  form  it  may  be  con- 
structed (t).     Just  so  as  to  the  hot  blast,  only  the  principle  is 
also  new.     The  patentee  says,  "  I  find  hot  air  will  increase  the 
heat  in  the  furnace,  that  a  blast  of  hot  air  is  beneficial  for  that 
end."     Here  is  the  way  to  attain  it — "  heat  the  air  under  blast, 
between  the  blowing  apparatus  and  the  furnace ;  if  you  do  that, 
I  care  not  how  you  may  propose  to  do  it — I  neither  propose  to 
you,  nor  claim,  any  special  mode  of  doing  it ;  you  may  give  the 
air  more  or  less  degrees  of  heat;  but  if  you  so  heat  it,  you  will 
get  by  that  contrivance  the  benefit  I  have  invented  and  dis- 
closed, more  or  less,  according  to  the  degree  of  heat."    This  b 
very  simple,  very  general ;  but  its  simplicity  is  its  beauty  and 
its  practical  value — ^not  an  objection  in  law  (Ar). 

Having  now  stated  the  general  law  to  you,  there  are  some 
further  practical  directions  in  point  of  law,  which  may  very  use- 
fully aid  you  in  considering  the  case,  and  the  issues  under  which 
it  is  tried.  The  first  practical  direction  I  have  to  give  you, 
is  as  to  the  meaning  of  the  pursuer's  issue.  ^^  Whether  in  the 
course  of  the  year  1840,  and  during  the  currency  of  the  said 
letters  patent,  the  defenders  did,  in  or  at  their  iron  works  at 
Househill,  by  themselves  or  others,  wrongfully,  and  in  contra- 


{h)  The    specification   wa^   accompanied   by  that  the  meaning  of  the  term  'effect 'was  for  the 

drawings,  showing  various  modes  of  constructing  jury,  but  that  (referring  to  Aateyv,  Taylor,  Shaw's 

a  chair  on  this  principle,  bat  the  claim  was  in  the  Ap.  C.  58.)  i^  either  of  the  parties  wished  it,  he 

general  form  above  suggested.    Ante  126.  should  sute  his  opinion  upon  lU     The  leaned 

(t)  In  Minter  y.  WelUf  antt  134.  judge  was  not  asked  for  his  opinion,  and  he  left  a 

(k)  The  learned  judge  referred  to  the  judg.  special  question  to  the  jury  upon  it,  and  both 

ment  of  the  Court  of  Exchequer  as  to  the  inven-  parties  appear  to  have  treated  it  as  a  question  for 

tion  claimed,  ante  371;  and  as  to  the  meaning  of  the  jury.    An  exception  directed  to  this  point 

erra  *  effect,'  ante  372,  expressing  his  opinion  was  disallowed. 
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vention  of  the  privileges  conferred  by  the  said  letters  patent^  A.D.  1843. 
use  machinery  or  apparatus  substantially  the   same  with  the 
machinery  or  apparatus  described  in  the  said  specification,  and 
to  the  effect  set  forth  in  the  said  letters  patent  and  specification, 
to  the  loss,  injury,  and  damage,  of  the  pursuer/*     Now  I  have  The  spcciBca- 
to  observe  to  you,  that  the  specification  is  to  be  read  as  ad-  ^  ^drcasecTto* 
dressed  to  artists,  or  persons  of  competent  skill  in  the  branch  "trtists. 
of  manufactures  or  process  to  which  it  is  applicable.     Hence^ 
known  machinery  need  not  be  described  when  the  use  of  them 
is  to  be  made  in  carrying  out  the  object  of  the  patent  (Q.     For 
instance,  if  in  an  apparatus  for  improving  the  making  of  gas,  a 
patentee  should  not  mention  or  allude  to  a  condenser — never 
notice  it;  yet  in  practice,  if  that  is  a  part  of  all  apparatus 
required  for  the  making  of  gas,  it  was  held  that  every  one  must 
know  that  a  condenser  must  be  used.     In  short,  you  are  speak- 
ing to  people  who  know  the  subject,  and  must  be  understood  to 
know  those  things  which  are  only  the  incidents  in  the  par- 
ticular process  to  which  your  patent  applies.     Then,  the  object 
here  being  to  throw  air  hot  into  a  furnace,  and,  to  do  so,  vessels 
are  to  be  heated  in  order  to  heat  air ;  you  observe  it  is  a  speci- 
fication addressing  itself  to  persons  who  are  to  use  hot  air,  and 
are  to  heat  the  air  in  order  to  get  the  hot  blast ;  it  refers  to 
vessels  intended  to  heat  air — vessels  in  which  air  is  to  be  heated. 
Now  if  the  patent  need  not,  in  order  to  be  valid,  describe  any 
mode  of  heating  air,  but  may  include  every  form,  then  the  spe- 
cification is  correctly  framed  to  effectuate  its  object,  if  legal ; 
for  it  then  consistently  omits  any  description  of  any  sort  or 
form  of  vessel  in  which  air  is  to  be  heated.     It  assumes,  pro- 
perly, that  persons  constructing  apparatus  for  heating  air  are  to 
know  the  best  form  and  shape  of  vessels  in  which  air  is  to  be 
heated — just  as  persons  employed  in  gas  apparatus  are  held  to 
know  they  must  resort  to  a  condenser  in  the  course  of  the  im- 
proved structure,  though  nothing  is  said  of  it.     Now,  then,  if 
the  object  is  to  throw  hot  blast  into  the  furnace,  and  to  heat  air, 
but  not  to  describe  vessels,  then   the  specification  properly 
assumes,  thaf  persons  who  are  to  construct  heating  apparatus 
luiow  the  ordinary  rules  and  common  conditions  to  be  attended 
to  in  heating  air.    It  leaves  every  body  to  do  it  in  the  way  they 
choose.     It  does  not  profess  to  be  a  patent  for  any  particular 
mode  of  heating  air.     It  simply  says,  that  the  use  in  particular 
processes  of  the  air  heated  for  fires,  forges  and  furnaces,  where 
blowmg  apparatus  is  required,  and  at  a  particular  stage  of  the 
process,  will  do  benefit  to  the  furnace,  and  that  is  all. 

The  second  direction  I  have  to  give  on  the  first  issue  is 
what  you  must  have  already  seen — that  the  sense  in  which  the 

(0  The  learned  judge  cited  the  case  of  Crouley  ▼.  Berertej/,  3  C.  &  P.  513;  as  to  which,  i»ee 
ante  no,  note  n.  
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Jn  the  Houae  <^  issue  is  to  be  Understood  is  much  affected  by  the  law,  as  to  the 
^^^'  character  of  the  patent.     If  I  hold,  in  point  of  law,  that  he  does 

not  claim  any  particular  apparatus,  then  there  is  no  standard  of 
apparatus    in  the  specification  with  which    to  compare  the 
Househill  apparatus,  and  I  shall  immediately  show  you  tbe 
The  character  of  importance  of  this  on  the  patent.    If  the  patent  is  good  in  the 
the  patent^af^   g®^®"^  scnse  in  which  I  have  explained  its  legal  import,  and  to 
in  which  the      which  extent  I  hold  it  to  be  a  good  patent,  then  you  will  see  that 
underrtoo<r  ^^  Variances  in  the  modes  or  kinds  of  apparatus  are  of  no  moment, 
provided  that,  in  the  processes  referred  to  (the  use  of  fires, 
forges,  and  furnaces),  the  object  of  the  particular  contrivance  or 
apparatus  is  to  heat  the  air  under  blast,  at  the  same  stage  of  the 
process,  viz.  between  the  blowing  apparatus  and  the  furnace, 
and  to  throw  it  so  heated  into  the  furnace.    If  the  patentee  has 
not  tied  himself  down  to  any  particular  sort  of  apparatus  or 
heating  vessels ;  if  the  use  of  hot  air,  heated  when  under  blast, 
is  claimed,  and  legally  claimed,  in  whatever  sort  of  vessel  the  air 
is  heated — then  see  the  effect  of  this  view  of  the  patent  on  the 
pursuer's  issues.     By  the  direction  I  have  given  you^  in  point  of 
law,  I  take  on  myself  the  responsibility  of  deciding  the  point 
you  are  to  look  to  in  considering  this  issue.    The  question  of 
infringement  comes  to  be  this — does  the  party  heat  the  air  in 
the  same  stage  of  the  process  by  mechanical  contrivance,  and  to 
the  effect  set  forth  in  the  specification,  of  producing  heat  in  the 
furnace  ?     If  so,  then  no  variety  or  improvement  in  the  appara- 
tus is  of  any  importance.    On  my  view  of  the  patent  in  pobt 
of  law,  and  if  you  are  satisfied  in  point  of  fact,  that  the  descrip- 
tion does  not  describe  any  particular  apparatus,  or,  if  that  also 
is  a  point  of  law,  then,  in  truth,  the  use  of  the  hot  blast — that 
is,  the  use  of  the  air  heated  in  blast,  between  the  blowing 
machine  and  the  furnace — ^is  the  use  of  the  patent  machinery, 
and  is  not  substantially  different,  but  to  the  effect  set  forth. 
The  light,  then,  in  which  the  issue  is  to  be  viewed,  must  be 
received  from  the  court  in  a  great  measure.    And  on  the  view  I 
take,  and  have  stated  on  my  own  responsibiUty,  I  apprehend 
the  question  under  the  pursuer's  issue  is  a  very  short,  a  very 
plain  question,  not  requiring  much  evidence  to  solve,  and  on 
which,  though  you  must  form  your  opinion,  it  is  truly  to  be 
formed  in  a  great  measure  in  reliance  on  the  law  stated  to  yoa 
by  the  court.   The  point  was  so  stated  and  treated  by  Mr.  Baron 
Parke  in  the  English  case  (m). 

I  have  only  to  add  further,  that  on  the  view  which  I  have 
stated  of  the  patent,  and  if  you  are  satisfied  that  no  particular 
form  of  vessel  is  described  and  claimed  by  the  specification,  then 
there  is  no  particular  standard  with  which  you  are  to  compare 
the  Househill  apparatus,  which  the  model  No.  7  represents. 

(m)  Anli  -.no. 
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The  question  is  not  a  comparison  between  No.  7  &nd  any  parti-  A.D.  1843. 
colar  yesselt  but  an  inquiry  whether  No.  7  ^  i^ot  a  contrivanoe 
to  heat  the  air  under  blast  at  the  stage  proposed,  and  for  the 
purpose  stated  in  the  specification,  and,  thereby,  substantially 
the  patent  apparatus.  If  that  is  in  your  opinion  its  character, 
then  I  state  to  you  in  law,  that  the  infiringement  is  proved ;  as 
there  is  no  standard  or  form  of  apparatus  on  this  view  of  the 
case,  with  which  you  are  to  compare  the  defenders'  apparatus. 

The  next  directions  I  have  to  give  you,  relate  to  the  counter- 
issues.  And  first,  as  to  the  first  counter-issue,  ^^  whether  the 
invention  as  described  in  the  said  letters  patent  and  specification 
is  not  the  origuial  invention  of  J.  B.  Neilson  ?"  Mr.  Ruther- 
ford here  drew  a  distinction  between  the  first  inventor  and  the  The  isBues  as  to 
public  use  by  others  of  the  invention,  and  maintained  that  the  [or, and t*hc  prior 
attempt  to  prove  prior  use,  is  not  comprehended  under  the  first  uk  of  the  in. 
issue.  The  distinction  in  the  abstract  is  sound,  and  certainly  in  ^^°  ^^  ,  k  q 
ordinary  cases  this  issue  is  not  the  one  taken,  or  properly  ap- 
plicable to  public  use  and  exercise  thereof,  in  the  kingdom. 
But  a  short  recollection  of  the  way  this  issue  was  put,  will  sa- 
tisfy my  learned  friends  at  the  bar,  that,  in  this  case,  I  could  not 
pat  that  legal  construction  on  it,  for  in  this  case  I  am  of  opinion 
that  the  inquiry  cannot  be  excluded  under  this  issue.  I  am 
quite  aware  that  the  issue  is  not,  generally  speaking,  to  be  ex- 
plained by  any  of  the  previous  proceedings  in  the  cause.  But 
here  I  must  remind  the  pursuers'  counsel  of  the  course  taken  as 
to  the  preparation  of  the  issues.  These  issues  first  came  before 
the  court  as  framed  by  the  issue  clerks.  There  were  two  ver- 
sions of  the  issues,  which  as  to  this  one  were  quite  the  same, 
because,  whether  the  invention  was  used  in  Great  Britain  previ- 
ously or  not,  both  were  agreed  that  the  originality  of  the  inven- 
tion was  involved.  I  then  suggested  that  the  first  part  of  the 
pursuers'  issue,  as  proposed  by  the  issue  clerks,  should  be  taken 
as  the  defenders'  counter-issue.  To  this  the  Solicitor  General 
consented  at  once,  and  the  issue  was  altered  in  court  without 
any  one  perceiving  that  the  one  I  so  proposed  to  be  transposed 
was  open  to  the  criticism  stated  by  Mr.  Rutherford,  viz.  that  it 
did  not  include  prior  public  use,  which  the  defenders'  issue  had 
distinctly  included.  Under  this  issue  I  could  not  hold  that  the 
defenders  were  excluded  from  proving  the  public  use  of  the 
bvention  previous  to  the  patent.  I  must  hold  that,  according 
to  the  way  those  issues  were  framed,  though  I  admit  not  the 
best,  it  was  an  oversight  on  the  part  of  the  court  in  suggesting 
to  the  defenders  that  this  would  try  their  case ;  I  say  as  those  is- 
sues were  framed,  I  cannot,  consistently  with  the  course  of  pro- 
cedure to  which  the  court  were  parties,  exclude  the  defenders 
from  proving  the  public  use.  I  know  in  general  that  you  can- 
not explain  the  issues  by  reference  to  the  previous  procedure. 
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/» the  Home  of  but  in  this  instance,  I  feel  that  I  would  be  running  counter  to 
the  justice  of  the  case,  if  I  were  to  exclude  that  proof. 

Certainly  I  would  in  the  abstract  agree  with  Mr.  Rutherford, 
that  an  issue  as  to  a  person  being  the  first  inventor,  is  not  an 
issue  as  to  public  use.    Taking  the  offer  of  prior  use  to  he  com- 
petent to  be  made  out  in  this  case,  if  the  defenders  can  prove  it, 
I  must  now  give  you  two  directions  in  point  of  law  on  this  is-* 
sue.     It  is  not  sufficient  to  show  that  others,  in  experiments  or 
incidental  trials,  had  hit  upon  the  same  idea,  not  having  made 
public  the  principle  and  the  application  of  it  to  the  same  pro- 
cesses.   Even  if  the  principle  had  been  a  known  prindple,  stiU 
if  it  is  for  the  first  time  applied  by  mechanical  contrivance  and 
apparatus  to  certain  processes,  in  which  it  had  not  been  previ- 
ously used  as  an  agent,  the  patent  would  be  good,  and  still 
more  when  the  principle  and  the  mode  of  carrying  it  into  a  prac- 
Originality  of    tical,  beneficial  result  are  claimed.     I  have  to  repeat,  that  the  ori- 
not*  dwtroyed    g*»*^lity  of  the  invention  is  not  destroyed  by  proof,  that,  in  the 
by  gtimpMs      history  of  the  arts  and  trades  of  this  country,  some  one  or  two 
experiments  of  ^^  ^^^^  morc  pcrsons  may  have  apparently  had  some  glimpse  of 
the  same  thing,  the  same  conception,  in  occasional  and  insulated  experiments, 
which  were  not  prosecuted,  nor  made  known,  and  from  which,  so 
far  as  the  rest  of  the  world  were  concerned,  no  result  or  change 
followed  on  former  practice. 

The  second  direction  in  point  of  law  which  I  have  to  give  yon 
on  this  issue,  respects  what  is  prior  use,  so  as  to  destroy  the  in- 
vention.    Now  this  is  well  expressed  in  the  words  of  the  patent 
in  this  and  other  cases;  this  is  what  the  defenders  must  prove- 
that  it  was  not  new,  in  respect  of  the  public  use  and  exercise 
thereof  in   this   kingdom.     These  emphatic  and  plain  words 
hardly  require  explanation ;  they  convey  the  meaning  to  you  in 
a  way  that  it  is  impossible  to  mistake ;  the  question  in  each 
case  is  a  matter  of  fact  for  the  jury ;  but  this  is,  in  point  of 
law,  the  sort  and  kind  of  use,  the  existence  of  which  a  jury 
must  find  to  be  proved,  in  order  to  warrant  them  to  find  against 
ilie  utility  of    the  patentee.     I  may  state  to  you,  that  great  utility  is  one  im- 
LTeieme^nt^n    portaJ^t  element  in  the  question  of  novelty.     For  if  the  pro- 
ascertaining  its  cess  is  of  great,  manifest,  striking,  and  immediate  utility,  that  is 
^^^^  y*  q{  ^\^q  utmost  importance  to  the  point.    Could  this  have  been 

previously  in  public  use  and  exercise  without  clear  and  abund- 
ant proof?  The  cases  referred  to  at  the  bar  have  settied  that 
the  use  must  be  public  use;  that  the  existence  and  trial  of 
regular  machines  of  the  very  same  sort,  if  abandoned,  if  not 
used  and  introduced  into  practice,  is  not  public  use  and  exercise 
thereof  in  the  kingdom.  Again,  in  the  case  of  the  suspension 
principle  for  wheels,  it  was  well  stated  by  Mr.  Justice  Pfttteson, 
to  the  jury  who  tried  that  case — "  If  on  the  whole  of  this  evi- 
dence, either  on  the  one  side  or  the  other,  it  appeared  that  this 
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wheel,  oonstructed  by  Mr.  Stnitt's  order  in  1814,  was  a  wheel  A.D.1843. 
on  the  same  principles,  and  in  substance  the  same  wheel,  as  the 
other,  for  which  the  plaintiff  has  taken  out  his  patent,  and  that 
it  was  used  openly  and  in  public,  so  that  every  body  might  see 
it,  and  bad  continued  to  use  the  same  thing  up  to  the  time  of 
taking  out  the  patent;   undoubtedly,  then,  that  would  be  a 
ground  to  say,  that  the  plaintiff's  invention  is  not  new,  and  if  it 
is  not  new,  of  course  his  patent  is  bad,  and  he  cannot  recover  in 
this  action ;  but  if,  on  the  other  hand,  you  are  of  opinion,  that 
Mr.  Strutt's  is  an  experiment,  and  that  he  found  it  did  not 
answer,  and  ceased  to  use  it  altogether,  and  abandoned  it  as 
useless,  and  nobody  else  followed  it  up,  and  that  the  plaintiff's 
invention,  which  came  afterwards,  was  his  own  invention,  and 
remedied  the  defect  (if  I  may  so  say),  although  he  knew  nothing 
of  Mr.  Strutt's  wheel,  he  remedied  the  defects  of  Mr.  Strutt's 
wheel,  then  there  is  no  reason  for  saying  the  plaintiff's  patent 
is  not  good'^(n).    Again,  I  close  what  I  have  to  say  to  you 
here,  by  the  well-considered  language  of  Chief  Justice  Tindal: 
"  It  will  be  for  the  jury  to  say,  whether  the  invention  was  or 
was  not  in  public  use  and  operation  at  the  time  the  patent  was 
granted.    There  are  certain  limits  to  this  question.     A  man 
may  make  experiments  in  his  own  closet:  if  he  never  communi- 
cates these  experiments  to  the  world,  and  lays  them  by ;  and 
another  person  has  made  the   same  experiments,  and,   being 
satisfied,  takes  a  patent ;  it  would  be  no  answer  to  say  that 
another  person  had  made  the  same  experiments;  there  may  be 
several  rivals  starting  at  the  same  time ;  the  first  who  comes 
and  takes  a  patent,  it  not  being  generally  known  to  the  public, 
that  man  has  a  right  to  clothe  himself  with  the  authority  of  the 
patent,  and  enjoy  the  benefit  of  it;  if  the  evidence,  when  pro- 
perly considered,  classes  itself  under  the  description  of  experi- 
ment only,  that  would  be  no  answer.     On  the  other  hand,  the 
use  of  an  article  might  be  so  general  as  to  be  almost  universal; 
then  you  can  hardly  suppose  any  body  would  take  a  patent. 
Between  these  two  limits  most  cases  will  range  themselves,  and 
it  must  be  for  the  jury  to  say,  whether  the  evidence  convinces 
their  understanding,  that  the  subject  of  tlie  patent  was  in  public 
use  and  operation  at  the  time  when  the  patent  was  granted"  (o). 
You  will  observe  that  it  is  settled  that  the  trials  founded  on 
as  a  proof  of  prior  use — 1.  Must  have  been  public.     2.  Must 
have  been  continued — not  abandoned.    3.  Must  have  continued 
to  the  time  when  the  patent  was  granted ;  I  don't  say  to  the 
very  exact  period,  but  it  must  have  been  known  and  used  as  a 
asefol  thing  at  the  time.     The  abandonment  of  trials  as  not 
successful  or  satisfactory,  is  a  decided  proof  that  the  invention 


(n)  In  Jones  t.  Pearse,  ante  124.  (o)  In  ComUh  v.  ^«nc,  ante  608. 


692 


APPEAL    FROM    THB    COURT   OP   SB88I0N. 


In  the  Houu  of 
Lordt. 


The  specifica- 
tion beiDg  for 
the  benefit  of 
the  trade,  must 
be  sufficient  for 
workmen  com- 
petent to  the 
ordinary  busi- 
ness  of  that 
trade;  first-rate 
engineers  and 
common  la- 
bourers are  to 
be  excluded. 


was  not  turned  to  account  for  public  utility,  and  was  not  in 
public  use  and  operation.  With  these  directions  as  to  the  lav 
of  this  first  of  the  counter-issues,  you  will  probably  be  abk 
easily  to  dispose  of  this  part  of  the  case  on  the  evidence,  keep- 
ing in  view  that  the  defenders  must  prove  that  issue  (p). 

I  have  now  to  call  your  attention  to  the  next  two  issaes 
which  the  defenders  seek  to  establish :  ^  Whether  the  descrip- 
tion contained  in  the  said  specification  is  not  such  as  to  enable 
workmen  of  ordinary  skill  to  make  machinery  or  apparatas 
capable  of  producing  the  effect   set  forth  in  the  said  letters 
patent  and  specification ;  and  whether  machinery  or  apparatus 
constructed  according  to  the  description   in  the  said  letten 
patent  and  specification,  is  not  practically  useful  for  the  par- 
poses  set  forth  in  the  said  letters  patent  ?^    Now,  gentlemen, 
observe  it  is  the  effect  set  forth  in  the  letters  patent ;  it  is  not 
to  produce  the  same  effect  with  No.  7)  which  I  take  as  a  short 
description  generally  (g).     On  these  issues  there  are  mattera 
for  me  to  state  to  you  in  point  of  law.     Workmen  of  ordinary 
skill,   means  those  competent  in   the  ordinary   business  and 
conducting  of  the  particular  trade — ^to   furnish  and  construct 
apparatus  for  the   purpose   required.     Certainly,  the  pursuer 
does  not  satisfy  the  condition  of  law,  if  he  says  men  of  the 
greatest  science — first-rate  engineers — could  understand  him,  and 
would  know  what  to  do,  or  what  directions  to  give.     That  is 
not  enough.     The  specification  must  be  for  the  benefit  of  the 
trade  when  the  patent  is  out;  it  is  addressed  to  those  engaged 
in  particular  departments  of  trade,  and  who  are  to  be  employed 
in  order  to  make  apparatus  for  the  purpose,  those  who  are  com- 
petent to  make  similar  apparatus  for  similar  purposes.    But 
the  terms  in  the  issue  do  not  denote  common  labourers  or 
workmen  employed  under  those  who  do  furnish  and  construct 
such  apparatus.    We  know  that  in  many  trades  the  most  skilful 
workmen,  in  the  subdivision  of  labour,  are  conversant  only  with 
parts  and  portions  of  machines,  and  could  not  put  together  the 
whole.     The  workmen  referred  to  by  the  law  are  those  con- 


(p)  The  above  direction  as  to  the  legal  reqoi- 
sites  of  the  user,  which  will  vitiate  letters  patent, 
was  excepted  to,  and  the  exception  allowed  by 
the  House  of  Lords,  their  lordships  being  of 
opinion,  that  the  learned  Chief  Justice  Clerk 
must  be  understood  as  speaking  of  the  use  of  a 
complete  and  perfect  invention,  and  not  of  that 
which  could  be  strictly  designated  as  trial  or  ex- 
periment only,  by  reason  of  its  being  an  inven- 
tion  incomplete  and  not  perfected.  Their  lord- 
ships were  also  of  opinion,  that  abandonment  was 
evidence  only,  and  not  proof,  of  the  trial  having 
been  mere  experiment.  The  following  observa- 
tions of  the  noble  and  learned  lords  during  the 
argument  are  important. 

Lord  Brougham :  If  the  learned  jud^e  had  said 
the  abandonment  is  an  important  question  in  con- 


sidering whether  it  is  an  experiment  or  peifected 
invention,  he  would  have  done  no  more  than  wis 
right.   It  was  an  element  for  the  consideration  of 


Lord  Campbell :  In  point  of  fact,  when  at  the 
bar,  I  always  considers  when  I  was  dealing  with 
the  merits  of  a  case,  that  abandonment  was  almost 
decisive  to  show  that  it  was  not  a  real  invention, 
though  in  point  of  law  it  most  be  immaterial  ft 
seems  to  me,  that  it  must  rest  either  on  experi- 
ment or  invention.  If  it  be  experiment,  the  con- 
tinuance down  to  the  time  of  the  patent  is  imma* 
terial — ^it  will  not  invalidate  the  patent ;  but  if  it 
be  an  invention,  the  invention  itself  will  be  good, 
and  the  abandonment  will  not  affect  it. 

(f )  This  No.  7  was  a  model  of  the  improved 
apparatus  used  by  the  defenders,  ante  688. 
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Tenant  with  the  construction,  and  principles,  and  ndes,  of  A.D.1643. 
apparatus  for  heating  air,  and  with  the  object  of  the  blowing 
apparatus,  so  that  the  heating  of  the  air  shall  impede  the  blast 
as  little  as  possible.  The  apparatus  to  attain  the  end  is  to  heat 
vessels  in  order  to  heat  the  blast.  Then  you  are  to  apply  to 
persons  who  are  conversant  with  the  rules,  purposes,  and  con- 
ditions to  be  observed,  and  usually  acted  upon  in  heating  air, 
and  who  construct  and  fnmish  such  apparatus.  Another  im- 
portant direction  I  have  to  give  you  in  point  of  law  is  this-— 
when  you  are  asked  in  the  words  of  the  second  issue  ^^  capable 
of  producing  the  effect  set  forth;''  or  of  the  third,  ^*  practically 
useful  for  the  purpose  set  forth,''  &c. ;  the  point  is  not,  whether 
in  first  acting  on  the  spedfication,  persons  would  have  furnished 
either  Mr.  Condie's  pipes,  or  any  contrivance  at  all  so  good,  or 
giring  so  much  benefit  from  the  invention.  You  will  see  now 
the  great  importance  of  the  general  directions  I  formerly  gave 
you  as  to  the  object  of  the  patent,  and  the  extent  of  the  claim. 
The  patentee  does  not  profess  to  state  any  particular  form  of 
pipes  for  getting  eitiier  a  certain  degree  or  the  greatest  degree 
of  benefit  from  the  hot  blast,  and  this  shows  you  the  fidlacy  in 
a  great  part  of  the  evidence  for  the  defenders.  The  patentee 
sajs,  ^^  the  hot  blast  will  produce  heat  in  the  furnace.  Heat 
the  blast  in*  any  way,  you  will  get  benefit;''  and  then  the 
question  is,  can  apparatus  be  constructed,  by  those  competent  to 
construct  the  heating  apparatus,  so  as  to  have  some  decided 
benefit,  more  or  less.  If  that  shall  be  proved,  then  we  have  no  Not  necessary 
question  under  tiiis  issue,  whether  the  greatest  benefit  would  at  JufdwcribS™ 
first  have  been  attained  in  acting  on  tiie  specification.  Here,  I  should  produce 
prefer  putting  this  point  to  you  in  the  words  of  my  brother  amounr^be- 
judge  in  England,  who  tried  this  case.  Mr.  Baron  Parke,  in  nefiu 
commenting  on  the  opinion  of  a  scientific  witness,  examined  as 
to  whether  workmen  could,  from  the  specification,  construct  an 
apparatus  which  would  be  most  efficaciously  used,  says  {ante 
S17)y  ^^That,  however,  I  do  not  think  is  the  exact  point.  The 
point  is,  whether  it  can  be  used  beneficially  taking  it  in  the  sim- 
plest form.  If  in  order  to  use  it  beneficially  at  aU,  experiments 
were  necessary,  about  which  a  good  deal  was  said  by  tiie  At- 
torney General,  then  the  specification  would  be  void.  If  it 
were  necessary  to  use  experiments  in  order  to  have  the  benefit 
of  the  invention,  in  which  it  is  claimed  by  the  specification,  in 
that  case  it  would  be  void ;  but  if,  in  this  case,  it  is  only  neces- 
sary to  have  recourse  to  experiments,  in  order  to  have  the  full 
benefit  that  the  subject  is  capable  of,  it  appears  to  me,  that  it 
would  not  void  the  patent;  because,  though  it  is  a  subject 
beneficial  in  its  simplest  form  of  application,  it  is  a  vast  deal 
more  useful  when  the  improvement  takes  place ;  and  in  order 
to  make  the  greatest  improvement,  unquestionably  many  ex- 
periments are  necessary,  and  even,  at  tliis  very  moment,  not- 

4  u 
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In  t}i*  Hsute  of  withstanding  the  great  improyements  that  have  taken  place, 
'^"^'*  there  is  no  doubt  that  the  matter  is  not  in  that  state  of  im* 

provement  which »  in  all  probability,  it  will  be  in  ti)e  course  of 
a  few  years.     It  does  not  appear  to  me,  therefore,  that  what  the 
Attorney  General  has  dwelt  upon,  with  reference  to  the  evi- 
dence, all  the  evidence  in  the  case,  that  that  affects  the  patent 
If  experiments  were  necessary  to  produce  any  degree  of  benefit 
under  the  patent,  then,  in  that  case,  I  think  the  specification  ii 
void,  for  it  does  not  give  the  requisite  degree  of  temperature; 
but  if  the  simplest  form  would  be  productive  of  benefit,  it 
appears  to  me  that  the  specification  is  good."     And  again  (os/e 
320),  Baron  Parke  says,  ^'  1  have  already  told  you,  that  if  ex- 
periments  are  necessary  in  order  to  construct  a  machine  to 
produce  some  beneficial  effect,  no  doubt  this  specification  is 
defective.     If  experiments  are  only  necessary  in  order  to  pro- 
duce the  greatest  beneficial  effect,  in  that  case  I  think  the  patent 
is  not  void."    Then  again  {anteS22\  Baron  Parke  says,  ^^Hoir- 
ever,  I  think  one  may  very  well  collect  from  the  evidence  as  to 
Mr.  Neilson's  own  acts,  that  he  really  was  not  fully  aware  either 
of  the  great  value  of  his  patent*  and  still  more,  was  not  fully 
aware  of  the  beneficial  mode  of  carrying  it  into  effect    That 
was  discovered  by  persons  more  acquainted  than  he  himself  was 
It  is  suffirieDt  if  with  the  scicncc  of  heating  air.     Still,  however,  I  think,  if  pu 
^uaiTted  with    ^^^  ^^  Opinion  that  the  specification  does  disclose   such  an 
heating  air        apparatus  as  to  enable  an  ordinary  workman,  acquainted  widi 
rn^^almlralu™^*  *^®  subjcct  of  making  blowing  apparatus,  and  fitting  up  appara- 
produ'ctive  of     tus  for  forgcs"  (I  put  it  rather  differently — I  should  say,  work- 
some  benefit.     ^^^  acquainted  with  the  construction  of  apparatus  for  heating 
air,  and  so  I  observe  Baron  Parke  ultimately  {ante  327)  put  it), 
^^  to  construct  an  apparatus  of  some  value,  so  as  to  make  it  worth 
while ;^  it  seems  to  me,  that  so  far  as  this  objection  goes,  the 
specification  would  not  be  insufficient.     I  take  these  passages, 
the  more  because  that  learned  judge  adopted  a  view  of  the  spe- 
cification, in  which  the  court  held  he  was  wrong,    and  had 
throughout  a  decided  impression  at  the  trial,  that  the  specifica- 
tion was  defective,  thinking  that  it  told  those  who  were  to  work 
on  it  to  disregard  the  rules  as  to  heating  air.     But  even  with 
that  view  you  see  how  he  puts  this  point.     I  have  only  to  add, 
that  I  think  he  states  this  not  so  favourably  as  I  can  now  do, 
and  feel  bound  to  do,  guided  by  the  judgment  of  the  English 
Court  of  Exchequer  and  of  Lord  Lyndhurst.     I  have  to  tell 
you,  in  point  of  law,  that  under  this  patent,  not  claiming  any  or 
the  best  contrivance  for  heating  the  air,  and  at  the  least  expense 
and  trouble,  the  result  which  actually  followed,  viz.  that  persons 
in  the  trade,  and  in  acting  on  the  patent,  contrived,  from  time 
to  time,  a  great  variety  of  contrivances,  more  or  less  valuable  or 
costly,  and  at  last  came  to  settle  generally  into  one  form  as 
better  than  others,  was  exactly  the  result  which  might  be  ex- 
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pected  to  follow  under  a  patent  of  this  general  character;  and  a.d.1843. 

that,  if  the  patent  is  good  in  law,  then  it  gave  no  form  of  ap« 

paratus  for  heating  air,  bat  claimed  the  contrivance  genefaUy* 

of  beating  the  blast  for  the  effect  and  end  of  producing  heat  in 

the  furnace.    The  only  point  for  you  is — will  any  contrivance 

which  beats  the  blast  produce  that  beneficial  effect  and  end  ?  if 

80,  then  the  defenders  have  failed  to  prove  these  two  issues.     I 

shall  explain  to  you  that,  on  this  point,  I  think  the  defenders 

have,  in  the  evidence  of  some  of  their  own  witnesses,  given  you 

the  most  decided  and  valuable  evidence  in  the  whole  cause,  in 

support  of  the  pursuer's  answer  to  these  two  issues. 

But  then  the  defenders  contend,  that  there  are  directions  in  As  to  th«  al- 
the  specification  as  to  heating  vessels,  and  as  to  the  form  of  the  [|iJi^n"ht  ™- 
vessels,  and  that  these  directions  are  at  variance  with  all  the  cification. 
rales  as  to  beating  air,  and  would  mislead  all  persons  conversant 
with  heating  apparatus,  by  directing  them  to  act  against  all  the 
known  rules  for  heating  air,  in  order  to  make  the  blast  hot,  and 
in  order  to  attain  the  end  of  this  patent  on  the  furnace.     I  am 
under  connderable  doubt  whether  others  may  view  this  as  mat- 
ter of  law.     In  case  it  should  be  so  considered  elsewhere,  I  will, 
if  either  party  require  it,  state  my  opinion  in  point  of  law,  so 
that  they  may  not  be  cut  out  of  the  opportunity  of  making  it 
matter  of  record.    But  individually  I  hold,  under  these  issues 
settled  to  try  this  cause,  that  this  is  a  question  wholly  for  you, 
the  jury,  keeping  in  view  the  principles  for  construing  the  spe- 
cification which  I  have  stated  to  you,  and  proceeding  as  you 
will  upon  the  view  I  have  stated  of  the  patent,  in  point  of  law, 
as  a  general  patent  for  the  application  of  hot  blast  to  fires, 
forges,  and  furnaces,  the  air  under  blast  being  heated  at  a  par- 
ticular stage  of  the  process,  and  not  being  a  patent  for  any 
particular  mode  of  heating  air,  so  that  directions  to  workmen 
on  that  subject  are  not  to  be  presumed.     Then  another  point  is 
raised  by  the  defenders,  viz.  that  the  heat  of  the  blast,  obtained 
even  by  the  original  forms  of  the  apparatus,  and  before  Condie's 
pipes  were  introduced,  was  such  as  to  burn  the  old  dry  twires ; 
that  even  the  old  water  twires  used  at  the  great  heat  of  re- 
fineries would  not  stand  the  heat  obtained  by  the  hot  blast 
even  before  the  pipes  represented  by  5  and  7  were  introduced ; 
that  the  patentee  did  not  tell  how  the  mouth  of  the  aperture 
into  the  furnace,  at  which  the  hot  blast  was  introduced,  was  to 
^  guarded ;  and  that  on  this  account  either  the  specification  is 
defective  in  point  of  law,  or  does  not  enable  benefit  to  be  de- 
rived horn  the  hot  blast  by  Neilson's  invention  alone.     I  am 
not  sure  exactly  which  view  the  defenders  stand  on,  whether  it. 
u  defective  in  law  because  it  does  not  guard  the  furnace  firom 
the  effect  of  the  hot  blast,  or  whether  objectionable  in  fact, 
l>ccause  it  is  shown,  as  they  allege,  that  without  that  invention 
the  benefit  would  not  be  derived  at  all.     On  die  evidence  you 
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In  th€  Hemm  vf  Will  oonsider,  whether  there  ean  be,  in  point  of  fiiet,  any  dreonw 
stance  of  real  evidence  more  conclusive  as  to  the  great  heat 
obtained  in  practice  with  all  the  older  contrivances,  than  that 
not  only  the  dry,  but  even  the  old  water  twire  would  not  standi 
and  whether  the  continuance  of  the  use  of  the  hot  blast,  not- 
withstanding these  interruptions,  is  not  decided  real  evidence 
The  patentee    also  of  the  practical  advantages  to  the  trade.     But  on  this  point 
^>re  any  dirt:.  '  ™^>^  ^^tc  to  you,  in  point  of  law,  that  for  the  object  and 
tions  u  to  the    purpose  of  the  patent,  the  specification  is  not  defective  ao  fcr 
as  it  does  not  state  how,  or  in  what  manner,  the  mouth  of  the 
furnace  was  to  be  guarded,  and  that  the  patentee  waa  not  boond 
to  do  so.     But  I  cannot  say  that  this  objection,  in  point  of 
fact,  is  to  be  excluded  from  your  consideration  under  the  second 
and  third  issues,  attending,  however,  to  the  rulea  I  have  given 
you  in  construing  the  specification,  and  also  to  the  general 
nature  of  the  patent,  as  I  have  stated  it.     The  alleged  difficulty 
of  acting  on  and  using  the  hot  blast  before  the  new  water  twire 
was  invented,  may  be  used  as  evidence  to  show  that  the  inven- 
fion  was  of  no  practical  utility  until  a  new  water  twire  was 
invented,  for  it  is  said  by  the  ddPenders,  that  even  the  old  water 
twire  was  of  no  use,  although  in  many  of  the  English  worb 
Condie's  twire  is  not  yet  used.     But  as  a  legal  objection  to  his 
patent,  I  apprehend  that  it  cannot  be  maintuned,  in  point  of 
law,  that  the  patentee  was  bound  to  state  how  the  sides  of  the 
furnace,  where  the  hot  blast  was  to  enter,  should  be  protected. 
Now  this  brings  to  a  close  the  directions  which  I  have  to 
give  you  in  point  of  law.    They  have  been  certainly  fuller,  and 
perhaps  more  anxious,  than  necessary.     But  knowing  that  one 
of  the  parties  thought  that  the  benefit  of  trying  the  point  of 
law  was  lost  to  them  in  England,  I  have  thought  it  my  duty  to 
state  the  case  most  fully,  so  that  every  point  may  be  before 
the  parties  as  far  as  it  occurred ;  and  I  have  also  thought  it  my 
duty  not  to  withhold  any  points  of  law  so  &r  as  their  tendency 
and  meaning  might  bear  directiy  on  the  light  in  which  you  are 
to  consider  the  evidence.    Tou  must,  with  your  intelligence, 
perceive  that  the  decision  of  the  questions  in  the  cause  depends 
very  littie  on  the  details  of  the  evidence*  but  mainly  on  the 
general  views  you  must  take  of  the  case  in  point  of  law,  or  on 
the  general  views  you  have  as  to  the  meaning  of  the  specifica- 
tion.    But  still  the  details  of  the  evidence  must  be  anxiously 
attended  to,  in  order  to  secure  certain  and  safe  judgment. 

If  your  opinion  on  the  whole  cause  shall  be  for  the  defenders, 
it  will  be  sufficient  that  you  find  generally  for  the  defenders. 
If  your  opinion  shall  be  for  the  pursuer,  then  I  have  men- 
tioned that,  for  various  reasons,  I  shall  ask  you  to  answer 
certain  additional  questions,  and  I  am  persuaded  tiiat,  by  doing 
so,  I  shall  save  great  uncertainty  and  embarrassment,  especially 
as  in  England  some  points  were  held  to  be  law  for  the  court, 
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which  I  humbly  think  are  points  for  yon,  and,  at  all  events,  are  A.  D.  1843. 
made  by  these  issues  points  for  the  jury  trying  the  same.    The 
questions  are — 

1.  Whetiier»  by  the  description  in  the  said  specification^  the  The  qneitwm. 
patentee  did,  or  did  not^  refer  to  any  particular  form,  or  shape, 
or  mode  of  construction,  of  tiie  air  vessel  or  vessels,  or  recep- 
tftde  or  receptacles,  in  which  the  air  under  blast  is  to  be 
heated?  2.  Whetiier,  by  the  use  of  the  term  ^^ effect''  in  the 
spedfication^  the  patentee  did,  or  did  not,  state  that  the  form 
and  shape  of  the  air  vessel  or  vessels  were  immaterial  for 
the  purpose  of  heating  the  air  in  such  air  vessel  or  vessels  ? 
3.  Whetiier  the  terms  of  the  specification  respecting  the  air 
vessels  or  receptacles,  and  the  size  and  numbers  tiiereof,  are,  or 
are  not,  such  as  to  mislead  persons  acquainted  with  the  process 
of  heating  air^  so  as  to  direct  and  cause  them  to  construct  the 
vessels  in  a  form  or  manner  contrary  to  the  ordinary  and 
necessary  rules  to  be  attended  to  in  heating  air  passed  into 
Tessels^  for  the  purpose  of  being  heated  under  the  progress  of 
die  blast  (r)? 

To  the  above  direction  in  law  of  the  Lord  Justice  Clerk  the  other  creep-    | 
oounsel  for  the  defenders  excepted  as  follows : —  '*<^* 

(2.)  In  so  £Eur  as  he  did  direct  the  jury,  that  the  patentee  did 
not  daim  as  any  part  of  this  invention,  or  profess  to  describe^ 
any  mode  of  heating  the  air  under  blast  in  a  vessel;  or  any 


(r)  Tbe  learned  judge  then  recapitulated  the  find  for  the  pursuer.     I  think  you  are  entitled  to 

evidence,  and  ga^e  the  following  directions  as  to  "^^^g^  the  whole  matter  in  your  minds. 

the  damages.  Then  there  is  another  branch  of  damage,  ris. 

The  damages. — ^The  only  other  point  that  arises  com^nsation  for  the  invasion  of  the  patent.  Now, 

oa  the  sappontioo  of  your  finding  for  the  pur-  the  iuTasion  of  a  patent  is  Just  as  much  an  iuTa- 

ner,  is  the  question  of  damages.     Damages  are  sion  of  a  man's  rights  as  if  you  were  to  make  an 

daimed  of  two  kinds.    You  are  aware  that  the  inroad  upon  a  man's  house,  or  as  if  you  were  to 

mount  of  tbe  daaoage  arises  in  regard  to,  and  is  trespass  on  his  property,    it  is  an  injury  done  to 

of  ooone  inrolred  in  the  consideration  of  Uiis  first  him,  and  therefore  ne  is  entitled  to  compensation* 

im.    The  amount  of  damage  you  may  give  ac.  — _ 

oordinr  to  the  circumstances  proved.     I  must  The  jury  found  as  follows  :  "  That  in  respect 

own  that  I  think  tbe  damages  should  bare  been  of  the  matters  proven  before  them,  they  fina  for 

nnch  more  satisfactorily  proved,  if  it  was  to  be  the  pursuer  on  all  the  issues ;  and  further  find, 

proved  in  pounds,  shilliags,  and  pence,  in  regard  that  by  tbe  description  in  the  said  specification, 

to  this  colliery.     But  still  there  is  no  contradic-  the  patentee  did  not  refer  to  any  particular  form, 

tory  evidence.    The  saving  spoken  of,  viz.  ^2  2s,  or  shape,  or  mode  of  constructing  the  air  vessel  or 

per  toD,  is  not  contradicted.    The  answer  that  vessels,  or  receptacle  or  receptacles,  in  which  the 

VIS  put  was  this — ^be  it  that  the  manufacture  was  air  under  blast  is  to  be  heated ;  and  further  find, 

cnducted  at  that  rate  of  saving,  still  I  have  not  that  by  the  use  of  the  term  '  effect*  in  the  sped- 

ttde  profit  on  this  whole  concern.     That  is  no  fication,  the  patentee  did  not  state  that  the  form 

eoewer  in  point  of  law ;  and  no  evidence  was  and  shape  of  the  air  vessel  or  vessels  were  imma- 

teodered  to  show  that  the  saving  was  overrated,  terial  for  the  purpose  of  heating  the  air  in  such 

^^Mier  that  saving  comes  to  £3400,  as  calcu-  vessel  or  vessels ;  and  further  find,  that  the  terms 

leted,  it  is  for  you  to  say.    I  am  bound  to  tell  of  the  specification  respecting  the  air  vessels  or 

70a  m  point  of  law,  that  the  pursuer  is  entitled  to  receptacles,  and  the  size  and  number  thereof,  are 

daim  tne  benefit  arising  out  of  the  saving  made  not  such  as  to  mislead  persons  acquainted  with 

h  \at  apparatus.    But  it  is  said,  it  does  not  fol-  the  process  of  heating  air,  so  as  to  direct  and 

low  that  he  is  entitled  to  obtain  in  law  the  whole  cause  them  to  construct  the  vessels  in  a  form  or 


of  that  iaTing,  because  the  defenders  tell  you  the  manner  contrary  to  the  ordinary  and  necessary 

wiety  of  circumstances  under  which  these  works  rules  to  be  attended* 

^fxt  carried  on.     It  is  impossible  to  take  it  as  a  vessels  for  the  purp 

legal  estimate,  from  which  you  are  not  to  depart  progress  of  the  bl 

la  deliberating  on  the  claim,  assuming  that  you  mages  at  £3000." 
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In  the  Hou9§  itf  particular  form  or  dimensious  of  the  vessel  or  vessels  to  be  em- 
^^'^'  ployed  for  that  purpose.     (3.)  In  so  far  as,  upon  such  new  of 

the  extent  and  nature  of  the  patentee's  claim,  he  did  direct  the 
jury,  in  point  of  law,  that  the  said  patent  was  valid,  and  did  not 
direct  the  jury,  in  point  of  law,  that  the  patent  was  invalid. 
(4.)  In  so  far  as  he  did  not  direct  the  jury,  in  point  of  law,  that 
the  specification,  by  not  giving  a  particular  description  of  the 
nature  of  the  said  invention,  and  in  what  manner  the  same  was 
to  be  performed,  was  insufficient,  and  did  not  comply  with  the 
condition  on  which  the  patent  was  granted.    (5.)  In  so  far  as 
he  directed  the  jury,  that  it  was  a  question  on  the  intelligibility 
of  the  patent,  and  for  them,  whether  the  specification  contains 
a  special,  limited,  and  restricted  description,  by  which  the  in- 
ventor so   described  one  sort  of  apparatus,  that  he  cannot 
maintain  that  his  patent  is  one  which  applies  to  all  varieties  in 
the  apparatus  which  may  be  employed  in  the  heating  of  air 
while  under  blast,  and  did  leave  that  question  on  the  evidence 
to  the  jury;  and  did  not  direct  that  the  meaning  of  the  specifi- 
cation, on  a  matter  not  involving  words  of  art,  is  matter  of  law 
for  direction  by  the  court.     (6.)  In  so  far  as  he  did  not  direct 
the  jury,  that  on  the  construction  of  the  patent  and  specifiot- 
tion,  the  patentee  cannot  claim  or  maintain  that  his  patent  is 
one  which  applies  to  all  varieties  in  the  apparatus  which  may 
be  employed  in  heating  air  while  under  blast,  but  was  limited  to 
a  particular  apparatus  described  in  the  specification.     (70  In  so 
far  as  he  directed  the  jury,  that  the  sense  of  the  term  ^'effect" 
in  working  on  this  specification,  was  a  question  upon  the  eri- 
dence  for  them,  and  not  matter  of  law  for  direction  by  the 
court.     (8.)  In  so  far  as  he  did  not  direct  the  jury,  that  the 
term  ^^  effect,'^  as  employed  in  the  specification,  meant  heating 
the  air  while  under  blast,  and  increase  of  heat  in  the  furnace. 
(9.)  In  so  far  as  he  directed  the  jury,  that  if  they  were  of 
opinion  that  the  patentee  had  not  limited  himself  in  his  specifi- 
cation to  any  particular  description  of  vessel  or   apparatus, 
variances  in  the  modes  or  kinds  of  apparatus  ^re  of  no  moment, 
provided  that,  in  the  processes  referred  to  (the  use  of  fiires, 
forges,  and  furnaces),  the  object  of  the  particular  contrivance  or 
apparatus  is  to  heat  the  air  under  blast  at  the  same  stage  of 
the  process,  viz.  between  the  blowing  apparatus  and  the  fur- 
nace,  and  to  throw  it   so   heated   into    the  furnace,  to  the 
effect  of  this  improved  application  of  air  for  that  purpose. 
(10.)  In  so  far  as  the  said  Lord  Justice  Clerk  directed  the 
jury,  in  point  of  law,  that  it  was  no  objection  to  the  validity 
of  such  a  patent,  that  it  included  every  mode  of  applying  the 
principle  or  agent  so  as  to  produce  the  specified  result,  sJthough 
one  mode  may  not  be  described  more  than  another — although 
one  mode  may  be  infinitely  better  than   another — although 
much  greater  benefit  would  result  from  the  application  of  the 
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principle  by  one  method  than  by  another— -although  one  me-  A.D.  1849. 
tbod  may  be  much  less  expensive  than  another ;  and  that  this 
generality  of  claim,  that  is,  for  all  modes  of  applying  the  prin- 
ciple to  the  purpose  specified,  according  to  or  within  a  general 
statement  of  the  object  to  be  obtained,  and  of  the  use  to  be 
made  of  the  agent  to  be  so  applied,  was  no  objection  whatever 
to  the  patent.  (11.)  In  so  far  as  the  Lord  Justice  Clerk 
directed  the  jury,  in  point  of  law,  that  the  proof  of  prior  use  of 
the  patent  invention  must  not  only  be — 1.  Public,  but — 2.  Must 
ha?e  been  continued,  not  abandoned;  and — 3.  Must  have 
continued  to  the  time  when  the  patent  was  granted,  not  to  the 
very  exact  period,  but  that  it  must  have  been  known  and  used 
as  a  useful  thing  at  the  time.  (12.)  In  so  far  as  the  Lord 
Justice  Clerk  directed  the  jury,  in  point  of  law,  that  for  the 
object  and  purpose  of  the  patent  the  specification  is  not  defec- 
tive, so  far  as  it  does  not  state  how,  or  in  what  manner,  the  mouth 
of  the  furnace  was  to  be  guarded,  and  that  the  patentee  was 
not  bound  to  do  so.  (13.)  In  so  far  as  the  said  Lord  Justice 
Clerk  did  not  direct  the  jury,  in  point  of  law,  that  for  the 
object  and  purpose  of  the  patent  the  specification  was  defec- 
tive, in  so  far  as  it  did  not  state  how,  or  in  what  manner,  the 
end  of  the  pipe  conducting  the  heated  air  into  the  furnace  was 
to  be  protected  against  the  effects  of  the  intensity  of  the  heat^ 
and  that  the  patentee  was  bound  to  do  so  («)• 


The  Attorney  General  (  Sir  F.  Pollock)^  the  Lord  Advocate  Argument  on 
(D.M'NeUl),  mdKelly,  for  the  appeUants.  As  to  the  first  excep-  ^'^*"«/''"~- 
tion  (/)•  Under  the  issues  and  averment  on  the  record  of  user, 
it  was  competent  to  the  defenders  to  have  gone  into  the  whole 
question  of  the  originality  of  the  invention.  The  defenders 
proposed  to  show  the  prior  use  of  hot  air  at  Irvine  and  other 
places.  Prior  use  intimates  prior  knowledge,  and  shows  prior 
invention.  The  relevancy  of  the  rejected  evidence  cannot  be 
disputed.  [Rutherford:  The  evidence  was  rejected  on  the 
ground  of  there  not  being  sufficient  notice.]  [Lord  Campbell: 
The  question  was  whether,  according  to  the  mode  of  proceeding 
in  Scotland^  taken  in  conjunction  with  Lord  Brougham's  act,  it 
vas  competent  to  give  evidence  of  that  particular  case  on  that 
particular  occasion.  The  relevancy,  of  course,  was  assumed  in 
taking  the  objection.]  [Lord  Brougham:  Tou  contend  that 
place  and  time  ought  to  have  been  given,  that  you  might  be 
prepared  to  meet  it]     An  issue  having  been  granted  to  try  the 


(i)  The  exceptions  tendered  in  this  case  vrere  Bronfham's  act  did  not  apply  to  the  system  of 

*^ued  bAire  the  jadge  of  the  Second  DiTision  pleadings  in  Scotland,  has  been  already  given, 

of  the  Conn  of  Session,  and  overruled.     The  anU  552.     The  judgments  are  printed  at  length 

uhstance  of  these  judgments,  with  reference  to  in  the  appendix  to  the  case. 

^  fint  exception,  and  the  decision  that  Lord  (I)  S^  the  exception,  anU  676. 
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in^  Houu  tf  question  of  prior  use,  the  statement  that  the  invention  had  been 
used  in  Scotland  and  England  was  quite  sufficient;  it  was  com- 
petent for  the  other  party  to  have  objected  to  the  issue,  or 
to  have  required  more  specification.  [Liord  CampbeU:  Some 
places  are  specified (^)«]  Some  places  in  England;  and  the 
allegation  is,  that  the  inrention  was  known  and  practised  botli 
in  England  and  Scotland ;  an  objection  caimot  be  taken  to  tibe 
sufficiency  of  the  statement  after  an  issue  has  been  granted  («). 
The  question  is,  what  degree  of  particularity  is  required  to 
satisfy  the  enactments  of  the  Judicature  Act  and  the  Act  ai 
Sederunt;  a  particular  of  person,  time,  and  place,  has  never  been 
required  (x).  The  evidence  in  this  case  was  not  rejected  on  the 
ground  of  the  insufficiency  of  the  general  averment  but  because 
that  the  general  averment  being  followed  out  by  specific  in- 
stances, the  party  was  misled  into  the  belief  that  only  those 
specific  instances  were  to  be  adduced  in  evidence*  The 
learned  judge  at  the  trial  said  the  general  statement  by  itsdf 
would  have  been  sufficient,  and  the  judges  of  the  Second 
Division  of  the  Court  of  Session  adopted  this  opinion.  If 
the  general  statement  were  sufficient  of  itself,  the  particular 
instances  in  England  cannot  limit  it  at  all  events  with  regard  to 
Scotland.  Hie  question  therefore  is  simply,  whether  the  party 
was  taken  unawares  by  the  attempt  to  prove  some  use  in  Scot- 
land; the  record  gives  notice  of  some  use  in  Scotland.  No 
more  particularity  is  required  in  cases  of  patents  than  in  other 
cases,  unless  the  statute  5  &  6  W.  4,  c.  83,  applies  (y). 

As  to  the  11th  exception — ^The  learned  judge  divided  the  ques- 
tion of  user  into  three  classes;  it  must  be  public— continued, 
and  not  abandoned — continued  to  the  time  of  the  patent  being 
granted,  not  to  the  exact  time,  but  known  and  used  as  a  useful 
thing  at  the  time  {z).  What  is  meant  by  the  exact  time  ?  What 
period  of  cessation  would  be  sufficient  to  give  a  fresh  right? 
[Lord  Lyndhursti  L.  C. :  I  have  always  understood  the  rule  in 
England  to  be  this,  that  if  a  man  invents  a  thing  and  uses  it, 
and  it  is  publicly  communicated,  if  he  discontinues  the  use  of  it, 
still  that  prevents  another  person  from  taking  out  a  patent.] 
According  to  the  above  direction,  however  public  the  use,  and 
however  long  continued,  if  it  be  not  continued  down  to  the 
time  of  the  patent,  such  prior  use  will  not  invalidate  a  subse- 
quent patent  for  the  same  invention.    The  learned  judge   by 


(t)  See  the  statement,  anU  675.  und  Company,  5  W.  &  Sh.  Ap.  C.  465 ;  GiUmt  t. 

(u)  See  the  decision  of  the  Court  of  Ex-  Mackin^iatf,  &  W.&  Sh.  Ap.  C.  472,  as  sbowiag^ 

chequer,  anU  370,  in  the  analogous  case  of  the  the  kind  of  averments  in  other  cases.     Also  tbe 

notice  of  objections  under  the  statute.  case  of  RusmU  v.  Criekum,  16  Sh.  &  D,  1 157  ;   as 

(x)  See   the    enactments  cited,  ante  674-5.  to  which,  see  per  Lord  Moncrirff,  ante  582. 

The  following  cases  were  referred  to :    WiUouy,  (y)  See  the  section,  ante  260,  n.  s.     Th«ir 

Beveridge,  10  S.  &  D.  110;  Rutherford  v.  Car-  lordships  intimated  an  opinion,  that  this  section 

ruthen,  1  S.  &  D.  1 109,  N.  S. ;  DabrUl  y,  Exaru  did  not  apply  to  the  Scotch  proceedings. 

0/  Queembury,  4  Murray,  14 ;  McDonald  v.  Uackie  (s)  See  ante  691. 


THE   H0U8BHILL   COMPANY   V.   N^ILSON.  7^1 

this  direction  entirely  withdrew  from  the  jury  the  consideration  A.D.  1843. 
low  far  the  facts  proved  went  to  show  that  Mr.  Neilson  was  not 
the  original  inventor. 

As  to  the  2nd9  Srd,  and  4th  exceptions — ^The  title  ^ves 
no  idea  in  what  the  improved  application  consists,  whether 
in  a  particular  treatment  of  the  air  to  make  it  more  suitable, 
or  in  the  introduction  of  the  air  at  any  particular  place,  or 
under  any  particular  circumstances.  It  might  be  either  in 
heating  or  in  cooling  the  air,  or  in  rendering  it  more  dry 
or  more  damp,  or  introducing  it  more  rapidly  or  more  slowly, 
or  by  diverse  currents.  The  specification  declares  the  inven- 
tion to  consist,  in  applying  air  to  furnaces  in  the  manner 
described.  The  specification  tells  you  to  go  through  a  certain 
process,  and  a  beneficial  result  will  follow.  That  is  a  descrip- 
tion of  a  mode  of  heating  air  in  order  that  it  may  be  delivered 
hot  into  the  furnace.  The  specification  does  not  say, — ^hot  air 
delivered  into  the  furnace  is  better  than  cold  air — ^heat  the  air 
as  you  please,  and  deliver  it  hot,  and  you  will  have  benefit;  but 
it  says,  do  these  things  which  I  have  described.  The  learned 
judge  says,  that  the  patentee  does  not  claim  the  mode  or  man* 
ner  of  heating ;  that  this  is  no  part  of  his  claim  (a).  The  speci- 
fication declares  the  mode  in  which  you  are  to  heat  the  air :  the 
form,  shape,  dimensions  and  numbers  of  the  vessels  are  not 
claimed  or  intended  to  be  prescribed  (i).  The  learned  judge 
irithdrew  from  the  jury  any  question  of  substantial  agreement 
between  the  alleged  infringement  and  the  process  of  the 
patentee,  by  laying  it  down  as  matter  of  law,  that  the  invention 
was  merely  for  heating  air  in  transitu  between  the  bellows  and 
the  furnace;  and  if  therefore,  in  any  way  whatever,  the  de- 
fenders have  done  this,  they  have  infringed  the  patent;  this 
direction  excluded  comparison  between  the  machinery  employed 
in  the  two  cases ;  and  then,  if  it  be  said  that  the  patent  is  merely 
for  applying  hot  ur  instead  of  cold — ^that  hot  air  is  better  than 
cold,  the  patent  is  simply  for  a  principle,  and  cannot  be  main- 
tained. [Lord  Campbell:  What  issue  have  you  on  this  record  The  issue  as  to 
to  raise  the  question  of  the  patent  being  for  a  principle  ?]  ^J^^jJ^^g  |i^ 
Under  the  first  issue.  [Lord  Campbell:  That  clearly  admits  validity  of  the 
that  there  is  a  valid  patent]  If  the  patent  is,  as  has  been  sug-  P**®"** 
gested,  for  a  certain  machine,  namely,  a  vessel  for  heating  the 
vt  between  the  blowing  apparatus  and  the  furnace,  then  the 
dvection  pointed  out  in  the  2nd  exception  was  wrong.  [Lord 
Om^bett:  You  might  have  pleaded  that  it  was  a  patent  for  a 
pnnciple,  and  not  for  any  particular  mode  of  applying  a  prin- 
ciple.   There  was  no  issue  for  the  direction  of  the  judge  upon 
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In  tht  House  rf  that  point.]     The  learned  judge  treated  the  patent  as  if  it  were 
^'^*"'  for  a  principle,  and  because  it  was  a  patent  for  a  principle,  k 

decided  that    every  possible  way  of  doing  the  thing  must  be 
treated  as  matter  of  law,  not  of  fact,  with  reference  to  the  in- 
fringement of  the  patent.    The  withdrawing  that  from  the  jury 
was  a  misdirection  in  point  of  law. 
Arg^mintfnr        The  Solicitor  General  (Sir  W.  W.  FoUett),  and  Ruiherfwd^hx 
*"•  '•«'P"~'««'«-  the  respondents.    The  question  in  this  case  on  the  first  excep- 
tion is  of  great  importance  as  a  matter  of  Scotch  pleading. 
Upon  an  issue  framed  as  the  present,  it  was  not  competent  on 
tiie  part  of  the  defenders  to  offer  distinct  facts  and  circum- 
stances relating  to  the  prior  use  of  that  invention,  unless  they 
had  averred   them  upon  the  record;    the    defenders  baring 
averred  certain  facts  and  circumstances  are  not  at  liberty  to 
give  evidence  of  other  facts  and  circumstances.     By  the  statute, 
the  parties  are  to  give  in  the  one  the  condescendence,  the  other 
the  answer;  setting  out  without  argument  the  facts  which  they 
aver  and  offer  to  prove  in  support  of  the  summons  and  defences. 
According  to  the  course  of  practice  in  Scotland  the  record  is  to  be 
looked  at,  and  the  party  is  not  to  be  allowed  to  travel  out  of  the 
record  or  to  go  into  other  facts  and  statements.  The  judges  of  the 
Court  of  Session,  well  acquainted  with  the  practice  of  the  Uv 
in  Scotland,  have  decided  imanimously,  that  according  to  that 
practice  it  is  necessary  in  such  a  case  as  the  present  that  die 
prior  use  at  particular  places,  and  by  particular  persons,  should 
be  so  stated,  that  the  pursuer  may  be  able  to  meet  distinctly  tlie 
particular  use  in  which  his   invention  is   said  to   be  traced. 
There  was  not  a  sufficient  statement  on  this  record  to  prevent 
surprise.     If  the  general  statement  of  user  in  England  and 
Scotland  be  sufficient,  why  are  any  specific  places  added?    If  a 
party  will  not  comply  with  the  plain  and  well-understood  coarse 
of  practice,  he  can  make  no  pretence  of  having  sustained  hard- 
ship.    It  has  been  said,  that  under  an  issue  of  prior  use,  a  party 
would  be  at  liberty  to  prove  prior  use  any  where,  without  any 
special  averment  as  to  time  and  place.    This  doctrine  cannot  be 
maintained,  and  was  never  raised  in  the  court  below;  but  that 
is  not  the  issue.    When  particular  proof  is  offered  of  the  use 
in  any  particular  place,  or  under  any  particular  circumstances, 
the  record  is  to  be  looked  at,  to  see  whether  the  party  has  given 
such  notice  as  the  practice  of  pleading  in  the  Scotch  court 
requires.    The  record  is  in  the  hands  of  the  court  for  that 
purpose,  and  is  to  be  looked  to  as  a  specification  of  what  is 
intended  to  be  proved  on  either  side,  of  the  grounds  and  cir- 
cumstances intended  to  be  offered  in  support  of  the  case. 
Under  the  general  averment  of  prior  use,  any  thing  that  falls 
within  that  issue  may  be  proved;  but  when  the  record  is  looked 
to,  that  general  issue  is  limited  by  the  special  averments  there 
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stated.    It  could  not  be  incumbent  on  the  pursuers  to  watch  A.D.  1843. 
the  pleadings  of  their  opponents,  and  to  give  them  notice  that 
they  were  not  sufficiently  specific.     The  defenders  would  have 
given  no  instances  if  they  had  not  felt  that  the  act  of  parliament 
required  it;  and  then  to   these  particular  instances  they  add 
^neral  words.    The  statute  does  not  require  the  names  of  the 
witnesses  or  the  evidence  to  be  given,  but  the  facts  and  circum- 
stances intended  to  be  proved  must  be  averred.    What  are  the 
foots  and  circumstances  averred  when  you  allege  prior  use  in 
England  and  Scotland?     If  you  must  go  fmrther  and  state  par- 
ticular circumstances  of  prior  use,  if  you  do  not  mean  to  stand 
by  those  and  those  only,  you-  are  misleading  the  party,  because 
you  are  drawing  his  attention  to  these  particular  averments  in 
fhe  case  he  is  to  meet,  and  you  are  leaving  in  a  general  aver- 
ment, as  to  which  you  have  ^ven  no  notice  and  no  intimation. 
Tou  are  misleading  a  party  by  pretending  to  give  special  infor- 
mation of  a  case  which  it  is  not  your  intention  to  make  out. 
In  all  the  instances  given  the  pursuers  were  enabled  to  meet 
the  evidence  of  the  defenders,  and  the  only  point  objected  in 
die  course  of  that  investigation  was  this,  that  they  were  not 
allowed  under    the    general  averment    containing  the  words 
^  among  others,*  to  go  into  proof  of  the  case  at  Irvine.    Their 
lordships  of  the  Second  Division  having  expressed  their  opinion 
that  Lord  Brougham's  act  did  not  apply,  and  that  the  closed 
record,  and  the  averments  upon  which  the  parties  agreed  to 
dose,  and  of  course  to  foreclose  themselves  as  to  all  other 
averments  of  &ct,  place  their  judgment  upon  the  fact,  that  the 
pnrsucr  would  have  been  misled  by  the  record,  since  he  cotdd 
never  have  expected  any  proof  against  the  invention  from  the 
examination  of  a  smith  at  Irvine.    The  record  led  him  to  ex- 
pect the  proof  of  a  different  state  of  facts.     No  assistance  can 
be  derived   from  the  cases  upon  Lord  Brougham's  act;  the 
words  of  the  Judicature  Act  are  explicit;  it  is  not  enough  to  state 
ibc  ground  of  defence,  which  here  is  prior  use,  but  there  must 
be  facts  and  circumstances  stated,  by  which   that  ground   of 
defence,  or  the  cause  of  action,  is  to  be  maintained.     The 
learned  judge  did  not  state  at  the  trial  that  the  general  aver- 
ment of  prior  use  would  have  been  sufficient — ^he  states  on  this 
point  as  follows:  ^The  beauty  of  the  Scotch  system  is,   that 
without  disclosing  what  is  properly  called  evidence,  you  must 
at  least  state  the  line  of  defence,  and  the  main  facts  and  points 
in  the  inquiry  on  which  you  rest,  so  that  the  other  party  shall 
be  fully  able  previously  to  investigate  the  case  and  be  prepared 
for  it.    I  am  now  asked  to  relax  that  system,  and  without  a 
i^aaon,  for  this  is  clear,  that  the  facts  to  which  this  man  from 
Inrine  is  to  speak,  might  with  perfect  ease  have  been  stated 
on  record  as  much  as  the  alleged  use  of  hot  blast  at  Bradley.^' 
The  unanimous  judgment  of  the  Second  Division  of  the  Court 
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In  iheHamof  of  Sessnon  is  fiilly  supported  by  all  the  cases  (e),  and  it  most  be 
^^^'  taken  to  be  oondosively  settled,  that  you  must  look  to  the  con- 

descendence, and  you  will  not  find  sufficient  notice  as  to  piior 
use,  which  will  entitle  the  party  to  found  upon  it 

As  to  the  11th  exception — ^The  learned  Chief  Justice  Qerkii 
not  speaking  of  a  prior  use  in  the  ordinary  sense  oi  the  tenn> 
that  is,  of  an  article  openly  made,  sold,  and  implied,  but  he  is 
speaking  of  experiments  which  hSled  and  were  abandoned  prior 
to  the  date  of  the  patent    The  witnesses  proved  that  at  the 
works  at  Bradley  certain  experiments  were  made,  and  an  appa- 
ratus constructed,  which,  looking  generally  at  the  character  of 
the  apparatus*  might  be  characterized  as  one  extremely  sinukr 
to  the  one  for  which  Mr.  Neilson's  patent  is  granted.    Some 
time  before  1808  (the  date  of  the  death  of  the  proprietor,  Mr. 
Wilkinson),  according  to  the  statement  of  four  witnesses,  be- 
tween the  blowing  apparatus  and  the  furnace  was  placed  an  old 
blowing  cylinder;  into  this  cylinder  the  air  was  passed  between 
the  blowing  apparatus  and  the  furnace,  and  the  cylinder  into 
which  the  air  was  thus  thrown  was  exposed  to  heat     That  ex- 
periment was  made  before  1808 ;  it  continued  a  short  time»  and 
was  given  up  as  wholly  useless,  though  some  of  the  witnesses 
say  it  produced  a  certain  result  in  the  smelting  of  iron.    Here, 
then^  was  an  experiment  at  the  Bradley  Works  about  forty  years 
ago,  continued  for  not  more  than  three  months,  when  it  failed 
and  was  abandoned ;  the  witnesses  say  that  they  neyer  heated 
air  afterwards,  that  they  were  satisfied  it  would  not  do;  the 
pipes  and  furnace  stood  up  for  two  or  three  years,  and  cold  blast 
Eiperiment  can  was   worked  through  it.     [Lord  Brougham:   What  does  the 
The  tett*b*S«B  1®*™®^  judge  mean  by  saying,  •*  If  the  experiment  continaed 
the  inveDtaoD     down  to  the  time,  or  about  the  time,"  if  it  is  a  mere  experi- 
perfected?        ment?     If  it  rests  in  experiment,  is  it  less  an  experiment,  pro- 
vided it  is  never  completed  and  matured  into  an  invention, 
though  it  is  continued  down  to  the  very  date  of  the  patent?] 
[Lord  Campbell :  The  test  would  be,  was  it  perfected  or  not 
perfected  ?  Was  it  an  invention  or  no  invention  ?]     The  state- 
ment of  the  learned  judge  to  the  jury  is  not  as  stated  in  the 
11th  exception;  he  told  the  jury,  almost  in  the  very  words  of 
Mr.  Justice  Patteson  and  Lord  Chief  Justice  Tlndal,  that  if  a 
party  is  relying  on  experiments,  and  experiments  abandoned, 
and  that  if  those  experiments  are  abandoned  prior  to  the  patent, 
they  are  no  answer  to  the  patent ;  the  evidence  applied  only  to 
experiment,  and  to  that  done  the  observations  of  the  learned 
judge  are  addressed.    The  machine  which  is  to  vitiate  a  subse- 
quent patent  must  be  made  public,  and  given  to  the  public;  and 


(c)  The  caseB  of  Wilion  ▼.  Beveridge,  10  Sh.  from  the  present ;  and  the  owe,  Gfe  t.  BaUtm, 
&  D.  110;  Rutherford  v.  CamUhers,  1  Sh.  &  D.  10  Sh.  &  D.  710,  was  relied  on  as  concliiiiT«« 
1109»  N.S.,  were  referred  to  and  distinguished      the  question  on  the  Ist  exoeption. 
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the  learned  judge  said^  that  the  existence  of  a  machine,  if  not  a.d.  1843. 
made  public,  is  no  answer.    That  was  precisely  the  doctrine 
kid  down  in  Morgan  v.  Seaward  (d).  [Lord  Campbell:  That  case 
was  well  decided ;  one  of  the  machines  made  at  the  manufactory 
in  Londoh  had  been  sent  to  the  Mediterranean.]     The  learned 
Chief  Justice  Clerk  did  not  direct  the  jury  in  the  manner  stated 
in  the  1 1  th  exception ;  that  exception  misstates  the  charge.    The 
whole  charge  must  be  looked  to  for  the  purpose  of  ascertaining 
the  general  effect  of  the  direction.  There  is  no  allegation  of  prior 
use  except  as  to  the  novelty  of  the  invention.  There  was  no  sug- 
gestion that  Neilson  had  borrowed  it  from  the  Bradley  Works, 
or  that  he  had  ever  heard  of  the  experiment.    The  whole  preju- 
dice of  the  iron  masters  was  against  it,  so  much  so,  that  in  some 
cases  they  had  adopted  means  to  cool  the  air,  founded  on  the 
observation  that  the  furnaces  worked  best  in  the  depth  of  winter. 
The  question  of  prior  use  does  not  arise  on  this  record;  at  all 
events  it  can  only  arise  in  two  ways — either  under  the  words  of 
the  statute,  which  says,  that  letters  patent  shall  only  be  granted 
for  that  which  others  at  the  time  of  making  such  letters  patent 
shall  not  use;  or  as  destroying  the  character  of  inventor,  if  it 
be  shown  that  the  invention  has  been  used  at  a  prior  time. 
The  question  of  prior  use  is  not  raised  on  the  record,  and  the 
charge  cannot  be  found  fault  with  in  respect  of  this,  for  there 
was  no  suggestion  of  any  use  at  the  time  the  patent  was 
granted  («)•     [Lord  Campbell:  This  being  a  court  of  appeal^  we 
can  only  look  at  the  record,  and  we  must  see  whether  there  has 
been  a  misdirection  upon  some  issue  he  was  trying,  and  that 
upon  some  question  put  to  the  jury,  they  have,  or  may  have^ 
improperly  answered  by  reason  of  the  misdirection.     The  issue 
is,  whether  the  invention  is  not  the  original  invention  of  the 
pursuer,  and  it  is  only  to  that  issue  that  the  misdirection,  sup- 
posing it  to  be  one,  can  apply.]    If  the  whole  charge  be  looked 
to,  it  is  perfectiy  clear  that  tiie  learned  judge  was  speaking  ex- 
dnsively  of  the  proceedings  at  Bradley,  and  of  the  experiments 
and  trials  there.    That  cannot  be  said  in  any  sense  to  have  been 
a  completed  operation,  or  to  have  been  treated  by  the  party  as 
a  perfected  and  completed 'discovery.    The  proof  amounts  to 
an  experiment,  and  to  nothing  but  an  experiment  and  trial  that 
had  not  been  successful,  and  was  abandoned  soon  after  it  was 
instituted,  and  not  kept  on  foot  to  the  time.     [Lord  Brougham: 
I  do  not  see  how  any  experiment  ever  can  vitiate  a  patent  to 
whatever  time  it  is  continued.    Let  the  experiments  go  on  to 
the  end  of  his  life,  the  patent  goes  on  at  the  same  time.]    That 


{i)  AnU  194.    The  following  cases  were  cited  anU  508  &  519;  Galloway  v.  Bleaden,  mnU  525 ; 

OD  the  part  of  the  respondents  with  reference  to  and  Carpenter  ▼.  Smith,  ante  542. 

the  question  of  the  user,  which  would  vitiate  sub-  («^  See  the  obsenrations  of  the  Lord  Justice 

Be<)nent  letters  patent :  Jonet  v.  Peane,  ante  124 ;  Clerk  in  the  summing  up,  ante  689. 
iswii  ▼•  Marling,  ante  496;   CemitK  v.  Keene, 
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In  the  Hotueqf  which  was  done  at  the  Bradley  Works  was  an  experiment  so  £ir 
^'^'  as  Mr.  Wilkinson  was  concerned ;  he  had  not  attained  any  suc- 

cessful result.    The  law  of  the  learned  judge,  if  it  influenced  the 
jury  at  all,  must  have  influenced  them  against  the  pursiuers,  and 
in  favour  of  the  defenders,  because  it  amounts  to  a  direction, 
that  the  patent  is  not  good  if  experiments  at  the  time  of  grant- 
ing the  letters  patent  shall  have  been  in  progress,  prodadng  a 
similar  result,  or  in  which  an  apparatus  was  used  of  the  dia- 
racter  described  in  the  patent ;  that  may  be  bad  law,  but  no 
party  can  take  advantage  of  it  by  a  bill  of  exception,  unless  6a 
direction  be  against  his  adversary  and  in  favour  of  himsdf. 
The  direction  given  must  be  taken  to  have  reference  to  what 
took  place  at  Bradley;  that  is  the  only  user  relied  on  to  invali- 
date the  title  of  the  patentee.     Suppose  the  learned  judge  to 
have  said,  I  think  the  patent  is  bad  if  that  experiment  was  con- 
tinued down  to  the  date  of  obtaining  the  letters  patent:  an 
objection  might  have  been  taken  to  that  on  the  part  of  the 
pursuers,  but  the  defenders  cannot  object  that  it  was  some- 
thing to  influence  the  jury  against  them.     It  is  clearly  settled, 
that  if  a  judge  state  that  which  is  not  law,  that  would  be  no 
ground  for  exception,  so  as  to  set  aside  the  trial,  unless  it  might 
mislead  the  jury  upon  the  issue  joined  on  the  record.     [Lord 
Lyndhurstf  L.C. :  If  the  learned  judge  was  speaking  of  experi- 
ment, it  is  quite  clear  that  the  defenders  cannot  be  prejudiced 
by  what  he  says  of  these  experiments  being  continued  down  to 
the  time  of  the  patent.      Suppose  the  cylinder  spoken  of  at 
Bradley  to  be  used  now,  would  it  not  be  heating  air  in  a  sepa- 
rate vessel,  and,  according  to  the  judgment  of  the  Court  of 
Exchequer,  an  infringement  of  the  patent;  and  if  an  infringe- 
ment, is  it  not  prior  use  ?]     The  question  is,  whether  by  a  use 
at  Bradley  of  a  few  weeks,  confined  to  those  works,  it  loses  the 
character  of  an  experiment,  and  becomes  a  public  use  of  a 
perfected  invention?     There  is  no  announcement  or  publica- 
tion to  the  world  of  the  discovery;  it  begins  and  ends  in  ex- 
periment, and  is  abandoned  as  useless.     The  only  ground  of 
public  use  is,  that  there  were  many  work-people  employed;  but 
witnesses  well  acquainted  with  Mr.  Wilkinson  prove  that  they 
never  heard  it  mentioned,  and  the  whole  iron  trade  were  so 
ignorant  of  it,  that  instead  of  heating,  they  took  precautions 
for  cooling  the  air. 
The  reply.  The  Lord  Advocate  in  reply.     In  arguing  the  first  exception 

it  may  be  assumed,  that  evidence  of  the  use  of  the  very  same 
invention  was  rejected,  on  the  ground  that  the  fitct  so  tendered 
had  not  been  sufficiently  stated  on  the  record.  The  issue, 
whether  Mr.  Neilson  was  the  original  inventor,  taken  by  itself, 
admits  of  every  latitude,  but  the  party  is  said  to  be  precluded 
by  the  record.  A  party  may  be  narrowed  in  his  proof  in  two 
ways ;  the  issue  itself  may  be  a  limited  one^  or  the  issue  being 
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general,  he  may  not  be  able  to  go  into  every  matter  under  that  A.D.  1843. 
issue  if  in  the  condescendence  or  answer  he  has  not  stated  the 
matter  at  all;  but  here  it  is  distinctly  stated  that  the  invention 
was  used  at  other  places  as  well  as  those  named;  there  is 
nothing,  therefore,  to  limit  the  party  from  going  into  these.  It 
has  not  been  stated  on  the  part  of  the  respondents  what  degree 
of  particularity  as  to  names  and  places  is  required.  In  the  case 
of  Gye  V.  Hallattty  which  has  been  relied  on,  evidence  was  taken 
of  which  there  was  no  specific  notice  upon  the  record ;  a  new 
trial  was  applied  for  on  the  ground  of  surprise ;  there  was  no 
exception  to  the  admissibility  of  the  evidence.  The  notice 
under  Lord  Brougham's  act  was  given,  not  because  the  de- 
fenders thought  the  record  insufficient,  but  because  it  was 
thought  that  the  statute  might  be  held  to  apply  to  Scotland, 
and  that  such  notice  was  incumbent  on  the  pursuers.  It  was  in- 
cumbent upon  the  pursuers  to  have  objected  to  the  generality  of 
the  averment,  and  to  have  had  it  made  more  specific;  otherwise, 
the  defenders  are  entitled  to  any  advantage  to  be  derived  from 
the  broadest  construction  which  can  be  given  to  it.  This  prin- 
ciple was  recognised  and  adopted  by  the  Court  of  Exchequer  in 
the  case  of  Neilson  v.  Harford  (f). 

As  to  the  11th  exception — ^The  learned  judge  assumes  the 
question  of  prior  use  to  be  competent  to  be  made  out,  and  then 
proceeds  to  give  two  directions  in  point  of  law  respecting  it  {ff). 
He  refers  to  the  words  of  the  letters  patent  and  not  to  the 
statute,  and  speaks  of  the  sort  or  kind  of  use  (not  the  use  by 
way  of  experiment)  the  existence  of  which  a  jury  must  find  in 
order  to  warrant  them  to  find  against  the  patentee.  The  learned 
judge  speaks  of  the  trials  of  a  regular  machine,  and  it  is  said, 
that  means  experiments  only;  but  he  meant  those  operations, 
whatever  they  are,  which  were  founded  on  as  a  proof  of  prior 
use.    The  learned  judge  was  understood  to  have  said,  that  sup- 
posing there  to  have  been  a  perfected  invention,  publicly  used 
and  known,  and  abandoned  before  the  patent  was   granted, 
the  patentee  under  those  circumstances  might  be  considered  as 
the  inventor,  provided  he  did  not  steal  it  from  the  prior  in- 
ventor ;  and  the  argument  was  maintained,  that  there  was  no 
evidence  to  connect  Mr.  NeUson  with  the  operations  at  Bradley. 
[Lord  Campbell :  In  that  case,  what  would  be  the  use  of  one  of 
the  sections  of  the  statute  referred  to  as  Lord  Brougham's  act?] 
The  question  is,  how  the  jury  did  understand  the  charge  of  the 
learned  judge,  and  it  is  impossible  that  they  can  have  under- 
stood it  in  the  way  now  suggested ;  the  judges  of  the  Second 
Division  did  not  so  understand  it.     The  learned  judge  ought 
to  have  left  it  to  the  jury  to  say,  whether  what  was  done  at 


(/)  AnU  37a  (g)  Ante  690. 
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inthtHouurf  Bradley  was  experiment  or  not;  but  passing  by  that,  he  gives 
^^'^  certain  directions  as  expressing  the  settled  law  which  could  not 

fail  to  mislead  the  jury  in  the  conclusion  to  which  they  were  tx> 
come.  The  words  of  the  charge  of  the  learned  judge,  '^  known 
and  used  as  a  useful  thing  at  the  time/'  are  altogether  objec- 
tionable, because,  if  not  known  and  used  at  the  time,  bnt 
twenty  years  ago,  the  patent  would  not  be  yalid,  and  the  cases 
adverted  to  by  the  learned  judge  give  no  countenance  to  such  a 
doctrine* 


Judgment.  Lord  Chancellor  L yndhu  rst.  My  Lords :  The  principal  ques- 

tion in  this  case  arises  out  of  the  11th  exception.    The  learned 
judge  stated  to  the  jury  what  he  considered  to  be  sufficient  evi- 
dence to  support  prior  use  so  as  to  invalidate  the  patent   The 
learned  judge  expressed  himself  in  these  terms,  ^You  will 
observe  that  it  is  settled  that  the  trials  founded  on  as  a  proof 
of  prior  use  must  have  been  public — must  have  been  contdnned, 
not  abandoned — ^must  have  continued  to  the  time  when  the 
patent  was  granted ;  I  do  not  say  to  the  very  exact  period,  bat 
it  must  have  been  known  and  used  as  a  useful  thing  at  the 
time/^    Now  the  first  question  that  arises  upon  this  charge  is, 
what  the  learned  judge  meant  by  the  word  ^' trials.*^    The  word 
^'trials,''  as  I  imderstand  it,  does  not  in  that  passage  import 
experiments  going  on  .for  the  purpose  of  concluding  or  per- 
fecting the  invention.    But  I  understand  the  word  ^^  trials  "to 
Mere  trials  and  have  been  used  in  a  different  sense.    It  could  not  have  been 
th^STcwi^*     used  in  the  former  sense  for  this  reason,  that  the  distinction 
tinaed  up  to  the  which  the  learned  judge  draws,  and  draws  with  so  much  pains 
twT  will  n<S*"  "^^  ^^  much  care,  could  not  have  applied  to  that  meaning  of  the 
vitiate  the  grant,  term  ^^  trials,''  because  if  they  were  mere  trials  and  experiments 
in  the  progress  of  the  invention,  it  was  whoUy  immaterial 
whether  they  were  continued  or  whether  they  were  abandoned, 
because  in  neither  case  could  they  have  been  made  use  of  as 
evidence  of  prior  use  for  the  purpose  of  invalidating  the  patent 
It  becomes  necessary,  therefore,  from  the  context,  to  consider 
what  it  was  that  the  learned  judge  meant  by  the  word  ^^  trials," 
and  I  think  that  sufficiently  appears  by  a  reference  to  the  former 
passage,  which  former  passage,  indeed,  is  only  separated  from 
the  passage  in  question  by  the  two  cases  to  which  the  learned 
judge  refers.     He  says,  '^  the  cases  referred  to  at  the  bar  have 
setded  that  the  use  must  be  public,  that  the  existence  and  trial 
of  regular  machines  of  the  very  same  sort,  if  abandoned,  if  not 
used  and  introduced  into  practice,  is  not  public  use  and  exercise 
thereof  in  the  kingdom.*'    Then  he  goes  on,  after  stating  the 
two  cases,  thus :  "  You  will  observe  that  it  i^  settled  that  the 
trials  founded  on  as  a  proof  of  prior  use  must  have  been  con- 
tinued, not  abandoned,  must  have  been  continued  to  the  time 
when  the  patent  was  granted.*'    He  is,  therefore,  obviously 
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speaking  of  the  same  trials  to  which  he  had  before  referred,  A.D.  1843. . 
namely^  trials  of  regular  machines  of  the  very  same  sort.  And 
he  says,  ^those  trials  of  regular  machines  of  the  very  same  sort, 
if  abandoned,  will  not  be  evidence  of  public  use;''  and  that  he 
so  meant  is  quite  obvious  also  from  the  concluding  part  of  the 
sentence,  wl^re  he  says,  ^^but  it  must  have  been  known  and 
used  as  an  useful  thing  at  the  time."  So  that  I  understand  the 
position  of  the  learned  judge  to  be  this,  that  if  the  machine  had 
been  made,  and  had  been  put  in  trial,  unless  those  trials  had 
gone  on,  and  the  machines  had  been  used  up  to  the  time  of  the 
granting  of  the  letters  patent,  it  would  not  be  evidence  of  prior 
use  so  as  to  invalidate  the  letters  patent. 

Now  I  am  obliged  to  say,  with  all  deference  to  the  learned  Prior  pobiic 
judge,  and  with  all  respect  to  the  learned  judges  of  the  Court  of  ^^®^  5^"'',^ 
Session,  that  I  think  in  that  respect  they  are  mistaken  $  and  discontiQued, 
diat  if  it  is  proved  distinctly  that  a  machine  of  the  same  kind  ]|![[{iMaeot*j^. 
was  in  existence,  and  was  in  public  use,  that  is,  if  use  or  if  trials  ten  patent, 
had^been  made  of  it  in  the  eye  and  in  the  presence  of  the  public, 
it  is  not  necessary  that  it  should  come  down  to  the  time  when 
the  patent  was  granted.    If  it  was  discontinued,  still  that  is 
sufficient  evidence  in  support  of  the  prior  use  so  as  to  invalidate 
die  letters  patent. 

It  appears  to  me  that  the  learned  judges  in  the  court  below 
were  misled  by  the  two  cases  that  were  dted  by  the  learned 
judge  who  presided  at  the  trial.  There  is  an  expression,  sup* 
posed  to  have  been  made  use  of  by  Mr.  Justice  Patteson,  at  a 
trial  at  nut  prius,  and  reported  I  think  in  Mr.  Godson's  work, 
upon  which  reliance  was  placed  (A).  Whether  that  learned 
judge  did  reaUy  make  use  of  that  expression  or  not,  I  have  no 
means  of  knowing  (i) ;  but  when  in  another  case  (k)  in  the  Court 
of  Exchequer,  a  reference  was  made  to  the  same  passage  in  the 
summing  up  of  that  learned  judge,  Mr.  Baron  Alderson,  ap- 
parentiy  witii  the  assent  of  the  rest  of  the  court,  commented 
upon  that  observation,  dissenting  from  the  position. 

Again,  my  lords,  in  the  other  case  which  has  been  referred  to,, 
which  is  also  a  fdri  prku  case,  at  which  the  Chief  Justice 
of  the  Common  Pleas  presided,  similar  expressions  are  imputed 
to  him  (/).  But  when  that  case  came  before  the  Court  of  Com- 
mon Fleas,  in  which  they  took  time  to  consider  their  judgment. 


(k)  See  in  Jomet  t.  Pitare*^  amt€  124,  which  rence  in  the  direction  of  Mr.  Juttice  Patteum, 

vti  printed  from  a  copy  of  the  diort  hand  writer*i  when  taken  in  connexion  with  the  facts  of  that 

MlM»  reoeiTed  from  a  soorce  of  undoubted  an-  case. 

tlMaticity ;  the  note  on  the  brief  of  the  learned  (t)  In  the  case  of  Carpenter  ▼.  Smith,  ante  542. 

eoiiDsel  (Lord  Campbell)  for  the  defendant  is  See  per  Lord  Ab'mger,  C.  B.,  as  to  the  jrrounds 

whstmitisny  the  tame.    The  import  in  Mr.  God-  upon  which  the  direction  of  Mr.  Justice  Patteton 

m'k  wcni  would  appear  to  be  derived  from  the  rested. 

me  authentic  souroe.    See  also  per  Lord  Camp-  (k)  In  Carpenter  v.  Smith,  ante  542. 

Ml,  pmt  716.    In  the  course  of  the  argument  the  (0  See  in  CemUh  t.  Keene,  ante  509. 
wbU  lonb  intimated  their  unqualified  concur- 
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IntheHcuteof 
Lordt. 


The  notorioQi 
UM  of  an  inven- 
tioQi  though 
discontinued, 
sufficient  to  io- 
▼alidate  subse- 
qaeot  letters 
pttenL 


and  in  which  the  learned  Chief  Justice,  afterwards  pronoanoed 
the  opinion  of  the  court,  he  did  not  state  the  position  m  diose 
terms,  but  said,  that  if  before  the  grandng  of  the  letters  patent 
the  machine  had  been  in  public  use,  that  was  prior  use  suf- 
ficient to  inyalidate  the  letters  patent,  and  it  is  not  necessary 
that  the  contrivance  or  the  machine  should  be  in  use  up  to  the 
time  of  the  letters  patent  (m)«    If  it  is  discontinued,  provided 
it  has  been  once  in  public  use,  and  the  recollection  of  it  has  not 
been  altogether  lost,  if  it  has  been  once  publicly  uaed,  it  will  be 
sufficient  to  invalidate  the  letters  patent,  although  the  use  may 
be  discontinued  at  the  time  when   the  letters  patent  weie 
granted.    I  apprehend  that  is  the  law,  and  the  known  law  apon 
the  subject  in  this  country.    I  never  heard  it  before  questioned, 
that  the  notorious  public  use  of  the  invention  before  the  grant- 
ing of  the  letters  patent,  though  it  may  have  been  discontinued, 
is  sufficient  to  invalidate  the  letters  patent 

Then,  my  lords,  the  renuuning  question  for  consideration  is 
this,  and  it  is  an  important  one,  whether  if  the  learned  judge 
laid  down  the  law  incorrectly  to  the  jury,  this  was  calculated  to 
mislead  the  jury  in  the  verdict  that  they  were  to  pronounce. 
Now  I  apprehend  that  in  this  case  it  was  eminently  calculated 
to  mislead  the  jury,  and  for  the  reasons  I  am  about  to  state. 
The  question  related  to  the  proceedings  that  had  taken  place  at 
tiie  Bradley  Iron  Works,  It  was  contended  that  a  machina 
similar  to  that  of  the  pursuers  had  been  publicly  used  at  these 
works.  And  another  point  was  raised  also  as  to  whether  or  not 
it  was  a  mere  experiment,  or  the  actual  use  of  a  complete  ma- 
chine. It  is  quite  obvious  that  as  these  were  points  for  the 
consideration  of  the  jury,  the  jury  were  liable  to  be  misled,  and 
greatly  misled  by  the  summing  up  of  the  learned  judge,  for  the 
reason  which  I  am  about  to  state.  When  they  retired  for  con- 
sideration they  would  naturally  say,  ^'  It  is  a  question  for  car 
consideration  whether  this  machine,  used  at  the  Bradley  Works, 
was  a  machine  similar  to  that  of  the  pursuers.  And  another 
consideration  that  we  have  before  us  is  this.  Was  that  machine 
simply  in  the  course  of  experiment,  or  was  it  a  complete  ma- 
chine.^' In  order  to  disentangle  themselves  from  the  difficulty 
of  deciding  this  question,  they  might  immediately  have  said,  and 
they  would  naturally  have  said,  '^  It  is  quite  immaterial  for  us  to 


(m)  In  Comith  v.  Keene,  ante  619.  The  pss- 
wge  referred  to  U,  it  is  conceived,  the  following : 
**  The  question  raised  for  the  jury  xna  this ;  who. 
ther  the  ▼arious  instances  brought  forward  bj  the 
defendants  amounted  to  proof,  that  before  or  at 
the  time  of  taking  out  the  patent,  the  manufac- 
ture  was  in  public  use  in  England ;  or  whether  it 
fell  short  of  that  point,  and  proved  only  that  ex- 
periments had  been  made  in  various  quarters,  and 
had  been  afterwards  abandoned." 

It  should  be  observed  with  reference  to  the 


distinction  adverted  to  by  the  Lord  Chancellor 
between  the  language  of  the  learned  Chief  Jus- 
tice of  the  Common  Pleas  at  ii'ri  pniu,  or  in 
summing  up  the  case  to  the  juir  (for  whidi  see 
anu  507—509),  and  when  he  delivered  the  judg^ 
ment  of  the  court  («nte  519),  that  the  alleged 
user,  relied  upon  as  defeating  the  patent,  applied 
itself  to  about  the  date  of  the  patent  in  qaestioa. 
The  question  of  user  and  abandonment  at  any 
long  interval  before  the  date  of  the  patent  did  not 
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consider  these  points^  bedmse  as  that  machine  was  afterwards  A.D.  1843. 
discontinued,  the  learned  judge  has  told  us,  that  although  we 
should  be  of  opinion  that  the  machines  were  the  same,  although 
we  should  be  of  opinion  that  the  machine  was  not  merely  in  the 
ooum  of  indention,  but  that  it  was  completed  for  the  purpose 
of  practical  use,  yet  the  learned  judge  has  told  us,  that  unless 
that  use  has  come  down  to  the  time,  or  about  the  time  of 
gnunting  the  letters  patent,  it  cannot  be  made  use  of  as  prior 
use  for  the  purpose  of  invalidating  the  letters  patent.  It  is  un- 
neeessary,  therefore,  for  us  to  consider  these  points/^  That 
ironld  have  been  the  natural  course  which  the  jury  would  have 
taken.  Therefore,  it  is  perfectiy  obvious,  that  if  the  learned 
jidge  be  incorrect  in  the  manner  in  which  he  stated  the  law  in 
the  particular  which  I  have  stated,  it  was  calculated  to  mislead 
the  jury* 

Now,  my  lords,  if  this  were  a  motion  for  a  new  trial,  having  On  a  bai  of  ex- 
read  the  evidence,  and  having  attended  to  the  record,  I  really  P^P^®"*'.*^^^® 

^  1^-        .    .  ,  ,  ^  law  was  incor- 

lor  one  should  feel  strongly  of  opimon  that  we  ought  not  to  rectly  laid  down 
have  disturbed  the  verdict,  for  I  think  the  verdict  is  supported  ".^yttJe  bUn 
by  the  evidence.    But  when  we  come  to  consider  a  Bill  of  misled,  the  ez- 
Exoeptions,  we  are  bound  to  take  a  different  view  of  the  subject,  "lo*^^  ""**  ^ 
and  if  we  are  of  opinion  that  the  law  was  laid  down  incorrectiy,  AiUtr  in  the 
and  if  we  are  of  opinion  that  the  jury  may  have  been  misled,  foTa^neVtSir 
we  have  no  discretion  to  exercise — ^we  are  bound  to  say,  under 
such  circumstances,  the  exception  must  be  allowed.    For  these 
reasons  I  am  of  opinion  that  the  11th  exception  ought  to  be 
allowed. 

With  respect  to  the  other  exceptions :  first,  as  to  the  1st  ex-  The  etetate,  as 
oeption,  I  am  quite  satisfied  by  the  ai^uments  at  the  bar,  that  JI^^^^Sm ^<^ 
the  learned  judge  did  right  in  refusing  to  admit  the  evidence,  not  apply  to  the 
The  arguments  at  the  bar  have  satisfied  me,  that  according  to  §^^||°^  "^ 
the  kw  of  Scotland,  and  according  to  the  course  of  proceeding 
in  Scotland^  the  judge  in  that  respect  was  correct.    And  with 
respect  to  the  other  exceptions,  the  8th  and  9th,  it  is  unneces- 
sary for  me  to  enlarge  upon  them,  because  my  noble  and  learned 
frioids  who  are  near  me,  and  myself,  expressed  our  opinions 
upon  those  points  in  the  course  of  the  argument,  and  I  under- 
ttaad  that  they  were  ultimately  abandoned  by  the  learned 
eounseL 

Under  these  circumstances,  my  lords,  I  should  recommend 
your  lordships  to  allow  the  11th  exception,  and  to  disallow  all 
the  rest. 

Ix)rd  Brougham*  My  Lords:  I  entirely  agree  in  the  view 
taken,  and  for  the  reasons  so  luminously  expressed,  by  my  noble 
snd  learned  firiend  on  the  woolsack,  that  the  exceptions,  all  but 
the  11th,  were  properly  disallowed  by  the  court  before  whom 
the  bill  was  brought,  and  that  your  lordships  should  disallow 
those  exceptions  here,  affirming  the  judgment  below ;  but  I  also 
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jntk§Htmm^  entirely  ooncoT  with  my  noble  and  learned  Mend^  that  we  hive 
no  choice  here  but  to  dlow  the  11th  exception. 
Thifl^  as  my  noble  and  learned  friend  has  justly  remaikedjis  a 
If  Um  law  be    di£ferent  case  from  that  of  an  application  for  a  new  trial    If  we 
Se  ^r^tira^    are  of  opinion,  first,  that  the  law  has  been  mistaken,  and  unkr 
tend  to  misieftd,  misapprehension  has  been  erroneously  ddirered  bythejodg^ 
mitfti^Siowcd.  ^  ^^  J^'^'  ^'^^  ^^  ^'^  ^^  secondly,  of  opinion  that  the  bub- 
direction  or  mistake,  in  point  of  law,  committed  by  tiie  learned 
judge,  had  a  direct  tendency,  I  may  almost  say,  an  ineritabk 
tendency,  to  mislead  the  jury  in  the  conclusion  to  whidi  ihey 
should  come,  and  in  the  yerdict  which  they  should  ddiTer,dieD, 
any  lords,  both  of  these  questions  being  answered  in  the  affirma- 
tiye,  that  the  law  was  mistaken,  and  that  the  mistake  tended  to 
mislead  the  jury  in,  their  rerdict,  we  hare  no  choice  but  mnat 
allow  the  exception* 

Now,  my  lords,  a  more  important  mistake,  in  point  of  law, 
your  lordships  will  give  me  leave  to  say,  could  not  possibly  ha?e 
been  made  by  the  learned  judge  than  that  mto  which  tk 
learned  judge  fell  upon  the  present  occasion.    And  I  will  not 
allow  it  to  be  said  for  one  moment  in  dealing  with  this  question, 
that  there  is  any  thing  doubtful,  that  there  is  any  thing  specula- 
tive, that  there  is  any  new  law  to  be  laid  down^  or  even  any 
new  topics,  in  respect  of  the  law,  about  to  be  laundied  here,  in ' 
dealing  witii  the  direction  of  the  learned  judge,  for  I  speak  wA 
all  possible  respect  for  that  learned  judge's  great  ability  and  ex- 
perience in  his  profession  in  Scotland,  when  I  say,  tiiat  Ais 
law  which  has  been  mistaken  here  by  his  lordship  is  a  matter  of 
as  perfect  certainty,  as  thoroughly  known,  and  as  littie  drawn 
into  doubt  in  Westminster  Hall,  where  the  law  is  administered 
touching  the  construction  of  the  statute  of  James,  the  patent 
act,  as  any  one  branch  of  the  law  most  commonly  known,  and 
most  fi^uentiy  administered  by  our  courts.    The  mistake  into 
which  the  learned  judge  fell,  and  in  which  he  was  followed  by 
lus  brethren  in  the  Second  Division,  appears  to  me  to  have 
arisen  from  this.    The  patent  act  contains  two  exceptions — ^the 
proviso  imder  which  the  monopoly  is  allowed  to  be  granted, 
notwithstanding  the  statute  prohibiting  all  monopolies  for  tiie 
future,  saves  to  the  crown  the  power  formerly  general,  and  now 
become  limited  by  force  of  the  act  in  two  cases  alone.     In  cases 
of  inventions,  the  patent  right,  or  monopoly,  may  be  granted  by 
the  crown  to  a  person,  provided  he  be  '^  the  true  and  first  in- 
ventor,'^ and  provided  also,  secondly,  that  at  the  time  of  the 
grant  of  the  monopoly  of  the  patent,  others  shall  not  have 
used  the  same  (it).  Consequentiy,  observe  the  result,  if  either  he 

(n)  The  noble  and  learned  lord  means,  it  ia  and  grant  shall  not  ose.*  See  ttatnte,  MteSl.  h 

conoeiired,  that  this  second  question  is  involved  in  the  course  of  the  argument  the  sane  noble  and 

the  former.  The  words  of  the  statute  are,  "  which  learned  lord  expressed  his  opinion  that  these  wonla 

others  at  the  time  of  making  such  letters  patent  of  the  statute  are  only  cumulative.    Fm$  719. 
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li  pfovednot  to  be  tlie  true  inyentor^  or  if,  being  the  true  inventor,  A.D.  1843. 
neyeiiheless  it  be  proved  that  there  has  been  a  user  at  the  time 
of  Ac  patent  by  others ;  in  either  the  one  case  or  the  other  the 
right  flies  off,  the  condition  does  not  attach — ^which  condition 
precedent  must  have  existed  in  both  those  particulars  to  en- 
able the  crown  to  come  within  the  benefit  of  the  proviso,  and  to 
be  saved  from  the  prohibition  of  the  act  against  all  future  grants 
of  monopoly.  The  court  below  never  seem  to  have  kept  those 
two  distinct,  which  are  perfectiy  distinct  in  their  own  nature. 
For  a  person  may  be  ^sentitied  to  a  patent  who  is  the  true 
inventor  on  account  of  user  at  the  time,  or  he  may  be  disentitled 
to  a  patent,  though  not  used  at  the  time,  yet  if  he  was  not  the 
first  inventor :  both  tities  must  concur. 

Now  see  how  this  mistake,  with  respect  to  the  abandonment  An  inTeotiQa 
and  continuance,  arose.  If  an  invention  has  not  been  com-  ^JJ^^^*^ 
pleted,  but  if  it  all  rests  in  experiment  and  trial,  then  it  is  a  svined^iot  t» 
most  material  drcumstanoe  as  a  test,  whether  any  given  act  of  01*^,^*10^' 
a  party,  other  than  the  invention,  was  trial  or  complete  inven-  kave'restad  in 
lion;  it  is  a  most  salutary  and  important  test  to  apply  with  a^^"^°^ 
view  to  ascertain  that,  to  see  whether  he  abandoned  or  con- 
tinued it.  If  he  abandoned  it,  if  he  gave  it  up  altogether,  and 
for  twenty  or  thirty  years  did  nothing,  it  is  a  very  strong  pre- 
simiption  that  it  was  only  experimental — not  an  invention  com- 
pleted. But  suppose  it  was  complete,  and  suppose  it  is  admitted 
not  to  have  been  a  trial — suppose  it  is  allowed  to  have  been  an 
invention  executed,  if  I  may  so  speak,  not  merely  executory,  or 
not  merely  in  the  progress  of  invention,  but  an  invention 
ccmipleted— then  it  is  one  of  the  greatest  errors  that  can  be  com- 
mitted, in  point  of  law,  to  say  that  with  respect  to  such  an 
invention  .as  that,  it  signifies  one  rush  whether  it  was  com- 
pletely abandoned,  or  whether  it  was  continued  to  be  used 
down  to  the  very  date  of  the  patent  Provided  it  was  invented 
and  publicly  used  at  the  time,  twenty  or  thirty  years  ago,  in  this 
case  forty  years  ago,  it  is  perfectiy  immaterial,  not  immaterial 
to  the  second  question,  the  second  condition,  namely,  whether 
it  was  used  or  not  at  the  time  of  the  granting  of  the  patent,  but 
totally  immaterial  to  the  other  question,  which  is  equally  neces- 
sary to  be  ascertained  in  the  inventor's  favour,  whether  or  not 
bevras  the  iGrst  and  true  inventor? — ^forhe  must  be  the  first 
and  true  inventor,  as  well  as  the  only  person  using  it  at  the 
time,  otherwise  he  is  hot  entitied  to  the  letters  patent.  Therein 
lies  the  error  which  has  been  committed  by  the  learned  judge. 
He  dwells  upon  that,  as  if  it  were  material  in  both  cases ;  that  is 
to  say,  to  the  question  of  ^  first  and  true  inventor,''  to  which  it 
is  not  material,  as  well  as  to  the  question  of  user  at  the  time,  to 
which  it  is  materiaL  And  I  entirely  agree  with  my  noble  and 
learned  firiend,  in  considering  that  there  can  be  no  doubt  that,  in 
using  the  word  *^  trial"  here,  the  learned  judge  does  not  mean  it 
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In  the  HwH  rf  88  experiment,  becaxi8e  {ante  690),  just  before  tiie  two  cases  aie 
^^'  dted^  he  8peak8  of  ^^  the  existence  and  trial  oi  madiines  of  dw 

verj  same  sort,'^  and  then  he  makes  his  observations  upon  iL 
Now^  ^^existence^'  implies  invention;  ^trial/^  there, is  n&er 
user  than  experiment;  and  all  that  passage,  taken  with  what 
follows  at  the  top  of  the  next  page,  after  citing  the  two  caao^ 
and  somewhat  misunderstanding  the  import  of  the  two  cases, 
clearly  relates  to  invention  executed  and  completed. 

These  matters  being  duly  taken  into  consideration,  and  there 
being  in  my  apprehension  no  kind  of  doubt  that  the  jury  upon 
the  trial  would  say,  '^  Why  shoi:dd  we  consider  whether  it  was 
used  at  the  Bradley  Works  or  not  ?  Why  should  we  consider 
whether  it  was  a  trial  or  a  completed  invention  ?  Be  it  so  that  it 
was  used  forty  years  ago — ^be  it  so  that  it  was  a  complete  in- 
vention ;  we  hear  the  learned  Lord  Justice  Clerk  telling  us,  tiiat 
we  need  not  trouble  ourselves  upon  these  points,  for  it  it 
enough  for  us  if  it  was  abandoned,  and  that  takes  the  ftcts  oat 
of  the  case,  and  leads  us  to  find  a  verdict  the  other  way.^ 

Upon  these  grounds,  my  lords,  we  have  no  choice  in  this  im- 
plication, it  being  a  bill  of  exceptions,  we  have  no  hesitation  in 
saying,  that  the  law  was  misconceived,  and  misstated  to  die 
jury.  The  law  is  undeniable,  and  I  have  no  hesitation  in  snp* 
porting  the  proposition  of  my  noble  and  learned  friend,  thattUs 
eleventh  exception  must  be  aUowed* 

Lord  CampbelIm   My  Lords :  This  case  has  been  treated  so 
very  copiously  and  lucidly  by  my  noble  and  learned  friends  who 
have  preceded  me,  that  I  shall  occupy  but  a  very  few  moments 
of  your  lordships'  time  in  offering  a  very  few  observations  upon 
it.    I  entirely  concur  in  the  opinion  that  has  been  expressed 
upon  the  first  exception.    I  think  that  the  learned  judge  was 
perfectly  justified  and  bound  at  the  trial  to  reject  the  evidence 
which  was  rejected.    It  seems  to  me  that  that  section  of  the 
recent  act  of  parliament,  about  giving  notice,  does  not  apply  to 
The  •ection  of  P^ceedings  in  Scotland.     There  are  other  sections  of  the  act  of 
the  ttatute  u  to  parliament  that  apply  to  Scotland,  but  I  think  that  this  does 
jectioM?oeIoot  ^'^^    '^^  language  employed  shows  that  it  was  not  so  intoided, 
apply  to  pro-     and  there  was  this  plain  reason  for  abstaining  from  canying  into 
ScmiaQd.*°he    Scotland  that  provision,  namely,  that  the  law   of  Scotland 
same  object      required  no  such  amendment,  because,  by  the  very  salutary 
by  "^e^cioaed    pntctice  prevailing  in  that  country,  there  is  no  danger  of  sur- 
record.  prise,  the  condescendence  and  the  statement  upon  the  record 

being  to  be  looked  at  as  confining  the  general  issue  that  might 
be  granted  to  try  the  merits  of  the  question.  I  am,  therefore, 
clearly  of  opinion,  that  where  an  issue  of  this  sort,  whidi  in  the 
North  is  called  a  ^^  general  issue,''  is  granted,  the  learned  judge 
at  the  trial  is  fully  justified  in  looking,  and  ought  to  look,  at  the 
record,  and  to  confine  both  parties  to  the  facts  and  circum- 
stances which  are  therein  alleged.    Looking  at  the  record  in  the 
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case,  it  seems  to  me  that  it  excludes  evidence  of  this  trial,  a.d.  1843. 
which  is  supposed  to  have  taken  place  at  Irvine^  and  that  the 
defender  was  not  justified  in  entexing  into  evidence  of  such  trials 
at  any  of  the  places  which  are  not  specified  in  the  record.  I 
thoald  have  been  most  sorry  indeed  to  have  at  all  prejudiced 
the  salutary  practice  which  prevails  in  Scotland  upon  this 
Bubjecty  and  I  wish  that  in  England  similar  rules  prevailed. 
According  to  the  ancient  practice  of  pleading  in  England^  there 
was  notice  given,  because  in  a  writ  of  right  the  demandant 
stated  specifically  the  title  that  he  made.  But  in  an  ejectment^ 
nobody  can  tell  what  case  is  to  be  made  on  the  part  of  the 
lessor  of  the  plaintifi^,  and  I  can  say,  from  my  own  experience,  that 
1  have  repeatedly  gone  into  court,  being  counsel  for  the  defend- 
ant, where  an  action  was  brought  to  recover  a  large  estate,  not 
00I7  ignorant  of  the  particular  facts  that  were  to  be  given  in 
evidence,  but  not  knowing  what  title  was  to  be  made,  whether 
the  lessor  of  the  plaintiff  claimed  as  heir-at-law,  or  under  a 
deed;  whether  he  impeached  the  titie  of  the  purchaser  in  him- 
self, or  whether  it  was  a  question  of  parcel  or  no  parceL  That 
certainly  leads  frequentiy  to  surprise  in  England,  and  renders  it 
necessary,  on  the  ground  of  surprise,  that  a  new  trial  should  be 
granted.  A  much  more  salutary  system  prevails  in  Scotiand, 
which  I  know  this  house  most  highly  approves  of,  and  will 
most  carefully  guard. 

The  other  exceptions,  till  we  come  to  the  11th,  turn  upon 
the  construction  of  the  patent.    Now  in  one  stage  of  these  pro- 
ceedings, I  certainly  did  entertain  some  doubt  on  that  subject* 
But  after  the  construction  put  upon  it  by  the  learned  judges  of 
the  Court  of  Exchequer,  sanctioned  by  the  high  authority  of  my 
noble  and  learned  friend  now  upon  the  woolsack^  when  presiding 
ia  the  Court  of  Chancery,  I  think  the  patent  must  be  taken  to  ex-  The  invention 
tend  to  all  machines,  of  whatever  construction,  whereby  the  air  is  !>«°p:  ^o'  *»^*»- 
heated  intermediately  between  the  blowing  apparatus  and  thea^compariwnof 
blast  furnace.    That  being  so,  the  learned  judge  was  perfectiy  »?«»«*«• » 
justified  in  telling  the  jury,  that  it  was  unnecessary  for  them  to 
compare  one  apparatus  with  another,  because,  confessedly^  that 
system  of  conduit  pipes  was  a  mode  of  heating  air  by  an  inter- 
mediate vessel  between  the  blowing  apparatus  and  the  blast 
inmace,  and  therefore  it  was  an  infraction  of  the  patent. 

But,  my  lords,  when  we  come  to  the  11th  exception,  I  most 
tudcerely  and  deeply  regret,  after  all  this  litigation,  and  when 
probably  the  verdict  would  have  been  the  same,  if  the  direction 
had  been  unexceptionable,  I  most  sincerely  regret  that  we  are 
bound  to  allow  it.  I  have  struggled  as  much  as  I  could  against 
thia  exception;  I  was  very  anxious,  if  possible,  to  consider 
either  that  the  learned  judge  was  talking,  either  merely  of  ex- 
periments, or;  if  he  was  wrong  in  point  of  law,  that  the  direction 
was  immaterial.    But,  my  lords,  after  very  anxious  considers- 
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Li(A«  Amw  /  tion  of  the  record  and  the  proceedings,  it  is  imposnble  for  me 

to  get  rid  of  the  exception,  either  upon  the  one  ground  or  die 

other.    For  the  reasons  stated  by  my  noble  and  learned  friends 

who  have  preceded  me,  it  seems  to  me  now  quite  dear  that  the 

learned  judge  was  not  speaking  of  experiments,  but  that  he  was 

speaking  of  prior  use  of  the  invention.    That  appears  from  the 

language  of  the  learned  judge  himself.    It  appears  still  more 

clearly  from  the  exception  to  which  he  did  not  object,  and  from 

the  bmguage  of  the  learned  judges  of  the  Second  Division,  irbea 

the  case  came  to  be  discussed  before  them.    They  did  not  at  sB 

consider  that  the  observations  of  the  learned  Lord  Justice  Oak 

referred  to  experiments.    They  all  seem  to  have  considered  that 

Tbe  prior  Qte  of  it  applied  to  the  prior  use  of  a  perfect  machine.    Then,i(tibat 

•  ^jj^ j^Jh  ^  ^9  there  can  be  no  doubt  whatever  that  the  law  whidi  he 

prior  uM  bo      laid  down  upon  the  subject  was  mistaken ;  because,  to  sappose 

!riu  *^*^  HmT'  ^^"^  ™*y  ^^*  ^^®®^  *  P™'  '^^^  ^^  ^®  invention— of  the  per- 

oolMeqiioBt  lot-  fectcd  invention,  for  which  the  letters  patent  are  granted,  and 

tho  nmrLTen-  ^^^  ^^*  P''^^''  ^®^  publidy  known,  will  not  vitiate  the  patent  if 

lioo.  it  has  been  abandoned  but  a  few  weeks  before  the  date  of  the 

patent^  strikes  us  in  this  part  of  the  country  with  astonishment 

That,  certainly,  is  not  the  law  as  we  have  ever  understood  it)  and 

I  think,  after  the  opinion  of  my  noble  and  learned  friends  irtio 

have  preceded  me,  I  can  have  no  hesitation  in  saying  that  dot 

cannot  be  considered  as  the  law  of  this  country. 

The  learned  judges  in  Scotland  seem  to  me,  witb  great  de- 
ference, to  have  been  misled  by  the  expressions  that  are  ascribed 
to  Mr.  Justice  Patteson  and  Lord  Chief  Justice  TindaL  I  was 
counsel  in  the  case  of  Jones  v.  Pearce,  and  I  believe  that  tiie 
account  of  it  in  Mr.  Oodson^s  work  is  substantially  correct  (;)• 
But  what  Mr.  Justice  Patteson  may  have  said  in  that  case,  and 
what  Lord  Chief  Justice.  Tindal  may  have  said  in  the  odier  case^ 
taken  in  conjunction  with  the  whole  of  their  direction,  amonnti 
to  this,  that  the  abandonment  may  be  material  for  die  assistance 
of  the  jury,  to  consider  whether  it  be  a  perfect  invention  or  not; 
but  assuming  it  to  be  a  perfect  invention,  the  abandonment 
becomes  wholly  immateriaL  The  learned  judge,  therefore,  in 
Scodand,  in  assuming  that  the  direction  of  the  learned  judges  in 
England  to  the  jiiry  upon  a  point«of  &ct,  was  laid  down  by  tiie 
learned  judges  in  England  as  a  point  of  law^  were  certeinly 
mistaken. 

That  being  so,  the  only  question  then  remains  is  this,  whether 
this  misdirection  shall  be  considered  as  immateriaL  But  when 
I  look  at  the  form  of  the  issue,  I  cannot  say  that  it  was  imma- 
terial, because  the  issue  is,  ^^  whether  the  invention  as  described 
in  the  said  letters  patent  and  specification  is  the  original  invim- 


(g)  AnU  124  &  709,  n.  h. 
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tion  of  the  pursuer  V    Tou  cannot  say  that  it  was  the  original  A.  D.  1843. 

inrention  of  the  pursuer,  within  the  meaning  of  the  statute,  if  it 

had  been  publicly  known  and  practised  by  others  before  the 

patent  was  granted.    It  has  been  said,  that  there  was  no  evidence. 

But  I  think  that  is  a  mistake.     What  conclusion  the  jury  would 

have  come  to  I  know  not,  but  at  the  Bradley  Iron  Works,  there 

was  such  a  machine,  as  Mr.  Rutherford  acknowledged  at  the  bar, 

as  would  have  amounted  to  an  infraction  of  the  patent,  if  that  the 

use  of  it  had  been  subsequent  to  the  patent.  Then  that  being  so, 

I  know  not  what  conclusion  the  jury  might  have  arrived  at. 

They  might  have  thought  that  this  was  a  perfect  machine — ^that 

it  was  the  same  machine,  and  that  it  had  been  publicly  used.   If 

they  had  been  of  that  opinion,  although  it  had  been  abandoned, 

they  ought  to  have  found  a  verdict  for  the  defenders. 

Under  these  circumstances,  I  regret  exceedingly  that  I  am 
obliged  to  concur  in  the  opinion  that  has  been  expressed  by  my 
noble  and  learned  friends,  that  this  11th  exception  must  be 
allowed,  and  the  consequence  of  that  wiU  be,  that  there  must  be 
a  venire  fadas  de  novo^  and  that  the  cause  must  be  tried  by 
another  jury. 

The  Lord  Chancellor  :  My  lords :  I  wish  to  say,  that  if 
there  had  been  any  doubt  whatever  with  respect  to  the  meaning 
of  the  words  used  by  the  learned  judge  in  summing  up,  those 
doubts  would  be  removed  by  the  concluding  words,  ^^  that  it 
must  have  been  known  and  used  as  a  useful  thing  at  the  time.'^ 
What?  The  invention  ^'  must  have  been  known  and  used  as  a 
useful  thing  at  the  time  of  the  granting  of  the  letters  patent.'^ 
That  shows  demonstrably  what  was  intended. 

It  must  not  be  understood  that  your  lordships,  in  the  judg-  s$mbie  that  the 
ment  you  are  about  to  pronounce,  have  given  any  decision  upon  prior  me  and 
this  state  of  facts,  namely,  if  an  invention  had  been  formerly  an^bTention,  if 
used  and  abandoned  many  years  ago,  and  the  whole  thing  had  lost  sight  of  and 

,  »..i^*.rrn^-^^4.*^  ^  ti-  HOt  kooWQ  tO  the 

been  lost  sight  of.     That  is  a  state  of  mcts  not  now  before  us.  pabiic,  wUi  not 
Therefore,  it  must  not  be  understood  that  we  have  pronounced  vitiate  letierB 
any  opinion  whatever  upon  that  state  of  things.     It  is  possible  the  same  inveo- 
that  an  invention  may  have  existed  fifty  years  ago,  and  may  ^^' 
have  been  entirely  lost  sight  of,  and  not  known  to  the  public. 
What  the  effect  of  this  state  of  things  might  be  it  is  not  neces- 
sary for  us  to  pronounce  upon. 

Lord  Brougham  :  It  becomes  like  a  new  discovery;  the 
judgment  is  reversed  upon  the  11th  exception,  and  affirmed  upon 
the  others. 

Ruiher/ord:  Affirmed  quoad  ultra.  My  lords:  May  I  be  al- 
lowed to  suggest  that  the  remitting  it  to  the  court  below  to 
proceed  accordingly  would  be  sufficient  to  enable  the  court  to 
give  directions  for  a  new  trial.  Of  course,  that  would  lead 
instantiy  to  a  new  trial.     It  will  be  better  if  your  lordships  will 
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In  tk§  HovM  cf  also  remit  to  the  Court  of  Session  to  deal  with  the  question  of 
^^^'  costs,  including  this  appeal,  to  the  ultimate  result. 

Lord  Brougham  :  No ;  you  cannot  have  the  costs  of  this 
appeal,  when  upon  the  main  point  there  is  a  reversal. 

Buther/ord:  Unless  your  lordships  give  a  special  direction. 
The  Lord  Chancellor  :  It  is  not  a  case  in  which  we  ought 
to  give  costs  on  either  aide;  I  am  afraid  it  is  attended  with 
great  expense. 


The  judgments  in  the  above  case  recognise 
and  affirm  the  general  rule  of  law,  that  the 
prior  public  use  of  a  complete  and  perfected  in- 
Tendon,  though  abandoned  and  not  in  use  at  the 
time  of  the  granting  of  subsequent  letters  patent 
for  the  same  invention,  will  vitiate  such  letters 
patent,  inasmuch  as  such  prior  use  negatives  the 
title  of  the  party  as  the  true  and  first  inventor ; 
but  the  concluding  observations  of  the  noble  and 
learned  lords  throw  ooiisiderable  doubt  and  un- 
oertunty,npon  the  practical  application  of  the 
above  general  rule,  since  they  import  that  cases 
may  exist  of  the  abandonment  of^  the  use  of  an 
invention,  such  as  would  entitle  a  subsequent  in- 
dependent inventor  to  valid  letters  patent  for  the 
same  invention,  provided  the  invention  had  been 
forgotten  and  laid  aside,  and  the  knowledge 
thereof  so  lost  as  that  the  invention  should  come 
upon  the  public  as  an  absolutely  new  discovery. 
Bat  whence  is  the  evidence  to  be  derived  by 
which  such  a  use  would  be  proved?  In  the 
course  of  the  argument  the  distmction  which  ex- 
ists between  the  issue  involved  in  the  words  of 
the  proviso  of  the  statute,  "  true  and  first  inven- 
tor,' and  in  the  words,  '*  which  others  at  the  time 
of  making  such  letters  patent  and  ennX  shall  not 
use,"  was  very  much  discussed ;  but  the  above 
judgments,  except  so  far  as  they  may  be  qualified 
or  affected  by  tne  additional  and  conoluoing  ob' 
servations  of  their  lordships,  are  founded  on  the 
former  words,  without  regard  to  the  latter,  and  as 
if  the  latter  did  never  exist.  For  the  purpose 
of  presenting  the  real  questions  which  arise  under 
the  issue  on  the  words  **  true  and  first  inventor," 
it  will  be  convenient  to  consider  the  evidence  ap- 
plicable thereto,  whicb'  may  be  divided  into  tne 
following  classes:^!.  The  specification  of  a 
prior  patent.  2.  Some  work  printed  and  pub- 
lished, or  in  circulation  in  this  country.  3.  The 
existence  prior  to  the  date  of  the  patent  of  a  ma- 
chine or  article  of  manufacture  substantially  the 
same  as  that  which  is  described  in,  or  the  subject 
of  the  patent,  with  or  without  evidence  of  the 
actual  use  of  such  machines  or  manufacture. 

1.  With  respect  to  tbe  first  of  these,  namely, 
the  specification  of  a  prior  patent,  that  has  always 
been  held  sufficient  of  itself  to  invalidate  subse- 
quent letters  patent  for  the  invention  therein  de- 
scribed, without  any  eridence  of  user.  Per  Lord 
FAUnborough,  C.  J.,  ante  86,  and  in  the  course  of 
the  argument  in  the  principal  case  by  Lord  Camp- 
le//, **  A  prior  specification  substantially  describ- 
ing the  same  machine  or  invention  has  always 
b^n  considered  fatal  to  a  patent,  without  going 
further  by  showing  that  it  has  been  used." 

Various  reasons  have  been  assigned  as  the 
ground  of  the  above  rule.    It  has  sometimes  been 


,  sud  that  knowledge  and  the  means  of  knowledge 
'  are  the  same  thing,  and  this  may  well  be  so  ia 
some  oases  as  matter  of  law,  and  in  tbe  paitio^ 
case  of  the  specification  of  letters  patent  H  may 
be  said  that  the  public  are  bonnd  to  take  notice  « 
whatever  is  of  the  nature  of  a  iroblic  recoid,  and 
as  such  enrolled  in  the  court  or  Chancery.  AnU, 
86,  n.  c.     But  on  the  authority  of  the  principal 
case»  the  rule  may  be  considered  to  rest  simply  on 
the  ground  of  negativing  the  title  of  the  party  as 
the  true  and  first  inventor,  and  the  graiit  of  lettm 
patent  and  the  enrolment  of  the  necifieation  de- 
scribing the  complete    and    perfect    invention, 
would  appear  to  be  the  best  evidence  to  negadva 
the  title  of  a  claimant  under  subsequent  letters 
patent  as  the  true  and  first  inventor.    With  refer- 
ence to  the  distinction  so  much  insisted  on  in  ^ 
above  judgments  between  experiment  and  inven- 
tion,  complete  and  perfected,  it  may  be  snggested^ 
whether  the  obtaining  letters  patent  for  an  JBveo* 
tion   fully   described   in  the  specification,  and 
proved  to  answer,  is  not  conclusive  eridence  that 
the  invention  was  complete  and  perfected,  and  did 
not  rest  in  experiment,  speculation,  or  aucgestion. 
9.  With  respect  to  tbe  legal  effect  of  the  publi- 
cation in  a  booK— On  the  principle  above  referrsd 
to,  that  knowledge  and  the  means  of  knowledge 
on  the  fMurt  of  the  public  are  the  same,  and  dut 
the  public  has  acquired  little  or  nothing  hj  the 
specification  which  it  did  not  possess  before,  it 
has  been  ffenerally  assumed  that  the  prodnotioQ  ef 
a  book  which  was  in  the  hands  of  the  public  he- 
fore  the  date  of  the  patent,  will  negative  the  title 
of  the  patentee  as  the  true  and  first  inventor. 
Thus,  on  the  argument  of  the  above  caae.  Lord 
Lyndhunt,  L.  C.  -.  '*  If  the  machine  is  published 
in  a  book,  distinctly  and  clearly  deeoribed,  cor- 
responding with  the  description  in  the  specifica- 
tion of  the  patent,  though  it  has  never  been  actu- 
ally worked*  is  not  that  an  answer  to  the  patent? 
It  is  continually  the  practice  on  trials  for  patents 
to  read  out  of  printea  books,  without  reference  to 
any  thin^r  that  has  been  done.** 

Lord  Broiigkam :  '*  It  negatives  being  the  true 
and  first  inventor,  which  is  as  good  as  negativing 
the  non-user.  The  book  that  is  generally  re- 
ferred to  is,  the  '  Repertory  of  Arts  and  Sciences.* 
It  must  not  be  a  foreign  book,  but  publbbed  in 
England." 

The  important  distinction  last  adverted  to  was 
recognisea  by  Lord  Campbell  in  a  recent  case  be- 
fore the  Judicial  Committee  of  the  PrivyCounciUoo 
some  foreign  books  being  put  in  to  show  the  state 
of  knowledge  on  subjects  closely  connected  with 
the  invention  for  which  letters  patent  were  sought 
to  be  extended.  That  noble  and  learned  lord 
observed,  "that  fitting  there  he  should  be  in« 
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iwoed  bj  what  bid  beeti  paWthed  in  a  fofeign 
JMinial,  but  in  a  court  of  Juttiee  h«  should  re* 
Qvim  tbat  it  ahould  be  known  in  England.**  Post» 

Tbe  distinction  thus  made  betwoen  the  legal 
efict  of  publication  in  an  English  and  in  a  foreign 
book,  would  appear  to  establish  this  important 
doctrine,  that  it  ia  a  onestion  for  the  jury,  whe* 
ther  such  foreign  won  was  known  in  .Enelaml 
at  the  time  the  letters  patent  w6re  granted ;  or 
the  (juestioD  would  rather  appear  to  be,  whether 
tke  mrentor  derived  his  knowledge  from  such 
sounse,  or  whether  the  work  was  so  known  that 
the  iuTentor  must  be  presumed  to  have  derived 
las  knowledge  from  that  souroe.  If  this  be  a 
qoestion  for  the  Jury  in  any  case  of  publication  in 
a  book  in  the  hands  of  the  public,  whatever  its  na- 
tnrs,  and  however  limited  its  circulation,  but 
which,  had  the  public  required  it,  miffht  have 
Uen  m  extensive  and  general  circulation,  it  ia 
■ot  very  eas^  to  see  on  what  principle,  or  why  the 
tame  oaesHon  may  not  be  for  the  jury  in  any 
case  of  publication  by  any  book.  Prom  the  obi- 
sarvations  of  the  learned  Chief  Justice  Tindal  in 
Kieral  recent  oases  (fmt$  592,  n.  e,  and  the  casea 
tluie  referred  to),  this  would  appear  to  be  a  pro^ 
per  (question  for  the  jury. 

If  m  any  case  it  is  a  question  for  the  jury,  whe- 
ther a  person  did  aotually  borrow,  or  is  to  be  pre* 
nnaed  to  have  borrowed  his  invention  flrom  n 
published  book,  or  whether  the  account  contained 
n  any  publiabed  book  was  or  was  not  known  in 
Saglud  by  renaon  of  such  published  book?  but 
it  is  not  a  question  for  the  jury,  in  the  case  of  an 
•ocooDt  contained  in  a  spe^cation,  that  dif- 
faenee  must  be  founded  on  the  fact  of  the  prior 
Iprant  b^  letters  patent,  and  that  the  specifica- 
tion, being  matter  of  record,  is  a  publication  of 
which  the  public  are  bound  to  take  notice; 
whereas  the  public  cannot  be  presumed  to  take 
sotioe  of,  or  to  be  acquainted  with,  all  books.  The 
work  referred  to  by  Lord  Brougham  is  principally 
devoted  to  the  publication  of  speciilcationa ;  the 
fiKt  of  the  existence  of  a  specification,  whether  so 
published  or  not.  n^atives  the  title  of  any  person 
iofasaqueDtly  claiming  to  be  the  true  and  first  in- 
vntorofan  invention  substantially  the  same  as 
that  described  in  such  specification. 

But  whatever  may  be  the  peculiar  circumstances 
VMkr  which  the  publication  takes  place,  the  ac- 
eomt  so  pnUishea*  to  be  of  any  emct  iu  law  as  a 
pubheation,  must,  on  the  authority  of  the  princi- 
pal ease,  be  an  account  of  a  complete  and  per- 
ncted  mveotion,  and  published  as  such.  If  the 
invention  be  not  described  and  publidied  as  a 
Mnpiete,  perfected,  and  suooeasful  invention,  but 
be  iRiblisfaed  as  an  account  of  some  experiment, 
«  by  way  of  suggestion  and  speculation,  as 
wmsthing  which  peradventure  might  succeed,  it 
ii  not  audi  an  account  as  will  vitiate  subsequent 
letters  patent.  Seeper  Lord  ilWiiger,  C.B.,  ante 
S84.  It  would  appear  to  be  a  test  not  wholly  in* 
ippheafale  to  cases  of  this  nature,  to  inquire  wh(^• 
tasr  what  is  so  published  would  be  the  suliject  of 
litters  oataat,  becanse,  inasmuch  as  that  which 
nats  only  in  experiment,  suggestion,  and  specula- 
ticn,  cannot  be  the  suhj^t  of  letters  patent,  it 
would  be  unreasonable  that  what  could  not  be 
tile  subject-matter  of  letters  patent,  supposing 
letters  patent  granted  in  resp^  thereof,  should 
ritiate  letters  natent  properly  granted. 

3.  The  Uiird  class  of  evidence  is  the  production 
of  a  marine  *or  article  of  manufacture  with  or 


without  proof  of  actual  user  anterior  to  the  dat4 
of  the  patent.  On  the  authority  of  the  abovtt 
ease  it  would  appear  that  the  production  of  such 
a  machine  or  article  of  manufacture,  without  ac^ 
tnal  proof  as  to  its  use,  or  any  evidence  as  to 
whence  it  originally  came,  or  as  to  its  mode  of 
manufacture,  would  vitiate  subsequent  lettcn  pa- 
tent for  such  a  machine  or  article  of  manufacture, 
as  negativing  the  mntee  of  such  letters  patent 
being  the  true  and  first  inventor.  With  refer- 
ence to  this  head,  two  distinct  cases  may  occur — 
the  one  in  which  the  machine  or  article  of  manu- 
&cture  so  produced  shows  at  once  its  mode  of 
manufacture-^the  other  in  which  the  machine  or 
article  of  manufacture  does  not  present  any  means 
of  knowledge  to  the  public,  so  as  to  enable  any 
person  to  reproduce  the  same.  There  may  be 
many  various  modes  of  attaining  a  result,  and  an 
article  of  manufacture  may  be  the  subject  of  va- 
rious patents.  The  term  "new  manufacture" 
may  be  satisfied  either  by  a  thing  that  is  made 
then  for  the  first  time,  or  that  is  made  in  a  new 
way  then  for  the  first  time.  An  arrangement  of 
material  parts,  as  a  simple  combination  of  the  ele- 
ments of  machinery,  discloses  its  mode  of  manu- 
facture to  the  eye  on  inspection,  but  wit^  respect 
to  a  paint,  or  a  dye,  or  a  medicine,  and  many 
other  inventions,  a  mere  inspection  of  the  result 
attained  will  convey  no  information  as  to  the  mode 
of  manufkcture.  The  distinction  just  adverted  to 
relates  to  the  doctrine,  '*  that  knowledge  and  tke 
means  of  knowledge  are  the  same;**  but  inde- 
pendently of  this,  this  last  class  of  cases,  depend- 
ing upon  user,  diflers  altogether  from  the  two 
fixvt-mentioncd  classes  of  cases,  depending  upon 
publication  in  such  a  form  as  to  preserve  and 
communicate  the  knowled^^e  to  the  public  The 
following  observations  with  reference  to  this 
question  were  made  in  the  course  of  the  argu- 
ment on  the  principal  case. 

Lord  Lyndhurtt,  L.  C. :  "  Look  to  the  words 
of  the  statute ;  *  The  declaration  before  mentioned 
shall  not  extend  to  any  letters  patent  and  grant 
of  privilege,  of  the  sole  working  or  making  of 
any  manner  of  new  manufacture  within  this  realm, 
to  the  true  and  first  inventor  of  such  manufac- 
ture, which  others  at  the  time  of  making  such 
letters  patent  and  grant  shall  not  use.'  If  the  in- 
vention is  in  use  at  the  time  that  the  grant  is 
granted,  the  man  cannot  have  a  patent,  although 
he  is  the  original  inventor;  if  it  n  not  in  use,  he 
cannot  obtain  a  patent  if  he  is  not  the  original 
inventor.  He  is  not  called  the  inventor  who  has 
in  his  closet  invented  it,  but  who  does  not  commu- 
nicate it :  the  first  person  who  discloses  that  in- 
vention to  Uie  public  is  considered  as  the  inventor. 
The  party  must  be  an  inventor,  you  need  not  say 
the  inventor,  because  another  may  have  invented 
it  and  concealed  it :  but  in  addition  to  his  being 
an  inventor,  others  must  not  use  the  invention  at 
the  time  of  the  patent.** 

Lord  BrcrttgAam.*  *' The  statute  excludes  from 
a  patent  the  true  inventor  who  shall  have  made 
the  invention  so  public  that  others  at  the  time  of 
the  granting  of  the  patent  shall  use  the  invention. 
The  public  have  lost  the  consideration  for  the 

Cit,  namely,  the  specification  which  is  given, 
words  '  true  and  first  inventor,*  and  *  which 
others  at  the  time  shall  not  use/  are  cumulative." 
Lord  Lyndhurtt,  L.C.:  *'  He  must  be  the  first 
inventor,  and  it  must  not  be  in  use  at  tho  time  of 
granting  the  patent.  For  the  purpose  of  meeting 
the  case  as  to  the  point,  that  he  is  the  first  in- 
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vmtor,  eridenot  may  be  gone  into  to  ihow  that 
a  ponoa  luad  the  inTention  for  a  year  or  two  ten 
yean  ago,  and  then  ceased  to  me  it.  That  has 
nothing  to  do  with  the  use  at  the  time  the  letters 
patent  were  granted.  Admitting  that  he  is  the 
inventor,  if  tne  inTention  is  known  and  used  at 
the  time  at  which  the  |Mtent  is  granted,  in  that 
case  the  patent  is  void ;  that  is  the  sense  in  which 
the  wordb  'used  at  the  time  of  the  grant  of  the 
letters  patent*  are  employed." 

Upon  the  aboTe  words  of  this  noble  and  learned 
lord,  *<  known  and  used  at  the  time,**  the  question 
arises  as  to  what  is  the  kind  of  knowledge  and 
use  whereby  letters  patent  will  be  Titlated. 

Suppose  an  article  of  manufacture,  an  encaustic 
tile,  for  instance  (pMt  736),  or  a  particular  species 
of  painted  glass,  such  as  was  well  known  m  the 
middle  ages,  to  have  been  manufactured  at  a  oer- 
tain  period  in  thb  country  in  secret,  or  if  not  in* 
secret  that  the  whole  knowledge  of  the  art  was 
lost,  but  that  such  tiles  and  painted  glass  were 
known  and  in  use  before  the  eyes  of  the  public  to 
the  present  time,  and  that  it  was  a  great  deside- 
ratum that  the  art  should  be  diseoTered,  and  that 
some  ingenious  man  discovered  a  mode  whereby 
tiles  ami  painted  glass,  apparently  the  same, 
could  be  produced,  and  published  that  mode  to 
the  world  under  letters  patent,  would  the  know- 
ledge and  use  of  the  tiles  or  punted  glass  at  the 
time  such  letters  patent  were  granted  vitiate  such 
letters  patent  1  no  knowledge  or  use  of  the  in- 
vention as  an  art  existing  at  the  time  of  the 
grant.  The  knowledge  of  Uie  fact  of  the  existence 
of  an  article  of  manufacture,  or  the  daily  use  of 
such  an  article,  cannot,  it  is  conceived,  be  luiow- 
ledge  and  use  of  the  invention  within  the  meaning 
of  the  above  terms,  so  as  to  vitiate  subsequent 
letters  patent.  If  such  knowledge  of  the  exist- 
ence of  an  article  and  use  of  an  article  convey  at 
once  the  requisite  information  as  to  its  mode  of 
manufacture,  the  case  is  different  from  that  above 
supposed,  which  assumes  the  absence  of  that  very 
knowledge  which  it  is  the  object  of  the  letters 
patent  and  specification  to  communicate  and  be* 
stow.  What  has  once  been  given  to  the  public 
cannot  be  resumed ;  the  public  being  in  posses- 
sion of  any  species  of  knowledge,  there  is  no  con- 
sideration  for  the  exclusive  privileges  granted  by 
subsequent  letters  patent ;  there  is  no  fresh  Imow- 
ledge  to  be  communicated  to  the  public  through 
the  medium  of  the  specification,  to  constitute  ue 
consideration  upon  which  the  letters  patent  are 
granted;  such  knowledge  being  the  price  and 
barg^n  for  the  grant,  or  that  which  tne  public 
get  in  return  for  the  limited  monopoly.  It  would 
appear  therefore,  on  principle  and  on  reason, 
that  the  knowledge  of  an  invention  which  is  to 
vitiate  letters  patent,  must  be  knowledge  of  the 
same  kind  as  that  above  referred  to,  namely,  such 
knowledge  or  such  means  of  knowledge,  as  will 
teach  others  to  practise  the  invention. 

A  similar  ambiguity  attaches  to  the  word  "  use,** 
and  the  question  arises,  whether  the  use  of  an 
article  under  the  circumstances  above  mentioned 
will  vitiate  subsequent  letters  patent,  granted  to  a 
person  who  introduces  the  knowledge  of  the  ma- 
nufacture.   In  determining  this  question,  regard 


must  be  had  to  the  proviso  of  the  statute,  wUck 
declares,  that  the  previous  dedaratioB  agaiart 
monopoties  shall  not  extend  to  any  lettors  pateaft 
of  the  sole  working  or  making  of  any  manner  of 
new  manufacture  within  the  ndm.   ThewoikiBg 
and  making  of  the  article  to  be  produced  ii  the 
■uliject  of  the  grant,  not  the  use  of  that  aitidc 
when  produced,  and  the  meaning  of  those  words 
is  well  defined  by  the  exposition  of  tiie  Uw  ai 
stated  in  the  case  of  monopolies  (mue  6),  mi 
recently  recognised  and  adopted  by  the  Comt  of 
Conunon  Pleas,  in  the  case  of  Cnne  v.  Priet,  ia 
the  following  terms,  "  when  any  man  by  hii  ova 
charge  and  mdustry,  or  by  his  own  wit  oir  mvea. 
tion,  doth  bring  any  new  trade  into  the  reafaa,  or 
any  engine  tending  to  the  furtherance  of  a  trade, 
that  never  was  usmL  before,  and  that  for  the  good 
of  Uie  realm,  in  such  cases  the  king  may  ciaot  to 
him  a  monopoly  patent  for  aome  reasonable  thos, 
untU  the  su^ects  may  learn  the  same,  in  oonnde- 
ration  of  the  good  that  he  doth  bring  of  has  ia- 
vention  to  the  commonwealth — othowiae  not" 
So  that  Uie  subject  of  the  grant,  according  to  the 
dd  common  law,  on  the  authority  of  this  case,  ii 
to  be  a  new  trade,  or  an  engine  tendinr  to  the 
fortherance  of  an  esisting  trade,  provided  saeh 
trade  or  such  engine  had  never  been  used  befive, 
whereas  according  to  the  statute,  the  conditioa 
would  appear  to  be  limited  to  the  trade  or  ea- 
sine  being  in  use  at  the  time  of  the  grant    Bat 
3ien  Uie  difficult  question  arises,  if  ever  in  ase, 
after  what  period,  or  under  what  drcumstanees,  ii 
the  tiUe  of  the  party  as  the  true  and  first  inventor 
not  to  be  negatived  1    Hie  observation  of  Lord 
Brougham  (cited  above),  that  the  latter  danse  of 
the  statute  is  cumulative   in   efiect,  pboes  the 
whole  question  on  the  issue  of  the  true  and  fint 
inventor,  independenU^  of  the  question[of  publica- 
tion or  prior  use.     It  is,  however,  established,  thst 
these  terms  are  not  applicable  to  the  case  of  a 


person  who  has  made  the  invention,  and  confined 
It  in  hia  own  breast  or  closet,  or  to  one  who  has 
only  speculated  about  it  without  attaining  anvprao- 
ticid  result,  but  it  haa  been  expressly  hM  that  the 
terms  are  applicable  to  that  person  only  who  shall 
have  invented,  published,  and  introduced  into,  or 
put  in  use,  a  complete,  perfect,  and  finished  in- 
vention. The  adoption,  or  the  ([eneral  know- 
ledge, of  the  invention,  by  the  pubbc  is  not  neces- 
sary. The  title  of  a  person  who  subsequendy 
lays  claim  to  any  exclusive  right  in  respect  of  the 
same  invention  is  defeated  by  the  fact,  that  the 
complete  and  perfected  invention  was  so  pub- 
lished, or  put  into  public  use.  But  the  conaod- 
ing  observations  of  the  noble  lords,  as  has  been 
alreadv  observed,  create  considerable  doubt  aad 
difficulty  in'the  application  of  the  above  priadpleit 
and  the  onl^  case  to  vriiich  they  appear  to  be 
applicable,  is  that  of  a  prior  patent,  r -^^ 


on,  and  from  which  the  public  never  derived  aav 
practical  benefit    Suppose  the  subject  of  saeh 

rmt  to  be  re-invented  after  fifty  yeais,  and  to 
introduced  into  general  use,  and  to  beoone 
part  of  the  manufactures  of  the  country,  wooM 
the  title  of  such  subsequent  and  indepeodeat  in- 
ventor be  defeated  by  the  grant  of  the  prior 
patent  ?    See  tmU  86,  n«  c. 
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EXTENSION  OF  TERM  OF  LETTERS  PATENT. 

SiMi8TER*s  Patent. 

(kr.  Lord  Campbell;  Sir  H.  Jewner ;  Dr.  Lushinffton ;  and      In  the  Frh^ 
Mr.  Justice  Erskine. 

This  was  an  appKcation  for  an  extension  of  the  term  of  the  Dec.  7tb  u  Sib, 
petitioner's  patent  of  the  18th  of  December^  1828,  for  •*  improve-  ^®^* 
ments  in  weaving,  preparing,  or  manufacturing  a  doth  or  fabric, 
and  the  application  thereof  to  the  making  of  stays  and  other 
artides  of  dress,  which  improvements  are  also  applicable  to 
other  purposes/' 

The  petition  having  briefly  described  the  method  of  making  The  petuum. 
stays  before  the  date  of  the  patent,  namdy,  by  sewing  or  stitch- 
ing two  pieces  of  cloth  toge^er,  in  such  manner  as  to  leave  the 
requisite  spaces  for  the  introduction  of  the  whalebone  or  other 
materials,*  stated  experiments  by  the  petitioner  during  three 
years,  and  his  discovery  of  a  mediod  of  weaving  a  double  fabric 
luitable  for  stays,  the  requisite  open  spaces  being  left  in  the 
process  of  weaving.  The  petition  then  stated  the  expenses  in- 
corred  and  difficidties  encountered  in  making  and  introducing 
the  invention,  particularly  the  opposition  by  the  wholesale 
houses,  and  the  prejudice  created  by  reports  industrioudy  pr- 
edated, that  the  stays  would  not  bear  washing.  The  petition 
then  stated  the  particulars  and  expense  of  the  litigation  in 
which  the  petitioner  had  been  involved;  that  no  profits  had 
been  received  for  some  time,  and  that  the  profits  during  the 
last  six  years  had  not  equalled  the  petitioner's  losses;  so  that 
on  the  whole,  there  had  been  a  loss  on  the  invention.  A  dis- 
ddmer  had  been  enrolled  as  to  so  much  of  the  invention  as  did 
not  rdate  to  stays. 

The  notice  of  objections  stated,  as  grounds  of  opposition,  Notiet  of  tbiet- 
various  objections  to  the  validity  of  the  patent — ^that  the  peti-  <*<^* 
tioner  had  compromised  the  legal  proceedings  referred  to  in  the 
petition  by  the  payment  of  money,  with  the  view  of  prejudidng 
and  deterring  other  parties  known  to  the  petitioner  to  be  in- 
fringing the  patent;  that  in  consequence  of  the  petitioner's  not 
hiterfering  to  stop  such  infringements,  the  opponents  had  em- 
barked a  large  capital  in  machinery  for  manufacturing  the  stay 
fabric  by  steam  power,  and  that  it  was  not  until  the  fabric  so 
woven  by  steam  power  drove  out  of  the  market  the  fabric 
woven  in  the  loom,  that  the  petitioner  thought  of  amending  his 
patent  by  disclaimer  with  a  view  to  the  present  application. 

M.D.  Hill,  and  Webster y  appeared  for  the  petitioner;  Sir  W. 
FoUeiiy  8.6.,  and  CowHng,  for  the  opponents. 
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Jn  thtPrity         The  witnesses  described  the  old  or  stitched  stay  to  hare  been 
^^  made  by  sewing  together  two  pieces  of  fabric  at  certain  intervals 

for  the  interstices  into  which  the  bones,  wadding,  or  other 
materials,  were  to  be  inserted ;  whereas,  according  to  the  peti- 
tioner's invention  the  proper  interstices  were  left,  and  the  cross 
stitching  according  to  the  particular  pattern  of  the  stay  pat  in, 
during  the  weaving  of  the  fabric  in  the  loom,  so  that  the  stays, 
excepting  where  the  interstices  existed,  were  of  one  uniform 
fabric. )  The  result  of  this  was  a  uniformity  of  texture  and  elas- 
ticity throughout  the  stay.  Weaving  in  such  a  manner  as  to 
leave  spaces  was  described  to  be  old,  stifiener  doth  having  been 
made  in  that  way,  but  no  fabric  suitable  for  stays,  or  widi  die 
proper  splioes  as  to  size  and  arrangement,  had  been  made  in  a 
loom;  a  fabric  with  simikir  spaces  could  be  made  by  pover 
weaving,  but  such  fabric  would  not  have  the  drops  and  cross 
stitching  generally  considered  as  important,  and  was  in  other 
respects  inferior  for  the  purpose  of  stay^making. 

The  prejudice  against  the  stays  in  iht  first  instance  was  ife* 
scribed  to  be  great;  some  persons  believing  them  only  to  be 
stamped,  others  that  they  would  not  bear  washing.  They  were 
sold  at  the  same  price  as  the  stitched  stay,  but  the  saving  to 
the  manu£BU)turer  upon  the  cost  of  production  was  from  4d.  to 
6if.,  and  this  was  consequentiy  taken  as  the  measure  of  die 
profit  on  each  stay ;  the  profit  on  the  stays  sold  during  each 
year,  firom  1829  to  1841,  was  as  follows:  £9,  £45,  £13.  £77, 
£80,  £167,  £180,  £161,  £86,  £81,  £160,  £91,  £120.  In  16S8, 
the  stay  of  a  fabric  made  by  power  weaving  came  out ;  it  inter- 
fiered  materially  with  the  petitioner's  stay,  being  sold  at  a  lower 
rate. 

With  respect  to  the  money  paid  by  the  petitioner,  and  the 
alleged  compromise,  it  appeared  that  the  defendant  in  the  suit 
had  pledged  a  large  quantity  of  the  doth,  which  at  the  termina- 
tion of  the  suit  the  petitioner  redeemed,  in  order  to  prevent  its 
getting  into  the  market.  The  petitioner  did  not  appear  to  have 
had  knowledge  of  the  opponents  being  the  parties  engaged  in 
infiringing  his  patent,  though  it  was  certain  that  stays  of  a  fabric 
made  by  power  weaving  were  in  the  market,  without  any  legal 
proceedings  being  taken.  The  short  portion  which  remamed 
of  the  term  of  the  patent,  after  the  enrolment  of  the  disclaimer, 
was  suggested  as  the  cause  of  this. 

SirW.  W.  FoUett,  S.G.,  on  behalf  of  the  opponents,  eon- 
tended  that  the  prayer  of  the  petition  could  not  be  granted,  on 
the  three  following  grounds :  1st,  That  there  was  not  suffident 
public  benefit  in  tiie  invention ;  2nd,  That  there  was  no  pecu- 
liarity m  the  situation  of  this  patented  to  entitie  him  to  the  ex- 
traordinary relief  asked  for;  and  3rdly,  That  the  petitioner  bad 
slumbered  on  his  rights,  and  been  guilty  of  such  n^ligence  in 
not  proceeding  agiunst  the  alleged  infringements,  as  would 
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efibctually  preclude  him  from  succeeding  in  the  present  ap-  A.  D.  1843. 
pKcatiou. 

Firstly.  In  all  the  cases  which  had  hitherto  occurred  of  the 
Judicial  Committee  of  the  Privy  Council  recommending  an  ex- 
tension  of  the  patent,  some'  case  of  great  public  benefit  and 
utility  had  been  laid  before  the  committee.  Here  the  invention 
is  of  a  trivial  kind,  possessing  but  very  little  novelty  and  a  small 
degree  of  utility*  Weaving  spaced  fabrics  was  known  before; 
any  body  might  have  applied  such  fabrics  to  stays.  The  fact  of 
the  slow  progress  of  the  sale  showed  but  a  small  degree  of 
utility,  and  was  itself  an  answer  to  the  application.  The  public 
did  not  get  their  stays  cheaper.  Where  then  was  the  public 
utility  and  benefit?  Secondly.  There  are  no  peculiar  drcum- 
itances  connected  with  this  patent,  either  of  hardship  or  utility. 
The  applicant  must  satisfy  tiie  court  that  from  some  particular 
cause  he  has  not  derived  the  benefit  which  he  might  have  ex- 
pected. It  is  not  sufficient  that  the  patent  article  does  not  sell; 
this  is  a  common  case,  and  affords  a  very  strong  presumption 
against  the  utility  of  the  invention.  The  petitioner  must  show 
some  particular  difficulty  arising  from  the  prejudices  of  the  pub- 
lic, or  the  opposition  of  the  trade,  so  as  to  account  for  not 
having  derived  an  adequate  remuneration  from  the  invention. 
The  allegations  in  the  petition  as  to  the  prejudice  and  oppo- 
rition  have  not  been  supported  by  the  evidence.  [Lord  Camp-  xhe  fact  of  ao 
iell:  A  patent  may  be  a  long  time  in  getting  into  use ;  but  if  it  inveQUon  when  ^ 
then  becomes  known^  and  is  really  a  good  and  useful  patent,  it  ting^nto  ^geoerei 
becomes  at  once  in  great  demand.]  The  petitioner  shows  by  »Me,MBpre«uinp- 
his  disclaimer  that  he  has  been  in  the  enjoyment  of  an  invalid  ^\^^^ 
patent  for  thirteen  years;  he  admits  that  the  invention  was 
only  useful  as  regarded  stays ;  a  patentee  has  no  right  to  lie  by, 
resting  on  an  invalid  patent,  and  then  avail  himself  of  the  pro- 
Tirions  of  the  statute,  in  order  to  interfere  with  what  others 
have  been  doing  in  reliance  on  the  invalidity  of  the  patent. 
Thirdly.  The  petitioner  has  slumbered  on  his  rights,  and 
parties  had  been  permitted  to  infringe  with  impunity.  The 
patentee  must  have  known  of  these  infringements,  and  no  steps 
were  taken  to  put  a  stop  to  them ;  the  consequences  of  an  ex- 
tension would  be,  that  these  parties  would  be  immediately 
involved  in  litigation ;  it  would  be  a  great  hardship  upon  those 
who,  relying  on  the  invalidity  of  the  patent,  and  the  inactivity  of 
the  patentee,  have  expended  capital  upon  machinery  for  the 
inaniifSicture  of  the  fabric,  to  be  subject  to  actions  for  past  in- 
fringement. [M.  D.  Hill:  The  petitioner  will  release  any  right 
of  action  for  past  infringement]  [Lord  Campbell:  How  can 
that  be  secured?]  [Webster:  It  might  be  done  by  the  insertion 
of  a  proviso  in  the  new  letters  patent,  as  in  the  case  of  the  ex- 
ten^on  of  Whitehouse's  patent  for  gas  tubes,  where  new  letters 
Patent  were  granted  to  Russell  the  assignee.    The  securing  of 
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/n  the  Privy      an  annuity  of  £500  per  annum  to   the  original  inventor,  us 
c^uHcU,  recited  in  the  new  letters  patent  as  part  of  the  conadearadon  of 

the  patent,  and  a  proviso  was  inserted,  rendering  the  new 
letters  patent  void  if  the  annuity  should  not  be  duly  paid.  The 
queen's  warrant  directs  the  Attorney  Greneral  to  insert  any  pro- 
viso he  may  judge  requisite.  In  the  present  case  aproTiso 
might  be  inserted  for  avoiding  the  new  letters  patent  if  any 
action  be  brought  for  past  infringement.]  That  would  not  meet 
the  justice  of  the  case.  What  is  to  become  of  the  machinery 
and  stock  in  trade,  &c.,  of  the  parties  ?  On  the  above  grounds, 
this  is  not  a  case  for  the  exercise  of  the  extraordinary  jurisdk^ 
tion  which  has  been  entrusted  to  the  court. 
Judgment.  Lord  Campbell  :  Their  lordships  are  of  opinion,  that  in  diis 

case  there  is  not  sufficient  gn^ound  laid  for  reporting  to  her 
majesty  that  the  patent  ought  to  be  renewed. 


Galloway's  Patent. 

May  13, 1843.    Cor.  Lord  Brouffham ;  Lord  Campbell;  Sir  J.  Wigram,  V.C.; 

and  Dr.  Lushington. 

This  was  an  application  by  James  Lancaster  Luoena,  as  the 
assignee  of  certain  letters  patent  granted  to  Elijah  Galloway  (a), 
'^  for  certain  improvements  in  steam  engines,  and  in  machinery 
for  propelling  vessels,  which  improvements  are  applicable  to 
other  purposes  (i)." 

Sir  W.  Follett,  S.G.,  and  Buttf  appeared  in  support  of  tbe 
petition,  which  stated  that  the  patents  had  been  obtained  at  die 
sole  expense  of  William  Morgan,  and  assigned  to  him  accord- 
ingly. The  petitioner  had  purchased  one-fourth  share  in  the 
patents  of  Morgan  for  £4000,  in  1830 ;  and  in  1831,  Morgan  bad 
assigned  the  other  shares  in  the  patent,  with  some  other  pro- 
perty, as  a  security  for  the  further  sum  of  £5400,  advanced  bj 
the  petitioner  to  enable  Morgan  to  complete  and  carry  out  the 
invention.  On  the  bankruptcy  of  Morgan  in  1832,  the  other 
property  was  realized,  and  the  petitioner  proved  under  the  bank- 
ruptcy for  the  sum  of  £3400,  and  by  an  arrangement  with  the  as- 
signees became  the  sole  proprietor  of  the  patents,  and  thereupon 
granted  a  sole  and  exclusive  license  to  Morgan^  under  which 
he  continued  to  practise  the  invention  until  the  bankruptcy  of 


(•)  The  letteri  patent  for  England  and  the  Colonies,  2nd  of  July  1829,  and  for'  SeotUnd,  3fd 
of  August,  1829.  (b)  See  the  specification,  nmU  1G6. ' 
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Messrs.  Acraman^  Morgan  &  Co.,  of  Bristol,  in  the  last  year.  A.D.lSia^ 
The  petitioner  had  incorred  great  expense  by  the  proceedings 
•gainst  Messrs.  Seaward  {ante  167)9  <^d  ^^  subsequent  dis- 
daimer  and  memorandum  of  alterations  (c).  The  original  in- 
ventor concurred  in  the  present  application.  The  losses  of  the 
petitioner  in  respect  of  the  patents  amounted  to  about  JBSOOO. 

The  papers  containing  the  advertisements  {d)p  the  two  letters 
patent,  copies  of  the  specification,  disclaimer,  and  memorandum 
of  alteration,  certified  as  office  copies.    The  petitioner's  title  in  an  appUca- 
was  proved  by  calling  the  attesting  witnesses  to  the  execution  Jlgne^-I^^s  "f^ 
of  the  deeds  of  assignment,  their  lordships  having  intimated  must  i>e  strictly 
that  the  titie  must  be  strictly  proved,  and  tiiat  an  admission  by  P^^^* 
the  opponent's  counsel  would  not  do. 

On  the  witnesses  who  described  the  invention  being  cross-  The  new  letters 
examined  as  to  the  want  of  novelty  and  utility  of  the  inven- fecT^o  tb^  ob^ 
tion,  their  lordships  intimated,  that  in  the  case  of  a  recommen-  jections  to  the 
dation  to  the  crown  for  an  extension  of  the  term,  the  new  q„^,"^,^  ^f  no- 
letters  patent  were  subject  to  any  objections  which  might  exist  velty  and  utility 
to  the  original  letters  patent,  and  that  unless  it  was  contended  ruteiy'entered 
that  the  invention  was  altogether  useless,  it  was  not  the  practice  on. 
of  the  Judicial  Committee  to  enter  into  these  questions,  es- 
pecially after  there  had  been  a  discussion  upon  them  in  a  court 
of  law.    The  nature  of  the  evidence  adduc^  will  appear  from 
the  judgment  of  the  court. 

M.  D.  £RU,  and  R.  Y.  BichardSy  opposed  the  petition  on  the 
grounds  of  want  of  merit  in  the  petitioner,  and  also  in  the  in- 
vention. The  petitioner  advanced  money  on  the  patent  as  a 
oommerdal  speculation;  the  security  had  turned  out  to  be  bad; 
he  had  contributed  nothing  to  the  success  of  the  invention :  if 
the  concern  in  which  Morgan  was  interested  had  not  failed, 
the  petitioner  would  have  been  paid  ofi*  in  full,  and  have 
had  no  interest  in  the  letters  patent  whatever^,  and  no  titie 
to  come  here.  [Lord  Brougham:  The  petitioner  is  a  mere 
assignee;  is  he  within  the  act?]  [Sir  W.  Fo//^/^,  S.G.:  It 
has  been  so  decided  in  several  cases  (e).]  [Lor A  Brougham: 
The  words  of  the  act  are  not  very  clear,  but  I  believe  tiie 
committee  thought  it  for  the  benefit  of  patentees  that  the 


Jc)  The  disclaimer  enrolled  by  the  petitioner  of  the  26th,  and  "  Mominc  Advertiser,"  of  the 

Morgan,  disclaimed  so  much  of  the  said  in-  27th,  and  three   "Times."'    The  petitioner  re- 

▼CBtion  u  related  to  the  imprmrements  in  steam  sided  in  the  Temple.     It  did  not  appear  in  evi- 

•npnes,  and  the  words  in  the  title,  "  which  im-  dence  where  the  manufacture  was  carried  on,  and 

pTOTcraents  are  applicable  to  other  purposes,"  no  objection  was  made  to  the  sufficiency  of  the 

«ci«  disclaimed.     A  memorandnm  of  alteration,  advertisements. 

•Wiiur  explanatory  matter  to  the  specification,  (<)  See   ante.  487-8.     Of  the  seventeen  ex- 

WM  uso  enrolled.     It  was  made  a  condition  of  tensions  up  to  the  end  of  the  year  (1843),  «r 

tlie  enrolling  of  the  disclaimer  and  memorandum  of  have  been  to  assignees,  one  ( Downton's,  anU  565 ) 

•Iteration  in  this  case,  that  the  defendants  should  to  the  administratrix  of  the  grantee  of  the  origi- 

fctve  a  license  to  use  the  particular  machinery  in  nal  letters  patent,  and  the  remaining  ten  to  the 

"Mpect  of  which  the  above  action  was  brought.  patentees.     Five  applications  were  refused,  and 

W)  The  "  Gasette,"  of  the  24th,  27th,  and  31st  about  the  same  number  abandoned  by  the  parties 

of  Jaooary ;  the  "  Morning  Chronicle*'  and  "  Post,"  before  the  hearing. 
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assignee  should  represcDt  the  whole  merit  of  the  hTentor.] 
Secondly,  the  invention  itself  has  not  snch  a  degree  of  merit  u 
to  give  any  claim  to  an  extended  term.    Even  if  the  invention, 
as  described  in  the  specification^  would  be  of  any  use,  whkkis 
extremely  doubtful,  it  would  not  now  be  applied  without  n* 
rious  subsequent  improvements,  from  the  use  of  whidi  the 
public  would  be  excluded  if  the  term  of  the  patent  be  extended. 
[Dr.  LusMnffian :  Tour  argument  is,  that  the  invention  as  d^ 
scribed  is  not  now  practically  useful  without  the  improvements 
that  have  been  made  in  it ;  and  that  therefore  the  term  of  the 
patent  ought  not  to  be  extended  so  as  to  deprive  the  public  of 
those  improvements,  without  which,  in  the  present  state  of 
steam  navigation,  the  principle  of  the  original  patent  cannot  be 
usefully  applied.]     Exactly  so.    The  original  grant  has  amply 
repaid  the  merit  of  the  invention  as  described.  [Lord  Brougham: 
But  there  has  been  no  profit ;  if  there  had  been,  your  argament 
would  have  some  weight.]     The  patent  as  originally  granted 
was  void.     The  litigation  now  urged  as  a  ground  of  hardship 
was  the  consequence  of  the  patentee  claiming  more  than  he  was 
entitled  to,  and  but  for  this,  large  profits  might  have  been 
made ;  that  very  ground  of  invalidity  is  brought  forward  as  a 
reason  for  the  extension. 

The  nature  of  the  evidence  in  support  of  the  opposition  will 
be  seen  from  the  judgment  of  the  court.  # 

Sir  W.  Folletty  S.  G.,  in  reply.  The  petitioner,  according  to 
the  principles  which  have  been  acted  on  by  the  Judidal  Com- 
mittee in  other  cases,  represents  the  whole  merit  of  the  original 
inventor.  His  capital  has  been  employed  to  introduce  and 
spread  the  invention.  The  want  of  success  which  has  hitherto 
attended  the  invention  is  almost  inexplicable,  and  can  only 
be  referred  to  the  impediments  which  the  prejudice  of  ma- 
nufacturers, conflicting  interests,  and  the  expense  of  changes, 
oppose  to  the  introduction  of  the  greatest  improvements. 
The  advantages  of  increased  speed,  and  of  overcoming  the 
vibratory  and  tremulous  motion,  cannot  be  denied,  and  the  im- 
provements relied  on  as  an  answer  to  the  present  application 
relate  to  things  not  within  the  patent,  which  is  for  causing  the 
floats  to  enter  and  come  out  of  the  water  at  the  proper  angle. 

Lord  Brougham  :  In  this  case  their  lordships  have  had  be- 
fore them,  on  one  branch  of  it,  a  great  deal  of  evidence  on  either 
side,  respecting  which  this  observation  arises,  that  it  cannot 
really,  on  examining  it  upon  any  point  whereupon  the  decision 
of  their  lordships  can  ultimately  turn,  be  said  to  be  conflicting 
evidence.  It  appeared  for  instance  to  be  a  conflict,  at  least  by 
the  evidence  of  one  of  the  witnesses,  who  said  that  the  "  Con- 
fiance"  had,  the  fourth  time  she  was  fitted  with  wheels,  not  the 
paddle-wheel  in  question,  but  another  wheel,  he  did  not  know 
exactly  what,  but  not  that  he  thought;  but  we  have  on  the 
other  side  Mr.  Morgan,  who  made  the  paddle-wheel  in  both 
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cases,  and  who  gave  a  very  fidr,  and  impartial,  and  careful  ac-  A.D.  1843. 
count  of  it,  and  he  gave  most  distinct  evidence  upon  his  oath 
to  the  fact,  that  the  first  and  second  and  third  paddle-wheels 
were  all  set  aside,  having  failed  from  some  defect  in  their 
power,  and  that  the  fourth  was  made  according  to  the  principle 
of  the  first,  which  was  according  to  the  model  of  the  four  floats 
at  the  end  of  the  vane  at  the  outside  of  the  spindle,  and  accord- 
ing to  the  plan,  without  any  of  the  alleged  improvements  in  the 
frame,  although  there  can  be  no  doubt,  and  it  is  past  contention, 
that  it  does  not  admit  of  a  choice  between  the  two.  It  must, 
however,  be  observed,  that  it  cannot  here  be  said,  that  the  differ- 
ence between  the  float  being  at  the  end,  or  outside  of  the 
spindle  and  the  balance  floats,  or  the  float  part  of  which  is  inside 
and  part  outside  the  spindle,  is  a  material  difference  or  an  im- 
provement ;  if  it  were  an  improvement  in  the  invention,  that 
might  be  urged,  but  the  patent  is  not  taken  out,  as  we  under- 
stand it,  for  that  particular  construction  of  the  wheel;  the 
patent  is  taken  out  for  a  mode  of  making  floats  (whatever  they 
are,  whether  the  balance  float  or  the  single  float,  whether  floats 
partly  inside  and  outside  the  spindles,  or  floats  entirely  inside 
the  spindle,  whatever  may  be  the  mode  and  manner  of  making 
the  float)  enter  and  go  through  the  water  at  a  particular  angle, 
and  then  quit  it  at  another  angle — at  such  an  angle  as  shall 
oppose  resistance  to  the  water — that  being  the  object  to  be 
attained ;  the  principle  being  thereby  applied,  of  opposing  the 
greatest  space  in  the  most  advantageous  form,  to  give  resistance 
where  resistance  is  wanted  for  the  power,  but  is  only  wanted  to 
withdraw  it,  either  through  the  water  in  the  first  instance,  or 
through  the  air  in  the  next,  upon  the  ordinary  principle  of 
feathering  an  oar. 

Now  it  appears  that  improvements  were  made  in  the  float,  The  fact  of 
widi  manifest  improvements,  that  no  person  would  after  these  ^^^'3^1?" 
erer  think  of  persisting  in  using  the  invention  as  it  originally  been  made  on 
stood,  but  would  have  recourse  to  the  improvements.    That,  tenu"n^*°affblSi 
however,  is  no  reason  against  the  claim  of  the  original  inventor,  do  objectioo  to 
it  is  only  saying  that  his  invention,  though  useful,  has  been  {£e  term."**"  ^^ 
capable  of  improvement,  and  its  having  been  improved  affords 
no  reason  for  denying  him  an  extension  of  the  patent,  if  upon 
other  grounds  he  has  merit,  and  if  upon  other  grounds  he  has 
diown  not  to  have  reaped  a  due  benefit  in  proportion  to  that 
merit    If  such  an  argument  were  to  prevail,  any  improvement 
made  by  him  upon  the  patent  would  at  once  take  away  the 
patentee's  right  to  obtain  under  whatever  circumstances  he  may 
come  before  this  court,  a  recommendation  to  have  under  the 
vA  of  parliament,  an  enlargement  of  the  term. 

Some  difference  of  opinion  has  been  expressed  by  persons  of 
fi^t  learning,  experience,  and  ingenuity,  in  their  several  depart- 
ments, but  in  weighing  the  testimony  of  those  gentlemen  much 
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In  tkt  Privy     depends,  as  it  is  iu  conflict*  upon  die  spirit  in  which  the  teifr 
CouneU.  mony  is  given.    Now  I  think  the  testimony  of  Mr.  Moigan  to 

the  excellence  of  the  invention,  and  to  its  perfect  use  when  in 
the  Confiance,  and  to  the  perfect  success  of  the  same  invention 
appUed  to  the  Trieste,  was  given  in  a  manner  far  more  to  om- 
dliate  one's  confidence  than  the  very  coloured  statement  which 
some  of  the  witnesses  gave,  very  ingenious  and  very  honest  men, 
Mr.  Barnes,  for  instance,  and  Mr.  Farey.    Tet  these  gentlemen 
appear  to  labour  under  very  considerable  excitement  with  re- 
gard to  this  patent,  so  much  so,  that  Mr.  Barnes  said,  in  answer 
to  a  very  simple  question,  that  he  never  saw  such  an  attempt  at 
mechanism  in  the  whole  course  of  his  life ;  he  would  not  allow 
it  to  be  mechanism.    Now  that  is  very  much  like  the  reverse  of 
the  evidence  that  was  given  in  £eivour  of  the  patent,  and  even 
the  other  evidence  given  against  the  patent  was  in  favour  of 
its  being  mechanism,  especially  taking  into  consideration  tliat 
for  which  the  patent  is  claimed,  namely,  not  one  particnhr 
mode  of  constructing  the  axle,  or  one  particular  mode  of  placing 
or  constructing  the  float  rather  than  another,  or  of  making  tiie 
wheel  rather  than  another,  but  one  particular  mode  by  whidi 
the  angle  is  to  be  varied,  at  which  the  float,  however  con- 
structed, or  the  wheel,  however  made,  enters,  goes  through,  and 
emerges  from,  the  element  in  which  the  force  is  to  be  gained. 
Their  lordships  are  therefore  inclined  to  think,  that  there  is  no 
reason  for  doubting  the  merits  of  this  invention,  and  a  very  use- 
ful invention  it  is,  though  one  really  is  somewhat  at  a  loss,  the 
more  one  sees  of  it,  to  understand  why  hitherto  it  has  not  been 
more  generally  and  more  largely  used ;  I  hope  that  it  will  come 
more  into  use  for  the  benefit  of  the  public*    It  appears  that  it 
has  increased  from  an  hour  to  an  hour  and  a  half,  and  two 
hours,  the  speed  of  vessels,  and  it  also  appears  to  get  rid  of  a 
most  painful  and  irksome  part  of  steam-boat  travelling — the 
trembling  vibrating  motion.    One  hopes  therefore  that  it  may 
succeed.  The  evidence  of  Capt.  Kennedy  is  very  material  in  this 
respect,  and  though  Mr.  Farey  gave  a  very  confident  opinion  as 
to  the  frail  nature  of  some  parts  of  the  wheel  from  its  being 
half  axle,  and  that  it  must  be  very  bad  to  use,  this  is  to  be 
observed,  that  Mr.  Farey  was  never  in  one  of  those  vessek  in 
bad  weather.     Now  if  this  kind  of  half  axle  is  so  very  bad  to 
use,  and  so  very  little  to  be  relied  upon,  one  does  not  really 
quite  understand  how  it  was  possible  for  Captain  Kennedy  to 
have  weathered  that  dreadful  hurricane,  which  appears  to  have 
been  onc^  of  the  most  severe  hurricanes  that  one  ever  heard  a 
description  of,  so  much  so,  that  four  vessels  perished  in  coming 
out  of  harbour,  and  vessels  were  actually  driven  firom  the  har- 
bour, great  and  small,  and  exposed  to  great  jeopardy  daring 
the  continuance   of  that  gale;   his   vessel  appears    to  have 
been  most  roughly  handled  by  the  hurricane ;  nevertiieless  this 
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paddle-wheel  seems  to  bare  done  its  duty  admirably  and  power-  a.d.  1843. 
iiilly,  and  another  would  not  have  done  so  well. 

Upon  these  grounds  their  lordships  are  to  consider,  whether  as  to  the  profits 
or  not  a  profit  has  been  realized  by  the  patentee.    Now  it  ap-  aoddeductions 

,         -  -  ,  ,.  .       .  .!•  to  be  made  ID 

pears  that  from  four  years  litigation,  entailing  an  expense  of  estimatingtbem. 
£2423,  including  the  expense  of  taking  out  the  two  patents,  and 
including  the  expenses  always  attendant  upon  bringing  a  patent 
invention,  however  useful  or  however  much  approved  of  by  the 
public^  into  use,  and  deducting  the  expense  of  the  steam  engine, 
which  was  set  aside,  and  afterwards  exported,  and  deducting  all 
expenses  not  belonging  to  this  very  invention  itself,  by  an  exami- 
nation very  strictly  gone  through,  both  by  the  bar  and  the  court 
of  persons  called  for  that  purpose,  the  £6000,  which  has  been 
received,  has  been  considerably  more  than  exhausted  by  that 
expenditure.  And  then  we  are  to  observe,  that  the  £6000  a  maoufac- 
was  not,  properly  speaking,  the  patentee's  profit,  it  was  not  *"™'^V*j[  P'°^^ 
the  profit  of  the  monopoly,  but  the  profit  which  any  manu-  ducted. 
&cturer  employed  to  make  these  vessels  with  these  engines 
would  have  derived  by  it,  who  had  no  right  to  the  patent,  and 
no  right  to  the  monopoly.  That  is  a  very  material  circum- 
stance, for  it  shows  that  all  the  poor  inventor  got  by  this 
patent  was  a  sort  of  priority  in  this  nuirket,  a  preference  in  ob- 
tuning  those  orders,  and  no  profit  whatever  from  his  monopoly. 
Not  only,  therefore,  was  the  expenditure  greater  than  the  profit 
recdved,  but  the  proportion  of  that  expenditure  to  him  was  still 
greater. 

Their  lordships,  taking  all  these  circumstances  into  considera- 
tion, are  of  opinion  that  they  ought  to  recommend,  under  the 
powers  of  the  act,  that  the  patent  should  be  extended,  and  they 
consider  the  fit  and  proper  period  of  that  extension  should  be 
five  years  (/). 

Sir  W.  FoUetty  S.G.:  I  do  not  know  whether  in  this  case  I 
ought  to  apply  to  your  lordships,  as  we  have  been  put  to  very 
great  expense  by  the  opposition,  that  we  should  have  any  costs. 
I  find  that  your  lordships  have  done  that  in  similar  cases  {g). 

Lord  Bbouoham  :  No  costs  ought  to  be  allowed. 


SoAMBs's  Patent. 

Cw.  The  Lord  President ;  Lord  Brougham ;  Dr.  Lushington ;    June  2i»  1843. 
and  Lord  Campbell. 

This  was  an  application  by   the  grantee  and  assignees  of 
letters  patent,  granted  September  9th,  1829,  for  **a  new  prepa- 


(/)  New  letters  patent  were  granted  to  James  Lancaster  Luoena  accordingly, 
(g)  See  anf  567. 
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InthePrhg 

Omneil, 


The  pelithn. 


ration  or  manufacture  of  a  certain  material  produced  from  s 
Y^etable  substance,  and  the  application  thereof  to  the  purpon 
of  affording  light,  and  other  uses''  (a). 

The  petition  stated  that  the  cocoa  nut  oil,  whidi  at  the  tem- 
perature of  the  East  Indies  is  a  fine  fluid  oil,  may  be  prodnoed 


(a)  Speeifieaiim, — The  tpecificttion  declares 
"  tae  iiAtare  of  the  said  inrentioii  or  disooveiy  to 
consist  in  preparing  or  manu&ctnring  tlie  ma. 
terial  or  substance  commonly  called  cocoa  nut  oil, 
by  subjecting  it  to  the  process  of  hydraulic  or 
other  suitable  pressure,  by  which  process  I  sepa- 
rate  the  elaine,  by  which  I  mean  the  more  fluid 
part  from  the  stearine,  b?  which  I  mean  the  more 
solid  part,  and  therebjr  obtain  two  products— one 
fit  to  be  applied  to  the  manufacture  of  candles, 
and  the  other  to  burning  in  ordinary  lamps,  and 
other  purposes.**  The  specification  then  describes 
the  mode  of  pressing  the  crude  cocoa  nut  oil,  and 
the  manipulation  of  the  stearine  and  elaine, 
whereby  ihey  are  obtained — the  one  in  a  state  fit 
for  the  manufacture  of  candles,  according  to  the 
ordinary  process  of  makiof  mould  tallow  candles ; 
the  other  for  burning  ana  other  uses  to  which  oil 
b applied;  and  concludes  as  follows: — "Now, 
wheress  the  process  of  separating  the  elaine  from 
the  stearine,  by  pressure,  m  manner  aforesaid,  has 
never  before  been  applied  to  the  substance  called 
cocoa  nut  oil ;  and^  consequently,  no  product  has 
heretofore  been  obtained  thereoT  from  that  sub- 
stance, fit  for  being  manufactured  into  candles  in 
the  ordinary  way,  or  for  being  refined  by  any  of 
the  usual  modes  so  as  to  bum  in  ordinary  lamps ; 
both  which  objects  are  obtained  by  my  methoa  of 
preparing  or  manufiieturing  the  said  substanoe. 
And  whereas,  I  therefore  hereby  daim  as  my  in- 
vention or  discovery,  the  manner  hereinbefore  de- 
scribed of  preparing  or  manufacturing  the  sub- 
stance called  cocoa  nut  oil,  by  (hydraulic  or  other 
suitable  pressure,  and  the  application  of  the  pro- 
ducts obtained  thereby,  one  to  the  purpose  of 
making  candles,  and  the  other  to  Uie  purpose  of 
bnminf  in  ordinary  lamps,  without  the  necessity 
of  applying  the  conductors  of  heat,  and  other  con- 
trivances now  adopted  when  cocoa  nut  oil  in  its 
ordinary  state,  as  imported,  is  used  for  burning, 
and  also  to  other  uses." 
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A  bill  had  been  filed  (Nov.  17,  1841)  by  the 
plaintifi,  the  assignees  of  the  above  patent  of 
Soames,  to  restrain  the  defendant  from  infringing 
the  patent,  and  the  Master  of  the  Rolls  in  grant- 
ing the  injunction,  26th  November  1841,  delivered 
the  following  important  judgment : — 

Lord  Langdtue,  M.  R. :  Having  regard  to  the 
arguments  on  the  validity  of  the  patent,  to  the 
ei\)oyment  of  it  by  the  plaintifi,  and  to  the  evi- 
dence which  appears  upon  the  affidavits  which 
have  been  made  m  this  case,  I  am  of  opinion  that 
the  injunction  which  is  applied  for  ought  to  be 
granted. 

The  question  for  consideration  is,  whether  any 
terms  ought  to  be  imposed  upon  the  plaintiffs,  or 
whether  any  other  mode  of  investigating  the  facts 
than  that  which  is  adopted  in  the  usual  course  of 
proceeding  in  this  court  ought  to  be  adopted.     It 


is  to  be  observed,  that  all  orders  made  on  sppfio- 
tions  of  this  kind  are  merely  interiocutory  oraoi ; 
they  do  not  bind  the  richt  between  the  putn 
The  injunction  which  I  have  stated  it  to  be  nj 
intention  to  grant,  will  be  an  injunctioo,  of  eosne 
only  till  further  order.  It  will  not  be  a  popetad 
injunction ;  not  an  injunction  to  continue  dnriaf 
the  continuance  of  the  patent.  NotvithstsaAf 
this  order,  the  defendant  may  put  in  his  mimr, 
he  may  displace  all  the  affiaavtts  wUdi  bn 
been  filed  on  both  sides.  Tbe  plaintiff  sndthe 
defendant  may  respectively  proceed  to  eridcBB^ 
they  may  bring  this  cause  on  for  a  hearing,  lai 
upon  the  hearing  of  the  cause,  the  iriu^  ca(e,tke 
law  regarding  the  patent,  and  tiie  facts  wfaick  13 
appear  upon  the  depositions,  will  have  to  be  n- 
considered,  and  that  reconsideration  may,  fivaf 
thing  that  can  be  known  to  the  contran,  jortlj 
end  m  a  result  different  frvm  that  which  I  bm 
come  to  upon  the  present  occasion. 

The  defendant  naving  his  option  to  adopt  tlni 
course  of  proceeding,  hu  at  tbe  bar  ezprosKdbs 
desire  to  have  this  matter  tried  at  law.  If  b 
were  left  merely  to  prosecute  a  adrtfacitu  for  tk 
repeal  of  the  patent,  that  would  be  one  psit  of  ^ 
Question  whic^  he  might  in  that  way  try.  Ait 
tnere  are  other  questions  subsisting  between  tbe 
parties  regarding  matters  of  fact,  whidi  cooM  sot 
be  tried  in  that  way. 

Now  it  has  been  stated  by  Lord  Cottenkiffl, 
that  he  recollected  no  instance  in  which  the  ooort 
has  not  adopted  the  course  of  directing  the  tnl 
of  an  action ;  be  has  stated  that  to  be  the  resuh 
of  his  experience.  I  certainly  fam  very  refaiciat 
to  try  my  own  memory  against  that,  but  I  diosU 
have  supposed  that  there  were  instances  in  wbich 
that  had  been  done.  It  is  not  the  ri^t  of  partici 
in  ever^  case  to  have  an  action  tried  in  a  ooort  of 
law,  it  IS  a  question  of  convenience,  and  the  ooart 
is  to  exercise  a  fair  discretion.  I  have  no  doebt 
whatever  of  the  competencv  of  this  court  to  gnat 
an  injunction  timpliciter.  Neither  bad  Lord  Cot- 
tenham  any  doubt  of  it.  But  the  question  i% 
whether,  when  there  is  an  opportunity  for  csnyisg 
the  matter  further,  it  is  not,  on  the  whole,  a  con- 
venient course  of  proceeding  to  have  it  tried  be- 
fore the  tribunal  whidi  is  most  proper  for  ^ 
determination  of  the  legal  question,  and  bv  whicb 
the  facts  can  be  better  investigated  than  they  en 
here.  It  is  not,  therefore,  upon  the  ground  of 
any  doubt  as  to  the  validity  ot  the  patent  that  I 
make  the  order  which  I  am  about  to  make;  bat 
it  is  because  the  nature  of  the  case  entitles  tbe 
defendant  to  a  fiuther  investigation  in  one  form  or 
other,  and  the  most  convenient  and  most  efiectire 
mode  appears  to  me  to  be  that  which  has  bees 
mentioned,  namelv,  by  bringing  an  action  in  t 
court  of  law.  Notwithstanding,  therefore,  the 
very  forcible  arguments  I  have  heard  upon  tbii 
subject,  I  think  I  must  in  this  esse,  as  has  beta 
done  in  so  many  other  cases,  direct  the  plaintiff  to 
bring  an  action  to  try  this  right,  the  mjunctioa 
being  granted  in  the  terms  of  the  notice  of  motion. 
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in  any  qtiantity  in  the  British  Colonies,  particularly  in  Ceylon,  A.  D.  1843. 
where  the  British  Government  from  1813  to  1833  made  great 
exertions  to  establish  the  trade  in  cocoa  nut  oil  as  an  export 
trade.  The  attempt,  however,  failed,  from  the  inutility  of  the 
oil  in  England,  it  being  unable  to  be  burnt  under  ordinary  dr- 
comstanoes.  and  was  practically  useless,  until  the  invention  of 
Mr.  Soames,  by  which  it  became  an  article  of  great  utility.  The 
petition  then  stated  various  circumstances  connected  with  the 
progress  of  the  invention,  and  the  assignment  of  the  patent,  and 
the  difficulties  with  which  the  assignees  had  to  contend,  arising 
from  the  following  circumstances — a  great  scarcity  in  the  sup- 
ply of  cocoa  nut  oil  from  the  demand  for  the  purposes  of 
»Soames*8  invention,  and  the  adoption  of  the  oil  to  mix  with 
taUow  in  the  manufacture  of  candles,  and  the  discontinuance  of 
the  Government  mill  and  establishment  at  Ceylon^  the  result 
of  which  was,  a  great  scarcity  in  the  article  and  a  rise  in  price — 
tihe  petitioners  being  compelled  to  establish  agencies  at  Ceylon, 
snd  on  the  Malabar  coast,  for  the  regular  exportation  of  oil  to 
England,  and  to  erect  mills,  and  plant  cocoa  nut  trees  for  the 
same  purpose,  in  all  which  undertakings  great  difficulties  were 
experienced — the  failure  of  their  expectations  as  to  the  supply 
of  oil  at  a  moderate  price.  The  petition  further  stated,  that 
the  invention  of  Mr.  Soames  had  led  to  the  invention  of  the 
composite  candle,  an  article  in  very  great  demand  by  the  public. 
That  a  capital  of  upwards  of  £100»000  was  embarked  in  the 
working  of  the  patent,  but  the  profits  had  been  less  than  the 
ordinary  returns  on  manufacturing  capital.  The  petition,  in 
conclusion,  stated  as  specific  grounds  for  extension  of  the  patent, 
the  introduction  of  a  new  trade  and  manufacture,  namely  vege- 
table candles,  and  the  establishment  of  the  importation  of  cocoa 
nat  oil  as  a  trade  of  great  value,  both  to  the  country  and  the 
colonies  (&);  the  utility  and  importance  of  the  consequent  im- 
provement in  candles  to  the  public  at  large ;  the  want  of  remu- 
neration and  the  difficulties  in  which  the  assignees  had  been 
involved  from  circumstances  which  could  not  be  foreseen,  and 
over  which  they  had  no  control. 

Sir  Thomas  fVildey  M.  D.  Hilh  Botch,  and  Webster,  in  support 
of  the  petition;  Sir  W.  Fottetty  S.  G.  and  M.  Smith  opposed  on 
behalf  of  the  trade ;  Erie  and  Swann  on  behalf  of  Mr.  Tindal. 

The  usual  formal  and  other  proofs  in  support  of  the  petition  THm  Otjeetumt. ' 
having  been  given,  the  following  objections  to  the  extension  of 
the  term  were  stated  as  intended  to  be  relied  on.    That  long 
before  Soames's  invention  it  was  well  known  that  all  fats. 


(b)  It  appeared  from  the  parUamentary  papers,  six  yean,  the  average  was  344  tons,  at  £Z5  a  ton ; 

tbit  on  the  average  of  fifteen  years,  prior  to  1824,  and  during  the  next  eight  years,  up  to  the  end  of 

x\»  quantity  of  cocoa  nut  oil'  imported  was  102  1842,  the  annual  average  was  1748  tons,  at  j£38  a 

tons  umnaily,  at  £30  per  ton }  during  the  next  ton. 
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inthePrhy     and  most  fixed  oils,  whether  animal  or  vegetable,  indofing 
CowuiL  cocoa  nut  oil,  could  be  separated  by  means  of  pressure,  at 

various   temperatures,    into    two    distinct    substances,  called 
stearine  and  elaine;    that  this  well-known  property,  and  tbe 
processes  of  effecting  the  separation,  were  described  in  wdl- 
known  chemical  works,   and  in  the  specifications  of  yarioos 
patents ;  that  the  process  of  mechanical  pressure  had  been  ex- 
tensively applied  in  this  country  to  spermaceti  and  also  to  tallow, 
before  the  date  of  Soames's  patent;  that  under  these  dreum- 
stances  the  specification  claimed  what  was  not  new ;  that  there 
was  little  merit  in  Soames's  invention,  and  that  the  candles  of 
the  stearine  of  the  cocoa  nut  oil  alone  had  but  little  sale,  and 
were  not  suited  to  general  use  in  this  country,  and  in  order  to 
produce  a  marketable  article  it  was  necessary  that  the  steanne 
should  be  mixed  with  the  stearic  acid  of  tallow,  as  in  the  com- 
posite candle ;  that  the  trade  would  be  greatly  prejudiced  \q 
the  extension  of  the  patent,  since  it  would  prevent  them  firom 
making  the  composite  candle,  which  would  in  all  probability 
altogether  supersede  the  mould  candle. 

Lord  Brougham  (to  Sir  Thomas  \Wtlde) :  Of  course  ic 
cannot  take  an  admission  firom  you,  because  we  are  here  to  pro- 
tect  the  public,  and  are  to  satisfy  ourselves  as  to  your  cfadm; 
but  it  appears  to  me,  firom  the  experiments  of  Cheyrenl  and 
Braconnot,  and  the  scientific  works  Mr.  Erie  has  referred  to— 
the  Annales  de  Chimie,  Thompson's  Chemistry,  the  Annals  of 
Philosophy,  and  Murray^s  Chemistry,  to  say  nothing  of  tlie 
patents,  which  I  do  not  think  much  of;  but  those  scientific 
works  seem  to  indicate,  that  prior  to  your  patent,  there  was  a 
very  small  step  in  invention  to  make,  namely,  in  the  separation 
of  the  liquid  from  the  solid  part  of  a  substance,  consisting  of 
two  bodies  combined  mechanically  and  not  chemically;  if  com- 
bined chemically,  of  course,  no  pressure  could  separate  them; 
but  combined  mechanically — applying  pressure  to  that,  was  bat 
a  small  step  to  make  from  what  was  known  before.  Now  yoa 
admit,  I  suppose  (which  is  the  only  thing  wanting  to  prove 
their  case),  the  books  which  bear  date  in  1815,  1816, 1819,  and 
1832,  to  have  been  published  at  those  dates?  [Sir  Thomas 
Wilde:  Oh,  yes!]  (To  Mr.  £rfe;)  Now,  on  the  other  hand, 
I  do  not  exactly  see  how  you  could  strengthen  your  case  by 
calling  people  to  say,  they  knew  those  things,  because,  if  they 
were  in  a  book,  they  were  accessible  to  the  patentee,  and  though 
it  is  very  likely  the  patentee  might  know  nothing  of  them,  it 
goes  to  the  point  of  public  benefit.  The  public  had  the  benefit 
of  those  things  before,  and  consequently,  the  benefit  the  public 
has  got  from  the  patent  is  merely  the  difference  between  the 
matter  which  was  known  before  the  patent,  and  that  which  is 
known  now,  though  it  is  clear  that  in  fact  the  patentee  has  been 
at  a  great  outlay  of  money  in  carrying  it  into  effect. 
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Lord  Campbell  :  I  should  say^  sitting  here,  if  it  had  been  A.D.  1843. 
published  in  a  foreign  journal,  considering  whether  the  patent  PubHcatioD  in 
should  be  prolonged,  I  should  be  influenced  by  what  I  saw  ^  urS^wTd^ 
published  in  a  foreign  journal,  without  inquiring  whether  it  was  on  an  appUca- 
known  in  England;  though  when  sitting  in  a  court  of  justice,  and  ^mIot  W*not 
considering  the  validity  of  the  patent,  I  should  require  that  it  in  an  action, 
should  be  known  in  England. 

Lord  Brougham  :  The  merit  of  an  importer  is  less  than  of  The  merit  of  an 
an  inventor.     We  are  now  sitting  judicially,  and  it  is  an  argu-  ihan  [£[/^,n 
ment  against  the  patent,  that  it  was  imported  and  not  invented,  inventor. 
I  do  not  say  it  takes  away  the  merit,  but  it  makes  it  much 
smaller.     Is  it  worth  your  while  to  give  evidence  to  strengthen 
that  point  ?     He  may  have  had  all  the  merit  in  the  world ;  he 
may  have  invented  the  mariner's  compass,  not  knowing  it  was 
known  before,  but  still  the  public  benefit  is  reduced  very  much 
if  it  was  known  before. 

Lord  Campbell:  The  strength  of  your  case  seems  to  be 
this.  That  before  this  patent  of  Mr.  Soames  was  taken  out,  not 
only  was  the  distinction  known  between  stearine  and  eUdne 
with  reference  to  animal  oils  but  with  reference  to  vegetable  oils, 
and  it  is  the  overcoming  certain  difficulties  in  the  separating 
of  them  which  Mr.  Soames  takes  out  his  patent  for. 

Lord  Brottgham  :  Then  the  extracts  you  have  read  from 
those  scientific  works,  and  the  specifications  of  the  three  patents, 
may  be  taken  as  put  in. 

Sir  Thomas  fVUde,  in  reply.  However  small  the  step,  it  is  Repiy^ 
that  which  has  made  the  whole  difference  between  a  worthless 
and  most  valuable  commodity;  the  merit  of  the  inventor  cannot 
be  tested  by  the  apparent  change,  the  result  and  its  conse- 
quences must  be  looked  to.  The  pubhc  have  obtained  a  valu- 
able article  in  a  cheap  and  good  candle;  cocoa  nut  oil,  the 
produce  of  our  own  cdonies,  has  become  a  permanent  article  of 
trade.  The  assignees  have  risked  an  enormous  capital,  upon 
which  they  have  not  received  fair  or  ordinary  returns.  The 
present  case  is  precisely  similar  to  those  in  which,  from  the  im- 
portance of  the  result,  and  the  inadequacy  of  the  remuneration 
to  those  who  have  brought  about  the  result,  the  legislature  has 
granted  an  extension  of  the  term  of  the  letters  patent  (c). 

Lord  Brougham  :  If  this  case  were  to  be  disposed  of  upon  Judgment. 
the  ground  which  in  arguing  such  cases  has  sometimes  been 
usumed  to  be  the  fit  one,  that  there  must  not  only  be  merit 
and  benefit  to  the  public,  and  (which  is  essential)  a  want  of  suf- 
ficient remuneration  in  the  course  of  using  the  patent,  but  that, 
|>M»eover,  the  case  is  to  be  tried  here  as  on  a  bill  in  parliament 
introdooed  to  prolong  the  patent;  then,  I  apprehend^  there  can 


(c)  See  the  caiet,  anU  40. 
5    B 


734  BXTENSION    OP    LETTERS    PATENT. 

In  thi  Privy      really  be  no  doubt  whatever  that  in  this  case  no  bill  wodd  erer 
CouncU.  j^^^^  passed  through  the  two  houses  of  parliament;  but  to 

The  petition  for  lordshlps  have  always  considered  that  it  was  with  the  view  d 
not"^li*u?ed    affording  a  better  remedy,  not  only  cheaper  and  eaaicr,  bot 
in  the  same       better  in  this  respect,  that  there  might  be  cases  whicb  never 
applkation  to    would  have  prevailed  on  the  legislature  to  make  a  new  penoul 
parliament.       law  prolonging  a  monopoly,  which,  nevertheless,  nught  seem 
meritorious  enough  in   respect  of   the  individual^  benefiml 
enough  in  respect  of  the  pubUc,  and  deficient  enou^  in  remu- 
neration, to  justify  interference,  which,  nevertheless,  had  tfaey 
been  presented  in  the  form  of  a  petition  to  parliament,  wouU 
have  failed  to  procure  an  act. 

Proceeding  therefore  upon  this  ground,  that  it  b  not  neces- 
sary to  show  there  is  case  enough  for  an  act  of  parliament, 
their  lordships  are  of  opinion,  that  in  this  case  there  may  be 
sufficient  ground  for  granting  a  very  moderate  extension  of  the 
term.  Clear  proof  has  been  given  of  some  moderate  benefit  to 
the  public,  and  of  a  step  having  been  made  by  the  patentee; 
that,  though  previous  to  his  invention  of  the  process,  or  his 
application  of  the  ordinary  process,  viz.  mechanical  pressure- 
which  is  no  more  a  peculiar  process  than  mixing,  or  any  other 
chemical  process  known  at  all  times,  to  all  persons,  and  in  all 
operations — it  had  been  known  that  vegetable  as  well  as  animal 
oils  consisted  of  two  parts,  a  solid  and  a  fluid,  mechanicallr 
combined,  capable  therefore  of  being  separated  by  mechanical 
pressure;  yet  as  there  never  had  been  any  application  of  media- 
nical  pressure  for  the  purpose  of  separating  the  cocoa  nut  oil 
into  two  parts,  which  being  separated,  are  found  exceedingly 
useful;  the  oily  part  useful,  and  particularly  the  solid  part,  very 
useful  in  making  candles ;  it  is  fit  to  consider  that  the  person 
who  made  this  step — ^no  very  great  step,  yet  still  a  step  to  some 
extent,  was  not  sure  before  hand,  that  he  would  find  the  solid 
part  separable  by  pressure ;  he  was  not  quite  sure,  because  it 
had  been  done  with  other  tilings,  but  he  might  very  well  calco- 
late  that  it  would  be  so — he  was  not  at  all  sure  that  he  would 
find  the  thing  so  separated,  was  applicable  to  common  and  to 
public  use,  viz.  to  the  purpose  of  making  a  good  burning  candle. 
The  fact  of  a  Well,  then,  another  improvement  was  made  by  him  after  be 
roent^having  ^*'  discovered  the  process  of  separating  the  one  from  tiie  other- 
been  made  u  an  that  when  separated,  a  candle  might  be  usefully  made  of  tiie 
favour^o/a'n  *^^^  P*^^*  Th^rc  was  then  made,  it  appears,  another  improve- 
•xtension.  mcnt,  VIZ.  the  composite  candle  which  is  now  chiefly  in  use. 
Though  that  is  chiefly  in  use  and  the  other  not,  that  affords  no 
argument  against  the  invention  or  against  the  benefit  the  public 
may  derive  therefrom,  because  it  is  only  carrying  the  invention 
further,  though  they  do  not  patent  it,  and  do  not  claim  the 
exclusive  benefit  of  it ;  it  is  really  carrying  further  the  original 
process.    Then  it  appears  clearly  it  has  been  no  benefit;  it  has 
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niher  been  a  damnosa  hareditas.  It  appears  that  £800  was  a.d.  1843. 
paid  in  the  first  instance,  and  that  they  have  rather  lost  than 
gained — ^that  they  have  lost  somewhere  about  £500  or  £600. 
It  appears  they  have  rather  speculated  lately ;  they  have  spent 
£3000  or  £4000  within  the  last  two  or  three  years.  Perhaps 
Aey  had  no  right  to  calculate  upon  that  being  restored.  They 
have  incurred  a  great  outlay  of  money,  perhaps  not  a  very  pru- 
dent one  under  those  circumstances.  Then  it  is  said,  there  has 
been  an  obstacle  in  the  want  of  cocoa  nut  oiL  It  does  not 
appear  there  was  bmj  change  to  make  that  cocoa  nut  oil  less 
easy  to  be  obtained  than  it  was  before ;  on  the  contrary,  the 
whole  average  importation  is  about  seventeen  times  as  much 
BOW  as  it  was  originally.  They  could  hardly  therefore  have 
been  disappointed  in  that,  because  they  could  hardly  have  cal- 
culated, and  they  had  no  right  to  calculate,  and  therefore  no 
right  to  complain  if  they  were  disappointed,  upon  the  supply  of 
eocoa  nut  oil  ever  rising  in  a  greater  proportion  than  17  to  1. 
Nevertheless,  they  have  been  spirited  and  active  persons  in  this 
matter,  and  the  public  has  gained  something  from  their  spirit  and 
activity,  and  firom  what  they  have  expended;  and  their  lordships 
under  these  circumstances  are  of  opinion,  that  they  will  do 
well  in  giving  the  benefit  of  a  very  moderate  extension  of  this 
patent  right,  but  that  moderate  it  must  be,  in  respect  of  the 
circumstances  which  I  have  already  stated— the  very  small  step 
which  was  made,  and  the  proportionate  small  benefit  which  the 
public  may  be  said  to  have  gained. 

It  is  very  fit  their  lordships  should  guard  against  the  in-  An  inferance 
ference  being  drawn,  firom  the  small  amount  of  any  step  made  ■g**.^*^**® 


tthe 
jftbe 

m  unprovement,  that  they  are  disposed  to  undervalue  that  in  inventioD  from 

,  the  smal  loess  of 


importance ;  if  a  new  process  is  invented,  if  new  machinery  is  Jheste ^  mwibc 
invented,  if  a  new  principle  is  found  out  and  applied  so  as  to  carefuiW 
become  the  subject  of  a  patent  right,  embodied  in  a  manufac-  |gI[[nS! 
tore,  then,  however  small  it  may  be  in  advance  of  the  state  of 
adenoe  or  of  art  previous  to  the  period  of  that  step  being  made, 
that  is  no  reason  whatever  for  undervaluing  the  merits  of  the 
person  who  makes  a  discovery  in  science  or  an  invention  in 
vt,  because  the  whole  history  of  science,  from  the  greatest  dis- 
coveries down  to  the  most  unimportant — ^from  the  discovery  of 
the  system  of  gravitation  itself,  and  the  fractional  calculus  itself, 
down  to  the  most  trifling  step  that  ever  has  been  made — ^is  one 
continued  illustration  of  the  slow  progress  by  which  the  human 
nund  makes  its  advance  in  discovery ;  it  is  hardly  perceptible, 
so  littie  has  beeh  made  by  any  one  step  in  advance  of  the  former 
state  of  things,  because  generally  you  find  that  just  before  there 
^^  something  very  nearly  the  same  thing  discovered  or  in- 
vented. Therefore  it  is  no  argument  whatever  in  general,  if 
there  is  a  new  principle,  or  a  novel  invention — a  new  process, 
for  mstance.    But  that  is  not  the  case  here,  and  therefore  it  is, 
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Jn  tiuPrivif     that  bong  not  at  all  the  case  here,  but  only  a  new  appiktfioii, 
^^"^'*  which  might  very  easily  suggest  itself  to  any  body;  a  new 

application  of  a  well-known  simple  process,  whidi  had  been  em- 
ployed with  respect  to  other  substances,  a  new  applieatkm  to 
this  known  substance  of  cocoa  nut  oil.  Therefore,  the  geoonl 
observation  fidls  altogether  here,  and  Hieir  lordships  aie  per- 
fectly justified,  without  any  thing  unfair  towards  the  party,  at 
the  time  they  are  granting  an  extension  of  the  term,  in  taldng 
into  consideration  how  small  that  step  has  been.  Their  lard- 
ships  being  of  opinion  therefore,  upon  the  whole,  that  a  mode- 
rate extension  ought  to  be  given,  they  will  humUy  recommend 
her  majesty,  under  the  powers  of  the  act,  to  grant  an  extenskn 
of  three  years,  from  the  eiqpiration  of  the  term  of  fourteen  yeus 
already  enjoyed  {d). 


Wright's  Patent. 

Jul  J  5, 1843.       Cor.  Lord  Brougham ;  Lord  Campbell ;  Dr.  lAuhmgUm ;  and 

Vice-chancellor  Knight  Bruce. 

This  was  an  application  by  the  patentee  for  an  extension  of 
letters  patent,  granted  the  26th  of  January,  1830,  to  Samud 
Wright,  for  ^^a  manufacture  of  ornamental  tiles,  bricks,  and 
quarries,  for  floors,  pavements,  and  other  purposes.'' 

M.  D.  Hillj  and  Webster,  for  the  petitioner;  Sir  F.  Pollock,  A.6., 
for  the  crown. 

The  subject  of  this  invention  was  described  by  the  witnesses 
as  the  encaustic  tile,  a  description  of  which  was  weU  known  in 
the  middle  ages,  but  the  art  of  its  manufacture  had  been  losL 
The  patentee  having  failed  altogether  in  introducing  the  inven- 
tion, in  1838  transferred  his  model,  and  granted  a  license  to  a 
Mr.  Minter,  reserving  to  himself  a  royalty  of  2$.  per  square 
yard.  Mr.  Minter  immediately  reduced  the  price  firom  42«.  to 
\S8.  the  square  yard,  and  undertook  the  contract  for  the  Temple 
Church  at  16«.  hd.  a  square  yard,  as  a  means  of  bringing  the 
pavement  into  notice,  at  a  loss  on  that  contract  of  J&250 :  the 
patentee  had  expended  between  £100  and  j£800,  and  received 
no  return,  except  about  £100  royalty  from  Mr.  Minter. 

Sir  F.  Pollock,  A.  O.,  informed  their  lordships  that  he  saw  no 
objection  on  the  part  of  the  public  to  the  extension  asked  for 
being  granted. 


(a)  The  new  letters  patent  were  gprsnted  (sealed      Gerard  de  Hochpied  Larpent,  Bart^  for  the  term 
24th  of  Aug.  1 843,)  to  William  Wilson,  John  Stud-      of  three  years,  from  the  9tb  day  of  September, 
holme  Brownrigg,  John  CockeriU,  and  l^r  George 
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Lord  Brougham  :  Their  lordships  think,  that  regard  being  Judgment. 
had  to  the  benefit  which  the  public  are  likely  to  receive  firom 
this  manufacture  going  on,  and  regard  being  had  also  to  the 
peculiar  curcumstances  of  the  Temple  contract  being  the  first 
time  it  has  come  into  notice,  there  ought  to  be  an  extension  for 
the  term  of  seven  years. 


Morgan's  Patent. 

Cor.  The  Lord  President;  Lord  Brougham;  Lord  Campbell;   July  15, 1843. 
and  Dr.  LusMngton. 

This  was  an  application  by  the  patentee,  in  conjunction  with 
the  assignees,  of  letters  patent  granted  the  9th  of  September, 
1839,  to  Thomas  Morgan,  for  <^  a  new  method  of  manufacturing 
or  preparing  iron  plates,  or  black  plates  for  tinning." 

Sir  W.  W.  Folktt,  S.G.,  and  Webster,  in  support  of  the  pe- 
tition ;  and  Sir  F*  PoUock,  A.  G.,  for  the  crown. 

It  appeared  in  evidence,  that  according  to  the  old  process  of 
manufacturing  tin  plates,  the  iron  or  black  plate,  preparatory  to 
tinning,  was  scaled,  that  is,  the  ozydated  surface  removed,  by 
manual  operation,  after  being  placed  in  a  furnace ;  this  was  a 
wasteful  mode,  and  the  whole  of  the  scale  was  not  perfectly 
removed ;  the  plate  after  being  scaled  was  cold-rolled,  for  the 
purpose  of  giving  it  a  smooth  surface,  and  then  cleaned  with 
sulphuric  acid.    According  to  Mr.  Morgan's  invention,  the  plate 
was  prepared  for  tinning  by  pickling  in  sulphuric  acid,  the  effect 
of  which  was  to  remove  all  the  scale.    This  was  a  more  effectual 
and  cheaper  mode,  and  the  tinned  plate  has  an  improved  ap- 
pearance.  The  saving  effected  was  estimated  at  firom  \0d.  to  1«. 
on  a  box  of  tin  plates,  value  about  20».     It  appeared  that  the 
inventor  was  a  working  man  at  £2  a  week,  and  having  been 
unsuccessful  in  his  first  attempts  to  get  the  invention  adopted 
by  a  large  manufacturer,  with  whom  he  had  entered  into  an 
arrangement,  nothing  was  done  with  the  invention  imtil  1840, 
when  he  sold  the  patent  to  Messrs.  Lewis,  for  £200,  reserving 
to  himself  a  right  to  use  the  invention  at  works  in  which  he  was 
a  partner,  and  at  which  about  150  boxes  a  week  were  made.     It 
appeared  that  the  Messrs.  Lewis  had  made  firom  15,000  to 
18,000  boxes  a  year  during  the  last  three  years,  and  received 
£300  a  year  for  licenses. 

Lord  Brougham:   When  applications  are  made  to  Htxeit  Judgment. 
lordships  for  the  extension  of  a  patent  term,  that  is  to  say,  of  a 
nu)nopoly,  under  letters  patent  by  assignees,  to  whom  the  in- 
terest of  the  patentee  has  been  parted  with,  and  in  whom  it  is 
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In  thePrioy      vested,  their  lordships  have  always  been  used  to  consider,  tihat 
The' interest  of  ^^  taking  into  their  view  and  favourably  listening  to  the  aj^- 
the  inventor  is    cation  of  the  assignee,  they  are,  though  not  directly,  yet  medi- 
^Jilteffhro'^h   **®^y  ^^  consequentially,  as  it  were,  giving  a  benefit  to  the 
the  aasignee.      inventor,  because  if  the  assignee  is  not  remunerated  at  all,  it 
might  be  said  that  the  chance  of  the  patentee  of  making  an  ad- 
vantageous conveyance  to  the  assignee,  would  be   mateiiallj 
diminished,  and  consequently,  his  interest  damnified.    For  this 
reason,  consideration  has  been  ^ven  to  the  claims  of  the 
assignee  who  has  an  interest  in  the  patent. 

Their  lordships  applying  this  principle  to  the  present  casei 
would  look  at  the  situation  of  the  assignees,  and  it  appears 
from  the  evidence  that  they  have  made  a  profit  in  two  respects; 
first,  in  the  saving  effected  upon  their  15,000  to  18,000  boxes, 
of  somewhere  about  lOd.  a  box,  and  the  small  amount  of  sul- 
phate of  iron  that  is  made,  being  somewhere  about  £60,  making 
altogether  about  £700  per  annimi  for  three  years;  and  secondly, 
the  amount  of  jSSOO,  or  thereabouts,  for  Ucenses;  no  evidence 
being  given  of  that,  but  it  being  suggested  that  it  amounts  to 
about  £300.  Taking  it  at  that,  it  would  make  the  remuneration 
that  they  have  had  amount  to  £3000,  that  is  to  say,  £1000 
a  year  during  three  years.  It  appears,  therefore,  to  tlieir  lord- 
ships, in  considering  whether  any  additional  term  should  be 
granted  to  them,  that  the  amount  they  have  made  is  a  very 
reasonable  amount  for  any  thing  they  have  a  right  to  expect  So 
much  then  as  to  the  claim  of  the  assignees  mediately  to  die 
interest  of  the  patentee. 

Now,  as  to  the  patentee  himself,  who  really  appears  nomi- 
nally only  a  party  to  this  application.  The  patentee  has  made 
by  his  bargain  with  the  assignees  £200, — ^£100  of  which  has 
been  paid,  and  the  other  £100  is  yet  to  be  paid ;  and  it  is  said, 
that  he  makes  about  £7  a  week  in  partnership  with  two  oljiera, 
leaving  him  a  profit  of  about  £2  a  week. 

Their  lordships  do  not  consider  that  this  invention  is  entirely 
without  merit,  but  it  seems  of  a  very  moderate  degree,  being 
the  substitution  of  the  chemical  process  of  washing  with  sul- 
phuric acid  for  the  scaling  process  by  fire,  making  a  cheaper 
and  somewhat  better  article.  It  is  not  without  merit,  at  the 
same  time  it  cannot  be  said  to  be  of  very  great  merit — merit 
which  could  lead  their  lordships  to  strain  much  in  fiivour  of  the 
inventor. 

Their  lordships  upon  the  whole  are  of  opinion,  that  if  they 
were  to  grant  an  extension  of  the  term  in  this  case,  either  with 
a  view  to  the  inventor  himself,  or  to  his  assignees  mediately 
towards  him,  they  hardly  could  ever  resist  any  future  applica- 
tion that  might  be  made.  It  is  any  thing  rather  than  a  matter 
of  course  that  an  application  of  this  sort  should  be  granted. 
Formerly  it  was  most  difficult  to  obtain  an  extension  of  a 
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patent  An  act  of  parliament  was  very  seldom  indeed  obtained  A.  D.  1843. 
by  an  inyentor,  great  as  his  merits  might  be,  and  small  as  his 
gains  might  have  been.  It  is  by  no  means  the  course  of  their 
lordships — as  has  been  frequently  said,  and  by  myself  lately,  in 
giving  the  judgment  of  the  court  in  a  recent  case — it  is  by  no 
means  their  course  to  put  themselves  precisely  in  the  situation 
of  the  legislature,  and  never  to  grant  an  extension  in  a  case 
where  an  act  of  parliament  could  not  have  been  obtained.  At 
the  same  time  there  are  some  limits  to  this.  They  are  to  look 
to  a  certain  degree  at  the  position  in  which  they  are  placed,  and 
to  consider  that  they  here  represent  the  legislature,  and  that 
diey  are  invested  with  somewhat  similar  powers  of  discretion  to 
those  exercised  formerly  by  the  whole  three  branches  of  parlia- 
ment. And  therefore,  they  by  no  means  intend  to  have  it 
understood  (as  has  been  repeatedly  said  in  these  cases),  that  it  is 
any  thing  like  a  matter  of  course,  that  upon  a  case  being  pro- 
duced of  small  merit,  and  proportionably  small  consequence, 
especially  in  the  circumstances  of  its  being  the  assignee  that 
makes  the  application,  that  it  is  any  thing  like  a  matter  of 
course,  that  they  shall  grant  the  application;  and  upon  the 
whole,  their  lordships  see  no  reason  for  granting  this  application 
for  an  extension. 


Other  Cases, — The  following  cases  of  applica- 
tioo  to  the  Judicial  Committee  of  the  Privy 
Council,  for  an  extension  of  the  term  of  letters 
p«ent  have  occurred : — 

Batz's  Patikt. 

This  was  an  application  (9th  of  March,  1836,) 
bj  the  patentee  for  an  extension  of  the  term  of 
letters  patent,  granted  2 1st  of  March,  1822,  to 
Robert  Bate,  for  "  certain  improvements  on  hy- 
drometers and  saccharometers.*' 

The  petition  stated  the  expenditure  of  a  large 
nnn  of  money  in  experiments,  carried  on  dorinj? 
naaj  jears,  upon  the  expansion  of  lic^uids  at  d\t- 
ferent  temperatures.  That  the  expenments  upon 
the  infasion  of  malt,  or  wort,  alone  amounted  to 
346,  the  results  of  many  of  which  were  calculated 
to  &  anic  in  the  fifth  place  of  decimals.  That  the 
inproved  instruments  were  essential  to  the  Excise, 
*od  at  the  time  of  the  petitioner's  invention  five 
different  instruments  were  employed  for  the  pur- 
poses to  which  the  new  instrument  is  applicable. 
That  the  petitioner's  instrument  was  more  cor- 
rect, and  would  supersede  the  old  instruments, 
bttt  could  only  be  mtroduced  generaRy  by  the 
•"iitancc  of  the  Commissioners  of  Excise,  which 
unst&nce  the  petitioner  was  on  the  point  of  ob- 
^Jng.  Application  granted. 


Macihtosh's  Patekt. 
Hiis  WIS  an  application  in  respect  of  the  several 
!^  P*<«>t,  granted  in  1823,  to  Charles  Macin- 
^1  for  ''rendering  certain  substances  imper- 
^^««»  to  wiser  and  Jr."    (  See  anU  682,  n.  b.) 


The  petition  was  lodged  16th  January,  1836, 
and  on  the  usual  application  being  made  shortly 
afterwards  for  an  early  day  to  be  fixed  for  the 
hearine,  their  lordships  intimated,  that  as  the 
English  patent  did  not  expire  till  the  17th  of 
June,  1837,  the  profits  accruing  in  the  mean  time 
mieht  materially  affect  the  question  of  extension, 
and  the  application  had  better  stand  over  for  the 
present. 

(Feb.  1837.)  W.  H.  Watwn  renewed  the  ap- 
plication for  a  day  to  be  fixed  for  the  hearing, 
and  suggested  to  the  committee  the  difficulty  m 
which  the  postponement  of  the  former  applica- 
tion had  placed  the  petitioner  as  to  the  notices  on 
the  caveats  of  the  opposing  parties;  whether  the 
old  notices  would  be  sufficient. 

Hindinarsk  objected  that  the  old  notices  could 
not  be  sufficient,  as  fresh  parties  had  become  in- 
terested in  opposing  the  patent  since  the  date  of 
the  previous  application.  Special  leave  had  been 
given  to  one  of  these  parties  to  enter  a  caveat. 

Their  lordships  declined  giving  any  opinion  on 
the  question  of  the  notices,  but  intimatea  that  the 
best  plan  would  be  to  fix  as  late  a  day  as  con- 
venient  for  the  hearing,  and  the  petitioner  to  act 
as  he  should  be  advised  as  to  proceeding  on  the 
old  notices  or  giving  fresh  notices. 

The  hearing  was  fixed  for  the  22d  day  of  April. 

(June  24, 1837.)  The  petitioner  having  aban- 
doned the  above  petition,  Corrie,  on  an  affidavit 
of  facts,  applied  on  behalf  of  one  of  the  opposing 
parties  for  the  costs  which  he  had  been  occaaioncid 
m  the  matter  of  the  above  petition. 

Their  lordships  granted  the  application  for 
costs. 
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BoDlCIB,'8    PaTXMT. 

This  was  an  application  to  extend  the  aereral 
terms  of  the  letters  patent  granted  to  J.  G.  Bod- 
mer,  for  "  certain  improvements  in  machinery  for 
cleaning,  carding,  dnwins,  roving,  and  spinning 
of  cotton  and  wool ;"  the  letters  patent  for  Soot- 
land,  Ireland,  and  England,  bore  date  the  18th  of 
Aognst,  the  7th  and  14th  of  October,  1824,  re- 
spectively. 

The  petition  was  duly  presented  (31  st  of  May, 
1838),  and  notices  of  intention  to  apply  on  the 
26th  of  June,  for  a  day  to  be  fixed  for  the  hearing, 
duly  given  by  advertisement.  On  that  day  two 
caveats  were  entered,  under  which  the  parties 
being  respectively  entitled  to  four  weeks'  notice, 
the  ordinary  sitting  of  the  Judicial  Committee 
would  have  terminated  before  the  petition  could 
be  heard,  and  the  letters  patent  would  have  ex- 
pired before  the  sittinffs  could  be  renewed  after 
Michaelmas  Term.  Under  these  eircumstanoes 
their  lordships  appointed  the  17th  of  August,  for 
the  hearing,  but  a  sufficient  number  of  members 
could  not  DO  obtained  to  form  a  council.  The 
29th  day  of  November  was  then  appointed  for  the 
hearing. 

(  Nov.  29,  1838. )  The  above  petition  came  on 
for  the  hearing,  the  caveats  baring  been  with- 
drawn. 

Sir  J.  Campbellj  A.G.,  on  the  part  of  the  crown, 
objected  that  their  lordships  had  not  power  to  en- 
tertain the  application  after  the  letters  patent  had 
expired,  the  statute  5  &  6  W.  4,  c.  83,  s.  4,  re- 
quiring that  the  application  should  be  prosecuted 
with  eflfect  before  the  expiration  of  the  term 
originally  granted  by  the  letters  patent. 

Their  lordships  were  of  opinion  that  the  above 
oljection  was  fatal ;  that  the  words  **  prosecuted 
with  effect,**  meant  that  something  more  than  the 
application  by  presenting  the  petition,  and  obtain- 
ing a  day  to  be  fixed  for  the  hearing,  must  have 
taken  place  to  satisfy  the  proviso  of  the  statute. 

It  may  be  soffgested,  whether  the  terms  '*  pro- 
secuted with  eoect^*  in  the  statute,  do  not  mean, 
or  would  not  be  satisfied  by,  obtaining  the  report 
of  the  Judicial  Committee  of  the  Privy  Council. 


Qoarull's  FAnirc. 

This  was  an  application  (Jane  30, 1840)  bj  tk 
assignee,  under  an  assignment  from  the  exeostrix, 
the  widow  of  the  patentee  of  letters  nteot, 
granted  the  20th  of  December.  1826,  to  ThosM 
Quarrill,  for 


(May  20, 1840.)  The  act  2  &  3  Vict.  c.  67. 
having  been  passed  to  obriate  the  hardship  of  the 
above  case,  the  application  for  an  extension  of  the 
terms  of  the  above  patents  was  renewed.  Proof 
having  been  given  of  the  insertion  of  the  adver* 
tisemeuts,  as  in  the  case  of  an  application  under 
the  sUtute  5  &  6  W.  4,  c  83,  and  of  the  merit  of 
the  invention,  and  that  no  remuneration  had  been 
received  till  within  the  last  three  years,  and  that 
only  of  a  moderate  kind,  their  lordships  recom- 
mended  the  extension  of  the  term  for  seven  years. 

The  new  letters  patent  were  accordingly 
granted,  bearing  date  the  18th  of  July,  1840. 


*  improvements  in  the  : 
of  lamps." 

It  appeared  that  between  600  and  TOOlimpi 
had  been  sold  during  Bdr.  QaarTill*s  life-time,  M 
a  profit  of  about  1(S.  a  lamp,  the  selling  price 
bemg  about  30t. ;  that  the  petitioner  hi2  par- 
chased  the  stock  in  trade  at  a  fair  value,  sad  kid 
been  no  loser  by  the  transaction. 

Their  lordships  refused  the  application.  Thdr 
lordships  also  intimated,  that  with  rqrard  to  the 
question  of  remuneration,  the  actual  expeua 
must  be  shown ;  that  it  was  not  snffideot  to  sttte 
there  had  been  neither  loss  nor  profit. 


WooDcmoFT's  Patzmt. 

This  was  an  application  (Feb.  11, 1841)  for  is 
extension  of  the  terms  of  the  letters  pctest, 
granted  (a.d.  1827-8)  to  Bennet  Woodcraft,  for 
"  certain  processes  and  apparatus  for  printing  sad 
preparing  for  manufacture  yams  of  linen,  codot, 
silk,  woollen,  or  any  other  fibrous  material.** 

The  subject  of  the  above  patent  was  printisg 
yams,  which,  after  they  were  printed,  were  to  be 
woven  into  cloth,  the  yams  so  printed  being  tke 
vrarp.  The  cloth  made  of  such  yams  had  a  »- 
culiarl^  clouded  or  shaded  appearance,  and  ne 
above  invention  gave  rise  to  the  clouded  or  chenie 
silks  and  fabrics,  recently  brought  to  so  much  per- 
fectioD  (see  account  of  these  falvics  by  G.  T.  KeBp» 
Esq.,  in  the  64th  volume  of  the  Transactiooi  of 
the  Society  of  Arts).  It  appeared  ^at  during  tke 
first  four  years  printed  cotton  jams,  and  goodi 
manufactured  from  them,  were  m  great  demand, 
and  that  a  considerable  profit  (l£7000)  was 
realized,  but  that  from  the  removal  of  the  dnty  <m 
printed  calicos  (the  printed  yams  not  being  sob- 
lect  to  duty)  and  other  causes,  a  large  capital 
invested  in  working  the  patent  ceased  to  be  pro* 
fitable,  and  the  invention  to  be  little  used,  so 
much  so,  that  in  1835  the  patent  right,  on  a  cer- 
tain valuation  of  partnership  eflects,  was  not  esti- 
mated at  more  than  £600.  In  1839,  in  coose- 
quence  of  the  importation  of  certain  Frendi  taSks, 
manufactured  or  printed  yams,  the  inventioa 
under  a  somewhat  improved  form  became  voy 
valuable,  and  led  to  the  introduction  of  the  new 
class  of  silk  goods  above  referred  to.  It  appeared 
that  the  method  described  in  the  specificatioo  of 
the  above  patent  answered  perfectly  well  for  siinple 
patterns,  but  that  it  fiuled  for  the  more  elaborate 
patterns  and  the  brighter  colours,  which  required 
theyams  to  be  washed  after  printing. 

Ine  application  was  opposed  on  the  groond 
(among  others),  that  the  mvention  in  its  present 
improved  form  wss  introduced  from  France  in 
1839  by  other  persons  than  the  petitioner. 

Applicatioa  refused. 
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ABANDONMENT* 

The  abandonment  or  uselenness  of  a 
ptft  ai  the  invention  not  described  or 
suggested  as  essential,  will  not  vitiate  the 
lettoi  patent     LcTuisY.  Marling^  490. 

At  where  before  plaintiff's  invention 
leme  kind  of  brush  had  been  used  in 
shearing  the  doth,  and  the  specification 
describe  a  brush  for  that  purpose,  but 
it  was  ascertained  not  to  be  necessary  to 
ase  such  brush  in  shearing  according  to 
the  plaintiff's  invention.  72^.490,495. 

The  abandonment  of  a  mode  raises  a 
stnmg  presumption,  either  that  it  failed 
or  was  merely  an  experiment.     IbiA. 

492,  n.  ar. 

If  an  alleged  invention  be  not  pursued 
the  presumption  is,  that  it  was  not  made 
ma  useful  form.  Mmter  v.  Mower  ^  139. 

The  abandonment  is  an  important 
question  for  determining,  whether  what 
took  place  was  experiment  or  perfected 
and  complete  invention.  The  Hausehill 
Company  v.  NeUson^  692,  n.  p. 

The  abandonment  is  almost  decisive, 
•s  showing  that  an  invention  was  not 
complete  and  perfected,  though  in  point 
oTlaw  it  is  immaterial.     lUd. 

It  must  rest  either  on  experiment  or 
inveation;  if  the  former,  the  continuance 
down  to  the  time  of  the  patent  will  not 
invalidate  the  patent ;  if  the  latter,  the 
invention  will  be  good,  and  the  aban- 
domient  will  not  affect  it.     lUd. 

The  test  is,  was  the  invention  per- 
fected or  not;  was  it  invention  or  no 
invention?    Ibid.  704. 

See  EXFEBIMBNT. 

The  notorious  use  of  an  invention, 
thoQgh  abandoned,  will  vitiate  subse- 
quent patent.     lUd.  710  &  716. 

SenibJe^  That  the  prior  use  of  an  in- 
ventioQ,  abandoned  and  wholly  lost  sight 


of  by  the  public,  will  not  vitiate  subse- 
quent letters  patent  for  the  same  inven- 
tion.   Ibid.  717. 


ACCOUNT. 

An  account  decreed  to  be  taken  of  the 
profits  derived  from  the  piratical  use  of 
an  invention.  Crossley  v.  The  Derby 
Gas  Company,  1 19. 

The  defendant  ordered  to  pay  money 
due  up  to  a  certain  period  into  court,  and 
to  keep  an  account  of  moneys  subse- 
quently due.  Neilson  v.  FothergiUt  290. 

Ample  justice  may  be  done  to  the 
plaintiff  without  prejudice  to  the  de- 
fendant, by  an  account  of  all  engines 
made  and  sold.  Morgan  v.  Seaward^ 
168. 

See  Injunction. 


ACTS  OP  PARLIAMENT. 
Letters   patent    extended  by  act  of 
parliament,  37  &  40. 

See  Extension. 


ACTION  AT  LAW. 

A  party  against  whom  an  injunction 
has  been  granted  will  be  permitted  to 
have  the  validity  of  the  patent  tried  at 
law.    Russell  v.  Bamsl^^  473. 

The  pendency  of  one  action  to  try  the 
validity  of  a  patent  no  ground  for  con- 
tinuing an  injunction,  and  refusing  to 
permit  another  defendant  to  have  the 
right  also  tried.  Und, 
c 
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It  18  not  a  matter  of  right  that  a  party 
should  have  an  action  tried  in  a  court 
of  law,  but  of  convenience.  TFUson  v. 
Tmdcd,720,n. 

The  court  refused  to  enlarge  a  rule 
calling  on  a  plaintiff  to  show  cause  why 
a  nonsuit  should  not  be  entered  so  as  to 
allow  the  trial  of  a  set.  fa.  to  take  prece- 
dence. Havoorih  v.  Hardcastle,  486,  n.  n. 

A  plaintiff  has  a  strict  right  to  go  on 
in  his  action  to  judgment ;  the  repeal  of 
the  letters  patent  by  sci/fa.  will  not  of 
necessity  preclude  the  plaintiff  from 
judgment  in  the  action.     lUd. 


ADDITION. 

An  addition  to  an  existing  machine  is 
the  subject  of  a  patent.  Morris  v.  Bran- 
8om^5l,  k5\  n. 

But  the  specification  must  distinctly 
confine  the  invention  to  such  addition. 
Ibid.  51,  n. 

And  such  addition  may  be  on  the  sub- 
ject of  a  subsisting  patent.  Fox,  ex 
/wrtff,  431,51,  n.;  Cranes.  Price^  All. 

See  Im  PROTBMSNT — SUBJBCT-MATTBR. 


AMENDMENT. 

At  Common  Law, 

The  authority  of  the  Master  of  the 
Rolls  is  limited  to  correcting  errors  of 
mistake.     In  re  Sharp's  patent,  646. 

Instances  of  amendment  and  records 
amended,  647,  n.  /. 

A  clerical  error  having  been  committed, 
in  the  queen's  warrant  for  granting  let- 
ters patent,  by  a  clerk  in  the  Secretary  of 
State's  office,  and  having  been  copied  into 
the  queen*s  bill,  the  queen's  signet  bill, 
the  privy  seal  bill,  and  the  letters  patent 
and  enrolment,  and  having  been  corrected 
by  her  Majesty's  command  in  the  queen*s 
warrant  and  the  queen's  bill,  the  Master 
of  the  Rolls,  on  the  petition  of  the  pa- 
tentee, to  whidi  the  Solititor  Oeneral  had 
given  his  consent,  ordered  the  proper 
officer  from  the  privy  seal  office  to  be  at 
liberty  to  amend  the  privy  seal  bill, 
which  was  in  his  lordship's  custody, 
and  upon  that  being  done,  he  ordered  the 
enrolment  to  be  amended.  Re  Nickels' 
patent,  cor.  M.  R.,  650. 


The  letters  patent  moA  be  ihaBl| 
first,  and  then  there  must  be  aatkikf  to  1 
alter  the  enrolment.  Re  Nideb'  pMi  1 
cor.  L.C.,658. 

An  enrolment  cannot  be  pendttetnl 
difier  from  the  letters  patent  ii«L6SI.  | 

An  amended  privy  seal  bill  is  no  ■-  i 
thority  to  the  M.  R.     Ihid,  659. 

The  statute  permitting  the  i 
to  be  given  in  evidence  instead  ( 
patent,  an  amendment  causing  the  € 
to  differ  from  the  latter  is  in^;alar. , 
661. 

An  order  to  that  efi^t  discbaiged,! 
the  enrolment  restored.     /M.664. 

The  letters  patent  will  only  be  i 
ed  and  resealed  on  a  proper] 
bill    being  brought  to  the 
im.  663. 

Letters  patent  amended,  and  tbes  i 
sealed.    /6Ji.  664,  &  664,  n.  ^ 

By  Statute, 
Where  a  patent  is  originally  y 
but  amended  under  5  &  6  W.  4,  c  83,1] 
filing  a  disclaimer  of  part  of  the  i 
tion,  that  act  has  not  a  ret 
operation  so  as  to  make  a  party  liialilet 
the  infringement  of  the  patent  priori 
the  time  of  entering  such 
Perry  v.  Skinner^  25). 


APPLICATION. 

The  application  of  plates  of  netsl  iv 

secure  buildings,  &c.,  from  fire,  the  ss^ 

ject  of  letters  patent.     Hartley*i  p 

tent,  54. 

Also  the  application  of  detonstiiV 
powdelr  for  giving  fire  to  artillery.  Fof' 
syth's  patent,  95. 

Also  the  application  of  gas  to  singdog ' 
the  superfluous  fibres  of  laoe  and  imiiltf 
fabrics.     HalTs  patent,  97. 

Also  the  application  of  hot  water  tf 
steam,  of  a  hot  cylinder,  of  bituminoai 
schistus,  for  effecting  improvements  in 
the  respective  manufactures  of  doth,  pA- 
per,  and  sugar,  97,  n. ;  Crompton  r. 
Ibbotson^  83 ;  Derosne's  patent,  152. 

The  use  of  known  things,  and  acting 
with  them  in  a  known  manner,  jnodtto- 
ing  results  or  effects  already  known  la* 
more  economical  or  beneficial  manaeft 
the  subject  of  letters  patent*  Crane  r. 
Price,  409. 
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Ai,  the  tubftitutioii  of  a  tsbe  for  a 
ring.    Huddart  v.  GrimgkaWy  95, 

The  application  or  use  of  an  old  arti- 
cle, as  a  wheel,  for  a  new  object,  as  to 
nm  on  a  railwaj,  is  not  the  aulijeet  of 
httea  patent.    Lash  v.  Hc^ftie^  208. 

BenMty  the  application  of  anj  article 
or  substance  to  a  new  purpose,  so  as  to 
result  in  a  new  manufacture,  is  the  sub- 
ject of  letters  patent.     Ibid.  208,  n./. 

See  SUBJBCT-MATTSR. 


APPRENTICES. 

Grantee  of  exclusive  privileges  re- 
ouSved  to  take  and  teacn  apprentices 
miring  the  last  seven  years  of  bis  term. 
Buekf8  invention,  35. 


ARRANGEMENT. 
A  particnlar  arrangement  or  combina- 
fca  of  known  things,  the  subject  of  let- 
[lers  patent.     Cornish  v.  KeenCy  517; 
;  Carpenter  v.  Smithy  532-3. 

See  Combination  &  Subject-matter. 

An  arrangement  of  float-boards  ac- 
cording to  a  certain  rule  or  law  in  the 
construction  of  paddle-wheels.  Gallo- 
miff's  patent,  521. 


ASSIGNEE. 

In  an  action  by  an  assignee  for  an  in- 
fringement, an  allegation  that  the  pa- 
tentee duly  assigned  his  interest  to  the 
plaindifySuflBcient  after  verdict.  Cornish 
yKeene.SO],  n.  a. 

In  an  action  by  the  assignee  of  letters 
Mtent  against  the  grantee  for  an  in- 
nriagpnent,  the  latter  is  estopped  from 
^ying  that  he  had  any  title  to  convey. 
Oldham  v.  Langmead,  291. 

In  an  action  by  the  assignees  of  letters 
Patent,  on  a  covenant  in  articles  of 
^p^cment,  the  defendant  is  not  pre- 
luded from  denying  the  novelty  of  the 
yvention,  there  being  no  recital  in  the 
*^  to  that  effect  by  which  he  may  be 
•"•opped.    Bayne\.MdUby,1^\, 

See  EsTOPPBL. 


The  legal  tntesests  of  an  assignee  and 
licensee  very  different.  Protheroe  v. 
May,  AM, 

Assignment  of  a  Aare  m  letters 
tent,  may  constitute  a  partnership.  J 
417,  n. 


pa- 


An  assignee  of  letters  patent,  in  which 
there  had  been  a  disclaimer  by  a  party 
not  possessing  the  enrire  interest,  may 
maintain  an  action  for  infringement. 
SpHebury  v.  Cloughy  255. 

Semhle^  That  the  grantee,  though  hav- 
ing parted  with  his  whole  interest,  and 
not  the  assignee,  is  the  proper  party  to 
make  the  disclaimer.    Ibid.  258. 

The  assignee  is  the  party  to  whom  the 
new  letters  patent,  in  case  of  an  exten- 
sion under  the  statute,  should  be  granted. 
Re  Sonthworth's  patent,  487. 

The  assignee  is  taken  to  represent  the 
whole  merit  of  the  patentee  on  applica- 
tion for  an  extension.  Re  Galloway's 
patent,  726,  and  Morgan's  patent,  738. 


BILL. 

Amendment  of  without  prejudice  to 
an  injunction.  RusseUy.  Cowiey^  471, 
n.  £r. 


CAVEAT  AT  THE  GREAT  SEAL. 

Caveat  may  be  entered  with  the  Lord 
Chancellor  to  withhold  the  great  seal 
from  letters  patent;  430,  n.  c.;  ex  parte 
Henson,  432. 

The  Chancellor  refused  to  withhold 
the  great  seal  from  a  patent,  on  the  pre- 
sumption that  the  sul^ect  of  it  was  bor- 
rowed from  an  existing  patent.  Ex 
parte  Pox,  431. 

The  Chancellor  refused  to  seal  letters 
patent  which  allowed  fifteen  months  for 
enrolling  the  specification*  Re  Lacy^s 
patent,  431. 

A  party  alleging  the  invention,  for 
which  a  patent  arrived  at  the  great 
seal,  to  have  been  obtained  from  himself 
by  a  breach  of  confidence,  has  a  right  to 
be  heard  on  a  caveat.  Ex  parte  Henson^ 
432. 

Matter  of  petition  referred  to  the  At- 
torney General  in  aid  of  the  Chancellor. 
Ibid.  432. 

On  petition  to  the  Lord  Chancellor  to 
SQal  letters  i^atent  against  which  a  caveat 
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had  been  entered  at  the  great  teal,  it 
was  referred  to  the  Attomej  Oeneral  to 
report  whether  the  letters  patent  should 
issue.    Cutler's  patent,  418. 

The  Lord  Chancellor  has  authority  to 
withhold  the  great  seal  if  he  sees  fit; 
the  reference  to  the  Attorney  General 
under  the  drcumstanoes  of  the  case  is  for 
the  information  of  the  Chancellor.  Ibid. 
424. 


CERTIFICATE. 

The  defendant  having  pleaded,  deny- 
ing the  novelty  of  the  invention,  the 
validity  of  the  patent  may  be  consi- 
dered as  havinff  come  in  question  so  as 
to  entitle  the  ^aintiff  to  a  certificate  to 
that  effect  under  the  3d  section  of  the 
statute  5  &  6  W.  4,  c.  83.  Gillett  v. 
miby,  270. 

An  action  on  the  case  for  the  infringe- 
ment of  a  patent  is  within  the  operation 
of  3  Sc  4  Vict.  c.  24,  s.  2 ;  and  notwith- 
standing the  provisions  of  the  statute 
5  &  6  W.  4,  c.  83,  s.  3,  the  plaintifi*  re- 
covering only  nominal  damages,  cannot 
have  his  full  costs  or  treble  costs  without 
a  certificate  under  the  former  act  Alter 
taxation  the  judee  has  no  power  to 
grant  such  certified.  Gillett  v.  Green, 
271. 

The  certificate  under  5  &  6  W.  4,  c.  83, 
s.  6,  should  have  reference  to  the  notice 
of  objections,  and  not  to  the  issues.  Lash 
V.  Hague,  209. 

See  Costs. 


Or,  where  the  patent  dauns  a  genenl 
principle  or  mode  which  is  old,  not  tbe 
particular  means  for  carrying  out  such 
principle  or  mode.    R,  v.  CtOkr^  71. 

As  where  the  specification  cUinu  tbe 
application  of  a  self-adjusting  leverage  to 
the  back  and  seat  <^  a  chair,  it  appeirmf 
that  had  been  so  applied  before,  thoogh 
in  such  a  manner  as  to  be  incapaUe  of 
acting  by  reason  of  its  being  encumbered 
with  other  machineiy.  Mmter  v.Moicer^ 
142. 

SenMe,  That  a  daim  for  an  improve- 
ment on  such  application  would  have 
been  good.    Ibid. 

It  is  not  sufficient  that  theie  be  de- 
scribed in  the  specification  an  invention 
which  is  new,  or  might  support  a  patent, 
if  that  be  not  distinctly  daimed  ss  the 
invention.    Sanders  v.  Aston,  75. 

It  is  not  suffident  that  a  pen  of  the 
invention  be  very  ingenious  and  new,  if 
that  be  not  daimed.  Bramah  v.  Hard' 
castle,  76. 

Semble,  A  daim  to  carrying  out  t 
prindple  in  any  way  is  a  daim  to  the 
pnndple  itsdf .  ^eilsany.  Hofford, 355. 

See  Specification. 


COLONIES. 

The  colom*es  are  part  of  the  lesbn, 
and  semble,  that  the  prior  public  user  of 
an  invention  therdn  would  vitiate  sub- 
sequent letters  patent  granted  for  any 
part  of  the  realm.  Brown  v.  ^nnaa- 
dale,  448-9. 


CLAIM. 

If  the  spedfication  seek  to  cover  more 
than  the  patentee  Is  strictly  entitled  to, 
the  patent  is  rendered  ineffectual  even  to 
the  extent  to  which  he  would  otherwise 
be  fairly  entitled.  Hill  v.  Thompson, 
237. 

As  where  the  patent  claims  generally 
the  mixing  of  cotton  and  silk  thread,  and 
not  any  particular  mode  of  mixing  it. 
B.  V.  Else,  76. 

As  where  the  invention  consists  in  the 
application  or  addition  of  a  pipe  to  an- 
old  stove,  but  the  spedfication  extends 
to  the  stove  also.  Williams  v.  Brodie,  75. 


COMBINATION. 

The  combination  of  a  concave  and 
convex  lens  to  make  an  object-glass,  the 
subject  of  letters  patent.  Ihllonds  pa- 
tent, 43,  n. 

The  particular  combination  of  old 
materials,  elastic  and  non-dastic  thread, 
the  subject  of  letters  patent.  ComiA 
y.Keene,5\l. 

The  combined  use  of  anthradte  coal 
and  hot  blast  in  the  manufacture  of  iron, 
the  subject  of  letters  patent.  Crane  v. 
Price,  408. 
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Any  oombination  leading  to  a  new 
tnd  a  cheaper,  or  a  better  article,  is  the 
nibject  of  letters  patent.   Ibid,  409. 

An  improved,  or  the  particular,  com- 
bination, the  subject  of  letters  patent. 
Carpenter  v.  Smithy  538. 

See  Subject-matter. 


rivedfrom  the  specification.  The  House- 
hill  Camjpani/  v.  JVeiUon^  719. 

The  consideration  for  the  patent  is 
the  specification ;  if  the  invention  be  old, 
that  fails.     Ibid. 

SeeFAii^iTRB  OF  Consideration. 
«%^  False  Suggestion. 


CONFIRMATION. 

The  crown  on  the  recommendation  of 
the  Judicial  Committee  of  the  Privy 
Council  may  grant  new  letters  patent 
fbr  an  invention  which  has  been  par- 
tially used  or  known.  (Stat.5&6W.  4, 
c  83,  s.  2. 

There  being  no  evidence  of  user  of 
part  of  an  invention  contained  in  a  pub- 
Hahed  book,  letters  patent  for  such  in- 
vention will  be  confinned.  Heurtelaup's 
patent,  553. 

Letters  patent  will  not  be  confirmed 
adversely  to  a  prior  right.  The  exercise 
of  the  jurisdiction  is  purely  discretion- 
ary. Costs  of  opposition  will  be  given  in 
some  cases.  Westrup  &  Gibbins'  patent, 
554. 


CONSIDERATION  OP  GRANT. 

The  restraining  people  in  one  trade 
that  they  might  employ  themselves  in 
another^  not  a  valid  consideration.  Case 
ofManapoHeSj  5. 

That  grantee  had  undertaken  to  make 
smalt,  which  was  never  before  made  in 
England^  as  good  as  that  imported,  and 
to  lell  the  same  at  such  reasonable  rates 
as  it  was  sold  at  before.  Baker's  pa- 
tents. 9,  11,13. 

To  supply  the  kingdom  as  well  as  be- 
fore, and  at  reasonabk  rates.    Ibid. 

The  expense  of  establishing  a  new 
trade  a  ground  for  an  extension  by  the 
legiakture.    Lambe's  patent,  38. 

The  difficulty  of  establishing  a  ma- 
nu&cture  upon  a  new  principle,  a  ground 
of  extension  by  the  legislature.  Cook^ 
nortktfs  patent,  39. 

Failure  of  consideration  a  ground  for 
avoiding  the  grant.  J?,  v.  Mussary^  41. 

If  the  invention  be  not  new,  the  pub- 
lic have  not  any  consideration  for  the 
patent,  namely,  the  knowledge  to  be  de- 


CONSTRUCTION. 

The  patent  a  bargain  between  the  pa- 
tentee and  the  public,  to  be  construed 
on  the  principles  of  good  faith.  Neilson 
V.  Harford,  341. 

The  letters  patent  and  specification 
are  to  be  taken  as  one  instrument  in  en- 
forcing a  claim.  Crossky  v.  Beverley. 
117. 

The  letters  patent  and  specification 
constitute  one  instrument,  and  are  to  be 
interpreted  according  to  the  ordinary 
sense  of  the  terms.  The  Househill  Com- 
pany V.  Neilson^  679. 

The  specification  is  to  be  taken  in  con- 
nexion with  the  letters  patent  in  de- 
termining the  validity  of  the  title. 
Neilson  v.  Harford^  312. 

The  patent  is  to  be  read  in  connexion 
with  the  specification,  and  with  a  view 
to  support  it.    Bussell  v.  Cowley,  470. 

The  description  of  the  invention  is  to 
be  taken  from  the  specification,  and  not 
from  the  patent.  Arhroright\.  J^hl- 
inhale,  60. 

The  construction  of  the  patent  and 
the  extent  of  the  claim  is  for  the  court. 
BillY.  Thompson,  237. 

The  utility  of  the  invention  and  the 
inteUigibility  of  the  specification  are  for 
the  jury ;  but  the  nature  and  extent  of 
the  claim  for  the  court.     Ibid. 

Thie  meaning  of  the  specification  is 
for  the  court,  the  words  of  art  having 
been  interpreted  by  the  jury.  Neilson 
V.  Harford,  350. 

The  meaning  of  the  specification  is 
matter  of  law,  the  judge  having  been 
informed  of  the  facts.    Ibid.  351. 

The  construction  of  letters  patent  and 
specification,  except  as  to  terms  of  art,  is 
for  the  court.    Derosne  v.  Fairie,  15i5, 

Some  questions  on  the  specification 
are  fof  the  jury,  and  others  for  the  court. 
Neilson  t.  Harford,  367. 
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The  constracdoii  of  all  written  in* 
strumeDts  is  for  the  court,  the  meaning 
of  the  words  and  surzounding  circum- 
stances having  been  ascertained  by  the 
jury.    Ibid.  370. 

The  terms  of  the  specification  must 
be  inteipreted  according  to  the  state  of 
knowledge  at  the  time.  CroBsley  v, 
Beverley,  107. 

The  terms  ''other  substances*'  must 
be  understood  with  reference  to  sub- 
stance, ejuedem  generis,  and  in  use  at 
the  time,  and  which  practical  men  would 
employ.    Ibid.  108. 

Hie  spectfioation,  on  its  fair  construe- 
tiouy  excluding  the  use  of  a  maundiil,  it 
will  be  presumed  that  the  patentee  does 
not  daim  the  use  of  that  instrument. 
BusseUr.  Comley,  467. 

A  patentee  to  be  presumed  not  to  claim 
things  which  he  must  have  known  to  be 
in  use.    Harvorth  v.  Hardcasde,  484. 

The  specificatton  should  be  read  bo  as 
coDsiitently  with  the  fair  inpoct  of  Ian* 
gnage  to  make  the  claim  co-extensive 
with  the  actual  duoovery.    Ilid.  485. 

If  a  specification  describe  certain  ma- 
dunery,  and  omit  to  daim  any  particular 
part,  or  the  combination  of  parts,  the 
patent  must  be  taken  to  be  for  the  whole. 
Carpenier  v.  Smth^  532. 


556;   2>a9PnAm'#  patent*  567 ;  Jfeos- 
Umh'M  patent,  739. 

If  the  damage  be  under  40«.  a  certi- 
ficate under  3  &  4  Vict.  c.  H>-2,iie- 
ceasary  to  give  the  plaintiff  his  coaL 
GUlett  V.  Green,  271. 


CROWN. 

The  prerogative  of  the  crown  as  to 
grants  of  letters  patent  absolutelf  r- 
strained  without  reference  to  the  place 
in  respect  of  which  the  grant  is  Bade. 
Per  Lord  Lyndkurst,  L.C.,  454,  n. 


DAMAGES. 

In  action  for  infringenient  dsnagv 
eenerally  only  nominal.    Lewis  v.  Mar- 

Acts  done  in  reliance  on  former  tct- 
diet  against  a  patent,  evidence  in  reduc- 
tion of  damages.  Arkforighi  v.  Nighi- 
ingale^^  61. 

To  consist  of  profits  and  oomponsatiiB 
for  the  infitaction  of  lights.  The  Htmt" 
kiil  Company  v.  Neilsan,  697. 

The  plaintiff  not  entitled  to  damages 
in  a  second  action  as  of  right.  Mwter 
y.  Mower,  138. 


COSTS. 

Costa  on  a  caveat  with  the  Chancellor 
to  withhold  the  great  seal  from  a  patent, 
refused.    Ex  parte  Fox»  431. 

Costs  on  a  caveat  against  sealing  a 
patent,  given.    Be  Cutler's  patent,  430. 

The  costs  of  an  action  permitted  by 
the  Court  of  Chancery  must  follow  the 
usual  rule  as  to  costs  of  an  action  at 
law ;  though  in  the  case  of  an  action  or 
issue  directed  the  case  may  be  different. 
BuMseU  f>.  Cowley,  471,  n.  b. 

The  defendant,  if  entitled  to  a  non- 
suit, ous^t  not  to  pay  the  costs  of  a  new 
trial.    l>ero8ne  Y.Fcarie,  160. 

The  statute  (5  &  6  W.  4,  c.  83,  s.  6) 
was  not  intended  to  render  inoperative 
Beg.  O.  H.  T.  2,  W.  4,  s.  74,  as  to  the 
taxation  of  costs  on  the  issues.  Losh  v. 
Hague,  209. 

The  Privy  Council  will  give  costs  in 
some  cases.    U^eetrup  &  GibUne'  patent^ 


DATE. 

Letters  patent  bear  date  the  day  of 
sealing,  but  may  be  sealed  as  of  the 
day  c?  the  deliveiy  of  the  warrant  iato 
Chancery  (16  H.  6,  c.  1) ;  430,  n.  c. 

The  date  of  letters  patent  cannot  be 
alteoed.    Ex  parte  Beck,  430. 

A  caveat  having  been  disposed  of,  the 
letters  patent  were  sealed  as  of  the  date 
ef  the  ddivefy  of  the  privy  seal  bill  into 
Chancery.    Be  Cutler's  patent,  43a 

The  date  not  altered  on  letters  patent 
being  resealed  afiter  an  amendment.  Be 
Nickels*  patent,  663. 


DISCLAIMER. 

A  disclaimer  or  memorandum  of  alte- 
ration of  part  of  the  title  or  specificatian 
may  be  enrolled,  with  leave  of  the  law 
officers  of  the  crown  (stat.  5  &  6  W.  4, 
c.  83,  s.  1) ;  250,  n.  a. 
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The  disclaimer  or  memaraadttm  of  al* 
teration  has  not  a  retrospective  effect  so 
as  to  make  a  party  a  wrong-doer  by  re- 
lation.    Perry  ▼.  Skinner^  253. 

Semble,  If  a  patent  which  is  voidable 
be  amended  bj  disclaimer,  no  action  can 
be  maintained  in  respect  of  an  infringe- 
ment prior  to  the  date  of  such  amend- 
ment.    Ibid.  254. 

A  grantee  of  letters  patent,  though 
having  entirely  parted  with  his  interest, 
may  enter  a  disclaimer.  SpUsbury  v. 
Clough,  258. 

The  Master  of  the  Rolls  has  no  juris- 
diction to  remove  from  the  records  of 
the  Court  of  Chancery  a  disclaimer  or 
memorandum  of  alteration.  Re  Sharp's 
patent,  641. 

See  Mbmorandum  of  Altbration. 


ENGLAND. 

Since  the  act  of  union,  England  and 
Scotland  must  be  taken  to  be  one  coun- 
try in  support  of  the  validity  of  let- 
ters patent.  Boebuck  v.  StirHng^  45 ; 
Brown  v.  ^nnandc^e^  433. 

Evidence  of  user  in  England  admi»- 
siUe  to  invalidate  a  patent  for  Scotland. 
Roebuck  ▼.  8tirUng^  46. 

An  invention  being  known  and  pub- 
licly practised  in  England  before  the 
date  of  letters  patent  for  Scotland,  the 
latter  are  void.     Ibid.  48. 

Previous  public  use  in  England  will 
invalidate  a  patent  for  Scotland.  Broron 
V.  AtmandeUe^  434. 

England,  Scotland,  and  the  Colonies, 
became  one  realm  by  the  act  of  union. 
lUd.  448. 


ENROLMENT. 

The  enrolment  of  a  disclaimer  or  me- 
morandum of  alteration  duly  made  can- 
not be  expunged  from  the  rolls  of  the 
court.    Re  Sharp's  patent,  641. 

The  authority  of  the  Master  of  the 
Rolls  is  limited  to  correcting  clerical 
errors  or  errors  of  mistake.    Ibid.  646. 

An  error  in  the  enrolment  of  the  privy 
Real  bill  will  be  amended.  Re  Nickels' 
patent,  655. 


The  enrolment  is  properly  of  the  let- 
ters patent,  and  not  of  the  privy  seal 
bill.     Ibid.mi. 

An  enrolment  different  from  the  let- 
ters patent  will  not  be  permitted  to 
continue.     Ibid.  ^Q 1 . 

The  letter  ro  having  been  written  for 
fin.  the  engrossment  of  the  specification, 
and  the  enrolment  made  therefrom,  the 
Master  of  the  Rolls  ordered  the  latter  to 
be  amended.  Re  Whitehouse's  patent, 
649,  n.  m. 

The  specification  having  recited  the 
letters  to  have  been  granted  in  "  Octo- 
ber" instead  of ''November,"  the  Master 
of  the  Rolls  ordered  the  enrolment  to  be 
amended.     Re  Rubery's  patent,  649. 

The  copying  clerk,  in  making  the  en- 
rolment of  the  specification^  transposed 
certain  numbers  of  reference  to  the 
drawings ;  the  Master  of  the  Rolls  or- 
dered the  enrolment  to  be  amended.  Re 
Redmund's  patent,  649. 

Clerical  errors  in  enrolments,  or  errors 
made  by  inadvertence,  always  amended, 
but  under  various  authorities.  Re  Sharp's 
patent,  647. 

Records  amended,  647,  n.  /.  ^ 


ERRORS. 

Amendable  at  Common  Law. 
See  Amendment  and  Enrolment. 

Amendable  by  Statute. 
See  Amendment  and  Disclaimer* 


ESTOPPEL. 

A  patentee  who  has  conveyed  away 
his  interest  is  estopped  in  an  action  of 
infringement  by  his  assignee  from  de- 
nying his  title  to  convey.  Oldham  v. 
Lang  mead  J  291. 

In  an  action  of  covenant  on  articles  of 
agreement,  which  recited  that  the  plain- 
tiffs were  assignees  of  letters  patent,  the 
defendant  is  not  estopped  from  denying 
the  novelty  of  the  invention.  Hayne 
v.J/a/%,291. 

In  an  action  of  covenant  on  a  license 
deed,  reciting  that  the  plaintiff  had  in- 
vented certam  improvements,  £cc.,  the 
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defendant  is  estopped  by  the  recital  from 
denying  the  novelty  of  the  invention. 
Bowman  v.  Taylor ^  293. 

«S(^  Failure  of  Consideration  and 
Licenses. 

Semhley  That  a  party  who  has  been 
dealing  with  a  patentee  under  a  contract 
may  stop  and  compel  the  patentee  to  es- 
toblish  his  title.  Neilaan  v.  Fotkeraill, 
290. 


on  a  former  patent,  the  qiedficatioii  of 
that  former  patent  must  be  read.  Ltmi 
V.  Daw,  489. 

On  an  application  for  extension,  the 
merit  and  utility  of  the  invention^  and  the 
expenses  and  the  pn^ts,  must  be  proved. 
560  &  567. 

See  Extension. 

See  Infrinqbii BNT. 


EVIDENCE. 

Evidence  of  user  in  England  admis- 
sible to  show  want  of  novelty  in  pro- 
ceedings on  Scotch  patent  Boehuck  & 
Garhetfs  case,  46. 

The  only  evidence  which  the  plaintiff 
can  give  on  the  issue  of  novelty  is,  that 
of  persons  who  were  in  the  way  of  hear- 
ing  of  the  invention,  not  having  heard 
of  it.     Conmh  v.  Keene^  509. 

A  plaintiff  must  give  some  evidence  of 
the  sufficiency  of  the  specification  if  de- 
nied.    Turner  v.  Winter y  8 1 . 

As,  the  evidence  of  persons  of  science 
and  workmen,  that  they  have  read  the 
specification  and  can  understand  it,  and 
have  practised  the  invention  according 
to  it.     Cornish  v.  Keene^  503. 

And  in  the  absence  of  contradiction 
on  the  part  of  the  defendant,  such  evi- 
dence will  be  sufficient.     Ihid, 

The  defendant  must  show  that  per- 
sons have  been  misled  by  the  specifica- 
tion, or  incurred  expense  in  attempting 
to  follow  it,  and  were  unable  to  ascertain 
what  was  meant.     l}nd. 

The  plaintiff  can  only  make  a  prima 
facie  case  of  novelty  by  calling  persons 
acquainted  with  the  particular  trade  and 
manufacture^  to  prove  that  they  never 
heard  of  any  invention  similar  to  the 
plaintiff's.     GaUoway  v.  Bleaden,  526. 

If  a  whole  class  of  substances  be  men- 
tioned as  suitable,  the  plaintiff  must 
show  that  each  and  every  of  them  will 
succeed.    Bickford  v.  Skewes^  2 1 8. 

The  letters  patent  are  primd  facie 
evidence  of  the  title  of  the  party,  and  it 
is  for  the  defendant  to  impeach  their 
title.    Alinter  v.  WellSj  129. 

In  an  action  for  the  infringement  of  a 
patent,  professing  to  be  an  improvement 


EXPERIMENT. 

An  experiment  found  not  to  answer, 
and  abandoned  as  useless,  will  not  vitiate 
a  subsequent  patent  for  an  invention  in 
which  the  previous  defects  are  remedied. 
Jones  v.  PearcCy  124. 

A  mere  experiment  or  course  of  ex- 
periments, for  the  purpose  of  procuring  a 
result  which  is  not  brought  to  comple- 
tion, but  begins  and  ends  in  uncertain 
experiments^  will  not  prevent  another 
person,  who  is  more  successful,  from  ob- 
taining the  benefit  of  his  success.  Gal- 
lonay  v.  Bleaden,  525  &  529. 

The  question  is,  whether  what  was 
done  rested  in  experiment,  and  unsuc- 
cessful experiment,  not  conducted  to  its 
full  result,  or  whether  it  was  a  complete 
discovery  of  that  which  forms  the  sub- 
ject of  the  patent  ?     Ibid.  526  k  529. 

An  invention  abandoned  must  be  pre- 
sumed not  to  have  been  complete,  bat  to 
have  rested  in  experiment.  TlieHauiC' 
hill  Company  v.  J^eilaon,  713. 

That  which  is  merely  experiment  can 
never  vitiate  a  patent ;  the  experiments 
and  patent  go  on  together.  Ibid.  704, 
705. 

See  Aeandonment. 


EXTENSION  OF  TERM. 
By  jict  of  PcarUaiment. 

The  benefit  conferred  on  the  puUic 
by  the  employment  of  the  poor,  conse- 
quent on  the  importation  of  a  new  ma- 
nufacture, a  ground  for  extension  of 
term  by  the  legislature.  The  Lustring 
patent  (9  &  10  W.  3,  c  43,  P.)  37.  IHd, 
37,  n. 
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The  mcfeaae  of  trade  and  the  employ- 
ment of  the  poor  hy  the  introduction  of 
new  inventions  fit>ni  abroad,  and  the 
expense  incurred  and  difficulties  en- 
countered, a  eround  of  extension  of  term 
by  the  legislature.  Lumbers  patent 
(5  0,2,c.8,P.)  38. 

The  difficulties  of  establishing  a  new 
manufacture,  and  insufficiency  of  the 
original  term  to  render  the  invention  of 
public  utility  and  to  affisrd  adequate  re- 
muneration, a  ground  for  extension  of 
term  by  the  legislature.  Cookncrthy'B 
patent,  assign^  to  Champion  (15  G.  3, 
c  42,  P.)  3d.    Ibid.  39,  n. 

Insufficiency  of  the  original  term  fbr 
the  inventor  to  obtain  adequate  remu- 
neration for  his  labour,  expense,  and 
time,  or  for  the  public  to  reap  the  frill 
advantage  of  the  invention  in  point  of 
utility  and  economy  under  special  cir- 
cumstances, a  ground  of  extension.  Li- 
ardet's  patent,  52. 

Price  of  commodity  made  during  the 
extended  term  to  be  limited.     IbU.  52. 

Privileges  existing  before  the  date  of 
the  letters  patent,  preserved.     Ibid.  53. 

Objections  to  original  letters  patent 
saved.    Ibid.  53. 

Proviso  against  transfer  to  more  than 
five  persons*  and  for  a  new  specification. 
Ilnd.S3. 

The  expenditure  in  perfecting  an  in- 
vention, and  the  insufficiency  of  the  or- 
dinary term  for  rendering  the  invention 
of  the  greatest  utility  to  the  public,  or 
for  remunerating  the  inventor,  grounds 
of  extension  of  term  for  thirty-one  years. 
Hartley's  patent  (17  G.  3,  c.  6,  P.)  65. 

Objections  to  novelty  of  invention, 
Mved.     Ibid^  5b. 

Use  of  invention  in  royal  dock-yards 
without  license,  saved.    Ibid.  55,  n. 

Provisos  limiting  price,  and  against 
tnmsfer  to  more  than  five  persons.  Ibid. 
55,  n. 

The  superseding  an  article  of  impor- 
tation from  abroad  by  British  manufac- 
ture, the  oppoaition  of  the  trade,  the 
expenses  of  litigation,  and  the  inade- 
quacy of  the  remuneration,  grounds  for 
an  extension  of  the  term.  Turner's 
patent  (32  G.  3,  c  73,  P.)  84. 

Proviso  as  to  the  price,  and  limiting 
the  price,  and  saving  all  exceptions,  ex- 


cepting as  to  the  former  patent,  except 
the  term.    Ibid. 

By  Statute  5  &  6  W.  4,  c.  83* 

The  crown  on  the  recommendation  of 
the  Judicial  Ck>mmittee  of  the  Privy 
Council  may  prolong  the  term  by  grant- 
ing new  letters  patent.  (Stat.  5  &  6  W. 
4,  c.  83,  s.  4.) 

But  application  for  such  prolongation 
must  be  prosecuted  with  effect  before  the 
expiration  of  the  term  6i  the  original 
letters  patent,  unless  the  petition  be 
presented  six  months  before  such  expi- 
ration.    (Stat.  2  &  3  Vict.  c.  67.) 

A  strong  case  of  hardship^  and  as  to 
the  utility  of  the  invention,  must  be 
made  out.    Re  Erard's  patent,  559. 

Aprtmd  fade  case  of  the  sufficiency 
of  the  specification  must  in  general  be 
made  out;  letters  patent  clearly  bad 
would  not  be  extended.    Ilnd.  557,  n.  a. 

A  large  sum  of  money  and  much  time 
being  expended  on  experiment  to  per- 
fect the  invention  without  any  return, 
the  patent  extended.  Re  Bate's  patent, 
739. 

The  invention  being  very  meritorious^ 
the  result  of  a  great  deal  of  labour,  care, 
and  science,  and  extremely  useful  in  its 
effects,  and  the  party  having  sustained 
considerable  loss,  the  patent  will  be  ex- 
tended.   Re  Swaine's  patent,  560. 

The  misfortunes  of  the  patentee  and 
those  connected  with  him,  and  the  na- 
ture of  the  invention  as  affecting  its 
introduction  into  use,  is  to  be  con- 
sidered. Re  Southworth's  patent,  ex 
parte  Haworth,  487. 

The  new  letters  patent  must  be  mnt- 
ed  to  the  party  in  whom  the  subsisting 
patent  is  legally  vested.     Ibid.  488. 

In  an  application  by  an  assignee  the 
title  of  the  petitioner  must  be  strictly 
proved,  although  no  notice  of  intention 
to  dispute  the  title  is  contained  in  the 
objections.  Re  Wright's  patent,  ex 
parte  Shuttleworth,561. 

The  application  for  an  extension  post- 
poned till  near  the  expiration  of  the 
patent,  where  the  profits  may  be  con- 
siderably increased  in  the  interim.  Re 
Macintosh's  patent,  739. 

Costs  of  opposition  given,  the  applica- 
tion being  abandoned.     Ibid. 

Extension  recommended  in  favour  of 
the  parties  having  the  legal  estate,  with- 
5  D 
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defendant  is  estopped  bj  the  recital  from 
denjing  the  novelty  of  the  invention. 
Bowman  v.  Taylor^  293* 

«S^  Failure  of  Considbration  and 
L1CBN8SS. 

Semble,  That  a  party  who  has  been 
dealing  with  a  patentee  under  a  contract 
may  stop  and  compel  the  patentee  to  es- 
tablish his  title.  Neilson  v.  FothergiU, 
290. 


EVIDENCE. 

Evidence  of  user  in  England  admis- 
sible to  show  want  of  novelty  in  pro- 
ceedings on  Scotch  patent  Roebuck  & 
Garbetf's  case,  46. 

The  only  evidence  which  the  plaintiff 
can  give  on  the  issue  of  novelty  is,  that 
of  persons  who  were  in  the  way  of  hear- 
ing of  the  invention,  not  having  heard 
of  it.     Conmh  v.  Keene^  509. 

A  plaintiff  must  give  some  evidence  of 
the  sufficiency  of  the  specification  if  de- 
nied.    Turner  v.  Winter^  8 1 . 

As,  the  evidence  of  persons  of  science 
and  workmen,  that  they  have  read  the 
specification  and  can  understand  it,  and 
have  practised  the  invention  according 
to  it.     Cornish  v.  Keene^  503. 

And  in  the  absence  of  contradiction 
on  the  part  of  the  defendant,  such  evi- 
dence will  be  sufficient.     Ibid, 

The  defendant  must  show  that  per- 
sons have  been  misled  by  the  specifica- 
tion, or  incurred  expense  in  attempting 
to  follow  it,  and  were  unable  to  ascertain 
what  was  meant.     lUd. 

The  plaintiff  can  only  make  a  primd 
facie  case  of  novelty  by  calling  persons 
acquainted  with  the  particular  trade  and 
manufacture,  to  prove  that  they  never 
heard  of  any  invention  similar  to  the 
plaintiff's.     Galloway  v.  Bleaden^  526. 

If  a  whole  class  of  substances  be  men- 
tioned as  suitable,  the  plaintiff  must 
show  that  each  and  every  of  them  will 
succeed.     Bickford  v.  Skewes^  2 1 8. 

The  letters  patent  are  primi  facie 
evidence  of  the  title  of  the  party,  and  it 
is  for  the  defendant  to  impeach  their 
title.    Minter  v.  JFells,  1 29. 

In  an  action  for  the  infringement  of  a 
patent^  professing  to  be  an  improvement 


on  a  former  patent^  the  spedficstioii  of 
that  former  patent  must  be  read.  Ltm     ^ 
v.  Daw,  489. 

On  an  application  for  extenaoo,  die 
merit  and  utility  of  the  invention,  snd  die 
expenses  and  the  pn^ts,  must  be  proved. 
560  &  567. 

See  Extension. 

See  Infrinqbh BNT. 


EXPERIMENT. 

An  experiment  found  not  to  answer, 
and  abandoned  as  useless,  will  not  Titiste 
a  subsequent  patent  for  an  invention  in 
which  the  previous  defects  are  remedied* 
Jones  V.  Pearee^  124. 

A  mere  experiment  or  course  of  ex- 
periments, for  the  purpose  of  procuring  s 
result  which  is  not  brought  to  comple- 
tion, but  begins  and  ends  in  uncertsin 
experiments,  will  not  prevent  another 
person,  who  is  more  successful,  from  ob- 
taining the  benefit  of  his  success.  Gai- 
loway  V.  Bleaden,  525  &  529. 

The  question  is,  whether  what  wss 
done  rested  in  experiment,  and  unsuc- 
cessful esperiment,  not  conducted  to  its 
full  result,  or  whether  it  was  a  complete 
discovery  of  that  which  forms  the  sub- 
ject of  the  patent  ?     Ibid.  526  k  529. 

An  invention  abandoned  must  be  pre- 
sumed not  to  have  been  complete,  bnt  to 
have  rested  in  experiment.  The  House" 
hill  Company  v.  Milson,  713. 

That  which  is  merely  experiment  can 
never  vitiate  a  patent ;  the  experiments 
and  patent  go  on  together.  Ibid,  704, 
705. 

See  Abandonmbnt. 


EXTENSION  OP  TERM. 
By  Act  ofParUament. 

The  beneQt  conferred  on  the  public 
by  the  employment  of  the  poor,  conse- 
quent on  the  importation  of  a  new  ms- 
nufacture,  a  ground  for  extension  of 
term  by  the  legislature.  The  Lustring 
patent  (9  &  10  W.  3,  c  43,  P.)  37.  IM, 
37,  n. 
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The  increase  of  trade  and  the  employ- 
ment of  the  poor  bj  the  introduction  of 
new  inventions  from  abroad,  and  the 
expense  incurred  and  difficulties  en- 
countered, a  eround  of  extension  of  term 
by  the  legislature.  Lombe^s  patent 
|50.2,c.8,P.)  38. 

The  difficulties  of  establishing  a  new 
manufacture,  and  insufficiency  of  the 
original  term  to  render  the  invention  of 
public  udli^  and  to  affisrd  adequate  re- 
mimeration»  a  ground  for  extension  of 
tenn  by  the  legislature.  Cooknorthy^s 
patent,  assigned  to  Champion  (15  G.  d» 
c  42,  P.)  39.    Ibid.  39,  n. 

Insufficiency  of  the  original  term  fbr 
the  inventor  to  obtain  adequate  remu- 
neration for  his  labour,  expense,  and 
time,  or  for  the  public  to  reap  the  full 
advantage  of  the  invention  in  point  of 
utility  and  economy  under  special  cir- 
comstances,  a  ground  of  extension*  Li* 
ardefs  patent,  52. 

Price  of  commodity  made  during  the 
citended  term  to  be  limited.     Ibid.  52. 

Privileges  existing  before  the  date  of 
the  letters  patent,  preserved.     Ibid,  53. 

Objections  to  original  letters  patent 
tared.    Ibid.  53. 

Proviso  against  transfer  to  more  than 
fiTe  persons,  and  for  a  new  specification, 
iW  53. 

The  expenditure  in  perfecting  an  in- 
vention, and  the  insufficiency  of  the  or- 
dinary term  for  rendering  the  invention 
of  the  greatest  utility  to  the  public,  or 
for  remunerating  the  inventor,  grounds 
of  extension  of  term  for  thirty-one  years. 
Rartley'8  patent  (17  G.  3,  c.  6,  P.)  55. 

Objections  to  novelty  of  invention, 
«aved.    Ibid.  55. 

Use  of  invention  in  royal  dock-yards 
without  license,  saved.     Ibid.  55,  n. 

Provisos  limiting  price,  and  against 
^nnsfer  to  more  than  five  persons.  Ibid. 

The  superseding  an  article  of  impor- 
t*^  from  abroad  by  British  manufac- 
I  ^r^i  the  onpo9tion  of  the  trade,  the 
ncpenses  of  litigation,  and  the  inade- 
quacy of  the  remuneration,  grounds  for 
w»  extension  of  the  term.  Turner's 
l«ent(32G.3,c.  73,P.)  84. 

Proviso  as  to  the  price,  and  limiting 
"^  price,  and  saving  all  exceptions,  ex- 


cepting as  to  the  former  patent,  except 
the  term.    Ibid. 

By  Siatuie  5  &  6  W.  4,  c.  83* 

The  crown  on  the  recommendation  of 
the  Judicial  Committee  of  the  Privy 
Council  may  prolong  the  term  by  grant- 
ing new  letters  patent.  (Stat.  5  &  6  W. 
4,c.83,s.4.) 

But  application  for  such  prolongation 
must  be  prosecuted  with  effisct  before  the 
expiration  of  the  term  6f  the  original 
letters  patent,  unless  the  petition  be 
presenteid  six  months  before  such  expi- 
ration.    (Stat.  2  &  3  Vict.  c.  67.) 

A  strong  case  of  hardship^  and  as  to 
the  utility  of  the  invention,  must  be 
made  out.     Be  Erard's  patent,  559. 

A  primd  facie  case  of  the  sufficiency 
of  the  specification  must  in  general  be 
made  out;  letters  patent  clearly  bad 
would  not  be  extended.    lUd.  557,  n.  a. 

A  large  sum  of  money  and  much  time 
being  expended  on  experiment  to  per- 
fect the  invention  without  any  return, 
the  patent  extended.  Re  Bate's  patent, 
739. 

The  invention  being  very  meritorious, 
the  result  of  a  great  deal  of  labour,  care, 
and  science,  and  extremely  useful  in  its 
effects,  and  the  party  having  sustained 
considerable  loss,  the  patent  will  be  ex- 
tended.   Be  Swaine's  patent,  560. 

The  misfortunes  of  the  patentee  and 
those  connected  with  him,  and  the  na- 
ture of  the  invention  as  affecting  its 
introduction  into  use,  is  to  be  con- 
sidered. Be  Southworth's  patent,  ex 
parte  Haworth,  487. 

The  new  letters  patent  must  be  mnt- 
ed  to  the  party  in  whom  the  subsisting 
patent  is  legally  vested.     Ibid.  488. 

In  an  application  by  an  assignee  the 
title  of  the  petitioner  must  be  strictly 
proved,  although  no  notice  of  intention 
to  dispute  the  title  is  contained  in  the 
objections.  Be  Wright*s  patent,  ex 
parte  Shuttleworth,561. 

The  application  for  an  extension  post- 
poned till  near  the  expiration  of  the 
patent,  where  the  profits  may  be  con- 
siderably increased  in  the  interim*  Be 
Madntoeh's  patent,  739. 

Costs  of  opposition  given,  the  applica- 
tion being  abandoned.     Ihid. 

Extension  recommended  in  favour  of 
the  parties  having  the  legal  estate,  with- 
5  D 
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out  impQBing  any  oondidons  with  refer- 
ence to  the  equitable  claims  of  other 
parties  connected  with  the  patentee.  Re 
Wright's  patent,  ex  parte  Shuttleworth, 
562. 

Extension  of  term  recommended,  the 
patentee  having  experienced  great  oppo- 
sition from  the  existing  interests,  and 
beinff  a  loser  by  the  invention.  lie 
Sta&rd's  patent,  563. 

The  words  '*  prosecuted  with  effect*' 
of  the  sUtute'  (5  &  6  W.  4,  c.  83,  s.  4), 
requires  something  more  to  have  been 
done  than  presenting  the  petition  and 
opening  the  case  before  the  expiration  of 
the  term  of  the  letters  patent.  Me 
Bodmer's  patent,  740. 

Senible^  That  '' prosecuted  with  ef- 
feet"  means,  obtaining  the  report  of  the 
Privj  Council.  Ibid, 

Patent  extended  under  the  provisions 
of  the  statute  2  &  3  Vict.  c.  67.     Ibid. 

The  merit  and  utility  of  the  inven- 
tion, the  merit  of  the  petitioner  in  pa- 
tronizing an  ingenious  inventor,  and 
liberally  expending  money  to  introduce 
the  invention,  the  amount  of  profit  not 
being  greater  than  the  ordinary  profit 
on  capital  employed  in  similar  trades, 
the  annoyances,  anxiety,  and  cost  of 
litigation,  are  several  grounds  of  consi- 
deration in  recommending  the  extension 
of  letters  patent.  i2^  Wbitehouse*8  pa- 
tent, ex  parte  Russell,  477. 

The  extension  of  term  recommended 
to  assi^ee  on  his  securing  an  annuity 
to  the  inventor  during  the  subsistence  of 
the  new  letters  patent.  Re  Whitehouse's 
patent,  ex  parte  Russell,  476  &  478. 

The  invention  being  meritorious,  but 
from  circumstances  beyond  the  control 
of  the  patentee  not  sufficiently  appreci- 
ated, and  unproductive  of  reward,  the 
extension  will  be  recommended.  Re 
KoUman's  patent,  565, 

Violent  resistance  and  opposition  to 
the  introduction  of  an  invention  a  ground 
for  extending  the  term  of  the  letters 
patent.    i2^iloberts*s  patent,  575. 

The  fact  of  the  invention  not  having 
been  brought  into  use,  unless  explained, 
is  an  objection  to  the  extension  of  the 
term.    Re  Wright's  patent,  576. 

But  being  explained  by  the  pecuniary 
difficulties  and  embarrassments  of  the 
patentee,  extension  recommended.  IfAd. 
576. 


The  questions  to  be  considered  oa  ap- 
plication for  an  extension  are,  the  in- 
genuity of  the  inventor,  the  want  of 
capital  and  means,  the  utility  of  the 
invention,  and  the  sufficiency  of  the  re- 
muneration. Re  Downton*s  patent,  567. 

The  absence  of  all  profit  during  a 
portion  of  the  term  is  a  ground  for  ex- 
tension. Costs  will  be  given  where 
there  is  no  ground  for  the  opposition. 
Ibid,  567. 

Letters  patent  being  about  to  expire, 
the  application  for  an  extension  w31  be 
heard  during  the  pendency  of  legal  pro- 
ceedings as  to  the  validity  of  the  patent 
Re  Kay's  patent^  568. 

It  is  sufficient  to  establish  a  primi 
facie  case  of  the  validity  of  a  patent  on 
an  application  for  an  extension.  Ibid, 
571. 

The  profits  amounting  to  aboat£6000, 
an  extension  of  the  term  for  three  yean 
recommended.    Ibid*  572. 

The  petitioner  having  pardiased  the 
letters  patent  and  stock  in  trade  at  a  &ir 
price  on  the  death  of  the  patentee,  and 
sustained  no  loss,  the  application  for  an 
extension  of  the  term  was  refused.  Be 
Quarrill's  patent,  740. 

The  actual  expenses  and  receipts  moit 
be  shown ;  it  is  not  sufficient  to  show 
generally  that  thape  has  been  no  profit. 
Ilnd, 

The  insufficiency  of  the  usoal  term  to 
afiord  remuneration,  regard  bdng  had 
to  the  nature  of  the  invention,  is  ground 
for  an  extension.  Re  Jones's  patent,  ^x 
parte  Riddle  &  Piper,  579. 

Senible^  That  it  is  not  necessaiy  \o 
show  a  probable  ground  for  supposing 
that  the  petitioners  would  be  remnne* 
rated  by  the  extension  prayed.    IM> 

An  invention  as  described  in  the  spe- 
cification, having  succeeded  at  first  to  a 
limited  extent  for  certain  patterns  and 
colours,  but  being  inapplicable  for  the 
more  elaborate  patterns  and  bri^ter 
colours,  until  rendered  so  by  means  of 
certain  improvements  introduced  from 
abroad,  whereby  it  had  become  of  great 
value,  an  application  for  the  extension 
of  the  patent  was  refused.  Re  Wood- 
croft'a  patent,  740. 

The  fact  of  an  invention  when  known 
not  getting  into  general  use,  is  a  pie- 
sumpdon  against  its  utility.  Re  P^-- 
tor's  patent,  723. 
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SerMe^  That  negligence  on  the  part 
of  a  patentee  in  restraining  infringe* 
ments  is  a  ground  of  opposition.     lUd. 

In  an  application  hy  an  assignee,  his 
title  must  he  strictly  proved.  Re  Gallo- 
way's patent,  725. 

The  new  letters  patent  are  granted 
subject  to  the  same  objections  as  the  old, 
sod  the  questions  of  novelty  and  utility 
will  not  be  minutely  entered  on.    Ibid, 

It  is  for  the  benefit  of  patentees  that 
the  assienee  should  represent  the  whole 
merit  of  the  inventor.    Ibid. 

The  fact  of  great  improvements  hav* 
ing  been  made  on  the  original  invention, 
affords  no  objection  to  the  extension  of 
the  term.     Ibid.  Til. 

The  expense  of  litigation,  and  the  cost 
of  the  patents,  and  the  expense  of  bring- 
ing the  invention  into  use,  to  be  deduct- 
ed in  estimating  profits.     Ibid*  729. 

A  manufacturer's  fair  profit  must  be 
Mucted,  and  distinguished  from  the 
profit  of  the  monopoly.     Ibid.  729. 

In  considering  whether  a  patent 
should  be  extended^  a  publication  con- 
tained  in  a  foreign  journal  may  be  taken 
into  the  account.  Be  Soames'  patent, 
733. 

The  merit  of  the  importer  is  less  than 
that  of  the  inventor.     lUd. 

The  petition  for  an  extension  is  not 
to  be  tried  in  the  same  manner  as  an 
application  to  parliament.    Ibid,  734. 

The  fact  of  a  further  improvement 
having  been  made^  is  an  argument  in 
fiiTonr  of  an  extension.     Ilnd, 

An  inference  against  the  merit  of  the 
invention  from  the  smallness  of  the  step, 
must  be  carefully  guarded  against.  Ibid. 
735. 

The  interest  of  the  inventor  is  medi- 
ately consulted  through  the  assignee. 
Ue  Morgan's  patent,  738. 


FAILURE  OP  CONSIDERATION. 

If  the  consideration  fails,  the  letters 
patent  are  void.     27,  n. 

^  Future  of  execution  a  failure  of  con- 
sideration.   27,  n. 

If  an  invention  wholly  fail,  or  be  alto- 
gether useless  for  the  purpose  d^ribed, 
the  letters  patent  are  void.  Manton  v. 
barker,  192  &  484,  n.  m. 


Partial  and  total  failure  of  considera- 
tion to  be  distinguished  from  each  other. 
484,  n.  m. 

The  failure  of  consideration  in  respect 
of  total  want  of  utility  different  from 
that  in  respect  of  partial  want  of  utility. 
109,n.;fc. 


FALSE  SUGGESTION. 

False  recital  or  suggestion  a  ground 
for  repealing  the  letters  patent.  R,  v. 
Miissary,  41. 

But  it  must  be  in  respect  of  some- 
thing material,  and  part  of  the  conside- 
ration of  the  grant.     Ibid. 

Letters  patent  for  certain  improve- 
ments in  machinery  are  void  on  the 
ground  of  false  suggestion,  if  one  of  the 
inventions  claimed  be  not  an  improve- 
ment.    Morgan  v.  Seafvardy  196. 

Letters  patent  being  for  several  things 
by  one  single  process,  if  the  mode  fail  as 
to  one,  the  patent  is  void*  Turner  v. 
Winter,  82. 

Letters  patent  for  a  watch,  the  inven- 
tion being  only  of  a  part,  void  for  false 
suggestion.    Jessop's  case,  42,  n. 

Letters  patent  for  a  new  and  improved 
method  of  drying  and  preparing  malt, 
the  invention  bc^ng  the  making  a  co- 
louring substance  from  malt,  void  for 
false  suggestion.    R,  v.  Wheeler y  42,  n. 

Letters  patent  for  sharpening  knives, 
razors,  and  scissors,  the  mode  described 
being  inapplicable  to  scissors,  void  for 
false  suggestion.  FelUmy. Greaves,  Ai%xi. 

The  novelty  of  every  part  of  the  in- 
vention is  the  consideration  of  the  grant, 
so  that  if  part  of  the  consideration  fails, 
the  patent  is  void  for  false  suggestion. 
Morgan  v.  Seartard^  196. 

The  suggestion  in  a  Scotch  patent, 
that  an  invention  was  new  within  hce 
regna,  when  it  was  well  known  and  in 
public  use  in  England,  is  false,  and  will 
vitiate  the  grant.  Bronm  v.  Annan- 
dale,  443. 

False  recital  in  letters  patent  not  by 
way  of  suggestion,  or  any  part  of  the 
consideration,  may  not  vitiate.  Morgan 
V.  Seaward,  196. 

False  suggestion  distinct  from  insuf- 
ficient or  mcorrect  description  in  tb' 
specification,  42,  n. 
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If  an  invention  be  new  and  useful  on 
the  whole,  there  is  no  false  suggestion* 
Hamorth  v.  Hardcastle^  483. 

Part  of  the  invention  being  useless 
may  not  involve  any  false  suggestion. 
Morgan  v.  Seaward,  197. 

As,  where  it  is  discovered  that  part 
of  the  invention  not  claimed  as  essential^ 
may  be  altcmther  dispensed  with. 
Lewi$  V.  Markng^  495. 

Senible^  That  the  subsequent  inven- 
tion and  insertion  in  the  specification  of 
a  different  mode  of  carrying  out  a  prin- 
ciple, which  the  patentee  had  reduced 
into  practice  in  one  or  more  modes  at 
the  time  of  the  granting  of  the  letters 
patent*  is  no  false  suggestion.  CroBsley 
V.  Beterley,  114,  n.  a,  &  116. 

SenMe^  That  it  would  be  an  objection 
to  a  patent  that  a  party  did  not  insert  in 
his  specification  the  most  improved  me- 
thods with  which  at  the  time  ra  enrolling 
the  specification  he  was  acquainted. 
Ibid.  116. 

The  rule,  that  if  part  of  an  invention 
jfails  the  patent  is  vdd,  is  a  technical 
rule  to  be  interpreted  strictly.  Crassley 
V,  Beterley^  1 18. 

The  insertion  of  an  improvement 
made  during  the  interval  for  specifying 
is  no  fraud  either  on  the  crown  or  the 
public    Ibid.  118. 

The  suggestion  of  the  invention  is  the 
foundation  of  the  grant.  Minter  v. 
JFeVSy  129. 


GRANT. 
See  Ck>N8iDBBATioN.    Tbrm. 

To  grantees  for  twenty-one  years, 
3  Jac.  1  (▲.D.  1606),  to  make,  utter,  and 
sell  smalt,  with  power  to  all  others  to 
use  the  same.     Baket^s  patent,  9  &  10. 

Grant  determined  by  declaration  of 
crown,  on  failure  of  the  parties  to  sup- 
ply the  country  with  smalt  at  reasonaUe 
rates.     Ibid.  11. 

Fresh  grant,  6  Jac.  1  (a-d.  1609),  for 
thirty-one  years,  on  the  same  conditions. 
Ibid,  11. 

Preceding  grant  surrendered,  and 
fresh  letters  patent,  16th  of  February, 
16 Jac.  1»  for  thirty-one  years.    IM.  12. 


Crrant  of  the  sole  makmgal  csidstdd, 
being  contrary  to  law.  Cage  of  MmW' 
jpoUes,  2. 

Grant  of  the  sole  importation  of  sDjr 
commodity,  void.    Ilna.  4. 

As  of  foreign  wine.    Ibid.  4. 

Subsequent  or  aeoond  grant  of  noe 
thing,  void.     15,  n.  A. 

Determination  of  former  grant  to  be 
recited  in  subsequent  grant  (6  H.  8, 
c  15).     15,  n.  A. 

Grant  in  respect  of  a  new  trade,  or  in 
engine  tending  to  the  furthenoceof  t 
trade  that  never  was  uaed  before,  for  s 
limited  time,  good.  Darey  v.  AWaL,  6 ; 
Crane  v.  Priee^  411. 

Grant  in  respect  of  the  worldng  or 
maldnjo;  of  any  manner  of  new  msnu&c- 
ture,  &  fourteen  years,  to  the  true  sad 
first  inventor,  valid  (Stat.  21  Jac  l,c.3| 
8.6).    31. 

Grant  to  be  construed  according  to 
the  intent  and  meaning  of  the  grsntor. 
R.  V.  MtLssary^  41. 


GRANTEE. 

Where  any  man  by  his  own  diaige 
and  industry,  or  by  his  own  wit  and  in- 
vention, dodi  bring  any  new  trade  into 
the  realm,  or  any  ensine  tending  to  the 
furtherance  <^  a  trade  that  never  was 
used  before,  and  that  for  the  good  of  the 
realm.  Case  ofMonopoUee — Darejfr, 
AlMn^Si  Cranes. Price, All. 

The  manufacturer  within  this  coon- 
try  of  an  article  previously  sold  here^ 
but  imported  from  abroad.  Baker^s 
patent,  9,  11  &  13. 

The  true  and  first  inventor  (21  Jac  1, 
C.3,  S.6).     30. 

The  introducer  of  an  invention,  new 
in  England.  Edgebury  v.  Stephens,  35. 

See  Intsntor. 


GREAT  SEAL. 

The  great  seal  for  different  parts  of 
the  United  Kingdom  distinct,  notwith- 
standing the  acts  of  unions  49,  n. 

See  Caveat. 
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IMPORTATION. 

The  grant  of  the  sole  importation  of 

any  commodity,  void.     Case  of  Mono- 

poUeSy  4. 

As  of  foreign  wines.     Ibid* 
Importation  of  glass  from  Scotland,  or 

any  foreign  parts,  not  to  be  restrained. 

ManseU's  patent,  26. 


IMPORTER. 

The  importer  or  introducer  of  a  ma- 
nufacture entitled  to  a  patent.  Baker^s 
patent, 9, 1 1  &12;  Ikifyeburyy. Stephens j 
35. 


IMPROVEMENT. 

An  improvement  on  an  existing  thing 
if  the  subject  of  a  patent.  Mill  v. 
Thompson,  244. 

But  the  invention  must  be  strictly 
confined  to  such  improvement.  Ihid. 
245. 

Also  such  patent  is  valid,  although  the 
improvement  be  on  an  existing  patent. 
Ex  parte  Fox,  413. 

Or,  requiring  the  use  of  that  of  which 
another  has  the  exclusive  right.  Crane 
V.  Pfw,  412. 

If  any  one  of  several  inventions  in 
letters  patent  for  improvements  be  not 
an  improvement,  the  patent  is  invalid. 
Morgan  v.  Seaward,  197;  Cornish  v. 
Feene,  505;  Losh  v.  Hague^  204; 
R*  V.  ArJcTcriffhty  72. 

Cheapness  of  production  is  an  im- 
provement.    Cornish  v.  Keene,  506. 

See  Addition  and  Subjbot-hattsb. 


INFRINGEMENT. 

The  similarity  in  point  of  structure  of 
the  alleged  piracy  to  an  article  made  ac- 
cording to  the  patent,  is  presumptive 
efidence,  untQthe  contrary  be  shown,  of 
the  two  being  of  the  same  manufacture. 
HuddartY.  Grimsham,  91. 

A  slight  departure  for  the  purpose  of 
erasion  an  infringement;  the  question 
is,  whether  the  mode  of  working  is  sub- 
stantially different?  Hilly.  Thompson, 
242.  ^ 

Sale  of  an  article  which  might  have 


been  improved  according  to  a  patent  pro- 
cess, coupled  with  the  fact  of  the  defen- 
dant having  the  means  of  practising 
such  process  within  his  reach,  evidence 
for  the  jury  on  the  question  of  infringe- 
ment.   Hall  V.  Boot^  10 1 . 

The  question  of  infringement  pecu- 
liarly for  the  jury,  who  must  say,  whe- 
ther the  defendant  has  availed  himself 
of  the  invention  of  the  plaintiff,  with 
such  variation  only  as  will  prevent  its 
being  a  new  discovery.  fFcUton  v. 
Potter,  586. 

A  specious  variation  in  form,  or  in- 
genious alteration  in  the  mode  of  adap- 
tation, an  infringement  of  the  patent. 
Ibid.  589. 

Proof  of  the  making  of  that  which  is 
the  subject  of  the  patent,  without  evi- 
dence of  the  sale  or  use  of  that  so  made, 
is  sufficient  to  constitute  a  breach  of  the 
letters  patent.    Jones  v.  Pearce,  125. 

The  sale  of  an  article  of  the  same  fa- 
bric, and  made  in  the  same  manner  as 
the  article  which  is  the  subject  of  the  pa- 
tent, is  evidence  of  a  using  of  the  inven- 
tion within  the  prohibitory  datise  of  the 
letters  patent.     Gibson  v.  Brand,  630. 

If  the  invention  consist  in  applying 
the  air  heated  while  in  transitu^  then, 
however  great  the  improvement,  which 
the  defendant's  apparatus  may  be*  on 
that  described  in  the  specification,  it  is 
no  less  an  infringement.  Poison  v. 
Harford,  310. 

The  improvements  claimed  must  all 
be  shown  to  be  new,  though  it  need  not 
be  shown  that  the  slleged  infringement 
was  an  imitation  of  the  whole  of  them, 
an  imitation  of  any  one  being  sufficient 
to  maintain  the  action.  Gillett  v.  WUb^, 
270. 

The  identity  of  purpose,  and  not  of 
name,  is  the  criterion  in  judging  of  the 
similarity  or  dissimilarity  of  inventions. 
Cutler's  patent,  427, 

The  doing  any  of  the  acts  specified  in 
the  prohibitory  clause  of  the  letters  pa- 
tent, is  an  infringement.  Walton  v. 
Bateman,  615. 

The  specification  having  described  the 
invention  to  consist  in  welding  iron  by 
circular  pressure  through  dies  or  holes, 
the  welding  produced  by  passing  the  iron 
through  grooved  rollers,  though  not  so 
perfect,  is  an  infringement.  Russeil  v« 
Caivley,  462. 
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The  inventor  of  a  principle^  coupled 
with  some  mode  of  carrying  the  princi- 
ple into  effects  ia  entitled  to  protection 
against  other  modes  of  carrjing  out 
the  principle.    Jt^  t.  PraU,  146. 

The  substitute  of  one  mechanical  equi- 
valent for  another  is  but  a  colourable 
difference.    Morgan  v.  Seaward^  171. 

The  substance  of  the  invention  and 
principle  of  the  machine,  and  not  the 
mere  form,  are  to  be  looked  to.     Ibid. 

The  invention  consisting  in  applying 
the  air  heated  in  transitu  between  the 
bellows  and  the  furnace,  however  great 
the  improvement  made  by  the  defendant 
on  the  method  described  by  the  plain- 
tiff, it  is  no  less  an  infringement.  NeH- 
son  V.  Harford^  310. 

Exposing  to  sale  not  an  infringement 
of  the  letters  patent.  Minter  v.  fFil^ 
earns,  136. 

The  specification  claiming  the  shear- 
ing from  list  to  list  with  a  rotary  cut- 
ter, the  use  of  that  cutter  for  such  pur- 
pose is  an  infringement  of  the  patent, 
without  reference  to  the  other  mecha- 
nical arrangements  employed.  Lewis  v. 
Davis,  490;  490,  n.r. 

The  absence  of  certain  parts  does  not 
make  the  alleged  piracy  no  infringe- 
ment   Janes  v.  Pearce,  1 24. 

An  act  of  sale  not  necessary  to  consti- 
tute or  complete  the  infringement.  Ibidm 
125. 

The  patent  beine  for  the  application 
of  detonating  powder  to  discharge  fire- 
arms, mechanical  arrangements  appa- 
rently very  different,  whereby  the  same 
effect  is  produced,  are  an  infringement. 
Forsyth's  patent,  96. 

Unless  the  particular  arrangement  be 
the  substance  of  the  invention.  97, 
n.  ft. 

The  invention  claimed  being  the  ap- 
plication of  the  self-adjusting  leverage 
to  the  back  and  seat  of  the  chair,  any 
combination  of  that  to  the  same  subject 
is  an  infringement.  Minter  v.  Wells, 
136. 

An  exposing  to  sale  not  necessarily 
prejudicial,  and  may  not  be  an  infringe- 
ment.    Minter  v.  iVtlUams,  138. 

The  selling  by  the  defendants  of  arti- 
cles the  subject  of  any  part  of  the  patent, 
sufficient  evidence  of  infringement. 
Cornish  v.  Keene,  502. 


Evidence  of  infringement   GaUantty 
V.  Bieaden,  523. 


INJUNCTION. 

Will  be  granted  to  restrain  nle  in 
England  of  Bibles  printed  in  Scodaod, 
dunng  an  exclusive  privil<^  to  print 
such  books  in  England.  UnioerMes  of 
0.  &  a  V.  Bichardson,  49. 

Semble^  That  an  injunction  woold  not 
be  granted  to  restrain  the  sale  of  a  ps* 
tent 'article,  part  of  the  private  effects  of 
a  person.     Ibid. 

If  there  has  been  no  infringement,  the 
court  have  no  power  to  make  compensi- 
tion  for  the  injunction.  Morgan  v. 
Seamard,  168. 

Ample  justice  may  be  done  by  tk 
account.     lUd. 

As,  where  the  plaintiff  would  onljbe 
entitled  to  \s.  per  ton  on  the  iron  made. 
Jamison  \.  Thompsonf286. 

An  injunction  will  be  granted  after 
expiration  of  patent,  to  restrain  the  sale 
of  machines  piratically  made  during  the 
patent.    Crossley  v.  Beverley^  1 19. 

An  account  will  be  ordered  of  profits 
resulting  from  the  use  of  metres  pirati- 
cally miule  during  the  patent.  Crossky 
▼.  Derby  GasCwt^pany,  119. 

Not  usual  to  give  security  for  da- 
mages occasioned  by  an  injunction,  in 
case  the  patent  should  turn  out  to  be 
invalid.    Bickford  v.  Skewes,  214. 

Damages  may  in  some  cases  be  re- 
covered by  the  defendants  for  the  injury 
sustained  by  them,  in  consequence  of  the 
respondents  having  stopped  works  by  in- 
terdict, instead  of  allowing  the  works  to 
proceed  by  trusting  to  the  caution  offered 
at  the  passing  of  the  bill.  StirUng  r. 
Boebuckj  50. 

An  injunction  will  not  be  mnted 
until  the  right  can  be  tried,  if  uie  da- 
mage consequent  on  the  stoppage  of  the 
works  is  great  and  irreparable.  Neiison 
V.  Thompson,  286  &  50. 

Or,  where  the  plaintiff  has  permitted 
the  defendant  to  go  on  and  incur  ex- 
pense under  the  expectation  of  receiving 
a  certain  sum,  the  defendant  being  at 
liberty  at  any  time  to  dispute  the  title 
of  the  plaintffi'  as  patentee.    lUd,  286. 
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The  object  of  the  court  in  granting 
or  refusing  an  injunction  is  to  secure  to 
each  partj  their  respective  rights.  Ibid* 

An  injunction  being  applied  for,  it  is 
not  sufficient  for  the  defendant  to  admit 
the  infringement,  and  promise  not  to  re- 
peat it.    Lo9h  V.  Haguey  200. 

An  application  for  an  injunction  must 
he  made  without  unreaaonable  delay. 
7^.201. 

A  partj  must  not  lie  by,  and  after 
unreasonable  delay  come  in  and  claim  a 
share  of  the  profits  from  a  piratical  use 
of  an  invention.     Crossley  v.  Beverley^ 

120. 

On  application  ex  parte  for  an  injunc- 
tion^  the  affidavits  must  state  the  party*8 
belief  at  that  time,  that  he  was  the  true 
and  first  inventor.  HUl  v.  Thompson^ 
231. 

On  motion  for  an  injunction,  the  affi- 
davits should  state  the  alleged  invention 
with  particuhirity.    Ibid.  230. 

A  doubtful  question  of  infringement 
must  be  decided  by  a  jury ;  but  the  court 
will  order  what  is  to  be  done  in  the 
mean  time.     Morgan  v.  Seaward^  168. 

Before  injunction  is  granted,  the  na- 
ture of  the  infringement  must  be  stated 
with  particularity.  HiU  v.  Thompgon^ 
231. 

The  grant  of  letters  patent  and  exclu- 
sive possession  of  some  duration  under 
them,  is  a  ground  for  injunction,  without 
prerious  trial  at  law ;  oliteTf  if  the  pa- 
tent but  of  yesterday,  and  Uie  validity 
of  the  patent  be  denied.  Hill  v.  Tlumtp- 
son,  231. 

If  a  person  has  had  exclusive  enjoy- 
ment, the  court  will  give  credit  to  the 
apparent  risht,  and  restrain  its  viola- 
tion ;  but  if  doubts  be  entertained  as  to 
the  validity  of  the  patent,  the  injunction 
wiU  be  granted  only  on  terms.  Ibid. 
236. 

Length  of  enjoyment  is  looked  to  in 
answer  to  a  theoretical  objection  to  the 
specification.  Jfick/ordv,  Skeive8j2\3. 

Enjoyment  for  twelve  years  a  prima 
facie  case  for  an  injunction,  if  an  in- 
fringement be  shown.  NeiUonv.  Thomp- 
son,  277. 

An  injunction  obtained  ea;  parte  dis- 
solved, the  defendants  directed  to  keep 
an  account,  the  plaintiff  put  upon  terms 
of  bringing  an  action,  with  liberty  to 


have  the  injunction  revived  after  die 
trial  of  action,  or  in  case  of  any  unrea«* 
sonable  delay  being  interposed  on  the 
part  of  the  defendant.  liill  v.  Thomp- 
son, 232. 

An  injunction  obtained  ea  parte  be- 
ing disposed  of,  the  defendants  were 
ordered  to  admit  plaintiff's  title,  and  to 
keep  an  account,  and  to  admit  inspec- 
tion of  their  premises,  and  to  produce 
books  and  papers.  Morgan  v.  Seaward^ 
169. 


Injunctioii  dissolved  where  great  i 

chief  .would  accrue  to  defendant  by  the 
stoppage  of  works  erected  by  the  per- 
mission of  the  plaintiff  in  expectation  of 
receiving  U,  per  ton  on  the  iron  made, 
the  utmost  the  plaintiff  could  be  en- 
titled to  receive  being  fully  secured  to 
him  by  the  defendant  undertaking  to 
keep  an  account,  and  to  deal  with  as  the 
court  shall  direct.  Neihon  v.  Thomp^ 
8on,  286. 

But  where  the  defendant  has  paid 
under  a  contract,  and  by  breaking  that 
contract  exposed  himself  td  the  conse- 
quence of  the  stoppage  of  his  works,  the 
injunction  must  be  continued,  ^eilson 
V.  Fothergill,  289. 

Injunction  dissolved,  the  defendant 
paying  into  court  the  money  which  had 
become  due  under  the  contract  prior  to 
the  defendant  giving  notice  of  his  in- 
tention to  dispute  the  plaintiff's  title. 
Ibid.  290. 

On  an  application  for  injunction  after 
notice,  ordered  that  the  plaintiff  be  at 
liberty  to  bring  an  action,  provided  the 
declaration  be  delivered  within  a  month, 
and  a  mutual  inspection  of  works  of 
plaintiff  and  defendant  to  take  place. 
Busaell  v.  Cowley,  458. 

The  injunction  having  been  dissolved, 
the  plaintiff  to  bring  an  action  to  esta- 
blish his  patent  right,  and  the  defendant 
to  keep  an  account  in  the  meanwhile ;  a 
verdict  having  been  obtained  for  the 
plaintiff  on  the  trial  of  the  action,  on  ap- 
plication being  made  to  revive  the  injunc- 
tion, it  was  objected  that  the  defendants 
intended  to  move  for  a  new  trial ;  and 
the  matter  was  ordered  to  stand  over  till 
the  result  of  that  application  should  be 
known  ;  the  parties  continuing  to  keep 
an  account  in  the  interim.  HUl  v. 
Thompson,  238. 

Injunction  granted  after  action  at  law. 
Russell  V.  Cowley,  471. 
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Injunction  revived  as  of  course  after 
judgment,  establishing  the  validity  of 
the  patent,    ^eilson  v.  Harfordj  373. 

The  fact  of  an  action  being  pending 
against  another  party,  is  not  a  sufficient 
ground  for  continuing  an  ex  parte  in- 
junction, without  putting  the  j^aintiff  to 
bring  an  action  against  the  new  defend- 
ant.   Rttsaell  V.  Bamskyy  472. 

Injunction  continued,  the  plaintiff  un- 
dertaking to  bring  an  action  to  try  the 
right  within  three  months,  notwith- 
standing another  action  pending.  The 
infringement  to  be  admitted.   ItU.  473. 

The  court  has  authority  to  grant  an 
injunction  sinipliciter^  and  without  im- 
posing any  terms ;  but  such  a  course  is 
not  usual.     Wilson  v.  Tindal,  730,  n. 

It  is  not  of  right,  but  usual  when  an 
injunction  is  granted,  to  impose  on  a 
plaintiff  the  terms  of  bringing  an  action 
to  txy  the  validity  of  his  patent.     Ibid^ 


INSPECTION. 

Defendant  ordered  to  permit  an  in- 
spection of  machinery  made,  or  to  be 
made,  in  purst^nce  of  a  certain  contract. 
Marfan  v.  Seaward,  169. 

Mutual  inspection  of  works  of  plain- 
tiff and  defendant  ordered.  Bussell  v. 
Cowley,  458. 


INVENTION. 

May  be  the  result  of  accident,  depend- 
ing on  no  theory,  but  on  a  lucky  experi- 
ment.   Liardel  v.  Johnson,  54. 

Not  essential  that  labour,  thought,  or 
money,  should  have  been  bestowed  on 
invention.     Crane  v.  Price,  411. 

The  application  of  known  elements  ta 
a  particular  purpose.  Huddariy»Grim- 
sham,  86,  93,  &  96. 


INVENTOR. 

1.    At  Common  Law, 

The  introducer  of  a  new  trade  into 
the  realm,  or  of  any  engine  tending  to 
the  furtherance  of  a  trade,  is  the  inven- 
tor (44  EL  AD.  1602).  The  Case  of 
Monopolies — Darcyy.Allin,6i  Crane 
V.  Price,  411. 


The  introducer  of  an  invention,  or 
mode  of  manufacture,  from  afaroacL 
Baker's  &  Mansell's  patent,  9  &  17. 

See  Obantkb. 

2.  By  Statute. 

The  introducer  of  an  invention  new 
in  England,  though  practised  beyond 
the  sea  before^  is  the  inventor  within 
the  meaning  of  the  statute  21  Jac.  1, 
c  3.    Edgebnry  v.  Stephens,  35. 

He  is  the  inventor  who  publishes  the 
invention  to  the  world,  not  he  who  con- 
fines it  to  his  closet.  DoUond^soasR,^* 

The  discovery  must  not  be  con6tted  to 
the  knowledge  of  the  party  making  it, 
but  it  must  have  been  communicated, 
more  or  less,  or  it  must  have  been  more 
or  less  made  use  of,  so  as  to  oonstitote 
discovery.    ERU  v.  Thompson,  244. 

The  party  making  an  unsuccessfril 
attempt  or  experiment,  which  becomes 
abandoned,  is  not  an  inventor.  Jonti 
V.  Pearce,  124. 

He  is  not  the  inventor  who  hss  the 
invention  communicated  to  him  from 
another  in  this  country.  Tenncautt 
case,  125. 

Even  though  by  a  person  in  his  em- 
ploy.   Barker -9.  Shaw,  126. 

But  the  inventor  msLj  employ  an  in- 
genious person  to  perfect  the  detaili 
of  his  invention.     Minter  v.  JFells,  132. 

An  inventor  may  employ  a  professed 
mechanic  to  perfect  the  medumical  de- 
tails of  his  invention.  Bloxani  ▼•  Elsee, 
132,  n.  c. 

Before  the  plaintiff  took  out  his  pa- 
tent, a  model  of  a  similar  machine  wss 
made,  unknown  to  him,  and  a  machine 
was  begun  to  be  made  from  it,  but  no 
similar  machine  was  ever  used  in  this 
country  before  the  patent.  Held,  that 
this  was  not  sufficient  to  defeat  the  pa- 
tent, it  not  being  shown  that  the  plain- 
tiff had  seen  the  model.  Lewis  v.  Uar- 
lmg,A9i. 

The  introducer  is  the  inventor;  it  is 
sufficient  to  support  a  patent,  that  the 
invention  is  new  as  to  general  use  and 
public  exercise.     Ibid.  492. 

Query,  Whether,  in  order  to  invalidate 
letters  patent,  it  is  necessary  to  show  a 
use  which  may  be  called  at  all  general 
as  well  as  public.     493,  n.  ^. 


INDEX. 


757 


Bat  the  introducer  and  publisher  of 
tliat  which  is  not  in  use  may  not  be 
the  true  and  first  inventor.  Gibson  v. 
Brand,  628. 

The  question,  whether  the  plaintiff  is 
the  true  and  first  inventor  or  not,  de- 
pends on  whether  he  borrowed  the  in- 
vention from  a  source  open  to  the 
jmUic     Walton  v.  Potter^  592. 

He  who  adopts  that  which  has  been 
published  in  a  source  open  to  the  public 
is  not  the  inventor.  Cornish  v.  Keene, 
508. 

Where  it  appeared  in  evidence  that  the 
patentee  himself  invented  and  brought 
into  use  the  machine  for  which  the 
patent  was  granted,  but  before  that  time 
several  other  persons  had  seen  a  model 
and  a  specification  of  such  a  machine, 
which  were  brought  over  from  America ; 
held,  that  the  patentee  was,  nevertheless, 
to  be  considered  the  inventor  within  the 
meaning  of  the  statute,  21  Jac.  I,  c.  3« 
8.  6,  no  machine  having  been  manufao- 
torecl  and  brought  into  use  from  the 
model  and  specification,  and  there  being 
no  evidence  that  the  patentee  had  ever 
I       seen  them«    Lewis  v.  Marling ^  493. 

He  is  not  a  true  and  first  inventor 
within  the  meanine  of  the  statute  who 
has  seen  the  modd  or  specification  of 
a  machine  subsequently  patented,  but 
which  had  not  belen  in  public  use  and 
operation.    Ibid.  496. 

The  party  introducing  an  invention, 
not  before  in  public  use,  is  the  true  and 
first  inventor,  though  others  may  have 
received  a  private  communication  of  the 
invention  from  abroad.     Ibid.  496. 

The  introducer  of  an  invention  is 
prima  facie  the  inventor.  Minter  v. 
IFelh,  131. 

The  person  who  suggests  the  principle 
is  the  inventor,  not  he  who  as  a  work- 
man carries  out  the  suggestion  into 
effect    /Wrf.  132. 

And  although  a  skilful  mechanic  be 
employed  to  perfect  the  details.  lUd. 
132,  n.  e. 

In  the  case  of  simultaneous  inventors, 
the  party  first  obtaining  the  letters  pa^ 
tent  is  the  inventor  in  law.  Forsyth  v. 
RitAere,  97;  Gailoway  v.  Bleaden,  529. 

The  distinction  between  first  inventor 
md  public  use  is,  in  the  abstract,  sound. 
Ihe  Househiil  Company  v.  ^Yeitson. 
689. 

5  E 


The  prior  use  of  an  invention,  thoush 
abandoned,  is  evidence  to  negative  the 
title  of  a  party  as  the  inventor.  Ibid. 
720. 

Originality  of  invention  not  destroyed 
by  previous  glimpses  of  the  same  thing. 
Ibid.  690. 

Semble,  That  the  title  of  a  party  as 
true  and  first  inventor  is  not  destroyed 
by  the  fact  of  the  same  invention  having 
been  previously  made,  if  altogether  lost 
sight  of.    Ibid.  717. 


JURY. 

If  the  parties  consent  the  jury  may  be 
asked  the  grounds  of  their  verdict,  but 
not  otherwise.     Walton  v.  Potter^  600. 

Any  speciBc  question  to  be  put  to  the 
jury  ought  to  be  short,  and  must  be  with 
their  consent.    Ibid.  612. 


LETTERS  PATENT. 

SeeDjLT^, 

Letters  patent  cannot  be  dated  before 
the  delivery  of  the  warrant  into  Chancery 
(Stat.  18  H.  6,  c.  1).     430,  n.  c. 

The  Chancellor  will  not  alter  the  date 
of  the  sealinff  so  as  to  enlarge  the  term 
for  the  enrcUment  of  the  specification. 
Ex  parte  Bec\i,^0. 

A  recompence  and  reward  for  making 
smalt  within  the  kingdom.  Baker's  pa- 
tents, 9  &  11. 

To  be  construed  favourably  for  the 
grantee.    Manselts  patent,  26. 

Granted  in  order  that  the  public  may 
learn  the  art.    36,  n. 

The  term  of  fourteen  years  too  long. 
Ibid. 

Adequate  reward  and  remuneration 
to  the  inventor  the  ground  of  extension 
of  term.  Liardefs  patent  (Stat.  16  G.  3, 
c.  19).    52. 

See  Extension. 

The  granting  and  prohibitory  part  of 
letters  patent  expressed  in  different 
terms.  7,  n.,&Jlftn/^v.  JFilliamSy  138. 
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Sembky  That  letters  patent  contain- 
ing a  proYiBO  more  general  than  the 
statute  authorizes  are  voidable.  P^Lord 
Lyndhurai,  L.C.  447. 

The  grant  of  letters  patent  not  a  mat- 
ter  of  favour.  Arkwrigkt  v.  Ntgh^-* 
gaU,  61. 

There  may  be  several  patents  for  the 
same  object,  the  means  of  attaining  the 
object  being  different.  Suddart  v.  Grim' 
$han)^  92. 

The  letters  patent  are  pnmi  fuM 
evidence  on  the  part  of  the  person  claim- 
ing the  right     Mmter  v.  JTelU^  129. 

The  letters  patent  and  specification  are 
to  be  taken  as  one  instrument  in  enforcing 
the  claim  of  the  inventor.  Crossley  v. 
Sever  iey^  117. 

In  concurrent  applications  for  letters 
patent,  the  party  first  clothing  himself 
with  the  legal  right  is  the  inventor. 
Forsyth  v.  Eiviere,  97. 


LICENSE. 

Money  paid  for  a  license  to  use  a  pa- 
tent afterwards  appearing  to  be  invalid 
cannot  in  general  be  recovered  back. 
Tayiar  v.  Hare,  292. 

The  plea  of  the  invalidity  of  a  patent 
may  be  an  answer  to  an  action  for  rent 
agreed  to  be  paid  for  a  license  under  a 
patent     Chanter  v.  Leeae,  295. 

The  grant  of  an  exclusive  license  to 
use  a  patent  does  not  invalidate  the  pa- 
tent itself,  although  the  patent  may  be 
vested  in  twelve  persons;  and  it  is 
wholly  immaterial  to  its  validity  in  what 
number  of  persons  such  license  is  vested. 
Protheroe  v.  May,  414. 

Such  a  license  would  not  be  invalid  if 
the  district  or  districts  covered  by  the 
license  included  the  whole  extent  of  the 
patent     llid.  414. 


LICENSEE. 
A  licensee  under  letters  patent  is  a 
competent  witness  for  the  plaintiff  in  an 
action  for  an  infringement.     Derosne  v. 
Fairiey  155. 


MAKING. 

The  making,  prior  to  obtaining  a  pa- 
tent, for  the  purpose  of  experiment  or  for 


otiher  purposes  than  those  of  sale  and 
commerce  will  not  vitiate  such  patent 
Bramah  v.  Hardca$tle,i9\. 

Making  without  selling  an  infringe- 
ment   Jones  V.  Pearee,  124. 


MANUFACTURE  AND  NEW 

MANUFACTURE. 

The  word  'manufacture'  in  the  sta- 
tute, must  be  construed  in  one  of  tw> 
ways ;  it  may  mean  the  machine  when 
completed,  or  the  mode  of  constructiiig 
the  machine.    Morgan  v.  Seamard,  193. 

A  new  principle  developed,  carried  out, 
and  embodied  in  the  mode  of  using  the 
principle,  constitutes  a  new  manu&ctiue. 
JFalton  V.  Bateman,  620. 

Sembk,  That  an  expanding  table,  with- 
out reference  to  the  mode  by  vrfakh  the 
pieces  are  caused  to  diverge  or  expand, 
is  a  manu&cture.    Jupe  v.  Pratt,  150. 

The  introducing  cords  or  strands  of 
India  rubber  in  combination  with  non- 
elastic  strands  in  making  a  fabric,  is  a 
new  manufactmre,  although  similar  conib 
may  have  been  introduced  in  pipes  after 
the  fabric  was  complete.  Comisk  t. 
Keene,  518. 

A  slight  difference  from  what  has  ex- 
isted before  may  not  be  a  new  manufiu> 
ture.  Hastings'  patent,  6;  Matthey's 
patent,  6. 

The  welding  tubes  by  fixed  dies  in- 
stead of  rollers  may  be  a  new  manu&c- 
ture.    BtisseU  v.  Conley^  466. 

Tubes  having  been  welded  by  grooved 
rollers  or  a  maundril,  it  is  a  new  manu- 
facture  to  weld  them  on  grooved  rollers 
without  a  manndriL     Ilkd,  464  &  466. 

The  attaining  the  same  result,  or  pro- 
ducing the  same  effect,  in  a  different 
manner,  is  a  new  manufacture,  as  welding 
by  dies  instead  of  by  grooved  roOers. 
iW.  466. 

The  adaptation  of  a  rotary  cutter  in  a 
machine,  so  as  to  shear  from  list  to  list, 
a  new  manufstcture,  although  the  shearing 
from  end  to  end  by  a  rotary  cutter,  and 
from  list  to  list  by  shears,  are  old.  LemM 
V.  BaxM,  490. 

A  button  and  a  flexible  shank  being 
both  old,  their  being  simply  put  toge- 
ther, without  regard  to  tiie  particidar 
means,  is  not  a  new  manufacture.  Saun- 
ders V.  Aston,  75. 
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The  speculations  and  suggestions  of 
learned  men  will  not  vitiate  letters  pa- 
tent, nor  experiments  in  private  or 
abandoned ;  but  if  the  article  has  been 
sold,  it  is  a  question  for  the  jury,  whether 
that  is  a  public  user.  Gibson  v.  Brand. 
628. 

The  application  of  detonating  powder 
by  suitable  mechanical  means  to  dis- 
charge fire-arms.    Forsyth's  patent,  97. 

The  improvement  in  lace  by  gasing 
it    Han's  patent,  98. 

The  application  of  new  implements 
and  processes  to  obtain  old  results. 
99,  n. 

The  discovery  of  a  principle,  as  a  law 
of  nature,  or  property  of  matter,  not  a 
new  manufacture.  l%e  HousehUl  Com- 
pany V.  Milson,  683. 


MEMORANDUM  op  ALTERATION. 

The  Master  of  the  Rolls  has  no  juris- 
diction  to  remove  from  the  rolls  of  the 
Court  of  Chancery  a  memorandum  of 
alteration  enrolled  under  the  statute. 
Re  Sharp's  patent,  641. 

Query^  whether  an  omission  in  the 
Bpectfication  can  be  supplied  by  a  memo- 
randum of  alteration  enrolled  under  the 
statute.    Ibid.  642,  n.  e. 

Or,  whether  that  which  might  be  the 
subject  of  fresh  letters  patent,  can  be  in- 
corporated in  existing  letters  patent  by 
memorandum  of  alteration.  Ibid.  642, 
n.  e. 

The  Attorney  and  Solicitor  General  ge- 
nerally allow  the  enrolment  of  a  dis- 
claimer or  memorandum  of  alteration, 
leaving  the  question  of  its  validity  to  be 
decided  by  a  court  of  law.  Ibid.  642,  n.  e. 


MONOPOLY. 

An  allowance  of  or  for  the  sole  buy- 
ing, selling,  making,  working,  or  using  of 
anything,  whereby  persons  are  restrained 
of  any  freedom  they  had  before,  or  hin- 
dered in  their  lawful  trade.  Darcy  v. 
Allin,  5,  n. 

A  grant  of  the  sole  making  of  cards 
void,  as  being  a  monopoly  and  contrary 
to  law.     Ibid.  2. 

The  power  of  exclusive  sale  of  any 
commodity,  a  monopoly.   Ibid.  5. 

True  tests  or  incidents  of  a  monopoly, 
the  price  raised,  quality  of  commodity 
inferior,  and  artificers  impoverished.  Ibid. 
3. 

All  monopolies  declared  void  except 
letters  patent  for  the  sole  working  or 
making  of  any  manner  of  new  manufac- 
ture to  the  true  and  first  inventor.  (Stat. 
21  Jac.  1,  c.  3,8.5,6.)    30. 

Monopoly  patent  in  respect  of  a  new 
trade  or  engine  in  furtherance  of  a  trade 
for  a  limit^  period  lawful.  Darcy  ▼• 
^iHn,6;  Crane  \.  Price,  All. 

A  patent  of  monopoly  and  of  privilege 
different.    Darcy  v.  AUm,  5,  n. 


NEW  TRIAL. 

The  fact  of  a  set.  fa.  pending  is  a 
ground  for  not  entertaining  a  particular 
objection  to  the  validity  of  a  patent  on  a 
motion  for  a  new  trial.  Hanorth  v. 
HardcastUy  480. 

New  facts  which  would  be  ground  for 
repealing  letters  patent  by  scire  facias 
will  not  be  received  on  motion  for  a  new 
trial.     Lercis  v.  Marling,  495. 


See  Disclaimer. 


MISTAKE. 

Every  mistake  in  a  specification  will 
not  vitiate  a  patent  NeHs&n  v.  Har- 
/or(i,340. 

See  Amskdmbkt — Wobd. 


MODEL. 

To  be  made,  deposited,  and  preserved. 
Lmb^s  act,  39. 


NOTICE  OF  OBJECTIONS. 
In  an  action  for  the  infringement  of, 
and  in  a  sci.  fa,  to  repeal  a  patent,  the  de- 
fendant and  plaintiff  respectively  shall 
give  a  notice  of  any  objections  on  which 
he  means  to  rely  at  the  trial.  (Stat  5  k  6. 
W.  4,  c.  83,  s.  5.)     260,  n.  a. 

If  a  defendant  neglect  to  deliver  the 
notice  of  objections  with  his  pleas,  he 
must  obtain  leave  to  plead  de  novo. 
Losh  v.  Hague,  203,  n. 


760 


INDEX. 


The  notice  of  objections  is  intended  to 
apprise  the  plaintiff  of  what  he  is  to  meet 
under  the  respectiye  pleas.    Ibid.  203. 

It  is  not  sufficient  to  state  an  objection 
in  the  notice  of  objectionB,  unless  there 
be  a  plea  to  whidi  it  can  be  applied. 
GiiiettY.  WUby,  270. 

The  notice  of  objections  should  be 
drawn  with  reference  to  the  pleas,  or 
notice  given  of  the  pleas  to  which  the 
objections  are  to  be  applied.  WalUm  y. 
Bateman,  616. 

The  notice  of  objections  must  be  taken 
to  be  part  of  the  pleadings,  and  should  be 
treated  as  part  of  the  plaintiff's  case. 
NeiUan  t.  Harford^  d09. 

In  actions  for  infringing  a  patent,  the 
notice  of  objection  delivered  by  a  defend- 
ant under  6  k.  6  W.  4,  c.  83,  s.  5,  is  not 
conclusive  at  his  peril :  but  the  court  un- 
der its  general  jurisdiction  may  model  its 
proceedings  and  order  a  further  and  fuller 
notice.    Jauinois  v.  Mackenzie^  260. 

Doubtful  whether  the  statute  requires 
the  names  of  those  who  have  used  the 
invention  to  be  given.    Ibid.  263. 

The  notice  of  objections  meant  to  af- 
ford more  specific  information  than  the 
plea.    Ibid,  263. 

The  court  may  decide  on  the  suffi- 
ciency of  the  notice :  this  power  is  not 
created  by  the  statute.    Ibid.  263. 

The  jurisdiction  of  the  court  as  to 
these  questions  is  analogous  to  that  of 
set  off;  but  to  require  the  names  and  ad- 
dresses of  all  persons  who  have  used  the 
invention  may  prejudice  the  defendant. 
Ibid.  263. 

A  particular  of  objections  delivered  by 
the  defendant  in  an  action  for  infringing 
a  patent  right  must  be  precise  and  defi- 
nite. It  is  not  sufficient  to  say  that  the 
improvements,  or  some  of  them,  have 
been  used  before ;  the  defendants  should 
point  out  which.  Fisher  v.  Dewick,  264. 

The  object  of  the  statute  not  to  limit 
the  defence,  but  to  limit  the  expense,  and 
to  prevent  surprise  on  the  plaintiff. 
Ibid,  267. 

The  defendant  is  not  limited  to  the 
number  of  his  objections,  but  he  must 
state  them  with  precision.     Ibid.  268. 

The  court  refused  to  order  a  particular 
of  the  names  of  the  persons  to  whom  sales 
of  the  invention,  prior  to  the  date  of  the 
patent,  are  alleged  to  have  been  made. 
Carpenter  \.  fTalkery^SS. 


The  words  'divers  other  penons,' 
struck  out  of  an  objection.  PUhery. 
Detvick,  551^11.;  GaUomtffv.BleadeHf 
268,  nu^. 

The  defendant  may  apply  to  a  judge  at 
chambers  to  add  the  names  of  otiier  per- 
sons.   Fisher  Y.  Defmek^  551,  n./ 

The  particular  machines  to  which  the 

.improvements  are  said  to  be  inapplicahk 

must  be  specifically  stated.  /6i£?.55l,n./. 

The  part  or  parts  in  respect  of  which 
an  alleged  discrepancy  between  the  spe- 
cification and  letters  patent  exist  must 
be  stated.    Ibid.  551,  n./. 

The  notice  of  objections  intended  to 
give  the  plaintiff  more  information  than 
the  plea;  so  that  in  genera!,  a  notice  in 
the  terms  of  the  plea  will  not  be  suffi- 
cient   .\eilson  v.  Harford^  370. 

But  the  objection  may  be  so  fuUy  ex- 
pounded  on  the  record,  that  a  notice  in 
terms  of  the  plea  vnll  be  suffident 
Ibid.  364  &  370. 

At  nisi  prius  the  only  question  is, 
whether  the  terms  of  the  notice  fairly  in- 
clude the  objection  taken.     Ibid.  370. 

If  the  notice  be  too  general,  previous 
application  should  have  been  made  to  the 
court.    Ibid.  370. 

It  is  not  sufficient  notice  to  say,  that 
the  invention  was  wholly  or  in  part  used 
before.     Heath  ▼.  Uhwrn^  552. 

It  is  a  sufficient  notice  to  state  ^'that 
the  invention  is  not  properly  set  forth  in 
the  specification."    Ibid.  552. 

The  notice  of  objections  must  pomt 
out  the  defence  with  greater  particularity 
than  the  record.  Books  intended  to  he 
relied  on  should  be  distinctiy  described. 
The  court  will  see  that  the  objection  is 
stated  with  reasonable  particularity,  ac- 
cording to  the  circumstances  of  the  case. 
Janes  v.  Berbery  544. 

The  objection,  that  the  plaintiff  did  not 
state  the  best  mode  with  which  he  was 
acquainted  is  sufficient     Ibid.  546. 

Senible^  That  a  notice  of  the  invention 
being  known  to  persons  of  a  particular 
trade  is  sufficient.     Ibid.  547  &  550. 

Sembky  The  objection,  that  an  inven- 
tion was  used  by  many  would  not  he 
supported  by  evidence  of  user  by  one 
person.     Ibid.  547. 

The  new  rules  being  in  operation  be- 
fore the  statute,  the  legislature  must  have 
intended  that  the  notice  of  objections 
should    point    out    the    defence   with 
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greater  degree  of  particularity  than  the 
Rooid.    Ibid.  MS. 

The  defendants  should  specify  hooks 
intended  to  he  relied  on,  and  cannot  he 
prejudiced  hy  so  doing.    Ibid,  548. 

The  words  *and  elsewhere'  to  be 
omitted,  the  places  to  he  specified  should 
firesh  eridence  arise.     Ibid.  549. 

The  pleas  may  he  narrowed  hy  naming 
the  person  or  limiting  the  nature  of  the 
inquiry.  The  words  *and  elsewhere* 
not  unreasonahle.     Ibid.  550. 

An  averment  relating  to  a  particular 
trade  in  certain  towns  is  limited  and  de- 
finite, but  under  an  averment^  about 
common  forges,  with  a  reference  to  nume- 
rous places  all  over  the  kingdom,  it  is 
impossible  to  tell  what  is  intended  to  he 
proved.  The  Hottsehill  Comjpani/  v. 
J^eUtoUy  552. 

The  section  of  the  statute  (5  &  6  W.  4, 
c.  83),  as  to  the  notice  of  objections,  does 
not  apply  to  proceedings  in  Scotland,  the 
tame  object  being  obtained  by  the  closed 
record.    /Wrf.  552,  711,  &  714. 

A  'statement  in  the  notices  of  objec- 
tions, that  the  specification  is  calculated 
to  deceive,  is  sufficient  to  let  in  evidence 
u  to  any  particular  passage  being  false. 
NeiUon  v.  Harford,  324,  332,  &  370. 

EeeRuBseUy.  Ledsaniy  1 1 M.  &W.,  647. 


NOVELTY. 

The  general  question  is,  whether  the 
invention  vras  luiown  and  in  use  before 
the  patent.    Liardet  v.  Johnson,  53. 

Two  distinct  issues — ^the  one  whether 
the  invention  was  in  use,  the  other,  whe- 
ther the  party  derived  it  firom  another 
person  or  from  some  public  source. 
Cornish  v.  Keene,  507. 

The  distinction  between  the  issues  as 
to  the  first  inventor  and  public  use  by 
others  of  the  invention,  is  in  the  abstract 
sound.  TJie  HouaeMll  Company  v. 
^eihon,  689. 

The  grantee  must  be  the  first  inventor, 
and  the  invention  must  not  be  in  use  at 
the  time  of  the  granting  the  patent. 
For  the  purpose  of  meeting  the  case,  that 
the  party  is  the  inventor,  evidence  may 
he  gone  into  to  show  that  a  person  used 
the  invention  ten  years  ago,  and  then 
abandoned  it.    /6idf.  710-20. 


Admitting  that  he  is  the  inventor,  if 
this  invention  he  known  and  used  at  the 
time  at  which  the  patent  is  granted,  the 
patent  is  void.     Ibid.  720. 

The  notorious  use  of  an  invention, 
though  discontinued,  sufficient  to  invali- 
date subsequent  letters  patent.  Ibid. 
710. 

The  prior  use  of  a  perfected  invention, 
if  such  prior  use  be  publicly  known,  will 
vitiate  the  subsequent  letters  patent  for 
the  same  invention.     Ibid.  716. 

Sembie,  That  the  prior  use  and  aban- 
donment of  an  invention,  if  lost  sight  of 
and  not  known  to  the  public,  will  not 
vitiate  letters  patent  for  the  same  inven- 
tion.   Ibid.  717. 

K  an  invention  is  in  use  at  the  tune  of 
the  making  the  grant,  the  party  cannot 
have  a  patent,  alUiough  he  is  an  original 
inventor;  if  it  is  not  in  use  he  cannot 
have  a  patent  if  he  is  not  an  original 
inyentor.    Ibid.  119. 

The  statute  excludes  fi-om  a  patent  the 
inyentor  who  shall  have  made  the  inven- 
tion so  public,  that  others  at  the  time 
shall  use  it.  The  consideration  fails^ 
Ibid.7\9. 

The  sale  of  the  article  in  the  market 
by  the  patentee  will  vitiate  letters  patent 
obtained  subsequently  to  such  sale. 
Wood  V.  ZimmeTy  44. 

The  making  of  two  or  three  of  the 
patent  apparatus  by  the  patentee  prior  to 
the  date  of  the  grant  will  not  vitiate  it, 
unless  others  shall  use  the  invention. 
Bramah  v.  Hardcastie,  194. 

The  construction  and  sale,  before  the 
date  of  the  patent,  of  the  patent  machine 
by  the  patentee  for  gain  to  any  of  the 
public  who  will  buy  it,  invalidates  the 
subsequent  letters  patent.  Morgan  v. 
Seaward,  194. 

If  such  sale  did  not  vitiate  the  subse- 
quent letters  patent,  the  inventor  might 
practically  have  a  monopoly  of  much 
longer  duration  than  fourteen  years. 
Ibid.  195. 

The  manufacture  of  two  pieces  of  ma- 
chinery for  a  party  connected  in  business 
with  the  patentee,  under  an  injunction 
of  secrecy,  and  their  user  abroad,  may  not 
be  such  a  publication  as  will  vitiate  the 
subsequent  grant.     Ibid.  195  &  705. 

The  making  of  an  article  in  this  coun- 
try, though  for  exportation,  will  vitiate  a 
subsequent  patent,  unless  under  special 
circumstances.  Carpenter  v.  Smith,  536. 
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The  mann&ctiire  and  sale,  without 
secrecy^  by  a  workman,  of  seven  doasen 
and  a  half  of  locks,  according  to  a  model 
which  ia  retained,  is  a  public  use  and  ex- 
ercise of  the  invention.  Carpenter  v. 
Smith,  536. 

The  novelty  of  each  of  the  several 
heads  of  invention  contained  in  the  spe- 
cification must  be  [sustained.  Gibson  v. 
Brandy  636. 

If  the  patent  be  for  a  new  Or  improved 
process,  and  the  jury  find  the  process  not 
to  be  new  but  improved,  eemble  that 
the  patent  is  valid.    Ibid,  633. 

See  brvsNTOB.  Usxb.  Mahufactube* 


OMISSION. 

The  omission  of  an  instrument,  or 
part  of  a  process  in  attaining  the  same 
result,  may  be  a  new  manufacture.  RtiB" 
eeUy.  Conley,  464,  466,  469. 

As,  in  welding  tubes  by  dies  or  rol- 
lers, without  the  use  of  a  maundril,  or 
any  internal  support  theretofore  used. 
/M.466. 

See  STTBnSOT-MATTBB. 


ORDER  OF  PROCESSES. 

Sembie^  That  any  change  in  the  order 
or  series  of  processes,  leading  to  an  im- 
proved manufacture,  is  the  subject  of 
letters  patent.  Helliroelly.  DearTnan, 
401,  n.  t. 


PARTICULARS  OF  INFRINGE- 
MENT. 

In  an  action  for  infringement  of  a  pa- 
tent, the  plaintiff  will  not  be  compelled  to 
produce  a  specimen  of  the  patent  articles 
to  enable  the  defendant  to  prepare  his 
defence  to  the  action.  Crofts  y.  Peach, 
268. 

Particulars  of  infringements  will  be 
ordered    in  certun    cases.      Perry  v^ 
Mitchell,  269.  ^ 


PLEADING. 

In  an  action  for  the  infringement  of  a 
patent  for  certain  improvements  in  a 
cabriolet,  three  pleas  were  pleaded :  1st, 
The  general  issue ;  2d,  That  the  alleged 
improvements  were  not  new ;  3d,  That 
the  plaintififs  were  not  the  true  and  first 


inventors  of  the  hnprovements.  Hdd; 
that  on  this  state  of  the  pleadings  it  oould 
not  be  contended  that  the  patent  was 
iUegal.     GUktty.WUby,  270. 

The  plea,  that  the  invention  is  not  a 
new  manufacture  known  in  England,  ad^i 
mits  the  invention  to  be  a  manu&ctuR, 
and  puts  in  issue  the  novelty.  WoUm 
V.  Potter,  601  ic  611. 

Matter  stated  in  a  plea  as  indacemeot 
to  a  specific  allegation,  upon  which  sa 
issue  in  fact  is  taken,  is  not  on  the  record 
for  other  purposes  than  the  issue.  Ibid. 
601. 

Semble,  That  a  specification  so  set  out 
in  a  plea  is  on  the  record  for  the  purpose 
of  arresting  the  judgment.  {CoUmain,l) 
Ibid.  604. 

An  bsue  in  hci  on  a  plea  being  foimd 
for  the  plaintiff,  the  defendant  cannot 
resort  to  matter  not  in  issue  and  admit- 
ted in  that  plea,  to  arrest  jthe  judgment 
Gibson  v.  Brand,  631. 

To  ndse  the  question  of  the  insuf- 
ficiency  of  the  specification  in  point  of 
law,  the  defendant  should,  after  setting 
out  the  specification,  and  averring  no 
other  to  have  been  enrolled,  aver  the  let- 
ters patent  to  be  void.    Ibid.  632. 

But  semble.  That  such  a  plea  is  bad 
on  special  demurrer.  Muntz  v.  Foster, 
7  Jur.  1110. 

The  issue  as  to  the  infringement  as- 
sumes the  validity  of  the  patent  The 
Househill  Company  v.  jf&lson,  676  k 
701. 

The  objection  that  the  subject-matter 
of  the  patent  is  for  a  principle,  is  not 
open  upon  issues  as  to  the  infringement 
and  novelty.     Ibid.  677. 

The  issues  as  to  the  first  inventor,  and 
the  prior  use  of  the  invention,  distinct 
Ibid.  689. 

The  objection,  that  the  specification  is 
not  so  large  as  the  title,  is  not  let  in  by 
the  general  plea  of  the  insufficiency  of  the 
specification.    Derosne  v.  Fairie,  161. 

The  plea  of  the  insufficiency  of  the 
specification,  will  not  let  in  an  objection^ 
that  it  does  not  set  forth  the  double  pro- 
cess for  which  the  patent  is  taken  oat. 
Ibid.  161. 

Semble,  That  the  general  plea  of  the 
insufficiency  of  the  specification  will  not 
raise  the  question,  whether  the  patent  is 
for  a  principle?    Jupe  v.  Pratt,  151. 

Semble,  That  a  plea,  denying  the  uti- 
li^  of  a  patent,  is  bad.    Ibid.  151. 
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Sembky  That  in  order  to  rabe  the  de- 
fence of  want  of  utUitj,  the  defendant 
should  pursue  the  words  of  the  statute, 
and  not  plead,  that  the  indention  is  of  no 
use.    Marfan  y.  Seaward,  197. 

A  plea,  that  the  said  invention  was  not 
at  the  time  of  making  the  said  letters 
patent  a  new  manufacture  within  this 
realm,  bad  for  duplicity.  Semble,  That 
the  plea  would  have  been  good,  if  the 
words  of  the  statute  had  been  pursued. 
Spiiikay  t.  CUntgh,  255. 

An  objection  to  the  title  not  admissi- 
ble under  the  plea  of  the  insufficiency  of 
the  specification,  ^eilson  y.  Haarfcrd^ 
312. 

After  yerdict,  a  plea  is  to  be  taken  in 
the  sense  disclosed  by  the  specification. 
Morgan  y.  Seavoard,  196. 

In  an  action  by  an  assignee,  a  decla- 
ration ayening  that  the  letters  patent  be- 
came duly  assigned,  without  showinff 
how,  is  sufficient  after  yerdict.  Canmk 
\,Keene,  501,  n.  a;  519,  n.  z. 

The  defendant  being  the  officer  of  a 
public  company,  a  declaration  without 
the  usual  ayerment  to  that  efiect  bad 
after  yerdict  GalUymay  y.  BleadeHf 
529,  n.  e. 

Amendment  allowed  on  payment  of 
costs  of  rule  to  arrest  the  judgment,,  and 
foregoing  the  costs  of  the  action.    Ibid, 

The  objection,  that  an  inyention  is  not 

the  subject-matter  of  a  patent,  is  not 

open  on  pleas  denying  the  noyel^  of  the 

inTention  or  the  sufficiency  of  the  spe- 

I     dfication.     fVaiton  y.  Potter,  598. 

I  The  plea,  that  the  invention  was  not 
at  the  time  of  granting  the  letters  patent 
a  new  inyention  as  to  the  public  use,  ad- 
mits the  inyention  to  be  the  subject- 
matter  of  letters  patent,  and  puts  in  issue 
the  novelty  only.     Ibid.  601. 

Pleas  denying  the  novelty,  and  that 
the  invention  was  a  new  manufiwture  at 
the  time  of  the  grant,  will  not  be  allowed 
to  be  pleaded  together.     Ibid.  598,  n.  h. 

Pleas  denying  that  parts  of  the  inven- 
tion were  known,  and  are  not  the  subject 
of  letters  patent,  will  not  be  allowed  with 
pleas  denying  the  novelty  of  the  inven- 
tbn  as  a  wJhole,  and  that  the  invention 
▼as  a  new  manufacture  within  the  mean- 
ing of  the  statute.  Walton  v.  Bateman, 
614,  n.  a. 

Evidence  that  the  defendant  gave  an 
order  in  England  for  articles  to  be  made 


aocqrding  to  plaintiff's  inyention,  and 
which  articles  he  afterwards  received, 
supports  a  breach  of  making,  using,  and 
putting  in  practice,  the  plaintiff's  inven- 
tion.    Gibson  v.  Brand,  631. 


PRINCIPLE. 

The  making  wheels  on  a  particular 
principle,  which  is  described  in  the  spe- 
cification, is  the  subject  of  a  patent. 
Jones  V.  Pearce,  123. 

A  claim  to  the  application  of  a  self- 
adjusting  leverage  to  the  back  and  seat  of 
a  chair,  is  not  a  claim  to  a  principle,  but 
to  its  application,  and  is  the  subject  of 
a  patent.    Minter  v.  Wells,  134. 

Semble,  That  the  user  of  a  method  or 
principle  in  ignorance,  will  not  vitiate 
the  letters  patent  for  an  invention  found- 
ed on  that  method  or  principle.  Minter 
v.  Mower,  140. 

The  discovery  of  a  principle,  or  law  of 
nature,  or  property  of  matter,  not  the 
subject  of  a  patent,  apart  from  any  mode 
of  turning  it  to  account  in  the  practical 
manufactures  and  arts  of  life.  The 
HousehUl  Company  v.  ^eilson,  683. 

A  patent  cannot  be  granted  for  a  prin- 
ciple, but  for  the  principle  coupled  with 
the  mode  of  carrying  the  invention  into 
practice.    Jupe  v.  Pratt,  146. 

The  principle  of  condensing  in  a  sepa- 
rate vessel,  when  given  to  the  world  in 
the  shape  of  a  steam  engine,  is  a  new 
manufacture.    Ibid,  150. 

Sembte,  That  a  claim  to  a  principle  to 
be  carried  into  effect  in  any  way  you  will, 
is^  a  claim  of  the  principle.  jNeiUon  v. 
Harford,  355. 

In  the  application  of  a  principle,  every 
mode  need  not  be  expressly  described  in 
the  specification.    Ibid.  356. 

The  patent  i6  not  for  the  principle,  but 
for  the  mode  of  canying  the  principle 
into  practice.    Ibid.  342, 

That  which  has  had  an  anterior  exist- 
ence, so  that  it  may  be  considered  as  in- 
vented pro  bono  publico^  is  not  the 
subject  of  a  patent.     Ilrid*  342,  n.  c. 

If  that  principle  be  embodied  in  a  ma- 
chine, and  a  better  machine  for  carrying 
out  the  principle  is  invented,  the  latter, 
unless  a  colourable  imitation,  is  not  an  in- 
fringement of  the  former.  Ibid.  342,  n.  c. 
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If  the  principle  per  se  could  be  in- 
fringed, then  all  improvement  is  stopped. 
lUd.  342,  n.  e. 

See  SUBJECT-MATTBS. 


PRIVATE  ACTS. 
See  Extension,  &  37,  n.  &  40,  n. 


PRIVILEGE. 

Patent  of  privilege  not  the  same  as 
patent  of  monopoly,  5. 


PRIVY  SEAL. 

The  privy  seal  bill  the  authority  under 
which  Uie  holder  of  the  great  seal  puts 
the  seal  to  the  patent  Re  Nickels'  pa- 
tent, Q5^, 

The  privy  seal  bill  no  authority  to  any 
person  besides  the  Chancellor.  Ibid.  659. 

The  date  of  a  privy  seal  bill  when 
amended,  is  not  altered.    Ibid.  663. 


PROFITS. 

To  be  estimated  according  to  the 
amount  of  saving.  The  Househiii  Com^ 
pany  v*  Neihon^  697^  n*  r* 

To  be  taken  on  use  of  machines  pirati- 
cally made  during  a  prior  period*  CrasS" 
ley  V.  7%0  Derby  Gas  Company j  120. 


PUBLICATION. 

Publication  in  a  weU-known  book  of 
the  description  of  an  article  precisely  the 
same  as  one  of  the  articles  claimed  in 
the  specification  of  the  patent,  evidence  of 
want  of  novelty.    R.  v.  Arkforight^  72. 

The  speculations  of  ingenious  men, 
though  published,  but  not  brought  into 
actu^  use,  will  not  stand  in  the  way  of 
the  inventions  of  other  ingenious  men  who 
may  apply  such  suggestions  and  specula- 
tions.    Carpenter  v.  Smithy  534. 

Prior  publication  in  a  book  or  specifi- 


cation is  an  oljection  to  a  patent,  and  not 
simply  evidence  of  an  objection.  Jtmet 
V.  Berbery  550. 

Publication  in  a  book  of  a  machine 
distinctly  and  clearly  described,  corres- 
ponding with  the  description  in  the  spe- 
cification of  a  patent,  negatives  the  titk 
of  a  party  as  true  and  first  inventor.  The 
HottsehUi  Company  v.  .Neiisany  718,  n. 

Sembley  That  such  publication  muit 
not  be  by  way  of  speculation  or  sugges- 
tion, but  as  of  complete,  successful,  and 
perfect  invention.    Ibid^  1 9. 

If  any  part  of  that  which  is  of  the 
substance  of  the  invention  has  been  com- 
municated to  the  public  in  the  specifica- 
tion of  a  prior  patent,  all  exclusive  li^t 
in  respect  of  it  is  gone.  Huddart  v. 
GrimshaWy  B6. 

SembUy  That  publication  in  the  spe- 
cification of  a  prior  patent  is  notice  to 
the  public.  Ibid.  86,  n.  e.  &  592,  n.  r., 
&719. 

The  specification  of  a  prior  patent,  en- 
rolled after  granting  a  subsequent  patent, 
and  containing  part  of  the  invention 
claimed  by  such  subsequent  patent,  is 
not  conclusive  against  the  validity  of  the 
subsequent  patent  Cormsh  v.  Keenty 
519. 

Publication  in  the  specification  of  a 
prior  patent  of  that  which  is  covered  by 
a  subsequent  patent,  will  vitiate  tl» 
latter.    /6t^.5lO. 

The  making  articles  according  to  an 
invention,  afterwards  made  the  subject  of 
a  patent,  will  not  vitiate  such  patent, 
without  publication,  by  act  of  sale,  or 
ptherwise.     Bramah  v.  Hardeastky  44. 

A  sale  prior  to  the  date  of  the  letters 
patent  is  a  publication.  Wood  v.  Ztm- 
mery44. 

Publication  in  such  a  form  that  the 
public  may  derive  advantage  horn  it,  es- 
sential to  confirming  the  legal  character 
of  inventor.  DoUonSe  case,  43 ;  Car* 
penter  v.  Smithy  534. 

The  discovery  must  not  be  confined  to 
the  knowledge  of  the  party  making  it, 
but  it  must  have  been  communicated, 
more  or  less,  or  it  must  have  been  more 
or  less  made  use  of  so  as  to  constitute 
discoveiy.     Hill  v.  Thompsony  244. 

See  Us£B. 
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RECITALS. 

A  party  to  a  deed  is  estopped  from  de- 
nying what  is  stated  in  a  recital  in  the 
deed.    Bomwm  v.  Tc^fior^  2^3. 

The  recitals  of  the  early  letters  patent 
show  the  motives  and  consideration  of 
the  grants.  AiA:^*  patents,  9-13;  Jlfow- 
telti  patent,  17. 


SALE. 

The  exclasive  sale,  except  in  connexion 
with  the  working  or  making  of  the  ma- 
nufiusture,  is  not  the  subject  of  grant. 
Darey  v.  AiSn^  7,  n. 

The  exclusive  privilege  of  sale,  or  of 
altering  and  putting  to  sale,  associated  in 
the  granting  part  of  the  letters  patent 
with  the  working  and  making  the  manu- 
fiicture  so  to  be  sold,  and  is  altogether 
omitted  in  the  prohibitory  part.  Pnd,  7,  n. 

A  sale  or  vending,  and  the  exposing  to 
sale,  are  not  the  same  thing ;  the  latter 
may  be  no  breach.  Minter  v.  Wiiliams. 
136. 

The  vending  is  not  expressly  prohi- 
hited  by  tbe  letters  patent.     Ibid.  138. 

The  sale  of  a  manufacture  before  the 
date  of  the  patent  will  vitiate  the  grant 
of  letters  patent  for  such  manufacture, 
otherwise  the  patentee  might  have  a 
longer  monopoly  than  fourteen  years. 
Matyany.  Seaward,  194. 

The  prior  sale  of  the  article  by  the 
patentee  will  vitiate  his  subsequent  letters 
patent.     Wood  v.  Zimmer,  44. 

The  previous  sale  of  an  article  will 
vitiate  subsequent  letters  patent  for  that 
article  granted  to  any  person.  Carpenter 
T.  SntShy  536. 


SCIRE  FACUS. 

A  icLfiL  lies  to  repeal  the  grant  when 
the  same  thing  has  been  granted  to  two 
persons.    B.  v.  MtiMiory,  41. 

The  crown  shall  have  a  set.  fa,  to 
lepeal  a  grant  made  on  a  &lse  sugges- 
tion.   IM.^\. 

Or,  when  any  tiling  is  granted  con- 
tnrytokw.     l(nd.A\. 

Or,  where  a  patent  is  n-anted  to  the 
prejudice  of  the  subject.    Ibid.  41 . 

5  F 


SenMey  A  writ  of  ecu  fa.  does  not 
issue  as  of  course.    R.  v.  Neileofiy  672. 

Semble,  Two  persons  cannot  have  a 
scufa.    Ibid.  673. 

New  facts  which  would  be  grounds  for 
repealing  a  patent  will  not  be  received 
on  a  motion  for  a  new  trial.  Lewie  v. 
Marling,  495. 

The  fact  of  a  ecire  faciae  pending  is 
a  ground  for  refusing  a  nonsuit  on  an 
objection  to  the  patent.  Haworth  v. 
aardcastle,  485. 

Phustice  in  proceedings  in  scire  faeiae^ 
64. 

The  court  refused  to  stay  proceedings 
on  the  part  of  the  plaintiff",  in  an  action, 
so  that  a  9C%.  fa.  to  repeal  the  patent 
might  be  first  tried.  Hansarth  v.  Hardm 
castle,  486,  n.  n. 

The  court,  after  a  verdict  for  the 
crown  in  a  sci.fa.  stayed  proceedings  in 
an  action  on  a  patent  pending  the  rule 
for  a  new  trial  in  the  scire  facias.  Ibid. 

Proceedings  in  a  scire  facias  stayed 
by  the  Lord  Chancellor  to  repeal  the 
English  patent  after  its  expiration,  and 
whUe  proceedings  on  the  Scotch  patent 
were  pending.     R.  v.  JSTeilson,  665. 

The  Attorney  General  will  enter  a 
nolle  prosequi  to  such  suggestions  in  a 
writ  of  sci.fa.  as  are  informal  and  im- 
proper.   R.  V.  Newally  671,  n.  e. 

The  suggestion  in  a  writ  of  sd.  fa. 
that  the  grant  is  prejudicial  and  incon- 
venient to  the  subjects  in  general,  is  too 
vague ;  it  should  state  in  what  respects 
prejudicial.     R.  v.  ArkitrigJU,  64,  n.  c. 

No  evidence  will  be  received  under 
such  an  issue.     Ibid.  64,  n.  c* 

The  repeal  of  a  patent  by  sd..fa.  is  not 
conclusive  to  show  that  a  prior  judgment 
for  the  plaintiff  in  an  action  on  the  patent 
was  erroneous.  Hamarthy.  Hardeastlcj 
486,  n.  n. 


SCOTLAND. 

The  act  discharging  monopolies,  a.d. 
1641,  analogous  to  statute  21  Jac.  1,  c.3, 
in  England,  34,  n. 

Terms  of  Scotch  patent,  34,  n. 

The  term  of  Scotch  patents  the  same 
as  English,  since  the  union.    Ibid. 
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The  act  of  union  hartng  made  Soot- 
land  part  of  the  realm  within  the  meaning 
of  the  statute  of  monopolies,  letters  pa- 
tent  for  an  indention  imported  from  Eng- 
land to  Scotland^  or  vice  versd^  as  foreign 
countries  to  each  other,  are  invalid.  /?o^- 
buekY,Stiriin^y45;  Branm  t.  j^nnaU' 
dale,  433. 


SPECIFICATION. 

Origin  of  the  specification ;  8,  n.  &  36, 
n.  c. 

Period  allowed  for  enrolment  of  speci- 
fication, 49,  n. 

Time  is  given  for  enrolling  the  speci- 
fication, that  the  inventor  may  experi- 
ment on  and  perfect  his  invention. 
Liardet  v.  Johnson,  54,  n. 

The  object  of  the  specification  is,  that 
after  the  term  has  expired  the  public 
shall  have  the  benefit  of  the  invention. 
Arkwnght  v.  J^ightxngaie,  61. 

The  meaning  of  the  specification  is, 
that  others  may  be  taught  to  do  that  for 
which  the  patent  is  granted,  and  if  any 
material  part  of  the  process  be  omitted, 
the  specification  is  bad.  Liardet  v. 
Johnson,  53. 

As,  the  omitting  to  state  the  use  of 
tallow,  which  the  patentee  employed  for 
facilitating  the  manufacture  of  steel 
trusses.     Knd,  53. 

Or,  the  omitting  to  state  the  use  of  a 
material,  aquafortis,  which  the  patentee 
used  for  obtaining  the  efiect  more  rapidly. 
Wood  V.  Zimmer,  82. 

Or,  if  the  patentee  employ  cheaper 
articles  than  those  specified.  Turner  y. 
Wmter,Sl. 

It  is  required  as  the  price  of  the  mono- 
poly, that  the  patentee  should  enrol  to  the 
very  best  of  his  knowledge  and  judg- 
ment, the  fullest  and  most  sufficient  de- 
scription of  the  particulars  upon  which 
the  efiect  depended,  that  he  was  enabled 
to  do.     Liardet  v.  Johnson,  54. 

The  most  advantageous  mode  known 
to  the  inventor,  and  any  circumstance 
conducive  to  the  advantageous  operation, 
must  be  stated.  Morgan  y,  Seanjord, 
175  &  182. 

The  specification  intended  to  teach  the 
public ;  it  must  fully  disclose  the  secret, 
and  contain  nothing  materially  false  or 
defective.     R,  v.  Arkwright,  66. 


The  specification  must  give  the  liest 
mode  known  to  the  inventor,  and  mntt 
not  mislead.     Waiton  v.  Bateman,  622. 

The  specification  ought  to  be  so  desAf 
worded  as  to  enable  any  person  of  nif- 
ficient  understanding  on  the  particukr 
subject,  to  attain  the  result  without 
doubt  or  difficulty,  it  being  the  price  paid 
by  the  inventor  for  keeping  Uie  public 
out  of  the  manufacture.  CHbson  t. 
Brand,  629. 

Some  knowledge  is  requisite  in  tbe 
person  reading  the  specification,  whidi  ii 
addressed  to  artists  of  competent  skDl  in 
the  particular  manufacture.  BieJtfordy. 
Skemes,  219. 

The  specification  addressed  to  penou 
of  skill  in  the  subject-matter  and  ptrtico- 
lar  trade.  Arkn>right  v.  NigMngak, 
61 ;  Elliott  V.  Aston,  224. 

The  specification  must  be  sufficient  fir 
persons  skilled  in  the  subject.  Huddai 
V.  Grtmshan,  87. 

The  general  test  of  sufiSdency  of  tk 
specification  for  mechanics  or  pemsi 
acquainted  with  the  subject,  limited  liy 
the  condition,  that  they  should  be  able  to 
make  the  machine  by  following  the  di- 
rections of  the  specification,  widioutaoy 
new  inventions  or  additions  of  their  ova. 
R,  V.  Arknright,  66. 

Any  material  alteration  to  be  made  ia 
existing  apparatus  or  machines  must  be 
stated.     /6m/.  67. 

As,  with  reference  to  the  materials  em- 
ployed, or  their  form,  or  the  speed  of  the 
parts,  or  their  relative  dimensions.  /M. 

The  representation  and  description  of 
parts  of  no  use,  or  without  distinguishbig 
to  what  purposes  th^  are  to  be  applied, 
or  for  the  purpose  of  puzzling,  wUl  rea- 
der the  patent  void,  the  specification  not 
affording  that  fair,  full,  and  true  disco- 
very, which  the  public  have  a  right  to 
demand  in  return  for  the  monopoly. 
Ilnd.  69. 

If  that  which  is  shown  will  not  do  of 
itself,  but  requires  something  to  be  add- 
ed, the  specification  is  bad.     IbU.  70. 

If  different  parts  are  to  move  with 
different  velocities,  that  must  be  stated. 
Ibid.  70. 

If  more  parts  be  inserted  than  are  ne- 
cessary — as  ten,  where  four  are  suffiaent, 
the  specification  is  void.     Ilnd. 

Information  must  not  be  requisite  fiom 
other  sources.     Ibid. 
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As,  where  a  workman  ka«  learned  to 
nake  the  machine  finom  seeing  others  make 
it    Ibid. 

The  specification  must  be  such  as  can 
be  followed  by  a  person  possessing  the 
oidmary  Imowledge,  conmum  to  the 
tnule,  without  invention  or  addition^  or 
Mttiiig  himself  to  solve  a  problem. 
Morgan  y.  Seaward^  174. 

Information  acquired  from  other  sources 
than  the  specification  is  to  be  excluded  ; 
but  reasonable  data  must  be  given. 
Ibid,  179. 

All  extreme  or  exaggerated  cases  must 
be  discarded,  and  the  substance  of  the 
thing  looked  to.    Ibid.  ISO. 

It  is  not  sufficient  that  a  skilful  person 
should  be  able  to  find  it  out ;  the  inven- 
tion must  be  efiected  by  the  directions 
contained  in  the  specification.  Ibid.  185. 

The  specification  cannot  be  supported 
by  the  fresh  invention  and  correction  of 
a  scientific  person.  To  be  valid,  it  must 
be  such  as,  when  fairly  followed  out  by  a 
competent  workman,  without  invention 
or  addition,  the  object  of  the  patent  may 
be  obtained.     Neitson  v.  Harford,  37  i . 

By  competent  skill  and  knowledge  are 
meant,  ordinary  skill  and  knowledge, 
Boch  as  that  possessed  by  practical  work- 
men ;  not  the  degree  of  skill  which  would 
enable  a  person  on  a  mere  hint  to  invent 
a  machine  for  the  purpose*    Ibid.  314. 

The  specification  being  for  the  benefit 
of  the  trade  must  be  sufficient  for  work- 
men competent  to  the  ordinary'  business 
of  that  trade ;  first-rate  engineers  and 
common  labourers  must  be  excluded.  The 
HmuehiU  Company  \.J\/'eil8on,  692. 

The  compositions  and  proportions, 
where  matermls  and  quantity  are  of  the 
essence  of  the  invention,  must  be  given. 
Uardet  v.  JohnsoHy  54,  n. 

As,  in  the  case  of  a  medicine  or  paint. 
md.  54,  n. 

A  specification  which  merely  suggests 
something,  so  as  to  throw  on  the  public 
the  trouble  of  experiment,  is  bad«  Mor- 
imy-  Seaward,  175. 

A  deviation  from  the  precise  dimen- 
uoDs  shown  so  as  to  make  difierent  parts 
work  together,  is  within  the  knowledge 
of  any  workman.    Ibid.  176. 

The  omission  to  give  directions  as  to 
"tttters  within  the  knowledge  of  a  work- 
man, who  would  under  ordinary  circuit- 


stances  be  employed  to  carry  out  the 
invention^  is  no  gpround  of  invalidity. 
Crossley  v.  Becerley,  1 10,  n.  n. 

The  omission  to  mention  in  the  speci- 
fication anything  which  the  patentee 
knows  to  be  necessary  for  the  beneficial 
enjoyment  of  the  invention,  is  a  fatal  de- 
fect.    Neilson  v.  Harford,  317  &  321. 

But  the  omission  to  mention  some- 
thing, which  contributes  only  to  the  de- 
gree of  the  benefit,  provided  the  appara- 
tus described  would  work  beneficially 
and  be  worth  adopting,  is  not  a  fatal 
defect    Bnd.  317. 

The  omission  to  mention  the  use  of 
water  twyres  will  not  invalidate  the  spe- 
cification, it  appearing  that  a  beneficial 
efiect  could  be  produced  without  such 
apparatus,  and  that  any  person  acquaint- 
ed with  smelting  knows,  that  if  the  heat 
is  increased,  recourse  must  be  had  to 
some  method  of  guarding  the  pipe,  and 
that  the  water  twyre  was  well  known  as 
one  mode  for  that  purpose.     Ibii/d.  318. 

If  the  apparatus  described  can  be  used 
beneficially  in  its  simplest  form,  it  is  no 
objection  that  great  improvements  may 
have  been  made.     Ibid.  317. 

Not  necessary  that  the  apparatus  de- 
scribed should  produce  the  greatest 
amount  of  benefit.  The  HousehUl  Com- 
pany V.  Neilson,  695. 

It  is  sufficient  if  perBons  acquainted 
with  heating  air  would  construct  an  ap- 
paratus productive  of  some  benefit.  Ibid. 
^94. 

If  experiments  are  necessary  for  the 
production  of  any  beneficial  effect,  the 
patent  is  void.  Neilson  v.  Harford, 
320. 

As,  if  a  particular  temperature  be  es- 
sential and  not  stated.     Ibid.  318. 

The  specification  need  not  describe 
that  which  is  within  the  knowledge  of 
any  workman  who  would  be  employed 
to  put  up  the  apparatus.  Crossley  v. 
Beverley,  1 10,  n.  n. 

As,  a  condenser,  in  constructing  a  gas 
apparatus.     Ibid,  110,  n.  n. 

A  patentee  is  bound  to  insert  in  his 
specification  the  most  improved  means  of 
carrying  out  his  invention  with  which  he 
is  acquainted  at  the  time  of  the  enrolment 
of  the  specification.     Ibid.  \\6. 

As,  the  different  mechanical  contri- 
vances for  carrying  out  the  principle  in 
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respect  of  which  he  applied  for  his  pa* 
tent.     Ibid.  1 16. 

If  it  were  otherwise,  and  if  such  con- 
triyances  must  be  the  subject  of  fresh  let- 
ters patent,  the  monopoly  would  be  pro- 
longed.    Ibid.  116. 

Time  is  allowed  for  the  specification,  in 
order  that  the  invention  may  be  brought 
to  its  greatest  state  of  perfection.  Ibid, 
117. 

All  improvements  made  during  the 
interval  for  enrolling  the  specification 
should  be  described.     Ibid,  117. 

The  insertion  or  representation  of  any- 
thing as  important,  not  being  so  in  fact, 
will  vitiate  the  specification*  Huddart 
T.  Grimshato^  93.  ^ 

Letters  patent  are  void  if  the  specifica- 
tion be  ambiguous,  or  give  directions 
which  tend  to  mislead  the  public.  Turner 
v.  Winter^  77. 

As,  where  a  generic  term  *  fossil  salt,* 
is  employed,  but  one  species  only,  '  sal 
gem,'  will  succeed.    Ibid,  80. 

Or,  when  one  of  several  articles  named 
will  not  succeed.     Ibid.  81. 

Where  the  specification  directed  the 
use  of  a-  substance,  bituminous  schistus, 
Baying,  the  carbonization  has  nothing  par- 
ticular, only  it  is  convenient  before  car- 
bonization to  separate  the  sulphates  of 
iron  which  are  mixed  with  it,  and  it  ap- 
peared that  all  bituminous  schistus  had 
such  sulphates,  and  that  no  easy  means 
were  generally  known  of  removing  them, 
and  that  without  their  removal  the  schis- 
tus could  not  be  efficaciously  used ;  the 
specification  held  insufficient.  Derosne 
v.  Fairie^  157. 

If  a  substance  as  generally  known  con- 
tain foreign  matter,  the  presence  of  which 
is  positively  injurious,  the  plaintiff  must 
show  that  a  method  of  easily  removing 
such  foreign  matter  is  known.  Ibid, 
162. 

AliteTj  if  such  foreign  matter  interfere 
to  a  limited  extent  only  with  the  degpree 
of  benefit.     Ibid.  159, 

The  substances  named  must  answer 
the  purpose  proposed  beneficially.  Ibid. 
163,  164. 

A  specification  must  state  at  least  one 
method  which  will  succeed.     Ibid,  165* 

All  the  substances  which  will  answer 
the  purpose  of  the  invention  need  not  be 
stated,  only  the  public  must  not  be  mis- 
led.    Bickford  v.  Skerves^  218. 


But  if  a  whole  cLue  of  mbstuoes  be 
stated  as  suitable,  and  any  one  of  tbem 
will  not  answer,  the  specification  is  bad, 
as  misleading  the  pubhc.    Ibid,  21& 

The  plainest  and  most  easy  wi^  of 
production  must  be  stated,  and  if  obscnxe 
terms  be  employed  for  the  sake  of  coo- 
cealment,  ao  as  to  induce  the  belief  tbat 
elaborate  processes  are  neoeasaxy,  wben 
the  simplest  will  succeed,  the  spedfia- 
tion  is  had.    Savory  v.  Price^  83. 

If  a  patentee  states  that  he  prefen  a 
certain  material,  having  ascertain^  tbat 
no  other  would  answer,  he  mialAftila  tbe 
public.     Oron^ton  v.  Ibbotson^  83. 

If  an  article  be  deacribed  by  a  paitico- 
lar  name,  the  patentee  knowing  that  tbe 
requisite  article  cannot  be  ordinarfl j  pro- 
cured under  the  name  by  which  it  is 
described  in  the  specification,  and  it  be 
not  stated  where  it  may  be  procured,  tbe 
public  have  not  that  fiH  and  predae  m- 
formation  which  they  have  a  right  to 
require.     Sturtz  v.  l>e  la  Bue^  83. 

A  studied  or  manifest  ambiguity  vi 
vitiate.     GaBoway  v.  Bieaden,  524. 

It  is  no  objection  prima  Jucie  to  i 
specification,  that  it  contains  terms  of  art 
requiring  explanation.  I>ero$ney,Fairie, 
157. 

A  specification  containing  scientific 
terms,  which  are  not  understood  except 
by  persons  acquainted  with  the  nature  of 
the  business,  is  not  bad  because  an  or- 
dinaiy  person  does  not  understand  it, 
provided  a  scientific  person  does;  bat  a 
specification  using  common  language, 
and  stating  that  by  which  a  common  man 
may  be  misled,  though  a  scientific  man 
would  not,  when  it  does  not  profess  to 
use  scientific  terms,  and  an  ordinary  man 
is  misled  by  it,  would  not  be  good. 
^eilean  v.  Harford^  341. 

If  the  invention  be  an  improvement,  it 
must  distinctly  appear  on  the  iiM»  of  tbe 
specification  as  such,  and  not  as  an  origi- 
nal discovery.    HHIv.  Thon^son^  247. 

The  specification  must  inform  the  pub- 
lic what  is  new  and  what  old.  Maefar* 
land  V.  Price^  74. 

A  person  is  to  be  warned  by  the  spe- 
cification against  the  uae  of  the  pazticdar 
invention.    Ibid. 

A  specification  describing  a  machine 
as  a  whole  is  sufficient,  though  the  inven- 
tion be  an  improvement  on  a  fonner 
patent    Harmar  v.  Playne^  75, 
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The  gpedficatioB  is  to  warn  the  public 
of  what  ia  probibited,  and  to  teach  them 
the  inyention.  Morgan  y.  Seaward^  173. 

The  specification  must  distinguish  be- 
tween what  is  new  and  old ;  if  not,  the 
presumptton  is,  that  the  patent  extends 
to  the  whole  and  to  each  part  Carpen' 
ter  y.  SmUh^  532. 

A  mistake  in  a  specification  does  not 
of  necessity  yitiate  letters  patent,  as, 
where  air  was  called  an  imponderable 
substance,  or  sulphur  a  minend.  ^eil- 
tan  y.  Harford^  340. 

Semble^  That  a  mistake  in  respect  of  a 
matter  foreign  to  the  inyention,  and 
which  cannot  mislead,  will  not  yitiate  the 
specification.     Ibid.  353. 

The  inaccurate  use  of  words,  if  ex- 
plained by  the  context,  will  not  yitiate  a 
specification.     Ilnd.  369. 

Semble^  That  the  eyidence  of  a  person 
of  ordinary  skill  cannot  be  allowed  to 
^ntradict  or  correct  the  plain  grammati- 
cal sense  of  one  part  of  the  specification. 
Ibid,  329. 

The  sufficiency  of  the  specification  in 
matters  of  description  is  a  question  for 
the  jury.     fValUm  y.  Pottery  595. 

In  the  absence  of  eyidence  on  the  part 
of  the  defendants,  that  persons  haye  been 
misled  by  the  specification,  it  is  sufficient 
for  the  plaintiff  to  call  persons  who  say, 
that  to  them  it  is  clear.  Cornish  y. 
Eeene,502. 

The  attention  of  the  plaintiff  must  be 
luBy  and  clearly  directed  to  the  objec- 
tion to  the  specification.  BicTcfora  y. 
Shswes,  219. 

The  finding  of  the  jury  on  an  objection 
as  to  the  distinctness  of  the  specification 
is  conclusiye.    Ibid.  220. 


STAY  OF  PROCEEDINGS. 
See  Actiok;  Scibe  Facias. 


SUBJECT-MATTER. 

A  new  trade,  or  engine  tending  to  the 
fiutherance  of  a  trade.  Darcy  y.  ^/Zm, 
6;  Crane  y.  Prw»,  411. 

As  the  trade  of  making  and  selling 
fritadoes.    HmetinffM'  patent,  6. 


The  use  of  a  sieye  for  melting  lead. 
Humphrey's  patent,  7. 

The  working,  making,  and  compound- 
ing smalt  within  the  realm.  Baker's 
patenU,9,  11,  &  13. 

The  workinff  or  making  of  any  manner 
of  new  maniuacture  within  -the  realm. 
(Sut  21  Jac.  1,  c.  3,  s.  6.)    31. 

An  addition  to,  or  an  improyement  on, 
an  existing  inyention.  Morris  y.  Brafi" 
SOMy  51. 

Or,  on  an  existing  patent  Crane  y. 
Priee,  413;  Ibid.n.o. 

A  method  of  operating  and  manufac- 
turing, producing  no  new  substance,  and 
employing  no  new  machinery.  Per  Eyre^ 
G.  J.,  56^  XL 

A  new  process  to  be  <iarried  on  by 
known  apparatus,  acting  on  known  sub- 
stances, and  producing  a  known  article, 
but  in  a  cheaper,  better,  or  more  expe- 
ditious manner.     Crane  y.  Price^  409. 

As,  welding  iron  tubes  by  fixed  dies 
instead  of  by  rollers.  BusseU  y.  Cow- 
ley,i66. 

Or,  welding  without,  or  by  the  omis- 
sion of  a  maundril,  in  manufacturing 
welded  iron  tubes.     Ibid.  466. 

Any  thing  material  and  new,  and  mn 
improyement  of  the  trade.  B.  y*  jirk- 
Wright^  71. 

Two  grounds  for  a  patent,  improye- 
ment and  discoyery ;  the  former  in  re- 
spect of  something  already  known,  the 
latter  in  respect  of  sometlung  absolutely 
new.    Hill  y.  Thompson^  244. 

A  new  ccnnbination  of  materials  pre- 
yiously  in  use  for  the  same  purpose,  or 
for  a  new  method  of  applying  such  ma- 
terials.    i&t^.237. 

As,  the  combination  of  hot  blast  and 
stone  coal  in  the  manufacture  of  iron. 
Crane  y.  Price,  409. 

The  new  use  of  a  known  thing,  as  of 
an  old  wheel  on  a  railroad,  not  the  subject 
of  letters  patent.    Losh  y.  Hague^  208. 

The  discoyery  of  a  principle  as  a  law 
or  property  of  matter,  unless  it  be  also 
applied  to  the  practical  purposes  of  the 
arts,  not  any  manner  of  manufacture. 
The  HousehUl  Company  y.  ^eilson^ 
683. 

See  Adbxtiok,  CoMBurATKm,  Im- 

FBOTBXENT,     MaKVFACTTTJIE,     Omi^- 
SIOK. 
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TERM  OP  LETTERS  PATENT. 

For  2 1  years  to  Baker  k  Others,  3  Jac. 
1  (▲.  D.  1606).    Baker* s  patent,  9. 

For  31  years,  6  Jac.  1  (▲•d.  1609]. 
JM.  II. 

For  31  years,  16  Jac.  1  (a.d.  1619). 
Ilnd.  13. 

For  14  years,  19  Jac.  1  (a.  d.  1622). 
Dudley' 9  patent,  14. 

For  15  years  (21  Jac.  1).     ManseWe 
patent,  22. 

For  14  years  or  under  (Stat.  21  Jac. 
1,  c.  3).    31. 

The  term  of  14  yean  too  long.     36, 
lu  e. 

As  to  the  terms  of  letters  patent  for 
Scotland,  341. 


TIME  (COMPUTATION  OF). 

The  condition  for  the  enrolment  of  the 
specification  within  two  calendar  months, 
next  and  immediately  after  the  date  of 
the  letters  patent,  is  satisfied  by  the  en- 
rolment on  that  day  two  months.  De- 
roene  v.  Fcarie^  154,  n.  a,  d^  k  156,  n. 

Letters  patent  being  dated  the  10th 
of  May,  the  proviso  for  the  enrolment 
within  one  calendar  month  after  the  date 
of  the  patent  is  satisfied  by  enrolment 
on  the  10th  of  June.  JFat$on  v.  Pears^ 
154. 


TITLE. 

Misdescription  in  the  title  is  fatal,  as 
where  a  brush  was  improperly  described 
as  a  tapering  brush.  R.  v.  Metcalfe 
141,  k  333. 

Qiuere,  The  authority  of  this  case,  333. 

The  specification  is  to  be  taken  in 
connexion  with  the  letters  patent  in  de- 
termining the  validity  of  the  patent  in 
respect  of  its  title.  Neilson  v.  Harford^ 
312. 

Generality  of  title  no  objection,  if  ho- 
nestly employed.     Jbid.  312. 

The  title  need  not  give  any  idea  of 
the  invention ;  it  is  sufficient  if  the  spe- 
cification be  consistent  with  it.  Ibid, 
333. 

Ambiguity  in  the  title,  if  explained 
by  the  specification,  will  not  vitiate  the 
patent.    Ibid.  373. 


The  title  of  the  patent  should  disdoie 
the  object  of  the  invention.  The  Houtt" 
hUl  Company  v.  Neilson^  678. 

An  objection  to  the  title  not  let  m  by 
a  plea  of  the  insufficiency  of  the  spec^ 
cation.    Deroene  v.  Fairie,  161. 

An  improvement  in  the  final  remit 
may  be  supported  by  an  improvement  in 
any  one  of  the  several  processes.  Ibid* 
162. 

Letters  patent  for  certain  hnprovemenU 
in  carriages,  the  invention  being  appli- 
cable to  certain  descriptions  only  of  car- 
riages, are  not  thereby  invalid.  Coot  v. 
Fearcey{U8S.) 

See  CoirsTKUCTiON. 


TRADE. 

A  known  trade,  as  the  making  of  cardi, 
cannot  be  restruned  but  by  parliament. 
The  Case  of  Monopolies  ^  2  &  3. 

A  new  trade,  or  engine  tending  to  the 
furtherance  of  a  trade,  the  subject  of  let- 
ters patent.  Darcy  v.  AUki^  6 ;  Crow 
V.  Prtce^  411, 

Any  thing  material  and  new,  which  ii 
an  improvement  of  the  trade,  will  be  suf- 
ficient to  support  a  patent.  R.  v.  Arli' 
voright^  71. 


UNION  (ACTS  OF). 

Articles  of  acts  of  union  (Scotland  tnd 
Ireland),  relating  to  patents,  453. 

Since  the  union,  the  practice  as  to  pa- 
tents has  been  the  same  both  in  England 
and  Scotland.    Morton  y.  Barclay,  49. 

The  great  seals  of  the  three  countriei 
distinct  for  the  purpose  of  patents,  not- 
withstanding the  act  of  union.  Unker- 
sities  o/O.k  C.  v.  Richardson,  48. 

Qucere,  As  to  the  effect  of  the  Scotch 
act  of  union.    Ibid*  49. 


USELESSNESS. 

iSe^FAILU&B   OF  CONSIDX&ATIOK. 

The  uselessness  of  part  of  the  inventioa 
will  not  vitiate  the  grant  Lenois  v. 
Marling,  491. 

A  monopoly  in  respect  of  an  inventioo 
altc^ther  useless  may  be  mischievoas  to 
the  state.    Morgan  v.  Seawardj  197. 
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USER. 

Private  or  Secret. 

The  use  of  an  invention  in  private  or 
secret  will  not  vitiate  letters  patent 
granted  to  a  subsequent  independent  in- 
veotor.    DoUand's  case,  43. 

The  user  of  a  process  in  secret  by  an 
inventor  for  the  purposes  of  commerce, 
the  article  so  made  being  sold  or  used 
in  public,  will  vitiate  letters  patent 
subsequently  granted  to  such  inventor. 
Tennanfs  case,  125;  Morgan  v.  Seor- 
fpordy  194;  Roebtick  v.  Stirling,  45, 
n.  b. 

Otherwise  an  inventor  might  secure  to 
himself  a  monopoly  for  a  longer  period 
than  fourteen  years.  Morgan  v.  Sea- 
nfiirdy  194. 

That  which  is  confined  to  the  know- 
ledge of  the  party  and  not  communi- 
cated to  the  public,  is  not,  properly 
speaking,  discovery.  HiU\,  Thompson^ 
244. 

The  construction  of  a  pair  of  wheels 
for  a  steam  boat  by  an  engineer  and  his 
servants,  under  an  injunction  of  secrecy, 
the  injunction  being  observed,  is  not  a 
public  user  of  the  invention.  Morgan 
T.  Seaward^  194. 

The  construction  by  the  patentee  of 
two  or  three  of  his  improved  apparatus, 
prior  to  the  patent,  is  not  such  a  use  of 
the  invention  as  will  vitiate  the  letters 
patent.     Bratnah  v.  Hardcastle^  194. 

Semblej  That  previous  private  user 
cannot  be  restrained  by  letters  patent 
subsequently  granted  to  an  independent 
inventor.     Hiil  v.  Tlhompson^  240. 

A  party  cannot  be  restndned  by  a 
subsequent  patent  from  going  on  with 
that  which  they  were  doing  before.  Cor- 
fuihY.  Keene,  511. 

Publie. 
Public  use  is  a  use  in  public  as  dis- 
tinguished from  a  use  in  private  and  se- 
cret ;  it  does  not  mean  a  general  use  and 
adoption  by  the  public.  Carpenter  v. 
Smith,  534. 

The  use  of  a  lock  in  such  a  situation 
that  the  public  might  see  it,  is  a  public 
use  and  exercise  of  the  invention.  Ibid, 
540. 

The  manufacture  and  sale  without 
secrecyby  a  workman  of  several  dozen 
of  locks  according  to  a  model  which  is 
retained,  is  a  public  use  and  exercise  of 
the  invention.     Ibid.  540. 


Public  use  is  a  use  in  pu\)lic  so  as  to 
come  to  the  knowledge  of  others.  Ibid. 
543. 

The  prior  public  use  of  the  same  in- 
strument, an  answer  to  an  action  for  a 
breach  of  a  sole  or  exclusive  privilege. 
Humphrey*s  case,  7. 

The  manufacture  in  the  way  of  trade 
of  substantially  the  same  article  prior  to 
the  date  of  the  patent,  will  defeat  the 
exclusive  right.     Hastings'  case,  6. 

Prior  public  use  of  an  invention  in  one 
part  of  the  United  Kingdom  will  vitiate 
letters  patent  for  any  other  part.  Brown 
V.  Annandale,  33. 

Query,  Whether  prior  public  use  by 
the  inventor  himself  in  one  portion  of  the 
United  Kingdom  will  vitiate  letters  pa- 
tent granted  subsequent  to  such  use  for 
another  portion  of  the  realm.    Ibid,  454. 

The  publicly  making  and  selling  an 
article,  though  there  may  be  no  demand 
or  use  for  it  at  the  time,  will  vitiate  sub- 
sequent letters  patent.  Losh  v.  Hague, 
205. 

The  question  of  public  use  is  for  the 
jury ;  as,  whether  the  instances  adduced 
show  a  manufacture  to  have  been  in  pub- 
lic use,  or  only  that  various  experiments 
had  been  made  and  abandoned.  Elliott  y, 
Aston^  224;  Cornish  v.  Keene,  519. 


UTILITY. 

Some  degree  of  utility  an  implied  con- 
dition of  the  grant  of  letters  patent.  7  & 
8,  n. ;  31,  n./?. 

The  degree  of  utility  is  not  material; 
it  is  sufficient  to  support  a  patent  if  the 
invention  be  an  improvement.  Morgan 
V.  Seaward,  172. 

Or,  of  any  use.    Ibid.  186. 

The  fkct  of  an  invention  not  coming 
into  use  raises  a  strong  presumption 
against  its  utility.  Ilnd.  186;  In  re  Si- 
mister's  patent,  723. 

Semble,  That  the  question  of  utility  is 
a  compendious  mode  of  deciding  the 
question,  whether  the  patent  is  void  un- 
der the  statute  of  monopolies  ?  Morgan 
V.  Seaward,  197. 

It  is  not  always  necessary  to  entertain 
the  question  of  utility.  Cutler's  patent, 
426. 

Utility  is  not  a  condition  imposed  by 
the  statute  which  is  satisfied  if  the  in- 
vention be  new.  Lewis  v.  Marling, 
497. 
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Not  essenUal  to  the  validity  of  a  pa- 
tenty  that  the  inyention  should  be  us^l 
for  all  the  cases  to  which  it  is  proposed 
as  applicable.  Haworth  y.  Hardautle^ 
480. 

A  finding  of  the  jury,  that  the  inyen- 
tion is  useful  on  the  whole,  but  fiub,  or 
is  not  useful  in  some  cases,  is  not  a 
ground  of  nonsuit.    Ibid.  483. 

If  any  thing  claimed  as  essential  turn 
out  to  be  useless,  the  patent  is  voidable, 
but  aliter  if  not  described  as  essential. 
Liewis  V.  Marlwff^  495. 

The  subsequent  discovery  that  some- 
thing describe  may  be  dispensed  with, 
will  not  vitiate  a  patent  if  there  has  been 
no  deception.    Ibid,  496. 

A  patent  being  for  an  improvement  on 
a  former  patent,  it  is  not  material  whe- 
ther a  machine  made  according  to  the 
specification  of  the  first  patent  would  be 
useful  or  not,  if  it  be  shown  that  a  ma- 
chine constructed  according  to  the  sub- 
sequent patent  is  useful.  Lewis  v. 
Dams,  489. 

It  is  not  necessary  that  the  vessel  de- 
scribed should  have  been  actually  tried 
and  proved  to  answer ;  the  evidence  of 
scientific  persons,  that  it  would  answer, 
may  be  sufficient,  ^eilson  v.  Harford^ 
316. 

If  any  material  part  of  the  alleged  dis- 
covery fail,  the  patent  is  void.  Hill  v. 
Thampaofiy  249. 


VALIDITY. 

Conditions  of  validity  at  common  law 
and  by  statute.     7,  n. ;  29,  n.  L 

See  Ikvektos.    GftANTBE. 

^  The  term  at  common  law,  to  be  such 
reasonable  period  as  mi^^t  suffice  for 
others  to  learn  the  trade.     36,  n.  e. 

The  term  by  statute,  *not  to  exceed 
fourteen  years.     8,  n. 

See  Term. 

The  subject-matter  at  common  law,  a 
new  trade,  or  engine  tending  to  the  fur- 
therance of  a  trade.     Darcy  v.  Allin,  6. 


The  subject-matter  by  statute,  any 
manner  of  new  sianu&cture  (21  Jtc.  1, 
c.  3,  8.  6).    31. 

See  SUBJECT-K ATTEB. 

If  the  crown  be  deceived,  the  grant  ii 
void*     Case  of  Monapoliea,  3. 

See  False  Suggsstiok. 

Some  degree  of  utility  an  implied  c<»- 
dition  of  the  grant.     7,  n.  &  8 ;  31,  il  p . 

See  Utilitt. 

A  grant  of  a  monopoly  for  an  inren- 
tion  altogether  useless,  is  invalid.  Mar* 
gan  v.  Seanxxrd,  197, 

See  Uselesskess. 

The  invention  must  be  both  new  and 
useful,  and  the  specification  must  accu- 
rately describe  it.  Hill  v.  Thompsm^ 
237. 

See  Novelty.    Sfecificatiok. 


VENUE. 

Changed  under  special  circumstances. 
Bickford  v.  Skereee,  214. 


VERDICT. 

A  verdict  for  the  plaintiff  involves  tlie 
validity  of  the  patent,  subject  to  eveiy 
legal  consideration  and  the  infringement. 
Hill  V.  Thompson,  242. 

Query,  Whether  the  plaintiff  can  have 
a  verdict  on  the  plea  of  not  guilty,  al« 
though  the  patent  is  invalid,, and  the 
defendant  has  a  verdict  on  the  issuea 
as  to  novelty.  Sandiford  v.  NeUd,  311, 
n.  !• ;  Neiison  v.  Harford,  31 1. 

See  JtrsT. 


WORD. 

The  inaccurate  use  of  words,  the  sense 
in  which  they  are  employed  being  dear, 
will  not  vitiate  a  specification.  Derosns 
V.  Fairie,  157 ;  Miniery.  Mower,  141. 

As,  the  calling  a  known  thing  by  a 
wrong  name,  the  drawing  annexed  show- 
ing what  was  intended ;  or  the  calling 
sulphur  a  mineral,  or  the  aur  impon- 
derable. Neiison  v.  Harford,  340,  & 
369. 
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REPORTS  AND  NOTES  OF  CASES 


ON 


LETTERS  PATENT  FOR  INVENTIONS- 


EXTENSION  OF  LETTERS  PATENT. 

Dero8N£'s  Patent. 

Cior.  The  Lord  President;   Lord  Brougham;   Jiu  Lushkigton ; 
Sir  J.  L.  Knight  Bruce,  V.  C. 

This  was  an  application  under  the  4th  section  of  the  statute  In  the  Privy 
(5  &  6  W.  4,  c.  83),  on  behalf  of  Charles  Derosne,  a  foreigner,  20thMty,i844. 
residing  in  Paris,  for  an  extension  of  his  patent,  dated  the  29th 
of  September,  1830,  for  ^^  certain  improvements  in  extracting 
sugar  or  syrup  from  cane  juice,  and  other  substances  containing 
sugar,  and  in  refining  sugar  and  syrup"  (a). 

The  petition  stated  the  grant  of  letters  patent  to  the  peti- 
tioner, for  England  and  the  Colonies,  and  the  disposal  of  one- 
third  of  the  profits  to  be  derived  from  granting  licenses  under 
tihe  same  to  a  Mr.  Isaac  Higg^ns,  to  secure  its  introduction  in 
England  and  the  British  Colonies.     That  Higgins  died  in  1832 
on  his  arrival  in  Jamaica;  that  from  the  generally  depressed 
state  of  the  Colonies,  and  the  duty  of  eight  guineas  per  cent, 
upon  partially  refined  sugar,  the  invention  had  not  yet  been  in- 
troduced into  the  Colonies.    That  the  petitioner,  owing  to  his 
residence  abroad,  and  the  litigation  about  the  patent  (ft),  was 
inable  to  introduce  the  invention  generally  into  English  re- 
neries  for  nearly  five  years,  having,  in  fact,  sold  only  two 
censes  ptior  to  the  year  1835,  and  by  which  (those  being  sold 
inly  with  the  view  of  getting  the  process  known)  he  realized 
nly  £200.    The  petition  then  stated  the  entry  of  the  dis- 
iaimer  {c) :   the  moneys   received    and    expended ;  that  the 
letitioner  had  been  obliged,  at  great  inconvenience  to  his  other 
cosiness,  to  visit  England;  that  for  the  sake  of  avoiding  litiga- 
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■  (•)  See  Specificatioii,  1  Pat.  Cases,  152.  There  (6)  See  Dentne  v.  Fmrie,  1  Pat.  Cases,  154. 

^pean  hj  the  evidence  to  have  been  a  Scotch  pa-  (c)  Ibid.  166  n. 

Kt,  hot  lu  extension  was  not  sought. 
VOL.  II.  B 


2  EXTENSION  OF  LETTERS  PATENT. 

In  the  Priwf  tioiiy  the  petitioner  had  sold  licenses  upon  terms  wholly  inade- 
MaylJo  1844.  V^^^  ^  ^®  advantages  derivable  therefrom^  though  the  utility 
of  the  invention  in  diminishing  the  cost  to  the  refiner  was 
generally  admitted.  The  petition  then  stated  the  inseition  of 
the  advertisements  in  the  London  papers,  and  tiiat  the  peti- 
tioner, having  no  manufactory  or  residence  in  England,  had 
advertized  in  certain  papers  (naming  them),  being  papers  cin»- 
lating  in  the  towns  at  which  the  invention  was  carried  on 
under  licenses. 

Sir  F.  Thesiffer,  S.  G.  {Godson,  Q.  C.  with  him),  opened  tic 
case  on  behalf  of  the  petitioner.  WMdmgUm  (in  the  abmoe 
of  Sir  W.  W.  FoUetty  A.  6.)  appeared  for  the  crown. 
Wiieii  the  pa-  The  insertion  of  the  advertisements  of  the  intended  apjjica- 
!Sipoiid!^d*Uie  ^^">  ^^  three  London  Gazettes,  and  in  three  London  papen 
invention  if  car.  circulating  in  the  parts  in  which  the  licensees  carried  on  the  pa- 
jj^n^]^^®' tent  business,  and  in  the  Gazette  of  the  day  appointed  for 
adTcrtitemenu  the  hearing,  having  been  proved-*- 

tertedinpuien  Lord  Brougham  :  I  think  that  will  do,  if  it  is  carried  on 
circaiadng  in  under  licenses ;  the  statute  provides  for  two  cases,  the  patentee 
where  the  ma^  Carrying  on  a  manufactory,  or  residing ;  but  there  would  be  no 
nufacture  iaac-  sense  in  inserting  an  advertisement  in  the  Moniteur,  when  the 
on.  ^  man  resides  in  Paris ;  that  would  afford  no  protection  to  the 

Queen's  subjects,  for  whose  protection  the  rule  is  intended. 

An  examined  office  copy  of  the  letters  patent  (the  originil 
letters  patent  having  been  lost),  the  original  specification,  and  the 
disclaimer,  having  been  put  in,  the  following  evidence  was  given. 
Evidence.  Mr.  Thomas  Grahamy  agent  to  the  petitioner:    Had  been 

solicitor  to  Derosne  from  the  first:  dl  the  licenses  passed 
through  his  hands ;  was  cognizant  of  aU  the  moneys  that  had 
been  received  and  the  costs  incurred  in  respect  of  the  patent; 
£8120  had  been  received  under  thirty  licenses  (the  largest 
amount  received  under  any  one  being  £500),  for  the  term  of  the 
patent  (J);  £477^  13«.  5d.  had  been  paid  in  costs  and  ex- 
penses on  account  of  the  patent;  Derosne  had  taken  many 
journeys  between  France  and  England  in  respect  of  his  patent^ 
the  expenses  of  which  had  been  charged,  but  no  aDowance  had 
been  made  for  loss  of  time ;  Derosne  had  received  two-thirds  of 
the  gross  profits,  and  one-third,  amounting  to  £2706,  had  been 
paid  over  to  Mr.  Higgins*  executors,  Derosne  having  agreed  to 
give  Mr.  Higgins  one-third  of  the  patent,  in  consideration  of  his 
being  the  proprietor  of  estates  and  having  great  influence  in 
Jamaica,  and  going  out  there  for  the  purpose  of  introducing  the 
invention,  where  he  died  shortiy  afterwards  («)•     The  expenses 

(d)   In  reply  to  a  question  from  one  of  their  (e)  The  executors  of  Mr.  Higgins  did  noi  join 

lordshiM,  as  to  whether  there  was  any  condition  in  the  petition,  and  the  witness,  in  answer  to  a 

in  the  licenses  that,  in  ca«e  of  the  patent  being  question  from  one  of  their  lordships,  stated  tbat 

extended,  the  licenses  should  endure,  the  witness  ihe  assignment  to  Mr.  Higgins  was  only  of  tbe 

stated  that  there   was  a  general  understanding  original  patent,  but  that  the  executors  of  Mr.  fl> 

with  the  licensees  to  that  effect  when  the  pe-  wisned  the  present  application  to  suooeed. 
tition  then  under  consideration  was  presented. 
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c     incmred  conmsted  of  £180  for  patent  for  England  and  the  In  tA«PH«y 
:.     Colonies, and  the  assignment  of  one-third ;  £282  for  an  agent,  Maj20, 1844. 
after  the  death  of  Mr.  H^gins;  £280  for  machinery  and  ex-» 
periments;  £55  expenses  of  disclaimer;  and  £455  law  coats; 
r     £200  for  agencies  paid  in  England;  £154  disbursements  for 
]1    Mr.  Derosne's  journeys ;  £466  salaries  for  English  agents;  and 
£2706  paid  from  time  to  time  to  Mr.  Hig^ns*  executors. 

Mr.  Frederick  Bowman,  sugar  refiner  i   Had  been  acquainted 

with  the  business  of  sugar  refining  for  50  years ;  under  a  patent 

of  Constant's,  in  1813,  charcoal  in  a  state  of  fine  powder  was 

thrown  into  the  melting  syrup  or  sugar  en  masse ;  the  mixture 

^     being  thrown  on  a  blanl[et,-perculation  took  place,  and  pro- 

^.    dnced  a  fine  liquor;  the  residue  on  the  blanket  was  refuse  and 

used  as  manure :  charcoal  was  used  generally  by  the  trade  in 

this  manner  prior  to  Derosne's  patent :   since  Derosne^s  patent 

^.    a  bed  from  4  to  12  feet  deep  of  granulated  animal  charcoal  is 

laid  on  a  cullender  or  plate  perforated  with  holes,  through  which 

,    the  melted  sugar  being  allowed  to  percolate  or  filter  comes 

^    away  perfectly  pelhidd ;  it  is  then  put  into  Howard's  pan  and 

f-    boiled  in  vacuo*    The  impurities  collected  by  the  charcoal  in 

^.    the  filter  can  be  expelled  by  beat,  at  a  loss  of  from  1  to  2  per 

^     cent  s  wood  charcoal  will  answer,  but  not  so  well,  as  it  will  not 

^,    recsrbonize  after  being  used :  the  sugar  so  produced  is  better 

than  the  best  produced  before :  the  public  derive  an  advantage 

of  from  \id.  to  ^d.  per  pound  from  the  improved  quality:  the 

r,    liquor  obtained  by  the  use  of  charcoal  as  an  impalpable  powder, 

u    under  Constant's  patent,  was  not  so  clear  by  several  d^rees : 

,     the  principal  saving  of  Derosne's  over  Constant's  process  ensues 

<     from  the  recarbonization  of  the  charcoal :  animal  charcoal  had 

t     not  been  discovered  till  about  8  years  aflfcer  Constant's  patent : 

the  expense  of  making  charcoal  in  its  pulverized  state  fit  for  use 

\     again  would  have  been  more  than  it  was  worth. 

Mr.  John  Danies^  a  sugar  refiner :  In  the  methods  for  refining 
sugar  there  were  three  stages  of  invention — Constant's,  or  wood 
charcoal,  in  an  impalpable  powder  mixed  with  the  sugar: 
Martineau's,  some  years  afterwards  (in  1815),  which  was  ani- 
mal diarcoal  in  an  impalpable  powder  and  mixed  with  the 
sugar:  then  Derosne's,  or  the  use  of  animal  charcoal  granu- 
lated, the  sugar  being  passed  through  it  as  a  filter:  if  charcoal 
granulated  only  were  thrown  into  the  sugar,  a  much  larger  per 
oentage  of  churcoal  must  be  used  than  in  powder,  in  order  to 
obtain  the  same  extent  of  surface :  the  granulation  being  the 
same,  it  is  infinitely  better  to  pass  the  liquor  through  a  bed  of 
granulated  charcoal  than  to  throw  the  charcoal  into  the  liquor. 
Mr.  Howard  used  a  species  of  filter  for  a  part  of  his  process 
previous  to  boiling  in  vacuo ;  but  that  could  not  compete  with 
the  filtering  through  beds,  which  has  completely  superseded 
that,  and  was  infinitely  superior. 


4  EXTENSION  OF  LBTTBR8  PATENT. 

Jn  the  Privy  Mr.  Orohom  recalled  (in  answer  to  a  question  firom  one  of 
Mayao  1844.  ^^^^  lordships) :  The  trade  was  bad  and  the  patent  was  So- 
puted:  prior  to  1835,  only  £300  was  realized;  in  1836,  about 
£1700;  in  1837,  £130;  and  in  1838,  about  £2,200;  in  1839, 
about  £1,200;  in  1840,  about  £750;  in  1841,  £1000;  and  in 
1842,  nothing,  no  party  applying  for  a  license;  and  in  1843, 
£450 ;  and  about  £300  since  the  petition  was  presented.  Mr. 
Derosne  being  a  foreigner,  and  residing  abroad,  and  infringe- 
ments going  on,  he  was  obliged  to  begin  with  very  moderate 
terms,  and  to  go  on  with  them :  the  Scotch  patent  has  haidly 
paid  itself. 

JVaddington,  on  the  part  of  the  crown :  The  case  has  been  lo 
fully  investigated  by  your  lordships,  that  I  do  not  think  it  ne- 
cessary to  make  any  observations,  but  shall  leave  it  with  your 
lordships. 
Judgmmti.  Lord  Brougham  :  Their  lordships,  in  dealing  with  cases  of 

this  sort,  have  always  laid  down  this  rule  and  always  acted  upon 
it,  that  it  is  anything  rather  than  a  matter  of  course  to  grant  an 
extension,  under  the  powers  of  the  act,  of  tiiese  patent  rights; 
and  they  have  uniformly  stated  this  in  the  extensions  they  have 
SomeinTention,  granted,  that  the  parties  must  shew,  in  the  first  place,  some  in- 
^btk!  Mdno  v^i^tion ;  in  the  next  place,  a  benefit  to  tiie  public;  and  in  the 
adequate  reroa-  tiiird  place,  that  they  have  not  had  an  adequate  remuneration. 
CTOBuliifor'aD      ^h^  present  patentee  has  shewn  an  invention  and  a  benefit  to 
extension.        the  public,  and  a  very  considerable  benefit  to  the  public,  perhaps 
a  benefit  out  of  proportion  to  the  mere  originality  of  the  inven- 
tion and  to  the  step  made  in  invention,  but  a  very  considerable 
and  valuable  benefit  to  the  public.    Then  their  lordships  find 
When  a  rea.     that,  unlike  some  other  patentees  who  have  realized  no  profit,  a 
basbeen^made,  ^^^  reasonable  profit  has  already  been  made.     Under  these 
the  benefit        circumstanccs,  were  it  not  for  the  great  benefit  which  the  public 
suited  tTthT    bas  derived  from  the  patent,  while  the  patentee  has  not  derived 
P**entee,  as      ^  benefit  to  the  same  extent,  their  lordships  probably  would  not 
that'tolhe^ab.  have  recommended  the  granting  so  large  an  extension  as  they 
lie,  will  be        £g^j  qq^  disposed  to  do ;  but  taking  into  consideration  all  the 
sideration.        circumstances  and  the  extent  of  the  benefit  to  the  public,  their 
lordships  have  resolved  to  recommend  to  her  majesty  to  grant  to 
this  patentee  the  term  of  six  years  in  addition  to  his  term, 
which  expires  in  September. 

Extension  for  six  years  (/)• 


(/)  New  letters  patent  were  granted  to  Charles  contunin^  sugar,  and  in  refining  sugar  snd  sr. 

Derosne,  of  Rae  des  Batailles  Cbaillot,  of  Paris,  nip,"  sealed  9th  Nov.  1844,  for  the  tern  of  six 

for  "  certain  improvements  in  extracting  sugar,  years  firom  the  expiration  of  the  original  gnst. 
or  syrups,  from  cane  juice  and  other  substances 


pow^s  pate;»jt. 


CONFIRMATION  OF  LETTERS  PATENT. 

Pow's  Patent. 

Cor.  Lord  LangdaUy  M.  R. ;  Lord  Campbell ;  Sir  J*  L.  Knight 
Bruce^  V.C.j  Dr.  Luahington;  Mr.  Pemberton  Leigh. 

This  was  an  application  by  the  assignee,  under  the  2d  section  /„  ikt  Privy 
of  the  statute  (5  and  6  W.  4,  c.  83),  for  the  confirmation  of  a^^«^"- ^,_ 
Scotch  patent,  granted  to  one  Robinson,  for  '^  a  nipping  lever, 
for  causing  the  rotation  of  wheels,  shafts,  or  cylinders,  under 
certain  circumstances.'^ 

Botch,  in  support  of  the  petition :  This  application  has  be-  geoteh  patent 
come  necessary  in  consequence  of  the  recent  decision  of  the  cannot  be  con- 
House  of  Lords,  in  the  case  of  Brown  ▼•  Annandale  (1  Pat.  p™r  us!f  in 
C.  433),  which  had  raised  serious  questions  on  the  validity  *^o?^*"^ 
of  a  great  number  of  Scotch  patents :  until  that  decision,  it  had 
been  the  general  opinion  in  Westminster  HaU,  that  the  use  of  an 
invention  in  England  did  not  invalidate  a  patent  in  Scotland 
subsequently  obtained  for  the  same  invention;   and  such,  it 
would  appear,  ought  to  be  the  case,  inasmuch  as  the  prior  use 
of  a  patent  in  Scotland  would  not  invalidate  a  subsequent  patent 
for  England*    There  are  many  inventions  which,  from  their  not 
being  applicable  to  Scotland  and  Ireland,  are  not  made  the  sub- 
ject of  patent  for  those  countries,  but  for  England  only:  in 
other  cases,  in  consequence  of  the  difficulty  of  making  sufficient 
experiments  in  safety,  before  the  patent  is  taken  out,  the  in- 
ventor takes  out  his  patent  for  England,  and  so  soon^as  he  finds 
that  the  invention  begins  to  answer,  he  obtains  patents  for  the 
other  countries. 

It  would  appear,  from  the  decision  in  Brown  v.  Annandale,  that 
all  patents  so  taken  out  for  Scotland  are  voidable,  for  though 
the  English  patent  recites  only  that  the  invention  is  new  within 
England,  the  Scotch  patent  recites  that  the  invention  is  new 
within  these  realms.  In  the  case  of  Brown  v.  AnnandalCy  Lord 
LyndhuTst  says,  '^  I  can  readily  understand  why;  this  form  of 
letters  patent  was  so  framed  before  the  Union,  and  it  has  not  been 
altered  since,  as  it  should  have  been."  From  this  may  be  in- 
ferred, that  tjie  learned  lord  thought  the  form  ought  to  be  the 
same  in  both  patents.  [LorA.Langdale,  M.  R. :  The  patent  recites 
that  the  invention  is  new  within  these  realms ;  and  it  is  proved 
to  have  been  known  in  England.]  [Lord  Campbell :  You  put  it 
as  if  this  were  the  case  of  an  English  patent,  and  that  the  in- 
vention had  been  practised  without  the  knowledge  of  the  pa- 
tentee, before  the  patent  was  granted.    Then  you  are  to  shew 


s 


EXTENSION   OP    LBTTERfl   PATENT. 


In  th€  Privy 
CmtneiL 
Feb.  3,  1845. 


JudgmenU 


that,  although  it  was  a  Scotch  patent,  and  the  invention  hi 
been  used  in  England,  it  comes  within  the  same  enactment] 
The  patentee  has  still  an  interest  with  the  assignee,  the  peti- 
tioner in  this  case ;  and  the  statute  providea  for  this.  [Lord 
Langdale,  M.  R. :  You  observe  that  the  words  of  the  statute  are, 
'^  that  some  other  person  has,  unknown  to  such  patentee,"  and 
^'  that  the  committee,  upon  examining  the  matter,  and  bang 
satisfied  that  such  patentee  believed  himself  to  be  the  first  and 
original  inventor."]  That  can  easily  be  proved,  smce  it  was  the 
same  person,  Robinson,  who  took  the  patent  out  in  both  conn* 
tries,  and  when  he  took  it  out  in  Scotland,  he  believed  himsdf 
to  be  the  original  inventor :  that  condition  is,  therefore,  dearlj 
fulfilled  with  reference  to  the  petitioner,  the  assignee  of  the  pa- 
tent. In  Heurtebup's  case  (1  Pat.  C.  553),  the  patent  was 
confirmed  against  a  prior  publication  in  a  book ;  and  in  this 
case  I  can  shew  that  there  was  no  general  use  in  this  country 
before  the  patent  was  taken  out  [Sir  J.  L.  Knight  J5rt«ctf,  V.C.: 
You  cannot  quite  bring  yourself  within  the  word  ^'  unknown.**] 
That  is  the  only  difficulty ;  but  seeing  the  extension  that  has 
been  given  to  the  term  inventor,  an  introducer  from  abroad  being 
included,  I  should  submit  that  this  case  is  within  the  statute. 

Sir  P.  ThesiffeTy  S.  G.,  appeared  on  behalf  of  the  crown :  The 
petitioner  has  altogether  mistaken  his  allegation.  He  says, 
^  that  since  the  date  of  the  said  letters  patent  for  Scotland,  he 
has  discovered  that  some  other  persons  had  used  the  said  in- 
vention unknown  to  the  said  Robinson,  before  the  date  of  the 
said  lettei^  patent  for  Scotland ;''  it  was  used  by  the  patentee. 

Rotch :  That  is  true,  because  before  the  invention  was  put  in 
use  the  patent  was  assigned  to  the  present  assignee. 

Lord  Campbell  :  We  cannot  make  laws.  We  have  no 
power,  unless  under  that  section  of  the  act  of  parUament  which 
was  meant  to  meet  a  case  of  a  totally  different  description  from 
that  which  you  now  point  out  to  our  notice. 

Petition  dismissed. 


EXTENSION  OF  LETTERS  PATENT. 

Perkins'  Patent. 

Cor.  Lord  Langdale,  M.  R. ;  Lord  Campbell;  Sir  J.  L.  Knight 
Bruce,  V.C;  Dr.  Lushington;  Mr.  Pemberton  Leigh. 

In  the  Privy         This  was  an  application  under  the  statutes  5  &  6  W.  4,  c.  83, 

Feb?  3!'i845.    ^'  ^>  ^^^  7  &  8  Vict.  c.  69,  s.  2,  by  the  patentee,  A.  M.  Perkins, 

for  an  extension  of  the  term  of  letters  patent,  bearing  date  at 

Westminster,  July  30, 1831,  and  at  Edinburgh,  November  2d, 


1832,  and  granted  to  Ae  petitioner,  for  ^*  certain  improTements  ^^^.^^ 
IB  an  apparatus  or  method  of  heating  the  air  in  buildings,  heat-  Feb.  3/ 1845. 
ing  and  evapoorating  fluids,  and  heating  metals"  {ff)» 

M.  D.  HUl^  QL  C.  and  Webster,  speared  in  support  of  the  pe-  PetitUm, 
tition,  and  Sir  F.  TTieriffer,  8.  6«,  on  behalf  of  the  crown. 

The  petkion,  after  stating  the  inyention  by  the  petitioner,  the 
grant  of  the  letters  patent,  and  the  enrolment  of  the  specification, 
described  the  invention  to  consist  in  taking  advantage  of  the'prin- 
dple  of  transferring  heat  by  the  circulation  of  water  in  «n  her- 
metically closed  and  continuous  circuit  of  pipe,  of  small  diameter, 
ooikd  about  in  any  canvenient  direction,  the  water  receiving 
beat  firom  a  fire  placed  within  or  surrounding  a  coil  of  ihe  pipe, 
and  giving  out  heat  from  coils  of  pipe  placed  in  any  situation 
where  heat  was  required,  or  at  any  convenient  part  of  the  build- 
ing to  be  warmed ;  the  circulation  depending  on  the  difference 
in  the  specific  gravity  or  weight  of  two  columns  of  water, 
whereof  one  is  hotter  than  the  other* 

That  by  reason  of  the  wat»  being  contained  in  an  hermeti- 
cally closed  circuit,  the  surface  of  the  containing  pipe  and  coils 
might  be  raised  to  degrees  of  temperature  sufficient  for  various 
useful  purposes  in  the  arts.  That  the  usual  term  of  14  years 
was  inadequate  for  the  general  introduction  of  an  invention  of 
the  character  of  the  petitioner's,  the  progress  of  which  must,  of 
necessity,  be  slow. 

That  the  petitioner  had  experienced  great  and  unusual  diffi- 
culties and  opposition,  by  reason  of  the  prejudice  which  had 
been  created  by  the  repeated  failure  of  schemes  for  warming 
buildings,  and  had  consequently  been  compelled  to  devote  himself 


(g)  Specification.  The  foIlowiDg  portion  of  the  In  heating  the  air  of  rooms  of  buildings,  the  tubes 

specification  will  serve  to  explain  the  invention : —  p.  and  c.  may  be  made  to  pass  around  the  flooring 

**  My  invention  relates  to  that  description  of  of  such  room  ;  and  where  a  large  quantity  of  heat 

apparatus  or  method  of  heating,  which  is  now  is  desired,  it  will  sometimes  be  desirable  to  have 

lirgely  employed  in   heating  buildings,  and  for  more  than  one  pipe  passing  to  and  from  the  coil 

other  purposes,  by  the  circulation  of  hot  water :  of  pipes  containea  in  the  ftmaace,  whereby  a  larger 

and  the  object  of  my  improvements  thereon  is  -to  quantity  of  heated  surface  will  be  presented,  which 

obtain  considerably  hiffher  degrees  of  temperature  being  heated  to  a  high  degree  of  temperature, 

to  the  water  ciroulated ;  and  thus  I  am  enabled  to  will  give  off  the  same  to  the  air  contained  in  the 

apply  my  apparatus    to  a  variety  of  purposes,  room,  or  buildings,  and  warm  the  same,  and  I 

vmich  require  the  heating  medium  to  be  at  a  have  found  that  when  the  drculating  tubes  pre- 

higher  degree  of  temperature  than  that  of  boil-  sent  a  surface  equal  to  three  times  that  of  the 

rag  water,  and  my  improvements  consist  in  circu-  coil  of  tubes  in  the  furnace,  I  have  not  been  able 

ktine  water  in  tubes,  or  pipes,  which  are  closed  to  bunt  the  tubes. 

in  all  parts,  allowing  a  sufficient  space  for  the  ez-  **  Having  now  described  the  nature  of  ny  in- 
pansion  of  the  water  which  is  contained  within  vention  and  the  manner  of  carrying  ^e  same  into 
the  apparatus,  by  which  means  the  water  will  at  effect,  I  would  have  it  understood,  that  I  lay  no 
all  times  be  kept  in  contact  with  the  metal,  how-  claim  to  the  various  parts  of  which  such  apparatus 
ever  high  ihe  degree  of  heat  such  apparatus  may  is  composed ;  neither  do  I  claim  the  application 
be  submitted  to,  and  yet,  at  the  same  time,  there  of  the  circulation  of  hot  water  to  the  purposes 
will  be  no  danger  of  bursting  the  apparatus,  in  above  described.  But  what  I  claim  as  my  im- 
consequence  of  the  water  havmr  sufficient  space  provements  in  such  i^pparatus  or  method  of  heat- 
to  espand.  [The  specification  tnen  describes  va-  mg  the  air  in  buildings,  heating  and  evaporating 
rious  modes  of  carrying  out  the  invention  by  refer-  fluids,  and  heating  metal,  consist  in  circulating 
ence  to  annexed  drawings  and  various  applications,  water  in  tubes,  or  pipes,  which  are  closed  in  all 
as  warming  buildines,  heating  and  evaporating  li-  parts,  and  leaving  sufficient  space  allowed  for  the 
quids,  heating  the  plates  for  copper-plate  priotmg,  expansion  of  the  water,  as  above  described." 
for  steam  boUers,  and  concludes  as  follows] : — 


n 


8  EXTENSION   OF   LETTERS   PATENT. 

In  the  Privy     to  the  Superintendence  and  introduction  of  the  invention,  having 
Feb!  3, 1845.    ^^^^  unable  to  find  persons  to  carry  out  his  invention  as  licensees. 
That  the  demand  for  the  invention  having  increased  during 
the  last  few  years^  there  was  a  reasonable  prospect,  should  the 
term  of  the  patent  right  be  extended,  that  the  petitioner  would 
receive  a  fair  compensation  and  remuneration  for  die  time,  la- 
bour, and  expense,  bestowed  upon  the  introduction  of  the  inven- 
tion. *  That  regard  being  had  to  the  character  of  Uie  invention, 
its  slow  progress,  and  the  nature  of  the  difficulties  with  whidi 
the  petitioner  had  to  contend,  the  further  term  of  seven  yean 
would  not  suffice  for  the  reimbursement  and  remuneration  c/t 
the  petitioner. 
The  advertiae-       The  formal  proofs  (A)  having  been  put  in,  upon  an  intimation 
ETprov^  be-    *^^  ^^^  lordships  that  the  advertisements  should  be  proved 
fore  the  case  18  before  the  case  was  heard — 

Webster  opened  the  case  for  the  petitioner ;  The  invention  re- 
lates to  the  circulation  of  heated  water  in  an  hermetically  closed 
circuit,  water  in  pipes  not  hermetically  closed  and  connected 
with  vessels  open  to  the  atmosphere  having  been  long  ago  em« 
ployed  for  similar  purposes.  The  specification  states,  that  the 
apparatus  may  be  appUed  to  a  variety  of  purposes,  which  require 
the  heating  temperature  to  be  higher  than  that  of  boiling  water, 
and  that  the  improvements  consist  in  circulating  water  in  tubes, 
or  pipes,  which  are  closed  in  all  parts,  allowing  a  sufficient  space 
for  the  expansion  of  the  water  which  is  contained  within  the  ap- 
paratus, by  which  means  the  water  will  at  all  times  be  kept  in 
contact  with  the  metal,  however  high  the  degree  of  heat  sndi 
apparatus  may  be  submitted  to,  and  yet,  at  the  same  time,  there 
will  be  no  danger  of  bursting  the  apparatus. 

That  being  the  general  idea  of  the  invention,  the  means  by 
which  it  is  carried  out  are  very  ingenious,  and  it  should  be  ob- 
served that  this  invention  of  Mr.  Perkins  would,  in  all  proba- 
bility, never  have  been  carried  out  but  for  the  invention  of  the 
drawn  iron  tubings  the  subject  of  letters  patent  granted  to  White- 
house,  and  extended  to  Russell  (t)  on  the  recommendation  of  the 
Privy  Council.  That  tubing  is  of  great  strength,  and  made  in 
lengths  of  about  15  feet,  and  may  be  bent  cold  so  as  to  admit  of 
being  readily  formed  into  coils,  for  the  purpose  of  affi)rding  ex- 
tent of  surface,  or  bent  in  any  direction  that  may  be  convenient 
The  mode  in  which  the  various  lengths  of  pipe  are  joined  to- 
gether, so  as  to  present  a  continuous  circuit  and  a  water-tight 
joint,  without  the  use   of  cement,   capable   of  sustaining  a 


(h)  These  were,  the  '*  London  Gazettes*'  of      notice  of  the  day  for  hearing  the  petition.    The 
the  6th,  1 0th  and  13th  of  December,  1844 ;  the      letters  patent  and  specification   were  alio  pat 


'*  Times,"  "  Herald,"  and  '*  Post,"  of  the  6th  of  in,  and  a  witness  called  to  prove  that  the  patent 

December,   1844  ;      the     "  London    Gazette,**  apparatus  was  manufactared  in  London,  and  not 

of  the  20th  of  January ;  and  the  "  Herald,"  and  elsewhere. 

"  Post,"  of  the  2Lst  of  January,  1844,  containing  (»)  1  Pflrf,  C,  473. 
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pressure  equal  to  that  which  the  pipes  themselves  will  sustain,  In  thePrwy 
is  highly  ingenious,  and,  though  not  claimed  in  the  specification,  Felb!^  1845. 
was  the  undoubted  invention  of  Mr.  Perkins  for  the  purpose  of 
carrying  out  this  invention,  and  is  of  most  extensive  use  in  other 
cases : — ^for  this  purpose  right  and  left-handed  screws  are  cut  on 
the  ends  of  the  pipes  to  be  united ;  the  end  of  one  pipe  is  turned 
plain,  the  end  of  the  other  is  bevelled  off  to  a  chisel  edge ;  the 
batt  and  chisel  end  being  drawn  firmly  together  by  a  nut  or  collar 
working  on  the  right  and  left-hand  screws,  the  chisel-edged  end 
cats  into  the  butt  end,  and  thus  forms  a  perfect  metallic  joint, 
not  liable  to  leak,  as  when  cement  or  other  intervening  stuffing 
is  used :  this  joint  is  described,  but  not  claimed  in  the  speci- 
fication; and  though  it  has  come  into  very  general  use  for 
other  purposes,  Mr.  Perkins  has  derived  no  profit  from  that 
source.  The  specification  describes  the  arrangement  of  the 
apparatus  for  wanning  buildings,  and  it  will  be  obvious  that  the 
fiirnace,  which  consists  of  a  coil  of  pipes  containing  the  fire,  be- 
ing placed  in  the  basement  of  a  building,  any  number  of  other 
coils  may  be  placed  in  convenient  situations  where  warmth  is 
required,  the  rapidity  of  circulation  depending  on  the  tempera- 
ture and  elevation  of  the  heated  or  ascending  colimin  above  the 
colder  or  return  column.  The  invention  is  now  coming  into  ex- 
tensive use  for  warming  buildings,  and  from  this  source  the  pa- 
tentee has  derived  some  profit;  but  in  respect  of  its  application 
for  generating  steam  or  the  construction  of  steam  boilers,  for  the 
heating  plates  for  copper-plate  printing,  the  evaporating  liquids, 
ail  which  are  mentioned  in  the  specification,  and  other  purposes, 
for  which  it  is  highly  useful,  and  to  many  of  which  it  is  now,  for 
the  first  time,  about  to  be  applied,  the  patentee  has  received  no 
remuneration.  [Lord  Langdcde :  The  question  is  what  remune- 
ration has  been  received  under  the  patent,  as  a  whole,  not  for 
any  particular  branch  of  it.]  Upon  one  most  useful  part  of  the 
invention,  the  application  to  steam  boilers,  the  petitioner  has 
sostuned  considerable  loss.  [Lord  Langdale:  It  is  not  in- 
tended that  a  patent  should  be  divided  and  subdivided,  and  that  The  remunera. 
you  are  to  see  whether  he  has  received  compensation  upon  one  patent'^w  a  * 
part  and  not  upon  another.  The  question  is,  whether  the  patent  whole  must  be 
is  to  be  renewed,  which  depends,  amongst  other  things,  upon  ^  ^* 
this,  whether  he  has  received  reasonable  compensation  during 
the  first  term  for  which  it  was  granted.  If  there  were  ten 
branches  of  the  patent,  if  he  had  received  £10,000  under  one  of 
diem,  although  he  had  received  nothing  under  the  other  nine,  it 
would  be  very  questionable  whether  the  Judicial  Committee 
ought  to  grant  an  extension  of  the  patent.]  It  is  not  meant  to 
be  contended  that  a  patent  should  be  so  divided,  but  attention 
is  called  to  this  circumstance,  as  serving  to  shew  the  great  uti- 
lity of  the  invention,  and  to  furnish  evidence  of  the  merit  of  the 
inventor,  and  the  amount  of  remuneration  to  which  he  may  be 
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entitled  or  reasonably  have  anticipatecL  The  net  profit  may  be 
taken  at  about  £8000,  which  can  hardly  be  considered  sufficient 
for  an  invention  admitting  of  so  many  useful  applications,  and 
as  yet  applied  to  so  very  limited  an  extent,  and  to  which  tlie 
petitioner  has  been  compelled  to  devote  almost  his  whole  time 
and  attention— otherwise  the  invention  would  not,  in  all  proba- 
bility, have  been  introduced  even  to  the  limited  extent  to  wludx 
it  has  been  introduced.  The  remimeration  to  the  petitions  is 
less  than  has  been  received  in  cases  in  which  an  extension  has 
been  granted  (it).  But  even  this  amount  of  profit  should,  in 
considering  the  question  of  remuneration,  be  subjected  to  a  om- 
siderable  deduction,  by  way  of  annual  allowance  or  salary  to  the 
petitioner,  who,  in  addition  to  the  ordinary  expenses,  wodd, 
under  the  circumstances  of  the  present  case,  be  entitied  to 
charge  against  the  patent  concern,  as  an  expense  of  carrying  it 
on,  such  a  sum  of  money  as  he  would  have  had  to  pay  to  a  com- 
petent person  for  the  business  which  he  has  personally  pci- 
formed. 

Mr.  Wm.  Ccarpmael,  civil  engineer:  Had  been  acquunted 
with  this  invention  from  the  first,  having  prepared  the  specifi- 
cation. The  cluster  of  pipes  for  heating  (referring  to  a  modd) 
may  be  placed  under  an  ornamental  stand  or  a  table;  the  furnace 
may  be  in  any  convenient  place,  and  at  any  distance;  the  pipe 
may  be  carried  in  any  direction,  as  under  or  over  a  French  win- 
dow, or  concealed  so  as  not  to  interfere  with  any  architectural 
arrangements ;  in  other  apparatus  some  particular  level  must  be 
preserved,  otherwise  the  water  would  not  flow.  The  great  pecu- 
liarity distinguishing  this  heating  apparatus  from  all  others  is 
the  absence  of  a  boiler ;  all  others  have  had  boilers,  here  it  is  a 
coil  of  the  pipe  which  is  heated ;  the  coil  thus  becomes  the  fur- 
nace, or  envelopes  the  furnace :  this  is  an  extremely  economical 
mode  of  applying  heat,  every  particle  tiiat  is  heated  being  part 
of  the  circulating  system,  and  is  carried  to  the  place  where  the 
heat  is  required ;  ventilation  may  be  advantageously  combined 
with  warming  by  this  invention;  the  apparatus  has  been  ap- 
plied in  my  chambers  from  the  first,  ^at  Lincoln's  Inn  Hall^  at 
the  Register  Office  in  Edinburgh,  and  the  Law  Courts ;  the  Inner 
Temple  Hall,  and  the  British  Museum.  The  contrivance  by 
which  the  pipes  are  joined  was  a  new  and  beautiful  invention ; 
it  has  become  very  important  in  other  departments  of  engineer- 
ing; the  pipes  of  hydraulic  presses  and  steam  pipes  of  small 
diameter  are  joined  by  that  system ;  it  is  a  very  valuable  joint 
no  system  that  did  not  bring  the  pipes  into  actual  metallic  con 
tact  would  answer.  The  application  to  steam  boilers  affords  the 
means  of  heating  water  with  great  economy  and  safety ;  thi 


(k)  The  following  cases  of  extension  were  re- 
ferred to : — Rttssell'sy  for  the  drawn  iron  tubing 


(I  Pat.  C.  473);    Robert"*    mule   (1  P«t.   C 
573) ;  Soame'8  cocoa  nut  candles  ( I  Pat.  C  729> 
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boiler  never  can  become  injured^  and  is  not  deteriorated  by  the  Jn  the  Privy 
action  of  the  fire  on  the  surface ;  the  pipe  only  is  in  contact  Feb!  3/1845. 
with  the  fire^  but  the  whole  heat  is  carried  into  the  water  con- 
tained in  the  steam  boiler^  so  as  to  be  wholly  absorbed.  The 
causes  of  destruction  of  other  boilers  by  burning  out,  furring, 
and  deposit,  are  wholly  removed:  the  rapid  destruction  of 
boUers,  particularly  of  marine  boilers,  proceeds  from  the  deposit 
of  chemical  and  earthy  matters  upon  surfaces  with  which  the 
fire  is  in  contact ;  and  this  deposit,  from  the  action  of  the  heat, 
becomes  like  indurated  marble :  in  Mr.  Perkins'  boiler,  the 
heating  coil  being  entirely  surrounded  with  water,  the  deposit 
takes  place  at  the  bottom  of  the  boiler,  and  is  loose,  and  can  be 
easily  removed.  The  invention  has  recently  been  applied  to 
the  evaporation  of  sugar,  where  a  high  degree  of  heat  is,  re- 
quired, but  the  sugar  must  not  be  burnt ;  in  soap-boiling  also  a 
similar  regulation  of  heat  is  required ;  by  this  invention  the 
heat  is  under  control,  and  any  temperature  may  be  obtained 
with  almost  perfect  regulation.  The  prejudice  against  the  in- 
vention was  very  great  at  first ;  to  have  hot  water  in  closed 
pipes  was  said  to  be  like  having  gunpowder  in  the  room ;  and 
although  I  shewed  it  to  persons  anxious  to  have  some  heating 
apparatus  in  my  own  apartments,  where  I  was  daily  sitting,  I 
seldom  could  convince  them  tiiat  it  was  safe. 

Mr.  Josiah  Parkes,  civil  engineer :  Had  been  much  employed 
in  connexion  with  steam  engines,  steam  boilers^  and  the  genera- 
tion of  steam^  and,  at  the  request  of  Mr.  Perkins,  had  made  ex- 
periments on  the  safety  of  the  boiler.  The  body  of  the  boiler 
should  be  properly  termed  a  recipient  of  water  and  steam,  inas- 
much as  no  fire  heat  is  applied  to  any  portion  of  it.  The  fur- 
nace is  composed  of  tubing,  which  is  arranged  in  such  a  manner 
as  to  take  advantage  of  all  possible  heat>  the  fire  being  made 
upon  and  surrounded  by  it.  The  heat  is  immediately  commu- 
nicated ;  first  to  the  coil  of  pipe  in  the  fire,  and  the  water  is  put 
into  rapid  circulation ;  it  passes  along  to  the  upper  coil  of  pipe 
in  the  boiler  (the  water  in  the  recipient  being  three  or  four 
inches  over  the  coil),  and  as  the  water  in  the  pipe  becomes  cool 
by  the  absorption  of  the  heat  by  the  water  in  the  boiler,  it  be- 
comes heavy  and  descends,  and  continues  in  its  circulation  back 
again  to  the  place  where  the  fire  is,  when  it  again  takes  up  heat, 
and  by  that  means  the  circulation  is  maintained.  One  great  ad- 
vantage resulting  from  this  system  is,  that  almost  absolute  safety 
from  explosion  is  obtained :  it  is  scarcely  possible  for  a  case  of 
explosion  to  take  place  with  such  a  boiler ;  and  I  do  not  know  of 
any  other  as  to  which  I  could  even  approach  to  that  expression, 
and  give  an  opinion  of  perfect  safety.  The  water  in  the  boiler 
is  only  three  inches  above  the  hot  water  pipes ;  the  steam  is 
generated  in  the  part  above  them :  I  think  it  probable  that  no 
•team  is  generated  below  them,  consequently  the  water  is  not 
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In  tK$  Prtoy     put  into  a  State  of  ebullition  at  the  bottom :  there  is  no  heat  at 
FdTa  1845     *^®  bottom,  and  hence  the  lifting  of  the  safety  valve,  whidi  in 
ordinary  boilers  so  frequently  causes  the  whole  water  to  be  pot 
into  commotion  and  to  quit  the  bottom,  has  no  such  effect  upon 
the  water  in  this  boiler:  finding  this  to   be  the   case,  I  re- 
solved upon  an  experiment  which  certainly  no  man  in  bis  senaei 
would  make  upon  an  ordinary  boiler :  I  evaporated  by  d^rees 
the  whole  of  the  water  in  the  boiler  until  it  was  dry;  I  kept  it 
so  for  half  an  hour,  keeping  a  tremendous  fire  all  the  time,  yet 
nothing  occurred.    The  fire  merely  heated  the  water  in  the  cir- 
cuit of  pipe,  and  no  harm  could  happen  'to  it,  because  the  ex- 
pansion, or  safety  valve,  allows  for  this  extra  pressure,  and  rises 
in  proportion:  the  boiler  was  then  an  empty  vessel,  exoefit 
perhaps  a  portion  of  vapour  in  a  state  of  surcharged  hea^  and 
in  this  condition  I  pumped  cold  water  in  suddenly  at  50** ;  as  it 
rose  up,  pure  steam  began  to  be  generated,  until  it  finally  co- 
vered the  coil  of  pipe :  when  the  safety  valve  rose,  the  engine 
was  started,  and  everything  went  on  as  before :  now  if  this  had 
been  done  to  a  common  boiler,  it  would  instantly  have  exploded. 
The  circumstance  of  the  boiler  being  dry,  or  nearly  so,  is  one  of 
the  causes  of  the  accidents  that  happen ;  that,  and  the  effect  of 
deposits,  are  the  frequent  occasions  of  explosion.    The  arrange- 
ment of  the  circuit  of  pipe  is  calculated  to  prevent  its  bursting, 
and  the  moment  the  temperature  and  the  pressure  of  water  ar- 
rives at  a  dangerous  point,  the  valve  would  rise  and  regulate  die 
pressure ;  but,  in  the  event  of  its  arriving  at  that  pressure,  and 
bursting,  no  injury  could  happen  to  any  person,  for  the  quantity 
of  water  contained  in  the  whole  circuit  of  pipe  does  not  exceed 
sixteen  gallons,  and  besides  this,  the  steam  which  would  iasae 
being  what  is  termed  ^'  high  steam,''  would  come  out  so  cold  as 
to  be  harmless :  I  have  burst  many  of  these  pipes,  and  been 
present  at  their  purposed  bursting,  when  the  result  has  been 
practically  proved.     In  bursting  the  pipes,  the  water  does  not 
come  out  at  once ;  the  pipe  bursts  with  a  slight  slit,  then  the 
immediate  easing  which  takes  place  from  the  bursting  allows  it 
to  come  through  not  as  water,  but  as  very  high  steam,  which  is 
cold  to  the  touch.    If  the  cock  in  a  locomotive  engine,  working 
at  60  or  70  lbs.  pressure,  is  opened,  and  you  were  to  place  your 
hand  at  a  short  distance  from  it,  you  would  feel  it  cold :  it  is 
hot  when  in  the  boiler,  but  when  issuing  from  an  aperture  under 
high  pressure,  it  is  cold.     I  believe  that  Mr.  Herapath  bar 
stated  a  case  in  which  steam,  at  a  very  high  pressure  indeed 
has  absolutely  been  known  to  have  given  a  temperature  o 
freezing  point  to  the  thermometer.     Priming  is  another  greal 
cause  of  insecurity  in  boilers,  that  is,  the  water  in  the  boiler 
by  the  action  of  the  fire  at  the  bottom,  is  driven  out  witJi  th< 
steam ;  and  in  marine  boilers,  when  two  or  more  are  placed  to- 
gether, it  is  very  common  that  one  of  them  will  pour  its  contents 
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into  the  other  so  rapidly^  that  one  may  be  absolutely  dry  when  In  theFrhpjf 
the  others  are  fiill,  and  yet  they  are  fed  by  the  same  appara-  ^['3''i645. 
tuB :  this  is  called  ''  canting/'  it  also  is  to  be  attributed  to 
the  action  of  fire  at  the  bottom.  Neither  of  these  circumstances 
can  take  place  in  this  boiler.  No  injury  whatever  can  occur 
from  the  deposit  at  the  bottom,  because  no  heat  is  applied  at 
that  part:  the  boiler  I  ordered  of  Mr.  Perkins  I  worked  two 
years;  there  was  one  part  lower  than  the  rest:  from  that  part 
the  deposit  which  settled  eyery  day  was  blown  out :  after  work- 
ing a  year  it  was  examined^  and  there  was  not  a  basin  full  of  de* 
posit :  the  boiler  was  quite  clean.  I  never  heard  of  such  an  in- 
stance in  a  common  boiler.  The  deposit  in  common  boilers  is 
a  very  serious  thing.  I  could  have  brought  specimens  of  cal- 
carious  deposits  so  hard  at  the  bottom  of  boilers  that  it  is  im- 
possible to  dislodge  them ;  the  consequence  is^  the  bottom  of 
the  boiler  is  greatly  injured^  and  finally  rendered  perfectly  use- 
less. It  is  a  singidar  fact^  that  in  Manchester  a  great  proportion 
of  the  steam-boiler  explosions  have  occurred  after  lighting  the 
fires  afresh  on  the  Monday  morning,  that  is^  after  the  lapse  of 
Sunday,  when  the  dirt  has  been  allowed  to  settle  at  the  bottom. 
The  contact  of  the  fire  with  the  metallic  surface  of  a  boiler  is 
attended  with  danger.  In  common  boilers  the  safety  valve  is 
a  source  of  danger ;  there  have  been  frequent  instances  of  ex- 
plosions occurring  at  the  very  instant  of  the  rising  of  the  safety 
valye.  I  believe  every  one  of  these  sources  of  danger  in  common 
boilers  to  be  avoided  in  this  boiler.  I  know^  as  an  engineer, 
that  the  prejudice  against  any  new  boiler  is  very  great — but  I 
would  scarcely,  however,  use  the  word  '^  prejudice.''  A  steam 
boiler  is  a  thing  of  such  great  importance  to  an  engineer,  that  he 
will  not  use  a  new  one  till  there  has  been  very  considerable  expe- 
rience of  it.  In  my  mind  I  think  I  should  not  have  prejudice 
against  anything,  but,  as  an  engineer,  I  must  have  certain  expe- 
rience, or  very  satisfactory  evidence,  to  induce  me  to  adopt  it : 
and  to  manufacturers,  the  failure  of  a  boiler  would  be  of  such 
serious  consequences,  that  unless  its  certainty  was  well  esta- 
blished, they  would  not  venture  upon  any  novelty. 

When  pipes  are  put  together  in  the  manner  described  by  Mr. 
Perkins,  the  joint  is  absolutely  as  solid  as  the  pipe  itself. 

Mr.  Wm.  Dennison,  clerk  of  the  works  at  the  British  Mu- 
seum :  There  are  33  stoves  with  Mr.  Perkins's  apparatus  at  the 
British  Museum,  under  my  superintendence ;  length  of  piping 
about  33,000  feet ;  when  I  first  went,  there  were  three  stoves, 
and  since  that  30  have  been  added ;  the  system  is  safe,  cleanly, 
and  economical :  it  has,  from  time  to  time,  superseded  all  that 
were  used  before. 

Mr.  M.  Doyle,  steward  of  Lincoln's  Inn  :  The  dining  hall 
and  chapel  of  Lincoln's  Inn  are  warmed  by  Mr.  Perkins'  sys- 
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In  tks  Privy     tem ;  also  the  courts  of  the  Vice  Chancellora.    There  have  bee& 
Feb!  3  1845     ^^  complaints  as  to  the  warming  and  ventilation. 

Mr.  J.  B.  Bunninff,  architect  and  clerk  to  the  works  of  the 
corporation  of  London :  The  apparatus  of  Mr.  Perkins  is  naed 
in  several  public  buildings  belonging  to  the  corporation,  in  the 
city  schools^  and  several  police  stations,  and  in  my  own  house. 
I  highly  approve  of  it. 

Mr.  Wm.  Humphrey,  steward  to  the  Archbishop  of  Canter- 
bury :  The  apparatus  of  Mr.  Perkins  has  been  erected  at  Lam- 
beth Palace ;  one  was  erected  13  years  ago,  and  the  others  have 
some  time  been  added ;  his  Grace  has  now  five  in  all.  They 
have  answered  entirely :  the  last  was  completed  two  or  three 
days  ago ;  one  warms  the  guard  chamber,  another  the  library,  a 
third  the  chapel,  which  was  always  a  very  cold  building,  and 
there  are  two  at  Addington. 

Dr.  Alphonso  Normandy :  I  have  a  patent  for  the  mannbe- 
ture  of  soap,  and  have  employed  Mr.  Perkins'  apparatus  thereiii. 
The  old  mode  of  boiling  soap  was  by  an  open  fire  under  pans: 
to  this  there  are  many  objections.  Soap  is  an  exceedingly  bad 
conductor  of  heat,  and  if  you  were  to  put  soap  into  a  pan  and 
apply  that  pan  to  a  naked  fire,  the  portion  of  soap  inomediately 
in  contact  with  the  fire  would  become  burnt  before  the  whofe 
mass  could  have  been  heated  or  liquefied  by  heat.  By  Mr.  Per- 
kins' apparatus,  on  the  contrary,  I  am  enabled  to  difiuse  Ae 
heat  through  the  whole  mass  of  the  soap  by  pervading  it  with 
the  pipe ;  and  at  the  same  time,  knowing  that  soap  begins  to  be 
charred  at  a  temperature  of  about  300°,  I  am  enabled  to  adjust 
the  apparatus  so  as  to  prevent  injury  by  the  difiusion  of  too 
much  heat  The  objections  to  a  naked  fire  are  avoided  by  this 
system,  and  you  get  heat  enough,  and  not  too  much,  by  dif- 
fusing it.  It  is  much  less  expensive  than  steam  pipes,  without 
the  inconvenience  of  bursting  and  the  contingencies  of  a  steam 
boiler.  I  am  so  satisfied  with  this  mode  of  heating,  that 
having  taken  out  a  patent  for  shellac,  there  is,  at  this  moment^ 
an  order  for  another  apparatus. 
Accounts.  A  witness  was  then  called  to  prove  the  accounts,  but  certain 

discrepancies  appearing  on  the  face  of  the  accounts  put  in  and 
the  estimate  of  profits,  their  lordships  intimated,  that  they 
could  not  rely  upon  the  accounts  as  presented. 

Lord  Campbbll  :  It  would  be  desirable  before  such  cases 
are  heard,  that  the  balance  sheet  should  be  handed  over  to  the 
Solicitor  for  the  Treasury,  to  examine  it  before-hand. 

M.  D.  Hill,  QL.  C.  :  That  would  be  a  most  wholesome  rale. 
I  feel  the  truth  of  all  your  lordship  has  said. 

Lord  Campbell:  We  cannot  undertake  to  analyse  Ae 
accounts. 

Sir  F.  ThesigeTy  S.6.:  I  am  quite  incompetent  upon  the 
present  occasion  to  analyze  it,  for  I  could  not  follow  it. 
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Lord  Campbell  :  That  is  the  great  point  upon  which  the  Jn  ths  Prwy 
officers  of  the  crown  wish  to  be  satisfied  upon  this  occasion,  f^^^^'^^^^ 
We  are  bound  to  watch  this  very  narrowly,  because  the  ground  Accounts  must 
of  this  application  is^  that  you  have  not  received  sufficient  re-  be  strictly 
moneration  from  the  patent.    We  have  no  reason  to  suspect  ^^^^ 
that  your  case  is  not  perfectly  sincere,  but  we  are  bound  to  see 
that  it  is  proved  satisfactorily. 

M.  D.  Hillj  Q.  C. :  On  the  part  of  the  patentee,  I  am  anxious 
it  should  undergo  the  severest  scrutiny,  and  therefore,  if  your 
lordships  think  that  the  error  which  has  been  committed  pre- 
yents  your  feeling  perfect  confidence,  as  I  admit  it  naturally 
does,  in  our  case,  probably  your  lordships  would  desire  that  this 
should  stand  over,  and  we  will  act  upon  that  rule  which  my 
Lord  Campbell  has  suggested, — ^whether  it  is  the  pleasure  of 
your  lordships  to  lay  it  down  as  a  general  rule,  of  course  we 
have  nothing  to  do  with,  but  we  will  act  upon  it  in  this  case. 

Lord  Langdalb  :  Their  lordships  are  agreed  upon  this,  that 
after  the  discovery  of  such  errors  in  the  account,  it  is  impos- 
sible in  the  present  state  of  the  case  to  proceed, — but  their 
lordships,  I  believe,  are  not  at  all  indisposed  to  afford  you  an 
opportunity  of  giving  better  evidence. 

Ifitf,  Q.  C. :  We  are  desirous  that  the  crown  should  have  the 
fullest  means  of  investigating  and  testing  the  truth  of  these 
accounts ;  and  whatever  my  learned  friend  or  the  Solicitor  for 
the  Treasury  may  desire  to  have  by  way  of  testing  the  account, 
I  am  sure  we  shall  be  most  happy  to  give;  without  reference  to 
whether  it  could  be  called  for  legally  or  not,  we  shall  be  happy 
to  do  it. 

Sir  F.  TTiesigeTf  S.  G. :  There  would  be  very  great  incon- 
venience in  imposing  this  duty  upon  the  Solicitor  of  the  Trea- 
sury. It  is  almost  impossible  for  him  to  examine  books  of  this 
kind  to  ascertain  whether  the  account  is  correct.  There  is  no 
accountant  at  the  Treasury  who  can  go  through  the  books. 

Lord  Campbell  :  The  account  may  be  handed  over  to  the 
Solicitor  for  the  Treasury  before-hand,  that  it  may  be  seen 
what  the  case  is. 

Adjourned. 


Cor.  Lord  Langdale,  M.  R. ;  Sir  J.  L.  Knight  BrucCy  V.  C. ;    Feb.  li,  1846. 
Dr.  Luskington;  Mr.  Pemberton  Leigh. 

M.  D.  HUl,  QL  C.  :  The  petitioner  has  placed  his  books  in 
the  hands  of  Mr.  Jackson,  an  eminent  accountant,  who  has 
made  a  report,  from  which  it  appears  that  the  general  results  of 
the  books,  upon  the  system  of  examination  which  he  has  pur- 
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In  thtPHvy  Bued,  and  which  is  different  from  that  adopted  by  tbe  vitoesi 
Feb"i'/  184^.  ^^^  ^^  ^®  ^^  occasion^  are  nearly  the  same  as  previously 
given ;  the  discrepancies  which  were  discovered  by  your  hd- 
ships  having  arisen  from  a  deduction  of  £10.  p^  cent  made 
by  the  witness^  but  not  explained  at  the  time^  in  respect  d 
matters  not  belonging  to  the  patent  business^  but  wbich^  from 
the  manner  in  which  the  books  had  been  kept,  it  ivas  Toy 
difficult  to  separate  item  by  item  in  the  accounts. 

Mr*  Joseph  Jackson,  an  accountant  in  the  city  of  London: 
Had  examined  the  petitioner's  books,  and  had  made  a  rqpoit  ss 
to  the  result,  which  has  been  put  in.  The  books  indodem 
the  business  done,  as  for  the  hot-water  patent,  a  large  amount 
of  sales  having  nothing  to  do  with  the  patent,  as  hydrsolic 
pumps,  machines,  and  matters  which  might  have  been  supplied 
by  any  person  without  violating  the  patent.  These^  so  &r  as 
the  time  would  allow,  have  been  excluded  from  the  profits  of 
the  patent,  but  there  is  still  a  large  amount  of  contract  work 
not  separated,  and  containing  chaises  for  work  that  might  ha^ 
been  done  by  any  person.  The  amoimt  of  profits  assigned  by 
the  report  to  the  hot-water  patent, — an  allowance  of  £400  a 
year  to  Mr.  Perkins,  and  other  charges  being  deducted— is 
j£7498,  but  subject  to  a  further  reduction  for  the  profit  on  the 
contract  work  already  referred  to.  The  other  matters  mixed 
up  with  the  patent  business  would,  if  examined,  be  to  the  ad- 
vantage of  the  petitioner  by  reducing  the  profits ;  no  further 
examination  would  enable  me  to  increase  the  profits. 

Sir  F.  TTieriffery  S.  G. :    I  am,  on  the  part  of  the  crown,  ex- 
tremely unwilling  to  press  anything  adversely  to  the  petitioner, 
but  it  being  well  known  that  the  amount  of  profits  in  different 
years  is  an  important  element  for  your  lordships'  considera- 
tion, the  petitioner  ought  to  have  come  prepared  with  the  follest 
information  to  enable  that  matter  to  be  decided.    The  aort 
of  information  which  would  be  required  must  have  been  well 
known  to  the  party. 
The  amount  of     Lord  Langdale  :  I  have  some  doubt  whether  there  hare 
Ferenfyean'     ^^^^  ^^^^  ^^  distinctly  laid  down,  that  they  had  an  opportaidtf 
material.  of  acquainting  themselves  with  what  is  required.     I  very  mudi 

agree  with  the  tendency  of  your  observations  in  all  other 
respects.  I  think  it  is  a  most  material  consideration  to  know 
in  what  ratio  the  profits  have  increased,  if  they  have  increased 
from  year  to  year.  This  is  a  case  in  which  the  patentee  has 
been  more  than  reimbursed.  He  has  had  something  towards 
the  satisfaction  of  the  word  in  the  statute,  ^'remuneration.'' 
But  how  much,  and  what  is  his  prospect  of  future  increase, 
does  not  appear. 
Their  lordships  having  deliberated, — 

Lord  Langdale  :    It  appears  to  their  lordships  that  this 
patent  is  a  patent  for  an  invention,  so  useful  that  it  may  very 
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probably  be  the  duty  of  their  lordships  to  recommend  to  her  in  the  Privy 

Majesty  to  prolong  the  term;  but  that  the  amount  of  annual  p^^,^  j]'  1345^ 

profits  which  has  been  already  realized  by  the  patentee^  is  of 

80  much  importance  in  the  consideration  of  the  length  of  time 

that  ought  to  be  given^  that  their  lordships  cannot  proceed  to  The  annual 

oome  to  any  conclusion  upon  this  subject  without  further  and  Pertained. 

better  information  than  they  already  have  upon  it*     They  must 

Aerefore  require  the  applicant  upon  this  occasion  to  provide 

better  and  more  particular  evidence  as  to  the  profits  which  have 

been  made  in  each  year,  so  that  their  lordships  may  have  the 

best  information  ^ich  can  be  obtained  upon  the  subject*    And 

in  order  that  that  may  be  obtained,  they  are  disposed  to  give 

that  time  to  do  it  which  is  necessary.     A  future  time  must  be 

appointed  for  the  consideration  of  this  matter.     We  feel  that 

we  are  extending  very  great  indulgence  to  the  parties,  and 

exposing  the  crown   (as  we  think,  in  a  manner  much  to  be 

lamented)  to  great  inconvenience  and  to  considerable  cost  to 

come  here  again. 

Adjourned. 


Car.  Lord  Brtmgham;  Lord  Langdale,  M.  R. ;  Sir  J.  L.  Knight  ^'j^  ^^ 
Bruce;  Dr.  Lushington;  Mr.  Pemberton  Leigh. 

Mr.  Joseph  Jacksw^  recalled :  I  have  examined  the  books  of 
the  petitioner  for  the  purpose  of  ascertaining  the  profit  made 
year  by  year;  it  is  shewn  in  the  statement  annexed  to  the  report 
which  has  been  handed  in : — ^Amount  of  yearly  sales  of  patent 
apparatus,  j£54,920 ;  materials,  labour,  tools,  and  expenses,  be- 
longmg  to  the  sales,  £Alfi%2 ;  bad  debts,  £2296 ;  law  costs, 
£166;  leaving  JS15,176  as  the  amount  of  profit,  subject  to  the 
foUowing  deductions : — cost  of  materials  and  labour  in  experi- 
ments upon  the  hot- water  apparatus,  and  of  patents,  £500; 
interest  at  5  per  cent,  on  the  average  amount  of  capital  for 
twelve  years,  at  £225  a  year,  £2700 ;  personal  attendance  of 
Mr.  Perkins  in  the  business  of  the  patent,  13}  years,  at  £400 
a  year,  £5400*;  total,  £8600;  leaving  £6576  as  net  profit  from 
the  patent  business,  subject  to  be  reduced  should  any  unpaid 
debt  prove  bad.  I  have  allowed  £400  a  year  as  the  sum  that 
Mr.  Perkins  informs  me  he  must  have  paid  to  a  person  for 
the  same  work  and  labour  which  he  himself  performed:  the 
business  is  one  requiring  much  attention;  it  requires  a  prin- 
cipal to  guide  the  labour  of  others,  and  also  great  skill ;  from 
my  knowledge  of  trade  and  manufactures,  I  should  say  that 
£400  a  year  for  a  person  of  skill  and  diligence  in  a  concern  of 
which  tiie  accounts  amount  to  £65,000  is  not  extravagant: 
there  would  be  a  good  deal  of  supervision  required. 

Lord  Bbouoham:  Their  lordships  are  of  opinion,  that  this  Judgment. 

VOL.  II.  D 
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In  ths  Privy  case  deserves  an  extension,  though  not  to  the  fall  term  prayed 
^?io  1845.  ^^^*  ^^  must  always  be  considered^  as  I  have  had  firequent  oc- 
casion to  state  before,  but  in  consequence  of  what  has  been 
said  by  the  learned  counsel  it  must  be  again  stated,  that  it  is 
by  no  means  a  matter  of  course  that  an  application  of  this  sort, 
even  when  it  b  not  opposed,  should  be  granted.  We  are  hoe 
by  the  authority  of  die  legislature,  given  to  us  to  advise  the 
Queen,  to  protect  her  from  rashly  and  inexpediently  for  the 
public  granting  an  extension,  which  formerly  used  to  require  a 
solemn  and  deliberate  act  of  all  the  three  branches  of  the  1^^ 
lature,  involving  a  double  inquiry,  together  with  an  opinion  of 
the  Government  itself.  Now  it  becomes  our  duty  to  examine 
minutely,  and  very  often  to  examine  minutely,  where  there  is 
no  party  to  oppose  except  the  crown  counsel,  before  we  report 
or  advise  for  any  certain  period  of  extension,  or  for  any  exten- 
sion  at  aU. 

Taking  aU  these  circumstances  into  consideration,  taking 
into  consideration  the  merits  of  the  patent,  and  the  oonsiderahie 
profit,  though  not  perhaps  exorbitant,  which  has  been  made, 
their  lordships  are  of  opinion  that  they  ought  to  advise  her 
Majesty  to  extend  this  patent,  which  is  an  ingenious  and  useful 
invention,  for  the  period  of  five  years  from  the  termination  of 
the  present  patent. 

Kxtension  for  five  years  (r). 


WooDCROFT^s  Patent. 

March  iith,  CcT.  Lord  President;  Lord  BrougJum;  Dr.  Imhingtim. 

This  ¥ras  an  application  under  the  statutes  5  &  6  W.  4,  c  85, 
s.  4,  and  7  &  B  Vict.  c.  69,  s.  2,  for  an  extension  of  the  term  of 
letters  patent  dated  at  Westminster  22nd  March,  1832,  and  at 
Edinburgh  21st  May,  1832,  granted  to  the  petitioner,  Bennet 
Woodcroft,  for  ^^  certain  improvements  in  the  construction  and 
adaptation  of  a  revolving  spiral  paddle  for  propelling  boats  and 
other  vessels  on  water''  (a). 


{%)  New  letters  patent  were  granted  to  A.  M.  a  shaft  or  cylinder  of  any  convenient  length  i&d 

Perkins,  of  Francis- street  J  Regent-sauare,  Lon-  diameter,  in  such  form  that  the  anffle  of  inctioi. 

don,  sealed  at  Westminster,  the  2l8t  day  of  July,  tion  which  the  worm  makes  with  the  axis  of  the 

1846,  for  five  years  from  the  30th  insUnt;  and  at  cylinder  continually  decreases,  and  the  pitch  sr 

Edinburgh,  the  11th  day  of  November,  for  five  distance  between  the  eoila  or  revolutions  of  the 

years  from  the  2d  of  November,  1846.  spiral  continually  increases,  throughout  the  whole 

(a)  Sftc^icatMn, — "  1,  the  said  Bennet  Wood-  length  of  the  shaft  or  cylinder  upon  which  tke 

croft,  do  hereby  declare  that  my  said  invention  spiral  is  formed,  the  effect  of  whi^  constructioB 

consists  in  a  spiral  paddle  made  of  wood,  metal,  is  as  follows  : — The  spiral  paddle  being  made  to 

CM-  any  other  suitable  material,  of  the  following  rotate  in  the  water  when  the  commencement  of 

construction,  by  the  revolution  of  which  boats  or  the  spiral  blade,  or  that  part  of  it  which  forms 

other  vessels  may  be  propelled  on  water ;  that  is  the  greatest  angle  with  the  shaft,  acts  upon  the 

to  say,  a  spiral  worm,  blade  or  screw  coiled  round  water,  it  gives  to  it  an  impetus  or  motion  towaids 
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The  petition  stated  that  before  March,  1832,  the  attention  of  ^  tJ^i  Privy 
the  petitioner  had  been  directed  to  the  question  of  submarine  pro-  Mar.  1 1,'  1846. 
pellers,  from  a  consideration  of  the  national  importance  of  having  ^«^m^ 
the  instruments  of  propulsion  out  of  the  reach  of  shot,  and  as 
ft  means  of  avoiding  the  surge  or  swell  occasioned  by  paddle* 
wheels.  That  public  attention  had  been  directed  to  this  subject 
on  the  continent  as  early  as  1727;  and  in  1802,  a  Mr.  John 
Shorter,  in  this  country,  is  said  to  have  successfully  applied  a 
propellor  to  H.M.S.  Doncaster  by  eight  men  and  a  capstan. 
That  from  1802  to  1832  several  plans  for  screw  propulsion 
were  made  the  subject  of  patents;  but  they  attracted  little 
notice,  owing  probably  to  the  success  which  had  attended  the 
introduction  of  the  paddle-wheel,  and  to  the  inventive  genius 
of  the  country  being  directed  to  perfecting  that  class  of 
machinery.  That  in  all  the  screws  suggested  previous  to  1832 
the  blade  had  been  formed  with  a  uniform  pitch  or  incline,  but 
the  petitioner's  screw  was  a  blade  so  coiled  round  a  shaft  or 
cylmder  that  the  angle  of  inclination  of  the  worm  with  the  axis 
of  die  shaft  or  cylinder  continually  decreases,  and  the  pitch  or 
distance  between  the  coils  continually  increases,  throughout  the 
whole  length  of  the  shaft  upon  which  the  spiral  is  formed. 
That  from  the  elongation  of  the  pitch  of  the  spiral,  each  succes- 
sire  part  begins  to  act  before  it  is  overtaken  by  the  current 
given  to  the  water  by  the  action  of  tiie  preceding  part,  and  con- 
lequentiy  every  part  meets  with  resistance  from  the  water, 
whereby  a  proportion  of  propelling  power  is  gained,  and  the 
loss  from  what  is  technically  called  the  slip  in  the  old  screw 
propeller  is  avoided. 

The  petition  then  stated  the  grant  of  the  several  letters 
patent,  the  enrolment  of  the  specification,  and  various  attempts 
to  make  the  invention  known,  and  to  obtain  its  adoption  in 
lieu  of  the  paddle-wheel. 

tlie  htA  end  of  the  paddle,  thus  creating  a  cur*  particular  ratio  or  degree  of  increasing  pitch  or 

Rnt  in  the  direction  of  the  spiral.    If  this  current  inclination  in  the  spiral  blade  of  my  said  paddle, 

were  to  reach  the  succeeding  or  following  parts  And  I  claim  as  of  mv  invention  the  construction 

of  the  spiral  paddle  before  those  parts  take  their  and  adaptation  for  the  purpose  aforesaid  of  a 

•etion  upon  the  water,  such  following  parts  would  spiral  paddle,  in  which  the  pitch  or  inclination  of 

■Ofe  in  or  keep  pace  only  with  the  current,  and  toe  spiral  blade  to  the  axis  of  the  paddle  oon- 

*oqU  therefore  meet  little  or  no  resistance  from  tinuallv  increases,  whatever  be  the  ratio  or  degree 

tke  receding  water,  and  a  part  or  the  whole  of  of  such  increase.     And  I  further  declare  that, 

their  action  would  be  lost  or  without  effect.    But  although   I  have  hereinbefore  described  several 

h]rprogTC8Bveljr  elongating  the  pitch  of  the  spiral,  combinations  of  mj  said  improved  paddles   in 

ooi  successive  part  of  the  spiral  be^ns  to  act  order  to  illustrate  the  use  and  employment  thereof 

Mrs  it  is  overtaken  by  the  coirent  given  to  the  for  the  purpose  of  propelling  boats  or  other  ves- 

vtter  by  the  action  of  the  preceding  part  of  the  sels  in  water,  yet  1  do  not  confine  myself  to  any 

ipinl,  and  consequently  every  part  meets  resist-  particular  arrangement  or  combination  of  my  said 

uee  from  Uie  water  and  thereby  gains  a  portion  paddles  in  the  employment  thereof  for  the  afore- 

<^  propelling  power."   The  specification  then  pro*  said  purpose,  nor  do  I  confine  myself  to  any  per- 

ceeds  to  dMcribe  by  reference  to  the  annexed  tacular  number  of  paddles  to  be  so  employed, 

<havhigs  the  construction  of  the  screw  propeller,  inasmuch  as  my  said  improved  paddles  may  be 

end  condndes  as  follows : — *'  And  I  declare  that,  employed  for  the  purpose  aforesaid  in  various  ar- 

^hhough  I  consider  a  spiral  blade  so  produced  as  ranffements  and  comoinations,  and  either  singly 

•foresud  the  best  adapted  for  a  paddle  for  the  said  or  in  combinations  of  two  or  more.      In  wit- 

povpoaeofpropellingboatsorothervesselsonwater,  ness,"  &c. 
I  do  not  confine  myself  to  the  aforesaid,  or  to  any 
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In  the  Privy  That  in  1839  a  bill  was  brouirht  into  Parliament  for  inoor- 
Mar.ii,  1846.  po^tii^g  ^^  ^^^^V  Propeller  Company^  with  a  capital  of 
jS  100,000^  and  enabling  them  to  work  a  patent  of  F.  P.  Smith, 
granted  subsequently  to  the  patent  of  your  petitioner^  and 
which  bill  your  petitioner^  conceiving  it  would  give  an  unfair 
advantage  to  a  subsequent  patentee^  opposed^  but  withoot 
success  (b).  That  notwithstanding  the  capital^  influence,  and 
advantages  of  that  Company^  and  die  exertions  of  the  petitioner 
and  others,  this  mode  of  propulsion  is  but  just  coming  into  use. 
That  the  petitioner  has  had  but  limited  pecuniary  means  at  hii 
disposal^  and  has  hitherto  incurred  a  loss,  but  has  now  a  reason- 
able prospect  of  deriving  some  remuneration  from  his  invoition, 
several  persons  having,  during  the  year  1843,  taken  licenses  for 
the  use  of  his  invention.  That  the  further  term  of  seven  yean 
would  not  suffice  for  his  reimbursement  and  remuneration. 
The  petition  prayed  an  extension  for  fourteen  years. 
Notice  of  Ob-  The  application  was  opposed  by  the  Ship  Propeller  CSompany 
J^'^^*^^'  on  the  grounds  that  the  application  of  the  screw,  as  described 

in  the  specification,  was  not  an  invention  of  practical  utility; 
that  F.  P.  Smith,  and  not  the  petitioner,  is  the  inventor  of  the 
system  of  screw  propulsion  now  likely  to  come  into  general  use; 
that  the  merit  of  introducing  the  screw  is  due  to  F.  P.  Snnth 
and  the  Ship  Propeller  Company,  and  not  to  the  petitioner; 
that  the  failure  of  the  petitioner  and  other  persons  to  introdiice 
screw  propulsion  was  fh>m  want  of  merit  and  practical  utility  in 
their  respective  inventions,  rather  than  from  want  of  pecuniary 
means  and  of  opportunity  of  brin^g  the  inventions  before  the 
public. 

JerviSf  CLC.  and  Montague  Smith  appeared  in  support  of  the 
petition,  and  Sir  F.  Kelfyy  S.O.  and  Webster,  in  opposition  to 
the  petition  on  behalf  of  tiie  Ship  Propeller  Company. 

Jervis,  Q.C.  in  support  of  the  petition :  The  invention  wbidi 
is  the  subject  of  the  petitioner's  patent  is  altogether  different 
in  principle  from  any  that  previously  existed,  and  is  firee  firom 
the  objections  which  prevented  the  others  coming  into  nse. 
The  advantages  of  screw  propulsion  are  economy,  as  compared 
with  paddle-wheels — safety,  from  its  position,  not  being  ex- 
posed to  shot  or  waves — better  steerage,  and  freedom  fifom 
vibration — absence  of  side  weights,  the  paddles  being  a  great 
encumbrance.  Previous  inventions  failed  partiy  from  defects  in 
construction ;  partly  from  inability  to  procure  funds  or  to  divert 


(fr)  See  2  &  3  Vict.  c.  93  (L.  &  P.)  :  "  An  to  an  extent  greater  than  is  wamnted  by  law.  or 

Act  for  forming  and  regulating  a  Company,  to  than  could  l^  justified,  except  in  the  case  of  a 

be  called   '  The  Ship  Propeller  Company/  and  new  invention  of  extraordinary  public  utiUty.  sad 

to  enable  the  said  Company  to  purchase  certain  which  could  not  be  brought  into  adequate  pn^ 

letters  patent."     The  petition  in  opposition  to  the  tice  without  powers  greater  than  could  be  coa- 

act  stated,  as  special  grounds  of  opposition,  that  fcrred  except  by  Act  of  Parliament    That  the 

it  would  be  injurious  to  the  interests  of  the  pe>  invention  or  SmiUi  was  neither  useful  nor  new. 

titioner;  that  it  sought  to  establish  a  monopoly  and  greatly  inferior  to  the  invention  of  WbodcroA. 
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attention  from  the  paddle-wheels.  The  earliest  patent  is  Lyttle-  ^  the  Privy 
ton's,  in  1794,  for  a  screw  propeller  of  three  blades  or  threads,  m!^i,  i846. 
and  though  worked  by  a  capstan  and  hand  power  it  involved 
the  principle  of  screw  propulsion.    Then  came  Shorter's,  in 
June,  1800,  which  consisted  of  two  vanes  like  a  smoke-jack,  but 
was  not  submerged;  the  apparatus  was  fastened  to  the  sides  of 
the  vessel  by  outriggers  which  moved  and  adapted  themselves 
to  the  motion  of  the  vessel  by  a  universal  joint ;  this  was  found 
to  be  inoperative.     In  November,  1813,  Trevithick  had  patents 
for  a  screw,  and  in  July,  1816,  Millington  had  a  patent  for  an 
apparatus  like  a  smoke-jack  placed  behind  the  rudder;  this, 
like  Shorter's,  was  worked  with  a  universal  joint.     In  February, 
1825,  a  Mr.  Perkins  had  a  patent  for  two  vanes  on  a  hollow 
Bhaft,  and  two  on  a  solid  shaft,  which  passed  through  the  hollow 
one;  these  shafts  worked  in  opposite  directions  outside  the 
mdder,  and  they  passed  each  other  when  in  a  vertical  position ; 
the  axes  were  above  the  water.    In  1829,  Cummerow  had  a 
patent  for  the  invention  of  a  foreigner.    The  specification  was 
translated  by  a  person  ill  acquainted  with  English ;  and,  though 
a  beautiful  invention,  it  is  not  possible  to  carry  it  out  as  spe- 
cified.   It  was  for  a  single  turn  of  a  perfect  screw  upon  an  axis 
running  parallel  to  the  keel,  and  fixed  to  a  stage  erected  out 
behind  the  vessel  for  the  purpose ;  the  rudder  in  that  case,  as 
in  the  petitioner's,  having  the  rudder  post  only  between  itself 
and  the  screw  and  being  placed  beyond  the  screw,  and  the 
invention  was  the  application  of  a  perfect  screw  to  the  propul- 
sion of  vessels.    Next  comes  the  patent  of  the  petitioner  in 
March,  1832. 

The  inventions  previous  to  the  petitioner's  consisted  of  a 
perfect  screw  of  one  or  more  turns ;  that  is,  of  a  line  or  of  a 
plane  wound  round  a  cylinder ;  but  the  petitioner's  consists  of 
a  portion  of  a  circle  wound  round  a  cylinder,  the  effect  of  which 
is,  that  as  the  pitch  increases  it  gives  a  free  operation  for  every 
portion  of  the  screw  in  the  water ;  it  economizes  the  power,  and 
to  a  certain  extent  destroys  the  vibration.  If  a  screw  work  in 
a  fixed  nut,  the  propulsion  would  take  place  according  to  the 
rapidity  of  its  rotation,  and  if  the  water  were  rigid,  so  as  to  form 
a  nut,  the  same  effect  would  be  produced ;  but  as  by  every  turn 
of  a  perfect  screw  motion  is  given  to  the  water,  which  is  to  act 
as  a  nut,  you  must  compensate  in  the  angle  so  as  to  make  the 
foQowing  parts  of  the  screw  act  upon  the  water  which  has 
acquired  a  motion  equal  to  that  part  of  the  turn  which  is  at  the 
commencement  of  the  screw,  so  that  if  the  commencement  of 
the  screw  gives  to  the  water  a  motion  onej  and  the  next  portion 
be  one  also,  then  the  screw  and  the  water  will  have  the  same 
motion,  and  that  part  of  the  screw  will  have  no  propelling 
effect ;  but  if,  the  water  having  acquired  the  motion  one,  a  suc- 
ceeding portion  of  the  screw  be  such  as  would  give  the  water  a 


22 


EXTENSION  OF  LETTERS  PATENT. 


^  the  PHvy  motioTi  two^  the  Water  may  still  receive  a  motion  one,  and  thus,  by 

Mar.  1 1, 1846.  increasing  the  angle,  the  motion  which  tiie  water  has  acqmred  by 
the  action  of  the  first  part  of  the  screw  may  be  compensated  for, 
so  that  the  water  may  be  made  to  act  as  a  perfect  fixed  nut  for 
the  screw  to  torn  in.  A  screw  constructed  upon  these  prin- 
ciples is  a  carrying  out  of  what  has  been  provided  in  the  wings 
of  birds  and  in  the  action  of  fishes.  The  petitioner  proceeded 
to  the  extent  of  his  limited  means  to  bring  the  invention  before 
the  public  by  experiment  in  1832.  In  May,  1836,  Mr.  F.  P. 
Smith  obtained  a  patent  which  is  now  vested  in  the  Ship  Pro- 
peller Company.  The  invention  of  Mr.  Smitii  was  the  appli- 
cation of  a  perfect  screw  in  the  run  or  dead-wood  of  the  ve»el. 
In  January,  1837*  Ericcson  had  a  patent  for  the  application  oi 
two  propellers,  formed  one  from  a  section  of  a  right-handed  and 
the  other  from  a  section  of  a  left-handed  screw;  the  shaft  of  die 
hindmost  propeller  worked  through  that  of  the  foremost,  but  aft 
a  greater  speed ;  these  propellers  were  submerged,  and  worked 
behind  the  rudder  similar  to  Perkins'.  In  September,  1838,  t 
Mr.  Lowe  had  a  patent  for  cutting  up  the  screw;  he  had  two 
or  more  arms  of  a  screw  so  cut,  but  his  specification  states  the 
principle  to  be  such  that  if  these  arms  were  continued  a  perfect 
screw  would  be  formed  about  the  axis.  Various  screws  have 
been  tried  in  H.M.S.  Rattier,  the  Oreat  Britain,  and  other  shipSj 
and  a  license  has  recently  been  taken  for  the  Great  Britain 
under  the  petitioner's  patent,  and  the  results  of  a  long  series 
of  experiments  has  been  to  establish  the  superiority  of  his 
screw.  As  yet  Mr.  Woodcroft  has  received  no  remuneration : 
nearly  £1,400,  in  addition  to  Mr.  Woodcroft's  time  and  atten- 
tion, has  been  spent  on  the  invention,  and  a  further  term  (tf 
fourteen  years  will  not  more  than  compensate  the  inventor. 

Advertismmot,  The  newspapers  containing  the  advertisements  (c),  the  letters 
patent  for  England  and  Scotiand,  and  an  office  copy  of  the  spe- 
cification, were  put  in(£Q. 

EmdtRct,  Mr.  Wm.  Carpmael,  civil  en^neer:   I  am  well  acquainted 

with  the  application  of  the  screw  propeller  to  vessels.  In 
screw  propellers  generally  the  water  is  put  in  motion  by  the 
first  portion  of  the  screw;  the  subsequent  part  of  the  screw 
becomes  practically  inoperative  upon  the  vessel,  which  has 
generaUy  been  called  ^^  choking  the  screw."  The  proposition 
that  is  contained  in  this  patent  is,  that  the  screw  shall  go  on 
increasing;  that  is  to  say,  the  thread  of  the  screw  or  the  blade 
of  the  screw  shall  go  on  increasing  on  an  incline,  so  as  to  strike 


(c)  The  "  London  Oaiette"  of  the  18th  and 
25th  of  November  and  the  2nd  of  December, 
1845;  the  "  Times"  of  the  27th  of  November, 
1845;  the  «  Manchester  Guardian"  of  the  26th 
and  29th  of  November  and  the  3rd  of  December. 
1845  (Manchester  being  the  petitioner's  resi- 


dence) ;  and  the  "  London  Gazette  **  of  4e  IM 

of  February,  1846,  containing  the  notice  of  tbe 
hearing. 

(<£)  See  amtB  18  for  material  porboo  ofspedS- 
cation. 
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ahrays  against  the  moving  water  with  a  greater  speed  than  the  in  the  Privy 
water  is  moving.    The  consequence  is^  that  it  is  always  an  ^^"^/'  .g^^ 
operative  instrument^  whatever  its  length  or  dimensions.     It 
always  outstrips  the  water.    The  specification  fully  describes 
the  setting  out  of  the  screw5  which  is  to  be  of  an  mcreasing 
pitch:  in  former  screws  every  turn  upon  the  axis  was  equi- 
distant   I  am  acquainted  with  Tredgold's  work^  published  in 
1827^  in  which  he  is  supposed  to  refer  to  a  screw  of  increasing 
pitch.    [Lord  Brougham :  That  is  of  no  consequence,  unless  it  Mere  sugges- 
be  contended  that  he  actually  expressed  the  invention.    The  **°"  ?°  \^^\ 

1       ,     ,  /     .-  ,  ...  ,  prcTiously  pub- 

mention  m  a  book  does  not  signify,  unless  it  is  m  such  a  way  fished  immate- 
that  anybody  could  easily  make  it  and  use  it :  then  he  would  "^* 
not  be  the  first  inventor.]  Mr.  Tredgold  proposed  that  you 
should  commence  in  the  ordinary  way  of  all  screw  making,  and 
that  you  should  do  so  up  to  a  complete  turn,  after  which  he 
says  it  will  be  inoperative,  and  if  you  continue  it  for  any  pur- 
poses of  getting  surface  you  must  increase  it ;  you  are  to  have 
a  fresh  start  in  fact.  The  passage  in  Tredgold  does  not  describe 
this  invention  of  Mr.  Woodcroft;  it  is  not  the  same  either  in 
principle  or  in  practice ;  it  is  not  a  circle  round  a  cylinder,  it  is 
a  straight  hue ;  Tredgold  never  mentions  anything  like  a  circle 
round  a  cylinder ;  the  angle  is  altered  at  a  certain  point ;  that, 
instead  of  altering  the  angle  by  reason  of  the  figure,  alters  it 
fer  saUum. 

Cross-examined  by  Sir  F.  KeUy,  S.G. :  The  screw  has  been 
the  subject  of  several  patents  as  early  as  1794.  The  distinction 
hetween  those  and  the  present  is,  that  the  present  one  is  of  a 
peculiar  construction,  the  angle  varying,  commencing  and 
ending  with  a  variation.  I  know  Cummerow's  patent;  in 
words  that  is  for  a  spiral,  but  it  is  for  a  screw  in  description. 
Mr.  Woodcroft's  screw  has  been  applied  in  practice.  I  never 
knew  any  screw  propeller  under  any  patent  carried  into  practical 
nse  till  the  time  of  the  Archimedes  (e),  in  18S9  and  1840;  I 
knew  of  many  experiments  before,  but  not  of  the  navigation  of 
a  vessel :  from  that  time  to  the  present  the  use  of  screw  propel- 
lers of  some  kind  has  very  considerably  increased;  several  vessels 
ue  now  running  The  only  screw  of  Mr.  Woodcroft's  which  I 
have  seen  in  practical  operation  was  at  Bristol,  about  three  years 
>go :  this  I  believe  to  be  a  model  of  it ;  it  is  a  three-threaded 
screw,  each  about  one-eighth  of  a  convolution ;  a  screw  of  more 
tium  one  convolution  in  length  will  not  practically  work ;  one 
of  WoodGroffs  of  more  than  a  convolution  in  length  would 
work.    The  screw  is  placed  behind  the  stem-post. 

Se-examined:  In  the  description  in  Cummerow^s  specifica- 
tion he  tells  you  to  take  a  straight  line  and  wind  it  round ;  that 

(«}  A  Tessel  bcult  by  the  Ship  Propeller  Com-      Smith's  patent  of  1836.    Sec  pott^  extension  of 
Ptty  ( Act  a  fit  3  Vict.  c.  93,  L.  &  P.)  to  work     F.  P.  Smith's  patent. 
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ini^ePHvy  ig  the  meaning  of  the  specification.  Woodcroffs  is  not  tech- 
Mar,  ii,  1846.  nically  a  spiral,  because  it  ought  to  have  run  up  to  a  point;  no 
screw  except  a  pointed  one  is  technically  a  spiral.  I  consider 
Woodcroffs  screw  different  from  those  which  existed  before  in 
principle,  operation,  and  action ;  it  has  advantages  which  they 
have  not;  it  is  an  instrument  following  up  and  making  good 
that  which  is  a  defect  in  the  substance  in  which  you  are  turning; 
it  has  turned  out  in  practice  to  be  valuable. 

Mr.  John  Grafdham,  civil  engineer :  I  took  a  license  from 
Mr.  Woodcroft  in  1842  for  a  vessel  called  the  Liverpool  Screv; 
the  propeller  had  an  expanding  pitch ;  the  expansion  was  about 
one-tenth  the  increased  length:  this  vessel  was  worked  fre- 
quently, and  answered  remarkably  welL  I  am  acquainted  with 
screw  propellers :  Woodcroff  s  was  new  in  principle  and  very 
valuable.  The  propeller  in  the  Liverpool  Screw  had  four 
blades,  each  not  more  than  one-eighth  turn  or  convolutioo 
about  the  axis.  [Mr.  Carpmael  (in  reply  to  a  question  from 
their  Lordships) :  The  novelty  of  Mr.  Woodcroffs  is  Ae 
having  a  thread  or  blade  produced  upon  a  cylinder  by  a  portum 
of  a  circle  wound  round  it :  any  portion  of  a  convolution  would 
be  the  same  invention  in  substance  and  principle.]  I  beliere 
that  with  so  small  a  length  of  a  screw  as  one-eighth  of  a  am- 
volution,  there  is  a  very  perceptible  difference  between  a  simple 
screw  and  a  screw  with  an  increasing  pitch. 

Mr.  James  Slaughter,  of  the  firm  of  Stoddart,  Slaughter,  and 
Co.,  ship-builders  and  engineers,  Bristol:  We  have  built  and 
fitted  three  vessels  under  Mr.  Woodcroft's  patent ;  the  licenses 
for  the  Avon  and  Severn  were  dated  in  December  1843,  and  for 
the  Crete  last  February;  the  Avon  and  Severn  are  107  tons,  and 
the  Crete  138  tons ;  tiie  two  former  have  plied  daily  betvreen 
Newport  and  Bristol  for  the  last  three  years,  and  are  reckoned 
the  fastest  vessels  in  the  world.  I  have  tried  many  other  screws 
for  the  same  vessels,  and  much  prefer  Woodcroft's.  It  is  an 
extremely  valuable  invention. 

Cross-examined:    The  different  screws  which   were  tried 
ranged  from  one^fourth  to  one-tenth  of  a  convolution:  they 
had  two,  three,  and  four  blades.    I  tried  nine  screws  of  tbt 
same  diameter  with  a  varied  pitch.    That  was  before  I  conai- 
dered  myself  master  of  the  science  of  screw  propulsion.    Tliose 
screws  were  all  of  them  composed  of  straight  lines,  simply  Tsiy* 
ing  in  the  length  or  portion  of  the  convolution.    After  trjiog 
these  screws  I  was  very  much  dissatisfied  with  the  result,  because 
we  experienced  what  we  technically  call  a  considerable  dip;  that 
is,  we  lost  a  considerable  portion  which,  by  deduction  aocordnig 
to  the  pitch,  we  ought  to  have  gained;  and  feeling  extremely  dis- 
satisfied (I  did  not  know  Woodcroft,  or  anything  aboat  bis 
invention),  I  tried  what  I  conceived  to  be  the  right  thing,  m 
increasing  pitch ;  and  the  very  first  trial  I  made  with  the  in* 
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creasing  pitch  gave  me  a  very  different  result  indeed.  I  was  not  ^»  th^  Privy 
aware  then  that  Mr.  Woodcroft  claimed  an  increasing  pitch ;  but  M^ar.  ii,  1846. 
as  I  afterwards  found  it  was  in  his  patent  I  gave  in,  and  bought 
die  screws  of  him.  I  had  unconsciously  stumbled  upon  his 
invention,  and  I  found  the  result  immediately.  Having  tried 
Woodcroft's  screw,  we  very  perceptibly  improved  the  speed  of 
the  vessels,  till  at  last,  combining  all  the  improvements  of  all 
the  screws,  adding  the  increased  pitch,  we  obtained  the  extraor- 
dinary speed  of  fourteen  miles  an  hour  with  the  Avon.  The 
pitch  began  at  nine  feet,  and  ended  at  nine  feet  six  inches.  In 
this  screw  (referring  to  a  model  of  the  screw  of  the  Avon)  there 
is  a  considerable  hoUow,  in  which,  by  the  action  of  the  screw 
going  round,  the  water  is  held  instead  of  slipping  away,  as  the 
natural  tendency  would  be,  from  any  surface  passing  through  it. 
This  increases  about  as  much  as  the  water  recedes,  and  we  expe- 
rience no  slip. 

Mr.  Thomas  Richard  Guppy :  I  built  the  Great  Britain  at 
Bristol.  I  believe  Woodcroft's  invention  to  have  been  new,  and 
to  be  of  utility  and  importance.  I  took  licenses  for  two  vessels 
last  year.  I  have  taken  a  license  for  a  screw  for  the  Great 
Britain  at  five  shillings  per  horse  power.  I  had  previously  made 
a  screw  for  the  Great  Britain,  under  an  arrangement  with  Smithes 
Propeller  Company.  It  was  a  helix,  and  not  of  an  hicreasing 
pitch.  The  Archimedes  was  sent  round  to  Bristol  with  Smith's 
screw  for  me  to  try  experiments  with  her.  I  tried  Woodcroft's 
screw  in  her ;  it  improved  her  speed.  The  screw  with  which 
the  Great  Britain  originally  sailed  was  a  helix. 

Captain  Henry  Smithy  R.N.,  commander  of  the  Rattler:  I 
commissioned  the  Rattler  in  December  1844;  several  screws 
were  tried  in  her,  and,  amongst  others,  the  screw  of  the  Ship 
Propeller  Company.  I  have  lately  tried  Woodcroft's  screw ;  it 
was  put  in  last  January,  and  I  have  made  a  trial  since.  I  wrote 
a  note  at  the  time  in  the  following  words—"  I  think  Mr.  Wood- 
croft's  spiral  propeller  superior  to  any  yet  tried  in  the  Rattler : 
it  has  less  vibration ;  less  fuel  is  consumed ;  fewer  revolutions 
^th  greater  speed;  consequently  less  slip.  On  the  25th  of 
February  the  result  of  speed  going  head  to  wind  was  better  than 
any  before."     I  had  tried  several  screws  before. 

Mr.  Alexander  Langlandy  chief  engineer  of  the  Rattler :  We 
tried  Woodcroft's  screw  in  the  Rattler ;  there  was  less  slip ;  the 
speed  was  equal  if  not  greater ;  it  requires  fewer  revolutions  of 
the  engine;  there  is  less  vibration  in  the  hinder  part  of  the 
vessel. 

Mr.  Andrew  Murray j  assistant  engineer  to*  the  Board  of  Ad- 
miralty :  Was  present  at  two  trials ;  one  on  the  18th  of  March, 
the  other  on  the  13th  of  April,  1844,  of  comparison  between 
Woodcroft*s  and  Smith's  screws.  With  Smith's  there  was 
obtained  a  slightly  higher  velocity;   but  with  Woodcroft's  a 
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In  the  Privy    velocity  Within  a  trifle  of  it,  with  less  power  in  the  engines. 

Mar.  i\,  1846.  '^^^  results  being  reduced  in  the  usual  manner,  there  would  be 
a  difference  of  about  one-sixth  of  a  knot  per  hour  in  favour  of 
Woodcroft's.  [Lord  Brougham :  We  cannot  go  into  the  argu- 
ment to  show  that  Smith's  screw  is  better  than  Woodcraft's. 
The  question  is^  whether  Woodcroff  s  has  considerable  merit; 
Smith's  is  later  than  his.] 

Mr.  Edward  Cowper^  lecturer  on  machinery  at  King's  Coll^: 
Woodcroft's  is  a  very  great  improvement  upon  the  ordinary 
screw.  The  principle  of  the  increased  pitch  is  aa  follows  :— 
Suppose  a  blade  of  the  ordinary  screw  divided  into  ten  parts; 
the  first  part  strikes  the  water  and  puts  it  in  motion,  the  next 
part  is  following  without  any  resistance ;  but  if  there  be  an 
increased  angle,  as  soon  as  the  one  part  is  struck  the  other  is 
overtaking  it  (/). 

Sir  F.  Kelly y  S.  G.,  in  opposition  :  The  real  question  in  this 
case  is  whether,  upon  the  principle  adopted  by  your  Lordships 
in  applying  the  powers  of  the  important  Acts  of  Parliament 
under  which  the  application  has  been  made,  a  sufficient  case  has 
been  made  out.  It  is  not  sufficient  for  a  person  to  come  and 
say  that  he  has  had*  the  patent  in  operation  for  fourteen  yean, 
and  has  failed  to  make  any  profit  of  it ;  but  it  is  necessary  for 
your  Lordships,  as  in  Erard's  case  {g\  to  be  satisfied  that  a 
serious  case  of  hardship  has  been  made  out,  and  that  an  im- 
provement has  taken  place  beneficial  to  a  considerable  extent 
to  the  public. 

It  appears  that,  since  the  year  17^4,  the  principle  of  pro- 
pelling vessels  by  screws  has  been  well  known.  Between  that 
time  and  the  year  1832,  various  patents  were  taken  out  with  the 
same  view,  but  not  one  of  these  inventions,  including  Mr.  Wood- 
croft's, was  brought  into  practical  operation.  Hie  question 
then,  as  in  all  cases  of  this  description,  is,  what  is  the  particular 
improvement,  the  turning  point  or  pivot,  upon  which  the  success 
depended  ?  and  it  appears  to  have  had  nothing  to  do  with  the  angle 
of  the  screw,  or  the  portion  of  the  convolution,  but  upon  the 
discovery  of  Mr.  Smith,  that  the  screw  must  be  placed  in  the 
dead  wood  of  the  vessel ;  to  that  discovery  are  the  many  obvious 
advantages  to  be  attributed.  [Mr.  Carpmael  recalled  by  their 
Lordships  :  I  first  saw  Woodcroft's,  long  after  Smith's  patent 
Woodcroft  proposes  several  places ;  one  at  the  side,  another  on 
either  side  of  the  keel,  under  the  stem ;  another  by  cutting  away 


(/)  Witnesses  were  then  called  to  prove  the  told  him  that  fifty  might  be  built  withoot  baildiB; 

accounts ;   also   Mr.  Robert  Gardner,  of  Man-  the  right  one.    That  money  had  not  been  wantiqK 

Chester,  who  sUted  that  since  about  1832  or  1833  for  prudent  experiments,  but  that  it  wonld  hive 

he  had  assisted  the  petitioner  with  funds  in  endea-  ruined  any  private  person  to  have  tried  all  tbe 

Touring  to  introduce  the  invention,  and  was  to  twenty  experiment  ssuggested.     The  partialan 

have  an  interest  in  the  patent ;  that  boats  of  various  of  the  accounts  appear  in  the  judgment, 
sixes  had  been  built,  and  that  scientific  men  bad         (ff)  1  Pat.  C.  559. 
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the  dead  wood,  and  placing  the  screw  between  the  stern  and  the  ^»  *^  PWvy 

rodder  post.     Smith  proposes  to  put  the  screw  in  the  actual  j^.  1 1,1846. 

dead  wood.     Woodcrofit  does  not  mention  the  dead  wood  ;  but 

cutting  out  the  dead  wood,  and  putting  the  screw  in  its  place,  is 

on  the  fiace  of  the  specification.    Woodcroft's  propeller,  when  I 

saw  it  in  operation,  was  as  in  the  model,  not  in  the  dead  wood 

at  all.]    That  raises  a  question  which  was  in  dispute  elsewhere ; 

we  say  the  centre  of  the  dead  wood  can  only  mean  in  the  central 

line  or  plane  of  the  dead  wood. 

Mr«  Woodcroft's  patent  having  been  taken  out  in  1832,  not 
a  vessel  was  navigated  with  his  invention  until  1842,  1843, 
and  1844,  after  Afr.  Smith's  invention  of  1836  had  been  put 
mto  practical  operation  in  the  Archimedes,  which  navigated  the 
seas  in  1839  and  1840.  Mr.  Smith  obtained  his  patent  in  1836, 
and  in  1839  had  so  far  succeeded  as  to  build  a  vessel,  and  employ 
a  screw  in  the  dead  wood,  before  which  time  nothing  had  been 
done  with  success,  and  since  which  time  the  use  of  the  screw 
has  gradually  increased,  and  it  is  now  adapted  to  a  great  many 
ships  in  the  royal  navy.  Until  Smith  took  out  his  patent  no 
screw,  whether  true  screw  or  spiral,  could  be  used  at  all  bene- 
ficially for  want  of  the  discovery  that  it  must  be  in  the  centre  of 
the  dead  wood,  or  in  a  situation  for  all  practical  purposes  the 
same,  namely,  immediately  before  the  stern  or  rudder  post. 
How  could  the  invention  of  Woodcroft  be  considered  at  that 
time  as  a  valuable  invention  ?  It  may  be  valua1)le  now ;  but 
your  Lordships  must  consider  whether  it  was  a  valuable  inven- 
tion or  improvement  at  the  time  of  the  patent  being  taken  out. 
[Lord  Brougham :  Your  doctrine  is  a  very  good  one  with  this  i^  j,  no  objec- 
qualification ;  I  may  invent  a  thing  this  year,  and  I  may  say  tio°  to  ^^  ^^' 

i  .  ^         ^  •  •  •  ^-  ^  -^  ventionthat 

there  are  vanous  ways  of  exercismg  my  invention,  to  no  one  of  one  of  several 
which  I  give  a  preference  over  the  others.     There  are  A,  B^™<><i^<>'"ca""y- 
and  C,  different  ways  of  exercising  it.     Ten  years  after  that  preferable" 
another  man  may,  by  an  invention,  and  by  experiments  made  provided  the 
wider  it,  point  out  to  me  and  to  the  public,  who  have  the  benefit  complete  in  it- 
of  my  invention,  that  one  of  those  three  ways,  B  rather  than  ^®^/'  and  docs 

4         ,  >n.    .       ,      1  ^       r  .   .        .        1  ,  .not  require  the 

A  and  C,  is  the  best  mode  of  exercising  it ;  but  that  cannot  take  use  of  another 
away  the  merit  of  the  inventor  who  invented  A,  B,  and  C,  alto-  ™*"'"  ^'*''*^°- 

*  /•      1  f      f  ^  tion. 

gether.  Nay,  I  may  go  further,  the  circumstance  may  arise  of 
a  new  invention  giving  for  the  first  time  a  particular  use  to 
another.  For  example,  no  one  denies  to  Watt  the  great  merit 
of  the  steam  engine,  because  steam  navigation  was  applied  sub- 
sequentiy  to  his  time  to  the  use  of  propelling  ships.  I  quite 
agree  that  if  another  man's  invention  is  necessary  in  order  to 
make  the  first  invention  useful,  no  doubt  that  takes  away  the 
merit  of  the  first  invention ;  but  if  the  first  invention  contained 
in  its  own  bosom  a  new  mode,  as  well  as  the  other  two  modes 
which  are  found  not  to  be  useful,  it  is  in  vain  to  say  there  is  no 
value  in  the  original  invention.     That  was  what  made  me  call 
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In  the  PHvy    back  Mr.  Carpmael  to  ask  that  very  question.     It  stands  thus 
Mar?7ii  1846.  Upon  my  notes — ^That  in  this  specification  of  Mr.  Woodcroft,  not 
travelling  out  of  it,  there  was  nottlie  use  of  the  word  '^  dead  wood" 
at  all,  but  it  says  cut  away  the  wood,  which  means  the  dead 
wood,  and  insert  your  spiral  paddle.      There  is  no  questioB 
whether  it  is  within  Mr.  Smith's  patent  or  not ;  the  question  is, 
whether  Mr.  Woodcroft's  patent  does  not  enable  him  to  put  it 
in  the  dead  wood ;  Mr.  Carpmael  says  that  he  cuts  out  some 
wood  and  puts  it  here  or  there  or  wherever  it  is,  and  that 
happens  in  one  case  to  be  the  dead  wood,  though  he  does  not 
name  it.]     There  is  nothing  in  the  specification  of  Woodcroft*! 
patent  pointing  towards  that  which  alone  has  led  to  the  success- 
ful use  of  the  screw  propeller  at  all,  namely,  the  introduction  of 
a  single  screw  into  the  centre,  that  is,  in  die  central  line,  of  tiie 
dead  wood.     No  attempt  was  ever  made  to  carry  Woodcroft's 
into  practice,  all  that  is  said  about  it  is  speculation,  there  is  no 
practical  evidence  of  its  having  been  carried  into  operation. 
An  extension    [Lord  Brougham :  No  harm  is  done  to  Mr.  Smith  or  to  any- 
""•^n-^fer    ^^7  ^^f  under  the  patent,  Woodcroft  and  his  Hcensees  have  not 
ence  to  the      a  perfect  right  to  cut  away  the  dead  wood,  and  to  insert  in  the 
teif  o/the  ^^'  i»iddle  of  the  dead  wood  a  screw.     They  wiU  get  nothing  thai 
righto  con-      by  the  extension.    Either  they  have  a  right  to  it  under  the  pa- 
ferred.  ^^^  j^^  which  are  the  words  *'  the  spiral  paddle  may  be  placed,"* 

and  so  on;  the  patent  covers  this  case,  or  it  does  not  cover 
it,  and  they  have  no  right  under  the  patent  to  do  it,  and 
must  have  a  license  from  Smith.  In  the  former  case  caM 
qtuBstio — in  the  latter  case,  there  is  not  the  least  harm  done,  and 
their  Lordships  have  always  considered,  in  extending  these 
patents,  that  they  will  not  discuss  the  question  as  to  whether 
upon  its  being  granted  it  would  avail  them  anything  or  not^ 
either  assuming  that  it  may  have  gone  out  of  them  or  from 
want  of  originality.  They  leave  that  to  courts  of  law.  I  have 
never  known  the  extension  of  a  patent  refused  on  the  ground 
that  it  was  not  original,  though  we  have  had  many  contested  on 
that  ground.]  We  are  putting  it  upon  the  question  whether  it 
is  useful.  The  invention  must  be  more  than  original;  it  must 
be  a  useful  improvement  upon  something  that  existed  before, 
and  it  is  no  answer  to  the  opponents  of  an  extension  to  say  you 
may  repeal  the  patent.  [Lord  Brougham:  There  must  be 
merit ;  we  always  feel  an  indisposition  to  put  parties  to  a  sc^e 
facias.']  The  claimant  must  satisfy  you  tliat  the  invention,  as 
it  exists  in  the  specification,  was  a  useful  improvement,  and  if 
this  patent  contains  a  useful  improvement,  irrespective  of 
the  improvements  and  discoveries  of  another  man,  the  petitioner 
has  made  out  his  case ;  but  the  specification  of  Mr.  Woodcroft 
does  not  contain  anything  that  is  practically  useful  or  available. 
It  is  only  made  available  by  importing  into  it  the  information 
derived  from  Mr.  Smith,  and  the  specification  and  drawings  of 
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Mr.  Woodcroft's  do  not  disclose   a  sufficient  case  of  a  then  in  the  Privy 
existing  practical  improvement.    The  alleged  merit  which  rests  ^^l'  1346. 
on  the  distinction  between  the  screw  and  the  spiral  fails  alto- 
gether, inasmuch  as  Cummerow's  screw  is  a  spiral  {h)» 

The  only  remaining  point,  then,  is  as  to  the  expenditure  upon 
this  patent,  and  the  degree  of  hardship  upon  this  ground.  If 
the  inclination  of  the  court  be  to  grant  an  extension  under  all 
drcomstances  in  which  the  patentee  has  not  brought  the  patent 
into  practical  operation  until  within  a  year  or  two  of  its  expira- 
tion, this  objection  fails.  But  if  there  be  anything  in  the 
principle  as  laid  down  by  Lord  Lyndhurst  (i),  in  the  first  case 
under  this  statute,  where  is  the  hardship  here  ?  The  petitioner 
during  the  greater  part  of  the  term  has  been  associated  with  a 
gentleman  who  has  had  ample  funds  at  his  command,  and  has 
acquired  an  interest  in  the  patent,  and  who  was,  therefore,  ready 
and  willing  and  able  to  do  all  that  money  could  do  to  bring  the 
patent  into  practical  effect.  Do  not  these  circumstances  lead  to 
the  suspicion,  if  not  the  direct  inference,  that  the  patent  has  not 
been  prevented  from  coming  into  practical  effect  during  the 
last  ten  or  twelve  years  by  reason  of  any  inability  on  the  part  of 
the  patentee,  but  by  reason  of  its  being  worth  nothing  except  as 
connected  with  a  subsequent  discovery  ?  The  sums  expended 
are  small ;  it  has  been  a  singularly  cheap  patent,  and  it  is  no 
ground  for  an  extension  that  a  person  should  come  and  say,  I 
have  made  nothing  of  the  patent  during  fourteen  years,  but  I 
can  make  something  of  it  if  it  is  extended.     [Lord  Brougham :  No  extension 

If  it  is  an  unsuccessful  patent  and  cannot  be  carried  further  than  Z^^  be  granted 
.  ,    .-    ,         .  .  ,       .        .,.  I.    ,      .  if  want  of  sue- 

that,  and  if  that  is  owing  to  the  inutihty  of  the  invention,  no  cess  be  owing 

doubt  it  is  no  reason  for  granting  the  extension.     I  do  not  think  ^  ^^'^^J^ 
a  very  clear  explanation  has  been  given  of  why  the  invention 
was  not  brought  earlier  into  use.]    [Jervisy  Q.  C. :  The  expense  of 
building  vessels  for  experiments  is  very  great.     Mr.  Gardner 
explained  that  different  sizes  of   vessels  were  recommended. 
The  preamble  of  the  act  under  which  my  learned  friend  appears 
recites,  that  no  private  fortune  wovld  be  able  to  stand  experi- 
ments in  such  cases.]     [Lord  Brougham :  We  wish  to  have  or  unless  it  be 
some  kind  of  reason  for  believing  that  the  circumstances  have  jj^^  use^™*"**^ 
ceased  which  prevented  it  from  being  lucrative,  and  that  it  is 
really  coming  into  use.     We  have  ten  patents  altogether  for 
screw  propellers,  but  it  is  only  lately  that  the  screw  has  come 


(h)  A  lerew  made  according  to  the  drawing^  ga?e  of  not  patting  the  parties  to  the  vexation  or 

of  Caininerow*s  specification  being  produced,  and  expense  either  of  actions  by  Mcirefaciai  or  actions 

eridence  given    that  although  the  specification  for  infringement,  we  should  undoubtedly  decline 

ipoke  of  the  screw  as  a  spiral,  it  had  not  the  to  continue  it ;  but  if  it  is  a  case  evenly  balanced, 

incressing  pitch  of  Mr.  Woodcroft's  screw,  this  we  make  it  a  rule  not  so  to  decide.     We  do  not 

obkction    was    abandoned.      Lord     Brougham  :  decide  a  word  for  you  or  against  you  on  that 

**  Besides  this  is  to  be  considered,  if  it  comes  to  an  point.*' 

even  balance  like  this :  if  it  is  a  clear  case  against  (i)  Erard's  case,  1  Pat.  C.  557. — AnU  26. 
the  originality  for  the  reason  you  very  properly 
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^Cwu^a,^^  into  use,  I  suppose  there  was  a  prejudice  in  faTOur  of  paddles.] 
Mar.  11, 1846.  ^^^  screw  came  into  use  under  Mr.  Smith' s  patent  in  1839; 
and  what  Mr.  Carpmad  said  was  strictly  correct;  the  principk 
of  the  screw  has  been  known  for  more  than  half  a  century,  but 
with  regard  to  the  actual  use  of  the  screw  in  any  yessel  which 
has  navigated  it  never  was  successful  till  the  time  of  the  Archi- 
medes :  that  was  Mr.  Smith's ;  that  was  the  first  vessel  that 
ever  went  to  sea  with  a  screw,  and  from  that  time  to  this  the 
use  has  been  gradually  increasing. 

Upon  the  grounds,  then,  that  there  could  have  been  no  use 

made  of  this  invention  until  after  Mr.  Smith's  discovery,  and 

that  there  is  no  case  of  hardship  calling  for  interference,  tius 

application  ought  not  to  be  granted. 

JudgiMnt,  LfOrd  Bbouoham  :  Their  Lordships  wish  upon  this,  as  upon 

A  strong  case  every  similar  occasion,  to  be  very  distinctly  understood  tfatf 

waSTf  m!^^    these  applications  are  anything  rather  than  a  matter  of  coune; 

muneration      that  a  Strong  case  of  merit  must  always  be  made  out,  and  an 

out!*  ^  ™****  equally  clear  case  of  no  adequate  profit  having  been  derived  even 

if  it  should  not  be  proved  that  any  loss  has  occurred. 
If  a  clear  case  In  all  cases  where  there  is  a  disputed  right  as  to  the  validity  ofthe 
appear  the^  patent,  and  where  the  validity  of  the  patent  itself  must  come  in 
Mtent  will  not  question,  two  things  are  to  be  considered.  First,  is  the  case  to 
bat*othenSe  P^^^ve  the  invalidity  of  the  patent,  to  prove  the  patent  void, 
d^^hrT^^  clear,  past  all  ordinary  and  reasonable  doubt.  Or,  secondly, 
does  the  case  hang  so  doubtful,  that  their  Lordships  would  retire 
from  its  consideration,  and  not,  because  it  is  not  necessary, 
decide  the  question  here.  In  the  former  instance,  namely, 
where  it  is  a  dear  case,  or  nearly  a  dear  case,  their  Lordships 
will  not  grant  an  extension ;  first,  because  they  do  not  see  merits, 
and,  secondly,  because  they  will  not  put  ^e  parties  against 
whom  the  patent  right  is  granted  and  is  sought  to  be  exteDded, 
to  the  vexation  and  trouble  and  expense  either  of  bringing  a 
scire  fadaa  to  repeal  the  letters  patent,  or  of  sustaining  an 
action  for  infringement.  But  where  the  matter  hangs  very 
doubtful,  where  there  is  conflicting  evidence,  where  upon  4he 
construction  of  the  specification  or  the  patent,  or  in  any  otha 
way,  questions  of  law  or  questions  of  fact,  as  it  may  be,  shall  arise, 
their  Lordships  have  not  been  used  to  refuse  to  exercise  their 
discretionary  powers,  vested  in  them  by  the  legislature,  of  recom- 
mending an  extension,  merely  because  ebewhere  the  yalidity  of 
the  patent  may  reasonably  be  contested.  Proceeding  upon 
these  grounds  their  Lordships  are  of  opinion,  that  there  is  do 
such  case  raised  before  them  here  as  to  come  within  the  first  of 
these  principles — ^that  it  is  in  vain  to  say  that  there  is  anything 
upon  the  face  of  the  matter  to  make  it  dear  that  this  patent 
cannot  stand,  and  thereby  to  take  away  the  merits  ofthe  inventor, 
and  also  to  raise  the  other  ground  of  refusing  to  grant  the 
extension,  namely,  that  parties  may  not  needlessly  be  put  to 
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▼exation  and  expense  in  contesting  it.     Nothing  is  decided  here  ^^  the  Privy 
Id  granting  the  extension  as  to  the  validity  of  the  patent.     All  Mar.  i\\  1846. 
objections  to  it  are  saved  of  course,  and  if  an  extension  should 
be  granted  of  an  invalid  patent,  that  would  be  done  which  would 
be  only  nugatory  and  not  hurtful,  except  in  the  way  I  have 
described  of  the  expense  to  the  parties ;  that  is,  this  only  would  decides^no!*^" 
be  done,  that  an  invalid  patent  would  be  extended  for  so  many  thing  as  to  the 
years,  and  if  the  courts  of  law  held  it  to  be  invalid  that  extension  patLnt!^  ^ 
would  operate  nothing  in  favour  of  the  patentee. 

Then  as  to  the  merits  of  the  invention.  In  this  case  there  The  invention 
appears  to  be  no  doubt  whatever.  The  evidence  of  all  the  ^^^^^^ 
scientific  men  and  of  all  the  practical  men  who  have  been  ex-  original,  and 
amined  before  their  Lordships,  appears  to  prove  that  it  is  an  in-  ^g^°"  *'  * 
Tention,  we  should  say  as  far  as  it  appears  before  us,  original,  and 
also  as  far  as  it  appears  before  us  of  very  considerable  merit  and 
value.  We  cannot  here  weigh  degrees  of  merit  in  golden  scales. 
If  there  is  considerable  merit,  with  originaUty  and  some  con- 
siderable usefulness  to  the  public,  that  is  sufficient.  Then  it  is 
said  that  this  rests  upon  opinion.  Now  Mr.  Carpmael  speaks 
to  opinion  and  Mr.  Cowper  speaks  to  opinion — both  of  them 
respectable  witnesses  and  unimpeached  by  contrary  testimony 
— unimpeached  also  by  their  not  being  at  ail  shaken  upon  a  very 
strict  cross-examination.  But  those  are  not  the  only  witnesses, 
because  we  have  a  practical  man  in  Mr.  Slaughter,  an  engineer 
and  ship-builder  at  Bristol,  who  states  that  he  built  three  vessels, 
two  of  them  of  107  tons  each,  according  to  my  recollection  of 
the  evidence.  The  two  first  have  been  constantly  tried,  I  think 
he  said,  for  six  months,  and  they  are  daily  seen  in  operation  and 
with  perfect  success.  Mr.  Grantham  sidd  that  he  had  taken 
oat  licenses  for  a  considerable  number  of  other  vessels  imder 
the  present  patent,  and  from  the  patentee.  We  have  likewise 
the  evidence  of  the  gentleman  who  saw  the  ^^  Avon^'  at  Bristol, 
uid  of  Captain  Smith,  and  Mr.  Andrew  Murray.  Captain  Smith 
saw  the  *^  Rattler"  tried  with  this  spiral,  and  gave  a  strong  and 
unhesitating  testimony  in  favour  of  its  operation  in  the  sailing 
of  that  ship.  Captain  Smith's  evidence  was  general,  but  it  was 
from  his  own  practical  and  direct  experience  of  the  vessel.  Mr. 
Andrew  Murray's  was  more  specific.  He  is  a  civil  engineer  at 
the  Admiralty,  and  he,  under  several  different  heads,  through 
which  I  need  not  go,  instituted  a  comparison  in  the  months 
of  March  and  of  April,  1844,  respectively.  Mr.  Smith's  he 
tried  in  the  month  of  March,  and  Mr.  Woodcroft's  in  the  month 
of  April,  1844,  and  he  produced  to  refresh  his  recollection  the 
memoranda  or  notes  which  he  took  of  the  working  of  the  vessels 
it  the  time  of  making  those  experiments  upon  the  two  several 
principles.  This  testimony  is  decisively  in  favour  of  Mr.  Wood- 
croft's patent  Mr.  Smitii's  is  a  very  ingenious  invention,  I 
make  no  manner  of  doubt :  it  is  a  considerable  improvement 
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In  the  Privy  upon  former  inventions,  and  yet  upon  that  improved  inventi<m 
M«r??i,  1846.  being  compared  with  Mr.  Woodcroft's  the  latter  is  found  in 
every  particular  in  which  it  is  tested  by  this  trial  to  have  tiie 
advantage.  I  think  the  result  of  the  whole  was,  that  the  po- 
portion  of  the  improvement  of  the  one  over  the  other  amounted 
to  one-sixth  part  of  a  knot  an  hour.  Upon  the  whole,  therefore, 
this  is  very  satisfactory  evidence  as  to  the  real  practical  use  of 
the  improvement. 
From  the  Now  we  alwavs  take  into  account  also,  independently  of  the 

nature  of  the  .  ,  ^t_         "^^  j?  ^i_      •  ^  t^  \..  •  j 

invention,  in-    evidence,  the  nature  of  the  mvention.     It^ppears  to  my  mind 
^^^P*''^®"**^®^  that  there  is  a  clear  step  made  in  the  progress  of  steam  naviga- 
itep appeanto tion,  and  in  the  construction  of  that  very  useful  instrument  in 
*'*T*^®°        steam  navigation,  the  screw,  for  the  purpose  of  propulsion.  The 
step  made  is  as  to  the  increase  of  velocity,  and  its  overtaking  die 
water,  and  not  continuing  to  be  of  equal  velocity  with  the  miter 
as  it  goes  on,  and  that  is  obviated  by  a  very  refined  and  inge- 
nious contrivance,  and,  speaking  as  a  scientific  man  merely^  an 
original  one — I  mean  substituting  for  a  rectilinear  screw  woond 
round  the  cylinder,  a  curvilinear  screw  wound  round  the  cylinder. 
I  am  of  opinion,  speaking  upon  scientific  principles,  that  these 
are  ingenious  and  important  novelties  in  this  matter.     It  is 
introducing  a  new  mathematical  principle,  as   well   as  a  new 
mechanical  principle ;  and  I  hold  it  to  be  a  highly  important 
improvement.     However,  it  is  enough  to  go  with  the  evidenoe, 
and  with  the  evidence  before  us,  both  of  scientific  men  giving 
their  opinions,  and  of  practical  men  speaking  to  matters  of  fact, 
according  to  their  own  experience,  this  is  a  great  practical  im* 
provement. 
The  success  of      The  next  thing  and  the  only  thing  that  remains  to  be  consi- 
***u*be^°^° red  ^^^^^  ^^9  ^^^  ^^^  ^^®  patent  has  succeeded.     It  is  not  enough  to 
into.  say  why  did  it  not,  if  it  is  so  useful,  come  earher  into  practice? 

The  same  might  be  said  of  many  of  the  greatest  improvements 
we  know,  and  the  most  successful  ones.  The  steam  engine 
itself,  or  Mr.  Watt's  improvement,  for  his  was  not  a  discovery 
of  the  steam  engine,  but  an  improvement  on  the  former,  is  sub- 
ject to  the  same  objection.  It  was  for  so  many  years  useless  to 
him,  not  coming  into  immediate  operation,  that  he  had  to  obtain 
an  extension  of  one-and-twenty  years  from  the  legislatare, 
but  for  which  he  would  have  been  a  loser,  and  probably  rained, 
by  the  greatest  benefit  that  was  ever  given  to  mankind,  next  to 
the  invention  of  printing.  I  say  nothing  of  Mr.  Woodcroft 
having  had  the  advantage  of  finding  a  gentleman  in  the  person 
of  Mr.  Robert  Gardner  to  help  him  with  his  capital ;  and  I  say 
nothing  as  to  that  gentleman  having  a  share  in  tiie  profits  of  the 
extension.  It  is  of  great  benefit  to  inventors,  and  to  society 
through  their  means,  that  persons  of  capital  should  be  found  to 
come  forward  and  assist  men  who  are  without  capital,  and  the 
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capitalist  receiving  a  fair  share  of  remuneration,  is  rather  an  addi-  in  the  Privy 
tional  means  of  inducing  him  to  bring  the  invention,  in  which  SmcTii  1846. 
he  is  so  interested^  into  general  use. 

It  appears  that  £1000,  according  to  the  account  which  is  No  profit,  but 
before  their  Lordships  (though  that  may  be  cut  down  by  taking  ^^IhereoT*^ 
out  the  parties'  expenses),  has  been  expended  by  Mr.  Woodcroft,  during  extend- 
and  that  all  his  time,  ingenuity,  and  labour,  as  an  engineer,  have        ""'* 
been  bestowed  upon  this  invention.     He  has  received  no  profit ; 
£35  is  all  that  he  has  actually  received,  and  he  has  due  to  him 
several  sums  which  would  bring  his  whole  remuneration  to  some- 
where under  £500.     That  will  not  reimburse  him  for  the  ex- 
penses he  has  been  put  to,  besides  his  time,  and  besides  a  fair 
remuneration  for  his  time  and  ingenuity,  and  for  the  service  his 
invention  will  render.    There  is  every  reason  to  hope  and  to 
believe  that  he  may,  during  the  next  few  years,  be  in  happier 
circumstances.     Evidence  was  not  given,  and  therefore  I  can 
make  no  reference  to  it,  as  to  the  course  of  proceedings  in  con- 
templation with  the  Admiralty ;  but  evidence  was  given  by  Mr. 
Slaughter  and  Mr.  Grantham,  and  one  or  two  others,  and  there 
is  every  reason  to  believe  that  for  the  next  few  years  he  will  be 
fikely  to  receive  a  reasonable  compensation. 

The  great  consequence  and  importance  of  the  subject,  and  to 
show  that  these  cases  are  not  matters  of  course,  but  that  every 
such  application  must  be  grounded  upon  statement  and  proof  of 
merit,  and  must  be  thoroughly  examined  and  sifted  in  every 
point  of  view,  have  been  my  reasons  for  thus  going  into  this 
case,  to  which  their  Lordships  have  given  the  best  attention ; 
aod  upon  the  grounds  which  I  have  stated,  their  Lordships  are 
of  opinion  that  a  period  of  six  years  should  be  given  by  way  of 
extension  to  the  patentee  (k). 

Their  Lordships  wish  to  give  no  opinion  whatever  against 
Mr.  Smith,  or  the  company  who  represent  him.  On  the  con- 
trary, for  all  that  appears  before  them  Mr.  Smith's  invention 
may  be  a  very  meritorious  and  useful  one. 


(^k)  The  new  letters  patent  were  dated  11th  March,  1846L 
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'^^'  Letters  patent,  26th  July,  1825,  to  James  Kay,  for  "  new  and 

improved  machinery  for  preparing  and  spinning  flax,  hemp, 
and  other  fibrous  substances  by  power/' 

Speeijieation.  h  ^^^  ^^  Jamcs  Kay,  do  hereby  declare  the  nature  of  my 
said  invention  to  consist  in  new  machinery  for  macerating  flax, 
and  other  similar  fibrous  substances,  previous  to  drawing  and 
spinning  it,  which  process  I  call  preparing  it ;  and  also  in  improTed 
machinery  for  spinning  the  same,  after  having  been  so  prepared. 
And  in  further  compliance  with  the  said  proviso,  I,  the  said 
James  Kay,  do  hereby  describe  the  manner  in  which  I  perfonn 
my  said  invention  by  the  following  description : 

First,  of  the  new  machinery  for  macerating ;  and  secondly,  of 
the  improved  machinery  for  spinning ;  reference  being  bad  to 
the  drawing  anncKed,  and  the  figures  and  letters  marked  thereon, 
that  is  to  say — description  of  the  drawing.  I  will  first  desciibe 
the  new  machinery  for  the  purposes  of  maceration.  Kg.  1,  re- 
presents a  front  elevation  of  an  ordinary  flax  spinning  frame  as 
used  for  preparing  flax,  hemp,  and  other  fibrous  substances  by 
power,  with  this  alteration,  namely : — ^instead  of  the  ordinary 
spindles  which  would  be  placed  at  M,  I  substitute  the  twisters 
and  rollers  coloured  blue  ;  but  to  which,  being  well  known  in 
the  trade,  I  lay  no  claim  as  being  any  part  of  my  said  invention. 
A  A  A  A  are  four  tin  cans  set  into  tin  or  other  vessels  B  B  fi  B, 
and  kept  from  slipping  to  the  bottom  of  these  vessels  by  means 
of  the  beading  or  rim,  r  r.  The  can  and  vessel  on  the  right 
are  shewn  in  section,  in  order  more  distinctly  to  show  how  the 
one  sets  into  the  other.  The  vessels  B  B  B  B  are  bored  with 
holes  like  a  cullender,  and  set  into  a  trough  C  C,  filled  with  dis- 
tilled or  other  soft  water  at  about  summer  heat.  As  the  cans  A 
fill  with  rovings  or  slivers  of  flax,  such  rovings  or  slivers  should 
be  pressed  down  by  means  of  a  plunger  into  the  vessels  B  B  B  B, 
until  all  the  air  in  the  flax  be  expelled  through  t^e  holes  in  the 
vessels  B  B  B  B.  Until  this  is  effected,  the  roving  or  sliver  will 
not  be  sufficiently  macerated.  When  the  roving  or  sliver  Ues  in 
one  completely  saturated  mass  at  the  bottom  of  the  vessels 
B  B  B  B,  from  having  been  repeatedly  pressed  down  and  under 
the  water  by  the  plunger,  the  cans  may  be  lifted  off",  and  the 
roving  or  sliver  ma,y  be  divided,  and  the  vessels  and  trough  may 
be  removed  with  the  compressed  rovings  or  slivers  in  them,  and 
left  to  steep  for  about  5  or  6  hours,  when  they  will  be  in  a  fit 


(I)  See  proceedings  on  the  eztensioD  of  this  patent,  1  Pat.  C.  568. 
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state  to  be  removed  to  the  spinning  firame^  and  acted  upon  as  specifieation. 
hereinafter  set  forth.     Fig.  2  is  a  side  view  of  fig.  1,  and  merely 
given  to  show  the  relative  position  of  the  can^  macerating  vessel, 
and  flax  spinning  frame. 

Having  now  described  the  new  machinery  for  the  purposes  of 
maceration,  and  which  consists  only  of  the  vessels  marked  B, 
and  the  trough  of  water  marked  C,  I  will  proceed  to  describe 
the  improved  machinery  for  spinning  flax  and  other  similar 
fibrous  substances. 

Fig.  Sy  represents  a  side  view  in  section  of  my  improved  spin- 
ning frame  to  be  worked  by  power  in  any  of  the  ordinary  methods. 
D  D  is  a  wooden  or  other  trough  divided  into  compartments, 
each  compartment  having  the  contents  of  one  of  the  macerating 
vessels  emptied  into  it  in  such  manner,  that  the  said  contents 
when  so  emptied  into  it  may  have  the  appearance  represented  in 
this  figure.  And  the  best  mode  which  I  have  found  of  doing 
this,  has  been  to  turn  the  macerating  vessel  upside  down  care- 
fully over  the  compartment,  when  the  end  of  the  roving  or  sliver 
will  be  easily  found.  E  E  represent  the  contents  of  two  of  the 
macerating  vessels  emptied  as  aforesaid ;  the  ends  of  the  roving  or 
sliver  being  found,  they  are  led  over  the  roller  G,  at  the  top  of  the 
frame  H ;  from  this  roller  G  the  roving  or  sliver  is  led  between 
an  ordinary  pair  of  retaining  rollers  e  e,  and  a  pair  of  drawing 
rollers  c  c.  The  drawing  rollers  c  c  move  at  a  pace  eight  times 
fester  than  the  retaining  rollers  e  e,  which  retaining  rollers  I  find 
answer  better  to  be  fluted. 

I  place  the  drawing  rollers  only  two  and  a  half  inches  from  the 
retaining  rollers,  and  this  constitutes  the  principal  improvement 
in  the  said  spinning  machinery,  for  the  rovings  being  so  com- 
pletely macerated  would  not  hold  together  to  be  drawn  out  while 
in  sach  a  state  to  the  ordinary  length  of  the  staple,  but  this  very 
state,  when  drawn  in  so  short  a  length  as  here  represented, 
enables  it  to  be  spun  very  fine  and  evenly,  for  it  should  be  stated 
that  there  is  no  elasticity  in  the  fibre  of  flax,  hemp,  nettleweed, 
or  other  like  substances,  but  when  drawn  by  rollers  so  placed  as 
aforesaid,  and  moving  at  the  relative  speed  aforesaid,  and  in  the 
completely  saturated  state  aforesaid,  the  fibres  themselves  are 
polled  asunder,  and  require  to  be  twisted  immediately,  or  the 
continuity  of  the  thread  would  be  destroyed.  This  position  of 
the  rollers  is  not  necessary  in  the  ordinary  mode  of  spinning 
sach  substances  as  aforesaid,  for  in  the  ordinary  process  the 
elongation  of  the  skein  only  is  efiected  by  the  process  of  drawing, 
and  not  the  elongation  of  the  fibres  themselves  which  compose 
the  skein.  J  is  the  thread  or  staple  in  its  twisted  or  spun  state, 
and  L  is  the  ordinary  bobbin  and  fly. 

Now,  whereas  I  hereby  declare  that  what  I  claim  as  my  in-  Claim, 
vention,  in  respect  of  new  machinery  for  preparing  flax,  hemp, 
and  other  fibrous  substances,  are  the  macerating  vessels  marked 
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Speci/Seatim.  B,  and  trough  of  water  marked  C  ;  and  that  which  I  claim  as 
my  invention  in  respect  of  improved  machinery  for  spinning 
flax,  hemp,  and  other  fibrous  substances^  is  the  wooden  or  other 
trough  marked  D,  for  holding  the  rovings  when  taken  from  the 
macerating  vessels,  and  the  placing  of  the  retainii%  rollers  «e, 
and  the  drawing  rollers  cc,  nearer  to  each  other  than  they  haTe 
ever  before  been  placed,  say  within  two  andahalf  inches  of  each 
other,  for  the  purpose  aforesaid  (m).  In  witness,  &c 


In  Chancery. 
1835. 
BtUjOed 
Feb.  9. 1836. 


Kay  V,  Marshall  and  others. 
Cor.  Sir  L.  Shadwell,  V.  C. 
The  bill  (as  filed  9th  February,  1835,  and  subsequently 
amended  15th  April,  1835,)  in  substance  stated,  that  in  the 
year  1824  the  plaintiff  invented  new  and  improved  machinery 
for  preparing  and  spinning  flax,  hemp,  and  other  fibrous  sub- 
stances by  power,  and  that  he  obtained  his  then  Majesty's  letten 
patent,  dated  the  26th  July,  1825,  for  his  said  invention;  and 
on  the  26th  of  January,  1826,  duly  enrolled  the  specification  in 
pursuance  of  the  proviso  contained  in  the  letters  patent,  whereby 
he  particularly  described  and  ascertained  the  nature  of  his  in- 
vention, and  in  what  manner  the  same  was  to  be  performed; 
Claim  in  tpeci-  ^^  ^^^^  j^^  thereby  declared  that  what  he  claimed  as  his  inven- 
tion  in  respect  of  new  machinery  for  preparing  flax,  hemp,  and 
other  fibrous  substances,  were  the  macerating  vessels,  marked 
(B)  in  the  drawing  annexed  to  the  specification,  and  the  troagh 
of  water  marked  (C)  in  such  drawing;  and  that  what  he  claimed 
as  his  invention  in  respect  of  improved  machinery  for  spinning 
flax,  hemp,  and  other  fibrous  substances,  was  the  wooden  or 
other  trough,  marked  (D)  in  the  drawing,  for  holding  the  rovings 
when  taken  from  the  macerating  vessels,  and  the  placing  the 
retaining  rollers  (ee)  and  the  drawing  rollers  (cc)  nearer  to  eadi 
other  than  they  had  ever  before  been  placed,  say  within  tvo 
and  a  half  inches  of  each  other,  for  the  purpose  aforesaid  (fi). 

That  in  the  process  of  spinning  flax  by  power,  the  skein  of 
flax,  commonly  called  a  roving,  was  drawn  out  or  elongated, 


Nature  of  i li- 
ve ii  tion. 


(m)  The  above  specifioation  has  been  given  in 
full,  although  portions  of  it  are  but  imperfectly  in- 
telligible without  the  drawings,  in  order  that  the 
subsequent  proceedings  may  be  fully  understood. 
In  viewing  this  case,  the  distinction  between  the 
invention  actually  made  by  Mr.  Kay,  and  the  in- 
vention as  described  and  claimed  in  tbe  specific 
cation,  must  be  kept  in  view  ;  the  former  being, 
the  macerating  and  subseauent  spinning  at  a  short 
ratch  of  macerated  flax — ^tbe  latter  being,  specific 
machinery  and  arrangements  for  the  maceration 
and  spinning.  See  the  speech  of  the  Lord  Chief 
Baron  (Sir  V.FoUock)  as  counsel  for  the  plaintiff 
in  the  action  at  law,  which  contains  an  elaborate 
accntini  nf  the  nature  of  the  invention,  and  of  the 
bcnctits  cuiiferrcd  by  Mr.  Kay  on  this  branch  of 


the  manufactures  of  the  country. — Poti^  46.  See 
also  1  Pat.  C.  56S  572. 

(n)  Tlie  specification  was  not  set  forth  in  the 
bill,  but  only  referred  to.  In  the  saheeqaent  pro- 
ceedings a  question  arose  whether  this'was  sufficient 
on  general  demurrer,  and  Lord  Cottenham,  LC, 
in  overruling  the  demurrer,  held  (inter aiia)  that 
it  was  sufficient  for  the  plaintiff  to  sUte  on  tbe 
face  of  the  bill  that  he  had  done  all  that  was  required 
by  the  patent.  See/Nis<,39. 

In  a  subsequent  case  of  Weetheai  ▼.  Ketm,  1 
Beav.  287,  Lord  Langdale,  M.R.,  overruled  t 
demurrer  to  a  bill  in  which  it  was  contended 
that  the  specification  ought  to  be  set  out  at  fiili 
length  so  as  to  enable  the  Court  to  judge  '6f  its 
validity  or  sufficiency. 
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immediatdy  before  its  being  spun,  by  means  of  drawing  and  ^»  Chancery, 
retaining  rollers,  the  drawing  rollers  moving  at  a  greater  velocity  ** 
than  the  retaining  rollers ;  and  that  in  the  machinery  for  spin- 
ning flax  by  power  commonly  in  use  prior  to  the  plaintiff's  said 
invention,  the  drawing  and  retaining  rollers  were  placed  at  a 
distance  of  from  twelve  to  twenty  inches,  or  thereabouts,  from 
each  other,  such  distance  being  regulated  by  the  length  of  the 
staple  or  fibre  of  the  flax ;  and  that  such  machinery  was  not 
adapted  to  the  spinning  of  flax  in  a  wet  or  macerated  state,  by 
reason  that  wet  or  macerated  flax  could  not  when  the  rollers 
were  placed  at  the  distance  of  the  ordinary  length  of  the  staple, 
be  drawn  out  or  elongated  to  the  requisite  degree  of  fineness 
without  breaking.  That  the  plaintiff,  after  many  experim  ents, 
discovered  that  by  a  new  combination  of  the  drawing  and  retain- 
ing rollers,  that  is  to  say,  by  placing  the  drawing  rollers  at  a 
distance  of  two  and  a  half  inches  only  from  the  retaining  rollers, 
the  skein  of  flax  or  roving  might  be  drawn  out  and  spun  in  a 
wet  or  macerated  state ;  and  that  when  drawn  out  and  spun  in 
such  prepared  state,  a  thread  of  a  much  finer  and  stronger  tex- 
ture could  be  produced  than  could  be  produced  from  the  skein 
or  roving  drawn  and  spun  with  the  machinery  and  according  to 
the  method  in  use  prior  to  the  plaintiff's  said  invention ;  and 
that  the  plaintiff  having  made  such  discovery  as  aforesaid,  and 
having  contrived  machinery  more  convenient  for  preparing  flax 
by  macerating  or  wetting  the  same  than  any  theretofore  in  use, 
and  having  also  invented  new  and  improved  machinery  for  spin- 
ning flax  in  such  macerated  or  prepared  state,  constructed  on 
the  principle  of  such  new  combination  of  the  rollers,  he  apphed 
for  and  obtained  the  aforesaid  letters  patent,  applicable  as  well 
to  his  improved  method  of  preparing  flax  as  to  his  improved 
machinery  for  spinning  flax  when  so  prepared. 

The  bill  then  stated,  that  by  reason  of  improvements  made  in  Further  im- 
the  preparation  of  flax  subsequently  to  the  date  of  the  plaintiff's  P""**^®™*"^*- 
letters  patent,  the  process  of  macerating  described  in  his  specifi- 
cation had  become  altogether  or  in  a  considerable  degree  unne- 
cessary, the  skein  or  thread  of  flax  being  by  reason  of  the 
improved  preparation  thereof  rendered  capable  of  being  sufiici- 
enUy  wetted  for  drawing  and  spinning  by  being  made  merely  to 
pass  through  a  trough  of  water  previously  to  being  drawn  out 
and  spun,  which,  prior  to  such  improved  mode  of  preparation 
snd  when  the  plaintiff  obtained  his  said  letters  patent,  was  not 
the  case ;  but  the  plaintiff's  improved  machinery  for  spinning 
flax  when  so  prepared  continued  to  be  used  to  a  great  extent 
and  with  great  advantage.  The  bUl  then  stated,  that  the  plain- 
tiff's invention  of  machinery  for  spinning  flax  by  means  of 
placing  the  drawing  rollers  within  the  said  short  distance  from 
the  retaining  rollers,  was  a  new  invention,  and  one  of  great 
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In  Chancery,    public  Utility,  and  that  by  means  thereof  flax  could  be  spun  into 
*'       '       a  thread  of  a  much  finer  and  stronger  texture  than  by  the  old 
method;  and  that,  since  the  promulgation  of  the  plaintiff's 
inyention,  machinery  made  upon  the  principle  of  that  inyention 
had  been  substituted  for  the  machinery  formerly  in  use,  and 
great  profit  had  been  derived  from  the  use  of  such  new  and 
improved  machinery.     The  bill  further  stated,  that  the  patent 
granted  to  the  plaintiff  was  a  valid  patent,  and  still  in  full  force; 
but  that  nevertheless  the  defendants  had,  without  his  Ucense  or 
authority,  and  in  violation  of  his  exclusive  right  to  the  ben^t 
of  his  invention,  caused  great  quantities  of  new  and  improTcd , 
machinery  for  spinning  flax  to  be  constructed  upon  the  prin- 
ciple of  the  plaintiff's  invention,  and  had  used,  and  continued 
to  use,  the  same  in  their  spinning  mills,  without  making  anj 
compensation  to  the  plaintiff  for  the  use  thereof. 
Infrinffement        The  bill  then  charged  that,  since  the  plaintiff  obtained  his 
^     *"     **'  patent*  new  machinery  had  been  introduced  into  the  defendants' 
mills,  constructed  on  the  principle  of  the  plaintiff's  invention, 
especially  with  regard  to  the  position  of  the  drawing  and  retain- 
ing roUers,  that  is  to  say,  upon  the  principle  of  placing  the 
retaining  and  drawing  rollers  nearer  to  each  other,  and  within 
such  short  distance  as  aforesaid;  and  that  the  said  principle 
was  and  is  a  material  part  of  the  invention  in  respect  of  which 
such  patent  was  granted.     That  the  plaintiff  had  brought  many 
actions  at  law  against  parties  infringing  his  patent,  who  [had  all 
submitted  and  paid  him  damages ;  and  that  many  others  had 
submitted  and  paid  him  damages  without  having  been  sued; 
and  that  in  particular  he  had  brought  an  action  against  one 
William  Renshaw  for  infringing  his  patent,  and  had  recovered 
a  verdict  for  damages,  and  had  thereby  established  the  validity 
of  his  patent. 
Royally  The  bill  further  charged,  that  10s.  per  spindle  was  less  than 

the  amount  of  profit  which  the  defendants  had  derived  from  the 
use  of  the  plaintifl^s  invention.    That  the  defendants  ought  to 
set  forth  an  account  of  the  number  of  spindles  used,  and  the 
quantity]  of  flax  spun  by  them,  by  means  of  machinery  con- 
structed on  the  principle  of  the  plaintiff's  invention,  and  also  of 
the  profits  derived  by  them  from  the  use  of  such  machbery. 
That  the  profits  of  the  defendants  in  their  business  of  flax  spin- 
ners had  been  greatly  increased  by  the  use  of  the  said  invention 
in  their  machinery  for  drawing  and  spinning  flax ;  and  so  it 
would  appear,  if  the  defendants  would  set  forth  comparative 
accounts  of  the  profits  made  by  them  for  drawing  and  spinning 
flax,  since  their  use  of  the  said  invention,  and  the  profits  made 
by  them  in  an  equal  number  of  years  before  the  introduction  of 
the  same  into  their  machinery. 
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The  bill  prayed  that  the  defendants  might  be  restrained  from  ^j^'YasT*'' 
all  further  infringement  of  the  plaintiflfs  patent,  and  that  they  Pr^^, 
might  account  for  the  profits  derived  from  the  use  of  the  plain- 
tiff's invention  in  the  spinning  of  flax. 

The  defendants  having  allowed  the  regular  time  for  demurring  ^^TT 
to  expire^  obtained  the  special  leave  of  the  Court  (o)  to  file  a 
general  demurrer  to  the  bill^  which  was  argued  on  2nd  June, 
1835,  before  the  Vice-Chancellor,  and  on  the  9th  of  June  his 
Honour  ordered  the  demurrer  to  stand  over  for  twelve  months, 
with  Uberty  to  the  plaintiff  to  bring  such  action  as  he  might  be 
advised. 

Order  accordingly. 


Cor.  Lord  Cottenham^  L.  C.  AppeaL 

January  27  and  28  5  February  1,  1836. 

This  was  an  appeal  from  the  above  order. 

Sir  F.  Pollock^  Kindersley,  and  Booth  for  the  plaintiff. 

Barber t  IVigram,  and  R.  Atkinson  for  the  defendants  (jp). 

Lord  CoTTBN  HAM,  L.C. :  The  bill  states  that  the  plaintiff  February  l. 
has  obtained  a  patent  for  a  new  and  improved  machinery  for  •'«<^9ww»'. 
preparing  and  spinning  flax,  hemp,  and  other  fibrous  substances, 
and  that  in  his  specification  duly  enrolled  he  set  forth,  described, 
and  ascertained  the  nature  of  his  said  invention,  and  the  several 
parts  thereof,  and  by  what  means  the  same  was  to  be  performed. 
This  is  all  the  bill  states  of  the  specification.     Upon  the  face  of 
his  bill,  therefore,  he  alleges  that  he  did  by  his  specification  do 
aQ  that  his  patent  required  him  to  do,  namely,  describe  and 
ascertain  the  nature  of  the  invention,  and  in  what  manner  the 
same  was  to  be  performed.     What  follows  is  merely  the  claim, 
not  intended  to  be  any  description  of  the  means  by  which  the 
invention  is  to  be  performed,  but  introduced  for  the  security  of  Description  of 
Ae  patentee,  that  he  may  not  be  supposed  to  claim  more  than  "?^««>J><»  ^}^ 

-u  It.  _4.  •  ^  T.    .     .    .      J         ,1         .     tinctfromcUim. 

What  he  can  support  as  an  mvention.     It  is  mtroduced,  lest  m 

describing  and  ascertaining  the  nature  of  his  invention,  and  by 

what  means  the  same  is  to  be  performed  (particularly  in  the 

case  of  a  patent  for  an  improvement),  the  patentee  should  have  Object  of  cWm. 

madvertently  described  something  which  is  not  new,  in  order  to 

render  his  description  of  the  improvement  inteUigible.    The 

claim  is  not  intended  to  aid  the  description,  but  to  ascertain  the 

extent  of  what  is  claimed  as  new.     It  is  not  to  be  looked  to  as 

the  means  of  making  a  machine  according  to  the  patentee's  im-  aaim  to  be  li- 

provements.    If,  therefore,  the  specification,  as  containing  the  ^?f  ^j^^f "^ 

description,  be  sufficiently  precise,  it  cannot  be  of  any  conse-  utl^q^ 


Coj  The  application  for  this  was  refused  by  the         (p)  For  the  argument  of  counsel  in  this  case. 
Vice-chancellor,   but    allowed  15  April,    1836,     see  1  Myl.  &  C.  373. 
^  Lord  Ljndhurst,  L.  C,  on  appeal 
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In  Chancery,    q^ence  that  expressions  are  used  in  the  claim  which  would  be 
Feb.,  1836.       iqq  general  if  they  professed  to  be  part  of  the  description, 
admito  ^e  mith      ^^  ^^®  present  Case  the  plaintiff  allies  that  he  has  before 
of  the  plaintirs  explained  the  means  by  which  his  inyention  was  to  be  perfonned, 
suteme&u.       ^^^  ^^  defendant^  by  demurring,  admits  his  statement  to  be 
true.    The  plaintiff  then  states  that  he  claims  his  invention  in 
respect  of  new  machinery  for  preparing  the  flax  to  be  as  be 
there  states — a  part  of  the  patent  which  is  not  in  question;  and 
that  what  he  claims  as  his  invention  in  respect  of  improved 
machinery  for  spinning  hemp,  flax,  and  odier  fibrous  substances, 
is  '^  the  wooden  or  other  trough,  marked  (D)  in  the  drawing, 
for  holding  the  rovings  when  taken  from  the  macerating  vessels, 
and  the  placing  the  retaining  roUers  and  the  drawing  rolien 
nearer  to  each  other  than  they  had  ever  before  been  placed,  saj 
within  two  and  a  half  inches  of  each  other,  for  the  purpose  afore- 
said.''    From  what  I  have  already  stated,  it  is  not  necessary  for 
me  to  say  much  upon  the  construction  to  be  put  upon  these 
words ;  the  sufficiency  of  the  description  not  being,  in  my  opi- 
nion, to  be  looked  for  in  this  place,  and  the  plaintiff  alleging 
that  he  has  before  fully  described  the  means  by  wjiich  his  inven- 
tion is  to  be  performed.    Were  it  necessary  for  me  to  express 
an  opinion  upon  these  words,  I  should  probably  be  of  opinion 
that  their  true  meaning  was,  that  by  means  of  the  invention  the 
rollers  might  be  brought  within  two  and  a  half  inches  of  each 
other.     The  claim  is  for  the  means  of  approximating  than; 
and  the  degree  attained  is  stated  to  be  two  and  a  half  inches,  and 
the  plaintiff  afterwards  states  that  to  be  the  exact  distance. 
Cium  dimible      It  is  to  be  observed  that  the  claim  consists  of  two  parts,  & 
into  two  paru.  pi^^css  for  maccTation,  and  the  improved  machinery  for  spinning 
the  macerated  substance.  The  bill  then  alleges  that,  prior  to  the 
plaintiff's  invention,  the  space  between  the  rollers  had  been 
regulated  by  the  length  of  the  fibre,  and  that  they  had,  therefore, 
been  placed  at  the  distance  of  from  twelve  to  twenty  inches,  but 
that,  by  a  new  combination  of  the  drawing  and  retaining  roUen, 
he  has  discovered  the  means  of  spinning  flax  at  the  distance  of 
two  and  a  half  inches  only ;  and  that  by  means  of  such  improve- 
ment a  better  substance  was  produced.     If  the  plaintiff's  state- 
ment had  rested  here,  it  would  have  been  impossible  upon  that 
statement  to  raise  a  question  as  to  the  validity  of  his  patent^  as 
it  would  have  amounted  to  a  statement,  that  where,  as  in  all 
machines  heretofore  used,  the  rollers  were  at  from  twelve  to 
twenty  inches  apart,  and  could  not  be  approximated — the  length 
of  the  fibre  regulating  the  distance — ^the  plaintiff  had  contrived  a 
new  combination  of  the  rollers,  by  which  they  could  be  approxi- 
mated to  two  and  a  half  inches ;  it  would  then  have  appeared, 
that  this  object  had  been  attained  by  a  new  combination  of  the 
rollers.    But  the  bill  goes  on  to  state,  that  the  approximating  of 
the  rollers  is  accomplished  by  using  the  fibre  in  a  wet  state ; 
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and  it  is  therefore  said  that  the  discovery,  in  fact,  consists  in  5*i^*^?23e 
wettiDg  or  macerating  the  flax,  and  not  in  any  improyement  in 
the  machme,  the  distance  of  the  rollers  being  stated  to  depend 
upon  the  state  and  substance  of  the  flax,  and  to  be  therefore 
liable  to  variation  as  that  state  and  substance  shall  vary;  and 
this  must  be  the  real  question  upon  the  validity  of  the  patent. 
Bat  it  is  a  question  vhich  has  been  open  ever  since  the  patent 
was  obtained,  in  the  year  1825 ;  for  as  the  alteration  in  the  spin- 
ning machine  is  claimed  as  part  of  the  invention,  if  such  alter- 
ation did  not  entitle  the  patentee  to  be  protected  in  the  exclusive 
benefit  derived  from  it,  the  whole  patent  would  have  been  void. 
The  bill  then  states,  that  what  the  plaintiff  so  claims  is  new  and 
useful ;  that  he  has  been  in  the  exclusive  enjoyment  of  the  pri- 
Tilege  ever  since  the  year  1825;  that  he  has  brought  several 
actions  for  its  infringement,  and  that  the  validity  of  his  patent 
has  been  established  at  law  in  those  actions. 

To  this  bill  the  defendant  put  in  a  general  demurrer,  and  upon  Upon  demurrer 
tie  argument  in  the  court  below,  the  Vice  ChanceUor  ordered  ^^i^^^\  '^^ 
the  demurrer  to  stand  over,  with  liberty  to  plaintiff  to  bring  an  order  that  the 
an  action  to  try  the  validity  of  the  patent.    No  instance  has  ^tL™^  with 
been  produced  of  such  a  course  having  been  ever  taken  upon  a  liberty  to  bring 
dbnurrer ;  and  I  am  of  opinion  that,  however  beneficial  it  might  ^^^^^  ^  "" 
be  in  the  result,  by  bringing  the  question  in  issue  to  a  speedy 
determination,  it  is  too  great  a  departure  from  the  practice  of 
the  court,  and  too  inconsistent  with  the  nature  of  the  question 
before  the  court  upon  a  demurrer,  to  be  supported. 

Upon  a  demurrer  no  question  of  fact  can  be  in  issue ;  the 
question  being,  not  whether  the  plaintiff  be  entitied,  but  whether, 
if  all  he  say  be  true,  he  is  entitied.  Every  allegation,  therefore, 
however  false  in  fact,  must  be  taken  to  be  true ;  but  in  the 
action,  the  question  will  not  be,  what  legal  consequence  will  fol- 
low a  state  of  circumstances  such  as  the  bill  alleges,  but  what 
are  the  rights  of  the  parties  upon  a  state  of  circumstances 
proved  to  exist  and  which  may  be  totally  at  variance  with  the 
aUegations  in  the  bilL'  The  question  being,  what  is  the  law  upon 
an  admitted  state  of  facts,  it  would  not  be  according  to  the 
Gonrse  of  the  court  to  send  such  a  question  to  a  jury ;  but  there 
is,  in  this  case,  the  additional  objection,  that  the  facts  before  the 
jury  will  not  necessarily  be  the  same  as  are  stated  in  the  bill. 
It  is  no  answer  to  the  objection  to  say,  that  by  the  modem  course 
of  proceedingat  law,  the  grounds  upon  which  the  verdictof  the  jury 
has  proceeded  will  appear  upon  the  record.  This  circumstance 
may  no  doubt  render  the  verdict  more  useful  in  ascertaining 
the  rights  of  the  parties ;  but  it  may  still  leave  the  question 
<piite  open,  as  to  what  is  the  result  in  law  of  the  facts  stated  in 
tiie  bill.  I  am,  therefore,  of  opinion,  that  the  order  appealed 
from  cannot  stand. 

It  remains  to  be  considered,  whether  the  demurrer  ought  to 

VOL.   II.  o 
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If  the  bill  al- 
lefM  a  legal 
primd/auns 
title  to  equitable 


F^hS*"'^'*^*    ^^^®  '^®®'*  allowed  or  overruled ;  and  upon  this  view  of  the  caie^ 
^      ^^'       *  I  must  assume  that  the  Vice  Chancellor  thought  he  could  not 
allow  the  demurrer;  and  in  that  opinion  I  think  he  was  right 

The  plaintiff  alleges  that  he  has  been  in  possession  of  his  patent 
right  for  ten  years,  and  that  he  has,  within  that  time,  established 
his  right  at  law.    The  equitable  relief  flows  from  the  legal  title, 
and  the  question  is  whether,  upon  the  statements  in  the  bill,  the 
court  can  take  upon  itself  to  decide  that  the  plaintiff  has  no  legil 
title.   If  the  plaintiff,  asking  for  equitable  relief  upon  the  ground 
of  a  legal  title,  states  upon  his  bill  a  title  which  cannot  be  sup- 
w»re?rjSm2i!  P<>rted  at  law,  the  defendant  may  take  advantage  of  it  by  de- 
rerwiii  be  over-  murrer ;  but  if  the  plaintiff  states  himself  to  stand  in  the  position 
^  of  having  so  far  established  his  title  at  law  as  to  give  him  at 

least  a  primft  facie  title,  this  court  will  so  far  give  credit  to  such 
circumstance  as  to  afford  him  the  aid  of  its  jurisdiction  until  the 
suit  shall  be  in  such  a  state  as  to  call  upon  the  court  for  a  deci- 
sion, or  to  direct  such  proceedings  as  may  be  necessary  to  com- 
plete the  investigation  of  the  right  at  law.  Many  cases  were 
cited  to  show  that,  upon  demurrer,  the  court  inquires,  not 
whether  the  plaintiff  may  have  a  title  from  the  facts  stated,  but 
whether  he  has  stated  a  good  title.  But  the  cases  which  stand 
upon  legal  titles  differ  from  those  in  which  the  title  is  altogetfa^ 
equitable.  If,  for  instance,  a  plaintiff  comes  here  for  equitable 
relief,  after  he  has  established  his  right  at  law  against  the  defen- 
dant, the  court  will  not  withhold  its  assistance  because  it  may 
doubt  or  disapprove  the  decision  at  law. 

What  then  is  the  state  of  the  plaintiff's  legal  right  as  he  states 
it  in  his  bill  ?  That  he  has  been  in  the  enjoyment  of  it  for  ten 
years,  and  that  he  has,  in  actions  against  others,  established  it  at 
law.  There  is,  therefore,  possession  of  a  considerable  duration 
strengthened  by  the  verdict  obtained,  though  not  thereby  exclu- 
sively established  against  the  defendants.  To  refuse  to  entertain 
the  suit  would  be  to  deprive  the  plaintiff  of  the  benefit  of  bb 
possession.  In  Boulton  v.  Bull  (9),  Lord  Rosslyn  refused  to 
dissolve  an  injunction,  although  the  court  of  Ck)mmon  Pleas  had 
been  equally  divided  upon  the  validity  of  the  patent.  There 
had,  indeed,  been  long  possession  in  that  case,  but  the  right  was 
at  that  time  very  doubtftd,  and  Lord  Rosslyn  proceeded  upon  the 
ground,  that  he  would  not  disturb  the  possession.  In  Harraar 
Vm  Plane  (r),  Lord  Eldon  acted  upon  the  same  principle,  and  said, 
that  where  the  public  had  permitted  enjoyment  under  a  patent 
for  a  reasonably  long  time,  the  court  wotdd  give  credit  to  the 
patent  until  the  legal  question  could  be  tried ;  and  he  therefore 
granted  an  injunction,  although  he  expressed  great  doubt  as  to 
the  validity  of  the  patent.     In  that  case  the  patent  was  of  tfair* 


Possenion  of 
ooiuiderable 
duration  suffi- 
cient prtm^ 
facie  title. 


(q)  3  Ves.  140;  (r)  14  Yes.  135. 
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Uen  years'  standing.  In  Hill  t?.  Thompson  (*),  Lord  Eldon  ^ohaneery. 
again  laid  down  the  same  rule,  observing,  that  where  a  patent  ^  "'^' 
had  been  granted,  and  an  exclusive  enjoyment  of  some  duration 
had  existed  under  it,  the  court  would  interfere  by  injunction 
without  putting  the  party  previously  to  establish  his  title  at  law ; 
but  that  where  tlie  patent  was  but  of  yesterday,  and  its  legality 
was  disputed,  the  court  would  not  act  upon  its  own  notions  of 
the  validity  or  invalidity  of  the  patent,  without  the  right  having 
been  first  established  at  law.  In  that  case  the  motion  was  made 
in  the  year  1817.  'Vhe  patent  was  taken  out  in  the  year  1814, 
and  the  specification  bore  date  in  January  1815;  but  the  inven- 
tion had  not  been  used  until  July  1816. 

These  indeed  are  all  cases  of  injunction,  but  the  principle  A  bUl  tufficieiit 
applies  equally  to  cases  of  demurrer.  The  court  may  refuse  an  u  grod  upon  °" 
injunction  in  many  cases  in  which  the  facts,  if  stated  upon  the  demurrer, 
billy  would  preclude  a  demurrer ;  but  it  could  not  grant  an  in- 
junction upon  facts,  which,  if  stated  upon  the  bilU  would  make 
the  bill  demurrable.  If  the  facts  do  not  give  the  court  jurisdic- 
tion, no  injunction  could  issue ;  and  for  the  same  reason,  a  de- 
murrer would  hold,  if  facts  of  that  description  constitute  the  bilL 
If  the  plaintiff  in  this  cause  should  ever  apply  for  an  injunc- 
tion, the  truth  of  the  statement  upon  the  bill,  to  which  I  have 
adverted,  will  then  come  in  question.  Upon  the  demurrer,  the 
truth  of  it  cannot  be  questioned ;  and  this  bill  represents  such 
an  enjoyment  of  possession  under  the  patent,  not  by  acquiescence 
merely,  but  by  force  of  the  assertion  of  title  at  law,  as,  within  the 
authority  of  cases  I  have  referred  to,  entitles  the  plaintiff  to  have 
his  legal  title  recognised  in  this  court,  until  a  proper  occasion 
shall  arise  for  having  its  validity  ascertained.  That,  I  hav6  al* 
ready  said,  cannot  be  done  upon  demurrer. 

Upon  these  grounds  I  am  of  opinion,  that  this  bill  states  such  Demmrer  ofer- 
a  case  as  precludes  the  court  from  saying  upon  demurrer,  that  the        • 
1^  title  under  which  the  plaintiff  claims  is  bad ;  the  order  of 
the  Vice  Chancellor  must  therefore  be  discharged,  and  the  de- 
murrer overruled. 

It  was  observed,  that  the  bill  seeks  useless  and  vexatious  dis-  though  dis- 

coveiw,  and  that  if  the  demurrer  be  overruled,  the  defendant  will  P^^^'y  ■?"?^* 
1  .be  vexftlioui. 

be  under  the  necessity  of  answering  and  giving  that  discovery. 

It  is,  perhaps,  true  that  the  defendants  have  not  such  means  of 
protection  in  cases  of  this  kind  as  might  be  desirable  $  but  that 
consideration  cannot  influence  my  judgment  upon  the  de- 
murrer (/). 

Order  discharged  and  demurrer  overruled. 

(«)  3  Mer.  622 ;  1  Pat.  C.  229.  actual  procesi  purmed  by  them  and  the  ditcoverj 

(0  If  the  defeodants  had  been  able  to  raise  the  sought  by  the  bill.   The  application,  the  subject  of 

question  of  the  legal  validity  of  the  patent  and  the  next  proceeding,  for  leave  to  file  a  doable  plea 

■pecificttion  by  demurrer  in  the  manner  proposed,  to  the  bill,  was  probably  an  expedient  to  attain  the 

wey  would  have  avoided  the  disclosure  of  the  same  object. 
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5  and  6  March,  1836. 

Mtf^  ^8M  '^^  ^^^  *^  application  by  the  defendants,  before  the  time  for 
answering  had  expired,  for  leave  to  file,  within  six  weeb' 
time,  a  double  plea  to  the  plaintiff's  bill,  so  as  to  enable  them  to 
raise  the  defence  of  want  of  novelty  and  want  of  utility. 

PembertoHf  Q.  C,  in  support  of  the  motion,  said  die  plain- 
tiff by  his  bill  required  accounts  of  great  length  to  be  set  foitii, 
by  which  the  defendants  would  be  exposed  to  much  inconye- 
nience  and  possibly  injury  from  a  needless  exposure  of  the  com- 
mercial transactions  in  which  they  were  engaged;  tiie  case, 
therefore,  fell  within  the  principle  laid  down  in  Gibson  v.  White- 
head (tt),  where  the  Court  intimated  that  under  such  dream- 
stances  leave  to  plead  a  double  plea  wotdd  be  granted  upon  a 
special  application.  The  defendants  were  precluded  from  put- 
ting in  a  single  plea  which  would  meet  the  whole  issue,  because 
the  plaintiff  had  taken  out  a  single  patent  for  two  distinct  ob- 
jects, purporting  to  be  inventions.  One  of  tiiose  objects— ^lie 
mode  of  maceration — ^was  new,  but  useless ;  the  other,  namely, 
the  placing  of  the  rollers  at  a  shorter  distance,  was  useful  but  not 
new,  and,  indeed,  had  no  claim  whatever  to  tiie  title  of  an  inven- 
tion. The  issue  to  be  determined  was  whether  the  patent  was 
valid  or  invalid,  and  the  validity  of  the  patent  could  not  possibly 
be  put  in  issue  except  by  pleading  two  pleas, — first,  that  where 
the  aUeged  invention  was  new,  it  was  not  useful ;  and  secondly, 
that  where  it  was  useful,  it  was  not  new. 

Kindersley,  Q.  C,  and  Booth,  for  the  plaintiff,  in  opposition 
to  the  motion.  The  demurrer  to  the  plaintiff's  bill  having  been 
overruled,  tiie  Court  will  not  allow  the  plaintiff's  right  to  a  dis- 
covery to  be  eluded  by  a  second  proceeding  for  delay.  It  is 
doubtful  whether,  under  an  order  for  time  to  answer,  even  a 
single  plea  can  be  put  in  {x).  In  tiie  present  case,  the  tide  of 
the  plaintiff  is  single:  he  claims  only  as  patentee.  There  is  no 
alternative  claim,  and  the  single  point  at  issue  is  tiie  validity,  or 
invalidity,  of  the  patent.  There  is  no  pretence,  tiierefore,  in 
tills  case  for  putting  in  a  double  plea.  A  plea  that  the  alleged 
invention  was  not  new,  or  a  plea  tiiat  the  invention  was  of  no 
public  utility,  would  meet  the  whole  of  the  pldntiff's  case,  and 
if  sustained  would  be  a  bar  to  the  discovery  which  he  claims. 

Pemberton  in  reply.  The  double  plea  which  is  now  sought  is 
not  a  dilatory  plea,  but  goes  to  the  whole  substance  and  merits 
of  the  plaintiff's  bill ;  and  nothing  but  a  double  plea  could  ac- 
complish that  object.     It  is  admitted  by  the  defendants,  that  the 


(u)  4  Mad.  241.  and  eases  cited  on  this  point  of  pnctice  on  eqeity 

(a;)  See  1  Keen,  190,  for  argument  of  counsel    pleadings. 
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plaintiff's  allied  discovery  is  partly  new  and  partly  useful ;  but  Tn  tk§  Boib. 
that  part  which  is  new  is  useless^  and  that  part  which  is  useful  ' 
is  not  new.  A  plea,  therefore,  which  should  go  to  only  one 
part  of  the  aUeged  invention,  or  which  should  aver  generally  the 
iayalidity  of  the  patent,  could  not  possibly  meet  the  case  of  the 
plaintiff.  There  is  no  authority  for  the  proposition,  that  a 
doable  plea  will  only  be  allowed  where  the  plaintiflT  has  put  his 
case  upon  an  alternative  claim ;  but  if  there  were,  the  present  is 
exactly  such  a  case  as  would  fall  within  the  supposed  principle ; 
for  the  title  of  the  plaintiff'  depends  upon  two  distinct  claims, 
each  of  which  must  be  separately  dealt  with,  in  order  to  deter- 
mine tiie  single  question  at  issue,  namely,  the  validity  of  the 
patent.  As  to  the  alleged  delay  of  five  weeks,  no  delay  could 
be  imputed  to  the  defendants,  while  the  time  for  answering  was 
unexpired,  and  no  indulgence  is  sought  from  the  Court,  as  the 
defendants  are  ready  to  put  in  their  pleas  within  the  time  limited 
for  answering. 

Lord  Langd  ALE,  M.  R. :  This  was  a  motion  for  leave  to  file  a  Jud^mmi,' 
double  plea.  The  bill  was  filed  on  the  9th  of  February,  1835,  and  ^^^  ®'  ^^' 
the  usual  time  for  demurring  having  expired,  special  leave  to 
demur  was  given  on  the  15th  of  April  following;  and  in  pursu- 
ance of  such  leave  a  demurrer  was  put  in,  which  was  argued  on 
the  2nd  of  June  before  the  Vice  Chancellor,  who  made  an  order, 
which  was  appealed  from.  The  appeal  did  not  come  on  to  be 
heard  till  the  1st  of  February,  1836,  when  the  demurrer  was 
ovenruled,  and  the  defendant  obtained  six  weeks'  time  to  plead. 

The  first  question  that  arises  is,  whether  the  defendants,  after  a  single  plea 
obtaining  six  weeks*  time  to  answer,  had  a  right  to  put  in  a  J^jferwa^orto 
plea  (y).     In  De  Minckuitz  t;.  Udney  {z),  Lord  Eldon,  after  for  time  to 
having  looked  into  all  the  cases  upon  this  point,  says,  that  though  ^^^®'- 
if  he  had  had  to  settle  the  practice  originally,  he  should  not 
have  held  a  plea  to  be  an  answer  within  the  meaning  of  an  order 
for  time  to  answer,  he  could  not  contradict  the  various  autho- 
rities that  it  was  to  be  so  considered.     The  rule  may,  therefore, 
be  considered  as  sufficiently  settled,  that  a  single  plea  may  be 
pat  in  under  the  order  for  time  to  answer. 

The  next  question  is,  whether  the  defendants  can  have  that 
leave  which  is  the  object  of  the  present  application,  namely, 
leave  to  put  in  a  double  plea  within  the  time  allowed  for  an- 
swering. I  consider  the  time  within  which  it  is  asked  that  the 
double  plea  may  be  put  in  material  in  some  of  the  cases ;  consi- 
derable stress  is  laid  upon  the  circumstance  whether  the  defen- 
dant did  or  did  not  desire  to  extend  the  time,  and  here  there  is 
no  application  to  extend  the  time. 


(y)  See  Anon.  2  P.  Wim.  464;  J<me$  ▼.  Me        (g)  16  Vet.  356. 
JBarl  of  Strafford,  3  P.  Wmi.  79:    RoberU  v. 
air%>lBro.G.C.,66. 
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Uudi^mk        ^P^^  ^®  subject  of  double  pleas  there  has  been  oonsidenbk 
Wben  double    ^^^^^^^^^  ^^  ^^^  ^^'    I^  bas  been  said  that  a  double  plea  is  only 
plea  allowed,    allowed  in  cases  where  there  is  a  sort  of  double  or  altematiTe 
claim  in  the  bill.     In  the  case  cited  for  the  purpose  of  support- 
ing that  proposition  there  is  such  an  alternative  claim,  but  there 
is  nothing  to  show  that  this  is  the  principle,  still  less  the  only 
principle,  upon  which  the  Court  proceeds  in  allowing  doable 
pleas.     It  appears  to  me,  that  the  principle  upon  wbicli  tlie 
Court  proceeds  depends  very  much  upon  the  extraordinary  incon- 
venience that  might  arise  if  the  defendant  were  not  allowed  in 
many  cases  to  plead  double. 
An  answer  if        How  far,  and  in  what  cases,  a  defendant  may,  if  he  answer, 
SiU."^  ^^^       protect  himself  against  answering  fully,  has  been  a  subject  mudi 
controverted,  and  upon  which  judges  have  differed.    A  defendant 
denying  the  principal  fact  upon  which  the  plaintiff  rests  his 
claim  to  discovery,  is  entitled  to  protect  himself  by  plea  against 
answering;  and  if  his  plea  be  accompanied  by  an  answer,  the 
answer  must  be  so  framed  as  to  support,  but  not  to  overrule,  the 
plea.    Lord  Thurlow's  objection  to  bringing  two  points  in  issne 
by  plea  has  been  adverted  to  in  the  argument.     *^  Why/' says 
Lord  Thurlow,  *^  it  may  be  asked,  should  not  the  defendant  be 
permitted  to  bring  two  points  on  which  the  cause  depends  to 
issue  by  his  plea?    The  answer  is,  because,  if  two,  he  noayas 
well  bring  three  points  to  issue ;  and  so  on,  till  all  the  matteis 
in  the  bill  are  brought  into  issue  upon  the  plea."    This  objection 
is  not  applicable  to  the  modern  practice  of  allowing  double  pleas, 
because,  though  a  defendant  may  file  a  single  plea  without  an 
application  to  the  Court,  he  cannot  put  in  a  double  plea  without 
such  an  application,  and  the  liberty,  if  sought  to  be  abused,  is 
easily  restrained.    The  general  rule  that,  if  the  defendant  an- 
swers, he  must  answer  fully,  however  established,  is,  no  doubt, 
a  rule  that,  in  many  cases,  occasions  great  hardship  to  the  de» 
fendant.    The  only  other  defence  is  a  demurrer  or  plea,    A 
How  diBcoTcry  demurrer  is  not  a  convenient  mode  of  defence  by  reason  of  the 
may  be  avoided,  admission,  which  it  involves,  of  the  case  made  by  tbe  bill;  and 
the  rules  as  to  pleas  in  this  court  are  of  such  exceeding  nicetj 
and  difficulty,  that  it  is  almost  impossible  for  parties  who  hare 
a  right  to  plead  to  take  fiill  advantage  of  their  right.    The  only 
way  of  saving  defendants  from  the  hardship  to  which  in  many 
cases  they  would  be  subjected  by  making  a  full  discovery  is,  by 
affording  to  them  such  facilities  as  can,  by  the  rules  of  the 
Court,  be  afforded  with  respect  to  pleas.    I  do  not  think  a  great 
indulgence  is  sought  from  the  Court  where,  by  obtaining  it,  the 
defendants  will  obtain  only  that  which  the  Court  thinks  right. 
With  respect  to  this  particular  case,  if  it  be  a  matter  of  indul- 
gence, I  think  the  defendants,  under  all  the  circumstances,  are 
entided  to  it.    The  defendants  are  required  by  the  bill  to  set 
forth  accounts  of  extraordinary  length  at  a  great  expense,  and  at 
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the  risk,  thoiigh  this  does  not  appear,  of  making  an  inconvenient  ^  *^/^^ 
exposure  of  their  affairs.    This  application,  therefore,  must  be       ' 
granted ;  but  according  to  the  course  of  the  Court,  upon  the 
condition  of  the  defendants  paying  the  costs. 

Order  for  double  plea. 


Cor.  Lord  Langdah^  M.  R. 
2  June,  1836. 

The  defendants,  in  pursuance  of  the  leave  granted,  put  in  two  ^^^"* 
pleas: 

L  That  the  plaintiff  had  not  before  and  at  the  time  of  the 
making  of  the  letters  patent  in  the  bill  mentioned,  found  out  and 
mvented  any  new  and  improved  machinery,  as  in  the  said  bill^ 
letters  patent,  and  specification  mentioned. 

2.  That  the  alleged  invention  of  the  plaintiff,  as  in  the  bill  and 
letters  patent  and  specification  mentioned  and  described,  was  not 
before  and  at  the  time  of  the  making  of  the  said  letters  patent  of 
much  or  of  any  public  benefit  and  utility,  as  in  the  said  bill 
and  letters  patent  was  alleged. 

Such  pleas  were  supported  by  an  answer  as  to  so  much  of  the 
trill  as  was  proper  or  necessary  to  be  answered,  thereby  stating 
amongst  other  things  an  invention  introduced  into  this  country 
under  a  patent  granted  November  17>  1814,  to  Horace  Hall,  for 
a  process  or  method  of  preparing  or  spinning  hemp,  flax,  and 
other  fibrous  substances,  the  principle  of  which  consisted  in  the 
drawing  out,  reducing,  and  spinning  of  all  such  substances  in  a 
wet  state ;  also  stating  that  such  process  was  the  leading  principle 
of  Arkwright's  invention  in  1769  ;  that  the  drawing  and  retain- 
ing rollers  of  cotton  machinery  were  placed  at  distances  varying 
from  1^  to  2 1  inches  according  to -the  length  of  staple  of  the 
cotton  to  be  spun,  and  that  flax  wetted  as  described  in  Hall's 
specification  could  be  finely  spun  by  power  with  the  drawing  and 
retaining  roller?,  placed  at  such  varying  distances,  and  was  so  spun 
by  Bush,  Wesley,  and  others,  at  Leeds,  between  the  years  1817 
and  1821;  also  stating  that  the  process  of  macerating  the  flax 
described  in  the  plaintiff's  specification  was  altogether  useless. 

The  pleas  were  set  down  for  argument,  but  it  was  arranged 
between  the  parties  that  a  replication  should  be  filed,  and  that  no 
evidence  should  be  gone  into  in  equity.  The  pleas  were  replied 
to  and  the  cause  set  down  for  hearing,  and  on  the  second  of  Order  for  triai 
June  1836,  it  was  ordered,  "that  the  parties  do  proceed  to  trial  "* '***'' 
at  law,  at  the  next  summer  assizes,  to  be  holden  for  the  county  of 
York,  upon  the  following  issues,  viz. :  first,  whether  the  plaintiff 
had  before  and  at  the  time  of  the  making  of  the  letters  patent 
in  the  bill  of  complaint  mentioned,  found  out  and  invented  any 
new  and  improved  machineryy  as  in  the  said  bill  of  conogplaint,  let- 
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J*  ***  IM?'  *®"  patent,  and  specification  is  aOeged ;  and  second,  whether  the 
alleged  invention  of  the  plaintiff,  as  in  the  said  bill  of  complaint, 
letters  patent  and  specification  mentioned  and  described,  ma 
before  and  at  the  time  of  the  making  of  the  said  letters  patent  of 
much  or  any  public  benefit  and  utility,  as  in  the  said  bill  of 
complaint  and  the  said  letters  patent  is  alleged:  and  the 
plaintiff  here  is  to  be  plaintiff  at  law,  and  die  defendants 
here  are  to  be  defendants  at  law,  who '  are  forthwith  to 
name  an  attorney,  accept  a  declaration,  appear  and  plead  to 
issue :  and  it  is  ordered,  that  it  be  referred  to  the^master  of  this 
oourt  in  rotation  to  settle  the  said  issue  m  case  the  parties  difiier 
about  the  same;  and  in  order  thereto  the  parties  are  to  produce 
before  the  said  master  upon  oath,  all  books,  papers  and  writings, 
in  their  custody  or  power,  relating  thereto,  as  the  said  master 
shall  direct;  and  the  judge  is  to  be  at  liberty  to  endorse  spedal 
matter  on  the  postea  as  he  shall  think  fit ;  and  his  lordship  doth 
reserve  the  consideration  of  all  further  directions,  and  of  Ae 
costs  of  this  suit,  until  after  the  trial  of  the  said  issues ;  and  any 
of  the  parties  are  to  be  at  liberty  to  apply  to  this  court  as  they 
may  be  adyised/' 

Order  accordingly. 


Cor.  Sir  James  Parke,  B. 
July  23,  1836. 

Trial  at  law.  This  was  a  feigned  issue,  in  pursuance  of  the  above  order  of 
23  July,  1836.  ^^  Qoyxit  of  Chancery,  to  try  whether  the  plaintiff  had  before 
and  at  the  time  of  making  the  letters  patent  in  the  said  bill  of 
complaint  mentioned  found  out  and  invented  any  new  and  im- 
proved machinery  as  in  the  said  letters  patent  and  bill  of  com- 
plaint and  specification  is  alleged  ?  and  whether  the  said  aU^ed 
invention  of  the  plaintiff  in  the  said  bill  of  complaint  and  letters 
patent  and  specification  mentioned  and  described  was  before  and 
at  the  time  of  the  making  of  the  said  letters  patent,  of  much  or 
any  public  benefit  or  utility,  as  in  the  said  bill  of  complaint  and 
letters  patent  is  alleged  ?  The  plaintiff  alleged  the  affirmative  of 
both  these  issues,  and  the  defendants  alleged  the  negative  to 
them. 

Sir  P.  Pollock,  Starkie,  Q.  C,  and  Watson,  were  counsd  for 
^  the  plaintiff;  and  Cresswell,  WiglOman,  CknvUng  and  Atkmmy 

were  counsel  for  the  defendants. 

Sir  Frederick  Pollock : — Gentlemen  of  the  jury,  Mr.  James 
Kay,  the  plaintiff  in  this  cause,  was  formerly  a  machine  maker, 
and  afterwards  connected  with  the  cotton  spinning  business ; 
subsequently  he  became  connected  with  the  flax  manuiacture, 
and  I  cannot  help  saying,  in  addition  to  tbaty  &at  I  believe  his 
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name  will  be  handed  down  to  posterity  as  one  of  the  greatest  SirFiPoUock 
benefactors  to  his  cx)untry.  The  defendants,  of  whom  Mr,  *^  ^  •^' 
Marshall  of  Leeds  is  at  the  head,  are  probably  by  name  well 
known  in  this  great  county  as  a  house  of  most  extensive  busi- 
ness, and  as  persons  of  the  greatest  wealth  embarked  in  the 
commerce  of  this  country.  This  issue  is  directed  by  the  Court 
of  Chancery,  to  try  whether  the  invention  of  Mr.  Kay,  or  that 
which  he  claims  to  be  his  invention,  and  for  which  he  took  out 
a  patent  in  the  year  1825,  was  new  at  the  time  that  he  presented  it 
to  the  public ;  and,  secondly,  whether  it  is  useful.  Certain  pro- 
ceedings have  been  had  in  the  Court  of  Chancery  to  try  these 
two  questions,  that  you  may  by  your  verdict  inform  the 
consdence  of  the  ChanceUor  and  enable  him  to  say  whether  he 
ought  to  give  Mr.  Kay  that  assistance  which  the  Court  of  Chan- 
cery alone  can  give  him  in  preventing  persons  from  secretly 
availing  themselves  of  his  improvement  without  giving  him  that 
compensation  which  by  law  he  is  entitled  to.  The  date  of  Mr. 
Eay^s  patent  was  in  July  1825,  eleven  years  ago.  The  specifi- 
cation was  enrolled  in  the  month  of  January  1826,  upwards  of 
ten  years  ago.  The  patent  was  for  a  term  of  fourteen  years ;  and 
it  has  consequentiy  very  nearly  expired ;  but  such  is  the  impor- 
tance of  it,  such  is  the  value  of  it,  that  even  at  this  late  period 
die  defendants  have  thought  it  worth  their  while  to  invade  the 
patent,  to  defend  that  invasion,  and  to  resist,  here,  to«day,  and 
in  Chancery  at  other  times,  the  claim  which  I  believe  every  other 
house  in  the  trade,  almost,  has  submitted  to  for  years ;  and  I 
believe  it  is  almost  unexampled  in  the  history  of  litigation  on 
patent  rights,  that  at  the  end  of  ten  or  eleven  years  of  the 
patent  being  in  full  play,  the  patentee  enjoying  very  considerable 
benefit  under  it,  an  attempt  should  now  be  made  to  dispute  it. 
Gentlemen,  it  has  been  disputed ;  it  has  been  disputed  in  vain ; 
and  his  lordship  may  remember  that,  in  the  year  1831,  wheii  on 
the  other  side  of  the  circuit,  I  had  the  honour  to  appear  before 
him  in  the  cause  of  Kay  v.  Renshaw,  when  the  patent  was  dis- 
puted, but  disputed  in  vain ;  and  we  have  from  that  circum- 
stance, and  from  the  proceedings  taken  in  the  Court  of 
Chancery,  some  notion  of  the  point  to  be  raised  here  to-day. 
But  with  entire  deference  to  your  judgment,  which  is  to  be 
exercised  by  and  by,  I  think  the  case  is  utterly  without  defence ; 
and  when  I  have  given  you  a  short  history  of  the  state  of  the 
flax  manufacture  before  this  patent,  and  the  state  in  which  it  is 
at  present,  and  the  results  which  the  plaintiff's  invention  has 
brought  about,  before  I  come  into  any  details  of  the  invention 
itself,  I  think  you  will  say  there  is  a  moral  evidence  in  the 
cause,  that  there  is  an  extraordinary  character  about  the  whole 
history  of  it,  which  is  more  striking,  more  convincing,  more 
indisputable,  than  was  ever  met  with  in  the  case  of  a  patent. 
I  believe  it  is  perfectly  unexampled  in  the  history  of  any 

VOL.    II.  H 


50  kay's  patent* 

Trial  at  law.    discossion  of  this  Bort,  that  I  should  have  die  means  o{  laying 
^  ^'  before  you  the  facts  which  I  now  have  to  state  to  you. 

^'**^^SldI  ****  '^^®  cotton  trade,  you  arc  aware,  is  at  present  one  of  the  largest 
andmostabundantsourcesof  thewealth  and  prosperity  of  thiscoun- 
try.  Asa  national  object,  beyond  all  doubt  the  cotton  trade  is  of  the 
first  importance  in  this  country.  I  won't  stop  to  detain  you  by 
statistics  connected  with  it,  but  we  all  know  that  under  the  in* 
flueuce  of  that  trade,  obscure  villages  have  grown  up  into  un- 
mense  towns ;  land  that  was  of  no  value  whatever,  that  was  not 
worth  5s.  an  acre,  has  come  to  be  calculated  by  thousands  and 
thousands  of  pounds  per  acre ;  population  has  increased ;  wealth 
has  accumulated  ;  capital  has  grown  up;  industry  has  flourished: 
and  this  country  has  been  able  to  meet  emergences  and  to  sus- 
tain burdens,  and  to  make  efforts  and  exertions,  unparalleled 

Slow  progrett  almost  in  the  history  of  the  world.    During  this  period  the  flax 

prior  tolcay't   ^^i^dc  had  made  little  or  no  progress  until  1825,  the  ]date  of  Mr. 

ptteoL  Kay's  patent,  but  the  progress  that  has  been  made  from  that 

time  down  to  the  present  time  is  such  that  when  this  patent 
comes  to  be  general,  as  it  will,  there  can  be  no  doubt  diat  it 
will  increase  to  an  enormous  extent;  and  no  man  can  donbt, 
who  has  witnessed  the  increase  during  the  last  seven  years,  that 
the  flax  trade  will  increase  and  become  as  great  a  benefit  to  this 
country  as  that  sister  trade  which  has  flourished  for  so  many 
years.  I  have  mentioned  the  date  of  Mr.  Kay's  patent;  in 
1825  he  took  out  the  patent,  and  in  1826  published  his  in?ea- 
tion.  Patents  are  of  different  sorts ;  some  for  articles  that  man 
may  vend,  and  of  course  he  obtains  the  remuneration  in  the 
price  at  which  he  sells  them ;  others  are  for  new  methods  of 
manufacture,  the  mode  of  remunerating  for  which  is  by  granting 
a  licence.  Mr.  Kay  set  up  a  machine  himself  to  satisfy  the 
manufacturing  world  that  he  could  do  and  was  doing  what  be 
professed  to  do  by  his  patent,  and  I  think  there  never  has  been 
a  complaint  that  he  endeavoured  to  extort  from  any  body  any 
thing  but  a  small  and  reasonable  remuneration  to  himself.  I  am 
not  aware  that  Mr.  Kay  has  had  any  complaint  made  againA 
him  as  to  the  remuneration  which  he  charges.  The  mode  of 
charging  is  so  much  per  spindle.  He  does  not  give  a  licence  in 
the  gross.  He  says,  ^^  you  shall  have  permission  to  use  it,  bat 
you  shall  pay  me  so  much  per  spindle;  '^  and  I  believe  there  is 
not  a  person  in  the  trade  who  has  not  been  glad  to  enjoy  the 
patent,  and  pay  him  the  price  he  asks  for  it.  The  date  of  the 
invention  was  in  1825  :  prior  to  that  time  all  fine  flax  spinning 
was,  in  this  country,  I  believe  all  the  world  over,  done  entirdy 
by  hand.  You  may  suppose  that  the  spirit  of  enterprise,  the 
desire  to  improve  the  manufacture  of  the  country,  would  nata* 
rally  have  carried  into  that  branch  of  business  the  immense 
resources  of  the  steam  engine ;  and  artificial  power  was  not  ncg* 
lected  with  reference  to  so  important  an  object;  but  no  power 
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except  that  of  the  human  hand  had  ever  been  applied  to  the  Sir  f.  PoUock 
spinning  of  flax   beyond   a   certain   degree   of  fineness.     No"'^'^    ^*  **^' 
machine  that  had  ever  been  designed  or  tried  or  dreamt  of 
could  have  accomplished  that  object  till  the  year  1825.     Now^  it 
b  extremely  important  that  I  should  state  to  you  very  shortly 
what  are  the  details  of  this  question.     What  is  called  a  lea  is  a 
length  of  300  yards ;  and  the  finest  spun  flax  that  was  produced 
bf  machinery  up  to  1825^  was  40  leas  to  the  pound  of  flax.    All 
spinning  that  was  superior  to  that  in  fineness  was  done  by  the 
hand;  and  you  are  probably  aware  that  Irish  linen,  which  is 
mach  valued  in  this  country^  is  extensively  made  in  Ireland^ 
labour  being  cheaper  there  than  it  is  here ;  indeed,  the  linen 
manufacture  may  be  called  the  staple  manufacture  of  Ireland, 
and  all  fine  linens  undoubtedly  come  from  Ireland,  all  the  fine 
work  being  done  by  hand.     Since  Mr.  Kajr's  invention  has  been  Manual  labour 
published  to  the  world,  there  has  been  produced  by  artificial  g^^"*®*^^^ 
power,  by  the  assistance  of  the  steam  engine,  spun  flax  of  a 
mach  greater  fineness  than  was  ever  produced  before.     The 
cotton  manufacture  would  be  scarcely  anything  but  for  steam ; 
and  unless  steam  power  can  be  substituted  for  animal  power  in 
manufacturing  pursuits,  it  is  impossible  to  produce  an  article 
that  shall  be  very  cheap ;  and  that  it  is  impossible  for  this  country, 
unless  the  steam  engine  be  applied,  to   compete  with   other 
countries  where  labour  is  a  great  deal  cheaper  than  it  is  here. 
It  is  the  steam  engine  applied  to  cotton  that  has  given  it  that 
immense  impulse  which  has  raised  it  in  the  manufactures  of  this 
country.     It  was  the  application  of  the  steam  engine  that  was 
the  desideratum  required  to  give  the  flax  manufacture  the  same 
level  and  the  same  advantage.   Up  to  the  year  1825,  no  flax 
was  spun  by  machinery  of  greater  fineness  than  forty  leas  to 
the  pound ;  that  is  forty  times  300  yards.     They  can  now  spin 
by  machinery  flax  so  fine  that  there  shall  be  200  leas  to  the 
pound ;  and  the  result  of  that  is  so  extraordinary,  that  1  can't 
refrain  from  mentioning  it.     If  you  have  200  times  300  yards 
to  the  pound,  they  give  60,000  yards,  and  as  1760  yards  make  a 
mile  (call  it  two  thousand  in  round  numbers),  you  may  spin  a 
pound  of  flax  to  the  length  of  30  miles,  and  that  can  be  done  by 
Mr.  Kay^s  machine  and  the  use  of  the  steam  engine.     I  don't 
deny  that  it  could  be  done  by  hand  before ;  though  only  by 
some  of  the  ablest  and  skilfuUest  of  the  land,  and  it  would  have 
taken  a  good  deal  of  time  to  do  it.     It  can  now  be  done  with 
perfect  ease.     I  hold  in  my  hand  a  specimen  of  spinning,  the 
best  that  could  be  done  by  machinery  prior  to  the  year  1825  ; 
it  is  of  the  fineness  of  40  leas  to  the  pound ;  and  it  is  quite 
obvious  that  it  is  an  article  that  is  adapted  to  very  coarse  work, 
and  that  it  never  could  be  applied  to  the  description  of  manu- 
facture that  could  give  to  the  flax  trade  the  sort  of  impulse 
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Trial  at  law.    which  has  been  given  to  it  by  Mr.  Kajr's  invention.    I  will  now 
^        '       hand  you  a  specimen,  not  wrought  for  the  purpose   of  being 
brought  here,  but  of  a  very  common  sort;  it   is  110  leas  to 
the   pound,  nearly  three   times    the   fineness   of  that  I  fint 
shewed  you.    You  may  easily  see  that  it  is  capable  of  being 
wrought  into  doth  of  a  very  superior  kind.      No  specimens 
have  been  got  up  ad  captandwm  merely ;  what  we  present  to- 
day have  been  recently  procured  as   they  exist  in  the  trade. 
There  has  been  no  pattern-sample   made   for  the  purpose  of 
giving  you  a  specimen  different  from  what  occurs  in  the  trade 
itself;    but  it  can  be  spun  as  fine  as  200,  and  I    am  told  at 
fine  as  260  leas  to  the  pound.     I  shall  prove  as  a  fact,  which  my 
learned  friend  can't  deny,  that  before  the  year  1825,  the  trade 
got  no  fine  yam  from  any  other  source  than  the  hand  spinning; 
and  it  cannot  be  doubted  that  since  1825,  the  quantity  of  fine 
spinning  by  machinery  has  increased ;  that  it  has  gone  on  in- 
creasing in  fineness ;  and  that  its  progress  during  that  time  baa 
been  such  that  from  year  to  year  the  demand  has  increased,  the 
consumption  has  been  greater,  the  manufactures  have  risen  up. 
And  you  will  find  by  the  witnesses  whom  I  have  here  fixmi 
Scotland,  Ireland,  and  every  part  of  the  kingdom  where  tfaii 
sort  of  manufacture  is  encouraged  and  pursued,  that  die  in- 
crease of  the  trade  is  such  (and  there  is  every  prospect  of  its 
going  on  increasing),  that  I  think  that  I  am  entitled  to  say  that 
Mr.  Kay's  name  will  be  handed  down  to  posterity  as  a  bene- 
factor to  his  country.     His  discovery  was  the  result  of  industry 
and  ingenuity;  he  applied  his  skill  and  experience  in  the  right 
direction ;  and  it  was  not  by  accident,  but  by  study  and  atten- 
tion to  the  mode  of  obtaining  success  that  Mr.  Kay  has  done 
what  was  never  done  before.     Mr.  Kay  was  regularly  broi^t 
up  a  machine  maker,  and  when  turning  his  attention  to  the  im- 
provement of  machinery,  did  not  come,  like  some  persons,  widi 
vague  ideas  of  the  perpetual  motion,  or  some  odd  fancy  which 
could  have  no  legitimate  connection  with  the  trade  he  was  then 

Origin  of  following.  He  next  became  connected  with  the  cotton  trade, 
and  he  then  perceived  this  extraordinary  fact.  The  comparison 
between  cotton  in  the  raw  state  and  spun  cotton  was  this. 
I  don't  give  it  you  accurately,  but  very  nearly.  Raw  cotton 
was  about  \0d.  per  lb.,  and  spun  cotton  was  18d.  per  lb.;  raw 
flax  was  about  M.  per  lb.,  and  spun  flax  was  4«.  per  lb. ;  so 
that  by  being  spun  flax  was  increased  from  6d.  to  4«.,  being 
eight  times  its  original  value,  or  800  per  cent. ;  and  cotton  was 
increased  from  lOrf.  to  18rf.,  being  less  than  100  per  cent, 
about  four-fifths,  or  80  per  cent.  I  have  no  doubt  every  one  of 
you  perceives  what  is  the  reason  of  that.  I  speak  now  of  fine 
flax ;  one  was  done  by  steam  power,  and  the  other  by  hand. 
Mr.  Kay  immediately  perceived  that  if  he  could  invent  a  method 


invention. 
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by  which  steam  power  could  be  applied  to  the  making  of  fine  f^^^^fL 
flax^  in  the  same  way  that  it  was  applied  to  the  spinning  of  cot- 
ton very  fine,    he   should  probably,  while  conferring  a  great 
benefit  on  his  country,  be  doing  a  great  service  to  himself  and 
his  family.    He  entered  upon  a  course  of  experiments  and  ob-  « 

senration.  He  pulled  to  pieces  portions  of  spun  flax  and  doth;  he  iQ^^^ti^o!^^ 
examined  the  matter  in  detail ;  and  at  length  he  came  to  the  con- 
dusion,  that  if  flax  could  be  spun  in  such  a  manner  as  to  imitate 
the  operation  of  the  human  hand,  he  should  then  be  able,  by 
the  application  of  the  cheap  power  of  the  steam  engine,  to 
accomplish  his  object  He  considered  what  was  the  efl^ect — 
vhat  the  woman  did  when  she  was  spinning.  She  constantly 
wets  her  fingers ;  she  draws  out  the  thread  to  the  requisite  fine- 
ness ;  she  measures  it  with  her  eye.  There  is  of  course  a  cer- 
tain fineness  beyond  which  certain  people  can't  go ;  though, 
with  more  care,  the  finer  it  will  become ;  and  Mr.  Kay  thought 
that  the  moisture  that  was  used  in  hand  spinning  must  be  the 
true  secret  of  the  fineness  of  the  thread — ^that  it  was  in  that 
manner  obtained.  He  made  many  experiments ;  and  he  tried 
to  adapt  the  distance  which  was  used  in  the  cotton  machine  to  the 
spinning  of  flax.  It  would  not  answer.  The  machine  itself 
would  not  answer.  Those  wheels  would  not  at  all  answer ;  but 
he  tried  to  use  the  cotton  machine,  varying  it  so  as  to  adapt 
it  to  the  spinning  of  flax.  That  would  not  answer.  He 
then  thought  that  something  turned  upon  the  length  of  the 
fibre,  and  he  tried  his  operations  at  various  distances ;  and  at 
length  he  discovered  that  if  he  macerated  flax  and  then  spun  it 
with  an  interval  between  the  retaining  roller  and  the  drawing  Philosophy'of 
loUer  of  about  two  inches  and  a  half  he  succeeded  in  his  n^nlt^ 
object.  It  was  sufficient  for  him  he  had  done  so.  No  man  is  stated. 
boond  to  philosophise  upon  any  of  the  improvements  that  he 
presents  to  his  country.  It  is  sufficient  for  him  to  do  it,  and  to 
lay  how  it  can  be  done.  He  is  not  bound  as  a  philosopher  to 
analyse  the  natural  secret  of  his  success;  but  it  does  turn  out 
upon  that  inquiry  and  investigation,  that  the  cause  of  his  suc-t 
cess,  and  the  cause  of  his  failing  previously,  may  be  ascertained 
ahnost  with  mathematical  certainty.  Cotton  is  spun  at  a  dis- 
tance (which  a  course  of  experiments  alone,  I  believe,  has 
ascertained  to  be  the  best) — at  a  distance  between  the  retaining 
roller  and  the  drawing  roller  of  an  inch  and  an  eighth,  or  some^ 
thing  thereabouts.  Flax  used  to  be  spun  at  a  distance  of,  I 
think,  firom  15  to  20  inches,  or  rather  from  14  to  24  inches. 
Mr.  Kay's  invention  is  this — macerate  your  flax,  and  then  spin 
it  with  a  distance  of  two  inches  and  a  half,  and  you  will  sue* 
oeed.    But  if  you  nuicerate  your  flax  and  spin  it  at  a  greater  Invention  is 

J.  ^  .1  !•  ^  >^  J  1    •<•  maceration  and 

distance,  or  at  a  less  distance,  you  won  t  succeed,  and  if  you  spinoing  at  a 
don't  macerate  your  flax    you  won't    succeed    even   at  that '"^^^  ""****<^®' 
distance.    The  distance  between  the  drawing  rollers  and  the 
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J^m^'     retaining  rollers  is  called  in  the  trade  the  ratch;  it  is  probably  a 
corruption  of  the  reach. 

I  will  now  explain  to  you  what  turns  out  to  be,  on  a  cariom 
inquiry  and  philosophical  analysis,  the  important  part  of  Mr. 
Kay's  inyention.  The  dry  flax  has  its  fibres ;  when  these  come 
to  be  examined  they  seem  to  vary  somewhere  from  14  to  15  to 
from  20  to  22  inches  long.  That  is  the  reason  why  the  reach 
or  ratch  of  the  common  spinning  machine  was  made  of  tlut 
length ;  for  the  effect  of  the  two  wheels  is  this — ^if  the  flax  be 
presented  and  retained  with  a  certain  degree  of  force  here  (at 
the  retaining  rollers),  and  then  be  pulled  at  the  other  end  (by 
the  drawing  rollers),  and  if  the  interval  be  a  little  longer  than 
the  fibres  that  have  to  be  pulled,  this  (tlie  drawing)  end  gets 
hold  of  some  of  them  that  are  not  retained  at  the  other  (tbe 
retaining)  end,  and  the  fibres  of  the  flax  are  thus  caught  one  hj 
one,  and  as  they  slip  over  are  spun  round  and  become  a  thread 
That  was  the  mode  of  spinning  by  power  adopted  in  former 
times.  Mr.  Kay  discovered,  as  he  thought,  though  for  aught  I 
know  it  may  have  been  known  before,  that  when  moLstnre  is 
applied  to  flax  its  fibres  separate  and  become  shorter,  and  that 
that  which  if  pulled  out  and  examined  appears  to  be  only  one» 
the  moment  it  is  wetted  and  twisted  about,  immediately  seems 
to  separate  into  a  great  many;  and  that  is  the  benefit  of  macera- 
tion. There  is  a  vegetable  mucilage  or  gum  of  some  sort  which 
seems  to  bind  the  flax  together,  and  when  that  is  moistened  by 
any  process  the  large  fibres  separate  themselves  into  smaller 
fibres.  Mr.  Kay  pretends  not  to  be  a  philosopher;  he  dis- 
covered it  by  experiment;  and  it  is  rare  that  philosophy  has 
gone  beyond  experiment.  I  beUeve  it  may  have  been  the  case 
with  Sir  Humphrey  Davy^s  safety  lamp  and  some  few  others; 
Experience  but  generally  experience  has  preceded  philosophy,  and  I  beUere 
preoBdes  *^*^  ^^  general  philosophy  has  followed  the  practical  man  at  an 

philosophy.  humblc  distance,  to  explain  what  he  was  doing,  and  not  to  con- 
duct him  on  his  way.  It  now  turns  out  that  those  finer  fibres, 
those  ultimate  fibres,  are  about  two  and  a  half  inches  long,  or  a 
little  less.  It  abo  turns  out  upon  an  analysis  of  cotton,  that 
the  fibres  of  cotton  are  an  inch  and  an  eighth  in  length,  or 
something  less ;  and  now  I  admit  that  the  philosophy  of  Mr. 
Kay's  discovery  is  perfectly  well  understood.  If  you  spin  cot- 
ton you  must  have  your  ratch  about  an  inch  and  an  eighth,  be- 
cause that  is  little  more  than  the  length  of  the  fibre.  At  thia 
distance  you  always  get  a  grip  of  the  next  fibre  before  the  fibre 
you  are  operating  upon  has  passed  through ;  but  if  you  were 
to  attempt  to  spin  cotton  at  a  greater  ratch,  the  consequence 
would  be  that  you  would  pull  one  fibre  out  before  you  got  hold 
of  the  next,  and  the  thread  would — I  ought  not  to  say  break; 
it  is  not  properly  breaking — the  thread  would  discontinuey  if  I 
may  use  such  a  phrase. 
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In  the  common  flax  machine  there  is  a  ratch  extending  to  ?*'^^^.* 
four  and  twenty  inches*  The  large  fibres  of  flax  when  not 
moistened  are  from  15  to  20  inches.  If  you  have  a  ratch 
greater  than  that  you  go  on  pulUng  and  pulling,  and  catching 
the  fibres  and  pulling  them  out  and  making  them  slip  over,  and 
you  make  the  thread  as  fine  0s  the  fibres  will  give  it  you.  But 
you  observe  that^  in  that  common  spinning,  it  has  never  had  any 
maceration;  it  has  not  had  the  wetting  and  twisting  that  the 
spinner  gives  it  in  the  hand,  nor  has  it  received  any  solution  in 
water  which  enables  it  to  break  up  into  ultimate  fibres.  That 
was  the  old  spinning,  and  Mr.  Kay,  not  by  accident,  not  by  any 
imaginary  notion  that  something  or  other  might  do,  but  by 
actual  experiment  discovered  that  it  might  be  improved.  He 
ascertained  and  published  to  the  world  that  this  machine  could 
be  applied,  provided  you  moistened  your  flax ;  and  if  you  ap- 
plied it  to  the  moistened  flax  you  could  then  spin  away  as  fine 
as  any  female  band  that  could  be  produced  in  the  world.  I  do 
not  say  finer,  because  it  may  be  said,  perhaps  with  truth,  that 
whatever  may  be  the  advantage  of  steam  in  multiplying  the 
resources  and  producing  cheapness  and  abundance,  the  human 
hand  after  all  is  the  best  piece  of  workmanship  ;  if  you  are  in* 
different  about  price  the  human  hand  is  that  which,  in  almost 
every  thing,  will  produce  the  most  satisfactory  piece  of  work. 
Now  all  this  will  be  proved  to  your  satis&ction.  You  will  learn 
that  Mr.  Kay  was  at  work  upon  this,  I  believe  that  I  am  cor- 
rect in  saying,  not  for  months,  but  for  years;  that  he  made 
machine  after  machine ;  that  he  tried  experiment  after  experi- 
ment; that  he  was  at  the  expense  of  hundreds  of  pounds.  You 
will  learn  that  he  was  not  a  novice  intruding  himself  into  the 
trade  without  an  idea,  and  by  some  lucky  circumstance  he 
stambled  upon  the  notion,  and  then  sought  to  deprive  the  rest 
of  the  world  of  the  benefit  of  it.  Such  an  individual,  if  he  does 
so,  is  entitled  to  the  reward  of  his  good  fortune ;  but  Mr.  Kay 
is  especially  entitled  to  your  protection,  because  he  arrived  at 
this  discovery  by  a  course  of  observation  and  experiment.  Now 
that,  gentlemen,  is  the  history  of  the  improvement  of  Mr.  Kay, 
and  it  is  the  history  of  the  department  of  our  manufactures  and 
commerce  in  which  that  improvement  has  occurred.  The 
learned  counsel  read  and  commented  on  the  specification. 

The  wooden  trough,  and  the  position  of  the  drawing  and 
retaining  rollers,  are  what  he  claims ;  but  it  is  of  importance  The  spirit  of 
that  in  all  these  matters  you  should  look  to  what  is  the  spirit  ^^"J^^f^^ 
of  the  invention.    And  I  am  quite  sure  that  I  am  correct  in  to. 
stating,  that  the  modem  view  of  the  learned  judges  of  the 
huid  is  somewhat  different  from  what  was  the  case  in  former 
times.    I  do  not  believe  that  I  have  any  occasion  to  call  in 
aid  any  laxity  of  decision ;  certainly  not;  but  I  take  it  that  the 
riew  that  is  now  taken  of  a  patent,  is  that  in  whatever  language 
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it  may  have  been  described,  however  clumsily  it  may  have  been 
expressed,  if  the  patent  is  an  improvement  it  will  be  sustained; 
and  if  the  man  had  made  a  wrong  claim  at  the  end,  that  would 
not  prevent  him  from  deriving  the  benefit  of  his  discovery,  if  it 
were  a  good  one.     The  spirit  of  Mr.  Kay's  invention  is  this: 
he  says,  I  have  succeeded  in  accomplishing  a  great  desidoatom; 
I  will  tell  you  how  you  may  spin  by  power  a  very  fine  thread. 
If  you  macerate  your  flax  in  the  cans  which  I  presoit  to  ;oa 
for  that  purpose,  and  ^in  it  in  the  machine  improved  from  the 
common  flax  spinning  machine,  by  reducing  the  ratch  from  15 
or  22  to  2  or  2^,  you  will  succeed*     If  you  take  my  plan  of 
macerating  to  another  machine,  or  the  shorter  ratdi  of  cotton, 
or  the  longer  ratch  of  the  old  mode  of  spinning,  it  won't  do; 
or  if  you  bring  to  my  machine  cotton,  or  the  old  flax  slifer, 
or  roving,  my  machine  won't  do :  my  machine  will  only  do 
when  the  flax  by  some  process  of  watering  is  reduced  to  the 
condition  that  the  fibres  will  come  out  at  the*'  lengtii  of  t«o 
inches  and  a  half.    That  is  the  spirit  of  the  invention ;  and 
upon  that  I  rest  my  claim  to  your  verdict ;  and  I  say  widioat 
hesitation  that  it  is  conveyed  in  the  specification  that  he  has 
given  to  the  world.     It  is  quite  plain  from  that,  that  what  he 
claims  is  the  mode  of  macerating,  and  that  particular  mode  of 
spinning  flax  when  so  macerated ;  and  I  defy  my  learned  friend 
to  adduce  any  instance  whatever  of  the  spiiming  of  moistened 
or  macerated  flax,  in  a  ratch  of  2|  inches,  or  any  other  latch 
than  one  varying  from  15  to  22  inches,  till  the  time  that  Mr. 
Kay  produced  this  patent.    That  is  the  interior  of  the  canae. 
I  gave  you,  before,  the  external  history;  and  I  think  that,  after 
looking  at  the  external  and  internal  history  of  this  branch  of 
manufacture,  you  must  be  satisfied  of  the  plaintifi''s  claim  to 
the  merit  of  this  invention.     I  have  but  a  word  or  two  to  say  as 
to  what  is  the  case  on  the  other  side.     I  am  told  that  we  are  to 
have  raked  up  against  us  a  patent  granted  to  a  person  of  the 
name  of  Horace  Hall,  who  did  use  water  to  a  certain  extent,  and 
who  did  spin  at  a  shorter  ratch.     Gentiemen,  the  only  use  of 
water  in  Mr.  Hall's  patent,  if  that  should  be  set  up  to-day,  is 
that  one  of  the  wheels  in  its  lower  part,  one  of  the  retaining 
wheels  in  its  lower  part,  dips  into  water,  and  as  far  as  the  slight, 
momentary,  imperfect  moistening  by  that  wheel  just  dipping 
down  into  water,  or  passing  flax  partially  through  water— jnst 
for  an  instant — as  far  as  that  is  to  be  considered  as  supplying 
water  in  substitution  of  what  is  apphed  in  the  hand  spinning, 
certainly  Mr.  Hall  had  announced  to  the  world  something  of 
that  sort.    And  Mr.  Hall  undoubtedly  shortened  his  ratch;  for 
if  you  examine  its  position  on  the  plan  accompanying  his  speci- 
fication, the  ratch  is  5  inches  by  the  scale  instead  of  the  old 
ratch  of  18  or  20  inches.     Gentiemen,  the  best  mode  of  ascer- 
taining whether  a  patent  is  useful  or  important  is  to  inquire  Uie 
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result  of  it    Was  Mr.  Hallos  patent  ever  worked  ?     It  was  sir  f.  PoUoek 
gnmted  so  far  back  as  the  year  1814  and  it  never  succeeded — M^P^^ff' 
neyer;  and  every  manufacturer — ^if  I  could  get  Mr.  Marshall 
himself  into  the  box,  he  must  give  me  this  answer  to  the 
question — ^Did  you  ever  know  Hall's  patent  to  be  useful  to  the 
public?    He  would  say,  never;   there  was  a  vice  in  that  which  ^^^J^^P"***" 
preFented  it  from  succeeding.     You  must,  gentlemen,  by  this 
time  see  what  that  vice  was.     The  machine  was  not  adapted  to 
the  long  ratch  required  by  the  fibre  unmoistened,  nor  to  the  short 
fibre  when  so  moistened  as  to  be  capable  of  being  pulled  out. 
But  Mr.  Hall's  machine  had  been  occasionally  working,  either 
upon  some  imperfect  specimens,  or  he  had  moistened  some  flax 
not  enough  to  answer  one  purpose,  but  still  sufficient  to  spoil  it 
for  the  other*  He  had  got  some  flax,  too  wet  to  be  used  in  that  (the 
old  machine) ;  too  dry  to  be  used  in  this  (Mr.  Kay's  machine) ;  but 
it  would  be  impossible  that  you  could  be  certain  how  he  got  the 
same  degree  of  moisture  always  to  produce  that  effect*  I  believe 
he  thought  he  had  discovered  the  true  principle ;    but  when 
carried  into  effect  it  was  not  worth  a  farthing.    From  that  time 
down  to  1825,  when  Mr.  Kay  published  his,  it  was  not  worth  a 
groat    No  man  got  Hall's  patent ;  no  man  worked  it.    All  the 
fine  flax  was  spun  by  hand  in  spite  of  it,  and  would  have  con* 
tmued  to  be  so  but  for  Mr.  E^y's  patent.     So  much  for  Hall's 
patent ;  and  I  do  not  know  whether  we  are  to  have  such  evi* 
denoe  or  not;  but  if  every  mechanic  in  the  kingdom,  if  every 
dvil  engineer  or  mechanical  man  were  to  come  here  to  telL  you 
that  in  his  judgment  the  one  is  only  an  imitation  of  the  other, 
I  think  I  might  rely  on  your  impartiality  and  good  sense  justly 
to  discriminate  for  yourselves,  and  when  you  come  to  understand 
the  subject,  as  I  am  sure  you  will  before  the  cause  is  over,  to 
judge  for  yourselves  from  the  history  of  the  manufacture  itself. 
Don't  tell  me  any  thing  about  Hall's  patent  if  it  did  no  good ; 
tell  me  about  Mr.  Kay^s  patent,  since  which  the  trade  has  thriven 
u  you  have  heard.    But  I  am  told  there  was  another  attempt ; 
^  Mr.  Busky  somewhere  about  1817  or  1818,  proposed  to 
himself  a  series  of  experiments  for  the  purpose  of  improving  the 
■{nnning  of  flax ;  and  that  he  had  a  person  in  his  employ  of  the 
name  of  Westley ;  and  I  understand  that  it  is  to  be  said  that 
they  did  something  which  is  to  be  considered  an  anticipation  of 
Mr.  Kay's  discovery,  and  that  therefore  Mr.  Kay's  discovery  is 
null  and  the  patent  void.    Gentlemen,  there  was  a  trial  in  the 
year  1831,  to  which  I  alluded  before,  when  Mr.  Kay  brought 
ui  action  against  a  person  of  the  name  of  Renshaw,  who  set  up 
a  defence  that  the  patent  was  void,  and  Westley  was  then  called 
u  a  witness.     We  were  rather  taken  aback,  because  having 
brought  an  action  on  a  contract,  we  went  there  to  enforce  the 
contract,  and  we  did  not  expect  to  have  to  discuss  the  patent. 
But  we  did  discuss  the  patent,  and  his  lordship  left  the  case  to 
VOL.  n.  I 
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the  jury,  who  decided  in  our  favour.  On  that  occasion  Wesdej 
came  to  do  all  the  benefit  he  could  to  the  defendant  in  tkt 
cause ;  I  don't  present  the  finding  of  that  jury  as  anything 
which  is  to  bind  you.  But  I  use  it  for  this  purpose.  The 
patent  had  then  been  running  six  years,  and  from  that  time 
down  to  the  present  Mr.  Kay  has  been  known  as  the  inventor, 
and  he  has  received  from  scores  of  persons  in  the  trade  that  ooih 
tribution  which  they  thought  due  to  his  merit,  and  Mr.  Marshall 
and  his  partners  resist  that  which  I  trust  will  be  found  to  be  his 
due.  I  am  told  that  there  is  to  be  another  objection.  ^Toa 
have  said  in  your  specification  that  you  claim  spedaUy  for 
putting  the  rollers  nearer  to  each  other  than  they  have  ever 
before  been  placed.'*  We  heard  this  argument  in  the  Court 
of  Chancery ;  and  one  of  my  learned  firiend's  observations  was— 
*^  How  can  a  man  have  a  patent  for  putting  two  things  neaierto 
each  other  ?  Surely  you  would  not  take  out  a  patent  if  yoa 
were  to  put  two  wheels  of  a  carriage  closer  than  they  were 
before  ?  There  is  the  machine ;  these  two  wheels  are  sepaiate 
from  each  other  by  20  or  24  inches,  wiU  you  argue  that  yon  caa't 
put  your  wheels  nearer  to  each  other?  Ridiculous."  Why,gah 
tlemen,  if  these  wheels  must  be  at  that  distance  to  spin  dry  fiix, 
and  those  wheels  must  be  at  this  distance  to  spin  wet  fiax-4f 
taking  the  wet  fibre  to  that  machine,  there  would  be  a  discon- 
tinuance, because  the  fibre  is  not  enough  for  the  ratch—if 
bringing  the  dry  flax  to  this  machine  there  would  be  a  fractor^ 
because  the  retaining  rollers  would  catch  the  long  fibre,  and 
the  drawing  roller  would  pull  and  snap  the  roving,  because  the 
length  of  the  fibre  being  firom  15  to  20  inches,  it  could  not  be 
drawn  out,  being  actually  retained — ^if  the  true  secret  of  spinniif 
be  this,  that  whatever  be  the  length  of  the  fibre  you  must  take 
care  that  the  interval  between  the  drawing  and  the  retaining 
rollers  shall  be  a  litde  longer,  so  that  whatever  you  get  hold  of 
at  one  end  shall  not  be  held  at  the  other — ^if  you  go  along  with 
me  in  this,  you  wiU  see  that  Mr.  Kay  has  led  to  this,  and 
that  is  most  important.  The  fibre  of  flax  is  one  thing;  that  of 
cotton  is  another ;  the  fibre  of  dry  flax  is  one  thing  i  that  of 
wet  flax  is  another.  I  don't  claim  to  have  discovered  that^ 
so  as  to  have  a  patent  for  it  for  all  purposes;  but  Mr.  Kay 
has  formed  a  process  of  spinning  with  wet  flax,  and  de- 
scribed the  distance  at  which  it  could  be  spun,  and  if  be 
has  done  that  before  any  one  else,  he  is  entitled  ^ 
your  verdict,  and  I  hope  that  Mr.  Marshall,  who  wishes 
to  deprive  him  of  the  reward  of  his  labours,  will  not  be 
gratified  to-day.  There  is  another  matter  which  I  should  meo- 
tion.  The  first  part  of  the  plaintiff's  invention  is  for  moisteniog 
the  flax ;  for  without  being  moistened  it  won*t  do.  Mr.  Kay's 
mode  of  moistening  was  by  placing  the  rovings  in  tin  cans^ 
fixed  into  other  vesseb  bored  with  holes  like  a  cullender,  vA 
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set  in  a  trotigh  filled  with  distilled  or  other  soft  water  at  about  ?^,f  •  ^^?^i^ 
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summer  heat,  and  repeatedly  pressing  it  down  with  a  plunger 
under  the  water^  and  after  having  steeped  it  five  or  six  hours,  i^S^^aJ^^ 
turning  the  macerating  vessel  over,  finding  the  end,  and  applying  tio°- 
it  to  the  machine.  There  is  no  person  connected  with  general 
mechanics  who  would  not  perceive  that  that  might  be  done  in 
ten  thousand  different  ways.  It  is  quite  obvious.  There  is  not 
any  person  connected  with  general  mechanics  who  would  not 
perceive  that  the  moistening  might  be  produced  in  as  many 
ways  as  there  are  minds.  It  was  soon  discovered  that  a  more 
rapid,  though  it  turns  out  to  be  a  less  perfect,  mode  of  macera- 
tion would  answer  the  purpose  of  the  general  manufacturer; 
and  accordingly  as  heat  saves  time  in  every  process  of  dis- 
solving, as  all  of  you  are  perfectly  well  aware,  the  water  was 
made  a  little  hotter,  and  instead  of  being  put  into  cans  and  left 
to  steep  for  six  or  eight  hours,  the  roving  was  passed  through  a 
trough  of  hot  water,  which  brought  it  into  the  state  to  which 
Mr.  Kay  brought  it  by  his  process,  which  I  will  call  No.  1. 
Now  I  admit  that.  It  is  so.  But  I  believe  I  can  satisfy  you 
that  if  you  want  to  do  the  thing  perfectly  and  to  produce  the 
finest  and  best  work,  Mr.  Kay's  is  the  best  mode;  because 
al&ough  the  other  does  it  more  rapidly,  and  sufficiently  well 
far  ordinary  purposes,  it  does  it  not  so  well  and  effectually  as  is 
required  for  fine  work ;  because  in  this  country,  as  you  know, 
the  cheaper  an  article  is  manufactured,  and  the  more  rapidly  it  is 
produced,  it  is  more  readily  disposed  of  than  an  article  which  is 
a  little  better,  but  a  great  deal  dearer.  How  that  will  affect 
the  present  issue  I  do  not  at  present  perceive ;  because  we  are 
not  here  to  say,  whether  Mr.  Marshall,  by  what  he  has  done, 
has  invaded  the  patent,  but  whether  Mr.  Kay  has  discovered 
something  new.  Now  supposing  the  cans  are  new,  as  they  cer- 
tainly are,  and  supposing  that  the  mode  of  spinning  is  better, 
as  it  certainly  is,  if  it  can  be  found  out  that  a  cheaper  mode  has 
been  discovered,  and  one  better  than  the  cans,  that  will  not 
prevent  Mr.  Kay's  invention  from  being  new,  nor  will  it  prevent 
it  from  being  useful,  as  it  is.  If  instead  of  being  hundreds  and 
hundreds  per  cent,  better,  as  it  is,  it  had  been  only  one  per 
eeot  it  is  new,  and  if  it  had  only  paved  the  way  for  something 
better,  the  plaintiff  is  entitled  to  your  verdict. 

Having  now  given  you  a  sort  of  historical  test  firom  which  to  Suggested 
jodge  of  the  value  of  this  invention,  I  will  next  take  a  sort  oi^^^^^** 
practical  test,  and  I  think  I  can  present  to  you  the  best  prac- 
tical proof  that  Mr.  Kay's  is  a  new  machine,  and  that  it  is  a 
^i^eful  and  improved  machine.  I  mean  that  part  of  it  which 
nUtes  to  the  spinning.  I  wiU  say  nothing  about  cans  and 
niftceration,  but  will  take  only  the  machine.  By  Mr.  Kay's 
machine  you  can't  spin  cotton ;  you  can't  spin  flax  in  its  old 
state;  but  you  can  spin  macerated  flax,  by  whatever  means 
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^'  machine  only;  take  a  cotton  machine  and  endeavour  to  alter  it 

by  altering  the  wheels,  but  in  that  machine  you  can  spin  nothing 
but  cotton ;  take  a  machine  on  the  old  plan,  and  you  can  spin  no- 
thing but  dry  flax ;  take  Mr.  Kay's  machine,  with  the  ratch  at  2} 
inches,  and  you  can  neither  spin  cotton,  nor  dry  flax,  but  only 
The  machine     macerated  flax.    You  have  a  machine  that  will  do  cotton,  and 
eetued  ftui"^  nothing  else ;  you  have  a  machine  that  will  do  macerated  flu, 
only*  and  nothing  else ;  and  a  machine  that  will  do  dry  flax,  and 

nothing  else.  If  that  does  not  stamp  upon  eadi  machine  m 
individuality  that  gives  it  a  special  character,  and  establish  it  in 
your  minds  to  be  an  invention,  then  undoubtedly  I  have  con- 
sidered and  prepared  myself  to  address  you  altogether  in  vab; 
but  if  you  perceive  that  there  are  these  three  machines— thit 
each  of  them  requires  a  particular  ratch — ^that  each  of  them  viD 
do  its  own  work  and  no  other — and  that  each  of  them  requires  i 
ratch,  which  in  a  cotton  machine  is  very  little;  in  the  flax 
machine,  when  wet  and  macerated,  very  little  more ;  and  in  the 
machine  for  dry  flax,  still  more,  because  the  fibre  is  not  of  the 
same  length ;  if  you  discover  that  each  machine  has  that  indi- 
viduality stamped  upon  it,  then  there  is  no  need  of  the  observa- 
tion brought  from  the  Comt  of  Chancery — ^^^Oh,  dear,  what  is 
there  new  in  putting  the  wheels  nearer  together;  as  near  as  in 
cotton,  or  as  near  as  in  spinning  dry  flax  ?''  It  is  easy  to  saj, 
''  Is 'that  all  ?^'  It  is  all.  And  a  more  important  all  was  never 
presented  to  the  attention  of  a  jury,  or  called  for  the  gratitude 
of  the  country  to  the  party  who  presented  it;  for  it  is  that  dis- 
covery alone  which  has  raised  the  flax  manufiicture  to  the  extent 
to  which  it  has  arrived,  and  which  bids  fair,  from  the  progress 
which  it  is  continuing  to  make,  to  rival  what  I  may  call  tk 
sister  manufacture  of  cotton  in  wealth,  prosperity,  and  import- 
ance to  this  country. 

The  plaintiff's  patent  and  specification  were  then  put  in,  and 
considered  as  read. 
E^ieneefor  Henry  Fozokerley :  I  am  thirty-eight  years  old.  In  1825,«nd 
for  five  years  before  that  time,  I  was  roving  master  to  Mr.  Kay, 
the  plaintiff,  at  his  spinning  mills  at  Preston.  Previous  to 
1825,  Mr.  Kay  had  made  experiments  in  flax  in  a  private  room 
to  which  I  had  not  access.  In  June,  1825, 1  removed  to  Pennj 
Bridge,  near  Ulverstone,  to  superintend  a  mill  which  the  plain- 
tiff had  recently  set-a-going  there.  He  used  it  for  spinning  flax; 
there  was  some  old  machinery  there.  The  spinning  ratch  irss 
20  inches  between  the  retaining  and  drawing  rollers.  Mr.  Kay 
began  to  work  machinery  there  on  his  new  plan.  I  remained 
there  seventeen  weeks,  and  worked  the  new  plan  during  the 
time  I  was  there.  There  were  six  spinning  frames ;  the  number 
of  spindles  was  forty-eight  on  a  side,  and  there  were  two  sides, 
which  made  5  76  spindles  altogether.  While  I  was  there  the  mill 
was  visited  by  a  great  number  of  people,  who  came  to  see  the 
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machinery.  I  am  now  with  German,  Petty,  and  Co.,  extensive  ^^-^'^ 
spmners  of  flax  at  Preston.  I  have  been  with  them  nearly  three 
years.  The  plaintiff  has  a  son  with  them.  I  have  had  a  good 
deal  of  experience.  At  the  time  I  was  at  Penny  Bridge  Mill,  the 
rovings  ran  down  into  small  cans,  which  went  into  other  cans 
that  had  holes  in  them,  and  as  they  were  filled  we  took  them 
down  into  a  trough  and  steeped  them  there.  That  is  the  method 
described  in  the  patent.  We  had  good  soft  water;  it  was  summer; 
we  had  no  occasion  to  warm  the  water,  but  we  had  a  little  soda 
when  wanted.  A  plunger  was  used  in  pressing  the  rovings  down 
m  the  cans.  After  the  flax  had  been  macerated  the  cans  were 
brought  up  and  turned  upside  down ;  we  found  an  end  and  then 
pat  it  over  the  roller.  The  roving  was  generally  steeped  in  the 
can  from  five  to  six  hours.  The  distance  of  the  ratch  from  nip 
to  nip  was  two  inches  and  three-eighths.  I  can't  speak  to  the 
distance  from  where  the  roving  is  taken  hold  of  by  the  first  pair 
to  the  place  where  it  is  taken  hold  of  by  the  second  pair. 
The  measurement  from  centre  to  centre  was  2|  to  2^  inches. 
After  passing  the  drawing  rollers,  the  thread  was  immediately 
spun  as  at  present.  That  was  the  method  used  by  Mr.  Kay  at 
Penny  Bridge.  Since  that  period  some  alteration  has  been  made 
ui  the  mode  of  maceration,  and  instead  of  using  the  macerating 
can,  the  roving  is  passed  through  a  trough  of  water.  The  water 
is  occasionally  hot,  but  not  always.  Passing  the  roving  through 
a  trough  is  in  some  points  better  than  the  former  plan,  and  in 
some  it  is  not.  It  saves  from  waste  generally,  but  when  the  flax 
is  hard  it  is  better  to  be  macerated  in  the  cans ;  and  when  so 
macerated  the  yam  is  of  a  better  quality  than  when  run  through 
the  trough.  The  trough  saves  waste,  but  the  cans  make  better 
yam.  I  can't  say  which  is  most  expensive.  When  the  macer- 
ation is  done  in  going  through  the  trough,  it  does  not  get  so  well 
done  as  by  the  cans  in  the  trough.  If  the  wheels  move  quickly 
the  thread  is  a  very  short  time  in  water.  It  is  firequently  not 
sufficient,  as  we  have  to  wet  the  rollers  to  give  it  more  wet ;  but 
when  we  macerate  by  the  cans  we  are  always  sure  of  having  it 
sufficiently  wet.  It  is  when  the  flax  is  of  a  hard  quality  that  it 
generally  happens  not  to  be  su£Sciently  wetted  in  passing  through 
the  trough :  I  don^t  know  what  was  the  greatest  number  of  leas 
spun  to  the  pound  before  1825,  as  I  knew  nothing  about  lin  or 
line.  German  and  Petty  have  about  179OOO  spindles  going. 
Macerated  flax  could  not  be  spun  upon  a  cotton  machine.  The 
rollers  would  not  deliver  it,  because  they  would  not  have  power 
to  draw  it ;  and,  another  thing,  it  would  not  make  a  thread — ^if  it 
was  a  thread  it  would  be  a  flat  thread.  We  could  not  spin 
cotton  wet;  cotton  must  be  warm  or  it  would  not  spin  at  all. 
Cotton  passes  through  three  pair  of  rollers ;  but  in  flax  there  is 
only  one  drawing — one  pair  of  rollers.  It  would  not  answer  the 
purpose  to  have  more  than  one  drawing  of  wet  flax ;  because  the 
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TruU  ai  law.     macerated  flax  won't  do  to  be  drawn  above  such  a  distance.   It 
^'  must  be  spun  immediately  after  it  has  got  through  the  drawing 

rollers.  [Parke,  B. — ^liie  mode  of  maceration,  the  troughs, 
and  the  distance,  is  what  the  plaintiff  claims  as  new.]  It  would 
not  do  to  draw  wet  flax  through  another  set  of  rollers,  before  it 
is  spun. 

Oneroa^-MB'  I  can't  say  why  wet  flax  can't  be  drawn  through  two  pair  of 
rollers ;  I  know  it  practically.  I  once  tried  it,  but  it  was  only  a 
temporary  thing  of  my  own.  Cotton  rollers  will  not  dehver  the 
flax ;  if  macerated  it  sticks  to  the  rollers,  and  tiiey  cannot  get  it 
off.  The  back  roller  is  sometimes  lead  and  sometimes  iron;  the 
middle  roller  is  made  of  wood^  iron,  or  lead ;  the  third  roller  is 
covered  over  with  flannel  and  leather,  and  it  sticks  to  that  leadier 
and  it  won't  deliver  it.  I  can't  speak  to  whether  it  is  the 
leather  that  prevents  it  from  delivering  the  flax.  I  have  no  idei 
at  what  relative  speed  the  drawing  and  retaining  rollers  monin 
that  machine.  In  the  new  machine  that  Mr.  Kay  put  op  it 
Penny  Bridge,  the  first  roller  ran  about  sixteen  revolutions  to 
the  back  roller  revolving  twice.  I  don't  know  whether,  supposisg 
a  roller,  running  at  an  intermediate  speed,  had  been  introduced 
between  those  rollers,  it  would  not  have  been  a  drawing  roller  u 
compared  with  the  back  pair  of  rollers.  I  have  been  accustomed 
to  machinery  for  thirty-two  years,  yet  can't  answer  that  queetioa. 
I  have  been  with  my  present  masters  three  years ;  they  never 
use  the  cans  in  the  wetting  process,  but  the  process  through  the 
trough.  The  plunger  was  not  used  when  llie  flax  was  coming 
down  into  the  cans,  but  afterwards.  Messrs.  Sleddon  of  Preston 
made  the  first  machines  that  my  master,  Mr.  Kay,  used.  Mr. 
James  Birkett  was  their  foreman.  The  macerating  cans  were 
used  during  the  seventeen  weeks  I  was  at  Penny  Bridge.  We 
had  not  then  got  the  troughs,  nor  tried  one.  I  have  never  seen 
the  macerating  process  used  but  during  those  seventeen  weeks. 
During  these  seventeen  weeks  the  hot  water  and  the  trough  was 
not  used.  By  using  the  macerating  process  to  hard  flax  it  pro- 
duces a  finer  shade,  and  does  not  stick  to  the  trough;  I  mesn, 
therefore,  to  say  that  the  maceration  would  be  better  for  hsid 
flax  than  the  other  process.  But  notwithstanding  that,  our 
manu&cturers  use  the  other.  My  employers  are  now  running 
the  highest  at  110  leas  to  the  pound.  They  don't  get-up  SOO;  I 
can't  tell  the  highest  number  spun  at  Penny  Bridge ;  I  will  leave 
others  to  speak  to  it. 

WiUiam  Smethursi :  I  was  in  Mr.  Kay's  employment  down  to 
1828 ;  before  1826 1  was  engaged  in  cotton  spinning.  Before  1825 
he  had  been  making  experiments.  I  did  not  assist  him, but  his  sods 
and  brother-in*law  did.  In  January  1826, 1  went  from  Preston  to 
Penny  Bridge.  Mr.  Kay  carried  on  flax  spinning  tiiere.  I  had 
the  management  of  the  works  there  when  they  were  at  home. 
Before  that  time  I  did  not  know  anything  of  flax  spinning.  Mr* 
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Kay  used  his  new  machines  there.  There  was  some  old  Evidence/br 
machines  in  another  room.  The  distance  of  the  rollers  on  the^*******^' 
new  machines  was  2|  inches,  and  I  dropped  one  down  to  2^. 
Many  persons  came  to  see  the  machine ;  we  had  them  from 
Scotknd  and  Ireland,  and  various  parts  of  England.  I  remained 
at  the  Penny  Bridge  flax  mill  nineteen  months,  and  then  went  to 
Mr.  Kay's  mill  at  Manchester.  It  was  a  new  flax  mill  that  he 
had  built.  At  Penny  Bridge  the  macerating  cans  and  plunger 
were  used ;  we  used  warm  water  in  the  winter,  but  not  in  the 
summer :  the  water  was  soft  as  need  to  be.  When  we  went  to 
Manchester  we  used  the  troughs  now  adopted.  We  used  both 
hot  water  and  cold,  and  kept  it  as  near  summer  heat  as  we 
could.  We  never  used  the  cans  at  Manchester.  At  Penny 
Bridge  we  had  machines  with  macerating  cans,  and  machines 
with  troughs.  When  the  trough  is  used  the  flax  is  only  mace- 
rated as  it  goes  through.  Strong  flax  requires  more  maceration 
than  fine  flax.  I  never  was  versed  in  the  old  mode  of  spinning ; 
but  I  think  it  would  not  do  to  spin  wet  or  macerated  flax  in  the 
old  frame,  on  account  of  the  distance  of  the  ratch.  I  should 
think  it  would  come  out  thick  and  in  lumps,  and  that  there 
would  be  no  yarn  made  at  all  from  it.  I  cannot  say  whether  we 
could  spin  macerated  flax  in  a  cotton  mill ;  the  machinery  is 
quite  different.  In  the  flax  spinning  machine  as  at  present  used 
the  roving  stands  quite  dry,  and  it  is  macerated  as  it  goes  through 
the  trough  to  the  back  rollers.  The  roving  should  go  through 
about  twenty-one  inches  of  water.  The  front  or  draught  roller 
nay  go  about  seven  or  eight  times  as  fast  as  the  back  or 
retaining  roller,  or  faster  if  wanted.  In  my  opinion  the  same 
quality  of  flax  that  was  formerly  spun  to  forty  leas  in  the  pound, 
can  by  this  machine  be  spun  to  one  hundred  or  one  hundred 
and  ten.  I  am  now  in  the  employ  of  Messrs.  Newham  ;  I  had 
been  seven  years  last  March  in  die  flax  preparing  room.  We 
have  both  old  and  new  machines ;  9,000  spindles  in  all,  and 
8,000  of  them  of  the  plaintiff's  kind.  We  macerate  upon  Mr. 
Kay*8  plan,  all  but  the  can;  with  the  trough,  not  his  patent 
plan. 

Cross  examined. — ^We  have  a  room  for  tow  spinning  ;  we 
have  fourteen  engines ;  we  spin  some  dry  and  some  wet.  I 
can't  tell  the  length  of  the  ratch  for  spinning  dry  tow ;  I  never 
measured  it.  I  don't  know  if  we  can  spin  tow  at  as  long  a  ratch 
as  that  old  frame ;  I  am  not  a  spinner.  There  are  retaining  and 
drawing  rollers,  but  I  can't  speak  to  the  distance  between  them. 
They  spin  vet  tow  as  close  as  flax ;  it  is  upon  the  same  principle* 
It  is  macerated  in  the  trough  and  drawn  in  the  same  way.  The 
fibre  of  tow  is  of  various  lengths ;  there  is  at  four  inches,  at  six 
or  seven  inches,  and  there  is  at  a  foot.  With  a  fibre  at  four 
inches  I  can't  tell  what  would  be  the  length  of  the  ratch,  accord- 
ing to  tile  principle  of  spinning.     I  was  in  a  cotton  factory  forty- 
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Trial  ai  taw.  four  years,  but  always  in  a  preparing  room.  We  spin  cotton  of 
July,  1836.  di£ferent  lengths  on  the  same  machine,  by  altering  the  ratdi 
according  to  the  length  of  the  staple-^New  Orleans  at  three- 
quarters  of  an  inch ;  Bode's  at  half  an  inch.  We  had  slides  fw 
the  rollers  in  the  old  machinery  at  Penny  Bridge,  so  that  ve 
could  lengthen  the  ratch  as  we  wished.  The  model  of  plaintiffs 
machine  in  Court  has  a  slide,  so  that  we  can  lengthen  the  ratch 
or  reduce  it.  It  is  the  bottom  roller  that  lifts  up.  The  slides 
vary  from  1^  to  3^  inches.  The  common  length  is  2| ;  I  onoe 
dropped  one  down  to  2^,  and  it  spun  very  well.  That  was  at 
Penny  Bridge.  I  ne^er  tried  one  nearer  than  that.  Great  im- 
provements have  been  made  in  machinery  lately;  we  have  had  a 
great  improvement  in  making  rovings  at  our  place,  as  in  other 
places.  We  have  two  or  three  sorts  of  machines,  so  that  we  know 
the  various  systems. 

Joshua  Wordsworth :  I  am  a  partner  in  the  house  of  Taylor, 
Wordsworth,  and  Co.,  machine  makers  at  Leeds,  and  I  hare 
been  in  that  business  about  four-and-twenty  years.  I  am 
acquainted  with  most  of  the  different  machines  used  for  preparing 
and  spinning  flax.  I  know  something  of  the  worsted  trade,  but 
not  much  of  the  cotton  trade.  I  have  been  in  the  habit  of  seeing 
places  in  England,  Scotland,  and  Ireland,  where  machines  are 
used.  I  am  acquainted  with  most  of  the  mills  in  Yorkshire  and 
Lancashire.  Before  1825,  when  Mr.  Kay's  patent  became  known 
to  the  public,  the  old  mode  of  spinning  was  generally  in  use,ezcqit 
the  plan  of  Horace  Hall,  which  was  tried  at  Mr.  Busk's,  at 
Hunslet.  It  did  not  succeed.  I  was  acquauited  with  probably 
100  places  for  spinning  flax  before  that  time;  and  most  of  them 
used  the  old  sort  of  machine.  In  that  machine  the  ratch  was 
made  to  work  up  and  down,  probably  from  14  inches  to  24 
inches.  The  roving  bobbin  is  turned  round  by  pulling  at  the 
end  of  the  flax.  I  have  known  the  difference  of  speed  between 
the  drawing  and  the  retaining  rollers  vary  from  10  to  18.  That 
is  called  the  draught,  or  speed;  so  that  the  drawing  rollers  have 
gone  10  times  or  18  times  as  fast  as  the  retaining  rollers. 
Before  Mr.  Kay's  patent  I  have  known  flax  spun  at  a  ratch  of  4 
inches.  That  was  by  Horace  Hall's  patent;  it  varied  from  4} 
to  7  inches.  I  never  saw  it  in  operation.  It  has  been  brought 
to  our  shop  to  be  re-made  up  again.  Not  to  my  knowledge  was 
it  ever  adopted  anywhere  else.  The  parts  of  the  machine  were 
brought  to  our  shop,  and  we  re-made  them  back  again.  They 
began  to  come  back  in  181 7>  and  we  received  in  portions,  until 
we  had  altered  the  whole.  They  ceased  about  the  l^Oast  end  of 
181 7>  We  altered  the  ratch  of  Horace  Hall  to  the  old  principle. 
With  that  exception  I  never  new  a  ratch  of  less  than  14  inches. 
I  never  knew  water  introduced  before  Mr.  Kay's  patent,  except 
by  means  of  a  sponge  cloth  wetting  the  drawing  roller.  In  what 
way  Horace  Hall  did  it  I  do  not  know ;  it  was  only  the  drawing 
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part  that  they  wetted.   In  spinning  dry  tow  there  was  a  different  Evidence  for 
rateh,  varying  from  4i  or  5  up  to  9.     We  have  made  a  great  ***'^**'*^' 
many  of  Mr.  Kay*s  machines ;  I  suppose  some  hundreds.    They 
are  much  used  in  the  flax  trade  ;^  «^ore  than  any  other  in  England 
and  Ireland^  but  in  Scotland  I  think  probably  there  may  be  more 
upon  the  old  plan,  as  they  run  chiefly  upon  heavy  yarns.     Kay's 
machines  are  well  known  in  the  trade,  and  persons  ordering 
machines  say  whether  they  want  them  on  Kay's  plan  or  the  wet 
plan  upon  the  old  system*    There  are  some  made  for  spinning 
wet  and  some  for  spinning  dry  upon  the  old  system.    When 
used  upon  the  wet  plan,  the  pressing  roller  is  merely  damped  a 
little ;  and  the  flax  is  not  all  saturated  with  water.    That  pressing 
takes  place  after  the  drawing  is  done.     A  great  many  of  the  old 
machines  are  used  quite  dry.     The  length  of  the  ratch  is  made 
to  vary  to  suit  Uie  different  lengths  of  the  flax.     The  variation  in 
the  length  of  the  flax  is  probably  from  15  or  16  inches  up  to  32 
inches.     I  have  known  it  vary  so  much,  but  I  cannot  be  positive 
as  to  the  exact  length.     Before  Mr.  Kay's  patent  the  finest  yams 
were  spun  by  hand ;  up  to  that  time  40  or  50  leas  was  considered 
very  fine  spinning  to  get  by  machine.     I  can't  speak  to  how 
high  they  can  spin  by  Mr.  Kay's  machine^  but  I  have  seen  as 
high  as  200  leas  to  the  pound,  that  had  been  spun  in  Leeds*   The 
yam  spun  by  machinery  is  much  evener  than  that  spun  by  hand; 
it  is  idso  more  regular,  better  twisted^  and  cheaper.     When  I 
first  saw  Mr.  Kay's  plan,  it  was  new  to  me.     I  had  then  con- 
siderable experience  in  the  trade,  and  if  there  had  been  such  a 
mode  of  spinning  before  I  think  I  should  have  heard  of  it,  or  seen 
it  in  some  of  the  mills*    In  my  opinion  it  is  useful    The  flax 
trade  has  increased  very  much  since  this  invention.    When  we 
were  at  Penny  Bridge  the  mode  of  macerating  the  flax  was  that 
described  in  the  specification ;  tliey  put  the  rovings  into  cans,  and 
then  into  long  troughs,  and  let  it  steep.    The  mode  of  maceration 
is  not  the  only  mode  in  which  it  could  be  done ;  there  has  been 
a  better  plan  adopted  since ;  that  is,  by  passing  it  through  the 
trough.    The  other  would  make  equally  as  good  yam,  but  there 
was  more  waste  in  it.     I  don't  know  who  first  used  the  plan  of 
the  trough^  but  many  persons  tried  it.     Mr.  Atkinson  tried  it 
first  in  Leeds.    The  object  was  to  keep  the  flax  together,  and 
not  to  make  quite  so  mudi  waste.     Though  the  maceration  by 
the  trough  is  better  than  by  the  can  system,  no  doubt  the  can 
ayatem,  with  the  plaintiff's  mode  of  spinning,  was  a  useful  inven- 
tion.    Suppose  parties  were  tied  down  by  Act  of  Parliament  to 
use  nothing  but  the  can  system^  it  would  no  doubt  be  better  than 
the  old  system.    The  yam  that  is  wanted  could  not  be  produced 
without.   Flax  wetted  for  the  old  machine  would  not  be  fit  for  the 
new  one,  and  flax  macerated  for  the  new  machine  would  not  be  fit 
for  the  other.     The  ratch  of  the  old  machine  would  be  14  to  24 
inches ;  that  of  the  new  machine  from  an  inch  and  three-quarters 
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IS!^""'  ^P  ^  ^^^  inches.  I  knew  Wesdey,  who  was  manner  for 
Busk,  rery  well.  He  frequently  came  over  to  our  shop.  We 
were  employed  by  Busk  to  alter  his  machines.  Westley  after- 
wards employed  us  on  his  own  account.  We  made  some 
machinery  for  him,  but  not  a  great  deal.  They  were  chiefly  of 
the  old  construction,  except  one  mule  he  had  in  the  place.  He 
gave  up  business  in  1824.  I  valued  his  machinery  in  company 
with  Mr.  Lawson.  There  was  no  machine  like  Mr.  Kay's  oa 
the  premises.  I  also  valued  Busk's  stock,  after  he  gave  up,  bat 
I  saw  none  like  it  there.  I  never  saw  or  heard  of  their  having 
produced  any  fine  yarn  such  as  is  now  produced  by  Mr.  Kay's 
machine.  There  is  no  difference  between  the  machines  I  saw 
at  Penny  Bridge  and  the  machines  now  used  and  called  Kay's 
machines. 

Cross  examined, — ^I  have  been  accustomed  to  machinery  more 
than  thirty  years ;  I  am  not  acquainted  with  cotton  spinning,  bat 
with  flax  and  worsted  spinning.  That  (a  machine  produced) 
is  used  for  worsted  spinning.  The  staple  of  worsted  varies  a 
good  deal;  from  2}  to  12  inches;  and  the  ratch  for  spinning 
varies  according  to  the  twist  that  is  put  into  the  roving.  When 
the  roving  is  much  twisted  it  requires  a  longer  ratch ;  and  when 
it  is  but  tittle  twisted  the  ratch  is  shorter.  A  slightly  twisted 
roving  is  weaker  than  the  other,  and  there  would  be  danger  of 
the  continuity  being  broken  with  a  long  ratch.  In  fixing  the 
length  of  the  ratch  all  these  circumstances  would  have  to  be 
taken  into  consideration  to  make  it  draw  well ;  so  that  an  ex- 
perienced spinner  would  vary  his  ratch  from  time  to  time  accord- 
ing to  the  nature  of  the  roving  and  the  material  that  he  wished 
to  put  into  the  machine.  The  worsted  machine  is  made  with  a 
slide  for  that  purpose.  The  principle  of  varying  the  length  of 
the  ratch  according  to  the  material  that  is  to  be  spun  has  been 
long  known  among  spinners ;  long  before  Mr.  Kay's  patent  was 
taken  out.  The  consequence  of  the  maceration  or  thorough 
wetting  in  the  trough  is  that  a  shorter  reach  is  required  in  flax 
spinning.  The  extent  to  which  the  process  of  maceration  is 
carried  would  be  an  ingredient  in  deciding  the  length  of  the 
ratch.  Supposing  there  was  only  a  partial  wetting,  the  ratdi 
would  require  to  be  longer ;  the  more  considerable  the  wetting 
the  shorter  would  be  the  ratch ;  so  also  the  comparative  fineness 
or  coarseness  of  the  roving  would  be  an  ingredient  in  deciding 
the  length  of  the  ratch.  The  yam  that  I  saw  spun  to  200  less 
must  have  been  spun  from  a  very  fine  roving.  Such  a  fine  roving 
as  that  passing  through  hot  water  would  spin  at  a  good  deal 
shorter  ratch  than  2^  inches.  The  rery  high  numbers  are  in 
fact  spun  with  a  shorter  ratch  than  that ;  I  dare  say  about  an 
inch  and  a  half.  I  have  seen  tow  rovings  almost  as  fine  as  flax. 
There  has  been  a  great  deal  of  improvement  in  the  roving 
machines.     This  (another  machine  produced)  is  a  tow  spinning 
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frame  upon  the  old  principle.    The  ratch  is  about  4  J  inches ;  ^^^,  . 
you  could  not  have  spun  flax  upon  that  when  dry,  in  conse-*?^.  * 

quence  of  the  shortness  of  the  ratch ;  and  if  you  had  wetted 
your  flax  with  the  trough  at  the  back  the  ratch  would  have  been 
too  long.  If  it  be  not  thoroughly  macerated,  the  rollers  must  be 
extended  to  the  length  of  the  fibre^  or  it  will  not  draw  at  all. 
You  roust  wet  a  roving  sufficiently  to  make  it  draw,  or  the  machine 
will  break  it;  it  will  not  draw  at  all  unless  sufficiently  macerated. 
(A  working  model  of  Horace  Hallos  machine  was  produced.) 
That  is  something  similar  to  those  we  broke  up.  I  do  not  re* 
member  how  Horace  Hall  prepared  his  rovings.  I  do  not  under- 
stand preparing,  as  I  never  saw  them  at  work.  I  believe  his 
bobbins  were  brought  wet  to  the  trough.  His  drawing  roller 
and  both  the  retaining  rollers  revolved  in  a  trough  of  water. 
The  yarn  passed  under  the  first  roller,  and  therefore  through  the 
water.  The  length  of  Horace  Hall's  ratch  varied  from  4  to  7 
inches,  measuring  from  point  of  contact  between  the  drawing 
roller  and  the  retaining  rollers ;  but  measuring  from  the  point 
where  the  roving  left  the  retaining  roller  to  the  point  where  it 
came  in  contact  with  the  drawing  roller,  the  distance  would  be 
about  3  inches.  The  old  machine  varied  from  14  to  24  inches. 
The  rovings  they  used  were  much  coarser  than  they  use  now. 
They  woidd  spin  with  a  bigger  draught  and  heavier  yarns.  If 
they  made  fine  rovings,  their  being  able  to  spin  with  a  shorter 
draught  would  depend  upon  the  length  of  the  fibres.  If  the  flax 
was  long,  although  you  made  the  roving  fine,  you  could  not  spin 
it  with  a  short  nip.  In  cotton  machines  there  is  also  a  sliding 
ratch^  so  as  to  vary  it  according  to  the  length  of  the  staple. 
Adapting  the  length  of  the  ratch  to  the  length  of  the  fibre  has 
been  the  fundamental  principle  of  dry  spinning  since  Arkwright 
introduced  it.  And  the  diffierence  made  by  wetting  the  flax  is, 
that  you  may  deal  with  it  as  if  it  had  a  short  fibre.  The  prin- 
ciple of  making  a  machine  for  short  fibres  was  known  before  for 
cotton. 

Pabkb^  B. — But  it  was  not  known  that  it  could  be  appUed 
to  flax. 

Cres9weU. — ^The  question  here  is,  whether  there  is  any  thing 
new  in  the  improvements  of  Mr.  Kay. 

Pabkb,  B. — Whether  it  is  a  new  invention  ?  Whether  the 
plaintifi'  showed  that  flax  might  be  dealt  with  as  if  it  had  a  short 
fibre? 

Cr€$9weU. — ^The  point  is,  whether  the  alteration  of  the  ratch 
from  12  or  14  inches,  whatever  it  was,  down  to  2^,  was  new. 

Parkb,  B. — ^That  is  as  applied  to  macerated  flax.  I  have  not 
to  inquire  here  whether  the  patent  is  good,  or  whether  a  patent 
could  be  taken  out  for  such  an  invention ;  the  only  issues  are^ 
whether  this  invention  is  new,  and  whether  it  is  useful. 

Cre$$welL — According  to  my  understanding  of  what  passed  in 


(SS  kat's  patent. 

TrkUaihuo.     the  Couit  above,  the  point  intended  to  be  ndsed  was^  whether 
^'  there  was  any  such  novelty  in  this  invention  as  would  sustain  a 

patent ;  and  that  is  the  broad  question  we  have  come  hert  to 
try. 

Pabkb^  B. — ^That  is  not  the  issue  directed  to  be  tried. 

fViffhtman. — ^Tbe  issue  is,  whether  the  pkdntiff  found  oat 
or  invented  any  new  and  improved  machinery  for  prepaiing 
and  spinning  flax,  Sic,  by  power. 

Parks,  B. — As  in  the  said  bill  of  complaint,  letters  patent,  and 
specification,  is  alleged. 

Cre$9wlL — Now  I  apprehend  that  that  raises  the  question  of 
novelty. 

Pabkb»  B. — I  shall  go  to  the  jury  to  find  whether  spinmng 
macerated  flax  at  short  distances  is  new,  and  endorse  upon  tlie 
record  as  the  case  stands,  ihat  parties  have  been  in  the  habit  of 
using  machinery  with  ratches  of  various  lengths,  but  that  it  was 
not  before  known  that  flax  could  be  dealt  with  as  having  a  short 
fibre ;  and  so  leave  the  Lord  Chancellor  to  deal  with  it  ai 
he  may  think  proper.     Is  not  this  principle  of  macerating  new) 

Cresnaell. — ^As  applied  to  flax  I  admit  that  it  is,  but  not  so  die 
spinning  at  a  short  ratch,  for  it  was  shortened  before.  Horace 
Hall's  ratch  was  four  inches. 

Pabkb,  B, — ^The  application  of  macerated  flax  to  machines  of 
short  distances  there  is  no  doubt  is  new,  and  according  to  the 
evidence  each  part  is  new.  Whether  be  could  have  a  patent  for 
that  because  he  used  the  sliding  ratch  which  was  in  use  before, 
is  not  a  question  for  the  jury,  but  a  question  of  law.  If  yoa 
cannot  agree,  we  had  better  take  a  verdict  at  once  for  the  plain- 
tiff, and  endorse  the  special  matters  on  the  postea.  I  aball 
endorse  that  they  have  been  in  the  habit  of  using  the  machines 
so  as  to  adapt  the  ratch  to  the  staple  of  the  commodity  to  be 
spun,  whatever  it  was,  but  that  it  had  never  been  known  before 
the  plaintiff's  patent  that  flax  would  spin  with  so  short  a  ratdh 
I  should  say  that  Hall  reduced  the  ratch  to  four  inches,  but 
that  his  machine  did  not  answer. 

CresswelL — I  believe  there  is  no  question  that,  tiU  this  patent 
came  out,  flax  was  not  spun  at  2^  inches. 
VtrdiBtund  A  verdict  was  accordingly  entered  for  the  plaintiff  on  both 
tp^xndof^  issues,  the  following  special  matter  to  be  endorsed :  "  That  be- 
fore the  granting  of  the  patent,  hemp,  flax,  and  other  fibrous 
substances  were  spun  by  machines  with  slides  by  which  the 
reach  was  varied  according  to  the  length  of  the  staple  or  fibre  of 
the  article  to  be  spun ;  and  that  has  been  the  fundamental  prin- 
ciple of  dry  spinning  known  and  used  before  the  granting  of  the 
patent ;  the  reach  having  varied — ^in  cotton  spinning,  between 
seven-eighths  of  an  inch  to  an  inch  and  a  quarter ;  in  flax  or  line 
spinning,  from  fourteen  to  thirty-six  inches ;  in  tow  spinning) 
from  four  to  nine  inches ;  in  worsted  spinning,  from  five  to 
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faarteen  indies ;  but  before  the  granting  of  the  patent  it  was  ^^^^ict, 
not  known  that  flax  could  be  spun  by  means  of  maceration^  as 
having  a  short  fibre,  at  a  reach  of  two  and  a  half  inches,  or  about 
those  limits ;  but  before  that  time  Horace  Hall  had  taken  out  a 
patent  for  'an  improved  method  of  preparing  and  spinning 
hemp,  flax,  and  other  substances  containing  fibre,'  with  a  specie 
fication  referring  to  it  (y),  and  the  machines  manufactured  ac« 
cording  to  that  patent  were  constructed  with  a  reach  of  four 
inches  and  three-quarters/' 

Verdict  for  the  plaintiff. 


Cor.  Lord  Langdalb,  M.R. 

This  was  an  application  in  pursuance  of  a  notice  of  motion  for  ^«  Chancery, 
"  a  new  trial  to  be  directed  of  the  issues  tried  in  tlie  preceding  1937!^^    ' 
case,  or  for  a  case  for  the  opinion  of  the  judges  of  one  of  the 
courts  of  law." 

The  Master  of  the  Rolls  read  the  evidence  at  the  trial  from  a 
transcript  of  the  notes  of  Mr.  Baron  Parke,  which  concluded  as 
follows:  "Upon  this  evidence  I  thought  there  was  no  difficulty 
in  either  of  the  questions  of  fact  to  be  tried,  and  I  gave  no 
opinion  upon  the  question  of  law.^'  The  jury  found  both  issues 
for  the  plaintiff,  and  also  the  following  special  facts,  stating  them 
as  on  the  postea  (;?)• 

Pemberion,  Q.  C,  Cresswell,  Q.  C,  Barber  and  Atkinson^  in 
support  of  the  application.  Sir  F.  Pollock^  Kindersley  and  Booth, 
in  opposition  to  the  application. 

Lord  Langdale. — The  case  comes  on  in  this  way ;  there  was 
a  plea,  and  upon  the  plea  a  replication  was  filed,  and  upon  that 
the  cause  is  set  down  to  be  heard,  when  this  issue  is  directed  to 
be  tried.  After  the  trial  the  cause  would  regularly  come  on  to  be 
heard  upon  further  directions.  Now  it  is  very  analogous  to  the 
case  of  exceptions  to  a  master's  report,  which  will  have  to  come 
back  to  be  heard  on  further  directions.  The  parties  have  a 
mode  of  proceeding  by  which  they  submit  to  the  Court  that  the 
master  has  not  conducted  himself  in  the  way  that  was  required, 
for  the  purpose  of  getting  at  the  object  which  the  Court  had  in 
view.  With  respect  to  the  proceedings  which  take  place  at 
common  law,  the  course,  which  is  very  analogous  to  a  reference 
to  the  master,  is  to  move  for  a  new  trial,  considering  the  result 


(f)  The  following  were  the  pasnget  of  that  6  is  a  ride  riew  rimilar  to  figure  3,  but  showing 

rsdication  nainlj  relied  on  by  the  counsel  for  R  R  R  R,  a  trough  holding  a  solution  of  soap,  or 

defendants : — "  And  I  do  pass  my  hemp,  flax,  other  well-known  solutions  fit  for  the  purpose,  in 

or  sabrtanoe  oontaining  fibre,  from  the  bobbin  A  which  the  lower  surfaces  of  the  rollers  A,  B,  and 

upon  the  comb  C  C,  and  between  the  rollers  D  D,  are  plunged,  and  the  said  hemp  or  flax,  or 

and  B,  by  which  action  the  same  becomes  combed  subatance  containing  fibre,  becomes  wetted  there- 

aad  drawn  ontp  and  becomes  damped  by  reason  of  with,  is  made  more  lax,  and  the  fibres  thereof  slip 

the  roller  D  re? oWiog  with  its  lower  surface  in  past  each  other  with  greater  ease." 
water;**  and  the  other  passage  stated—*'  Figure         (t)  Ante,  68. 


70  KAT*8   PATBNT. 

Jaif2r?837  ^^  ^^^  ^^^^  ^  satisfactory  as  would  enable  the  Court  to  come 
'  to  a  satisfactory  decision ;  and  I  am  not  prepared  to  say  that  it  is 
not  quite  competent  to  the  party  who  considers  that  there  has 
not  been  a  satisfactory  conclusion  come  to  at  law  (although  be 
does  not  ask  for  a  new  trial),  at  the  same  time  to  ask  for  a  case 
to  be  submitted  to  the  court  of  law ;  because  it  is  the  legal  result 
which  is  required  on  further  directions,  and  if  that  has  not  been 
obtained  in  a  proper  manner,  it  does  not  seem  to  me,  I  confess, 
an  improper  course  for  the  party  who  is  dissatisfied  to  ask  for 
that.  I  am  only  throwing  this  out  to  you,  of  course,  for  your 
consideration,  and  what  I  now  say  is  subject,  of  course,  to  all 
that  you  or  those  who  follow  you  may  address  upon  the  subject; 
but  tiiat  is  my  present  impression. 

The  result  is,  that  at  present  the  legal  question  that  arises  is 
left  unconsidered.  If  that  must  be  settled  in  some  mode  or 
other,  the  question  is  as  to  the  mode  of  settlement.  Am  I  to 
dispose  of  it  upon  the  facts  as  collected  in  the  course  of  these 
proceedings  ?^-or  if  I  am  not,  is  it  not  the  proper  course  to  baTe 
it  decided  by  a  case  which  embodies  those  facts  ?  One  of  these 
two  things  must  be  to  be  done  when  the  cause  comes  on  for 
further  directions,  which  may  not  be  for  a  twelvemonth.  Now, 
if  it  should  turn  out  that  there  ought  to  be  a  case,  it  is  greatly  to 
the  advantage  of  the  plaintiff  to  have  it  tried  previously,  as  you 
might  lose  a  great  deal  of  time  in  having  tiie  fruits  of  your 
patent  if  it  turns  out  to  be  valid.  I  cannot  certainly  decide  it, 
without  hearing  the  cause  on  further  directions ;  but  if  it  is  to  be 
decided  upon  a  case,  you  may  have  a  decision  upon  that  case 
long  before  you  may  have  it  determined  by  me  upon  further 
directions. 

I  do  not  know  whether  Mr.  Eindersley  would  object  to  my 
granting  that  part  of  the  motion.  I  do  not  find  any  objection  to 
it.  It  is  just  like  taking  an  interlocutory  proceeding  between 
the  suit  being  brought  before  the  Court,  which  is  usual;  as  it  is 
analogous  to  a  proceeding  before  the  master.  It  is  the  opinion 
of  the  other  party,  in  which  opinion  you  entirely  concur,  the 
question  of  law  not  having  been  decided  on  these  proceedings, 
the  case  will  not  be  fit  for  final  decision  without  the  consideration 
of  that  question,  and  if  it  is  to  be  referred  to  the  consideration 
of  a  court  of  law,  we  are  not  in  a  fit  state  for  a  final  dedsion ;  if 
you  please,  I  think  you  should  have  reasonable  time  to  consider 
this  point. 

Sir  F.  Pottock. — I  came  here  chiefiy  to  resist  the  application 
for  a  new  trial. 

Lord  Lanodalb. — I  think  you  must  see  that,  if  it  is  ulti- 
mately to  be  referred  to  the  court  of  law,  it  is  more  beneficial  to 
you  to  have  it  done  now.  It  may  not  come  on  here  for  further 
directions  for  a  twelvemonth,  and  then,  if  it  should  be  con- 
sidered material  to  have  a  case,  you  will  have  lost  all  the  ioter- 
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yening  time^  and  not  be  receiving  the  benefit  of  your  patent  if  in  chancery, 

it  is  valid.  J-i.28.1837. 

You  are  asking  by  year  motion  the  alternative.  You  first 
ask  for  a  new  trial»  and  if  that  shall  be  refused  you,  ask  for  a 
case.  According  to  my  present  impression  (which  is  open  I 
admit  to  be  removed  by  any  argument),  I  am  at  liberty  upon 
the  present  occasion  to  grant  either  the  one  or  the  other ;  and 
if  I  should  not  think  fit  to  grant  a  new  trial,  that  it  is  for  me  to 
consider  whether  I  ought  or  not  to  direct  a  case,  and  I  think  I 
have  the  authority  to  do  that  adversely;  but  you  can  take  time. 
Sir  Frederick,  to  consider  till  Tuesday,  if  you  please.  It  is 
quite  open  to  you,  and  to  those  who  follow  you,  to  argue  that  in 
the  present  state  of  the  case  I  have  no  authority  to  order  that 
adversely,  but  my  present  opinion  is  against  you  upon  that. 

The  usual  course  is  to  direct  the  case  to  be  settled  by  the 
master  if  the  parties  differ,  and  I  should  add,  with  liberty  to 
apply  to  me  if  there  shoidd  be  any  difficulty  in  the  master's 
office  upon  that  subject,  and  I  should  have  considered  it  my 
duty  to  take  the  assistance  of  the  learned  judge  who  tried  the 
cause  to  see  how  it  ought  to  be  framed. 

The  following  order  was  made,  ^^  That  a  case  be  made  for  the  OnUr. 
opinion  of  the  judges  of  the  court  of  Common  Pleas  upon  the  ^''  ^^^' 
following  question.  Whether  the  patent  in  the  pleadings  men- 
tioned is  valid  in  point  of  law  ?  And  it  is  ordered,  that  aU  proper 
facts  necessary  to  bring  that  matter  into  question  be  stated  in 
the  said  case ;  and  it  is  ordered,  that  it  be  referred  to  the  master 
of  this  court,  in  rotation,  to  settle  the  said  case  if  the  parties 
differ  about  the  same ;  and  it  is  ordered,  that  the  judges  of  the 
court  of  Common  Pleas  be  attended  with  the  said  case;  and  his 
lordship  doth  reserve  the  consideration  of  costs  and  of  all 
farther  directions  until  after  the  said  judges  have  made  their 
certificate ;  and  any  of  the  parties  are  to  be  at  liberty  to  apply  to 
this  Court  as  they  may  be  advised.^' 


Cor.  Sir  N.  C.  Tindal,  C.  J. ;  Vaughan,  J. ; 
BosANQUET,  J. ;  Erskine,  J. 

The  following  was  a  case  as  settled  in  pursuance  of  the  pre*  in  the  Common 
ceding  order,  and  sent  by  the  Master  of  the  Rolls  for  the  opinion  ^^gtb,  1839. 
of  the  Court  of  Common  Pleas. 

About  the  year  1824,  the  plaintiff  claimed  to  have  found  out 
and  invented  ^^  new  and  improved  machinery  for  preparing  and 
spinning  flax,  hemp,  and  other  fibrous  substances  by  power.'' 

The  plaintiff  thereupon  applied  for  and  obtained  letters  patent, 
under  the  Great  Seal  of  Great  Britain,  dated  the  26th  of  July, 
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MTsmh  ^  *®  ^*  y®"  ®'  ^*  "^^8**  ^  George  the  Fourth,  a.d.  1825, 
which  were  to  be  considered  part  of  the  case  for  the  said  inveii- 
tion  of  new  and  improved  machinery  for  preparing  and  sfun- 
ning  flax,  hemp,  and  other  fibrous  substances  by  power. 

By  a  specification  under  the  hand  and  seal  of  the  pkdnti^ 
dated  the  25th  of  January,  1826,  and  duly  enrolled  in  his 
Majesty's  Court  of  Chancery,  which  is  to  be  considered  as  part 
of  the  case,  after  setting  forth  and  describing  the  said  invention 
and  in  what  manner  the  same  was  to  be  performed ;  the  plain- 
tiff thereby  declared  that  what  he  claimed  as  his  invention  in 
respect  of  new  machinery  for  preparing  flax,  hemp,  and  other 
fibrous  substances,  were  the  macerating  vessels  marked  (B)  in 
the  plan  or  drawing  annexed  to  lihe  said  specification,  and  the 
trough  of  water  marked  (C) ;  and  that  what  he  claimed  as  his 
invention  in  respect  of  improved  machinery  for  spinning  flax, 
hemp,  and  other  fibrous  substances,  was  the  wooden  or  other 
trough  marked  (D)  for  holding  the  rovings  when  taken  firom  the 
macerating  vessels,  and  placing  of  the  retaining  rollers  e  e  and 
the  drawing  rollers  c  c,  nearer  to  each  other  than  they  had  ever 
before  been  placed,  say  within  two  and  a  half  inches  of  each 
other,  for  the  purpose  aforesaid. 

On  the  2nd  of  June,  1836,  a  trial  was  directed  by  the  Master 
of  the  Rolls  upon  two  issues,  viz. :— - 

First,  whether  the  plaintiff  had,  before  and  at  the  time  of 
ihe  making  of  the  said  letters  patent,  found  and  invented  any 
new  and  improved  machinery,  as  in  the  letters  patent  and  speci- 
fication was  alleged ; 

And  secondly,  whether  the  said  alleged  invention  in  the  said 
letters  patent  and  specification  mentioned,  was,  before  and  at 
the  time  of  making  of  the  said  letters  patent,  of  much  or  any 
pubUc  benefit  or  utility,  as  in  the  said  letters  patent  was  allied ; 

And  the  judge  who  tried  the  said  cause  was  to  be  at  hbeity 
to  indorse  special  matter  on  the  pastea,  as  he  should  think  fit. 

The  issues  were  tried  at  the  York  assizes,  1836,  before  F^wke, 
B.,  and  a  verdict  was  found  for  the  plaintiff  on  both  issuei^ 
with  the  following  indorsement  on  thepostea : — that,  before  the 
granting  of  the  patent,  flax,  hemp,  and  other  fibrous  substances 
were  spun  with  machines  with  slides,  by  which  the  reach 
was  varied  according  to  the  length  of  the  staple  or  fibre  of 
the  article  to  be  spun,  and  that  that  had  been  a  fundamental 
principle  of  dry  spinning  known  and  used  before  the  granting 
of  the  patent,  the  reach  having  varied  in  cotton  spinning  betweea 
i  of  an  inch,  and  1^  of  an  inch;  in  flax  or  line  sjnnning^  fitna 
4  to  9  inches ;  worsted  spinning,  from  5  to  14  inches.  Before 
the  granting  of  the  patent,  it  was  not  known  that  flax  conld  be 
spun  by  means  of  maceration,  as  having  a  short  fibre,  at  a  reach 
of  2i  inches,  or  about  those  limits.  But  before  that  time 
Horace  Hall  had  taken  out  a  patent  (which  patent  and  the  speci- 
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fieatdon  thereof  were  to  be  considered  part  of  the  case,)  and  ^^tedaicoie. 
machines    manufactured   according  to  that  patent  were' con- 
structed with  the  reach  of  4  J  inches. 

The  question  for  the  opinion  of  the  Court  was,  whether  the 
pUdntiff 's  patent  was  valid  in  point  of  law. 

The  case  was  ai^ed  in  Hilary  term. 

Sir  F.  Pollock,  for  the  plaintiflf,  relied  on  the  finding  of  the  sir  F.  PoUoek 
jury  on  the  issues,  whether  the  plaintiflf  had  invented  new^^**^^*"**-^' 
machinery,  and  whether  the  invention  was  of  public  utility. 
The  indorsement  on  iii^postea  did  not  detract  from  the  effect  of 
that  finding ;  for  though  the  reach  of  machines  have  varied  in 
dry  spinning  before  the  plaintiff^s  invention,  yet  his  process  for 
macerating  was  new,  and  was  rendered  useful  by  being  connected 
with  machinery  which  spun  the  macerated  materials  at  a  shorter 
reach  than  had  ever  been  applied  to  flax.  The  real  invention 
was  maceration  and  spinning  at  a  specified  distance. 

The  indorsement  on  the  postea,  however,  could  not  be  applied 
to  the  question  which  the  Court  was  called  on  to  decide,  namely, 
whether  the  patent  was  void  on  the  face  of  it.  There  was  nothing 
on  the  iSace  of  the  patent  to  affect  its  validity ;  for  admitting  that 
the  principle  of  a  varpng  reach  in  spinning  machinery  was  known 
before,  the  application  of  that  principle,  in  combination  with  the 
new  macerating  process,  would  support  the  plaintiff's  right 
to  a  patent;  if  the  case  were  otherwise,  no  patent  could  be  sup- 
ported, for  there  was  none  in  which  the  inventor  did  not  apply 
old  principles  to  new  modifications  of  machinery.  Thus, 
Bramah's  hydraulic  press  was  founded  on  the  principle  of  the 
hydrostatic  paradox,  with  which  all  the  world  was  acquainted 
before  the  invention  of  the  press. 

Sir  W.  W.  Folktt  for  the  defendants. 

If  a  patent  be  taken  out  for  two  processes,  one  of  which  is  not 
new,  fjie  patent  is  void,  notwithstanding  the  other  process  be 
new  and  useful:  Brunton  v.  Hawkes  (a).  Upon  analysing  the 
plaintiff's  patent,  it  will  be  clear  that  it  has  been  taken  out  for 
two  distinct  processes :  one,  for  preparing  flax  by  maceration ; 
the  other,  for  spinning  the  flax  so  prepared.  In  the  machinery 
for  spinning  the  flax,  the  only  novelty  allied,  is  the  reducing 
the  reach  to  two  inches  and  a  half;  but  the  practice  of  varying 
the  reach  according  to  the  length  of  fibre  to  be  spun,  must  be 
taken  to  have  been  known  before ;  for  the  indorsement  on  the 
po9tea  is  to  be  read  in  connection  with  the  finding  on  the  issues, 
and  constitutes,  with  that  finding,  a  special  verdict.  The  plaintiff, 
therefore,  by  the  second  part  of  his  patent,  seeks  to  appropriate 
to  himself  the  application  of  spinning  machinery  to  fibres  which, 
by  bis  macerating  process,  he  has  reduced  to  two  inches  and  a 
half;  if  this  were  allowed,  manufacturers  would  be  precluded 

{a)  4  B  &  Aid.  541. 
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In  the  Commom  from  varying  the  reach  of  their  madiines,  as  they  have  always 
done  before ;  and  according  to  the  plaintiff's  aigument,if  a  fibre 
were  discovered  in  nature  shorter  than  two  inches  and  a  half 
neither  the  plaintiff  nor  any  other  could  be  permitted  to  contract 
the  reach  of  their  spinning  machines  accordingly.  The  patent, 
therefore,  is  void,  for  seeking  to  appropriate  to  the  plaintiff,  in 
connection  with  his  own  discovery,  the  application  of  a  prmdpk 
which  was  known  before  and  practised  by  others. 

Sir  F.  PoUocky  in  reply,  insisted  that  what  the  deCendants 
attempted  to  divide  into  two  distinct  processes,  were  only  parts 
of  one  entire  and  continued  operation.  The  plaintiff's  madn- 
nery,  by  maceration  of  the  fibres,  and  contraction  of  the  reach, 
could  spin  flax  at  a  distance  of  only  two  inches  and  a  half 
between  the  rollers.  No  one  could  do  that  before^  for  ilax 
cannot  be  spun  by  a  cotton  machine ;  and  the  jury  having  found 
that  the  invention  was  new  and  useful,  there  was  nothing  on  dM 
face  of  the  patent  to  render  it  void. 

Cur.  ado.  puU. 

Judgment.  Sir  N.  C.  TiNDAL,  C.  J. — In  this  case,  which  has  been  sent  to 

^^  '  this  Cout  by  his  Honour  the  Master  of  the  Rolls,  the  question  as  to 

the  validity  of  the  patent  has  been  argued  before  us,  upon  variois 
grounds  of  objection,  and  consequently  a  certificate  in  the  gene- 
ral terms  of  the  question,  that  tiie  patent  does  not  appear  to  ns 
to  be  valid  in  point  of  law,  could  not  give  satisfaction  to  the 
Court  from  which  the  question  was  sent.  We  therefore  pro- 
ceed shortly  to  state  the  ground  upon  which  our  opinion  is 
formed  that  the  patent  in  question  is  not  valid  in  law. 

lovention  two-       The  patent  is  taken  out  for  ^^  new  and  improved  machinery 

fold.  for  preparing  and  spinning  flax,  hemp,  and  other  fibrous  sab- 

stances  by  power ; "  and  the  invention  is  declared  in  the  spe- 
cification to  consist  in  ^*  new  machinery  for  macerating  flax  and 
other  similar  fibrous  substances  previous  to  drawing  and  spm- 
ning  it,  which  is  called  the  preparing  it;  and  also  for  improved 
machinery  for  spinning  the  same,  after  having  been  so  prepared." 

Machinery  for       Now,  although  the  first  part  of  the  invention  described  in  Ae 

macerating  .         ,  i  .  i.  .  *.  ^t 

new,  but  for  patent,  VIZ.  the  new  machinery  for  macerating,  appears  from  tbe 
spinning,  old.  fj^cts  Stated  in  the  case  to  be  a  proper  subject  for  a  patent,  botfc 
with  regard  to  the  invention  thereof  being  original,  and  in  aU 
other  respects,  yet  the  latter  part  of  the  patent,  vis.  tbe  in* 
proved  machinery  for  spinning  flax,  &c.,  does  not  upon  the  facts 
stated  in  the  case,  and  the  description  of  the  invention  contained 
in  the  specification,  appear  to  us  to  be  a  subject  upon  whidi  a 
patent  can  by  law  be  taken  out. 

The  patentee,  in  describing  the  new  and  improved  machmery 
for  spinning  which  constitutes  one  part  of  his  patent,  informs 
the  public  ^*  that  he  places  the  drawing  rollers  only  two  and  a 
half  inches  from  the  retaining  rollers,  and  that  this  constitutes 
the  principal  improvement  in  the    said  spinning  machinery." 


I 


KAY   r.    MARSHALL.  7^ 

And  he  then  proceeds  to  assign  the  principle  and  reason  upon  •^»«^^««^' 
which  the  alleged  improvement  rests.  And  ^in  a  plater  part  of 
his  specification  (when  stating  the  extent  of  what  he  chums  as 
his  own  invention  in  respect  of  improved  machinery  for  spinning 
flax)  he  described  it  to  be,  the  wooden  or  other  trough  for 
holding  the  roving  when  taken  from  the  macerating  vessels  '^and 
the  placing  of  the  retaining  rollers  and  the  drawing  rollers  nearer 
to  each  other  than  they  have  ever  before  been  placed,  say 
within  two  and  half  inch^  of  each  other,  for  the  purposes  afore- 
said.^' So  that,  looking  at  the  whole  of  the  specification,  it  is 
not  tixe  use  of  the  wooden  or  other  trough  as  used  by  him,  upon 
which  he  relies,  as  indeed  it  obviously  could  not  be,  as  an  im- 
portant invention,  nor  as  the  proper  subject  of  a  patent ;  but  it 
is  ^'  the  placing  and  retaining  of  the  respective  rollers  within  two 
and  a  halt  inches  from  each  other  '^  that  forms  the  real  subject- 
matter  of  the  patent  for  the  improved  machinery. 

Now,  whether  a  patent  can  by  law  be  taken  out  for  placing  a  psteatcan. 
the  retaining  rollers  and  the  drawing  rollers  of  a  spinning  °^^'*J*^^«"^^ 
machine,  which  machine  itself  was  known  and  in  use  before,  retaining  and 
within  two  inches  and  a  half  of  each  other,  under  the  circum-  ^[^^"Vficd " 
stances  stated  in  the  case,  is  the  real  question  between  the  parties;  distance,  they 
and  we  think  it  cannot.   For  it  appears  from  the  indorsement  on  p^c^^i^^  i^t 
thepoitea  that  before  the  granting  of  this  patent,  flax  and  other  greater  and  leu 
fibrous  substances  were  spun  with  machines  by  which  the  reach  tbe^^6ed*^ 
was  varied  according  to  the  staple  or  fibre  of  the  article  to  be  distance. 
spun,  and  that  it  had  been  a  fundamental  principle  of  dry  spin* 
ning,  known  and  used  before  the  granting  of  this  patent ;  and  fur- 
ther, that  the  reach  used  in  cotton  spinning,  had  been  less  than 
two  inches  and  a  half.    Tlie  application,  therefore,  of  a  reach  of 
two  inches  and  a  half  to  the  spinning  of  flax  when  in  a  state  of 
maceration,  by  which  the  fibre  of  flax  will  not  hold  together 
beyond  two  inches  and  a  half,  does  not  appear  to  us  to  be  any  That  is  only  the 
new  invention  or  discovery,  but  is  merely  the  application  of  a  application  of 

-  -.  itt  1-  1  known  ma- 

piece  of  macmnery  already  known  and  m  use  to  the  new  mace-  chinery  to  a 
rated  state  of  the  flax.  The  fundamental  principle  of  dry  spin-  *P«cJfi«<i»tt*>. 
ning  was,  that  the  reach  varied  according  to  the  length  of  the 
staple  or  fibre  of  the  article  to  be  spun  ;  and  spinning  machines 
were  in  use,  either  with  the  reaches  fixed,  or  connected  with 
slides,  so  that  their  distance  might  be  varied  according  to  the 
length  of  the  fibre  of  the  article  intended  to  be  spun ;  and  con- 
sequently there  is  nothing  new  in  applying  the  use  of  a  spinning 
machine  with  a  reach  of  such  a  degree  of  shortness,  as  would 
suit  the  continuity  of  the  roving  of  the  flax  after  it  is  mace- 
rated. 

It  is  to  be  remarked,  that  the  application  of  moisture  in  spin- 
ning flax,  for  the  purpose  of  separating  the  fibres  and  reducing 
the  length  of  the  staple,  was  not  new  in  practice,  and  had  been 
resorted  to  under  Hall's  patent,  though  in  a  different  manner 


7^  kay's  patent, 

^^u^  ^^^'"^  ^^  ^^^  employed  on  this  occasion  (A).  Now,  suppose  a  patent 
May  8, 1839.  ^  ^^^^  ^>^^  ^^s^  obtained  for  some  entirely  new  method,  either 
chemical  or  mechanical,  of  reducing  the  fibres  of  flax  to  a  short 
staple,  we  think  that  a  second  patent  could  not  be  taken  out  ibr 
an  improved  mode  of  machinery  in  spinning  flax,  which  con- 
sisted of  nothing  more  than  the  spinning  of  short  staple  of  flax 
by  a  spinning  machine  of  a  reach  of  a  given  length,  not  less  thaa 
that  already  in  use  for  the  sjnnning  of  cotton ;  the  efiect  rf 
which  would  be,  to  prevent  the  first  patentee  firom  wcMrking  his 
invention  with  the  old  machine  at  the  proper  reach.  And  if  a 
patent  taken  out  for  that  object  separately  would  be  invalid,  so 
also  a  patent  taken  out  for  an  invention  consisting  of  two  dis- 
tinct parts,  one  of  which  is  the  precise  object,  would  be  void 
also. 
TIm  specifica-  The  answer  ^ven  to  this  objection  on  the  part  of  the  phuntiff 
tion  cUims  two  }^^  ^jgen,  that  the  invention  for  which  the  patent  has  been 
tioM,  and  not  a  taken  out,  does  not  consist  of  two  distinct  parts,  but  has  but 
cMDUnediingle Qii^  entire  single  object  only;  namely,  the  object  of  mace- 
rating and  spinning  that  macerated  flax,  on  a  machine  where 
the  rollers  are  retained  at  the  prescribed  distance  firom  each 
other.  But  this  appears  to  be  at  variance  with  the  speci- 
fication itself,  which  divides  the  invention  and  the  subject- 
matter  of  the  patent  into  two  distinct  parts ;  and  even  if  it  is 
to  be  considered  as  one  entire  invention,  if  part  of  what  is 
claimed  is  not  properly  the  subject  of  a  patent,  or  not  new, 
the  whole  must  be  void  (c). 

We  shall  therefore  certify  to  his  Honour  that,  in  our  judg- 
ment, the  patent  in  question  is  not  valid  in  law. 
The  following  was  the  certificate : — 
Osrti^toj  *<We  have  heard  this  case  argued  by  counsel,  and  are  of 

May  lo,  lbo8«         .    ,        ^.         ,         i   •      .«»i  •  f  %  •  •  «« 

opmion  that  the  plamtin  s  patent  is  not  vahd  m  pomt  of  law. 

N.  C,  TiNDAL.  J.  N.  BOSANQUET. 

J.  Vaughan.  T.  Erskine.^ 


In  the  Privy  Council. 
13th  June,  1839. 

This  was  an  application  for  the  extension  of  the  term  of  the 
patent,  and  an  extension  for  three  years  was  recommended  ((/). 


(6)  The  process  described  in  Hall's  specifi-         (c)  See  note,  pp.  83  and  84. 
cation  hardly  amounts  to  this.    See  per  Parke,  B.  (d)  See  1  Pat  C.  568,  for  the  proceedJDgf  «■ 

€Uit0  67,  and  per  Lord  Langdale»  pott,  77.  this  application. 
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Cor.  Lord  LangdalCy  M.  R. 

July  16,  1839. 

This  caase  came  on  to  be  heard  on  further  directions  (e). 

Lord  Langdale,  M.  R.  : — ^This  case  comes  before  me/on  the  Jwigment, 
equity  reserved  upon  the  certificate  to  be  returned  by  the  judges  "  ^    ' 
of  the  Court  of  Common  Pleas,  to  whose  consideration  a  case 
was  submitted  with  the  question,  whether  the  plaintiff's  patent 
was  yalid  in  point  of  law. 

The  judges  have  certified  their  opinion  to  be,  that  the  patent 
is  not  valid  in  point  of  law,  and  the  defendants  therefox:e  insist, 
that  the  plaintiff's  bill  ought  to  be  dismissed  with  costs ;  and 
that  the  plaintiff  ought  also  to  pay  the  costs  of  the  issue  and  of 
the  case.  The  plaintiff  contends  that'  the  opinion  of  the  judges 
is  erroneous,  and  that  I  ought  either  to  give  relief,  notwith- 
standing their  certificate,  or  to  put  the  question  relating  to  the 
validity  of  the  patent  into  some  further  course  of  inquiry. 

The  question  with  me  is  the  same  as  that  which  was  before 
the  judges,  and  though  I  have  the  aid  of  their  opinion,  and,  by 
their  favour,  of  the  reasons  which  induced  them  to  form  that 
opinion,  it  is  undoubtedly  my  duty  to  consider,  whether  after 
hearing  the  reasons  which  have  been  advanced  on  both  sides,  it 
is  an  opinion  satisfactory  to  my  own  mind,  and  such  as  I  ought 
to  adopt.  The  decision  to  be  pronounced  here  must  rest  on  my 
responsibility,  and  not  on  the  responsibility  of  the  learned  judges 
whose  assistance  I  have  asked  and  received. 

The  patent  was  granted  for  new  and  improved  machinery  for  invention 
preparing  and  spinning  flax,  hemp,  and  other  fibrous  substances, 
by  power ;  and  in  the  specification  the  plaintiff  declares  the  nature 
of  his  invention  to  consist  in  newmachinery  for  macerating  flax  and 
other  similar  fibrous  substances,  previously  to  drawing  and  spin- 
ning it;  and  also  in  improved  machinery  for  spinning  the  same, 
after  having  been  so  prepared.  Nothing  has  occurred  to  show,  that 
the  plaintifiT's  machinery  for  macerating  flax,  previously  to  draw- 
ing and  spinning  it,  was  not  new  at  the  time  when  the  patent  was 
granted,  and  nothing  has  occurred  to  show,  that  previously  to  the  Maceration  and 
grant  it  was  known  that  maceration  to  the  extent  proposed  by  the  ^|*"*'^  ^ 
plaintiff  was  not  a  new  process,  by  which  flax  was  usefully  pre- 
pared for  drawing  and  spinning  it ;  and  so  far  as  relates  to  the 
maceration  described  in  the  patent,  no  question  is  made  as  to  the 
novelty  and  utility  of  the  plaintiff's  invention ;  and  if  this  were 
all,  the  validity  of    the  patent  would  not  be  affected  by  the  fact 


{e)  The  hearing  took  place  on  the  27th  &  28th     validity  of  the  patent  was  fully  argued. 
of  May  and  3rd  of  June,  when  the  question  of  the 


78  Kay's  patent. 

In  the  BoUs.  that  before  the  grant  a  mode  of  preparing  the  flax  for  spnning 
"  ^  '  *  by  moistening  it  had  been  invented  by  Horace  Hall,  or  that, 
subsequently  to  the  granit,  a  more  convenient  and  efficient  mode 
of  maceration  had  been  invented  and  come  into  general  dm. 
But  with  respect  to  the  improved  machinery  for  spinning,  the 
plaintiff  in  his  specification  says,  '^I  place  drawing  rollers  only 
two  inches  and  a  half  from  the  retaining  rollers,  and  this  con- 
stitutes the  principal  improvement  in  the  said  spinning  machiiHiry: 
for  the  roving  being  so  completely  macerated,  would  not  hold 
together  to  be  drawn  out,  while  in  such  a  state,  to  the  ordiniry 
length  of  the  staple,  but  this  very  state,  when  drawn  in  so  short 
a  length  as  here  represented,  enables  it  to  be  spun  very  fine  and 
evenly ;  for  it  should  be  stated,  that  there  is  no  elasticity  in  the 
fibre  of  flax,  hemp,  nettleweed,  or  other  the  like  substances;  bat 
when  drawn  by  rollers  so  placed  as  aforesaid,  and  moving  at  the 
relative  speed  aforesaid  (which  he  has  previously  described  as 
being  eight  to  one),  and  in  the  completely  saturated  state  afore- 
said, the  fibres  themselves  are  pulled  asunder  and  require  to  be 
twisted  immediately  or  the  continuity  of  the  thread  would  be 
destroyed.''  And  again  in  specifying  his  claim,  he  declares  that 
which  he  claims  as  his  invention  in  respect  of  improved  ma- 
chinery for  spinning  flax,  hemp,  and  other  fibrous  substances,  is 
a  certain  trough  which  he  has  described,  and  the  placing  of  the 
retaining  rollers  and  the  drawing  rollers  nearer  to  each  other  than 
they  have  ever  before  been  placed  (say  within  two  inches  and  a 
half  of  each  other),  for  the  purpose  aforesaid. 

From  this  specification  it  appears  to  have  been  known  to 
the  plaintiff,  that  the  fibres  which  were  to  be  spun  after  ma- 
ceration, would  be  pulled  asunder  by  drawing  in  his  manner,  and 
required  to  be  twisted  immediately  to  prevent  the  continuity  of 
the  thread  being  destroyed,  and  that,  therefore,  he  placed  the 
drawing  and  retaining  rollers  very  near  to  each  other. 
Tlie  adopttng        He  has  declared  that  this  placing  of  the  rollers  constitutes  the 
leiSth'of  reach  P^^^ipal  improvement  in  the  spinning  machinery ;  and  annoDgst 
by  meant  of      the  things  which  he  claims  as  his  invention,  is  this  placing  of 
SlMrtS*for  a    *^®  rollers  nearer  to  each  other  than  they  had  ever  before  been 
mater  or  leas  placed  (say  two  inches  and  a  half  off  each  other),  for  the  purpose 
Ae^ibjeoTof  a  aforesaid.    And  it  is  endorsed  upon  the  postea  by  the  learned 
patent  for  im-   judge,  before  whom  the  issue  was  tried,  that  before  the  granfing 
cUnery?^        of  the  patent  it  was  not  known  that  flax  could  be  spun  by  means 
of  maceration,  as  having  a  short  fibre  at  a  ratch  of  two  inches 
and  a  half. 

But  various  sorts  of  spinning  machines  were,  before  die  grant 
of  the  patent,  used  with  slides  by  which  the  reach  was  varied 
according  to  the  length  of  the  staple  or  fibre;  for  cotton  spinning 
the  reach  varied  from  |ths  of  an  inch  to  an  inch  and  a  quarter; 
for  tow  spinning,  from  4  to  9  inches ;  for  worsted  spinning,  from 
5  to  14  inches ;  and  for  dry  flax  spinning,  from  14  to  36  bches; 
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80  that  machinery,  by  which  the  reach  was  varied  from  less  Ju^mmt. 
than  an  inch  to  36  inches,  was  known  before  the  patent  was 
granted. 

The  plaintiff  has  found  that  a  reach  of  two  inches  and  a  half  or 
thereabouts  is  well  adapted  for  spinning  by  his  process  of  ma- 
ceration, and  the  question  is  reduced  to  this,  whether  his  adopt- 
ing that  particular  length  of  reach,  for  the  purpose  of  applying  it 
to  the  spinning  of  flax  so  prepared,  is  to  be  considered  an  im- 
proved machinery  in  respect  of  which  this  patent  can  be  held  to 
be  valid,  and  I  am  of  opinion  that  it  cannot. 

I  concur  entirely  with  the  learned  judges,  and  see  no  reason  to 
think  that  any  other  result  would  follow  from  further  investiga- 
tion. 

Being  of  opinion  that  the  patent  is  invalid,  it  follows  that  the 
bill  must  be  dismissed.  I  have  considered  the  question  of  costs, 
and  I  think  that  I  ought  to  make  no  order  with  respect  to  the 
costs  of  the  issue ;  but  the  plaintiff  must  pay  the  costs  of  this 
suit  and  of  the  case. 

Order  accordingly. 


In  the  House  of  Lords. 

June  10, 14,  15,  and  18,  1841. 

! 

This  was  an  appeal  from  the  orders  of  the  Master  of  the  Rolls,  in  the  Home  ] 

made  on  the  Slst  of  January,   1837  {ante  71),  and  the  l€*3^^{^i  i 

of  July,  18S9;  and  also  against  the  proceedings  subsequent  to        '        *  j 

the  first  of  these  orders.  ! 

The  cases  for  the  appellant  and  respondent  respectively,  after 
referring  to  the  various  proceedings  which  had  taken  place,  and 
to  a  joint  appendix  containing  the  various  documents,  as  the 
bill,  pleas,  order,  special  case,  patents,  and  specifications,  stated 
the  following  reasons : 

For  the  appellant : — 

"  First, — Because  both  the  pleas  having  been  falsified  by  the 
verdict,  the  appellant  was  entitled  to  a  decree  according  to  the 
prayer  of  the  bill. 

^  Secondly, — Because  the  question  proposed  by  the  case 
made  for  the  opinion  of  the  judges,  pursuant  to  the  order 
of  the  31st  of  January,  1837,  was,  in  the  extended  sense  ^ven 
to  it  by  the  defendants  and  by  the  Court,  immaterial  to  the 
issues  raised  by  the  pleas;  and  such  order  as  so  construed  was 
also  irregular,  inasmuch  as  it  went  to  vary  on  motion  the  decree 
made  on  the  original  hearing  of  the  pleas. 

'^  Thirdly, — Because  the  verdict,  coupled  with  the  special 
matter  endorsed  upon  the  postea,  showed  no  valid  defence  in 
point  of  law  to  the  relief  prayed  by  the  bill.'' 
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In  the  House  of     For  the  respondents  r — 

June  1841.  *'  First, — Because  the  said  order  of  the  31st  of  January,  1837, 

was  in  itself  a  proper  order,  and  was  made  with  the  consent  of 
the  appellant. 

"  Secondly, — Because  the  case  prepared  in  pursuance  of  sndi 
order,  contained  a  fair  statement  of  the  facts,  and  as  such  was 
acquiesced  in  by  both  parties.  There  is  no  appeal  against  Uie 
order,  allowing  the  exceptions  to  the  Master's  report,  and  the 
case  was  finally  settled  by  agreement  between  the  parties. 

"  Thirdly, — Because  the  decision  of  the  Court  of  Common 
Pleas  upon  the  case  submitted  to  them,  was  in  conformity  with 
the  rules  of  law. 

"Fourthly, — Because  the   question  of  the  validity  of  the 
patent,  was  merely  a  legal  question,  and  the  necessary  result 
of  the  judgment  of  the  Master  of  the  Rolls,  who  agreed  with 
the  opinion  of  the  judges  of  the  Court  of  Common  Pleas,  was 
the  dismissal  of  the  bill,  and,  under  the  circumstances,  the  same 
was  properly  dismissed  with  costs." 
The  case  was  argued  by 
Sir  F.  Pollock  &  Kindersiey  for  the  appellant ; 
Pemberton  &  Sir  W.  W.  FoUett  for  the  respondents. 
Lord  CoTTENHAM,  L.  C. — My  lords :    In  this  case  the  plain- 
tiff, Mr*  Kay,  complains  of  the  defendants  having  invaded  his 
patent,  and  the  course  taken  below  was  certainly  not  of  a  yery 
ordinary  occurrence,  as  your  lordships  will  see,  when  I  call  your 
attention  to  the  mode  in  which  this  case  was  dbposed  of  in  the 
Statement  ia     <!Ourse  of  the  proceedings.    The  bill  sets  forth  the  patent  and 
the  bill.  the  specification,  which  states  that  the  invention  was  in  respect 

of  new  machinery  for  preparing  and  spinning  flax,  hemp,  and 
other  fibrous  substances ;  and  then  it  states  that  the  first  pro- 
cess, namely,  for  macerating  the  flax,  had  to  a  considerable 
degree  become  unnecessary.  It  then  complains  of  what  the 
defendants  have  done,  not  as  at  all  interfering  with  his,  the 
plaintiff's  patent,  as  relative  to  the  preparing  flax  for  spinning, 
but  as  having  invaded  his  patent,  so  far  as  it  was  an  improTol 
machinery  for  drawing  and  spinning  flax,  stating  that  that  con- 
tinued to  be  used,  and  was  a  mode  very  generally  adopted. 

That,  my  lords,  is  the  complaint  made  by  the  bill,  to  which 
the  defendants  pleaded,  and  by  the  plea  they  raised  two  ob- 
jections to  the  plaintiff's  title*  The  first  objection  was,  *^That 
the  plaintiff  had  not  before  and  at  the  time  of  making  of  the 
letters  patent  in  the  bill  mentioned,  found  out  and  invented  any 
new  and  improved  machinery,  as  in  the  said  bill,  and  the  letten 
patent,  and  the  specification,  was  alleged.'^  That  objection 
therefore  was,  that  the  patent  was  bad,  because  the  invention 
contained  in  the  letters  patent  and  specification  was  not  new; 
that  there  was  not  any  novelty  in  it,  alluding  to  the  rule  of  law; 
that  if  any  part  of  that  which  is  claimed  as  an  invention,  and  as 
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new,  was  not  in  fact  new,  the  patent  would  be  bad.  My  lords,  Judgment. 
first  of  all,  upon  the  construction  of  this  plea,  I  cannot  entertain  '**^'  *^*^' 
a  doubt  but  that  the  terms  "  any  new  and  improved  machinery, 
•s  in  the  said  bill,  and  the  letters  patent,  and  the  specification 
was  alleged/'  are  to  be  construed  as  meaning  any  such  machi- 
nery as  is  there  alleged,  and  in  respect  of  which  the  patent  is 
claimed.  But  I  apprehend  that  does  not  come  before  your 
lordships  for  decision. 

My  lords,  the  two  pleas  having  been  set  down  for  argument.  Issue  directed. 
an  issue  was  directed,  which  was  afterwards  tried ;  no  judgment 
was  pronounced  upon  the  validity  of  the  plea;  the  parties, 
though  it  is  not  expressed  perhaps  in  terms  in  the  order,  thought 
it  more  expedient  to  proceed  to  the  trial  of  the  truth  of  the  plea, 
not  asking  or  obtaining  the  judgment  of  the  Court  as  to  the 
lq;ality  of  the  plea,  and  as  to  how  far  the  plea  raised  the  im- 
portant fiict.  They  proceeded  accordingly  to  trial,  and  upon  the  Proceedings  at 
trial  the  jury  found  in  favour  of  the  novelty,  and  in  favour  of  ^****"**- 
the  usefulness;  but  there  was  an  indorsement  on  the  postea 
which  stated,  that  there  had  been  ^'  before  the  granting  of  the 
patent,  flax,  hemp,  and  other  fibrous  substances,  spun  with  ma- 
chines with  slides,  by  which  the  reach  was  varied  according  to 
the  length  of  the  staple  or  fibre  of  the  article  to  be  spun,  and 
that  that  has  been  a  fundamental  principle  of  dry  spinning, 
known  and  used  before  the  granting  of  the  patent ;  the  reach 
having  varied  in  cotton  spinning  between  Jths  of  an  inch  to  1;^ 
inch ;  in  flax  or  line  spinning,  from  4  to  9  inches ;  worsted  spin- 
ning, from  5  to  14  inches ;  but  before  the  granting  of  the  patent, 
it  was  not  known  that  flax  could  be  spun  by  means  of  macera- 
tion, or  having  a  short  fibre  at  a  reach  of  2  J  inches,  or  about 
those  limits.  But  before  that  time  Horace  Hall  had  taken  out 
a  patent  for,  &c.,  with  a  specification  as  annexed,  and  the  ma- 
chines manufactured  according  to  that  patent  were  constructed 
with  the  reach  of  4f  inches." 

That  indorsement,  which  is  to  be  taken  as  a  part  of  the  in-  An  indorse- 
Cormation  which  the  Court  is  to  act  upon  as  ascertained  before  ™®"^**?  ^*»«  ^ 

,      ,  1  •  j»  1  •   *      1  11  record  is  part 

the  jury,  states  the  various  distances  at  which  the  rollers  were  of  the  informa- 

placed  in  the  ordinary  spinning  machines,  and  states  as  a  fact,  ^^J^  ^^* 

which  cannot  now  be  in  dispute,  ^^  that  before  the  granting  of 

the  patent,  flax,  hemp,  and  other  fibrous  substances  were  spun 

with   machines   with   slides,   by  which  the  reach   was  varied 

according  to  the  length  of  the  staple  or  fibre  of  the  article  to  be 

span;'*  we  have  it  therefore  as  a  fact,  now  to  be  assumed  as 

true,  that  spinning  machines  were  constructed  with  rollers  the 

distances  between  which  varied  according  to  the  substance  to  be 

spun. 

Now,  all  the  variation  which  the  plaintiff*  introduced  into  the 
ordinary  spinning  machine,  which  he  claims  as  his  invention,  is 
fixing  the  rollers  at  2 J  inches  distance  from  each  other;  and 
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In  theH<m$€  that  he  states  is  such  an  improtement  to  the  ordinary  spinning 
^  ^  '  machine^  as  entitles  him  to  be  protected  from  the  rest  of  the 
world,  against  their  using  spinning  machines  with  the  rollers  at 
Not  one  inven-  that  distance*  It  is  not,  as  was  ai^ued  at  the  bar,  one  inTen- 
DMoention  '  tion,  namely,  the  macerating  of  flax  and  using  flax  as  macerated 
and  a  parti-      ^jth  a  particular  machine.    The  earlier  part  of  the  invention  he 

cuiar  machine*  . 

not  only  does  not  claim  as'against  the  defendants,  but  does  not 

compkdn  of  the  defendants  having  used  it,  and,  in  point  of  fact, 
it  is  quite  clear  that  he  has  not  adopted  that  mode.  Another 
mode  has  been  adopted  of  macerating  the  flax,  and  the  flax  so 
macerated  by  another  process  has  been  used  in  a  machine  wA 
the  rollers  at  2^  inches  distance ;  if  the  patent  be  good,  so  far  as 
the  spinning  machine  is  concerned,  that  is  to  say,  if  the  plaintiff 
has  a  right  to  tell  the  defendants,  and  all  the  rest  of  the  wodd, 
that  they  shall  not  use  the  common  spinning  machine  with 
rollers  at  2^  inches  distance,  then  the  existence  of  the  patent 
deprives  the  defendants  and  all  the  rest  of  the  world  of  the  right 
of  using  the  ordinary  spinning  machine  in  the  form  in  whidi 
they  had  a  right  to  use  it  before  the  patent  was  granted.  Now, 
New  means  of  that  is  not  the  object  of  the  patent.  If  he  has  discovered  any 
"'^'*i^*™»cbine  means  of  using  the  machine  which  the  world  had  not  known  be- 
patent.  fore  the  benefit  of,  that  he  has  a  right  to  secure  to  himself  by 

means  of  a  patent;  but  if  this  mode  of  using  the  spinning 
machine  was  known  before  (and  tihe  endorsement  upon  the 
postea  states  that  it  was  known  before),  then  the  plaintiff  cannot 
deprive  them  of  having  the  benefit  of  that  which  <they  enjoyed 
before.  My  lords,  the  endorsement  upon  the  postea,  stating 
that  the  rollers  had  been  used  at  a  variety  of  distances,  not  pre- 
cisely specifying  2i  inches,  but  stating  that  the  distances  bad 
been  made  to  vary  according  to  the  length  of  the  fibre  to  be 
spun,  appears  to  me  to  establish  a  fact,  which,  of  itself,  is  con- 
clusive against  the  plaintiff. 
The  eflTect  or         Somc  qucstion  was  raised  at  the  bar,  as  to  whether  the  effect 

novelty  of  the        -     ,.  .  ,  ,       /.i  mi  . 

maceration  im-  of  this  maccration  was  to  shorten  the  fibre.    There  is  no  very 
material.  distinct  evidence  upon  the  subject,  but  upon  referring  to  whid; 

has  taken  place  in  the  Court  below,  it  does  not  appear  that  any 
doubt  existed  as  to  that,  that  the  effect  of  maceration  was  to 
detach  one  fibre  from  another,  the  substance  consisting  of  a 
variety  of  fibres  of  the  length  of  2  J  inches  each;  when  combined 
they  constituted  a  compound  fibre  of  considerable  length,  but 
when  detached  by  means  of  maceration,  by  the  application  of 
moisture,  then  each  individual  fibre  was  reduced  to  the  length  of 
2  \  inches.  It  does  not  appear  to  me,  however,  my  lords,  that  this 
case  can  depend  upon  that  circumstance,  because  the  real  use  of 
the  spinning  machine,  before  this  process  of  maceration  was  intro- 
duced, was  this,  a  machine  for  spinning  with  rollers  at  any  dis- 
tance at  the  option  of  the  parties  using  it,  or  according  to  the 
nature  of  the  substance  to  be  spun,  and  any  substance  might  be 
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spun  that  was  capable  of  being  so  spun  with  the  rollers  at  2  J  Judgment. 
inches  distance,  because  the  fibres  were  of  that  length,  or  for   ""^' 
any  reason  that  is  quite  immaterial.    The  question  is,  whether  it 
is  an  invention,  the  placing  the  rollers  at  2  J  inches  distance  from 
each  other ;  but  by  the  indorsement  upon  the  postea  we  are  told, 
that  the  distance  between  the  rollers  varied  according  to  the  length 
of  the  fibre  of  the  article  to  be  spun.     My  lords,  under  the  cir- 
cumstances, the  case  being  now  reduced  simply  to  the  question  ^"l^^tctheV  ma 
of  whether  the  construction  proposed  by  the  patent  is  an  im-  chine  U  an  im- 
provement  of  the  spinning  machine,  it  appears  to  me  that  the  P'^o^ement. 
judgment  of  the  Court  of  Common  Pleas  is  well  founded,  and 
that  such  a  patent  is  not  valid  in  point  of  law. 

My  lords,  some  objection  was  made  as  to  the  course  which 
was  adopted  in  granting  the  case,  that  is  to  say,  the  terms  in 
which  the  case  was  sent.  There  is  no  question  that  the  parties 
below  were  willing  to  adopt  the  terms  propbsed  in  order  to  put 
an  end  to  the  litigation,  and  the  Court  therefore  sent  a  case  em- 
bodying the  rights  of  the  parties,  namely,  the  validity  of  the 
patent  confined  to  the  particular  point  raised.    That  of  itself 

would  be  an  answer  to  the  objection  now  made  to  the  terms  in?**  newquei- 

*'  tioD  can  M 

which  the  case  was  sent,  because  this  House  will  not  permit  raised  on  ap. 

parties  upon  appeal  to  raise  a  question  which  they  did  not  think  P***' 
proper  to  raise,  and  upon  which  they  did  not  obtain  the  judg- 
ment of  the  Court  below. 

But,  my  lords,  even  independently  of  that  consideration, 
although  the  terms  of  the  question  for  the  Court  of  Common 
Law  are  the  validity  of  the  patent,  you  must  take  the  whole 
case  together:  you  have  there  the  facts  stated  which  raised 
the  objection  to  the  validity  of  the  patent  obtained,  which,  as 
contained  in  the  pleas,  are  confined  to  the  question  of  novelty, 
and  the  question  of  usefulness.  In  point  of  fact,  therefore, 
although  the  terms  in  which  the  question  is  couched  are  larger 
than  the  plea,  it  is  the  very  same  question  that  was  raised  before 
his  lordship  the  Master  of  the  Rolls,  and  that  was  the  question 
upon  which  the  judgment  of  the  Court  of  Common  Pleas  was 
pronounced,  and  it  does  nothing  more  than  establish  this  pro- 
position, that  the  objection  taken  to  the  patent  as  not  being 
new  and  not  being  useful  is  a  good  objection,  and  that  the 
patentee  has  failed  to  show  that  that  for  which  he  has  claimed  a 
patent  was  a  new  invention. 

Lord  Brougham : — My  lords,  I  entirely  agree  with  my  noble 
and  learned  friend. 

Judgment  affirmed,  with  costs  (e). 


(0  The  frequent  reference  to  thU  case,  and  the  ground  of  the  decision  thoald  be  understood,  and 
high  authority  with  which  it  must  be  regarded,  that  too  much  weight  should  not  be  given  to 
reader  it  of  the  greatest  importance  that  the  true      grounds  not  necessary  for  the  deciflion,2especially 
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if  tocb  gToandf  nn  not  relied  on  or  adTcited  to  in 
the  judgment  of  the  Hoaie  of  Lords.  It  may  be 
detirable,  for  the  clenr  andenunding  of  the  betring 
of  the  cue.  to  distingnifth  between  the  iuTention 
made  in  point  of  fact,  and  the  invention  as  described 
in  and  by  the  title  of  the  patent  and  the  apecifica- 
tion. 

Kay's  iuTention  consbted  in  tDinniog  macerated 
iaa  at  a  ratch  of  about  2|  incMB  by  machinery 
known  and  in  use  for  other  substances ;  his  disco- 
very was  that  by  macerating  the  flax  it  could  be 
spun  00  such  macbincrr.  The  invention  was  not 
01  macerating  iiaz  or  of  machinery,  but  of  treating 
flax  in  a  certain  manner,  that  is  to  say,  spinning 
BBacerated  flax  at  a  short  retch  ;  that  had  not  been 
done  before ;  the  doing  that  was  a  new  manufac 
tore  of  flax ;  the  result,  as  evidenced  by  the  effects 
of  this  invention  on  the  trede,  was  of  nationsl  im- 
portance (1  Pai.  C.  668-.572,  n.  /).  Such  was 
Kay's  invention  in  hct. 

Kay's  patent,  that  is  the  title,  is  '*  new  and  im- 
proved machinery  for  preparing  and  spinning  flax, 
hemp,  and  other  fibrons  sobrtsnces  by  power," 
(ante,  p.  34);  the  specification  declares  the 
nature  of  the  invention  to  consist,  in  new  machinery 
for  macereting,  and  also  in  improved  machinery  for 
spinning  the  same  after  such  preparation  {ante, 
p.  34),  and  describes  soch  improved  machinery  as 
follows : — "  I  place  the  drawing  rollera  only  two 
and  a  half  incoes  from  the  retaining  roUen,  and 
this  constitutes  the  principal  improvement  in  the 
said  spinning  machinery  (ante,  p.  35),  and 
claims  '*  the  placing  the  retaining  rollere  and  the 
drawing  roUen  nearer  to  each  other  than  they  have 
ever  before  been  placed — say  within  two  and  a  half 
inches  of  each  other*'  (ante,  p.  36).  The  spin- 
ning machinery  described  under  the  above  title 
was  old  ;  upon  this  ground,  therefore,  the  patent 
was  invalid,  and  in  this  ground  of  invalidity  all  the 
judi^ments  concur. 

The  judgments  also  concur  in  this,  that'  the 
fixing  at  a  given  distance,  as  2|  inches,  the  rollere 
of  spinning  machinery  adapted  to  work  at  greater 
or  less  distances,  is  not  jmt  $e  any  manner  ofmanu- 
facture,  or  the  subject  of  letten  patent. 

But  the  judgment  of  the  Court  of  Common 
Pleas  has  been  supposed  to  go  further,  and  has 
been  applied  in  support  of  propositions  to  the  fol- 
lowing effect: — First,  that  the  use  of  such  old 
machinery  for  the  special  purpose  of  spinning  ma- 
cerated nax  could  not  be  the  subject-matter 
of  a  valid  piteLt.  Secoudly,  if  a  specification 
contains  a  claim  to  any  matter  which  is  not  per  se 
tbe  subject-matter  of  letters  patent,  though  in  fact 
new,  and  there  being  no  false  suggestion,  that  is  to 
say,  tbe  title  being  sunported  by  other  matters 
contained  in  the  specification,  that  such  lettere 
patent  are  invalid. 

Tbe  following  paragraph  in  the  judgment  of  the 
House  of  Lord«,  **  If  he  has  discovered  any  means 
of  using  the  mac) line  which  the  world  had  not 
known  before  the  benefit  of,  that  he  has  a  right  to 
secure  to  himself  by  means  of  a  patent"  (ante, 
p.  82),  is  an  authority  against  the  former  pro- 
position,  and  an  authority  to  show  that  the  spin- 
ning of  macerated  flax  by  known  machinery  would 


have  been  tbe  subjed-matter  of  valid 
patent,  if  the  title  and  spedficaiioa  had  been  po* 
perly  adapted  thereto.  A  contrary  doctrine  woaU 
DO  inconsistent  with  many  cases  of  the  highest 
authority,  and  impeach  the  validity  of  patents  fiv 
inventioQs  of  the  greatest  impoctaoce,  many  of 
which,  in  the  language  of  the  Court  of  CemM 
Pleas,  **  consisted  in  no  more  than  in  the  ase  of 
things  already  known,  and  acting  with  then  is  a 
manner  alreaidy  known,  but  producing  those  eftds 
so  as  to  be  more  economically  or  beneficially  ea. 
joyed  by  the  public"  (Crane  v.  Priee^  1  P^.  C. 
409).  The  flax  so  spun  would  be  a  new  maaa- 
factare  both  in  respect  of  the  method  and  lesak; 
spnn  flax  had  not  been  obtained  in  ikst 
manner,  even  if  spun  flax  of  similar  pnper- 
ties  and  quality  had  been  obtained  befive.  8se 
poet,  p.  195,  in  note  to  Stevena  v.  SJeating. 

The  invention  in  such  cases  is  the  q>ecial  maaa- 
factare^  by  means  of  the  use  of  the  particular  aia- 
chine  or  substance,  and  is  clearly  dietinguiafaaUs 
from  cases  which  are  not  any  manner  of  maaa^ 
tore — as  the  new  use  of  a  nsedicine  to  care  dis- 
eases for  which  it  had  not  been  previously  sdopiri, 
or  the  use  of  a  paint  to  a  new  cement,  or  the  bk 
of  a  broom  to  sweep  a  new  deacriptioa  af 
carpet  or  tapestry,  or  the  use  of  a  spoon  ts  est  a 
particular  description  of  food  (per  Lord  Abiagcr, 
C.  B,,Loshy.Haffue,  1  Pat.  C.  208);  applicabaas 
or  uses  of  the  latter  class  have  never  been  supposed 
to  constitute  any  manner  of  manufacture,  wheieai 
applications  and  uses  of  the  former  clam  are  the 
essence  of  the  greatest  improvemenu  in  tbe  au- 
nufactures  of  the  country. 

1*he  second  proposition,  as  to  the  eSeei  of  a 
claim  which  per  se  would  not  be  the  anhject-natler 
of  letters  patent,  though  new,  on  the  validity  of 
the  patent,  presents  considerations  of  some  difi- 
culty.  Partial  failure  of  considenoon,  as  the  in- 
utility of  part  of  a  process,  will  not  invalidate  a 
patent,  provided  there  be  no  false  !iogge<4ion  in  the 
title  (Morgan  v.  Seaward,  I  Pat.  C.  197;  Lemie 
V.  Mariing,  ib.  490 ;  Haworth  v.  Hardeattie,  ih. 
483)>  nor  surplusage  in  a  specification  (per  Ejrt, 
C.  J.,  in  BouUon  v.  BuU,  2  U.  Bl.  496);  bottf 
the  concluding  paragraph  of  the  judgment  of  the 
Court  of  Common  Pleas  is  to  be  applied  as  a  genual 
preposition,  and  not  restricted  to  the  special  catvm- 
stances  of  the  case,  it  would  include  the  cases  jaa 
referred  to,  and  be  in  conflict  with  ihem.  It  woaM 
also  extend  to  claims  for  the  special  use  of  sob- 
stances  or  machines  the  subject  of  tbe  patent ; 
though  such  would,  according  to  the  diettm  of 
Eyre,  C.  J.,  be  surplusage. 

The  ruling  of  Lord  Denman,  C.  J.,  in  Reg.  v. 
Cutter,  Macrory's  Pat.  C  134,  and  of  Wight- 
man,  J.,  ib.  139,  that  a  mere  application  is  not 
the  subject  of  a  patent,  is  also  cited  in  support  of 
similar  propositions ;  but  when  the  circumstances 
of  that  case  are  examined,  the  ruling  appears  ia 
accordance  with  the  grounds  above  statea  of  tbe 
decision  in  Kay's  principal  case.  That,  it  mast 
also  be  remembered,  was  a  case  of  teirefeems, 
and  it  does  not  follow  that  a  specific  soggestioa 
found  for  the  Crown  would  invalidate  tbo  pateaL 
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MUNTZ-S    PATENT. 

Letters  patent,  22nd  October^  1832^  to  George  Frederick  Muntz,  Tuu. 
for  '^an  improved  manufacture  of  metal  plates  for  sheathing  the 
bottoms  of  ships  or  other  such  vessels."  I,  the  said  George  Sp^ci/ieatian. 
Frederick  Muntz,  do  hereby  declare  the  nature  of  my  said  inven* 
tioQ  to  consist  in  making  the  said  plates  for  sheathing  of  an 
alloy  of  zinc  and  copper,  in  such  preparations  and  of  such  quali- 
ties as,  while  it  enables  the  manufacturer  to  roll  the  said  com- 
pound metal  into  plates  or  sheets  less  difficult  to  work  and  con. 
sequently  cheaper  to  manufacture,  renders  the  said  sheathing 
less  liable  to  oxydation,  and  consequently  more  durable,  than  the 
ordinary  copper  sheathing  now  in  use,  though,  at  the  same  time, 
it  oxy dates  sufficiently  to  keep  the  bottom  of  the  vessel  clean. 
And  in  further  compliance  with  the  said  proviso,  I,  the  said 
George  Frederick  Muntz,  do  hereby  describe  the  manner  in 
which  my  said  invention  is  to  be  performed  by  the  following 
statement  thereof,  (that  is  to  say)  I  take  that  quality  of  copper 
known  in  the  trade  by  the  appellation  of  '^  best  selected  copper,'^ 
and  that  quality  of  zinc  known  in  England  as  '^  foreign  zinc,^' 
and  melt  them  together  in  the  usual  manner  in  proportions  be- 
tween fifty  per  cent,  of  copper  to  fifty  per  cent,  of  zinc,  and  sixty- 
three  per  cent,  of  copper  to  thirty-seven  per  cent,  of  zinc,  both 
of  which  extremes  and  all  intermediate  proportions  will  roll  at 
a  red  heat ;  but  as  too  large  a  proportion  of  copper  increases  the 
difficulty  of  working  the  metal,  and  too  large  a  proportion  of 
zinc  renders  the  metal  too  hard  when  cold,  and  not  sufficiently 
liable  to  oxydation,  to  effect  in  the  best  manner  the  intended 
purpose,  I  prefer  the  alloy  to  consist  of  about  sixty  per  cent,  of 
copper,  to  forty  per  cent,  of  zinc.  This  compound  I  cast  into 
ingots  of  any  convenient  weight,  and  then  heat  them  to  a  red 
heat  and  roll  them  in  the  same  manner  as  copper  is  rolled  hot, 
only  taking  care  not  to  overheat  the  metal  so  as  to  produce 
fusion,  and  not  to  put  it  through  the  rollers  after  the  heat  has 
left  it  too  much,  say  when  the  red  heat  goes  off,  otherwise  it  will 
split  If  the  surface  of  the  sheet,  when  brought  from  the  hot 
rollers,  should  not  be  thought  fine  or  smooth  enough,  I  leave  the 
sheets  from  the  hot  rollers  rather  stronger  than  required,  and 
afterwards  roll  them  cold  to  the  proper  size.  After  the  sheets 
are  finished  they  must  be  well  annealed,  and  then  cleaned 
with  a  mixture  of  sulphuric  acid  and  water,  from  which 
they  should  be  well  washed  in  clean  water  and  then  dried.  Now, 
whereas  it  is  evident  that  the  said  alloy  may  also  be  made  from 
a  compound  of  copper  and  calamine  by  cementation,  taking 
care  that  the  quantity  of  calamine  shall  be  such  that  the  zinc 
extracted  from  it  will  be  in  some  of  the  same  proportions  to  the 
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MUNTZ  8   PATKNT. 


apeeijUation.  copper  as  before  mentioned ;  but  as  it  is  very  difficult  to  make 
the  copper  take  up  the  necessary  quantity  of  zinc  by  this  process, 
it  is  more  expensive.  It  is  equally  evident,  that  brass  of  Tery 
good  quality,  with  the  addition  of  sine  requisite  to  make  the'po- 
portion  of  copper  and  rinc,  will  likewise  roll  hot  and  answer  the 
purpose^  but  is  again  a  more  expensive  mode.  But,  whereas  1 
claim  as  my  invention  the  manufacture  of  metal  plates  or  sheets 
for  the  purpose  aforesaid^  of  an  alloy  of  copper  and  sine  in  sach 
proportions  as  will  enable  the  manufacturer  to  roll  the  said 
alloy  while  at  a  red  heat  into  sheets  fit  for  the  sheathing  of 
ships  or  other  such  vessels,  and  which  will  be  suffidently 
ductile  to  dress  close  to  the  bottoms  of  the  said  vessels,  at 
the  same  time  that  it  is  more  durable  than  the  copper  sheath- 
ing now  in  use,  and  oxydates  sufficiently  to  keep  the  said  bot- 
toms clean.     In  witness,  &c.(a) 


(a)  Cottifu^i  patent.  Lottera  pateat  had  beeo 
granted  23  of  April,  1800,  to  W.  CoIHds,  for  an 
iiiTention  of  a  preparation  or  application  of  sundry 
articles  and  materials  to  be  usea  chiefly  for  the  pre- 
servation of  shipping  or  marine  purposes. 

I,  the  said  Y/iluau  Coluns,  do  hereby  de- 
clare the  explanation  and  description  of  my 
invention  and  preparation  of  sundry  articles  and 
materials,  or  the  application  thereof  to  the  preser- 
vation of  shipping  or  marine  purposes,  to  be  aa 
follows.— The  principle  of  one  of  my  inventions  or 
improvements,  consists  in  applying  mixtures  of 
various  metals,  and  semi-metals,  in  sheets,  plates, 
or  pieces,  as  a  substitute  for  copper  sheets,  or  any 
other  materials  which  have  hitherto  been  applied 
to  the  purpose  of  preserving  ships  or  vessels  by 
sheathing  or  covering  their  bottoms.  I  divide  my 
inventions  or  improvements  of  this  nature  into 
three  classes,  which,  from  the  appearances  the 
several  metallic  compounds  exhibit,  may  be  called 
red,  yellow,  and  white  sheathing. 

1st,  Of  the  red,  which  consists  of  copper,  with 
a  portion  of  sine,  or  tin,  or  other  metal,  or  semi- 
metal,  sufficient  to  render  it  close,  compact,  and 
less  liable  to  corrosion  by  sea -water,  without  de- 
stroying its  ductility,  so  that  the  mixture  when  cold 
may  admit  of  extension  by  the  laminating  rollers, 
or  other  mechanical  means.  1  have  found  eight 
parts  of  copper  to  one  part  of  zinc,  a  good  compo- 
sition for  the  purpose  ;  but  the  proportions  may  be 
varied  to  any  extent,  or  tin  substituted  for  sine, 
provided  the  ductility  and  other  properties  of  the 
metal  be  preserved. 

2nd,  Of  the  yellow  sheathing,  which  consists 
chiefly  of  sine  and  copper,  the  proportion  of  sine 
being  much  larger  than  in  the  preceding  class. 
This  additional  quantity  of  sine  produces  a  con- 
siderable change  m  ductility.  The  compound,  if 
exposed  when  cold  to  the  action  of  the  rollers, 
would  be  lacerated ;  and  in  order  to  render  it  capa- 
ble of  bearing  the  necessary  mechanical  processes, 
it  must  be  heated,  and  in  that  state  extended  and 
spread  out  into  a  proper  form,  either  by  rolling, 
stamping,  or  any  other  mode  of  pressure.  One 
hundred  parts  copper  and  eighty  of  sine  afford  a 
good  composition  ;  but  the  proportions  may  be 
varied,  or  other  metallic  substances  added,  pro- 
vided  the  property  of  bearing  the  mechanical  pro- 


cess when  healed  be  not  destroyed.  The  eiact 
degree  of  heat  is  not  defined,  as  it  may  vary  accord* 
ing  to  the  nature  of  the  metallic  componnd.    I 


have  found  a  low  red  beat  proper  for  ( 
of  working  the  above  composition. 

3rd,  Of  the  white  sheathing,  which  consists  sf 
tin,  lead,  sine,  copper,  regulus  of  antimony,  or  saj 
other  metal,  or  semi-metal,  capable  of  briaf 
mixed  together  by  heat,  and  formed  eidier  by 
casting  or  any  other  mechanical  process  into 
plates  or  pieces  proper  to  lay  upon  a  ship's  bottoo. 
Sixteen  parts  tin,  sixteen  pans  nnc,  and  one  part 
copper,  form  a  good  mixture. 

In  the  foregoing  description  I  have  coosa/Atnd 
one  example  in  each  class  as  necessary  to  expUa 
the  nature  of  my  invention,  or  improvement.  1  do 
not,  however,  consider  any  particular  compooad  of 
metals,  or  semi-metals,  or  any  mechanical  proocis 
which  may  be  necessary  to  give  the  proper  fofn, 
as  constituting  my  claim  to  an  exclusive  right  (for 
all  these  may  have  been  employed  before  for  otkcr 
purposes) ;  but  I  declare  tnat  my  invention  and 
improvement  and  the  principle  thereof,  consists  ia 
the  application  of  various  metallic  or  semi-nMftBUie 
compounds  to  a  purpose  to  which  they  have  sot 
beeo  before  applied,  and  from  which  uiey  appear 
to  me  from  their  superior  ability  to  resist  the  cor- 
rosion of  sea-water,  preferable  to  the  materials  st 
present  in  use. 

I  declare  another  of  my  inventions  or  impravc- 
ments  to  be  the  application  of  metals,  or  metallic 
mixtures,  as  a  substitute  for  iron  in  the  several 
parts  of  the  chains  and  saucers  of  the  chain-pomps, 
usually  called  Cole's  chain  pump.  I  have  fouid 
sixteen  parts  of  copper  to  one  and  a-half  part  of 
tin,  a  good  mixed  metal  for  this  purpose;  bat 
copper  alone,  mechanically  hardened  or  mtscd 
with  a  portion  of  sine,  or  a  little  more  or  less  tia, 
will  answer. — I  give  the  above  as  an  example,  bat 
by  no  means  confine  myself  to  that  mixture. 

I  declare  another  of  my  inventions  or  inprave- 
mcnts  to  be  the  application  of  leather  rings,  either 
edgewise  or  dishea,  as  a  substitute  for  the  Sut^pkcei 
of  leather  hitherto  applied  to  the  sancers  of  chain- 
pumps  :  by  thus  diminishing  the  surface  (to  Khich 
the  contraction  is  always  proportioned),  the 
leathers  shrink  less ;  ^  and  this  ahrinliiDg  has 
hitherto  formed  a  material  defect  in  diun-pnmpi, 
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IBR8  V.  VIVIAN    AND   WALKBk. 
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TXBRs  V.  Vivian  and  Walkbb. 
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by  the  plaintiff  mdBiajSied, 
o  restrain  the  dc-    ^'     * 
^  Amongst  other 

,  €ition  for  which  the 
,ot  consist  in  the  mere 
^ne  ordinary  mode  by  the 
.  the  manufacture  by  means  of 
m  such  proportions  as  will  alone 
.tietal  plates  which  may  be  rolled  into 
V,  and  thereby  rendered  applicable  for  the 
^pa   and  vessels.''     And  further^   ^^that  brass 
-*  ordinary  mode^  or  in  any  other  mode  than  by  an 
*''^^  Proportions  stated  in  the  said  specification,  is  not 
X^  .     b^  made  applicable  to  the  sheathing  of  ships  and 
;-^d>  ^^^tnuch  as  the  same  cannot  be  rolled  excepting  when 
e«*^^^     -wbich,  added  to  its  oxydating  too  fast,  gives  it  no  advan- 
^A^    ^vcr  copper.'^ 

t;ftg^^^tion  for  an  injunction  was  now  made,  supported  by  an  /«  chancer 

^"^[avit  from  Mr.  Muntz  as  to  the  originality  of  the  patent.  ^^'^^  ^®^' 

«^       defendants  filed  affidavits  in  opposition,  in  which  they 

*^     -^  that  they  had  long  before  the  patent  manufactured  brass 

*licets  within  the  proportions  specified  in  the  patent,  but  that 

Zfiey  rolled  them  cold.     Mr.  Muntz,  in  his  affidavit  in  reply. 


«y^  taSemg  s  large  portion  of  tb€  water  to  fall 
^^-w      labo  make  the  working  tube,  or  chamber. 


of  metal,  in  lieu  of  wood  and  metal ;  preserting  its 
f^rm  and  preaenting  a  smooth  and  equal  surface 
to  the  leather  rings.  cnaUes  my  pump  to  work 
with  more  efiFect,  and  to  preserve  that  effect  for  a 
CTeat«r  length  of  time.     1  also  use  a  circular  bot- 
tom    adapted  to    the   saucers,   either  of  metal, 
dnrmble  wood  lined  with  meUl,  or  cast  iron,  in  lieu 
of  tbc  iron  roller  hitherto  employed,  by  which 
means  my  pump  draws  off  the  water  lower  from 
the  ship's  well.       Another  alteration  consists  in 
cwabling  the  hnproTed  chait-purop  to  serre  the 
purpose  of  a  smiul  pump,  commonly  called  a  hand- 
pnmp,  by  fixing  a  toothed  wheel  on  the  sproket 
wheel,  or  Hi  axis,  which  being  drives  by  a  pinion 
of  the  site  proportioned  to  the  power  to  be  applied, 
mmr  he  worked  by  one,  two,  or  more  men,  as  cir. 
esmetaiiees  autj  require.    The  advantages  arising 
/rom  this  improvement  are— that  the  space  taken 
up  by  the  hand-pump,  as  well  as  the  expense  of  it, 
wUl  ha  Mved ;  and  any  ooantaty  of  water,  from 
flwe   hondred-weight   to  three  tons  per  minute, 
dalTW«red  by  the  chain-pump  only,  without  any 
^^mmpmr  of  choking  from  the  obstructions  usually 
^Mwl  »  a  ship's  well,  to  which  moat  hand-pompt 


are  subject.  The  toothed  wheel,  by  meani 
catch,  also  serves  as  a  pall  to  prevent  the  i 
running  back,  when  the  men  stop  working. 

In  the  foregoing  description  of  my  alteratic 
the  chain- pumps  for  ships,  I  consider  the  mac 
as  improved  dv  Captain  Bentinck  and  Wi 
Cole,  to  be  well  known  to  all  persons  inter 
therein.  The  want  of  durability  in  the  iron  c 
the  irregularity  of  the  wood  chamber,  the  ii 
fections  of  the  iron  roller  at  bottom,  together 
the  shrinking  of  the  leathers,  were  defects,  so 
in  their  pumps,  as  to  cause  the  machine  to 
nearly  half  its  effect,  after  being  a  short  tii 
use ;  but  the  excellence  of  its  general  prin 
for  marine  purposes,  induced  me  to  attempt  ii 
provement ;  and  having  had  proof  of  the  sut 
excellence  and  utilitv  of  the  machine,  as  al 
by  me,  I  claim  the  benefit  which  may  arise 
an  exclusive  rig^bt  to  make  and  vend  such  macl 
with  the  alterations  or  improvements  hen 
scribed,  or  an3r  of  them. 

The  exclusive  right  to  another  improve 
which  I  claim  under  the  patent,  is  the  applic 
of  the  several  mixed  metals,  or  semi-meta 
formed  into  plates  or  pieces  to  the  coverii 
houses,  and  other  buildings.     In  witness,  ftc. 
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Ih  CKaneery-    Stated,  '^that  he  did  not  claim,  nor  ever  pretended  to  daim,  the 
^^'     ^  '       manuCacture  of  brass  or  pinchbeck  in  the  proportion  of  60  per 

cent,  of  copper  to  40  per  cent,  of  zinc  applied  to  ordinary 

purposes,  or  any  proportions  otherwise  than  and  except  the 

application  for  the  sheathing  of  ships.'' 
iDjunetioii  re-       '^^  Vicb-Chancbllor  of  England  said :  That  although  he 
fmed  where  a    would  not  then  put  any  construction  on  the  patent,  it  was  im- 
enoe  in  prooest  possible  not  to  See  that  the  rolling  hot  was  a  material  feature  in 
of  tke  defend-   the  invention ;  and  as  the  defendants  did  not  roll  hot,  he  would 

not  grant  the  injunction,  but  would  leave  the  plaintiff  to  his 

action  (£)• 


MuNTZ  r«  Gbenfell  and  Others. 

Cor.  Sir  J.  L.  Ktught  Bruce,  V.  C. 

December  23,  1842. 

BUljUed,  This  was  a  motion  on  behalf  of  the  plaintiff  for  an  injunction 

34  Not,,  1842.  ^  restrain  the  defendants,  Messrs.  Grenfell  (the  co-plaintiffs  in 
the  previous  case),  from  continuing  the  manufacture  of  metal 
plates  or  practising  the  plaintiff's  invention,  under  the  following 
circumstances.  In  1833,  the  plaintiff  and  Messrs.  Grenfell 
agreed  to  enter  into  partnership  under  articles,  made  and  exe- 
cuted the  14th  September  in  that  year,  which  recited,  among 
other  things,  that  the  plaintiff  was  entitled  to  the  letters  patent 
granted  for  his  invention ;  that  the  plaintiff  and  defendants  had 
agreed  to  become  partners  in  the  business  of  manufacturing  and 
Tending  the  metal  plates,  bolts,  and  other  ship  fastenings  por- 
suant  to  the  said  letters  patent ;  that  in  consideration  of  the 
sum  of  1,000/.  to  be  paid  to  the  said  plaintiff  by  the  said 
Messrs.  Grenfell,  the  patent  should  become  vested  in  the  plam- 
tiff  and  defendants  jointly;  that  the  said  letters  patent  and 
privileges  should  be  considered  as  part  of  the  property  of  the 
said  co-partnership ;  that  the  plaintiff  should  be  entitled  to  one- 
half  of  the  pro6ts  accruing  from  the  sale  of  the  metal  noade 
according  to  plaintiff's  invention,  and  the  defendants  to  the 
other  half,  besides  21.  per  ton  to  be  paid  to  the  plaintiff  for  all 
metal  and  articles  sold  by  the  said  partnership,  such  payment  to 
be  made  out  of  the  whole  profits ;  that  if  any  of  the  said  part- 
ners should  be  desirous  to  put  an  end  to  the  said  co-partnership 
before  the  time  should  expire  by  the  ef&uxion  of  time,  and  of 
such  his  or  their  desire  should  give  to  or  leave  at  the  usual 
place  of  abode  of  the  other  or  others  of  them  one  calendar 

(6)  No  farther  proceedings  were  taken. 
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month's  notice^  in  writing,  then  and  in  such  case  such  partner-  ^^^^'^•2. 
ship  should  at  the  expiration  of  such  one  calendar  month  cease  and 
determine ;  that  within  three  months  after  the  expiration  of  the 
said  co-partnership  the  accounts  between  the  parties  should  be 
settled. 

Although  the  articles  of  partnership  bore  date  of  the  14th 
September^  1833,  the  business  did  not  commence  until  Sep- 
tember, 1837)  and  was  conducted  under  the  name  of  Muntz's 
Patent  Metal  Company.  In  1835,  there  was  shown  to  the 
plaintiffs  and  defendants  the  specification  of  a  patent  granted 
April  23,  1800,  to  a  person  named  Collins,  for  an  "  invention  of 
a  preparation  or  application  of  sundry  articles  and  materials  to 
be  used  chiefly  for  the  preservation  of  shipping  or  marine  pur- 
poses'' (c). 

In  May,  1841,  the  defendants  gave  the  plaintiffs  a  month*s 
notice  to  put  an  end  to  the  partnership,  which  accordingly  deter- 
mined on  the  17th  of  the  following  June,  and  shortly  afterwards 
the  plaintiff  gave  up  to  the  defendants  the  mills  in  which  the 
partnership  business  had  been  carried  on.  The  plaintiff  alleged 
that  upon  the  formation  of  the  partnership  he  explained  to  the 
defendants  the  mode  of  working  his  patent ;  that  the  sale  of  the 
article  was  managed  by  the  latter,  who  by  that  means  had  ob- 
tained the  good-will  of  the  trade;  that  notwithstanding  the  dis- 
solution of  the  partnership  the  defendants  continued  to  work, 
make,  and  expose  for  sale  the  patent  metal.  The  plaintiff  denied 
that  his  was  the  same  as  Collins's  invention.  The  defendants 
denied  the  validity  of  the  plaintiff's  patent,  and  alleged  that, 
mdependently  of  the  fact  of  a  former  patent  having  been  granted 
for  a  similar  invention,  the  plaintiff's  patent  had  been  infringed 
by  no  less  than  four  different  parties,  who  were  named. 

fViffram,  Q.C.,  and  Follett  for  the  plaintiff:  On  the  termina- 
tion of  the  partnership  the  patent  again  became,  under  the  pro- 
visions of  ^e  partnership  deed,  wholly  vested  in  the  plaintiff, 
who  now  claims  that  protection  which  is  the  common  right  of  a 
patentee.  The  patent  is  valid;  but  the  question  now  to  be 
decided  is  not  whether  the  patent  be  valid  or  not,  but  whether 
the  defendants  are  at  liberty  to  question  its  validity.  The  dis- 
tinct and  formal  contract  which  they  entered  into  with  the 
plaintiff  would  alone  be  sufficient  to  preclude  them  from  so  doing, 
but  there  is  also  the  additional  fact  of  their  having  joined  as  co- 
plaintiffs  with  the  present  plaintiff  in  a  suit  to  restrain  parties 
from  infringing  this  very  patent.  That  suit  was  conducted  by 
&eir  own  private  solicitor,  and  its  principal  support  was  an 
affidavit  made  by  the  plaintiff,  in  which  he  distinctly  swore  to 
Uie  originality  of  his  patent.     Under  these  circumstances  the 


(c)  See  specification,  ante,  86,  n.  a.    Also,  Repertory  of  Arts,  1800. 
VOL.  II. 
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Tn  chamcery,    defendants  Cannot  now  be  allowed  to  contest  the  validity  of  the 

Dec.  23,1842.        ^      ^  ^ 

patent. 

Kenyon  Parker ,  Q.C.,  and  Hethertngtomy  for  tbe  defendants: 
The  issue  to  be  tried  is,  whether  or  not  the  plaintiff's  patent  is 
valid.  The  Repertory  of  Arts  for  the  year  1800  contains  the 
specification  of  a  patent  granted  to  a  Mr.  Collina,  precisely 
similar  to  that  alleged  to  be  the  invention  of  the  plaintiff;  thb 
at  once  destroys  the  originality  of  the  patent.  The  plaintiff  has 
had  no  exclusive  uninterrupted  enjoyment  of  his  patent  It 
was  never  worked  until  September,  1837}  and  during  the  period 
that  elapsed  between  that  year  and  the  dissoluticm  of  the  part^ 
nership,  frequent  infringements  of  the  patent  occurred.  It  is 
true  a  bill  was  filed  against  Messrs.  Vivian  and  Walker  (^  to 
restrain  them  from  infringing  the  patent ;  but  the  plaintiff  hu 
never,  as  he  might  have  done,  tried  his  right  at  law.  The  only 
point  in  which  the  plaintiff  attempts  to  show  that  his  invention 
differs  from  that  of  Mr.  Collins  is,  that  it  is  made  of  the  ^  besi 
selected  copper,''  an  article  which  he  contends  did  not  exist  in 
the  year  1800;  but  this  distinction,  supposing  it  to  exist,  would 
only  tend  to  show  that  the  plaintiff  is  entitied  to  have  a  patent 
for  an  improved  mode  of  making  copper  sheathing,  and  not  foi 
the  discovery  of  any  new  principle. 
Injunction  ^^'  •'•  ^'  ^^^^HT  Bbucb,  V.C.  :  The  first  question  is,  whe* 

acainst  parties  ther,  for  the  limited  purpose  of  the  present  interlocutory  appli- 
^edi^worked  ^^^^^^^j  *^^  **  between  these  parties  only,  the  patent  is  or  is  nol 
a  patent  under  to  be  taken  as  valid.  The  utility  of  the  process  is  not  ques« 
MwhS.^^^*'*"  tioned.  The  specification  has  not  been  strongly  attacked;  and 
it  appears  that  there  has  been  a  conviction  on  the  part  of  the 
defendants  that  the  invention  is  the  plaintiff's,  and  that  the 
specification  is  not  insufficient.  Another  question  is  as  to  the 
originality  of  the  invention.  Now,  how  does  that  stand  on  the 
evidence?  The  patent  is  dated  the  22nd  of  October,  1832. 
Negotiations  took  place  during  the  following  year  between  the 
plaintiff  and  defendant  for  the  purpose  of  working  (as  it  is 
called)  the  patent  in  partnership  together.  That  negotiation 
ripened  into  a  contract  on  the  24th  of  September,  18S3,  by 
which  the  plaintiff  and  defendants  agreed  to  carry  on  the  busi- 
ness for  a  term  commensurate  with  the  duration  of  the  patent, 
subject  to  the  notice  for  the  dissolution  which  has  been  men- 
tioned. The  articles  of  agreement,  though  not  in  precise  terms, 
recite  the  validity  of  the  patent,  proceeding  upon  the  notion, 
that  they  were  dealing  with  a  valid  patent.  In  1835,  the  speci* 
fication  of  a  former  expired  patent  was  observed  in  a  scientific 
publication,  which  was  brought  to  the  attention  of  the  plaintiff 
and  defendants  as  being  likely  to  affect  the  validity  of  the 


{d)  Ante,  87. 
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patent  in  which  they  were  jointly  interested.  On  that  occasion^  Judgment. 
the  plaintiff^  in  substance^  offered  the  defendants  to  close  his 
connection  with  them  if  they  were  dissatisfied.  This  oflFer  was 
refased :  and  the  partnership  went  on  as  usual  until  May,  1 842, 
when  the  parties  not  being  able  to  agree  (why  was  not  shown  )^ 
notice  of  dissolution  was  given  by  the  defendants  to  the  plain- 
tiff, in  accordance  with  the  articles  of  agreement.  On  the  17th 
of  June,  1842,  the  partnership  expired,  the  result  of  which  was 
to  revest  the  patent  wholly  in  the  plaintiff.  Some  time  before 
this,  Vivian  was  supposed  to  have  infringed  the  plaintiff's  patent, 
and  a  bill  was  filed  against  him  in  this  Court  by  the  present 
plaintiff  and  the  defendants,  jointly  as  co-plaintiffs,  and  an  in- 
junction was  moved  for.  That  suit  was  conducted  by  the  private 
solicitor  of  the  present  defendants,  as  I  collect,  and  they  used  as 
a  main  part  of  the  materials  on  which  they  applied  for  the  injunc- 
tion, an  affidavit  made  by  Mr.  Muntz,  in  which  he  swore  pre- 
cisely as  iko  the  originality  of  the  patent*  Under  these  circum- 
stances, can  I,  for  the  present  limited  purposes,  and  as  between 
the  present  parties,  refuse  the  injunction  ?  If  I  were  of  opinion 
that  I  ought  so  to  do,  then  the  question  of  enjoyment  or  dis- 
turbance becomes  of  less  importance  than  otherwise  it  wotdd 
be.  It  appears  that  the  plaintiff,  from  the  first,  has  manu-  Enjoyment  and 
fiictured  sheathing  upon  his  patented  plan.  He  endeavoured  to  by  the  plainti0 
make  his  invention  public  for  the  purpose  of  selling  it.  It  ap-  '^^  ***®  *"*• 
pears  that  there  existed  a  strong  impression  in  the  trade  against 
it,  and  as  it  would  appear  from  prejudice  and  ignorance  of  its 
real  merits,  for  no  one  seemed  to  dispute  that  it  was  a  meri-^ 
torious  invention.  At  first,  therefore,  it  had  no  considerable 
sale ;  but  in  1837,  the  patent  appeared  to  be  set  actively  at 
work»  and  was  more  known  and  taken  up  by  the  trade.  Between 
1838  and  1841,  there  was  an  attempt  made  to  invade  it  by  a 
party  named  Cutler,  but  he  soon  desisted.  There  are  only  three 
other  instances  of  infringement,  one  by  Vivian,  another  by  Lyon 
and  Newton,  and  a  third  by  Freeman.  Against  this,  there  is 
that  species  of  enjoyment  by  the  plaintiff,  which  has  taken  place 
to  the  extent  before  mentioned  previously  to  the  partnership, 
and  a  substantial,  full  and  complete  enjoyment  during  1838, 1839 
and  1840. 

If  the  view  I  take  be  correct,  as  to  the  manner  in  which  I  SngemeirtVoV 
have  for  the  present  purpose  treated  the  question  of  the  validity  considered 
of  the  patent,  I  think  I  must  consider  the   infringement  as  a  ^rdeten^^ 

slight  circumstance.  nation oflicense 

I  shaU,  therefore,  order  the  injunction,  as  between  the  present  before? 
parties,  the  plaintiff  undertaking  to  abide  by  such  order  as  the  Injunction  on 
Court  may  think  fit  as  to  compensation,  and  undertaking  imme-  ^lompcni^" 
diately  to  bring  his  action  to  try  the  question  of  the  validity  of  tion  and  action 
the  patent,  the  trial  to  be  in  Middlesex,  the  plaintiff  to  com-  ^^ 
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Judgmmt.        mence  within  a  week,  unless  prevented  by  the  defendants,  and 
to  deliver  the  declaration  in  three  weeks  {e). 

Injunction  granted. 


MuNTz  V.  Foster  and  Otber8« 

Cor.  Sir  J.  L.  Knighi  Bruce,  V.  C. 

June^  1843. 

In  chaneerjf.  The  injunction  sought  was  to  restrain  the  defendants  from 
June,  1843.  making,  using,  exercising  and  putting  in  practice  the  iiiventioo 
of  the  plaintiff.  The  bill  charged,  that  the  invention  of  William 
Collins  (/)  was  not  the  same  as  complainant's  invention:  that 
the  materials  and  mode  of  manufacture  are  not  the  same  as 
plaintiff's  said  invention:  and  that  the  material  called  '^best 
selected  copper^''  a  necessary  article  in  complainant's  inyentioD, 
was  not  made  or  known  in  the  year  1800;  that  is  the  year  in 
which  the  specification  of  the  said  William  Collins  was  first  pub- 
lished. 

The  defendant's  affidavit  stated  *^best  selected  copper"  to 
have  been  made  very  extensively  in  the  last  century;  and  in 
precisely  the  same  manner  as  it  is  now  made. 

The  plaintiff's  affidavit  in  reply  stated,  that  there  were  many 
and  important  distinctions  between  his  own  and  Collins'  inven* 
tion,  such  as  that  60  per  cent,  of  copper  to  40  per  cent,  of  zinc, 
are  the  precise  proportions  which  produce  the  metal  best 
qualified  for  sheathing  vessels  ;  that  the  variation  of  one  or  two 
parts  of  copper  or  zinc  on  one  side  or  the  other  of  these  propor- 
tions makes  a  very  material  difference  in  the  results :  that  60 
per  cent,  of  copper  to  40  per  cent,  of  zinc  are  the  proportions 
stated  in  the  plaintiff's  specification :  that  before  plaintiff's  in- 
vention, it  was  not  possible  from  the  mixture  of  any  copper  of 
the  qualities  then  used  with  zinc  to  obtain  a  metal  which  would 
roll  hot  or  cold,  and  was  at  the  same  time  capable  of  being  xis&i 
successfully  for  the  purpose  of  sheathing  vessels ;  that  depo- 
nent's metal  will  roll  both  hot  and  cold,  but  that  hot  rolling  is 
used  by  him  as  being  much  less  expensive  than  cold  rolling,-— 
being  in  fact  performed  at  one-fourth  of  the  cost.  The  affidavit 
also  stated  that  the  advantages  of  this  invention  were,  that  it 
was  less  expensive  and  more  durable  than  copper ;  and  that  it 
was  not  necessary  that  the  alloy  should  be  heated  to  render  it 
capable  of  bearing  the  process  of  rolling. 

Injunction  granted  and  action  ordered  {g). 


(e)  The   action   was  brought,  but  m  arrange-         (/)  See  specification,  onto,  86. 
ment  was  subsequently  come  to  between  the  par-         (g)  Some  of  the  subsequent  proceedings  will 
tics.  appear  from  the  following  case : — 
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MuNTz  V.  Foster  and  Others. 

Cor.  Lord  Lyndkurst^  L.  C. 

July  28,  1843. 

'   Appeal  by  the  defendants  from  the  order  of  Vice-ChanceUor  Appeal 
Knight  Bruce,  in  the  preceding  case. 

BetheUy  Q.  C.,  J.  Russell,  and  Lloydy  for  the  appellants. 

The  injunction  has  caused  great  distress :  it  has  caused  the 


Mdntz  v.  Fostbk  AMD  Otbers. 

Cbr,  TiNOAt,  C.  J.;  Coltman,  J.;  Erskikb,  J.; 
Maulb,  J. 

Janaarj  30th,  1844. 

The  action  was  brought  on  the  2l8t  Jnlj  last, 
in  pursuance  of  the  aboTe  orders,  and  issue  having 
been  joined,  the  cause  was  set  down  for  trial  and 
stood  No.  3  on  the  list  of  special  juries'  causes  for 
Middlesex,  at  the  sittings  after  the  present  term, 
and  was  likelj  to  be  the  first  tried. 

A  writ  of  scire  facias  to  repeal  the  patent  issued 
OD  the  3rd  of  May  last,  at  the  instance  and  on  the 
prosecution  of  one  of  the  defendants ;  the  pro- 
oeedings  on  the  scire  facias  having  been  auly 
prosecuted,  the  record  thereof  was  carried  into 
the  Court  of  Queen's  Bench  on  the  25th  of  May, 
and  the  caitse  was  set  down  for  trial  at  the  sit- 
tings  for  Middlesex,  after  last  Trinity  term — prior 
to  the  commencement  of  this  action,  and  prior  to 
the  institution  of  the  proceedings  in  Chancery. 
Upon  affidavits  of  the  above  facts,  and  also  stating 
that  the  scire  facias  had  been  appointed  for  tri^ 
in  the  Queen's  Bench  sittings  for  Middlesex  after 
this  term  (on  the  5th  of  February),  and  that  the 
leading  counsel  for  the  prosecutor,  in  the  sction 
of  scire  facias,  was  also  retained  as  the  leading 
counsel  of  the  defendants  at  the  trial  of  this  cause, 
sod  that  the  witnesses  for  the  prosecutor  in  the 
said  action  of  scire  facias,  and  for  the  defendants 
in  this  cause,  were  for  the  most  part,  if  not  al to- 
gether, the  same  persons,  and  that  the  attorneys 
for  the  plaintiff  in  this  cause,  and  the  defendant 
in  the  scire  facias,  and  for  the  defendants  in  this 
cause,  and  the  prosecutor  in  the  scire  facias,  were 
respectively  the  same ;  that  the  witnesses  for  the 
prosecutor  in  the  scire  facias,  were  in  number 
about  thirty,  one  of  whom  lived  in  Dublin,  another 
in  Glamorganshire  (who  would  be  unaJlile  from 
his  infirm  state  of  health  to  travel  to  London  at 
this  season  of  the  year),  several  at  Liverpool, 
several  at  Birmingham,  several  at  Bristol,  and 
several  in  the  north  of  Staffordshire:  and  that 
the  expense  of  keeping  them  in  London  would 
be  very  considerable. 

Channelly  Seijt.,  on  the  part  of  the  defendants 
00  a  former  day  in  this  term,  obtained  a  rule, 
calling  upon  the  plaintiff  to  show  cause  why  the 
trial  of  this  cause  should  not  be  postponed  until 
after  the  trial  of  the  scire  facias. 

Bompas,  Serjt.,  now  showed  cause  upon  affida- 
rits  suting  that  the  trial  of  the  scire  facias  bad 
been  definitely  fixed  for  the  iSth  of  February  in- 
stead of  the  5th.    There  is  nothing  in  the  circum- 


stances of  this  cause  that  should  induce  the  Court 
to  prevent  the  plaintiff  from  proceeding  to  trial  of 
this  case,  according  to  his  ordinarv  rights.  The 
trial  of  the  scire  facias  may  not  be  conclusive ; 
there  may  be  a  motion  for  a  new  trial,  the  effect 
of  which  would  be  to  suspend  the  cause  for  a  very 
considerable  period;  and  seeing  the  short  time 
the  plaintiff's  patent  has  to  run,  his  exclusive 
privilege  may  be  gone  before  the  judgment  of  the 
Court  is  pronounced.  Besides,  the  plaintiff  is, 
by  the  order  of  the  Vice  Chancellor,  put  under 
terms  to  proceed  with  all  due  diligence  to  his 
action.  These  applications  are  not  entitled  to 
favour.  {Haworth  v.  Hardcastle,  1  Pat,  C.  486  n.) 
A  similar  application  was  made  to  the  Lord  Chief 
Justice  in  the  recent  case  of  Walton  v.  Bateman 
(1  Pat.  C.  613),  but  without  effect. 

Channell,  Seijt.,  in  support  of  his  rule.  The 
scire  facias  was  the  first  proceeding  here:  in 
Walton  «.  Bateman  it  did  not  issue  until  long 
after  the  commencement  of  the  action :  and  the 
prosecutors  were  the  defendants  in  that  action. 
The  decision  in  Haworth  v.  Hardcastle  proceeded 
on  the  ground  of  the  great  delay.  [Mauls,  J.— > 
The  Court  of  Chancery  being  in  possession  of  all 
the  equities  between  the  parties,  would  not  the 
proper  course  be  to  make  m  that  Court  any  ap- 
plication tending  to  accelerate  or  retard  the  ac- 
tion?] The  course  of  proceedings  here  can  only 
be  regulated  by  the  practice  of  this  Court,  to 
whose  discretion,  therefore,  this  application  is,  it 
is  conceived,  properly  addressed. 

Tin  DAL,  C.  J.  —  I  feel  very  great  difficulty 
where  a  plaintiff  has  duly  put  his  cause  in  the  list, 
in  depriving  him  under  any  circumstances  of  that 
which  may  be  called  his  common  law  right  to  tiy. 
Undoubtedly  there  are  cases  in  which  we  should 
be  justified  in  interposing ;  as,  for  instance,  where 
public  convenience  requires  it,  or  where  such  a 
course  would  manifestly  be  in  furtherance  of  jus- 
tice. But  I  do  not  think  a  case  of  sufficient 
strength  has  been  made  out  to  induce  us  to  do  so 
on  tins  occasion,  if  it  had  been  deemed  expe- 
dient that  the  scire  facias  should  be  tried  first, 
that  should  have  been  made  matter  of  arrange- 
ment when  the  parties  were  before  the  Vice- 
Chancellor. 

Erskikb,  J. — I  am  of  the  same  opinion.  It  is 
impossible  to  anticipate  all  the  inconveniences 
the  plaintiff  might  be  put  to  by  the  postponement 
of  the  trial  of  this  cause.  I  see  no  ground  for 
stepping  in  to  deprive  him  of  his  right  to  proceed. 

Toe  rest  of  the  Court  concurring — 

Kttle  dis^^harged. 
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JulyMTAi!^*  stoppage  of  the  defendants'  manufactory,  and  thereby  thrown 
gust,  1843.  between  forty  and  fifty  men  out  of  employ.  Its  continuation 
will  cause  irreparable  mischief  to  the  defendants ;  whereas  by 
dissolving  it,  and  ordering  an  account  to  be  kept,  no  injury  will 
be  done  to  Mr.  Muntz.  No  infringement  has  been  committed, 
as  the  defendants  have  been  using  CoUins's  expired  patent 

Sir  W.  W.  FolMty  S.  G.,  Wigram,  Qu  C,  and  FoUtii,  for  the 
plaintiff. 

The  injunction  ought  to  be  sustained.  The  plaintiflf  has  been 
in  possession  of  his  patent  for  more  than  eleven  years,  during 
which  time  it  has  been  the  invariable  practice  of  the  Court  in 
similar  cases,  to  grant  an  injunction  until  an  action  could  be 
tried.  Besides,  there  is  no  proof  of  CoUins's  invention  having 
ever  been  in  general  use. 
]|5^^JJJ*J;  ,  Lord  Ltnd hurst,  L.  C. — I  have  read  the  affidavits  carefully 
1S43.  *  and  the  proceedings  in  this  case.     The  object  of  Mr.  Muntz's 

Object  of  ioTen-  invention  was,  to  produce  by  a  composition  of  copper  and  sine, 
^^°*  an  alloy  that  would  oxydate  less  than  copper,  but  at  the  same 

time  sufiiciently  to  keep  the  bottom  of  the  vessel  clean,  and 
possessing  a  degree  of  oxydation  necessary  for  the  purpose  of 
sheathing ;  such  a  sheathing  would  be  cheaper  and  more  durable 
than  the  copper  sheathing  in  ordinary  use. 
PeculUr  quality  This  object,  as  was  found  by  experiments,  could  only  be 
tiai.  '   effected  by  copper  and  zinc  of  the   purest  quality,  or,  as  he 

describes,  of  the  quality  known  by  the  name  of  ^^  best  selected 
copper,'^  and  zinc  of  the  quality  distinguished  as  ^*  foreign  zinc'* 
These  qualities  appear  to  be  essential  to  the  success  of  his  in* 
vention  ;  the  process  would  be  defeated  by  the  mixture,  except 
in  very  minute  quantities,  of  foreign  ingredients.  I  think  these 
facts  are  sufficiently  established  by  the  evidence. 
Novelty  of  pa-  gut  i^  jg  contended  that  the  invention  is  not  new,  and  that 
peached  by  a  the  patent  is  therefore  invalid,  and  reference  is  made  for  the  pur- 
processDotpro-  p^jgg  ^f  establishing  this  case  to  a  patent  obtained  by  one  Collins, 
patent  anicle.  as  far  back  as  the  year  1800,  the  object  of  which  was,  among 
other  things,  to  manufacture  sheathing  of  a  mixture  of  copper 
and  zinc;  but,  although  this  patent  was  obtained  upwards  of 
forty  years  ago,  it  does  not  appear  that  the  article  was  ever 
introduced  into  use,  or  a  single  sheet  of  sheathing  ever  manu- 
factured under  it  If  it  ever  attracted  public  notice^  it  appears 
to  have  been  long  since  forgotten.  I  am  satisfied  on  the  evidence 
that  it  was  unknown  to  Mr.  Muntz  at  the  time  when  he  obtained 
bis  patent,  and  I  am  further  satisfied  the  object  would  not  have 
been  accomplished  by  ordinary  copper  and  zinc  united  according 
to  Collins's  process ;  that  any  attempt  made  to  effect  this  would 
have  failed,  which  may  well  account  for  no  public  use  having 
been  made  during  so  long  a  period  of  this  patent.  It  was  said, 
indeed,  by  the  defendants,  that  the  sheathing  manufactured  by 
them,  was  made  according  to  CoUins's  specification,  but  tliis 
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sheathing  appears  to  have  been  subjected  to  a  third  analysis^  Judgment. 
and  it  turns  out  to  be  composed  of  the  purest  copper  and  the  1843T  ^  ' 
purest  zinc,  in  the  same  proportions  as  are  recommended  by 
Mr.  Muntz,  in  his  specification.  It  follows,  therefore,  that  the 
two  component  articles  must  either  originally  have  been  not  of 
the  ordinary  but  of  the  purest  quality,  or,  which  appears  fi-om 
the  evidence  to  have  been  the  most  probable  case,  that  they 
mast  have  been  purified  in  the  course  of  the  process,  by  some 
mode  which  is  not  described  or  suggested  in  Collinses  specifica- 
tion. As  the  evidence  does  not  therefore  satisfy  me,  that 
sheathing  could  be  manufactured  according  to  the  former  patent, 
I  do  not  consider  the  novelty  of  Mr.  Muntz's  specification  to 
have  been  successfully  impeached  by  reference  to  that  patent. 

Then,  as  to  the  infringement,  it  is  said  that  the  defendants  Infringement 
work  according  to  Collins's  specification,  and  carefully  abstain  giyen^ua^jeg 
from  working  according  to  the  specification  of  the  plaintiff.  But  of  elements  in 
the  same  observations  apply  to  this  as  to  the  former  part  of  the  manuftlctare  of 
case.    The  analysis  proves  that  that  compound  consists,  not  of  a^icle. 
ordinary  copper  and  zinc,  but  of  those  minerals  in  their  greatest 
parity,  and  in  the  proportions  recommended  in  the  plaintiff 's 
specification.      If  they  were  originally  combined  in  this  state 
the  invasion  is  plain  and  direct.     If  they  were  purified  in  the 
course  of  this  process,  this,  I  think,  would  constitute  a  colourable 
invasion  of  the  plaintiffs  invention. 

Objections  have  been  made  to  the  specification.     Upon  these  Objections  to 

u  '  .  s.  •    •  rriL  X      i        •       title  will  not  be 

It  IS  not  necessary  to  express  any  opinion,     i  he  patentee,  m-  entertained 
deed,  has  been  in  the  possession  of  his  exclusive  privilege  for  ^^^^^  ©"joy- 
several  years,  and  the  Court  will  not,  on  any  suggested  defect  of  exdusive  for" 
the  specification,  allow  the  enjoyment  of  that  privilege  to  be  dis-  8«v«ral  years, 
turbed  until  the  title  has  been  decided  in  a  court  of  law.     I  am 
of  opinion,  therefore,  that  the  order  of  the  Vice-chancellor  must 
be  affirmed.     What  view  may  be  taken  of  this  case,  or  in  what 
shape  it  may  present  itself  when  the   witnesses  come  to   be 
examined  vivd  voce  in  a  court  of  law,  I  cannot  undertake  to 
anticipate.     My  judgment  is  framed  on  the  case  as  presented  to 
this  Court  by  the  affidavits  filed  on  the  one  side  and  the  other 
in  the  course  of  these  proceedings.     The  defendants  must  pay 
the  costs. 

Injunction  continued,  and  appeal  dismissed  with  costs. 
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MuNTz  V.  F08TBB  AND  Others. 

Cor.  Sir  N.  C.  Tindal,  C.  J. 

February  8th  to  13th^  1844. 

^^ill^  ^^'^"^^  Tl^is  was  an  action  for  the  infringement  of  Mantz's  patent 
February,  1844.  brought  in  pursuance  of  the  order  of  Sir  J.  L.  Knight  Brace. 
The  declaration^  which  was  in  the  usual  form,  stated  the  grant  of 
the  letters  patent  to  the  plaintiff,  and  that  the  defendants  bad 
infringed  the  same ;  to  this  the  defendants  pleaded  the  usual 
pleas^  denying  the  infringement,  the  novelty  of  the  inTcntioD, 
the  sufficiency  of  the  specification!  and  that  the  invention  iras 
the  subject-matter  of  patent  {h). 
(HtfecHoM,  The  objections  delivered  with  the  pleas  were  as  follows.-— 

First,  that  the  invention  described  in  the  plaintiff's  specification 
was  the  invention  of  one  William  Collins  in  the  year  1800. 
Secondly,  that  the  plaintiff's  invention  is  no  improvement 
Thirdly,  that  the  specification  is  not  sufficient  to  enable  a  work- 
man to  make  the  metal  as  manufactured  by  the  plaintiff. 
Fourthly,  that  the  specification  is  insufficient  in  law  in  the  fol- 
lowing respects : — that  it  does  not  state  in  what  the  invention 
consists  ;  that  the  invention  described  in  the  specification  is  b- 
consistent  with  that  described  in  the  letters  patent ;  that  it  does 
not  state  in  what  the  improved  manufacture  of  metal  plates  con- 
sists ;  that  the  plaintiff  in  his  said  specification  has  not  distin- 
guished between  what  is  old  and  what  is  new ;  that  the  said  spe- 
cification is  contradictory  in  its  statements  and  directions  as  to 
rolling  hot  and  cold.  Fifthly,  that  the  said  invention  was  not 
any  manner  of  new  manufacture  for  which  letters  patent 
could  be  legally  granted.  Sixthly^  that  the  title  of  the  said 
letters  patent  and  the  specification  are  inconsistent.  Sir  F. 
PoUock,  A.  G. ;  Sir  W.  W.  FoUetty  S.  G. ;  Sir  T.  fTtlde;  Bom- 
paSf  Serjt. ;  M.  D.  HUl,  Q.  C. ;  and  Cowling y  appeared  for  the 
plaintiff;  F.  Kelly,  Q.  C. ;  Jervis,  Q.  C. ;  ChanueU,  Serjt,  and 
Webster^  for  the  defendants. 

The  cause  lasted  several  days,  numerous  witnesses  being  called 
on  both  sides ;  the  nature  of  evidence  and  questions  raised  will 
appear  from  the  8umming-up« 


(h)  There  was  also  a  special  plea  which  had  letters  patent  (with  profert)  subject  to  the  prarao 

been  dispc«ed  of  in  the  following  case :  **  that  ii  the  plaintiff  should  not  particolarty  de- 

MuNTz  V,  Foster  and  Others.  scribe  and  ascertain  the  nature  of  his  said  iawa- 

In  the  C.  P..  22  Nov..  1843.  ?°°'^1*°  what  manner  the  same  w«»to  be  pe^ 

rf       a-xTriT             nir.                t  formed,  by  an  instrument  m  wnbng,  onder  m 

Car.  Sir  N.  a  Tindal.  C.  J. ;  Coltman.  J. ;  ^and  and  seal,  and  cause  the  same  to  be  enit>Ucd 

Erskxnb,  J.;  and  Maule,  J.  in  his  said  Majesty**  High  Court  of  Chancery 

The  declaration,  after  stating  the  grant  of  the  within  six  calendar  months  next  and  immediately 
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Sir  N.  C.  TiNDAL,  C.J. — This  is  an  action  brought  by  the  Summing  up. 
plaintiff  against  the  defendants^  for  the  infringement  of  a  patent 
granted  to  the  plaintiff  on  the  22nd  day  of  October,  1832 ;  a 
patent  which,  for  the  present,  we  may  describe  by  its  title,  for 
<^An  improved  manufacture  of  metal  plates,  for  sheathing  the 
bottoms  of  ships,  or  other  such  vessels.^' 


after  the  date  of  the  said  lettera  patent,  that 
choae  lettera  patent,  &c«,  should  become  void» 
and  averred  that  the  plaintiff  did  afterwards,  to 
wit  on  the  28nd  of  April  1833,  in  puftuance  of 
said  proviso  and  of  the  said  letten  patent,  by  an 
instrument  in  writing  under  his  hand  and  seal, 
particularly  describe  and  ascertain  the  nature  of 
his  said  invention,  and  in  what  manner  the  same 
was  to  be  and  might  be  performed,  and  afterwards 
and  within  six  calendar  months  next  and  imme- 
diately after  the  date  of  the  said  letters  patent,  to 
wit  on  the  day  and  year  last  aforesaid,  cause  the 
said  instrument  in  writing  to  be  enrolled  in  his 
said  Majesty's  High  Court  of  Chanoery  at  West- 
■UBSter,  in  the  county  of  Middlesex,  as  by  the 
rsooid  of  the  said  instrument  now  remaining  of 
leeord  in  the  said  High  Court  of  Chancery  more 
fbUy  appears." 

To  this  the  defendants  pleaded,  that  in  and  by 
the  letters  patent  in  the  declaration  mentioned  it 
was  amongst  other  things  provided,  that  if  the 
pUintiff  should  not  particularly  describe  and  as- 
eertain  the  nature  of  the  said  invention,  and  in 
what  manner  the  same  was  to  be  performed  by 
an  instrument  in  writing  under  his  hand  and  seal, 
and  cause  the  same  to  be  enrolled  in  the  High 
Coort  of  Chanoery  within  six  calendar  months 
■eit  and  immediately  after  the  date  of  the  said 
letten  patent,  the  said  letters  and  all  liber- 
tiss  and  advantages  whatsoever  thereby  granted 
should  utterly  cease  and  determine,  anythinpr 
thereinbefore  contained  to  the  contrary  Uienof 
in  anywise  notwithstanding :  and  the  defendants 
farther  say  that  the  plaintiff  caused  to  be  enrolled 
in  the  said  High  Court  of  Chancery  within  six 
calendar  months  next  and  immediately  after  the 
date  of  the  said  letters  patent,  to  wit  on  the  22nd 
day  of  April,  1843,  a  certain  instrument  in  writing 
in  the  words  and  to  the  effect  following,  that  is 
to  say — [The  plea  then  set  out  the  specification 
at  length,  and  proceeded  thus;] — And  the  de- 
fsodants  further  say,  that  the  plaintiff  caused  to 
be  enrolled  in  the  said  High  Court  of  Chancery 
within  six  calendar  months  next  and  immediately 
after  the  date  of  the  said  letten  patent  no  instru- 
nient  in  writing,  other  than  and  except  the  said 
instrument  in  writing  hereinbefore  set  forth  and 
eoQtained :  whereby  and  by  reason  of  the  premises 
the  said  letters  patent  in  the  declaration  men- 
tioned ceased  and  determined  and  became  and 
were  and  still  are  of  no  force  and  effect. — The 
plea  eondoded  with  a  verification. 

Special  demurrer  assigning  for  cause  {inter 
n^)  that  the  plea  did  not  show  with  sufficient 
certainty  in  what  respects  the  plaintiff  failed  in 
particnlarly  describing  the  nature  of  his  inven- 
tion, and  in  what  manner  it  was  to  be  performed, 
hv  the  said  instrument  in  writing,  set  out  in  the 
pica,  or  how  the  plaintiff  made  default  in  com- 
plying wiUi  the  proviso,  that  the  plea  did  not 
tnvene  the  averment  in  the  declaration  that  the 
VOL.  II. 


plaintiff  did  in  pnnuance  of  the  proriso  particu- 
larly describe  and  ascertain  the  nature  of  his  inven- 
tion, and  in  what  manner  the  same  was  to  be  per- 
formed :  that  if  intended  to  be  such  travene  it 
was  a  circuitous  and  a  bad  traverse  thereof :  that 
it  was  a  negative  pregnant  and  a  plea  in  confes- 
sion, without  any  or  with  an  improper  avoidance, 
&c 

Sir  T.  Wilde,  Seijt.  (C<w«ii^  with  him),  in 
support  of  the  demurrer. — The  plea  neither  tra- 
verses directly  any  averment  in  the  declaration, 
nor  does  it  tender  any  precise  and  determinate 
issue.  It  does  not  even  state  that  the  specifica- 
tion set  out  in  the  plea,  is  the  same  as  that  refer- 
red  to  in  the  deciantion.  It  is  impossible  for  the 
plaintiff  to  know  from  this  plea  wnether  the  de- 
fendants dispute  the  sufficiency  of  the  specifi- 
cation in  point  of  law,  or  of  fact.  If  a  traverse 
at  all  of  the  allegation  in  the  declaration,  it  is  only 
an  argumentative  traverse  of  it — an  affirmative 
pregnant.  The  object  of  the  plea  was  no  doubt 
to  get  rid  of  the  difficulty  which  arose  in  the  case 
of  Walton  V.  Potter  (1  Pat.  C.  599),  and  to  raise 
the  question  of  the  insufficiency  of  the  specification. 
But  this  might  be  done  by  tendering  a  bill  of  ex- 
ceptions to  the  ruling  of  the  judge  at  the  trial  as 
to  the  sufficiency  of  the  specification,  and  so  it  may 
be  brought  before  the  Court.  It  cannot  be  done 
by  this  informal  mode  of  raising  the  question. 
At  all  events,  the  defendants  should  have  identi- 
fied the  specification  they  set  out,  with  that  refer- 
red to  in  the  plaintiff's  declaration.  As  it  is,  the 
declaration  remains  unanswered.  [Mauus,  J.«-. 
The  plea  seems  to  be  a  traverse  of  the  enrolment 
only.  It  does  not  deny,  that  the  plaintiff  pre- 
pared a  good  specification.]  But  supposing  the 
plea  correct  in  form,  the  specification  it  sets  out  u 
good :  (  He  was  then  stopped. ) 

The  Court  called  on 

ChanneU,  Seijt.  (  WebUer  with  him),  in  sup- 
port of  the  plea. — The  plea  is  correct  in  point  of 
form.  It  is  necessary  tor  the  purposes  of  jusiice, 
that  the  defendants  should  be  allowed  so  to  plead. 
The  plaintiff  is  not  bound  to  set  out  his  specifi- 
cation :  operating  as  matter  of  defeasance  of  the 
right  granted  him  by  the  patent,  it  must  be  pleaded 
by  the  defendants.  The  construction  of  a  patent 
and  of  a  specification  is  a  matter  purely  for  the 
Court—The  King  v.  Wheeler  (2  B.  &  Aid.  345), 
Neilson  e.  Harford  ( 1  Pat.  C.  379).  That  being 
so,  the  defendants  have  a  right  to  bring  the  spe- 
cification of  the  plaintiff  before  the  Court  by  plea, 
and  to  ask  the  decision  of  the  Court  upon  its  suffi- 
ciency. If,  however,  they  traversed  the  allegation 
that  the  plaintiff  had  described  and  enrolled  his 
specification,  the  plea  must  have  concluded  to  the 
country.  There  could  then  be  no  means  left  for 
the  defendants  to  raise  the  question  of  the  suffi. 
ciencv  of  the  specification  in  point  of  law,  except 
by  a  bill  of  exceptions  to  the  ruling  of  the  judge 
at  the  trial,  fl  <  >*  ^'^^  ^-  •'• — 1^«  *iune  may  be  said 
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In  the  Common  The  plaintiff  complains  that  the  defendants  haTe  infringed 
Fer'i844  *^^'  patent,  and  in  answer  to  that  charge  on  his  part,  they  set 
up  various  defences,  and  in  the  first  place  they  say  that  they  are 
**  not  guilty,"  and  that  will  involve  only  the  question  whether 
they  have  infringed  the  patent  or  not.  In  the  next  place  they 
say  that  the  invention  for  which  the  patent  was  taken  out  was 
not  a  new  manufacture  within  this  country.  And  thirdly  they 
say  that,  even  if  it  were  a  new  manufacture,  the  plaintiff  is  not 
the  first  and  true  inventor  thereof.  Lastly  they  say  (withoat 
troubling  you  with  a  detail  of  all  the  pleas),  that  the  specification 
which  the  plaintiff  was  bound  to  pnt  in,  in  order  to  perform  the 
condition  on  which  his  patent  was  granted,  is  not  a  sufficient 


of  every  cise  in  which  the  issue  raises  the  qoes- 
tion  of  the  constructiou  of  a  written  instrument]. 
But  the  defendants  have  a  right  to  narrow  the 
issue,  to  abandon  the  point  as  to  the  question  of 
fact,  in  order  to  have  tne  judgment  of  the  Court 
as  to  the  suflficiency  of  the  specification  in  point 
of  law.  [Madlx,  J. — I  thina  that  may  be  aone, 
but  the  question  is,  whether  it  has  been  properly 
done  in  this  plea.  There  is  no  allegation  that  the 
specification  set  out  in  the  plea  is  Uiat  which  the 
plaintifiT  mentions  in  his  declaration.  If  the  plain- 
tifiT  had  set  out  in  length  in  the  declaration,  as  he 
miffht  have  done,  the  specification  he  enrolled 
(which  would  be  but  an  expanded  form  of  what 
he  states  in  this  declaration  at  present),  would  the 
plea  be  good?] 

All  that  is  stated  in  the  declaration  relative  to 
the  proviso, and  the  specification  maybe  regarded 
as  surplusage  since  the  plaintiff  was  not  bound 
to  set  out  the  proviso  in  defeasance  of  his  own 
right.  The  proviso  as  set  up  by  the  defendants, 
and  here  is  in  substance  a  suflicient  statement  in 
the  plea,  that  the  specification  is  that  which,  in 
pursuance  of  the  proviso,  the  plaintiff  enrolled, 
and  which  he  refers  to  in  the  declaration.  The 
plea  confesses  the  enrolment  of  the  specification 
m  point  of  fact,  and  denies  its  sufficiency  in  point 
of  law,  avoiding  the  patent,  by  showing  that  the 
specification  enrolled  is  not  a  pix>per  compliance 
with  the  proviso  in  the  letters  patent.  [Mauls, 
J. — Perhaps  the  declaration  might  be  good  with- 
out averring  that  the  plaintiff  had  complied  with 
the  proviso,  but  having  averred  it,  can  that  be  re- 
garded as  surplusage?  I  cannot  get  over  the 
difficulty  that  the  plea  is  an  argumentative  denial 
of  the  enrolment  alleged.]  There  is  no  special 
ground  of  demurrer,  that  the  plea  is  an  argumen- 
tative traverse  of  the  enrolment. 

Sir  T.  Wilde,  Serjt.,  in  reply,  was  stopped. 

Sir  N.  C.  TiNDAL,  C.  J. —  It  appears  to  me, 
that  this  plea  is  insufficient  in  point  of  form :  and 
the  ground  upon  which  1  come  to  that  conclusion 
is,  that  it  seems  to  me  to  amount  at  most  to  an 
argumentative  denial  that  the  plaintiff  did  as  al- 
leged in  the  declaration,  *'  by  an  instrument  in 
writing  under  bis  hand  and  seal,  particularly  de- 
fcribe  and  ascertain  the  nature  of  bis  invention, 
and  did  cause  the  said  instrument  in  writing  to  be 
enrolled  in  the  High  Court  of  Chancery.'^  The 
declaration  is  framed  in  the  usual  way :  the  plain- 
tiff sets  out  the  grant  of  the  letters  patent,  and 
the  proviso  with  which  they   were  granted.      I 


apprehend  if  he  had  not  set  out  the  prorin, 
the  defendants,  by  craving  oyer  of  the  leuen 
patent,  might  have  compelled  him  so  to  do.  Tbt 
the  fact  of  the  plaintiff's  compliance  with  the  pro- 
viso is  necessary  to  be  alleged,  appean  from  tk 
letters  patent,  which  make  such  compliance  a  con- 
dition to  the  grant :  and  being  an  act  to  be  per- 
formed by  the  plaintiff,  it  was  necessary  that  he 
should  state  his  performance  of  it.  It  appeals  ta 
me  to  bear  a  close  analogy  to  the  way  in  which  a 
bargain  and  sale,  under  the  statute  of  27  Heny 
V  III.  c.  16,  must  be  pleaded.  That  statute  eaaol- 
ed,  that  no  manors,  lands,  &c^  shall  pan  by 
reason  only  of  any  bargain  and  sale  thereof,  eip 
cept  the  same  bargain  and  sale  be  made  by  vti- 
ting,  indented,  se^ed,  and  enrolled  in  one  of  the 
King's  Courts  of  record  at  Westminster,  &c.  It 
has  always  been  held  necessary,  that  the  party 
who  in  pleading  sets  out  the  bargain  and  sale 
should  proceed  also  to  allege  the  enrolment  of  it: 
and  so  particularly  has  this  been  insisted  on,  that 
where  the  plea  has  omitted  to  state  the  Coait  in 
which  the  enrolment  was  made,  it  has  been  heU 
bad  for  that  omission.  The  declaration  here 
states,  that  the  plaintiff  caused  **  the  said  instra- 
ment "  to  be  enrolled :  that  is  the  instnnBcnt 
which  had  been  previously  mentioned,  as  an  in- 
strument by  which  he  particularly  described  the 
nature  of  his  invention.  There  is,  therefore,  a 
distinct  allegation  that  he  had  enrolled  tk*  wped- 
fication,  in  which  he  had  described  his  invemioa, 
and  this  is  a  part  of  the  allegation  which  ought  to 
be  included  in  the  traverse.  Now  what  t£e  de- 
fendants have  done,  instead  of  the  ordinary  tn^ 
verse,  to  my  apprehension,  amounts  to  uMag 
more  than  setting  up  affirmative  matter:  ns. 
that  the  plaintiff  enrolled  a  certain  specificatioB, 
and  did  not  enrol  any  other.  What  is  this  in 
effect  but  bringing  two  affirmatives  together, 
one  on  the  part  of  the  plaintiff,  the  ooer  on 
the  part  of  the  defendants,  which  aooocding  to 
the  ordinary  rule  of  pleading  is  bad,  xauem 
the  plea  is  concluded  with  a  special  traverse,  ff 
the  plea  had  gone  on  to  say  **  without  this  that 
the  plaintiff  did  not  within  six  calendar  months, 
and  by  an  instrument  in  writing,  describe  &c., 
and  cause  the  said  instrument  in  writing  to  be 
enrolled,  &c.,  **  that  would  not  have  been  agiiast 
the  rules  of  pleading.  But  as  it  stands,  H 
seems  to  me  that  the  plea  is  an  aiigumentatift 
denial  that  the  plaintiff  did  describe  nod  enrol, 
and  therefore  that  it  is  bad  in  point  of  fbrm. 
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specification.     They  point  out  various  objections  to  it,  which  I  Summinff  up, 
shall  call  to  your  attention  when  I  come  to  that  branch  of  the 
inquiry. 

The  first  question  is,  whether  you  are  satisfied  upon  the  evi-  Nature  of  the 
dence,  that  the  defendants  have  infringed  the  patent?  You  '"**°**''°- 
observe  that  the  plaintiff  states  his  patent  to  be  taken  out  for 
"an  improved  manufacture  of  metal  plates,  for  sheathing  the 
bottoms  of  ships^  or  other  such  vessels ;"  and  he  declares  the 
nature  of  his  invention  to  consist  in  making  the  said  plates  for 
sheathing  of  an  alloy  of  zinc  and  copper  in  certain  proportions 
and  qualities,  of  which  the  principal  proportions  to  which  he 
directs  the  attention  of  the  public  is,  that  he  says  he  prefers  for 
bis  intended  purpose  an  alloy  that  shall  consist  of  60  per  cent, 
of  copper,  and  40  per  cent,  of  zinc. 

For  the  purpose  of  inquiring  whether  the  defendants  have  On  the  question 
infringed  the  patent  or  not,  we  are  to  assume  that  it  is  a  good  the°p«tent'm2«i 
patent,  that  no  objection  arises  either  to  the  nature  of  the  grant  ^  ^^^^  ^ 
or  the  specification,  which  has  been  enrolled  by  the  plaintiff;     ^ 
that  is  for  the  purpose  of  this  preliminary  inquiry,  whether  they 


CoLTMAN,  jr. — It  is  a  rule  in  pleading,  that 
where  there  is  a  material  allegation  in  the  decla- 
ration,  and  ao  allegation  of  vpecial  matter  in  the 
plea  in  contradiction  to  it,  the  plea  must  conclude 
with  a  special  traverse.  Instead  of  that  plea, 
here  u  only  a  circuitous  and  argumentative  denial 
of  that  which  ought  to  have  been  directly  and  dis- 
tinctly denied.  This  is  a  matter  of  special  de- 
Borrer.  It  is  said  that  the  special  causes  of 
demarrer  assigned  do  not  precisely  hit  this  point. 
Certaioly  in  this  case  the  causes  of  demurrer 
snigned  point  rather  to  the  non-description  than 
to  the  non-enrolment,  and  are  not  very  precise. 
Bat  on  the  whole,  I  think  ihey  sufficiently  point 
ovt  the  fault  in  the  plea,  which  has  been  insisted 
on. 

£atKiNE,  J. — I  am  of  the  same  opinion.  The 
plea  it  an  argumenutive  and  circuitous  traverse 
of  the  allegation,  that  the  plaintiff  by  an  mstru- 
nent  in  writing  described  his  invention,  and 
caused  the  said  instrument  to  be  enrolled.  The 
plea  says  that  the  plaintiff  enrolled  a  certain  spe- 
cification which  it  seu  out,  and  that  he  enrolled 
no  other,  whereby  the  letters  patent  became  void. 
Why  would  they  be  void  by  reason  of  anything 
stated  in  the  plea?  Because  the  specification 
was  not  in  fact  an  instrument  in  writing  particu- 
Isrly  describing  and  ascertaining  the  nature  of 
the  invention,  and  in  what  manner  the  same  was 
to  be  performed.  It  is  therefore  a  circuitous 
^oial  of  the  allegation  in  the  declaration.  It  has 
been  argued  by  my  brother  Channel  1  that  this  is 
ooobjecuon,  because  the  allegation  in  the  decla- 
ration is  surplusage,  and  may  be  rejected.  I 
think  it  is  impossible  so  to  rcjgard  it,  for  the  plain- 
tiff has  set  out  the  proviso  in  the  letters  patent 
reqoiring  the  enrolment  of  the  specification  within 
nx  months  of  the  grant  of  time :  and  as  it  appears 
on  the  face  of  the  declaration  that  more  than  six 
months  had  elapsed,  the  patent  having  been 
P*nted  by  King  William  the  Fourth,  it  would 
^pear  from  the  declaration  itself  that  the  patent 


was  void,  unless  he  had  also  stated  that  he  had 
enrolled  the  specification  within  the  time  limited. 
It  was  essential  to  his  right  to  recover  in  the 
action  to  aver  this,  and  it  is  informally  traversed 
by  the  plea. 

Maule,  J. — I  also  think  the  plea  bad  in  point 
of  form,  for  one  of  the  causes  of  demurrer  stated. 
The  declaration  is  for  the  infringement  of  a 
patent,  which  patent  gives  the  plaintiff  a  ri^ht 
not  absolutely,  but  only  if  he  shall  enrol  a 
specification  within  six  months,  and  that  proviso 
appearing  upon  the  face  of  the  patent,  it  was  a 
necessary  part  of  the  declaration  to  aver  that  the 
plaintiff  had  enrolled  a  specification  within  six 
months.  How  does  the  plea  deal  with  this  alle- 
gation ?  It  says,  in  effect,  that  within  six  months 
the  plaintiff  enrolled  a  certain  specification,  and 
did  not  enrol  any  other.  Now,  if  that  specifica- 
tion be  a  good  one,  of  course  the  plea  is  clearly 
bad.  But,  assuming  the  specification  set  out  in 
the  plea  to  be  bad,  it  comes  to  this — "  You,  the 
plaintiff,  have  enrolled  a  specification,  which  docs 
not  describe  the  nature  of  the  invention,  and 
which  is  therefore  no  specification  at  all,  and  you 
have  enrolled  no  other."  That  is  consistent  with 
the  allegation  that  the  plaintiff  did,  as  stated  in 
the  declaration,  enrol  a  sufficient  specification. 
The  declaration  says  one  thing,  the  plea  another. 
It  is  clearly  a  traverse  of  a  material  allegation  in 
the  declaration,  and  being  so,  it  is  an  argumenta- 
tive denial.  There  ought  to  have  been  an  express 
and  direct  denial,  not  an  implied  and  circuitous 
one,  and  the  plea  ought  to  have  concluded  to  the 
country.  The  causes  of  demurrer  point  out  as  an 
objection  to  the  plea,  that  it  is  a  circuitous  and  bad 
traverse.  Whatever  therefore  the  plea  may  bo  in 
point  of  substance  by  any  other  mode  of  stating  it 
(which  we  cannot  now  inquire  into^,  I  think  it  bad 
in  point  of  form  for  the  reason  given,  and  there 
must  be  on  this  demurrer — 

Judgment  for  the  plaintift 
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Pi!^  ^•"•*^  have  infringed  it  or  not.  That  is  a  mere  question  of  fiict,  whidi 
Feb.  i844.  is  perfectly  independent  of  the  validity  of  the  patent  in  any  of 
the  particulars  in  which  it  is  sought  to  be  attacked ;  and  there- 
fore what  you  will  have  to  say  is,  whether  upon  the  evidence  yon 
have  heard  you  are  not  satisfied  that  the  defendants  have,  by 
their  men  and  for  their  purposes^  had  an  alloy  made  of  iinc 
and  copper  within  those  limits  of  the  proportions  that  the 
plaintiff  has  in  his  patent  stated  that  he  has  the  Crown's  grant 
for  the  exclusive  privilege.  That  will  depend  on  the  evidence  on 
one  side  of  those  witnesses  who  were  called  at  an  early  part  of 
the  case — ^Mr.  Whitehouse,  who  saw  a  sample  of  that  wfakji 
was  made  by  the  defendants*  and  purchased  at  the  house  at 
Liverpool,  and  which  was  afterwards  analysed  by  a  person  who 
was  put  into  the  box  and  examined  as  a  witness  before  you.  It 
will  depend  also  on  the  evidence  of  those  who  made  the  purdiaae 
and  brought  it  up  to  London ;  upon  the  testimony  of  those  of 
the  servants  of  the  plaintiff  or  persons  who  had  been  in  his  em- 
ploy, EUlward  Davis,  Isaac  Davis,  and  a  person  of  the  name  of 
Roderick,  and  Howell  a  caster,  who  all  state  that  the  process 
pursued  in  the  month  of  April  1848,  while  they  were  in  the 
employ  of  the  defendants,  was  the  same  in  substance  as  that 
which  was  followed  while  they  were  in  the  employ  of  the 
plaintiff.  Mr.  Cock,  the  person  who  has  made  the  analysis  of 
the  metal  that  was  subjected  to  analysis,  stated  also  that 
when  analyzed  it  comes  out  into  the  portions  of  very  nearly  60 
to  40,  which  is  the  middle  term  that  the  plaintiff  prefers  in  his 
specification. 

That  is  the  evidence  on  one  side  to  shew  the  patent  has  been 
infringed;  on  the  other  side  you  have  had  called  before  you  the 
witness  Moyle,  who  stated  to  you^  that  without  any  persons  at 
all  informing  or  instructing  him  as  to  the  mode  in  which  the 
plaintiff  prepared  the  sheathing,  the  subject  of  the  patent,  he 
gave  directions  to  work  from  Collins's  patent,  which  was  taken 
out  in  the  year  1800,  and  states,  so  far  from  its  being  an  invasion 
of  the  patent,  it  was  doing  no  more  than  he  had  a  right  to  do  for 
his  employers,  namely,  taking  an  old  specification  long  before  the 
grant  of  this  patent,  which  would  make  the  discovery  one  knomi 
to  the  world,  and  that  he  followed  that  up  for  the  purpose  of 
making  the  material,  which  was  afterwards  sent  to  Liverpool, 
and  then  purchased  by  the  agent  on  the  part  of  the  plaintiff. 

The  observations  that  have  been  made  to  you  on  that  pobt 
are,  first,  that  it  would  appear  from  the  evidence  that  was  pven 
to  you  to-day,  that  a  very  considerable  quantity  of  the  metal  that 
was  made  at  the  defendant's  works,  was  in  fact  made  of  At 
same  materials  and  the  same  proportions  as  pointed  out  in  the 
specification,  namely,  of  the  purest  copper  and  of  the  purest 
zinc :  and  very  nearly  in  the  proportions  that  have  been  put 
before  you  in  the  evidence.     It  is  answered  to  that,  although 
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sach  work  was  completed  and  carried  on  from  the  month  of  Summing  up. 
February  to  the  month  of  April  1843,  yet  that  in  fact  it  never 
was  intended  for  sale  or  for  any  use  at  all ;  but  that  the  work 
was  stopped,  that  the  manufacture  was  suspended,  and  that  there 
it  remains  now  in  the  workshop  or  warehouse  of  the  defendants, 
IcMsked  up  and  never  intended  to  be  used  again.  If  they  had 
actually  made  any  small  experiment  for  the  purpose  of  ascer- 
taining what  the  proportions  or  properties  of  the  different  alloys 
would  come  to,  that  would  scarcely  have  been  said  to  be  a 
making  in  violation  of  the  patent ;  but  you  must  ask  yourselves 
whether  the  making  of  a  quantity  which  amounts  to  ten  tons,  I 
think,  and  of  which  the  cost  would  be  something  like  the  sum 
of  between  700/.  or  800/.,  could  have  been  made  for  any  other 
purpose  at  the  time  than  for  the  purpose  of  sale,  although  on 
second  thoughts  and  on  further  consideration  it  may  have  been 
deemed  to  be  not  a  safe  nor  a  proper  thing  to  have  used  it  as  it 
then  was  made. 

If  such  were  the  case  there  is  no  doubt  that  would  be  an  The  making  for 

sue  an  m- 

infiringement  of  the  patent ;  and  still  further  the  plaintiff  says  fringement. 
(and  that  evidence  is  before  you),  that  in  the  month  of  April, 
when  the  mode  of  making  it  and  the  materials  of  which  it  was 
made  were  somewhat  altered,  that  is,  when,  according  to  the  tes- 
timony of  defendants'  witnesses,  they  used  nothing  blit  cake 
copper,  and  not  the  purest  copper  obtained  from  the  regule  of 
the  copper  as  the  witnesses  have  stated,  yet  still  it  would  be  for 
you  to  say  whether,  if  the  very  same  effect  and  result  is  produced, 
it  could  have  been  produced  in  any  other  way  than  by  some 
mode  of  altering  the  properties  of  the  common  cake  copper; 
because  there  has  been  evidence  brought  before  you  that  the 
cake  copper  would  not  produce  the  result,  and  be  attended  with 
those  properties  which  the  plaintiff  has  taken  out  his  patent  for, 
and  therefore  upon  that  second  branch  you  will  have  to  ask 
yourselves  whether,  seeing  that  which  has  been  used,  and  the 
analysis  of  it,  and  the  result  of  such  analysis,  and  the  mode  in 
which  the  witnesses  on  the  part  of  the  defendants  explained 
that  it  was  carried  on,  stating  certainly  that  nothing  was  used  but 
the  cake  copper  for  that  purpose :  whether  in  the  mode  of  using 
that  cake  copper,  which  before  did  not  produce  the  result  of  the 
plaintiff's  discovery,  something  or  other  must  not  have  been 
managed  or  contrived  on  the  part  of  the  defendants  to  give  it 
that  purity,  which,  if  you  are  satisfied  upon  the  evidence  it  did 
not  possess,  it  must  have  had  through  their  instrumentality.  If  indirect  in- 
it  were  so,  that  would  be  a  contrivance  and  an  evasion  of  the  jji^^t^n^of^jhc 
direct  letter  and  description  in  the  patent.  Although  the  patent  patent. 
describes  the  copper  must  be  of  the  purest  quality  (and  that 
seems  to  me  to  be  the  sense  of  the  specification),  yet,  if  persons 
could  take  an  inferior  kind  of  copper,  and  by  dressing  it  up,  and 
by  some  particular  way  of  melting  and  refining  it,  give  it  exactly 
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Jn^  Common  f^]^^  ^jj^^  effect  88  the  bcst  kind  of  copper  would  have  done,  it 

Feb.  1844.       must  be  for  you  to  say  whether  in  that  case  they  intended  to 

imitate  (as  one  branch  of  the  declaration  states  they  did)  and 

to  evade  the   patent  which   the   other  party  had  granted  to 

him. 

If  you  are  satisfied  on  that  point,  that  will  carry  you  on  to 
the  further  and  more  important  points  in  the  case.  If  you  are  not 
satisfied  that  the  plaintiff  has  made  out  the  infringement  of  the 
patent,  why,  then,  it  will  be  very  little  use  to  go  on  and  inquire 
(if  they  have  never  infringed  it  at  all)  into  those  nicer  and  subtle 
disquisitions  which  the  rest  of  the  case  may  make  it  necessary 
to  advert  to.  Supposing,  however  (in  order  to  get  on  to  the  next 
point),  that  you  are  satisfied  that  the  patent  has  been  infringed, 
then  come  the  three  other  questions,  each  of  which,  in  its  turn, 
you  must  consider  and  determine  upon. 

First  of  all,  it  is  said  that  the  manufacture  which  is  described 
in  this  patent  is  not  a  new  one.  In  the  next  place  it  is  said, 
even  if  it  is  a  new  one^  that  the  plaintiff  is  not  the  true  and  first 
inventor.  Now  these  two  objections  go  very  nearly  to  the  same 
point :  they  are  not  precisely  the  same,  there  may  be  a  difference 
between  them,  but  it  will  be  very  much  the  same  train  of  reason- 
ing that  will  apply  to  the  one  as  to  the  other.  It  may  be  very 
true  that  the  manufacture  might  be  a  new  manufacture  not  known 
in  this  kingdom  till  the  time  of  the  patent,  and  yet  it  might  also 
be  true  that  Mr.  Munts  might  not  be  the  first  and  true  inventor: 
^  .  because  although  a  man  may  take  it  from  an  old  book,  or  from 

has  taken  the  somc  description  that  he  has  got  ebewhere  where  it  has  been 
w'oid  b^k*"*  worked,  although  not  generally  known,  that  secret  which  he 
he  u  not  the  then  claims  from  the  Crown  the  benefit  of  a  patent  for,  as  if  he 
^yeotor  ^*  ^^  been  the  inventor  (and  in  that  case  he  would  not,  as  you 
perceive,  on  the  supposition  that  I  have  made,  be  within  the 
ordinary  meaning  of  the  words  '^  the  first  and  true  inventor/' 
although  no  one  knew  it  or  used  it  at  the  moment) — yet,  if  he 
had  taken  it  from  ColUns's  specification,  which  is  the  only  part 
of  the  evidence  that  will  touch  the  plea :  if  he  had  taken  from 
that  the  account  of  the  process  for  making  this  new  manufacture, 
of  which  he  afterwards  avails  himself  by  laying  his  claim  before 
the  Crown ;  why  he  would  not  be  entitled  to  that  benefit  which 
the  statute  of  James  intended,  namely,  for  the  merit  of  having 
by  experiment  or  by  imitation,  or  by  his  sagacity,  made  a  dis- 
covery himself:  but  would  only  be  clothing  himself  with  a  dis- 
covery which  would  be  the  result  of  another  man's  labour.  And 
therefore  I  shall  put  it  to  you,  when  I  shall  have  passed  over 
the  question  as  to  whether  it  is  a  new  manufacture  or  not—I 
shall  put  it  on  that  whether  he  is  the  first  inventor — ^whether  he 
has  borrowed  it  from  Mr.  Collinses  specification. 

I  come  now  to  the  question,  was  this  a  new  manufacture 
within  the  realm  at  the  time?  That  is,  did  people  before  this 
patent  had  been  obtained  on  the  22nd  October,  1832,  know  any- 
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thing  of  a  manufacture  such  as  this  is  described  in  the  specifica-  Simmmff  up* 
tion.  Therefore  it  becomes  necessary  to  state  what  I  conceive 
to  be  the  meaning  of  the  claim,  and  how  far  the  plaintiff  is  bound 
to  make  out  the  novelty  of  it,  and  how  far  any  objection  arising 
from  a  user  of  part  of  it  before,  can  or  cannot  invalidate  the 
patent  which  he  has  got.  It  appears  to  me  to  be  properly  de- 
scribed in  its  title,  that  that  is  in  fact  the  very  discovery  for 
which  the  patent  was  granted,  namely,  ^^  an  improved  manufac- 
ture of  metal  plates,  for  sheathing  the  bottoms  of  ships  or  other 
sach  vessels.''  He  goes  on  to  state  that  he  declares  ^'his  inven- 
tion to  consist  in  making  the  said  plates  for  sheathing  of  an 
alloy  of  zinc  and  copper,  in  such  proportions,  and  of  such 
qualities^  as  while  it  enables  the  manufacturer  to  roll  the  said 
compound  metal  into  plates  or  sheets,  fit  for  the  said  sheathing 
at  a  red  heat,  and  thus  makes  the  said  plates  or  sheets  less 
difficult  to  work  and  cheaper  to  manufacture,  renders  the  said 
sheathing  less  liable  to  oxydation,  and  consequently  more  durable, 
than  the  ordinary  copper  sheathing  now  in  use,  though  at  the 
same  time  it  oxydates  sufficiently  to  keep  the  bottom  of  the 
vessel  clean.'* 

I  look  upon  the  invention  to  consist  in  this,  that  he  has  by  Invention  de- 
an experiment  ascertained  that  a  certain  mixture  of  the  alloy  ^  ' 
of  zinc  mth  copper  will  have  the  effect  of  producing  a  better 
sheathing,  by  reason  and  by  means  of  its  oxydating  just  in  suf- 
ficient quantities,  that  is  not  too  much,  so  as  to  wear  away  and 
impair  the  sheathing,  and  render  the  vessel  unsafe,  but  enough  at 
the  same  time  to  keep  by  its  wearing  the  bottom  of  the  vessel  clean 
from  those  impurities  which  before  attached  to  it.     That  I  con-  Application  of 
aider  to  be  the  meaning  of  the  patent,  and  the  object  with  which  gXJ^J^^to^* 
it  was  taken  out.     And  I  cannot  think  as  at  present  advised,  useful  purposes 
that  if  it  was  shown  (as  possibly  it  might  be)  that  sheets  had^^^^  J^^'JJ^^^ 
been  made  of  metal  before,  in  the  same  proportions  which  he 
has  pointed  out ;  that  if  this  hidden  virtue  or  quality  had  not 
been  discovered  or  ascertained,  and  consequently  the  application 
never  made,  I  cannot  think  the  patent  will  fail  on  that  ground — 
that  is  the  opinion  which  I  form  upon  it.     I  look  upon  it  that 
there  is  as  much  merit  in  discovering  the  hidden  and  concealed 
virtue  of  a  compound   alloy  of  metal,  as  there  would  be  in 
discovering  an  unknown  quality  which  a  natural  earth  or  stone 
possessed. 

We  know  by  the  cases  that  have  been  determined,  that  where  The  plates  if 
such  unknown  qualities  have,  from  the  residt  of  experiments,  been  El^^^Jt^^e 
applied  to  useful  purposes  of  life,  that  such  application  has  been  been  applied  to 
considered  as  the  ground  and  a  proper  ground  of  a  patent :  and  ^^  ^^^ 
therefore  when  I  come  to  that  part  of  the  case  in  which  they  seek  peach  the 
to  show  this  is  not  so,  because  these  metal  plates  have  been  in-  ^  ° 
vented  before — that  is,  persons  have  used  them  before — in  my 
judgment  it  will  not  go  far  enough,  unless  they  can  show  there 


104  MUNTz's  PAT■^r^• 

intks  Commm  jm,  [,^0^  some  appUcadon  of  them  before  to  this  very  aaetiil 
Feb.  1844.       purpose. 

The  specification  goes  on  to  say»  '*  And  in  further  ccmiplisDoe 
with  the  said  proviso,  I,  the  said  6.  F.  Muntz,  do  hereby  de- 
scribe the  manner  in  which  my  said  invention  is  to  be  perfonned 
by  the  following  statement  thereof,  namely,  I  take  that  qnalitf 
of  copper  known  in  the  trade  by  the  appellation  of  ^best  aeleeted 
copper,'  and  that  quality  of  sine  known  in  England  as  forogn 
sine."  Now,  a  considerable  quantity  of  evidence  has  been 
brought  forward  on  the  subject,  with  the  endeavour  to  show 
that  '^best  selected  copper"  was  an  article  of  commerce  well 
known  long  before  this  patent  was  granted.  According  to  my 
understanding  of  the  patent,  the  way  in  which  I  read  it,  and 
the  way  in  which  it  suggests  itself  to  my  mind,  the  party  irbo 
had  made  this  discovery  did  not  mean  to  claim  to  himself  the 
exclusive  right  of  making  it  with  ^^best  selected  copper"  alone: 
but  he  has  put  it  as  a  statement  of  the  quahty  of  which  the 
copper  ought  to  be.  You  have  had  evidence  before  you  that 
''best  selected  copper"'  is  the  very  purest  that  can  be  had. 
What  I  understand,  therefore,  when  he  says,  '^I  take  that 
quality  of  copper  known  in  the  trade  by  the  appellation  of  'best 
selected  copper,' ''  he  takes  it  of  that  degree  of  purity  of  which 
Specific  terms  ^  ^^^  selected  coppcr  was  known  at  the  time  to  consist.  He 
of  description  adds  also,  "  and  that  quality  of  zinc  known  in  England  as  for»gn 
the^quafity  olr  *inc«"  I  do  not  understand  him  to  mean  it  should  be  made  of 
the  srticle.  foreign  zinc  alone,  but  of  zinc  of  that  quality  wherever  it  was 
made.  At  the  time  it  was  known  as  "  foreign  zinc,*'  it  was  an 
article  of  which  the  value  and  properties  were  as  well  known 
probably  as  any  gold  coin  which  was  then  current  through  Eng- 
land. In  fact,  if  there  were  to  be  a  different  construction  from 
that,  it  would  be  hard  on  the  patentee,  for  we  are  told  now  that 
foreign  zinc  is  no  longer  made,  and  that  none  comes  to  the 
market  at  all ;  and  that  again  is,  to  my  mind,  an  additional  aign- 
ment  or  ground  for  supposing  that  the  description  of  the  com- 
ponent parts  of  this  compound  alloy — ^what  he  is  endeavouring 
to  describe  for  the  information  of  the  pubUc — ^is  not  the  very 
thing  itself  known  as  the ''  best  selected  copper" — is  not  the  very 
thing  itself  known  as  foreign  zinc — but  that  the  copper  on  the 
one  hand  and  zinc  on  the  other,  shall  be  of  the  qualities  which 
at  that  time  were  known  and  represented  by  that  description  of 
each  respective  article. 

Now  that  being,  as  it  seems  to  me,  the  understanding,  the 
learned  counsel  of  course  will  take  those  steps  to  have  that  recon- 
sidered, for  it  is  a  difficult  and  important  point,  which  he  thinb 
the  most  expedient. 

On  this,  whether  this  was  a  new  invention  or  not,  the  first 
objection,  the  first  class  of  evidence  that  is  called  before  yon,  is, 
as  I  have  stated,  a  considerable  body  of  testimony  to  show  that 
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the  ^  best  selected  copper ''  was  known  as  far  back  as  179O9  or  Summinff  up, 

at  least  as  1794,  and  a  considerable  body  of  evidence  is  given  to 

show  that  copper  was  then  produced  by  the  same  means  as  that 

which  is  strictly  and  properly  called  "  best  selected  copper,**  by 

which  that  is  obtained  from  the  native  ore,  viz. :  in  the  process 

of  melting  in  one  particular  part ;  when  the  upper  surface,  to  a 

certain  extent,  separates  from  the  lower,  they  tear  the  one  from 

the  other,  the  purer  part  being  that  which  is  above,  and  which  is 

called  the  regulus,  as  I  understand  it,  of  copper ;  the  baser  parts 

being  below,  and  which  they  afterwards  work  up  with  different 

parts  of  inferior  copper. 

And  there  is  evidence,  certainly,  in  the  case,  that  r^ulus  of 
copper,  that  is,  this  '^  best  selected  copper  "  (although  the  testi- 
mony on  the  part  of  the  plaintifif  may  be  perfectly  correct,  that  it 
was  not  generally  used),  yet  there  is  very  good  evidence  to  show, 
if  people  applied  for  it,  they  might,  for  their  own  particular  pur« 
poses,  get  it  in  the  same  way  in  which  the  article  is  now  under- 
stood. 

Bat,  as  I  have  before  stated,  it  does  not  seem  to  me,  on  the 
construction  of  the  patent,  that  this  is  a  material  point  to  decide 
the  case,  either  in  favour  of  the  plaintiff  or  defendants. 

The  next  class  of  evidence  that  they  give  is,  that  the  inven- 
tion is,  in  point  of  fact,  the  same  as  that  of  Mr.  Collins.    That, 
now,  is  a  mere  question  of  fact,  and  that  will  be  a  question  which 
you  must  decide  between  the  parties ;  because,  if  Mr.  Collins  in 
the  year  1800,  enrolled  in  the  Court  of  Chancery  a  specification 
that  was  sufficient  to  lay  the  foundation  of,  and  give  the  par- 
ticulars to,  the  plaintiff  of  this  his  patent,  why  he  is  claiming  The  identity  of 
those  merits  that  do  not  belong  to  himself,  but  to  another;  and  a^cribSln"* 
therefore  when  the  defendants  say  all  this  was  known  to  the  the  two  speci- 
world  by  the  specification  of  Collins,  while  that  is  denied  on  the  q^^on  for  the 
part  of  ihe  plaintiff,  you,  as  the  jury,  can  only  determine  that  fact  jury. 
between  them.     Undoubtedly  there  is  evidence  in  this  case,  wit- 
nesses who  have  been  called  have  stated,  that  they  think,  that  the 
invention  of  the  plaintiff  could  not  have  been  perfected  and  com- 
pleted by  the  bare  reading  of  the  specification  which  Mr.  Collins 
enrolled  when  he  obtained  his  patent ;  and  looking  at  it  for  your- 
selves, you  may  exercise  your  own  judgments  and  understandings, 
whether  upon  reading  Collinses  specification  and  the  informa- 
tion obtained  from  it  you  attribute  that  knowledge  which  the  plain- 
tiff had  in  1832,  when  he  described  his  discovery  in  the  terms  of 
bis  own  specification  ?   Mr.  CoUins's  specification  is  for  ^'  the  in-  Distinctions  be- 
vention  of  a  preparation  or  application  of  sundry  articles  and  ma-  [^^^nlioM.**^ 
terials  to  be  used  chiefly  for  the  preservation  of  shipping  or  marine 
purposes."     Well,  then  he  goes  on   to   say,  that  he  declares 
"  the  explanation  and  description  of  my  invention  and  prepar- 
ation of  sundry  articles  and  materials  or  the  application  thereof 
to  the  preservation  of  shipping  or  marine  purposes  to  be  as 
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In  the  Common  foUows : ''  he  says^  *^  the  principle  consists  in  applying  mixtures 
Fe^ibAi.  ^^  various  metals  and  semi-metals,  in  sheets,  plates,  or  pieces 
as  a  substitute  for  copper  sheets."  The  first  observation  thst 
arises,  on  which  you  will  exercise  your  own  judgment  and  dis> 
Collins's  in-  cretion,  is,  that  Mr*  Collins  has  left  his  very  open  to  the  intro* 
▼en  ion.  duction  of  different  metals  and  semi-metals,  he  has  not  limited 

and  confined  himself  particularly,  whereas  the  plaintiff,  when  he 
states  what  his  discovery  is,  limits  himself  to  a  composition  made 
of  two  materials  only,  namely,  of  the  materials  of  the  pore 
copper,  and  of  the  material  of  the  pure  £inc,  in  certain  propor- 
tions within  certain  limits,  which  he  specifies.  Then  Mr.  Ckdlins 
goes  on  to  describe  the  effect  or  the  qualities  of  different  sheatb- 
ings,  and  the  only  one  that  is  miderstood  or  supposed  to  apply 
to  this  case  is  the  second — then  he  says  the  second,  ''the  yellow 
sheathing  which  consists  chiefly  of  zinc  and  copper,  the  propw- 
tion  of  zinc  being  much  larger  than  in  the  preceding  class. 
This  additional  quantity  of  zinc  produces  a  considerable  change 
in  ductility,  the  compound,  if  exposed  when  cold  to  the  action  of 
the  rollers  would  be  lacerated,  and  in  order  to  render  it  capable 
of  bearing  the  necessary  mechanical  processes,  it  must  be 
heated,  and  in  that  state  extended  and  spread  out  into  a  proper 
form,  either  by  rolling,  stamping,  or  any  other  mode  of  pres- 
sure :  100  parts  copper  and  80  zinc  afford  a  good  composidoo.** 
This  falls  within  the  limits,  I  believe,  of  those  that  are  men- 
tioned by  the  plaintiff  in  his  specification,  but  it  is  not  the  one  on 
which  he  principally  relies,  and  to  which  he  principally  directs 
attention — I  believe  that  would  come,  or  40  to  50  would  come, 
within  the  limits  to  which  I  shall  afterwards  call  your  attention* 
What  he  says  is,  it  would  ^*  afford  a  good  composition — 100 
parts  of  copper  and  80  of  zinc;"  and  then  he  goes  on  to  add 
this, ''  but  the  proportions  may  be  varied  or  other  metsUie 
substances  added,  provided  the  property  of  bearing  the  me- 
chanical process  when  heated  be  not  destroyed — the  exact 
degree  of  heat  is  not  defined,  as  it  may  vary  according  to  the 
nature  of  the  metallic  compound ;  I  have  found  a  low  red  hest 
proper  for  the  purpose  of  working  the  above  composition*^ 
That  is  the  detailed  account  which  Mr.  Collins  gives  of  his  inven- 
tion. 
Munu's  inven*  That  which  the  plaintiff  gives  is  this :  he  says, ''  I  take  that 
*»®°-  quality  of  copper   known   in  the  trade  by  the  appellation  of 

'best  selected  copper,'  and  that  quality  of  zinc  known  in 
England  as  '  foreign  zinc,'  and  melt  them  together  in  the  asosl 
manner,  in  any  proportions  between  50  per  cent,  of  copper  to 
50  per  cent,  of  zinc,  and  63  per  cent,  of  copper  to  37  per  cent 
of  zinc,  both  of  which  extremes  and  all  intermediate  propor- 
tions will  roll  at  a  red  heat.'' 

You  see  he  has  undertaken  to  guarantee  to  the  public  two 
qualities  or  incidents  of  this  comiiound,  viz.  that  it  shall  roll  st 
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a  red  beat,  and  also  that  the  sheathing,  when  put  upon  the  ship.  Summing  iq>. 
shall  have  the  exact  proper  quality  of  oxydation  to  which  I  have 
before  adverted.  He  undertakes  to  tell  the  world  that  his  com- 
pound, the  whole  of  the  compound  between  the  limits,  shall  roll 
at  a  red  heat ;  and  he  undertakes  to  say  that  the  compound, 
when  made,  shall  oxydate  so  as  to  preserve  the  bottom  of  the 
ship.  Then  he  goes  on  to  say — ^^  but  as  too  large  a  proportion 
of  copper  increases  the  difficulty  of  working  the  metal,  and  too 
large  a  proportion  of  zinc  renders  the  metal  too  hard  when 
cold,  and  not  sufficiently  liable  to  oxydation  to  effect  in  the 
best  manner  the  intended  purpose,  I  prefer  the  alloy  to  con- 
sist of  about  60  per  cent,  of  copper  to  40  per  cent,  of  zinc. 
This  compound  I  cast  into  ingots  of  any  convenient  weight, 
and  then  heat  them  to  a  red  heat,  and  roll  them  in  the  same 
manner  as  copper  is  rolled,  but  only  taking  care  not  to  over- 
heat the  metal  so  as  to  produce  fusion,  and  not  to  put  it 
through  the  rollers  after  the  heat  has  left  it  too  much,  say 
when  the  red  heat  goes  off,  otherwise  it  will  split.'' 

Then  he  goes  on  to  say,  ^^  if  the  surface  of  the  sheet  when 
brought  from  the  hot  rollers  should  not  be  thought  fine  or 
smooth  enough,  I  leave  the  sheets  from  the  hot  rollers  rather 
stronger  than  required,  and  afterwards  roll  them  cold  to  the 
proper  size." 

Now,  upon  this  part  of  the  case  the  question  is,  whether  you.  If  the  inTention 
upon  reading  the  specification  of  Collins  and  comparing  it  with  ^^IJowedfrom 
that  of  the  plaintiff,  do  or  do  not  think  that  the  plaintiff  has  bor-  a  prior  specia- 
rowed  his  invention  from  that  specification.     If  he  has  had  his  tent^b  invalid" 
mind  furnished  with  the  materials  by  the  specification  of  1800, 
and  has  merely  put  it  into  a  more  detailed  shape,  why,  then  it 
would  neither  be  a  new  invention,  for  there  would  be  this  evi- 
dence of  its  being  an  old  one,  nor  would  he  be  the  first  and  true 
inventor,  because  there  would  be^this  evidence,  that  Collins  had 
preceded  him  in  point  of  time,  and  bad  in  effect  discovered  the 
very  subject-matter  for  him. 

That  is  a  question  for  yourselves  to  determine  according  to 
the  evidence — the  witnesses  on  the  part  of  the  defendants  say, 
that  the  material  and  compound  which  they  made  from  the 
month  of  April  down  to  June  1843 — that  that  was  really  made, 
as  they  tell  you,  from  CoUins's  specification  only.  According  to 
the  evidence  on  the  part  of  the  plaintiff,  men  who  seem  to  be 
of  skill,  some  of  them,  they  say  it  cannot  be  made  from  CoUins's 
alone,  that  they  have  read  Collins's,  and  that  no  persuu,  whatever 
bis  skill  as  a  workman  might  be,  could  make  the  compound 
material,  the  plates,  the  subject  of  the  plaintiff's  patent,  simply 
by  the  perusal  of  the  specification  of  Mr.  Collins — and  that  is,  as 
I  before  stated,  a  question  of  fact  for  you  to  determine  on  the 
evidence,  aye  or  no ;  whether  it  was  a  new  invention  so  far  as 
Collins's  }>atent  was  concerned ;  or  whether  the  plaintiff  was  the 
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pfe«  ^^^"^"'^  first  and  true  inventor,  when  Collins  had  stated  what  he  had  done 
Feb.  1844.        in  his  specification. 

There  is  a  third  ground  upon  which  they  contend  that  this  is 
not  a  new  invention.  They  call  a  class  of  witnesses,  consisting 
of  Emery  and  Mercer  the  casters,  and  Clarson,  who  was  a  caster, 
and  Greson,  who  was  a  roller,  and  Ralph,  who  was  a  roller,  to 
state  to  you,  that  in  1828  and  down  from  that  time  to  the  year 
1830  or  1831,  they  were  all  employed  together  in  a  mill  (some 
of  them  perhaps  not  quite  so  long  as  the  others),  but  employed 
in  a  mill  that  had  once  belonged  to  a  person  of  the  name  of 
Rose— that  mill  is  called  ^'  Nechell's  Mill/'  I  think,  and  they 
undertake  to  tell  you  (and  you  heard  the  mode  they  gave  thdr 
evidence,  and  it  is  for  you  to  appreciate  properly,  and  to  lay  whit 
stress  on  it  you  think  right),  they  say,  so  far  back  as  that  year 
1828,  they  most  distinctly  reipember  that  they  used  the  com- 
pound of  zinc  and  copper  in  the  proportions  of  one-and-a-half  to 
one,  which  would  be  within  the  limits  mentioned  in  the  plain- 
tifiTs  specification,  and  that  they  made  a  quantity  of  yellow  metal 
from  it  for  the  purposes  of  sale. 

If  it  was  an  objection  to  this  patent,  that  in  point  of  fact  any 
person  had  made  a  plate  of  this  compound  metal  in  the  interval 
— if  the  patent  cannot  exist,  although  no  person  had  discovered 
what  the  virtues  of  this  mixture  were,  but  the  mere  fact  of  making 
it  and  combining  the  zinc  and  the  copper  together  was  suffi- 
cient to  destroy  the  validity  of  the  patent,  then  indeed  it  would 
be  a  very  material  point  for  you  to  consider  whether  the  testi- 
mony was  such  as  you  who  have  heard  it — ^the  cross-examination 
of  some  of  the  witnesses — would  entirely  rely  upon. 

That  would  be  a  question  I  should  not  take  out  of  your  hand^ 

but  should  leave,  as  I  ought  to  do,  entirely  to  yourselves.  You 

recollect  what  the  nature  of  the  evidence  was,  and  it  is  a  long 

time  ago  (without  the  attention  of  the  parties  being  caUed  to  it 

apparently  until  very  lately),  the  year  1828  is  a  long  time  ago. 

Those  are  observations  I  should  make  to  you  when  you  are  exert- 

Patent  not  in-  ^"S  7^^^  °^^  discrimination  on  the  value  of  the  evidence,  but  as  I 

validated  by  the  have  stated  already   (from  which  I  do  not  mean  to  recede), 

nalion^^of  the     ^  ^^  ^^^  think  that  the  circumstance  of  showing  that  the  combi- 

materials  in  a   nation  of  these  two  materials  in  a  metal  plate  will  of  itself  de- 

lessthe  pi^pose  stroy  this  patent,  when  no  attention  at  the  time  was  paid  to  the 

be  the  same,     purpose  for  which  this  patent  was  taken  out,  and  it  was  made 

merely  in  the  ordinary  course  of  melters  of  metal  for  the  various 

and  ordinary  purposes  of  life. 

I  do  not  think  that  the  circumstances  of  showing  that  in  the 
long  time  that  has  passed  before  us  in  the  different,  and,  I  may  say, 
infinitely  varying  combinations  that  must  have  been  made  for  the 
various  purposes  for  w^hich  brass  and  other  metal  was  manu^ 
factured  for  ordinary  and  common  purposes  of  life — to  call  a 
workman  to  show,  that  on  some  occasion  or  occasions  he  bad 
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combitied  them  in  those  proportions  for  another  and  diflFerent  Summing  up. 
purpose — it   does   not   appear   to    me  that  such  destroys  the 
patent ;  and  therefore  it  makes  that  which  was  the  third  head  of 
objection,  under  the  question  of  new  invention  or  not  new  inven- 
tion^  immaterial  for  you  fo  consider. 

I  now  come  to  the  only  remaining  point  in  the  case,  viz.  The  soffidency 
whether  the  specification  is  sufficient.  You  are  aware  that  the  ^tion.*'***^*  ' 
statute  of  James,  when  it  gave  the  privileges  of  a  patent  for  14 
years,  has  provided  that  the  discovery  and  invention  shall  only 
be  that  which  is  new  and  not  in  use  within  the  realm,  and  of 
which  the  party  is  the  true  and  first  inventor,  and  for  which  a 
patent  shall  be  granted.  There  is  nothing  in  the  statute  itself 
which  relates  to  the  specification ;  for  a  very  long  period  back, 
nearly  a  century,  it  has  been  thought  right  by  the  Crown  .not  to 
grant  any  more  patents  unless  there  is  an  undertaking  on  the 
part  of  the  discoverer,  that  at  the  end  of  the  time  when  his  14 
years  were  up,  the  public  shall  be  as  wise  as  himself;  shall  have 
all  the  benefit  of  the  discovery,  of  which  he  has  had  the  sale  and 
exclusive  benefit  for  the  14  years ;  and  therefore,  for  about  a 
century  past,  the  Attorney-General  of  the  day,  whenever  appli- 
cation has  been  made  for  a  patent,  has  always  insisted  upon  it 
(and  it  is  in  the  ordinary  form  of  a  patent  now-a-days)  that  there 
shall  be  a  condition  inserted,  that  unless  he  enrols  the  specifi- 
cation ascertaining  the  discovery,  that  the  patent  itself  shall  be 
void :  and  therefore  it  is  an  important  question  raised  on  this  re- 
cord, whether  such  specification  has  been  enrolled  or  not. 

Now,  I  understand  the  objections  to  the  specification  to  be 
these  three.     First  of  all,  is  the  specification  clear  and  intel- 
ligible, or  does  it  leave  a  doubt  on  the  mind  of  any  person  com- 
petent to  understand  it  as  to  the  mode  in  which  the  invention  is 
afterwards  to  be  worked  ?  and  it  is  instanced  in  this  particular 
case  more  than  in  any  other  by  one  objection  that  is  made,  viz. 
that  in  describing  the  proportions  of  the  copper  and  the  zinc,  it  uncertainty  as 
is  left  uncertain   upon   the  face  of  the  specification,  whether  to  what  quanti- 
those  quantities  are  to  be  taken  with  reference  to  the  measured  ed'fatS  toT  ' 
quantities  that  are  cast  in  common  into  the  fusing  pot,  or  whether  specification, 
they  mean  to  specify  that  which  will  be  the  result  and  aggregate 
of  the  two  combined  together  when  it  is  taken  out. 

A  very  proper  objection,  and  if  it  creates  in  the  mind  of  a  work- 
man any  degree  of  doubt  which  was  intended,  it  would  be  a  fatal 
one  to  the  specification.  Because  people  are  not  to  go  on  and 
make  experiments  afterwards,  at  a  great  expense  to  themselves, 
which  shall  turn  out  to  be  bootless  and  fruitless ;  but  they  rely 
on  an  honest,  and  open,  and  candid  exposition  by  the  patentee, 
of  everything  that  is  necessary  for  the  easy  and  certain  procure- 
ment of  the  commodity,  for  which  the  patent  was  granted.  That 
is  a  question  upon  the  evidence. 

First  of  all,  there  have  been  several  questions  asked  of  wit- 
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inihe  Common  nesses  on  the  part  of  the  plaintiff,  they  have  had  the  specifiication 
Feb.  i844.  put  into  their  han^s,  and  that  which  is  the  usual  question  in 
these  cases  has  been  asked  of  them,  namely,  they  have  been 
asked,  whether  a  competent  workman,  looking  at  this  specifica- 
tion, could,  by  his  own  skill  and  understanding  of  it,  produce  the 
result  which  is  the  subject  of  the  patent? 

Why,  those  persons  who  have  had  it  put  into  their  hands  say 
they  feel  certain  that  a  man  might  do  it  with  ease — one  man  says 
there  is  no  difficulty  in  making  the  composition  from  this  de- 
scription— others  say  that  they  have  read  it  through,  and  that 
they  perfectly  understand  it — and  I  do  not  find  any  person  who 
has  been  called  on  the  part  of  the  defendants,  distinctly  say  that 
he  cannot  make  the  compound  here  descril)ed  from  the  specifica- 
tion. And  therefore  that  which  is  generally  the  objection  that 
is  made,  would  not  prevail  here.  But  there  is  a  further  objection 
made,  pointed  to  one  particular  part  of  the  specification,  and 
that  is,  that  the  plaintiff  has  given  certain  limits  within  which 
he  says  the  patent  can  be  carried  into  effect.  The  invention 
may  be  made  by  different  proportions  within  certain  limits,  to 
which  I  shall  now  call  your  attention.  And  they  say  upon  the 
evidence  of  Mr.  Prosser,  who  is  one  of  the  witnesses  called  by 
the  plaintiff,  that  the  invention  cannot  be  made  in  one  or  two  of 
the  different  proportions  of  zinc  and  copper  which  are  here  spe- 
cified. If  such  is  the  fact,  if,  upon  reading  this,  that  which  the 
witness  has  said  has  shown  that  the  specification  is  not  only  dif- 
ficult to  understand,  but  is  actually  feilse  and  incorrect  in  that 
False  BUtement  particular,  there  would  be  an  end  at  once  of  the  patent,  because 
u  to  quanti.     ^fYiexi  the  plaintiff  takes  upon  him  to  say  that  he  melts  copper 

ties  or  proper-  ■  ,         *  ,      '  '  ■ 

ties  faul  to  and  zinc  of  the  qualities  referred  to  in  the  usual  manner,  ^  in 
specificatioQ.  j^y  proportions  between  50  per  cent,  of  copper  to  50  per  cent 
of  zinc,  and  63  per  cent,  of  copper  to  37  per  cent,  of  zinc,  both 
of  which  extremes,  and  all  intermediate  proportions,  will  roll 
at  a  red  heat;"  if  it  is  found  out  the  two  extremes  would  not 
do  that  which  he  here  specifies  they  will  do,  that  would  be  a 
statement  of  a  property  belonging  to  his  discovery  which  it  did 
not  really  possess.  That  would  only  have  the  effect  of  forcing 
persons  to  make  different  experiments  in  a  way  in  which  they 
must  afterwards  be  defeated,  and  would  in  short  be  exactly  the 
contradiction  to  that  object  and  intention  of  the  condition,  which 
was  that  all  should  be  certain,  true,  and  intelligible.  Now  I  call 
your  attention  to  that  evidence  of  Prosser,  and  then  you  must 
ask  yourselves,  whether  he  has  made  out  or  not  that  there  is  that 
mis-statement  in  the  terms  of  the  specification. 

Prosser,  when  called,  underwent  a  long  examination,  and 
stated,  you  know,  that  he  made  a  scale  in  which  40  was  the 
fixed  quantity  of  zinc  he  employed;  and  then  he  varies  the 
quantity  of  copper  in  which,  when  reduced  to  the  hundredth 
scale,  in  which  the  plaintiff  has  framed  his  specification^  agrees 
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in  the  limits  with  those  tenns.  When  he  coines  to  the  last  one,  Summwg  vp. 
I  think  he  was  asked  this  question,  '*  I  should  say  the  experi- 
ment 40  to  50  of  copper  with  my  sixth  experiment — ^which  was  55  ^ 
to  44  ^»  according  to  the  plaintiff's  scale — I  should  say  it  is  of  no 
use  at  all  for  sheathing.  It  is  perfectly  useless  in  more  respects 
than  one.''  What  he  says  is»  '^  It  does  not  corrode  enough. 
It  is  too  hard)  it  is  too  brittle,  it  would  roll  at  a  red  heat  and  at 
a  cold  heat."  Then  he  goes  to  some  others,  ^'  47  of  zinc,  53  of 
copper,  this  would  corrode  less  than  the  last  mentioned  and  be 
more  brittle,  48  zinc  and  52  copper  still  more,  quite  useless  for 
sheathing.  I  do  not  think  it  could  be  put  on  a  vessel  on  account  of 
its  being  brittle.''  What  he  says  of  all  this  is,  that  it  would  roll 
at  a  red  heat.  Now  the  question  is,  whether  looking  at  this 
specification,  more  is  meant  or  intended  by  the  expression  in  it 
when  he  is  giving  these  quantities,  than  that  it  shall  be  a  metal 
that  will  roll  at  a  red  heat.  This  is  what  he  says:  '^  I  melt  them 
together  in  the  usual  manner  in  any  proportions  between  50  per 
cent,  of  copper  to  50  per  cent,  of  zinc,  and  63  per  cent,  of  copper 
to  37  per  cent,  of  zinc,  both  of  which  extremes  and  all  inter- 
mediate proportions" — ^he  does  not  say  will  oxydate  sufficiently* 
or  will  make  sheathing  for  a  ship,  but  ''will  roll  at  a  red 
heat  f*  and  then  he  goes  on  to  say,  as  to  the  other  quality  which 
this  is  to  possess,  "  but  as  too  large  a  proportion  of  copper  in- 
creases the  difficulty  of  working  the  metal,  and  too  large  a  pro- 
portion of  zinc  renders  the  metal  too  hard  when  cold,  and  not 
sufficiently  liable  to  oxydation  to  effect  in  the  best  manner  the 
intended  purpose,  I  prefer  the  alloy  to  consist  of  about  60  per 
cent,  of  copper  to  40  per  cent,  of  zinc'*. 

Therefore,  understanding  the  specification  in  that  way,  the  ques- 
tion (the  only  question  of  fact  that  you  can  determine  upon  this)  is, 
whether  this  account  which  his  own  witness  gives  of  it  has  falsified 
the  statement  in  the  specification.  If  that  statement  had  been 
distinctly  that  the  lower  mixture  of  the  lower  compound — ^the 
extreme — ^would  have  been  sufficient  for  the  sheathing  of  ships, 
both  in  respect  of  oxydation  and  rolling  hot,  I  should  have 
thought  then  that  the  specification  was  a  bad  one,  and  would 
have  avoided  the  patent.  But  you  must  say  for  yourselves, 
whether  you  are  satisfied  that  all  that  was  described  here  was, 
that  it  would  roll  at  a  red  heat,  and  at  the  intermediate  states ; 
whether,  in  point  of  fact,  it  would  roll  at  a  red  heat. 

Taking  the  whole  of  this  together  it  appears  to  me,  according 
to  the  judgment  I  form  upon  it  at  present,  it  is  confined  to  an 
Undertaking  or  condition,  that  within  those  limits  it  shall  roll  at 
a  red  heat;  it  is  left  open  as  to  oxydation  by  that  which  follows, 
leaving  it  a  litde  to  the  discretion  of  the  parties;  when  he  uses 
these  words,  ''  will  roll  at  a  red  heat,''  all  he  undertakes  to  say 
is,  that  the  compound  metal  in  these  proportions,  and  within 
those  limits,  shall  roll  at  a^ed  heat,  which  it  is  admitted  to  do; 
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PA^  ^""'"'^  that  compound,   it  is  admitted,  is  capable  of  being  rolled  at  a 

Feb.  1844.       red  heat. 

The  only  further  objection  is,  that  hot  rolling  is  made  an 

^^*»"|  *»<^o*  essential  part  of  the  plaintiff's  invention,  and  is  not  new,  inas- 

new.  much  as  that  is  pointed  out  in  Collinses  specification,  and  has 

also  been  carried  into  practice — that  that  renders  the  patent  void. 
I  cannot  understand  that  if  the  invention  consists  of  varioiu 
parts — that  is,  of  the  compound  of  the  plates,  and  he  states, 
as  he  goes  along,  that  it  is  an  advantage  that  it  will  roll  hot— 
and  the  subject  of  it  is,  that  it  shall  make  an  alloy  for  sheath- 
ing— ^the  rolUng  of  it  hot,  that  being  known  before^  will  bva- 
lidate  the  patent.     I  cannot  think  that  it  will  do  so. 

The  main  point  you  will  have  to  consider  is,  first,  whether  there 
has  been  an  infringement  or  not;  and  I  think  the  only  other 
point  is,  whether  upon  CoUins's  patent  you  are  satisfied  that  this 
was  or  was  not  a  new  invention,  and  the  plaintiff  the  first  and 
true  inventor;  these  seem  to  be  the  only  material  facts  for  yoa 
to  consider,  and  the  rest  is  matter  of  law. 

Verdict  for  the  plaintiff  (t). 


(i)  Bill  of  ExeepOotu.  —  Exceptions  were 
Uken  to  several  portions  of  the  direction  of  the 
Lord  Chief  Justice  in  the  above  summing  up ; 
but  the  litigation  was  compromised.  The  main 
points  invoWed  in  such  exceptions  were  as  follows. 

1.  That  rolling  hot  was  an  essential  part  of  the 
invention  claimed,  and  that  such  rolling  hot  being 
old  the  patent  was  invalid. 

2.  That  the  part  of  the  specification  relating  to 
the  proportions  is  not  confined  to  an  undertaking 
or  condition,  that  the  metals  may  be  rolled  hot  in 
those  proportions ;  but  is  also  an  undertaking  or 
condition  that  a  mixture  in  any  of  those  propor- 
tions would  attain  the  purpose  of  the  patent. 

3.  That  the  specification  is  bad,  if  each  and 
every  of  the  proportions  named  will  not  answer 
each  and  every  of  the  conditions  in  every  parti- 
cular. 

4.  That  the  specification  is  bad  for  uncertainty, 
as  to  whether  the  proportions  were  of  the  metals 
as  originally  mixed,  or  as  they  were  to  be  found 
in  the  compound ;  the  loss  of  sine  from  evapora.> 
tion  being  considerable. 

5.  That  if  best  selected  copper,  or  copper  of 
equal  quality*  was  known  at  the  date  of  Collins's 
patent,  the  specification  of  that  patent  must  be 
taken  to  include  copper  of  such  equality. 

6.  That  if  the  same  combination  as  the  plain- 
tiflTs  existed,  before  the  date  of  his  patent,  for  any 
purpose,  the  discovery  of  any  hidden  quality,  or 
the  application  of  such  sheets  to  a  new  purpose, 
as  the  sheathing  of  ships,  by  reason  of  the  disco- 
very of  such  quality,  was  not  the  subject  of  letters 
patent. 

7.  That  the  specification  was  confined  to  **  best 
selected  copper    and  "  foreign  zinc,"  and  did  not 


mean  copper  and  zinc  of  equal  or  like  qualities 
thereto. 

8.  That  if  best  selected  copper  was  nutde  by 
separation,  as  described  by  the  witnesses,  the 
making  of  the  plates  by  the  nse  of  cake  copper 
could  not  be  an  infringement  of  the  patent. 

9.  That  the  plaintiff's  patent  was  merely  &r 
the  application  of  certain  plates,  and  not  for  my 
manner  of  manufacture  of  such  pliOes. 

10.  That  the  application  of  metal  plates  knoini 
in  the  market,  to  the  purposes  described  in  the 
specification,  was  not  the  subject  of  letters  patent. 

The  bill  of  exceptions  was  not  signed  Dy  the 
learned  judge,  and  I  believe  never  finally  settled 
between  the  parties,  an  arrangement  having  been 
come  to  shortly  after  the  verdict  between  &lr, 
Muntz  and  the  principal  copper  smelters,  whereby 
an  end  was  put  to  all  litigation.  See  poH^  114 
and  118. 

These  exceptions  are  directed  to  the  three  fol- 
lowing points :  1.  The  suffidency  of  the  speci- 
fication. 2.  The  effect  of  a  prior  specificatioB. 
3.  The  subject-matter  of  the  letters  patent. 

The  first  (the  sufficiency  of  the  spedficatioB) 
involves  questions  of  law  and  of  fact,  rally  advert- 
ed to  in  tne  observations  of  the  learned  judfe,  and 
which  present  no  feature  of  peculiarity,  bemg  the 
same,  or  substantially  the  same,  as  have  been 


given  by  other  learned  judges  in  other  eases.  See 
R.  V.  Arkwright,  1  Pat.  C.  66;  Maryan  v.  &»- 
man.  Ibid.  174;  Neiltony.  Harford,  Ibid.  371, 
&c.,  &c. 

But  the  other  two  questions  give  rise  to  some 
important  considerations,  and  may  be  advanta- 
geously compared  with  other  cases.  See  soitf, 
122. 
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Re  MuNTz's  Patent. 

Cor.  Lord  Brougham;    Lord  Langdale;  Dr.  Lnshington;   the 

Right  Hon.  T.  Pembertan  Leigh.  in  the  Privy 

^  ^  Council,  1846. 

June  15,  20,  and  July  25,  31. 

The  petition,  after  the  usual  allegations  of  the  invention  by  Petition. 
the  petitioner,  the  grant  of  the  several  letters  patent,  and  the 
enrolment  of  the  specifications,  stated  that  previous  to  his  inven- 
tion the  only  material  used  for  sheathing  vessels  was  copper, 
and  that  experiments  had  been  made  during  forty  years,  by  Sir 
Humphrey  Davy  and  others,  to  discover  a  cheaper  substitute,  but 
without  success.  That  the  petitioner,  after  many  experiments  ^^"g'no''***^- 
with  metals  and  mixtures  of  salt  and  water,  discovered  the  cause 
of  the  previous  failures,  and  having  overcome  the  chemical  and 
manufacturing  difficulties,  and  obtained  the  letters  patent,  pro- 
ceeded to  put  the  invention  in  practice,  first  by  himself,  and 
afterwards  in  partnership  with  Messrs.  Greenfell — the  particulars 
of  which,  and  of  subsequent  disputes  and  settlement  thereof,  were 
stated. 

That  the  attempt  to  roll  the  mixture  hot  was  treated  with  Difficulties  of 
ridicule,  and  that  the  petitioner  was  compelled  to  give  his  con-  ™*""  *cture. 
stant  personal  attention,  and  to  insist  upon  the  metal  being  so 
rolled,  in  order  to  convince  the  men  that  the  operation  could  be 
performed ;  and  although  the  operation  required  care  and  skill, 
inasmuch  as  the  metal  could  be  rolled  and  was  ductile  at  a 
certain  degree  of  heat,  but  if  allowed  to  cool  beyond  a  certain 
point  it  cracked  and  split,  the  workmen,  after  practice,  were 
enabled  to  perform  the  operation  with  fjEicility.  That  in  addition 
to  the  constant  personal  attention  to  the  manufacture,  the  peti- 
tioner was  obliged  to  incur  great  expense  in  attending  his  works, 
and  in  purchasing  machinery  and  metal  for  the  purpose,  and  in 
providing,  at  a  salary,  a  substitute  for  his  own  superintendence 
of  his  other  business. 

That  from  the  suspicions  entertained  of  the  metal  not  answer-  .l>>fficalty  of 

1  ,.       ,  .  11-1  introducing  the 

mg,  the  petitioner  was  obliged  to  give  away  or  to  sell  without  invention, 
profit  to  shipowners  large  quantities,  to  induce  them  to  test  its 
quality,  and  the  invention  being  of  the  nature  that  its  merits 
could  not  be  ascertained  until  after  the  expiration  of  long  voyages 
to  various  places  and  under  various  circumstances,  shipowners 
were  extremely  reluctant  to  incur  the  risk  necessary  for  that 
purpose ;  that  from  these  and  other  causes  the  progress  of  the 
invention  was  slow,  and  these  difficulties  were  increased  by  the 
loss  at  sea  of  about  a  third  of  the  few  vessels  sheathed  during 
the  first  year. 

That  the  copper  trade  of  the  kingdom  is  in  the  hands  of  a  few 
persons  of  considerable  wealth  and  influence,  who  decried  and 

VOL.  11.  Q 
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In  the  Privy 
Council,  1846. 


ObJecium$. 


opposed  the  new  metal^  and  the  failure  of  many  proposed  sub- 
stitutes for  copper  in  the  sheathing  of  vessels  operated  greatlf 
to  the  prejudice  of  the  petitioner. 

The  petition  then  set  forth  various  particulars  connected  with 
the  partnership  with  Messrs.  Grenfell^and  the  subsequent  litiga- 
tion with  them,  and  Messrs.  Vivian,  and  Messrs.  Williams, 
Foster,  and  Co.,  for  infringements,  and  the  agreements  entered 
into  with  several  firms  in  the  trade  to  secure  to  him  a  royaltj  of 
21.  a  ton  for  the  metal,  subject  to  certain  regulations  and 
restrictions,  and  to  release  himself  from  the  difficulty  of  obtun- 
ing  an  adequate  supply  of  copper,  which  was  in  few  hands. 

The  petition  further  stated,  that  the  metal  had  not  yet  been 
used  for  her  Majesty's  navy,  though  the  demand  now  exceeded 
5000  tons  per  annum  for  the  mercantile  marine ;  that  the  use  of 
5000  tons  per  annum  would  effect  a  saving  at  the  present  price 
of  the  metal,  as  compared  with  the  price  of  copper  before  the 
invention,  of  100,000/.  per  annum,  without  taking  into  account 
the  greater  durability  of  the  metal. 

That  the  profit  derived  by  petitioner  from  all  the  patents  did 
not  exceed  70,000/.,  from  which  amount  large  deductions  must 
be  made  for  outlay  and  unavoidable  expenses,  and  that  great  loss 
had  occurred  indirectly  by  reason  of  the  numerous  infringements 
and  litigations. 

Notice  was  given  of  the  following  grounds  of  objections. 

That  the  petitioner  had  received  ample  remuneration  for  his 
outlay  of  capital,  and  for  any  merit  which  might  be  due  to  or  risk 
incurred  by  him.  That  the  capital  employed  in  the  introduction 
of  the  invention  was  not  the  capital  of  the  petitioner,  but  of 
Messrs.  Grenfell  and  others,  associated  in  partnership  with  him. 
That  the  petition  did  not  state  in  what  the  invention  consisted; 
that  the  specification  is  ambiguous  and  uncertain,  and  so  far  as 
the  manner  of  carrying  out  the  invention  can  be  ascert^ned 
from  the  specification,  it  differs  in  no  material  respect  from  that 
described  in  the  specification  of  Collins,  to  whom  the  merit  of 
the  invention  of  metal  plates  for  sheathing  of  a  compound  of 
zinc  and  copper  which  would  roll  at  a  red  heat  was  due. 

That  the  petitioner,  in  the  affidavits  made  in  the  Chancery 
suits,  had  on  different  occasions  defined  his  invention  to  consist 
in  the  peculiar  compound  and  proportions  of  zinc  and  copper — 
in  the  use  of  a  certain  quality  of  copper — ^the  rolling  of  such 
compound  in  a  heated  state — the  application  of  such  compound 
to  sheathing ;  whereas  some  of  the  particulars  were  well  known 
long  before  1832,  and  others  are  not  the  subject  of  letters 
patent. 

That  the  petitioner  could  have  had  no  difficulty  in  getting  a 
supply  of  copper,  on  paying  a  fair  market  price  for  it.  That  the 
invention  is  not  described  in  the  specification  in  such  manner  as 
fully  to  communicate  to  the  public  a  method  of  carrying  out  the 
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invention  successfully.  That  the  petitioner  was  not  able  to  Ol^fections. 
manufacture  serviceable  sheathing  until  long  after  the  enrolment 
of  the  specification^  and  had  the  invention  been  properly  com- 
municated in  the  specification^  the  difficulties  alleged  to  have 
been  encountered,  and  the  expenses  incurred  by  the  petitioner, 
would  have  been  in  great  measure  avoided. 

That  the  petitioner  had  harassed  the  defendants  in  the  several 
suits  and  actions,  and  compromised  the  same  before  final  adju- 
dication on  the  validity  of  the  patent,  and  by  means  of  such 
compromises  had  kept  up  an  appearance  with  the  public  of  pos- 
sessing valid  letters  patent,  and  entered  into  combinations  and 
arrangements  detrimental  to  the  public,  but  highly  advantageous 
to  the  petitioner  and  the  parties  concerned  therein.  That  the 
petitioner,  by  various  expedients,  had  practically  excluded  others 
from  practising  a  manufacture  which  was  public  property,  and 
it  was  not  expedient  to  extend  the  monopoly  granted  by  the 
letters  patent. 

Sir  F.  Kelly,  S.  G.;  Sir  T.  WUde ;  M.  D.  fli»,  GI.C.,  and 
Cdwiinffj  were  in  support  of  the  petition  ;  and 

Bethelly  Q.  C. ;  Knowles,  Q.  C. ;  Channell,  Serjt.,  and  Webster, 
in  support  of  the  opposition. 

6.  Faulkner,  solicitor  to  the  petitioner.  I  produce  the  papers 
containing  tlie  advertisements,  and  the  letters  patent  sought  to 
be  extended,  and  the  specifications.  The  total  sum  received  as 
costs  and  damages  in  the  litigation  with  different  parties  was 
9,000/.  and  the  petitioner's  costs  8,400/.;  there  had  been  seven 
bills  filed,  and  six  actions,  and  a  scire  facias  (A). 

Daniel  Partridge,  thirty-three  years  in  the  petitioner's  employ. 
Shortly  prior  to  1832  a  very  pure  species  of  copper,  such  as  I 
never  saw  before,  called  ^^  best  selected  copper,''  came  into  the 
market.  Mr.  Muntz,  during  several  months,  made  various  mix- 
tares  of  it  and  of  zinc ;  it  was  rolled  hot ;  before  that  I  had 
never  known  a  mixture  of  zinc  and  copper  that  would  roll  hot ; 
brass  would  not  roll  hot ;  it  would  crumble  in  the  process — it  is 
rolled  cold.  I  remember  large  sheets  being  made  by  Mr.  Muntz 
for  the  purpose  of  ascertaining  whether  it  could  be  used  for 
sheathing.  He  subjected  difi*erent  mixtures  of  zinc  and  copper 
to  different  mixtures  of  salt  and  water ;  Mr.  Muntz  produced 
the  plates  each  numbered.  I  did  not  know  the  mixture — ^that 
was  in  his  own  breast.  The  object  was  to  find  a  mixture  that 
would  oxydate  properly  and  roll  hot :  upwards  of  200  experi- 
ments were  tried.  Mr.  Muntz  had  the  greatest  difnculLy  with 
his  own  men ;  they  would  not  believe  the  possibility  of  rolling 
hot ;  every  species  of  ridicule  was  thrown  on  the  attempt  to 


{k)  Sec  the  preceding  pages  for  a  report  of  the  more  iroportaot  proceedings.     The  final  result  of 
■11  was  favourable  to  the  petitioner. 
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jn  the  Privy    roll  such  mixtures  hot,  until  the  experiments  had  been  persisted 
Council,  1846.  ^^  ^^^  j^  ^^  found  to  answer.     Some  time  after  the  patent  was 
taken  out  Mr.  Muntz  left  to  go  to  superintend  the  business  in 
Wales. 

Thomas  Stanton^  for  thirty  years  clerk  in  Mr.  Munts^s  roUuig 
mill.  We  found  60  copper  and  40  sine  to  be  the  best  propor- 
tions. Before  the  introduction  of  best  selected  copper  I  had 
known  of  bean  shot,  and  best  strip  copper,  in  the  market ;  they 
were  considered  better  than  cake  and  tile  copper,  and  used  as 
such  for  general  purposes.  I  never  knew  of  brass  being  made 
in  the  proportions  of  60  copper  and  40  zinc :  I  never  saw  any 
brass  that  was  roUed  hot. 

James  Marriotty  a  merchant  in  the  city,  and  for  twelve  yesis 
agent  for  the  sale  of  Muntz's  sheathing.  I  have  examined  vessels 
which  have  arrived  from  all  parts  of  the  world  sheathed  with 
Mr.  Muntz's  metal ;  its  use  has  increased  rapidly  of  late  yean. 
I  have  examined  vessels  sheathed  with  metal  with  vessds 
sheathed  with  copper ;  the  former  arrive  home  in  the  best  state; 
they  show  less  oxydation,  but  the  oxydation  is  sufficient  to  keep 
the  bottoms  dean;  there  is  no  other  sheathing  in  successful 
use  except  Muntz's  metal  and  copper.  The  difference  of  price 
between  Muntz's  metal  and  copper  is  2d,  per  lb.  or  18/.  6«.  8d 
per  ton ;  the  weight  of  the  return  or  stripped  metal  is  greater  dian 
from  copper ;  it  returns  half  as  much  more  on  the  same  length  of 
service;  the  copper  wears  faster;  no  barnacles  adhere  except 
under  circumstances  in  which  copper  would  have  bamades. 

The  merchants  and  shipowners  were  all  prejudiced  against  it  as 
an  absurd  novelty,  and  it  was  only  by  obtaining  permission  to 
nail  sheets  occasionally  on  vessels  that  we  did  get  it  used  at  all; 
they  would  not  permit  a  whole  vessel  to  be  covered  at  first; 
sometimes  only  one  sheet  and  sometimes  more,  which  we  gave 
them ;  it  was  asked  and  allowed  as  a  favour ;  we  watched  the 
experiments  closely,  and  the  result  was  satisfactory ;  the  single 
sheets  nailed  over  the  copper  were  not  a  fair  criterion ;  we  were 
not  aware  at  the  time  of  the  action  that  would  ensue  between 
the  copper  and  the  metal  sheathing.  The  first  vessel  wholly 
sheathed  was  a  steamer,  in  1833,  trading  to  the  home  ports;  the 
sheathing  was  supplied  at  reduced,  below  the  cost,  price;  ve 
sheathed  3  vessek  in  1833;  20  in  1834;  27  in  1835;  48  in 
1836;  55  in  1837;  107  in  1838;  157  in  1839;  223  in  1840; 
231  in  1841 ;  238  in  1842 ;  257  in  1843 ;  400  in  1844,  and  298 
in  1845,  when  the  licensed  metal  came  in,  which  took  part  of  onr 
trade.  We  had  a  serious  check  at  one  time  from  a  supply  of 
bad  metal ;  some  vessels  that  had  been  sheathed  therewidi  were 
stripped  entirely. 

We  guaranteed  that  the  metal  would  wear  better  than  copper; 
we  guaranteed  three  East  India  voyages ;  the  guarantee  for 
copper  at  that  time  was  never  beyond  turn  such  voyages;  Mr. 
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Munte's  instructions  were  ^^  do  whatever  is  necessary  to  give  Evidence, 
the  metal  fair  play/' 

We  were  obliged  to  have  a  large  stock  of  metal  on  hand^  and 
agents  at  the  different  ports ;  the  liability  on  metal  afloat  in  the 
last  three  years  as  stated  in  the  accounts  is  690,638/. :  we  were 
obliged  to  give  the  guarantee,  we  could  not  have  got  possession 
of  the  market  without  it 

After  the  expiration  of  the  patent,  Mr.  Muntz  would  have  a 
preference  over  other  manufacturers,  but  he  would  be  subject  to 
the  competition  of  the  copper  manufacturers,  who  have  the 
copper  in  their  own  hands ;  they  now  make  half  the  sheathing. 

J.  T.  CoopeTf  a  professional  and  practical  chemist  for  more 
than  thirty  years.  I  know  the  article  called  best  selected  copper, 
it  is  an  extremely  pure  copper,  obtained  by  a  process  of  separa- 
tion at  an  early  stage  of  the  melting  process.  I  was  aware  of 
Sir  Humphry  Davy's  experiments  for  preventing  the  oxyda- 
tion  of  the  copper ;  if  you  keep  the  copper  too  clean  the  barnacles 
adhere ;  the  obtaining  the  proper  amount  of  oxydation  and  the 
proper  proportions  for  working  easily  was  a  difficult  matter; 
brass  will  not  roll  hot ;  a  very  pure  copper  is  essential  to  Mr. 
Mantz's  invention ;  the  foreign  copper  of  Sweden  would  be  too 
expensive ;  the  zinc  or  spelter  must  also  be  very  pure.  I  am 
aware  of  Collins's  specification,  but  his  proportions  are  different. 
The  merit  of  the  invention  consists  in  the  precise  proportions, 
coupled  with  the  rolling  hot  a^d  the  oxydation  at  a  certain  rate. 
I  have  not  been  able  to  find  out  any  better  proportions  than  60 
to  40. 

P.  N.  Johfuony  assay-master.  I  have  had  thirty-five  years'  expe- 
rience in  assaying  metals,  and  am  acquainted  with  Mr.  Muntz's 
invention  ;  it  would  require  great  diligence  and  skill  to  ascertain 
the  precise  proportions  to  produce  the  combined  effect,  which 
would  depend  on  the  quality  of  the  copper  and  of  the  spelter.  I 
am  acquainted  with  the  causes  of  corrosions  of  the  sheathing  of 
vessels ;  the^roportions  and  quality  are  both  material.  I  have 
known  Swe(Ush  copper  and  bean  copper  for  many  years ;  the 
latter  is  nearly  as  pure  as  best  selected,  perhaps  ^  per  cent,  dif- 
ference ;  it  would  combine  with  zinc  in  the  same  way ;  a  small 
difference  in  the  amount  of  alloy  would  make  a  great  difference 
in  the  galvanic  action. 

R.  ProsBer,  a  civil  engineer.  I  have  worked  with  the  pro- 
portions mentioned  in  Mr.  Muntz's  specification;  the  mixtures 
all  roll  at  a  red  heat ;  the  proportions  of  60  and  40  are  best  for 
sheathing.  I  am  acquainted  with  the  coppers  of  commerce ;  the 
quality  of  bean  copper  depends  on  the  purity  of  the  copper  from 
which  it  is  made ;  it  was  made  in  small  or  large  beans  by  drop- 
ping it  in  the  water  when  in  a  melted  state.  No  work  that  I  am 
aware  of  contained  any  account  of  best  selected  copper  prior  to 
1823;  a  person  taking  copper  as  known  in  1800,  in  the  same 
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In  thB  Privy     proportions,  would  not  baye  produced  the  same  result  as  Mr. 

'       '  Muntz ;  the  copper  of  commerce  of  that  date  was  different  from 

the  present ;  the  introduction  of  foreign  sine  gave  a  very  pure 

metal.     I  should  understand  by  the  terms  copper  and  zinc  in  a 

specification  the  ordinary  copper  and  zinc  of  commerce. 

Money  IVigram,  a  shipowner  and  ship-builder.  Previous  to 
Mr.  Muntz's  invention  I  had  known  of  no  substitute  for  copper 
sheathing ;  I  required  a  guarantee,  that  the  metal  would  last  as 
long  as  copper,  before  adopting  it :  we  began  with  one  or  two 
vessels  about  1834,  and  went  on  progressively ;  we  put  42  cwt. 
2  qrs.  of  yellow  metal  on  one  side,  and  44  cwt.  and  28lb6  of 
copper  on  the  other  side  of  a  vessel;  that  was  in  18S6;  the 
vessel  was  stripped  in  1840  ;  the  return  was  80  cwt.  3  qrs.  27lbs. 
of  yellow  metal,  and  24  cwt.  24lbs.  of  copper ;  the  saving  firom 
October  1836  to  May  1840,  was  from  17  to  20  per  cent,  in 
favour  of  the  yellow  metal.  The  vessel  had  been  to  the  Soutfa 
Sea  Fishery ;  after  that  we  have  adopted  it  generally  for  vessels 
to  the  East  Indies  and  South  Seas ;  since  1840  we  have  not  re- 
quired a  guarantee. 

O.  F.  Yaungy  a  ship-builder  and  shipowner  for  30  years.  We 
tried  Vivian's  bronze — ^it  was  too  expensive ;  no  sheathing  has 
answered  commercially  but  copper  and  Muntz's ;  there  was  a 
strong  feeling  against  Muntz's  sheathing ;  its  progress  at  first 
was  slow;  it  has  now  gone  far  towards  superseding  copper ; 
it  is  not  yet  adopted  in  the  Royal  Navy ;  improvements  make 
slow  progress  in  that  department.  When  I  first  saw  MnntK'a 
metal,  I  required  a  guarantee ;  and  I  give  one  frequently  on 
selling  Muntz's  metal ;  I  purchase  that  metal  from  Mr.  Muntz, 
and  resell  it  in  the  market,  and  give  a  guarantee  for  given 
durability  and  wear  to  those  who  require  it. 

R.  NevUle,  copper  smelter  in  South  Wales.    That  business 
is  in  the  hands  of  a  limited  number  of  firms ;  the  quantity  of 
best  selected  copper  that  can  be  made,  depends  on  the  aggregate 
quantity  of  copper  made  at  each  establishment;   we  cannot 
obtain  best  selected  copper  of  a  proper  quality  beyond  a  cer- 
tain proportion  :  it  is  not  necessary  to  obtain  that  for  the  ordi- 
nary purposes  of  our  business;  the  process  of  making  best 
selected  is  distinct  from  the  ordinary  process ;  Mr.  Muntz  ex- 
perienced opposition  from  certain  copper  smelters  ;  before  the 
arrangement  by  which  the  law  suits  were  terminated,  our  house 
supplied  him  almost  exclusively;    he  has  told  us,  that  the 
securing  a  proper  supply  of  the  best  selected  copper  was  a  strong 
reason  for  entering  into  that  arrangement ;  the  making  of  best 
selected  copper  required  great  care,  especially  for  the  purpose  of 
Mr.  Muntz's  manufacture ;   considerable  quantities  have  been 
returned;  if  the  manufacture  became  open  to  general  competition 
with  the  copper  smelters,  I  do  not  think  the  public,  considering 
the  care  which  is  necessary  for  the  production  of  the  particular 
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quality  of  the  best  selected  copper,  would  be  as  well  supplied  as  Evidence, 
hitherto. 

Several  witnesses  were  called  upon  the  accounts,  and  the  Accounu  and 
general  conduct  of  the  metal  business,  and  the  allowances  which  P'°^*** 
ought  to  be  made  in  respect  of  manufacturer's,  as  distinguished 
from  patentee's  profit ;  the  nature  of  which  will  appear  from  the 
judgment. 

Lord  Brougham  : — It  has  appeared  to  us  throughout  the  •'«<^^»>««^- 
whole  of  this  long  but  not  uninteresting  case — a  case  certainly 
of  very  great  importance  to  the  parties,  and  of  some  importance 
to  the  public — that  upon  one  or  two  points  there  can  be  no 
doubt  whatever.  The  first  of  these  is  the  great  usefulness  of  the 
invention;  and  one  can  hardly  imagine  a  precise  method  of 
manipulating  metals,  or  manipulating  any  substance  used  in 
manufacture,  of  more  importance  than  a  method  which  shall 
save  the  copper  sheathing  of  our  vessels, numeroiis  and  valuable  as 
they  and  the  produce  and  the  merchandize  which  they  convey  are 
— shall  save  that  copper  sheathing,  an  expensive  article,  from  rust, 
from  corrosion,  and  yet  not  expose  it  to  that  danger  to  which  it 
was  exposed,  which  amounted  indeed  to  a  certainty  until  the 
ingenious  and  beautiful  discovery  of  the  late  Sir  Humphry  Davy,  Object  to  pre- 
and  which,  although  it  perfectly  succeeded  in  preventing  the  ™^  oxidation, 
rusting  and  corrosion,  yet  succeeded  too  well,  for  it  made  the 
surface  of  the  copper  sheathing,  or  put  it  in  under  such  con- 
ditions, as  to  occasion  a  mass  of  barnacles  to  be  collected,  which 
really  impeded  the  way  of  the  vessel ;  consequently,  that  was  no 
sooner  found  to  be  the  result  of  Sir  Humphry  Davy's  dis- 
covery than  it  was  abandoned.  To  this  the  remedy  has  been 
applied  by  the  labour,  ingenuity  and  skill  of  Mr.  Muntz,  who 
has  apparently  succeeded  completely  in  remedying  that  defect, 
and  by  the  results  of  a  variety  of  experiments,  skilfully  and  la- 
boriously conducted,  has  found  just  that  proper  point  at  which 
the  mixture  of  the  two  component  parts  of  copper  and  of 
zinc  shall  be  adjusted,  so  as  to  make  the  compound  to  rust  neither 
too  much  nor  too  little,  with  a  view  to  the  accretion  of  the  bar- 
nacles, but  to  keep  it  perfectly  clean,  so  as  at  once  to  prevent 
the  accretion  of  the  barnacles  which  was  attained  under  Sir 
Humphry  Davy's  process  for  preventing  rust.  This  is  enough 
to  show  that  a  most  useful  and  meritorious  invention  has  been 
made  by  the  labour  and  ingenuity  of  Mr.  Muntz ;  and  it  is 
nothing  to  say,  as  it  has  been  attempted  sometimes  to  be  said, 
that  it  is  so  simple  a  process  that  there  is  little  merit  in  it ; 
for  in  our  apprehension,  the  simplicity,  very  far  from  detracting  Thesimplicitj 
from,  greatly  increases,  the  value  of  such  an  invention.     Some  of  °^  *°  invention 

.1  .  .  .  11  1  jii"">  clement  of 

the  most  important  inventions  that  have  been  made  by  the  iu  value, 
result  of  experience  and  ingenuity,  applied  to  practical  subjects, 
have  been  made  with  the  utmost  simplicity,  to  the  greatly  increased 
benefits  of  mankind.     The  only  question  is,  therefore,  whether 
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In  the  Privy    or  not  Mr.  Muntz  has  already  received  a  sufficient  renmnenitioii 
Caunca,  1846.  f^^^  ^^  patent  which  he  has  obtained  for  that  valuable  and 
Manufacturer's  meritorious  invention.     We  cannot  weigh  in  golden  scales  the 
profiS?**"**^**'  proportions  between  manufacturer's  profit,  and  patentee's,  bat  we 
must  take  it  in  the  gross ;  and  applying  our  minds  as  men  of  the 
world,  men  of  business — ^neither  unfairly  towards  the  inventor, 
nor  extravagantly  and  romantically  towards  him  in  his  favour- 
neither  against  him  pressing  nor  in  his  favour  straining — ^we  most 
ascertain  whether  he  has,  in  the  eyes  of  men  of  ordinary  but  en- 
lightened understandings,  judging  fairly  between  him  and  the 
public,  had  a  sufficient  remuneration.    - 

Now  it  appears  from  what  has  passed,  without  going  minutely 
into  it — enough  appears  to  show  us,  without  entering  into  any 
of  the  disputed  items,  there  has  been  an  ample  remuneration — not 
more  than  he  deserved — ^not  to  be  grudged  him — ^but  still  suffi- 
ciently ample  to  disentitle  him  to  the  interposition  of  this  Court  in 
the  discharge  of  its  duties,  under  a  very  peculiar  statute  which  vests 
in  us  a  quasif  or  in  the  Crown  acting  under  our  advice,  a  guati 
legislative  power — that  power  formerly  exercised  by  the  legisla- 
ture itself  in  the  case  of  Mr.  Watt  and  others.     The  only  doabt 
that  is  cast  upon  the  subject  is  now  respecting  the  guarantee.  I 
consider  that  as  immaterial  as  far  as  it  has  been  actually  paid— 
whether  in  money  or  in  metal  allowed  and  deducted  on  the  ac- 
count, before  you  get  to  an  admitted  amount  of  dear  profit  made 
— but  there  may  be  guarantee  to  be  allowed  which  is  afloat,  and 
the  guarantee  or  liability  may  enure,  and  may  hereafter  come 
out  of  the  pockets  of  the  patentee,  and  be  a  deduction  from  the 
profits  he  has  already  made.     I  shall  not  stop  to  inquire  whether 
that  might  not  be  on  the  other  side  contended  to  be  a  fixtare 
expense,  to   be  deducted  from  fixture  gains ;  but  putting  it  in 
the  least  favourable  way  to  the  opposers  of  the  present  petition, 
and  most  favourable  to  the  promoter  of  the  petition,  Mr.  Muntz, 
I  will  assume  that  all  he  is  liable  to,  under  the  guarantee  of  the 
metal  afloat,  shall  be  paid  hereafter,  and  that  he  is  liable  to  pay 
and  to  deduct  it  from  his  actual  profit,  just  as  if  he  had  alieady 
paid  it.    This  really  is  making  a  very  considerable  concession, 
which  would  not  probably  be  allowed  in  argument  on  the  other 
side ;  but  it  clears  the  way  towards  a  definite  conclusion.     Why 
then  we  have,  before  making  that  deduction,  the  Swansea  profit 
£3,336,  the  Birmingham  £11,848,  the  French  Walls  £46,866; 
from  which  are  to  be  deducted  £6,875,  on  account  it  is  said  of 
rise  in  value  of  metal,  £1,800  on  account  of  interest,  maldog 
£9,984,  which  is  a  large  concession  to  be  made  to  Mr.  Mnntz, 
and  could  not  in  any  court  be  a  concession  to  be  allowed  to  him 
— that  would  make  the  whole,  however,  £58,844  (i). 


(g)  The  items  and  totals  of  these  accounts,  as       have  not  been  able  to  reconcile,  but  they  are  im* 
here  stated,  present  some  discrepancies  which   I       material  for  the  purposes  of  the  dedsioo'. 
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Now  if  you  take^  as  I  think  you  ought^  and  as  their  lordshipa  •'««?^«^- 
are  of  opinion  you  ought,  the  £6yS75  from  the  deductions^  and 
if  you  add  it  to  that,  you  make  it  then  upon  the  whole  £65,000, 
instead  of  £58,000.  Now  suppose  you  deduct  from  that* 
in  respect  of  the  guarantee  of  stodc  afloat,  the  whole  j£  10,000,  that 
is  really  giving  him  all  he  asks — ^the  whole  £10,000 — ^that  leaves 
£55,000;  and  then  what  is  to  be  said  against  that?  The  only 
contention  set  up  is,  that  a  confusion  is  made  here  between  his 
profit  as  a  patentee  and  his  profit  as  a  manufacturer. 

Now  there  are  two  cases  in  which  a  patentee  may  come  before  DiBtinction  b«. 
us,  and  one  is  where — as  in  the  case  of  the  late  Mr.  Howard  if  ^^^^^^ 
for  the  sugar  refinery — the  party  is  a  mere  chemist,  and  has  made  manufiu^nror. 
an  invention  of  the  most  useful  and  meritorious  process,  to  be 
used  by  sugar-bakers ;  there  no  confusion  can  ever  arise  between 
gains  of  patentee  quasi  patent  inventor,  and  his  gains  quasi 
manufacturer.  The  other  is  the  case  of  Mr.  Watt,  who  came 
before  Parliament  for  the  extension  of  his  patent,  and  obtained 
an  Act, he  having  been  out  of  pocket  by  the  invention,  and  having 
been  all  his  life  in  law  and  equity  in  consequence  of  the  disputes 
with  others — ^with  pirates  of  his  great  and  immortal  discovery. 
He  there  combined  in  his  own  person  the  inventor  and  manufac- 
turer, Mr.  Watt  never  denying  that  he  was  to  set  down  to  the 
account  of  his  patent,  of  the  benefit  he  had  reaped  from  his 
patent,  the  preference  that  was  given  him  in  the  market  as  a 
manufacturer.  He  would  not  have  been  able  to  have  carried  on 
his  trade  to  anything  like  that  extent,  had  it  not  been  for  that 
patent.  It  is  impossible  to  sever  the  two  heads  of  profit,  one 
from  the  other.  Mr.  Muntz  has  gained  quaH  patentee,  and  even 
although  he  obtained  and  reaped  the  fruit,  and  as  it  were  arrived 
at  the  fruits  of  his  ingenuity  as  an  inventor,  through  his  labour 
and  the  use  of  his  capital  and  industry  as  a  manufacturer,  it  is  no 
answer  to  say  that  of  these  things  the  one  can  be  deducted  from 
the  other.  You  may  make  out  a  very  lucrative  patent  to  be  no 
gain  at  all  to  the  patentee,  although  agreeing  that  the  patent  was 
lucrative,  and"  had  been*  a  gain  to  him  by  giving  him  the  pre- 
ference in  the  market*  It  is  really  a  monopoly  preference  which 
he  has ;  because  as  patentee  he  is  enabled  to  sell  and  to  trade  in 
a  manner  which,  but  for  his  invention,  and  but  for  bis  patent, 
he  could  not. 

Their  lordships  are  clearly  of  opinion  that  this  is  not  a  case 
which  calls  upon  them  to  apply  the  provisions  of  the  Act,  and, 
therefore,  this  petition  must  be  dismissed. 

We  are  not  sorry  to  have  gone  fully  into  it :  it  is  a  case  very 
well  worthy  of  being  closely  examined  and  fully  sifted,  and  we 
must  say  in  justice  to  the  petitioner,  that  he  did  not  keep  back 
anything,  and  that  he  fairly  and  honestly  stated  his  case,  both 
the  things  against  and  the  things  for  him,  on  the  face  of  his 
petition,  so  much  so  that  I,  on  the  very  opening  of  the  case,  took 
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that  objection  when  Serjeant  Wilde  first  opened  it;  and  their 
lordships  all  feel  that  it  is  highly  creditable  to  Mr.  Mvnfx. 
His  conduct  has  been  that  of  a  fiair,  honest,  and  honourable  per- 
son, as  well  as  an  ingenious  one,  and  a  great  public  benefactor. 

James:  I  am  instructed  to  make  application  for  costs. 

Sir  F.  TAeiiger :  To  pay  them  for  the  benefit  we  have  derired 
firom  iheir  coming  here  to  oppose  us. 

Lord  Brouoham:  Oh,  no;  I  belieye  you  would  ha^e  been 
shorter,  if  they  had  not  appeared  to  oppose  you. 

Petition  dismissed. 


The  jadgraenti  of  Lord  Lyndhurst,  L.  C, 
of  Sir  N .  C  Tindai,  C.  J.,  and  of  Lord  Brougham^ 
give  rue  to  consideratiouf  of  the  greatest  impor- 
tance, and  of  general  application  in  patent  law. 

1.  The  itU^t'inatUr, — The  iuTention  of  Mr* 
Hunts  was  a  manufacture  of  sheathing  possess- 
ing  the  quality  or  property  of  oxydating  suffi- 
ciently to  keep  the  bottom  clean,  thus  satisfying 
in  a  more  economical  manner  than  copper  the 
condition  essential  to  the  successful  use  {per  Lord 
Lyndhurtt,  ante,  p.  94)  of  any  sheathing,  namely, 
the  maintenance  of  a  clean  metallic  surface  ;  such 
sheathing  was  a  new  manufacture ;  it  was  better 
and  cheaper.     See  itnte,  p.  84. 

I1ie  theoretical  conditions  for  preventing  the 
destructiye  corrosion  of  copper  were  well  known 
to  scienti6c  chemists,  but  the  inventions  founded 
thereon  had  been  abandoned  as  soon  as  tried,  be- 
cause the  preventing  the  oxydation  involved  a 
condition  prohibitory  to  their  adoption  (per 
Lord  Brougham,  ante,  p.  119).  The  knowledge 
of  these  facu  stimulated  Mr.  Munts  to  a  series  of 
«Kperimeots,  which  resulted  in  the  production  of 
a  compound  sheathing  free  from  such  objections. 

This  compound  bad  also  the  property  or  qua- 
lity, immaterial  as  regards  the  resulting  article, 
but  very  material  as  regards  the  cost  of  manufac- 
ture«  namely,  the  property  or  quality  of  rolling 
hot,  in  this  respect  resembling  copper,  and  also 
Collins's  sheathing  (onte,  p.  86,  n.),  but  differing 
from  brass,  the  only  compound  of  sine  and  copper 
in  general  use,  and  which  would  not  roll  hot. 

The  manner  of  manufacture  was  identical  with 
that  described  in  Collins's  specification,  except  as 
u  the  Quality  of  the  metals  used — the  use  of  *'best 
selected  copper"  and  of  **  foreign  sine,**  that  is  to 
8ay«  of  copper  and  sine  of  great  purity.  This 
was  essential  to  the  success  of  the  new  manufac- 
ture (per  Lord  Lyndhurtt,  ante,  p.  94) ;  the  dis- 
covery of  that  fact,  when  embodied  and  applied 
in  the  manufacture  of  sheathing,  or  the  discovery 
of  the  properties  of  such  a  compound  (per  Sir 
N.  C,  Tindal,  C.  J.,  ante,  p.  103)«  may  well 
entitle  its  meritorious  author  to  the  exclusive  right 
of  manufacture  of  such  sheathing  under  the  pro* 
tectioQ  of  letters  patent,  just  as,  according  to  the 
judirment  of  the  House  of  Lords  (Kay  v.  Mar^ 
ehaU,  ante,  p.  82).  "  the  means  of  using  a  ma- 
chine not  known  before**  may  be  the  subject  of 
letters  patent.  The  subject-matter  of  letters  patent 
in  these  and  similar  cases  may  be  regutled  as  the 
special  use  of  the  substance  or  machine  used  or 
worked  for  the  production  of  the  particular  manu- 
facture in  a  better  or  more  economical  manner. 

2.  Infringement, — The  judgment  of  Lord  Ijfnd- 
/turst  (ante,  p.  95),  and  the  direction  of  Chief 


Justice  Tindal  (ante,  p.  99—102),  on  the  qaei- 
tion  of  infringement,  farther  illustrate  the  prii- 
ciple  of  treating  similar  properties  mod  quautiss 
of  result  as  evidence  of  similarity  of  manndhctve. 
If  such  sheathing,  as  tested  eidier  by  ha  proper- 
ties as  to  oxydatjon  or  bv  its  chemicai  analysii, 
had  not  existed  before,  toe  maBufactnre  of  sack 
sheathing  is  evidence,  either  that  the  compoocat 
substances  were  combined  in  their  pore  state, 
which  would  be  a  direct  infringement,  or  woe 
purified  in  the  course  of  the  proceasy  which  woaid 
be  a  colourable  infringement  of  the  patent  (/r 
Lord  Lyndhuret,  ante,  p.  95),  the  same  Yenlt 
being  obtained  in  both  cases  by  either  the  same  sr 
equivalent  means. 

3.  Effect  of  prior  ^teeifieation^ — The  eoa- 
structioh  of  the  specification,  as  of  all  writtn  iB<- 
struments,  is  for  the  Court  when  all  the  sor- 
rounding  circumstances  shall  have  been  ascer- 
tained (Neileon  v.  Harford^  1  Pat.  0.  370);  ktt 
there  may  be  questions  of  fact  for  the  jury,  bolk 
in  ascertaining  such  surrounding  circumstsncet, 
and  as  to  their  effect  when  ascertained.  The  ips- 
cifications  of  Munts  and  Collins  disclose  oa  their 
face  apparently  the  same  mauufacture,  that  i^ 
sheathing  of  compounds  of  sine  and  copper  sf 
like  proportions,  and  satisfying  the  me^aaicsl 
test  of  rolling  hot ;  bat  the  special  qualities  of 
Munts's  sheathing  remained  to  be  discovered,  sad 


sad 


would  not  be  present  in  sheathing  of  copper 
sine  w  ordinarily  known  at  the  time.  Ine  1 
of  copper  and  sine  likely  to  be  employed  at  te 
date  or  Collins's  patent,  and  whether  a  compcoad 
of  such  substances  would  have  the  qualities  aid 
properties  of  Munts's  compound,  were  amonc  te 
circumstances  to  be  ascertained  from  the  eridoMS 
of  competent  persons  and  the  verdict  of  the  iory. 
(See iwr  Lord  Lyndhuret,  ante,  p.  94,  and  Ckia 
Justice  Tindal,  ante,  p.  104-5.)  Identity  or  sub- 
stantial similarity  of  result  are  questions  arising 
in  manv  eases  in  which  the  identity  of  the  cond- 
tuent  elements  are  lost  in  the  new  compound,  si 
in  most  chemical  inventions.  In  such  cases  tks 
substances  are  known  by  their  properties,  sad  if 
these  be  similar,  there  is,  so  to  speak,  primAfieii 
evidence  of  similarity  of  manufiscture. 

4*  Interpretation  ofterwu, — It  was  eonteadsd 
that  copper  and  sine  of  eoual  purity  with  best 
seleeted  and  foreign  existed  at  the  date  of  Chd- 
lin*s  specification ;  but  thb  case  is  an  authority  n 
support  of  the  proposition,  that  a  spedfieatkm  ii 
to  be  understood  in  the  ordinary  eommcicisl 
sense  of  the  terms  employed.  See  per  Lord 
Lyndhnaret^'m  SfurAPY.  jDsAi  Aitfl  PatC86; 
5  Bus.'.  327),  and /Mr  SmKPMoek.Ch^pett, 
183.4. 
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Letters  patent^  19th  May,  1838,  to  David  Stead,  '^for  making 
or  paving  public  streets  and  highways,  and  public  and  private 
roads^  courts  and  bridges  with  timber  or  wooden  blocks/'  (a) 

Now,  know  ye,  that  in  compliance  with  the  said  proviso,  I, 
the  said  D.  Stead,  do  hereby  declare  the  nature  of  the  said  in- 
vention, and  the  manner  in  which  the  same  is  to  be  performed, 
are  folly  described  and  ascertained  in  and  by  the  following  state- 
ment thereof,  reference  being  had  to  the  drawing  hereunto  an- 
nexed, and  to  the  figures  and  letters  marked  thereon ;  that  is  to 
say,  the  invention  consists  of  a  mode  of  paving  by  means  of 
wooden  blocks,  cut  or  formed  of  similar  sizes  and  dimensions. 
And  in  order  to  give  the  best  information  in  my  power,  I  will 
proceed  to  describe  the  drawing  annexed,  which  represents  part 
of  a  road  or  other  similar  surface,  laid  down  with  blocks  of  wood 
of  a  sezagonal  figure,  which  figure  at  once  offers  the  advantage 
of  going  together,  and  also  that  the  lines  of  junction  proceed  in 
varied  directions,  by  which  the  blocks  of  wood  will  sustain  each 
other  more  securely  than  if  formed  of  any  other  figure.  I  do 
not  however  confine  my  claim  to  sexagonal  blocks,  as  triangular 
or  square  blocks  placed  diagonally  may  be  used  with  advantage. 

And  in  order  further  to  secure  the  blocks  from  sinking  or 
getting  displaced,  I  employ  dowels  or  pins  to  each  block,  as  is 
shown  in  the  drawing,  though  I  do  not  consider  this  requisite  in 
all  cases.  The  blocks  of  wood  are  to  be  placed  on  the  earth  or 
formed  with  the  grain  of  the  wood  in  a  vertical  position ;  and  in 
applying  such  blocks  as  a  paving,  the  surface  of  the  road  or 
other  such  way  is  to  be  prepared  in  as  solid  a  condition  as  pos- 
sible, and  to  the  figure  or  intended  slopes ;  and  the  blocks  are 
snooessively  to  be  applied,  having  sand  or  other  fine  filling, 
driving  each  block  up  to  those  against  which  it  is  to  rest,  having 
first  introduced  the  dowels  or  pins,  which  I  prefer  to  be  of  oak. 
And  it  should  be  stated,  that  the  wood  I  make  use  of  should  be 
of  a  hard  and  solid  texture,  such  as  oak,  pine,  beech,  &c.,  and 
that  the  size  of  the  blocks  I  prefer  for  public  roads  and  streets 
about  7  to  10  inches  diameter  at  top,  slightly  diminishing  to  the 
base,  and  about  9  to  12  inches  in  height.  And  I  prefer  that 
the  material  employed  should  be  first  boiled  in  tar,  or  saturated 
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(a)  Other  letters  pttent  were  granted  23  April,  montha,   as  required  by   the  proviso,  and  this 

1839,  to  D.  Stead,  for  *'  an  improved  mode  or  second  patent  was  obtained,  in  order  to  secure 

nethod  of  making  or  paving  streets  and  high.  some  peculiar  forms  as  an  improvement  on  the 

wavs,  and  public  and  private  roads,  paths,  courts,  preceding,  but  which  it  was  conceived,   would 

VMhridges,  with  timber  or  wooden  blocks.**  The  nave  been  unnecessary  if  the  former  patent  had 

im  letters  patent  were  void,  by  reason  of  the  spe-  been  valid.     This  defect  was  subsequently  re- 

cification  not  having  been  enrolled  within  four  moved  by  an  Act  of  parliament. 
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Spwifietuim.  |,y  other  suitable  material,  acting  as  a  preseirative  to  the  wood ; 
and  it  will  be  found  advantageous  to  fill  up  the  interstices  be- 
tween the  blocks  of  wood  with  melted  pitch,  or  pitch  and  sand 
or  earth  combined,  though  this  is  not  essential,  and  I  make  no 
claim  for  such  using  of  pitch  and  sand  or  earth  (b). 


{h)  Prevunu  History. — The  publicatioDS  relied 
OD  w  showing  the  previous  history  were  u  fol- 
lows : — 

The  London  Journal  of  Arts  and  Sciences* 
Vol.  IX.  (Number  51,  March  1825).  "To  the 
Editor  of  the  London  Journal  of  Arts  and 
Sciences. 

Si  a, — ^The  subject  of  roads  and  road  making, 
having  of  late  occupied  a  considerable  portion  of 
public  attention,  perhaps  you  will  permit  me, 
through  the  medium  of  your  useful  journal,  to 
tuggest  a  novel  method  of  laying  down  a  road- 
way suited  to  the  streets  of  London  and  other 
great  towns.  The  principal  material  of  which  I 
propose  to  make  my  road,  is  wood  ;  but  let  not 
the  idea  be  hastily  discarded  because  so  perishable 
a  material  is  to  be  employed,  until  my  views  in  so 
doinff,  and  plan  of  applying  it»  are  fully  under- 
stood. Many  years  bacL  I  laid  down  a  piece  of 
road  of  the  kind  I  am  about  to  describe,  which 
has  ever  since  been  in  use  and  remains  in  good 
order.  I  very  recently  took  up  a  portion  of  the 
road  for  the  sake  of  observing  it,  when  the  wood 
of  which  it  was  oonstructcd  appeared  to  be  w 
sound  and  likely  to  endure  as  on  the  day  when 
the  road  was  first  laid  down.  My  engagements 
having  been  in  the  agricultural  line,  and  in  the 
northern  part  of  this  island,  1  have  not  had  that 
opportunity  of  exhibiung  my  plans  in  operation  in 
the  metropolis,  which  1  now  intend  to  do  at  an 
early  period.  The  method  of  making  roads 
adopted  by  Mr.  M' Adam  is  unquestionably  excel- 
lent in  its  way,  and  well  calculated  for  open  si- 
tuations ;  but  in  the  narrow  streets  of  l^ndon  and 
other  larffe  towns,  where  the  traffic  is  incessant, 
and  all  descriptions  of  carriages  are  constantly 
rolling  over  the  road  in  nearly  the  same  tracts,  the 
wear  and  tear  is  excessive,  and  far  beyond  anything 
generally  contemplated,  consequently  the  mud  in 
winter  and  the  dust  in  summer  will  be  a  nuisance 
too  great  to  be  long  endured  by  the  inhabitants. 
Conceiving,  then,  that  the  public  will  very  soon  be 
convinced  that  nothing  but  a  stable  material  will 
answer  for  the  roadways  of  the  metropolis,  I 
shall  dismiss  the  consideration  of  M'Adam  s  plan, 
and  without  further  preface  describe  the  mode  by 
which  1  propose  to  remedy  •xistin<r  evils,  and  to 
form  a  road  that  shall  be  stable,  durable,  clean, 
and  prevent  that  astounding  noise  which  is  so  ex- 
tremely annoying,  not  only  to  strangers,  but  to  the 
inhabitants  themselves.  In  plate  8,  fig.  6,  a  plan  or 
horizontal  view  is  given  of  a  portion  of  paving  for  a 
public  street  of  the  kind  which  I  am  suggesting. 
Fig.  7,  is  a  vertical  section  of  the  same  taken 
crossway  :  a  a  a  a,  is  an  oblong  box  made  of  cast- 
iron,  with  cross  partitions,  having  18  square 
sockets,  into  each  of  which  a  wooden  binck,  the 
grain  upward?,  is  to  be  inserted,  for  the  purpose 
of  occupying  the  place  of  the  ordinary  paving 
stones.  These  blocks  may  be  of  any  kind  of  wood 
that  would  answer  for  that  purpose,  though  f 
should  prefer  lareh  fir,  as  that  is  less  likely  to  de- 
cay than  most  other  woods,  and  is  more  tough 


and  difficult  to  split  or  tear  asunder ;  and  when 
kept  damp,  as  it  naturally  would  be  while  in  the 
earth,  would  last  for  ages.  The  dimen&ioos  of  these 
wooden  blocks  might  be  about  eight  inches  square 
on  their  top  surface,  and  about  eighteen  belies 
high.  Their  form,  as  seen  in  the  aeclion  fig.  7. 
should  be  slightly  tapering  from  a  little  below  tke 
middle  downwuds,  for  the  parpcse  of  fitting 
solidly  into  the  recesses  of  the  iron  box,  and  also 
slightly  tapering  upwards  from  the  same  part,  as 
shown  in  tne  section,  for  the  purpose  of  allowieg 
gravel  or  broken  stones  to  be  introduced  between 
the  wooden  blocks  when  fixed,  in  order  to  wedge 
and  confine  the  blocks  firmh ,  and  prevent  that 
from  being  shook  or  displaced  by  the  carriages  as 
they  pass  over.  The  iron  boxes  may  be  ahoat 
four  feet  and  a-half  by  two4eet  and  a-half  on  their 
superficies,  and  about  eight  inches  deep,  or  any 
other  dimension  that  circumstances  may  render 
convenient.  The  bed  or  foundation  of  the  road 
being  prepared  by  rolling,  ramming,  or  otherwise, 
so  as  to  be  perfectly  solid  and  as.  level  as  possible, 
as  many  of  these  boxes  are  to  be  laid  down  as  will 
cover  Uie  road,  and  which  are  to  be  made  as 
secure  as  may  be  on  the  sides  to  prevent  thea 
from  being  pushed  from  their  sitoations  into  the 
recesses  of  the  iron  boxes.     The  blocks  of  wood, 

Crevionsly  prepared  and  all  of  one  length,  are  to 
e  introduced  the  lengthwm  of  the  graia  in  a 
perpendicular  direction.  When  thej  are  thai 
placed,  their  surfaces  being  all  level,  grave!  er 
Droken  stones  or  hard  rubbish  are  to  be  raauned 
in  between  the  wooden  blocks,  and  the  road  wiH 
be  formed,  ready  for  immediate  use,  in  saeh  a  firm 
manner,  that  neither  time  nor  the  heaviest  weight 
which  may  pass  over  it  will,  in  any  degree,  alter 
its  level,  or  destroy  the  materials  of  wfaidt  it  if 
composed.  The  advantages  of  this  plan  for 
paving  streets  are — First,  that  being  laid  on  an 
iron  floor,  and  the  blocks  forming  right  aagteacsi 
all  sides,  the  whole  would  be  so  completely  pa^ed, 
that  there  could  be  no  possibility  of  its  beug 
shifted  or  deranged,  as  the  common  carriage  way 
is  subject  to,  and  which  makes  it  so  very  iraper- 
feet.  [The  writer  then  proceeds  to  state  other 
advantages,  which  it  is  unnecessary  to  detail  hert^) 
1  am.  Sir,  your  most  obedient,  John  Finkysoa.** 
Heard's  letters  from  the  49th  volume  of  Uie 
Transactions  of  the  Sodety  of  Arts,  Part  % 
pages  168  and  171.  "To  tho  Secretary  of 
the  Society  of  Arts.— Blackheath  Hill.  October 
6th,  1832.  Sir,— It  is,  doubtless,  the  doty 
of  every  traveller  in  foreign  lands  to  observe 
attentively  the  improvements  that  have  been 
made  in  the  useful  arts  in  the  various  places 
through  which  he  may  pass;  and  when  he  perceives 
anything  conducive  to  the  happiness,  comfort,  or 
prosperity  of  a  people,  unknown  at  home,  to  coos- 
mnnicate  the  same  for  the  general  benefit  of  his 
fellow-countrrmen.  Under  this  impression,  I 
take  the  liberty  of  soliciting  that  you  will  by 
before  the  Society  of  Arts,  &c.,  the  fellowiog  acw 
count  of  a  mode  of  constructing  roads  in  cstiet 
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4  &  5  Victoria,  c.  91  (L.  &  P.) 

An  Act  for  forming  and  establishing  Stead's  Patent  Wooden 
Fkving  Company,  and  to  enable  the  said  Company  to  purchase 
certain  Letters  Patent,  and  for  confirming  the  same  (c). 


hitherto  totally  unknown  in  England,  and  by  far 
the  most  perfect  that  has  ever  come  under  my 
■otiee.  1  think  no  person  will  deny  that  it  is 
desirable  to  have  the  streets  of  towns  so  paved, 
that  in  dry  weather  there  should  be  no  dust,  and 
in  wet  weather  no  mud,  and  as  little  noise  as 
possible  from  the  passing  of  carriaf  es.  All  these  ad- 
vsntages  are  comoined  in  the  kind  of  road  I  allude 
to^  boides  bein^  smoother  than  a  macadamised 
roed  even  when  the  latter  is  in  its  most  perfect 
state.  In  countries  abounding  in  wood,  various 
schemes  have  been  adopted  for  the  formation  of 
roads  of  that  material ;  but  hitherto  they  have  al- 
ways been  made  by  laying  logs  or  pladu  parallel 
to,  or  at  right  angles  with,  the  sides  of  the  way  : 
these  logs  were  easily  displaced  and  soon  cut  up 
by  the  horses'  hoofs,  and  when  once  out  of  order 
ao  road  can  possibly  be  worse.  The  improved 
roid  on  the  contrary  will  last  five  or  six  years 
without  repair,  and  were  it  not  for  the  high  price 
of  timber  in  this  country,  might  be  adopted  with 
the  greatest  advantage ;  and  l^ing  a  plan  of  con- 
lidenble  national  utility,  possibly  the  government 
Blight  be  induced  to  aJIow  the  importation  of 
timber  for  this  purpose  duty  free.  The  following 
bistruetions  will  be  found  sufficiently  practical  and 
explicit  as  a  guide  to  the  construction  ol  roads  on 
this  principle  : — First,  prepare  a  hard  and  level 
bed  of  gravel  or  broken  stone  covered  with  sand 
ind  well  rolled  about  nine  inches  lower  than  the 
intended  surface  of  the  road.  Second,  take  logs 
of  timber  of  sufficient  diameter,  and,  by  means  of 
equidistant  circular  saws,  cut  them  into  equal 
lengths  of  one  foot  each.  Third,  these  round  logs 
Blast  now  be  passed  under  a  sexangular  steel 
itamp  which  cuts  off  the  outside  of  ihe  log,  and 
leaves  little  more  than  the  heart  of  the  tree  in  the 
form  of  a  sexangular  block.  Fourth,  two  sides  of 
this  block  must  now  be  bored  three  inches  deep 
with  an  bch  borer  for  tlie  reception  of  a  wooden  pin 
tix  inches  long,  which  is  to  be  driven  into  the  hole 
ilresdy  prepared  in  the  log  ;  the  three  inches  of  the 
pi  which  project  being  inserted  into  the  next  log. 
The  operation  of  laying  the  blocks  of  wood  and 
driring  the  pins  proceeds  rapidly,  and  the  surface 
of  the  road  soon  assumes  a  beantiliil  chequered 
•ppearance,  somewhat  resembling  an  inlaid  floor ; 
snd  the  fibres  of  the  wood  standing  vertically  and 
not  horixontally,  there  is  not  a  possibility  of  splin- 
tering. The  whole  is  held  compactly  together  by 
a  narrow  strip  of  stone  pavement ;  and  nothing 
now  remains  to  be  done  hot  to  cover  it  with  a  thin 
coat  of  boiling  tar,  and  on  the  tar  a  layer  of  fine 
mnd,  by  which  means  every  interstice  is  com- 
pletely filled  up  and  moisture  excluded.  In  ad* 
dition  to  the  advantages  already  mentioned  of 
never  being  either  dusty  or  muddy,  this  road  is 
little  inferior  to  a  railroad  in  point  of  smoothness, 
10  that  it  may  be  safely  asserted  that  one  horse 
will  easily  draw  on  it  the  burthen  of  two.  If  at 
the  end  of  five  or  six  years  (where  the  traffic  is 
grvM)  the  road  should  be  so  injured  as  to  require 
repairing,  it  may  be  done  by  taking  up  the  logs. 


sawing  a  new  face,  and  replacing  them,  when  the 
road  will  be  again  equsd  to  new.  The  one 
which  I  saw  constmeted  in  the  above  mentioned 
manner,  was  in  one  of  the  most  frequented  streeu 
of  a  populous  city  ;  and  when  I  letlt  that  country 
had  stood  between  three  and  four  years  unim- 
paired. Should  any  further  explanation  or  in- 
struction be  required,  it  will  be  most  readily  fur- 
nished by.  Sir,  yours,  &o.,  James  Heard.*' — 
"Blackheath  Hill,  October  13,  1832.  Sir,—! 
hasten  to  supply  the  omission  in  my  communi- 
cation  on  the  construction  of  a  wooden  road  upon 
new  principles,  by  informing  you,  that  the  first  ex- 
periment was  made  in  St.  Petersburg,  before  the 
house  of  the  Governor- General,  in  the  street 
called  the  Great  Morskoi.  After  this  piece  of 
road  had  stood  several  years  unimpaired,  the 
plan  was  tried  on  a  larger  scale  in  the  street 
called  the  Maloi  Millionne ;  and  this  trial  only 
served  to  confirm  the  good  opinion  the  public  had 
already  conceived  of  this  mode  of  pavement ;  and 
consequently,  in  the  course  of  last  summer  (1832), 
Nevsky  Perspective,  f^om  the  Admiralty  to  the 
Anitchkin  Palace,  was  paved  in  a  similar  way — 
not  however  from  one  side  to  the  other  (this  street 
being  of  an  extraordinary  width)  but  two  strips, 
each  sufficiently  wide  for  two  carriages  to  drive 
abreast,  the  original  stone  pavement  being  left  in 
the  intermediate  spaces.  1  neglected  also  to  state 
in  my  communication,  that  a  road  constructed  in 
this  manner  should  not  be  bound  together  so  tight 
by  the  side  pavement  as  to  prevent  the  possibility 
of  a  slight  expansion  of  the  wood  from  the  ab- 
sorption of  moisture.  I  was  led  to  make  this  re- 
mark by  the  swelling  up  of  a  small  piece  of  foot 
pavement  on  a  casi-iron  bridge,  where  the  iron 
sides  preventing  the  least  expansion,  the  natural 
consequence  of  the  absorption  of  moisture  was 
the  swelling  up  of  the  pavement ;  but  this  never 
occurred  where  the  log  pavement  was  held 
together  by  a  strip  of  common  stone  pavement.  I 
think  it  also  necessary  to  observe,  that  although 
the  above  mentioned  streets,  in  which  the  experi- 
ments have  been  made,  are  nlaccs  of  so  ereat 
traffic,  that  roads  constructeo  on  the  M'Adam 
principle  were  found  of  insufficient  durability,  yet 
no  excessively  heavv  loads,  comparable  to  wagons 
and  heavy  carts  used  in  England,  ever  passed  over 
them ;  I  therefore  would  not  pledge  myself  that 
such  a  road  (however  desirable  for  the  west  end 
of  London)  would  bear  uninjured  the  enormous 
burdens  continually  passing  throuffh  the  street! 
of  the  city,  f  am,  Sir,  &c  ^.,  James  Heard,** 
(e)  By  this  Act,  after  reciting  the  grant  of  the 
several  letters  patent  to  D.  StMd,  and  the  enrol- 
ment of  specification,  but  that  lite  speeificatioii 
under  said  first  mentioned  letters  patent  wai  en- 
rolled  six  months  after  the  date  thereof,  instead  of 
four  as  required  by  the  letters  patent,  a  eonpany 
was  established  to  work  the  patent,  with  power 
to  Mr.  Stead  to  assign  the  patent  in  trust  ror  the 
company,  and  other  usual  powers.  It  was  also 
enacted  (^f  31)  as  follows :— "  And  wfaeraas  the 
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Stead  v.  Williams  &  Others. 

Cor,    Cresswell,  J. 

September  2nd,  1843. 

Liverpool  Summer  Assizes. 

J}§eiaraHtm.  This  was  an  action  by  Mr.  Stead  against  the  defendants,  as 
commissioners  of  the  highways  of  Manchester,  for  an  alleged  in- 
fringement of  his  patent.  The  first  count  of  the  dedaratioii, 
after  stating  the  grant  of  the  letters  patent  of  the  19th  May, 
1838,  and  the  proviso  for  the  enrolment  of  the  specification  in 
four  months,  alleged  the  enrolment  of  the  specification  witbin 
six  months,  'and  then  stated  the  Act  of  parliament,  and  tbe 
enactment  that  the  said  letters  patent  should,  during  the  re- 
mainder of  the  term  of  14  years,  be  as  effectual  to  all  intents 
and  purposes  as  if  the  said  specification  so  enrolled  six  months 
after  the  date  of  the  said  letters  patent,  had  been  enrolled  four 
months  after  the  date  thereof:  and  assigned  as  breach,  that  the 
defendants,  without  the  consent  of  the  plaintiff,  did  ^  make,  use 
and  put  in  practice,  and  did  counterfeit,  imitate  and  resemble  " 
the  said  invention  (d). 

PUot,  The  defendants  pleaded,  first,  not  guilty.    Second,  that  tite 

plaintiff  was  not  the  true  or  first  inventor  of  the  said  invention. 
Third,  that  the  said  letters  patent  and  grant  of  privU^cat  the 
time  of  making  and  granting  the  said  letters  patent  were  not 
letters  patent  or  grant  of  privileges  for  the  term  of  fourteen 
years  of  the  sole  working  or  making  of  any  manner  of  new 
manufacture  within  this  realm,  to  wit,  within  England,  to  the 
first  and  true  inventor  of  such  manufactures,  which  others  at 
the  time  of  the  making  of  the  said  letters  patent  and  grant  did 
not  use.  Fourth,  that  the  invention  was  not  at  the  time  of  the 
making  and  granting  of  the  said  letters  patent,  or  thence  hitherto, 
of  any  use,  benefit,  or  advantage  to  the  public  whatsoever.  Hfth, 
the  insufficiency  of  the  specification.  Sixth,  that  before  the  making 
of  the  said  letters  patent,  to  wit,  on  the  1st  January,  1800,  and 
on  divers  other  days  and  times  up  to  the  date  of  the  said  letters 


tpeciScatioD,  voder  the  said  first  recited  letters  hereinafter  mentioned ;  he  it  therefore  enicted. 

patent,  was  enrolled  six  months  after  the  date  that  the  said  letters  patent  shall,  during  the  re. 

thereof,  instead  of  four  months  after  the  date  mainder  of  the  term  of  fourteen  years  therein  meo- 

ihereof  as  proTided  hj  the  said  letters  patent ;  and  tioned,  be  considered,  deemed,  and  taken  to  be  as 

tbe  noo-enrolment  in  due  time  of  such  specifi-  ralid  and  effectual,  to  all  intents  and  purposes,  as 

eation  arose  from  inadvertence  and  wrong  infer-  if  the  specification  thereunder  so  enrolled  by  the 

nation  given  to  the  said  David  Stead,  the  grantee  said  David  Stead  six  months  after  the  date  therraf 

of  the  said  letters  patent,  who  wu  absent  in  foreign  had  been  enrolled  within  four  months  after  the 

parts  at  the  expiration  of  four  months  after  the  date  thereof.** 

date  of  the  saia  letters  patent;  and  it  is  expedient  (d)  There  was  a  second  count  on  the  second 

that  such  letters  patent  should  uotwithstandiog  patent  (see  ante,  n.  »)f  but  that  was  abandoafd. 
be  rendered  valid*  to  the  extent  and  in  manner 
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patent,  said  supposed  invention  was  publicly  known,  practised,  ^^  fSiS*'' 
used,  and  published  within  England.  Seventh,  that  the  title  or 
description  of  the  said  supposed  invention,  to  wit,  an  invention 
for  making  or  paving  public  streets  and  highways,  and  public  and 
private  roads,  courts  and  bridges,  with  timber  or  wooden  blocks, 
was  and  is,  in  its  claim,  description  and  definition  of  said  sup- 
posed invention,  too  large,  uncertain,  inapplicable,  inezplicablet 
inconsistent,  vague  and  ambiguous,  and  at  variance  with  the 
nature  of  said  supposed  invention  as  described  by  said  instru- 
ment in  writing  under  the  hand  and  seal  of  plaintiff,  and  enrolled 
in  the  High  Court  of  Chancery  as  alleged. 

The  plaintiff  joined  issue  on  the  first,  second,  third,  and  fifth  Replication. 
pleas,  and  replied  to  the  fourth,  that  the  said  invention  was  of 
use,  benefit,  and  advantage  to  the  public ;  to  the  sixth,  that  the 
said  invention  was  not  publicly  or  generally  known,  used,  prac- 
tised or  published,  as  in  the  said  plea  alleged ;  and  to  the  seventh, 
that  the  title  of  the  said  invention  was  not  nor  is  too  large,  un- 
certain, inapplicable,  inexplicable,  inconsistent,  vague,  am- 
biguous, or  at  variance  with  the  nature  of  the  said  invention  in 
the  said  instrument  in  writing  described  and  ascertained. 

The  notice  of  objections  was  in  a  very  general  form,  but  in  o^fectiom. 
reference  to  the  matter  of  the  sixth  plea  it  mentioned  several 
prior  patents,  a  letter  in  the  forty-ninth  volume  of  the  Transac- 
tions of  the  Society  of  Arts,  the  fifty-first  number  of  tiie  London 
Journal  of  Arts  and  Sciences,  the  Mechanics*  Magazine,  num- 
bers 109  and  553,  and  a  number  of  the  Morning  Chronicle, 
August,  1837*  It  also  mentioned  several  places  at  which  wood 
had  been  used  for  paving  roads,  courts  and  bridges. 

Martin,  QL  C,  and  Webster y  were  counsel  for  the  plaintiff; 
Hoggins  and  Warren  for  the  defendants.  The  plaintiff  proved 
the  laying  down  by  the  commissioners  for  paving,  in  Deansgate 
Street,  Manchester,  of  hexagon  blocks  of  wood,  with  the  fibre 
in  a  vertical  direction.  The  plaintiff  called  several  witnesses, 
scientific  persons  and  others,  whose  attention  had  been  directed 
to  the  subject  of  road-making,  and  who  had  written  on  the  sub- 
ject, to  prove  that  they  had  not  known  of  any  use  of  wood 
paving  in  England;  that  the  directions  given  in  Mr.  Stead's 
specifiication  were  quite  sufficient,  and  that  wood  paving  was 
new  to  them  when  introduced  by  Mr.  Stead ;  that  the  letters 
referred  to  had  not  attracted  their  attention  till  recentiy,  and 
were  not  noticed  in  the  works  of  the  day  on  paving.  That  the 
plaintiff  was  the  person  who  had  introduced  wood  paving  as 
«  practical  system,  and  that  Mr.  Finlayson's  and  Mr.  Heard's 
aroggestions,  if  attempted  to  be  reduced  to  practice  in  the 
manner  described,  would  fail;  and  that  the  public  never  had 
derived  anything  from  the  suggestions  contained  in  either  of 
their  letters. 

The  defendants  called  witnesses  to  prove  that  there  was  no 
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substantial  difference  between  the  paving  as  described  in  Heard's 
letter  and  that  of  the  plaintiff.  They  also  put  in  the  specafications 
of  two  letters  patent^  the  one  granted  to  J.  A.  Macarthy,  m 
April  1818,  for  **  a  new  or  improved  method  or  methods  of 
applying  granite  or  other  material  in  the  making,  constroctmg, 
or  forming  pavement,  pitching,  and  covering  for  streets,  roads, 
ways,  and  places;'*  the  other  to  R.  Macnamara,  15th  Msrdi 
1837,  for  "  certain  improvements  in  paving,  pitching,  or  covering 
streets,  roads,  and  other  ways,  which  improvements  are  also  use- 
ful for  other  purposes*'  («). 


(0  ThiB  patent  was  the  subject  of  litigatioii  in 
the  following  case:— 

MaCIVAMABA  «.  HUUB  AMD   OtBSRS. 

Cor.  Lord  Ahing^r,  C  B. 
Dec.  2.  1842. 

This  was  an  actien  for  the  infringement  of  a 
patent  dated  15th  March,  1837,  for  '*  certain  im- 
provements in  paving,  pitching,  or  covering  streets, 
roads,  and  other  ways.^'  The  declaration,  besides 
the  usual  breaches,  aUe|ed  that  the  defendants 
made  large  quantities  of  wooden  blocks  for  the 
purpose  of  paving  roads,  streets  and  ways,  accord- 
ing to  the  improvement  of  the  plaintiff,  and  in 
imitation  of  his  invention..  The  defendsnts  pleaded, 
1.  Not  guilty.  2.  That  the  plaintiff  was  not  the 
true  and  first  inventor.  3.  That  the  invention  was 
not,  at  the  time  of  making  the  said  letters  patent,  a 
new  invention  within  this  realm,  bat  liad  t>een  and 
was  publicly  practised  and  used  before.  4.  That 
the  nature  of  the  said  invention,  and  the  manner 
in  which  the  same  was  and  m  to  be  performed, 
were  not  nor  are  particularly  described  or  asoer- 
uined  by  the  specification.  5.  That  the  said  in- 
vention was  not,  nor  is,  of  any  public  use  or 
benefit. 

The  notice  of  objections,  under  the  statute  (6  &6 
Will.  4,  c.  83,  s.  5),  besides  being  an  echo  of 
the  pleu,  stated  further,  that  the  term  "  paving  " 
or  "pitching"  signifies  a  road  laid  with  stones 
endwise  \  and  that  the  word  "  wood  "  is  not  used, 
but  only  stone  or  other  suitable  materials  of  a 
similar  nature,  such  as  marble,  granite,  or  any 
mineral  substance,  but  not  vegetable  substance ; 

That  the  patent  does  not  apply  to  any  pitching 
or  covering  of  wood,  and  is  not  applicable  to,  and 
does  not  authorise  the  making  roads  with  wood ; 

That  the  plaintifiTs  claim  is  for  all  shapes,  forms, 
and  bevils,  and  no  angle  is  defined  in  tne  specifi- 
cation; 

That  the.  plan  and  section  do  not  agree ; 

That  no  exact  depth  of  the  materials  is  given  ; 

That  the  specification  sometimes  sa^  half  stones 
to  be  against  the  kerb,  but  the  section  does  not 
show  it ; 

That  iron  and  brick  roads  were  tried  after  the 
patent,  and  that  so  far  as  they  are  included  therein, 
they  are  of  no  practical  benefit  or  advantage ; 

That  the  title  of  the  pairat  is  insufficient  and  in- 
applicable, if  it  was  intended  thereby  to  extend  to 
wood  pavements,  such  as  have  been  put  in  practice 
by  the  defendants ; 

That  by  the  specification  it  is  not  described 
whether  the  sides  of  the  materials  should  be  laid 


down  at  right  angles  with  die  base,  or  with  each 
other,  or  at  any  angle,  or  in  what  figvre ;  nor  de 
the  drawings  supply  that  defect,  nor  does  the 
length,  breulth,  or  depth  of  the  stones  or  otker 
materials  appear ; 

That  the  depth,  breadth,  and  length  of  tke 
stones  or  other  substances,  vrill  depend  on  the 
mineral  or  vegetable  snbstancee  oacd,  whcicss 
neither  the  specification  nor  drawings  point  out  asr 
define  what  differences  vrill  be  created,  or  how  met 
or  disposed  of. 

PoOocky  A.  G.,  for  the  plaintiflT. — TheplaiMiff 
had  invented  a  Mock  which  was  useful  for  wood 
pavement,  the  plaintifiTs  block  being  in  tbe  fonnef 
two  solid  rhombs,  placed  one  in  front  of  the  other 
in  opposite  directions,  so  that  each  side  of  one  of 
the  plaintiff's  blocks  was  bevilled  both  inwaids  sad 
outwaids.  This  block  had  been  imitated  by  the 
defendants,  each  of  whose  blocks  consisted  of  a 
single  solid  rhomb,  and  the  defendants  then  &a> 
tened  their  blocks  together  by  pins,  so  that  two  ef 
the  defendants*  blocks  fastened  together  by  tbe 
pins,  as  they  were  intended  to  be,  were  exactly  the 
same  as  one  of  the  blocks  of  the  plaintiff;  sad  if 
one  of  the  plaintiff's  blocks  were  cat  in  halt  as  ts 
to  detach  from  each  other  the  two  solid  rhombs  ef 
which  it  consisted,  the  two  parts  vroold  be  each  of 
them  the  same  as  one  of  the  defendants'  Uocka. 
The  defendants,  as  it  appears  from  the  notice  of 
objections,  are  prepared  to  contend  that  the  pbia- 
tiff^s  patent  vras  not  taken  out  for  wood  pave- 
ment 

Lord  Abimosr,  C.  B. — Whatever  objectioos  ths 
defendants  may  have  given  yon  notice  of,  ihcy 
cannot  go  beyond  their  pleas.  I  apprehend  that 
tbe  statute  does  not  make  the  notice  of  objections 
stand  in  the  place  of  pleas. 

KeUy,  for  the  defendants. — The  notice  of  objec- 
tions merely  states  vaore  particularly  what  tbe  pJosi 
state  more  generally. 

PMKh,  A.G.— The  objection  is,  that  wood  ii 
not  specifically  mentioned,  either  in  the  patent  or 
in  the  specification. 

Lord  Abingbb,  C.  B. — ^This  is  not  a  pateot  for 
wood  pavement,  it  is  for  paving,  vriihout  any  Jmk 
as  to  material. 

The  specification,  dated  1st  of  Septemb^t 
1837,  was  put  in  and  read  as  foUows:~"My 
invention  consists  in  an  improved  node  of 
cutting  or  forming  stone,  or  other  suitable  na- 
terial  for  paving  or  covering  roads  or  other 
places,  such  as  roofs  of  buildings  or  floors,  ss  here- 
after described,"  (referring  to  dnwines  annexed 
to  the  specification.  There  was  no  seals  attached 
to  the  drawing,  and  the  precise  angle  at  which  tkc 
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The  defendants  also  produced  a  block  of  wood  of  a  hexagonal  ^^^^^' 
shape  at  the  top,  but  pointed  towards  the  bottom  so  as  to  admit 
of  its  being  driven  into  the  ground  with  a  rammer ;  it  was  proved 
that  a  vestibule  at  Sir  William  Worsley's  mansion  in  Yorkshire, 


bevili  wert  to  be  made  was  not  stated.)  "  And  I 
wonid  have  it  understood  that  what  I  claim  is  the 
node  herein  explained  of  forming  or  working  the 
ittnes  or  other  materials  to  the  figures  A  or  B,  for 
the  parpoie  of  producing  better  paving,  pitching, 
or  covering  of  streets,  roads,  and  ways,  and  other 
purpoies  as  above  described." 

It  was  stated  io  evidence,  that  seven  of  those 
Mocks  bad  been  made  for  the  plaintiff  from  a  copy 
of  the  specification  and  drawing,  and  some  verbal 
directions  from  the  plaintiff ;  but  that  any  person  of 
ordiaary  skill  could  have  made  the  blocks  from  the 
ipecification  and  drawing  only,  without  any  verbal 
eiplaaation  or  direction ;  that  although  the  pre- 
dtt  an^le  at  which  the  beviis  were  to  be  made 
was  not  stated,  a  bevil  at  any  angle  would  be  to 
some  extent  useful ;  that  although  the  subject  had 
been  discussed  among  scientific  men  before  the 
jear  1837,  the  plaintiff's  invention  would  be 
Qseful,  and  that  the  novelty  of  it  consisted  in  the 
obuining  mutual  support  by  the  bevilling  out- 
wardly and  inwardly  on  the  same  side  of  the 
block ;  but  that  the  angle  at  which  the  beviis 
should  be  made  would  be  material. 

Kelly,  for  the  defendanu — Submitted  that  there 
was  no  case  for  the  jury  on  the  fifth  issue,  in  which 
the  defendants  say  that  the  plaintifiTs  invention  is 
of  no  public  utility.  The  plaintiff  has  on  that  issue 
to  prove  that  it  is  useful,  but  there  is  no  evidence 
of  any  one  block  made  according  to  the  plaintiff's 
Biethod  ever  being  used  any  where  from  the  year 
1837  to  the  present  time — the  only  evidence 
being  the  speculative  opinions  of  two  witnesses, 
that,  if  earned  mto  effect,  the  invention  would  be 
ineful. 

Lord  ABiNOsn,  C.B.— The  plaintiff  says  that 
yoor  dienu  have  carried  it  into  practical  effect, 
sad  have  found  it  nseful. 

Kdly. — There  is  no  proof  that  any  of  these 
blocks  were  made. 

Lord  Abinobr,  C.  B.— The  first  witness  made 
lome  for  the  plaintiff. 

KeOjf^ — ^They  were  not  intended  to  be  used. 

Lord  Abimosb,  C.  B.— It  shows  that  they  were 
ready. 

KeOy. — Submitted  tliat  it  must  be  shown  that 
the  invention  has  been  brought  into  use ;  but  I  am 
qoite  content  if  your  lordship  will  give  me  the  be- 
ttc€t  of  the  objection  hereafter 

LordABiNOER,  C.B. — CerUinly. 

Kelly, — Subroited  further,  that,  as  the  plaintiff 
claims  as  his  invention  the  bevilling  inwards  and 
eatwards  on  the  same  side  of  one  block,  the  defen- 
dants have  not  pirated  that,  as  they  have  never 
to  any  block  bevilled  both  inwards  and  outwards 
•o  the  same  side. 

^  Lord  Abinger,  C.  B.—That  is  a  matter  for  the 
linry,  to  say  whether  they  think  the  defendants' 
bk)cks  in  effect  the  same  as  the  plaintiff's. 

KsUy, — There  is  in  the  specification  no  direction 
whatever  as  to  the  angle  at  which  the  beviis  are  to 
,  V  made. 

'  Lord  Abingbb,  C.  B.—  One  of  the  plaintiff's 
witnesses  says,  that  the  p recite  angle  of  the  bevil 
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iM  important,  but  another  of  the  witnesses  says  that 
any  angle  will  be  of  some  use.  It  will  be  for 
the  jury  to  say  whether  any  particular  angle  is  es- 
sentia], or  whether  any  angle  whatever  is  useful 
and  beneficial.  It  must  be  less  than  a  right  angle, 
because  if  it  was  a  right  angle  it  would  not  Im  a 
bevil.  If  the  specification  leaves  it  to  experi- 
ment to  determine  what  is  the  proper  angle, 
it  is  not  good ;  but  if  any  angle  is  a  benefit,  it 
will  do. 

Kelly. — Submitted  further,  that  the  plaintifPft 
patent  does  not  apply  to  wood  pavement.  There 
was  no  wood  pavement  in  actual  use  in  the  year 
1837,  which  is  the  date  of  his  patent;  and  then 
comes  the  question,  whether  it  can  extend  to  any- 
thing but  stone,  or  something  theA  used. 

Lord  Abinger,  C.  B. — f  think  that  the  words 
"any  other  suitable  material,"  include  a  wood 
pavement,  though  probably  the  plaintiff  never  con- 
templated it. 

KeBy  to  the  jury,  for  the  defendants. — ^1*he 
plaintiff*s  invention  was  not  new,  because  a  person 
named  M*Cartby  had,  in  the  year  1818,  taken  out 
a  patent  for  a  pavement,  in  which  each  bloek  was 
to  have  two  beviis  inwards  and  two  beviis  out- 
wards on  the  same  side  of  the  block ;  and  if  the 
plaintiff  was  correct  in  contending  that  one  of  his 
blocks  cut  in  two  would  be  the  same  as  two  of  the 
defendants'  blocks,  it  would  be  ec^ually  true,  that 
one  of  Mr.  M'Carthy's  blocks  cut  m  two  would  be 
the  same  as  two  of  the  blocks  of  the  nlaintiff ;  and 
if  the  plaintifiTs  block  were  not  to  be  considered 
as  in  effect  the  same  as  Mr.  McCarthy's,  the  de- 
fendanto'  could  not  be  considered  the  same  as  the 
plaintiff's. 

Mr.  M'Cartby's  specification  having  been  put  in, 
it  was  suted  by  a  witness  that  in  principle  the  ro- 
vention  there  described  was  the  same  as  the  plain - 
tiflTg. 

Pollock,  A.  G.— There  is  no 'doubt,  that  if  you 
take  McCarthy's  block  and  divide  it,  you  get  a 
bevil  inwards  and  outwards  on  the  same  side  of 
the  block. 

Lord  Abingbr,  C.  B. — You  can  make  the  plain- 
tiff's block  by  cutting  M'Cartby's  block  into  two, 
and  you  can  make  the  defendants*  block  by  cutting 
McCarthy's  block  into  four,  and  there  is  an  end  of 
the  originality.  I  think  so,  and  probably  the  jury 
think  so  too. 
Thtf  foreman  of  the  jury. — We  do,  my  lord. 
Kelbf, — The  jury  ought  to  be  discharged  as  to 
the  other  issues. 

Pollock,  A.  G.— Tf  the  jury  are  satisfied  in  fa- 
vour  of  the  defendants  as  to  one  issue,  which  goes 
to  the  whole  of  the  case,  I  think  that  I  ought  not 
to  keep  up  the  cause  merely  to  determine  the  other 
issues. 

Verdict  for  the  defendants  on  the  second 

issue,  and  the  jury  discharged  as  to 

all  the  other  issues. 

Lord  AarvoBR. — I  may  now  say  that  my  opinion 

was  against  the  plaintiff  as  to  the  angle  not  being 

sUted,  and  that  the  specification  in  that  respect 

was  insufiicient.  > 


ISO 
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Summing  up. 


Triaiatiaw.  of  about  30  by  10  feet  had  been  paved  with  similar  blocks  prior 
to  the  date  of  the  plaintiff's  patent ;  and  passed  over  from  that 
time  to  the  present  by  carriages  and  persons  coming  to  the 
house. 

Cresswell,  J. — The  plaintiff  complains,  that  he  being  en- 
titled to  a  patent  right  to  wood  pavements,  the  defendants  have 
infringed  that  right;  and  no  doubt  the  defendants  have  done 
that  which  would  amount  to  an  infringement,  if  the  patent  right 
be  good.  They  have  exercised  that  for  which  a  patent  has  been 
granted  to  the  plaintiff;  and  therefore,  upon  the  question  not 
guilty,  which  is  the  first  answer  the  defendants  make,  the  verdict 
must  be  against  them.  They  say  that  the  plaintiff  was  not  the 
inventor;  and  that  plea  was  founded  upon  that  passage  in  the 
statute  of  James,  which  is  the  only  authority  the  Crown  has  to 
grant  monopolies — that  it  must  be  granted  to  the  true  and  first 
inventor.  If,  therefore,  you  should  be  of  opinion,  that  the  plain- 
tiff in  this  case  was  not  the  inventor  of  this  mode  of  wood 
paving  within  this  country,  he  is  not  entitled  to  a  verdict  upon 
that  issue.  If  he  derived  the  information  from  a  foreign  country, 
that  would  leave  him  still  the  true  inventor  within  this  country, 
provided  he  did  not  derive  his  information  from  any  person  here. 
But  if  he  derived  the  information  which  he  has  given  to  the  pubKc 
either  from  books  or  from  oral  communication  in  this  couotiy, 
then  he  is  not  the  true  inventor,  and  is  not  entitled  to  the 
patent.  Now,  upon  that  subject  it  is  argued  before  you  for  the 
plaintiff,  that  he  states  in  his  patent  that  he  derived  his  infor- 
mation from  a  foreigner.  That  is  a  fact,  that  the  Crown  granted 
the  patent  upon  that  representation,  but  it  is  the  plaintiff's  own 
statement,  and  he  has  not  produced  any  evidence  to  confirm  it: 
he  has  not  shown  you  any  communication  thM  he  received,  or 
called  any  witnesses  to  depose  as  to  who  gave  him  the  commu- 
nication. On  the  other  hand,  the  defendants  say  that  scientific 
books  published  throughout  England  contained  statements  be- 
fore, which  substantially  communicated  to  the  public  all  the  infor- 
mation which  the  plaintiff  himself  has  given ;  and  if  he  from 
such  communications  derived  that  knowledge  which  enabled 
him  to  take  out  this  patent,  he  cannot  convert  to  his  own 
private  use  that  knowledge  which  has  before  been  given  to  the 
public. 

But  then  the  defendants  do*  not  bring  home  to  the  plaintiff 
rivel.  from  whit  *®  ^*^^  ^^  ^^*  having  seen  any  of  those  publications;  and  it  is 
wag  previously  for  you  to  judgc  upon  the  whole  of  the  matter,  whether  yon 
pubUc?n\his  think  that  he  had  seen  these  publications,  and  had  derired  his 
country,  or  from  information  from  the  stock  of  knowledge  previously  given  to  the 
que«tidn"for  public  of  this  country,  or  whether  he  derived  it  from  some  per- 
the  jury  30ns  residing  abroad,  and  therefore  having  a  source  of  inform*- 

tion  which  is  considered  as  equivalent  to  his  own  invention.   It 
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does  not  deprive  a  person  of  a  right  to  a  patent,  that  another  Summintfiqt. 
person  has  the  same  thing  in  his  head,  even  supposing  he  has 
heard  it  at  the  same  time,  providing  he  himself  is  an  inventor ; 
but  if  he  is  not  an  inventor,  but  a  mere  operative,  carrying  out 
that  invention  which  another  has  published,  then  he  is  not 
entitled  to  the  patent.    Now  upon  that  subject,  upon  this  part 
of  the  case,  I  must  draw  your  attention  to  this  communication, 
and  you  will  have  two  questions  to  deliberate  upon  respecting 
them : — ^first,  whether  they  come  to  the  knowledge  of  the  plain- 
tiff; secondly,  if  they  did,  whether  they  disclose  that  for  which 
he  claims  a  patent ;  for  although  he  may  have  read  those,  if  they 
do  not  disclose  that  which  is  the  essential  part  of  his  patent, 
then  it  does  not  invade  at  all  his  privilege  of  having  a  patent 
right     Now,  Mr.  Finlayson's  is  the  first  of  these  publications,  Finlayson's 
published  in  March  1825,  in  "Newton's  London  Journal   of^"  »cation. 
Arts  and   Sciences.''     It  appears  to  be  a  work  circulated  to  a 
considerable  extent  amongst  scientific  people,  to  the  extent  of 
seven  or  eight  hundred,  and  to  be  in  almost  all  the  scientific 
institutions  of  this  country.    He  suggests  a  novel  method  of 
hying  down  a  road,  which  would  be  suitable  to  the  streets  of 
London  and  other  great  towns.     "The  principal  materials  of 
which  I  propose  to  make  my  road  is  wood ;  but  let  not  the  idea 
be  hastily  discarded,  because  so  perishable  a  material  is  to  be 
employed,  until  my  views  in  so  doing  and  plan  of  applying  it  are 
fully  understood.^'    Then  he   describes  to  you  the   mode  of 
applying  it.     It  is  to  be  applied  in  iron  partitions ;  "  an  oblong 
box  made  of  cast  iron  with  cross  partitions,  having  eighteen 
sockets,  into  each  of  which  a  wooden  block,  the  grain  upwards, 
is  to  be  inserted,  for  the  purpose  of  occupying  the  place  of  the 
ordinary  paving|8tones.''    As  far  as  the  vertical  position  of  the 
grain  goes»  here  it  is  clearly  stated,  "  the  grain  upwards  is  to  be 
inserted  for  the  purpose  of  occupying  the  place  of  the  ordinary 
paving  stones.''    Then  he  describes  their  dimensions — ^that  they 
shall  be  about  eight  inches  square,  and  about  eighteen  inches 
high ;  their  form,  as  seen  in  the  section  7j  should  be  slightly 
tapering  from  a  little  below  the  middle  downwards,  for  the  pur- 
pose of   fitting  solidly  into  the  iron  box,  and  then  tapering 
slightly  upwards,  in  order  to  allow  a  certain  portion  of  gravel  or 
other  binding  substance  to  be  rammed  in  between  them.     In 
that  respect  they  differ  from  this,  the  object  of  this  being  to  keep 
the  surface  if  not  the  sides  as  close  together  as  possible.     Pro- 
bably you  will  think  the  design  is  to  keep  them  close  on  account 
of  the  dowels  that  are  to  be  inserted  to  keep  them  together. 
Then  he  says,  "  the  iron  boxes  may  be  about  four  feet  and  a 
half,  by  two  feet  and  a  half.'*     He  describes  them  and  the  for- 
mation of  the  bed  for  them,  "  by  rolling,  ramming,  or  otherwise, 
so  as  to  be  perfectly  solid.'*      That  I  should  suppose  to  be 
a  thing  not  likely  to  escape  any  person  who  is  preparing  for  a 
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Tritdat  law.  nuttter  of  this  sort.  It  is  said  that  the  great  difference  betvreea 
Sep.  1843.  .  ^^^  flcheme  and  the  present  is,  that  there  the  one  main  ingredi- 
tweenX^two  ^^^  appears  to  have  been  the  iron  box  into  which  the  wood  is  to 
uetbodi.  l)e  inserted;  there  is  to  be  an  iron  box  having  cross  bars  in  it, 

and  each  division  is  to  hold  one  of  these  blocks,  and  the  whole 
scheme  would  be  mainly  dependent  on  that ;  but  still,  to  a  cer- 
tain extent,  this  discloses  a  scheme  for  paving  with  wood,  with 
the  grain  vertical,  and  with  a  certain  number  of  dowels,  to  be 
bound  together,  partly  by  gravel  rammed  in  between  them,  and 
partly  by  means  of  an  iron  frame  in  which  they  are  to  be  in* 
serted.  That  is  in  1825.  ^Nothing  comes  of  that:  nobody  seems 
to  have  taken  any  notice  of  it  until  1832. 
Heard*!  publi-  Then  James  Heard  seems  to  have  written  a  letter  to  the  So- 
cation.  cJety  of  Arts  in  London,  for  which  he  received  their  thanks ;  and 

at  that  meeting  it  appears  they  vote  him  their  thanks  for  hi& 
letter,  describing  a  wooden  road  in  St.  Petersburg;  and  this 
does  appear,  as  far  as  I  can  judge,  to  describe  with  the  greatest 
accuracy  that  which  is  described  in  the  specification  of  the  pre- 
sent plaintiff.  ^'In  countries  abounding  with  wood,  various 
schemes  have  been  adopted  for  the  formation  of  roads  of  that 
material,  but  hitherto  they  have  always  been  made  by  laying  logs 
or  planks  parallel  to  or  at  right  angles  with  the  sides  of  the  way. 
Those  logs  were  easily  displaced,  and  soon  cut  up  by  the  horses' 
hoofs ;  and  when  once  out  of  order  no  road  can  possibly  be 
worse.  The  improved  road  on  the  contrary  will  last  five  or  six 
years  without  repair,  and  were  it  not  for  the  high  pri(»  of 
timber  in  this  country,  might  be  used  with  advantage ;  andbebg 
a  plan  of  considerable  national  utility,  probably  the  govemmrat 
might  be  induced  to  allow  the  importation  of  timber  for  this 
purpose  duty  free.  The  following  instruction  will  be  found 
sufficiently  practical  and  explicit,  as  a  guide  to  the  construction  of 
roads  on  tiiis  principle.  First,  prepare  a  hard  and  level  bed  of 
gravel  covered  with  sand,  and  well  rolled,  about  nine  inches  lowor 
than  the  intended  surface  of  the  road."  Here  you  are  to  have 
the  road.  The  road  is  to  be  prepared  in  "  as  solid  a  condition 
as  possible.''  That  is  much  the  same  thing.  In  this  it  is  to  be 
covered  with  sand,  and  about  nine  inches  lower  than  the  in- 
tended surface  of  the  road.  *^  Secondly,  take  logs  of  timber  of 
sufficient  diameter,  and  by  means  of  equidistant  circular  saws, 
cut  them  into  equal  lengdis  of  one  foot  each.''  These  were  to 
be  nine  inches — ^that  is  perfectly  unimportant.  Then  they  are 
to  be  made  sexangular.  He  proposes,  that  by  means  of  a  stamp 
they  are  to  be  brought  into  that  form.  This  gentleman  proposes 
that  they  are  to  be  sexangular,  but  he  says,  ^^  I  do  not  claim  that 
form  particularly,  for  either  triangular  or  square  blocks  will  do, 
the  principle  being  that  the  sides  of  the  different  parts  may  fit  in 
against  each  other."  ^^  The  two  sides  of  this  block  must  now  be 
bored  three  inches  deep,  with  an  inch  borer,  for  the  reception  of 
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a  wooden  pin  six  inches  long^*'  that  is  the  dowel  predbsely  Summing  tq), 
*^  which  is  to  be  driven  into  the  hole  already  prepared  in  the  log^ 
the  three  inches  of  the  pin  which  projects  being  inserted  into  the 
next  log.  The  operation  of  laying  the  blocks  of  wood  and  driving 
the  pins  proceeds  rapidly^  and  the  surface  of  the  road  soon  as- 
sumes a  beautiful  chequered  appearance  somewhat  resembling  an 
inlaid  floor;  and  the  fibres  of  the  wood  standing  vertically  and 
horizontally^  there  is  not  a  possibility  of  splintering.''  A  remark 
was  made  upon  that,  that  it  is  to  be  covered  with  sand,^a  bed  of 
gravel  or  broken  stone,  and  well  rolled  about  nine  inches  lower 
than  the  intended  surface  of  the  road ;  from  which  it  is  to  be 
concluded,  that  these  pieces  were  to  be  rammed  in  with  a  rammer. 
That  could  not  be,  they  must  have  been  driven  horizontally, 
because  he  proposes  to  have  a  pin  binding  the  two  together:  that 
could  not  be  if  they  were  rammed  down.  The  plaintiflF  does  not 
insist  upon  the  pin,  therefore  perhaps  they  might  in  some  in- 
stances be  rammed  down.  I  dare  say  they  are  so :  no  question 
was  asked  about  that :  but  this  person  insists  upon  the  pin  in  all 
cases,  therefore  they  must  be  driven  horizontally.  Probably 
therefore  he  provides  for  that — sand,  as  of  a  looser  substance, 
because  when  they  are  driven  horizontally,  a  certain  portion 
must  be  driven  up,  instead  of  pouring  all  in  upon  the  top.  ''  The 
whole  is  held  compactly  together  by  a  narrow  strip  of  stone 
pavement ;  and  nothing  now  remains  to  be  done  but  to  cover  it 
with  a  thin  coat  of  boiling  tar,  and  on  the  tar  a  fine  layer  of  sand, 
by  which  means  every  interstice  is  completely  filled  up,  and 
moisture  excluded."  That  appears  to  be  simply  for  the  purpose 
of  excluding  the  moisture.  In  this,  '^  they  are  to  be  boiled  in 
tar^  or  saturated  by  other  suitable  material,  acting  as  a  preserva- 
tive to  the  wood ;"  and  he  says,  ^^  it  would  be  found  advantage- 
ous to  fill  up  the  interstices  between  the  blocks  of  wood  with 
melted  pitch,  or  pitch  and  sand  or  earth  combined,  though  this 
is  not  essential ;''  therefore  he  recommends  precisely  the  same 
thing  from  the  beginning  to  the  end. 

Certainly,  I  am  not  able  to  discover  the  very  slightest  differ-  inTentions  sub- 
ence  between  tiie  one  and  the  other.  Now,  when  you  are  specu-  8t*nt»»lly  *^« 
lating  upon  whether  a  man  has  taken  his  scheme  from  some 
particular  publication  or  not,  it  is  material  to  consider  how  far 
that  scheme  corresponds  with  that  or  not.  If  you  find  it  identical, 
certainly  it  tends  to  raise  the  supposition  that  he  had  seen  it.  It 
is  an  old  vulgar  expression,  that  "  great  wits  will  jump ;''  and 
two  men  may  have  hit  upon  precisely  the  same  scheme ;  but 
here  are  several  particulars,  and  it  is  for  you  to  consider — ^it  may 
assist  you  in  judging  somewhat — where  you  find  he  got  the  in- 
formation. On  the  other  hand  it  is  said,  tiiis  information  which 
Mr.  Heard  furnished,  he  brought  himself  from  St.  Petersburg ; 
therefore  the  correspondent  of  Mr.  Stead  might  have  brought 
that  information  from  St  Petersburg.     So  he  might,  but  that 
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Se^Ui^'  ^"^  ^^*  '^^^  proved  to  you,  I  do  not  mean  to  say  anything 
against  the  veracity  of  Mr.  Stead.  I  know  nothing  of  the  gen- 
tleman, but  I  am  bound  to  tell  you  here^  that  you  have  nothing 
for  it  but  the  recital  in  his  own  patent,  which  would  be  evidence 
against  him  that  the  Crown  granted  that  patent  to  him  upon 
that  representation ;  but  in  a  question  between  A  and  B,  I  do 
not  see  how  A's  own  statement  can  be  taken  as  proof.  Then 
again  this  appears  to  have  been  published  in  1833.  That  again 
lies  dormant  for  some  time ;  no  notice  is  taken  of  it ;  nobody  acU 
upon  it.  That  is  certainly  a  circumstance  in  favour  of  Mr.  Stead. 
Then  you  have  the  subsequent  notice  published  in  March  1834: 
— *^  Mr.  J.  Heard,  of  Blackheath»  states  in  a  communication  to 
the  Society  of  Arts,  published  in  the  last  part  of  their  Tran^ 
actions,  that  he  had  seen  at  St.  Petersburg  some  excellent 
specimens  of  street  paving  formed  of  wooden  blocks,  set  with 
the  grain  upwards.^'  He  says  he  could  name  the  person  who  so 
communicated  that  information,  and  refers  to  Finlayson's  letter. 
This  is  only  important  as  showiilg  to  the  scientific  world  that 
both  these  communications  from  Finlayson  and  Mr.  Heard  were 
noticed,  and  were  the  subject-matter  of  discussion.  That  being 
so,  it  is  upon  that  evidence  that  you  are  to  decide  whether  Mr. 
Stead  derived  the  knowledge  which  enabled  him  to  take  out  this 
patent,  from  that  which  was  part  of  the  common  stock  of  tiie 
knowledge  of  this  country,  but  was  his  own  solely  as  far  as  this 
country  was  concerned.  If  you  are  of  opinion  even  upon  this 
question,  as  to  his  being  the  true  inventor,  you  must  find  for 
him ;  if  you  are  not  satisfied  of  that,  you  must  find  for  the  de- 
fendants upon  that  issue. 
The  paving  The  next  question  that  comes  is,  whether  he  is  the  inventor  of 

be  Ae  OT^iwt-  *  ^^^  manufacture  ?  Now  that  is  for  the  purpose  of  raising  the 
matter  of  a  question,  whether  paving  with  wood  can  be  the  subject-matter 
patent.  ^£  ^  patent  ?     Upon  that  question  it  is  simply  a  question  of  law, 

whether  it  can  be  the  subject-matter  of  a  patent.  I  propose  to 
state,  as  my  opinion,  here,  that  it  is  so ;  and  then,  if  it  should  be 
necessary,  the  defendants  may  move  the  Court  and  take  their 
opinion  upon  that  ground. 

Then  as  to  the  invention  not  being  of  use  to  the  public, 

whereby  the  patent  is  void — I  think,  gentlemen,  the  subject  of 

not  being  of  use  has  been  somewhat  misunderstood  at  times. 

Invention  of      It  has  not  been  pressed  to-day  beyond  its  legitimate  limits:  and 

sufficient  use  to       .  j   j   ^i_   ^  ^v  j  -        r  ^ 

justify  the  it  IS  now  Conceded  that  this  wood  paving  is  of  use,  so  as  to 
^™"nt^  °^*     justify  the  granting  of  a  patent.    So  far  as  that  goes,  therefore, 

that  would  be  for  the  plaintiff. 

Then  it  is  said  '^that  the  plaintiff  did  not  particularly  describe 

and  ascertain  the  nature  of  his  invention,  and  in  what  manner 
Requsites  of  the  same  was  to  be  performed,  in  his  specification.''  It  is  neces- 
specification.     g^ry  that  every  person  who  takes  out  such  a  patent,  should 

within  a  certain  time  give  to  the  public  information  which  will 
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enable  them  to  work  that  patent-right  when  the  term  for  which  Summing  up. 
it  is  granted  has  expired ;  and  you  have  hadi  evidence  that  any 
common  workman^  from  the  specification,  conld  lay  that  pave- 
ment as  described  by  the  plaintiff.  I  think  there  is  no  doubt 
about  that — ^indeed  it  is  so  simple  a  thing  that,  when  once  told, 
it  is  a  good  deal  like  Columbus's  egg. 

Then  comes  this  question,  that  long  before  the  patent  was 
granted,  the  invention  was  publicly  known  in  this  country.    Now  Distinction  be- 
as  to  its  being  publicly  known  in  this  country,  I  take  it  that  i^eoUnlx' 
there  is  a  great  difference  between  the  knowledge  of  it  as  a  thing  penment  and  of 
that  would  answer,  and  was  in  use,  and  the  knowledge  of  it  as  a  vention? 
mere  experiment  that  had  been  found  to  be  a  failure  and  thrown 
aside.    If  you  are  dealing  with  an  article  of  merchandise,  or 
with  an  article  of  ordinary  use — ^if  a  person  has  had  a  scheme  in 
his  head  and  has  carried  it  out,  but  after  a  trial  has  thrown  it 
aside,  and  the  thing  is  forgotten  and  gone  by — then  another 
person  reintroducing  it  may,  within  the  meaning  of  this  Act,  be 
the  inventor  and  the  first  user  of  it,  so  as  to  justify  a  patent. 
There  is  one  instance  where  a  patent  was  taken  out  for  wheels 
on  the  suspension  principle,  bearing  a  proportion  of  the  weight 
from  the  upper  rim  of  the  wheel,  as  well  as  supported  on  the 
spokes  below  by  perpendicular  pressure.     It  was  proved  in  that 
case  that  Mr.  Strutt  of  Derby  had  used  a  cart  with  wheels  upon 
that  principle  some  time  before.     After  using  it  a  year  or  two  he 
threw  it  aside.     It  was  totally  forgotten;  find  some  fifteen  years 
afterwards  a  man  brought  the  thing  to  perfection,  and  took  out  a 
patent  i  and  it  was  held  that  that  former  use  by  Mr.  Strutt  hav- 
ing been  abandoned  as  a  useless  thing,  was  no  impediment  in 
the  way  of  a  patent  (/).     So  also  in  the  case  alluded  to  of  Cor-  Eroeriments 
nish  V.  Keene  (g) .    An  attempt  had  been  made  to  introduce  new  riutecquent 
elastic  matters  combined,  for  the  purpose  of  making  braces  and  patent, 
handages,  and  various  articles  of  that  sort.     I  remember  well  in 
that  case,  the  Chief  Justice  left  it  to  the  jury  to  say  whether  these 
were  experiments.     Some  pieces  were  actually  produced  which 
had  been  manufactured,  and  some  of  those  things  which  had 
been  manufactured  had  been  sold.     It  was  left  to  the  jury  to  say 
whether  that  was  an  introduction  of  it  so  manifest,  or  whether  it 
was  a  mere  failing  experiment,  which  had  been  abandoned  so  as 
to  leave  the  way  open  to  any  new  speculator  in  it,  who  yet  might 
bring  the  patent  to  perfection.     In  that  case  also  the  patent  was 
supported. 

In  this  case  the  defendants,  in  order  to  negative  the  first  use,  insunces  of 
have  given  some   evidence   of  similar  pavements   in  Surrey,  P"**' ""*' 
Somersetshire,  and  somewhere  else.    The  ends  of  fir  or  oak,  or 
other  things  of  that  sort  just  in  their  natural  condition — round, 
driven  down  to  make  a  firm  flooring  either  in  small  houses,  fronts 


vitiate 


(/)  In  Jones  v.  Pearce,  1  Pat.  C.  122.  (g)  1  Pat,  C.  511. 
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Trial  at  law.  of  dooTS^  Of  something  of  that  sort  Undoubtedly  a  very  dif- 
^'  ferent  thing  from  this^  and  no  further  affecting  this  question 

than  as  showing  that  wood  had  in  some  instances  been  used  as  a 
pavement ;  but  as  a  pavement  for  a  carriage  way,  none  of  these 
things  appear  to  have  been  used.  But  then  comes  the  question 
of  Sir  William  Worsley's.  Now  the  principle  of  that  may  or 
may  not  involve  entirely  the  principle  of  this,  according  to  your 
judgment.  It  appears  to  have  been  laid  down  to  support  the 
traffic  of  carriages,  in  a  small  place  undoubtedly ;  a  portico  whidi 

Uie  tt  Sir  w.  ^^s  covcred  in — the  porch  to  the  dwelling-house  of  Sir  William 
o"  *y  •  Worsley,  in  Yorkshire.  Undoubtedly  it  has  been  put  there  to 
sustain  the  traffic  of  carriages :  that  there  is  no  doubt  of.  They 
are  cut  into  hexagon  blocks  of  equal  siees.  There  you  have  ^ 
principle  of  the  angular  parts  corresponding,  so  that  the  flat 
surfaces  would  come  together,  and  so  sustain  each  other  from  any 
lateral  motion.  They  are  not  driven  horizontally  against  ead 
other,  but  driven  in  from  the  surface,  and  there  are  no  dowels ; 
but  dowels  are  not  claimed  as  any  part  of  the  present  invention. 
Then  if  you  think  (though  that  is  a  little  more  bevilled  off) — ^if 
you  think  that  is  essentially  the  same  thing  as  the  hexagon 
block  introduced  by  the  plaintiff  for  the  purpose  of  making  roads, 
then  I  should  say,  in  point  of  law,  that  makes  an  end  of  the 
patent,  because  that  appears  to  have  been  introduced  by  Sir 
William  Worsley,  or  to  have  been  used  by  him  in  public — not 
concealed — no  secresy  about  it — ^made  known  to  all  persons  who 
came  to  his  house,  so  far  as  their  ocular  inspection  could  make 
them.  It  was  intended  to  be  public,  not  to  be  made  a  matter  of 
merchandise  certainly,  but  merely  for  his  own  private  use ;  but 
the  knowledge  of  it  exposed  to  the  public  an  article  in  public 
use,  and  continued  to  be  used  down  to  \he  tiqie  in  question. 
Therefore,  if  you  think  that  is  the  same  thing  in  substance  as 
that  which  the  plaintiff  claims,  I  think  that  it  was  publicly  used 

Actual  public    before,  and  that  he  cannot  have  his  patent.    Whether  it  had 

"**  ^'V'^eJT'"  ^^^"  ^^®^  ^^  ^"^  ^^  ^^^^  '^y  ^^^»  ^  ^^  "^*  think  it  makes  any 
difference.  If  I  am  wrong  in  that  respect,  I  have  stated  my 
opinion  distinctly,  and  that  may  be  corrected.  I  know  that  it 
has  been  matter  of  much  controversy,  whether  that  is  so  or  not. 
I  have  seen  some  very  sensible  observations  upon  the  subject, 
perhaps  not  altogether  corresponding  with  the  view  I  now  take 
of  it ;  but  however,  that  is  my  opinion,  that  if  you  think  that 
pavement  made  by  Sir  William  Worsley  is  substantially  the 
same  thing  as  the  plaintiff's,  then  your  verdict  should  be  for  the 
defendants  upon  that  issue. 

The  title  not        There  remains  one  other  point,  that  the  tide  of  the  letters 

too  general.  .^.^i  i  ;  .  .,,  t 

patent  is  too  large  and  vague,  and  at  variance  with  the  nature  of 

the  invention  described  in  the  specification.    That,  gentlemen, 

comes  to  this— the  title  of  it  is,  that  it  is  a  mode  of  *' making 

and  paving  public  streets  and  highways  with  timber  or  wooden 
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blocks."    Of  that  there  is  no  doubt;  whether  it  is  too  vague  or  Stmminff  vp. 
not  is  rather  a  matter  of  law  than  anything  else,  and  upon  that 
I  also  say  that  I  am  in  favour  of  the  plaintiflF.     I  think  that  it  is 
not  too  vague,  and  therefore  I  advise  you  to  find  that  issue  for 
the  plaintifi^. 

That  leaves  substantially  for  your  consideration  only  two 
questions, — ^first,  are  you  satisfied  that  the  plaintiflF  is  the  true 
and  first  inventor  thereof,  according  to  those  rules  which  I  have 
laid  down  for  guidance :  and  secondly,  was  it,  before  he  took  out 
his  patent,  used  in  public  by  any  person  in  this  country  ?  That, 
I  think,  depends  upon  the  identity  of  the  blocks  of  Sir  William 
Worsley,  in  principle,  to  that  which  you  have  now  before  you. 

Verdict  for  the  plaintiflF. 


Is  THE  Common  Pleas. 

Cor.  N.  Ttndal,  C.  J. ;  Coltman,  J, ;  and  CressweU,  J. 

[8  Scott,  N.  R.,  464.] 

Channellf  Serjeant,  obtained  rule  nisi  for  a  new  trial,  on  the  /„  t^  Common 
ground  of  mis-direction,  and  that  the  verdict  was  against  evi-  ^^^*^' 
dence.  It  was  not  necessary,  as  the  learned  judge  seemed  in 
his  summing  up  to  assume,  for  the  defendants  to  show  that  the 
plaintiflF  had  borrowed  his  knowledge  from  any  source  within 
the  country,  or  that  the  publication  as  referred  to,  which  de- 
scribed the  mode  of  paving  claimed  by  the  plaintiflF,  had  come  to 
the  plaintiflTs  knowledge  before  the  date  of  his  patent ;  the  mere 
fact  of  prior  publication  is  conclusive  against  the  validity  of  the 
patent,  in  the  same  way  that  a  prior  patent  for  the  same  subject- 
matter  would  invalidate  a  subsequent  patent,  though  the  patentee 
might  have  no  knowledge  of  the  existence  of  liuch  prior  pa- 
tent (A). 

Sir  T.  fFilde  and  Shee,  Serjeants,  and  Webster ^  showed  cause. —  E.  T.,  1844. 
The  direction  of  the  learned  judge  was  substantially  such  as  has 
repeatedly  been  given,  and  has  never  been  the  subject  of  suc- 
cessful exception.  The  letters  of  Finlayson  and  of  Heard  amount 
to  mere  speculations  upon  the  subject;  it  is  quite  clear  upon  the 
evidence,  that  the  plaintiflF  alone  was  the  party  to  whom  tlie 
public  of  this  country  are  really  indebted  for  this  invention. 
Finlay son's  letter  may  be  laid  wholly  out  of  consideration. 
Heard's  letters  produced  no  practical  results,  and  the  mode  of 
paving  with  blocks  suggested  therein,  diflfers  in  two  essential 


(A)  The  following  cases  were  cited :   U%dU  t.       1  Pat.  C.  530, 540  ;  9  M.  and  W.,  300;  Jones  v. 
Marling,  4  C.  and  P.,  52,  57 ;  1  Pat.  C.  490,  493,       Bwger,  6  Scott,  N.  R.,  208,  1  Pat.  C.  544,  5 
10  B.  and  C.  22 ;  Morgan  t.  Seaward,  1  Pat.  C.       M.  rn^  G.  208. 
170, 187  ;  2  M.aud  W.544 ;  Carpentfr  v.  StnUh, 
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In  the  Common  particulars  from  the  plaintiff's  invention  as  described  in  his  spe- 
^^^**^  cification.    The  mode  suggested  by  Heard  was,  driving  the  ends 

of  the  blocks  into  the  sand  to  the  depth  of  three  inches,  a  pro- 
cess wholly  destructive  qf  that  which  was  of  the  very  essence  of 
the  plaintiff's  method;  the  plaintiff's  main  object  being  to  place 
the  blocks  so  close,  as  that  there  should  be  an  equal  pressure  on 
all  sides  from  the  lower  to  the  upper  surface.  Again^  if  the 
wooden  pavement  be  .held  together  by  a  non-elastic  substance, 
as  directed  by  Heard,  the  absorption  of  moisture  causing  the 
wood  to  swell  would  force  it  from  its  proper  position. 

In  Lewis  v.  Marling  (t),  which  was  an  action  for  the  infringe- 
ment of  a  patent  for  improvements  on  shearing  machines,  for 
shearing  or  cropping  woollen  or  other  cloths,  &c.,  Liord  Tenter- 
den  said,  '4t  is  no  doubt  incumbent  on  the  plaintiffs  to  show  that 
their  machine  is  new,  but  it  is  not  necessary  that  they  should 
have  invented  it  from  their  own  heads ;  it  is  sufficient  that  it 
should  be  new  as  to  the  general  use  and  public  exercise  in  this 
kingdom."  So  in  Cornish  v.  Keene,  Tindal,  C.  J.,  in  his  sum- 
ming up  says,  ^^  Sometimes  it  is  a  material  question  to  determine 
whether  the  party  who  got  the  patent  was  the  real  and  original 
inventor  or  not ;  because  these  patents  are  granted  as  a  reward 
not  only  for  the  benefit  that  is  conferred  upon  the  public  by  the 
discovery,  but  also  to  the  ingenuity  of  the  first  inventor;  and, 
although  it  is  proved  that  it  is  a  new  discovery  so  far  as  the 
world  is  concerned,  yet,  if  any  body  is  able  to  show,  that  al- 
though that  was  new,  that  the  party  who  got  the  patent  was  not 
the  man  whose  ingenuity  first  discovered  it,  that  he  had  bor- 
rowed it  from  A  or  B,  or  taken  it  from  a  book  that  was  printed 
in  England,  and  which  was  open  to  all  the  world,  then,  although 
the  public  had  the  benefit  of  it,  it  would  become  an  important 
question  whether  this  No.  3,  which  is  the  principal  subject  of 
the  patent,  was  or  was  not  in  use  in  England  at  the  time  of 
granting  these  letters  patent.  Was  it  or  was  it  not,  in  the  lan- 
guage of  the  Act  of  Parliament,  such  a  manufacture  (which  has 
a  very  wide  and  extended  meaning — you  may  call  it  almost  in- 
vention), was  it  or  was  it  not  such  an  invention,  at  the  time  of 
making  the  letters  patent,  as  was  current  in  use )  If  this  No.  3, 
oalling  it  technically  and  compendiously  by  that  title,  was  at  the 
time  these  letters  patent  were  granted,  in  any  degree  of  general 
use ;  if  it  was  known  at  all  to  the  world  publicly,  and  practised 
openly,  so  that  any  other  person  might  have  the  means  of  ac- 
quiring the  knowledge  of  it,  as  well  as  this  person  who  obtained 
the  patent — ^then  the  letters  patent  are  void  :  on  the  other  hand, 
if  it  were  not  known  and  used  at  the  time  in  England,  then,  as 
far  as  this  question  is  concerned,  the  letters  patent  will  stand  (it).'' 


(0  I  Pat.  C,  490  J  4  C.  and  P.  62.  (A)  1  Pat.  C.  507. 
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That  is  substantially  the  same  as  the  direction  that  is  complained  Argument  an 
of.  The  rulings  of  Lord  Abinger,  in  Carpenter  t?.  Smith  (Q,  g^^p^  1344^ 
of  Tindal^  C.  J.,  in  Walton  t?.  Potter  (m),  are  to  the  same  eflFect. 
Then,  the  blocks  used  at  Sir  William  Worsley's  di£fered  ma- 
terially  from  the  plaintiff's  blocks ;  and  the  mode  of  con- 
structing the  pavement  was  different;  in  the  former  case  the 
blocks  tapered  considerably  from  top  to  bottom,  and  were 
driven  into  a  bed  of  sand  prepared  to  receive  them ;  whereas 
the  plaintiff's  blocks  were  so  constructed  as  to  receive  sup- 
port from  each  other,  tapering  only  so  much  as  was  requi- 
site to  form  the  curve  of  the  road,  and  were  laid  upon  a 
hard  and  prepared  surface. — But,  assuming  that  the  blocks 
used  at  Sir  William  Worsley's  and  those  described  in  the 
plaintiff's  specification  were  identical,  there  was  no  such 
public  user  as  would  invalidate  the  plaintiff's  patent.  The 
evidence  only  showed  an  user  in  a  private  covered  way  from 
the  house  to  the  pleasure  grounds  of  that  gentleman's  mansion. 
There  is  no  foundation  for  the  objection  to  the  title,  which  is  to 
be  construed  with  reference  to  the  specification.  [Tlndal,  C.  J., 
in  Cooke  t?.  Pearce  {n) :  It  was  held  by  the  Exchequer  Chamber, 
that  mere  generality  in  the  title  of  an  invention,  in  the  absence 
of  fraud,  is  not  sufficient  to  vitiate  a  patent,  so  long  as  the  title 
really  includes  the  invention.]  It  is  not  to  be  inferred,  from 
this  specification,  that  the  patentee  claims  to  be  the  first  to  sug- 
gest that  wood  may  be  used  as  a  material  for  paving  streets  and 
roads. 

Cbannett  and  Byles,  Seijeants,  Hoggins  and  Warren,  in  sup- 
port of  the  rule. — It  is  not  denied,  that  one  who  obtains  his  in- 
formation from  a  foreigner  may  be  the  first  inventor  or  dis- 
coverer, so  as  to  entitle  him  to  a  patent.  But  there  was  no 
proof  offered  at  the  trial,  that  the  plaintiff  had  so  obtained  the 
information  upon  which  his  alleged  invention  was  founded.  If, 
then,  the  description  contained  in  Heard's  letters  substantially 
correspond  with  the  plaintiff's  specification,  whether  the  know- 
ledge of  the  publication  were  brought  home  to  tiie  plaintiff  or 
not^  his  patent  is  void.  There  are  three  descriptions  of  publi- 
cation that  will  avoid  a  patent — ^first,  the  production  and  public 
user  of  an  article  similar  to  that  which  is  the  subject-matter  of 
the  patent — secondly,  a  publication,  by  means  of  a  specification 
(duly  enrolled)  of  a  prior  patent  for  an  invention  producing  the 
flame  result^— thirdly,  a  publication  in  books  of  a  scientific  cha- 
racter having  a  reasonably  extensive  circulation  in  this  country. 
Previous  unsuccessful  attempts  to  produce  the  article  which  is 
ihe  subject  of  the  patent  (as  in  Lewis  v.  Marling,  and  some  other 
b),  undoubtedly  will  not  invalidate  the  grant;  there  must  be 


(/)  1  Pit  C.  630.  (n)  13  Law,  J.  N.  S.,  Q.  B.  189  ;  8  Q,  B.  1044. 

<m)  1  Pat.  C.  586. 
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In  the  Camman  a  complete  dedication  of  the  invention  to  the  public     In  Mor- 
^'^^  gan  V.  Seaward  (o),  Alderson,  B.,  says  ;  ^*  It  is  certainly  a  roost 

important  question,  what  are  the  limits  of  what  a  man  may  do 
without  its  being  a  publication,  and  a  question  on  which  much 
remains  to  be  discovered ;  the  law  is  in  a  very  confused  state. 
In  the  case  of  Lewis  v.  lAarling,  I  should  certainly  have  enter* 
tained  very  considerable  doubts.     If  the  question  is  to  be  put 
altogether  on  the  ground  of  the  public  use  of  the  inventioii, 
how  did  Dr.  Brewster  lose  the  benefit  of  his  invention  of  the 
kaleidoscope,  because  it  had  previously  been  published  in  a  book, 
if  it  had  not  been  used,  though  made  known  to  all  the  wodd 
before  {p)  ?   If  Dr.  Hall  bad  published  his  discoveries  inabook, 
I  apprehend  that  would  have  put  an  end  to  DoUoiid's  patent 
Much  obscurity  has  been  introduced  into  this  question  by  the 
use  of  loose  expressions  and  dicta.''     And,  on  that  caae  beii^ 
cited  in   Carpenter  v.  Smith  (;),  the   same    learned    Baron 
observed : — ^^  How,  then,  do  you  get  over  the  case  of  the  inven- 
tion for  which  a  patent  was  avoided  [Dr.  Brewster's  kalado- 
scope] ,  because  it  had  been  previously  published  in  a  book  ?  the 
principle  being,  that  it  could  be  appropriated  by  anybody,  because 
it  had  already  been  given  to  everybody."     In  the  coarse  of  the 
argument  of  the  case  of  the  Househill  Company  o.  Neilson,  in 
the  House  of  Lords,  Lord  Lyndhurst,  C,  observed  (r),  ^  If  the 
machine  is  published  in  a  book,  distinctly  and  clearly  described, 
corresponding  with  the  description  in  the  specification  of  the 
patent,  though  it  has  never  been  actually  worked,  is  not  diat  an 
answer  to  the  patent  ?  It  is  continually  the  practice  on  trials  for 
patents  to  read  out  of  printed  works,  without  reference  to  any- 
thing that  has  been  done."     Lord  Brougham : — ^  It  negatives 
being  the  true  and  first  inventor,  which  is  as  good  as  negativing 
the  non-user.    The  book  that  is  generally  rrferred  to,  is  the  Re- 
pertory of  Arts  and  Sciences;  it  must  not  be  a  foreign  book,  but 
published  in  England."   And  in  the  case  of  Soames's  patent  («), 
Lord  Campbell  says, — ^^  I  should  say,  sitting  here,  if  it  [the  in- 
vention] has  been  published  in  a  foreign  journal,  considering 
whether  the  patent  should  be  prolonged,  I  should  be  influenced 
by  what  I  saw  published  in  a  foreign  journal,  without  inquiring 
whether  it  was  known  in  England."     It  may  be,  that  a  very  li- 
mited publication  would  not  avoid  a  subsequent  patent:  the 
jury  must  be  satisfied  that  the  publication  is  such  as  may  fairiy 
be  presumed  to  have  brought  the  subject  to  the  knowledge  of 


(o)  1  Pat  C.  190.  ments  of  persons  not  worth  proceeding  against, 

(p)  1  Pat.  C.  541.  See  eTidence  of  Sir  D.  Brewster  before  select 

QD  This  reference  to  the  case  of  the  kaleidoscope  committee  of  House  of  Lords  on  the  Patent  Bilb. 

is  altogether  under  a  misapprehension.     No  legal  30th  May.  1851.    [2453 — 2451.] 

proceedings  were  taken  under  that  patent;  the  (r)  1  Pat.  C.  718,  n. 

eminent  and  ingenious  inventor  was  deterred  from  (s)  1  Pat.  C.  733.    This  was  an  applioatiofl  to 

enforcing  his  rights  by  the  character  of  the  in-  the  Privy  Council  for  an  extension, 
fringers ;  he  was  overwhelmed  by  the  infringe- 
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the  party  seeking  to  establish  the  monopoly — in  short,  that  it  is  Argumetu  on 
part  of  the  common  stock  of  knowledge.  The  plaintiff  is  not  to  5e|  f.  1844. 
presume  upon  his  own  exclusive  ignorance.  Then  the  jury  have 
clearly  drawn  an  erroneous  inference  from  the  evidence.  The 
user  at  Sir  William  Worsley's  was  such  a  public  user  as  to  in- 
validate the  plaintiff's  patent ;  the  blocks  there  used,  and  the 
blocks  described  in  Heard's  letters,  were  precisely  those  de- 
scribed in  the  specification.  Public  user  means,  not  an  user  by 
the  public,  but  a  user  in  public,  so  that  all  persons  going  to  the 
spot  may  see  the  thing.  With  respect  to  the  title,  the  case  is 
manifestly  distinguishable  from  Cooke  v.  Pearccy  as  well  as 
Nickels  v.  Haslam  {t).  Any  person  reading  the  title  of  this 
specification,  would  naturally  infer  that  the  patentee  claimed  the 
exclusive  use  of  wood  for  paving  in  lieu  of  stone.  [Tindaly  C.  J. ; 
In  Neihon  v.  Harford  (u),  it  was  held,  that  an  ambiguous 
title,  if  explained  by  the  specification^  will  not  vitiate  the 
patent.] 

Cur.  adv.  vult. 

Tlndalf  C.  J.-^This  was  an  action  for  the  infringement  of  a  Judgment. 
patent  granted  for  an  invention  for  "  making  or  paving  pubhc  ^'  ^'*  ^^^^' 
streets  and  highways  and  public  and  private  roads,  courts,  and 
bridges,  with  timber  or  wooden  blocks."  The  defendants 
pleaded  '^  that  the  plaintiff  was  not  the  first  and  true  inventor 
of  the  said  invention  in  the  letters  patent  and  specification  men- 
tioned," besides  various  other  pleas,  which  it  is  not  necessary  to 
particularise,  with  reference  to  the  present  motion. 

Upon  the  trial,  at  the  last  Summer  Assizes,  at  Liverpool, 
before  my  brother  CressweUy  a  verdict  was  found  for  the  plain- 
tiff'; but  a  rule  nisi  was  afterwards  granted  for  a  new  trial ;  and, 
on  the  report  of  the  learned  judge,  it  appears,  that  before  the 
granting  of  the  letters  patent  to  the  plaintiff,  there  had  been 
published  in  a  scientific  work  in  England,  a  letter  from  a  gentle- 
man named  Heard,  containing  such  a  description  of  a  mode  of 
paving  with  blocks,  as  made  it  fit  to  be  submitted  to  the  con- 
sideration of  the  jury,  as  not  differing  substantially  from  the  in- 
vention for  which  the  patent  was  granted.  It  appears  also  that 
in  summing  up  the  evidence  with  reference  to  the  plea  above 
adverted  to,  the  jury  were  told  in  substance,  that  if  they  thought 
the  patentee  had  borrowed  his  invention  directly  from  the  pub- 
lication whicli  had  been  proved,  he  could  not  be  considered  as 
the  first  inventor.  So  also  that,  if  the  matter  had  been  so  far 
communicated  to  the  public^  as  to  have  become  a  part  of  the 
public  stock  of  information,  and  he  had  thus  obtained  his  know- 
ledge indirectly  firom  the  publication,  he  could  not  be  consi- 
dered as  the  first  inventor  within  the  meaning  of  the  statute. 


(0  8  Scott,  N.  R.  97.  (tt)  8  M.  and  W.,  806, 1  Pat.  C.  331. 
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intAe  Common  On  the  discussion  before  us,  it  was  contended  that  this  mode 
of  summing  up,  although  undoubtedly  correct  as  far  as  it  went, 
yet  did  not  present  the  entire  view  of  the  case  to  the  considera- 
tion of  the  jury ;  for,  it  was  urged,  that,  if  the  inrention  bad 
been  communicated  to  the  English  public,  although  it  had  never 
either  directly  or  indirectly  come  to  the  knowledge  of  the 
patentee,  still  he  could  not  be  so  considered  as  the  inventor.  It 
was  admitted,  on  the  part  of  the  defendants,  that  no  case  could 
be  cited  in  which  the  point  had  been  expressly  decided ;  but  it 
was  contended,  that  on  reason  and  principle,  such  must  be  held 
to  be  the  law ;  for,  if  the  invention  had  already  been  communi- 
cated to  the  public,  it  would  be  unreasonable  that  they  should 
lose  the  benefit  of  it,  and  be  restricted  from  making  use  of  it  bj 
a  patent,  taken  out  by  one  whose  claim  to  such  patent  could 
only  be  supported  on  the  ground  of  his  being  ignorant  of  that 
which  had  already  been  communicated  to  the  rest  of  the  world. 
And,  though  no  decided  case  was  cited,  various  dicta  of  learned 
judges  were  referred  to  in  support  of  the  view  so  contended  for 
by  tiie  defendants ;  particularly  what  was  said  by  Alderson,  B.,  in 
Carpenter  v.  Smith  (x)^  and  the  observations  made  by  Lord 
Lyndhurst  and  the  other  lords  of  the  Privy  Council,  as  report- 
ed (y).  Lord  Lyndhurst  says :  '^  If  a  machine  is  published  in  a 
book,  distinctly  and  clearly  described,  corresponding  with  the 
description  in  the  specification  of  the  patent,  though  it  has  never 
been  worked,  is  not  that  an  answer  to  the  patent?  It  is  con- 
tinually the  practice  p  on  trials,  to  read  out  of  printed  books, 
without  reference  to  anything  that  has  been  done/*  And  again : 
'*  If  the  invention  is  in  use  at  the  time  the  patent  is  granted,  the 
man  cannot  have  a  patent,  although  he  is  the  original  inventor; 
if  it  is  not  in  use,  he  cannot  obtain  a  patent  if  he  is  not  the  ori- 
ginal inventor.  He  is  not  called  the  inventor  who  has  in  his 
closet  invented  it,  but  who  does  not  communicate  it ;  the  first 
person  who  discloses  that  invention  to  the  public  is  considered 
as  the  inventor/' 

On  a  full  consideration  of  the  subject  we  have  come  to  the 
conclusion,  that  the  view  taken  by  the  defendants'  counsel  is 
substantially  correct;  for  we  think,  if  the  invention  has  already 
been  made  public  in  England,  by  a  description  contained  in  a 
work,  whether  written  or  printed,  which  has  been  publidy  cir- 
culated, in  such  case  the  patentee  is  not  the  first  and  true  in- 
ventor within  the  meaning  of  the  statute,  whether  he  has  himself 
borrowed  his  invention  from  such  publication  or  not;  because 
we  think  the  public  cannot  be  precluded  firom  the  right  of  using 
such  information  as  they  were  already  possessed  of  at  the  time 
the  patent  was  granted. 


(a?)  1  Pat  C.  640 ;  9  M.W.  302.  (y)  1  Pat  C.  pp.  718,  719. 
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It  is  obvious^  that  the  application  of  this  principle  must  depend  :2'^%^i4^ 
upon  the  particular  circumstances  which  are  brought  to  bear  on 
each  particular  case.  The  existence  of  a  single  copy  of  a  work, 
though  printed^  brought  from  a  depository  where  it  has  long 
been  kept  in  a  state  of  obscurity,  would  afford  a  very  different 
inference  from  the  production  of  an  Encyclopaedia,  or  other  work 
in  general  circulation.  The  question  will  be,  whether  upon  the 
whole  evidence  there  has  been  such  a  publication  as  to  make 
the  description  a  part  of  the  public  stock  of  information. 

We  think,  therefore,  that  as  this  question  has  not  been  sub- 
mitted to  the  jury,  there  ought  to  be  a  new  trial  in  this  case. 

Rule  absolute  for  a  new  trial* 


"■     '  Confirmation  of  Letters  Patent. 

Ccr.  Lord  President;  Dr.  Lushington;   Sir  J.  fPi^jraw,  V. C, 
and  the  Right  Hon.  T.  Pemberton  Leigh, 

This  was  an  application  under  the  second  section  of  the  5  &  6  /» the  Privy 

Council 

Wm.  IV.,  c.  83,  for  the  confirmation  of  letters  patent  granted  to  April  3, 1846. 
the  petitioner,  David  Stead,  the  19th  day  of  May,  1838,  for  an 
invention  of  making  or  paving  public  streets  and  highways,  and 
public  and  private  roads,  courts  and  bridges,  with  timber  or 
wooden  blocks.  Two  petitions  had  been  presented,  the  second 
being  supplementary  to,  and  stating  what  had  taken  place  sub- 
sequent to  the  presentation  of,  the  first.  Sir  Thomas  Wilde 
and  fFilles  appeared  for  the  petitioner,  and  M.  D.  Hill,  QU  C, 
and  Webster,  for  the  opponents. 

Sir  Thomas  Wilde^  in  opening  the  case  for  the  petitioner,  re- 
ferred to  the  affidavits  made  by  the  petitioner  in  support  of  the 
first  petition,  giving  a  general  history  of  his  invention,  of  the 
communication  from  abroad  on  which  it  was  founded,  and  of 
his  attempts  to  introduce  it  into  use  in  this  country ;  and  of  the 
second  petition,  stating  the  proceedings  at  law  which  had  taken 
place  since  the  presentation  of  the  first  petition ;  and  of  the 
publications  adduced  at  the  trial  as  impeaching  the  novelty  of  the 
invention,  and  the  titie  of  D.  Stead  as  the  true  and  first  inventor. 

M.  D.  HiUj  for  the  opponents,  objected  to  the  affidavits  being 
received  as  proof  of  the  matters  contained  in  them,  the  intention 
being  that  such  affidavits  should  be  received  in  addition  to  other 
evidence,  because  the  applicant  having  made  a  good  case  might 
be  the  only  person  who  knew  the  real  case. 

The  Right  Hon.  T.  P.  Leigh  :  The  principle  is,  that  his  con- 
science is  purged  by  his  oath  ;  we  require  the  affidavit  to  show 
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c*  *nM^*^    *****  ^^'  Stead  belieyed  certain  facts  to  be  true;  yon  may  proTe 
your  case  by  other  evidence  (a). 

The  newspapers  containing  the  notice  of  the  intended  applica- 
tion, and  the  day  appointed  for  the  hearing,  were  put  in« 

John  Duncan,  solicitor  to  the  petitioner :  I  attended  the  trial 
of  Stead  v,  Williams  at  Liverpool ;  I  have  the  papers  in  the 
cause^  the  record  and  the  transcript  of  the  shorthand  writer'a 
notes.  The  trial  took  place  on  the  2nd  of  September  subse- 
quent to  the  presentation  of  the  first  petition ;  the  issues  joined 
denied  the  plaintiff  to  be  the  true  and  first  inventor^  and  the 
novelty  of  the  invention. 

M.  D.  Hill  objected  to  the  reception  of  this  or  any  evidence 
of  what  took  place  at  Liverpool  in  proof  of  the  allegations  that 
the  petitioner  was  not  the  true  and  first  inventor. 

The  Right  Hon.  T.  P.  Leigh:  I  understood  Sir  Thomas 
fVilde  to  say,  I  prove  the  trial  to  show  it  was  proved  there  ;  we 
must  take  the  evidence ;  it  will  be  open  to  you  to  say  it  is  not 
conclusive. 

J.  Duncan :  I  attended  the  trial ;  evidence  was  given  on  the 
part  of  the  defendants  to  substantiate  the  aU^ation  that  the 
plaintiff  was  not  the  true  and  first  inventor ;  it  consisted  of 
scientific  witnesses,  who  stated  that  the  publication  of  Mr. 
Heard  {b)  was  identical  or  nearly  so  with  the  plaintiff's  inven- 
tion ;  the  49th  volume  of  the  Transactions  of  the  Society  of 
Arts  containing  that  letter^  and  the  London  Journal  of  Arts  and 
Sciences,  of  March,  1825,  containing  Mr.  Finlay son's  letter,  were 
^  produced ;  Mr.  Justice  Cresswell  left  it  to  the  jury  to  say  whether 
Mr.  Stead  had  drawn  his  invention  from  Mr.  Heard's  publica- 
tion, or  any  other  publication,  or  existing  wood-paving  in  Eng- 
land; the  jury  found  for  the  plaintiff,  thereby  negativing  his 
having  obtained  his  information  from  such  source.  Evidence 
was  given  of  wood-paving  at  Sir  Wm.  Worsley's  in  Yorkshire. 

The  Court  of  Common  Pleas  directed  a  new  trial  on  the 
ground  of  misdirection  in  the  judge  leaving  it  as  a  question  for 
the  jury,  whether  the  plaintiff  had  drawn  his  knowledge  from 
the  books  in  question  or  any  other  source  of  public  information  ; 
no  steps  were  taken  for  proceeding  to  the  new  trial,  bat  the 
petitioner  applied  here;  judgment  was  in  T.  V.,  1844.  The 
plaintiff  might  have  gone  to  trial  in  August  following. 

The  action  was  commenced  subsequently  to  the  day  appointed 
for  hearing  the  first  petition,  and  the  postponement  on  account 
of  the  absence  of  a  material  witness. 
1^  Cross-examined* — It  was  proved  at  the  trial  at  Liverpool  that 


{a)  A  discossion  took  place  as  to  the  propriety  convenience  of  that  course  induced  their  Loniab*pa 

of  Mr.  Stead  being  examined  as  a  witnew,  and  in  several  subsequent  cases  to  examine  tbe  ped- 

reference  was  made  to  tbe  extension   of  Lord  tioner.     AH  obfection  is  now  removed  by  tbe  cte- 

Dundonald*s  patent,  tbe  only  case  in  wbich  up  to  tute  14  &  15  Vict.  c.  69. 
this  time  the  petitioner  had  been  examined.     The  {h)  See  anU^  p.  124. 
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the  circulation  of  the  Transactions  of  the  Society  of  Arts  was  Jn  the  Privy 
over  1,500 ;  at  that  time  there  were  about  800  members,  and  ^*^^^*^ 
about  the  same  number  of  public  institutions  and  libraries  and 
scientific  men  received  copies*    The  Mechanics'  Magazine  had  a 
large  circulation,  and  was  proved  to  be  perused  by  one  of  the 
witnesses. 

A.  C.  Eunomus  and  G.  Castle  were  called  to  prove  the  cir- 
cumstances attending  the  communication  to  the  petitioner  of 
the  invention  from  a  Mr.  Nystrom,  and  the  attempts  to  introduce 
the  invention. 

M.  D.  Hill  objected,  on  the  ground  of  inapplicability  of  evi- 
dence relating  to  the  acts  of  the  petitioner  after  the  patent,  to 
induce  the  public  to  adopt  the  invention,  or  to  show  the  want  of 
knowledge  of  the  publications  in  question. 

Dr.  LnsHiNGTON :  It  may  show  he  is  entitled  to  a  favourable 
consideration  in  the  exercise  of  our  discretion. 

M.  D.  Hill :  My  learned  friend  confounds  this  with  a  case  of 
application  for  the  extension  of  the  term  of  a  patent,  in  which 
what  is  done  by  the  petitioner,  after  the  grant  of  the  patent,  is 
all  important;  his  zeal,  enterprise,  and  industry,  and  general 
conduct,  are  material  in  the  inquiry  whether  he  has  made  a 
proper  use  of  the  original  term  of  the  patent ;  because  he  cannot 
ask  for  an  extension,  if  he  might  have  been  adequately  remu- 
nerated; but  we  are  here  to  inquire  into  facts  before,  and  at  the 
time  of,  his  taking  out  the  patent. 

Dr.  Lushinoton:  We  are  all  of  opinion  we  must  hear  the 
evidence  in  this  case.  It  is  laid  down  by  Lord  Lyndhurst  in 
Westrupp  and  Gibbins's  case  (1  Pat.  Cases,  556),  that  this  is  a 
case  in  which  the  Act  of  Parliament  leaves  a  discretion  in  the 
judicial  committee.  Now  if  we  are  to  exercise  a  discretion, 
sorely  all  these  facts  may  operate  on  our  discretion  upon  the 
question  whether  the  party  is  entitled  to  a  favourable  considera- 
tion or  not,  and  therefore  we  cannot  exclude  the  evidence.  We 
cannot  say  that  tiie  pains  taken  to  introduce  the  invention  after 
the  obtaining  the  patent  may  not  lay  some  ground  for  a  favour- 
able consideration. 

Alexander  Gordon  and  P.  R.  Hodge  spoke  to  the  absence  of 
knowledge  as  to  wood-paving  prior  to  petitioner's  patent,  and  of 
the  difficulties  of  introducing  the  invention. 

M.  D.  Hill  was  heard  in  opposition  to  the  petition. 

Sir  Thomas  WUde  was  heard  in  reply  to  the  objections  raised 
by  Mr.  HiU  on  the  inapplicability  of  the  statute  to  the  present 
case. 

Dr.  LusHiNGTON :  The  petitioner,  David  Stead,  prays  for  j^gment. 
the  confirmation  of  a  patent  granted  to  him  on  the  19th  May,  April  4, 1846. 
1838,  for  an  invention  as  to  paving  with  wood.    This  petition 
is  preferred  under  the  2nd  section  of  the  5  &  6  Wm.  IV.,  c.  83. 
Several  questions  have  been  raised  at  the  bar  as  to  tiie  construe- 
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April  4, 1846,  tion  of  that  statute,  and  whether  the  proof  now  offered  by  the 
petitioner  satisfies  the  demands  of  its  enactments. 

The  advice  which  their  Lordships  have  determined  to  give  to 
Her  Majesty,  will  be  governed  by  circumstances  appearing  in 
this  case,  which,  in  their  opinion,  will  render  it  unnecessary  to 
pronounce  any  judgment  upon  several  of  the  questicms^ 
dispute. 

The  second  section  of  the  statute  referred  to,  confers  upon 
the  judicial  committee  the  discretionary  power  of  advising  her 
Majesty  to  confirm  letters  patent  in  cases  where  they  are  satisfied, 
in  the  manner  required  by  the  enactments  of  that  section,  that 
the  patentee  believed  himself  to  be  the  first  and  original  inventor, 
and  that  such  invention  or  part  thereof  had  not  been  publicly 
and  generally  used  before  the  date  of  the  letters  patent.  The 
Object  of  intention  of  the  statute  was,  that  the  patentee  might,  if  drcom- 
statute.  stances  rendered  it  fitting,  in  the  judgment  of  the  judicial  com- 

mittee, be  protected  against  any  prior  invention  not  pub£dy 
and  generally  used,  where  he  had  no  reason  to  believe  that  sticli 
prior'invention  existed.  We  apprehend  that  this  section  must 
necessarily  be  construed  to  confer  the  power  of  giving  to  the 
patentee  that  which  he  did  not  possess  before  the  passing  of  the 
statute,  or  in  other  words  of  curing  that  which  before  the  statute 
The  statate  in*  would  have  constituted  an  invalidity.  If  the  patent  were  valid 
vide  for^a  case  ^^  ^^®  ^^^  ^*  ^^  existed  before  the  passing  of  the  statute  it  could 
of  some  prior  hardly  be  necessary  to  confirm  it.  The  case  to  be  remedied  was 
OuBToventlom  "^^  ^^^^  ^^  ^  patentee  discovering  a  prior  invention  wholly 
unused  and  wholly  unknown  up  to  the  date  of  the  letters  patent, 
but  it  was  applicable  to  the  case  of  a  patentee  discovering  a 
prior  invention  so  known  that  the  patent  might  be  invalidated 
on  that  ground,  though  not  publicly  and  generally  used.  The 
statute  was  framed  to  protect  against  circumstances  which  con- 
stituted an  invalidity,  though  the  patentee  had,  so  fer  as  his 
knowledge  went,  every  reason  to  believe  himself  to  be  the 
original  inventor. 
Statement  in  I"  this  casc  Mr.  Stead,  the  patentee,  presented  his  petition  in 
the  petition.  April,  1843,  and  after  narrating  the  communication  from  Mr. 
Nystrom,  the  difiiculties  he  had  experienced,  and  the  expenses 
he  had  incurred  (which  are  in  fact  only  subsidiary  circumstances 
for  a  favourable  consideration,  provided  the  facts  required  by 
the  statute  were  proved),  the  petition  stated  that  Mr.  Stead  after 
the  granting  of  the  letters  patent  discovered  a  letter  of  ^Mr. 
Heard  published  in  the  Transactions  of  the  Society  of  Arts,  and 
in  the  Mechanics'  Magazine.  The  petition  does  not  state  that 
this  letter  is  evidence  of  a  prior  invention,  similar  to  that  de- 
scribed in  the  specification  to  the  letters  patent  which  he  ob- 
tained, but  the  petition  avers  that  the  petitioner  acted  band  Jide, 
believing  the  invention  to  be  new,  and  then  prays  a  confirmation 
or  new  letters  patent.     Though  the  petition  does  not  in  words 
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aver  that  the  letters  patent  were  invalid  on  account  of  Mr.  ^»  *^  ^^^^y 
Heard's  letter,  yet,  unless  that  construction  be  put  upon  the  ^^ 

1-11  *      1  1   1  1    i.  .  The  petition 

petition,  we  think  there  could  be  no  ground  for  praying  a  con-  must  admit  the 
firmation.  invalidity  of 

.  .  .  'he  patent  as 

The  hearing  of  the  petition  was  postponed  on  account  of  the  the  ground  of 
absence  of  an  important  witness.     And  then,  after  the  presenta-  *^^«  jurisdiction. 
tion  of  this  petition,  an  action  was  brought  against  Mr.  Williams 
for  the  infringement  of  the  patent.     That  action  was  tried  at 
Liverpool  in  September,  1843.     Now  tliis  proceeding  appears 
to  their  Lordships  to  be  wholly  inconsistent  with  the  case  made  inconsistencv 
by  the  petitioner.     The  petition   says,  confirm,   because  thCpJ^^^^^^ 
patent  is  otherwise  invalid.    The  action  asks  for  damages,  be- 
cause a  valid  patent  has  been  invaded. 

But  what  follows  ?  A  new  trial  is  moved  for,  and  a  new  trial 
granted,  in  consequence  of  the  Court  of  Common  Pleas  holding 
that  the  direction  of  the  judge  was  erroneous,  and  the  petitioner 
then  presents  a  further  petition  to  the  judicial  committee,  and 
declares  therein  that  if  he  proceeds  to  a  new  trial  he  expects  to 
sacceed  in  showing  that  the  description  given  by  the  letter  of 
James  Heard,  though  in  certain  parts  apparently  similar,  is  in 
reality  different  from  his  invention.  Then,  according  to  his  own 
statement,  the  petitioner  is  praying,  and  according  to  the 
exigency  of  the  statute  must  pray,  the  committee  to  advise  her 
Majesty  to  confirm  the  letters  patent,  because  some  other  person 
has  invented  or  used  the  whole  or  a  part  of  his  alleged  inven- 
tion— ^but  yet  he  tells  us  that  such  is  not  the  fact — ^but  that  the 
two  inventions  are  only  apparently  similar — ^that  his  patent 
therefore  on  such  account  needs  no  confirmation,  and  he  can 
succeed  in  his  action,  and  prove  that  if  his  patent  were  con- 
finned  it  was  erroneously  confirmed,  for  that  there  was  no  real 
prior  invention  at  all. 

Their  Lordships  think  that,  under  these  circumstances,  it  is 
impossible  for  them  to  advise  her  Majesty  to  confirm  the  patent, 
and  they  are  of  opinion  that  this  petition  must  be  dismissed 
with  costs. 

Petition  dismissed  with*costs. 


Stbai)  V,  Anderson. 

Cor.  Parke,  B. 

Guildford  Summer  Assizes,  1846. 

This  was  an  action  brought  against  the  defendant  as  a  Director  Trial  at  taw. 
of  the  Metropolitan  Wood  Paving  Company  for  an  infringement  '^^^ 
of  the  patent,  the  subject  of  the  former  proceedings,  by  laying 
down  wooden  blocks  of  a  rhomboidal  form,  with  two  sides  in- 
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Trial  at  Jaw.  cUned  at  angles  varying  from  about  63  to  45  degrees  with  the 
horizon^  fitting  close  together,  the  grain  of  the  wood  being 
parallel  to  the  inclination  of  the  sides. 

The  declaration  and  pleas  were  substantially  the  same  as  in 
the  former  action  (ante,  p.  126). , 

Shee,  Serjeant  (E.  James  and  Hurst  with  him),  for  the  plaintid^ 
examined  witnesses  as  to  the  nature  of  the  jmYement  of  the 
vestibule  or  covered  carriage  way  of  the  prindpal  approach  to 
Sir  W.  Worsley*s  Hall.  The  blocks  of  that  pavement,  though 
hexagonal  at  the  top,  tapered  considerably  towards  the  base,  so 
as  to  admit  of  their  being  driven  into  the  foundation  of  earth  or 
sand  with  a  rammer.  Scientific  witnesses  also  were  examined 
as  to  the  nature  of  the  pavement  described  in  Heard's  aad 
Finlayson's  letters  {anie,  p.  124),  and  as  to  the  insuffidencyof 
the  directions  there  given  for  a  pavement  of  practical  utility. 

ChanneUy  Serjeant  (Petersdofff  with  him),  for  the  defendant^ 
called  no  witnesses,  but  relied  on  the  pavement  of  Sir  W. 
Worsley  as  a  public  use  of  the  invention  before  and  at  the  dsfee 
of  the  letters  patent ;  on  tiie  letters  of  Heard  and  Finlayson,  aad 
on  the  block  used  by  the  defendant  not  being  within  the  plain- 
tiff's specification. 
Summing  up.       Parke,  B.  :  The  plaintiff,  in  his  specification,  claims  as  his 
invention  not  every  mode  of  paving  streets,  highways,  &C.,  with 
blocks  of  wood,  but  a  mode  of  paving  with  blocks  fulfilling  three 
Chancteriitici  conditions, — ^being  of  equal  sizes  and  dimensions,  whether  square, 
wi^  defen^t'  ^^^^®^»  triangular,  or  of  any  other  form, — ^having  their  sides 
paving.  perpendicular  to  the  horizon,  and  parallel  with  each  other  (sub- 

ject to  the  slight  levelling  necessary  to  allow  for  the  convexity 
of  the  road),  so  as  to  insure  an  equal  lateral  pressure  from  their 
surface  to  the  base, — and  with  tiie  grain  or  fibre  of  the  wood 
vertical,  that  is,  as  vertical  as  the  growth  of  the  tree  would 
permit.     The  infiringement  complained  of  consisted  in  the  use 
by  the  defendant  of  blocks  of  wood  presenting  on  the  surface 
squares  of  equal  sizes  or  dimensions,  but  differing  from  the 
plaintiff's  blocks  in  this,  that  two  only  of  their  sides  were  parallel 
with  each  other  and  with  the  adjoining  blocks,  the  other  two 
sides  presenting  an  angle  of  about  sixty-three  degrees^  the  grain 
or  fibre  of  the  wood  running  at  the  same  angle,  and  each  block 
resting  the  upper  surface  of  one  of  its  sides  upon  a  portion  of 
the  base  of  the  opposite  side  of  the  block  next  adjoining  it;  the 
blocks  used  by  the  defendant  being  of  a  rhomboidal  form,  not 
having  the  grain  or  fibre  vertical,  or  all  their  sides  perpendicalar 
to  the  horizon,  but  the  grain  and  two  of  the  sides  being  at  an 
angle  of  sixty-three  degrees,  and  not  being  supported  laterally 
by,  but  partially  resting  upon  each  other,  the  first  issue  must  be 
found  for  the  defendant,  unless  the  jury  were  of  opinion  that  it 
was  a  fraudulent  imitation,  and  a  merely  colourable  evasion  of 
the  plaintiff's  patent  right.     . 
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As  to  the  second  issue — whether  the  plaintiff  was  tlie  true  StoRmfN^  t^p. 
and  first  inventor ;  and  the  third — ^whether  the  invention  was  of  The  introduc- 
any  use^  benefit,  or  advantage  to  the  public ;  the  finding  should  ^,1^^^ 
be  for  the  plaintiff,  there  being  reasonable  evidence  that  the  ioTention. 
plaintiff  was  the  true  and  first  inventor,  in  the  sense  of  being  an 
introducer  from  abroad,  and  that  the  invention  was  useful. 

The  fourth  issue  would  depend  upon  their  opinion  as  to  the 
differences  suggested  with  r^ard  to  the  object  of  the  levelling 
of  the  blocks,  and  whether  the  specification  in  this  respect  suffi- 
ciently described  the  nature  of  the  invention. 

The  fifth  issue,  whether  the  invention,  before  the  granting  of  As  to  the  prior 
the  letters  patent  to  the  plaintiff,  had  been,  wholly  or  in  part^  aDdpubiicatiou. 
publicly  or  generally  known,  used^  practised,  or  published  in 
England,  embraces  in  it  three  different  allegations.  The  first 
is,  that  this  invention  had  previously  been  actually  used ;  the 
second,  that  it  had  been  publicly  known;  the  third,  that 
it  had  been  published,  at  least  in  part.  As  to  the  alleged 
user,  the  only  evidence  is,  that  a  similar  pavement  had  previously 
been  laid  down  at  Sir  W.  Worsley^s ;  the  hexangular  blocks* 
however,  there  used^  differed  in  an  essential  particular  from 
those  of  the  plaintiff,  inasmuch  as  they  did  not  laterally  sustain 
each  other  from  the  surface  to  the  base,  but  tapered  from  the 
top  downwards,  so  as  to  drive  into  the  substratum  of  sand.  If 
the  mode  of  forming  and  laying  the  blocks  at  Sir  W.  Worsley's 
had  been  precisely  similar  to  the  plaintiff's,  that  would  have  been 
a  sufficient  user  to  destroy  the  plaintiff's  patent,  though  put  in 
practice  in  a  spot  to  which  the  public  had  not  free  access.  The 
pavement  laid  down  at  St.  Petersburgh  unquestionably  was  of 
such  a  description,  and  the  user  of  an  extent  that  if  it  had  existed 
in  England  prior  to  the  grant  of  the  letters  patent  to  the  plain- 
tiff^ would  have  rendered  them  void.  Then  has  it  been  generally 
known  and  published?  I  think  those  words  mean  different  Meaning  of 
things.  "  Generally  known "  means,  known  to  the  public  pj[tuh'^d.*' 
generally,  or  at  least  to  that  portion  of  the  public  whose  atten- 
tion is  turned  to  such  matters.  But  '^  published  "  means  offered 
or  dedicated  to  the  public.  Was  the  invention  published  or 
offered  to  the  public  to  such  an  extent  as  that  it  was  generally 
known  amongst  engineers  and  persons  likely  to  take  an  interest 
in  such  a  matter?  The  method  of  paving  described  by  Mr. 
Heard  was,  no  doubt,  very  similar  to  the  plaintiff's.  Finlayson's 
may  be  altogether  laid  out  of  consideration.  The  question  on 
this  part  of  the  issue  will  be, — ^not  whether  the  description 
furnished  by  Heard  in  his  communications  to  the  Society  of 
Arts  would  have  been  sufficient  to  sustain  a  patent,  or  whether, 
if  Heard  had  taken  out  a  patent,  the  plaintiff's  mode  would  have 
been  an  infringement; — but  whether  Heard's  letters  made 
known  to  the  world  a  mode  of  paving  substantially  like  the 
plaintiff's.  The  mode  described  by  Heard  certainly  does  not 
entirely  coincide  with  the  plaintiff's,  especially  with  respect  to 
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Trial  at  iaw.  the  preparation  of  the  foundation  or  substratam.  Bat  it  agrees 
with  it  in  this  important  particular^  vis. :  that  the  blocks  are  to 
be  laid  with  the  grain  or  fibre  of  the  wood  in  a  vertical  position. 
It  will  be  for  you  to  say,  whether  or  not  the  two  modes  are  sub- 
stantially the  same,  and  whether  there  has  been  such  a  previoos 
publication  as  to  have  already  made  this  a  portion  of  the  pabhc 
stock  of  information.  The  witnesses  for  the  plaintiff,  scientific 
men  and  others,  certainly  disavowed  all  previous  knowledge  'of 
the  publication  of  Heard's  letters.  The  evidence  shows  lliat  at 
the  time  Heard's  letters  appeared  in  the  Transactions  of  the 
Society  of  Arts,  the  members  of  that  body  were  about  800  in 
number ;  that  they  had  subsequently  been  reduced  to  about  300; 
that  in  the  year  1842,  the  society  again  became  more  numerous; 
and  that  the  Transactions  were  printed  periodically  for  distribu- 
tion amongst  the  members,  and  were  likewise  sold  to  persons 
who  were  not  members,  and  might  be  puvdiased  at  any  book- 
seller's.    The  next  question  is,  whether  this  mode  of  paving  with 

tion  m  A  book,  wood  had  previously  been  published  in  England,  in  the  sense  ia 
which  I  understand  the  Court  of  Common  Pleas  to  have  dealt 
with  that  word  in  the  case  of  Stead  v.  WiU%am$  (a).  Upon  this 
point,  I  shall,  sitting  here,  adopt  the  law  as  laid  down  in  the 
judgment  of  the  Court  in  that  case, — without,  however,  holding 
myself  bound  by  that  opinion,  should  the  point  ever  come  be- 
fore me  sitting  in  a  court  of  error.  The  court  there  say :  **  If 
the  invention  has  already  been  made  public  in  England  by  a  de- 
scription contained  in  a  work,  whether  written  or  printed,  which 
has  been  publicly  circulated,  in  such  case  the  patentee  is  not  the 
first  and  true  inventor  within  the  meaning  of  the  statute,  whether 
he  has  himself  borrowed  his  invention  from  such  publication  or 
not ;  because  we  think  the  public  cannot  be  precluded  from  the 
right  of  using  such  information  as  they  were  already  possessed  of 
at  the  time  of  the  patent  being  granted.  It  is  obvious  that  the 
application  of  this  principle  must  depend  upon  the  particular 
circumstances  which  are  brought  to  bear  on  each  particular  case: 
The  existence  of  a  single  copy  of  a  work,  though  printed,  brought 
from  a  depository  where  it  has  long  been  kept  in  a  state  of  ob- 
scurity, would  afford  a  very  different  inference  from  the  produc- 
tion of  an  Encyclopaedia,  or  other  work  in  general  circulation. 
The  question  will  be,  whether,  upon  the  whole  evidence,  thae 
has  been  such  a  publication  as  to  make  the  description  a  part  of 
the  public  stock  of  information.''  It  will  be  for  you  to  say, 
whether  Mr.  Heard,  who  clearly  first  brought  the  knowledge  to 
England,  by  the  communication  made  by  him  to  the  scientific 
body,  made  a  present  of  it  to  the  public,  so  as  to  prevent  an  in- 
dividual from  appropriating  it  to  himself,  by  taking  out  a  patent 


(«)  Ante,  142. 
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for  it.     If  you  are  of  that  opinion ,  your  verdict  must  on  the  fifth  Trial  at  law. 
issue  he  for  the  defendant. 

Upon  the  sixth  issue,  whether  the  title  of  the  invention  in  the  Title  not  too 
letters  patent  was  too  large,  uncertain,  vague,  and  ambiguous ; 
and  upon  the  seventh, — whether  the  invention  was  an  improved 
tDode  or  method  of  making  or  paving  roads,  &c. ;  your  verdict 
should  be  for  the  plaintiff. 

The  jury  returned  a  verdict  for  the  defendant  on  the  first  and 
fifth  issues,  and  for  the  plaintiff,  on  the  second,  third,  sixth,  and 
seventh  issues ;  and  as  to  the  fourth  issue,  they  were  discharged 
by  consent. 


In  the  Common  Pleas.  RtUefornew 

trioL 

Cor.  Sir  T.  WUde,  C.  J. ;  Co/tmariy  J. ;  Mauley  J. ;  Cresswell,  J. 

JShee,  Serjeant,  in  Michaelmas  Term  last,  on  the  part  of  the 
plaintiff,  obtained  a  rule  nisi  for  a  new  trial,  on  the  ground  of 
misdirection,  and  that  the  verdict  on  the  first  and  fifth  issues 
was  against  the  evidence ;  against  which — 

Channellp  Serjeant,  and  Petersdorff,  showed  cause :  There  was 
no  evidence  of  infringement ;  the  blocks  used  by  the  defendant 
differed  substantially  from  those  described  in  the  plaintiff's 
specification, — even  assuming  that  his  claim  was  not  limited  to 
hexagonal,  triangular,  or  square  blocks,  but  embraced  blocks  of 
every  form,  but  of  similar  dimensions.  The  learned  judge  was 
warranted  in  directing  the  jury  to  find  for  the  defendant  on  the 
first  issue,  unless  they  were  of  opinion  that  the  mode  adopted 
by  the  defendant  was  a  fraudulent  attempt  to  evade  the  plaintiff 's 
patent.  All  the  witnesses  agreed  that  the  verticality  of  the  grain 
or  fibre  of  the  wood,  and  the  lateral  contact  and  support  from 
the  surface  to  the  base  of  the  block,  were  of  the  essence  of  the 
plaintiff's  alleged  invention ;  whereas  in  the  plan  adopted  by  the 
defendant,  neither  was  the  grain  vertical,  nor  did  each  block  re- 
ceive lateral  support  from  those  next  to  it;  but  one  was  made  to 
rjBst  upon  a  portion  of  the  base  of  another,  the  grain  or  fibre 
being  at  an  angle  of  about  forty-five  degrees.  Misapprehension 
of  the  true  ground  of  the  decision  in  Stead  v.  Williams  (A)  may 
have  introduced  some  confusion.  It  was  there  held,  that,  if  an 
invention  has  already  been  made  public  in  England,  by  a  descrip- 
tion contained  in  a  work,  whether  written  or  printed,  which  has 
been  publicly  circulated,  one  who  afterwards  takes  out  a  patent 
for  substantially  the  same  invention  is  not  the  true  and  first  in- 
ventor within  the  meaning  of  the  statute  21  Jac.  1,  c.  3,  whether 
he  has  himself  borrowed  his  invention  from  such  publication  or 

(b)  Ante,  137.     S.C.  7  M.  &  G.  818  j  8  Scott  N.  R.  449. 
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Arfftmeiu  on    not.     In  that  case  the  Court  in  effect  decided  that  the  pnblica- 
'  tion  amounted  to  a  defence^  without  adverting  to  the  particukr 

issue  to  which  such  a  defence  would  be  applicable.  The  learned 
judge  in  this  case  treated  the  fifth  issue  as  distributive,  as  the 
plaintiff  had  done  by  his  replication.  There  was  distinct  eyidence 
as  to  publication.  {Mauley  J. :  The  question  is,  whether  publi- 
cation is  enough,  without  user.]  Stead  y«  Williams  and  other 
Pablication  cases  show  that  it  is.  {Maule,  J. :  Previous  publication  shows 
out  mier.  ^  *  ^^^  ^^^  patentee  is  not  the  true  and  first  inventor.  But  does  it, 
without  more,  establish  a  defence  ?]  Tindal,  C.  J.,  thus  deals 
with  this  question  in  his  summing  up  in  Cornish  v.  Keene  (c): 
^'  Sometimes  it  is  a  material  question  to  determine  whether  the 
party  who  got  the  patent  was  the  real  and  original  inventor  or 
not ;  because  these  patents  are  granted  as  a  reward,  not  only  for 
the  benefit  that  is  conferred  upon  the  public  by  the  discovery, 
but  also  to  the  ingenuity  of  the  first  inventor ;  and,  although  it 
is  proved  that  it  is  a  new  discovery  so  far  as  the  world  is  con- 
cerned, yet,  if  anybody  is  able  to  show,  that,  although  that  was 
new,  that  the  party  who  got  the  patent  was  not  the  man  whose 
ingenuity  first  discovered  it,  that  he  had  borrowed  it  from  A.  or 
B.,  or  taken  it  from  a  book  that  was  printed  in  England,  and 
which  was  open  to  all  the  world, — then,  although  the  public  had 
the  benefit  of  it,  it  would  become  an  important  question  whether 
he  was  the  first  and  original  inventor  of  it."  [WUde,  C.  J. :  If 
it  could  be  proved  that  the  plaintiff  derived  his  information  from 
a  book  published  in  England,  the  patent  would  undoubtedly  be 
void.]  In  the  course  of  the  argument  of  the  case  of  the  House- 
hill  Company  v.  Neilson,  in  the  House  of  Lords,  Lord  Lynd- 
hurst,  L.  C,  observed  {d) :  ^'  If  the  machine  is  published  in  a 
book,  distinctly  and  clearly  described,  corresponding  with  die 
description  in  the  specification  of  the  patent,  though  it  has  never 
been  actually  worked,  is  not  that  an  answer  to  the  patent?  It 
is  continually  the  practice  on  trials  for  patents  to  read  out  of 
printed  works  without  reference  to  anything  that  has  been  done." 
And  Lord  Brougham  adds,  "  It  negatives  being  the  true  and 
first  inventor,  which  is  as  good  as  negativing  the  non-user.^ 
[MaulCf  J.:  Supposing  the  only  issue  to  be  whether  the 
plaintiff  was  the  true  and  first  inventor,  and  it  is  shown  that 
some  one  else  had  previously  published  the  invention  to  the 
world,  would  not  that  entitle  the  defendant  to  a  verdict?] 
The  authorities  show  clearly  that' it  would.  In  Morgan  v. 
Seaward  (e)  Alderson,  B.,  says,  "It  is  certainly  a  most  important 
question,  what  are  the  limits  of  what  a  man  may  do  without  its 
being  a  publication,  and  a  question  on  which  much  remains  to 
be  ascertained :  the  law  is  in  a  very  confused  state.     In  the  case 

(c)  1  P*t.  C.  507.  (d)  I  Pat.  a  718  n. 

(e)  1  Pat.  C.  190;  2  M.  £c  W.  544.     1  Pat.  C.  187. 
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of  Lems  r.  Marling  (/),  I  should  certainly  have  entertained  very  ^'^^  «<  ^^* 
considerable  doubts.  If  the  question  is  to  be  put  altogether  ^^  ' 
upon  the  ground  of  the  public  use  of  the  invention,  how  did  Dr, 
Brewster  lose  the  benefit  of  his  invention  of  the  kaleidoscope, 
because  it  had  previously  been  published  in  a  book,  if  it  had  not 
been  used,  though  made  known  to  all  the  world  before  (g)  ?  If 
Dr.  Hall  had  published  his  discoveries  in  a  book,  I  apprehend 
that  would  have  put  an  end  to  DoUond's  patent  (A).  Much 
obscurity  has  been  introduced  into  this  question  by  the  use  of 
loose  expressions  and  dicta.'^  And  on  Morgan  v.  Seaward  being 
cited  in  Carpenter  v.  Smith  (i),  the  same  learned  judge  observed, 
"  How,  then,  do  you  get  over  the  case  of  the  invention  for 
which  a  patent  was  avoided  (*)  because  it  had  been  previously 
published  in  a  book  ?  the  principle  being,  that  it  could  be  appro- 
priated by  any  body  beeause  it  had  already  been  given  to  every- 
body." [Mauky  J. :  To  make  the  direction  in  this  case  right, 
it  is  surely  necessary  that  prior  publication  should  be  a  defence.] 
The  learned  baron  evidently  intended  to  act  upon  the  decision 
of  this  Court  in  Stead  v.  Williams.  The  defendant  having  a 
clear  right  to  the  verdict  upon  not  guilty,  the  Court  will  not 
grant  a  new  trial  merely  because^  in  disposing  of  the  other 
issues,  the  judge  directed  the  jury  to  find  for  him  on  the  fifth 
issue  instead  of  the  second. 

Shee,  Seijt,  E«  James,  Webster,  and  Hurst,  in  support  of  the 
rule:  The  making  of  wood  pavement  of  blocks  of  any  form, 
provided  they  are  of  equal  dimensions,  and  made  to  fit 
together  and  support  each  other,  and  provided  the  grain  or  fibre 
of  the  wood  is  vertical,  not  vertical  in  die  strict  sense  of  the 
term,  but  as  contradistinguished  from  horizontal  or  transverse* 
is  an  infringement  of  the  plainti£f 's  patent.  [Maule,  J. :  A  slight 
and  colourable  deviation  from  the  vertical  line  would  probably 
be  within  your  description.  But  the  question  is,  whether 
blocks  with  the  grain  or  fibre  inclined  in  a  substantial  degree 
can  be  said  to  be  vertical  within  the  prohibition  of  the  patent  ?] 
Specifications  are  to  be  read  in  a  spirit  of  fairness  and  can- 
dour, and  not  with  a  predisposition  to  pick  holes  in  them— ^^r 
Alderson,  B.,  in  Russell  v.  Cowley  {l),  and  Parke,  B.,  in  Neilson 
T.  Harford  {m).  In  construing  this  specification,  the  proper 
question  to  be  submitted  to  the  jury  upon  the  first  issue  was. 


(/)  1  Pat.  C   490,  493;  S.C.  4  C.  &  P.  62  ;  (h)  See  DoUtmd^i  Ca»e,  1  Pat.  C.  43. 

lOB.  &C.22;.4M.&  R.66.  (t)  1  Pat.  C.  541 ;  S.  C. 9  M.  &  W.  302. 

{g)  No  prior  publication  of  thiB  kind  existed ;  (k)  See  ante  (g)  as  to  supposed  case  of  Dr. 

Dr.,  now  Sir  David  Brewster,  failed  to  obtun  the  Brewster's  kaleidoscope, 

benefit  of  bis  patent  in  consequence  of  the  host  of  (I)  1  Pat.  C.  470. 

Infringers  of  a  low  class,  and  of  a  character  (m)  1   Pat.  C.  310.     See  also  M* Alpine  v. 

against  whom  it  was  useless  to  proceed.     See  MangnaU,  3  C.  B.  518»  in  the  Exchequer  Cham- 

evidence  of  Sir  D.  Brewster,  Maj  30,  1851,  in  ber,  as  to  the  way  in  which  a  specification  is  to  be 

the  House  of  Lords,  on  the  Patent  Bills  [2456].  read. 

VOL.  ir.  X                     '           A  \ 
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Atyumetu  on    whether  the  defendant  had  or  had  not^  under  oolonr  of  a  apedoiii 
'^^'  variation  in  the  form  of  the  block,  substantially  infringed  the 

plaintiff's  patent,  as  was  done  by  Ihulai,  C.  J.,  in  Walton  t. 
Potter  {n)f  directing  the  jury  that,  ^' Where  a  party  has  obtsined 
a  patent  for  a  new  invention,  or  a  discovery  he  has  made  by  his 
own  ingenuity,  it  is  not  in  the  power  of  any  o&er  person,  simply 
by  varying  in  form  or  in  immaterial  circumstances  the  natore  or 
subject-matter  of  that  discovery,  to  obtain  dther  a  patent  for  it 
himself,  or  to  use  it  without  the  leave  of  the  patentee,  became 
that  would  be,  in  effect  and  in  substance,  an  invasion  of  the 
right;  and,  therefore,  what  you  have  to  look  at  on  the  present 
occasion  is,  not  simply  whether  in  form  or  in  circumstanoes,  thit 
may  be  more  or  less  immaterial,  that  which  has  been  done  by  the 
defendants  varies  from  the  specification  of  the  plaintiff's  patent, 
but  to  see  whether  in  reality,  in  substance,  and  in  effect^  the  de- 
fendants have  availed  themselvea  of  the  plaintiff's  invention  in 
order  to  make  that  fabric,  or  to  make  that  article,  which  thej 
have  sold  in  the  way  of  their  trade,  whether  in  order  to  make 
that  they  have  availed  themselves  of  the  invention  of  the  plain- 
tiff.'^    CrtSMweU^  J.,  uses  similar  language  in  fVattom  v.  Bate- 
man  {o).  And  AUkreon,B.,inMorffanT.  Seaward  {p\9a,js,"The 
question  (as  to  infringement)  woidd  be  simply,  whether  the  de- 
fendant's machine  was  only  oolourably  di&rent,  that  is,  whether 
it  differed  merely  in  the  substitution  of  what  are  called  medar 
nioal  equivalents  for  the  contrivances  which  are  resorted  fo  bj 
the  patentee.    I  think,  when  you  are  told  what  the  invention  (rf 
the  plaintiff's  really  is,  and  what  the  machine  of  the  defendsnt's 
really  is,  you  will  see  tiiat  those  differences  which  Mr.  Donkio 
and  others  point  out  as  existing  between  the  one  machine  and 
the  other,  are,  in  truth,  differenoea  which  do  not  affect  the  prin- 
dple  of  the  invention.    Therefore  the  two  machines  are  alike  in 
principle  ;  one  man  was  the  first  inventor  of  the  principle,  and 
the  other  has  adopted  it ;  and  thoixgh  he  may  have  carried  it 
into  effect  by  substituting  one  mechanical  equiiradent  for  another, 
still  you  are  to  look  to  the  substance,  and  not  to  the  mere  form ; 
and  if  it  is  in  substance  an  infringement,  you  ought  to  find  that 
it  is  so/' 

As  to  the  fifth  issue,  there  was  a  dear  and  manifest  misdkeo- 
tion.  This  Court  did  not,  in  Stead  v^  WUSamsy  affect  to  lay 
down  any  distinct  rule  as  to  what  constitutes  part  of  the  gen^ 
stock  of  public  information,  but  treated  it  as  a  question  to  be 
left  to  the  jury  in  each  case.  IMaule,  J. :  Nobody  contended, 
in  that  case,  that  the  fact  of  publication  had  any  operatioa 
except  upon  the  issue  as  to  the  patentee  being  the  true  and 
first  inventor.       Here,  the  fifth  plea  is  founded,  not  upon 


(n)  1  Pat.  C.  686.  (o)  1  Pat,  C.  616.  (p)  1  Pat.  C-  171. 
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any  particular  condition  in  the  patent^  but  upon  the  general  TritUatlaw, 
law.  I  think  the  jury  ought  to  have  been  directed  to  find  * 
for  the  defendant  upon  the  second  instead  <A  the  fifth  issue.] 
In  Huddart  v.  Grimshaw  (q\  Lord  EUenbortrngh  says^  *^  If 
prior  to  the  time  of  the  obtaining  a  patent,  any  part  of  that 
which  is  of  the  substance  of  the  invention  has  been  communi- 
cated to  the  public  in  the  shape  of  a  specification  of  any  other 
patent,  or  is  a  part  of  the  service  of  the  country,  so  as  to  be  a 
known  thing,  in  that  case  he  (the  inventor)  cannot  claim  the 
benefit  of  his  patent/^  That  evidently  points,  not  to  a  mere 
publication  in  a  book,  but  to  an  actual  user.  The  language  of 
Lord  Lyndhurst,  C,  and  Lord  Brauffham,  in  the  case  of  The 
BausehUl  Comptmy  v.  Neibon  (r),  is  to  the  same  effect,  specially 
excepting  a  case  like  the  present,  where  the  public  had  acquired 
nothing. 

Cur.  adv.  tmU. 

Sir  Thomas  Wilde,  C.J. :  This  was  an  action  on  the  case  Jwi^ment, 
for  the  infringement  of  a  patent  for  the  wooden  pavement.    The  ^^^  ^'  *®*^* 
defendant  pleaded  several  pleais,  of  which  it  is  necessary  to 
mention  only  the  first,  which  was  not  guilty ;  the  second,  which 
denied  that  the  plaintiff  was  the  first  and  true  inventor ;  and  the 
fifth,  which  stated  tliat  the  letters  patent  and  the  invention  had 
been  and  was  wholly  and  in  part  publicly  and  generaUy  known, 
practised,  and  published  in  England.      The  cause  was  tried 
before  Pbrke,  B.,  at  the  last  Summer  Assizes  for  the  county  of 
Surrey,  when  a  verdict  was  found  for  the  defendant  on  the  first 
and  fifth  pleas,  and  for  the  plaintiff  on  the  second ;  and  a  rule 
nm  having  been  granted  for  a  new  trial  on  the  ground  of  misdi- 
rection, the  case  was  argued  during  the  last  term«     The  direc- 
tions complained  of  were  as  to  the  issue  on  the  first  and  fifth 
pleas.     On  the  first,  the  direction  was  in  effect  that  there  was 
no  evidence  of  infringement  unless  the  jury  thought  there  was  a 
fraudulent  evasion,  of  which  the  learned  judge  said  he  saw  no 
satisfectory  evidence,  but  left  that  question  to  the  jury.    The 
jury  thought  there  was  no  firaudulent  evasion,  and  found  for  the 
defendant,  under  the  direction  of  the  judge  that  there  was  no 
other  evidence  of  infringement.     Upon  a  careful  consideration  No  infringe- 
of  the  evidence,  we  are  of  opinion  that  there  was  no  evidence  to  JJJJISeii^^f  a 
justify  a  jury  in  finding  that  there  was  an  infringement — that  is,  tabsuntiai  re- 
a  substantial  resemblance  to  the  plaintiff's  invention  in  particu-  ^]^|^^f^  ^^ 
lars  to  which  his  exclusive  right  extended.  We  think  that  upon  which  the 
the  true  construction  of  the  patent  and  specification,  it  is  no  ^°endi?  "^  * 
evasion  of  the  right  of  the  plaintiff  to  pave  with  wood,  nor  to 
pave  with  wooden  blocks  of  equal  dimensions.     Indeed,  on  the 


(q)  D»T.  Pat.  C.  265;  1  Pat.  C.  85.  <r)  1  Pat.  C.  673. 
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/tM^ymtfiif.       argument  it  was  not  contended  that  the  patentee  had  an  exdanye 

Ju1t3,  1847.       .%  „  ,  _  .  ._  f^  ,,  ,       ,,    , 

nght  to  aU  modes  of  paving  with  wood»  or  with  wooden  blocb 
of  equal  dimensions;   but  it  was  insisted  that  the  mode  of 
paving  adopted  by  the  defendant^  though  with  blocks  whose 
grain  was  considerably  inclined  to  the  vertical  line^  was  substan- 
tially  the  same  as  the  plaintiff's  invention,  which  requires  that 
the  blocks  should  be  placed  ^*  with  the  grain  of  wood  in  a  ver- 
tical position/'  and  we  think  it  must  be  conceded  that  if  the  two 
modes  of  paving  had  been  substantially  the  same,  but  a  slight 
and  immaterial  inclination  had  been  given  to  the  grain  by  the 
defendant,  either  in.order  to  make  a  colourable  difference  be^feen 
his  pavement  and  the  plaintiff's,  or  for  any  other  purpose,  it 
would  have  been  an  invasion  of  the  patent ;  but  we  think  the 
Evidence  ihowi  evidence  does  not  show  such  a  substantial  identity,  butasub- 
di^rencc!^     stantial  difference ;  and  that  if  the  question  had  been  left  for 
the  jury,  and  they  had  found  for  the  pUuntiff,  the  verdict  ought 
to  have  been  set  aside  as  a  verdict  against  evidence.    The  only 
question  of  fraud,  which  was  the  only  one  left  to  the  jury,  upon 
the  plea,  appears  to  have  been  left  in  consequence  of  the  plain- 
intention         tiff's  insisting  at  the  trial  that  there  was  a  fraudulent  intention 
immaterial.      ^jo  evade  the  prohibition  of  the  plaintiff's  patent;  it  appears  to 
us  that  the  intention  was  immaterial ;  and  even  if  the  jory  had 
found  fraud,  the  verdict  ought  to  have  been  for  the  defendant, 
.and  that  there  was  no  misdirection  in  this  respect  of  which  the 
plaintiff  can  complain,  inasmuch  that  the  proper  direction  would 
have  been  that  the  verdict  should  be  found  for  the  defendant 
absolutely,  instead  of  conditionally,  if  there  were  no  fraud.    It 
may  be  observed  that  in  Heath  v.  Unwin  {»)  the  Court  of  Exche- 
quer seems  to  have  deemed  it  material  to  consider  the  intention 
The  qaettion    of  the  defendant  in  determining  whether  he  had  infringed  a 
de*"  nS^not^on  I^*®^*"  5  ^^^  ^^  ^^**  ^^^^  ^^®  evidence  negatived  any  such  inten- 
what  the  de-     tion,  and  the  other  circumstances  of  the  case  were  not  such  as  to 
tendrluton     *^^^  *"  infringement,  so  that  there  was  no  evidence  as  to  what 
what  he  does,   the  effect  of  such  intention  would  be;  and  we  think  it  clear 
that  the  action  is  maintainable  in  respect  of  what  the  defendant 
does,  not  what  he  intends. 

As  to  the  issue  upon  the  fifth  plea,  the  direction  was  that  the 
verdict  should  be  for  the  defendant  if  the  invention  were  known 
Plea  ofpublic  and  published  before  the  patent,  though  not  used.  But  this 
the  ftotutel™  ^^  P^®^*  which  is  the  same  as  the  sixth  plea  in  Stead  v.  tfittiams  (/), 
is  substantially  a  plea  of  public  user,  which  is  a  good  plea  under 
the  statute  of  James,  and  would  not  be  a  good  plea  without  the 
averment  of  user;  for  though  in  Stead  v.  Williami  proof  of 
publication  was  held  to  show  that  the  plaintiff  was  not  the  true 
and  first  inventor,  and  to  sustain  a  plea  that  he  was  not  such 


(«)  13  M.  &  W.  593,  tiudpost.  (t)  AnU  126. 
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trae  and  first  inventor,  the  publication  given  in  evidence  there  Jttdgment. 
was  in  fact  a  publication  by  another  person,  long  before  the  "  ^   '     *  ' 
plaintiff  had  invented,  who  was  not^  therefore,  the  first  inventor, 
on  the  principle  that  the  first  person  who  discloses  the  invention 
to  the  public  is  considered  as  the  inventor.    Yet  it  does  not  SemU&-'A 
follow  that  a  plea  only  stating  the  invention  was  known  and  ^Jf *J]J!?IJ!*^ 
published  in  terms  of  this  plea,  not  mentioning  used,  would  be  publication 
a  good  plea.    If  such  a  plea  stated  that  knowledge  and  publica-  ^Jf  ^^^^^  ^ 
tion  were  before  the  plaintiff  invented,  it  might  be  an  argumen- 
tative denial  of  the  plaintiff  being  the  first  inventor ;  but  as  it 
only  states  that  the  knowledge  and  publication  were  before  letters 
patent,  it  is  no  denial  at  all  of  the  plaintiff's  being  the  first  in- 
ventor, which  is  alleged  in  the  declaration,  and  not  denied  by 
this  plea;  and  as  such  knowledge  and  publication,  i.e.,  a  know- 
ledge and  publication  after  the  plaintiff*s  invention,  we  think 
would  not  avoid  a  patent  granted  to  the  true  and  first  inventor, 
who,  having  invented,  obtained  his  patent  before  his  invention 
was  used.    The  fifth  plea  is  not  a  double  one,  but  sets  up  the 
single  defence  of  user,  of  which  there  was  no  evidence,  so  that 
the  proper  direction  was  that  the  verdict  should  be  for  the  plain- 
tiff instead  of  the  defendant,  according  to  the  direction  given 
by  Baron  Parke.     Mr.  Justice  Cresswell,  in  Stead  v.  Williams, 
understood  this  plea  in  the  above  sense,  and  left  to  the  jury  upon 
this  plea  the  question  of  user  only,  which  direction  of  Mr.  Jus- 
tice Cresswell  was  clearly  wrong  if  tiie  evidence  of  publication 
without  user  would  sustain  tiie  plea,  and  no  objection  was  taken 
to  this  direction.     It  appears,  therefore,  that  the  proper  direc- 
tion was  that  the  verdict  should  be  for  tiie  plaintiff  on  the  fifth 
plea,  inasmuch  as  there  was  no  evidence  of  user ;  but  as  the 
publication  given  in  evidence  was  clearly  before  the  plaintiff's 
invention,  it  sustained  the  second  plea,  that  the  plaintiff  was  not 
the  true  and  first  inventor,  and  the  jury  ought  to  have  been 
directed  to  find  for  the  defendant  upon  the  second  plea  in  the 
event  on  which  they  were  directed  to  find  for  him  on  the  fifth. 

As  the  defendant  was  entitied  to  a  verdict  on  one  of  these  two 
pleas  (the  second  and  the  fifth),  and  as  he  has  had  a  verdict 
upon  the  general  issue,  which  we  think  was  properly  given,  we 
do  not  think  there  should  be  a  new  trial  unless  the  defendant 
insist  on  retaining  his  verdict  upon  the  fifth  plea.  We  therefore 
discharge  the  rule  upon  the  defendant  consenting  that  the  verdict 
shall  (if  the  plaintiff  think  fit)  be  entered  for  the  defendant  on 
the  second  plea,  and  for  the  plaintiff  upon  the  fifth.  But  if  the 
defendant  refuse  such  consent,  the  rule  must  be  made  absolute 
for  a  new  trial. 

Webster :  Will  your  lordship  allow  me  to  suggest  that,  as  the 
most  important  question  is  with  reference  to  the  true  and  first 
inventor,  whether  it  would  not  be  right  to  follow  the  course  sug- 
gested in  two  recent  cases,  and  that  the  plaintiff  should  be  at 
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liberty  to  tender  a  bill  of  exceptions  to  the  judgment  of  the 
court  as  the  direction  of  the  learned  judge  who  tried  tlw 
cause. 

Wilde,  C.  J«  :  That  is  impossible,  except  by  consent. 

Webster :  I  was  not  at  the  trial,  but  I  understood  there  vat 
some  agreement  about  a  bill  of  exceptions. 

Wilde,  C.  J. :  There  was  an  inritation  hj  the  judge,  accord- 
ing to  the  note,  but  it  was  not  acceded  to. 

Cbbbswbll,  J.:  At  present  it  occurs  to  me  that  this  Court 
can  never  with  propriety  grant  leave  to  tender  a  bill  of  excep* 
tions  to  the  judge,  who  is  not  a  component  part  of  it.  The 
judge,  upon  a  bill  of  exceptions  being  tendered  to  him,  might 
have  seen  that  he  was  wrong,  or  obviated  the  point  arising  by 
some  question  put  to  the  jury ;  how  can  we  possibly  say  for  him 
he  should  receive  a  bill  of  exceptions  ? 


In  the  Privy  EXTENSION   OF  LETTERS   PATENT. 

Council, 

'^^    '        '  Cor.  The  Lord  President ;  Dr.  Lushington ;  Sir  J,  fVigram^  V.  C, 
and  the  Right  Hon.  T.  Pemberton  Leigh. 

In  re  Lowe's  Patent. 

This  was  an  application  under  the  4th  section  of  the  statute 
(5  &  6  Wm.  4,  c.  83)  for  the  extension  of  letters  patent,  granted 
June  9,  1832,  to  George  Lowe,  for  ^^  increasing  the  illuminating 
power  of  gas/*  &c. 

Webster  appeared  in  support  of  the  petition,  and  Sir  F. 
ThesiffeVf  A.  G.,  for  the  Crown. 

Several  witnesses  were  called,  who  described  the  invention 
to  consist  in  increasing  the  illuminating  power  of  gas,  by  impreg- 
nating it  with  an  atmosphere  of  naphtha  or  other  hydro-csrbons, 
the  result  of  which  was  to  give  a  superior  power  and  quality  of 
light,  and  a  consequent  saving  in  the  quantity  of  gas  consumed. 
Evidence  was  also  given,  as  to  the  opposition  which  the  intro* 
duction  of  the  invention  had  experienced  from  the  gas  com- 
panies, and  to  the  petitioner  having  permitted  the  use  of  his  inven- 
tion at  the  Thames  Tunnel  and  other  places,  without  requiring 
any  payment  for  the  same. 

Dr.  Lushington  :  The  case  affords  a  primd  Jade  presump- 
tion that  no  profits  have  been  made  by  the  petitioner,  and  unless 
the  Attorney  General  thinks  it  necessary  to  take  the  evidence  T>f 
the  petitioner,  by  af&davit  or  otherwise  (a),  their  lordships  are 
satisfied  to  proceed  to  the  adjudication  of  the  case. 

Sir  F.  Thesiger,  A.  G. :  If  your  lordships  think  that  sufficirat 
primd  facie  evidence  has  been  given  of  there  being  no  profit 

(a)  As  in  Lord  Dundonald's  Case,  November  7,  1844, 
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derived  by  the  patentee  from  this  invention  to  enable  your  jn  e/w  pwiy 
lordships  to  come  to  a  satisfactory  conclusion  that  there  ought  ?^^?',«4/; 
to  be  an  extension  of  the  patent,  and  also  as  to  the  amount  of 
the  extension  to  be  given,  undoubtedly  I  should  not  oppose  it, 
or  require  any  additional  evidence. 

The  Right  Hon.  T.  Pemberton  Lbioh  :  It  is  negative  evidence. 
There  is  no  possibility  of  giving  direct  evidence  in  such  a  case 
as  this. 

Sir  F.  Theriger^  A.  G. :  No,  my  lord.  I  certainly  do  not  wish 
to  introduce  the  precedent  of  calling  the  party  himself. 

Sir  James  Wigram,  V.C*:  There  is  evidence  enough  to 
support  the  case  without  him. 

Sir  F.  Thesiger,  A.  O. :  I  certainly  feel  if  I  were  asked  my 
own  impression  with  regard  to  this  particular  case,  I  should  say 
I  am  quite  satisfied  that  if  the  patentee  were  called  here  he 
woidd  establish  to  your  lordships'  entire  satisfaction  that  there 
had  been  no  remunerating  profit  derived  from  this  invention. 

Dr.  LusHiNGTON  :  Under  these  circumstances,  we  think  we 
are  sufficiently  justified  in  acting  upon  the  evidence.  There  is 
certainly  some  evidence  to  raise  a  presumption  in  fiivour  of  the 
conclusion  that  no  profits  have  been  made,  namely,  evidence 
that  in  several  instances  this  gentleman  has  allowed  the  use  of 
his  patent  without  receiving  any  remuneration  at  all.  We  have 
considered  the  case,  and  are  of  opinion  that  a  renewal  should  be 
granted  for  the  period  of  five  years  (6). 


In  tht  Privy 

Are  Bell's  Patbkt.  ApSi846. 

This  was  an  application  by  Mr.  R.  Bell  under  the  4th  section 
of  the  statute  (5  &  6  Wm.  4,  c.  83),  for  the  extension  of  a 
patent  granted  to  W.  Newton,  August  10,  1832,  for  "an  im- 
proved iq)paratus  for  producing  instantaneous  light,  and  the 
means  and  mechanism  to  be  employed  in  the  manufacture  of 
the  same,"  communicated  by  a  foreigner. 

M.  D.  -ffi//,  GL  C,  and  fVebster,  appeared  for  the  petitioner, 
and  the  Attorney  General  (Sir  F.  JTiesiger)  on  behalf  of  the 
Crown. 

Sir  F.  Thesiffer,  A.  G.,  submitted  that  their  lordships'  rules  Copies  of  speci- 
had  not  been  complied  with,  inasmuch  as  copies  of  the  specifi-  f*?^***°  ^  ^ 
cation  had  not  been  lodged  in  conformity  therewith  (c). 

M.  D.  HiBy  Q.  C. :  There  has  been  an  unintentional  omission 
to  comply  with  the  rules,  but  the  mistake  has  arisen  from  the 
rules  not  being  generally  known,  and  the  petitioner  must  leave 
the  omission  to  be  dealt  with  as  may  appear  expedient. 


(6)  New  letters  fMftent  were  granted  to  George  (c)  See  Law  and.'Practice,  tit  *•  Rules  of  Privy 

Lowe  on  the  4tb  of  June,  1846.  Council." 
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In  tht  Privy        Their   lordships   intimated   that   in   this   case   they  wonld 
Apdu''i846    P^"^^*  ^^^  <5^®  ^  proceed,  but  their  leniency  must  not  be  used 
as  a  precedent. 

M.  D.  mil  opened  the  case  in  support  of  the  petition.  The 
papers  containing  the  advertisements  {d),  the  letters  patent,  and 
the  specification,  were  put  in. 

•  It  appeared  from  the  evidence  that  the  patent,  which  was  for 
an  improved  match, or  wax  taper,  called  the  ''Vesta'' match, had 
not  come  into  use  until  1842,  mainly  owing  to  the  want  of  a 
proper  priming,  or  one  that  would  keep  for  a  sufficient  length  of 
time ;  that  a  considerable  quantity  of  matches  were  returned  in 
consequence ;  that  the  petitioner  made  great  exertions  to  over- 
come this  difficulty,  and,  in  the  year  1842,  a  person  in  the  peti- 
tioner's employ  discovered  a  priming  which  would  keep  for  a 
length  of  time ;  that  then  the  first  sale  really  b^an^  and  since 
that  time  the  sale  of  the  said  matches  had  gone  on  continually 
increasing  every  year ;  previous  to  that  the  petitioner  had  ex- 
pended considerable  sums  of  money. 

The  patent  was  originally  taken  out  in  the  name  of  Mr. 
Newton,  and  assigned  to  the  petitioner.  Infringements  com- 
menced as  soon  as  the  matches  came  into  general  use,  and  the 
petitioner  was  still  a  loser  by  the  patent. 
If  the  oriffiiua  Sir  F.  TheMffer,  A.  G. :  My  lords,  it  appears  to  me  in  this 
faiied*thereU  ^^^^  '^*^  ^  *"*  bound  to  rcsist  the  application  that  has  been 
no  ground  for  made.  I  shall  not  trouble  your  lordships  with  any  observations 
upon  the  unsatisfactory  evidence  which  has  been  given  as  to 
these  accounts.  Here  is  the  instance  of  a  party  who  is  not  him- 
self the  author  of  this  invention,  but  who,  having  obtained  the 
communication  from  abroad,  takes  out  a  patent  in  this  country, 
by  which  he  deprives  the  public  of  the  benefit  of  the  inventiTe 
genius  of  other  parties,  and  prevents  their  obtaining  the  article 
except  from  himself*  It  appears  that  for  ten  years  it  was  a  com- 
plete failure — ^from  1832  down  to  1842.  Having  a  patent,  which 
prevented  the  public  obtaining  the  advantage  of  this  invention 
from  any  other  source,  he  actually  sells  a  worthless  article,  and 
then  he  seeks  to  have  an  extension  of  his  patent,  because  by 
reason  of  his  not  having  carried  it  out  properly,  giving  the 
public  the  benefit  they  had  a  right  to  have  from  this  patent,  he 
has  not  derived  any  profit  except  that  which  commences  m 
1842. 

Dr.  Lushington:  Mr.  Attorney  General,  their  lordships 
need  not  trouble  you.  We  think  there  is  no  case  whaterer 
made  out  for  the  extension. 

Petition  dismissed. 


(d)  Three  Gazettes,  Dec.  12,  19,  and  26,  three  and  carrying  onbnsineM  at  Wandsworth,  in  Sorrer  $ 
London  papers,  Dec.  24,  and  the  '*  Surrey  Mer-  also  a  Gazette  and  three  London  papers,  contaiBOg 
cury,"  Dec.  11,  18,  and  25,  the  petitioner  residing-      notice  of  the  day  appointed  for  the  hearing. 


an  estension. 
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In  ths  Privy 

In  the  matter  op  Card's  Patent,  CouneU, 

Feb.  9, 1848. 

dor.  Lord  Langdah;  Lord  Campbell;  Dr.  Lushington;  the 
Right  Hon.  T.  Femberton  Leigh. 

This  was  an  application  under  the  statute  5  &  6  Will.  4,  c.  83^ 
8.  2,  for  the  confirmation  of  letters  patent  granted  8th  Septem* 
ber,  1841,  to  the  petitioner,  N.  Card,  for  "  certain  improvements 
in  the  manufacture  of  wicks  for  candles,  lamps,  or  other  scien- 
tific purposes,  and  in  the  apparatus  connected  therewith." 

M.  D.  Hilly  Q.C.,  R.  Gumey^  Q.C.,  and  Webster^  appeared  for. 
the  petitioner,  and  fVaddington  for  the  Crown. 

M.  D.  Hill  stated  the  case  in  support  of  the  petition,  in  sup- 
port of  which  several  witnesses  engaged  in  the  manufacture  and 
sale  of  candles  in  different  parts  of  the  country  were  called^ 
who  spoke  to  the  utility  of  the  invention,  and  to  the  absence  of 
all  knowledge  in  the  trade  of  any  wicks  similar  to  those  intro- 
duced by  the  petitioner  under  his  patent,  except  in  two  instances, 
the  particulars  of  which  will  appear  in  the  judgment  of  their 
lordships. 

Lord  Campbell. — ^Their  lordships  are  of  opinion  that  the  -M^***. 
prayer  of  this  petition  ought  not  to  be  granted.  This  is  a  very 
extraordinary  power  that  is  vested  by  the  legislature  in  the 
judicial  committee,  and  ought  to  be  very  cautiously  exercised* 
By  the  law  as  it  before  stood,  it  was  necessary  for  the  validity 
of  a  patent'^that  the  invention  should  be  new,  as  well  as  that  it 
should  be  useful ;  and  if  it  could  be  proved  that  the  invention  P**®"^  invali. 
had  been  practised  publicly  by  any  person  before  the  patent  was  public  vUsP^^ 
granted,  the  patent  was  invalid.  That  law  led  to  hardship  in 
many*cases,  because  it  happened  that  experiments  (a)  had  been 
made,  that  a  certun  progress  had  been  made  in  the  invention, 
those  experiments  proved  abortive,  and  were  abandoned ;  some 
other  ingenious  man  began  de  novo,  investigated  the  subject,  and 
completed  the  process,  by  which  a  great  benefit  was  conferred 
upon  the  community ;  he  gained  a  patent  from  the  Crown,  and 
then  he,  by  his  specification,  might  have  communicated  it,  and 


(a)  The  learned  lord,  af  the  next  paragraph  public  or  b^  the  public  for  its  uie.     The  Lord 

abowa,  must  be  taken  to  uae  the  term  experiments  Lyndburst,  ra  the  case  just  referred  to,  says,  *^  If 

in  reference  to  trials  in  public,  or  to  attempts  they  were  mere  trials  and  experiments  in  the  pro* 

for  the  introduction  of  the  inyention  when  made,  gress  of  iuTention,  it  was  wholly  immaterial  whe- 

rather  than  to  trials  preparatory  to  the  inyention,  Sier  they  were  continued  or  whether  they  were 

or  for  the  purpose  of  perfecting  the  inyention,  abandoned,  because  in  neither  case  could  they 

otherwise  the  language  of  this  judgment  would  haye  been  made  use  of  as  eyidence  of  prior  use 

not  be  consistent  with  the  judgment  of  the  House  for  the  purpose  of  inyalidating  the  patent.**    But 

of  Lords  in  Re  HouaeMU  Comptmy  y.  NnUon,  1  "  if  it  is  proyed  distinctly  that  a  machine  of  the 

Pat.  C.  708,  in  which  the   same    learned   lord  same  kind  was  in  existence,  and  was  in  public  use, 

took  part.     The  term  experiments  may  haye  re-  that  is,  if  use  or  if  trials  had  been  maae  of  it  in 

lennoe  to  attempts  or  trials  to  attain  a  particular  the  eye  and  in  the  presence  of  the  public,  it  is  not 

object,  ortoattempu  or  trials  after  the  object  was  necessary  that  it  should  come  down  to  the  time 

attained  and  the  inyention  in  some  degree  per-  when  the  patent  was  granted."  Ibid,,  708-9.    See 

fected,  either  to  introduce  the  inyention  to  the  further  in  judgment,  pos^  168. 
VOIi.  II.  Y 
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'lG2  card's  patent. 

In  the  Privy    having  conferred  a  great  benefit  upon  the  public,  when  he  b^an 
FcbT'i848     ^  make  his  profit  his  patent  was  infringed,  and  when  he  brought 
an  action  against  those  who  infringed  the  patent,  those  abortive 
experiments  were  brought  up  as  a  proof  that  tlie  invention  was 
not  new.      Some  doubts  existed  in  Westminster  Hall  whether, 
if  the  experiment,  although  it  had  been  to  a  certain  degree  suc- 
cessful, had  l)een  abandoned,  it  would  vitiate  the  patent ;  but  to 
remove  all  doubt  upon  the  subject,  this  enactment  was  resorted 
Sutute  in-        ^°  ^7  ^^^  legislature,  and  I  think  most  beneficially  if  it  be  pro- 
iinded  to  apply  perly  applied,  that  although  there  may  have  been  a  general 
nLndoneduse,  knowledge  of  the  invention,  the  meaning  was,  if  it  was  not 
though  know,    actually  carried  into  effect — ^if  it  had  been  abandoned — ^that  that 
genmi.**^*^     knowledge  should  not  vitiate  the  patent  by  which  the  discovery 
was  perfected  and  rendered  t>eneficiaL 

Now  the  language  of  the  le^slature  is  tibis,  *^  That  the  com- 
mittee, upon  examining  the  matter  and  being  satisfied  that  such 
patentee  believed  himself  to  be  the  first  and  original  inventor, 
and  being  satisfied  that  such  invention  or  part  thereof  had  not 
been  publicly  and  generally  used  before  the  date  of  such  first 
letters  patent,  may  report  to  his  Majesty  their  opinion  that  the 
prayer  of  such  petition  ought  to  be  complied  with,  whereupon 
his  Majesty  may,  if  he  think  fit,  grant  such  prayer,  and  the  said 
letters  patent  shall  be  available  in  law  and  equity  to  give  to  such 
petitioner  the  sole  right  of  using,  making,  and  vending  such  in- 
vention as  against  all  persons  whatsoever,''  probably  with  the 
words  meant  to  be  understood,  notwithstanding  any  prior  use  of 
the  said  invention* 
Evidence  of  Then  the  judicial  committee  must  first  see  that  the  petitioner 

party  believing  believed  himself  to  be  the  first  and  original  inventor.    Upon 
iheTrue and^    ^^^^  P^^  ^^  ^^^  <^^^  ^^  sccms  to  me  that  the  petitioner  has  not 
first  inventor     afforded  US  Sufficient  evidence  from  which  we  can  reasonably 
infer  that  he  was  the  first  inventor.    He  has  not  shown  any 
experiments  which  he  made,  and  peradventure  he  merely  may 
have  bought  a  little  of  some  hosing  cotton,  and  stumbled  upon 
the  improvements  as  Mr.  Howe  said  he  did.     But,  however, 
supposing  this  were  really  the  first  inventor,  and  believed  him- 
self to  be  so,  it  seems  to  their  lordships  that  this  is  not  a  case 
in  which  it  would  be  proper  for  the  patent  to  be  confirmed. 
Patent  vriil  not      ^^  ^^^^  ^^^  ^^  ^^  evidence  that  another  candle-maker  bad 
be  confirmed      adopted  the  Same  manner  of  making  wicks  before  the  patent  was 
tniuoQs  user      taken  out ;  that  he  practised  it  in  one  part  of  Warwickshire,  and 
from  before       his  brother  in  another  part  of  the  country;  that  they  considered 
granted  to  The  ^^  ^  great  improvement  both  with  regard  to  the  economy  of 
time  of  the       cotton  and  the  brightness  of  the  flame,  and  that,  instead  of 

•application.  i_       j      •        .^  i         .  t  .  »  .        -  *  *. 

aoandonrng  it  as  abortive,  they  contmued  to  practise  it,  and  to 
practise  it  with  advantage.  The  deceased  Mr.  Howe  practised 
it  in  the  course  of  his  trade  up  to  the  time  of  his  death, 
and  we    lave   every  reason   to   believe  that  since   his  death 
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the  trade  has  been  carried  on  exactly  in  the  same  manner  by  the  in  the  Privy 
assignees,  and  the  Mr.  Howe  who  has  been  examined  here  as  a  ST^\nMQ 
-witness  has  continued  to  practise  that  mode  of  making  candle 
wicks  down  to  the  present  day.  He  has  mentioned  it  to  others, 
that  he  tells  us  he  believes  another  candle-maker  had  adopted 
it,  and  for  anything  that  we  know,  it  may  have  been  adopted  by 
various  other  members  of  that  trade. 

Under  these  circumstances,  see  what  gross  injustice  would  be  Consequences 
done  if  the  patent  were  confirmed.  Immediately  the  trade  of  firmation. 
Mr.  Howe,  who  has  been  examined  here  as  a  witness,  must  be 
stopped — ^he  would  be  liable  to  an  action  if  he  were  to  continue 
his  trade  in  the  manner  in  which  he  has  carried  it  on  for  many 
years.  It  would  be  no  defence  to  him,  when  that  action  came 
on  to  be  tried,  to  prove  that  he  had  done  no  more  since  the  con- 
firmation of  the  patent  than  he  had  done  before — that  he  was 
supporting  himself  and  his  family  as  he  had  done  previously; 
the  confirmation  of  the  patent  would  be  absolute  and  conclusive 
•evidence  that  the  invention  was  new,  he  would  be  liable  to 
damages  and  to  all  the  costs  of  the  action. 

It  has  been  said  that  this  may  be  guarded  against  by  the  peti-  Not  adequately 
tioner  undertaking  to  give  Mr.  Howe  a  licence.    I  do  not  know  J^^ist  by  a 
that  it  would  be  fair  to  subject  him  to  the  risk  that  he  would  licence. 
undergo  by  a  licence  of  this  sort,  or  with  regard  to  the  terms  of 
that  licence.    But  what  is  to  become  of  the  trade  of  the  brother, 
whioh  is  now  carried  on  for  the  benefit  of  the  creditors  ?    It  has 
been  said  that  a  licence  might  be  granted  to  those  who  are  car- 
rying  on  that  trade.      But  we  know  not  whether,  and  the  proba- 
bility is  that  there  are,  others  who  are  carrying  on  the  same  trade, 
who  might  be  brought,  without  any  intention,  into  an  action  at 
law  which  might  bring  ruin  upon  them. 

Their  lordships  are  of  opinion,  therefore,  that  this  is  not  a  Statute  contem- 
case  which  the  legislature  had  in  contemplation  when  this  enact-  of^*^  i^irTen^on 
ment  was  passed ;  that  it  had  in  view  the  case  where  there  had  abandoned. 
been  an  invention  which  had  actually  been  practised,  but  which 
had  not  continued  to  be  practised.     So  that  under  these  circum- 
stances the  patent  should  not  be  rendered  invalid  by  those  abor-^- 
tive  attempts.   And  when  the  patent,  under  these  circumstances, 
is  confirmed,  no  injury  is  done  to  any  one ;  the  inventor  who 
has  gained  his  patent,  and  made  it  public  for  the  benefit  of  the  ■ 
eommunity,  has  his  fair  reward  for  his  ingenuity  and  his  in- 
dustry and  the  capital  which  he  has  emploj'^ed,  and  no  one  suffers 
by  justice  being  done  to  him.     Therefore,  in  a  case  wliere  it 
appears  that  that  invention  has  been  carried  on  to  a  certain 
degree  and  abandoned,  the  Act  of  Parliament  may  most  l^e- 
neficially  be  acted  upon.      But  their  lordships  are  of  opinion 
that  a  case  of  this  sort,  where  the  invention  was  carried  on 
before  the   patent  was   granted,  was   considered  beneficial  by 
those  who  carried  it  on,  was  proved  to  be  beneficial  by  theiu, 
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In  the  Privy    bas  never  been  abandoned^  and  is  carried  on  by  them  down  to 
Peb^  9  1848.     ^®  ^^^  ^^  which  the  application  is  made,  is  a  case  to  which  the 

Act  of  Parliament  never  was  intended  to  apply,  and  that,  thae- 

fore,  the  application  ought  to  be  refused. 

Confirmation  refdsed. 


Feb.  12, 185a  In  thb  matter  of  Lambnaudb's  Patbnt. 

CSor.Lord  Brougham;  Ijot A  Longdate ;  Lord  Campbell;  Dr. 
Luehington ;  the  Right  Hon.  T.  Pemberton  Leigk. 


Form  of 


Webeter  appeared  for  the  petitioner,  and  Sir  J.  Jeivi»j  A.  0., 
for  the  Crown. 

Sir  J.  Jervie,  A.  O. :  Will  your  lordships  forgive  me  for  men- 
tioning this  case  of  liamenaude's  patent.  It  is  a  novel  applies- 
tion ;  it  is  not  for  an  extension,  but  for  a  confirmation  of  the 
patent  under  the  2nd  section  of  the  statute.  For  the  purpose  of 
regulating  the  practice,  I  wish  to  draw  your  lordships'  attention 
to  the  form  of  the  petition.  The  2nd  section  of  the  statute  of 
5  &  6  Will.  4,  c.  83,  enacts,  '^  That  if  in  any  suit  or  action  it 
shall  be  proved  or  specially  found  by  the  verdict  of  a  jury  that 
any  person  who  shall  have  obtained  letters  patent  for  any  inTen- 
tion  or  supposed  invention  was  not  the  first  inventor  thereof,  or 
of  some  part  thereof,  by  reason  of  some  other  person  or  posons 
having  invented  or  used  the  same,  or  some  part  thereof,  before 
the  date  of  such  letters  patent,  or  if  such  patentee  or  his  assignee 
shall  discover  that  some  other  person  had  unknown  to  such 
patentee  invented  or  used  the  same,  or  some  part  thereof,  before 
the  date  of  such  letters  patent,  it  shall  and  may  be  lawful  for 
such  patentee  or  his  assignee  to  petition  his  Majesty  in  Council 
to  confirm  the  said  letters  patent.^'  Now,  my  lords,  I  appear  for 
the  Crown  merely  to  regulate  the  practice.  I  am  anxious  tbat 
your  lordships  should  see  that  the  form  of  this  petition  is 
correct. 

Webster :  This  petition  is  in  the  form  in  which  these  petitions 
have  hitherto  been,  but  my  learned  friend  thinks  the  form  is  not 
quite  correct.  The  petition  states,  that  '^  Tour  petitioner,  since 
the  date  of  the  letters  patent,  has  discovered  that  he  was  not  the 
true  and  first  inventor  of  the  said  invention  within  the  realm,  by 
reason  of  another  person  having,  unknown  to  your  petitioner, 
invented  and  used  the  said  invention/' 

Sir  J.  Jervis,  A.  G. :  There  should  be  a  special  mention  of  tbe 
person  for  this  reason,  that  your  lordships  may  require  notice  to 
be  given  to  that  party. 
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Lord  Campbell  :  This  is  a  most  salatary  enactment,  and  we  ^^  thePrity 
are  exceedingly  indebted  to  my  noble  and  learned  friend  for  it,  Feb.  12, 1850. 
because  I   know  case  after  case  where  injustice  arose  from 
parties  raking  up  old  experiments  which  had  been  abandoned. 

Lord  Brougham  :  A  most  extraordinary  instance  of  that 
was  the  invention  of  Mr.  Argand,  who  invented  the  lamp  that 
bears  his  name  |  but  it  turned  out  that  an  old  woman  in  New- 
castle had  done  the  same  thing  twenty  years  before^  and  there 
was  an  end  of  it.  I  think  it  is  quite  dear  that  notice  ought  to 
be  given. 

Sir  J.  Jervist  A.  O.:  He  ought,  I  submit,  either  to  say  '^  I  do 
not  know  who  it  was  who  invented  it,''  or  he  ought  to  say  '^  A  B 
inrented  it."    It  is  important  as  matter  of  practice. 

WiAster:  This,  my  lords,  is  an  objection  taken  for  the  first 
time.  This  is  the  form  that  has  been  adopted  in  other  cases, 
and  it  follows  the  words  of  the  statute  stricdy.  The  Attorney 
General  suggests  that  it  should  be  in  a  different  form,  but  this  is 
matter  for  your  lordships'  consideration. 

Lord  Brougham  :  The  confirmation  granted  under  the  2nd 
section  is,  in  fact,  the  grant  of  a  new  patent  curing  all  defects 
arising  from  prior  use ;  the  other  party  cannot  bring  a  scire  facicu 
after  it. 

Webster :  The  person  who  used  the  invention  in  this  parti- 
cular instance  is  here,  and  may  be  called  before  your  lordships. 

Sir  J.  Jervis,  A.  O. :  I  wish  merely  to  regulate  the  practice. 
If  it  be  so  that  the  person  is  here,  I  have  no  objection  to  the 
case  proceeding. 

Lord  Campbell  :  This  application  for  a  confirmation  may  be 
made  without  any  trial ;  you  will  see  then  bow  important  it  is 
that  the  other  party  should  have  notice.  The  statute  is  a  very 
salutary  one,  because  I  recollect,  in  the  case  of  the  patent 
wheels,  the  invention  had  been  abandoned  by  the  original  in* 
ventor.  A  person  might  have  come  behind  his  back,  and  though 
he  had  been  practising  it  down  to  the  very  day  of  the  case  being 
heard  before  the  judicial  committee  for  the  confirmation,  he 
might  be  deprived  of  the  use  of  his  invention. 

Wd>ster :  Your  lordships  will  find  controlling  words  in  the 
Act,  which  place  some  restrictions  upon  the  evil  consequences 
which  your  lordship  has  suggested.  The  words  are, "  and  such 
committee  upon  examining  the  said  matter,  and  being  satisfied 
that  such  patentee  believed  himself  to  be  the  first  and  original 
inventor,  and  being  satisfied  that  such  invention  had  not  been 
publicly  and  generally  used  before  the  date  of  such  first  letters 
patent,  may  report  to  his  said  Majesty  their  opinion  that  the 
prayer  of  such  petition  ought  to  be  complied  with,  whereupon 
his  Majesty  may,  if  he  think  fit^  grant  such  prayer,  and  the  said 
letters  patent  shall  be  available  in  law  and  equity  to  give  to  such 
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In  ih€  Prioy  petitioner  the  sole  right  of  using,  niaking,  and  vending  sach'in- 
Fe^'*l2'  1860  ^^"^^^^  *®  against  all  persons  whatsoever,  any  law,  usage,  or 
*  custom  to  the  contrary  thereof  notwithstanding :  Provided  that 
any  person  opposing  such  petition  shall  be  entitled  to  be 
heard  before  the  judicial  committee :  Provided  also,  that  any 
person,  party  to  any  former  suit  or  action  touching  such  first  let- 
ters patent,  shall  be  entitled  to  have  notice  of  such  petition 
before  presenting  the  same.'* 

Lord  Brougham:    I  think  that  that  which  the  Attoiaey 

General  suggests  is  a  most  necessary  provision. 

The  name  of  the      Sir  J.  Jervis,  A.  6. :  I  submit  to  your  lordships  that  the  name 

bTs^IdTtho  should  be  mentioned  if  it  is  known,  and  that  if  the  name  is  not 

petition,  if        knowu  it  should  be  so  stated ;  but  if  the  inventor  is  known, 

""'  notice  should  be  given  to  him.      In  this  case  I  do  not  press  the 

objection,  because  the  party  is  here. 

Webster :  I  appear,  my  lords,  in  support  of  the  application  to 
confirm  this  patent.     The  inventor  is  a  foreigner,  a  person  of 
considerable  position  iw  Paris,  a  jeweller,  and  very  extensively 
engaged  in  trade,  but  in  consequence  of  the  revolution  he  came 
over  here,  and  has  been  since  dependent  upon  what  he  could  do 
in  this  country.    The  invention  is  of  a  mode  of  fixing  letters 
upon  glass  without  wire  and  without  iron.   The  difficulty  in  this 
case  has  been  to  find' a  composition  which  would  hold  the  let- 
ters, and  would  not  yield  under  the  ordinary  changes  of  the 
atmosphere*      The  specification  states  that  there  were  many 
compositions  which  had  been  attempted,  and  which  had  inva- 
riably failed.     Owing  to  the  changes  in  the  temperature,  the 
letters  were  extremely  likely  to  come  ofi^,  and  until  this  inven- 
tion, no  process  was  known  by  which  letters  could  be  fixed  upon 
glass  or  similar  smooth  surfaces.     He  obtained  his  patent  on  the 
18th  of  July,  1848,  and  sent  these  letters  about.      They  took  a 
good  deal  with  the  trade,  and  were  applied  to  various  orna- 
mental purposes ;  when,  as  in  almost  all  cases  of  this  kind, 
other  parties  began  to  adopt  the  process.    Actions  were  brought 
against  those  parties,  and  in  the  course  of  the  inquiries  which 
took  place  in  reference  to  those  actions,  it  was  ascertained  that 
a  person  of  the  name  of  Humphreys  asserted  a  right  to  use  the 
invention  in  consequence  of  its  having  been  disdosed  just  before 
the  sealing  of  M.  Lamenaude's  patent;  and  as  there  appeared 
to  be  no  doubt  of  the  fact  of  Mr.   Humphreys  having  done, 
just  before  the  sealing  of  the  patent,  sufficient  in  law  to  mvali- 
date  the  patent,  the  petitioner  was  advised  to  discontinue  the 
action,  and  to  apply  to  your  lordships  for  a  confirmation  of  the 
patent. 

Sir  J.  Jervis,  A.  6. :  This  is  not  like  the  case  referred  to  by 
Lord  Brougham  and  Lord  Campbell,  of  an  old  invention  being 
dug  up  to  defeat  a  patent,  but  it  rather  looks  as  if  the  inventor 
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had  improvidently  disclosed  the  invention  just  the  momeiit  ^^  the  Privy 
between  the  fiat  o£  the  Attorney  General  and  the  sealing.  p^^  12^  isso. 

-  Liord  Campbell.  :  That  is  not  the  ease  I  was  referring  to  of 
an  old  obsolete  invention.  It  was  never  intended  that  the  judi- 
cial committee  should  decide  such  a  question  as  this. 

Lord  Brougham  :  The  meaning  of  the  Act  is  quite  obvious. 
An  inventor  may  very  innocently  on  his  part  lose  his  patent 
right  from  one  of  two  or  three  things,  as  in  a  famous  case 
whc^re  every  orte  of  several  things  was  found  to  be  correctly 
stated  except  one,  and  it  failed  upon  that  one,  upon  the  plea  of 
law  that  the  Crown  had  been  deceived  ;  and  another  cause  was 
of  the  same  kind,  from  ignorance  on  his  part  that  A  B  did  the 
same  thing  before  him. 

'  Lord  Campbell.  :  For  years  before  I  left  the  bar,  in  almost 
every  patent  case  there  was  the  plea  of  no  novelty,  and  then 
that  was  supported  by  going  back  for  many  years  in  order  to 
find  some  forgotten  experiments  that  had  been  made.  The 
object  of  this  Act  was  to  prevent  that  being  done. 

Sir  J.  Jervisy  A*  G. :  The  statute  was  never,  I  submit  to  your 
lordships,  meant  to  apply  to  a  user  just  the  day  before  the 
iseiding  of  the  patent. 

Webster :  That  I  submit  is  for  your  lordships'  discretion, 
looking  to  the  special  circumstances  of  the  case. 

Lord  Brougham  :  Supposing  the  inventor  had  never  aban- 
doned it,  and  supposing  it  had  not  been  forgotten,  or,  as  Lord 
Campbell  says,  dug  up,  but  supposing  he  had  made  use  of  it  up 
to  the  very  date  of  the  new  patent,  would  this  statute  apply  to 
such  a  case  ? 

Webster :  That  was  the  case-  in  reference  to  Card's '  patent, 
which  your  lordships  refused  to  confirm ;  there  had  been  a  user 
before  the  date  of  the  patent  and  continuously  to  the  time  of 
the  hearing  of  the  petition. 

Lord  Brougham  :  Under  colour  of  confirmation  of  a  patent, 
as  stated  by  Lord  Campbell,  it  would  be  confirming  a  totally  illegal 
and  invalid  grant,  because  in  the  case  you  put  it  was  perfectly 
invalid ;  it  is  quite  clear  that  the  invention  having  been  used 
up  to  the  time  of  tlie  confirmation,  did  not  come  within  the 
statute  of  James,  '^  which  others  at  the  time  of  issuing  out  the 
letters  patent  did  not  use."  It  was  never  meant  by  this  section 
to  repeal  the  statute  of  James.  I  go  upon  the  words  of  the 
statute  without  importing  into  the  case  the  least  personal  recol- 
lection of  the  object  of  the  statute,  which  I  have  no  right  to  do. 
I  go  upon  the  obvious  meaning  of  the  statute.  The  words  are 
very  general,  but  we  must  put  a  reasonable  construction  upon 
them. 

Webster :  The  words  of  the  statute  of  James,  to  which  my 
Lord  Brougham  has  referred,  are,  '*  which  others  at  the  time  of 
nmking  such  letters  patent  or  grant  shall  not  use.'*    There  is 
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^c*^T^^  nothing  in  the  statute  under  which  this  application  ia  mad^ 
v«b.  12',  1850.  limiting  the  time  of  the  use.  It  is  in  your  lordships*  discie* 
tion  to  confirm  or  not  confirm  the  patent,  but  thia  is  a  pre- 
liminary objection  that  we  do  not  come  within  the  statute, 
because  another  person  had  used  the  particular  thing  the  daj 
before  the  sealing  of  the  patent.  The  preamble  of  this  statate 
is  in  these  words :  '*  Whereas  it  is  expedient  to  make  certain 
additions  to  and  alterations  in  the  present  law  touching  letters 
patent  for  inventions,  as  well  for  the  better  protecting  of 
patentees  in  the  rights  intended  to  be  secured  by  such  letters 
patent,  as  for  the  more  ample  benefit  of  the  public  fromtfaft 
same/'  That  statute  was  passed  with  a  fuU  knowledge  of  the 
state  of  practice  at  the  time  as  to  the  granting  of  patents,  and  of 
the  mischief  which  necessarily  resulted  from  that  state  of  practice, 
which  was  that  the  patent  failed,  because  from  circomstanoes 
over  which  the  applicant  had  no  control,  from  the  necessity  of 
his  employing  workmen,  or  otlier  causes,  his  invention  became 
known  after  the  Attorney-General  had  granted  his  warrant,  and 
before  the  great  seal  was  attached.  According  to  the  practice 
which  has  existed  ever  since  the  time  of  the  18th  of  Henry  the 
6th,  and  the  27th  of  Henry  the  8th,  for  those  are  the  two 
statutes  which  regulate  the  mode  of  granting  instruments  of  .this 
kind,  a  person  had  no  help  for  himself,  should  his  patent  fail  by 
reason  of  his  being  betrayed  or  the  secret  getting  out  and  bemg 
published.  That  was  one  of  the  difficulties  at  the  time  when 
this  statute  was  passed.  And  if  there  had  been  any  intention  to 
limit  the  statute  to  user  before  or  at  the  time  of  the  grant,  surely 
with  the  full  knowledge  on  the  part  of  the  Legislature  of  the 
words  of  the  statute  of  James,  ^  which  others  at  the  time  of 
making  such  letters  patent  shall  not  use,''  this  2nd  section 
would  have  been  limited  in  the  same  way—but  what  is  there  in 
the  2nd  section  which  at  all  leads  to  the  inference  that  the  words 
^'  at  the  time ''  were  intended  to  be  used  ?  I  tliink  the  pre* 
liminary  part  of  that  section  shows  that  not  to  be  the  inference 
to  be  drawn,  because,  inasmuch  as  the  statute  was  intended  to 
repeal  the  statute  of  James,  and  in  certain  cases  to  give  protec- 
tion, if  it  had  been  intended  to  say  user  at  the  time  shall  vitiate 
the  patent,  there  would  have  been  some  words  to  control  it. 

Lord  Campbell.  :  The  words  of  the  statute  are,  ^  and  such 
committee  upon  examining  the  said  matter,  and  being  satisfied 
that  such  patentee  believed  himself  to  be  the  first  and  original 
inventor,"  (that  you  depose  to,)  "and  being  satisfied  that  such 
invention  or  part  thereof  had  not  been  publicly  and  generally 
used  before  the  date  of  such  letters  patent."  Do  you  propose 
to  show  that  this  had  not  been  publicly  used  before  the  date'  of 
the  letters  patent  ? 

Webster :  No,  my  lord,  but  I  propose  to  show  that  it  had  not 


CONFIRMATION    OF   LETTERS    PATENT.  169 

been  publicly  and  generally  used,  which  was  the  distinction  Jn  ^  Pn>^ 
taken  before  your  lordships  in  Westrupp  and  Gibbins's  case  (a),  y^^^'i^^ 

Lord  Brougham  :  You  say  it  was  publicly  used^  but  not 
generally  used. 

fVebster :  Yes,  my  lord,  that  is  the  foundation  of  the  stat\ite. 
Tour  lordships  said  in  Stead^s  case,  that  unless  the  patent  was 
invalid  there  was  no  case  upon  which  the  parties  could  come 
here.  Now  the  ground  of  invalidity  in  this  case  is,  that  similar 
letters  were  exhibited  in  a  public  place  a  day  or  two  before 
the  sealing  of  the  patent.  There  is  a  case  in  which  the  person 
was  said  to  have  lost  his  patent  by  reason  of  a  party  having 
exhibited  a  pair  of  spectacles  the  day  before  the  sealing  of  the 
patent;  it  was  a  monstrous  hardship;  and  there  were  cases  of 
very  great  hardship  arising  from  the  mode  of  granting  patents, 
which  it  was  the  intention  of  this  statute  to  remedy ;  if  it  had  not 
been  intended  to  remedy  those  hardships,  there  would  have  been 
words  inserted  in  the  section  to  limit  its  operation,  but  there  are 
not.  Tlie  passage  which  Lord  Campbell^has  read  draws  atten- 
tion to  the  distinction  which  the  common  law  makes  between 
public,  and  general,  use;  if  it  were  a  public  use  it  was  sufficient 
to  vitiate  the  patent.  In  Dollond^s  case  it  was  held  that  a 
private  experiment  would  not  vitiate  a  patent';  therefore  you 
have  this  state  of  things,  publication  by  means  of  such  an  exhi« 
bition,  or  in  a  book,  as  would  have  vitiated  the  patent  Is  not 
that  precisely  the  case  which  your  lordship  intended  to  remedy 
by  this  statute? 

There  have  been  four  cases  heard  before  your  lordships.  The 
first  case  was  Heurteloup's  {b)  for  an  improvement  in  fire  arms. 
Subsequentiy  to  the  letters  patent  being  granted,  the  patentee 
discovered  that,  in  a  printed  book  in  the  British  Museum,  there 
was  a  description  of  a  patent  granted  in  France  in  1821,  to 
one  L.  de  Valdelion,  and  fearing  that  it  would  endanger  his 
patent  he  applied  for  confirmation  under  the  2nd  section  of  the 
statute.  Their  lordships  having  received  evidence  to  satisfy 
them  that  such  an  invention  had  never  been  used  in  England, 
directed  notice  to  be  given  of  the  day  of  hearing  to  M.  L.  de 
Valdelion;  and  an  affidavit  that  such  notice  had  been  given 
through  the  Post  Office,  their  lordships  confirmed  the  patent. 
In  the  case  of  The  HausekUl  Company  v.  NeUeon  (c),  in  the 
House  of  Lords,  it  was  su^ested  that  the  publication  in  a  book 
of  an  invention  substantially  the  same  as  that  for  which  the 
patent  was  granted  would  be  sufficient  to  vitiate  the  patent, 
inasmuch  as  it  negatived  the  titie  of  the  patentee  as  the  true 
inventor. 

Lord  Brougham  :  You  may  have  a  patent  as  the  importer 


(a)  1  Pat.  Ct.  656.  (6)  I  Pat.  Ca.663.  (c)  1  Pat.  Ca.  718. 
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In  iha  PHv^  of  a  foreign  invention^  because  that  is  the  constroction  that  the 
p2ir^j  issaj  Coarts  have  put  upon  the  statute  that  you  are  the  quan  in- 
ventor,  if  you  import  it  for  the  first  time.  But  has  it  erer  been 
said  that  such  importation  of  a  foreign  invention  is  negatived  by 
a  book  in  this  country  stating  fihe  foreign  invention  ?  I  am  not 
aware  that  it  has  been  held  to  negative  the  right  of  an  impofter 
of  a  foreign  invention  that  a  book  had  stated  it  before. 

Webster:  There  has  been  an  intimation  of  opinion  in  this 
very  Court,  which  I  will  refer  your  lordships  to>  which  will  show 
the  distinction  that  has  been  taken.  It  occurred  in  the  case  of 
Soames's  Patent  (£f).  In  that  case,  which  was  a  patent  for 
making  candles  from  cocoa-nut  oil,  the  invention  was  the  pre8»« 
ing  the  cocoa-nut  so  as  to  separate  the  stearine  and  the  elainc^ 
the  oily  property,  and  the  stearine  so  separated  was  applied  to 
making  candles.  It  was  said  that  palm  oil  had  been  pressed  in 
a  similar  manner,  and  that  the  invention  had  been  published  in 
several  chemical  books,  and  several  books  were  produced.  But 
my  Lord  Campbell  ssid,  ^  If  it  had  been  published  in  a  foreign 
journal,  considering  whether  the  patent  should  be  prolonged^  1 
should  be  influenced  by  what  I  saw  in  a  foreign  journal,  without 
inquiring  whether  it  was  known  in  England,  though  when  sitting 
in  a  court  of  justice  and  considering  the  validity  of  the  patent,  I 
should  require  that  it  should  be  known  in  England/' 

Lord  LANODAiitt:  In  that  very  case  I  think  I  had  cited 
before  me  fifty  chemical  magazines*  Supposing  that  a  foreign 
book  described  the  invention  very  minutely,  and  the  only  copy 
in  this  country  was  a  copy  deposited  in  the  British  Museum, 
would  that  be  a  publication  here  ? 

Webiter:  Conformably  with  what  Lord  Campbell  said  in  that 
case  your  lordships  would  connder,  in  the  case  of  an  eztenskm 
or  confirmation,  that  it  was  a  matter  to  be  taken  mto  oonsidenH 
tion,  but  as  a  question  of  law  your  lordships  would  require  that 
the  invention  should  be  known  in  this  country,  and  that  was  in 
effect  the  decision  in  Stead's  case  («),  which  was  in  reference 
to  wood  paving,  which  your  lordships  had  here  in  anotii^  shape 
for  confirmation,  but  which  you  refused  to  confirm.  And  Lord 
Chief  Justice  Tindal  said,  in  that  very  case,  that  if  there  were 
one  book  only  existing  in  the  British  Museum,  that  could  hsrdly 
be  said  to  negative  the  patent  That  seems,  therefore,  to  be 
the  distinction  which  your  lordships  have  dra](m. 

Lord  Campbell  :  Would  it  be  inconvenient  to  you  to  state 
the  facts  that  you  propose  to  prove  7 

Webster:  The  facts,  my  lord,  are  these :  Monsieur  Lamenaade 
was  the  inventor  of  this  invention  in  France.  It  was  patented 
in  France,  and  then  M.  Lamenaude  came  to  this  country ;  sboirt 


(rf)  1  Pa«.  Ca.  733.  (c)  ArUe,  p.  143. 
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February,  1848,  he  took  steps  for  a  patent  in  this  country,  he  in  the  Privy 
had  it  sealed,  and  put  the  invention  into  use ;  it  took  very  much,  peb!^,'  i860. 
and  was  rery  much  liked,  and  immediately  infringements  sprang 
up  ;  he  found  that  Mr.  Nind  was  infringing  his  patent,  and  he 
proceeded  against  him;  and  then  he  found  that  some  other 
persons  were  iufringing  his  patent  And  in  the  course  of  the 
examination  and  inquiries  he  found  out  that  a  Mr.  Humphreys 
WBB  daiming  a  right  to  use  the  invention  by  reason  of  some 
letten  of  this  kind  having  been  put  up,  or  an  order  having  been 
given  for  such  letters,  which  were  put  up  somewhere  between 
the  12th  and  15th  of  July,  the  patent  being  dated  the  18th  of 
Jvly.  Under  these  circumstances  it  was  clear  that  there  had 
been  a  use,  by  one  of  the  public,  some  days  before  the  date  of 
the  patent,  which  would  have  vitiated  the  patent.  M.  Lamen- 
aade  was  therefore  advised  to  discontinue  the  action,  and  has 
agreed  to  make  Mr.  Humphreys  his  agent,  as  he  was  in  the 
exercise  of  the  invention. 

Lord  Campbbll  :  The  statute  is  a  most  salutary  one,  but  it 
was  never  meant  to  meet  such  a  case  as  this.  Supposing  Mr. 
Humphreys  was  an  adverse  party,  could  we  grant  a  confirmation 
of  the  patent,  and  can  it  make  any  difference  in  the  case  that  he 
is  a  consenting  party  ?  For  anything  we  know  there  may  be  a 
third  party. 

WebBter:  It  was  owing  to  the  delay  in  the  law  in  granting 
the  patent  that  this  took  place. 

Lord  Brougham:  It  was  never  intended  to  give  us  the 
power  of  confirming  a  patent  in  such  a  case. 

Appfieation  refused  {/)> 


(/)  Obtervations, — The  decision  in  tliis  and  the 
pnccdinff  mm  of  Card's  patent  would  appear  to 
rest  on  this,  that  there  was  a  use  of  the  invention 
in  public,  or  by  one  or  more  of  the  puhlic,  at  the 
tin*  the  patent  was  granted ;  so  that  these  eases 
mint  be  taken  to  have  decided  that  the  sUtute  was 
intended  to  apply  only  to  a  case  of  invention 
ahmdoBed,  and  not  in  uie  at  the  date  of  the 
patent ;  subject  also  to  the  further  condition,  that 
It  had  not  been  publicly  and  generally  used,  though 


abandoned,  before  the  date  of  the  patent.  This 
patent  would  appear  to  have  been  lost  owing  to 
the  official  delays  in  granting  patents  under  the 
system  in  practice  prior  to  October,  1852 ; 
under  the  system  in  force  since  that  date,  under 
*<The  Patent  Law  Amendment  Act,  1852,**  a 
patentee  obtains  protection  for  his  invention  from 
the  date  of  the  application,  the  letters  patent, 
when  granted,  relating  back  to  the  date  of  such 
application. 
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Titk.  Letters  patent,  8th  of  October^  1834,  to  Richard  FreeD 

Martin,  for  '^  A  certain  process  or  processes,  method  or  mefhoda, 
of  combining  T&rions  materials  so  as  to  form  stuccoes,  plasten, 
or  cements,  and  for  the  manofocture  of  artificial  stones,  marbles, 
and  other  like  substances,  used  in  buildings,  deoorationsy  or 
similar  purposes/' 


fip€C^fiC(UwiU 


My  invention  consists  in  producing  certun  hard  cements  of 
combinations  of  the  powder  of  gypsum,  of  powder  of  lime- 
stones, and  of  the  powder  of  chalk,  with  other  matters  or  mate- 
rials, such  combinations,  when  produced  according  to  my 
invention,  being  (subsequenUy  to  their  mixing)  submitted  to  the 
action  of  heat,  as  will  be  hereafter  fiilly  described^  whereby 
cement  so  produced  will  become  highly  useful  as  stucco  or 
plaster,  and  for  manufacturing  of  artificial  stones,  marble,  and 
other  like  substances  used  in  buildings,  decorations,  or  sinuhr 
purposes.  In  order  that  my  invention  may  be  fully  desciibed 
and  carried  into  effect,  I  will  proceed  to  describe  the  methods  or 
processes  which  I  have  pursued  and  found  to  answer,  and  are 
the  best  I  am  acquainted  with.  1st.  For  a  cement  firom  gypsum, 
I  take  any  quantity  of  gypsum,  which  I  reduce  to  a  fine  powder, 
either  by  grinding  or  by  the  ordinary  methods  pursued  for  tbe 
manufacture  of  plaster  of  Paris  of  commerce,  or  I  take  any 
quantity  of  moulds  or  other  articles  which  have  been  formed  of 
plaster  of  Paris,  and  reduce  them  by  the  action  of  heat  and 
grinding  or  crushing  (or  only  grinding  or  crushing)  into  fine 
powder,  similar  to  plaster  of  Paris.  With  the  above-described 
plaster  of  Paris  I  mix  a  solution  of  the  following  matters  or 
materials : — dissolve  one  pound  of  strong  alkali  (for  instance, 
best  American  pearlash)  in  one  gallon  of  water;  this  solution  is 
to  be  neutralized  with  acid  (sulphuric  acid  is  best  for  tiie  pur- 
pose), keeping  the  solution  in  agitation,;  and  adding  the  add 
gradually  until  effervescence  ceases,  then  add  the  additional 
quantity  of  seven  gallons  of  water,  making  in  the  whole  eight 
gallons  (if  other  alkali  is  used,  then  the  quantity  must  be  varied 
in  proportion  to  its  strength),  which  are  to  be  mixed  with  a 
quantity  of  the  powder,  till  the  same  is  of  a  consistence  or 
state  suitable  to  be  cast  or  moulded,  as  the  case  may  be,  into 
cakes,  bricks,  or  other  forms,  which  are  to  be  permitted  to  dry, 
and  then  submitted  to  such  degrees  of  heat  in  reverberating 
furnaces,  kilns,  iron  retorts,  such  as  are  used  in  gas  works,  or 
such  other  means  as  will  bring  them  to  a  red  heat  throughout. 
If  the  above  materials  be  not  heated  red  tiiroughout,  such  parts 
as  are  not  sufficientiy  burned  will  be  ultimately  less  hard  and 
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durable  than  the  cement  properly  burned.    The  solution  neces-  speci/ieatwn. 
sary  for  admixture  is  about  half  the  measure  of  the  powder  so 
heated. 

2nd.  For  a  cement  from  limestones  and  chalk.  I  take  any 
quantity  of  limestone  or  chalk,  which  I  grind,  or  subject  to  the 
usual  process  \o{  burning  or  calcination  to  lime,  and  if  by  the 
latter  process  reduce  this  lime  to  powder  either  by  exposure  to 
air  or  by  the  application  of  water,  in  the  ordinary  way  in  which 
limes  are  slacked  (air  slacking  is  best),  and  treat  it  with  solution 
of  alkali  and  sulphuric  acid,  in  the  manner  described  for  plaster 
of  Paris  (but  as  it  requires  less  fluid  for  admixture,  the  solution 
must  be  proportionately  stronger) ;  dissolve  one  pound  of  alkali 
(best  American  pearlash)  in  one  ^Qlon  of  water,  which  neutralize 
with  sulphuric  acid  in  the  manner  described  for  plaster  of  Paris ; 
then  add  the  additional  quantity  of  four  gallons  and  two  quarts 
of  water,  making  in  the  whole  five  gallons  and  two  quarts ; 
work  up  the  solution  with  the  powdered  lime  into  cakes,  and 
when  dry  bum  them,  after  the  method  directed  for  gypsum 
cement.  The  solution  necessary  for  admixture  is  about  one- 
third  of  the  measure  of  lime  powder  so  treated.  If  powder  of 
gypsum  or  powder  of  limestones  or  chalk  are  used  uncalcined, 
their  caldnation  must  be  made  as  regards  the  strength  of  the 
liquid  in  reference  to  the  less  quantity  required  for  the  purpose* 
The  solution  of  alkali,  without  the  addition  of  the  acid,  may  be 
used  for  the  manufacture  of  a  cement  from  powder  of  gypsum, 
provided  the  subsequent  burning  be  adopted,  but  which  cement 
will  not  be  so  good  as  those  made  by  the  other  methods 
described.  Cements  may  also  be  made  from  the  powder  of 
limestones  and  chalk,  with  the  solution  of  acid,  say  one  quarter 
of  a  pound  of  sulphuric  acid  dissolved  in  four  gallons  of  water, 
and  afterwards  burned  as  before  described;  but  cements  so 
made  will  not  be  so  good  as  those  made  by  the  other  methods 
described.  The  processes  of  incorporation  and  burning,  both 
for  this  and  alkali  cement  from  gypsum,  are  the  same  as  pre- 
viously described. 

Having  described  the  methods  or  processes  of  manufacturing 
hard  cements  by  admixture  witii  alkali  and  add,  and  of  other 
materials  with  powder  of  gypsum  and  powder  of  limestones  and 
chalk,  and  their  subsequent  calcination,  by  which  the  desired 
product  and  their  respective  advantageous  properties  are  ob- 
tained, I  will  now  describe  the  manner  of  using  them ;  and  as 
the  cement  made  from  the  powder  of  calcined  gypsum  and  the 
cements  made  from  the  powder  of  lime  possess  different  pro* 
perties,  it  will  be  necessary  to  describe  the  manner  of  using 
them  separately.  I  will  first  describe  that  made  of  the  powder 
of  gypsum.  The  calcined  bricks  or  cakes  before  described 
having  been  first  pulverized  and  sifted  in  the  ordinary  way 
applied  to  hard  cements,  are  to  be  mixed  with  grit  or  sand.     As 
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Spee^ieaiiim.  this  oement  does  not  gire  out  any  aennble  heat  in  solidificatioii, 
it  is  desirable  that  the  grits  used  in  admixture  should  be  free 
from  animal  and  vegetable  substances;  therefore,  grits  wdl 
burned  or  vitrified  are  best  for  tiie  purpose,  and  for  a  pla9ta'  or 
stnceo,  may  be  mixed  and  applied  in  like  manner  as  lime  and 
other  calcareous  cements  are  used.  Aa  this  gypsum  cesneiit 
may  be  used  for  casting  and  other  applications  where  bot  lifide 
absorption  can  be  depended  on,  care  must  be  taken  not  to  use 
an  excess  of  water  in  mixing ;  from  a  fifth  to  a  sixth  of  the 
measure  of  water  to  material  will  be  generally  sufficient^  but 
mudi  will  of  course  depend  on  tiie  nature  of  the  material  on 
which  it  is  applied :  the  same  rule  will  govern  the  ^yplioation  of 
the  cement  without  grit,  and  when  used  by  itsdf  or  as  a  thin 
coat  on  the  grit  stucco.  If  it  is  intended  to  imitate  marble,  it 
is  to  be  ground  to  an  even  face,  and  polished  after  the  manner 
scagliola  is  finished,  and  colour  may  be  varied  or  introduced 
during  its  application. 

I  will  now  describe  the  manner  of  using  the  cements  made 
from  the  powder  of  limestones  and  chalk.  These  cements, 
when  fresh,  give  out  very  considerable  heat  in  their  process  of 
solidification,  and  d»ere  is,  therefore,  less  danger  of  their  subse- 
quent disintegration  when  mixed  witii  common  grits,  which  grits 
it  is  better  to  use  burned  or  vitrified,  of  the  character  before 
described.  The  cakes  brfore  described  having  been  pulverised, 
are  to  be  mixed  with  grits,  and  used  in  the  manner  customary 
with  other  calcareous  cements.  Now,  whereas  it  is  evident  that 
the  grits*which  I  have  descrtt>ed  ae  used  in  the  application  of 
my  said  invention  for  stucco  and  other  purposes  may  be  mixed 
with  the  powdered  gypsum,  limestone,  or  chalk,  when  the  alkali 
and  acids  are  added,  and  thus  submitted  with  the  othar  ingre- 
dients to  the  subsequent  burning  or  heating  process,  in  which  case 
no  further  addition  or  admixture  of  grits  will  be  necessary  when 
applied  to  use;  and  whereas  other  alkalis  and  acids  besides 
those  hereinbefore  mentioned  will  answer  the  purposes  of  my 
said  invention,  though  none  that  I  have  tried  have  answered  so 
well^as  the  alkali  and  acid  hereinbefore  set  forth ;  and  whereas 
I  daim  as  my  invention  the  processes  of  mixing  the  powdered 
materials,  alkalis,  and  acids,  as  hereinbefore  described,  and  sub- 
sequently burning,  heating,  or  calcining  the  same,  for  the  pur- 
poses hereinbefore  set  forth.     In  witness,  &c  (a). 


(a)  Martin's  second  patsnt  —  Other  letters  KeaHng's  Patent.~-Jjen«n^9ient,  Pebraaijll, 

Stent  were  granted,  June  2, 1840,  to  thetsid  R.  F.  1846,  to  John  Keating,  for  certain  improTements 
artin,  for  "certain  imfyrovements  in  the  mann-  in  the  mannlactiiie «f  cement, 
facture  of  certain  descriptions  of  cement,*'  the  Spee\^icaH<m,^^My  invention  consists  of  corn- 
specification  of  which  describes  the  invention  to  bining  gypsum  (sulphate  of  lime)  or  other  etica- 
relate  more  particularly  to  the  cements  (or  which  reons  substance  with  borax,  and  then  mbjectiof 
the  former  patent  was  granted.  The  subsequent  them  to  heat :  and  in  order  that  my  invention  may 
legal  proceedings  were  founded  on  both  patents,  be  most  fully  understood  and  readily  canied  iota 
but  the  judgments  of  the  Court  turned  wholly  on  effect,  1  will  proceed  to  describe  the  means  puisoed 
the  first  patent  of  Martin,  and  on  the  following —  by  me.     I  take  lumps  of  gypsum  or  other  calca- 
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Cot,  Sir  L,  ShadwM^  V.  C.  /„  cAoncwy. 

Jan.  15,  1847. 

This  was  an  application  by  the  assignees  of  certain  letters 
pat^t  granted  October  8th,  1834^  and  June  2nd,  1840,  to  R.  F. 
Martin,  for  cements,  to  restrain  the  defendant  from  infringing 
those  patents  by  manufacturing  cements  in  the  manner  described 
in  the  specification  of  Keating's  patent  (a). 

Bethell^  Ql.  C,  and  FoUeit^  appeared  for  the  plaintiflf )  ^uari, 
€U  C,  Hibberty  and  fVeMery  for  the  defendant. 

The  application  for  the  injunction  was  resisted  principally  on 
the  following  grounds.  1^  That  the  manufacture  of  the  defen^ 
dant  was  substantially  different  from  that  of  the  plaintiff,  as 
shown  by  the  cement  possessing  different  qualities  and  proper- 
ties, which  difference  was  clearly  referable  to  the  different  sub* 
stances  used,  or  to  the  different  state  in  which  the  substances,  so 
far  as  they  might  contain  similar  chemical  constituents,  were 
ased  by  the  plaintiff  and  the  defendant  respectiyely.  2.  That 
the  specification  was  insUlBScient,  and  included  matters  whidi 
were  old ;  that  all  idkalis  and  acids  would  not  answer,  and  the 
specification  did  not  point  out  which  of  those  numerous  sub* 
stances  would  answer. 

Sir  L.  Shadwbll,  V.  C. — It  does  not  appear  that  there  has  Judgment, 
been    any   dispute    respecting  the  plaintiff^s    patents.      The 
plaintiff's   two  patents   coQectively  havcf   gone  on  from  the 
year  1834  down   to   February   1846,   when    the    defendant's 
patent  was  taken   out.      Now   it    does    appear  to  me  most 


remw  mibstance,  and,  by  means  of  heat,  drire  off  like  other  cementi.     The  Ininpe  of  grpsnm  or 

the  waters  of  crystallizaiion,  as  is  wdl  understood  other  calcareous  S'jbstance,  when  deprived  as  afore^ 

in  the  manufacture  of  plaster  of  Paris,  and  I  cause  said,  may  be  used  when  reduced  to  a  powder,  in 

the  sane  to  b«  combined  with  borax  in  the  follow-  which  case,  the  powder  to  be  thoroughly  mixed 

iag  manner : — 1  take  at  the  rate  of  five  pounds  of  with  the  aforeaaKl  combined  solutions  until  the 

borax  and  dissolve  it  in  three  gallons  of  water,  and  same  be  brought  to  a  paste  or  light  dough,  and 

wkttt  dissolved,  or  as  ftear  thereto  a»  ^^ossible,  I  then,  having  made  such  paste  into  lumps,  such 

add  thre«  gallons  more  water,  keeping  this  solution  lumps  are  to  be  submitted  to  a  red  heat,  and  after- 

well  stirred  for  about  a  day.      I  also  dissolve  five  wards  reduced  to  powder,  like  the  lumps  of  gyp- 

Cndfl  of  tfieim  of  urtar  in  six  gallons  of  wafer,  sum,  as  before  mentioned, 
ping  this  solution  also  well  stirred  for  about  the  ^  Having  thus  described  the  nature  of  my  inven- 
same  time,  and  I  combine  ihe  two  solutions,  stir-  tion,  and  the  manner  in  which  the  same  is  to  be 
ring  them  well  together  until  they  are  thoroughly  performed,  I  wouki  wish  it  to  be  anderstood  that  I 
sized.  I  wodd  here  remark,  that  although  1  do  not  confine  myself  to  the  exact  details  so  long 
|R<fer  to  use  the  cream  of  fariar,  it  is  net  eisen-  to  the  peculiar  character  of  my  invention  be  re- 
tiaUy  necesaaiy  to  do  so,  but  I  believe  a  belter  taiaed.  i  would  state  that  i  am  aware  that 
rasolt  is  thereby  attained.  Into  this  combined  solu-  cements  have  been  before  made  from  gypsum  or 
tioa  I  put  the  fmfps  of  gypsum  or  other  calcareous  other  calcareous  substaorce,  by  combinug  them 
•nksunce  (deprived  of  im  waters  of  erystarUiza*  with  acids^  alkalis,  and  Abo  with  alum,  and  the 
tion),  taking  care  that  the  same  are  sufficiently  same  have  been  afterwards  calcined ;  and  I  men- 
covered,  and  there  let  them  rema&n  until  the  same  tkm  these  in  order  to  state  that  I  have  found  the 
become  thoroughly  impregnated  or  saturated  with  use  of  borax  peculiarly  applicable  in  the  making  of 
the  solution.  I  then  remove  the  lumps,  and  they  cement  when  combined  with  gypsum  or  other  cal- 
win  then  be  in  a  state  to  be  introduced  into  an  careous  substance,  and  subjected  to  heat ;  and  I 
oven  or  furpace  raised  to  a  red  heat  visible  by  day-  would  wish  it  to  be  understood  that  what  I  claim  is 
ligbt ;  the  lumps  are  to  remain  in  the  oven  in  that  the  mode  of  manufacturing  cement  by  combining 
itate  for  about  six  hours,  and  are  then  to  be  re-  gypsum  or  other  calcareous  substance  with  borax, 
moved  from  the  oven  or  furnace  and  allowed  to  and  subjecting  them  to  heat  as  herein  described, 
cool  down,  when  they  are  to  be  reduced  to  powder 
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Judgment,  clear,  that  if  the  plaintiff's  first  patent  is  good^  there  is  an  in- 
fringement of  it  by  the  act  which  the  defendant  is  doing. 
Whether  the  defendant's  patent  is  a  good  patent  in  the  sense 
that  it  is  a  good  patent  as  opposed  to  the  plaintiff^s  patent^  is  a 
matter  to  be  hereafter  determined;  but  I  cannot  but  mjself 
think,  with  reference  to  the  very  language  that  was  used  by  mj 
LfOrd  Chancellor  in  the  case  of  Kay  v.  Marshall  {a),  that  where  a 
patent  has  been  taken  out  for  several  years,  and  there  has  been 
a  dealing  upon  it,  a  user  of  it,  that  it  is  not,  at  the  end  we  will 
Enjoyment  for  say  of  twelve  years,  to  be  set  aside  merely  because  speculations 
TOunVfor"  ™*^y  ^  made  of  more  or  less  force  upon  its  validity  as  r^ards  the 
injunction.  language  of  the  specification.  Now  I  cannot  but  myself  thinki 
therefore,  that  in  this  case  there  has  been  such  aprimd/adeeslbr 
bUshed  legality  of  the  plaintiff's  patent,  that  it  is  the  duty  of  the 
Court  to  grant  the  injunction ;  but  the  plaintiff,  of  course,  must 
be  put  to  bring  such  action  as  will  try  the  validity  of  the  patent, 
and  then  the  defendant  will  have  the  opportunity  of  trying  the 
question  fairly,  and  showing  whether  the  speculative  objections 
to  the  specification  or  the  case  of  the  plaintiff  shall  prevaiL 

Order  accordingly. 


Appeal,  Cor.  Lord  Cotienham,  L.  C. 

Jan.  23,  1847. ' 

This  was  an  appeal  against  the  order  of  the  Vice  Chancellor 
in  the  above  case. 
Judgment.  Lord  CoTTENHAM,  L.  C. :  I  was  desirous,  before  I  disposed 

of  this  case,  of  having  an  opportunity  of  examining  the  specifi- 
cations, because  it  appeared  to  me  to  be  one  very  simple  and 
obvious  way  of  ascertaining  what  is  the  matter  in  contest  at 
the  Bar  —  whether  the  defendant  had  disputed  the  plaintiff's 
title  on  the  ground  of  the  invalidity  of  the  two  ori- 
ginal specifications,  or  upon  the  ground  of  his  not  having 
infringed  the  patents  as  they  exist*  There  was  a  good  deal  of 
argument  mixed  up  on  these  two  subjects,  and  it  appeared  to 
me  to  be  of  the  utmost  importance  to  ascertain  which  way  it 
was,  and  how  far  the  cases  of  possession  and  enjoyment  of 
patent  rights  for  a  considerable  length  of  time  have  been  consi- 
dered as  giving  a  pritndjade  title  that  the  Court*  would  have 
respect  to  in  exercising  its  discretion  as  to  granting  an  injunc- 
tion in  the  first  instance,  or  waiting  till  the  legal  right  had  been 
tried  at  law,  were  applicable.  But  before  I  advert  to  the  parti- 
cular provisions  of  these  specifications,  I  will  make  an  observa- 


(a)  Ante^  44. 
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tion  arising  out  of  what  I  have  been  informed  of  from  the  bar^  Judgment, 
but  of  which  I  was  not  aware  before,  namely^  that  an  impression 
exists  that  I  have  expressed  some  opinion  adverse  to  the  prin- 
ciples and  doctrine  laid  down  by  Lord  Loughborough,  Lord 
£ldony  and  every  succeeding  Chancellor,  including  myself,  who 
have  exercised  jurisdiction  in  these  matters,  and  I  was  anxious 
to  find  out  what  cases  there  were  upon  which  that  impression 
was  founded.  None  were  cited  on  either  side  raising  that  im- 
pression ;  but  I  have  looked  into  a  book  that  seems  very  accu- 
rately to  collect  the  cases,  I  mean  Mr.  Hindmarch's  book  on  the 
subject  of  patents,  and  there  I  find  all  these  cases  put  in  regular 
order  establishing  the  rule,  and  the  last  of  those  cases  cited  are 
two  cases  decided  by  myself,  one  of  CoUard  v.  Allison  (i),  the 
other,  NeUson  v.  Thompson  (c),  in  both  of  which  the  doctrine  is 
distinctly  recognised.  I  only  mention  that  for  the  purpose  of 
showing  that  I  have  no  recollection  of  ever  having  used  an  ex- 
pression calculated  to  raise  the  impression  which  I  am  told  at 
the  bar  exists,  and  to  state  that  if  I  had,  it  was  quite  inadver- 
tently, and  that  no  intention  ever  existed  or  now  exists  in  my 
mind  to  do  that  which  I  am  told  it  is  supposed  I  have  done.  I 
have  no  reason  to  question  the  soundness  of  that  doctrine,  and 
if  I  had,  I  am  not  so  rash  as  to  take  on  myself  to  overturn  a 
system  that  has  existed  for  a  century,  and  which  has  been  the 
recognised  doctrine  of  the  learned  Chancellors  who  have  admi- 
nistered justice  in  this  court.  There  is  not  the  slightest  founda- 
tion for  any  such  impression,  and  if  any  such  exists,  it  is  founded 
in  ignorance  of  the  cases  decided  on  the  particular  subject.  In 
common  with  other  judges,  of  whom  Lord  Eldon  was  one,  I 
have  firequentiy  expressed  my  opinion  that,  on  questions  of 
doubt,  where  a  party  applies  for  an  injunction,  care  ought  to  be  in  etset  of 
taken  by  tiiis  Court  not  to  grant  an  injunction  which  is  likely  to  ^*J^j^[*£ 
prove  unfounded,  because  if  it  turns  out  to  be  unfounded,  you  exercised  in 
are  doing  irreparable  injury  to  the  party  restrained ;  whereas  by  S*nctiwL " 
withholding  it,  if  there  be  an  error  in  the  mind  of  the  judge,  you 
may  be  committing  some  injustice,  but  certainly  not  an  injustice 
at  all  equal  to  that  which  you  are  doing  to  the  defendant  being 
improperly  restrained.  That  is  confined  to  cases  in  which  there 
is  a  serious  doubt  in  the  mind  of  the  judge  as  to  whether  the 
title  to  the  injunction  is  made  out  or  not.  I  have  only  stated 
that  as  a  general  rule,  and  in  case  of  doubt ;  but  if  the  Court 
sees  there  id  a  dear  case  for  an  injunction,  it  would  be  absurd  to 
say,  go  to  law  and  prove  that  which  you  have  already  proved 
here  before  I  grant  the  injunction. 

In  the  case  of  patents,  the  rule  steps  in  and  says  long  and  un-  V*^  poM«- 

1  .  lilt  ,     J,    ^     ,  .»  i-.i      sion  eridencse 

interrupted  possession  shall  be  prtmd  facte  evidence  of  tiue,  of  title,  and 


(6)  4  Myl.  and  Cr.  487.  (c)  1  Pat.  C.  285. 

VOL.  II.  2  A 
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In  chaneHy.    wbtcb  ought  to  be  respected,  and  it  comes,  therefore,  to  the  osie 
the  Court  has    I  have  BO  frequently  had  occasion  to  advert  to.     Primd  /ade'm 
dUcretton  on  ^  ^^^  ^^^  ^^  ^^^  <^^^  ^^^  Court  is  not  at  liberty  to  exercise  a  dis- 
the  vaiiditj  of  crctlon  as  to  whether  the  patent  be  good  or  not  j  it  therefore  fidls 
within' the  exception  I  have  always  made  in  stating  that  opimoiii 
and  so  far  from  there  being  an  intention  of  departing  from  the 
rule,  it  is  recognising  the  rule ;  and  the  case  of  the  patent  only 
forms  an  additional  instance  of  what  must  arise  where  the  Court 
is  correct  in  exercising  jurisdiction  in  the  first  instance.     Bat  I 
do  not  depart  from  what  I  have  said,  that  where  there  is  matter  of 
doubt  the  Court  must  consider  on  which  side  the  greatest  in- 
justice would  be  done,  if  its  own  impression  for  the  moment 
should  turn  out  erroneous. 

Having  said  so  much  on  the  question  of  jurisdiction,  and  if 
any  erroneous  impression  has  existed  I  hope  I  have  said  enoogfa 
to  remove  it,  I  will  advert  to  the  contest  between  these  parties. 
The  question  is  not  under  the  patent  of  1840,  but  under  the 
patent  of  1834.  The  patent  of  1834  has  been  variously  repre- 
sented in  argument,  but  on  examining  it  I  have  no  doubt  of 
Subject  of  the  what  it  claims.  It  claims  the  manufacture  of  cement,  or  a  com- 
petent deSaed.  position  equivalent  to  cement,  by  the  union  of  gypsum,  add, 
and  alkali.  Right  or  wrong,  that  is  what  it  claims.  He  cbims 
it  in  very  distinct  terms.  It  is  described  in  the  patent  itself  as 
''  a  process  or  method  of  combining  various  materials  so  as  to 
form  stuccoes,  plasters,  or  cements."  And  then,  in  the  specifi- 
cation, he  says,  ^^  My  invention  consists  in  producing  certain 
hard  cements  of  combinations  of  the  powder  of  gypsum,  of 
powder  of  limestones,  and  of  the  powder  of  chalk,  with  other 
matters  or  materials,  such  combinations  when  produced  accord* 
ing  to  my  invention ;"  and  then  he  goes  on  again,  and  states  the 
manufacture  of  artificial  stones,  marble,  and  other  substances 
used  in  building ;  and  then,  having  destribed  the  process  for 
making  cement  composed  of  these  several  ingredients,  he  con- 
dudes  as  is  usual,  '^  I  claim  as  my  invention  the  processes  of 
mixing  the  powdered  materials,  alkalis,  and  acids,  as  hereinbefore 
described,  and  subsequently  heating  them  so  as  to  be  in  a  state 
to  be  used  in  building.'^ 

The  other  patent  is  for  doing  the  same  thing  by  a  different 
mode ;  instead  of  the  application  of  moisture,  using  it  in  its 
original  dry  state ;  not  varying  the  object  to  be  attained  by  the 
exercise  of  the  invention  claimed  by  the  patent,  but  a  different 
mode  of  coming  to  the  same  result.  He  states,  whether  truly 
or  not,  I  have  discovered  the  union  of  these  three  substances 
will  produce  another  substance  of  great  benefit  to  the  public, 
and  I  claim  a  patent  and  exclusive  right  of  so  manufacturing  the 
new  substance. 
D«»fendant'i  Now  the  defendant  says, "  My  invention  consists  of  combining 

gypsum,  sulphate  of  lime,  or  other  calcareous  substance,  with 
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borax^  and  then  subjecting  them  to  heat/'    Primd  facie  that  Judgment, 
may  appear  to  be  a  very  different  thing,  because  till  you  come  to 
examine  what  borax  is^  it  may  appear  that  borax  is  some  sub- 
stance totally  different^  and  not  within  what  the  plaintiff  disco- 
vered ;  that  borax  is  a  substance  of  itself  which  is  capable,  by 
combination  with  gypsum,  of  producing  very  hard  cement;  and 
that  the  patentee  has  no  right  to  say  I  am  entitled  to  the  exclu- 
sive privilege^  because  I  claim  the  invention  of  uniting  gypsum 
with  acid  and  alkali.     But  then,  when  we  find  that  borax  itself  A  claim  to 
is  composed  of  an  acid  and  an  alkali,  where  is  the  difference  ?  ™^  2^?^ 
If  borax  is  an  article  used  in  the  trade  found  in  a  natural  state,  •ndn  acid 
but  used  as  an  artificial  composition  composed  and  compounded iheuM^f  ^ 
of  an  alkali  and  acid,  is  it  not  exactly  the  same  thing  as  if  the  ^"^  consist- 
plaintiff  had  said,  I  claim  my  invention  to  be  the  noting  of  lafmentir* 
gypsum  with  the  acid  and  alkali  found  in  borax  ?     It  is  hardly  a 
different  mode  of  describing  the  same  thing.      He  has  adopted 
different  language,  but  if  the  language  conveys  the  same  meaning 
it  is  the  same  thing. 

The  question  is,  whether  the  defendant  has  or  not  taken  on  if  within  the 
himself  to  do  that  which  the  plaintiff  claims  the  benefit  of  |j"iS^*;^^"" 
doing  exclusively,  and  for  which  he  obtains  the  patent  ?  If  that 
be  so,  there  is  hardly  a  question  on  the  right;  and  if  the  plain- 
tiff's patent  does  cover  all  processes  by  which  the  union  of  these 
three  substances  can  be  effected,  why  then  I  can  hardly  doubt 
that  the  defendant  has  done  that  which  the  plaintiff  claims  by 
bis  patent,  and  that  by  the  terms  of  his  patent  he  claims  primd 
facie  an  exdusive  right  of  doing. 

The  result  will  be  that  the  question  is  on  the  validity  of  the  q„|  qucition 
plaintiff's  patent.     That  consideration  has  this  effect,  that  it  being  at  to  the 
brings  the  case  within  the  cases  that  have  been  referred  to,  in  ^ii^^'g?ven** 
which  the  validity  of  the  original  patent  is  in  question.     Well,  to  length  of 
then,  here  I  have  a  patent  of  1834  very  extensively  acted  on  ®"J®y™*°^ 
from  the  year  1854  to  1846,  under  which  the  plaintiff  has  not 
only  claimed,  but,  as  far  as  it  appears,  exclusively  exercised,  the 
right  of  manufacturing  and  selling  the  composition  of  those  three 
substances ;  and  it  comes,  therefore,  within  the  rule  of  the  cases 
referred  to,  that  under  such  circumstances,  though  the  Court 
will  give  every  facility^  to  the  defendant,  that  he  may  not  be  un- 
necessarily restrained  for  a  longer  period  of  time  than  may  be 
absolutely  essential,  to  ascertain  the  right  by  trial  at  law,  yet 
that  it  is  a  case  in  which  there  is  that  long  and  undisturbed 
possession  under  a  patent  right  which  precludes  the  Court, 
according  to  the  practice  laid  down,  from  refusing  to  interfere  by 
bjunction  till  the  right  shall  be  ascertained  by  trial  at  law. 

Still  it  is  quite  competent  for  the  Court,  the  whole  matter  Termi  for 
being  in  the  discretion  of  the  Court,  to  do  justice  in  the  most  trying  the 
expeditious  mode,  and  to  impose  such  terms  as  will  enable  the  Uoaslylm.  * 
Court  to  ascertain  as  speedily  as  possible  what  are  the  rights  of  P^- 
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In  Chancy,  the  parties ;  but  it  is  not  necessary  to  act  in  this  case  on  the  juris- 
diction within  the  discretion  of  the  Court,  because  I  und^stand 
Mr.  Bethell  to  assent  to  any  terms  by  which  the  trial  can  be 
accelerated.  I  therefore  propose  now  to  confirm  the  order  so 
far  as  it  grants  the  injunction  until  the  trial;  and  so  fax  as  it 
directs  the  trial,  to  add  that  the  parties  must  so  arrange  as  to  be 
ready  for  trial  at  the  sittings  after  the  present  term,  and  I  will 
put  either  the  plaintiff  or  defendant  on  such  terms  as  may  be 
requisite  to  carry  that  purpose  into  effect.  There  can  be  no 
doubt  both  parties  can  be  quite  ready  with  tiieir  case  by  the 
sittings  after  the  present  term,  and  what  is  necessary  to  be  done 
by  the  one  side  or  the  other  to  give  effect  to  that,  I  will  order. 

Order  varied  accordingly. 


Court  will  not       BetheU,  on  a  subsequent  day,  asked,  among  other  things,  that 
interfere  with    ^g  defendant  should  either  not  raise  the  question  of  want  of 
courts  of  law.    noYclty,  or  should  deliver  to  the  plaintiff  all  the  patents,  doco- 
ments,  &c.,  on  which  he  relied  in  support  of  such  objection. 

Lord  Cottenham,  L.  C:  The  application  for  that  ought 
to  be  made  to  a  judge  at  chambers.  I  do  not  mean  to 
change  the  rules  of  practice  in  the  court  of  law,  or  to  interfere 
on  an^  point  which  goes  to  the  merits  of  tiie  triaL  My  only 
object  is  to  put  the  parties  upon  such  terms  respectively  as  may 
ensure  the  speedy  trial  of  the  question  between  them. 

Jul  J  29, 1847.  Webster y  for  the  defendant,  now  moved  to  dissolve  the  injunc- 
d°^""i^'ib  ^^^*  ^^  ^^  ground  of  the  plaintiff's  delay  in  bringing  tiie 
deUy.  action  to  trial,  stating  that  the  cause  was  in  the  paper  for  trial 

during  the  sittings  in  February,  but  that  the  plaintiff  had  it 
postponed  on  account  of  the  absence  of  his  leading  counsel; 
and  that  on  its  coming  on  lately  a  second  time,  he  had  again 
refused  to  go  to  trial,  in  consequence  of  there  not  being  a  soffi- 
cient  number  of  special  jurymen  present,  and  the  refusal  of  the 
plaintiff  to  pray  a  tales. 
Fottetty  contra. 
Judgment.  Lord  CoTTENHAM,  L.  C. :   The  injunction  was  granted  in 

diMo"^"tb6  J*^^ftry»  we  are  now  at  the  end  of  July,  and  the  action  has  not 
plaintiff  having  been  tried.  So  far  as  the  action  was  concerned,  the  plaintiff 
poitj^ne^th^  had  a  perfect  right,  if  he  thought  that  his  interests  would  be 
trial.  prejudiced  by  trying  it  either  in  the  absence  of  his  counsel  or 

with  a  deficient  number  of  special  jurymen,  to  avail  himself  of 
any  means  which  the  rules  of  a  court  of  law  afford  for  post- 
poning the  trial.  But  it  is  a  different  question  whether  he  is 
to  exercise  that  discretion  to  the  prejudice  of  the  defendant,  and 
whether  an  injunction,  winch  was  granted  on  the  understanding 
that  the  action  should  be  speedily  tried,  is  to  be  continued 
because  the  plaintiff  has  not  ft)und  it  convenient  to  go  to 
trial  when  he  might  have  done.     It  is  quite  clear  that,  after  the 
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delay  that  has  taken  place,  the  injunction  must  be  dissolved,  JudffmenL 
but  the  defendant  must  undertake  to  keep  an  account. 

Injunction  dissolved. 


Ccn-.  Sir  F.  PoUock,  C.  B.  ^^  ^  ^^^ 

M.  v.,  1847. 

Mich.  Vac.  1847. 

The  dedaration  was  in  the  usual  form,  containing  two  counts,  2)«?fani<f(w 
the  first  count  being  on  the  patent  dated  October  8,  1834,  and 
the  second  count  on  the  patent  dated  June  2,  1840,  breaches 
being  assigned  on  both  patents. 

The  pleas  were  as  follow :  1.  To  the  whole  declaration,  not  pieaa, 
guilty;  2.  to  the  first  count,  that  the  said  T.  F.  Martin  was  not 
the  true  and  first  inventor  of  the  said  invention  therein  referred 
to ;  3.  to  the  first  count,  that  the  invention  therein  referred  to 
was  not  a  new  invention  at  the  date  of  the  said  letters  patent ;  4.  to 
the  first  count,  that  the  said  J.  F.  Martin  did  not  particularly 
describe  and  ascertain  the  nature  of  the  said  invention,  and  in 
what  manner  the  same  was  to  be  performed;  5.  to  the  first 
count,  that  the  said  invention  was  not  the  working  or  making  of 
any  manner  of  new  manufacture  for  which  letters  patent  could 
be  granted ;  6,  7,  8,  and  9,  were  four  pleas  to  the  second  count, 
similar  to  the  four  pleaded  to  the  first  count.  Upon  these  pleas 
issues  w^e  joined. 

The  notice  of  objections  stated  (amongst  others),  as  a  specific  Notice  ofoVee- 
objection  to  the  specification,  that  the  combinations  of  the  <*<«'• 
powders  of  gypsum,  limestone,  and  chalk,  with  many  alkalis  and 
adds  known  at  the  date  of  the  patent,  and  the  submitting  such 
combinations  to  heat,  will  not  produce  hard  cement. 

Sir  J.  Jervis,  A.  G.  (Martin,  Q.  C,  and  Cowling  with  him), 
stated  the  plaintifi^'s  case ;  the  nature  of  which,  and  the  evidence 
adduced  in  support  tiiereof,  will  sufficientiy  appear  from  the  sub- 
sequent proceedings.    At  the  close  of  the  plaintiff's  case, — 

Sir  F.  Thesiger  [Watson,  Q.  C,  and  Webster  with  him)  con- 
tended that  the  plaintiff  must  be  nonsuited.  The  claim  now 
made  by  the  plaintiff  is  for  the  product  or  result  of  the  process 
stated  in  the  specification,  and  it  is  contended  that  the  producing 
a  similar  product,  namely,  a  hard  cement,  is  an  infringement  of 
the  patent. 

The  invention  is  not  for  a  result,  but  for  a  process,  as  appears 
both  from  the  tide  and  the  concluding  part  of  the  specification. 
The  Lord  Chancellor  seemed  to  consider  the  patent  to  claim 
generally  the  process  of  applying  all  acids  and  alkalis,  in  the  first 
patent  in  solution,  in  the  second  patent,  in  a  dry  state,  in  combina- 
tion with  gypsum,  or  chalk,  or  lime,  for  the  purpose  of  forming 
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ivudathw,  a  cement :  and  the  question  will  be^  whether  the  patent  is  for 
*'  '  that,  or  for  a  claim  of  a  more  limited  extent.  Does  he  daim 
the  prooess  merely  of  applying  sulphuric  add  and  American 
pearlash,  and  combining  that  particular  acid  and  alkali  with 
gypsum  and  the  other  materials  for  cements  ?  Does  he  claim  all 
or  some  alkalis  and  acids^  or  a  limited  number  only,  and  if  so, 
which  ?  What  is  the  meaning  of  the  paragraph  at  the  dose  of 
the  specification  ?  Has  he  tried  other  alkalis  and  acids^  and  has 
he  proved  them  to  fail  or  not  to  answer  so  well  ?  If  he  is  con- 
fined to  the  particular  alkali  and  acid,  there  is  an  end  of  the  case, 
as  the  defendant  has  used  a  di£ferent  one. 

Sir  F.  Pollock,  G.  B.s  I  ought  to  ask  whether  yon 
intend  to  give  any  evidence.  Formerly  a  counsel  had  a  right  to 
ask  for  a  nonsuit  at  the  end  of  the  plaintiff's  case«  but  the  new 
rales  of  pleading  have  made  a  very  considerable  praclacal  differ- 
ence ;  the  plaintiff  may  say,  notwithstanding  the  specification 
may  be  bad,  there  are  issues,  the  costs  of  which  may  be  very 
considerable,  upon  which  I  am  entitled  to  the  verdict;  then  the 
only  way  in  which  a  judge  can  enforce  his  opinion  is  by  directing 
the  jury  which  way  the  verdict  should  be  entered  according  to 
his  view  of  the  law,  but  that  cannot  be  till  all  the  evidence  is 
over.  If  I  were  now  to  express  an  opinion  as  to  what  I  should 
do  hereafter,  facts^  the  explanation  even  of  terms,  may  come 
out  very  seriously  bearing  on  the  specification.  When  this 
argument  is  over,  I  shall  ask  whether  you  mean  to  call  wit- 
nesses ;  if  you  do  not,  I  shall  express  my  opinion ;  if  yon 
do,  I  shall  hear  the  whole  case  before  giving  any  direction  to 
the  jury. 

Adjourned. 
Dec.  8, 1847.  Sir  F.  PoLLOCK,  C.  B. ;  The  substance  of  the  objection,  I 
think,  is  this.  Firsts  that  this  is  a  patent  for  a  process,  and  not 
a  product ;  and  that  the  process,  as  a  process,  is  not  sufficiently 
specified.  I  think  the  first  head  of  the  objection,  that  it  is  a 
patent  for  a  process  and  not  a  product,  is  not  distinguishaUe 
in  reality  from  the  other  objection,  because,  although  undoubt- 
edly it  is  a  patent  I  think  for  a  process  on  the  &oe  of  it,  and 
in  terms  is  that,  yet  I  observe  in  the  title,  that  part  of  it  is  ^for 
the  manufacture  of  artificial  stones,  marble,  and  other  like  sub- 
stances." 

The  word  '^  manufacture"  is  introduced,  and  all  patents  must 
be  for  a  manufacture.    The  real  invention  may  be  iK>t  so  mudi 
for  the  thing  when  produced  as  for  the  mode  in  which  it  is 
produced ;  and  its  novelty  may  consist  not  so  much  in  its  ex- 
istence as  a  new  substance,  as  in  its  being  an  old  substance,  but 
An  old  sub.      produced  by  a  different  process.    In  one  sense,  an  old  substance 
b*a*^ew*prol^  produced  by  a  new  process  is  a  new  manufacture ;  of  that  there 
ceu  is  a  new     cannot  be  a  doubt :  and  therefore,  although  the  language  of  the 
manu  actur*.     ^^^  j^^^  heen  said  to  apply  only  to  manufactures  and  not  to  pro- 


new  manufac- 
ture. 
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eesaeSy  when  you  come  to  examine  it,  either  literally  or  even  Trimtatiaw. 
strictly,  it  appears  to  me  the  expression  ^^manufacture*'  is  free  j^^^  taakineL 
from  objection^  because^  though  an  old  thing,  if  made  in  a  new  a  new  way  »  a 
way,  the  very  making  of  it  in  a  new  way  makes  it  a  new  manu* 
&cture.    Therefore,  although  I  think  this  is  a  patent  for  the 
process  rather  than  the  product^  I  think  it  may  be  a  patent  for 
the  product    But  whether  it  be  the  one  or  the  other,  the  objec* 
tion,  I  think,  takes  the  same  shape,— namely,  is  the  process  suffi- 
ciently described  ? 

The  specification  is  now  before  me  for  judgment,  and  I  must 
say,  with  some  regret,  I  feel  coin)>eIled  to  come  to  the  gonclusion 
that  the  claim  goes  beyond  sulphuric  acid,  and  that  it  does  claim 
other  alkalis  and  adds  as  being  within  the  scope  of  the  inven* 
tion.  That  it  was  in  his  mind  certainly  may  be  collected  from 
the  second  spedfioation;  but  I  think  if  any  one  can  read  the 
second  specification  so  as  to  confine  the  claim  to  sulphuric  acid 
and  potash,  and  if  probably  he  had  confined  it  simply  to  that—* 
if  he  had  simply  said  I  perform  my  operation  in  such  a  way,  and 
had  then  left  it  to  the  ordinary  protection  which  the  verdict  of  a  Safer  to  have 
jury  generally  throws  round  an  honest  invention  honestiy  stated  o^^e^afkiT 
— I  think  in  all  probability  the  specification  might  have  been  and  add. 
free  from  objection ;  for  if  any  other  person  had  then  used  borax 
as  a  salt,  which  is  composed  of  boracic  acid  and  soda,  and  that 
had  been  found  to  answer,  it  would,  I  think,  have  been  a  fair 
question  for  the  jury  to  answer,  whether  there  had  not  been  a 
colourable  imitation  of  the  process  invented  by  the  patentee,  and 
whether  the  person  complained  of  had  not  in  reality  been  tra- 
veUing  the  same  road,  ploughing  with  his  heifer,  and,  in  substance, 
using  his  invention  (a). 

The  question  I  have  to  condder,  is  not  whether  the  use  of  The  question 
borax  is  a  colourable  evasion  of  a  patent  taken  out  for  sidphurie  ^louraLie  ^ 
acid  and  soda,  but  whether  the  spedfioation  itself  is  that  to  which  evasion, 
the  law  affords  protection.     Of  course,  I  am  obliged  to  assume 
as  a  matter  of  fact  that  which  I  presume  would  not  be  disputed 
in  telling  the  jury  what  is  the  view  I  take  of  it,  that  there  are 
acids  which  will  not  answer.      I  do  not  think  alkalis,  because  I 
think  alkali  must  be  read  here  with  reference  to  the  subject- 
matter,  and  must  be  und^stood  to  mean  soda  and  potash,  those 
which  commercially  would  be  understood  as  alkalis,  not  the  Terms  to  be 
chemist's  alkalis,  such  as,  for  instance,  magnesia,  which  might  be  oa^entood  in 
considered  as  an  alkaline  earth ;  nor  under  the  name  of  add  sense. 


(a)  Hie  opinion  here  expressed  by  the  learned  which  the  law  gives  under  the  extensive  prohibitory 

Lord  Chief  Baron  is  of  the  greatest  practical  terns  of  the  patent ;  they  will  insist  on  inserting 

importance  to  inventors,  as  instructions  for  pre-  general  terms  and  claims,  in  the  hope  of  aiding 

paring  their  specifications.     Inventors  will  not  be  the  law,  so  to  speak,  or  of  attaining  a  protection 

persuaded  to  describe  simply  the  manner  of  manu-  beyond  tfaait  which  the  law  affords.     This  vicious 

tacture  which  they  have  actually  pract»ed  success-  practice  is  very  commonly  seen  in  the  claims  and 

folly,  and  to  trust  to  the  protection  and  extension  m  the  concluding  paragraphs  of  specifications. 
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Speciftcation 
tkoold  have 
lUtedwhat 
would  answer. 


fined  to  one 
acid. 


A  claim  to 
wbatever  will 
succeed  is  bad. 


would  it,  I  think,  be  understood  hj  anybody  that  he  meant 
formic  or  silicie  acid.  The  meaning  of  the  term  might  possibly 
be  a  question  for  the  jury,  but  here,  on  the  evidence,  it  seems  to 
be  plain  there  are  adds  which  will  not  answer  the  purpose.  If 
he  goes  beyond  sulphuric  acid,  then  he  does  not  say  what  will 
answer  and  what  will  not ;  and  if  he  has  tried  any,  he  certainly 
puts  the  pubUc  to  great  incouTenience  when  the  patent  expires, 
of  having  to  make  fresh  experiments  to  see  whether  any  of  ibeae 
will  succeed  better,  or  whether  they  can  be  used  advantageously 
or  not. 

Now  t^e  e£fect»  therefore,  of  this  is,  that  if  the  patent  goes 
beyond  sulphuric  acid  (which  I  think  it  does),  and  claims  (as  I 
think  it  does)  any  acid  that  will  do,  the  evidence  is  that  there  are 
some  that  will  not  do ;  and  then  he  should  either  have  stated 
those  that  will  answer,  or  he  should  have  confined  his  claim  ex- 
clusively to  that  which  he  thought  the  best,  coupled  with  those 
that  he  had  tried  and  ascertained  were  the  best ;  and  he  ought 
not  to  leave  the  public  in  doubt  as  to  how  far  the  invention  may 
be  carried  into  effect  either  by  one  acid  or  another.  Indeed  the 
short,  the  compendious  way  in  which  I  rather  think  Sir  F. 
lliesiger  in  his  argument  put  it,  seems  to  be  the  proper  way  of 
putting  it,  that  if  the  acid  claimed  is  beyond  sulphuric  acad  it  is 
not  stated  what ;  if  every  acid  is  claimed,  then  all  acids  will  not 
do,  and  therefore  the  specification  is  bad ;  and  if  some  are 
claimed  beyond  sulphuric  acid,  then  he  does  not  say  whether  that 
is  claimed  which  will  do  or  that  which  will  not  do,  and  if  yon 
are  to  take  it  as  he  himself  explains  it  in  his  second  specifica- 
tion, he  says,  I  claim  all  those  which  will  succeed.  No  person 
can  be  allowed  to  take  that  course,  and  to  say,  whereas  other 
substances  will  succeed,  I  claim  all  those  substances  that  may 
succeed. 

On  the  grounds,  therefore,  which  I  have  suggested,  as  to 
which  I  am  open,  and  as  to  which  the  Court  is  not  to  be  consi- 
dered hereafter,  if  any  motion  should  be  made,  as  in  any  degree 
pledged  to  any  opinion  which  I  have  expressed  here,  though  I 
must  say  it  is  a  great  satis&ction  to  me  that  I  have  been  able  to 
consult  my  learned  brothers  on  the  subject,  as  I  was  very  anxious 
to  come  to  a  correct  decision,  I  have  with  some  reluctance  come 
to  the  opinion  that  the  specification  is  bad  in  point  of  law,  if  the 
&ct  be  true,  as  it  seems  admitted  on  all  hands,  that  there  are 
other  acids,  some  of  which  will  partially  succeed,  and  some  of 
which  will  not  succeed  at  all. 

Sir  J.  Jervis,  A.  G. :  Having  ascertained  your  lordship's  view, 
I  will  trouble  my  learned  friend  to  point  out  the  plea  and  objec- 
tion raising  that  construction.  The  fourth  plea  is  in  the  common 
form. 

Sir  F.  Pollock,  C.  B.  :  That  is,  that  the  specification  is  not 
good.      If  in  order  to  ascertain  the  nature  of  the  invention  one 
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must  hear  some  evidence,  and  ascertain  certain  facts  before  Trial  at  kmo^ 
putting  a  construction  on  it;  that  plea  is  in  the  correct  form;    *    *' 
the  objection  referred  to  {aniey  p.  181)  hits  the  blot  exactiy. 

It  is  quite  clear  that  the  patentee  intended  to  include  acids 
mnd  alkalis  beyond  those  named,  and  he  has  not  named  those 
that  will  answer,  and  it  is  matter  of  evidence  that  there  are  some 
which  will  not  answer ;  that  is  the  misfortune.     If  the  patentee 
had  left  it  in  the  ordinary  Way  in  which  the  law  reaUy  protects 
inventions,  by  letting  it  be  a  question  whether  it  was  a  colour- 
able imitation  or  not,  then  the  jury  might  very  likely  so  have 
found,  although  if  it  had  turned  out  in  tinn  case  that  the  defen-  9*^  ""P^ 
dant,  by  using  borax,  had  produced  a  substance  very  far  superior  ^^^^^^ 
indeed, — I  know  nothing  about  it, — I  do  not  know  what  the  facts  no  infringe- 
are, — ^but  if  it  had  turned  out  tiiat  they  had,  by  the  use  of  borax,  "°^°^ 
produced  a  substance  very  superior  indeed,  I  think  it  would  have 
been  a  fair  question  for  the  jury  to  consider,  whether  that  was  a 
colourable  imitation  or  evasion,  or  whether  it  was  a  person  tra- 
velling in  his  own  direction,  and  making  discoveries  in  the  field 
that  was  not  closed  against  him ;  there  is  no  evidence  of  that. 

Sir  F«  Theriger :  Your  lordship  will  direct  the  jury  to  find  a 
verdiet  for  the  defendant  on  the  fourth  and  also  on  the  first 
issue. 

Sir  F.  Pollock,  C.  B.  :  It  has  occurred  to  me,  that  if  the 
patent  is  ImmI  because  it  claims  other  acids  and  alkalis,  and  the 
defendant  has  used  other  acids  and  alkalis,  he  cannot  have  it 
both  ways.    He  cannot  say  I  am  not  guilty,  because  I  have  used 
a  different  substance,— and  your  patent  is  bad,  because  it  claims 
something  beyond  sulphuric  add.     If  it  is  bad  because  it  has  The  extemive 
not  specified  distinetiy  whether  that  will  do  or  not,  and  others  eiauTa^uS^ 
win  do  or  not;  then  if  you  use  boracic  add  and  soda,  it  is  a  the  infringe- 
question  for  the  jury  whether  that  is  a  colourable  imitation.  "'^'^^ 
That  is  a  question  for  the  jury.    If  you  like  to  go  to  the  jury  on 
the  question,  whether  this  is  an  infringement  or  not,  upon  the 
evidence  before  me  you  can.     I  myself  have  rather  a  strong 
feeling  against  you  on  that  plea,  and  your  experience  in  these 
matters  will  perhaps  tell  you  what  the  jury  are  likely  to  find  on 
this  evidence.    Ton  see  if  you  had  shown  your  result  was  a 
totaUy  distinct  thing  in  point  of  character  from  these  different 
matmals,  I  should  have  thought  it  a  strong  case  to  go  to  the 
jury  on  what  may  be  called  the  merits  of  the  case. 

Sir  F.  Theriger :  They  are  all  the  same  in  point  of  character; 
that  circumstance  does  not  necessarily  conclude  the  question 
with  regard  to  the  infringement ;  and  therefore,  my  lord,  I  did 
not  suppose  the  question  of  the  superiority  of  the  defendant's 
invention  over  the  plaintiff^s  could  be  a  question.  I  thought 
your  lordship  had  so  far  limited  it  in  the  course  of  the  evidence 
that  in  making  up  my  mind  as  to  whether  I  should  call  evidence 
or  not,  I  rejected  an  immense  mass  of  evidence,  which  I  now 
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Trial  at  hw,  for  the  first  time  understand  your  lordship  would  have  thougbt 
v..  1847.  admissible  by  reason  of  the  course  the  case  took.  I  had  an  im- 
mense mass  of  evidence  with  regard  to  the  superiority  of  the 
defendant's  inyention.  The  jury  might  at  the  present  moment 
see  it  in  the  two  corridors  of  the  House  of  Lords,  the  left  hand 
corridor  being  one  and  the  right  hand  corridor  being  the 
other  (6). 

Sir  F.  Pollock^  C.  B.  :  You  can  go  to  the  jury  on  the  issue 
of  not  guilty. 

Sir  F.  Thesiffer :  I  do  not  think  after  a  judge  has  expressed  a 
strong  opinion,  and  the  counsel  knows  the  mode  in  whidi  he 
proposes  to  leave  a  particular  question  to  the  jury,  that  there 
should  be  a  struggle  on  the  part  of  the  counsel  to  turn  the  jury 
in  his  favour.  The  better  course  would  be  to  let  your  lordship 
direct  the  jury  according  to  your  impression  on  the  first  plea* 
leaving  me  at  liberty  to  apply  to  the  Court,  but  with  the  ultimate 
resort  of  a  bill  of  exceptions  to  your  lordship's  ruling,  in  the  way 
which  has  been  reserved  by  my  friend  on  the  other  side. 
Summinff  i«>,  Sir  F.  PoLLOCK,  C.  B. :  Gentlemen  of  the  jury,  this  is  an 
action  on  two  patents,  to  which  there  are  nine  pleas ;  the  first 
to  both  patents,  that  the  defendant  is  not  guilty ;  the  second, 
third,  fourth,  and  fifth,  are  pleas  directed  to  the  first  patent  only; 
the  sixth,  seventh,  eighth,  and  ninth,  are  pleas  directed  to  the 
second  patent,  as  to  which  all  questions  are  apparently  given  up. 

The  only  point  that  I  have  to  leave  to  you  is,  whether  you 
think  the  defendant  has  infringed  the  first  patent  of  the  plaintiff 
by  using  boracic  acid  and  soda,  that  is,  in  the  shape  of  borax, 
instead  of  the  pearlash,  which  is  potash  and  sulphuric  acid,  the 
only  alkalis  and  only  acid  mentioned  in  the  specification. 

The  plaintiff  puts  his  case  thus :  he  says,  I  have  a  patent  for 
the  mixture  of  alkalis  and  acids  with  certain  materials,  and  then 
subjecting  them  to  heat ;  and  he  says  you,  the  defendant,  have 
used  boracic  acid  and  soda.  Boracic  add  is  an  add,  and  soda 
is  an  alkali  in  the  shape  of  borax,  and  therefore  you  have  sub- 
stantially done  the  same  thing.  The  defendant  protects  himself 
against  the  action  by  saying,  your  spedfication  is  bad,  for  you 
have  mentioned  only  sulphuric  acid  and  potash  as  an  add  and 
an  alkali.  But  you  have  plainly  indicated  that  you  claim  some- 
thing else,  and  it  is  quite  manifest  that  something  else  is  daimed, 
but  you  have  not  stated  which  of  the  substances  called  adds 
and  alkalis  will  do  and  which  will  not  do.  And  it  certainly  is 
clear  on  the  evidence  on  all  hands — no  gentieman  who  has  been 
called  by  the  plaintiff  as  a  chemist  has  shrunk  from  a  distinct 
avowal  that  there  are  acids  that  would  not  answer' the  purpose, 


(b)  See  note  at  end  of  case  (pest,  194)  as  to      superiority  may  constitute  a  diffisrence  in  kind  ai 
the  effect  of  evidence  as  to  the  superiority  of  the       well  as  in  degree, 
invention  on  the  question  of  infringement.    Such 
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and  ODe  of  the  most  important  acids.     I  should  think  very  little  Trial  at  law, 
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of  it  if  certain  obscure  and  not  very  well  known  acids  would  not    *   "'       . 
succeed— acids  that  exist  rather  in  the  laboratory  of  the  che-  must beuoder. 
mist  than  in  Ijie  manufactures  of  the  country ;  for  instance,  ^^^  ®f  ^^^ 
formic  add,  which  is  the  acid  of  ants ;  or  malic  acid,  which  is  known  and 
one  of  the  acids  of  apples ;  or  of  some  of  the  long  lists  of  acids,  ^^- 
or  even  for  instance  phosphoric  acid,  all  which  would  have 
failed.    There  are  many  acids  not  known  much,  and  not  gene- 
rally used  as  acids,  and  which  would  not  be  understood.     If 
anybody  was  to  speak  popularly,  and  without  reference  to  the 
laboratory   of   a   chemist,  it  would  be   understood   that   he 
meant  those  acids  which  were  generally  known  and  generally 
used. 

But  there  is  one  acid  that  will  not  answer  the  purpose,  which 
is  a  very  important  matter ;  an  add  perfectly  well  known,  and 
which  is  one  of  the  three  great  adds  that  have  been  known  as 
long  as  chemistry  has  been  at  all  studied,  or  as  long  as  chemical 
matters  have  been  applied  to  the  arts.    The  adds,  sulphuric, 
nitric,  and  muriatic  adds,  have  long  been  all  known,  and  cer- 
tainly if  a  person  alludes  to  acids,  he  must  be  understood  to  in- 
clude nitric  add,  and  it  turns  out  that  nitric  add  would  not  do. 
I  am  assuming,  therefore,  for  the  purpose  of  deciding  on  this  If  awell- 
spedfication — ^for  you  cannot  dedde  on  it  without  certain  facts —  t^u'^'Siswer 
thatit  is  matter  of  evidence,  and  your  verdict  on  that  will  be,  the  specification 
as  far  as  it  is  a  question  of  fact  for  you  to  find,  that  there  are  " 
acids  that  will  not  answer.    Then  if  that  be  so,  the  specification 
is  bad. 

Some  observations  have  been  made  at  the  bar  on  the  subject 
of  patents  and  specifications,  and  the  different  rules  of  construc- 
tion that  have  been  maintained  at  difierent  periods.  I  take  the  Nothing  to  be 
rale  to  be,  that  you  are  not  to  intend  anything  in  fiivour  of  a  jl^^i^gt  a  ^  ^' 
specification  or  patent,  and  certainly  not  to  intend  anything  ^p^fication. 
against  it ;  you  are  to  deal  with  it  just  as  you  find  it ;  you  are  to 
put  the  true  and  right  and  fair  construction  upon  every  allega- 
tion and  every  fact  connected  with  it,  and  you  are  to  find  what 
is  the  true  and  fair  and  just  result.  You  are  not  to  lean  in 
favour  of  the  public  against  the  patent,  which  it  is  to  be  re- 
gretted was  many  years  ago  rather  the  fashion  of  courts  of 
justice,  under  the  notion  that  it  was  a  monopoly,  that  all  mono- 
polies were  odious,  and  that,  therefore,  you  were  to  ihtend  every- 
thing against  them ;  although,  on  the  other  hand,  in  modem 
times,  it  is  said  the  leaning  is  the  other  way,  I  do  not  think  there 
ought  to  be  any  leaning  one  way  or  the  other.  A  just  construc- 
tion should  be  put  upon  the  spedfication,  and  a  true  verdict 
should  be  pronounced  on  all  matters  that  come  before  the  jury, 
whether  for  or  against ;  the  jury  should  find  exactly  as  the  ^ing 
is,  without  any  reference  to  the  interests  of  the  public,  who  may 
be  supposed  by  some  as  interested  in  getting  rid  of  a  patent,  or 
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Whether  the 
patent  be  for  a 
proeeM  or  pro- 
ovct  immaterial 
if  specification 


l>octrineof 
cquiTalentt. 


Strictly  appli-' 
cable  m  me-j 
chanics.    j 


the  interest  of  the  party  claiming  under  the  patent^  who  do 
doubt  has  an  interest  in  supporting  it 

On  the  present  occasion,  the  patent  is  for  the  mode  of  mMn^ 
cement,  together  with  the  cement  itself.  Looking  at  the  sped- 
fication,  it  appears  to  me  that  the  dispute  or  the  struck  st  fhe 
bar,  whether  it  was  a  process  or  a  product,  is  not  very  materU, 
partly  because,  whether  for  the  one  or  for  the  other,  the  ques- 
tion alike  will  turn  on  this, — ^is  the  process  by  which  you  get  at 
the  product  (if  it  be  for  a  product),  or  is  tiie  process,  whidi  is  itself 
specified  (if  it  be  for  a  process),  conreetly  stated  ?  Assuning 
that  there  are  acids  well  known  in  use  and  ki  oommeroe,  wbidi 
are  not  adapted  to  the  purpose^  then  it  is  my  opinion  that  the 
specification  in  point  of  law  is  bad,  because  it  certainly  daims 
some  beyond  those  that  are  named,  and  it  does  not  state  dioae 
that  will  do  and  those  that  will  not  do. 

It  has  been  said  that  this  borax  which  the  defendant  uses  is  a 
chemical  equivalent.  I  may  say  that  I  do  hot  quite  go  akmg 
with  the  doctrine  of  equiralents  in  chemistry,  appUed  in  the 
same  way  as  in  mechanics  and  those  matters  to  which  yoa  can 
apply  the  principles  of  the  eacact  sciences.  If  a  man  diaooyen 
a  machine  that  can  be  successfully  used  to  produce  any  effect, 
whether  to  print  a  newspaper,  to  make  a  atuooo,  to  light  an 
apartment,  or  to  do  any  process  wbaterer,  it  is  well  known  that 
if  he  uses  a  crank  there  are  two  or  three  substitutes  for  a  cmnk; 
if  he  uses  one  mode  of  changing  the  direction  of  motion,  diere 
are  three  or  four  perfectly  well-known  means  of  doing  that ;  and  if 
he  puts  in  a  specification  describing  his  machine,  and  aomebodj 
comes  and  instead  of  a  crank  substitutes  something  dae^  or  i^ 
instead  of  a  pulley  to  change  the  motion,  he  substitutes  a  whed 
or  some  adaptation  of  wheels  to  change  the  motion,  eyerjbody 
will  at  once  see  that  to  be  an  evasion  of  the  patent,  and  for  tlus 
plain  reason,  that  all  these  equivalents  are  perfectly  well  known; 
they  are  just  as  well  known  as  that  10  added  to  6  makes  16,  and 
that  8  added  to  8  makes  also  16.  In  the  mechanical  sciences, 
or  wherever  you  can  apply  the  exact  sciences,  you  can  fie- 
quently  predict  the  results  without  the  slightest  difficulty,  and 
with  the  same  certainty  as  that  with  which  a  skilful  arithmetician 
can  tell  you  what  will  be  the  amount  of  certain  numbers  added 
together,  and  that  a  certain  other  set  of  numbers  apparently  dif- 
fering from  them  altogether  will,  when  added  together,  produce 
the  same  restdt.  With  precisely  the  same  certainty  a  sUlfid 
mechanic  will  tell  you  that  such  and  such  a  combination  will 
produce  a  result,  and  that  such  and  such  another  combinatioDi 
to  the  ordinary  eye  apparently  totally  difierent,  will  produce  pre- 
cisely the  same  result,  but  looked  at  with  the  experienced  eye  of 
a  mechanic  he  would  say,  yes,  there  appears  to  be  a  great  differ- 
ence ;  here  is  a  lever  instead  of  an  inclined  plane,  a  poDer 
instead  of  two  wheels  to  change  the  motion,  and  so  on;  bat  a 
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skilful  mechanic  will  say,  the  general  expression  in  all  these  Triaiatlaw, 
might  be  put  down  as  exactly  the  same ;  so  that,  however  differ-  ^'  ^•*  ^^*^' 
ent  they  may  appear  to  the  eye,  they  are  to  the  mind  precisely 
the  same  (c). 

I  do  not  think  that  doctrine  applies  altogether  to  the  case  of  P^  jjoubtful 
chemistry,  because  although  you  can  predict  with  confidence  in  ^endstryr  ^^ 
mechanics  in  some  instances,  and  in  some  cases  where  mathe- 
matics  can  be  applied,  in  chemistry  you  almost  entirely  fail. 
You  cannot — because  sulphuric  acid  will  succeed — tell  at  all  that 
nitric  acid  will  succeed,  or  that  any  other  add  will  succeed,  until 
you  have  tried.    They  do  not  exist  in  any  relation  to  each  other 
as  numbers  do,  or  as  mechanical  science  presents  to  you  the  dif- 
ferent mechanical  powers.    You  cannot  anticipate  the  result; 
it  is  a  mere  question  of  result  upon  experiment*    Still  there 
may  be  a  probable  anticipation  of  a  result  which  may  be  treated, 
and  properly  treated,  by  a  jury,  as  merely  a  servile  imitation  or 
else  a  colourable  evasion  of  the  patent.     That  may  occur  in 
chemistry ;  and  when  one  of  the  witnesses  in  reference  to  this 
case  stated  that  he  thought  borax  was  a  salt  that  would  most 
probably  suggest  itself  to  anybody  as  likely  to  answer  where 
sulphate  of  potass  had  succeeded,  I  must  own  in  the  first  in- 
stance, with  the  highest  respect  'for  the  gentleman  who  was 
^ving  that  evidence,  I  heard  it  with  very  great  surprise ;  but 
when  explained  it  was  perfectly  true,  perfectly  intelligible.    But 
then  it  turns  out  that  had  very  little  to  do  with  the  question  in 
dispute.     The  evidence  I  mean  is  that  of  Mr.  Redwood;  he 
says  he  is  professor  of  chemistry  and  pharmacy;  that  he  has 
made  some  experiments  on  cements ;  with  respect  to  the  two, 
the  effect  is  similar  in  both.     He  says,  '^  I  have  not  analysed 
them ;  I  think  Martin's  specification  wotdd  be  quite  sufficient, 
and  I  think  a  person  of  ordinary  skill  could  make  it.''    As  to  a 
strong  alkali,  he    concurs  with  Mr.   Brande  that  the  word 
^^  strong"  does  not  import  caustic,  but  the  strength  of  a  mild 
alkali.    Then  he  says,  '^  I  have  made  cement  from  Keating's 
specification ;  I  should  expect  the  same  result  from  looking  at 
Keating's  specification.      In  Keating's   I  used  borax  alone. 
Practically,  my  attention  has  been  directed  to  cements  only 
within  the  last  three  or  four  weeks,  since  I  have  been  expected 
to  be  called  upon  in  this  matter  as  a  witness.    If  you  wish  to 
make  a  cement  similar  to  the  plaintiff's  without  using  sulphuric 
acid  and  potash"  (this  was  the  question)  "  what  would  you  sug- 
gest ?"  the  answer  was,  ^^  I  should  give  the  preference  to  borax.'' 
I  could  not  conceive  why,  sulphuric  acid  being  a  very  strong 
acid,  boi|u^ic  acid  a  very  weak  one,  and  potash  and  soda  being 
very  analogous  as  the  two  fixed  alkalis,  I  could  not  understand 


(c)  See  note  at  end  of  cue  as  to  doctrine  of  equivalents.     Postt  194. 
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^LW^m^    why  anyone's  attention  as  a  chemist  would  be  directed  to  bona 
''  more  than  any  other  salt.    Then  it  is  explained.     He  says  this, 

^^  Sulphate  of  potass  acts  as  a  flux ;  borax  is  a  salt  that  also  acts 
as  a  flux.  This  opinion  I  obtained^  for  I  examined  the  substance 
with  a  microscope^  and  I  observed  that  particles  of  the  plain- 
tiff's cement  presented  to  the  microscope  the  appearance  of 
having  melted ;  I  therefore  thought  that  any  salt  that  would 
operate  as  a  flux  would  probably  answer  better  than  any  other 
S'lSSST*  "^  ^^  therefore  I  should  have  used  borax.'*  But  if  borax  b  used 
merely  as  a  flux^  and  not  used  because  it  is  a  mixture  of  an 
alkali  and  an  acid^  I  should  say  that  really  has  nothing  to  do 
with  the  infringement  of  the  patent^  any  more  than  if  they  had 
used  some  totally  foreign  material  that  might  be  suggested— for 
instance,  some  of  the  fifty  odd  metals  that  exist ;  if  any  one  iA 
those  could  be  used  as  a  flux^  being  neither  an  acid  nor  an 
alkali^  he  might  have  used  that  flux  metal^  and  that  could  not 
be  an  infringement  of  the  patent.  The  use  of  borax  merely  as 
a  fluxy  and  not  as  an  alkali  and  acid,  wotdd  probably  be  consi- 
dered as  no  evasion  of  the  patent 

But  what  I  think  it  right  to  present  to  you  is  this.     Tou  have 
the  process  of  the  plaintiff^  you  have  the  process  of  the  defen- 
dant, and  it  is  presented  to  your  attention  with  a  view  of  showing 
this,  that  in  reality  the  use  of  borax  is,  on  account  of  the  acid 
and  the  alkali  which  it  contains,  the  same  as  using  sulphuric 
If  claim  too      acid  and  potash.     I  own  it  occurs  to  me  that  if  the  plaintiff  is 
tMnStitlef  to*'  ^  f*^  ^"  ^^  specification  because  it  includes  too  much,  he  cer- 
the  benefit        tainly  cannot  be  deprived  of  the  benefit  of  that  when  you  come 
^weo  on  no    ^  ^j^^  question  of  guilty  or  not  guilty,  and  you  must  try  the 
issue  of  guilty  or  not  guilty  just  as  if  there  was  no  other  plea 
on  the  record. 
Claim  in  the         ^o^  what  is  apparently  the  claim  of  the  plaintiff  by  his  spe- 
ipecification.     dfication  ?      He  says,  I  use  an  acid  and  an  alkali,  and  I  know 
that  other  acids  and  alkalis  will  do,  and  therefore  I  tell  you 
beforehand,  do  not  use  acids  and  alkalis  for  this  purpose,  for  if 
you  do  you  will  infringe  my  patent.     It  is  very  true  there  is 
another  plea  on  the  record,  which  would  be  equally  available  in 
protecting  the  defendant  from  the  general  result  of  the  action, 
in  which  he  says  the  specification  is  bad,  but  we  must  try  the 
issue  of  guilty  or  not  guilty  by  itself,  and  you  are  to  judge. 
Assuming  that  the  patent  includes  other  acids  and  other  alkalis 
as  well  as  sulphuric  acid  and  potash,  does  it  include  soda  ?    It 
appears  to  me  that  it  does.      I  think  it  includes  soda  almost  as 
much  as  if  it  bad  been  specifically  mentioned,  because  in  reality 
there  is  no  other  alkali  except  soda  that  at  all  answers  the  object 
of  the  inventor,  who  speaks  of  other  alkalis.     I  have  no  doubt 
he  meant  soda ;  I  do  not  suppose  he  meant  alkaline  earth,  such 
as  magnesia,  or  any  other  such  substance;  or  that  when  he 
spoke  of  acids  he  meant  acid  earths ;  he  probably  meant  the 
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more  general  acids  that  are  to  be  met  with.  Very  likely  he  did  Trial  at  law, 
not  mean  boracic  acid»  though  it  turns  out  that  he  has  included  ^'  ^**  ^^^' 
more  than  sulphuric  acid. 

Then  if  the  plaintifiF  is  to  have  the  disadvantage  of  a  larger 
daim  on  one  plea,  why  is  he  not  to  have  the  advantage  of  it  on 
the  other?  and  the  question  is,  has  the  defendant  done  that  The  doing  that 
which  is  within  the  claim — no  matter  whether  the  claim  is  good  ''!^^^^ 
or  not — has  he  done  that  which  is  within  the  daim^  that  is,  has  claim  is  an 
he  made  cement,  using  heat,  antacid,  and  an  alkali  ?    And  then  infring«™^^* 
the  mode  of  considering  that  appears  to  me  to  be  this : — ^borax, 
it  is  very  true,  is  not  a  separate  acid,  and  he  does  not  take  it  as 
he  does  the  potash  and  sulphuric  add,  and  mix  them  together, 
but  he  takes  them  ready  mixed  and  dissolves  them.    Is  there 
any  di£ference  in  that  ?     Apparently  the  inventor  of  this^  the 
patentee,  not  being  much  of  a  chemist,  had  found  out  in  his 
process — ^had  found  out  that  if  you  took  American  pearlash  and 
saturate  it  with  sulphuric  acid,  you  had  the  fluid  he  desired  to 
have,  and'  that  which  answered.     It  is  quite  obvious  to  any 
person  who  attends  to  it,  the  most  ordinary  tyro  in  chemistry 
would  know,  that  if  you  take  the  sulphate  of  potass  and  dissolve 
that  in  a  quantity  of  water  that  yon  desired  to  use,  you  get 
exactly  the  same  result.     If,  therefore,  a  person  was  to  come 
with  sulphate  of  potass,  and,  instead  of  taking  the  pearlash^  dis- 
solving it,  and  adding  sulphuric  add  till   the  effervescence 
ceased,  took  sulphate  of  potass  and  dissolved  that  in  water, 
would  not  that  be  infringement  of  the  patent  ?     I  should  think 
you  would  all  at  once  say,  without  hesitating,  there  is  no  doubt 
about  that. 

Then  if  sulphate  of  potass  so  used  would  be  an  infringement, 
would  borax,  which  is  the  boreate  of  soda,  be  an  infringement  ? 
Why  soda  is  an  alkali,  and  boradc  acid  is  an  add,  and  an  add 
that  exists  in  a  separate  form ;  it  might  be  used,  it  has  been 
tised ;  and  the  question  is,  is  that  within  the  scope  and  compass, 
in  point  of  fact,  of  the  plaintiff's  specification,  assuming  that 
the  plaintiff  claims  acids  and  alkalis  beyond  those  that  are  spe- 
cifically named  ?     The  true  construction  in  point  of  law  of  the 
spedfication  is,  in  my  judgment,  that  he  does  claim  acids  and 
dkaUs  beyond  those  that  he  mentions.     You  will  have  to  say  An  infringe- 
whether,  in  your  judgment,  that  which  the  defendant  has  done  J£*"^^*Jj!^ 
has  been  within  the  scope  of  the  plaintiff's  invention,  or  whether  imitation, 
it  is  an  imitation  of  it.     Either  the  one  or  the  other  will  entitle 
fte  plaintiff  to  your  verdict  on  the  issue  of  not  guilty. 

Now  I  must  take  the  other  pleas  as  they  arise,  and  give  you 
directions  how  you  are  to  find  on  them.  The  second  is,  that  the 
invention  for  which  the  letters  patent  are  granted  was  not  the 
invention  of  Martin ;  probably  you  will  be  of  opinion  that  is  to 
^  found  for  the  plaintiff.  Then,  that  it  was  not  at  the  time  of 
the  making  the  letters  patent  a  new  invention ;  that  I  think  will 
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Trial  at  law,    be  for  the  plaintiff;  tiiere  is  plenty  of  evidence  that  it  is  nev^ 
M.  V,  1847.     ^^  ^^  evidence  that  it  is  old. 

The  fourth  relates  to  the  specification.  I  think  I  may  assume 
that  you  agree  ynih  all  the  evidence  that  there  are  acids,  known 
adds,  that  will  not  answer.  If  so,  I  think  the  spedfication  is 
bad  in  point  of  law,  and  therefore  that  issue  will  be  for  the 
defendant.  Then  the  fifth  is,  that  this  invention  ^  was  not  nor 
is  the  working  or  making  of  any  mamier  of  new  manufiEurture 
for  which  letters  patent  could  be  granted  according  to  the  tme 
intent  and  meaning  of  the  statute/'  I  think  it  was  an  invention, 
if  properly  specified,  which  might  be  made  the  subject  of  s 
pot^t ;  that,  therefore,  ought  to  be  for  the  plaintiff. 

Tou  are  discharged  firom  giving  any  verdict  on  the  siztfa« 
seventh,  eighth,  and  ninth  issues,  and  your  verdict  on  the  first 
plea  of  not  guilty  will  be  for  the  defendant  as  far  as  the  second 
patent  is  conoorned.  Then  you  are  to  say  whether  you  think 
the  defendant  is  guilty  of  the  violation  of  the  first  patent  On 
die  second,  third,  and  fifth  issues  the  verdict  will  be  for  the 
plaintiff;  on  the  fourth  for  the  defendant.  You  will  consider 
whether  you  find  a  verdict  for  the  plaintiff  or  the  defendant  on 
the  issue  of  not  guilty  upon  the  first  patent. 

Verdict  for  the  plaintiff. 

Sir  F.  PoLLOOK,  C.  B. :  Verdict  for  the  plaintiff  so  fer  as 
regards  the  issue  of  not  guilty  to  the  first  count,  and  for  the 
defendant  as  to  the  residue  of  that  issue ;  tiie  second,  third,  and 
fifth  issues  for  the  plaintiff,  and  the  fourth  issue  for  the  defen* 
dant ;  the  jury  are.  discharged  as  to  the  other  issues. 


Motion  toenter  l^  ^HB  ExCHBQUBR. 

verdict. 

H   X    1  R4i) 

'  Cor.  Pollock,  C.  B. ;  Parke,  B. ;  Alderson,  B. ;  Plait,  B. 

Sir  J.  Jervis,  A.  G.,  now  moved  to  enter  a  verdict  for  the 
plaintiff,  pursuant  to  leave  reserved  on  the  fourth  issue. 

Ctar.  adv.vuU. 

The  judgment  of  the  CJourt  was  now  delivered  by — 
Judgmmt.  Sir  F.  PoLLOCK,  C.  B. :  This  was  an  action  for  infringing  two 

T.  T.,  1848.  patents  granted  to  one  R.  Freen  Martin ;  the  first,  dated  the  8th 
of  October,  1884,  for  "  a  certain  process  or  processes,  method 
or  methods,  of  combining  various  materials  so  as  to  form  stuc* 
coes,  plasters,  or  cements,  and  for  the  manufacture  of  artificial 
stones,  marbles,  and  other  like  substances  used  for  buildings, 
decorations,  or  other  similar  purposes  ;'^  the  second,  dated  the 
2nd  of  June,  1840,  for  ''  certain  improvements  in  the  manufiu>- 
ture  of  certain  descriptions  of  cement;"  being,  in  fact,  an  im- 


STEVENS  V.  KEATING.  193 

provement  on  the  first  patent.     Both  the  patents  were  assigned  Judgment, 
to  the  plaintiflF  on  the  9th  of  December,  1843.  '^'  '^-^  ^®^®- 

The  declaration  was  in  the  usual  form,  the  first  count  being  on 
the  first  patent,  the  second  on  the  second. 

The  defendant  pleaded,  first,  not  guilty  ;  secondly,  that  P^adin^s, 
Richard  Freen  Martin  was  not  the  true  and  first  inventor  of 
the  invention  in  the  first  count  mentioned ;  thirdly,  that  the 
invention  in  the  first  count  mentioned  was  not  a  new  invention ; 
fourthly,  that  the  specification  did  not  particularly  describe  and 
ascertain  the  nature  of  the  said  invention,  and  in  what  manner 
the  same  was  to  be  performed ;  fifthly,  that  it  was  not  an  inven- 
tion for  a  new  manufieu^ture  for  which  letters  patent  could  be 
granted.  The  sixth,  seventh,  eighth,  and  ninth  pleas  were 
pleaded  to  the  second  count,  and  were  similar  to  the  second, 
third,  fourth,  and  fifth  pleas  to  the  first  count.  To  these  pleas 
there  was  the  usual  replication.  At  the  trial,  the  patents,  the 
specifications,  and  assignments,  were  proved,  but  the  second 
count  was  given  up,  and  no  evidence  was  offered  of  any  infringe- 
ment of  the  second  patent.  The  important  part  of  the  first 
specification  was  as  follows:  (reading  the  specification  from  the 
commencement,  "  My  invention/'  to  the  words  near  the  end, 
"  the  same  as  previously/')  The  specification,  after  describ- 
ing the  manner  in  which  the  cement  is  to  be  used,  concludes  as 
follows : — ^^  And  whereas  other  alkalis  and  acids,  besides  those 
hereinbefore  mentioned,  will  answer  the  purposes  of  my  said 
invention,  though  none  that  I  have  tried  have  answered 
so  well  as  the  alkali  and  acid  hereinbefore  set  forth;  and 
whereas  I  claim  as  my  invention  the  processes  of  mixing  the 
powdered  materials,  alkalb,  and  acids,  as  hereinbefore  described, 
and  subsequently  burning,  heating,  or  calcining  the  same,  for 
the  purposes  hereinbefore  set  forth.^* 

Evidence  was  given  of  the  utility  of  the  plaintiff's  invention, 
and  that  the  defendant  used  borax,  which  is  a  salt — ^the  combina- 
tion of  an  acid  with  an  alkali — in  making  his  cement.     This  it 
was  contended  was  an  infringement  of  the  first  patent,  borax  A'  ^  ^^^ 
being  composed  of  an  acid  and  an  alkali.     At  the  close  of  the  *^  * 

plaintiff^s  case  it  was  contended,  first,  that  there  was  no  evidence 
of  any  infringement  of  the  patent  at  all ;  secondly,  that  the  spe- 
cification of  the  first  patent  was  bad  in  point  of  law.  As  to  the 
first  point,  leave  was  reserved  to  enter  a  verdict  for  the  defendant 
on  the  issue  of  not  guilty  to  the  first  count,  if  the  Court  should 
be  of  opinion  that  there  was  no  evidence  of  infringement  of  the 
first  patent  by  the  defendant.  The  second  point  was  fully 
argued.     At  the  conclusion  of  the  argument,  I  decided  that  the  * 

first  specification  was  bad  in  point  of  law,  and  directed  the 
jury  to  find  for  the  defendant  upon  the  issue  to  the  fourth  plea. 
In  the  ensuing  term,  the  Attorney  General  (Sir  J.  Jervis) 
moved  for  a  new  trial,  and  we  have  now  to  decide  whether 
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Judgment. 
T.  T.,  1848. 

Title, 


Invention  as 
stated  in  the 
specification. 


If  one  alkali 
only  claimed, 
no  infriiijs^e- 
raent;  if  all 
alkalis  claimed, 
the  specifica- 
tion bad,  as 
some  will  not 


If  a  claim  to 
those  which 
will  answer  the 
purpose  bad 
for  uncertainty, 
as  not  stating 
which. 


the  specification  to  the  first  patent  is  good  in  point  of  law  or 
not. 

The  title  of  the  patent  is  for  ^^  a  process  or  processes,  method 
or  methods^  of  coml)ining  various  materials^  so  as  to  form  stuc- 
coes, plaster^  or  cements,  and  for  the  manufacture  of  artificial 
stones,  marbles,  and  other  like  substances." 

The  specification  states  the  invention  to  consist  in  producing 
certain  hard  cements  of  the  combination  of  the  powder  of  gyp- 
sum, powder  of  limestone,  and  chalk,  with  other  materials,  such 
combinations  being  (subsequent  to  the  mixing)  submitted  to 
heat.  The  specification  then  states  the  method  of  making 
cement  from  gypsum,  in  the  course  of  which  alkali  is  to  be  used, 
and  is  to  be  neutralized  with  acid  (it  is  stated  sulphuric  acid  is  best 
for  the  purpose) ;  the  result  is  to  be  subjected  to  some  famace 
which  will  produce  a  red  heat.  The  method  of  making  cement 
from  limestones  and  chalk  is  then  described,  which  does  not  ma- 
terially differ  from  the  other  processes — which  seems  to  consist 
in  the  use  of  acid  afterwards  neutralized  by  alkali,  and  subjected 
to  heat.  The  specification  then  states  the  mode  of  using  the 
cement,  and  concludes  as  usual,  with  the  claim  as  ^^  above  stated;" 
and  the  question  is,  whether  this  is  a  good  specification  ? 

It  is  the  same  question  as  if  the  plea  had  been  merely  the 
general  issue  under  the  old  mode  of  pleading,  and  the  question 
had  been  whether  the  plaintiff  was  entitled  to  succeed. 

The  question  is,  whether  the  specification  be  good  or  not: 
only  one  alkali  (potash)  and  one  acid  (sulphuric)  are  mentioned 
in  the  specification ;  but  manifestly  the  inventor  does  not  confine 
himself  to  these ;  if  he  did,  the  defendant  would  be  entitied  to 
a  verdict  on  the  plea  of  not  guilty,  for  he  has  used  neither.  To 
what  extent,  then,  does  the  claim  of  the  plaintiff  go  beyond  the 
alkali  and  acid  named  ?  It  must  either  be  a  claim  of  all  acids 
and  alkalis,  or  of  all  acids  and  alkalis  that  will  answer  the  pnr- 
pose.  If  it  be  a  claim  of  all  acids  and  alkalis,  it  is  clearly  bad, 
as  there  are  some  that  will  not  answer  the  purpose.  If  it  be  a 
claim  of  those  only  which  will  answer  the  purpose,  it  is  as  clearly 
bad,  in  consequence  of  not  stating  those  which  will  answer  the 
purpose,  and  distinguishing  them  from  those  that  will  not,  and 
so  preventing  the  public  from  being  under  the  necessity  of 
making  experiments  to  ascertain  which  of  them  will  succeed  and 
which  will  not ;  and  this  was  expressly  so  determined  by  the 
Court  of  Queen's  Bench,  in  Rex  v.  Wheeler ,  (2  B.  and  Aid.  345,) 
where  they  say  that  a  specification  which  casts  upon  the  public 
the  expense  and  labour  of  experiment  and  trial  is  bad.  In  any 
view,  therefore,  this  specification  is  defective ;  and  we  think  there 
ought  to  be  no  rule.  Rule  refused  («). 


(«)  Although  the  decision  in  the  above  case 
turned  ultimately  on  the  sufficiency  or  insufficiency 
of  the  specification,  in  conformity  with  well  esta- 


blished principles,  several  questions  were  raised 
to  which  it  may  be  desirable  to  call  attention. 
1.  The  subject-matter. — The  diseossxin  whicb 
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PORTER'S  PATENT. 

Letters  patent  granted  August  15,  1838,  to  W.  H.  Porter  for  TiUe, 
"  iraprovements  in  anchors.** 

My  invention  relates  to  a  mode  of  constructing  and  applying  ^cificaium. 
the  arms  and  flukes  to  the  stem  or  shank  of  an  anchor  by  means 
of  an  axis,  whereby  an  anchor  made  according  to  my  invention 
liirill  be  less  liable  to  be  fouled  by  the  cable  when  the  vessel  is 


took  place  as  to  whether  the  subject-matter  was  a 
process  or  a  product,  though,  as  stated  by  the 
Lord  Chief  Baron  {ante^  p.  188),  immaterial  to 
the  decision  of  the  case  upon  the  objection  raised 
to  the  specification,  illustrates  a  confusion  by  no 
means  uncommon.  The  title  is  expressive  of  a 
process  or  of  a  method  conducive  to  a  particular 
result ;  it  is  immaterial  whether  the  invention  be 
described  as  such  new  process  or  as  such  new 
result ;  the  subject-matter  of  the  patent  is  a  new 
manufacture  of  cement ;  if  the  process  be  new 
but  the  cement  possesses  properties  substantially 
the  same  as  existed  before,  the  cement  is  a  new 
manufacture  by  reason  of  the  particular  way  in 
which  it  is  produced ;  if  tho  process  be  new  and 
the  cement  also  new,  that  is,  having  properties 
materially  different  from  what  existed  before,  the 
manufacture  is  new  in  both  respects  ;  if  the  pro- 
cess be  old  as  to  manipulation  but  new  as  regards 
one  or  more  of  the  substances  employed,  and  tho 
result  new  as  having  qualities  different  from  the 
cements  theretofore  produced,  or  as  being  a  better 
or  a  cheaper  cement,  or  a  cement  applicable  to 
purposes  and  capable  of  being  used  in  a  manner 
which  other  cements  could  not  be  used  or  applied, 
tho  cement  is  still  a  new  manuFacture  {Crane  v. 
PricCy  1  Pat.  C.  409).  In  this  latter  class  of 
cases,  the  difference  in  the  properties  of  the  result 
is,  so  to  speak,  the  evidence  of  the  new  manufac- 
ture. Matter  is  endued  with  certain  properties 
and  combines  according  to  certain  laws  ;  the 
result  of  each  new  combination  may  be  properly 
designated  as  new  creations  of  matter  manufac- 
tured by  the  device  of  man.  Great  superiority 
of  result  may  be  evidence  of  difference  of  result, 
(jfer  L.  C.  Baron,  ante,  p.  185)  as  indicative  of 
qualities  not  possessed  by  other  substances,  and 
as  such  is  evidence  for  the  jury  on  the  question  of 
infringement.  See  note  to  Munt's  case,  ante,  122. 
2.  The  infringement. — It  was  contended  in 
Chancery,  on  the  affidavits  of  practical  men  de- 
posing to  the  facts,  and  of  chemists  dopcsing  to 
the  causes,  that  the  cement  of  the  defendant  (now 
known  as  the  parian  cement)  manufactured  from 
gypsum  and  borax,  had  the  property  of  taking 
colours  as  soon  as  used,  and  an  absence  of  efflo- 
rescence, in  a  manner  and  to' an  extent  which  was 
such  eridence  of  difference  as  to  constitute  a  dif- 
ferent substance  from  any  cement  which  the 
plaintiff  had  made,  or  which  could  be  made  from 
^psum,  an  alkali,  and  an  acid,  such  as  described 
m  the  specification.  It  was  contended  in  answer 
to  this,  first,  that  these  were  differences  not  of 
kind  but  of  degree,  and  that  all  such  cements  had 
the  same  characteristics  in  some  sense ;  and, 
secondly,  that  borax  being,  on  the  evidence  of 


chemists,  an  alkali  and  an  acid,  the  use  of  borax 
was  the  use  of  an  alkali  and  an  acid  within  the 
terms  of  the  specification.  Upon  this  view  Lord 
Cottenham,  L.  C.  {ante,  p.  176J,  supporting  the 
decision  of  the  Vice  Chancellor  {ante,  p,  175), 
and  the  Lord  Chief  Baron  {ante,  p.  190),  acted, 
and  held  the  manufacture  of  cement  according  to 
the  process  practised  by  the  defendant,  to  be 
within  the  terms  of  the  plaintiff's  specification, 
and  consequently  an  infringement  of  the  plain- 
tiff's patent,  assuming  in  this  decision  the  doc- 
trine of  equivalents,  that  is  to  say,  that  the  use  of 
the  compound  may  be  an  infringement  of  a  pro- 
cess for  the  use  of  the  elements  ;  or,  conversely, 
that  the  use  of  the  elements  may  be  an  infringe- 
ment of  ^  process  fdf  the  use  of  the  compound  of 
which  they  consist. 

3.  Chemical  equivalents.  —  The  Lord  Chief 
Baron  intimated  a  doubt  {ante,  p.  189),  whether 
tho  doctrine  of  equivalents  in  chemistry  can  be 
applied  in  the  same  way  as  the  doctrine  of  equi- 
valents in  mechanics,  or  in  other  cases  to  which 
the  principles  of  exact  science  can  be  applied. 
But  the  illustrations  of  the  learned  judge,  and  his 
directfon  on  the  question  of  infringement,  point 
out  the  distinctions  intended  to  be  drawn,  and  do 
not  militate  against  the  doctrine  as  laid  down  by 
the  Court  of  Exchequer  in  Heath  v.  Unwin 
{post,  222)  :  **  There  is  no  doubt,  we  think,  if  a 
defendant  substitutes  for  a  part  of  the  plaintiff's 
invention  some  well-known  equivalent,  whether 
chemical  or  mechanical,  he  would  probably  be 
considered  as  only  making  a  colourable  evasion." 
All  the  learned  judges  of  the  three  courts  before 
which  the  above  case  was  brought,  held  that  the 
defendant  had  adopted  that  which,  when  explained 
by  chemists,  was  within  the  claim  of  tho  specifi- 
cation, that  is  to  say,  had  used  a  compound  in- 
stead of  the  elements  themselves,  and  that  the 
use  of  a  compound  of  those  elements  was  an  in- 
fringement of  the  process  for  the  use  of  the  ele- 
ments— was,  in  fact,  the  use  of  the  very  thing. 

4.  Infringement  and  sufficiency  of  specificci- 
tion. — These  questions,  though  distinct  in  law, 
have  a  practical  connection  of  which  the  above 
case  is  a  good  illustration. 

The  process  of  the  defendant,  when  inter- 
preted  by  the  chemists,  was  held  to  be  within  the 
terms  and  claim  of  tho  specification  ;  but  the  in- 
terpretation which  constituted  the  infringement 
invalidated  the  specification  by  reason  of  its  extend- 
ing the  claim  to  a  class  of  substances,  some  of  which 
would  not  answer.  Upon  a  limited  construc- 
tion of  the  specification  there  would  have  been  no 
infringement ;  but  upon  a  more  extended  con- 
struction, such  as  was  necessary  to  constitute  an 
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swinging ;  and  when  one  fluke  is  holding  in  the  ground  the  other 
will  lie  on  and  be  sustained  by  the  shank  or  stem^  by  which 
means  the  vessel  will  not  be  liable  to  have  her  bottom  injured 
by  the  upper  fluke  ;  and  further^  owing  to  the  facility  of  sepa- 
rating  the  parts,  anchors,  when  constructed  according  to  my  in- 
Tention^  may  be  stowed  away  with  greater  convenienoe  tium 
anchors  of  other  constructions  heretofore  made  (J'). 


Re  Porter's  Patent. 

Es parte  Honiball. 

In  th§  Prifw     ^^*  ^^*  Ltuhingian ;  Lord  Cranworth ;  Sir  J.  L.  Knight  Bruce; 
CouttcO.  and  Sir  E.  Ryan. 

Joly  19,  1852. 

This  was  an  application  for  an  extension  of  the  term  of  letters 
patent  for  England  and  Scotland,  granted  (August  15,  1838,  and 
April  2,  1839)  to  W.  H.  Porter,  for  improvements  in  anchors, 
and  vested  in  James  Honiball,  the  petitioner. 

Sir  A.  E.  Cockbum  and  Webster  appeared  in  support  of  the 
petition,  and  Sir  F.  Thesiffef*,  A.  G.,  for  the  Crown. 

The  formal  proofs  having  been  given,  the  following  witnesses 
were  called. 

J.  Trotman :  I  an)  the  nephew  of  the  petitioner,  and  was  well 
acquainted  with  Mr.  Porter.  He  had  not  the  means  of  taking 
out  the  patent :  I  assisted  him  with  funds  for  the  early  experi- 
ments, and  Mr.  Honiball  took  out  the  patent. 

The  old  anchor  was  liable  to  break  at  the  joint  of  the  stem 
and  the  head,  from  the  imperfection  of  the  weld,  at  the  point  of 
greatest  strain.  The  two  essentials  of  an  anchor  are  strength 
and  holding  power.    In  Porter's  anchor,  one  fluke  being  brought 


infringement,  the  specification  was  bad,  its  ex-  rally  successfu).    See  jitfr  L.  C.  Baron,  on^fipp* 

tending  to  substances  some  of  which  would  not  185  and  191. 

answer,  and  not  pointing  out  which  would  and  (/)  Then  follows  a  description  of  a  drawing, 
which  would  not  answer,  it  being  admitted  that  showing  an  anchor  with  the  arms  in  one  piece 
some  of  the  substances  included  in  such  extended  and  the  stock  or  stem  in  another  piece,  connected 
claim  would  not  answer.  by  a  pin,  about  which  the  armpiece  moved  as  a 
The  extension  of  the  meaning  of  the  specifica-  centre,  so  that  when  one  fluke  is  in  the  ground 
tion  so  as  to  constitute  an  infringement  may  inva-  the  other  would  rest  on  the  stock  or  stem, 
lidate  a  patent,  as  extending  it  to  matters  not  new.  The  following  patents  were  referred  to  is  the 
or  not  sufficiently  described ;  hence  an  inventor  subsequent  proce^ings  as  impeaching  the  no- 
should   confine  the  specification    to    substances  velty  of  the  invention,  but  without  effect : — 
which  he  has  tried  and  found  to  answer,  leaving  Hawkins's  (Sept.  II,  1821),  for  "certain  m- 
the  question  of  infringement  by  the  use  of  other  provements  in  the  construction  of  andiors." 
substances  which  may  be  subsequently  discovered  Piper's  (Nov.    1,   1822),  for   "several  wtw 
or  implied,  as  a  question  of  colourable  imitation,  anchors  for  the  use  of  shipping  and  other  vessels.** 
upon  which  patentees,   who  have  made  a  step  Somes*  (Oct.  18, 1822),  for  "  animproreneBt 
in  advance  of  what  was  known  before,  are  gene-  in  the  oonstmction  of  anchors." 
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over  on  the  shank,  the  leverage  to  break  the  shank  is  shortened ;  in  thePrivp 
and  experiments  with  the  hydraulic  machine  at  Woolwich  proved  jSt^gj  i862. 
Porter's  anchor  to  possess  one-third  more  strength  than  the 
ordinary  anchor.  It  has  a  greaterliolding  power.  The  convenience 
for  stowage  and  transport,  by  taking  out  the  pin  and  discon- 
necting the  arms  from  the  shank,  is  very  great.  The  fibre  of 
the  iron  in  the  shank  and  in  tlie  arms  is  eJl  one  way ;  that  gives 
great  elasticity,  an  advantage  not  possessed  by  the  old  anchor, 
which  was  very  liable  to  break  from  sudden  jerks  at  the  junction  of 
the  arms  and  shank.  The  Porter's  anchor  has  great  certainty  of 
catching,  and,  from  the  greater  angle  of  the  arm,  the  fluke  can 
be  broken  out  of  the  ground  with  great  facility. 

Great  difficulty  was  experienced  in  the  introduction  of  the 
invention.  Agents  were  appointed  and  depots  established  at 
Liverpool,  Dundee,  New  York,  and  other  foreign  ports,  and 
anchors  were  supplied  to  captains  of  ships  on  sale  or  return  to  a 
considerable  extent  Application  was  made  in  the  first  instance 
to  the  most  respectable  houses  to  make  the  anchors,  but  without 
success  ;  and  it  became  necessary  to  establish  a  factory  for  their 
manufacture.  We  could  not  get  any  person  to  undertake  their 
manufacture,  or  to  listen  to  us.  They  called  it  a  gimcrack.  It 
was  necessary  for  Mr.  Honiball  to  find  the  money  for  manufac- 
turing them  entirely  himself.  He  was  enabled  to  sell  them  at 
the  price  of  the  common  anchor ;  but  notwithstanding  that  he 
was  unable  to  get  them  tried,  except  very  partially ;  they  are  now 
generally  approved,  and  in  use  in  the  Cunard  and  Collins's 
steamers,  in  the  West  India  packets,  by  the  Royal  Yacht 
Squadron,  and  in  the  ships  of  the  General  Steam  Navigation 
and  the  Peninsular  Company.  I  have  been  in  constant  com- 
munication with  Mr.  Honiball  from  the  first,  and  he  used  every 
caution  which  could  be  used,  both  as  regards  time  and  money,  and 
made  every  attempt  to  introduce  the  anchor. 

Taking  the  old  and  this  improved  anchor,  weight  for  weight, 
the  government  contract  price  is  the  same,  but  the  former  is 
greatly  inferior,  both  as  regards  quality  and  workmanship. 
Moveable  arms  had  been  used  before,  as  in  Hawkins's  anchor^ 
but  something  was  always  wanting  to  make  the  anchor  answer 
the  purpose.  The  upper  flukes  of  Porter's  anchor  rest  on  the 
shank ;  in  Hawkins's,  the  two  flukes  went  into  the  ground  at 
the  same  time.  The  latter  was  weaker  in  fact  than  the  old 
anchor.    There  was  nothing  before  Porter's  which  answered. 

E.  Shaobddge :  I  am  foreman  of  the  anchor-proof  works  at 
Woolwich,  and  was  present  at  the  experiments  made  from  time 
to  time  to  test  the  strength  of  Porter's  anchor.  It  was  nearly 
one-third  stronger  than  any  other :  it  is  the  strongest  anchor  I 
ever  had  to  contend  with.  The  experiments  have  extended  from 
1841  to  1849. 

Captain  Stop  ford :    I  am  a  Post  Captain  in  her  Majesty's 
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Li  the  Privy  Navy,  commanding  the  Waterloo.  I  succeeded  Captain  Forbes 
July  19, 1852.  ^^  the  Pique,  which  was  supplied  with  Porter's  anchor.  I  did 
not  at  first  like  the  look  of  it,  but  I  took  an  opportunity  of 
trying  it,  and  was  perfectly  satisfied  with  it.  I  think  it  superior 
to  any  anchor  I  had  previously  known ;  and  it  was  the  means  of 
saving  the  ship  from  going  ashore.  It  is  a  very  valuable  inven- 
tion for  the  navy.  I  was  out  in  the  Pique  three  years.  In  1S51 
I  was  appointed,  with  five  other  naval  officers,  to  form  a  com- 
mittee with  some  eminent  private  shipowners,  to  ascertain  the 
relative  merits  of  ships'  anchors ;  we  have  not  yet  made  our 
report  of  the  trials,  but  I  saw  nothing  to  alter  the  opinion 
formed  when  in  the  Pique.  I  do  not  think  many  ships  in  the 
navy  are  using  it. 

Captain  Waskingion :  I  have  been  at  sea  upwards  of  forty 
years,  and  in  command  of  her  Majesty's  ship  Blazer.  When  on 
the  North  Sea  Survey,  which  was  to  be  conducted  trigonoroe- 
trically,  the  retaining  our  position  was  essential,  and  I  looked 
round  for  the  best  anchor ;  and  on  considering  the  whole  sub- 
ject I  had  reason  to  believe  that  Porter's  would  answer  our 
purpose  best.  We  were  out  for  seven  years  in  the  North  Sea, 
and  I  invariably  used  it  in  all  sorts  of  ground,  and  it  never 
failed  us.  I  afterwards  used  it  in  the  Blazer ;  on  no  occasion 
did  we  ever  drive  from  our  position.  On  one  occasion  we  an- 
chored in  a  gale  of  wind  on  the  coast  of  Suffolk,  where  there 
was  very  little  room  to  veer  the  cable  ;  we  brought  up  the  ship 
in  half  a  cable  :  the  anchor  held  in  such  a  manner  that  it  lite- 
rally dragged  the  windlass  out, of  the  bows  of  the  ship — a  case 
I  believe  unprecedented  in  the  annals  of  the  navy.  We  let  go 
another  anchor  and  had  our  steam  up,  and  saved  the  ship  from 
the  edge  of  the  shoal.  I  was  ordered,  on  the  part  of  the  Har- 
bour Refuge  Commission,  to  try  the  holding  ground  in  Dover 
Bay;  it  was  chalk,  and  doubtful  whether  that  would  be  fit  for 
holding.  We  let  go  the  anchor  in  different  positions  of  about 
a  mile  and  a  half.  When  we  let  go  the  ship  was  running  at  the 
rate  of  about  four  knots  an  hour,  and  the  moment  the  anchor  was 
in  the  ground  we  backed  astern  at  full  speed.  On  every  occasion 
the  anchor  held)  but  on  one  occasion  we  parted  the  cable,  and 
left  the  anchor  in  the  ground.  I  had  no  other  anchors  but 
Porter's.  I  speak  as  to  the  positive  merits  of  the  anchor,  not 
as  to  any  comparison.  I  do  not  believe  any  common  anchor  in 
existence  would  have  stood  the  trial.  I  spoke  of  the  merits  of 
the  anchor  in  my  official  report  to  the  Admiralty  respecting  tbc 
Shearwater,  and  Tender,  and  also  the  Blazer.  This  anchor  can 
be  easily  taken  to  pieces,  transported,  and  stowed,  where  the 
common  anchor  can  not. 

£.  M.  Smith :  I  am  an  accountant ;  the  books  of  Mr.  Honi- 
ball  relating  to  Porter's  anchor  have  been  before  me ;  they  are 
here ;  the  total  amount  of  payments  by  Mr.  Honiball  have  been 
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78,257/.  16*.  7rf.,  and  receipts,  70,205/.  U.Sd.,  showing  a  loss  ot^n  the  Privy 
8,052/.  15*.  4d. ;  that  does  not  include  interest,  with  which  there  juiy  19]  i852. 
would  be  a  farther  loss  of  7>387/.  1*.  3£/.,  making  a  total  loss  of 
15,000/.  I  have  prepared  the  analysis  of  the  accounts  before 
their  lordships ;  they  are  correctly  extracted  from  the  books ; 
there  is  no  allowance  for  Mr.  Honiball's  time  or  personal  ex- 
penses, except  travelling  expenses. 

James  Honiball:  I  found  the  money  for  obtaining  Porter's 
patent  and  setting  it  going ;  it  was  necessary  to  erect  works  for 
the  purpose ;  the  accounts  are  correct ;  I  found  that  the  persons 
making  anchors  for  the  trade  would  not  make  them  at  a  reason- 
able rate ;  we  were  obliged  to  obtain  and  keep  together  a  supe- 
rior class  of  workmen. 

Sir  F.  TTiesiger,  A.  G. :  There  seems  to  be  considerable  merit 
in  the  invention.  I  have  nothing  to  say  in  this  case  if  your 
lordships  are  satisfied  with  the  accounts. 

Lord  Cbanworth  :  Their  lordships  are  of  opinion  that  Mr. 
HonibaU  is  entitled  to  an  extension  of  the  patent  for  six  years. 

Extension  for  six  years  (g). 


In  the  Exchequer.  ^ . ,     , 

Trial  at  laWf 

Honiball  v.  Bloomer.  ''""«  ^^'  ^®^^- 

Cor.  Mariiriy  B. 

This  was  an  action  for  the  infringement  of  the  above  new  letters 
patent.  The  declaration  set  forth  the  grant  of  the  original 
letters  patent,  their  assignment  to  Honiball,  and  the  presentation 
of  the  petition  to  her  Majesty  in  Council,  the  reference  of  such 
petition  to,  and  the  report  of,  the  judicial  committee  thereon 
recommending  the  prolongation,  and  the  Order  in  Council  and 
the  grant  of  new  letters  patent  to  the  plaintiff,  as  executrix  of 
Honiball,  for  the  term  of  six  years,  and  the  infringement  by  the 
defendant. 

To  this  the  defendant  pleaded,  amongst  other  pleas,  that  the  p^^, 
said  W.  H.  Porter  was  not  the  true  and  first  inventor  of  the 
said  invention. 

The  particulars  of  objections  delivered  with  the  pleas,  in  pur-  Particvlars  of 
suance  of  the  statute  (16  &  17  Vict,  c.  83,  s.  41),  stated,  o*^'*^- 
amongst  others,  the  making  and  selling  of  a  similar  anchor  by 
Messrs.  Logan  at  Liverpool  in  1826,  the  publication  of  the 
anchor  in  the  specifications  of  prior  patents  (an/e,  p.  196,  n./),and 
in  certain  books,  specifying  title,  places  of  publication,  and  pages 
of  the  works. 

(^)    I'hc^  new  letters  patent  were  granted  to      terval  between  the  order  in  council  and  the  grant 
Mary  Honiball,  widow  and  executrix  of  the  peti-       of  the  new  letters  patent. 
tiooer»  James  Honiball,  who  had  died  in  the  in- 
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Trial  at  lauf^        Sir  F.  ThettgcT^  fFebster,  and  H.  James,  appeared  for  die 
Jima  29, 1854.  pjaintiflF;  M.  Chambers,  Q.  C,  Aiki$iS(m,  Seijt,,  and  Russell,  for 

tbe  defendant. 
Efndenee,  The  following  evidence  was  given  for  the  defendant : — 

David  Logan :  I  am  an  anchor-maker,  formerly  of  the  firm  of 
C.  Logan  &  Co.,  of  Liverpool;  I  have  been  engaged  in  the 
business  twenty  years ;  I  have  seen  the  anchor  in  the  hall ;  it 
was  made  under  my  directions  in  1826 ;  after  it  was  made  it 
went  to  Greenock ;  I  sold  it  to  Captain  Lindsey,  tbe  master  of 
a  steam  vessel  called  the  William  Huskisson,  in  the  ordinary 
course  of  business ;  I  saw  it  again  before  I  saw  it  here ;  I  have 
had  it  in  my  place  perhaps  ten  years;  I  cannot  speak  to. the 
time^  but  I  should  say  ten  years;  it  was  returned  by  the  City  of 
Dublin  Company. 

Cross-examined ;  I  know  that  of  my  own  knowledge ;  I  know 
it  because  a  good  many  other  things  came  up  with  it ;  I  know  it 
was  sold  in  1826  by  referring  to  the  books ;  I  believe  the  boob 
are  here ;  I  think  the  price  was  56^.  per  cwt. ;  I  do  not  know 
the  total  amount ;  I  believe  the  money  was  paid ;  to  my  knowledge 
there  was  no  other  than  this  one  ever  made ;  I  recollect  seeing 
the  anchor  at  the  time  it  came  back ;  the  price  of  the  anchor 
was  89/.  7'*  ^d.;  I  find  under  date  17th  of  April,  18279 
"Owners  of  the  William  Huskisson,  credit  391.  7*-  WL;" 
the  credit  for  39/.  7^-  6 J.  under  the  date  of  the  17th  of 
April,  1827,  does  not  enable  me  to  recollect  that  it  came 
back  to  our  premises  in  1827;  I  am  sure  it  did  not  for  several 
years  afterwards;  I  am  perfectly  positive  it  was  not  in  1830 
and  1832,  or  1833  either;  I  can  speak  to  its  not  coming  bad^ 
in  1830,  for  I  was  not  in  Liverpool  in  1830,  and  I  know  it 
came  back  after  I  came  to  Liverpool ;  I  cannot  give  the  yetr 
exactly ;  I  came  back  to  Liverpool  in  1831 ;  it  was  kept  almost 
in  the  gateway. 

Re-examined :  The  credit  for  39/.  7*«  6rf.  indicates  that  the 
anchor  was  paid    for.      Tlie    anchor  was  bought,   sold,  and 
paid  for. 
raited  b  ^lli        Martin,  B. — I  think,  Sir  Frederick  Thesiger,  there  is  an  end 
•nd  uie/     *  o^  yo^r  case,  assuming  the  jury  believe  Mr.  Logan,  as  to  which 
I  suppose  there  is  no  doubt.     I  think  if  that  anchor  of  Mr. 
Logan^s  was  sold  in  the  regular  way  of  business,  although  it 
turned  out  a  failure,  as  possibly  it  may  have  been,  if  it  was  sold 
in  the  regular  way  of  trade  or  business,  there  is  an  end  of  yoor 
case,  and  this  patent  cannot  be  supported.     I  am  very  sorry 
for  it 
Mere  experi-         I  think  myself  if  it  was  really  an  experiment,  that  if  Mr. 
invalidate  a°*     Logan  had  put  this  anchor,  having  invented  it  or  manufisctared 
patent.  it,  on  board  the  William  Huskisson  or  a  steamboat  for  the  pur- 

pose of  trying  whether  it  would  answer  and  it  did  not  answer, 
and  then  it  was  returned  on  that  ground,  then  I  do  not  think 
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that  would  interfere  with  the  patent^  but  I  do  not  understand  Trial  at  iaw, 

that  it  was  so.      I  understand  that  it  was  sold  out  and  out,  ^'*'**^'*^*^ 

that  it  was  sold  and  paid  for,  used  a  considerable  time,  and  in 

all  probability  broken  from  the  weakness  of  the  toggle,  which  has 

been  suggested  by  Mr.  Carpmael,  and  which  is,  probably  enough, 

the  real  truth.     If  there  is  any  truth  in  this,  I  think  the  verdict 

will  be  for  the  defendant. 

Sir  F.  Uiesiffer,  (or  the  plaintiff,  elected  to  be  nonsuited. 

Plaintiff  nonsuited  (^). 


_,  -r  «>  /» f A«  Privw 

Confirmation  of  Letters  Patent.  Council, 


Feb.  M85& 


Honiball's  Patent. 

Cor.  The  Right  Hon.  T.  Pemberton  Leigh ;  Sir  J.  Jerms,  C.  J. ; 
Sir  John  Dodson ;  Sir  E.  Ryan. 

This  was  an  application  by  Mrs.  Honiball  for  the  confirmation, 
under  the  second  section  of  the  statute  (5  &  6  Will.  4,  c.  83» 
s.  2),  of  the  new  letters  patent,  the  subject  of  the  preceding 
action.  The  petition,  afler  stating  the  history  of  the  invention, 
the  extension  of  the  term,  the  preceding  action,  and  its  result, 
stated  the  substance  of  the  evidence  given  at  the  trial,  impeach- 
ing the  title  of  Mr.  Porter  as  the  true  and  first  inventor.  The 
objections  were  similar  to  the  particulars  at  the  triaL 

Sir  F«  Thesiffer  and  Webtier  appeared  for  the  petitioner ;  M. 
Chamhersy  Q.  C,  Atkinson^  Seijt.,  and  BmssbU^  for  the  opponents 
{the  defendants  in  the  action),  and  Sir  A.  E.  Cockbum  for  the 
Crown. 

Sir  F.  Themger  ^tAi^A  the  case  for  the  petitioner.  The  formal 
proofs  having  been  put  in,  the  following  evidence  was  given : — 

W.  H.  Porter :  I  was  the  original  patentee ;  after  obtaining 
the  patent  I  experienced  the  greatest  difiiculties  in  inducing 
anchorsmiths  to  manu&cture  the  anchors,  and  went  about  the 
country  to  endeavour  to  induce  tliem  to  do  so.  Amongst  others, 
I  called  on  Messrs.  Logan  of  Liverpool;  that  was  in  June, 
1839 ;  and  I  showed  them  a  model  of  the  anchor  I  wanted  them 
to  make ;  I  was  told  they  had  something  of  the  same  kind,  and 


(^)  A  question  arose  on  the  taiatioo  of  costs  of      fendant  claimed  full  costs  as  in  case  of  a  nonsuit, 
importance  under  the  Patent  Law  Amend-       contending  that  the  statute  did  not  apply  to  or  con- 


meDt  Act,  1652  (16  &  16  Vict,  c.  83,  s.  43),  by  trol  the  law  of  allowing;  cosU  in  cases  of  nonsuit, 

which  it  is  enacted,  that  the  defendant  shall  not  hie  The  Master  allowed  the  defendant  the  general  costs 

illowed  any  cMts  in  respect  of  any  particular  un-  of  the  cause,  but  did  not  allow  any  costs  in  respect 

less  certified  by  the  judge  to  have  been  proved  by  of  any  of  the  objections.     The  Court  of  Exche- 

the  defendant     No  certificate  was  applied  for  by  quer  held  tlie  decision  of  the  Master  to  be  correct. 
thedefiBodaat,  and  on  the  taiatioo  of  costs  the  de. 

VOL.  II.  '2d. 
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in^^^rivy    j  ^^  ghown  an  old  anchor  then  in  the  yard.  This  letter  to  Mr, 
Feb.  1, 1856.     Honiball  is  a  narrative  of  what  took  place : — 

LtTerpooly  Jane  26,  1^9. 

Dear  Sir, 
I  arrived  here  yesterday  afternoon ;  have  seen  Mr.  Tomkinson, 
the  gentleman  to  whom  the  anchor  for  Captain  Denham  was 
addressed ;  it  is  still  here^  and  it  is  to  be  sent  to  Fleetwood  by  the 
first  ship  going  there.     This  morning  I  have  called  on  Messrs. 
Logan  &  Co.,  who  are  said  to  be  the  largest  anchorsmiths  here. 
They  received  me  very  kindly ;  but  when  I  mentioned  my  busi- 
ness, and  showed  them  the  model,  they  said  they  thought  they  had 
once  made  one  something  like  it.    After  some  conversation^  Mr. 
Logan  took  me  to  the  works,  and  there,  sure  enough,  was  an 
anchor  of  about  12cwt.,  moveable  like  ours,  but  instead  of  a 
toggle  outside  of  the  arm  it  has  a  bent  bar  of  iron  thus  — , 
through  which  the  buoy*rope  was  passed^     It  was  made  in  the 
year  1826,  after  an  idea  of  Mr.  Logan's  brother;  it  was  put  on 
board  a  steamer  for  some  little  time,  and  then  returned,  and  has 
been  lying  in  their  yard  ever  since.     It  is  the  only  one  that  ever 
was  made,  and  cost  at  that  time  56#.  per  cwt.,  and  they  were 
selling  their  common  anchors  at  Ais. ;  the  common  ones  are 
now  worth  25«.  per  cwt.     What  had  I  better  do  respecting  this 
one  ?     If  it  meets  your  approval,  I  think  I  had  better  buy  \% 
and  either  alter  it  to  be  the  same  as  ours  or  cut  it  up.    They 
say  that  in  consequence  of  the  price  they  never  thought  any 
more  about  it.     I  am  to  see  them  to-morrow  about  manufac- 
turing, but  am  afraid  I  shall  not  do  much  good,  for  they  have 
only  two  fires,  no  forge-hammer,  and  the  coals  cost  here  lOt. 
per  ton,  which  is  more  than  double  the  price  at  Newcastle ;  most 
of  the  other  parties  who  profess  to  be  anchor  manufacturers 
buy  them  in  Bristol  and  elsewhere.     I  think  I  should  be  able  to 
buy  the  above  anchor  cheap,  as  no  doubt  they  would  be  glad  to 
get  rid  of  it.    *    ♦ 

I  am,  dear  sir,  yours  very  truly, 

W.  H.  PORTBB. 

To  James  Honiball,  Esq. 

To  the  best  of  my  recollection  Mr.  Logan  told  me  it  had 
been  used  and  had  not  succeeded ;  it  had  failed,  and  been  re- 
turned as  useless.  Upon  that  my  partner,  Mr.  Honiball,  took 
advice  as  to  whether  that  anchor  would  invalidate  the  patent;  I 
considered  myself  to  be  the  true  and  first  inventor  notwithstand- 
ing what  Mr.  Logan  had  told  me ;  I  had  nothing  to  do  with  the 
extension ;  I  still  consider  myself  to  have  been  the  true  and 
first  inventor,  as  these  words  have  been  explained  by  one  of 
their  lordships.  I  heard  Mr.  Logan  state  at  the  trial  that  the 
anchor  had  been  sold  and  paid  for;  I  heard  from  his  own  lips  in 
1839  that  it  had  been  put  on  board  the  vessel,  but  I  did  not  un- 
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derstand  it  had  been  sold  and  paid  for ;  my  impression  was,  ^  '^!/^*^ 
it  had  been  tried  and  returned  as  useless ;  that  was  my  im-  Feb  i,  18^. 
pression  up  to  the  time  of  hearing  Mr.  Logan's  evidence  at  the 
trial. 

Cross-examined:  I  have  no  interest  now  in  the  patent;  I 
disposed  of  my  interest  in  1846;  we  had  the  anchors  made  in 
two  or  three  places  before  commencing  ourselves;  Mr.  Trot- 
man  has  made  some  improvement  upon  my  anchor — ^he  has 
altered  the  palm;  I  was  not  told  by  Mr.  Logan  in  1839  that 
several  other  anchors  had  been  disposed  of,  and  were  on  board 
vessels ;  I  have  never  heard  that  there  had  been  four  or  five 
made  or  used. 

Afler  the  conversation  with  Mr.  Logan,  I  did  not  believe 
myself  to  be  the  first  who  had  hit  upon  that  idea,  but  I  still 
bc^eved  myself  to  be  the  inventor  in  bringing  the  anchor  for- 
ward ;  the  invention  consisted  in  the  arms  moving  upon  a  pivot 
at  the  end  of  the  shank,  one  coming  down  upon  the  shank  as 
the  other  is  in  use.  I  heard  of  the  extension  being  about  to  be 
applied  for,  but  I  had  no  knowledge  of  any  other  person  claiming 
the  anchor.  Previous  to  taking  out  my  patent  I  made  all  the 
searches  I  could ;  Hawkins's  patent  was  the  only  one  I  found. 

John  TVotman :  I  am  the  nephew  of  the  late  Mr.  Honiball ; 
I  became  acquunted  with  Mr.  Porter's  invention  from  the  first 
drawing  or  sketch  which  he  made  immediately  prior  to  his 
taking  out  the  patent ;  a  partnership  was  formed  between  my 
uncle  and  Mr.  Porter,  which  was  dissolved  in  1846 ;  a  Mr.  Tozer 
was  the  manager ;  he  is  now  with  Messrs.  Bloomer,  the  defen- 
dants in  the  action,  and  the  opponents  here.  My  improvement 
is  applicable  to  all  anchors  as  well  as  Porter's  ;  I  was  examined 
on  the  extension ;  Porter's  has  been  proved  superior  to  the  old 
anchor ;  there  was  great  difficulty  in  manufacturing  the  old  anchor 
in  one  piece,  and  the  upper  fluke  was  dangerous  in  use,  as  it  fre- 
quently exposed  ships  to  danger. 

Cross-examined :  The  real  owner  of  the  patent  is  Mr.  Honi- 
ball ;  I  was  Mr.  Honiball's  executor,  and  I  conduct  the  business 
for  the  widow  in  conjunction  with  my  own  patent;  I  grant 
licences;  I  have  no  manufactory;  the  principal  creditor  (for 
1 2,0002.)  on  Mr.  Honiball's  bankruptcy  in  1846  presented  him 
with  the  patent,  considering  that  it  might  be  valuable  in  his 
hands,  and  afford  him  the  means  of  support. 

My  improvement  consists  in  making  the  palm  and  the  arm  at 
different  angles  for  different  purposes ;  in  the  trials  at  Shecmess 
Porter's  anchor  was  considered  infinitely  better  than  the  anchor 
at  present  in  use  in  the  navy ;  when  tried  against  mine  it  came 
home ;  Porter's  and  mine  are  the  same  except  the  peculiar  angle 
of  the  palm,  which  is  an  improvement  applicable  to  any  anchor ; 
it  bites  better ;  I  make  the  toggle  and  the  palm  all  one,  to  facili- 
tate the  manufacture.     I  have  seen  the  specifications  of  Haw- 
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kins,  Somes,  and  Piper;  the  anchors  described  are  altogether 
different  from  Porter's. 

W.  Carpmael:  I  was  consulted  by  Mr.  Porter  at  the  time  of 
taking  out  his  patent ;  I  was  aware  of  Hawkins's,  Piper's  and 
Somes's  patent  at  that  time.  Upon  the  information  fiiniished 
me  respecting  Messrs.  Logan's  anchor,  as  contained  in  the  letter 
read  to-day,  I  belieye  I  stated  that  as  far  as  I  could  understand 
the  matter,  first  it  was  a  mere  experiment,  and  secondly,  that 
the  anchor,  if  made,  would  again  prove  a  failure  {a) ;  I  heard 
nothing  more  of  that  anchor  until  a  day  or  two  before  the  trial, 
when  a  model  was  brought  to  me.  The  anchors  of  Hawkins, 
Somes,  and  Piper  differ  materially  from  Porter's  anchor. 

John  Irving :  I  have  been  foreman  of  Messrs.  Logan  for 
thirty- seven  years;  I  remember  the  anchor  which  is  now  below 
being  made  in  1826 ;  it  was  away  about  two  years  and  a  hal^ 
and  then  sent  back  to  the  yard;  there  was  a  toggle  broken  off; 
after  being  returned  it  lay  in  the  yard  until  it  was  sent  to  Messrs. 
Bloomers;  it  remained  in  the  yard  there  twenty-four  years; 
there  was  no  other  anchor  made  of  that  sort. 

Montagu  Chamberij  Q.  C,  opened  the  case  of  the  opposition, 
and  called  several  witnesses,  the  purport  of  whose  evidence,  so 
far  as  material,  will  appear  from  the  judgment  of  their  lord- 
ships. 

Sir  F.  Theiiger  replied  for  the  petitioner. 

WeUbyf  for  the  Crown  :  The  Attorney  General  having  been 
obliged  to  go  away,  has  requested  me  to  express  his  opinion  that, 
notwithstanding  some  words  which  are  found  in  the  second  8e^ 
tion,  such  as  ^*  the  first  letters  patent,'^  and  some  other  expres- 
sions, your  lordships  clearly  have  a  jurisdiction  under  the  second 
section  to  confirm  letters  patent  which  have  been  granted  under 
the  powers  contained  in  the  fourth  section;  that  die  grantee  of 
a  new  patent  is  a  patentee  within  the  meaning  of  the  second 
section  just  as  much  as  the  party  who  had  obtained  the  originsl 
letters' patent.  Further,  that  in  the  inquiry  which  takes  plaoe 
under  the  second  section,  the  meritoriousness  of  the  patent 
is  not  in  question ;  that  must  be  taken  to  have  been  determined 
by  the  decision  of  your  lordships  upon  the  application  for  the 
extension ;  but  that  in  such  a  case  it  is  to  be  shown  affirmatiTelj 
that  the  knowledge  of  the  party  that  he  is  not  the  first  inTentor 
was  bond  fide  acquired  after  the  period  of  the  new  grant  under 
the  fourth  section,  and  that  till  that  period  he  believed  himself 
to  be  the  first  and  original  inventor. 

The  fourth  section  empowered  the  Crown  only  to  make  a 
grant  of  new  letters  patent ;  construing  the  second  and  fonrA 


(a)  This  had  reference  to  the  toggle,  which 
was  a  high  projectioo  welded  on  to  the  arm, 
and   would  either    be  broken   off  or  present  a 


sharp  projecting  point,  as  dangeroot  to  sbijiB  ii 
the  upper  fluke  of  the  old  anchor  when  is  ok. 
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sections  together^  there  is  part  of  the  second  section  which  says^  in  t\$  Privy 
^ and  being  satisfied  that  such  patentee  beUeved  himself  to  be  Y^\\%b&, 
the  first  and  original  inventor,  and  being  satisfied  that  such  inven- 
tion or  part  thereof  had  not  been  publicly  and  generally  used 
before  the  date  of  such  first  letters  patent ;"  that  is  to  be  taken 
in  the  case  of  a  re-grant,  under  an  application  for  an  extension, 
to  mean  the  letters  patent  so  granted  upon  such  apphcation ; 
the  sentence  has  reference  to  the  grant  of  new  letters  patent  under 
the  fourth  section,  and  these  words,  ^^  that  such  invention  or 
pait  thereof  had  not  been  publicly  and  generally  used  before  the 
date  of  such  first  letters  patent ;''  and  the  previous  words,  ^^  that 
such  patentee  believed  himself  to  be  the  first  and  original  in- 
ventor," ought  to  be  referred  to  that  period. — [Sir  J.  Jervis, 
C.  J. :  If  that  be  so,  that  is  fatal  to  the  application.] — ^That  will 
depend  upon  what  view  your  lordships  take  of  the  argument  ad- 
vanced by  Sir  Frederick  Thesiger,  that  till  the  grant  of  new  let- 
ters patent  this  person,  Mr.  Honiball,  though  he  had  a  know- 
ledge of  the  anchor  having  been  used  merely  by  way  of  experi- 
ment, had,  as  he  alleges,  no  knowledge  that  it  had  been  used  to 
such  an  extent  as,  or  in  any  sense  that  would  defeat  the  patent. 
That  is  a  matter  of  fact  with  which  I  do  not  propose  to  deaL — 
[Sir  J.  JervUi  C.  J. :  Mr.  Porter  says  he  did  not  know  it  in  the 
legal  meaning  of  the  word  "  inventor"  before  the  renewal ;  he 
knew  there  had  been  a  public  user.    The  letter  states  contem- 
poraneously what  the  real  state  of  the  facts  was  ?] — ^That  is  a 
question  of  fact  which  I  do  not  presume  to  meddle  with.    I 
apprehend  if  bond  fide  up  to  a  certain  period  he  knew  only  of 
the  making  of  the  previous  anchor,  and  of  its  having  been  tried 
experimentally,  but  did  not  know  that  it  had  been  used  in  such 
a  sense  as  would  defeat  the  patent*  it  would  not  prevent  his 
application  for  its  confirmation,  because  I  apprehend  it  is  clear 
that  the  term  ^^  first  and  original  inventor**  is  to  be  construed  in 
reference  to  the  patent  law,  not  as  meaning  only  a  party  who  is 
a  discovers,  but  a  party  who  is  the  legal  inventor  in  such  a 
sense  as  would  defeat  a  subsequent  patent. 

Sir  J.  Jervis,  C.  J. :  Have  you  considered  this  question  ?  Recant  of  a 
According  to  your  argument,  you  say  that  if  he  had  found  it  !IJ|Je™** 
out  during  the  currency  of  his  first  letters  patent  he  ought  to 
have  come  during  the  currency  of  that  patent  to  have  that 
patent  confirmed.  Could  a  confirmed  patent  be  renewed? — 
[Welsby :  I  see  no  legal  reason  why  it  might  not.  Under  the 
second  section  you  may  confirm  or  grant  de  novo.  But  we  will 
suppose  your  lordships  confirm,  then  it  merely  goes  to  an 
existing  validity  ab  imtio.'] — ^You  grant  £?e  novo  with  such  recitals 
as  to  show  a  court  of  law  that  it  is  to  act  as  a  confirmed  patent. 
The  question  is,  what  would  be  the  effect  if  there  is  a  re-grant 
under  the  fourth  section  ?  If  it  is  a  re-grant  as  a  confirmed 
patent,  it  must  be  because  it  operates  as  a  renewal  only.     If  it 
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is  a  renewal;  you  want  to  carry  your  knowledge  up  to  the  time 
of  the  original  grant  which  is  renewed.  If  the  fourth  section 
operates  as  a  renewal  only^  the  knowledge  must  go  back,  not  to 
the  time  of  the  renewal^  but  to  the  time  of  the  original  patent^ 
and  then  you  must  come  during  the  currency  of  the  first  patent 
to  have  it  confirmed.  You  cannot  have  a  new  grant  under  the 
fourth  section  as  a  new  substantive  patent  unless  it  is  to  operate 
simply  as  a  renewal.  If  that  be  so,  it  rather  shows  it  is  to  ope- 
rate as  a  renewal.  If  so,  the  important  time  of  knowledge 
must  be  before  the  creation  of  the  original  franchise. 

M.  Chambers  :  In  the  bill  as  it  left  the  House  of  Lords,  at  the 
end  of  the  second  section^  there  was  a  reservation  of  the  right 
of  the  original  inventor,  but  that  was  struck  out  in  the  House 
of  Commons. 

Welsby  :  With  respect  to  the  question  as  to  public  and  general 
user,  I  apprehend  it  must  be  both  public  and  general ;  whether 
it  has  been  so  in  this  case  I  leave  to  your  lordships. 

There  is  another  very  important  matter  upon  which  this  case 
was  adjourned,  which  the  Attorney  Genersl  has  considered  a 
good  deal ;  it  did  appear  to  be  impossible  to  get  over  the  words 
^^  as  against  all  persons  whatsoever/'  and  the  Attorney  General 
entertains  very  great  doubts  whether  the  effect  of  those  words 
would  be  altered  by  any  limitation  to  be  introduced  by  way  of 
recital. — [Sir  J.  Jervis^  C.  J. :  I  have  been  considering  Aat 
Supposing  it  is  confirmed,  would  that  make  the  specification 
good.  The  words  are  large  enough  to  make  everything  good.] 
— I  presume  what  the  legislature,  or  those  who  drew  this  sec- 
tion, had  in  view,  had  reference  to  the  novelty.  Undoubtedly 
it  is  a  strong  thing  to  say  that  it  shall  operate  not  only  against 
persons  who  complain  and  appear,  but  against  persons  who  have 
had  no  notice  of  the  proceedings. — [Sir  J.  JerviSy  C.  J. :  It  is 
evident  that  it  might  be  open  to  the  greatest  collusion.  A  man 
might  make  the  most  valuable  patent  binding  for  ever.] — ^Whe- 
ther any  such  recital  could  or  ought  to  be  introduced  into  such 
a  patent  limiting  the  effect  of  it  is  another  very  important  ques- 
tion, upon  which  great  doubt  might  be  entertained.  There  are 
no  words  in  the  Act  of  Parliament  which  empower  tiie  intro- 
duction of  such  a  recital ;  and  if  it  is  introduced,  it  b  difficult 
to  see  how  it  can  operate  upon  the  plain  terms  of  the  Act  of 
Parliament.  These  are  difficulties  arising  mainly  out  of  the  way 
in  which  the  Act  is  worded. 

Sir  J.  Jervis,  C.  J. :  Assuming  that  we  thought  the 
applicant  believed  himself  to  be  the  first  and  true  inventor^ 
and  assuming  we  found  that  it  had  not  been  publicly  and 
generally  used,  and  admitting  that  we  have  a  discretion, 
ought  we  to  refuse  to  act  because  we  do  not  know  what  we 
ought  to  do  because  the  Act  is  so  embarrassing  that  we  can- 
not understand  it,  or  ought  we  to  say  we  cannot  untie  the 
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knot,  and  we  will  cut  it  by  doing  nothing.      Ought  we  not  imhe  Privy 
to  leave  the  courts  of  law  to  decide  ?     We  must  consider  this  ^^''^*'- 
case. 


The  judgment  of  their  lordships  was  delivered  by — 
The  Right  Hon.  T.  Pemberton  Leigh  :  In  this  case  a  patent ^^Ilo^iq&s. 
was  granted,  on  the  15th  of  August,  1838,  to  a  Mr.  Porter  for 
an  improvement  in  the  manufacture  of  anchors ;  that  patent 
expired  on  the  14th  of  August,  1852.  On  the  18th  of  February, 
1853,  her  Majesty  was  pleased,  on  the  report  of  the  judicial 
committee,  to  grant  to  the  assignee  of  Porter's  patent  a  further 
term  of  six  years  for  the  exclusive  use  of  the  invention. 

This  term  was  granted  by  new  letters  patent,  which  contain  a 
condition  similar  to  that  in  the  original  patent, ''  that  the  grant 
is  to  be  void  if  it  should  appear  that  the  said  invention  is  not  a 
new  invention  as  to  the  public  use  and  exercise  thereof  in 
England,  or  not  invented  and  found  out  by  the  said  W.  H. 
Porter.*' 

In  an  action  brought  against  a  person  of  the  name  of  Bloomer 
for  the  infringement  of  this  patent,  which  came  on  for  trial  in 
tlie  month  of  June,  1854,  it  was  proved  that  this  was  not  a  new 
invention  within  the  condition  of  the  letters  patent,  and  it  is 
agreed  on  all  hands  that  the  patent  at  present  is  void.  The 
legislature,  however,  has"  thought  it  fit  to  vest  in  the  C  rown, 
under  certain  circumstances,  on  the  recommendation  of  the  judi- 
cial committee,  the  power  of  restoring  and  giving  effect  to  the 
grant  so  become  void,  and  upon  a  petition  by  the  grantee  of  the 
renewed  patent  to  the  Crown  for  the  exercise  of  this  power  and 
the  confirmation  of  the  patent,  it  has  been  referred  to  us  by  her 
Majesty  to  inquire  whether  it  is  fit  that  the  application  should  be 
granted. 

The  power  is  conferred  upon  the  Crown  by  the  2nd  section  of  The  recom- 
the  5  &  6  Wm.  4,  c.  83,  and  it  is  admitted  that  even  if  the  peti-  ^*„'Sl^ftion 
tioner  brings  himself  within  the  provisions  of  the  Act,  it  is  still  diicretionary. 
left  to  the  discretion  of  the  judicial  committee  to  recommend  or 
not  the  confirmation  of  the  patent,  as  justice  to  all  parties  may 
appear  to  them  to  require. 

The  section,  so  far  as  it  applies  to  the  present  case,  is  in  these 
words : — "  And  be  it  enacted,  that  if  in  any  suit  or  action  it  shall 
^  proved  or  specially  found  by  the  verdict  of  a  jury  that  any 
person  who  shall  have  obtained  letters  patent  for  any  invention 
or  supposed  invention  was  not  the  first  inventor  thereof,  or  of 
some  part  thereof,  by  reason  of  some  other  person  or  persons 
having  invented  the  same,"  not,  be  it  observed,  invented  and 
^wcd,  but  invented  or  used,  *'  or  some  part  thereof  before  the 
date  of  such  letters  patent,  or  if  such  patentee  or  his  assigns 
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the  date  of  such  letters  patent,  it  shall  and  may  be  lawful  for 
such  patentee  or  his  assigns  to  petition  his  Majesty  in  councU  to 
confirm  the  said  letters  patent,  or  to  grant  new  letters  patent, 
the  matter  of  which  petition  shall  be  heard  before  the  judicial 
committee  of  the  Privy  CouncU ;  and  such  committee,  upon 
examining  the  said  matter  and  being  satisfied  that  such  patentee 
believed  himself  to  be  the  first  and  original  inventor,  and  being 
satisfied  that  such  invention  or  part  thereof  had  not  been  pab- 
lidy  and  generally  used  before  the  date-  of  such  first  letters 
patent,  may  report  to  his  Majesty  their  opinion  that  the  prayer 
of  such  petition  ought  to  be  complied  vntii,  whereupon  hb  Ma- 
jesty may,  if  he  think  fit,  grant  such  prayer;  and  the  said  letters 
patent  shall  be  available  in  law  and  equity  to  give  to  such  peti- 
tioner the  sole  right  of  using,  making  and  vending  sudi  invention 
as  against  all  persons  whatever,  any  law^  usage,  or  custom  to  tiie 
contrary  thereof  notwithstanding.^' 

Now,  it  being  admitted  that  the  exerdae  of  this  authority  on 
the  part  of  the  judicial  committee  is  discretionary,  there  are  tiro 
questions  before  us ;  first,  whether  the  petitioner  has  proved 
tiiose  facts  which  are  necessary  in  order  to  enable  the  ccMnmittee 
to  recommend  a  confirmation ;  and,  secondly,  whether  the  cir- 
cumstances appearing  before  us  are  such  as  to  make  it  fit  that 
we  should  exercise  our  discretion  by  reocHnmending  a  confirma- 
tion if  we  have  the  power  to  do  so. 
Sutnte  tppliet      It  was  objected  by  the  opponents  of  the  petition  that  tiiese 
aneuended^*^  questions  do  not  arise  in  this  case,  for  that  the  provisions  for 
term.  confirmation  of  a  patent  do  not  apply  to  a  patent  for  an  ex- 

tended term.  But  the  grant  of  an  extended  term  is  a  new  grant 
by  new  letters  patent,  subject  to  the  same  conditions,  open  to 
the  same  objections ;  and  it  should  seem,  therefore,  in  ordinery 
cases  at  least  entitied  to  the  same  advantages  as  the  original 
grant* 

In  the  case  of  Aube's  patent,  which  was  an  apjdication  for  an 
extension  of  the  original  term,  and  which  came  before  this  com- 
mittee in  February,  1854,  it  was  decided  that  the  grant  of  an 
extended  term  must  be  considered  as  a  new  grant,  and  as  open 
to  the  same  objection  as  would  apply  to  an  original  grant.  There 
appears  to  be  nothing  in  the  nature  of  the  benefit  now  sought 
which  should  exclude  its  application  to  a  patent  for  an  extended 
term. 
ConditionB  to  We  proceed,  therefore,  to  the  consideration  of  the  question, 
whether  the  petitioner  has  established  those  facts  which  are 
necessary  in  order  to  give  jurisdiction  to  the  committee.  The 
onus  of  proof  lies  on  the  petitioner,  and  she  must  satisfy  the 
committee,  first,  that  before  the  date  of  the  original  patent  the 
invention  was  not  publicly  and  generally  used ;  and,  secondly, 


be  made  out. 
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that  die  grantee  of  the  original  patent  believed  himself  to  be  the  in  the  Privy 

first  and  original  inventor.  «T*?n*  ,ore 

T-.  •  J  r       1  .  1  14.  ,        -»*      «  .     Feb.  10, 185&. 

It  IS  proved  by  the  evidence  before  us  that  Mr.  Porter  was  m 

no  sense  of  the  term  the  first  inventor  of  this  improvement.  It 
appears  distinctly  that  the  principle  had  been  discovered  and  put 
in  use  by  Mr.  James  Logan  more  than  ten  years  before  the  cbtte 
of  the  patent;  that  he  had  made  drawings  of  his  invention, 
which  he  had  shown  to  a  great  number  of  persons ;  that  he  had 
procured  models  of  it  to  be  made^  which  he  had  sent  to  anchor- 
smiths  and  other  persons  likely  to  bring  the  invention  into  use ; 
that  he  had  caused  one  of  these  models  to  be  hung  up  in  the 
room  of  the  underwriters  at  Liverpool,  where  Mr.  Logan  carried 
on  business,  which  model  remained  there  for  twelve  or  fifteen 
years,  and  must  therefore,  in  all  probability,  have  been  there  at 
the  time  when  Porter  took  out  his  patent  (a).  It  further  appears 
that  he  had  actually,  in  1826,  manufactured  a  large  anchor  upon 
this  principle,  and  had  sold  it  in  that  or  the  following  year;  that 
it  was  put  on  board  a  steamer  called  the  William  Huskisson,  at 
that  time  trading  to  the  Clyde ;  that  it  remained  in  use  on  board 
the  William  Huskisson  (which  was  afterwards  sold  to  the  Dublin 
Steam  Packet  Company)  till  the  year  1836,  when,  one  of  the 
toggles  having  been  broken,  it  was  sent  to  the  yard  of  Messrs. 
Logan,  as  one  of  the  witnesses  said,  to  be  repaired ;  and  that 
from  that  time  it  lay  in  the  yard  open  to  the  inspection  of  all 
the  workmen  who  are  employed  there,  amounting,  we  are  told, 
to  about  250,  and  of  all  persons  whom  business  or  other  circum- 
stances might  bring  to  Messrs.  Logan^s  works. 

If  we  could  rely  with  confidence  on  the  accuracy  of  Mr.  V**®"* 
James  Logan's  recollection,  the  case  would  be  carried  much  bj  I  ringle  firm 
farther  with  respect  to  the  use  of  the  invention,  for  he  tells  us  ^®*  *  general 
that  before  the  manufacture  of  the  anchor  of  the  William  Hus- 
kisson he  made  and  sold  five  or  six  of  the  same  description,  and 
several  others  afterwards.    But  he  is  unable  to  give  any  particu- 
lars of  such  other  anchors,  or  of  the  persons  to  whom  he  sold 
them.    No  books  or  accounts  have  been  produced  in  verification 
of  such  sales.     His  brother,  David  Logan,  who  was  in  partner- 
ship with  him,  has  no  knowledge  of  any  such  anchors;   and 
Irving,  who  was  in  the  employ  of  the  firm  of  Messrs.  Logan 
for  thirty-seven  years,  says  that  no  anchors  were  made  of  a 
similar  description  to  that  of  the  William  Huskisson.      As  to 
the  evidence  given  by  the  seamen  of  the  use  of  similar  anchors 
on  board  the  Mars,  the  Venus,  the  Atalanta,  and  many  vessek 


(a)  This  evideDce  came  by  turprise  on  the  committee,    is  required  to  deliver.      Inqoiries 

petitioner;  it  was  not  referred  to  at  the  trial,  or  subsequently  made  by  the  petitioner  tended  to  throw 

in  the  paittcnlars  of  objections  delivered  with  the  great  doubt  on  the  accuracy  of  this  as  well  as  of 

pleas,  or  in  the  noUce  of  the  ground  of  objections  the  evidence  referred  to  in  the  subsequent  parts 

which  an  opponent,  by  the  rules  of  the  judicial  of  the  judgment  of  their  lordships. 

VOL.   II.  2  E 


:I10 

In  the  Privy    in  the  Thames,  we  deem  it  wholly  unwoithy  of  attention,  and 
fT^"  1856   calculated  rather  to  discredit  than  to  strengthen  the  case  <rf  tbe 

'  opponents. 
Genend  use.         It  is  not  very  easy  to  define  what  is  the  exact  meaning  of  the 
expression  '^  publicly  and  generally  used^  contained  in  the  sec- 
tion.    No  patent  is  likely  to  be  taken  out  for  a  process  or  machine 
already  in  public  and  general  use  in  the  ordinary  sense  of  those 
words ;  but  certainly  we  cannot  consider  the  use  of  tiie  inven- 
tion  on  board  a  single  ship,  however  public  or  for  whatever 
length  of  time,  as  a  general  use  i  and  though  n^ative  eyidenee  in 
its  nature  can  hardly  be  very  conclusive,  and  that  produced  by 
the  petitioner  applies  only  to  a  particular  firm,  we  should  be  m- 
clined  tar  hold,  if  it  were  necessary  to  dedde  the  point,  that  we 
were  satisfied  that  the  invention  had  not  been  generally,  tiiough 
it  had  been  publicly,  used  at  the  date  of  the  original  letters 
patent. 
BeiMf  of  the        Whether  the  petitioner  has  made  out  the  second  point,  vis., 
f^  time  oTtht  *^^*  ^®  original  patentee  believed  himself  to  be  the  first  and 
grant.  orignal  inventor,  depends  entirely  upon  the  period  at  which  de 

belief  must  be  proved  to  have  existed.     There  is  no  reason  to 
doubt  that  he  so  believed  himself  when  the  original  letters  patent 
were  granted.     On  the  other  hand,  it  is  plain  that  he  could  en- 
tertain no  such  belief  at  the  time  when  the  renewed  grant  was 
made.     It  is  proved  that  he  had  full  notice  in  1839  of  James 
Logan's  prior  invention,  and  it  appears  to  us  to  be  dear  on  the 
context  of  this  clause  that  the  expression  ''first  and  origmal 
inventor"  was  intended  to  mean  a  person  who  could  daim  the 
merit  of  the  first  invention,  without  reference  to  the  user.    Bat 
however  that  may  be,  we  think  that,  according  to  the  doctrine 
^«i^  to     ^^^  ^^^"  ^^  ^^'^  Lyndhurst  in  Westrupp  and  Oibbbu  (*),  a  party 
know  that        cannot  be  permitted  to  shelter  himself  under  wilful  ignorsnoe) 
haTfi^"*^*  but  must  be  fixed  with  knowledge  not  only  of  what  he  did 
tained.  know,  but  of  that  which  he  would  have  known  if  he  had  nude 

the  inquiries  which  it  was  incumbent  upon  him  to  make. 

Now  it  appears  from  Mr.  Porter's  letter  of  the  26th  of  June, 
1839,  that  he  was  at  that  time  not  only  informed  by  Messrs. 
Logan  that  they  had  invented  and  made  an  anchor  similar  to 
his,  but  that  he  was  shown  the  anchor  itself,  and  was  told  that 
it  had  been  put  on  board  a  steamer  for  some  little  time  and  then 
returned.  He  had  notice,  therefore,  not  only  of  the  prior  inven- 
tion, but  of  the  use  of  the  invention,  and  was  bound  to  inquiry 
and  indeed  probably  did  inquire,  into  the  drcumstances  of  the 
user,  of  the  importance  of  which,  with  reference  to  the  Talidity 
of  his  own  patent,  he  seems  to  have  been  aware. 

It  is  argued,  however,  very  fordbly,  that  the  belief  ot  the 


(6)  1  Pat.  C.  655. 
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original  patentee  here  spoken  of  most  mean  a  belief  at  the  time  ^^  the  Privy 
when  the  original  patent  was  taken  out,  and  that  neither  the  Pebrio,  1865. 
merit  of  the  original  patentee,  nor  the  rights  of  the  assignee.  Knowledge  at 
can  be  affected  by  drcumstances  which  came  to  the  knowledge  new*!ji!tent  to* 
of  the  former  only  after  the  patent  had  been  granted,  and  when  be  regarded, 
possibly,  as  in  this  case,  all  his  interest  in  it  had  ceased.     It  is 
impossible  to  deny  that  there  is  great  weight  in  this  argument, 
but,  on  the  other  hand,  it  must  be  remembered  that  it  is  the  new 
patent  which  it  is  sought  to  confirm.    That  it  is  as  a  new  and 
original  patent,  that  it  is  brought  within  the  meaning  of  the 
clause,  and  that  there  is  notliing  unreasonable,  when  it  claims 
the  same  advantages,  in  subjecting  it  to  the  same^  restrictions  as 
an  original  grant. 

But  whatever  doubt  we  may  entertain  upon  other  points  in  No  doubt  at  to 
this  case,  upon  that  which  is  sufficient  for  its  decision,  viz.,  the  wbidbdiacrv. 
mode  in  which  we  are  to  exercise  our  discretion  if  the  circum-  ^od  should  k« 
stances  give  occasion  for  it,  we  can  entertain  no  doubt  whatever.  ***'^' 
The  power  given  to  the  Crown  is  to  provide  an  extraordinary 
remedy  for  extraordinary  cases,  to  supersede  the  ordinary  rules 
of  law  at  the  expense  of  the  public  in  favour  of  an  individual^ 
to  give  force  and  validity  by  a  quaH  legislative  authority  to  a  ^^Jj*^^  ^"* 
grant  of  monopoly  actually  void,  and  to  exclude  from  the  use  of  patent, 
the  invention  not  only  the  other  subjects  of  her  Majesty  in 
England,  but  even  the  first  and  original  inventor,  who  had  actu- 
ally brought  it  into  public,  though  not  into  general,  use,  before  ^ 
the  first  patent  was  taken  out.    That  this  is  the  effect  of  a  con- 
firmation is  perfectly  clear,  though  it  appears  from  Lord  Lynd- 
hurst's  observation  in  the  case  of  Wesirupp  and  Gibbins  that  such 
was  not  the  intention  of  the  framer  of  the  Act,  nor  its  effect  as  it 
was  originally  introduced  into,  and  as  it  left,  the  House  of  Lords. 
To  what  extent,  under  the  language  of  the  Act,  other  objections 
to  the  validity  of  the  patent  are  removed  by  the  confirmation 
may  be  doubtful.     In  the  the  case  of  Card's  patent  (c).  Lord 
Campbell  suggests  that  the  generality  of  the  expression  was 
probably  intended  to  be  Umited  to  the'prior  use  of  the  invention. 
His  lordship  also  intimates  that  the  provisions  of  the  clause 
were  meant  to  be  confined  to  cases  where  either  doubts  might 
exist  whether  there  had  been  such  a  prior  use  as  to  vitiate  the 
patent,  or  where  the  use  of  the  invention^  after  some  fruitless 
trials,  had  been  thrown  aside  and  abandoned  by  the  original  in- 
ventor. 

Every  judge  who  has  had  to  consider  the  effect  of  this  provi- 
sion has  felt,  and  we  entirely  share  that  feeling,  that  the  juris- 
diction is  one  which  is  to  be  most  cautiously  and  sparingly 
exercised.    In  the  particular  case  before  us,  there  is  no  room  for 


(c)  AfUe,  p.  163. 
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In  th$  Privy  doubt  that  if  the  fticts  which  actually  existed  had  been  known 
Febrio*  1866.  ^^  ^^  ^™^  when  the  original  patent  was  taken  out^  no  patent 
ought  ever  to  have  been  granted  to  Porter.  The  consideration 
for  the  monopoly  created  by  a  patent  is  the  benefit  derived  by 
the  public  from  the  oonmiunication  of  a  new  and  usefid  inven- 
tion. What  new  discovery  did  Porter  communicate,  or  what 
information  did  he  afford  of  which  the  public  had  not  been  for 
years  in  full  possession  by  the  proceedings  of  Messrs.  Logan  to 
which  we  have  already  referred  {d)  ?  So  far  from  having  a  right 
to  the  exclusive  use  of  the  invention  against  them,  they  would 
have  had  a  clear  right  by  taking  out  a  patent  to  die  exdosxre 
use  against  him  if  they  had  not,  by  divulging  and  publishing 
their  invention,  made  it  a  matter  of  common  right,  and  prevented 
it  from  being  the  fit  subject  of  a  patent  either  to  themselves  or 
The  invention  to  anybody  else.  There  is  not  the  least  pretence  for  supposing 
not  abandoned.  ^^^  ^^y  Y19A  abandoned  the  use  of  the  invention,  though  their 
first  efforts  to  bring  it  into  general  use  had  been  unsuccessfnl,  in 
consequence,  as  it  appeared,  of  the  expense  of  the  manufactured 
article  being  greater  than  the  advantages  supposed  to  be  derived 
from  it.  If  the  facts  now  in  proof  had  been  known  to  their 
lordships  when  they  recommended  an  extension  of  this  patent, 
they  never  could  have  given  any  such  recommendation  to  the 
Crown.  It  has  been  again  and  again  stated  in  this  place,  that 
the  grant  of  an  extended  term  is  anything  but  a  matter  of 
course ;  that  in  order  to  obtain  it,  a  very  special  case  must  be 
made;  that  the  novelty,  merit,  and  utility  of  the  invention 
must  be  proved,  and  it  must  be  shown  that  all  reasonable  means 
have  been  used  in  order  to  make  the  invention  productive,  bat 
that  in  spite  of  such  exertions  the  remuneration  obtained  by  the 
inventor  has  either  entirely  failed,  or  has  been  quite  dispropor- 
tioned  to  his  merits  and  to  the  benefit  conferred  upon  the  pnblic. 
These  rules  will  be  found  to  be  laid  down  by  Lord  Brougham  in 
Soames*  patent  (e),  in  Morgan's  patent  (/),  in  Jones's  patent  (j), 
by  Lord  Lyndhurst  in  Swaine's  patent  (A),  and  by  other  lords  in 
a  variety  of  subsequent  cases,  down  to  the  late  case  of  BeaiVt 
patent  {t)y  and  we  think  it  of  great  importance  that  they  should 
be  strictly  observed.  If  this  extended  grant  ought  never  to  hsTC 
been  made,  still  less  can  we  now  recommend  that  the  ordinary 
rules  of  law  should  be  superseded  in  order  to  give  it  validity. 
Rule  as  to  We  have  considered  what  ought  to  be  done  with  respect  to  the 

costs  of  the  opponents.     It  is  of  great  importance  that  parties 


(d)  The  public  had  practically  acquired  no-  asaociates  and  rcpreseutativea.  has  beea  proic^  to 

thing  and  derived  no  benefit  from  lagan's  inven-  be  a  national  benefit.    See  evidence  on  ex^eosioB 

Uon  or  publication  ;    on  the  contrary,  its  very  of  Porter*8  patent,  ante,  p.  197-8. 
failure  augmented  the  difficuldea  with  which  Mr.  (e)  1  Pat.  C.  729. 

Porter  and  his  reprcsentatiyea  had  to  contend  in  (/)  lb,,  739. 

introducing  the  invention.      Enough   had  been  (g)  lb,,  579. 


done  to  prove  a  failure  of  an  invention,  which,  bv  (h)  Jb,,  560. 

the  energy,  capiul,  and  entirprise  of  Mr.  Porter^  (i)  PoH,  21 


CONFIRMATION   OF   LBTTBR8    PATENT.  S13^ 

should  not  be  discouraged  from  bringing  important  facts  to  the  in  the  Primf 
knowledge  of  the  Court  by  the  fear  of  the  costs  which  they  may  p|^^^'  13^ 
have  to  pay^  even  if  their  opposition  be  successfid ;  and  upon 
this  ground,  in  Westrvpp  and  Gibbins,  the  parties  opposing  were 
allowed  their  costs.  But  we  are  not  satisfied  with  the  manner 
in  which  this  opposition  has  been  conducted.  Much  expense 
has  been  occasioned  by  relying  upon  patents  for  inventions  which 
have  really  no  resemblance  to  this,  and  witnesses  have  been  pro- 
duced to  whose  testimony,  as  we  have  already  intimated,  we 
(»nnot  give  the  smallest  credit. 

On  the  whole,  we  shall  humbly  advise  her  Majesty  that  the 
petitioner's  application  ought  not  to  be  granted,  but  that  no  costs 
should  be  awarded  to  the  opponents. 

Petition  dismissed  without  costs. 


HEATH'S  PATENT. 

Letters  patent  granted  April  5,  1839,  to  Josiah  Marshall 
Heath  for  ^^  certain  improvements  in  the  manufacture  of  iron 
and  steel.*'  (a) 

Now  know  ye,  &c.,  I,  the  said  J.  M.  Heath,  do  declare  the  Speei/leation. 
nature  of  my  said  inventions  to  be — first,  the  extraction  of  pure 
cast  iron  from  certain  ores  of  that  metal,  without  the  intervention 
of  any  earthy  alkaline  or  saline  matter,  to  form  a  vitreous  flux 
cinder,  or  slag.  Secondly,  the  formation  of  cast  steel,  by  fusing 
the  said  pure  cast  iron  along  with  malleable  iron,  or  certain  me- 
tallic oxides,  in  such  proportion  as  may  decarburate  the  cast  iron 
to  a  certain  degree,  and  by  completing  the  decarburation  in  a 
suitable  cementing  furnace.  Thirdly,  the  use  of  a  certain 
portion  of  oxide  of  manganese  in  the  process  of  converting  cast 
iron  into  malleable  iron  by  the  process  of  puddling ;  and  fourthly, 
the  use  of  carburet  of  manganese  in  any  process  whereby  iron  is 
converted  into  cast  steel.  And  in  further  compliance  with  the 
said  proviso,  I,  the  said  J.  M.  Heath,  do  declare  the  manner  in 
which  my  said  inventions  are  to  be  performed,  by  the  following 
general  explanations  and  particular  details  of  the  several  pro- 
cesses. Malleable  iron  is  at  present  produced  by  smelting  the 
richer  iron  ores  with  just  as  much  charcoal,  or  other  carbonaceous 
matter,  as  shall  be  adequate  to  abstract  all  the  oxygen  from  the 
ore,  and  bring  it  into  the  malleable  state,  or  by  smelting  the  ore 


(a)  ReynokU's  FaUmt — ^Letters   patent  were  or  to  be  uied  for  the  converBion  of  catt  iron  into 

granted  Dec.  6,  1799,  to  W.  Reynolds,  for  a  tteel,  roatured  or  malleable  iron,  whether  in  the 

method    of  preparing  iron  for  the    convenion  finery,  bloomery,  puddling,  or  other  furnace.     In 

thereof  into  steel.  witness,  &e.    See  12  Rep.  of  Arts,  p.  151. 

Specification^ — My  method  consists  in  mixing  This  was  one  of  the  many  attempts  to  use  man- 

the  oxide  of  manganese  or  manganese  either  with  ganese  in  the  manufacture  of  steel  prior  to  Mr. 

the  materials  from  which  I  procure  pig  or  cast  iron,  Heath's  discovery, 
or  with  the  cast  iron  in  any  of  the  processes  used 
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^9eei^athn.   in  contact  with  carbonaceous  matter  in  rach  excess  as  to  fonn 
with  the  metal  the  compound  called  carburet  of  iron  by  chemists, 
and  cast  iron  by  manufacturers^  and  then  to  separate  the  carbon 
by  a  distinct  and  subsequent  process.    The  first  of  these  methods 
is  that  practised  upon  the  purer  native  oxides  of  icon  in  the 
Catalan  foiges  of  the  Pyrenees^  in  the  Stuck  Ofm  of  Corinthia, 
and  in  the  Bloomeries  of  India ;  the  second  is  that  practised  in 
the  blast  furnaces  of  Great  Britain  upon  the  aigillaceoas  ores  of 
iron.     By  the  first  process,  malleable  or  bar  iron  of  Tery  un- 
equal quality  in  its  different  parts  is  produced ;  by  the  second 
process,  a  cast  iron  is  obtained  which  is  contaminated  to  a  very 
considerable  degree  with  sulphur,  phosphorus,  arsenic,  silicoD, 
aluminum,  &c.,  and  by  both  processes  a  very  laige  proportion  of 
the  metal  is  wasted  into  cinder  under  the  blast,  as  well  as  in  the 
operations  of  puddling  and  re-heating  the  blooms.      A  pure 
native  oxide  of  carbonate  of  iron  is  alone  capable  of  producing 
a  pure  metal,  convertible  into  good  steel ;  but  such  pure  ores 
have  been  hitherto  debased  and  deteriorated  in  the  smelting,  by 
mixture  with  earthy,  saline,  or  alkaline  matters,  under  the  name 
of  fluxes,  added  with  the  intention  of  promoting  the  reduction 
of  the  metal,  and  of  protecting  it  when  reduced  from  the  oxidizing 
influence  of  the  blast.     I  have  discovered,  after  an  extensive 
course  of  experiments,  that  such  earthy  or  other  mixtures  are 
not  necessary  towards  the  reduction  of  the  pure  native  oxides 
and  carbonates  of  iron,  and  this  discovery  constitutes  my  first 
invention  under  the  present  letters  patent.    This  invention  con- 
sists in  smelting  such  pure  ore,  without  the  formation  of  any 
vitreous  flux,  slag,  or  cinder,  in  manner  as  follows : — I  commence 
the  operation  by  filling  progressively  my  blast  furnace  with  coke, 
charcoal,  or  other  equivalent  fuel,  leaving  the  tap  hole  open  that 
the  flame  of  the  fuel  urged  by  the  blast  may  play  in  all  direc- 
tions downwards  as  well  as  upwards,  so  as  to  bring  the  whole 
interior  of  the  furnace  into  a  uniform  state  of  incandescence,  and 
whenever  the  furnace  is  thus  filled  with  ignited  fuel  I  close  the 
tap  hole,  and  immediately  throw  into  the  mouth  of  the  furnace 
twenty  pounds  of  ore  for  every  one  hundred  pounds  of  fuel,  and 
I  continue  to  charge  the  furnace  at  this  rate  until  such  time  as  it 
is  calculated  that  three  or  four  hundred  weight  of  fluid  iron  are 
collected  in  the  hearths,  at  which  time  I  tap  the  furnace,  and  run 
off  the  melted  metal  into  pigs.    After  this  first  disdiarge  or 
casting,  I  begin  to  add  the  ore  at  the  rate  of  twenty-five  pounds 
for  every  one  hundred  pounds  of  fuel,  and  continue  to  charge 
the  furnace  at  this  rate  during  a  period  of  twelve  hours,  at  whidi 
time  I  tap  and  run  off  a  second  casting  of  pig  iron ;  after  this 
second  discharge  I  add  ore  at  the  rate  of  thirty  pounds  for  every 
one  hundred  pounds  of  fuel  during  the  third  working  period  of 
twelve  hours,  and  thus  in  each  successive  period  of  twelve  hoars 
I  increase  the  burthen  of  ore  at  the  rate  of  five  per  cent  of  the 
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weight  of  the  fiiel^  till  eventually  the  proportion  of  ore  shall  Specijieatum. 
amount  to  about  sixty-five  or  seventy  pounds  for  every  one  hun- 
dred founds  of  fuel.  By  proceeding  in  this  way,  and  by  throwing 
in  the  ore  merely  reduced  to  the  nze  of  peas  or  thereabouts,  but 
not  roasted^  I  find  that  if  the  furnace  be  well  attended  to  by  the 
workmen  it  will  turn  out  about  fifty  pounds  of  pure  pig  iron  for 
every  one  hundred  pounds  of  fuel  that  are  consumed.  I  prefer 
to  run  the  fused  metal  into  iron  moulds,  because  I  have  found 
that  when  it  is  run  into  sand,  as  is  commonly  practised  by  the 
iron  smelters,  it  is  apt  to  get  covered  with  a  coat  of  silicous 
matter,  and  is  thereby  contaminated  and  subject  to  waste  in  the 
subsequent  process  of  conversion  into  malleable  iron  or  steel, 
but  I  do  not  claim  running  the  iron  into  iron  moulds  as  any 
part  of  my  invention.  Having  by  the  said  process  obtained  a 
pure  cast  metal,  or  a  simple  carburet  of  iron  uncontaminated 
with  the  sulphur,  phosphorus,  silicon,  and  other  metalloids  pre- 
sent in  ordinary  cast  iron,  I  next  proceed  to  convert  that  carburet 
into  steel  of  any  d^;ree  of  hardness,  which  conversion  I  perform 
as  follows  : — I  first  melt  the  said  cast  iron  in  a  cupola  furnace 
by  the  heat  of  coke,  as  free  from  sulphur  as  possible,  or  by  a 
mixture  of  such  coke  and  anthracite,  or  in  certain  localities  by 
wood  charcoal,  but  in  all  cases  I. use  no  more  fuel  than  is  merely 
requisite  to  melt  the  iron ;  so  that  the  oxygen  of  the  blast  will 
serve  to  bum  away  the  carbon  of  the  carburet  in  a  considerable 
degree,  while  I  neutralize  or  remove  a  further  portion  of  the 
carbon  by  the  addition  of  scraps  of  metallic  iron,  or  by  the 
oxides  of  iron,  or  of  manganese,  always  taking  care  not  to  decar- 
burate  the  metal  to  such  a  degree  as  to  render  it  infusible,  but 
to  have  about  as  much  carbon  in  it  as  exists  in  cast  steel.  For 
the  purpose  of  producing  a  superior  article  of  cast  steel  from 
my  said  pure  cast  iron,  obtained  by  the  above  described  process, 
I  introduce  sesquioxide  of  manganese,  or  peroxide,  which  had 
been  previously  ignited,  in  quantities  not  exceeding  five  per 
cent.,  into  the  cupola^  while  I  employ  no  more  fuel  than  the 
blast  can  readily  bum  into  carbonic  acid,  for  otherwise  the 
excess  of  the  carbonaceous  fuel  would  deoxidize  the  manga- 
nese, nullify  its  decarburating  action  upon  the  cast  iron,  and 
thus  prevent  it  from  reducing  the  metal  to  that  lower  stage  of 
carburet  which  constitutes  cast  steel.  I  also  sometimes  intro- 
duce into  the  cupola,  for  the  same  decarburating  purpose,  a 
portion,  not  exceeding  five  per  cent  of  chrome  ore,  which  con- 
sists of  the  oxides  of  chrome  and  iron,  or  a  like  proportion  of 
pure  oxide  of  iron.  When  the  decarburation  has  been  carried 
on  in  the  cupola  to  the  proper  pitch,  as  has  been  already  defined, 
the  steely  metal  is  to  be  run  out,  and  cast  into  iron  moulds ;  the 
ingots  thereby  formed  are  now  to  be  converted  into  steel,  of  any 
desired  degree  of  mildness,  by  a  further  process  of  decarbura- 
tion, which  consists  in  stratifying  the  said  ingots  alone  W!th 
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^pecijUaiUm,  peroxide  of  iron,  or  peroxide  of  manganese,  without  charotMil, 
in  a  steel  cementing  or  other  suitable  fornaoe,  such  f omace  being 
lined  with  iron,  if  it  is  constructed  of  fire-bricks  or  stone,  to 
prevent  the  action  of  the  peroxides  upon  l^e  stone  or  bridu  of 
the  furnace ;  the  ingots  are  to  be  here  subjected  to  a  cementing 
heat^  for  a  certain  period,  proportional  in  duration  to  the  soft- 
ness required  in  the  metal  I  further  propose  to  improye  the 
quality  of  malleable  or  bar  iron  by  adding  to  the  pig  or  ]date 
iron  in  the  puddling  furnace^  while  in  fusion,  from  one  to  five 
per  cent,  or  thereabouts  of  any  pure  oxide  of  manganese,  hot 
without  mixture  of  any  other  substance,  the  sesquioxide  bring 
that  which  I  prefer.  Lastly,  I  propose  to  make  an  improved 
quality  of  cast  steel,  by  introducing  into  a  crucible  bars  of  com- 
mon blistered  steel,  broken  as  usual  into  fragments,  or  mixtures 
of  cast  and  malleable  iron,  or  malleable  iron  and  carbonaceous 
matters,  along  with  from  one  to  three  per  cent,  of  their  wei^^t 
of  carburet  of  manganese,  and  exposing  the  crucible  fx)  the 
proper  heat  for  melting  the  materials,  which  are>  when  fluid,  to 
be  poured  into  an  ingot  mould  in  the  usual  manner ;  but  I  do 
not  claim  the  use  of  any  such  mixture  of  cast  and  malleable 
iron,  or  malleable  iron  and  carbonaceous  matter,  as  any  part  of 
my  invention,  but  only  the  use  of  carburet  of  manganese  in  any 
process  for  the  conrersion  of  iron  into  cast  steel.  I  daim,  first, 
the  reduction  of  the  pure  native  oxides  and  carbonates  of  iron 
into  cast  iron  without  the  intervention  of  flux  or  the  production 
of  cinder.  Second,  the  production  of  cast  steel  by  decarbu- 
rating  cast  iron  to  a  certain  d^ee  in  a  cupola  or  other  suitable 
furnace  or  crucible,  with  the  addition  of  malleable  iron  or  certain 
metallic  oxides,  and  completing  the  decarburation  to  the  required 
degree  by  subsequent  cementation  in  a  suitable  furnace  with  an 
oxide  of  manganese  or  an  oxide  of  iron,  without  any  admiitare 
of  carbonaceous  matter.  Third,  the  employment  of  oxide  of 
manganese  alone  in  the  puddling  of  cast  iron.  And,  fourth^  the 
employment  of  carburet  of  manganese  in  preparing  sn  improved 
cast  steel.    In  witness,  &c. 


Trial  at  law,  In  THE  Ex  CHEQUER. 

T.  v.,  1843. 

Heath  v.  Unwin. 

Cor.  Lord  Abinger,  C.  B. 

Tr.  Vac.  1843. 

This  was  an  action  for  the  infringement  of  the  plaintiflTs  patent 
The  declaration  was  in  the  usual  form,  and  the  defendant  pleaded 
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pleas  denying  the  infringement^  the  novelty  of  the  invention,  ^^^  %I^^ 
and  the  suflGiciency  of  the  specification. 

The  defendant  had  been  employed  by  the  plaintiff  as  his 
agent,  and  to  introduce  the  invention  among  the  steel  manu&o- 
tarers  at  Sheffield.  Shortly  after  the  enrolment  of  the  specifica- 
tion it  was  discovered  that  the  same  effect  might  be  produced  by 
introducing  coal  tar  and  black  oxide  of  manganese,  the  known 
elements  of  carburet  of  manganese,  instead  of  carburet  of  man- 
ganese in  the  state  of  carburet,  into  the  melting-pot  with  the 
steel ;  the  plaintiff  oommunioated  this  to  the  defendant,  and  sent 
him  small  pai<oels  of  those  materials,  called  hereafter  HeatVa 
composition,  to  be  introduced  into  the  pot  with  the  melting  steel, 
for  the  use  of  the  lioeneees,  reducing  at  the  same  time  the 
loyalty  to  be  paid  by  reason  of  the  cheaper  process.  The  de- 
fendant shortly  afterwards  ceased  to  be  the  agent  for  the  plaintiff, 
<nd  commenced  tlie  manufaotura  of  steel  by  the  use  of  the 
parcels  of  coal-tar  and  black  oxide  of  manganeseintroduoedinto 
the  mdtifig'-pot  with  the  steel,  and  for  this,  as  an  infringement 
of  ihe  plaintiff's  patent,  the  action  was  brought. 

In  the  course  of  the  trial  it  appeared,  from  the  testimony  of 
the  chemical  witnesses,  that  carburet  of  manganese  is  not  a 
natmral  mineral  i»oduction,  but  obtained  by  melting  carbon  and 
oxide  of  manganese  together  at  a  great  heat ;  IhAt  the  expense 
of  producing  carbonate  of  manganese  would  be  very  dispropor- 
tioned  to  the  cost  of  the  materials  employed ;  also  that  it  was 
matter  of  scientific  opinion  formed  on  the  knowledge  of  caAuret 
rf  manganese  and  the  method  of  its  production,  that  if  ooal-gas 
tar  and  black  oxide  of  manganese  were  used  together  in  the 
process  of  making  cast  steel  into  the  melting  steel  in  the  oru* 
cable,  carburet  of  manganese  would  be  formed  in  the  melting 
steel,  but  that  it  was  impossible  to  see  what  took  place  in  the 
orocible,  or  to  prove  this  affirmatively. 

Lord  Abingbr,  C.B. — ^The  materials  or  elements  of  carburet 
of  manganese,  as  used  by  the  defendant,  being  out  of  all  pro- 
portion cheaper  than  the  carburet  of  manganese  itself,  the  use  of 
such  materials  in  the  said  composition  is  a  new  discovery  or 
invention,  and  not  within  the  letters  patent.  Further,  there  is 
no  sufficient  evidence  of  the  formation  of  carburet  of  manganese 
daring  the  process  adopted  by  the  defendant,  that  is,  of  the 
use  of  carburet  of  manganese  in  the  manufacture  of  steel  within 
the  meaning  of  the  specification. 

Plaintiff  nonsuited  (J). 


(b)  The  Court  of  Exchequer  refused  to  set  buret  of  mtnganefle  wu  actutil^  formed  and  need 

amde  the  nonsiut  in  this  case,  leaTio^  the  plaintiiT  in  the  defendant's  process,  it  being  impossible,  as 

to  his  remedy  by  bringing  another  action.  the  learned  I^ord  Chief  Baron  said  in  the  course  of 

The  govnds  of  the  nonsuit  would  appear  to  have  the  trial,  to  look  inside  the  crucible.    The  otheit 

been  two;  the  one*  the  uncertainty  whether  car-  ground  would  appear  the  assumption  that  thegreater 
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H/rlsJiT*  ^^  '^^^  Exchequer. 

Heath  r.  Unwin. 

Cor.  Parke,  B. 

HU.  T.,  1844. 

This  was  another  action  between  the  same  parties  for  infringing 
the  same  patent.  The  declaration  was  in  the  usual  form,  and  the 
defendant  pleaded,  first,  not  guilty ;  second,  that  the  jdaintiff 
was  not  the  true  and  first  inventor;  third,  that  the  specification 
was  not  sufficient ;  fourth,  that  the  invention  had  been  wholly  or 
in  part  publicly  and  generally  practised  before  iiie  date  of  the 
plaintiff's  patent;  fifth,  leave  and  licence. 

Jervis,  Q.  C,  and  Ogky  appeared  for  the  plaintiff;  Marim  and 
Hum/rey  for  the  defendant. 

Evidence  was  given  on  behalf  of  the  plaintiff  by  ntianufiic- 
turers  of  steel,  and  of  long  experience  in  the  trade,  to  the  effect 
that  cast  steel  suitable  for  the  manufiicture  of  cutlery,  before  die 
introduction  of  the  plaintiff^s  process,  coxdd  only  be  made  from 
high-priced  foreign  iron ;  that  the  use  of  carburet  of  manganese 
in  the  manu&cture  of  welding  cast  steel  was  new  at  the  date  of 
the  plaintiff's  patent ;  that  the  introduction  of  the  plaintiff's  in- 
vention caused  a  revolution  in  the  trade ;  that  the  plaintiff  had, 
after  long  investigation  and  experiments,  discovered  that  when 
black  oxide  of  manganese  was  combined  in  such  proportions 
with  carbonaceous  matter  as  to  form  a  carburet,  it  enabled  the 
manufacturer  to  produce  a  welding  cast  steel  suitable  for  the  m»* 
nufacture  of  cutlery  from  low-priced  British  iron,  which  had 
never  been  done  before,  and  which  reduced  the  price  of  the 
steel  from  about  70/.  to  about  S5/.  per  ton ;  that  prior  attempts 


cheapneM  and  oonvenience  of  the  use  of  the  ele-  new  maniifactnre  mmy  nererthelen  be  sn  mfniife> 

menu  conititnted  a  new  and  a  different  manufac-  ment  upon  the  prior  patent  if  work^  witboot  a 

ture  aa  compared  with  the  use  of  the  carburet.  licence  under  that  patent.     The  nae  of  the  ele> 

Tbe  objection  founded  on  the  former  ground  is  a  menta,  caibonaceoua  matter  and  black  oxide  of 

question  of  induction  and  presumption  from  the  manganeae,  might,  upon  the  principle  of  eqniva- 

known  effects  of  heat  on  the  subsunces  and  the  lents,    be    an    infringement  of   Heath*s  patent. 


known  qualities  and  properties  of  the  steel  pro-  although  a  cheaper  mode  of  attaining  the 

duced ;  subsequent  ezperimeoU  would  appear  to  result.    The  fact  of  Keatiog's  process  being  an  io- 

have  satisfactorily  removed    any  doubt  on    this  fringement  on  Martin's  {Stevens  y.  Keating^  amte^ 

point.     See po«<,  232-233.  185)  did  not  invalidate  the  subsequent  palest; 

The  objection  founded  on  the  latter  ground  rests  otherwise  no  patent  for  an  improvement  on,  or  ia- 

on  the  prmciple  that  cheapness  or  saying  of  ex-  volving  the  use  of,  a  prior  patent  would  be  valid, 
pense  may,  as  matter  of  law,  constitute  or  be  evi-  Had   Heath  known  the  more   economical   or 

dence  of  a  new  manufacture.     But  though  the  eoually  b^ieficial  oae  of  tbe  elements  at  tbe  date 

article  so  produced,  or  tbe  process  by  which  it  was  or  his  patent,  or  even  before  the  enrolment  of  his 

produced,  might  constitute  a  new  manufacture,  specification,  he  would  have  been  bound  to  hare 

such  as  would  support  other  letters  patent,  upon  inserted  that  information  in  his  specification,  for 

the  principle  that  a  patent  for  an  improvemant  upon  default  of  which  iktA  specification  would  have  been 

another  patent  may  be  valid  (see  Urane  w.  Price,  bad ;  this,  however,  was  not  suggested ;  the  evi- 

1  Pat.  C.  413,  and  tbe  cases  there  cited),  such  dence  being  that  it  was  matter  of  snbseqoent 

discovery. 
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had  been  made  to  use  oxide  of  maneanese  in  the  manufacture  Trial  at  law, 
of  cast  steely  but  they  had  never  been  carried  on  with  success^  '  * 
as  the  manganese  caused  the  melting-pots  to  break ;  that  soon 
after  the  patent  was  taken  out  the  plaintiff  discovered  that 
instead  of  first  making  the  carburet  by  a  prior  and  separate 
process,  he  could  take  the  black  oxide  of  manganese  and  the 
carbon^  the  elements  which  formed  the  carburet,  and  introduce 
them  into  the  melting-pot,  where  they  produced  the  same  effect 
as  was  produced  by  the  carburet;  that  the  plaintiff  from 
that  time  supplied  to  the  manufacturers  the  elements,  that  is, 
the  black  oxide  and  carbon,  separately,  instead  of  forming  them 
into  a  carburet.  Scientific  chemists  called  by  the  plaintiff  gave 
it  as  their  opinion  that  the  black  oxide  of  manganese  did,  in  fact, 
combine  with  the  carbon  in  the  melting-pot  at  or  below  the  tem- 
perature of  melting  steel,  so  that  in  the  process  of  manufacturing 
of  steel  carburet  of  manganese  to  the  amount  of  about  one-half 
per  cent,  of  carburet  was  present  in  the  crucible  and  in  use  in 
the  manufacture  of  the  steel. 

Witnesses  on  behalf  of  the  defendant  deposed  that  the  use  of 
black  oxide  of  manganese  was  well  known  among  the  steel  manufac- 
turers ;  it  was  commonly  used  for  cleansing  the  iron  ores  to  make 
steel ;  and  that  it  was  a  common  practice  to  use  carbon  for  the 
purpose  of  hardening  the  steeL  Some  of  the  witnesses  stated 
that  they  had  used  the  two  together  by  way  of  experiment,  and 
that  they  had  used  them  occasionally  together  in  the  course  of 
their  trade  before  the  year  1839.  Also,  that  for  forty  years 
previous  to  1839  it  had  been  usual  in  the  trade  to  use  crucibles 
made  of  a  compound  of  clay  and  coke-dust,  so  that  carbon  was 
always  present  in  the  manufacture  of  cast  steel  when  the  oxide 
of  manganese  was  used. 

Parks,  B. — ^The  first  point  for  the  consideration  of  the  jury  Summinff  up. 
is,  had  the  infringement  taken  place  ?  which  depends  on  the 
fact,  whether  the  use  of  the  elements  by  the  defendant  is,  in 
fact,  a  use  of  the  compound —whether  the  elements  really  form 
a  carburet  before  the  union  with  the  steel  takes  place  in  the 
crucible.- 

Next,  was  the  invention  new  at  the  date  of  the  patent ;  it  is 
clearly  not  new  if  implicit  reliance  can  be  placed  on  the  evidence 
of  two  of  the  witnesses,  who  deposed  to  having  large  quantities 
of  steel  by  the  use  of  the  black  oxide  of  manganese  from  time 
to  time  in  the  course  of  their  business  as  manufacturers  of 
SteeL  If  they  used  the  oxide  and  the  carbon  only  by  way  of 
experiment,  that  would  not  affect  the  novelty  of  the  invention ; 
but  if  they  used  them  in  the  regular  course  of  their  trade  before 
the  date  of  the  plaintiff's  patent,  then  his  invention  cannot  be 
new.  If  the  invention  is  substantially  for  the  mere  application 
of  oxide  of  manganese,  if  the  invention  consists  in  effect  in  that 
application,  it  is  clearly  old,  the  use  of  the  oxide  of  manganese 
being  well  known. 


SSO  hsath's  patsnt. 

h'^t'  1844^'  ^^  ™^^  ^^  '^^^  cooflidered  wbedier  the  spedfication  dwdoMt 
fairly  what  the  plaintiff  knew«-whether  it  was  safficient  to 
enable  persona  of  ordinary  experience  to  pat  the  inventioa  in 
practice.  The  wiitneases  of  the  plaintiff  have  awom  to  the  snf- 
ficiency  of  the  specification,  and  the  witnesses  of  liie  defendant 
rely  rather  on  want  of  navdLty  than  on  any  objection  to  the  spe- 
cification. 

The  learned  judge,  after  reading  orer  the  evklenoe,  asked  the 
jury,  first,  as  to  the  infringement,  do  the  substanoes  pat  m — ^Ae 
oxide  and  the  carbon — form  oarburet  of  maoganeae  befoie  they 
unite  to  the  metal ;  if  you  are  not  satisfied  of  diis,  you  will  find 
for  the  defendant,  because  no  carbturet  is  formed ;  if  you  find 
that  there  is  carburet  formed^  I  shall  reserve  the  point.  Ton 
will  also  say  whether  the  defendant  ever  uses  one  per  cent,  of  thn 
substance  in  his  manufacture.  Next»  was  the  inrention  new? 
both  carbon  and  manganese  were  used  before  die  date  of  the 
patent ;  but  you  will  say  whedier  they  were  ever  used  tc^ether, 
and  whether  you  believe  the  witnesses  who  said  they  had  used 
th^n  in  the  course  of  their  trade.  If  you  do  bdieve  them^  you 
will  find  fi>r  the  defendant.  If  you  diink  the  use  was  only  ex* 
perimental,  you  will  find  for  the  plaintiff.  Do  you  consider  the 
use  of  the  oxide  to  constitute  the  real  merit  of  the  invention? 
if  so,  that  is  shown  to  be  old,  and  the  verdict  on  the  queeCkm 
of  novelty  will  be  for  the  defendant.  Lastly,  is  the  spectficalioa 
sufficient?  Are  you  satisfied  that  tlie  process  oan  be  carried 
into  effect  in  the  manner  pointed  out  in  the  specification  ? 
Verdict,  "^^^  i^^  found  that  the  defendant  had  infringed ;  tiiat  though 

he  might  not  have  used  one  per  cent,  of  carburet,  the  words  in 
the  specification,  firom  one  to  three  per  eeni.y  give  a  latitude  as  to 
the  quantity  to  be  used. 

Secondly,  that  all  the  use  that  had  been  proved  prior  to  the 
date  of  the  jdaintiff's  invention  was,  in  their  opinion^  in  the 
nature  of  experiment. 

Thirdly,  that  the  invention  consisted  in  the  union  of  the  oxide 
and  the  carbon ;  its  merit  consisting  in  putting  such  a  quanti^ 
of  carbon  to  the  manganese  as  would  prevent  it  having  any  effect 
on  the  pots,  and  enable  the  manganese  to  purify  the  sted. 

Fourthly,  that  the  operation  might  be  carried  <m  by  worldng 
according  to  the  specification. 

The  learned  judge  directed  a  verdict  for  the  plaintiff  on  all 
the  issues,  with  leave  to  the  defendant  to  move  to  enter  a  ver- 
dict on  the  plea  of  not  guilty  (c). 

(c)  Proctedin^a  m  Ckaneery. —Thii  Terdict  ▼.  Ksaiinff  before  the  Lord   Chancellor  (mU, 

having  been  obtained,  a  bill  for  an  injunction  and  176),    the  Vice    Cbanoellor,  di8a|>profiiw  ^ 

account  of  profits  was  filed  in  Chancery,  but  the  grounds  of  the  judgment  of  the  Court  of  Exche- 

Court  of  Ezcheauer  having  set  the  above  verdict  quer,  ordered  another  action  to  be  brought,  ftr 

aside,  the  proceedings  in  Chancery  were  suspendi  d  tiie  purpose  of  obtaining  the  opinioD  of  one  of  the 

until     March,    1847,    when,    the   matter    being  other  Courts, 
brought  on  again  after  the  argument  in  Stevens 
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In  the  ExCHBQUBR.  in  the  Exche- 

quer. 

Cor.  Parke,  B. ;  Mderwrn,  B. ;  Gumeyy  B. ;  Rolfe,  B. 

Martin  now  applied  for  a  rule  to  show  cause  why  a  verdict  Motion  for 
should  not  be  entered  for  the  defendant^  in  pursuance  of  leave  ^^^' 
reserved  (Parke,  B.)  upon  the  issue  of  not  guilty,  or  why  there 
should  not  be  a  new  triaL  To  constitute  an  infringement  of  a 
patent  there  must  be  dhjier  the  use  of  the  material  and  mode 
pointed  out  in  the  specification^  or  a  fraudulent  intent  to  evade 
it.  The  specification  named  the  proportion  of  <me  to  three  per 
cent,  whereas  the  jury  found  that  the  defendant  had  never  used 
to  the  amount  of  emit  per  cent, — [Parke,  B.:  They  did  in  effect; 
I  asked  them  whether  they  were  satisfied  that  the  process  might 
be  carried  into  effect  in  the  manner  pointed  out  in  the  specifica- 
tion, because  it  appeared  from  the  evidence  that  the  defendant 
had  not  used  quite  so  much  as  one  per  cen/.,  and  the  jury  said 
they  thought  the  words  from  one  to  three  per  cent,  gave  a  lati- 
tude, and  thereupon  they  thought  the  operation  might  be  carried 
on  working  according  to  the  specification.  I  reserved  lliat 
point]  —Your  lordship  left  the  question  to  the  jury. — [Parke^  B. : 
This  is  the  note^  as  to  the  infringement:— Was  the  mode  (rf 
operating  the  same  ?  that  is,  did  the  substance  put  in — the  oxide 
and  the  carbon — form  the  carburet  of  manganese  before  they 
united  to  the  metal  ?  I  said  if  they  were  not  satisfied  of  it  that 
they  must  find  for  the  defendant,  because  then  no  carburet  was 
formed ;  but  if  they  found  there  was,  that  then  I  should  reserve 
the  point.  And,  secondly,  did  the  defendant  ever  use  one  per 
oent.  of  this  substance  in  his  manufacture  ?  and  they  said  no, 
leaving  the  effect  of  that  to  the  Court  to  decide.  Was  the  inven- 
tion new,  for  both  carbon  and  manganese  were  used  before  the 
date  of  the  patent  article,  and  if  it  were  not  by  way  of  mere 
experiment,  then  undoubtedly  the  invention  was  not  new,  and 
the  defendant  would  be  entitled  to  a  verdict ;  and  I  said  that 
depends  on  whether  they  believed  those  witnesses,  Mr.  Home 
and  his  man,  and  whether  they  thought  they  were  merely  mak- 
ing experiments,  or  were  using  it  in  trade,  and  the  jury 
as  to  that  said  that  they  thought  they  were  trying  an  ex- 
periment,  and  not  actually  carrying  into  effect  the  patent ;  and 
upon  that  question  they  answered,  it  was  used  experimentally. 
Then  the  third  was,  if  they  did  not  use  them  in  combination ; 
do  you  think  the  use  of  oxide  of  manganese  is  an  essential  part, 
and  in  that  consisted  the  real  merit  of  the  discovery  ?  and  I  said 
if  you  think  so,  it  is  perfectly  dear  upon  the  evidence  this  is  an 
old  practice,  not  only  mentioned  in  books,  but  proved  to  have 
been  used  before  the  date  of  the  patent,  and  in  that  case  the  in- 
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In  the  Exche-  vention  WES  not  a  new  invention ;  and  if  tbey  thought  so,  then 
quer.  j  directed  them  to  find  a  verdict  for  the  defendant.    They  be- 

lieved he  had  used  it  merely  by  way  of  experiment.  The  carbon 
was  a  matter  of  no  utility  at  all^  but  the  real  merit  of  the  inven- 
tion, if  any,  was  the  manganese,  and  if  so,  it  was  perfectly  dear 
upon  that  specification  that  it  was  not  a  new  invention,  and  they 
found  as  to  that ;  they  thought  the  invention  consisted  in  the 
union  of  the  two ;  they  seemed  to  think  the  discovery  was 
putting  such  a  quantity  of  carbon  to  the  manganese  as  would 
prevent  it  having  any  efiect  on  the  pots^  but  merely  to  enable 
the  manganese  to  purify  the  steel.  That  was  their  idea,  and 
therefore  they  found  that  issue  for  the  plaintiff;  and  then  I  said 
to  them,  did  the  specification  properly  and  fairly  disclose  all  that 
the  plaintiff  knew?  and  they  replied  they  thought  it  <fid.]— Not- 
withstanding the  speculation  of  the  scientific  witnesses,  the  real 
merit  of  the  invention  consisted  in  the  use  of  the  oxide  of  man- 
ganese ;  the  mere  addition  of  two  ounces  of  coal  tar  to  ihereaDy 
active  agent,  oxide  of  manganese,  would  not  be  sufficient  to 
support  a  patent.  The  patent  is  for  the  use  of  a  carburet,  and 
if  good  at  all  must  be  for  the  use  of  ^the  carburet  in  the  pro- 
portion mentioned  in  the  specification. — [AlderMon^  B. :  It  is 
quite  clear  you  have  a  right  to  use  the  black  oxide  of  manganese, 
and  if  you  can  do  it  as  well  without  the  coal  tar,  why  do  not 
you  do  it  ?  Parkey  B. :  It  is  proved  that  after  a  time  the  defen- 
dant discontinued  the  use  of  coal  tar :  either  it  is  no  bfringe- 
ment  or  the  patent  is  bad,  as  not  being  a  new  invention,  unless 
it  can  be  supported  on  the  ground  that  the  merit  of  the  inven- 
tion consists  in  mixing  with  the  oxide  a  quantity  of  carbon, 
which  is  sufficient  to  disengage  the  oxygen  and  metallise  it,  imd 
prevent  the  action  on  the  pots.] — ^That  is  not  what  the  patent  was 
for. — [Alderson,  B. :  Yes  it  is.  What  is  the  carburet?  It  is 
made  by  the  oxygen  being  united  with  a  certain  portion  of  the 
carbon,  and  the  residue  of  the  carbon  remaining  with  the  man- 
ganese. It  turns  upon  this,  whether  the  real  beauty  of  the  in- 
vention consists  in  adding  that  which  previously  disentangles 
the  oxygen  from  the  manganese,  and  so  applying  the  manganese 
to  the  steel.  Parkey  B. :  The  patent  is  for  using  the  manganese 
in  a  metallic  state,  that  is,  as  a  carburet,  a  quasi  metal,  for  using 
that  in  making  steel.  You  may  take  a  rule  in  the  altematiTe.] 
— I  trust  your  lordships  will  also  think  that  the  verdict 
was  against  the  evidence,  especially  of  Mr.  Home  and  his 
man. 

Parke,  B.  :  As  to  my  impression  whether  the  thing  had  been 
used  before  in  the  shape  of  oxide  of  manganese  combined  with 
carbon,  I  thought  the  jury  might  conclude  the  use  deposed  to 
by  the  witness  was  only  experimental,  because  it  was  not  made 
regularly  in  the  course  of  their  trade,  and  they  only  used  it  for 
the  purpose  of  facing  some  hammers. 
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'    Martin :  Upon  the  other  point  there  were  many  witnesses  in  the  Exehe- 
who  said  they  had  used  the  oxide  of  manganese.  ^^^* 

Pabke,  B.  :  My  impression  was  that  the  merit  of  the  inven- 
tion was  the  use  of  the  manganese  at  the  same  time  with  the 
carbonaceous  matter.  I  cannot  say  it  was  not  a  question  for  the 
jury ;  they  were  highly  intelligent  gentlemen^  and  took  a  great 
deal  of  pains.  I  rather  expected  the  verdict  would  have  been 
the  other  way  on  the  question  of  infringement.  Take  your  rule 
upon  the  other  ground — upon  the  point  reserved,  or  for  a  new 
trial. 

Rule  nisi  granted. 


Cor.  Parke,  B. ;  AldersoUf  B. ;  Gumey,  B.  5  Rol/ey  B. 

Nov.  21,  1844. 

JervU,  GL  C,  and  Ogle^  showed  cause  against  the  above  rule.  Argument  on 
The  plaintiff  is  entitled  to  retain  his  verdict  on  the  first  issue,  ^j^  ^g^ 
as  to  the  infringement.  The  defendant  contends  that  he  is  not 
guilty  of  infringing  the  plaintiff's  patent  on  two  grounds ;  first, 
because  he  does  not  use  the  exact  proportions  mentioned  in  die 
specification ;  he  does  not  use  from  one  to  three  per  cent,  of  the 
carburet  of  manganese,  since  in  the  course  of  his  process  less 
than  one  per  cent,  of  carburet  is  formed ;  second,  because  he 
does  not  use  the  compound  substance,  the  carburet  of  manga- 
nese, but  its  simple  elements,  oxide  of  manganese  and  carbon. 
The  latter  ground  is  disposed  of  by  the  finding  of  the  jury,  who 
found  that  in  point  of  fact  the  elements  which  the  defendant 
uses — the  oxide  and  the  carbon — do  combine  and  form  a  car- 
buret during  the  process  of  melting  the  steel  before  they  com- 
bine with  or  operate  upon  the  steel.  As  to  the  first  ground, 
the  defendant  has,  in  fact,  used  the  carburet,  and  has  derived  all 
the  benefit  from  that  use  which  the  patentee  specified  as  the 
result ;  the  proportion  in  which  he  used  it  is  not  material,  as  the 
substantial  part  of  the  invention  consists  in  the  mode  of  using 
the  substance,  and  amount  is  not  of  the  essence  of  the  inven- 
tion. The  patentee  mentioned  certain  proportions  that  would 
produce  the  effect  he  contemplated,  and  the  jury  found  that  his 
invention  could  be  carried  into  effect  by  the  proportions  he 
mentioned,  viz.,  from  one  to  three  per  cent,  of  carburet,  which 
at  the  same  time  gave  him  a  latitude ;  and  any  use  which  only 
varied  in  so  small  a  degree  in  proportion  is  necessarily  an  in- 
fringement. The  finding  of  the  jury,  that  the  oxide  and  the 
carbon  form  a  carburet  in  the  crucible  before  acting  upon  the 
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^^  ^    steel,  18  not  impeached  on  the  ground  that  it  is  not  sopported 

M.  T^  1844.  hy  the  evidence ;  therefore  the  use  of  the  oxide  and  the  carbon 
by  the  defendant  includes  necessarily  the  use  of  the  carburet, 
and  is  an  infringement.  The  use  of  the  elements  may  be  an 
improvement  on  the  use  of  tihe  carburet,  but  it  is  a  subseqaent 
discovery,  and  cannot  be  used  without  infringing  on  the  prior 
discovery,  on  which  it  is  founded,  and  which  it  indudes.  If 
that  be  not  an  infringement,  every  patent  may  be  avoided  in 
which  the  specification  speaks  of  substances  which  subse- 
quent discoveries  show  to  be  compounds,  and  not  simple  ele- 
ments. Until  lately,  soda  was  thought  to  be  a  simple  sub- 
stance; it  is  discovered  that  it  is  a  compound  consisting  of 
sodium  and  oxygen*  Is  a  person  to  lose  his  patent  for  a  manu- 
facture in  which  soda  is  to  be  used  merely  because  for  the 
compound  substance  its  simple  elements  might  perhaps  be  sub* 
stituted  ?  If  a  patentee  says,  I  use  a  screw,  can  another  man  sub- 
stitute an  inclined  plane  I  or  instead  of  an  eccentric  may  he  use  a 
crank  ?  Chemical  equivalents  may  be  put  on  the  same  ground 
as  mechanical  equivalents.  The  plaintiff  says  my  invention 
consists  in  the  employment  of  carburet  of  manganese  in  pre- 
paring an  improved  cast  steel.  The  jury  have  found  that  die 
defendant  does  use  carburet  of  manganese  in  preparing  his 
steel ;  the  period  at  which  the  carburet  is  to  be  made  before 
oombining  does  not  affect  the  question.  The  patent  is  not  for 
making  carburet  in  any  way  or  at  any  period  before  combining 
it  with  the  steel.  It  may  be  made  in  any  way  or  at  any  time; 
the  specification  only  tells  you  to  use  that  combination  of  black 
oxide  of  manganese  and  carbon  called  a  carburet,  and  does  not 
tie  the  patentee  down  to  any  particular  period  at  which  the  car- 
buret is  to  be  formed.  He  does  not  say  you  must  make  carburet 
first — you  must  buy  it  made;  all  he  says  is,  you  must  use  it  in 
the  manufacture  of  cast  steel.  If  die  previous  use  of  black 
oxide  of  manganese  and  carbon  would  avoid  the  patent  by 
destroying  its  novelty,  the  subsequent  use  of  it  must  be  an  in- 
fringement. The  jury  have  found  that  in  eSkct  the  defendant 
has  used  the  thing  for  which  the  patent  was  granted,  and  that 
finding  cannot  be  questioned ;  it  is,  therefore,  manifest  that  the 
defendant  has  been  guilty  of  infringement. 

Martifiy  Hvmfreyy  and  J.  W.  Smithy  in  support  of  the  rale : 
It  was  proved  at  the  trial  that  the  use  of  black  oxide  of  manga- 
nese and  carbon  was  old. — [Parke,  B. :  I  left  it  to  the  jury  as  to 
whether  the  oxide  and  the  carbon  had  ever,  before  the  grant  of 
the  patent,  been  used  practically  for  the  purpose  of  making 
steel,  and  they  found  that  it  had  not.] — ^If  the  oxide  and  the  car- 
bon now  produce  the  carburet,  they  must  have  produced  it 
before,  and  the  patent  is  bad  for  want  of  novelty.  The  learned 
judge  should,  therefore,  have  asked  the  jury  whether  the  same 
effect  was  not  before  produced  when  the  oxide  of  manganese  and 
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the  carbon  were  put  into  the  pot  together  before  the  patent,  and  Argumemt  <m 
have  told  them  that  if  that  were  so  the  patent  could  not  be  sus- 
tained.— [Parkey  B. :  The  jury  thought  that  the  merit  of  the  in- 
vention lay  in  the  operation'  of  the  carbonaceous  matter  on  the 
manganese,  so  as  to  prevent  it  from  affecting  the  pot.  Alderson, 
B. :  If  the  patent  be  for  the  use  of  carburet  of  manganese,  no 
one  must  use  the  old  method  again,  for  that  did  produce  the 
carburet.] — ^The  converse  of  the  proposition  also  follows;  if  the 
eld  method  did  produce  the  carburet,  every  one  may  use  it,  for 
the  patent  is  void.  Either  the  patent  is  not  new,  or  the 
patentee  must  be  restricted  to  the  proportions  he  specifies,  and 
these  the  defendant  has  not  used.  If  a  patent  be  taken  out  for 
a  discovery,  when  it  is,  in  fact,  merely  an  improvement,  it  is 
bad.  In  HiU  y.  Thompson  (I  Pat.  C.  241)  the  patentee  claimed 
the  use  of  lime  in  certain  proportions  in  the  manufacture  of  iron 
to  core  a  defect  technically  called  ^^cold  short,''  and  Dallas,  C.  J., 
said, "  If  the  specific  combination  may  be  materially  departed 
from,  where  is  the  line  to  be  drawn,  and  what  is  there  beyond 
general  combination  in  this  patent,  which  professes  to  be  specific 
and  precise  in  apportionment  and  application.''  The  plaintiff 
could  not  have  a  patent  for  the  use  of  carbon  and  oxide  of  man- 
ganese generally.  They  had  been  mixed  in  the  pot  before ;  he 
can  only  daim  as  new  a  certain  quantity  as  material  to  his  in- 
vention, and  the  defendant  not  having  used  this,  as  the  jury 
foond,  he  has  not  infringed.  Putting  black  oxide  of  manganese 
and  carbon  into  the  pot  is  a  very  different  thing  in  point  of 
expense  in  the  mode  of  use  from  putting  in  the  manufactured 
carburet.  The  difference  in  expense  between  the  two  processes 
in  very  great.  The  defendant  never  used  and  never  meant  to 
use  the  substance  called  carburet  of  manganese.  If  the  patent 
be  for  the  general  use  of  carburet  with  blistered  steel,  it  is  not 
new.  If  for  the  particular  use  in  certain  proportions  and  in  the 
specific  form  of  a  carburet,  there  can  be  no  infringement  except 
by  the  use  of  the  specific  carburet,  or  the  fraudulent  use  of  an 
equivalent  for  the  purpose  of  evasion ;  and  the  bond  fide  use  of 
the  two  simple  substances  forming  the  compound,  and  that 
without  knowing  that  they  would  so  combine,  as  was  proved  by 
evidence,  can  be  no  infringement 

Cur.  adv.  mU. 

Parke,  B.  :  This  case  was  argued  before  my  brothers  Alder-  JudgmenL 
son,  Gumey,  Rolfe,  and  myself,  during  the  last  term,  on  showing  '' 
cause  against  a  rule  to  enter  a  verdict  on  the  plea  of  not  guilty 
for  the  defendant,  or  for  a  new  trial  for  misdirection.  As  we 
are  all  of  opinion  that  there  was  no  infringement  of  the  plain- 
tiff's patent,  and  consequently  that  a  verdict  should  be  entered 
for  the  defendant,  it  becomes  immaterial  to  consider  the  other 
questions  raised.    The  plaintiff,  in  the  year  1839,  obtained  a 
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Judgment, 
H.  T.,  1845. 


Invention 
defined. 


patent  for  certain  improvements  in  the  manufacture  of  iron  and 
steel,  and  in  his  specification  he  mentions  several;   but  the 
question  arises  upon  the  claim  of  the  use  of  carburet  of  man- 
ganese in  any  process  whereby  iron  is  converted  into  steeL  The 
specification,  after  mentioning  the  use  of  oxide  of  manganese, 
in  the  description  of  another  part  of  his  invention,  proceeds  to 
describe  the  part  of  the  process  allied  to  have  been  infringed 
in  these  terms : — "  Lastly,  I  propose  to  make  an  improved 
quality  [of  cast  steel  by  introducmg  into  a  crucible    bars  of 
common    blistered    steel,    broken    as    usual  into    fragments^ 
or  a  mixture  of  cast  and  malleable  iron,  or  malleable  iron  and 
carbonaceous  matters,  along  with  from  one  to  three  per  cent  of 
their  weight  of  carburet  of  manganese,  and  exposing  the  crucible 
to  the  proper  heat  for  melting  the  materials,  &c.^  but  I  do  not 
claim  the  mixture  of  any  such  mixture  of  cast  and  malleaUe 
iron,  or  malleable  iron  and  carbonaceous  matter,  as  any  part  of 
my  invention,  but  only  the  use  of  carburet  of  manganese  in  any 
process  for  the  conversion  of  iron  into  cast  steel."     And  in 
summing  up  his  claims  he  states  one  of  them  (the  third)  to  be 
the  employment  of  oxide  of  manganese  alone  in  the  puddling 
of  cast  iron.     And  the  fourth  (the  one  in  question),  the  employ- 
ment of  carburet  of  manganese  in  preparing  an  improved  cast 
steel.    This  substance,  carburet  of  manganese,  is  metallic,  and 
formed  by  the  fusion  of  black  oxide  of  manganese  with  carbo- 
naceous matter.      Upon  the  trial  it  appeared  that  the  defendant 
never  used  carburet  of  manganese  by  putting  any  of  that  sub- 
stance into  the  crucible,  but  he  placed  the  black  oxide  and  car- 
bonaceous matter  together  in  the  crucible ;  and  some  scientific 
witnesses  who  were  examined  gave  their  opinion  that  those  two 
substances  would  form  during  the  process  of  conversion,  and 
before  actual  union  with  the  melted  steel,  carburet  of  manganese 
in  a  state  of  fusion,  and  the  jury  found  that  supposition  to  be 
true,  but  also  found  that  the  quantity  of  carburet  so  formed  would 
be  less  than  one  per  cent,  of  the  weight  of  the  steel  in  the  crucible. 
Upon  these  &cts  the  question  arose  whether  the  defendant  was 
guilty  of  an  infringement  of  the  plaintiff's  patent.     In  order  to 
decide  this,  we  must  first  determine  for  what  invention  the 
patent,  as  explained  by  the  specification,  is  taken  out ;  it  is  not 
for  the  use  of  oxide  of  manganese  in  the  melting  of  cast  steel, 
for  carburet  of  manganese  is  expressly  mentioned  and  distin- 
guished from  oxide  of  manganese;  nor  could  the  patent  for  the 
use  of  the  oxide  have  been  supported,  as  that  substance  had 
been  used  long  before  in  the  process  of  making  steel ;  nor  is  it 
for  the  use  of  oxide  of  manganese  in  any  mode  of  combination 
with  carbon  generally.      If  it  had  been,  it  would  have  been 
liable  to  a  similar  objection,  as  oxide  of  manganese  had  been 
used  in  crucibles  containing  in  their  construction  a  quantity  of 
carbonaceous  matter,  with  a  portion  of  which  it  would  neces- 
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sarily  combine  during  the  process ;  nor  is  it  for  the  use  of  the  i'^'^^Jl^ 
oxide  with  such  a  quantity  of  carbon  as  would  deoxidate  it^  and     *     ' 
leave  the  manganese  alone  to  operate  upon  the  steel,  so  that 
neither  the  quantity  of  the  steel  be  altered  nor  the  crucibles 
destroyed  by  the  oxide  of  manganese  abstracting,  as  it  other- 
wise would  do,  some  quantity  of  carbon  from  them. 

The  patent  is  obtained  for  the  use  of  one  particular  combination  Patent  limited 
of  carbon  and  manganese,  the  metallic  substance  called  carburet  of  ^o  "«®  ©^  <-**»■- 
manganese,  and  for  the  use  of  it  in  that  state.  The  specification  is 
expressly  for  the  employment  of  carburet  of  manganese,  and 
the  mode  of  using  it  is  by  putting  a  certain  quantity  by  weight 
of  that  substance  in  an  unmelted  state  into  the  crucible.  This 
being,  in  our  opinion,  the  true  construction  of  the  specification, 
it  is  clear  that  the  defendant  has  not  directly  infringed  the  plain- 
tiflF's  patent,  for  he  has  never  used  that  substance  in  the  mode 
described  in  the  specification. 

Then  comes  the  question  whether  he  has  indirectly  infringed  The  9ub«titu- 
the  patent  by  imitating  and  using  the  same  process  substantially,  ^ion  of  a  known 
but  making  a  colourable  variation.     Now  there  is  no  doubt,  we  colourable 
thinks  if  a  defendant  substitutes  for  a  part  of  a  plaintiff's  inven-  ^*r»**»o°« 
lion  some  well-known  equivalent^  whether  chemical  or  mecha- 
nical, he  would  probably  be  considered  as  only  making  a  colourable 
Tariation.     But  here  he  has  not  done  so.     It  is  quite  clear  upon 
the  evidence  that  the  defendant  never  meant  to  use  the  carburet 
of  manganese  at  all;  he  certainly  never  knew,  and  there  is  no  reason 
to  suppose  that  prior  to  this  investigation  any  one  else  knew, 
that  the  substance  would  be  formed  in  a  state  of  fusion  ;  and  it 
is  mere  matter  of  speculative  opinion  (though  after  the  verdict 
we  must  assume  it  to  be  a  correct  opinion  amongst  men  of 
science)  that  it  would,  but  it  was  clearly  not  ascertained,  and 
still  less  was  it  a  well-known  fact.     There  was,  therefore,  no  in- 
tention to  imitate  the  patented  invention,  and  we  do  not  think 
the  defendant  can  be  considered  to  be  guilty  of  any  indirect  in- 
fringement if  he  did  not  intend  to  imitate  at  all  (J).     In  this  Intention  to 
view  of  the  case  it  becomes  unnecessary  to  consider  the  other  *™*^^' 
questions  which  were  argued,  and  we  all  think  the  rule  must  be 
absolute  to  enter  a  verdict  on  the  first  issue  for  the  defen- 
dant («). 

Rule  absolute^ 


(^d)  Tne  doctrine  of  intention,  as  expressed  in  («)  Proceedingt  in  Chaticery. — On  the  yerdict 
this  paragraph,  has  been  dissented  from  by  passing  for  the  plaintiff  in  the  action  at  law  {ante, 
the  learned  judges  who  concurred  in  the  judg-  220),  proceedings  were  instituted  in  Chancery 
ment,  as  well  as  by  all  other  judges  whose  atten-  against  the  defendant  in  the  action  for  an  injunc- 
tion has  been  called  to  it.  Evidence  of  inten-  tion  and  account  of  profit!  made  by  the  defendant. 
tion  to  imitate  may  be  material  for  the  considera-  The  judgment  of  the  Court  of  Exchequer  setting 
tion  of  the  jury ;  but  if  the  invention  be  in  point  that  verdict  aside  occasioned  a  suspension  of 
of  fact  adopted  or  imitated,  whether  in  ignorance  further  proceedings  in  the  suit,  the  plaintiff,  Mr. 
or  with  intention,  the  infringement  is  just  the  Heath,  not  being  in  funds  to  litigate  the  matter  in 
same.  See  judgment  of  Common  Pleas,  in  Stead  another  action,  and  place  the  proceedings  in  train 
Y,  Anderson,  ante,  156.  for  obtaining  the  judgment  of  another  Court,  or 
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Trial  at  laWy 
Nov.  30, 1850. 

In  the  Common  Pleas. 

Heath  v.  Unwin. 

Cor,  Cbssswell,  J. 

Mich.  Vac.  1850. 

This  action  was  brought  by  direction  of  the  Court  of  Chart- 
eery,  under  the  circumstances  stated  below,  for  the  infringement 
of  the  plaintiff's  patent.  The  declaration  was  in  the  usual 
form,  and  the  defendant  pleaded  the  following  pleas: — 1.  Not 
guilty.  2.  The  plaintiff  not  the  true  and  first  inventor.  S.  The 
specification  insufficient.  4.  The  invention  not  new,  but  wboDj 
and  in  part  publicly  and  generally  practised,  used,  and  vended 
in  the  United  Kingdom  before  the  date  of  the  patent.  5.  Leave 
and  licence  of  the  plaintiff.  On  these  pleas  issues  were 
joined. 

Sir  A.  E.  Cockbumy  S.  O.,  Byles,  Seijt.,  and  Webber,  were 
counsel  for  the  plaintiff;  and  Martin,  GlC,  Humfrey,  Q.C., 
and  T.  Jones,  for  the  defendant. 

The  Solicitor  General,  in  stating  the  case  for  the  plaintiff,  gave 
an  account  of  the  preceding  litigation,  and  the  circumstances 
under  which  the  present  action  was  brought,  and  called  witnesses 
on  the  part  of  the  plaintiff  as  follows  : — 
Evidence.  Charles  Atkinson :  I  am  a  manufacturer  of  steel  at  Sheffield, 

and  have  been  in  business  near  upon  thirty  years.  There  is 
bar  steel,  shear  steel,  and  cast  steel.  Bar  steel  is  bar  iron  car- 
bonized in  a  converting  furnace ;  shear  steel  is  bar  steel  mani- 
pulated by  a  certain  process  under  a  forge  hammer.  The  bar 
steel  is  beat  under  the  forge  hammer  into  lengths  about  three 
feet  by  one  inch  and  a  half ;  shear  steel  is  bar  steel  beat  into 
lengths  of  three  feet  by  one  inch  and  a  half  square ;  it  is  then 
joined  together  and  heated  in  a  furnace  to  that  degree  which 
produces  a  flux,  or  welding  heat  It  is  then  beat  under  the 
forge  hammer  until  it  forms  a  solid  substance,  purified  from  the 
earthy  matter  that  it  contained  (sample  produced).  In  that 
process  there  was  very  considerable  waste — about  one  fourth ; 


of  the  Exchequer  Chamber,  on  the  question  upon  above  judgment,  Mr.  Heath  was  adyiied  to  i 

which  the  Court  of  Exchequer  had  given   its  his  application  to  the  Court  of  Chancery  ia  the 

opinion.  still  pending  suit,  when  the  Mce  ChanceUor  di- 

Afler  an  interval  of  more  than  two  years,  the  rected  ano^er  action  to  be  brought  in  the  Coait 

case  of  Stevens  v.  Keating  (ante,  176)  occurred,  of  Common  Pleas  to  try  the  questions  of  ia- 

and  on  the  Vice  Chancellor  and  Lord  Chancellor  fringement  and  validity  of  the  patent,     b  par* 

both  dissenting  from  the  doctrine  of  intention  as  suancc  of  such  direction  the  following  action  was 

expressed  by  the   Court  of   Exchequer  in  the  brought. 
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the  process  was  expensive ;  the  value  of  shear  steel  per  ton  ^^^^  ^?^ 
entirely  depended  on  the  material  it  was  made  from ;  the  mate-  ' 

rial  necessary  for  shear  steel  was  about  on  the  average  of  30/., 
from  that  to  40/.  per  ton.  Shear  steely  when  made  into  bars 
(specimen  shown  to  witness)  was  generally  worth  50/.,  from 
that  to  60/.  per  ton.  Cast  steel  is  bar  steel  of  a  high  conversion, 
that  is  to  say^  considerably  carbonized ;  it  is  broke  into  small 
pieces  about  two  inches  square,  put  into  a  crucible  in  weights 
varying  from  twenty-eight  to  forty  pounds  in  each  crucible ;  it 
is  there  exposed  to  a  very  high  heat  until  the  whole  becomes 
liquid ;  it  is  Uien  poured  into  moulds  of  the  size  and  description 
necessary  for  the  purpose  for  which  the  steel  may  ultimately  be 
required.  Blistered  steel  (specimen  produced)  is  bar  steel  with 
a  blister  upon  it ;  it  is  generally  known  in  the  trade  by  that 
term.  Blistered  steel  is  synonymous  with  bar.  The  blisters  are 
generally  raised  in  that  part  of  the  bar  which  happens  to  be  not 
properly  welded  or  sound,  the  heat  during  the  state  of  carbo- 
nization or  conversion  producing  a  separation  of  the  parts  of  the 
iron  not  sufficiently  welded  together  in  the  first  process. 
Bars  of  blistered  steel,  broken  into  small  pieces  and  put  into  a 
crucible  of  clay,  a  small  proportion  of  coke  dust  being  used  in 
the  composition  of  the  crucible,  the  crucible  or  pot  is  then 
placed  in  a  wind  or  air  furnace,  during  the  process  of  the  opera- 
tion on  the  steel.  The  best  marks  of  steel  iron  are  always  either 
Swedish  or  Russian,  except  what  has  come  frt>m  India.  I  con- 
sider, if  certain  improvements  were  introduced,  that  would  be 
the  best  that  has  ever  been.  The  price  of  the  best  marks  of 
Swedish  iron  will  average  fron  251.  to  35/.  per  ton.  All  steel 
will  not  weld  to  iron.  Before  1839  no  cast  steel  that  I  ever 
heard  of  could  be  welded  to  iron  that  was  not  the  best  Swedish 
or  foreign  iron.  That  very  much  enhanced  the  price  of  cutlery, 
of  table  knives,  tools,  and  things  of  that  description.  I  am 
aware  of  the  plaintiff's  process  in  the  manufacture  of  cast  steel. 
I  understand  that  carburet  of  manganese  is  a  combination  of 
carbonaceous  matter  and  manganese.  By  the  use  of  Heatb^s 
composition  we  can  manufacture  from  British  iron  cast  steel  that 
will  weld.  The  price  for  the  ordinary  and  common  kinds  of  cast 
steel,  before  the  introduction  of  this  process,  was  rarely  less 
than  from  40/.  to  SOL  per  ton ;  the  price  now  is  from  30/.  to  20/., 
and  I  believe  still  lower.  The  composition  is  put  into  the 
melting  pot  or  crucible  in  various  stages,  according  to  the  fEincy 
of  the  party  or  their  experience.  Some  put  it  in  when  the 
steel  is  cold,  and  some  just  before  fusion.  For  thirty  pounds  of 
metal  a  proportion  pf  manganese  of  from  one  to  three  ounces  is 
put  into  the  crucible.  I  have  used  Mr.  Heath's  composition ; 
it  does  not  break  |the  pots.  When  the  oxide  of  manganese  is 
used  alone  with  the  blistered  steel,  without  the  carbonaceous 
matter,  it  does  break  the  pots ;  it  causes  them  to  fall  in  pieces. 
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N^3?  iBfib  ' ^*  "^*  ^^^^  splits  the  pot  to  pieces,  but  the  metal  runs  into  the 
*  material  of  the  pot — ^it  becomes  porous^  so  as  to  admit  it;  the 
material  of  the  crucible  appeared  to  be  rendered  porous^  so  as  to 
let  the  metal  run  through.  Before  1839 1  had  heard  of  attempts 
to  make  welding  steel  by  the  use  of  the  manganese  of  commerce. 
I  never  remember  hearing  the  term  of  carburet  of  manganese. 
It  was  the  black  oxide  of  manganese ;  the  trials  of  which  I  had 
heard  were  of  the  black  oxide  of  manganese,  and  not  of  the 
carburet  of  manganese.     I  never  heard  of  success. 

Cross-examined:  1  never  used  carburet  of  manganese  to  my 
knowledge  in  the  manufacture  of  steel.  I  use  oxide  of  manga- 
nese and  some  carbonaceous  matter.  The  carbonaceous  matter 
introduced  prevents  that  mischief  of  the  breaking  of  the  pots 
which  the  oxide  of  manganese  itself  used  to  cause.  The  pots 
do  not  break.  The  first  time  I  ever  heard  of  carbonaceous 
matter  being  used  in  connection  with  oxide  of  manganese  was 
about  the  period  that  Mr.  Heath  came  to  Sheffield  —  about 
the  period  that  Mr.  Heath  obtained  his  patent  he  came 
down  to  Sheffield.  We  use  oxide  of  manganese  and  carbo- 
naceous matter  together  in  combination.  We  take  a  certain 
proportion  of  oxide  of  manganese  and  of  the  carbonaceous 
matter  reduced  to  a  powder,  and  forming  a  solid  substance  like 
paste,  and  a  certain  weight  of  that  we  put  into  the  pot ;  we  mix 
them  ourselves.  I  first  used  this  mixture  at  the  latter  end  of 
1839  or  the  early  part  of  1840. 

Augustus  William  Johnson :  I  was  a  manufacturer  of  steel  at 
the  Chelsea  Works  for  about  thirty  years;  I  have  known 
the  plaintiff  about  twenty  years;  he  erected  works  near 
mine,  at  Thames  Bank,  for  making  cast  steel — furnaces  for 
casting  steel,  previous  to  the  date  of  the  patent,  in  1839.  I 
made  experiments  for  him  at  my  works  a  considerable  time  pre- 
vious to  the  date  of  the  patent.  Carburet  of  manganese  having 
been  made  by  him  and  my  workmen,  was  put  into  the  crucible 
with  the  blistered  steel ;  it  made  a  very  superior  quality  of  cast 
steel.  That  was  previous  to  the  taking  out  of  the  patent;  those 
experiments  were  conducted  by  himself  on  my  premises.  I 
made  cast  steel  after  the  patent  by  the  use  of  carburet  of  man- 
ganese. It  was  the  very  best  steel  that  could  possibly  be  made; 
there  was  nothing  ever  produced  in  England  equal  to  it  before — 
decidedly  not;  it  had  the  properties  of  welding;  it  was  a 
welding  cast  steel,  and  a  steel  that  you  could  not,  generally 
speaking,  spoil.  The  greatest  quantity  of  cast  steel  is  spoiled 
in  the  heating ;  a  workman  takes  a  piece  of  cast  steel  and  bums 
it,  and  spoils  it ;  that  could  not  be  the  case  with  this — ^it  would 
bear  a  welding  heat ;  he  could  give  it  a  proper  heat  to  weld  it 
without  the  danger  of  spoiling  it ;  such  a  steel  had  never  been 
made  in  England  to  my  knowledge ;  1  never  heard  of  it,  and  do 
not  believe  it  was  ever  made.  Cast  steel  that  would  weld  had  not 
to  my  knowledge  been  known  before,  unless  it  was  by  a  cbe- 
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mical  process,  and  then  it  was  very  rarely  the  case.  I  used  con-  THai  at  law, 
siderable  quantities  of  the  carburet  of  manganese,  under  a  ^^"^  ^*  *®^* 
licence  from  Mr.  Heathy  and  made  large  quantities  of  welding 
cast  steel,  which  I  had  made  into  cutlery  of  all  descriptions ; 
after  that  I  used  what  Mr.  Heath  gave  me.  It  was  a  black 
mixture  which  got  hard  by  keeping;  there  was  coal  tar  and 
manganese  in  it.  Previously  to  Mr.  Heath's  process,  I  had 
never  known  of  the  use  of  manganese  at  all  in  the  manufacture 
of  steel.  It  was  the  greatest  improvement  that  could  possibly 
be  made,  and  a  great  advantage  to  the  trade. 

Cross-examined:  Mr.  Heath  never  gave  the  substance  any 
name;  I  called  it  Mr.  Heath's  mixture.  I  have  given  the 
trade  up. 

Thomas  Bevins .-  I  am  a  file-cutter  at  present,  and  was  for- 
merly in  the  employ  of  Messrs.  Johnson  &  Co.  at  Chelsea.  I 
know  Mr.  Heath  very  well;  I  remember  his  making  experiments 
in  the  making  of  cast  steel  at  the  Chelsea  Works ;  we  made 
some  experiments  at  the  Chelsea  Works,  and  also  we  had  a  work 
erected  next  door ;  in  the  first  instance  we  used  the  carburet  of 
manganese  for  the  making  of  cast  steel.  I  prepared  the  car- 
buret of  manganese  by  lining  the  pots  with  charcoal,  mixing  of 
oxide  of  manganese  with  coal  tar,  putting  it  into  the  pot  with 
it,  and  exposing  it  to  an  excessive  heat ;  the  product  of  that 
was  the  carburet  of  matiganese.  The  carburet  of  manganese 
was  put  into  the  pot  when  the  steel  was  in  a  fused  state ;  it  im- 
proved the  quality  of  the  steel  wonderfully.  I  had  been  in  the 
iron  and  steel  business  all  my  life — about  forty  years;  up  to  that 
time  I  had  never  heard  of  the  use  of  carburet  of  manganese  in 
the  making  of  cast  steel.  It  improves  the  steel  wonderfully ;  it 
had  a  tendency  to  make  it  weld  ;  took  the  harsh  nature  of  the 
steel  away,  and  gave  it  a  more  malleable  one.  We  found  after- 
wards that,  instead  of  making  the  carburet  of  manganese  first, 
if  we  took  the  coal  tar  and  the  manganese  and  put  them  into 
the  crucible  where  the  steel  was  being  melted,  it  produced  the 
same  effect.  We  mixed  them  together  into  a  sort  of  paste,  and 
then  put  them  into  a  crucible  where  the  melting  steel  was  at  the 
time ;  we  put  the  paste  into  the  crucible,  the  steel  was  melting 
nearly  within  a  few  stages.  We  made  the  one  heat  and  one  pot 
serve  the  double  process.  I  have  tried  to  use  the  oxide  of  man- 
ganese alone ;  without  the  carbonaceous  matter  I  could  not  keep 
it  in  the  pot ;  it  spoilt  the  pot.  I  found  that  using  the  paste 
instead,  without  first  forming  the  carburet,  putting  the  paste 
into  the  crucible  with  the  steel,  and  making  one  pot  and  one 
heat  serve  the  double  purpose,  answer  as  well  as  when  we  used 
to  make  the  carburet  and  put  the  carburet  in.  We  discovered 
the  using  the  carburet  in  the  way  I  have  described  would  answer 
the  same  purpose  as  making  the  carburet  first  about  Michaelmas, 
1839 ;  we  were  making  experiments  all  that  autumn,  and  part  of 
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Triai  at  law,  the  next  year  too.  I  remember  Mr.  Heath  sending  to  different 
Not.  30,  I860,  p^^pj^  packages  of  the  paste  containing  the  coal  tar  and  the 
manganese ;  I  prepared  it  myself.  He  began  to  send  those  out 
in  1840.  Very  soon  after  we  had  made  the  discovery  thatthatpaste 
would  answer,  I  sent  some  of  this  composition  to  the  defendant, 
Mr.  Unwin,  by  desire  of  Mr.  Heath.  It  was  in  1840  I  believe. 
I  knew  of  Mr.  Heath  addressing  letters  and  corresponding 
with  Mr.  Unwin  at  ihat  time.  I  have  seen  Mr.  Unwin's 
letters. 

Cross-examined :  At  first  I  used  the  carburet  of  manganese,  and 
put  it  into  the  pot.  As  soon  as  I  discovered  I  could  use  the 
coal  tar  and  paste  without  making  the  carbmret  first,  I  abandoned 
the  use  of  the  carburet,  finding  the  other  much  cheaper.  It 
saves  both  heat  and  time.  It  is  much  cheaper.  The  expense 
of  making  a  pound  of  carburet  of  manganese  is  7^*  or  8^.  I 
mean  the  whole  expense,  including  wages,  pot,  coke,  materials 
and  all  other  things.  There  were  more  required  than  you  are 
aware  of;  what  was  required  cost  somewhere  about  7^*  or  8«. 
The  expense  of  a  ton  of  oxide  of  manganese  and  coal  tar  is 
about  7'« 

Robert  Warrinffton  .*  I  am  a  chemical  operator  at  Apothecaries' 
Hall.  In  1844  I  received  firom  Mr.  Lewin  a  substance  in  a 
packet.  I  submitted  it  to  fusion,  it  yielded  globules  of  carburet 
of  manganese,  a  large  button,  and  a  number  of  small  buttons  oS 
carburet  of  manganese.  It  was  a  mixture  that  yielded  carburet 
of  manganese  by  fusion ;  the  mixture  was  given  to  me  to  be  sub- 
mitted to  fusion,  to  see  what  the  result  would  be.  I  proceeded 
to  Sheffield  at  the  commencement  of  this  year,  January  the  30th. 
J.  T.  Cooper  was  with  me.  We  made  a  series  of  experiments. 
There  were  two  distinct  sets  of  experiments ;  the  first  set  of 
experiments  had  reference  to  the  formation  of  carburet  of  man- 
ganese, and  to  the  effect  of  the  oxide  of  manganese  on  the  pot 
And  the  second  set  had  reference  to  the  improved  quality  of 
steel  by  the  use  of  carburet  of  manganese.  The  effect  of  the 
oxide  of  manganese  alone  upon  the  pot  was  that  the  pot  was 
fluxed  very  rapidly ;  indeed,  it  was  fused,  not  broken,  it  was 
melted  through.  This  is  a  piece  of  the  bottom  of  the  pot  (spe- 
cimen produced),  showing  that  the  whole  pot  was  fused  com- 
pletely through.  We  ascertained  by  that  that  the  oxide  of  man- 
ganese would  destroy  the  pot.  That  destructive  effect  was  pre- 
vented by  the  use  of  coal  tar.  In  the  next  set  of  experiments 
we  put  oxide  of  manganese  and  coal  tar  into  the  crucible, 
nothing  else.  It  was  in  a  furnace  with  a  pot  by  the  side  that 
was  working  steel.  Each  furnace  was  working  two  pots,  and  the 
experiment  was  made  on  one  pot  of  those  two  in  each  case,  so 
that  the  temperature  of  the  working  steel  was  maintained 
throughout.  Carburet  of  manganese  was  made  from  the  mix- 
ture at  the  temperature  at  which  steel  was  being  worked ;  a  mass 
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of  carbaret  of  manganese  was  obtained  from  that  pot,  and  the  ^''^  ^  ^^t 
pot  was  not  broken  or  fused.  In  the  third  experiment  each  fur-  ^^'  '  ^^' 
nace  contained  two  pots,  the  one  pot  contained  steel,  the  other 
was  empty.  AH  the  time  of  fluxing  the  packet  of  manganese 
and  coal  tar  was  put  into  the  pot  with  steel,  and  a  similar  packet 
was  put  into  a  small  crucible  and  introduced  into  the  large 
empty  pot  which  was  by  its  side ;  the  small  crucible  was  taken 
out;  at  the  bottom  of  it  was  found  a  button  of  carburet  of  man- 
ganese* The  object  was  that  the  mixture  of  oxide  of  manga- 
nese and  coal  tar  should  be  in  the  furnace  the  same  time  only 
in  bothj  cases  one  with  the  steel  and  the  other  without  the  steel. 
That  experiment  satisfied  me  that  carburet  of  manganese  would 
be  formed  in  both  cases,  the  one  mixed  with  the  steel,  the  other 
by  itself;  the  carburet  of  manganese  would  be  formed  in  the 
melted  steel  as  it  was  formed  in  the  pot  by  its  side,  where  there 
was  nothing  but  the  two  elements ;  it  would  be  formed  mixed 
with  the  steeL  In  that  state  of  things  carburet  of  manganese 
would  be  employed  in  the  manufacture  of  steel.  The  carburet 
of  manganese  would  be  first  formed,  and  would  immediately 
alloy  itself  with  the  steel.  It  would  form  a  carburet  before  it 
would  become  mixed  with  the  steel.  I  had  never  known  of  the 
use  of  carburet  of  manganese  in  the  manufacture  of  steel  before 
the  date  of  Mr.  Heath's  patent. 

John  Thomas  Cooper :  I  am  a  chemist,  and  have  been  in  the 
habit  of  lecturing  on  chemistry  for  many  years.  I  went  down 
with  Mr.  Warrington  and  made  these  experiments.  We  put 
oxide  of  manganese  and  coal  tar  into  the  small  pot,  and  oxide  of 
manganese  and  coal  tar  in  the  other  pot,  where  the  steel  was  in 
the  course  of  being  melted.  In  the  pot  where  there  was  no 
steel  we  found  a  button  of  carburet  of  manganese.  I  agree 
with  Mr.  Warrington  in  his  opinion,  that  the  experiments  show 
that  the  carburet  of  manganese  must  have  been  first  formed  in 
the  pot  where  the  steel  was,  and  that  then  the  carburet  of  man- 
ganese entered  into  alloy  with  the  steel.  In  my  knowledge  of 
chemistry,  and  the  discoveries  of  chemists,  I  never  heard  of  the 
use  of  carburet  of  manganese,  or  of  the  elements  of  the  carburet 
of  manganese — tar  and  oxide  of  manganese — in  the  manufacture 
of  cast  steel  before  the  date  of  Mr.  Heath's  patent,  nor  of  the 
use  of  manganese  in  any  way.  I  never  heard  of  tlie  application 
of  the  oxide  of  manganese  to  the  same  purpose,  or  of  experi- 
ments being  made  with  it. 

Cro98'examined :  I  should  conclude  that  carburet  of  man- 
ganese is  formed  as  a  substance  before  it  is  mixed  with  the 
steel ;  and  as  soon  as  it  is  formed  the  alloy  of  the  carburet  of 
manganese  takes  place  with  the  steel.  This  is  a  conjecture.  It 
is  impossible  to  say  how  it  could  be  otherwise ;  I  could  not  go 
inside  the  pot  to  see  what  was  going  on.  There  are  no  means  of 
ascertaining  but  by  the  thing  being  side  by  side ;  the  carburet 
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In  the  Cmnmom  of  manganese  being  introduced  into  the  pot,  where  it  is  formed 

NoTao  I860.  ^^  *^^  **™®  ^™®  ^^^^  ^^  ^^  P^*  ^^^^  *®  ^^^^  P^*"  ^®  inference 
I  should  make  from  that  is,  that  in  the  one  case  the  carburet  of 
manganese  was  formed,  and  as  soon  as  it  was  formed  it  alloyed 
with  the  steel,  and  in  the  other  case  it  went  down  to  the 
bottom  of  the  pot  When  the  steel  is  melted,  the  melting  steel 
is  heated  up  to  more  than  enough  to  reduce  the  manganese  to 
the  metallic  state — the  state  of  carburet ;  and  as  soon  as  the  car- 
buret is  formed,  it  is  fluxed,  and  goes  into  the  steel.  That  im 
the  inference  I  should  draw,  and  there  are  no  means  I  am  aware 
of  from  whence  it  could  otherwise  be  obtained.  The  manganese 
must  be  melted  itself  before  the  reduction  takes  place.  When 
the  oxide  of  manganese  is  put  into  the  pot  by  itself  at  a  yery 
high  heat  it  melts,  and  in  its  melted  state  has  a  great  affinity,  if 
I  may  so  term  it,  for  the  earthy  matters  of  the  pot,  and  they 
will  fuse  together  into  a  form  of  glass,  and  the  pot  is  either 
cracked  or  cut  through ;  when  the  carbon  is  present,  the  carbon 
takes  the  oxygen  from  the  oxide  of  manganese,  the  manganese 
is  reduced  to  a  metallic  state,  or  a  state  of  carburet,  in  which  it 
has  no  action  whatever  on  the  pot  Tou  have  an  analogy  in  the 
case  of  lead. 

Andrew  Ure ;  I  am  a  Fellow  of  the  Royal  Society,  and  a  pro- 
fessor of  chemistry.  In  my  opinion  the  carburet  of  manganese 
would  be  formed  before  it  woidd  mix  with  the  steel ;  oxide  of 
manganese  alone  would  destroy  steel  instead  of  combining  with 
it;  it  would  oxydize  and  destroy  it;  carburet  of  manganese  will 
combine  perfectly.  Before  the  date  of  Mr.  Heath^s  patent  I 
never  knew  of  the  use  of  carburet  of  manganese  in  the  manu- 
facture of  steel.  I  have  been  intimately  acquainted  with  the 
application  of  chemical  science  for  the  last  fifty  years. 

William  Thomas  Brande :  I  have  heard  the  evidence  of  the 
experiments,  and  have  no  doubt  that,  in  the  first  instance,  the 
oxide  of  manganese  and  the  coal  tar  mutually  act  upon  each 
other,  so  as  to  produce  a  carburet  of  manganese,  and  that  then 
that  carburet  of  manganese  combines  with  the  steel.  The  cast 
steel  is  equally  improved  whetiier  you  introduce  the  mixture  as 
a  carburet  in  tiie  first  instance,  or  use  the  ingredients  which  form 
a  carburet,  and  then  enter  into  combination  with  it,  the  result  is 
equal.  I  imagine  that  in  any  case  in  which  there  is  an  alloy 
formed  between  the  steel  and  the  carburet  of  manganese,  the 
carburet  of  manganese  must  be  first  formed  by  some  process  or 
other. 

And  upon  the  trial  of  the  said  issues,  it  was  admitted  by  the 
defendant  that  the  substance  or  composition  received  by  Mr. 
Warrington  from  Mr.  Lewin,  as  above  stated,  was  received  by 
Mr.  Lewin  from  the  defendant,  and  that  the  said  substance  or 
composition  consisted  of  oxide  of  manganese  and  carbonaceous 
matter.     And  upon  the  trial  of  the  said  issues  it  was  admitted 
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between  the  plaintiff  and  the  defendant  that,  since  the  date  of  Trial  <u  law, 
the  patent,  the  defendant  had  manufactured  cast  steel  by  using  ®^*  ^^'  *®^' 
oxide  of  manganese  and  carbonaceous  matter,  introduced  into 
the  pot  at  the  same  moment  with  the  steel,  the  said  three  ingre- 
dients^ oxide  of  manganese,  carbonaceous  matter,  and  steel, 
being  introduced  all  at  once,  but  each  of  the  said  ingredients 
being,  at  the  time  of  such  introduction,  separate  and  apart  from, 
and  not  in  combination  with,  any  of  the  others ;  and  also  that 
since  the  date  of  the  patent  the  defendant  had  manufactured 
cast  steel  by  using  only  oxide  of  manganese  with  highly  car- 
bonised steel,  the  said  oxide  of  manganese  and  highly  car- 
bonised steel  being  introduced  separately  into  the  pot  at  the 
same  time. 

William  Thomas  Brande^  being  recalled,  gave  evidence  as  fol- 
lows : — ^I  should  think  that  if  the  steel  were  highly  carbonized 
it  is  barely  possible  that  a  carburet  of  manganese  would  be 
formed  at  the  expense  of  the  carbon  in  the  steel,  but  my  appre- 
hension would  be  that,  before  the  carburet  of  manganese  could 
have  been  so  formed,  the  oxide  of  manganese  would  have  had 
time  to  act  upon  the  crucible.  If  the  crucible  were  protected 
by  some  lining  of  charcoal  or  other  carbonaceous  matter,  a  car- 
buret of  manganese  would  no  doubt  be  formed ;  the  oxide 
would  act  upon  the  lining  and  form  a  carburet.  I  imagine  that 
in  any  case  in  which  there  is  an  alloy  formed  between  the  steel 
and  the  carburet  of  manganese,  the  carburet  of  manganese  must 
be  first  formed  by  some  process  or  other.  If  the  steel  were 
very  highly  carbonized,  I  think  it  probable  that  at  a  high  tempe- 
rature the  carburet  of  manganese  might  be  formed,  which,  com- 
bining with  the  steel,  would  produce  the  same  effect  as  if  car- 
buret of  manganese  itself  had  been  originally  added.  The  oxide 
of  manganese  will  not  combine  with  the  steel  unless  it  were 
converted  into  a  carburet,  or  reduced  or  otherwise  changed  by 
the  presence  of  carbonaceous  matter;  the  only  way  such  an 
action  would  take  place  would  be  by  the  carbon  reducing  the 
manganese  to  the  metallic  state,  and  then  the  metal  manganese 
itself  would  possibly  combine  with  the  steel ;  but  inasmuch  as 
manganese  has  a  very  strong  affinity  for  carbon,  it  is  not  likely 
under  those  circumstances  such  a  change  should  take  place,  but 
that  a  carburet  would  be  formed,  and  then  that  combine  with 
the  steel. 

Humfrey^  Q.  C,  for  the  defendant,  contended  that  the  plain- 
tiff ought  to  be  nonsuited,  as  his  lordship  was  bound  by  the 
decision  of  the  Court  of  Exchequer  to  hold,  that  what  the  defen- 
dant had  done  was  no  infringement,  or  his  lordship  should  direct 
the  jury  to  find  a  verdict  for  the  defendant  on  the  issue  of  not 
gwlty,  in  conformity  with  the  decision  of  the  Court  of  Exche- 
quer, which  in  effect  decided,  that  there  was  no  evidence  for  the 
yxvj  on  the  question  of  infringement. 
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inOe  Cammm     Sir  A.  E.  Cockbwj^,  S.  Q.,  for  the  plaintiff;  contended  that  there 
Not.  30, 1850.  ^^  evidence  for  the  jury,  and  that  the  opinion  of  the  jnrj 
should  be  taken  as  to  whether  or  not  the  defendant  had  used 
carburet  of  manganese  in  the  manufacture  of  steeL 

Cresswbll^  J. :  I  feel  fettered  by  the  dedsion  of  the  Court 
of  Exchequer.  I  assume,  of  course,  a  bill  of  exceptions  will  be 
tendered  to  my  ruling ;  but  the  Court  of  Exchequer  hare,  after 
argument  and  time  taken  to  consider  it,  come  to  this  dedsioD 
with  reference  to  this  patent  and  spedfication,  that  the  patentee 
claims  as  the  subject-matter  of  his  patent  right  the  use  <rf  car- 
buret of  manganese  in  the  manufieKSture  of  cast  steely  and  that 
the  use  of  the  ingredients  from  which  carburet  of  manganese  is 
formed,  by  putting  them  into  the  pot  together  with  the  blistered 
steel  for  the  purpose  of  making  cast  steel,  is  not  an  infringe- 
ment of  that  patent,  although  it  be  taken  as  a  fact  ascertained 
by  sdentific  men  that  those  ingredients  will  form  carburet  of 
manganese  before  it  enters  into  combination  with  the  steel.  I 
think  that  is  decided.  I  think  in  this  respect  the  case  is  exactly 
similar,  and  that  I  shall  be  affecting  here  to  overrule  the  dedsion 
of  a  Court  which  I  could  hardly  venture  to  do  even  sitting  in 
banco  with  the  assistance  of  my  colleagues.  Without  saying  a 
word  as  to  my  own  opinion,  as  it  may  in  some  stage  come  before 
me  hereafter,  I  think  I  am  bound  by  that  dedsion  of  the  Court 
of  Exchequer,  and  I  direct  a  verdict  for  the  defendant  on  the 
issue  of  not  guilty. 

Sir  A.  E.  Cockbum^  S.  G. :  We  should  tender  a  bill  of  excep- 
tions, of  course. 

Crbsswbll,  J. :  My  ruling  is  simply  this,  that  the  use  of  the 
ingredients  of  the  oxide  of  manganese  and  the  carbonaceous 
matter  was  not  an  infringement  of  the  patent,  although  those 
ingredients  form  a  carburet  of  manganese  before  it  entered  into 
combination  with  the  steel.  I  mean  to  adopt,  as  nearly  as  I 
possibly  can,  the  decision  of  the  Court  of  Exchequer. 

Verdict  for  the  defendant  on  first  issue,  subject 
to  a  bill  of  exceptions. 


In  the  Exchequer  Chamber. 

Heath  t;.  Unwin. 

Cor.  Alderson,  B. ;  Coleridge,  J. ;  fViffhtman,  J. ;  JBrfe,  J. ; 
Plait,  B. ;  Cronqfton,  J. 

This  was  a  writ  of  error  from  the  Court  of  Common  Pleas  on 
the  bill  of  exceptions  tendered  in  the  preceding  case  to  the 
ruling  of  the  learned  judge.  The  bill  of  exceptions  set  forth 
the  above  evidence  at  the  trial  in  the  usual  m  anner. 
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Sir  A.  E.  Coekbum,  S.  G.,  Bramwell,  Q.  C,  and  Webster ,  in  the  Exehe- 
for  the  plaintiff  in  error;  T.  JoneSj  and  Deiffhton,  for  the  de- j^2i  1862. 
fendant  in  error.     The  argument  is  fully  given  in  the  report  of 
the  proceedings  in  the  House  of  Lords* 

CROMPTONy  J. :  This  was  an  action  for  an  infringement  of  a  j^^^ 
patent.  The  only  question  which  is  now  material  to  be  consi- 
dered arose  at  the  trial  on  the  plea  of  not  guilty^  and  the  learned 
judge  who  tried  the  cause  directed  the  jury,  according  to  the  de- 
cision of  the  Court  of  Exchequer  in  a  previous  case  between 
the  same  parties,  that  there  was  no  evidence  of  infiringement. 
A  bill  of  exceptions  was  tendered  against  this  direction,  and 
we  have  now  to  consider  whether  there  was  any  evidence  of 
infringement  which  ought  to  have  been  submitted  to  the 
jury. 

For  present  purposes  we  must  assume  that  the  invention 
patented  was  novel  and  useful ;  and  the  only  question  is,  whe* 
ther  there  was  any  evidence  of  infringement  to  go  to  the  jury  ? 
It  will  be  first  necessary  to  see  of  what  the  invention  consists. 
The  patentee,  after  mentioning  other  inventions  which  are  not 
material,  declares  his  invention  to  be  the  use  of  carburet  of 
manganese  in  any  process  whereby  iron  is  converted  into  cast 
steel.  In  the  subsequent  part  of  his  specification  he  states  what 
that  operation  is  as  follows :  ''  Lastly,  I  propose  to  make  an  im- 
proved quality  of  cast  steel,  by  introducing  into  a  crucible  bars 
of  common  blistered  steel,  broken  as  usual  into  fragments,  or  mix- 
tures of  cast  and  malleable  iron  and  carbonaceous  matters,  along 
with  from  one  to  three  per  cent,  of  their  weight  of  carburet  of 
manganese,  and  exposing  the  crucible  to  the  proper  heat  for 
melting  the  materials,  which  are,  when  fluid,  to  be  poured  into 
an  ingot  mould  in  the  usual  manner ;  but  I  do  not  claim  the  use 
of  any  such  mixture  of  cast  and  malleable  iron,  or  malleable 
iron  and  carbonaceous  matter,  as  any  part  of  my  invention,  but 
only  the  use  of  carburet  of  manganese  in  any  process  for  the 
conversion  of  iron  into  cast  steel/'  Then  he  states  his  claim 
with  reference  to  this  invention  to  be  ''the  employment  of 
oxide  of  manganese  alone  in  the  puddling  of  cast  iron ;  and, 
fourth,  the  employment  of  carburet  of  manganese  in  preparing 
an  improved  cast  steel/'  He  states  his  claim  with  reference  to 
this  invention  to  be  the  employment  of  carburet  of  manganese 
in  preparing  an  improved  cast  steel. 

I  apprehend  the  invention  to  be  the  use  of  carburet  of  man-  Inveiitioii  dis- 
ganese  in  the  process  of  converting  the  iron  into  cast  steel;  the  fiUS*MoA« 
two  substances  are  to  be  placed  together,  forming  (as  proved  by  «p9randL 
the  evidence)  alloy.     This  being  the  invention,  one  mode  of 
carrying  it  out  is  particularized  in  that  part  of  the  specification 
in  which  the  patentee  specifies  his  modus  operandi^  and  shows 
how  he  brings  the  two  substances  together  by  introducing  them 
into  the  same  crucible.     It  is  important  to  distinguish  between 
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In  the  Exche-  the  inyention  and  the  particular  mode  of  working  it  described 
quer  Chamber,  ^^  ^^  patent.  There  may  be  other  modes  than  that  pointed 
may*be"a^^  out  by  the  patentee  of  bringing  the  two  substances  together, 
infriDgement.  which  would,  I  apprehend,  be  an  infringement  of  the  patent  if 
they  involved  the  use  of  carburet  of  manganese  in  the  process 
of  the  conversion  of  iron  into  cast  steel. 

The  question  is,  whether  what  the  defendant  was  proved  to 
have  done  was  not  evidence  of  the  use  of  carburet  of  manganese 
in  the  process  of  the  conversion  of  iron  into  cast  steely  althou^ 
the  operation  was  carried  on  in  an  improved  mode^  different 
from  that  described  in  the  spedfication,  and  originally  adopted 
by  the  plaintiff.  It  appeared  from  the  evidence  that  the  plain- 
tiff had  first  worked  his  patent  by  preparing  the  carburet  of 
manganese  from  coal  tar  and  oxide  of  manganese,  and  by  then 
using  the  carburet  so  prepared  in  the  process  of  converting  the 
iron  into  steel  in  the  manner  described  in  the  specification.  He 
afterwards  found  that  the  same  advantage  was  attained  by  taking 
oxide  of  manganese  and  coal  tar,  and  putting  them  into  llie  cru- 
cible in  which  the  steel  was  melted,  and  witnesses  in  the  employ 
of  the  plaintiff  stated  that  he  discovered  that  the  using  the  car- 
buret in  the  way  I  have  described  would  answer  the  same  par- 
pose  as  making  the  carburet  first.  Strong  evidence  was  given 
by  several  scientific  witnesses  that  when  the  coal  tar  and  the 
oxide  of  manganese  were  put  into  the  crudble,  a  carburet  of 
manganese  was  formed  from  them  before  the  mixture  with  the 
steel.  They  said  that  the  carburet  of  manganese  would  be  first 
formed,  and  would  immediately  alloy  itself  with  the  steel,  and 
the  carburet  would  be  formed  at  a  lower  temperature  than  that 
at  which  steel  was  melted ;  and  they  said  in  this  way»  when  the  car- 
buret of  manganese  was  employed  in  the  manu&cture  of  steel, 
it  was  an  improved  process.  It  appeared  that  the  plaintiff  had 
been  in  the  habit  of  making  up  coal  tar  and  manganese  iato 
packets  to  be  used  in  the  new  method.  Some  of  these  packets 
had  been  supplied  by  him  to  the  defendant.  The  defendant  was 
admitted  to  have  manufactured  cast  steel  by  using  the  oxide  of 
manganese  and  carbonaceous  matter  introduced  into  the  pot  at 
the  same  moment  with  the  steel.  I  think  that  this  was  evideDce 
of  using  carburet  of  manganese  in  the  process  of  converting 
iron  into  steel,  and  was  evidence  of  a  distinct  infringement  of 
the  patent.  It  was  a  neater  mode  of  carrying  out  the  invention 
by  making  the  carburet  in  the  crucible,  instead  of  preparing  it 
out  of  the  crucible,  and  then  introducing  the  carburet  and  iron 
into  the  crucible  together;  and  in  both  operations  the  two  sub- 
stances are  brought  together  and  the  alloy  is  formed. 
The  use  direct,  The  question  does  not  seem  to  me  to  be  one  of  imitation  or 
Sr  *uivSeiiu  ^^  equivalents,  but  whether  there  is  not  Evidence  of  the  direct 
or  imitation,  use  of  the  Carburet  for  die  purpose  of  manufacture,  thoi:^h  in  a 
neater  mode  than  that  described  in  the  specification.      I  do  not 
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agree  with  the  suggestion  that  the  invention  was  the  putting  the  ^««^7"w«*. 
two  substances  in  the  crucible  together  in  the  exact  manner 
pointed  out  by  the  plaintiff^  but  I  think  that  the  discovery  xhe  discovery 
claimed  is  the  use  of  the  carburet  in  the  manufacture,  and  that  ****  uM,not  the 
it  is  not  limited  to  the  mode  of  working  mentioned  in  the  spe-  carburet.  ' 
eification,  which  I  think  the  plaintiff  gives  merely  as  a  means  of 
working  his  invention.  The  discovery  of  the  new  mode  of 
making  the  carburet  in  the  pot  in  the  course  of  the  process,  so 
as  to  be  ready  to  alloy  with  the  steel  in  a  subsequent  part  of  the 
process,  may  have  been  a  discovery  and  an  improvement  on  the 
plaintiff  *8  invention,  for  which  a  patent  might  perhaps  have  been 
taken  out,  and  if  taken  out  by  a  stranger,  the  plaintiff  could  not 
have  used  the  new  method  without  infringing  the  patent  for  the 
improvement.  On  the  other  hand,  the  new  method  could  not 
in  such  case  have  been  carried  on  without  infringing  the  plain- 
tiflf's  patent,  if,  as  I  think,  it  was  an  improved  and  neater  mode 
of  bringing  the  two  substances  together,  being  a  use  of  carburet 
in  the  state  of  carburet  in  the  manufacture  of  steel.  I  do  not 
attribute  any  weight  to  the  fact  of  the  plaintiff  himself  being 
the  discoverer  of  the  new  mode,  or  of  the  defendant  having  had 
it  communicated  to  him  by  the  plaintiff.  However  much  these 
facts  might  affect  the  moral  justice  of  the  case,  they  do  not  seem 
to  me  to  alter  the  law.  If  the  new  plan  was  a  distinct  inven- 
tion, the  defendant  might  have  used  it,  whoever  was  the  inven- 
tor. If,  on  the  other  hand,  it  was  the  use  of  carburet  in  the 
process  of  manufieM^ture,  it  would  be  an  infringement  of  the 
plaintiff's  patent,  even  if  the  defendant  had  himself  invented  the 
improvement.  I  think  there  was  abundant  evidence  from  which  Evidence  for 
the  jury  might  have  found  that  in  the  new  method  the  carburet  ^  ^^^^y* 
was  first  formed  in  the  crucible  from  the  materials,  so  as  to  be 
in  the  distinct  state  of  carburet  before  the  use  of  it  in  the  ma- 
nufacture of  steel  commenced,  and  that  after  its  formation  it 
was  used  as  a  carburet  of  manganese  in  the  process  of  convert- 
ing the  iron  into  steel ;  and  I  think  that  from  such  state  of  facts 
it  was  competent  for  the  jury  to  find  that  the  patent  had  been 
infringed  by  the  defendant.  I  think  that  the  judgment  should 
be  reversed,  and  the  venire  de  novo  awarded. 

Platt,  B.:  This  was  an  action  on  the  case  diarging  the 
defendant  with  an  infringement  of  the  plaintiff's  patent,  and  on 
the  issue  joined  on  the  plea  of  not  guilty,  the  learned  judge 
directed  the  jury  at  the  trial,  that  the  matters  deposed  to  by  the 
plaintiff's  witnesses,  were  not  evidence  of  that  infringement. 
The  plaintiff  having;  excepted  to  that  direction,  and  brought  his 
writ  of  error,  the  question  arises  whether  on  the  matter  adduced 
in  support  of  the  plaintiff's  case  on  the  trial  there  was  such 
evidence. 

It  appeared  that  the  plaintiff's  patent  was  for  an  improve- 
ment in  the  manufacture  of  steel,  by  the  use  of  carburet  of  man- 
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In  the  Sxehe-  ganese  in  the  process  of  conyerting  iron  into  that  metaL  By 
Jme  2M18^  tiie  specification,  he  clidmed  as  part  of  his  invention,  the  use  d 
carburet  of  manganese  in  any  process  whereby  iron  was  oon- 
▼erted  into  cast  steel,  and  after  describing  the  mode  by  whidi  he 
'*  obtained  pure  cast  metal,  or  a  simple  carburet  of  iron,  unoon- 
taminated  with  the  sulphur,  phosphorus,  silicon,  and  other  me- 
talloids present  in  ordinary  cast  iron,"  and  in  which  he  partly 
decarbonised  the  metal  so  obtuned,  he  proceeds  as  follows: 
^  Lastly,  I  propose  to  make  an  improved  quality  of  cast  steel  by 
introducing  into  a  crucible  bars  of  common  blistered  sted, 
broken  as  usual  into  fragments,  or  miictures  of  cast  and  malle- 
able iron  and  carbonaceous  matters,  along  with  from  one  to 
three  per  cent,  of  their  weight  of  carburet  of  manganese,  and 
exposing  the  crucible  to  the  proper  heat  for  melting  the  mate- 
rids,  which  are,  when  fluid,  to  be  poured  into  an  ingot  mould 
in  the  usual  manner,  but  I  do  not  chum  the  use  of  any  such 
mixture  of  cast  and  malleable  iron,  or  malleable  iron  and  car- 
bonaceous matter,  as  any  part  of  my  invention,  but  only  the  use 
of  carburet  of  manganese,  in  any  process  for  the  conversion  of 
iron  into  cast  steel/' 
SuteiMiit  of  It  ^^^^  admitted  at  the  trial  between  the  plaintiff  and  the 
^^  defendant,  that  since  the  date  of  the  patent  the  defendant  had 

manufactured  cast  steel  by  using  oxide  of  manganese  and  car- 
bonaoeous  matter,  introduced  into  the  melting  pot  at  the  same 
moment  with  the  steel,  the  three  ingredients,  oxide  of  manga- 
nese, carbonaceous  matter,  and  steel,  being,  however,  separate 
and  apart,  and  not  in  combination  with  either  of  the  others. 
It  is  also  admitted  that,  since  the  date  of  the  patent,  the 
defendant  had  manufactured  cast  steel,  by  using  only,  I  tiiink« 
oxide  of  manganese  and  highly  carbonised  steel,  introduced 
separately  into  the  pot,  at  the  same  time ;  and  the  testimony  of 
chemists  at  the  trial  tended  to  show,  that  in  each  of  these  two 
processes  carburet  of  manganese  would  be  formed,  and  would 
become  the  active  means  of  effecting  the  improved  manufacture. 
The  me  of  Surely  whether  the  carburet  or  its  constituent  parts  separately 
carburet  or  iu  ^^  p^t  {^^q  th^  melting  pot,  could  not  make  any  difference,  if 
elemenuthe  thosc  parts  afterwards  combined,  and,  in  their  combined  state, 
Mine  thing,  acted  in  the  same  manner  on  the  subject  of  the  manufacture. 
By  the  defendant's  selection  of  substances  he  put  into  the  melt- 
ing pot,  he  collected  together  oxygen,  carbon,  and  manganese. 
The  relative  affinities  sufficed  to  lead  to  the  natural  expectation 
that  they  would,  on  the  application  of  the  proper  heat,  combine, 
and  in  that  combination  form  the  carburet  required.  This  may 
constitute  a  different  manner  of  manufacturing  carburet  of 
manganese ;  but,  however  manufactured,  if  the  defendant  used 
it  in  the  conversion  of  iron  into  cast  steel,  he,  in  my  judgment, 
infringed  the  patent.  Whether  the  chemical  testimony  was 
credible  or  not,  is  not  a  matter  for  our  consideration.     We  are 
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required  to  consider  and  determine  whether,  coupled  with  the  j^^'^^om 
admissions  on  the  trial,  it  was  evidence,  and  evidence  to  be 
left  to  the  jury,  of  the  defendant  having  used  carburet  of 
manganese  in  the  process  for  the  conversion  of  iron  into  cast 
steel.  I  think  it  was;  that  the  ruling  of  the  learned  judge 
was  incorrect^  and  that  a  vemre  de  novo  should  be  awarded. 

£rle,  J. :  In  this  case  the  question  is,  whetlier  there  was 
any  evidence  of  an  infringement  of  the  plaintiff*s  patent  for  the 
use  of  carburet  of  manganese  in  the  process  of  converting  iron 
into  cast  steel ;  whether  there  is  any  evidence,  and  whether  there 
was  evidence  that  the  defendant,  by  heating  the  elements  of  car- 
buret of  manganese  with  iron,  formed,  first,  the  carburet,  and 
then  cast  steeL     If  this  be  true,  the  defendant  would,  in  my 
judgment,  be  guilty  of  a  direct  infringement.     But  assuming  ETidence  of 
this  to  be  doubtful,  whether  there  was  evidence  that  he  has  indi-  ^^^  *  ^" 
rectly  infringed  this  patent,  for  the  use  of  a  substance  in  a  pro-  Talent, 
cess,  by  the  use  of  a  known  chemical  equivalent  for  that  sub- 
stance, in  that  process.    At  the  time  of  the  patent  the  patentee 
made  the  carburet  by  heating  the  carbon  and  manganese  till  the 
carburet  was  formed,  and  then  heated  the  carburet  with  the  iron 
to  form  the  cast  steel.     He  afterwards  discovered  that  if  the  ele- 
ments of  the  carburet  were  heated  with  the  iron,  the  same  result 
would  be  obtained  and  one  heating  would  be  saved.     He  com- 
municated the  effect  of  this  discovery  to  the  defendant,  by  . 
selling  to  him  a  packet  containing  the  elements  of  the  carburet 
to  be  so  used.    And  the  patentee  knew  at  the  time  of  tiie 
patent  the  elements  from  which  he  formed  the  carburet,  and 
from  that  knowledge  was  induced  to  use  these  elements  as  equi- 
valent tOfthe  substance  mentioned  in  the  specification.     There 
is  thus  some  evidence  that  the  defendant  infringed  by  the  use  of 
a  chemical  equivalent  for  the  patented  substance,  which  was 
known  to  be  so  at  the  time  of  the  patent. 

But  I  am  further  of  opinion  that  a  patent  for  the  use  of  a  Use  of  a 
substance  in  a  process  is  infringed  by  the  use  of  a  chemical  '"^^^?^'' 
equivalent  for  that  substance,  known  to  be  so  at  the  time  of  the  equTalent  an 
use,  if  used  for  the  purpose  of  taking  the  benefit  of  the  patent,  »"fr'n««™«nt. 
and  of  making  a  colourable  variation  therefrom.    Taking  the 
instance  put  in  the  argument  in  this  case  in  the  Exchequer,  if 
the  patent  was  for  the  use  of  soda  in  a  process,  and  by  subse- 
quent analysis  sodium  and  oxygen  were  discovered  to  be  the 
dements  of  soda,  the  use  of  sodium  and  oxygen  in  the  patented 
process,  for  the  purpose  ol  being  equivalent  to  soda  in  that  pro- 
cess, would  appear  to  me  to  be  an  infringement,  although  the 
analysis  of  soda  was  subsequent  to  the  patent.      On  these 
grounds  it  appears  to  me  that  there  ought  to  be  a  venire  de 
novo. 

WiOHTMAN,  J. :  I  cannot  come  to  the  conclusion  that  there 
was  no  evidence  for  the  jury  in  this  case,  that  the  defendant  in 
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Various  modes 
of  applying 
carburet. 


The  material 
corobioations 
the  same. 


the  action  had  infringed  the  plaintiff's  patent;  and  if  there  a 
any  evidence,  the  plaintiff  is  entitled  to  judgment  upon  tiiis  Inll 
of  exceptions  to  the  venire  de  novo.  The  action  was  on  the 
case  for  infringing  the  plaintiff^s  patent  for  certain  improTements 
in  the  manufacture  of  iron  and  steel.  The  defendant  pleaded 
not  guilty  and  several  other  pleas,  but  the  question  arises  on  the 
plea  of  not  guilty.  The  plidntiff,  in  his  specification,  dedared 
that  one  of  his  improvements  was  in  the  use  of  carburet  of  man- 
ganese in  any  process  whereby  iron  is  converted  into  cast  steel, 
and  he  claims  that  as  his  invention.  It  appears  by  the  evidenoe 
that  the  use  of  carburet  of  manganese  in  the  manu£Bctare  of 
steel  was  unknown  before  the  plaintiff's  invention,  and  tiiat  it 
was  a  most  important  improvement;  and  by  the  specification 
the  plaintiff  states  the  mode  in  which  he  applied  carburet  of 
manganese  to  the  iron  or  steel,  but  states  expressly  that  all  he 
claims  as  his  invention  is  the  use  of  carburet  in  any  process  for 
the  conversion  of  iron  into  cast  steeL  It  appears  by  the  evi- 
dence that  the  carburet  may  be  applied  in  three  ways  ;  one,  by 
making  the  carburet  first,  and  then  introducing  it  into  the 
melting  pot  with  the  iron  or  steel  to  which  it  is  to  be  applied; 
this  was  the  mode  stated  in  the  specification;  another,  by 
putting  the  ingredients  which  were  to  form  the  carburet  into  the 
pot  at  the  same  time  with  the  iron  or  steel,  in  which  case  the 
carburet  is  formed  in  the  pot  before  it  acts  on  the  iron  or  steel; 
and  this  was  the  mode  adopted  by  the  plaintiff  subsequent  to 
the  patent  and  the  specification ;  and,  thirdly,  by  patting  oxide 
of  manganese  into  the  pot  with  the  steel  so  highly  carbonized 
that  at  a  high  temperature  carburet  of  manganese  would  be 
formed,  and  produce  the  same  effect  on  the  steel  as  if  either  of 
the  other  processes  were  used.  It  was  admitted  that  the  defen- 
dant had  adopted  both  of  the  last  modes  of  using  carburet  of 
manganese  in  the  manufacture  of  steeL  In  each  of  the  three 
modes  the  same  materials  are  used,  and  the  same  effect  is  pro- 
duced by  the  same  means,  namely,  the  action  of  the  carburet  of 
manganese  on  iron.  The  materials  are  the  same  in  each — iron, 
manganese,  and  carbonaceous  matter,  which  two  latter  must 
unite  before  they  act  upon  the  iron ;  and  in  all  the  three  the 
union  of  the  carbon  and  the  manganese  takes  place  before  the 
united  substance  acts  upon  the  iron. 

The  mode  adopted  by  the  defendant  is  not  by  using  chemical 
equivalents.  The  material  combinations  are  the  same  as  those 
of  the  plaintiff,  with  this  difference,  that  his  carburet  is  formed 
in  the  same  pot  in  which  the  iron  is,  and  that  by  the  plaintiff's 
specification  the  carburet  is  formed  before  it  is  put  into  the 
pot,  but  in  both  the  carburet  is  formed  before  it  can  act  upon 
the  iron.  By  the  mode  adopted  by  the  defendant,  and,  indeed, 
which  the  plaintiff  himself  had  adopted,  one  heating  sufiices  for 
the  whole  process,  whereas  by  the  mode  in  this  specification  the 
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oxide  of  manganese  and  carbon  must  first  be  converted  into  "f^^f^*  ^„ 
carburet  by  the  action  of  one  nre,  and  then  there  must  be  an- 
other fire  to  produce  the  action  of  the  carburet  on  the  iron. 
The  plaintiff's  patent  is  not,  however,  for  the  mode  of  preparing 
the  carburet  of  manganese,  but  for  the  use  of  it  in  any  process 
whereby  iron  is  converted  into  cast  steel.  The  process  by 
which  the  defendant  makes  his  carburet  may  be  an  improvement 
on  that  mentioned  in  the  specification,  but  when  made,  he  uses 
it  for  the  same  purpose  and  for  the  same  effect  as  the  plaintiff. 
Both  the  plaintiff  and  the  defendant  operate  on  the  iron,  and 
produce  the  same  effect  upon  it  by  the  same  agent,  namely,  car- 
buret of  manganese,  and  it  is  for  the  operation  of  that  agent 
upon  the  iron  in  the  process  of  converting  it  into  steel  that  the 
plaintiff  has  taken  out  his  patent.  I  think,  therefore,  there  was 
evidence  for  the  jury  that  the  defendant  had  infringed  the  plain- 
tiff's patent,  and  that  there  should  be  a  venire  de  novo. 

CoLKBiDGB,  J. :  The  only  question  in  this  case  is,  whether 
there  was  any  evidence  for  the  jury  of  an  infringement  of  the 
plaintiff^s  patent,  and  this  must  be  considered  on  the  assump- 
tion that  the  plaintiff's  specification  was  unexceptionable — a 
condition  which  it  will  be  found  very  important  to  bear  in  mind 
in  the  examination  of  the  evidence.  Limiting  myself  to  all 
that  is  in  question  in  the  present  case,  I  may  state  that  the  spe-  Specification 
dfication,  to  be  perfect,  must  be  taken  to  specify  impliedly  all  "^^  ^f***"®" 
the  chemical  equivalents  of  those  chemical  means  expressly  impliedly  all 
sUkted  for  producing  the  promised  result,  which  were  at  the  time  I|,°cal°equWa- 
of  specifying  known  to  ordinarily-skilled  chemists  or  to  the  lents. 
patentee  himself;  the  latter  of  these  seems  to  me  to  be  as  neces- 
sary as  the  former.  If  the  inventor  of  an  alleged  discovery, 
knowing  of  two  equivalent  agents  for  effecting  the  end,  could  by 
the  disclosure  of  one  preclude  the  public  from  the  benefit  of 
the  other,  he  might  for  his  own  profit  force  upon  the  public  an 
expensive  and  difficult  process,  keeping  back  the  simple  and  cheap 
one,  which  would  be  directly  contrary  to  the  good  faith  required 
from  every  patentee  in  his  communication  with  the  public. 
Now  the  plaintiff  thus  describes  the  process  which  he  claims : — 
'^  I  do  it,"  he  says,  *^  by  introducing  into  a  crucible  bars  of  steel 
broken  into  fragments,  mixtures  of  cast  and  malleable  iron,  or 
malleable  iron  and  carbonaceous  matter,  along  with  from  one  to 
three  per  cent,  of  their  weight  of  carburet  of  manganese."  He 
tlien  declares  that  he  does  not  claim  the  use  of  the  mix- 
toie  of  cast  and  malleable  iron,  or  malleable  iron  and  car- 
bonaceous nuitter,  as  any  part  of  his  invention,  but  only  the  use 
of  carburet  of  manganese  in  any  process  for  converting  iron 
into  cast  steel ;  and  in  the  fourth  enumeration  of  his  claims  be 
repeats,  ^*  I  claim  the  emplojrment  of  carburet  of  manganese  in 
preparing  an  improved  cast  steel."  This  being  the  specification 
and  the  claim,  it  appears  now  upon  the  evidence  that  the  same 
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Jn  ths  Exche-  result  may  be  produced  as  certainly  and  far  more  eheaply  by 
Sum  21, 1852.'  sabstitating  for  the  carburet  of  manganese  oxide  of  mangBneBe 
and  coal  tar^  a  carbonaceous  matter,  which  b^ng  thrown  intx>  die 
crucible  widi  the  iron,  affords  a  very  strong  ground  for  beKeTing 
that  carburet  of  manganese  is  formed  before  the  iron  is  in  t 
state  of  fusion,  and  before,  therefore,  any  mixture  of  the  two 
takes  place.    The  difference  is,  that  instead  of  tlie  formed  eom- 
posite  substance  being  thrown  into  the  crudble  in  certain  pro- 
portions to  the  iron  and  carbonaceous  matter,  the  ingredients  of 
such  substance  are  introduced,  which,  in  one  and  the  same  pro- 
cess, but  in  an  earlier  stage  of  it  than  the  composite,  form  die 
composite  substance,  which  then  applies  itself  to  the  iron  and 
produces  the  desired  result    There  can  be  no  doubt,  I  think, 
AllkDown       |]iat  an  equiyalent  has  been  used.     If  that  equiyalent  were 
fSthhi  the        known  at  the  date  of  the  specification  to  the  plaintiff  or  ordi- 
ipMificatioD.     nary  chemists — ^those,  I  mean,  who  would  bring  to  the  reading 
of  the  spedfication  such  knowledge  as  must  be  presumed  m 
those  to  whom  the  patent  must  be  taken  to  be  addressed,— 4en 
it  is  within  the  specification,  and  the  use  of  it  is  an  infringement 
If  not,  the  contrary  conclusion  follows,  and  the  use  of  it  is  an 
improvement,  in  virtue  of  a  new  discovery,  and  the  knowledge  1 
speak  of  is,  of  course,  not  the  knowing  what  were  the  com- 
ponent  parts   of    carburet   of    manganese,   but    the  know- 
ledge that  the  component  parts  thus  applied  were  eqniyalents  to 
the  thing  itself  applied  according  to  the  spedfication  for  pro- 
Limitation       ducing  the  desired  result.    This  limitation  seems  to  me  to  ^ 
betweenlm!^  required  by  common  sense  and  common  justice.     Unless  it  be 
proTcment  and  imposed,  I  sce  no  means  of  knowing  whether  the  latter  process 
infringement,    jg  ^r  is  not  within  the  specification ;  and  unless  I  know  that,  1 
have  no  means  of  distinguishing  improvement  firom  infiinge- 
ment.     Whether  the  eqmvalent  be  in  its  nature  near  to  or 
remote  from  the  thing  itself,  seems  to  be  in  principle  whoBj  im- 
material, and  equally  so  that  the  one  should  be  so  nearly  iden- 
tical with  the  other,  as  in  themselves  the  component  parts  may 
be  of  composite  substances.     The  new  conclusion  may  be 
deducible  from  known  and  specified  premises,  and  in  strict 
reasoning  therefore  involved  in  them ;  still,  he  who  first  puts  the 
premises  side  by  side  and  deduces  the  conclusion  is  the  inventor. 
Many  of  the  greatest  and  most  unquestionable  discoTeries 
resolve  themselves  into  no  more  than  this.     Having  q)plied 
these  principles  to  a  careful  examination  of  the  evidence,  I  can- 
not perceive  that  there  was  anything  to  show  either  that  che- 
mists or  the  plaintiff  himself,  at  the  date  of  the  specificationj 
had  any  knowledge  of  the  equivalents  which  the  defendant  has 
used,  dthough  there  is  evidence  that  at  a  later  period  the  defen- 
dant may  have  gained  that  knowledge  from  the  plaintiff  himselL 
I  think,  therefore,  that  the  ruling  of  the  learned  judge  at  the 
trial  was  correct,  and  that  the  judgment  ought  to  be  affirmed. 
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Aldebson^  B.  :  The  first  question  is,  I  think,  what  really  is  Judgment, 
the  invention  described  and  claimed  by  the  plaintiff  in  his  spe-      ^  ^''  ^ 
cification.    He  describes  the  process  Uius : — *'  I  do  it/'  he  says^ 
^'  by  introdadng  into  a  crucible  bars  of  steel  broken  into  frag- 
ments^ mixtures  of  cast  and  malleable  iron,  or  malleable  iron 
and  carbonaceous  matter,  along  with  from  one  to  three  per  cent. 
of  their  weight  of  carburet  of  manganese."    And  he  adds,  that 
he  claims  the  use  of  carburet  of  manganese  in  any  process  for 
the  conversion  of  iron  into  steel.     Now  we  are  all  aware  that  Carburet  of 
carburet  of  manganese  was  a  well-known  substance  existing  ^J[uknown 
before  the  patent,  and  the  specification  describes  it  as  being  in-  »ubrtance. 
troduced  into  the  crucible  with  steel  or  iron,  and  as  it  is  to  be 
introduced  in  a  given  proportion  of  weight  with  the  steel  or 
iron,  I  do  not  myself  see  how  any  language  could  more  ac- 
curately express  to  those  who  read  it  that  the  patentee  really 
meant  to  tiJce  two  existing  substances,  to  weigh  them,  to  take 
their  definite  proportions  of  weight  the  one  to  the  other,  and 
then,  introducing  those  definite  proportions  of  carburet  of  man- 
ganese and  of  steel  into  the  crucible,  proceed  to  melt  them 
together.    If  the  words  can  mean  anything  else  it  is  quite  out 
of  my  power  to  conceive  it.    And  then  I  think  if  this  be  esta- 
blished, it  follows  that  all  that  the  patentee  has  claimed  and 
specified  is  this  which  I  have  described.     But  I  fully  agree,  Spedfication 
also,  that  according  to  the  due  administration  of  the  patent  law,  knowledgeT^ 
every  specification  is  to  be  read  as  if  by  persons  acquainted 
with    die    general    facts    of    the    mechanical    or    chemical 
sciences  involved  in  such  invention.      Thus,  if  a  particular 
mechanical    process   is    specified,  and    there   are    for    some 
parts  of  it,  as  specified,  other  well-known  mechanical  equiva- 
lents, the  specification  of  those  parts  is  in  truth  a  specification 
of  the  well-known  equivalent  also,  to  those  whose  general 
knowledge  we  refer  to,  namely,  mechanics,  and  readers  of  spe- 
cifications.   And  so  it  is  with  chemical  equivalents  also,  in  a 
specification  which  is  to  be  read  by  chemists.    But  it  may  be  that  Unknown 
there  are  equivalents,  mechanical  or  chemical,  existing,  but  pre-  fndudcd!^  °*^ 
viously  unluiown  to  ordinarily  skilful  mechanics  or  chemists. 
These    are   not  included   in    the  specification,  but  must  be    . 
expressly  stated  therein.    These  are,  in  fact,  new  discoveries, 
in  themselves  wholly  independent  of  the  specification,  which 
omits  them,  and  for  these  there  is  no  specification  or  patent  at 
all.    They  may  be  used  by  all  persons  without  infringing  the 
patent. 

These  are  the  principles  upon  which  I  hold  that  this  question 
must  be  determined,  and  which  we  must  look  to  and  be  governed 
by  when  we  answer  the  question  here,  whether  there  is  any 
evidence  of  the  infringement  of  this  patent  by  the  defendant ; 
and  I  propose,  therefore,  referring  myself  to  these  principles  to 
consider  the  evidence  which  has  been  given,  and  which  is  stated 
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^^  '^^jj^  OJ*  ^»  peoord.    It  is  clear  that  libere  is  no  evidenoe  here  that 
June  2i,  1852!  the  defendant  melted  carburet  of  manganese  with  the  brokm 
steel  or  iron,  by  taking  each  of  those  esdsting  substances  in  a 
separate  state  and  putting  them  into  a  crucible,  and  then  apply- 
ing heat     He  has  not,  therefore,  directly  and  ia  terms  infringed 
the  patent.     But  I  have  before  shown  that  an  infringement  may 
be  if  a  defendant  use  a  known  chemical  or  mechanical  substance 
equivalent  to  the  very  thing  pointed  out,  for  the  equivalent 
being  known  as  a  part  of  the  general  knowledge  of  the  worU| 
he  who  by  his  specification  describes  the  ingredients  which  he 
uses,  describes  impliedly  also  all  then  known  equivalents,  and 
so  does,  in  fact,  communicate  to  the  world  by  his  specification 
the  knowledge  of  the  invention,  and  on  this  knowledge,  thos 
expressly  or  impliedly  communicated,  he  who  afterwards  in- 
Wm  it  a         fringes  the  patent  really  acts.    But  this  depends  on  the  equivar 
lent  ^  ^^^*'  lent  being  a  known  equivalent  before*    If  the  equivalent  be  not 
before  known,  he  who  discovers  de  novo  the  equivalent,  if  it  be 
better  than  the  original  for  which  it  was  the  equivalent,  has  by 
the  use  of  the  equivalent  improved  upon,  not  infringed,  the 
original  invention.     That  is  the  case  here.     Carburet  of  man- 
ganese is  to  be  taken  and  melted  with  broken  steel  or  iron. 
This  is  the  invention.     An  improved  steel  is  the  result    Now 
carburet  of  manganese  is  an  expensive  ingredient,  produced  by 
an  additional  process  from  oxide  of  manganese  and  carbon. 
There  is  no  evidence  that  oxide  of  manganese  and  carbon  were 
known  to  be  at  the  time  of  the  specification  (which  time,  and 
not  the  time  of  the  use,  is  the  material  time  to  look  at)  exactly 
and  under  all  circumstances  an  equivalent  in  chemistry  to  car- 
buret of  manganese.      They  did  produce  it,  but  only  after 
having  been  subjected  to  a  special  process,  which  was  an  expen- 
sive one ;  but  it  is  now  found  that  by  putting  these  ingredients 
with  the  broken  steel  or  iron  into  the  crucible  they  produce  the 
same  effect  when  melted  as  the  carburet  of  manganese  with  the 
broken  steel  or  iron  did  before  this.    This  fact  existed,  and  a 
scientific  reason  is  to  be  found  for  it.     It  is  said  now,  therefore, 
that  these  ingredients  melted  together,  at  a  lower  heat  than  will 
melt  steel  or  iron,  do  in  the  crucible  first  form  a  carburet  of 
manganese;   and  then,  secondly,  there  being  the  carburet  of 
manganese  formed  and  existing  in  the  crucible  with  unmelted 
steel  or  iron,  the  subsequent  melting  of  these  two  substances 
The  order  of    together  forms  the  good  steel.     It  seems  clear,  therefore,  that 
processes         this  order  of  formation  in  the  crucible  is  of  the  essence  as  to 
the  success  of  the  operation,  and  that  this  order  of  formation^ 
under  these  circumstances,  was  utterly  unknown  at  the  time  of 
the  patent  and  specification.     I  agree  that  there  is  now  abundant 
evidence  to  show  that  these  materials  thus  treated  do  thus  form, 
and  form  in  succession,  an  equivalent  chemically  for  the  carburet 
of  manganese,  although  the  evidence  even  now  fails  altogether 
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as  to  ihe  existence  of  the  two  substances  in  definite  proportions  Jnagment, 
in  the  crucible^  such  as  are  mentioned  in  the  specification ;  but  ^"°®  ^^'  *®^^' 
I  can  find  no  evidence  whatever  upon  the  record  that  at  the  carburetV  *' 
time  of  the  plaintiiF^s  patent  and  specification  this  was  well  fon>^«<l- 
known  to  persons  ordinarily  skilled  in  chemistry ;  and  unless 
this  fiact  be  added,  I  think  there  is  no  evidence  for  the  jury  of 
the  infringement  of  that  peculiar  process  which  by  the  specifi- 
cation the  plaintiff  has  claimed  to  be  his  invention ;  for  the 
specification  by  which  he  does  stale  his  invention  does  not  com- 
municate*  if  read  by  any  ordinary  skilful  chemist  of  that  day, 
the  knowledge  that  to  melt  together  in  a  cruciUe  carbon,  oxide 
of  manganese,  and  broken  steel  or  iron,  is  really  the  same  thing 
as  to  melt  in  a  crucible  carburet  of  manganese  with  broken 
steel  or  iron.    The  plaintiff  did  not  tiien  know  it  himself,  nor 
did  any  one  else  then  know  it.   If  they  know  it  now  it  is  in  con- 
sequence of  a  new  discovery  alone,  for  which  no  patent  has 
been  taken  out  and  no  specification  enrolled.     I  apprehend  that 
nothing  is  an  infringement  now  which  would  not  have  been  an 
infringement  immediately  after  this  specification  was  enrolled* 
The  knowledge  of  the  equivalents  must  be  the  knowledge  the  Infringement 
world  had  before  these  experiments,  now  called  infringements,  ^^IS^J^nf 
were  first  made.     I  think,  therefore,  that  the  judgment  ought  diiooTery. 
to  be  affirmed ;  but  as  the  majority  of  the  Court  are  of  a  dif- 
ferent opinion,  the  judgment  must  be  reversed  and  a  vemre  de 
novo  awarded. 

Venire  de  novo. 


In  thb  Privy  Council.  ,    »  «  . 

In  the  Prtvff 
Council. 

In  re  Heath's  Patent.  Feb.  i.isss. 

Cor.  The  Right  Hon.  Dr.  Lushington ;  Sir  J.  Jervis,  C.  J. ;  Sir 
E.  Ryan;  Sir  J.  Patieson. 

This  was  an  application  by  Charlotte  Catherine  Heath,  as 
widow  and  administratrix  of  J.  M.  Heath,  praying  a  prolongation 
of  the  term  of  his  letters  patent  of  April  5,  1839,  for  "certain 
improvements  in  the  manufacture  of  iron  and  steel.'' 

The  petition  stated  the  attention  given  by  Mr.  Heath,  while 
in  the  civil  service  of  the  East  India  Company,  to  the  capabili- 
*  ties  of  that  country  for  the  production  of  iron  equal  to  the 
Swedish  and  Russian ;  the  establishment  of  experimental  works 
in  India  in  1833;  his  chemical  researches  and  experiments, 
which  resulted  in  the  improvements  the  subject  of  the  patent, 
whereby  a  welding  cast  steel,  such  as  had  theretofore  been  made 
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In  thePntf    only  from  the  best  marks  of  foreign  iron,  could  be  made  firom 
Feb.  1, 1853.    British  iron. 

The  petition  then  stated  the  discovery  by  the  petitioner  of 
the  use  of  the  elements  of  carburet  of  manganese,  by  patting 
carbon  and  oxide  of  manganese  into  the  crucible  with  the 
melting  steel,  and  the  immediate  communication  of  this  to  the 
public,  by  supplying  the  manufEUSturers  with  packets  of  the 
materiaL 

The  petition  then  stated  the  commencement  of  infiringemento; 
the  action  in  1842 ;  the  nonsuit  by  Lord  Abinger  in  184S ;  tbe 
trial  before  Parke,  B.,  and  verdict  for  the  plaintiff  in  1844;  the 
Chancery  proceedings  founded  on  that  verdict ;  the  judgment 
of  the  Court  of  Exchequer  in  January,  1845,  directing  a  yerdiet 
to  be  entered  for  the  defendant  on  the  plea  of  not  guilty;  the 
dissatis&ction  of  the  Vice-Chancellor  with  the  judgment  of  the 
Court  of  EiXchequer  on  the  question  of  intention ;  the  order 
for  another  action ;  the  trial  of  that  action  in  1850 ;  the  yodict 
for  the  defendant,  and  bill  of  exceptions ;  the  judgment  of  the 
Exchequer  Chamber,  directing  a  venire  de  novo ;  and  tiist  all 
these  proceedings  had  subjected  Mr.  Heath  to  great  ezpenae 
without  any  return,  and  an  anxiety  which  had  shortened  his  hiie. 

The  notice  of  objections  of  the  opponents  alleged  want  of 
utility,  unless  oxide  of  manganese  and  carbon  were  used,  and  the 
invalidity  of  the  patent. 

Webiter  appeared  for  the  petitioner ;  Sir  F.  T^esiger,  T.  Jomt, 
and  Deighion,  for  the  opponents ;  and  Sir  A.  E.  Cdekiumj  A.  6.^ 
for  the  Crown. 

WeMer  stated  the  case  for  the  petitioner. 

The  advertisements  and  the  proceedings  pending  in  the  Honae 
of  Lords  on  the  writ  of  error  in  Unwm  v.  Heath  were  pat  in. 

Charles  Aikbuon,  a  manufacturer  of  steel  at  Sheffield  for 
upwards  of  twenty  years :  Prior  to  1839  shear  and  cast  steel  were 
the  kinds  in  use;  shear  steel  was  made  from  the  bar  steel,  having 
been  previously  converted;  the  bars  were  bent  into  lengths  of 
about  two  feet  six  by  an  inch  and  a  half;  they  were  placed  together 
in  a  kind  of  box  at  one  end,  and  the  other  end  was  inserted 
into  a  fire ;  a  strong  heat  was  thrown  upon  it,  and  when  it  bad 
arrived  at  the  proper  period,  day  was  introduced  between  the 
two  to  produce  a  flux.     On  arriving  at  tiie  welding  heat,  they 
were  drawn  rapidly  from  the  furnace  and  placed  under  a  large 
hammer,  and  by  that  means  consolidated  in  this  shape  (describ- 
ing it).    They  were  then  bent  into  the  pieces  for  which  they 
were  required  for  the  purpose  of  being  manufactured  into  other 
articles.     Several  bars  were  welded  together  and  applied  to  cut- 
lery and  other  purposes.    The  best  shear  steel  m  1839  was  of 
the  value  of  from  50/.  to  70/.  a  ton,  according  to  the  quality  of 
the  iron  from  which  it  was  manufisu^tured,  which  varied  from  20L 
to  30/.  a  ton,  according  as  Russian  or  Swedish  iron  was  used; 
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there  was  a  loss  of  about  one-sixth  in  the  use  of  that  steel  from  ^  ^/Prwy 
wasters  or  scoria  which  came  off  in  the  hammering.  Cast  steel  Feb.  i,  1853. 
was  made  from  the  bar^  after  being  converted  at  a  much  higher 
temperature  than  that  for  making  shear  steel;  it  was  then 
broken  into  small  pieces^  and  introduced  into  a  crucible  con- 
taining something  like  thirty  to  forty  pounds  weight;  thirty 
pounds  was  the  average.  The  crucible  was  formed  of  clay 
made  in  a  peculiar  manner^  and  introduced  into  an  air  furnace** 
two  crucibles  in  each  hole.  Such  steel  as  was  made  prior  to  1839 
would  not  generally  weld ;  there  was  a  kind  made  from  the 
highest  class  of  Swedish  iron  which  would  weld^  at  a  cost  of 
from  70/.  to  80/.  per  ton^  the  price  of  the  iron  being  about  35/. 
per  ton ;  it  was  too  expensive  to  be  used  in  the  Sheffield  trade. 
I  became  acquainted  with  Mr.  Heath^s  invention  about  January, 
1840,  on  his  coming  to  Sheffield.  I  knew  Mr.  Unwin ;  he  had 
just  taken  some  steel  works ;  he  had  not  to  my  knowledge  been  a 
steel  manufacturer  previously.  Mr.  Heath  explained  to  me  his 
process;  the  use  of  oxide  of  manganese  and  carbonaceous 
matter  came  into  use  in  Sheffield  very  shortly  after  that;  the 
result  has  been  a  very  considerable  improvement  in  the  manufac- 
ture of  steel;  it  possesses  welding  properties;  it  is  a  welding  cast 
steel ;  it  can  be  welded  on  to  the  iron  tangs  (that  is^  the  shoulder 
or  upper  part  of  the  blade)  for  cutlery;  knives  of  the  cast  steel 
previously  in  use  were  made  from  a  bar  about  half  an  inch 
square.  Mr.  Heath^s  welding  cast  steel  is  made  from  almost  any 
description^  but  chiefly  from  English  iron  for  common  descrip- 
tions of  cutlery ;  previously  to  that  I  had  never  heard  of  any 
welding  cast  steel  being  made  from  English  iron;  I  do  not 
believe  it  could  have  been  done^  except  accidentally ;  it  was  not 
known  in  the  trade  that  I  ever  heard  of.  The  cost  of  Heath's 
welding  cast  steel  would  depend  on  the  class  of  British  iron 
from  which  it  was  made;  taking  last  year  (1852)9  when 
Enghsh  iron  was  at  the  lowest,  steel  applicable  to  the  use  of 
table  knives  was  sold  generally  at  24i.  per  ton ;  some  was  sold 
as  high  as  30/.,  according  to  the  character  of  the  material  used. 
British  iron  at  that  time  was  about  10/.  a  ton ;  welding  cast  steel 
at  25/.  a  ton  from  British  iron  at  10/.  a  ton  has  been  used  for  the 
same  description  of  articles  as  foreign  welding  cast  steel  at  7^/. 
to  80/.  a  ton  from  foreign  iron  at  35/.  a  ton.  Shear  steel  was 
tised  almost  universally  prior  to  1839  in  manufacturing  table 
knives,  and  now  cast  steel  has  nearly  superseded  the  use  of 
shear  steel  altogether;  the  saving  of  expense  is  nearly  one-half; 
that  has  led  to  an  enormous  increase  in  the  trade.  There  are 
two  classes  of  articles  in  table  knives,  a  higher  and  a  lower 
dass ;  foreign  iron  is  used  for  the  higher,  but  the  English  ma- 
terial is  used  for  the  lower  class ;  we  now  have  welding  cast 
steel  from  British  iron  at  one-half  the  price  at  which  we  used  to 
have  it  from  foreign  iron.     I  have  used  oxide  of  manganese  and 
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In  the  Privy  coal  tar  or  carbonaceous  matter  in  the  mannfacture  of  sted; 
Feb.  1, 1863.  that  is  Mr.  Heath's  composition^  or  the  packets,  as  I  under- 
stand, referred  to  in  Mr.  Unwinds  letter  (J).  I  was  present  at 
the  experiments  made  in  January,  1850^  by  Mr.  Cooper  and  Mr. 
Warrington^  to  ascertain  the  existence  of  the  carburet  in  its 
amalgamation  with  steel.  Mr.  Heath  went  to  an  expense  of 
several  hundred  pounds  at  Sheffield  to  introduce  his  invention. 
The  notice  which  has  been  read  (^)  was  inserted  in  the  papers 
by  myself  for  the  East  India  Iron  Company,  in  whidi  Mr. 
Heath  was  interested. 

Cra$9'examined :  I  used  the  composition  known  as  Heath's  in 
the  manufacture  of  steel  after  my  introduction  to  Mr.  HeaUi. 
Years  ago  I  had  made  experiments  with  oxide  of  manganese, 
in  common,  I  beUeve,  with  most  steel  manufacturers ;  nearly 
twenty  years  ago ;  they  were  not  continued  for  any  time ;  the 
experiments  resulted  in  the  complete  failure  of  the  object  in- 
tended; I  have  never  attempted  to  make  carburet  of  manganese; 
the  patent  composition  was  supplied  me  by  Mr.  Heath ;  I  had  his 
authority  to  use  it ;  the  East  Indian  Iron  Company  were  manu- 
facturing steel  with  the  patent  composition,  but  ceased  to  do  so 
about  1843,  when  the  patent  right  was  given  up  to  Mr.  Heath. 

Re'examined :  The  manganese  in  my  experiments  broke  the 
pots ;  no  effect  of  that  kind  follows  if  the  two  substances  are 
put  together  into  the  melting  steel.  Carburet  was  never  pro- 
cured per  se ;  it  was  evolved  from  the  composition  when  put 
into  the  steel  pot  as  used  under  the  patent. 

William  Thomas  Brande^  Professor  of  Chemistry :  Carbnret 
of  manganese  is  a  compound  of  carbon  and  metal  manganese; 
I  have  heard  of  carbonaceous  matter  and  oxide  of  manganese 
being  put  together  into  the  melting  steel ;  under  those  circum- 
stances carburet  of  manganese  would  be  formed.  I  haye  seen 
the  statement  in  Mr.  Heath's  specification  as  to  the  use  of  car- 
buret of  manganese ;  I  am  of  opinion  that  would  be  done  if 
carbon  and  manganese  were  placed  in  the  melting  steel;  I 
believe  that  would  be  an  improvement  in  the  manu&ctnre  of 
steel,  but  I  have  no  experience  of  the  use  of  that  particular 
kind  of  steel. 

Cross-examined :  The  specification  says,  "  I  propose  to  make 
an  improved  quality  of  cast  steel  by  introducing  into  a  common 
crucible  bars  of  blistered  steel,  and  then  with  from  one  to  three 
per  cent,  of  their  weight  of  carburet  of  manganese."  There 
are  various  ways  of  making  carburet  of  manganese,  but  they  sll 


(/)  This  was  part  of  the  correspondence  be-  (g)  This  was  a  notice  inserted  in  Uie  loed 

tween  Mr.  Heath  and  Mr.  Unwin  relative  to  the  and  other  newspapers,  warning  peraoot  a^tati 
use  of  the  packets  supplied  by  Mr.  Heath  to  Mr.  usinff  carburet  of  manganese*  or  tbe  wbitsaoei 
Unwin,  ana  which  Mr.  Unwin  continued  to  use  which  form  carburet  of  manganese,  ^^^^ 
after  he  ceased  to  be  Mr.  Heath's  agent.  perature  of  fluid  cast  steel,  without  liceoce  aoder 
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merge  in  the  heating  of  oxide  of  manganese  and  carbon  toge-  imhe  PHvy 
ther  at  a  high  temperature ;  it  is  not  an  expensive  process ;  p^^  |  ^g^ 
there  would  be  a  great  consumption  of  fuel ;  I  cannot  speak 
from  experience  as  to  the  quantities ;  I  have  made  carburet  of 
manganese,  but  upon  a  very  small  scale ;  it  would  be  very  con- 
siderably more  expensive  to  make  carburet  of  manganese  and 
apply  it  in  the  manufacture  of  steel  than  to  place  oxide  of  man- 
ganese and  carbonaceous  matter  in  a  furnace^  out  of  which 
results  the  carburet ;  I  cannot  give  any  of  the  proportions  of 
quantities  or  of  the  expense;  I  have  not  ascertained  experi- 
mentally the  exact  proportions  of  oxide  of  'manganese  and  car- 
bonaceous matter  so  as  to  state  the  quantity  of  carburet  they 
would  produce ;  I  infer  theoretically  that  a  pound  of  each  would 
produce  more  than  an  ounce  of  carburet. 

Re-examined :  The  measure  of  the  expense  would  be  the  cost 
of  heating  in  making  carburet  of  manganese ;  carburet  of  man- 
ganese had  not  to  my  knowledge  been  made  on  a  large  scale  at 
the  time  of  Mr.  Heath's  invention;  it  was  more  an  experi- 
mental article;  it  was  known  to  exist,  but  there  had  never 
been  any  demand  for  it  in  the  arts ;  its  use  had  not  been  found 
out 

Augustus  W.  Johnson :  I  was  a  steel  manufacturer  at  Chelsea 
in  1823,  and  have  a  government  contract  for  manufacturing  bar 
iron.  I  became  acquainted  with  Mr.  Heath  on  his  return  to 
England  from  India  about  1835  ;  he  came  to  me  on  accoimt  of 
my  having  steel  works,  and  made  experiments  there  in  the 
existing  furnaces ;  I  was  partly  aware  of  their  nature ;  they  re- 
lated to  making  a  welding  cast  steel ;  he  made  it  there,  and  I 
made  it  under  his  directions;  it  was  a  new  article  to  me  at  the 
time ;  he  also  made  carburet  of  manganese ;  I  used  it  under  his 
directions,  and  with  his  permission,  for  making  cast  steel,  which 
was  sold ;  it  had  properties  that  no  other  steel  I  made  had.  In 
the  first  instance,  he  could  weld  at  any  heat.  A  common  smith 
might  put  it  in  the  furnace,  give  it  a  welding  heat,  and  weld  it, 
but  any  other  kind  of  cast  steel  he  would  entirely  spoil ;  in 
fact,  it  could  not  be  done ;  cast  steel  of  a  certain  hardness  could 
never  be  welded,  but  we  have  no  difficulty  in  welding  Mr.  Heath's 
cast  steel.  I  have  now  a  pair  of  scissors  from  cast  steel ;  till 
his  invention  was  known,  cast  steel  generally  could  not  be  welded 
at  all.  Any  workman  or  common  smith  could  weld  Heath*s; 
1  have  done  it  repeatedly ;  I  never  made  any  cast  steel  that 
would  weld  except  by  Heath's  process ;  they  may  have  done  it 
at  Sheffield,  but  I  only  made  the  best  marks  for  the  London 
market.  Oxide  of  manganese  used  alone  by  itself  runs  through 
the  pots ;  it  makes  holes,  and  lets  the  steel  through ;  it 
riddles  them ;  I  have  used  Heath's  paper  parcels  of  manganese 
and  coal  tar ;  I  do  not  know  the  proportions ;  they  answered  &s 
wcU.~[Sir  F.  Thesiffer:   There  is  not  the  least  doubt  about 
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In  the  Privy  these  &cts.] — Previoiis  to  Heath^s  invention  I  never  heard  of 
Feb!T  1853.  oiide  of  manganese  being  used  successfully  in  the  manufacture 
of  stedl.  Carburet  of  manganese  was  made  at  my  works  under 
Mr.  Heath's  directions  ;  I  saw  it  repeatedly  in  1838  and  18S9; 
before  the  patent  he  was  making  experiments  at  our  works;  he 
made  carburet  of  manganese  first,  and  then  applied  that  car- 
buret of  manganese  in  the  manufiacture  of  steel,  which  was  em- 
ployed on  experiments ;  he  made  steel  with  his  packets  after- 
wards ;  I  used  both  the  carburet  of  manganese  and  the  packets 
by  his  directions ;  I  do  not  know  anything  about  the  expense  of 
making  carburet  of  manganese  first,  and  applying  that  and 
putting  oxide  of  manganese  and  carbonaceous  matter  into  ike 
crucible ;  I  never  went  into  the  expense  at  all ;  the  effects  were 
such  that  I  was  quite  satisfied  with  that  alone.  I  have  made  as 
much  as  five  or  six  tons  of  steel  a  week  from  the  carburet  of 
manganese ;  I  sent  more  than  twenty  tons  to  Sheffield  at  one 
time  made  with  carburet  of  manganese,  previously  produced; 
Mr.  Heath  made  the  carburet,  and  supplied  me  with  it;  it  was 
a  metallic  substance  in  the  first  instance,  produced  on  our  pre- 
mises by  our  own  workmen,  under  Mr.  Heath's  directions;  I  used 
both  the  carburet  and  the  composition ;  I  cannot  say  how  long 
after  April  1839 1  used  the  carburet,  and  have  no  dates  before  me. 

Re-examined:  We  had  twelve  holes^  with  two  pots  in  each 
hole,  for  making  steeL  Mr.  Heath  incurred  considerable  ex- 
pense at  my  works,  and  afterwards  in  erecting  works.  I  had 
not  known  before  that  of  the  manufacture  of  carburet  of  man- 
ganese on  the  large  scale ;  it  never  broke  the  pots. 

Thomas  Bevins :  I  was  in  the  employment  of  Mr.  Johnson 
twenty  years  at  Chelsea ;  he  had  previously  been  a  maker  of 
shear  steel  at  Sheffield.  I  remember  Mr.  Heath  making  expe- 
riments at  the  Chelsea  works,  and  was  employed  by  him  in  1839 
in  making  carburet  of  manganese ;  I  had  not  known  it  before 
we  used  it  in  the  manufacture  of  steel :  it  made  the  steel  very 
malleable ;  you  could  weld  it  or  do  anything  with  it ;  afiter  the 
patent,  a  great  deal  of  steel  was  made  for  sale  with  it,  which  was 
sold.  I  had  seen  the  effect  of  oxide  of  manganese  alone  on  the 
pots  :  it  broke  through.  We  subsequently  used  what  has  been 
called  Heath's  composition  ;  it  consisted  of  oil  or  tallow  or  coal 
tar  and  oxide  of  manganese ;  I  found  coal  tar  best.  I  sent  one 
hundred  packets  at  one  time  and  eighty  at  another  to  Mr.  Unwin 
at  Sheffield;  they  were  prepared  by  me;  that  composition, 
when  put  into  the  melting  steel,  did  not  break  the  pots.  The 
steel  produced  was  of  a  similar  quality  to  that  by  the  use  of  the 
carburet. 

Ch-oss-exammed :  Before  the  patent  we  made  carburet  of 
manganese  and  steel  with  it;  but  the  steel  was  not  disposed  of 
before  the  patent ;  after  the  patent  we  continued  to  make  car- 
buret of  manganese  and  steel  from  it;   a  good  many  tons; 
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about  forty  or  fifty  tons ;  I  cannot  tell  exactly.  About  Michael-  in  thePrwy 
mas^  1839,  we  discovered  that  by  using  the  oxide  of  manganese  p^^'igsa 
and  carbonaceous  matter  we  could  get  the  result  of  carburet  of  *  ' 
manganese ;  we  were  not  aware  of  that  before;  that  was  a  dis- 
covery I  made ;  from  that  time  we  used  the  manganese  and  car- 
bonaceous matter  instead  of  the  carburet ;  the  result  could  be 
obtained  thereby  very  much  cheaper;  I  cannot  exactly  tell  what 
the  expense  would  be;  the  expense  of  making  the  carburet 
would  be  eight  or  ten  times  greater.  The  cost  of  manufacturing 
carburet  of  manganese  would  be  about  8^.  an  ounce.  It  took 
about  six  pounds  of  manganese  and  one  pound  of  oil  to  make 
a  pound ;  it  is  about  one- seventh,  including  the  carbonaceous 
matter ;  oxide  of  manganese  is  about  4/.  a  ton.  The  pots  are 
lined  with  charcoal ;  that  is  a  little  expense,  not  much ;  the 
heating  is  the  principal  thing.  The  consumption  of  fuel  is  the 
greatest  expense ;  by  putting  in  the  two  togedier  we  save  that. 
After  having  made  forty  to  fifty  tons  with  the  carburet,  we  left 
off  altogether. 

H.  Carr :  I  am  superintendent  of  a  large  cutlery  establish- 
ment at  Sheffield.  Previous  to  1839/  table  blades  of  knives 
were  made  of  shear  steel ;  the  welding  cast  steel  was  introduced 
about  the  beginning  of  1840.  There  was  a  considerable  loss  in 
wasters  on  the  manufacture  of  knives  from  shear  steel,  besides 
the  cost  of  the  steel;  it  was  about  double  the  cost  of  the 
welding  steel  according  to  Heath's  process.  We  used  to  pay 
65«.  per  cwt.  for  the  best  welding  steel,  and  now  it  is  from  30^. 
to  35«.;  its  advantages  are  its  welding  property  and  better 
quality.- — [Sir  F.  Thesiger :  I  do  not  dispute  that.] — ^There  has 
been  a  large  increase  in  the  trade  since  1840;  there  has  been  no 
different  kind  of  steel  offered  to  the  trade  since  1840^  nor  was 
there  any  different  from  the  double  shear  steel  used  before.  I 
think  there  are  only  one  or  two  houses  in  Sheffield  that  use  the 
old  kind  now. 

R.  Warrington:  I  am  chemical  operator  at  Apothecaries' 
Hall,  and  was  acquainted  with  the  late  Mr.  Heath.  I  first 
.became  acquainted  with  him  in  1828-9,  when  he  was  a  pupil  of 
Dr.  Edward  Turner,  whose  assistant  I  was.  Mr.  Heath  at  that 
time  made  a  great  number  of  experiments  for  the  improvement 
of  the  manufacture  of  steel ;  he  analysed  different  ores  of  iron 
from  India^  and  from  Sweden,  and  the  Swedish  slag  iron,  to  as- 
certain their  ingredients*  Carburet  of  manganese  was  not  at  that 
time  used  in  the  arts ;  we  used  it  as  a  chemical  compound ;  the 
cost  of  making  it  would  depend  very  much  on  the  cost  of  the 
heat  and  the  quantity  produced ;  it  might  be  a  very  expensive 
or  a  very  reasonable  article ;  if  made  experimentally,  it  would 
be  a  very  expensive  article;  you  might  make  it  at  three  times 
the  cost  of  the  material  with  the  greatest  ease,  if  made  on  a 
large  scale ;  good  oxide  of  manganese,  such  as  would  be  used 
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In  ths  Privy  for  the  purpose,  is  from  8/.  to  10/.  a  ton ;  heat  alone  is  espen- 
Febri  1853.  ®^^®  >  ^^^  ^^*^  ^^  ^^^  carbonaceous  matter  is  a  mere  nothing. 
I  made  experiments  at  Sheffield  in  company  with  Mr.  Cooper 
to  ascertain  whether  carburet  of  manganese  was  formed  in 
putting  oxide  of  manganese  and  carbonaceous  matter  into  the 
melting  steel.  We  produced  carburet  in  one  of  a  pair  of  cru- 
cibles working  in  the  same  furnace.  One  crucible  was  working 
thirty  pounds  of  cast  steely  to  which  a  small  packet  of  the  com- 
position had  been  added  at  the  time  of  fluxing^  when  the  steel 
was  just  at  the  melting  point,  and  into  the  second  crucible  a 
similar  packet  was  placed  of  the  mixture  alone.  When  the  two 
pots  were  taken  out^  one  contained  a  large  button  of  carburet  of 
manganese^  the  other  was  cast  as  an  ingot  of  steel.  This  is  a 
button  of  carburet  produced ;  oxide  of  manganese  alone  broke 
the  pots. — [Sir  P.  Thesiger :  We  do  not  deny  that] — Ho  sach 
e£fect  is  produced  if  oxide  of  manganese  and  carbonaceous 
matter  are  put  together  into  the  pots,  but  carburet  of  manganese 
is  formed. 

Cross-examined:  We  produced  14 1  grains  of  carburet  from 
400  grains  of  one  of  Mr.  Heath's  packets.  I  never^  except  in 
those  experiments,  attempted  to  make  carburet  of  manganese  on 
the  large  scale ;  then^  from  three  pounds  of  composition  in  one 
crucible  we  picked  out  eight  ounces  of  carburet  of  manganese. 
J.  T.  Cooper :  I  am  a  practical  chemist  of  many  years'  expe- 
rience ;  I  assisted  in  the  experiments  at  Sheffield.  Prior  to 
1839  carburet  of  manganese  was  an  article  of  curiosity;  its  pro- 
perties and  value  for  the  manufacture  of  steel  were  not  to  my 
knowledge  known ;  it  would  be  very  cheap  if  made  in  large 
quantities  as  an  article  of  commerce,  inasmuch  as  the  ingredients 
from  which  it  is  made  are  very  inexpensive ;  the  measure  of  the 
expense  is  the  labour  and  fuel^  and  the  wear  and  tear  of  the 
pots ;  the  heat  required  would  not  be  greater  than  in  blast  fur- 
naces for  iron ;  if  required  as  a  commercial  article,  it  could  be 
made  very  cheaply. 

Andrew  t/rc,  M.  D. :  I  am  a  practical  chemist  of  many  years' 
experience,  and  knew  the  late  Mr.  Heath  most  intimately ;  I  had 
been  his  chemical  adviser  for  nearly  thirty  years ;  carburet  of 
manganese  had  not  to  my  knowledge  been  used  before  1839  in 
the  manufacture  of  steel;  it  was  an  article  known  to  chemists; 
the  properties  are  these ;  if  you  take  good  oxide  of  manganese, 
which  is  to  be  bought,  you  require  to  take  for  every  fifty-two 
parts  of  it  (I  mean  good  oxide  of  manganese)  eighteen  parts  of 
carbon,  and  they  produce  in  that  case  nearly  thirty-four  parts  of 
the  carburet  of  manganese;  you  would  get  sixty  per  cent  in  the 
form  of  carburet  of  manganese.     Previous  to  Mr.  Heath's  dis- 
covery, carburet  of  manganese  was  regarded  more  as  a  scientific 
curiosity ;  I  have  made  it  forty  years  ago ;  if  made  on  the  hiige 
scale,  it  would  cost  very  little  more  than  the  expense  offoA  and 
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carbon.  If  you  get  these  thirty-four  parts  out  of  fifty-two  you  in  the  Privy 
take  the  whole  essence,  the  whole  virtue  of  the  manganese  in  y^^i\q^^ 
the  form  of  carburet  for  the  purpose  of  making  steel,  so  that 
there  is  nothing  wasted.  If  Mr.  Heath  had  taken  my  advice, 
he  would  never  have  put  into  the  hands  of  the  manufacturers  of 
Sheffield  a  mixture  of  the  oxide  of  manganese  and  coal  tar.  It 
could  be  made  very  cheaply  at  Newcastle,  or  any  place  where 
they  are  in  the  habit  of  using  glass  pots. 

Cross-examined :  I  said  he  should  not  have  put  this  mixture 
of  manganese  and  coal  tar  into  the  hands  of  the  trade  till  they 
had  settled  about  their  prices  with  him.      Of  course  they  made 
the  advantage.     Mr.  Heath  was  an  excellent  chemist,  and  knew 
quite  well  that  the  mixtm'e  was  equivalent  to  carburet  of  man- 
ganese, but  they  did  not  know  it.     At  the  time  I  drew  the  spe- 
cification, I  knew  that  oxide  of  manganese  and  carbonaceous 
matter  were  an  equivalent  for  carburet  of  manganese;  the  speci- 
fication speaks  of  the  quantity  of  carburet ;  there  is  nothing  to 
indicate  the  quantity  of  the  composition  to  be  used  when  you 
substitute  the  equivalent  for  the  carburet ;  an  excess  will  do  no 
harm ;  I  found  from  analysis  that  a  small  excess  of  manganese 
was  thrown  out  and  retained  in  the  form  of  crust ;  the  use  of 
the  composition  would  not  be  much  less  expensive  than  the 
making  the  carburet  first,  because  a  very  small  quantity  of  the 
carburet  would  replace  a  large  quantity  of  the  mixture ;  I  do 
not  consider  the  expense  anything  beyond  the  fuel  and  labour ; 
the  materials  are  cheap ;  the  cost  has  been  vastly  overrated.     I 
was  frequently  with  Mr.  Heath ;  I  remember  when  he  changed 
from  the  carburet  and  took  to  using  the  composition;   he 
adopted  it,  as  I  thought  unvrisely ;  I  do  not  know  that  I  pressed 
my  advice  very  strongly,  he  was  a  man  of  such  good  judgment 
and  chemical  knowledge ;  he  had  knowledge  and  excessive  libe- 
rality ;  he  was  one  of  the  best  and  most  enlightened  men  I  ever 
knew,  and  I  think  he  has  been  disappointed  of  a  very  large  for- 
tune which  he  ought  to  have  realized ;  that  is  my  conviction. 
He  was  very  honourable  and  too  liberal ;  had  he  retained  the 
information  in  his  own  knowledge,  they  could  not  have  pirated 
it  as  they  did.     He  was  not  a  dealer  in  steel,  but  an  enlightener 
of  the  public. 

Re-examined:  The  specification  speaks  of  from  one  to  three 
per  cent,  of  the  carburet  by  weight;  the  better  plan  for  Mr. 
Heath  would  have  been  to  have  made  carburet  and  sold  it.  Mr. 
Heath  knew,  and  it  was  known  as  matter  of  science,  that  car- 
buret of  manganese  consisted  of  carbon  and  manganese ;  the 
name  indicates  it.  Tou  could  not  fail  to  make  it  if  you  exposed 
manganese  and  charcoal  in  a  crucible  to  a  strong  heat.  The 
expense  of  making  the  small  quantity  of  carburet  required  was 
&  mere  trifle. 
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In  the  Privy 

Council. 
Feb.  1,  1853. 


Farther  time 
gi?eii  for  the 
acooonts. 


Dr.  LusHiNGTON :  Do  yoa  mean  to  give  any  evidence  as  to 
the  profit  or  loss  ? 

fVeMer :  Mr.  Heath  being  dead^  the  petitioner  is  not  in  a 
position  to  do  more  than  make  SLprimd/ade  case.  Considerable 
expenditure  at  Chelsea  and  Sheffield  has  been  proved :  also  tbe 
existence  of  long-continued  litigation  and  opposition,  and  the 
refusal  of  the  trade  to  pay  any  royalty. 

Sir  F.  TT^iiger  objected  that  other  evidence  might  have  been 
called. 

Witnesses  were  examined  to  prove  payments  by  Mr.  Heath 
in  the  actions. 

Sir  F.  Thesiger  was  heard  against  the  prayer  of  the  petition. 

Dr.  LusHiNGTON :  Their  lordships  are  of  opinion,  having 
taken  all  the  circumstances  of  this  case  into  their  consideration^ 
that  they  will  give  the  petitioner  a  reasonable  time  to  produce 
further  evidence  as  to  the  accounts.  They  will  expect  that  the 
administratrix  shall  be  called,  and  explanations  given  as  far  as 
possible,  and  the  bankers'  books,  or  something  of  that  kind, 
brought  before  their  lordships,  so  that  they  may  have  some  ma- 
terials for  forming  an  opinion.  Within  what  time  do  you  think, 
Mr.  Webster,  it  is  likely  you  can  produce  that  evidence  and 
produce  the  administratrix  ?    This  day  week,  if  possible. 


Feb.  8, 1853.        Charlotte  Catherine  Heath :  I  am  widow  and  administratrix 
of  Mr.  Heath ;  I  have  all  the  books  of  my  late  husband ;  there 
are  no  books  relating  specifically  to  the  patent  business ;  there 
are  entries  of  expenses  and  moneys  paid.    Mr.  Heath  never 
contemplated  having  a  manufactory ;  he  was  a  scientific  man, 
and  contemplated  being  paid  by  licences.     He  rented  works  at 
Liverpool  and  Newcastle  for  the  purpose  of  making  experi- 
ments in  the  manu&eture  of  steel ;  there  was  great  difficulty  at 
first  in  persuading  manufacturers  to  adopt  the  invention.    After 
the  litigation  had  commenced,  several  promised  to  pay  if  others 
did.   I  do  not  think,  taking  the  whole  of  the  steel  made,  that  more 
than  from  100/.  to  200/.  was  ever  received ;  the  steel  made  was 
for  the  purpose  of  experiments,  and  worked  up  into  cutlery  and 
other  articles,  which  were  given  away  to  show  the  quality  of  the 
steel ;  one  of  the  books  relates  to  the  expenditure  at  Liverpool; 
there  is  one  receipt  of  20/.     Mr.  Heath  spei^  an  immense  deal 
of  money  on  the  invention ;  he  sold  his  pension  in  consequence 
in  the  year  1841,  and  had  to  obtain  assistance  from  his  friends 
in  addition.  .  Mr.  Heath  did  not  keep  a  ledger,  but  was  very 
minute  in  entering  all  his  expenses;   as  to  recdpts,  he  had 
none. 
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Dr.  LusHiNQTON :  I  beUeve^  Mr.  Webster,  their  lordships  ^qJ^^*^ 
are  satisfied  on  this  head,  and  need  not  trouble  you  any  Feb.8,  isss. 
further. 

Their  lordships  are  of  opinion  that  the  introduction  of  car- 
buret of  manganese,  according  to  the  terms  expressed  in  the 
specification,  has  been  an  invention  of  very  considerable  merit. 
The  words  of  the  specification  are  as  follows:  —  ^'Lastly,  I 
propose  to  make  an  improved  quality  of  cast  steel  by  intro- 
dacing  into  a  crucible  bars  of  common  blistered  steel,  broken 
as  usual  into  fragments^  or  mixtures  of  cast  and  malle- 
able iron  and  carbonaceous  matters,  along  with  from  one  to 
three  per  cent,  of  their  weight  of  carburet  of  manganese,  and 
exposing  the  crucible  to  the  proper  heat  for  melting  the  mate- 
rials, which  are,  when  fluid,  to  be  poured  into  an  ingot  mould 
in  the  usual  manner."  Then  after  having  stated  that,  the  spe- 
cification goes  on  to  say,  that  there  is  no  claim  for  the  use  of  any 
such  mixture  of  cast  and  malleable  iron,  or  malleable  iron  and 
carbonaceous  matters,  as  any  part  of  the  invention,  but  only  the 
ine  of  carburet  of  manganese  in  any  process  for  the  conversion 
of  iron  into  steel. 

Their  lordships  understand  that  the  main  objection  which  was 
preferred  against  the  renewal  of  this  patent  was,  that  in  point  of 
practice  the  carburet  of  manganese  was  not  specifically  applied 
to  the  manufacture  of  the  steel,  but  that  it  was  found  out  in 
making  use  of  this  invention  that  it  could  be  done  more  efiSca- 
dously  by  carbonaceous  matter,  together  with  manganese,  being 
used  in  the  process  of  making  the  steel,  instead  of  the  carburet  ^ 

of  manganese  itself.    Their  lordships  are  of  opinion,  that  not- 
withstanding such  an  alteration  has  taken  place  in  the  practice, 
it  does  not  materially  detract  from  the  merit  of  the  original 
invention ;  and  therefore  their  lordships,  being  perfectly  satis- 
fied that  no  benefit  has  arisen  to  the  parties  from  this  invention, 
are  disposed  to  advise  her  Majesty  to  continue  the  patent  for  the 
period  of  seven  years.    They  are  disposed  to  give  that  length  of  Extended  term 
time  in  preference  to  a  somewhat  shorter  period,  on  account  of  ^ J^j^^jf^j^^ 
the  Utigation  which  is  said  to  be  subsisting  in  the  courts  of  law,  tion. 
inasmuch  as  in  all  probability  some  time  must  necessarily  elapse 
before  that  litigation  will  be  at  an  end,  and  the  parties  have  an 
adequate  opportunity  of  availing  themselves  of  Uie  extension  of 
the  patent. 

Of  course  I  need  not  say  their  lordships,  in  advising  her 
Majesty  to  renew  this  patent,  do  not  in  the  slightest  degree 
pronounce  any  opinion  as  to  the  validity  of  the  patent  itself. 
The  trial  of  that  question  is  competent  to  other  tribunals,  and 
it  is  a  question  with  which  their  lordships  never  in  the  remotest 
d^ee  interfere.  Of  course  if  it  should  so  happen  that  the 
Courts  of  Law  should  pronounce  against  the  validity  of  this 
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patent,  the  renewal  of  which  their  lordships  now  advise  her  Ma- 
jesty to  make,  wiU  ftdl  to  the  ground. 

Prolongation  for  seven  years  (A). 


Trial  at  law^ 
Aag.  36.  1853. 


Heath  (Administratrix)  v.  SMiTn. 

Liverpool  Summer  Assizes. 

August  26th,  1853. 

Cor.  Erlb^  J. 

This  was  an  action  brought  by  Charlotte  Catberine  Hesih, 
administratrix  of  J.  M.  Heathy  upon  his  patent,  dated  April  5, 
1839,  for  improvements  in  the  manufacture  of  iron  and  steeL 

The  declaration  was  in  the  usual  form^  and  the  defendant 
pleaded^  1.  Not  guilty;  2.  Insufficient  specification;  3.  Tbe 
said  J.  M.  Heath  not  the  true  and  first  inventor ;  4.  The  in- 
vention in  public  use  at  the  time  the  patent  was  granted. 

Sir  A.  £.  Ck}ckhumy  A.  6.  {Knowles,  Q.  C,  and  Weisier,  witb 
him),  stated  the  case  for  the  plaintiff. 

I  Charles  Atkinson,  having  repeated  his  evidence  as  given  at 
the  trial  (ante,  p.  228),  further  stated :  This  invention  has  im- 
mensely benefitted  the  public^  by  reducing  the  price ;  it  oiaUea 
us  to  make  welding  steel  from  British  iron^  whereas  it  required 
before  foreign  iron. 

Cross-examined :  I  have  been  a  manufacturer  of  steel  twraty 
years ;  I  had  only  known  of  experiments  with  oxide  of  manga- 
nese before  the  patent.  The  mode  in  the  specification  is  to  pat 
three  per  cent,  of  carburet  of  manganese  with  firagments  of 
blistered  steel.  This  is  carburet  of  manganese ;  it  is  not  an 
article  of  commerce  sold  as  such ;  I  did  not  know  of  carbnret 
of  manganese  before  the  patent;  I  have  never  known  of 
placing  carburet  of  manganese  with  blistered  steel  in  fivgments 
in  a  crucible ;  if  I  had  read  the  specification  I  am  not  prepaied 
to  say  how  I  should  have  proceeded  unless  I  had  ascertained 
what  carburet  of  manganese  was ;  I  should  have  ascertained 
what  carburet  of  manganese  was ;  Mr.  Heath  informed  mc 
what  carburet  of  manganese  was ;  I  am  not  sufficient  chemist 


in)  New  letters  patent  were  granted  to  Char- 
lotte Catherine  Heath,  dated  April  6,  1853. 
This  was  the  first  case  of  extension  under  **  I1ie 
Patent  Law  Amendment  Act,  1852,"  and  the 
order  of  their  Lordships  was  directed  to  the 
Lord  Chancellor  (16  fie  16  Vict,  c.  83,  s.  40), 


instead  of  going  through  the  same  lootiBe  ai  tbe 
original  patent,  for  no  other  parpose  but  tk 
pavment  of  fees.  The  new  letters  patent  w«n 
issued  on  such  order  at  a  cost  of  51,  nstead  of  at 
a  cost  varying  from  one  hundred  to  sereral  bos- 
dred  pounds  m  official  fees  under  tbe  old  tpim. 
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to  say  what  it  is;  it  is  a  metallic  substance ;  I  do  not  know  how  Trial  at  law, 
to  make  it ;  the  material  I  put  in  was  generally  furnished  by  ^^'  ^'  ^^  ' 
Mr.  Heath ;  the  charge  of  a  crucible  is  twenty-eight  or  forty 
pounds;  supposing  forty  pounds,  the  ingredients  put  in  will 
vary,  according  to  quality  of  steel  required,  from  two  to  four 
ounces  of  composition ;  the  composition  consists  of  oxide  of 
manganese  with  carbonaceous  matter,  generally  coal  tar;  nothing 
guides  as  to  the  quantity  but  the  experience  of  the  parties  and 
the  quality  required ;  if  I  required  it  very  soft,  I  should  put 
four  ounces ;  this  substance  [shown]  is  black  oxide  of  manga- 
nese. The  manganese  is  generally  ground  into  powder,  and  gene- 
rally mixed  by  the  operator.  I  acquired  the  information  what 
these  substances  and  their  proportions  should  be  from  Mr^ 
Heath ;  at  first  we  had  packages  of  a  hard  substance ;  he  gave 
tts  no  instructions ;  we  put  the  packages  into  the  crucible  in  the 
form  given ;  we  put  one  packet  into  each  crucible  of  steel  of 
from  thirty  to  forty  pounds.  Mr.  Heath  furnished  us  with 
the  packet  at  all  times ;  we  ascertained  the  quantity  by  expe- 
rience ;  we  put  in  one  or  two  packages  by  experiment,  ^nd  con- 
tinue the  experiments  to  the  present  day ;  we  got  the  packages 
from  Mr.  Heath,  and  put  in  the  quantity  according  to  experience. 
Mr.  Heath  told  us  the  packages  consisted  of  oxide  and  carbon. 
We  got  powder  five  or  six  years  ago ;  then  we  purchased  black 
oxide  powder;  we  used  powder  because  he  declined  to  furnish 
any  more  packages ;  we  know  the  quantity,  because  we  know 
that  oxide  of  manganese  and  carbon  produced  the  result ;  coal 
tar  we  took  for  carbon ;  we  used  say  two  ounces  of  oxide  and 
one  ounce  of  coal  tar.  Mr.  Heath  told  us  when  he  gave  the 
packets  that  they  consisted  of  oxide  and  carbon,  and  afterwards 
we  used  those  things ;  from  that  time  we  have  used  oxide  and 
carbon  in  our  manufacture ;  we  have  always  used  them  mixed, 
not  separately.  I  learnt  the  meaning  of  carburet  of  manganese 
from  Mr.  Heath  soon  after  I  knew  him.  Steel  made  of  Swedish 
iron  is  cheaper  than  it  was,  Swedish  iron  being  cheaper.  I 
should  say  the  use  of  this  patent  has  reduced  steel  at  least  fifty 
per  cent.,  in  some  instances  one  hundred  per  cent.  I  never  use 
any  carbon  but  coal  tar  for  this  manufacture. 

Be-examned:  I  know  that  this  manufacture  is  in  use  by 
almost  every  manufacturer.  I  put  in  one  packet,  and  if  I 
wanted  the  steel  more  malleable,  I  put  more.  If  the  pot  broke 
the  whole  value  of  the  steel  was  lost,  varying  from  18/.  to  30/. 

Augustus  W.  Johnson  repeated  the  evidence  given  at  the  former 
trial  (arUe^  230). 

cross-examined:  I  am  not  acquainted  with  chemistry;  I  first 
knew  what  carburet  of  manganese  was  by  his  experiments ;  it 
was  a  metallic  substance ;  I  never  knew  of  carburet  used  with 
steel  before  Mr.  Heath's  patent.  After  his  patent  carburet  was 
used  with  blistered  steel,  from  one  to  three  per  cent.     I  used 
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r^^!»  LB^  ^^  mixture  a  few  montbs  after  the  patent.  Mr.  Heath  g«?e  iu 
'  the  packets  of  oxide  of  manganese  and  coal  tar.  I  do  not  know 
the  weight  of  carburet  from  carbon  and  oxide.  If  the  spedfica- 
tion  had  been  read  to  me  I  should  have  had  no  diflScolty  in 
working  upon  it,  because  a  chemist  would  inform  me  what  vu 
carburet  of  manganese. 

Re-examined:  Carburet  of  manganese  was  not  an  article  of 
commerce ;  I  never  beard  of  it  till  the  patent ;  mnce  that  it  has 
been  very  extensively  used.  Up  to  the  date  of  the  patent  I  never 
heard  of  the  use  of  manganese  in  the  manufacture  of  sted. 

Thomas  Bevine  (evidence  as  before^  anie,  1^1):  I  have 
been  employed  in  making  steel  near  twenty  years;  I  never 
heard  of  the  use  of  carburet  of  manganese  nor  of  oxide  of  man- 
ganese in  the  manufacture  of  steel. 

Cra$9-e»ammed :  I  put  five  pounds 'of  oxide  of  manganese  to 
two  pounds  of  coal  tar:  those  seven  pounds  would  mdce  from  one 
to  two  pounds  of  carburet ;  I  nevor  knew  what  price  the  carburet 
was ;  it  was  expensive^  because  I  did  not  know  the  process ;  I 
think  I  could  make  it  for  Is.  per  pound ;  I  could  have  made  it 
then  as  cheap.  For  a  few  months  nSter  the  patent  we  used  the 
carburet.  A  few  months  after  the  patent  Mr.  Heath  disooTered 
that  he  could  make  the  carburet  with  the  steel  by  putting  in 
carbon  and  black  oxide. 

Edmund  Hunti  operative]^chemist :  I  went  to  defendant's;  I 
went  to  see  the  process  of  casting  steel ;  I  went  through  to  tbe 
weighing-room,  and  I  saw  trays  full  of  scraps  of  iron  and  steel, 
and  in  each  tray  a  small  portion  of  charcoal  and  black  oxide. 
I  saw  the  tray  emptied  into  the  crucible ;  the  heads  of  cradbles 
were  put  on  and  furnaces  heated ;  I  took  away  specimens ;  I 
saw  Mr.  Smith,  and  had  some  conversation  wi^  him ;  I  took 
out  some  manganese;  I  took  up  also  some  scraps  of  iron;  some 
one  said,  this  gentleman  wonders  what  we  use  this  rubbish  for. 
Smith  observed,  what  is  Mrs.  Heath  doing  ?  I  spoke  upon  Ae 
use  of  it ;  Smith  said  it  was  a  very  useful  article.  He  spoke  of 
the  trial  of  Heath  t^.  Unwin,  and  said  that  if  Mrs.  Heath  ano- 
ceeded  there  would  be  an  enormous  sum  to  be  paid  by  the 
Sheffield  manufacturers. 

Oroes-examined:  I  went  by  appointment  with  the  melter;  I  had 
gone  to  see  the  process,  and  he  told  me  to  come  next  day ;  I 
did  not  tell  him  I  came  for  the  purpose  of  giving  evidence. 

Charles  Mathews:  I  am  a  manufacturing  cutler  in  Fleet 
Street;  I  have  been  in  extensive  business,  and  supply  the 
London  market;  before  1839  I  had  never  heard  of  a  weMhig 
cast  steel.  I  bad  made  inquiries  for  cast  steel,  but  we  sent  it  back 
on  account  of  inferiority.  In  1840  we  had  a  better  article  from 
Mr.  Heath;  and  afterwards  Mr.  Unwin,  in  1842,  called  on  fflc 
for  orders ;  the  steel  of  Mr.  Unwin  bore  heat,  and  hardened  and 
tempered  as  Mr.  Heath's;  it  was  called  a  welding  cast  steel,  and 
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had  all  the  same  qualities.  If  yon  wanted  to  weld  it  to  a  tang  Triaiathm, 
in  a  knife  it  was  useful ;  it  would  weld  with  iion ;  before  we  "*'  '  ^ 
coald  not  get  steel  to  weld ;  it  was  malleable^  more  so  than  shear 
steely  and  produced  sounder  work^  and  free  from  the  loss  in 
working ;  it  had  great  toughness,  and  welded  with  iron;  the  cost 
was  rather  less;  the  manufacturers  put  the  profit  in  their 
pockets.  I  have  learnt  since,  it  could  be  produced  much 
cheaper.  I  bought  some  last  week  at  £35 ;  Unwin  charged  me 
£56^  and  I  hare  bad  to  pay  £70  for  a  ton  of  welding  cast  steeL 
It  has  been  a  great  improvement,  and  a  great  extension  of  the 
trade,  nearly  to  twenty  times. 

Henry  Cox :  I  am  superintendent  of  a  table  knife  manufac- 
tory, and  have  been  twenty-five  years  with  manufiicturers  of 
table  knives.  Blades  were  made  of  shear  steel  and  cast  steel, 
but  the  blade  ot  cast  steel  would  not  weld  with  a  tang ;  it  was 
made  solid,  before  it  was  reduced ;  I  had  never  heard  of  welding 
cast  steel ;  it  was  a  great  improvement :  if  it  had  been  known  in 
the  trade,  the  thing  must  have  been  heard  of  at  Messrs.  Simp- 
8on*s,  and  it  was  not  known  till  Unwin  called  in  1839.  It  is 
now  almost  universally  used  for  table  blades  in  l^effield;  it 
was  welding  cast  steel.  We  got  the  article  at  first  from 
Unwin. 

Robert  JVarrinfftonf  operative  chemist  at  Apothecarieai' 
Hall:  In  1850,  I  proceeded  to  Sheffield  with  Mr.  Cooper 
(see  evidence,  ante  SS2).  In  these  experiments,  black  oxide 
alone  would  flux  the  pot;  by  mixing  oxide  of  manganese  with 
carbon  at  the  temperature  of  fusing  steel,  according  to  my  experi-  ^ 
nents,  carburet  of  manganese  must  be  formed  before  the  steel 
unites  with  anything.  These  experiments  were  to  try  whether 
carburet  was  produced  or  not:  carburet  of  mangenese  could  be 
made  at  6d.  per  lb. 

Croi9^e:rammed:  Carburet  of  manganese  had  never  been 
brought  into  use ;  it  had  been  used  by  chemists  in  experiments; 
from  diemical  nomenclature,  the  composition  of  the  article 
would  be  very  well  known.  I  should  think  there  was  no  such 
a  thing  as  carburet  of  manganese  in  the  market  now ;  I  should 
follow  the  specification  literally:  I  should  have  to  make 
the  carburet,  and  then  put  S  per  cent,  to  the  sted.  In  1839,  I 
oottU  not  have  told  what  the  price  would  be  till  I  had  made 
experiments  of  the  price:  if  I  thought  a  great  deal  would  be 
wanted,  I  eould  make  it  at  6d«  per  lb. ;  if  I  had  an  order  for 
100  lbs.,  I  could  make  it  for  Is.  per  lb.,  if  I  was  a  manu&o- 
tarer,  with  a  proper  plant,  perhaps  cheaper.  Coal  tar  and 
oxide  of  man^nese  heated  to  a  red  heat  in  a  furnace  and  common 
crcicible.  It  was  from  these  experiments  that  I  concluded  the 
carburet  is  formed  before  the  steel  is  acted  on ;  it  was  on  a 
former  trial  that  no  experiments  had  been  made  on  this  subject ; 
I  was  sent  down  by  Mr.  Heath's  solicitor.     Before  these  expe- 
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A^^  ^ms  ^^^^^  ^  ^^  ascertained  from  a  packet  left  by  Mr.  Lewin  (o)  tint 
'a  button  of  carburet  of  manganese  would  be  formed ;  the  qaestion 
waS;  whether  that  was  at  the  temperature  of  fusing  steeL  From 
those  experiments,  with  pot  side  by  side,  I  ascertained  that  car- 
buret is  formed  before  the  steel  is  acted  on.  If  the  specificatioii 
was  put  into  my  hands,  I  might  as  a  first  experiment  haye  made 
the  carburet  first,  as  a  first  trial  of  the  patent;  I  should  after- 
wards have  tried  the  two  materials  which  form  the  carburet,  to  try 
whether  one  process  would  not  do  as  well  as  two,  and  now  from 
those  experiments  I  should  use  the  elements  instead  of  the  car- 
buret. From  a  4  oz«  packet  of  the  mixture  of  two  manganese  to 
one  of  carbon  you  would  get  one  oz«  of  carburet.  I  tried  it  with 
Mr.Le?rin's  packet,  June  10,  1843,  and  tried  another  packet  at 
Shefiield. 

Re-examined:  Carburet  of  manganese  has  been  known  since 
our  nomenclature  was  established;  any  chemist  would  know 
what  carburet  of  manganese  meant ;  any  chemist  could  have 
supplied  it.  With  that  specification,  I  should  have  tried  the 
carburet  first;  afterwards,  I  should  have  tried  the  elements; 
any  chemist  I  think  would  have  tried  it,  as  he  produced 
carburet  by  heat,  and  as  heat  was  wanted  for  steeL  It  would 
occur  to  try  whether  one  heat  would  not  do  to  form  the  car- 
buret, and  then  fuse  the  steel.  Tou  may  have  an  excess  of 
carburet  in  steel,  or  less ;  there  is  no  limit,  that  I  know  of,  to 
the  proportions  in  which  they  will  combine. 

John  Thomas  Cooper  (repeated  his  former  evidence,  anieS^): 
I  have  great  experience  in  metallurgy;  as  far  as  I  know,  man- 
ganese with  steel  was  new  before  1839.  I  have  no  doubt  in 
those  experiments,  that  carburet  of  manganese  was  formed  in  the 
crucible,  and  that  carburet  of  manganese  alloyed  with  the  steet 
in  the  process  of  manufacture.  I  have  made  carburet  of  man- 
ganese; if  made  on  a  large  scale,  it  could  be  made  cheap;  the 
manganese,  the  coal  tar,  and  crucibles,  are  very  cheap ;  fire  and 
labour  would  be  the  main  cost ;  the  difference  of  using  carburet 
instead  of  the  elements  is  the  cost  of  the  additional  heating.  I 
'  know  it  as  a  fact,  that  this  is  a  great  improvement  in  the 
manufacture  of  steel. 

William  Thomas  Braside,  Professor  of  Chemistry  at  the  Koyal 
Institution :  I  have  heard  the  account  of  the  experiments  at 
Sheffield ;  I  conclude  that  carburet  is  formed  first,  and  then  it 
combines  with  steel.  I  think  carburet  may  be  formed  at  a 
somewhat  lower  temperature  than  fusing  steel,  so  that  carburet 
would  be  first  formed,  and  then  enter  into  combination  with 
steel.  This  is  the  result  of  experiment;  I  have  melted  steel, 
and  made  carburet  of  manganese ;  it  was  not  done  for  the  pur- 

(o)  These  packets  were  the  same  as,  or  some  mented  on  to  ascertain  the  drcnmstaooes  oMieT 
of,  those  supplied  by  Mr.  Heath  to  Mr.  Unwin  in  which  carburet  of  manganese  would  be  formed. 
1840-2,  ana  had  been  from  time  to  time  ezperi-      AnUg  232,  234. 
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pose  of  this  cause;  it  was  about  1840  or  1841;  carburet  olTnaiatlaw, 
manganese  may  be  formed  at  a  bright  red  or  dull  white  heat:  it     ^'    ' 
acts  on  steel  at  the  fusing  point— that  is,  at  white  heat,     I 
think  the  carburet  must  be  formed  before  it  combines, 

Re^esandned :  Carburet  of  manganese  was  known  as  a  sub- 
stance ;  no  chemist  would  have  had  any  difficulty  in  knowing 
iNrhat  was  meant* 

Dr.  Edward  F)rankland,  Professor  of  Chemistry  at  Owen's 
College,  Manchester:  I  have  heard  the  experiments  of  Mr. 
Warrington;  I  have  not  the  slightest  doubt  carburet  was 
formed  before  it  combined  with  the  steel ;  it  would  be  formed 
at  a  somewhat  lower  heat  than  fusing  steel.  I  have  made  car- 
buret of  manganese;  I  should  say  for  6d«  a  lb.;  I  have  made  ^ 
or  }  lb.  at  a  time  simply  for  chemical  experiments. 

Sir  F.  KeUy,  for  the  defendant  (T.  Jones  and  Deightan  with  him  ), 
objected,  I.  No  evidence  of  infringement;  2.  Specification 
insufficient.  The  learned  judge  decided  that  there  was  evi- 
dence for  the  jury  of  the  infringement,  and  of  the  sufficiency  of 
the  specification. 

Sir  F.  Kelfyf  having  addressed  the  jury  for  the  defendant, 
contended  that  die  specification  disclosed  nothing  useful  to  the 
public,  that  numerous  experiments  must  be  made  on  the  sub- 
ject, and  that  there  was  no  sufficient  evidence  of  the  use  of 
carburet  in  the  manufacture  of  steel,  whereas  evidence  would  be 
adduced  to  show  the  prior  public  use  of  the  elements. 

Joseph  Webster:  I  am  a  magistrate  for  Warwick  and  Derby,  EvUkneefor 
and  proprietor  of  steel  works  near  Killmarsh.  I  entered  on**^*"*^* 
them  in  1824 ;  we  manufactured  cast  steel  at  first  from  best 
Swedish  iron:  I  procured  it  from  Sykes  and  Sons,  Hull.  I 
recollect  in  1827  \BTgt  orders  for  cast  steel  from  Swedish  iron; 
the  Swedish  iron  was  exclusively  imported  by  Sykes;  I  was 
under  apprehension  I  could  not  receive  sufficient  iron  necessary 
for  the  orders  from  Sykes.  Bird  was  my  manager ;  he  made  me 
a  communication ;  this  is  the  letter ;  he  spoke  of  experiments ; 
I  afterwards  saw  the  making  of  cast  steel  by  Bird ;  he  died  sud- 
denly in  1834 ;  Richardson  was  his  successor.  In  the  interval^ 
I  was  obliged  to  superintend  the  works  myself.  With  my  own 
hands  I  weighed  materials,  and  put  them  into  the  melting  pot;  I 
did  that  from  Bird's  death  to  Richardson's  coming;  between 
April  and  July ;  about  one  month.  I  used  the  inferior  Swedish 
marks,  cut  into  pieces,  and  black  oxide  of  manganese  and 
carbon,  put  into  the  melting  pot  together.  The  black  oxide  and 
carbon  were  put  into  a  tin  tube  into  the  pot,  the  iron  being  put 
in  at  the  same  time.  The  manganese  was  powdered,  and  char- 
coal in  small  pieces,  and  put  into  this  tin  box.  I  found  an 
improved  quality  of  steel  from  inferior  iron;  the  improvement 
was  a  greater  degree  of  tenacity,  and  its  being  perfectly  malleable. 
Bird  gave  it  the  name  of  malleable  or  welding  steel;  the  greater 
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1^26  ^Sa.  F^Pp**®^  '  ^""^  *°'  myself,  the  rest  I  sold  as  maUeabk  and 
welding  steeL  I  bought  regularly  the  quantity  of  mangiiieM 
requited  from  time  to  time.  Bird  had  it  at  first  from  Claug^ 
ton%  afterwards  I  had  it  from  my  druggist  at  Birming^am»  on 
the  reoommendation  of  Mr.  Priestley :  he  recommended  Suony 
manganese^  and  I  procured  a  large  cask ;  I  did  not  think  it 
superior:  it  was  in  large  lumps;  we  obtained  it  from  my  own 
druggist  in  Birmingham.  I  made  this  stedl  myself  duiing  tbe 
interval;  I  never  go  to  the  works  without  superintending  dus 
operation.  The  making  steel  by  black  oxide  of  manganese  and 
caibon  has  been  in  use  from  ldS7  to  the  present  time.  I  was 
entirely  ignorant  of  the  patent  of  Heath  till  1850^  when  I  was 
subpoenaed  to  London.  I  am  a  steel  manufsctuier ;  nothing 
on  reading  the  specification  would  suggest  the  making  of  sted 
by  carbon  and  black  oxide  of  manganese. 

Orosi^examined :  I  was  in  the  Court  of  Common  Fleas  st  the 
trial;  afterwards,  in  the  Privy  Council.  My  knowledge  was 
communicated  by  accident  in  a  railway  carriage.  I  bad 
numerous  orders  in  1827;  Burd  was  not  making  experiments 
merely  because  <]£  the  large  orders :  Bird  was  in  course  of  ex- 
periment before  I  had  orders;  be  told  me  he  hoped  he  shonld 
make  my  fears  unnecessary.  We  used  the  steel  for  oar  own 
worics:  we  are  wire  workers ;  our  quantity  has  increased  fromSO 
to  70  tons  per  annum ;  a  very  small  quantity  has  been  soUL  I 
sold,  perhaps,  three  or  four  tons  a  year  from  18S7  to  1834 1 
after  Bird's  death,  I  gave  up  making  more  than  we  used.  I 
should  say  three  or  four  tons  per  annum ;  our  operations  are 
from  80  to  90  tons  per  annum ;  the  same  land  of  steel  was  sold 
to  persons  in  and  near  Birmingham ;  the  quantities  were  ibt 
result  of  long  and  careful  experiment.  I  have  hitherto  kept  it 
a  secret,  and  continue  to  do  so. 

J.  WebiUTy  jun. :  I  have  been  in  business  for  fifteen  yeais 
with  my  father ;  I  took  an  active  part  in  1834,  before  Bird's 
death ;  aft^r  my  connection,  the  iron  used  for  cast  steel  was 
Swedish ;  we  used  to  a  small  extent  Russian  iron.  In  1834, 1 
saw  constantly  the  process  of  making  cast  steel ;  in  several  pro- 
cesses in  18S4  I  cannot  speak  of  process  for  wdding  east  steel; 
I  knew  it  was  made,  but  I  don't  recollect  I  took  a  part;  I  saw 
materials  put  in— carbon,  oxide  of  manganese,  and  steely  in 
small  jneces.  I  saw  it  before  1834,  and  it  has  been  oontinned 
from  1834  to  this  time.  At  first  we  had  it  frx>m  Claughton,  and 
afterwards  from  a  house  in  Birmingham.  Our  crucibles  are  of 
fine  day  from  Stourbridge,  and  partly  from  the  neighbooihood, 
and  mixed  with  coke  dust.  I  should  not  understand  from  the 
specification  how  to  work  by  it  without  some  explanation ;  I  do 
not  know  that  I  should  have  thought  of  oxide  and  charooaL 

Oron-exammed :  I  have  given  no  instructions  to  keep  it  a 
secret ;  it  is  a  secret  which  every  one  knows. 
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M.  Clauffhton,  a  chemist  at  Cbesterfield:    I  supplied  *®^^^j/*^ 
manager  of  Messrs*  Webster  with  manganese;  February,  1832, 
1^  cwt. ;  this  book  is  in  my  writing;  Bird  was  manager;  before 
that  we  sent  less.     It  is  called  manganese ;  black  oxide  is  man- 
ganese ;  carburet  is  not  known. 

Thomas  Richardson :  I  have  been  in  the  employ  of  Messrs* 
Webster  as  manager;  I  have  made  cast  steel  after  conversion  of 
iron  into  steel.  The  steel  is  broken  down.  I  take  charcoal 
and  black  oxide  of  manganese  to  give  it  the  temper  I  want ;  by 
temper  I  mean  hardness.  I  vary  it  according  to  my  judgment 
and  their  directions;  more  carbon  for  hardness^  less  for  soft. 
Cast  steel  becomes  a  welding  malleable  substance;  we  have 
made  it  from  1834,  and  make  it  now. 

David  Francis  Davis :  I  am  manager  of  Messrs.  Hunt.  I 
went  first  in  January,  1826,  into  the  office  to  succeed  Samuel 
Bicklin  ;  he  was  getting  an  old  man ;  he  is  dead ;  I  never  saw 
him  make  cast  steel ;  I  made  it ;  I  have  made  it  with  blistered 
steel  and  iron  not  converted ;  with  iron  I  should  put  a  large 
quantity  of  carbon  ;  in  both  cases  I  used  carbon  if  needed,  and 
have  used  oxide  of  manganese  if  I  wanted  it  milder  than  usual ; 
the  black  oxide  and  carbon  reduced  the  temper;  I  have  made  it 
so  soft  that  a  blacksmith  could  not  break  it;  we  called  it  welding 
cast  steel.  Bicklin  gave  me  all  information;  I  have  used  it 
ever  since.  I  never  heard  of  carburet  till  this  trial;  from 
reading  this  specification  I  should  not  use  oxide  of  manganese 
and  carbon.  I  found  two  per  cent,  of  manganese  in  all  Swedish 
iron ;  it  suggested  that  by  introducing  manganese  English  iron 
would  be  raised  to  Swedish  quality. 

cross-examined:  I  know  carburet  of  manganese;  I  made 
experiments  for  three  or  four  years,  and  our  house  had  such  a 
character  that  it  was  not  worth  while  to  risk  it;  I  made  three  or 
four  cwt.  a  week  of  steel ;  I  kept  it  a  secret ;  I  deceived  the 
workmen  who  were  with  me  to  do  it. 

Isaac  Hadley:  I  was  foreman  of  Messrs.  Hunt,  and  have 
known  steel-making  all  my  life;  cast  steel  has  been  made;  blis- 
tered steel  melted  and  forged ;  at  times  we  have  used  manganese 
and  charcoal ;  we  have  done  it  for  twelve  or  fourteen  years  at 
times ;  the  first  commencement  of  our  using  it  was  twenty-six 
years  ago ;  we  made  first  what  was  wanted  ;  if  a  certain  quan- 
tity of  steel  was  ordered  we  made  it;  some  we  used,  some  we 
sold.     We  made  three  or  four  cwt.  a  week. 

Cross-examined:  We  used  manganese  and  charcoal  twenty-six 
years  ago.  Davis  was  manager ;  I  did  not  find  it  out  till  I  was 
told ;  Davis  kept  it  a  secret,  and  told  me  to  keep  it  a  secret  in 
the  steel  department.  I  succeeded  Davis,  and  succeeded  to  the 
secret ;  it  was  given  up ;  we  have  other  things  to  attend  to,  and 
we  find  Swedish  iron  do  better;  we  make  better  by  Swedi 
iron ;  we  have  used  it  at  times ;  we  have  not  given  it  up  alto- 
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Trial  at  law,    eether ;  it  has  answered  very  well  in  some  instances ;  it  broke 
ug.     ,  TOO.  ^jjg  p^^g^  ^^  times;  very  often  it  broke  the  pots. 

Wm.  Ibbotson  Home :  I  am  a  merchant  and  steel  mainitus* 
turer  at  Sheffield;  I  have  been  a  manufEtcturer  many  yean;  I 
have  made  cast  steel  sixteen  or  eighteen  years ;  I  have  put  in 
blistered  steel  broken  into  small  parts^  sometimes  charcoal,  some- 
times charcoal  and  black  oxide^  and  sometimes  neither.  I  have 
made  cast  steel  with  carbon  and  black  oxide  of  manganese  since 
1834.  The  steel  becomes  more  malleable  by  the  introduction 
of  manganese ;  I  have  applied  this  kind  of  manufacture  to  iron 
of  an  inferior  quality ;  I  do  not  think  it  is  so  good  as  cast  steel 
from  the  best  foreign  iron^  but  it  improves  the  quality  of  infe- 
rior iron  ;  it  makes  it  more  malleable.  I  have  read  the  specifi- 
cation; it  would  not  suggest  making  steel  by  charcoal  and  oxide 
of  manganese.  I  have  tried  experiments ;  the  cost  of  making 
carburet  of  manganese  would  be  700/.  or  800/.  per  ton. 

Oro88-ezamined :  I  was  not  a  subscriber  to  the  defence  fund 
till  I  was  served  with  a  writ ;  I  was  not  present  at  the  meeting; 
I  had  a  circular ;  I  have  subscribed  for  200/. ;  I  have  received  a 
call ;  I  have  heard  1000/.  has  been  subscribed  to  defend  any 
action  brought  on  this  patent.  I  read  the  specification  ten  years 
ago.  I  was  witness  in  1850.  I  did  not  know  the  meaning  of 
carburet  till  1845 ;  in  1850  I  knew  the  meaning  of  carburet;  it 
is  a  union  of  carbon  and  manganese ;  the  specification  would 
not  now  suggest  to  me  the  use  of  those  substances.  I  have 
used  charcoal  and  manganese  since  1834 ;  manganese  was  re- 
commended as  a  flux  to  improve  the  quality  of  steel — to  make 
it  malleable.  In  1834  I  made  several  tons  of  cast  steely  and 
used  it,  and  sent  it  into  the  country.  I  have  made  it  to  the  pre- 
sent time.  This  last  year  I  have  made  thirty  or  forty  tons  vitb 
these  ingredients.  There  was  no  period  when  we  discontinued 
the  use;  we  have  used  it  more  or  less  every  year;  we  have  used 
a  great  deal  more  since  1844-5-6.  This  kind  of  steel  has  been 
used  in  greater  quantity  within  seven  or  eight  years;  doubk 
what  it  was.  If  you  use  too  large  a  quantity  of  manganese  it 
breaks  the  pots ;  we  made  experiments  in  1834  ;  we  break  the 
pots  every  day,  as  well  when  we  put  charcoal  as  without;  ve 
have  tried  it  with  Swedish  iron,  not  with  British. 

Re-exaTnined :  The  specification  would  not  lead  me  to  con- 
clude that  carburet  would  be  formed  before  it  acted  on  tbe 
steel.  Writs  have  been  served ;  I  have  done  nothing  but  what 
I  did  before. 

SsLmuelJachon ;  I  am  a  steel  manufacturer,  and  have  been  so 
since  1825 ;  I  have  used  manganese  and  carbon.  In  1825  I 
bought  a  chemical  catechism  published  at  New  York  in  1816, 
and  knew  it  in  1820 ;  the  suggestion  was  from  this.  In  1825 1 
had  it ;  the  French  chemists  were  trying  numerous  experiments. 
In  Lardner's  "  Manufactures  in  Metal,"  date  1831,  p.  265,  itia 
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stated  that  the  saperior  quality  of  the  natural  steel  of  Germany  Evidence  for 
is  due  to  manganese  and  carbon ;  viz.  iron  ninety-seven,'  man*  Z**'*^' 
ganese  two,  carbon  one.  I  made  a  variety  of  experiments,  and 
made  good  steel  about  1830.  We  have  obtained  manganese 
from  the  Low  Moor  Company ;  they  sent  me  some  and  I  used 
it  with  more  success  afterwards.  English  iron  has  none:  it 
acts  as  a  flux,  making  the  steel  more  pure,  by  freeing  it  from 
earthy  matter ;  we  used  the  greater  part  of  it  ourselves,  but 
we  should  of  course  sell  a  part;  we  use  half  per  cent,  of  man- 
ganese ;  I  never  made  carburet  of  manganese  ;  I  think  the  car* 
buret  of  manganese  would  not  fuse  till  after  steel  was  melted. 
I  have  seen  the  experiments  performed,  and  the  result  is  dif- 
ferent. The  chief  cost  would  be  fire  and  labour,  and  would  be 
expensive.  I  have  read  the  specification ;  I  should  have  pur- 
chased carburet.    ^-• 

Cross-examined:  I  began  these  experiments  in  1825;  in 
1845  I  made  an  affidavit;  I  received  this  bag  of  manganese  in 
1830,  and  we  had  part  of  it  in  1834.  I  subscribed  100/.  to  the 
defence  fund. 

Samuel  Mitchdl:  I  was  a  steel  Tnanufacturer  from  1825  to 
1835.  I  occasionally  employed,  in  addition  to  the  steel,  man- 
ganese and  charcoal ;  not  invariably ;  we  got  a  welding  cast  steel 
from  it;  if  the  steel  was  of  a  superior  mild  quality,  we  did  not 
put  in  manganese  and  carbon ;  if  Swedish  iron  and  it  contained 
manganese,  we  should  add  none ;  if  British  iron^,  which  had 
none,  we  added  manganese,  and  I  continued  this  till  I  left  busi- 
ness in  1835.  I  was  present  at  experiments  in  making  carburet 
in  1845.  Carburet  would  not  be  formed  before  the  steel  was 
fused ;  it  would  be  formed  about  an  hour  after  steel  was  fused  ; 
steel  should  be  poured  soon  after  it  is  fused,  or  it  is  of  no  use ; 
according  to  these  experiments  carburet  would  cost  much ;  on 
reading  the  specification  I  should  say,  what  is  carburet  ?  it  would 
not  have  led  me  to  put  in  the  elements. 

Cross-examined :  If  a  chemist  had  told  me  how  it  was  to  be 
made  I  should  have  known.  I  made  eight  or  ten  tons  a  year 
firom  1824  to  1834;  we  only  used  it  for  welding  cast  steel;  we 
had  no  great  demand  for  it;  I  discontinued  it  during  my  absence 
abroad  ;  I  found  I  could  not  get  my  workmen  to  adhere  to  in- 
structions, and  they  broke  the  pots ;  but  when  I  was  at  home 
there  was  no  difficiQty.  I  put  in  two  ounces  of  manganese  and 
a  handful  of  charcoal ;  I  never  measured  it. 

Sir  A.  E.  Cockburuy  A.  G.,  in  reply  :  The  knowledge  which 
the  public  had  of  this  invention,  or  of  the  use  of  oxide  of  manga- 
nese and  carbon,  is  clearly  due  to  Mr.  Heath;  the  course  of 
experiments  by  which  he  arrived  at  the  invention,  and  the  use 
of  the  elements,  have  been  shown,  and  no  one  can  deny  the 
great  merit  due  to  him ;  he  discovers,  first,  the  use  of  the  car» 
buret  of  manganese  in  the  manufacture  of  steel ;  secondly,  that 
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Trial  aiiaw,  the  carbuTet  is  formed  by  ihe  use  of  its  known  elements  in  the 
**'  ^  *  manufacture  of  steel.  If  the  knowledge  by  which  this  is 
effected  was  the  property  of  the  public,  the  patent  would  be  in- 
yalid ;  but  if  the  practice  by  which  it  is  sought  to  impeach  tbe 
patent  be  secret,  and  if  the  articles  in  the  hands  of  the  public 
conveyed  no  knowledge  of  the  secret  or  of  the  manner  of  maini- 
iacture,  the  patent  is  valid. 

Eblb^  J. :  I  should  be  glad  of  some  authority  for  that;  tbe 
evidence  of  the  Websters  and  the  others,  if  believed,  prevents 
Mr.  Heath's  being  a  new  invention.  A  great  number  of  per- 
sons have  been  treading  all  in  the  same  track,  guided  by  tbe 
knowledge  of  the  superiority  of  the  foreign  iron  being  due  to 
the  presence  of  manganese.  They  have  made  and  sold  many 
tons  of  the  patented  article. 

Sir  A.  E.  Cockbum,  A.  G. :  Their  practice,  or  the  artide  sold 
by  them,  did  not  in  any  way  disclose  the  invention  to  the  public; 
they  must  be  considered  to  have  used  the  invention  soldy 
within  the  precincts  of  their  own  establishment;  the  know- 
ledge must  be  considered  as  confined  exclusively  to  them ;  one 
of  them  desired  to,  and  actually  did,  keep  it  secret  from  his  own 
workmen,  communicating  the  secret  only  to  his  successor  in 
business. 

Erle,  J. :  The  proportions  are  not  material.  I  shall  tell  the 
jury,  that  if  they  believe  the  evidence  of  the  Websters  and  of 
Mitchell  there  is  not  a  valid  patent.  The  patent  is  for  tbe 
use  of  carburet  of  manganese  in  the  manufacture  of  cast  sted. 
There  is  a  well-understood  chemical  nomenclature,  and  all  tbe 
plaintiff's  witnesses  conversant  with  chemistry  tell  you  that  tbe 
term  carburet  of  manganese  denotes  a  well-understood  union  of 
carbon  and  manganese.  It  seems  to  me,  therefore,  that  tbe 
specification  is  sufficient,  and  that  the  use  of  carbon  and  man- 
ganese by  the  defendant  is  an  infringement  of  the  patent  If 
that  be  so,  it  would  seem  to  follow  that  the  invention  is  not 
new,  because  of  the  prior  use  of  carbon  and  manganese  for  tbe 
same  purpose. 

I  think  that  the  verdict  ought  to  be  for  the  defendant  on  the 
fourth  issue,  and  for  the  plaintiff  on  all  the  other  issues. 

Verdict  for  the  defendant  on  the  fourth  issne. 


M.  T.,  1846.  In  the  Queen's  Bench. 

Cor.  Lord  Campbell,  C.  J. ;  fViffhtman,  J. ;  Erky  J. 

Sir  A.  E.  Cockbum,  A.  G.,  obtained  a  rule  niH  for  a  new  trial 
on  the  ground  of  misdirection  at  the  trial  of  this  action,  against 
which  j — 
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Sir  Fitzroy  KeUy,  T.  Jones^  and  Deighton,  showed  cause. — ^Two  Aiytmeni  on 
questions  are  suggested  by  the  plaintiff  in  this  case ;  first,  that 
the  learned  judge  was  wrong  in  directing  the  jury  that  the  use 
proved  at  the  trial  was  such  a  use  as  would  invalidate  the 
patent ;  secondly,  that  some  question  ought  to  have  been  left  to 
the  jury  as  to  the  nature  of  that  use,  both  as  regards  its  pub- 
licity and  the  nature  of  the  substance  produced.  But  the  only 
real  question  in  this  case  is  whether,  if  a  process  has  been  used 
without  concealment  by  manufacturers  for  their  own  profit, 
though  not  formally  published  to  the  world,  such  a  process  can 
be  the  subject  of  letters  patent.  The  statute  (21  Jac.  1,  c.  3,  s.  61) 
gives  the  monopoly  only  *^  to  the  true  and  first  inventor  and  in- 
ventors of  such  manufactures  which  others  at  the  time  of  making 
such  letters  patent  and  grants  shall  not  use/^  Nothing  is  there 
said  as  to  the  publicity  or  generality  of  the  user. — [Lord  Camp- 
bellj  C.  J. :  If  a  party  by  his  own  experiments  completes  a  dis- 
covery and  uses  \t,  can  he,  unless  within  a  reasonable  time, 
obtain  a  valid  patent  ?] — It  seems  that  he  cannot.  Prior  use  by 
the  patentee  himself  will  vitiate  the  patent,  as  was  decided 
in  Wood  V.  Zimmer  (i),  where  the  patentee  had  himself  sold  the 
article;  were  it  otherwise,  a  monopoly  might  practically  be 
obtained  for  more  than  the  fourteen  years.  But  can  any  other 
person  who  subsequently  makes  the  discovery  have  a  patent 
under  these  circumstances? — [Lord  Campbell,  C,  J. i  And  against 
the  earlier  inventor?] — Even  supposing  the  use  was  secret,  it 
has  never  been  held  that  a  subsequent  patentee  can  restrain 
others  in  what  they  were  doing  before. — [Lord  Campbell,  C.  J. : 
There  is  no  instance  of  such  an  action  ever  having  been  brought.] 
— But  that  is  what  the  plaintiff  must  contend. 

The  infringement  here  complained  of  was  the  use  of  carbon 
and  manganese  with  the  steel  in  such  manner  as  to  produce  car- 
buret  of  manganese  in  the  process,  the  patent  being  for  the 
application  of  carburet  of  manganese  to  steel.  Assuming  that 
to  be  an  infringement  of  the  patent,  it  follows  that  any  one  using 
the  same  process  had  anticipated  the  patent ;  and  it  was  shown 
that  five  persons  had  done  so,  of  whom  at  least  three  had  done  it 
without  any  kind  of  concealment.  It  is  true  that  where  the 
previous  alleged  use  turns  out  to  have  been  merely  experimental, 
that  is  not  such  a  use  as  will  vitiate  the  patent.  But  if  the  dis- 
covery has  been  actually  used  in  trade,  the  patentee  cannot  be 
the  first  inventor.  In  Tennant's  case  (^),  the  party  previously 
using  the  method  had  kept  it  secret  from  all  but  his  two  part- 
ners and  two  servants  concerned  in  preparing  it,  and  the  patent 
was  held  to  be  invalid.    In  Carpenter  v.  Smith  (/),  where  Lord 
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In  th0  Quem'i  Abinger^  defining  public  use,  and  distingmsbing  it  from  mere 
M?T.  1864,  experiments,  says,  "  The  public  use  and  exercise  of  an  inven- 
tion means  a  use  and  exercise  in  public,  not  by  the  public."  In 
Morgan  v.  Seaward  (w),  which  may  be  cited  on  the  other  side, 
there  was,  so  far  as  regarded  this  realm,  no  more  than  a  secret 
experiment,  or  at  any  rate  a  secret  construction  of  the  article, 
though  with  a  view  to  use  abroad  ;  the  actual  use  took  place 
after  the  date  of  the  plaintiff's  patent.  There  the  Court  said, 
'^  It  must  be  admitted  that  if  the  patentee  himself  had^  before 
his  patent,  constructed  machines  for  sale  as  an  article  of  com- 
merce, for  gain  to  himself,  and  been  in  the  practice  of  selling 
them  publicly,  that  is,  to  any  one  of  the  public  who  would  buy, 
the  invention  would  not  be  new  at  the  date  of  the  patent." 
^  But  we  do  not  think  that  the  patent  is  vacated  on  the  ground 
of  the  want  of  novelty  and  the  previous  public  use  or  exerdse 
of  it,  by  a  single  instance  of  a  transaction  such  as  this/'  ^  which 
is  not  like  the  case  of  a  sale  to  any  individual  of  the  public  who 
might  wish  to  buy,  in  which  it  does  not  appear  that  the  patentee" 
(who  was  there  himself  the  party  supposed  to  have  previously 
used)  **  has  sold  the  article,  or  is  to  derive  any  profit  from  the 
construction  of  his  machine."  The  judgment  thus  explained  is 
in  favour  of  the  present  defendant.  Cornish  v.  Keene  («)  will 
also  be  referred  to  for  the  plaintiff.  There  Tindal^  C.  J.^  in 
summing  up^  put  as  a  test  of  the  novelty,  ^^  if  it  was  known  at 
all  to  the  world  publicly  and  practised  openly,  so  that  any  otha* 
person  might  have  the  means  of  acquiring  the  knowledge  of  it, 
as  well  as  this  person  who  obtained  the  patent,  then  the  letters 
patent  are  void ;  on  the  other  hand,  if  it  were  not  known  and 
used  at  the  time  in  England,  then  as  far  as  this  question  is  con- 
cerned the  letters  patent  will  stand.^'  But  what  he  meant  by 
public  practice  appears  by  the  language  used  immediately  after- 
wards. ''  A  man  may  make  experiments  in  his  own  closet  for 
the  purpose  of  improving  any  art  or  manufacture  in  public  use; 
if  he  makes  these  experiments  and  never  communicates  them 
to  the  world,  and  lays  them  by  as  forgotten  things,  another 
person  who  has  made  the  same  experiments,  or  has  gone  a  little 
further,  or  is  satisfied  with  the  experiments,  may  take  out  a 
patent,  and  protect  himself  in  the  privilege  of  the  sole  making 
of  the  article  for  fourteen  years ;  and  it  wiU  be  no  answer  to 
him  to  say  that  another  person  before  him  made  the  same  expe- 
riments, and  therefore  that  he  was  not  the  first  discoverer  of  it, 
because  there  may  be  many  discoverers  starting  at  the  same 
time,  many  rivals  that  may  be  running  on  the  same  road^  and 
the  first  which  comes  to  the  Crown  and  takes  out  a  patent,  it 
not  being  generally  known  to  the  public,  is  the  man  who  clothes 
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himself  with  the  authority  of  the  patent  and  enjoys  its  benefits."  Argument  on 
The  distinction  is  not  between  the  use  of  a  method  for  the  pur-  ^^^*^ 
poses  of  the  trade  of  the  party  using  and  public  announcement 
of  the  method,  but  between  an  experiment  not  reduced  to  prac- 
tice and  actual  practice. — [Lord  Campbell,  C.  J. :  When  I  was 
Attorney  General,  and  it  appeared  that  there  were  two  contem* 
poraneous  discoveries,  I  used  to  give  a  patent  to  the  two  jointly. 
— Sir  A.  £.  Cockburn,  A.  G.:  I  have  adopted  the  same  practice^ 
but  I  have  found  parties  ordinarily  unwilling  to  accept  patents 
on  such  terms.] — No  doubt  there  would  be  much  hardship  if  a 
patent  were  defeated  by  proof  of  an  earlier  experiment  which  had 
been  abandoned ;  but  this  is  not  the  case  here.  A  fair  criterion 
of  the  rights  of  these  parties  is  this.  Would  the  plaintiff  be 
able  to  sue  any  party  for  now  doing  what  that  same  party  had 
done  lawfully  before  the  patent?  In  Cornish  v.  Keene  (o), 
Tindal,  C.  J.,  says,  ^^  If  the  defendants  have  shown  that  they 
practised  it  and  produced  the  same  result  in  their  factory  before 
the  time  the  patent  was  obtained,  they  cannot  be  prevented  by 
the  subsequent  patent  firom  going  on  with  that  which  they  have 
done."  The  judge  in  the  present  case  had  really  nothing  to 
leave  to  the  jury ;  if  he  had  asked  them  to  say  whether  there 
had  been  a  public  use,  he  must  have  defined  to  them  a  public 
use,  and  that  would  have  brought  him  to  the  words  of  the 
statute,  which  would  in  effect  have  been  directing  them  to  find 
for  the  defendant,  the  evidence  not  being  impeached.  A  deci* 
sion  for  the  plaintiff  would  re-introduce  the  very  evil  which  the 
statute,  21  Jac.  1,  c.  3,  as  is  known  from  history  and  as  appears 
by  the  preamble*  was  intended  to  prevent,  for  it  would  confer  a 
power  of  granting  a  monopoly  against  parties  already  in  the 
enjoyment  of  the  trade.  The  patent  laws,  no  doubt,  have  in 
view  the  publication  of  discoveries,  but  this  they  require  as  the 
consideration  for  the  enjoyment  of  a  monopoly,  not  as  a  condi- 
tion for  putting  in  practice  a  discovery  of  which  others,  if  they 
can,  may  also  avail  themselves,  which  is  all  that  the  parties  pre- 
viously practising  have  here  done.  In  The  Househill  Company 
V.  Neilson  (p),  Lord  Lyndhurst,  L.  C,  said,  "  If  the  invention 
is  in  use  at  the  time  that  the  grant  is  granted,  the  man  cannot 
have  a  patent,  although  he  is  the  original  inventor.'^  The 
Court  of  Common  Pleas  relied  upon  this  language  in  Stead  v. 
Williams  {q). — [Erie,  J. :  The  plaintiff  did  not  rely  on  the  pro- 
portions, but  on  the  evidence  that  the  two  substances,  oxide  of 
manganese  and  carbonaceous  matter,  had  been  used  together  in 
the  manufacture  of  steel.  If  there  was  a  use  of  that  process  at 
the  date  of  the  patent  it  would  be  void ;  there  was  nothing  to 
prevent  actions  being  brought  against  the  five  firms.] 
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In  the  Quem'i  Abinger,  defining  public  use,  and  distingmsbing  it  from  mere 
mTt.  1864.  experiments,  says,  ^*  The  public  use  and  exercise  of  an  inven^ 
tion  means  a  use  and  exercise  in  public,  not  by  the  public.**  In 
Morgan  v.  Seaward  (w),  which  may  be  cited  on  the  other  side, 
there  was,  so  far  as  regarded  this  realm,  no  more  than  a  secret 
experiment,  or  at  any  rate  a  secret  construction  of  the  article, 
though  with  a  view  to  use  abroad ;  the  actual  use  took  place 
after  the  date  of  the  plaintiflF*s  patent.  There  the  Court  said, 
'^  It  must  be  admitted  that  if  the  patentee  himself  had,  before 
his  patent,  constructed  machines  for  sale  as  an  article  of  com- 
merce, for  gain  to  himself,  and  been  in  the  practice  of  selGng 
them  publicly,  that  is,  to  any  one  of  the  public  who  would  buy, 
the  invention  would  not  be  new  at  the  date  of  the  patent" 
^  But  we  do  not  think  that  the  patent  is  vacated  on  the  ground 
of  the  want  of  novelty  and  the  previous  public  use  or  exerdse 
of  it,  by  a  single  instance  of  a  transaction  such  as  this,''  ^*  which 
is  not  like  the  case  of  a  sale  to  any  individual  of  the  public  who 
might  wish  to  buy,  in  which  it  does  not  appear  that  the  patentee^ 
(who  was  there  himself  the  party  supposed  to  have  previously 
used)  **  has  sold  the  article,  or  is  to  derive  any  profit  from  the 
construction  of  his  machine."  The  judgment  thus  explained  is 
in  favour  of  the  present  defendant.  Cornish  t.  Keene  (»)  irill 
also  be  referred  to  for  the  plaintiff.  There  Tindal,  C.  J.,  in 
summing  up^  put  as  a  test  of  the  novelty, ''  if  it  was  known  at 
all  to  the  world  publicly  and  practised  openly,  so  that  any  other 
person  might  have  the  means  of  acquiring  the  knowledge  of  i^ 
as  well  as  this  person  who  obtained  the  patent,  then  the  letters 
patent  are  void ;  on  the  other  hand,  if  it  were  not  known  and 
used  at  the  time  in  England,  then  as  far  as  this  question  is  con* 
cemed  the  letters  patent  will  stand/'  But  what  he  meant  by 
public  practice  appears  by  the  language  used  immediately  after- 
wards. ^^  A  man  may  make  experiments  in  his  own  closet  for 
the  purpose  of  improving  any  art  or  manufacture  in  public  use; 
if  he  makes  these  experiments  and  never  communicates  them 
to  the  world,  and  lays  them  by  as  forgotten  things,  another 
person  who  has  made  the  same  experiments,  or  has  gone  a  little 
further,  or  is  satisfied  with  the  experiments,  may  take  out  a 
patent,  and  protect  himself  in  the  privilege  of  the  sole  making 
of  the  article  for  fourteen  years ;  and  it  will  be  no  answer  to 
him  to  say  that  another  person  before  him  made  the  same  exp^ 
riments,  and  therefore  that  he  was  not  the  first  discoverer  of  it, 
because  there  may  be  many  discoverers  starting  at  the  same 
time,  many  rivals  that  may  be  running  on  the  same  road,  and 
the  first  which  comes  to  the  Crown  and  takes  out  a  patent,  it 
not  being  generally  known  to  the  public,  is  the  man  who  dothcs 
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himself  with  the  authority  of  the  patent  and  enjoys  its  benefits."  Argument  on 
The  distinction  is  not  between  the  use  of  a  method  for  the  pur-  ^^^*^ 
poses  of  the  trade  of  the  party  using  and  public  announcement 
of  the  method,  but  between  an  experiment  not  reduced  to  prac- 
tice and  actual  practice. — [Lord  Campbelly  C.  J. :  When  I  was 
Attorney  General^  and  it  appeared  that  there  were  two  contem- 
poraneous  discoveries,  I  used  to  give  a  patent  to  the  two  jointly. 
— Sir  A.  E.  Cockburfiy  A.  G.:  I  have  adopted  the  same  practice^ 
but  I  have  found  parties  ordinarily  unwilling  to  accept  patents 
on  such  terms.] — No  doubt  there  would  be  much  hardship  if  a 
patent  were  defeated  by  proof  of  an  earlier  experiment  which  had 
been  abandoned ;  but  this  is  not  the  case  here.  A  fair  criterion 
of  the  rights  of  these  parties  is  this.  Would  the  plaintiff  be 
able  to  spe  any  party  for  now  doing  what  that  same  party  had 
done  lawfully  before  the  patent?  In  Cornish  v.  Keene  {o), 
Tindal,  C.  J.,  says,  ^^  If  the  defendants  have  shown  that  they 
practised  it  and  produced  the  same  result  in  their  factory  before 
the  time  the  patent  was  obtained,  they  cannot  be  prevented  by 
the  subsequent  patent  from  going  on  with  that  which  they  have 
done/'  The  judge  in  the  present  case  had  really  nothing  to 
leave  to  the  jury ;  if  he  had  asked  them  to  say  whether  there 
had  been  a  public  use,  he  must  have  defined  to  them  a  pubhc 
use,  and  that  would  have  brought  him  to  the  words  of  the 
statute,  which  would  in  effect  have  been  directing  them  to  find 
for  the  defendant,  the  evidence  not  being  impeached.  A  deci- 
sion for  the  plaintiff  would  re-introduce  the  very  evil  which  the 
statute,  21  Jac.  1,  c.  3,  as  is  known  from  history  and  as  appears 
by  the  preamble,  was  intended  to  prevent,  for  it  would  confer  a 
power  of  granting  a  monopoly  against  parties  already  in  the 
enjoyment  of  the  trade.  The  patent  laws,  no  doubt,  have  in 
view  the  publication  of  discoveries,  but  ttiis  they  require  as  the 
consideration  for  the  enjoyment  of  a  monopoly,  not  as  a  condi- 
tion for  putting  in  practice  a  discovery  of  which  others,  if  they 
can,  may  also  avail  themselves,  which  is  all  that  the  parties  pre- 
viously practising  have  here  done.  In  The  Househill  Company 
V.  NeiUon  {p)y  Lord  Lyndhurst,  L.  C,  said,  "  If  the  invention 
is  in  use  at  the  time  that  the  grant  is  granted,  the  man  cannot 
have  a  patent,  although  he  is  the  original  inventor.'^  The 
Court  of  Common  Pleas  relied  upon  this  language  in  Siead  v. 
Williams  {q). — [Erfe,  J. :  The  plaintiff  did  not  rely  on  the  pro- 
portions, but  on  the  evidence  that  the  two  substances,  oxide  of 
manganese  and  carbonaceous  matter,  had  been  used  together  in 
the  manufacture  of  steel.  If  there  was  a  use  of  that  process  at 
the  date  of  the  patent  it  would  be  void ;  there  was  nothing  to 
prevent  actions  being  brought  against  the  five  firms.] 
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^^  QusenU     Sir  A.  E.  Cockbum,  A.  G.,  and  Webster ,  in  support  of  the  rule. 

M.  T.  1854.      ^^^  ^^  which  is  to  invalidate  a  subsequent  patent  must  be 
more  than  use  for  the  mere  purpose  of  the  party  using ;  it  must 
be^  in  some  sense  of  the  word,  public.  [Lord  Campbell^  C.  J.: 
Is  not  that  judge-made  biw  ?    Must  we  not  look  at  the  language 
of  the  statute  ?]     We  must  look  to  the  statute  as  judicially  ex- 
pounded by  a  long  series  of  cases.     It   is    important  to  dis- 
tinguish between  two  sorts  of  inventions;  in  one,  the  article 
itself  on  being  inspected  discloses  the  nature  of  the  invention ; 
in  the  other,  the  article  shows  nothing  but  the  result  produced. 
[Lord  CampbeUy  C.  J. :  The  lock  in  Carpenter  v.  Smith  (r),  you 
would  probably  instance  as  a  case  of  the  former  sort.]  It  is  so: 
chemical  inventions  are  of  the  latter  sort ;  and  of  these,  some 
are  such  that  analysis  will  detect  the  method,  as  where  the 
peculiarity  is  merely  as  to  the  simple  substance  used;  some, 
as  where  the  mode  of  treating  or  obtaining  such  substances  con- 
stitutes the  invention,  are  beyond  the  reach  of  analysis.    The 
general  sale  of  articles  produced  by  processes  of  the  second 
kind  will  not  furnish  the  public  with  the  means  of  becoming 
acquainted  with  the  nature  of  the  invention.     The  present  case 
obviously  is  one  of  the  latter  sort  of  inventions.     Neither  is  an 
open  use  of  the  process  in  a  private  manufactory  a  disclosure  of 
it  to  the  public.    The  patent  laws  have  in  view  two  objects; 
first,  to  stimulate  invention ;  secondly,  to  secure  to  tiie  public 
the  knowledge  of  the  invention.  [Lord  Oampbell^C.S.i  Thirdly, 
to  protect  persons  in  trade  from  being  interfered  with  by  s 
monopoly.]     The  policy  is  to  be  inferred  from  a  view  of  the 
balance  of  advantage  and  disadvantage.    The  patentee  here  has 
promoted  the  policy  in  all  respects ;  the  alleged  instances  of  a 
prior  use  of  the  invention  was  attended  with  benefit  merely  to 
the  private  interests  of  the  parties  using  it.     Their  user  no 
more  prevents  the  present  patent  firom  being  valid  than  Dr. 
Hall's  invention  invalidated  Dollond's  patent  {s).     There  was  an 
actual  use  or  practising  of  the  invention  in  Morganv,  Seaward(t), 
but  no   publication  in  this  country;   that  is   a   similar  case. 
Here  several  persons  appear  as  independent  discoverers ;  the  case 
would  be  different  if  they  all  obtained  their  knowledge  from  a 
common  source,  for  then  that  common  source  would  be  public; 
but  each  conceals  it  from  the  public.     [Lord  Campbell^  C.  J. :  As 
to  three  of  the  firms,  there  is  no  concealment  beyond  the  £ict  of 
no  positive  steps  being  taken  to  produce  publicity.]    The  effect 
is  the   same.     The  patentee  was   an  inventor,  and  the  first 
inventor  who  published.     The  case  falls  within  the  principle  of 
Jones  V.  Pearce  («),  Lewis  v.  MarUng^  and  Morgan  v.  Seaward, 


(r)  1  Pat.  C.  630 ;  9  M.  ic  W.,  300.  (0  1  Pat.  C.  193 ;  2  M.  &  W.  544. 
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already  referred  to  (x).  It  is  not  necessary  toinquire  whether  the  Argummt  on 
parties  who  actually  practised  tliis  invention  before  might  spe-  *^^' 
cially  plead  die  fact ;  that  may  possibly  result  from  the  doctrine 
intimated  in  the  dictum  cited  from  Cornish  Y.Keene  (y).  Here 
the  question  is,  what  protection  such  prior  use  gives  to  a  third 
party,  who  does  not  use  it  till  after  the  publication  made  by  the 
patent  The  monopoly  is  a  reward  for  the  publication.  **  The 
reason  wherefore  such  a  privilege  is  good  in  law,  is  because  the 
inventor  bringeth  to  and  for  the  commonwealth  a  new  manu- 
facture by  his  invention,  cost,  and  charges,  and  therefore  it  is 
reason  that  he  should  have  a  privilege  for  his  reward — and  the 
encouragement  of  others  to  the  like — ^for  a  convenient  time*'  (z). 
The  publication  was  at  first  provided  for  by  introducing  specific 
clauses  into  the  grant*  as  in  the  case  of  Buck's  invention  (a),  in 
which  the  private  Act  granting  the  monopoly  requires  the 
grantee  to  take  and  teach  apprentices  during  the  last  seven  years 
of  the  ten.  This  object  has,  since  the  time  of  the  eleventh  year 
of  Queen  Anne,  been  provided  for  by  a  clause  in  the  grant, 
requiring  the  enrolment  of  a  specification  (b).  The  use  of  car- 
bon and  manganese  in  the  manufacture  of  steel  was  well 
known;  but  the  difficulty  lay  in  the  mode  of  using  them  so  as 
not  to  destroy  the  vessel ;  and  the  discovery  consisted  in  the 
use  of  carburet  of  manganese,  by  means  of  which  there  was 
introduced  such  a  quantity  of  carbon  as  would  protect  the 
vessel.  The  process  used  by  the  defendant  itself  produced  car- 
buret of  manganese,  and  was  an  infringement.  If  the  previous 
use  stopped  at  mere  experiment,  the  patent  could  not  be 
thereby  vitiated.  In  Oattoway  v.  Bleaden  (c).  Sir  N.  C.  Tindal, 
C.  J.,  says,  ^  A  mere  experiment,  or  a  mere  course  of  experiments, 
for  the  purpose  of  procuring  a  result  which  is  not  brought  to  its 
completion,  but  begins  and  ends  in  uncertain  experiments,  is 
not  such  an  invention  as  should  prevent  another  person,  who  is 
more  successful  or  pursues  with  greater  industry  the  chain  in  the 
line  that  has  been  laid  out  for  him  by  the  preceding  inventor, 
fk>m  availing  himself  of  it,  and  having  the  benefit  of  it ;  therefore, 
the  main  point  in  this  case  is,  whether  all  that  is  stated  by  the  wit- 
nesses to  have  been  done  by  Mr.  Field  rested  in  experiment,  and 
unsuccessful  experiment,  not  conducted  to  its  full  result,  or 
whether  it  was  a  complete  discovery  of  that  which  now  forms 
the  subject-matter  of  the  patent"  The  alleged  previous  user  in 
ibis  case  was,  as  compared  with  Mr.  Heath's  invention,  and  the 
knowledge  disclosed  to  the  public,  merely  experimental.  That 
was  a  question  which  ought  to  have  been  left  to  the  jury.    There 
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/» the  Queen*s  was  noevidenoeas  to  the  nature  of  the  steel  made  by  tlie  witnenei; 

m!t.,  1854.  the  qualities  of  that  steel  would  have  shown  whether  there  had 
really  been  a  use  of  carburet  of  manganese.  The  novelty  of  the 
patented  invention  depends  upon  the  novelty  of  the  invention 
as  a  whole ;  Newton  v.  The  Grand  Junction  BaUway  Compami  {i\. 
The  question  is  not  as  to  the  novelty  of  any  particular  part, 
though  an  infringement  may  be  as  to  a  part  only.  [Lord  Cam^ 
belly  C.  J« ;  Yes,  if  that  part  be  new.]  Then,  though  there 
might  have  been  a  previous  use  of  the  combination  of  carburet 
of  manganese  with  steel,  the  judge  ought  to  haye  asked  the  jury 
whether  the  evidence  showed  that  there  had  been  an  earlier  aae, 
except  in  the  course  of  mere  experiment,  of  the  whole  invention 
as  patented*  If  there  had  not,  those  who  had  used  the  par- 
ticular part  might  defend  themselves  against  an  action  for  the 
infringement  by  showing  that  they  had  so  used  it  before  the 
patent,  howsoever  secretly;  but  that  would  not,  as  between  the 
patentee  and  others,  destroy  the  novelty  of  the  invention  as  a 
whole  so  as  to  invalidate  the  patent,  Tennanfs  case  (e),  recog- 
nised in  Hill  V.  Thompson  (/),  is  relied  up<Hi  on  the  other  side; 
but  when  that  case  is  compared  with  DoUond^e  case  (^),  it  ap- 
pears that  a  party,  who  has  not  himself  used  an  invention  before 
the  patent,  cannot  assert  that  a  patent  is  void  on  the  ground  of 
a  previous  secret  use  by  others«  The  ruling  of  Sir  N.  CTbdal, 
C.  J.,  in  Comieh  v.  Keene(h\  is  to  the  same  effect  After 
referring  to  the  distinction  between  the  general  use  and  com- 
ment, that  learned  judge  says, ''  If  the  defendants  haye  shown 
that  they  practised  and  produced  the  same  result  in  their  hx^xaj 
before  the  time  the  patent  was  obtained,  they  cannot  be  pre» 
vented  by  the  subsequent  patent  from  going  on  with  that  whidi 
they  have  done.  But  that  is  a  mere  question  of  fact^  which  you 
are  to  judge  of.''  It  should  have  been  left  to  the  jury  in  this 
case  to  say,  whether  they  were  satisfied  that  the  result  was  the 
same ;  it  was  for  the  defendant  to  make  out  the  objection  im- 
peaching the  novelty  of  the  invention.  A  fuller  report  of  Tm* 
nanCs  case  than  that  given  by  Davies  was  published  about  the 
time/^i),  from  which  it  appears  that  Tennant  learned  the  method 
from  another  party,  and  that  the  method  had  been  practised  bj 
several  persons,  and  this  explains  the  observation  attributed  io 
the  report  to  Gibbs,  C.  J.,  that  it  was  a  scandalous  patent  In 
Wood  V.  Zimmer  (A),  Gibbs,  C.  J.,  left  it  to  the  jury  "  whether 
the  invention  was  in  public  sale  before  the  patent,^'  but  that  was 
directed  to  show  a  beneficial  use  by  the  patentee  prior  to  the 


(d)  6  Exch.331.   See  also  Smithv.  London  and  (i)  "Proceedings  in  a  suit  of  Chancery,  ind 
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pmtent.  It  appears  from  the  feport  of  the  trial  of  Caffenier  v.  ^rg^mefU  on 
Smith  (J)y  that  the  invention  was,  before  the  patent^  publicly  *^^ 
known,  and  the  article  made  by  several  distinct  persons.  In 
HouseMU  Coal  and  Iron  Company  (m),  Lord  Campbell  insists 
upon  the  "  prior  use  publicly  known ;''  and  Lord  Lyndhurst, 
Tj,  C,  (n)  carefully  excludes  the  supposition  that  the  House  of 
Ix)rds  had  given  any  decision  upon  the  case  of  an  invention 
used  and  abandoned,  not  known  to^  and  lost  sight  of^  by  the 
public.  The  real  question  would  appear  to  be  as  to  the  know- 
ledge or  means  of  knowledge  of  the  public;  did  the  public 
acquire  anything  by^  or  had  they  the  means  of  acquiring  any 
knowledge  of,  the  invention  ?  The  knowledge  was  to  them  as  in 
a  sealed  book.  The  question  in  all  recent  cases  has  assumed 
actual  knowledge  of  the  invention  communicated  to  the  public. 

The  whole  policy  of  the  law  is  to  promote  the  publication  and 
disclosure  of  inventions,  in  such  a  form  as  to  be  useful  to  the 
public.     That  policy  is  defeated  if  a  patent  be  invalid  by  reason 
of  a  use  in  ignorancci  or  a  use  from  which  the  public  neither  did 
nor  could  acquire   any  knowledge  or  advantage.     It  may  be 
inferred  from  the  language  of  Lord  Denman,  C.  J.,  in  Minter  v. 
Mower  (o),  that  use  with  knowledge  is  essential  to  constitute  such 
prior  invention  as  will  invalidate  a  patent,  and  that  should  have 
been  leflto  the  jury  as  a  question  of  fact   InStead  v.  WiUiam$  (jp), 
the  principle  laid  down  was,  that  the  public  ^'  cannot  be  pre- 
cluded from  the  right  of  using  such  information  as  they  were 
already  possessed  of  at  the  time  of  the  patent  granted  ;^^  and 
that  the  proper  question  was,  whether  ^^  there  had  been  such  a 
publication  as  to  make  the  description  a  part  of  the  public  stock 
of  information.*'     In  the  case  of  Soames's  patent  (q)y  before  the 
Privy  Council,  Lord  Campbell  said,  ^*  when  sitting  in  a  court  of 
justice,  and  considering  the  validity  of  the  patent,  I   should 
require  that  it  should  be  known  in  England.^'     [Lord  Campbell, 
C.  J. :  Our  law  in  that  respect  differs  from  that  of  some  other 
countries,  where  the  publication  out  of  the  realm  is  understood 
to  destroy  the  novelty;  and  I,  as  a  legislator,  was  anxious  that 
the  law  should  be  so  in  England,  but  a  different  view  prevailed.] 
It  is  understood,  that  in  America  stronger  evidence  of  publicity 
is  continually  required.    The  principle  for  which  the  defendant 
here  contends  would  have  the  effect  of  defrtroying  the  novelty  of 
a  patent,  if  a  single  manuscript  could  be  found  in  a  private 
library  describing  the  invention,  a  conclusion  contrary  to  the 
tenor  of  the  more  recent  cases. 

Lord  Campbell,  C.  J. :  I  am  of  opinion  that  this  rule  should -^^m^^^. 
be  discharged.    We  must  assume  that  the  evidence  for  the 
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In  ike  Queen's  defendant  is  true;  and  it  seems  to  me  that^  giving  credit  to  it, 
M.  T.,*1854.     ^®  patent  is  invalid.    We  are  not  so  much  to  attend  to  the 
particular  words  of  the  plea,  as  to  consider  wbedier  the  patent  can 
be  maintained  in  conformity  with  the  statute  21  Jac.  1,  c  3,  s.  6^ 
and  the  decisions  that  have  been  pronounced  upon  that  statute. 
I  am  of  opinion  here,  that  if  the  jary  had  found  for  the  plaintiff 
on  this  plea,  the  verdict  could  not  have  been  supported.    We 
must  now  assume,  that  before  the  date  of  the  patent,  there  were 
at  least  five  firms  using  the  process  substantially  in  the  manner 
described  in  the  spedfication  of  the  patent.    That  process,  ac- 
cording to  the  decision  of  the  Exchequer  Chamber  (r),  con- 
sisted in  making  steel  by  appl3^ng  a  combination  of  carbon  and 
The  use  of  a     manganese,  producing  carburet  of  manganese;  and  it  is  clear 
P^cwM  ^^  ^  that  these  five  firms  had  all  manufactured  the  steel  by  putting 
tradeTud  not   into  a  crucible  iron,  manganese,  and  carbon,  and  thus  making 
wOlln^idalte'  <^<^^^^^  ^^  manganese.    This  was  not  a  mere  experiment ;  a 
sabMqaent       perfect  manufactured  article  was  produced  for  profit  by  hundreds 
^P^^^^  of  tons.  As  to  two  of  these  firms,  it  appeared  that  they  did  not  dis- 

close the  nature  of  the  method ;  but  the  other  three  firms  made  no 
attempt  at  concealment,  but  carried  on  the  trade  just  like  any 
other  handicraft  by  which  bread  was  to  be  earned :  all  the  work- 
men and  other  persons  successively  employed  knew  the  method. 
That  being  so»  the  question  is  whether,  under  these  circum- 
stances, the  patent  can  be  supported.  Now  look  at  the  statute, 
the  passing  of  which,  we  all  know»  was  a  great  achievement  on 
behalf  of  the  liberty  of  the  subject,  as  it  put  an  end  to  the 
mischief  of  monopolies,  and  enabled  persons  who  had  been 
earning  their  bread  to  continue  to  do  so  by  the  same  means, 
without  a  liability  to  legal  proceedings.  The  statute,  when  it 
put  an  end  to  the  monopoly,  reserved  the  power  of  granting  let* 
ters  patent  for  **  new  manufactures,''  with  these  most  important 
words,  **  which  others  at  the  time  of  making  such  letters  patent 
and  grants  shall  not  use.'^  Now,  can  it  be  said  that  at  the 
time  when  this  patent  was  granted  others  did  not  use  this 
manufacture  ?  The  five  firms  all  did  use  it  in  the  way  of  trade, 
earning  their  bread  by  it.  Can  it  be  said,  that  in  that  state  of  things 
the  Crown  was  authorised  to  grant  this  patent  ?  We  might  as 
well  revive  Sir  Giles  Monpesson's  patent,  and  all  the  other 
monopolies  which  reflected  so  much  discredit  on  the  policy  of 
this  country. 

But  it  is  said  that,  according  to  judicial  determinations,  the 
user  must  be  public.  If  we  are  to  make  this  addition  to  the 
statute,  has  there  not  been  a  public  user  within  the  meaning  of 
the  words  ?  Can  a  patent  be  granted  for  a  manufacture  which 
other  people  have  used,  not  indeed  in  the  market-place,  but 
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without  any  conoealment  whatever?  If  this  uae  without «^^><<^7»*«^* 
oonoealment  does  not  constitute  a  public  use,  what  does? 
Then,  as  to  the  decisions :  In  Jones  v.  Pearee  («),  there  was  a 
mere  experiment;  in  LewU  t.  Marling  (/),  a  model  and  specifi- 
cation had  been  shown,  but  no  machine  used ;  in  Morgan  v. 
Seaward  (u ),  the  machine  was  privately  made  to  be  sent  abroad. 
Does  any  one  of  these  cases  approach  the  present,  where, 
during  several  years,  the  manu&cture  has  been  carried  on  for 
the  purpose  of  the  trade,  and  the  article  sold  to  the  public  ? 
Therefore,  I  think  this  patent  void,  as  being  contrary  to  the 
condition  on  which  patents  are  granted,  there  being  no  autho- 
rity to  support  it,  and  Carpenter  v.  Smith  (^),  with  other 
decisions,  being  adverse  to  it.  Then,  what  purpose  could  be 
served  by  the  Attorney-General  going  to  the  jury  on  anything 
but  the  credit  of  the  witnesses  ?  No  doubt,  if,  as  in  Jones  v. 
Peareej  there  had  been  anything  in  the  evidence  indicating  that 
the  user  was  a  mere  experiment,  that  might  have  been  put  to 
the  jury.  That  question  I  generally  leave  to  them.  But  here 
the  evidence  was  all  one  way;  and,  if  the  witnesses  were 
believed,  the  jury  were  boimd  to  say  that  there  had  been  a 
previous  use,  and  not]an  abandoned  experiment,  as  in  Jones  v. 
Pearee*  Looking,  therefore,  at  the  evidence,  the  statute,  and 
the  authorities^  I  think  the  jury  were  bound  to  find  for  the  de- 
fendant, and  that  the  verdict  cannot  be  set  aside. 

Erlb,  J. :  I  am  also  of  opinion  that  this  rule  should  be  dis- 
charged. The  steely  as  I  understood,  was  manufactured  by  the 
defendant  firom  carbon,  manganese,  and  iron,  and  it  having  been 
discovered  that  the  combination  of  these  will  produce  carburet 
of  manganese,  it  was  held  in  the  Exchequer  Chamber,  and  I 
held  at  the  trial,  that  the  patent  comprehended  all  use  of  carbon, 
manganese,  and  iron.  Upon  that  point,  the  question  for  the 
opinion  of  the  jury  may  be»  whether  the  melting  these  in  com- 
bination produced  carburet  of  manganese;  the  plaintiff,  as 
patentee,  did  not  rely  upon  any  given  proportions.  Then  the 
evidence  as  to  the  question  of  novelty  I  may  take  to  be,  that 
five  independent  firms  had  used  the  method  for  profit,  some  to  the 
extent  of  one  hundred  tons  yearly,  some  to  the  extent  of  eight 
or  ten ;  and  I  must  be  taken  to  have  laid  down  the  law  that,  if 
there  was  such  user  before  the  patent  was  taken  out,  the 
patented  invention  could  not  be  novel.  By  that,  as  at  present 
advised,  I  still  abide.  The  notion  of  these  being  mere  experi- 
ments is  completely  contrary  to  the  evidence ;  and  the  parties 
produced  the  article  in  as  perfect  a  state  as  the  patented  process 
itself  did.     As  to  secrecy,  three  of  the  firms  practised  no 
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In  the  Qmm's  concealment   whatever.    That  of  itself  is  ground  enough  fer 
diachai^ng  the  rule.     I  should,  however,  be  disposed  to  go 
If  one  party  only  had  used  the  process,  and  had 


M.  T.,  1864. 

The  use  by  one  further. 


person  in  the 
way  of  his 
trade  would 
Titiate  a 
subsequent 
patent. 


brought  out  the  article  for  profit,  and  kept  the  method  entirdy 
secret^  I  am  not  prepared  to  say  that  then  the  patent  woold 
have  been  valid.  But  for  the  purpose  of  the  present  esse  it  is 
enough  to  say^  that  here  was  an  user  without  any  concealment 
Lord  Campbell,  C.  J.^  added:  I  wish  it  to  be  clearly  under- 
stood  that,  if  we  had  held  this  patent  to  be  valid,  the  five  firms 
would  all  have  been  liable  to  an  action  for  exercising  the  inven- 
tion after  the  patent  had  been  taken  out.  Nothing  in  the 
statute  gives  an  exception  in  such  a  case*  So  that  if  we  bad 
held  a  person  entitled  to  a  patent  for  the  discovery  of  a  process 
openly  practised  by  others  for  their  own  profit,  but  without  a 
public  announcement  of  the  method,  the  action  would  lie 
against  them ;  there  is  no  ground  for  contending  that  there  is 
anything  exempting  such  parties  from  liability.  Now  see  what 
that  comes  to.  If  any  man  makes  a  discovery,  and  uses  it 
without  taking  out  a  patent,  and  does  not  announce  it  by  sound 
of  trumpet  or  calling  in  the  public  as  spectators^  he  must  sna- 
pend  the  use  of  his  discovery  if  another  person  subsequently 
makes  the  same  discovery  and  takes  out  a  patent  for  it  That 
would  be  the  consequence  of  the  principle  for  which  the  plain- 
tiff is  driven  to  contend. 

Rule  dischaiged  (y). 


(y)  Obtervations, — The  judgment  in  the  above 
case  resto  on  the  words  of  the  statute  (21  Jac.  1, 
c.  3,  s.  6\  **  which  others  at  the  time  of  making  such 
letters  patent  shall  not  use."  Seterai  persons  gave 
evidence  of  having  done  before  the  patent  that  which 
was  complained  of  as  an  infringement ;  this  judg- 
ment, therefore,  assumes  the  use  of  the  elements, 
oxide  of  manganese  and  carbonaceous  mattery  to 
be  an  infringement  of  Mr.  Heath's  patent.  This 
case  affords  an  illustration  of  the  practical  con* 
nection  between  the  questions  of  infringement 
and  novelty  of  the  same  kind  as  has  been  already 
commented  on  (see  note  to  Stevens  v.  Keating, 
ante,  194),  on  the  questions  of  infringement  and 
the  sufficiency  of  the  specification.  These  two 
questions,  or  issues,  as  they  are  technically  termed, 
are  in  law  distinct.     The  patent  is  alleged  to  be 


infringed  fay  the  adoption  of  a 
this  is  met  by  proof  of  the  prior  use  of  that  par- 
ticular process ;  thus  the  legal  construction  of 
the  specification  becomes  immattfrial,  and  tks 
question  in  the  cause  is  disposed  of  upon  the 
admission,  so  to  speak,  of  the  parties,  that  tJie  pro- 
cess complained  of  is  an  infringemenC,  bat  tte 
such  process  was  in  use  by  others  at  the  date  of 
the  patent. 

The  above  judgment  ako  amimcs  the  ideatit| 
of  the  results  obtained  by  the  processes  as  prao- 
ttsed  by  the  several  firms  and  by  the  defenaoit, 
and  are  described  in  tiie  sptdficatien  of  the 
patent. 

The  decision  in  the  above  case  has  an  inportot 
bearing  on  the  decisions  in  former  oases  as  to  tke 
effect  of  secret  user. 
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In  the  House  op  Lords.  in  the  House 

of  Lords, 
June  19,  1854. 

June  19,  1854. 
Unwin  v.  Heath  (Administratrix). 

This  was  a  writ  of  error  upon  the  judgment  of  the  Exchequer 
Chamber  {ante,  247),  reversing  the  judgment  of  the  Court  of 
Common  Pleas  in  the  action  tried  before  Cresswell,  J.,  for  the 
infringement  of  Heath's  patent  of  April  5,  1839,  for  improve- 
ments in  the  manufacture  of  iron  and  steel. 

Sir  F.  Kelly y  T.  Jones,  and  Deiffhton,  for  the  appellant :  The 
question  to  be  raised  before,  and  determined  by,  your  lordships 
on  this  writ  of  error  is  simply,  whether  the  process  now  gene- 
rally adopted  in  the  manufacture  of  steel  is  comprehended 
within  the  specification  and  patent  of  Mr.  Heath  ?  That  a  very 
great  improvement  has  been  effected  in  the  manufacture  of  steel 
subsequent  to  the  date  of  the  patent  of  Mr.  Heath  is  not 
denied,  but  the  process  whereby  that  is  effected  is  not  contained 
in  the  specification.  His  invention,  as  described  in  the  specifi- 
cation, is  simply  the  use  of  carburet  of  manganese,  a  substance 
formed  by  bringing  the  oxide  of  manganese  into  a  state  of^ 
fusion  in  the  presence  of  carbon.  That  part  of  Heath^s  inven- 
tion now  in  contest  is  for  the  manufacture  of  cast  steel  by  means 
of  the  blistered  steel  and  carburet  of  manganese  placed  together 
in  the  crucible  or  melting-pot ;  Mr.  Unwin  (the  plaintiff  in  error) 
places  a  quantity  of  blistered  steel  in  the  crucible,  adding  some 
oxide  of  manganese  and  coal  tar ;  thus  he  uses  three  articles, 
blistered  steel,  oxide  of  manganese,  and  coal  tar.  These  two 
processes  are  in  terms  essentially  different ;  but  chemists,  after 
a  variety  of  experiments,  have  come  to  the  conclusion,  that  two  of 
these  substances,  oxide  of  manganese  and  coal  tar,  become  carburet 
of  manganese  in  the  melting  steel.  The  fact  that  these  two  sub- 
stances could  be  used  for  the  purpose  of  improving  the  manufac- 
ture of  steel,  without  being  previously  combined  so  as  to  form  a 
carburet,  was  unknown  to  Mr.  Heath  at  the  date  of  the  patent, 
and  it  was  a  subsequent  discovery,  the  result  of  a  series  of  ex- 
periments made  afterwards. 

The  specification  is  of  an  invention  of  "  certain  improvements 
in  the  manufacture  of  iron  and  steel,'*  and  describes  them  to 
consist  of  the  use  of  carburet  of  manganese  in  any  process 
whereby  iron  is  converted  into  cast  steel.  It  describes  the  pro- 
cess as  follows: — "Lastly,  I  propose  to  make  an  improved 
quality  of  cast  steel,  by  introducing  into  a  crucible  bars  of  com- 
mon blistered  steel,  broken  as  usual  into  fragments,  or  mixtures 
of  cast  and  malleable  iron,  or  malleable  iron  and  carbonaceous 
matters,  along  with  from  one  to  three  per  cent,  of  their  weight 
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^^Hotueoff^f  carburet  of  manganese,  and  exposing  the  crucible  to  tke 
June  19, 1854.  proper  heat  for  melting  the  materials,  which  are,  when  fluid,  to 
be  poured  into  an  ingot  mould  in  the  usual  manner;  butl  do 
not  claim  the  use  of  any  such  mixture  of  cast  and  malleable 
iron,  or  malleable  iron  and  carbonaceous  matter,  as  any  part  of 
my  invention,  but  only  the  use  of  carburet  of  manganese  in  any 
process  for  the  conversion  of  iron  into  cast  steel."  It  claims 
'*  the  employment  of  carburet  of  manganese  in  preparing  a  new 
cast  steeL'^  The  patentee  abandoned  the  use  of  hb  own  carburet, 
as  stated  in  the  evidence  (a) ;  he  was  as  ignorant  as  everv  one 
else  of  the  use  of  these  substances  in  their  simple  uncombined 
state  as  elements.  It  is  thus  stated  in  the  case  of  the  respon- 
dent : — *^  Shortly  after  the  enrolment  of  the  spedfication  it  was 
discovered  that,  by  introducing  the  well-known  elements  of  car- 
buret of  manganese,  namely,  oxide  of  manganese  and  car- 
bonaceous matter,  together  into  the  pot  when  the  steel  was  on 
the  point  of  melting,  the  same  eflfect,  as  regarded  the  quality  of 
the  steel,  would  be  produced,  and  subsequent  experiments 
proved  that  carburet  of  manganese  is  formed  at  that  temperature 
out  of  the  elements  so  introduced," 

The  expense  of  a  ton  of  the  oxide  of  manganese  and  car- 
bonaceous matter  is  stated  at  about  7'-  (&)»  whereas  the  cost  of 
the  carburet  would  be  enormous;  it  is  stated  at  700/.  or  800/.  a 
ton,  that  is,  one  hundred  times  more  expensive.  It  is  stated 
that  the  oxide  of  manganese  alone  broke  the  pots — ^that  this  does 
not  happen  when  the  two  are  put  in  together,  but  that  the  in- 
gredients, in  fact,  become  carburet  of  manganese.  It  is  still  a 
speculative  question  whether  the  carburet  of  manganese  is 
formed,  upon  which  there  may  be  a  great  difference  of  opinion. 
This  case  involves  some  propositions  of  law,  to  which  the  atten- 
tion of  your  lordships  must  be  directed.  It  is  contended  on 
behalf  of  the  patentee  that  any  process  in  which  a  variety  of 
ingredients  are  put  together  and  carburet  of  manganese  pro- 
duced, is  an  infringement  of  Heath's  patent.  It  is  contended 
on  behalf  of  the  plaintiff*  in  error,  the  defendant  below,  that 
the  patent  is  for  a  certain  process — the  putting  in  the  melting 
pots  a  small  quantity  of  a  specific  article,  the  carburet,  and  this 
he  has  not  done ;  he  has  put  in  two  substances  in  their  uncom- 
bined elemental  form,  and  it  is  alleged  on  behalf  of  the  patentee 
that  the  two  processes  are  the  same,  because  carburet  of  man- 
ganese may  be  produced  from  the  two  substances,  the  oxide  and 
carbonaceous  matter. 

An  action  for  the  infringement  of  this  patent  was  tried  before 
Lord  Abinger,  C.  B.,  on  one  occasion,  when  the  plaintiff  was 
nonsuited,  and  on  another  occasion  before  Parke,  B.,  when  the 


(a)  Evidence  of  Bevins,  antef  231.  (b)  Evidence  of  Bevins,  anU,  332. 
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plidntiff  reooyered  a  verdict,  but  the  Court  of  Exchequer  set  Tntkeff<m$e^/ 
the  verdict  aside  on  the  ground,  that  these  substances  were  not  j^^  [g^  i854. 
at  the  date  of  the  patent  a  known  equivalent  for  the  carburet, 
and  that,  not  being  such  known  equivalent,  it  constituted  a  new 
discovery  and  invention,  the  use  of  which  was  no  infringement. 
A  third  action  was  tried  before  Cresswell,  J.,  in  which  certain 
experiments  were  spoken  to  in  ^support  of  the  opinion  of  the 
(demists,  that  a  combination  of  these  elemental  substances 
takes  place  in  the  course  of  the  process  of  the  manufacture  of 
steel,  so  that  carburet  of  manganese  is  really  employed  in  the 
manufactttre  of  steel. 

Tlie  true  rule  to  be  applied  in  deciding  this  question  is  stated 
in  the  judgment  of  Alderson,  B^  in  the  Exchequer  Chamber,  as 
follows: — '^If  a  particular  mechanical  process  is  specified,  and 
there  are  for  aome  parts  of  it,  as  specified,  other  well-known  me- 
chanical equivalents,  the  specification  of  those  parts  is  in  truth  a 
specification  of  the  well-known  equivalent  also,  to  those  whose 
general  knowledge  we  refer  to,  namely,  mechanics,  and  readers  of 
specifications.  And  so  it  is  with  chemical  equivalents  also,  in  a 
spedfication  which  is  to  be  read  by  chemists.  But  it  may  be  that 
there  are  equivalents,  mechanical  or  chemical,  existing,  but  pre- 
viously unknown  to  ordinarily  skilful  mechanics  or  chemists. 
These  are  not  included  in  the  specification,  but  must  be 
expressly  stated  therein.  These  are,  in  fact,  new  discoveries, 
in  themselves  wholly  independent  of  the  specification,  which 
omits  them,  and  for  these  there  is  no  specification  or  patent  at 
all/'  And  again,  ^^  The  plaintiff  did  not  then  know  it  himself, 
nor  did  any  one  else  then  know  it  If  they  know  it  now  it  is  in 
consequence  of  a  new  discovery  alone,  for  which  no  patent  has 
been  taken  out  and  no  specification  enrolled.  I  apprehend  that 
nothing  is  an  infringement  now  which  would  not  have  been  an 
infringement  immediately  after  this  specification  was  enrolled. 
The  knowledge  of  the  equivalents  must  be  the  knowledge  the 
world  had  before  these  experiments,  now  called  infringements, 
were  first  made.'^ 

The  judgment  of  Coleridge^  J.,  is  to  the  same  effect :  — '*  If  that 
equivalent  were  known  at  the  date  of  the  specification  to  the 
plaintiff  or  ordinary  chemists — those,  I  mean,  who  would  bring  to 
the  reading  of  the  specification  such  knowledge  as  must  be  pre- 
sumed in  those  to  whom  the  patent  must  be  taken  to  be  addressed, 
— ^then  it  is  within  the  specification,  and  the  use  of  it  is  an  infringe- 
ment* If  not,  the  contrary  conclusion  follows,  and  the  use  of  it  is  an 
improvement,  in  virtue  of  a  new  discovery,  and  the  knowledge  I 
speak  of  is,  of  course,  not  the  knowing  what  were  the  com- 
ponent parts  of  carburet  of  manganese,  but  the  knowledge 
that  the  component  parts  thus  appUed  were  equivalents  to 
the  thing  itself  applied  according  to  the  specification  for  pro- 
ducing the  desired  result    This  limitation  seems  to  me  to  be 

VOL..  II.  2  o 
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/«^Hi>Mwo/jeq^jfej  ]|,y  common  sense  and  common  justice.      Unless  it  be 
Jane  19, 1854.  imposed^  I  see  no  means  of  knowing  whether  the  latter  process 
is  or  is  not  within  the  specification ;  and  unless  I  know  that,  I 
have  no  means  of  distinguishing  improyement  from  infringe- 
ment." 

It  is  alleged  that  Mr.  Heath  has,  in  fact,  patented  the  pro- 
cess which  Mr.  Unwin  adopts ;  but  Mr.  Heath  has  pointed  out 
a  process  of  little  value  and  of  considerable  expense ;  he  coold 
never  have  contemplated  the  use  of  the  two  substances,  and 
does  not,  in  fact,  appear  to  have  known  that  they  would  be  pro- 
duced.    It  is  probable  that  such  a  substance  may  be  formed  in 
the  crucible,  but  the  use  of  the  two  substances  now  complained 
of  is  in  no  way  indicated  by  the  specification.    The  directions 
given  by  the  specification  exclude  the  supposition  that  the  use 
of  the  two  substances  separately  could  have  been  intended. 
The  specification  speaks  of  from  one  to  three  per  cent,  of  tiie 
carburet,  but  no  rule  is  given  for  ascertaining  this  if  the  sepa* 
rate  substances  are  used.    The  specification  is  not  only  silent 
on  the  subject,  but  its  use  could  never  have  been  contemplated. 
The  impolicy  of  holding  the  use  of  these  substances  to  be  an 
infringement  is  extreme.  The  decision  of  the  Exchequer  Cham- 
ber in  efiect  amounts  to  this,  that  no  improved  process  can  be 
put  in  practice ;  that  Mr.  Heath  has  anticipated  and  embraced 
all  further  improvements  in  his   patent.      The  specification 
speaks  of  the  use  of  carburet  of  manganese  as  a  distinct  sab- 
stance;   unless,  therefore,  the  precise  substance  carburet  has 
been  taken  and  employed  there  is  no  infiringement.    The  pre- 
sence or  employment  of  carburet  in  the  manufacture  of  steel 
according  to  the  process  complained  of  is,  to  the  present  mo- 
ment, matter  of  pure  speculation ;  neither  Mr.  Heath  nor  any 
one  else  supposed  that  carburet  would  be  formed  under  such 
circumstances.     The  patent  has  been  declared  invalid  by  the 
judgment  of  the  Court  of  Queen's  Bench  upon  another  ground, 
so  that  the  prosecution  of  this  appeal  is  unimportant  to  the 
parties  except  as  a  question  of  costs. 

fVebster  and  Aston,  for  the  defendant  in  error:  The  questions 
for  the  judgment  of  your  lordships,  whatever  the  fate  of  this 
patent,  under  the  circumstances  which  occurred  at  the  trial  at 
Liverpool  and  in  the  Court  of  Queen's  Bench,  are  of  the 
greatest  importance,  not  only  to  the  parties,  but  as  a  general 
question  of  patent  law  upon  the  construction  of  the  specifica- 
tion, and  the  law  as  to  infringement  by  adopting  similar  or  equi- 
valent means.  The  reversal  of  the  judgment  of  the  Exchequer 
Chamber  would  be  the  reversal  of  the  principles  by  which  the 
Courts  have  heretofore  been  guided  in  similar  cases,  whereas  if 
that  judgment  should  be  affirmed,  the  confirmation  of  the  patent 
under  the  statute,  5  &  6  Will.  4,  c.  83,  s.  2,  would  secure  to  the 
representatives  of  Mr.  Heath  the  just  reward  of  his  invention. 
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It  has  been  truly  stated  by  Sir  F.  KeBy  that  a  great  improve-  in  the  House  qf 
ment  has  been  effected;  the  effect  of  Mr,  Heath's  invention  j^^^  Jg  y^^^ 
has  been  more  quickly  and  decidedly  experienced  than  any  of 
the  great  improvements  of  modem  times^  than  of  Watt  in  the 
steam  engine,  of  Arkwright  in  spinning,  of  Kay  in  flax  spinning, 
or  even  of  Neilson  and  Crane  in  the  manufacture  of  iron*  Such 
an  effect  on  the  trade  is  per  se  evidence  of  novelty,  and  a/zrifnd 
/acie  case  against  the  testimony  of  those  who  now  represent 
and  believe  that  they  did  the  same  thing  twenty  years  before. — 
[Sir  F.  Kelly:  You  did  not  deny  the  facts.] — So  far  as  the 
fiEu;ts  may  be  taken  to  be  admitted,  it  was  a  user  in  ignorance, 
which  could  in  no  sense  be  termed  an  invention ;  the  steel  was 
found  to  be  better,  but  there  is  no  evidence  that  it  was  a  welding 
cast  steel;  it  is  not  even  suggested  that  any  knowledge  existed 
of  the  presence  of  carburet  of  manganese ;  the  condition  of  the 
beneficial  and  certain  use  of  the  oxide  is  the  presence  of  carbon ; 
the  pots  were  invariably  broken  unless  carbon  was  present; 
under  such  circumstances,  as  it  now  appears,  carburet  of  man- 
ganese would  be  formed. 

The  use  relied  upon  as  invalidating  the  patent  was  no  use 
with  knowledge  such  as  the  public  now  possess ;  there  was  no 
knowledge  of  the  presence  of  carburet.  It  might  be  described 
as  secret  and  experimental,  and  though  the  evidence  might 
bring  it  in  one  sense  within  the  words  of  the  sixth  section  of 
the  statute  of  James,  it  would  be  most  proper  for  the  decision 
of  the  Queen's  Bench  to  be  reviewed  by  a  Court  of  Error  and 
by  your  lordships,  which  will  probably  be  done  should  the  judg- 
ment of  the  Exchequer  Chamber  on  the  question  of  infringe- 
ment be  affirmed. 

The  evidence  at  the  trial  before  Ej'le,  J.,  and  the  decision  of 
the  Court  of  Queen*s  Bench  on  the  rule,  assumes  the  question 
now  before  your  lordships.  If  the  use  of  the  elements,  oxide 
of  manganese  and  carbonaceous  matter,  is  to  invalidate  the 
patent,  it  must  be  because  it  involves  the  use  of  the  carburet ; 
it  does  not  lie  in  the  mouth  of  a  person  to  say  I  have  not  in- 
fringed the  patent  because  I  use  the  elements,  and  also  to  say 
the  patent  for  the  carburet  is  invalid  because  of  the  prior  use 
of  the  elements.  These  are  distinct  issues  ;  if  reference  is  to 
be  made  to  the  result  of  the  last  action  at  law  and  the  judg- 
ment of  the  Court  of  Queen's  Bench  for  any  purpose  of  the 
plaintiff  in  error,  the  defendant  in  error  has  a  right  to  pray  in 
aid  the  proposition  as  to  infringement  necessarily  involved  in 
that  decision.  But  no  question  of  novelty  is  before  your  lord- 
ships; and  the  prejudice  which  the  fact  of  the  verdict  and 
judgment  of  the  Queen's  Bench  might  be  calculated  to  produce 
will  not  be  allowed  to  operate  here,  especially  as  that  may  be 
cured  by  her  Majesty  confirming  the  patent  on  the  recommenda- 
tion of  the  judicial  committee  of  the  Privy  Council,  should 
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i^J^Bo»$eofjQ^f  lordships  affirm  the  judgment  of  the  Exchequer  Cfaamber, 
Jane  19, 1864.  and  decide  that  there  was  any  evidence  for  the  jury  on  the 
question  of  fact,  whether  carburet  of  manganese  is  present  in 
the  manufacture  of  steel  in  cases  in  which  the  elements,  oxide 
of  manganese  and  carbonaceous  matter,  are  introduced  into  the 
melting  steel. 

There  is  at  present  no  question  before  your  lordships  either  aa 
to  the  novelty  or  as  to  the  sufficiency  of  the  specification ;  the 
only  question  is,  was  there  upon  the  fair  construction  of  the 
specification  evidence  which  could  be  submitted  to  the  jury  of 
an  infringement ;  is  the  language  of  the  specification  such  as  to 
exclude  the  use  of  the  elements  constituting  an  adoption  or  inii- 
tation  of  the  use  of  carburet  of  manganese  ? 

The  rule  of  construction  of  specifications  has  been  the  sab- 
ject  of  much  consideration  ;  in  Neilson  v.  Harford  the  Coort  of 
Exchequer  said,  ''The  construction  belongs  to  the  Court,  whose 
duty  it  is  to  construe  all  written  instruments  as  soon  as  the  true 
meaning  of  the  words  in  which  they  are  coached  and  the  sur- 
rounding circumstances,  if  any,  have  been  ascertained  by  the 
jury ;  and  it  is  the  duty  of  the  jury  to  take  the  constroctioD 
from  the  Court,  either  absolutely,  if  there  be  no  words  to  be 
construed  as  words  of  art,  or  phrases  used  in  commerce,  and 
the  surrounding  circumstances  to  be  ascertained,  or  condition* 
ally,  when  these  words  or  circumstances  are  necessarily  referred 
to  them  (c)/' 

The  previous  history  of  the  manufacture  of  steel  is  part  of 
the  surrounding  circumstances  of  this  case,  on  the  constmction 
of  the  specification  and  upon  the  question  of  infringement  A 
malleable  welding  cast  steel  was  not  per  se  a  new  artide,*  but 
malleable  welding  cast  steel  made  in  that  way,  namely,  with 
carburet  of  manganese,  was  a  new  manufacture.  The  use  of 
oxide  of  manganese  was  not  new;  Heath's  specification  itsdf 
shows  that ;  its  use  had  been  referred  to  in  books  {d\  and  at- 
tempted by  hosts  of  manufacturers,  but  it  failed  substantially 
for  the  want  of  the  knowledge  disclosed  by  Heath's  specifica- 
tion, that  it  must  be  used  in  such  manner  as  that  carburet  shoold 
be  present.  The  new  use  discovered  by  Heath  was  to  use  it  in 
such  a  manner  that  carburet  should  be  present ;  carburet  d 
manganese  had  no  doubt  been  formed  in  the  other  cases  when 
it  had  been  used  with  impunity — that  is  to  say,  without  the  pots 
being  broken,  which,  as  is  shown  conclusively  by  the  evidence, 
was  the  effect  of  the  oxide  of  manganese  when  used  alone,  or, 
as  is  now  known,  imder  circumstances  in  which  carbonaceous 
matter  was  not  present  in  sufficient  abundance  to  combine  with 
the  oxide ;  if  this  was  not  fortuitously  the  case,  the  oxide  com- 

(c)  1  Pat.  C.  370i  8  M.  &  W.  823.  ^d)  Also  the  subject  of  a  prior  patent.  Rcyaoldss 

patent,  ante^  213. 
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bined  with  the  carbonaceous  matter  of  the  pot,  riddled  or  broke  in  the  Home  of 
it^  and  let  out  the   charge  of  the    steely  which  was   conse-  ^^^  {^^  1954, 
quently  lost.    The  discovery  of  Heath  was  then,  in  point  of 
fitct,  the  special  mode  of  using  oxide  of  manganese,  under  such 
circumstances  that  carburet  of  manganese  should  be  present 
and  employed  at  and  in  the  manufacture  of  steel. 

Look  to  the  residts ;  the  pots  were  not  broken,  a  malleable 
welding  cast  steel  was  made  from  ordinary  British  iron,  such  an 
article  having  been  wholly  unknown  except  when  made  in  the 
ordinary  manner  from  the  best  marks  of  Swedish  or  Russian 
iron  I  the  price  of  such  steel  was  reduced,  taking  the  average 
of  prices,  from  60Z.  to  30/.  per  ton,  with  a  considerable  saving 
to  the  manufacturer  in  working  up,  and  the  Sheffield  trade 
thereby  increased  beyond  all  precedent. 

In  the  year  1839  Mr.  Heath's  invention  was  published  to  the 
world,  and  since  that  time  every  steel  manufacturer  of  Sheffield 
has  adopted  it;  prior  to  that  the  use  of  oxide  of  manganese  and 
carbonaceous  matter  was  unknown,  or  abandoned  as  soon  as 
tried  as  being  an  unsuccessful  experiment.  It  was  not  shown  that 
any  single  manufacturer  used  it  as  a  successful  or  an  useful  pro- 
cess. Mr.  Heath  discovered  the  improvement  in  the  manufac- 
ture of  steel  from  the  use  of  a  small  quantity,  from  one  to  three 
per  cent.,  of  carburet  of  manganese  introduced  with  the  steel 
as  the  metallic  substance  carburet  into  the  melting  pot;  the  ma- 
nufacture of  the  metallic  substance  carburet  as  a  distinct  sub- 
stance was  some  expense,  but  inconsiderable  compared  with 
the  value  of  the  steel,  and  regard  being  had  to  the  small  quantity 
of  carburet  necessary  to  be  employed. 

The  patent  having  been  dated  in  April,  and  the  specification 
enrolled  in  October,  1839,  it  was  subsequently  ascertained  that 
the  introduction  of  the  known  elements  of  carburet  of  manga- 
nese into  the  melting  steel  or  into  the  melting  pot  with  the  steel 
would  produce  malleable  welding  cast  steel  of  the  same  proper- 
ties and  qualities  as  the  introduction  of  the  carburet ;  how  this 
fact  was  ascertained  does  not  precisely  appear,  nor  does  that 
affect  the  present  question  ;  but  the  fact  being  ascertained,  Mr. 
Heath  at  once  communicated  it  to  his  agent,  Mr.  Unwin,  who 
appears  by  this  time  to  have  become  a  steel  manufacturer  him- 
self, and  to  have  thought,  in  combination  with  other  steel  manu- 
facturers, that  this  further  improvement  would  afford  the  means 
of  evading  the  patent.  Sir  F.  Kelly  said  emphatically,  **  Heath 
was  as  ignorant  as  any  one  else  that  carburet  would  be  formed 
by  the  introduction  of  the  elements  or  component  parts  either 
into  the  melting  pot  with  the  steel  before  the  steel  was  heated, 
or  into  the  melting  steel."  This  subsequent  discovery  forms 
part  of  our  case.  Heath,  subsequent  to  the  enrolling  his  speci- 
fication, discovered  this  method  of  making  the  carburet  of  man- 
ganese ;  if  he  had  known  it  prior  to  the  date  of  the  specification 
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intAsHouteofhemuBt  have  mentioned  it  in  the  specification,  in  conformity 
Jiuw'i9  1864.  ^^  ^®  well-established  rulci  that  the  best  information,  CTcn  to 
the  extent  of  including  improvements  that  might  be  the  subject 
of  an  independent  patent,  must  be  described  in  the  specifica- 
tion (e).  Even  if  Heath  had  known  this  at  the  date  of  the 
specification,  it  is  doubtful  whether  his  specification  is  not  in 
the  proper  form,  on  the  authority  of  Savory  v.  Price  (J),  a  case 
in  which  a  patent  was  held  by  Lord  Tenterden  to  be  invalidf 
because  the  specification  had  directed  the  taking  the  chemical 
elements  of  the  constituents  of  Seidlitz  powders  instead  of  the 
constituents  themselves  by  their  well-knoMm  names. 

But  assume  the  fact  not  to  have  been  ascertained  until  after 
the  enrolment  of  the  specification*     Three  courses  were  open  to 
Mr.  Heath — to  have  kept  his  own  secret  and  have  profited  by  it, 
either  as  a  steel  manufacturer,  or  by  seUing  the  compositioa 
without  disclosing  what  it  was  (y) ;  or,  secondly,  to  have  ob- 
tained a  new  patent  for   improvements  in  the  manu&cture 
of  steel ;  or,  lastly,  for  an  improved  manufacture  of  carburet  of 
manganese,  or  to  assume  that  this  was  already  included  in  his 
patent,  as  being  the  use  of  the  elements  instead  of  the  substance, 
according  to  the  well  understood  principles  applicable  to  these 
cases.     He  adopted  the  last  course.    This  may  be  regarded  as  a 
new  manufacture  of  carburet  of  manganese;  it  is  nevertheless 
the  use  of  carburet  in  the  manufacture  of  steel.     Suppose  the 
specification  had  stated  the  use  of  oxide  of  manganese  and  car- 
bonaceous matter  in  certain  proportions,  the  fact  of  the  forma- 
tion of  carburet  being  unknown,  that  it  had  been  matter  of  sub- 
sequent discovery  that  carburet  was  formed,  the  introduction  of 
carburet  formed  independently  would  have  been  an  infringement 
It  is  also  contended  now,  as  on  the  first  occasion  when  the 
action  was  tried,  and  which  formed  the  principal  ground  of  non- 
suit before  Lord  Abinger,  C.  B.  (A),  that  the  cost  of  the  mode 
specified,  that  is,  of  the  use  of  the  carburet,  is  so  considerable 
as  compared  with  the  mode  practised  and  complained  of  as  an 
infringement,  namely,  the  use  of  the  elements,  that  the  present 
practice  must  be  considered  a  distinct  and  independent  inven- 
tion, and  great  reliance  is  naturally  placed  in  support  of  this 
view  upon  the  direction  of  Lord  Abinger.     The  suggestion, 
however,  of  the  immoderate  comparison  of  cost  is  unfounded 
in  fact,  is  not  relied  on  in  the  judgments  of  any  of  the  learned 
judges,  and  when  examined  will  appear  equally  unfounded  in 
law  with  the  doctrine  of  intention. 

If  it  were  right  to  assign  the  cost  of  carburet  of  manganese, 


(e)  See  Crosdey  ▼.  Beverley y  I  Pat.  C.  1 17.        Ji.  83,  and  the  note  on   the  interpretatioo  of 
{f)\  Pat.C.  83;  sec  also  the  judgment  of      terms,  ante^  122. 
Lord  Lyndhurtt,  L.  C,  in  Sturtz  v.  De  U  Rue,  (ff)  As  suggested  by  Dr.  Ure,  atUe,  255. 

(h)  AfUe,  217. 
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when  made  for  the  purposes  of  commerce,  by  multiplying  the  ^^^*^*'*''^ 
cost  of  a  single  ounce  when  made  in  the  laboratory  of  the  che-  June  19, 1864. 
mist  for  experimental  purposes^  the  cost,  considering  the  small 
quantity  of  carburet  required,  is  still  immaterial.  The  quantity 
required  is  less  than  one  per  cent,  of  the  quantity  of  the  steel. 
The  effect  of  the  invention  has  been  to  reduce  steel  from  say 
60/.  to  30/.  a  ton  on  the  average.  Assuming,  then,  the  cost 
of  the  carburet,  as  alleged,  one  hundred  times  that  of  the  ele- 
ments, one  guinea  as  compared  to  one  penny,  the  total  cost  of 
the  carburet  would  be  a  very  small  fraction  of  the  reduction  of 
the  cost  of  the  improved  steel.  The  rule  applicable  to  cases  of 
this  kind  is  stated  by  Parke^  B.,  as  follows :  "  If  the  improve- 
ment would  be  productive  practically  of  some  beneficial  result 
sufficient  to  make  it  worth  while — the  expense  being  taken  into 
consideration — to  adopt  the  apparatus,  the  specification  is  suffi- 
cient*' (t).  It  may  be  laid  down  as  the  result  of  that  and  other 
cases,  that  if  some  beneficial  result— tested  either  by  money  value 
in  cases  of  a  reduction  of  price  from  the  new  manufacture, 
or  by  the  quality  in  the  case  of  a  new  article  or  substance — ^be 
attained,  no  such  objection  either  to  the  specification  or  to  the 
subject-matter  of  the  patent  can  be  sustained. 

But  the  suggestion  of  this  excessive  cost  of  carburet  is  con- 
trary to  the  fact.  The  carburet  is  a  metallic  substance,  capable  of 
being  made  on  the  large  scale  in  a  blast  or  other  furnace,  the 
real  elements  of  cost  being  the  fuel  for  heating  such  furnace. 
This  objection,  therefore,  is  unfounded  in  &ct;  it  has  not  been 
insisted  on  until  to-day  in  any  of  the  proceedings  since  the  non- 
suit by  Lord  Abinger,  and  is  not  relied  upon  in  the  judgment  of 
any  of  the  learned  judges  of  the  Exchequer  Chamber. 

The  objection  that  the  result  is  to  this  hour  matter  of  specu- 
lation is  also  without  foundation;  the  evidence  of  the  chemists, 
of  carburet  produced  imder  circumstances  as  closely  analogous 
as  can  be  obtained,  and  of  the  identity  of  the  properties  and 
qualities  of  the  welding  cast  steel  produced  by  the  two  modes,  is 
all  the  case  admits  of;  in  this  class  of  cases  evidence  of  similarity 
of  result  is  primd  facie  evidence  of  similarity  of  manufacture 
sufficient  to  raise  a  question  for  the  jury  (A). 

The  title  of  the  patent  is  ^'  Improvements  in  the  manufacture 
of  iron  and  steel,''  but  it  is  said  in  effect  that  the  specification, 
either  by  express  words  or  by  necessary  intendment,  excludes 
the  question  whether  the  use  of  those  substances  be  included 
within  the  patent.  The  letters  patent  prohibit  that  any  person 
should,  either  directly  or  indirectly,  make  use  or  put  in  practice 
the  said  invention,  or  in  anywise  counterfeit,  imitate,  or  resemble 


(0  In  NeiUon  ▼.  Harford,  1  Pat  C.  314.  (k)  See  note  to  Muntz^s  cue,  ante,  122. 
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intkeHauieofiihe  Same,  or  make  any  additions  thereto,  or  subtractions  firom 
.hiQe^9  1854  ^^®  sanie,  without  the  licence  or  consent  of  tlie  grantee  in 
writing/'  &c.,  and  the  specification  must  be  looked  to  as  evi- 
dence (/)  of  the  invention  actually  made.  The  specification  is 
created  by  the  following  condition,  '*  that  the  grantee  shall  par- 
ticularly describe  and  ascertain  the  nature  of  the  s^d  inventioni 
and  in  what  manner  the  same  is  to  be  performed."  The  nature 
of  Mr*  Heath's  invention  is  the  improving  cast  steel,  or  the  ma- 
nufncture  of  a  malleable  welding  cast  steely  by  the  use  of  car- 
buret of  manganese ;  the  specific  modus  operandi  stated  in  the 
specification  is  the  introduction  into  the  pot  of  carburet  of  man- 
ganese in  the  state  of  soUd  metal,  in  the  proportion  of  firom 
one  to  three  per  cent,  by  weight  of  the  solid  metallic  carburet 
to  the  solid  metalUc  steel.  No  one  supposed  that  the  carburet 
was  to  operate  in  that  solid  state ;  it  and  the  steel  were  to  be 
melted  together,  and  as  the  steel  was  not  to  be  raised  to  a 
higher  temperature  than  usual,  it  followed  of  necessity  that  the 
carburet  would  melt  at  the  temperature,  if  not  at  a  lower  tem- 
perature, than  that  of  the  melting  steel.  The  specification 
having  described  the  modus  operandi  by  reference  to  the  known 
modes  of  steel  making,  rests  the  claim  on  the  use  or  the  em- 
ployment of  carburet  of  manganese  in  preparing  an  improved 
cast  steel.  The  production  of  carburet  as  an  independent  sub- 
stance being  well  known,  it  being  also  obvious  that  such  car- 
buret was  to  be  used  in  a  liquid  state  at  a  temperature  of 
melting  steel,  and  probably  at  a  lower  temperature,  the  sugges- 
tion to  form  that  substance  in  the  pot  with  the  steel  was  obvious, 
and  likely  to  occur  to  any  person  in  working  out  the  invention. 
If  carburet  be  present  in  the  liquid  state  from  the  introduction 
of  the  elements  oxide  of  manganese  and  carbon,  there  is  a 
direct  using  or  practising  of  the  invention  described  in  the  spe- 
cification ;  upon  this  view  of  the  case  the  infringement  is  direct, 
and  it  becomes  wholly  unnecessary  to  resort  to  the  question  of 
imitating  or  of  chemical  equivalent.  Cromptony  J.,  says,  ^'  It  is 
important  to  distinguish  between  the  invention  and  the  particular 
mode  of  working  it  described  in  the  specification.  There  may 
be  other  modes  than  that  pointed  out  by  the  patentee,  of 
bringing  the  two  substances  together,  which  would,  I  appre- 
hend, be  an  infringement  of  the  patent  if  they  involved  the  use 
of  carburet  of  manganese  in  the  process  of  the  conversion  of 
iron  into  cast  steel.  The  question  is,  whether  or  not  what  the 
defendant  was  proved  to  have  done  is  not  evidence  of  the  use  of 
carburet  of  manganese  in  the  process  of  the  conversion  of  iron 
into  steel,  although  the  operation  was  carried  on  in  an  improved 


(0  See  judgment  of  Court  of  Exchequer  in        Bateman  t.  Gray,  Macrorj's  Pat.  C.  115,  as  to 
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mode,  different  from  that  described  in  the  specification  and  ori-  ^n  the  House  of 
ginally  adopted.**  "  Strong  evidence  was  given  by  several  j^^^  19^  1354^ 
scientific  witnesses  that,  when  the  coal  tar  and  the  oxide  of 
manganese  were  put  into  the  crucible,  a  carburet  of  man- 
ganese was  formed  before  the  mixture  with  the  steel;  the 
defendant  was  admitted  to  have  manufactured  cast  steel  by 
using  the  oxide  of  manganese  and  carbonaceous  matter  intro- 
duced into  the  pot  with  the  steel.  I  think  that  this  was  evi- 
dence of  using  carburet  in  the  process,  and  of  a  distinct  in- 
fringement of  the  patent.  It  was  a  neater  mode  of  carrying 
out  the  invention  by  making  the  carburet  in  the  crucible, 
instead  of  preparing  it  out  of  the  crucible,  and  then  introducing 
the  carburet  and  the  iron  into  the  crucible  together.  In  both 
operations  the  two  substances  are  brought  together  and  the  alloy 
is  formed.  The  question  does  not  seem  to  me  to  be  one  of 
imitation  or  of  equivalent,  but  whether  there  is  not  evidence  of 
the  direct  use  of  the  carburet  for  the  purpose  of  the  manufacture.** 

Piatt,  B.,  says,  '^  Whether  the  carburet  or  its  constituent 
parts  separately  are  put  into  the  melting  pot  could  not  make 
any  difference  if  those  parts  afterwards  combined,  and  in  their 
combined  state  acted  in  the  same  manner  on  the  subject  of  the 
manufacture.  The  defendant's  may  be  a  different  manner  of 
manufacturing  carburet  of  manganese,  but  however  manufac- 
tured, if  used  in  the  conversion  of  iron  into  cast  steel,  it  would 
be  an  infringement  of  the  patent.*' 

Erie,  J.,  says,  ^*  The  question  is,  was  there  evidence  that  the 
defendant,  by  heating  the  elements  of  carburet  of  manganese 
with  iron,  formed,  first,  the  carburet,  and  then  cast  steel.  If 
so,  there  would  be  a  direct  infringement.*' 

Wightmanj  J.,  says,  ^'  The  mode  adopted  by  the  defendant  is 
not  by  using  chemical  equivalents ;  the  materisd  combinations  are 
the  same ;  in  both  the  carburet  is  formed.  The  patent  is  not  for 
the  mode  of  preparing  the  carburet,  but  for  its  use  in  any  pro- 
cess whereby  iron  is  converted  into  cast  steel ;  the  process  by 
which  the  defendant  makes  his  carburet  may  be  an  improvement 
on  that  mentioned  in  the  specification,  but  when  made  he  uses 
it  for  the  same  purpose  and  the  same  effect  as  the  defendant.** 

But  if  any  doubt  should  exist  on  the  question  of  direct  in- 
fringement, the  doctrine  of  chemical  equivalents  at  once  comes 
into  operation,  which  is  put  as  follows  by  Erte,  J. ;  ^'  A  patent 
for  the  use  of  a  substance  in  a  process  is  infringed  by  the  use  of 
a  chemical  equivalent  for  that  substance,  known  to  be  so  at  the 
time.  If  the  patent  was  for  the  use  of  soda  in  a  process,  and 
by  subsequent  analysis  sodium  and  oxygen  were  discovered  to 
be  the  elements  of  soda,  the  use  of  sodium  and  oxygen  in  the 
patented  process  for  the  purpose  of  being  equivalent  to  soda  in 
that  process  would  appear  to  me  to  be  an  infringement,  although 
the  analysis  of  soda  was  subsequent  to  the  patent."    The  case 
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In  tke  Route  of  of  Sttvens  v.  Keating  (m)  is  a  strong  authority  in  support  of  the 
f^{g  1854.  preceding.  The  claim  in  that  case  was  for  the  manufacture  of 
cement  by  gypsum,  an  alkali,  and  an  acid ;  the  defendant  used 
gypsum  and  borax ;  the  analysis  of  chemists  showed  borax  to 
be  an  alkali  and  an  acid.  Lord  Coiienham^  L.  C,  supporting  a 
previous  decision  of  the  Vice-chancellor  and  Sir  F.  PoUoek^ 
C.  B.,  held  the  use  of  borax  to  be  an  infringement  of  the  patent 
for  the  alkali  and  the  acid. 

The  decision  of  Lord  Lyndhurst^  L.C.,  in  the  case  of  Mtmd 
V.  Foster  (n),  further  illustrates  the  same  principle.  The  plain- 
tiff had  a  patent  for  the  manufacture  of  sheathing,  by  the  use  of 
'^best  selected  copper  and  foreign  zinc;"  the  defendant  had 
used  common  cake  copper  and  English  zinc;  but  the  analysis  of 
the  product  showed  the  copper  and  zinc  to  be  of  the  quality  and 
purity  described  by  the  plaintiff;  upon  which  Lord  I^ndhwrU 
said,  ''  If  they  were  originally  combined  in  this  state,  tiie  inva- 
sion is  plain  and  direct ;  if  they  were  purified  in  the  course  of  the 
process,  this,  I  think,  would  constitute  a  colourable  invasion  of 
the  plaintiff's  invention."  In  that  case,  the  same  result  was 
produced  by  the  particular  process  of  manufacture,  the  copper 
and  zinc  employed  were  treated  during  the  process  in  such  a 
manner  as  to  acquire  the  properties  of  the  specified  articles,  so 
that  there  was  in  fact  the  use  of  similar  substances  for  the  same 
purpose  and  with  the  same  effect. 

The  same  principle  may  be  illustrated  by  the  case  of  mecha- 
nical inventions.  In  Ruisett  v.  Cowley,  tried  before  Lord 
Lyndhwrsty  C.  B.,  the  substance  of  the  invention  was  drawing  a 
skelp  of  iron  through  dies,  whereby  the  edges  became  pressed  and 
welded  together.  The  process  complained  of  consisted  in  passing 
the  skelp  through  rollers  which  propelled  the  skelp  forward,  and 
compressed  the  edges  so  as  to  weld  them ;  that  learned  judge 
was  of  opinion,  that  the  effect  being  the  same  in  both  cases  the 
one  was  an  infringement  On  the  other,  and  that  was  not  ques- 
tioned before  the  Court,  although  other  questions  were  raised 
and  discussed  on  a  rule  (o). 

Neilson's  .case  is  also  a  strong  authority,  illustrative  of  the 
law  on  this  point.  The  title  of  Neilson's  patent  was  for  ^die 
improved  application  of  air  to  produce  heat  in  forges  and  fur- 
naces;" the  invention  consisted  in  heating  the  air  when  in 
transitu  between  the  blowing  apparatus  and  the  fire,  so  that  it 
was  injected  in  a  heated  instead  of  a  cold  state.  The  means  de- 
scribed in  the  specification  consisted  of  a  cubical  vessel,  within 
which  the  air  was  heated  in  transitu ;  the  heating  surface  pre- 
sented by  such  a  vessel  was  very  small,  in  comparison  with  the 
cubical  contents,  consequently  the  air  was  very  inadequately 
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lieated,  still  it  was  heated  sufficiently  to  produce  some  beneficial  ^»  <^  H<Ha« 
effect  on  the  furnace.  The  apparatus  employed  by  the  defen-  fj^^'  issi 
dant  consisted  of  a  long  pipe,  or  of  a  series  of  pipes  of  small 
diameter,  and  affording  a  very  extended  heating  surface  in  com- 
parison with  the  contents.  The  application  of  heated  air  by 
this  apparatus,  though  materially  different  from  the  apparatus 
described  in  the  patentee's  specification,  was  held  by  Parke,  B., 
and  by  Lord  Justice  Clerk^  and  affirmed  on  appeal  by  your  lord- 
ahips,  though  a  great  improvement,  to  be  nevertheless  an  in- 
fringement {p)  of  Neilson*s  patent,  inasmuch  as  air  was  heated 
in  transitu,  and  applied  so  heated  to  the  furnace* 

The  recent  case  of  Milner's  patent,  tried  on  two  several  occa- 
sions before  Lord  Campbell,  C.  J«,  further  illustrates  the  same 
principle.  The  patent  was  for  an  improvement  in  iron  safes  for 
protection  from  fire;  the  invention  consisted  in  having  the 
filling  of  the  external  case  of  the  safe  supplied  with  water,  which 
would  become  converted  into  steam,  and  thus  keep  the  articles  ' 
enveloped  in  an  atmosphere  of  steam  when  the  heat  became 
dangerous ;  the  means  described  in  the  specification  for  effect- 
ing this,  was  by  inserting  between  the  cases  tubes  containing 
water,  the  soldering  or  plugs  of  such  tubes  being  of  a  metal 
fusible  at  such  temperature  as  would  be  dangerous;  upon  the 
approach  of  which  the  water  would  become  diffused  through  the 
sawdust  or  other  filling  in  the  case.  Shortly  after  the  specification 
the  patentee  abandoned  the  tubes,  and  substituted  powdered 
alum,  which  was  well  known  to  contain  water  of  crystallization 
in  a  latent  state.  On  the  approach  of  heat  this  water  became 
discharged  into  the  filling,  and  presented  an  atmosphere  of  steam 
to  the  interior  of  the  box.  Lord  Campbell,  C.  J.,  directed  the 
jury,  that  there  might  be  an  infringement  of  the  patent,  although 
tabes  had  not  been  used.  The  jury  found  there  had  been  an 
infringement,  and  this  ruling  was  acquiesced  in,  and  not  ques- 
tioned before  the  court  (q). 

Many  other  cases  might  be  cited  in  support  of  the  same  prin- 
ciple, from  which  it  appears  to  follow,  that  if  the  act  done  comes 
within  the  terms  of  the  invention  as  described  in  the  specifica- 
tion, the  infringement  is  direct — ^but  if  not  within  the  terms,  the 
question  arises  whether  the  infringement  is  colourable  or  not, 
*— that  is  to  say,  whether  the  same  end  is  not  obtained  by  equi- 
valent means;  but  in  all  cases  this  is  a  question  of  fact  for  the 
jury.  No  case  has  been  cited  in  which  the  question  of  infringe- 
ment has  been  withdrawn  from  the  jury  in  the  manner  adopted 
in  the  present  instance.  The  defendant  is  alleged  to  have  done, 
either  directly  or  by  means  substantially  the  same,  that  which 
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In  ike  Bouts    the  patentee  lays  claim  to ;  strong  evidence  is  given  in  support 
JutoTd*  1854  ^^  ^^  allegation,  but  the  Court  nndertakes  to  say,  that  there  is 
no  evidence  of  the  nse  of  the  substance  deposed  to. 

The  judgment  of  Coleridge^  J.,  to  that  effect  has  been  referred 
to,  and  it  is  difficult  to  understand  how  the  conclusion  is  arrived 
at  from  the  premises.  That  learned  judge  says  (r),  in  effect, 
^^  I  assume  the  specification  to  be  unexceptionable,  and  to  be 
taken  to  specify  impliedly  all  the  chemical  equivalents  of  those 
chemical  means  expressly  stated  for  producing  the  promised 
result,  which  were  at  the'^time  of  specifying  known  to  ordinarily 
skilled  chemists  or  to  the  patentee  himself.  There  can  be  no 
doubt,  I  think,  that  an  equivalent  has  been  used ;  if  it  were 
known  at  the  date  of  the  spedfication  to  the  plaintiff',  or  to 
ordinary  chemists,  tiiose  I  mean  who  would  bring  to  the  specifi- 
cation such  knowledge  as  must  be  presimied  in  those  to  whom 
the  patent  must  be  taken  to  be  addressed,  then  it  is  within  the 
specification,  and  the  use  of  it  is  an  infiringement.''  ''The 
knowledge  I  speak  of  is  not  the  knowing  what  were  the  eompo- 
nent  parts  of  carburet  of  manganese,  but  the  knowledge  that 
the  component  parts  thus  applied  were  equivalent  to  the  thiif 
itself,  applied  according  to  the  specification,  for  producing  the 
desired  result''  The  distinction  drawn  by  that  learned  jadge 
between  knowledge  at  tiie  time,  of  the  constitution  or  elements 
of  the  compound,  and  of  the  effect  of  those  elements,  woold  go 
to  this,  that  no  improvement  can  be  an  infringement  on  a  prior 
patent, — ^in  fact,  the  learned  judge  speaks  of  improvement  and 
infringement  as  distinct.  Now  it  is  of  the  very  essence  of  im- 
provement that  the  means  by  which  it  is  effected  should,  as  to 
their  special  operation,  be  unknown ;  if  the  substituted  means 
be  an  equivalent  for  any  purpose,  they  maybe  an  equivalent  for 
the  patent  process,  but  this  is  a  question  for  the  jury.  Accord- 
ing to  the  opinion  of  that  learned  judge,  the  use  of  the  bonxio 
the  case  of  Stevens  v.  Keating y  already  referred  to  (s)j  would  not 
have  been  an  infringement ;  no  one  knew  at  the  time  that  bonx, 
though  an  alkali  and  an  add,  would  answer  the  purpose  of  the 
alkali  and  the  acid  mentioned  in  the  plaintiff's  specification. 
The  course  taken  in  that  and  other  cases  assumes  the  doctrine 
contended  for ;  an  infringement  had  been  committed,  becaiue 
the  act  done  was  within  the  terms  of  the  daim ;  but  the  con- 
struction of  the  specification,  according  to  which  the  patent  had 
been  infringed,  invalidated  the  patent,  because  some  of  die  sub- 
stances induded  within  those  terms  would  not  answer.  If> 
patent  is  to  be  invalidated  by  reason  of  certain  substances  not 
answering,  or  behig  old  for  the  purpose,  it  would  seem  to  follow 
as  the  converse  of  the  proposition^  that  their  use  is  an  infting^ 
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ment  of  the  patent.  The  following  paragraph  in  the  judgment  in  theHoumof 
of  that  learned  judge — *^  the  new  conclusion  may  be  deducible  j^!^ig  \q^ 
from  known  and  specified  premises,  and  in  strict  reasoning, 
therefore,  involved  in  them ;  still  he  who  first  puts  the  premises 
side  by  side  and  deduces  the  conclusion  is  the  inventor/' — 
would  seem  to  concede  all  for  which  we  contend.  Mr.  Heath 
was  the  inventor  of  the  use  of  carburet  of  manganese ;  the  use 
of  the  elements  would  appear  to  follow  very  naturally  as  a  con- 
sequence from  the  use  of  the  carburet ;  if  so,  he  was  in  law  as 
well  as  in  fact  the  inventor  of  the  use  of  the  elements  also. 

The  judgment  of  Alderson,  B,,  admitting  to  the  fullest  extent 
the  doctrine  of  mechanical  and  ^chemical  equivalents,  and  as- 
suming carburet  of  manganese  to  have  been  a  well-known  sub- 
stance, is  to  the  effect  that  after-discovered  equivalents  are  not 
included  in  the  specification,  but  must  be  expressly  stated 
therein  (fj.  How  could  what  is  confessedly  matter  of  after- 
discovery  be  stated  in  the  specification  ?  If  the  equivalent  be 
known,  it  is  included  in  the  specification.  That  learned  judge 
places  the  whole  question  on  the  knowledge  as  to  the  equiva* 
lent ;  what  knowledge,  but  the  fact  of  the  constitution  or  of  the 
elements  of  the  substance  employed  ?  the  knowledge  of  the 
use  of  the  substance  and  of  the  elements  was  equally  unknown  ; 
the  two  stand  and  fall  together  as  the  subject-matter  of  the 
patent.  That  learned  judge  further  says,  ^'  If  the  equivalent  be 
not  known  before,  he  who  discovers  de  novo  the  equivalent,  if  it 
be  better  than  the  original  for  which  it  was  the  equivalent,  has 
by  the  equivalent  improved  upon,  not  infringed,  the  original 
invention.'^  Does  not  this  involve  two  fallacies  ?  the  one  that 
the  patent  is  for  carburet  of  manganese,  the  other  that  an  im*  . 
provement  cannot  be  an  infiingement ;  the  patent  is  not  for  the 
manufacture  of  carburet  of  manganese  as  a  new  substance,  or 
for  any  improvement  in  its  manufacture,  but  for  the  use  of  such 
substance  in  the  manufacture  of  steel.  It  was  decided  in  the 
case  of  Crane  v.  Price  (tt),  in  conformity  with  many  other  cases, 
that  an  improvement,  though  involving  the  use  of  another 
patent,  is  the  subject-matter  of  a  valid  patent.  It  seems,  there- 
fore, difficult  to  understand  how  that  learned  judge  should 
^^  agree,  that  there  is  abundant  evidence  to  show  tiiat  the  mate- 
rials treated  as  described  form  in  succession  an  equivalent  che- 
mically for  the  carburet  of  manganese,"  but  at  the  same  time 
deny  the  use  of  such  an  equivalent  to  be  an  infiingement. 

The  language  of  the  specification  has  been  referred  to  as 
showing  the  distinction  drawn  by  the  patentee  between  the  sub- 
stances, the  oxide  and  the  carburet,  but  this  is  perfectly  consis- 
tent with  the  view  now  contended  for,  and  the  opinion  of 
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intkeHouteofParke,  B.9  on  the  motion  for  the  rule  in  the  Court  of  Eizdie- 
^ui6i9  1864.  ^^^^y  namely,  '*  that  the  merit  of  the  invention  was  the  use  of  the 
manganese  at  the  same  time  witii  the  carbonaceous  matter"  (w). 
An  examination  of  the  specification  shows  the  discovery  of  Mr. 
Heatii  to  have  consisted  in  the  means  of  using  and  controlling 
the  agent  oxide  of  manganese  in  the  manufacture  of  steel ;  that 
by  giving  it  or  feeding  it,  as  it  were,  with  the  necessary  amount 
of  carbon,  its  action  might  be  regulated  and  applied  with  cer- 
tainty to  a  beneficial  purpose.  The  second  part  of  the  specifi- 
cation shows  how  pure  cast  iron,  that  is  simple  carburet  of  iron, 
may  be  converted  into  cast  steel  of  any  required  degree  of 
hardness.  He  says,  combine  with  hard  carburet  of  iron,  that  is, 
cast  iron,  a  certain  portion  of  oxide  of  manganese ;  the  result  is, 
that  tiie  oxide  of  manganese  will  seize  upon  and  neutralise  a 
portion  of  tiie  carbon  in  the  carburet  of  iron,  will  decarburate 
and  soften  it  in  a  degree  corresponding  with  tiie  quantity  of 
oxide  of  manganese  used,  and  leave  you  cast  steel  of  any  re- 
quired degree  of  hardness ;  always,  as  he  says,  taking  care  not 
to  decarburate  the  metal  to  such  a  degree  as  to  render  it  in- 
fusible. This  involves  and  discloses  the  real  principles  of 
Heath's  invention,  and  shows  his  perfect  knowledge  of  the 
action  of  the  substances  employed.  The  part  of  the  specifica- 
tion relating  to  the  use  of  carburet  of  manganese  further  illus- 
trates this;  it  announces  in  effect  that  the  beneficial  use,  without 
any  injurious  effect,  of  the  oxide  of  manganese,  is  obtained  by 
using  it  in  combination  with  a  certain  quantity  of  carbon ;  now 
whether  tiie  carburet  be  made  first,  according  to  the  practice  at 
the  date  of  the  patent,  and  for  some  time  afterwards,  or  whether 
the  carburet  be  formed  in  the  course  of  the  process  by  the  ele- 
ments introduced  for  that  purpose,  is  surely  immaterial,  and  equally 
a  using  of  tiie  patented  invention  of  Mr.  Heath;  an  adoption  of 
that  knowledge  which  was  first  communicated  to  the  public  as 
the  result  of  the  labours  of  Mr.  Heatii  («). 

T.  JaneSy  in  reply :  Carburet  of  manganese  may  be  assumed 
to  have  been  a  known  substance,  and  the  main  argument  of  the 
plaintiff  in  error  rests  upon  such  assumption ;  it  was  the  use  of 
tiiat  known  substance  which  constituted  Mr.  Heath's  invention- 
It  is  now  sought  to  include  within  the  patent  the  use  of  oxide 
of  manganese  and  coal  tar,  as  substantially  the  same  process, 
although  Mr.  Heath  had  no  idea  of  that  at  the  time,  but  it  was 
matter  of  subsequent  discovery.    The  case  of  Stevens  v.  bating 
is  exactiy  the  reverse  of  the  present;  if  Heath  had  claimed  die 
use  of  the  oxide  and  the  carbonaceous  matter  in  the  process, 
and  any  other  person  had  used  carburet  of  manganese  for  the 
same  purpose,  that  might  have  been  an  infringement  within 
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the  principle  laid  down  in  Stevens  v.  Keating.  But  until  the  in  the  House  of 
experiments  of  the  chemists  no  one  ever  discovered  that  car-  j^^  J9  1354, 
buret  of  manganese  was  formed  under  the  circumstances  com- 
plained of;  it  was  till  then  wholly  unknown,  and  is  still  matter 
only  of  speculation.  If  the  judgment  of  the  Exchequer  Cham- 
ber should  be  upheld,  it  will  amount  to  a  decision  that  a  patent 
may  be  granted  for  a  thing  not  only  not  described^  but  of  which 
the  patentee  was  wholly  ignorant ;  a  patent  for  a  thing  never 
heard  or  dreamt  of.  If  this  judgment  is  to  be  affirmed,  the 
person  who  discovered  that  the  diamond  consisted  of  carbon 
would  have  infringed  a  patent  for  the  use  of  the  diamond  by 
the  use  of  carbon.  Surely  this  is  too  absurd  a  proposition  to 
be  seriously  contended  for ;  such  a  conclusion  would  be  most 
illc^cal  and  impolitic  The  subject  of  a  patent  must  be  some- 
thing capable  of  being  clearly  and  distinctly  defined ;  that 
which  is  not  described  cannot  be  said  to  be  invented. 


The  following  question  was  put  by  their  lordships  to  the  QneiUon  to 
judges :  "Whether,  looking  at  the  record  as  set  forth  in  the  joint 
appendix  to  the  printed  cases,  there  was  evidence  for  the  jury 
that  the  plaintiflF  in  error  was  guilty  of  an  infringement  of  the 
patent  stated  in  the  declaration,  by  using  oxide  of  manganese 
and  carbonaceous  matter  in  the  manufacture  of  cast  steel,  in 
the  manner  in  which,  according  to  his  admission  at  the  trial,  he 
did  use  them  ?" 

The  judges  asked  for  time  to  consider  the  question,  which  was 
granted. 

Adjourned  for  the  opinion  of  the  judges. 
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Lordt. 

"•''"•  "^-  May  21, 1855. 

Unwix  v.  Heath  ^Administratrix). 

OpmioM  of  the     Cbowdeb,  J. :   My  Lords,  the  qaestion  upon  which  your 
**^*'*  Lordships  have  desired  the  opinion  of  the  Judges  is,  "  whether, 

looking  at  the  record  as  set  forth  in  the  joint  appendix  to  the 
printed  cases,  there  was  evidence  for  the  jury  that  the  plaintiff 
in  error  was  guilty  of  an  [infringement  of  the  patent  stated  in 
the  declaration,  by  using  oxide  of  manganese  and  carbonaceous 
matter  in  the  manufacture  of  cast  steely  in  the  manner  in  whidi* 
according  to  his  admission  at  the  trial^  he  did  use  them." 

To  this  question  I  answer,  that  in  my  opinion  there  was 
evidence  for  the  jury  of  the  infringement  of  the  patent. 

The  defendant  in  error  took  out  the  patent  for  certain  im- 
provements in  the  manufacture  of  iron  and  steel,  and  in  his 
specification  he  mentions  several;  but  the  only  one  material 
to  this  inquiry  is  that  which  refers  to  the  use  of  carburet  of 
manganese. 

This  action  was  brought  for  the  infringement  of  the  i>atent  by 
the  plaintiff  in  error,  and  the'question  proposed  by  your  Lord- 
ships arises  upon  the  plea  of  Not  Guilty.    There  are  otber 
pleas  upon  the  record  raising  issues  as  to  the  novelty  of  the 
invention  and  the  sufficiency  of  the  specification,  which  were 
found  by  the  jury  for  the  plaintiff  below;  and,  indeed,  for  the 
In  considering  purpose  of  considering  the  question  of  infringement,  the  inven- 
InfrinireinBnt^^  tiou  must  be  assumed  to  be  new,  and  well  described  in  the  spe- 
tfae  Tdidity  of  cification.     He  declares  the  nature  of  his  invention  to  be,  ^  the 
bet^vmid!^"^  use  of  carburet  of  manganese  in  any  process  whereby  iron  is 
converted  into  cast  steel."     He  afterwards  describes  the  man- 
ner in  which  his  invention  is  performed  in  these  words :  ^*  I 
propose  to  make  an  improved  quality  of  cast  steel  by  introduc- 
ing into  a  crucible  bars  of  common  blistered  steel,  broken  as 
usual  into  fragments,  or  mixtures  of  cast  or  malleable  iron,  or 
malleable  iron  and  carbonaceous  matters,  along  with  firom  one 
to  three  per  cent,  of  their  weight  of  carburet  of  manganese,  and 
exposing  the  crucible  to  the    proper  heat  for  melting    the 
materials,  which  are,  when  fluid,  to  be  poured  into  an  ingot 
mould  in  the  usual  manner ;  but  I  do  not  claim  the  use  of  any 
such  mixture  of  cast  and  malleable  iron,  or  malleable  iron  and 
carbonaceous  matter,  as  any  part  of  my  invention,  butonly  the 
use  of  carburet  of  manganese  in  any  process  for  the  conversion  of 
iron  into  cast  steeV^    And  in  another  part  of  the  specification 
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he  says,  ^'  I  claim  the  employment  of  carburet  of  manganese  in  Qp^mww  of 

J      '       -     ,  „  °  the  Judges, 

preparing  an  unproved  cast  steel. '  ^^ 

By  this  language^  I  understand  the  substance  of  the  invention  Substance  of 
to  be  the  application  of  carburet  of  manganese  to  the  manufac-  ^*  p^enS'of 
ture  of  cast  steel,  in  order  to  improve  its  quality ;  and  I  under-  carburet  of 
stand  the  modua  operandi  to  be,  substantially,  the  melting  "*°*^*^' 
feather  in  the  crucible  carburet  of  manganese  and  blistered 
steel  or  iron.  It  follows^  I  think,  that  the  patentee  is  protected 
by  his  patent  against  the  use  of  carburet  of  manganese  with  iron 
or  blistered  steel  in  its  conversion  into  cast  steel,  in  any  mode 
in  which  those  substances  are  brought  together  in  a  fluid  state 
in  the  crucible  so  as  to  produce  the  same  result  It  seems  to 
me  to  be  inunaterial  in  what  manner,  or  at  what  time,  the  car* 
buret  of  manganese  is  formed,  provided  it  be  present  in  a  fluid 
state  when  the  cast  steel  is  in  a  condition  to  be  poured  into  the 
ingot  mould*.  It  appears  from  the  evidence,  that  when  the 
patentee  obtained  his  patent,  and,  for  some  time  afterwards,  he 
was  in  the  habit  of  first  making  the  carburet  of  manganese  by 
melting  together  coal  tar  and  oxide  of  manganese ;  and  when 
that  product  had  been  obtained  in  a  solid  form,  it  was  put  into 
the  crucible  with  fragments  of  iron  or  blistered  steel,  and  the 
fusion  of  these  materiab  together  produced  an  improved  cast 
steel.  It  was  afterwards  found  by  tiie  patentee,  and  communi- 
cated by  him  to  the  plaintiff  in  error,  and  others,  that  if,  instead 
of  making  the  carburet  of  manganese  first,  and  then  putting  it 
into  the  crucible  with  iron  or  blistered  steel,  its  component 
parts,  coal  tar  and  oxide  of  manganese,  were  put  into  the 
crucible  with  the  fragments  of  iron  or  blistered  steel,  the  car- 
buret would  be  produced  in  a  state  of  fusion,  and  would  then 
operate  precisely  in  the  same  manner  in  the  improvement  of  the 
cast  steel,  with  a  very  great  saving  of  expense.  And  it  is 
admitted,  diat  the  plaintiff  in  error  has  manufactured  cast  steel 
by  placing  coal  tar  and  oxide  of  manganese  in  the  crucible  with 
iron,  and  melting  them  together. 

Now,  there  is  ample  evidence  upon  the  record,  from  the  E^tdenoeoftfae 
scientific  witnesses,  for  the  jury  to  infer  that  by  this  process  ^^rbwH  i^ 
carburet  of  manganese  is  formed  in  the  crucible  at  a  lower  tern-  manganese, 
perature  than  that  at  which  the  iron  is  fused,  and  that  its  action 
afterwards  in  alloying  with  the  steel  is  the  same  as  when  the 
carburet  of  manganese  is  first  put  into  the  crucible  in  its  solid 
form,  and  then  melted ;  and  that  was  indeed  admitted  in  argu- 
ment, at  your  Lordships'  bar:  but  it  was  contended    that, 
assuming  such  a  state  of  facts  to  be  clearly  established  in  proof, 
it  would  afford  no  evidence  of  an  infringement  of  the  patent. 

It  seems  to  me,  however,  that  it  is  evidence  of  a  direct  The  infringe- 
infringement,  because  it  shows  the  use  by  the  plaintiff  in  error  "^"*  **""**• 
of  carburet  of  manganese  melted  with  iron  in  the  process  of  its 
conversion  into  cast  steel,  which'  is  substantially  the  invention 
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In  the  House  of 'p^itented  by  the  defendant  in  error.  I  do  not  perceive  here  the 
ibiy2\  1865  ^^®  ^^  chemical  equivalents,  but  I  observe  a  direct  use  of  the 
identical  chemical  agency  described  in  the  specification.  The 
carburet  of  manganese  in  a  fluid  state  acts  in  both  processes  upon 
the  fused  iron,  and  produces  the  same  effect.  The  point  to  be 
reached  in  both  processes,  before  £he  carburet  of  manganese 
can  act  upon  the  iron,  is  the  fusion  of  all  the  ingredients- 
When  that  has  been  accomplished  the  action  takes  place,  and 
the  desired  result  is  produced  in  the  cast  steel.  The  only  dif- 
ference between  the  processes  of  the  plaintiff  and  the  defendant 
is  what  occurs  before  that  point  is  reached.  The  defendant  in 
error  makes  his  carburet  with  coal  tar  and  oxide  of  manganese, 
and  puts  it,  when  in  a  cold  and  solid  state,  into  the  crucible  to 
be  fused  with  the  iron.  The  plaintiff  in  error  makes  his  car- 
buret with  the  same  ingredients,  but  puts  them  into  the  crucible 
together  with  the  iron,  and  melts  them  with  one  and  the  same 
heating ;  but  in  doing  this  he  produces  his  carburet  of  manga- 
nese in  a  fluid  state  before  the  iron  is  fused,  or  acted  upon 
by  it. 
There  may  be  It  IS  said,  however,  that  both  the  language  of  the  spedfication 
an  infringement  ^nd  the  evidence  in  the  cause  abundantly  show  that  the  paten- 

by  •  mode  not  ,        ,  , 

contemplated  at  tee  never  contemplated  such  a  mode  of  combination  of  carburet 
wSent*  **^  ^^^  ^'  manganese  with  iron  as  is  used  by  the  plaintiff  in  error, 
and  that,  therefore,  the  use  of  it  could  not  constitute  an  in- 
firingement  of  the  patent. 

A  similar  argument  was  urged  by  the  defendant's  counsel  in 
the  case  of  Neilson's  Hot  Blast  Patent  (a),  but  without  success. 
There  it  was  clear  that  the  patentee  was  unacquainted,  when  he 
filed  his  specification,  with  the  most  beneficial  mode  of  carry* 
ing  his  invention  into  effect.  But  it  was  held^  that  although 
the  use  of  pipes  by  the  defendant,  which  had  not  been  in  the 
contemplation  of  the  patentee,  was  an  improvement,  it  was 
nevertheless  an  infringement  of  the  plaintiff's  patent  (d).  And 
in  the  Electric  Telegraph  Company  v.  Brett  (c),  it  was  decided 
that  a  patent  ^^  for  improvements  in  giving  signals  and  sounding 
alarms  in  distant  places  by  means  of  electric  currents  trans- 
mitted through  metallic  circuits,*'  was  infringed  by  the  defendant, 
whose  electric  currents  were  transmitted  through  a  circuit, 
nearly  one  half  of  which  was  formed  by  the  earth  instead  of 
by  metallic  wires,  although  it  was  unquestionably  a  great  im- 
provement on  the  original  invention,  and  although  at  the  time 
of  filing  the  specification  it  could  not  have  been  in  the  contem- 
plation of  the  patentee,  because  the  discovery  had  not  then  . 
been  made,  that  the  earth  would  act  in  the  same  manner  as  a 
metallic  conductor  in  completing  the  electric  circuit.     And  so  I 


(a)  Xeilson    v.  Harford,   I  Pat.  C.  304.  (c)-20  Law  Journal,  Common  Pleas,  p.  ISO. 

(h)  Ibid.  328. 
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think  here  the  process  of  the  plaintiff  in  error  is  an  improve-  ^p*'^  */ 

1.  .  -iij.1  •  -L-ii-AU     the  Judges, 

ment  upon  the  invention  of  the  defendant  in  error,  wnile  at  tne 
same  time  it  is  an  infringement  of  his  patent. 

For  these  reasons,  I  answer  your  lordships'  question  in  the 
affirmative. 

Cfioif  PTON,  J. :  I  think  that  there  was  some  evidence  for 
the  jury  of  an  infringement  of  the  patent  in  this  case.  Having 
given  my  reasons  for  this  opinion  at  considerable  length  in  the 
Exchequer  Chamber  (e/),  and  those  reasons  being  contained  in 
the  appendix  to  the  printed  case,  it  is  quite  unnecessary  to 
trouble  your  lordships  with  a  repetition  of  them. 

I   would  observe,   however,  that  I  do  not  agree  with  the  Knowledge  at 
argument  for  the  plaintiff  in  error,  that  the  question  of  infringe*  1^*^^^  ^^^  yj 
ment  can  depend  on  whether  the  mode  of  working  alleged  to  be  an  material  on  the 
infringement  was  or  was  not  known  to  the  patentee  or  to  those  sufficiency  of  ^ 
skilled  in  the  particular  matter  at  the  time  of  the  specification.  *!>«  snecifica- 
On  a  plea  raising  the  question  as  to  the  sufficiency  of  the  „  to  infnnge- 
speciiication,  the  knowledge  of  the  patentee  may  be  material  •  >°«°^ 
but  upon  the  only  issue  now  under  consideration,  the  patent  is 
to  be  taken  to  be  valid,  and  the  invention,  as  claimed,  to  be 
useful  and  novel,  and  it  is  to  be  taken  that  the  patentee  has 
specified  all  that  he  could  be  required  to  have  specified.     If  a 
new  process,  of  which  he  and  all  others  were  ignorant  at  the 
time  of  the  specification,  is  found  out  afterwards,  the  exercise 
of  such  new  process  may  be  an  infringement,  provided  that  it 
is  substantially  the  same  with  or  includes  the  patented  invention* 
An  improved  method  of  doing  in  effect  the  same  thing  may  j^j^  improved 
well  be  an  infringement  of  the  patent,  though  not  known  at  the  method  may  be 
time  of  the  specmcation.  „^eQi, 

Neither  do  I  agree  with  the  argument  of  the  plaintiff  in  error 
that  this  invention  was  merely  putting  solid  pieces  of  carburet 
into  the  pot  with  the  broken  pieces  of  iron.  I  have  before 
given  my  reasons  for  thinking  that  the  invention  claimed  was 
tiie  use  of  the  carburet  in  the  manufacture  of  the  steely  and  for 
thinking  that  there  was  some  evidence  for  the  jury  that  the 
new  process  was  an  improved  and  neater  mode  of  carrying  on 
the  old  invention. 

It  was  said  that  what  was  done  in  the  present  case  was  an 
equivalent  merely  for  what  was  pointed  out  in  the  patent  and 
specification,  that  all  known  equivalents  must  be  expressly  or 
impliedly  specified,  that  the  alleged  equivalent  in  the  present 
case  must  be  assumed  to  have  been  unknown  at  the  date  of  the 
specification,  and  that  it  must  be  treated  as  a  new  discovery  not 
within  the  range  of  the  patent,  and  excluded  from  the  specifi- 
cation, and,  therefore,  not  an  infringement. 


{d)  AfUe,  237. 
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intkeHfnue  Sttcb  an  argument  coald  only,  in  my  opinion,  be  of  any 
Ma^2i?'i856.  wcight  in  cases  where  the  supposed  equivalent  is  something 
really  different  from  the  thing  itself,  as  if  in  the  present  case 
the  alleged  infringement  had  been  by  using  instead  of  the  car- 
buret of  manganese  one  or  more  substances  which,  alone  or 
Evidence  of  a  united,  though  not  being  carburet  of  manganese,  would  have 
^^S^"^"*^  had  the  same  effect  in  making  the  improved  steel,— the  use  of 
such  different  things  producing  the  same  effect,  whether  operat- 
ing in  the  same  or  a  different  manner,  might  be  the  use  of 
things  out  of  the  patent,  and  might  prcpedy  be  caDed  tbe  use 
of  an  equivalent.  The  present  is  not,  in  my  opinion^  the  nm 
of  what  can  be  properly  termed  an  equivalent.  If  the  oxide 
and  the  carbonaceous  matter  operated  so  as  to  produce  the 
same  effects  as  the  carbmret  wkhout  forming  the  carburet,  they 
might  possibly  be  deemed  equivalent  to  it,  but  the  evidence 
was  pointed  to  a  direct  using  of  the  carburet  I  look  upon 
this,  therefore,  as  a  case  not  of  any  equivalent,  but  as  a  case 
where  there  was  evidence  of  a  direct  infringement  iji  the  potent 
by  the  use  of  the  carburet  of  manganese. 

The  effect  of  the  evidence  was,  that  the  carburet  of  man- 
ganese was  made  in  a  less  expensive  way  in  the  pot,  instead  of 
a  more  expensive  way  out  of  the  pot. 
Intention  or  "^^  knowledge  or  intention  of  the  party  infringing  die  patent 
knowledge  inu  is  now  most  properly  admitted  to  be  immaterial,  and  if  theie 
tion  oiTin-  ^^  ^^  evidence  of  inifiringement  in  the  present  case,  any  person 
ement.  might  after  the  patent  and  specification  came  out  have  gone  to 
a  scientific  chemist  and  said,  ^^  there  is  a  new  invention  of  mak- 
ing improved  steel  by  applying  carburet  of  manganese  to  the 
iron  in  the  process  of  melting ;  cannot  we  manage  to  put  toge- 
ther the  ingredients  of  carburet  of  manganese  in  packages,  and 
put  these  packages  in  the  pot,  so  that  the  carburet  maybe 
formed  in  the  pot  and  have  the  same  effect  as  if  put  in  in  die 
shape  of  carburet  ?'*  And  the  execution  of  this  plan  would, 
according  to  the  argument  of  the  plaintiff  in  error,  have  been 
no  infringement,  but  would  have  merely  been  the  Intimate  use 
of  a  new  discovery.  To  my  mind  it  would  appear  to  be  a 
direct  use  of  the  carburet  in  the  making  of  an  improved  steeL 
The  only  way  in  which  I  think  there  would  be  a  defence  on 
the  plea  of  not  guilty  is,  if  your  lordships  should  adopt  the 
argument  which  I  have  before  referred  to,  and  should  hold  the 
invention  not  to  be  the  use  of  the  carburet  in  the  manufacture, 
but  merely  the  putting  into  the  pot  the  specified  materials  in 
the  manner  and  proportions  pointed  out  by  the  plaintiff  as  his 
modui  operandi.  And  this  appears  to  me  to  be  the  real  question 
in  the  case.  I  think  that  it  would  be  a  narrow  and  dangerous 
construction  to  limit  the  invention,  claimed  in  express  words, 
by  the  mode  and  process  of  working  which  the  plaintiff  sets 
forth  as  a  means  of  carrying  his  invention  into  effect 
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I  would  add,  with  reference  to  what  was  stated  at  the  bar  to  (^onsof 
have  been  the  evidence  given  at  the  late  trial  at  LiverpooL  _.    !\?T, 
whicn^  though  not  on  the  record,  I  may  refer  to  as  a  supposed  fore  the  patent 
state  of  facts,  that  supposing  there  had  been  previously  to  this  J°^]^  *^'"i, 
patent  a  public  and  well-known  use  of  putting  the  oxide  of  ing  novelty, 
manganese  and  carbonaceous  matter  with  the  irw  into  the  pots,  pa^eli  be*'^* 
and  it  had  appeared  by  the  evidence  of  chemists  that  this  pro-  evidence  of 
cess,  though  not  known  to  do  so  at  the  date  of  the  patent,  ""^^•"®"*- 
really  operated  '^by  the  formation  of   carburet  of  manganese* 
within  the  pot,  and  that  when  formed  the  carburet  ap]^ljed  itself 
to  the  iron;  and  supposing^  that  in  such  a  state  of  die  manu^ 
facture^  the  plaintiff  had  taken  out  his  patent  for  the  employ- 
ment of  carburet  of  manganese  in  the  manufacture  of  steel,  I 
should  think  it  dear  that  there  was  evidence  to  go  to  the  jury 
that  the  patented  invention  was  not  novel.    It  certainly  would 
seem  strange  if  the  patent  claiming  the  invention  of  the  em- 
ployment  of  the  carburet  could  be  supported,  when  it  appeared 
that  the  carburet  had  been  long  so  employed  by  being 'formed 
in  the  pot  from  the  oxide  and  the  carbonaceous  matter,  though 
the  exact  mode  of  the  operation  had  not  been  known.    In  fact, 
the  plaintiff's  invention  in  such  a  case  Would  have  been^wbat 
indeed  it  seemed  from  the  evidence  at  the  trial  at  Liverpool  to 
have  really  been,  a  discovery  of  a  worse  and  more  expensive 
mode  of  applying  the  carburet    If  proof  of  such  use  before -the 
patent  would  be  evidence  that  there  was  no  novelty,  it^seems  to 
follow  that  the  use  after  the  patent  would  be  evidence  of  on 
infringement. 

The  argument  urged  at  the  bar  as  to  its  being  matter  of 
speculation  and  of  doubt,  whether  the  carburet  was  really  formed 
in  the  pots  before  it  alloyed  itself  with  the  steel,  would  only  go 
to  prove  that  the  weight  of  the  evidence  for  the  jury  was  less. 
But  I  think  that  there  was  dearly  some  evidence  of  that  hct, 
and  if  so,  that  there  was  evidence  for  the  jury,  tiiat  the  new 
process  was  an  ^  employment  of  the  carburet  of  manganese  in 
the  manufacture  of  steeV  though  in  a  method  improved  and 
neater  than  the  one  first  adopted  by  the  plaintiff,  and  men- 
tioned by  him  in  his  spedfication  as  a  mode  of  carrying  out  his 
invention. 
I  answer  your  lordships'  question,  therefore,  in  the  affirmative. 
Williams,  J. :  My  lords,  this  case  appears  to  me  to  turn 
entirely  on  the  question,  what  is  really  the  invention  described 
and  claimed  by  the  patentee  in  his  spedfication  ? 

If  it  is  merely  tiie  particular  process!  for  the  manufecture  of 
cast  steel  therein  described,  then,  in  my  opinion,  the  plaintiff 
in  error  would  not  be  guilty  of  any  infringement  of  the  patent 
by  reason  of  using  the  oxide  of  manganese  and  carbonaceous 
matter  in  that  manufocture  in  the  manner  in  which  it  is  ad- 
mitted he  did  use  them.     For,  according  to  the   described 
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In  the  Hotue  of  processy  Carburet  of  manganese,  a  then  existing  thing,  is  to  be 
Mav  21  1855.  P^^  ^^  ^^^  cTucible  together  with   sted  or  iion^  in  defined, 
though  not  exactly  defined  proportions  of  weight  to  each  other, 
and  then  heat  is  to  be  applied.    Now  it  is  pkin  that  the  melt- 
ing together  of  oxide  of  manganese  and  carbonaceous  matter 
with  steel  or  iron  is  no  direct  infringement  of  a  patent  for  this 
process.   And  the  only  question  can  be,  whether  it  is  an  indirect 
infiringement  by  the  substitution  of  an  equivalent.     There  is 
ample  evidence  that  to  melt  together  oxide  of  manganese  and 
carbonaceous   matter  with    steel   and  iron  will   serve  as   an 
equivalent  for  the  melting  together  of  carburet  of  manganese 
with  steel  or  iron  in  producing  the  desired  result.     But  there 
is  no  evidence  that,  at  the  time  of  the  patent  and  specification, 
this  was  known  to  persons  of  ordinary  skill  in  chemistry.    And 
I  fully  agree  with  the  doctrine  which  has  been  repeatedly  laid 
down  in  the  course  of  the  discussion  of  this  cause,  that  though 
The  use  of  an  the  use  of  a  chemical  or  mechanical  substitute^  which  is  a 
equivalent  un.  known  equivalent  to  the  thing  pointed  out  by  the  specification 
ofed  at  the  date  and  claimed  as  the  invention,  amounts  to  an  infringement  of 
®^ *^tP**®"'    the  patent,  yet  if  the  equivalent  were  not  known  to  be  so  at 
meat.  the  time  of  the  patent  and  specification,  the  use  of  it  is  no 

infringement. 

But  if  the  invention  described  and  claimed  by  the  patentee 
in  this  case  is  not  the  particular  process  specified,  but  the  em- 
ployment of  carburet  of  manganese  in  the  process  of  the  con- 
version of  iron  into  steel,  and  if  the  description  of  the  process 
in   the   specification,   instead  of  being  a  description  of  the 
invention,  is  only  a  description  of  one  mode  of  carrying  the 
invention  into  effect,  an  entirely  different  doctrine  becomes 
applicable  to  the  question,  viz.,  the  doctrine  that  if  a  patent  is 
Patentee  en-     taken  out  for  the  application  of  a  principle,  coupled  with  a 
titled  to  protec-jjjQjjg  Qf  carrying  the  principle  into  effect,   the  patentee  is 
any  mode  em-   entitled  to  protection  from  all  other  modes  of  doing  so,  whether 
^c^fe"™*    known  or  not  known  at  the  time  of  the  specification.    And  I  am 
of  opinion  that  the  latter  is  the  true  view  of  the  invention 
described  and  claimed  by  the  patentee  in  this  case. 

If  this  be  so,  there  is  no  room  for  doubt  that  there  is  evi- 
dence of  an  infringement  of  the  patent.  For  there  is  evidence 
that  the  oxide  of  manganese  and  carbonaceous  matter,  as  used 
by  the  plaintiff  in  error  in  the  manufacture  of  cast  steel,  formed 
in  the  crucible,  by  the  action  of  the  heat,  a  carburet  of  man- 
ganese before  the  steel  or  iron  began  to  melt,  and  that  subse- 
quently, when  the  steel  or  iron  melted,  tiie  carburet  alloyed 
itself  therewith,  producing  thereby  the  improved  cast  steel; 
and  that  in  this  way  carburet  of  manganese  was  employed  in 
the  process  used  by  the  plaintiff  in  error  for  converting  steel 
or  iron  into  cast  steel  in  order  to  procure  an  improved  cast 
steel. 
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For  these  reasons,  I  beg  to  answer  your  lordships'  question  ^^J^J^w^ 
in  the  affirmative. 

Platt,  B.  :  The  patentee  claimed  under  his  patent,  for  him- 
self and  his  licencees,  the  exclusive  use  of  carburet  of 
manganese  in  any  process  whereby  iron  is  converted  into  cast 
steel. 

The  substance,  of  which  he  has  so  claimed  the  exclusive  use 
in  an  improved  manufacture  of  cast  steel,  was  a  well-known 
chemical  body,  having  a  distinctive  appellation  descriptive  of 
its  component  parts. 

Persons  of  humble  chemical  acquirements  would  know  that  Contempo- 
carburet  of  manganese  resulted  from  the  combination  of  oxide  «n«o«8  pre- 
of  manganese  with  carbon ;  and,  finding  by  experiment  that  carburet,  with 
the  constituent  parts  placed  together  in  a  crucible  with  iron  «>«lt»nff  of 
would  form  their  combination  before  the  iron  was  ready  for  infringement. 
their  united  action,  might  readily  hit  upon  the  expedient  of 
collecting  in  the  crucible  oxide  of  manganese,  carbonaceous 
matter,  and  the  steel,  submitting  the  whole  to  the  same  heat, 
and  thus,  while  the  fusion  of  the  steel  was  proceeding,  manu- 
facturing and  preparing  for  action  contemporaneously  in  the 
same  pot  the  carburet  of  manganese,  and  afterwards  continuing 
the  carburet  in  a  state  of  fusion,  and  using  it  while  in  that 
state  in  a  process  whereby  iron  was  converted  into  cast  steel. 

Was  there  evidence  of  such  a  state  of  circumstances  ?  Such 
evidence  appears  to  me  to  have  been  presented  by  the  testi- 
mony of  Thomas  Bevins,  Robert  Warrington,  John  Thomas 
Cooper,  Andrew  Ure,  and  William  Thomas  Brande.  Their 
testimony  concurred  to  establish  that  the  effect  of  introducing 
into  the  crucible  oxide  of  manganese  and  carbonaceous  matter 
with  the  steel  was  the  same  as  that  produced  under  Heath's 
patent ;  that  neither  the  carbonaceous  matter  nor  the  oxide  of 
manganese  alone  would  produce  the  desired  result  on  the  steel, 
and  that  in  the  operation  they  must  have  combined,  and  in 
their  combined  state  of  carburet  of  manganese  alone  produced 
that  result. 

If  instead  of  putting  into  one  crucible  the  carbonaceous 
matter,  the  oxide  of  manganese,  and  the  steel  together,  the 
plaintiff  in  error  had  first  submitted  to  the  action  of  heat  the 
carbonaceous  matter  and  the  oxide  of  manganese,  and  so  pro- 
duced the  combined  body,  carburet  of  manganese ;  and  in  a 
second  operation  used  this  carburet  on  the  improved  manufac- 
ture of  cast  steel,  that  second  operation  would  have  been  an 
infringement  of  the  patent. 

Does  it  become  less  an  infringement  because  Mr.  Unwin 
manufactures,  while  the  steel  is  undergoing  the  process  of 
fusion,  the  carburet  in  the  same  pot  ?  If  a  dyer  had  discovered 
that  the  use  of  sulphate  of  soda,  in  preparing  fluids  for  dyeing 
silken,  woollen,  or  cotton  fabrics,  improved  the  brilliancy  of 
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Atf^flbMMo/oQiQm,^  and  promoted  economy  in  the  exerdse  of  his  art;  and 
Maj  21, 1856.  the  invention  being  new,  he  obtained  a  patent  for  the  improve- 
ment;  could  any  other  person^  without  infringing  the  dyer's 
patent,  afterwi^rds  prepare  the  same  fluids  for  the  same  purposes, 
and  in  doing  so^  instead  of  adding  the  sulphate  of  soda»  add 
the  sulphuric  acid  and  soda  separately?     Could  he^say^tfaat 
although  true  it  is  that  my  result  i3  precisely  the  same^  yet  as  I 
mixed  with  the  fluid  soda  and  sulphuric  acid  sq»arately,  leaving 
them  to  the  consequences  of  th^ir  natural  affinities,  and  did  not 
use  both  together  in  their  combined  form  of  sulphate  of  soda, 
I  have  not  infiringed  the  right  of  the  patentee  under  his  patent  ? 
^^'^^ItodT       '^®  Court  of  Exchequer,  in  giving  thdr  judgment  in  Heath 
iMi«Mlof  itt«   V*  Unwiuy  aa  reported  in.  the  S02nd  and  SOSrd  pages  of  the 
~«**J^^  ISfli  volume  of  Meeson  and  Welsby's  Reports  {e),  after  observ- 
meiit  ing  that  the  specification  was  expressly  for  the  employment  of 

carburet  of  manganese,  seem  to  have  relied  on  the  putting  a 
certain  quantity  of  it  in  an  unmelted  state  into  the  crudble,  as 
being  the  particular  mode  of  using  it  in  pursuance  of  the  patent 
According  to  this  narrow  construction,  Unwin  would  not  have 
been  guilty   of  an  infringement  by  using  the  carburet,  pro- 
vided he  poured  it  in  a  mQl|»n  state  into  the  crucible  con- 
taining the  iron.    The  patent^  however,  as  explained  by  the 
specification,  cannot  be  so  limited.    The  use  of  the  carburet 
whetlier    introduced  into  the  crucible   in    an    unmelted   or 
in  a  molten  state,  or  actoaUy  composed  in  the  pot  containing 
the  steel,  would,  as  it  seems  to  me,  fall  equally  witiiin  liie  pro- 
tection of  the.  letters  patent,  which  granted  a  monopoly  of  the 
The  eorreeu     general  use  in  a  particular  branch  of  the  mannfttcture  of  sted. 
^klioMof  ^dquBatumem/acH  non  respmient  judkes  ;  ad  questUmem  legi$ 
science  for  the  nou  retpondefU  Jurator09.     It  was  not  for  the  judge,  but  for  the 
^^^*  jury,  to  decide  whether  the  deductions  of  chemical   science, 

•  warranted  by  investigation  and  experience,  were  the  results  of 

mere  conjecture,  or  were  so  justified  by  sound  reason^  applied 
to  the  consideration  of  Unwin's  mode  of  conducting  the  process 
of  converting  iron  into  cast  steel,  and  of  the  well-known  proper- 
ties of  the  bodies  selected  for  so  conducting  it,  as  to  enable  them 
safely  to  conclude,  that  Unwin  had  in  that  process  used  carburet 
of  manganese.  John  Thomas  Cooper  alone  of  all  the  witnesses 
used  the  word  "  conjecture.'*  But  in  what  sense  he  used  that 
word  appears  by  his  testimony.  In  his  examination-in-chief  he 
says,  ^^  I  agree  with  Mr.  Warrington  in  his  opinion,  that  the 
experiments  show  that  the  carburet  of  manganese  must  have 
been  first  formed  in  the  pot  where  the  steel  was,  and  that  then 
the  carburet  of  manganese  entered  into  alloy  with  the  sted.'' 
An4  on  his  cross-examination,  he  says,  '^  I  should  condude, 

(u)  Ante,  226-7. 
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iJiat  carburet  of  manganese  is  formed  as  a  substance  before  it  is  Qpiniofu  of 
mixed  with  the  steely  and,  as  st^on  as  it  is  formed,  the  alloy  of  '**v*'' 
the  carburet  of  manganese  takes  place  with  the  steel.  This  is  a 
conjecture.  It  is  impossible  to  say  how  it  could  be  otherwise. 
I  could  not  go  inside  the  pot  to  see  what  was  going  on."  And 
in  the  concluding  part  of  his  cross-examination,  he  further  says, 
''When  the  steel  is  melted,  the  melted  steel  is  heated  to  more  than 
enough  to  reduce  the  manganese  to  the  metallic  state,  the  state 
of  carburet;  and  as  soon  as  the  carburet  is  formed,  it  is  fluxed 
and  goes  into  the  steel ;  that  is  the  inference  I  should  draw, 
and  there  are  no  means  I  am  aware  of  from  whence  it  could 
otherwise  be  obtained.  The  manganese  must  be  melted  itself 
before  the  reduction  takes  place.  When  the  oxide  of  manga- 
nese is  put  into  the  pot  by  itself,  at  a  very  high  heat»  it  melts, 
and  in  its  melted  state  has  a  great  affinity,  if  I  may  so  term  it, 
for  the  earthy  matters  of  the  pot ;  and  they  will  fuse  together 
into  the  form  of  glass,  and  the  pot  is  either  cracked  or  cut 
through.  When  the  carbon  is  present,  the  carbon  takes  the 
oxigen  from  the  oxide  of  manganese,  the  manganese  is  reduced 
to  a  metallic  state,  or  a  state  of  carburet,  in  which  it  has  no 
action  wbatever  on  the  pot."  (/) 

Thus,  in  giving  his  testimony,  he  states  as  facts,  that  the 
carbon  of  the  tar  and  the  oxide  of  manganese  would  fuse  before 
the  steel ;  that  the  oxide,  unless  diverted  from  its  action  on  the 
pot,  would  break  it ;  that  the  oxide  did  not  act  upon  the  pot ; 
that  the  action  of  the  carbon  on  the  oxide  would  prevent  its 
doing  so,  and  that  the  mutual  action  of  the  carbon  and  the 
oxide  on  each  other  in  a  state  of  fusion,  would  elaborate  car- 
buret of  manganese.  Putting  together  these  facts,  and  adding 
to  them  the  identity  of  the  improvement  effected  in  the  cast 
steel  by  the  operation  of  Unwin,  and  by  the  operation  of  Heath, 
and  the  knowledge  that  the  use  of  carburet  of  manganese  abme 
had,  up  to  the  time  of  the  witness's  appearance  at  the  trial, 
effected  that  improvement,  any  one  acquainted  with  the 
rudiments  of  chemistry  would  reasonably  conclude,  that  the 
result  of  fusing  together  in  the  same  pot  carbonaceous  matter 
and  oxide  of  manganese  must  be  carburet  of  manganese ;  that 
in  Unwinds  operation  this  compound  body  was  ready  to  operate 
on  the  iron  as  soon  as  that  metal  was  melted,  and  was,  in  truth, 
then  used  in  the  process  of  converting  the  iron  into  cast  steel. 

The  patent  was  not  for  introducing  into  the  crucible  with  the  The  patent  for 
steel  any  certain  body  or  bodies,  or  such  body  or  bodies  in  a  J^®  ^bureT  ** 
prescribed  state,  but  for  tmng  the  carburet  of  manganese,  how-  when  in  a  state 
ever  formed,  in  the  process  of  the  contemplated  conversion.  *° 
The  use  really  begins  as  soon  as,  and  not  before,  the  carburet 


(/)  AfUe,  233-4. 
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^^L^iSr^  and  the  iron  are  both  in  a  state  of  fusion.  Whether  the  pUn- 
Maj  21, 1856.  tiff  in  exTor  directly  or  indirectly:  used  the  carburet  of  manganese 
in  a  process  whereby  iron  was  converted  into  cast  steel,  was 
surely  a  question  of  £eu^  The  affirmatiye  of  that  question 
seems  to  me  to  have  been  supported  by  the  testimony  of  the  wit- 
nesses to  whom  I  have  already  alluded. 

To  the  question,  therefore,  proposed  by  your  lordships, 
'^  whether^  looking  at  the  record  as  set  forth  in  the  joint 
appendix  to  the  printed  cases,  there  was  evidence  to  go  to  the 
jury,  that  the  plaintiff  in  error  was  guilty  of  an  infiringement  of 
the  patent  stated  in  the  declaration,  by  using  oxide  of  man- 
ganese and  carbonaceous  matter  in  the  manu&cture  of  cast 
steel,  in  the  manner  in  which,  according  to  his  admission  at  the 
trial,  he  did  use  them,''  I  answer,  in  conformity  with  the  opinion 
expressed  by  me  in  the  Exchequer  Chamber,  and  printed  in 
the  33rd  and  34th  pages  of  the  appendix,  that,  in  my  judgment, 
there  was  such  evidence. 
The  in?ention  Erlb,  J. :  My  answer  to  your  lordships'  question  is  in  the 
the  making.'of  affirmative.  The  patent  is  for  the  employment  of  carburet  of 
carburet  in  the  manganese  in  the  manufacture  of  cast  steel,  not  for  a  mode  of 
making  that  carburet,  and  there  is  evidence  to  prove  that  the 
defendant,  by  heating  the  elements  of  carburet  of  manganese 
with  iron,  formed  first  the  carburet  and  then  cast  steeL 

If  the  evidence  satisfied  the  jury  of  this  fact,  it  would  satisfy 
them  that  the  defendant  used  carburet  of  manganese  in  the 
manufacture  of  cast,  steel,  and  so  directly  infringed  the  patent 
Thus  there  was  evidence  for  the  jury  of  a  direct  infringement. 

Further,  I  am  of  opinion,  that  if  the  jury  were  not  satisfied 
that  carburet  of  manganese  was  formed  in  the  process  used  by 
the  defendant,  and  so  were  not  satisfied  of  a  direct  infringement, 
still  there  was  evidence  from  which  they  might  find  that  he  had 
indirectly  infringed  this  patent  for  the  use  of  a  substance  in 
a  process,  by  the  use  of  the  elements  of  that  substance  in  that 
process,  which  elements  were  known  to  be  equivalent,  chemi- 
cally, to  the  substance  itself  in  that  process. 

At  the  time  of  the  patent,  the  patentee  made  the  carburet  by 
heating  the  carbon  and  manganese  till  the  carburet  was  formed; 
he  then  used  the  carburet  by  heating  it  with  the  iron  till  the 
cast  steel  was  formed.  He  afterwards  discovered  that  if  these 
elements  of  the  carburet  were  heated  with  the  iron  the  same 
result  would  be  obtained,  and  one  heating  would  be  saved. 
He  communicated  the  effect  of  this  discovery  to  the  defendant 
by  selling  to  him  a  packet  containing  these  elements  of  the 
carburet  to  be  so  used.  And  the  patentee  knew  at  the  time  of 
the  patent  these  to  be  the  elements  from  which  he  formed  the 
carburet,  and  from  that  knowledge  was  induced  to  use  tiiese 
elements  as  equivalent  to  the  substance  mentioned  in  the  speci- 
fication.   There  is,  thus,  evidence  that  the  defendant  infringed 
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tlie  patent  by  tibe  use  of  the  elements  of  the  patented  substance,  opmums  of 
which  were  known  at  the  time  of  the  patent  to  be  equivalent  to  '**  '^^^^ 
that  substance. 

I  am  also  of  opinion,  that  a  patent  for  the  use  of  a  substance  a  patent  for 
in  a  process,  is  infringed  by  the  use  of  the  elements  of  that  ^f^  **^.* 
substance  known  to  be  equivalent  thereto  at  the  time  of  the  fringe/b/the 
use,  if  used  for  the  purpose  of  taking  the  benefit  of  the  patent  ""^  ^^^^  ^^ 
and  of  making  a  colourable  variation  therefrom.    Taking  the 
instance  put  in  the  argument  in  this  case  in  the  Exchequer,  if  a 
patent  was  for  the  use  of  soda  in  a  process,  and  by  subsequent 
analjrsis  sodium  and  oxygen  were  discovered  to  be  the  elements 
of  soda,  and  equivalent  thereto  in  the  jM'ocess  in  question,  the 
use  of  sodium  and  oxygen  in  the  patented  process  for  the  pur- 
pose of  being  equivalent  to  soda  in  that  process,  would  appear 
to  me  to  be  an  infringement,  although  the  analysis  of  soda  was 
subsequent  to  the  patent     In  like  manner,  if  the  discovery  had 
been  made  after  the  patent,  that  carbon  and  manganese  were 
elements  of  the  carburet,  equivalent  to  the  carburet  of  manga- 
nese in  the  patented  process,  the  use  of  diose  elements  in  that 
process   for  the  purpose  of  being  equivalent  to  the  carburet, 
would,  in   my  judgment,   be  a  colourable  variation,  and  an 
infringement.     On  these  grounds  I  answer  your    lordships' 
question  in  the  affirmative. 

Crbsswell,  J. :  My  lords,  looking  at  the  record  as  set  forth 
in  the  joint  appendix  to  the  printed  cases,  I  am  of  opinion  that 
there  was  evidence  for  the  jury  that  the  plaintiff  in  error  was 
guilty  of  an  infringement  of  the  patent  stated  in  the  declaration, 
by  using  oxide  of  manganese  and  carbonaceous  matter  in  the 
manufacture  of  cast  steel  in  the  manner  in  which,  according  to 
his  admission  at  the  trial,  he  did  use  them. 

The  plaintiff,  by  his  specification,  claimed  as  part  of  his 
invention  the  employment  of  carburet  of  manganese  in  pre- 
paring an  improved  cast  steel;  and  he  proposed  to  make  an 
improved  qusJity  of  cast  steel  by  introducing  into  a  crucible 
bars  of  common  blistered  steel,  broken  as  usual  into  fragments, 
or  mixtures  of  cast  and  malleable  iron,  or  malleable  iron  and 
carbonaceous  matter,  along  with  from  one  to  three  per  cent,  of 
their  weight  of  carburet  of  manganese,  &c.»  but  he  did  not 
claim  the  use  of  any  such  mixture  of  cast  and  malleable  iron  or 
malleable  iron  and  carbonaceous  matter,  but  only  ^  the  use  of 
carburet  of  manganese  in  any  process  for  the  conversion  of  iron 
into  cast  steel.'' 

It  was  admitted  on  the  trial  that  the  defendant  had,  since  the 
date  of  the  patent,  manufactured  cast  steel  by  using  oxide  of 
manganese  and  carbonaceous  matter  introduced  into  the  pot  at 
the  same  moment  with  the  steel,  and  several  scientific  witnesses 
gave  their  opinion  that  the  oxide  of  manganese  and  carbon-  . 

aceous  matter  so  introduced  would  first  form  a  carburet  of 
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In  ik$  HouM  manganese,  which  would  as  soon  as  formed  enter  into  combi- 
Uay  21, 1855.  i^&^on  With  the  Steely  and  that  the  oxide  of  manganese  would 
not  combine  with  the  steel  until  it  had  first  formed  a  caTfouiet 
by  union  with  the  carbonaceous  matter.  It  seems  to  me,  there- 
fore, that  there  was  evidence  for  the  jury  of  the  defendant 
haying  used  carburet  of  manganese  in  the  manufBc^nre  of  cast 
steel. 
Um  of  nib-  If  the  plaintiff  had  claimed  only  the  particular  method  of 

wurticalup^inc-  '^"^g  *  carburet  of  manganese  in  the  manufacture  of  steel, 
thod  dutinct.  which  is  described  in  his  specification,  I  should  have  thought 
that  the  process  adopted  by  the  defendant  had  not  infringed  his 
patent  right ;  but  his  claim  was  general  to  the  employment  of 
carburet  of  manganese  in  preparing  an  improved  cast  steel, 
although  he  also  described,  as  indeed  he  was  bound  to  do,  the 
mode  in  which  he  proposed  to  use  it.  The  claim  being  genend, 
and  the  evidence  in  support  of  the  action  tending  to  show  that 
the  defendant  had  used  carburet  of  manganese  in  the  manufac- 
ture of  steel  by  causing  it  to  be  first  form^  in  the  pot  and 
afterwards  mixed  with  the  steel,  I  think  the  case  is  not  one 
where  an  equivalent  has  been  used,  but  the  thing  itself ;  and  if 
the  thing  itself  was  used,  although  the  defendant  was  not  aware 
of  it,  he  has  still  infringed  the  patent. 

In  Stevens  v.  Keating  {g)y  it  appears  that  the  plaintiff  took 
out  a  patent  for  making  cement  by  uniting  gypsum  with  an 
acid  and  an  alkali;  the  defendant  made  cement  by  unitmg 
gypsum  with  borax.  It  was  discovered  that  borax  was 
composed  of  an  acid  and  an  alkali,  and  Lord  Cottenham 
held  that  the  use  of  it  was  therefore  an  infringement  of  the 
patent. 

And,  in  the  case  of  Neilson  and  others  t.  Harford  and 
others  (A),  Mr.  Baron  Parke  used  this  language :  ^'  If  the 
specification  is  to  be  understood  in  the  sense  claimed  by  the 
plaintiffs,  the  invention  of  heating  the  air  between  its  leaving 
the  blowing  apparatus  and  its  introduction  into  the  furnace  in 
any  way  in  any  close  vessel  which  is  exposed  to  the  action  of 
heat,  there  is  no  doubt  that  the  defendant's  machinery  is  an 
infringement  of  that  patent,  because  it  is  the  use  of  air  whidi 
is  heated  much  more  beneficially,  and  a  great  improvement  upon 
what  would  be  the  machine  constructed  by  looking  at  the  speci- 
fication alone ;  but  still  it  is  the  application  of  heated  air  heated 
in  one  or  more  vessels  between  the  blowing  apparatus  and  the 
furnace." 

So  in  the  present  case,  the  claim  made  and  specified  by  the 
plaintiff  below  is  '^the  use  of  carburet  of  manganese  in  any 
process  whereby  iron  is  converted  into  steel,''  and  is  not  limited 


iff  J  Ante,  179.  (A)  1  Pat.  C.  310. 
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to  tbe  precise  mode  of  using  it  described  in  the  specification ;  opmiotu  tf 
fJiere  was  evidence  for  the  jury  that  the  defendant  below  had  ***  *^^' 
iised  (although  in  a  more  beneficial  manner)  carburet  of  man- 
ganese in  a  process  whereby  iron  was  converted  into  steel, 
and  therefore  that  the  patent  of  the  plaintiff  below  had  been 
infringed.  I  cannot  distinguish  the  principle  upon  which  the 
cases  cited  on  this  point  proceeded  from  that  which  is  involved 
in  this  case.  I  feel  therefore  bound  to  say^  that  in  my  judg- 
ment there  was  evidence  for  the  jury  tiiat  the  plaintiff  in 
error  was  guilty  of  an  infringement  of  the  patent  right  of  the 
plaintiff  below. 

WiOHTMAN,  J. :  Upon  a  careful  reconsideration  of  this  case, 
I  have  not  found  any  reason  that  has  appeared  to  me  suffi- 
cient to  alter  the  opinion  upon  it  which  I  have  already  expressed 
in  the  Court  of  Exchequer  Chamber.  I  am  tiierefore  of 
opinion,  as  before,  that  ^^  looking  at  the  record  as  set  forth  in 
the  joint  appendix  to  the  printed  cases,  there  was  evidence  for 
the  jury  that  the  plaintiff  in  error  was  guilty  of  an  infiringe- 
ment  of  the  patent  stated  in  the  declaration,  by  using  oxide 
of  manganese  and  carbonaceous  matter  in  the  manufacture  of 
cast  steel,  in  the  manner  in  which,  according  to  his  admission 
at  the  trial,  he  did  use  them.'^  And  for  my  reasons  for  arriving 
at  this  conclusion,  I  beg  permission  to  refer  to  the  opinion  I 
have  already  given  in  the  court  below  (t);  to  which  I  have 
nothing  to  add. 

Mauls,  J. :  My  lords,  I  am  of  opinion  that  there  was  not 
evidence  for  the  jury  that  the  plaintiff  in  error  was  guilty  of 
an  infringement  of  the  patent  by  using  oxide  of  manganese 
and  carbonaceous  matter  in  the  manufacture  of  cast  steel,  in 
the  manner  in  which,  according  to  his  admission  at  tlie  trial, 
he  did  use  them. 

That  part  of  the  plaintiff's  invention,  the  infringement  of 
which  is  complained  of,  is  in  effect  described  in  the  specifi- 
cation as  a  method  of  making  an  improved  quality  of  cast 
steel,  by  introducing  into  a  crucible  the  ordinary  materials 
from  which  cast  steel  is  produced,  ^^  together  with  f^om  one  to 
three  per  cent,  of  their  weight  of  carburet  of  manganese,''  the 
rest  of  the  process,  melting,  &c.,  being  the  same  as  that  in  com- 
mon use  for  making  cast  steel.  The  specification  then  proceeds 
to  disclaim  as  part  of  the  invention  the  use  of  such  ordinary 
materials,  and  restricts  the  claim  to  ^^  the  use  of  carburet  of 
manganese  in  any  process  for  the  conversion  of  iron  into 
cast  steel." 

The  act  complained  of  as  an  infringement*  is  the  use  of 
oxide  of  manganese  and  carbonaceous  matter  by  putting  them 


(t)  AnU,  241-2. 
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ill  the  floKM  into  the  pot  or  crucible  with  the  ordinary  materials,  and  Ihea 
M*y2i'*i856.  <^^^^cting  the  process  in  the  known  and  usual  manner.  The 
question  whether  this  is  an  infringement  depends  on  whether 
Med inU»r'  *^®  defendant  can  properly  be  said  to  have  used  carburet  of 
senae  in  which  manganese  in  the  sense  in  which  the  use  of  that  substance  is 
dimSl  by  the  *^**"°^®^  "^7  ^^^  patentee,  that  is,  either  in  the  precise  manner 
patentee.  described  by  him  in  his  specification,  or  in  any  manner  sub- 
stantially the  same* 

It  was  contended  for  the  defendant  in  error  (the  plaintiff 
below)  that  the  process  of  the  defendant  below  was  substsn^ 
tially  the  same  as  that  of  the  plaintiff  below.  Lfoddog  at  the 
two  processes  as  above  described,  without  reference  to  any 
evidence  respecting  them,  there  would  be  no  doubt  that  the 
defendant  below  had  not  infringed  the  patent.  The  plaintiff 
claimed  the  use  of  carburet  of  manganese,  the  defendant  used 
oxide  of  manganese  with  carbonaceous  matter,  very  different 
substances  from  the  carburet  of  manganese  both  in  respect  of 
their  chemical  character  and  their  price — ^the  defendant  pro- 
ducing the  same  result  at  a  much  cheaper  rate  than  the 
plaintiff. 

But  several  witnesses  were  called  for  the  plaintiff  who  gave 
evidence  of  their  opinion  that  carburet  of  manganese  was  farmed 
in  the  defendant's  process  before  the  steel  melted.  They  appear 
to  have  inferred  this  from  the  result  of  these  two  processes 
being  the  same ;  and  from  the  fttct  that  carbon  and  manganese^ 
tiie  substances  of  which  carburet  of  manganese  is  a  combina- 
tion, are  present  in  the  carbonaceous  matter  and  the  oxide  of 
manganese,  though  in  combination  with  other  substances,  and 
particularly  (as  regards  the  oxide  of  manganese)  with  oxygen, 
certain  decompositions  and  combinations  taking  place  during 
the  process  which  resulted  in  the  production  of  carburet  of 
manganese  before  the  conclusion  of  the  process.  Whether 
Evidence  of  the  this  be  a  correct  theory  is  not  now  in  question.  There  was 
€um°^t  n^~  certainly  evidence  such  as  should  have  been  submitted  to  a 
of  auBecon-  jxxTy  of  the  formation  of  the  carburet  of  manganese  in  the 
fringement.  '  defendant's  process,  if  that  would  show  that  the  defendant  had 
used  carburet  of  manganese  so  as  to  infringe  the  patent ;  but 
it  appears  to  me  that  on  the  assumption  that  carburet  of  man- 
ganese was  formed  in  the  defendant's  process  in  the  manner 
described  by  the  witnesses,  there  was  no  use  of  carburet  of 
manganese  by  the  defendant  so  as  to  constitute  an  infringement 
of  the  patent. 

The  whole  process  of  the  plaintiff,  so  far  as  it  is  new,  consists 
in  putting  carburet  of  manganese  into  the  pot  with  the  usual 
articles  from  which  cast  steel  is  produced ;  and  the  whole  of  the 
defendant's  process  consists  in  a  similar  use  of  a  mixture  of 
carbonaceous  matter  and  oxide  of  manganese.  All  the  rest 
of  both  processes  consists  in  treating  the  substances  operated 
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on  in  the  way  commonly  lued  by'  mannfactorers  of  cast  opkumu  ^ 
steel.  It  seems  to  me  that  a  person  employing  the  defen-  **«  J«*««. 
dant's  process  cannot^  with  any  propriety,  be  said  to  haye  osed^ 
or  have  had,  or  possessed,  any  carburet  of  manganese, — any 
carburet  of  manganese  which  he  has  or  uses  is,  according  to  the 
theory  of  the  witnesses,  which  must  be  supposed  to  be  true, 
formed  and  mixed  in  a  fluid  state  among  the  substances  in  a 
crucible  at  a  great  heat.  Whether  it  could  possibly  be  extri- 
cated in  a  separate  state  firom  the  crucible  does  not  appear,  but 
it  is  certain  diat  in  the  defendant's  process  no  carburet  of  man- 
ganese is  put  into  the  pot  and  none  taken  out. 

It  may  be  remarked  that  the  defendant's  process  does  not 
consist,  as  it  sometimes  has  been  assumed  to  do,  of  putting 
into  the  crucible  two  simple  substances,  which  in  their  combi- 
nation would  produce  carburet  of  manganese,  but  is  of  a  much 
more  complicated  description,  and  according  to  the  evidence, 
particularly  that  of  Mr.  Cooper  and  Mr.  Ure,  oxide  of  manga- 
nese by  itself  would  be  destructive :  when  melted,  it  would 
combine  with  the  earth  of  the  crudble  or  pot  and  form  a  glass, 
and  so  make  holes  in  the  crucible  and  render  it  unserviceable ; 
and  the  oxygen  of  the  oxide  would  also  destroy  the  steel  by 
combining  with  it  and  converting  it  into  an  oxide  of  iron ;  but 
when  the  oxide  of  manganese  is  accompanied  by  carbonaceous 
matter  the  mischief  is  prevented  by  means  of  the  whole  of  the 
oxygen  of  the  oxide  combining  with  the  carbon  in  the  carbon- 
aceous matter  and  being  carried  off  in  the  form  of  oxygen  gas, 
so  that  there  is  no  melted  oxide  to  combine  with  the  earth  of 
the  pot,  and  no  oxygen  to  combine  with  and  oxydize  and  spoil 
the  steel ;  but  the  metal  of  the  oxide,  that  is,  the  manganese, 
combines  with  some  of  the  carbon,  and  then  acts  on  the  steel 
in  the  same  manner  as  if  carburet  of  manganese  had  been  intro* 
duced  at  the  beginning  of  the  process.     Supposing  this  theory 
to  have  been  formed  by  the  inventor  of  the  defendant's  process, 
and  to  have  led  him  to  it,  he  would  have  formed  a  very  bold 
and  ingenious  conjecture,  and  when  experiment  proved  that 
the  result  was  such  as  was  expected,  it  would  show  him  to  have 
discovered  a  valuable  process,  much  more  valuable  than  and 
totally  different  from  that  of  putting  carburet  of  manganese 
into  the  pot.    The  theory  shows  why  and  in  what  manner  the 
defendant's  process  produces  the  same  result  as  the  plaintiff 's, 
by  indicating  a  series  of  decompositions^  and  new  combinations 
taking  place  in  a  certain  order  after  the  defendant  has  done  all 
that  the  novelty  of  his  process  consists  of.    This  theory  may 
account  for  the  identity  of  the  results,  but  does  not  show  that  identity  of  re* 
they  are  arrived  at  by  the  same  process  j  and  certainly  fails  jyj^  ^\^°"^^' 
to  prove  the  identity  in  form  or  substance  of  what  the  defen-  tity  of  procett.. 
dant  does  when  he  puts  oxide  of  manganese  and  carbonaceous 
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In  the  Bourn    matter  in  the  pot^  with  what  the  plaintiff  does  when  he  pats 

Sto^f'isss.  ^'^'^^c*  ^^  manganese  into  it. 

Parkb^  B.:  In  answer  to  the  question  proposed  by  your 

lordships^  I  have  to  say  that  in  my  opinion  there  was  no 

evidence  of  infiringement,  to  be  submitted  to  the  jnry. 

Evidence  of  It  must  be  assumed,  in  answering  the  question,  that  the  bill 

carbaret,  bat    of  exceptions  States  sufficient  evidence  for  the  jury,  viz.,  the 

"^n  the"*^    opinions  of  scientific  persons,  that  carburet  of  manganese  was 

meaniog  of  the  formed  in  the  process  of  melting  in  the  crucible,  and  then 

specification,     combined  with  the  steel  in  a  state  of  fusion ;  and  the  question 

is,  whether  this  is  such  a  use  of  carburet  of  manganese  in  the 

manufacture  of  cast  steel  as  to  be  within  the  specification. 

This  depends  upon  the  meaning  of  that  specification. 

If  it  meant,  as  argued  at  your  lordships'  bar,  to  comprise 
every  method  of  making  cast  steel,  so  that  carburet  of  man- 
ganese in  any  state  or  condition  shoidd  be  present  during  the 
process,  there  would  be,  doubtless,  evidence  of  an  infringement 
of  the  patent.  Whether  such  a  specification  would  be  good, 
as  describing  sufficiently  such  a  patent  right,  or  whether  a 
patent  could  be  granted  for  such  a  right,  is  another  question, 
not  necessary  to  be  considered  in  answering  your  lordships' 
question.  But  I  am  of  opinion  that  the  patent,  as  explained 
by  the  specification,  is  not  so  extensive. 

The  language  of  the  specification,  in  the  part  on  which  this 
question  arises,  is  as  follows : — ^lastly, ''  I  propose  to  make  an 
improved  quality  of  cast  steel  by  introducing  into  a  crucible, 
bars  of  common  blistered  steel,  broken,  as  usual,  into  fragments, 
or  mixtures  of  cast  and  malleable  iron,  or  malleable  iron  and 
carbonaceous  matters,  along  with  from  one  to  three  per  cent 
of  their  weight  of  carburet  of  manganese,  and  exposing  the 
crucible  to  the  proper  heat  for  melting  the  materials,  which 
are,  when  fluid,  to  be  poured  into  an  ingot  mould  in  the  usual 
manner ;  but  I  do  not  claim  the  use  of  any  such  mixture  of 
cast  and  malleable  iron,  and  carbonaceous  matter,  as  any  part 
of  my  invention,  but  only  the  use  of  carburet  of  manganese  in 
any  process  for  the  conversion  of  iron  into  cast  steel."  And 
then  it  proceeds,  fourthly,  to  claim  **  the  employment  of  carburet 
of  manganese  in  preparing  an  improved  cast  steel.'' 
The  patent  for  It  is  clear,  in  my  opinion,  that  the  patent,  explained  by  the 
lltatTof  «r*  specification,  is  for  the  use  of  the  metallic  substance  «Jled 
buret.  carburet  of  manganese  already  formed  by  a  previous  process 

(whether  by  the  same  person  who  manufactures  the  steel,  or 
bought  by  him  from  another,  as  an  article  of  commerce,  is 
immaterial),  a  tangible  substance  existing  in  the  state  of  carburet 
of  manganese,  and  i^pable  of  being  weighed  as  such,  before  it 
is  placed  in  the  crucible.  It  is  for  the  use  of  such  a  substance 
only. 
The  plaintiff  in  error  has  certainly  not  used  any  carburet  of 
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manganese^  so  understood^  in  any  way  directly  or  indirectly.  Opmiom  of 
He  has  used  materials  which,  during  the  process^  are  to  be  ^^^  2^1855. 
assumed  to  form^  for  a  time^  a  substance  in  a  state  of  fusion 
foraied  of  carbon  and  manganese,  and,  therefore,  "properly 
termed  carburet  of  manganese ;  but  that  is  not  the  use  of  such 
carburet  of  manganese^  nor  in  such  a  state,  as  is  intended  by 
the  specification,  and  which  alone  the  plaintififs  patent  protects. 

This  the  specification  distinctly  expresses.  The  substance  is 
pointed  out,  and  the  mode  of  using  it,  by  putting  a  certain 
quantity,  by  weight,  of  that  substance  in  an  unmelted  state 
into  the  crucible.  It  is  impossible  to  express  the  intention  of 
the  patentee  in  more  distinct  words.  I  am,  therefore,  clearly 
of  opinion,  that  there  is  no  evidence  of  a  direct  invasion. 

And  I  think,  also,  that  there  is  no  evidence  of  an  indirect 
infringement  of  the  patent.  There  was  certainly  no  intention 
to  inutate  the  patented  invention,  for  it  is  not  stated  that  the 
defendant  knew,  nor  does  it  appear  that  any  one  knew,  before 
the  patent,  nor  indeed  before  the  alleged  infringement,  that  the 
mixture  of  oxide  of  manganese  and  coal  tar  would,  in  the  course 
of  fusion,  form  carburet  of  manganese,  and  in  that  state  com- 
bine with  the  steel. 

In  delivering  the  judgment  of  the  Court  of  Exchequer  in  a  ^**'*{K"  °' 
former  stage  of  this  case  {k),  I  stated  the  opinion  of  the  court  immaterial  on 
to  be,  that  there  could  be  no  indirect  infringement  if  the  defen-  infri**"emenu  ^ 
dant  did  not  intend  to  imitate  at  all.   That  part  of  the  judgment 
has  been  since  justly  objected  to,  in  Stevens  v.  Keating  (/),  and 
no  doubt  we  were  in  an  error  in  that  respect.    There  may  be 
an  indirect  infringement,  as  well  as  a  direct  one,  though  the 
intention  of  the  party  be  perfectly  innocent,  and  even  though 
he  may  not  know  of  the  existence  of  the  patent  itself.     But 
though  this  position  be  erroneous,  I  am  still  of  opinion  that 
there  was  no  indirect  infringement  of  the  plaintiff's  patent. 

The  patent  being  for  the  use  of  the  substance,  carburet  of 
manganese,  and  the  mode  described  being  the  putting  into  the 
crucible  a  definite  quantity  of  that  substance  with  the  steel,  it 
would  be  an  indirect  infringement  to  use  that  substance  in  a 
separate  distinct  state,  before  or  after  the  steel  and  carbonaceous 
matter  were  put  in,  or  in  a  subsequent  part  of  the  process. 
There  is  no  evidence  of  mch  an  infringement. 

But  I  am  clearly  of  opinion,  that  the  use  of  oxide  of  manga- 
nese and  coal  tar,  in  the  manner  adopted  by  the  defendant 
below,  still  less  by  the  use  of  highly  carburetted  steel,  is  no 
indirect  infringement.  If  it  were  an  indirect  infringement  of 
this  patent  to  use  known  chemical  equivalents,  I  think  there  is 
no  evidence  of  such  an  infringement,  in  the  proper  signification 
of  these  words. 


(k)  Ante,  15.  (/)  Ante,  179 ;  13  Simons. 
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In  ih0  House  I  entirely  agree  with  the  opinion  expressed  by  my  brothen 
Maysi!  1855.  Alderson  and  Coleridge  (m),  in  dehyering  their  judgment  in  the 
June  19,  1854.  Exchequer  Chamber  in  this  case. 

Specifrcationto  fhc  Specification  must  be  read  as  persons  acquainted  with 
ing  to  know-  '  the  subject  would  read  it  at  the  time  it  was  made ;  and  if  it 
ledge  at  the  could  be  construed  as  containing  any  chemical  equivalents^  it 
New'equiva-  ™^®^  ^  •"^^  *•  ^^  known  to  such  persons  at  that  time;  but 
lenu  are  new  those  which  are  not  known  at  the  time  as  equivalents^  and 
inventions.  afterwards  are  found  to  answer  the  same  purpose^  are  not  in- 
cluded in  the  specification.    They  are  new  inventions. 

Now,  there  is  no  evidence  whatever,  that  oxide  of  manganese 
and  carbon  were  known  at  the  time  of  the  specification  (which, 
I  agree  with  my  two  learned  brothers  Alderson  and  Coleridge  (n), 
is  the  true  time  to  be  looked  to,  and  not  the  time  of  the  use  of 
them)  to  be  an  equivalent,  for  the  purposes  of  the  process,  to 
the  use  of  carburet  of  manganese,  or  that  they  would  form 
carburet  of  manganese  at  that  stage  which  appears  to  have 
been  essential  to  the  operation,  and  have  the  same  e£fect,  or  in 
the  relative  quantities,  as  stated  in  the  specification.  In  order 
to  form  evidence  of  an  infringement  of  the  patent,  it  was  essen- 
tial to  prove  such  knowledge  by  competent  persons  at  the  time 
of  the  patent,  and  not  since.  All  this  is  a  subsequent  discovery, 
for  which  the  plaintiff  below  might  have  taken  out  a  patent, 
but  it  is  not  included  in  this  patent* 

I  will  add,  that  even  if  the  use  of  oxide  of  manganese  and 
carbon  were  known  to  be  a  chemical  equivalent  at  the  time  of  the 
specification,  I  think  that  this  specification  would  not  include  it, 
for  the  mode  of  use  is  confined  to  the  particular  substance, 
carburet  of  manganese,  in  an  unmelted  state,  and  consequently 
that  there  would  have  been  no  infringement.  But  assuming  it 
to  have  been  unknown  at  the  time  of  the  patent,  I  think  it  dear, 
it  is  not  one.  In  order  to  make  it  so,  it  was  essential  for  the 
plaintiff  below  to  have  shown,  not  merely  that  it  is  now  known 
to  chemists  that  the  substances  form  tiie  substance  the  subject 
of  the  patent,  but  that  it  was  so  at  the  time  of  the  specification. 
I  am,  therefore,  clearly  of  opinion,  that  there  was  no  evidence  of 
infringement  to  be  submitted  to  the  jury. 

Alderson,  B.  :  My  lords,  I  have  already  given  my  opinion 

in  this  case,  as  it  appears  in  the  report  of  the  case  in  the  court 

below  (o).     I  entertain  the  same  opinion  still,  and  have  no 

reasons  worthy  of  your  lordships'  attention  to  support  that 

opinion,  in  addition  to  those  which  I  have  already  given. 

Right  under  a       PoLLOCK,  9.  B. :   In  answcr  to  the  question  proposed  by 

patent  limited   y^^^j.  lordships  to  the  judges,  I  am  of  opinion,  that,  looking  at 

tion  made  to     the  record  as  set  forth  in  the  joint  appendix  to  the  printed 


(m)  Ante  243-5.  (n)  Jbid.  (o)  Ante,  245. 
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cases,  there  was  no  evidence  for  the  jury  that  the  plaintiff  in  Opiniona  of 
error  was  guilty  of  an  infringement  of  the  patent  stated  in  the  \^^  2^^1855. 
declaration,  by  using  oxide  of  manganese   and  carbonaceous  public  in  and 
matter  in  the  manu&cture  of  cast  steel,  in  the  manner  in  which,  °^  specification. 
according  to  his  admission  at  the  trial,  he  did  use  them. 

The  first  question  that  presents  itself  is.  What  is  the  plaintiff's 
invention  ?  What  has  he  discovered  ?  or  rather.  What  invention, 
discovery,  or  process,  is  protected  by  the  patent?  To  solve 
this^  we  must  look  at  the  title  and  specification  of  the  patent. 
Strictly  speaking,  nothing  is  protected  by  the  patent  that  is  not 
found  in  the  specification  either  directly  expressed  in  terms,  or 
reasonably  to  be  inferred  from  what  is  so  expressed,  by  persons 
skilled  in  the  subject  to  which  the  patent  relates.  The  right  of 
the  plaintiff  does  not  turn  upon  the  extent  of  his  claim,  but 
upon  the  communication  made  to  the  public  as  to  the  mode  of 
accomplishing  his  object,  and  he  has  no  right  to  claim  anything 
but  that  which  he  has  communicated  to  the  public,  however  large 
in  point  of  language  his  claim  may  appear  to  be. 

The  title  of  the  present  patent,  like   most  others,  merely  Specificatioa 
states  in  very  general  terms  to  what  subject  it  relates,  and,  as  ^!lte'  ^^* 
usual,  communicates  as  little  as  possible  beyond  that  matter. 
It  is  in  the  specification  (which,  while  it  creates,  also  limits  the 
rights  of  the  patentee  under  the  patent)  that  we  must  look  for 
the  true  extent  of  those  rights. 

The  present  invention  has  four  parts;   but  it  is  with  the 
fourth  alone  that  we  have  to  deal,  and  upon  which  any  question 
arises.     That  is  stated  in  the  specification  to  be,  ^'  Fourthly. 
The  use  of  carburet  of  manganese  in  any  process   whereby 
iron  is  converted  into  cast  steel.''    This  statement  does  not  in 
my  opinion  give  to  the  patentee,  as  some  of  my  learned  brothers 
seem  to  think,  the  exclusive  right  of  using  carburet  of  manga-  ^ge  of  car 
nese  in  any  and  every  possible  process,  or  in  any  and  every  buret  limited  to 
mode  of  using  it,  in  order  to  convert  iron  into  cast  steel;  but  it  a^^overed*  ac- 
only  gives  to  the  plaintiff  such  an  exclusive  right  as  regards  cording  to  8tat« 
such  process  or  processes  as  he  afterwards  describes,  declares,  ^^  the^date^f 
and  makes  known  for  the  benefit  of  the  public,  and  such  other  ^e  patent. 
similar  processes  as  are   reasonably  within  the    description, 
according  to  the  then  state  of  knowledge ;  also,  he  is  protected 
against  fraudulent  imitations,  or  evasions  of,  or  substitutions  of 
equivalents  in  his  process  or  processes  as  specified.     And  the 
process  he  gives  to  the  public,  and  which  is  the  process  pro- 
tected by  the  patent,  is  mixing  from  one  to  three  per  cent,  of 
carburet  of  manganese  with  fragments  of  common  blistered  steel, 
or  mixtures  of  cast  and  malleable  iron,  &c.  &c. 

Now  the  defendant  does  not  use  carburet  of  manganese  at 
all.  He  seeks  to  obtain  the  result  by  a  process  not  the  same  as 
the  process  stated  in  the  specification.  It  is  not  described 
there,  and  it  is  not  to  be  inferred  from  the  description  that  it  is 
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^  tA4B<mM  of  to  be  found  there  according  to  the  then  state  of  knowledge  at 
May  31, 1855.  ^^^  ^^^  ^^  ^^®  patent.    There  is^  therefore,  clearly  no  direct 
infringement  of  the  patent. 

Then,  is  there  any  fraudulent  imitation,  or  evasion^  or  substi- 
tution of  a  chemical    equivalent,  so  as  to  create  an  indirect 
infringement  of  the  patent  ?     There  is  no  evidence  of  fraudulent 
infringement  or  evasion.     It  is  not  suggested  that  there  is  any 
such,  and  it  has  not  been  suggested  by  any  of  the  counsel,  that 
AH  eqaiTttenta  ^^^  ^^^^  ca^  ^  P^^  upon  that  ground.     And  as  to  the  substitu- 
known  at  the     tion  of  an  equivalent,  I  entirely  agree  with  my  brothers  Alderson 
an  within  the   &nd  Coleridge  (referring  to  their  judgment  as  given  in  the  Court 
patem.  Qf  Exchequer  Chamber),  that  the  patent  (as  explained  in  the 

specification)  covers  and  protects  not  only  the  process  actually 
specified,  but  any  process  with  chemical  equivalents  known  as 
such  at  the  date  of  the  patent,  not  chemical  equivalents  dis- 
covered afterwards,  for  this  would  be  giving  the  patentee  not 
only  the  benefit  of  his  own  discovery,  but  the  benefit  of  the 
discoveries  of  other  persons  subsequently  to  the  date  of  the 
patent.     The  process  used  by  the  defendant  was  not  known  as  a 
chemical  equivalent  at  the  date  of  the  patent.    If  it  was  known 
the  plaintiff  was  guilty  of  a  fraud  on  the  public  by  conoealizig 
it,  and  in  omitting  to  mention  it  as  a  better  and  cheaper  method 
of  accomplishing  his  object.     But  as  against  the  plaintiff  it 
must  be  taken  that  it  was  not  known,  and  indeed  the  evidence 
A  new  eqniva-  dearly  shows  that  it  was  not  known.    Then,  assuming  it  to  be 
a newdil?"***  a  chemical  equivalent  (which  after  all  is  only  matter  of  conjeo- 
ooveiy.  ture,  by  chemical  witnesses  speculating  what  may  occur  in  the 

inside  of  a  red-hot  crucible),  it  is  not  a  chemical  equivalent  that 
was  known  to  scientific  persons  at  the  date  of  the  patent,  aod 
it.  stands  therefore  on  the  footing  of  an  entirely  new  discovery, 
and,  therefore,  the  use  of  it  b  not  an  indirect  infringement  of 
the  plaintiff's  patent.  The  consequence  is,  there  is  no  evidence^ 
of  any  infringement  of  any  sort,  direct  or  indirect. 

I  would,  however,  add  (as  has  been  already  mentioned  by 
one  of  my  learned  brothers),  that  it  appears  to  me  a  very  incor- 
rect expression  to  speak  of  the  defendant's  process  as  die  sub- 
stitution of  a  chemical  equivalent.  The  defendant  does  not  use 
the  plaintiff's  process,  substituting  a  chemical  equivalent  for 
that  which  the  plaintiff  uses,  but  he  appears  to  me  to  use  a 
different  process  altogether. 
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Jalj  31,  1855. 


In  thb  Housb  of  Lords. 

July  31,  1855, 

Unwin  r.  Heath* 

Lord  Cranworth,  L.  C.  :  My  Lords,  this  case  arises  upon  a 
writ  of  error  brought  against  a  judgment  of  the  Court  of 
£xcbeqiier  Chamber,  by  which  that  Court  awarded  a  venire 
de  novo. 

The  defendant  in  error.  Heath,  who  was  the  plainti£f  below, 
brought  an  action  against  Unwin,  the  present  plaintiff  in  error, 
for  an  infringement  of  his  patent  llie  declaration  states  the 
grant  of  letters  patent  for  an  improvement  in  the  manufacture 
of  iron  and  steel.  The  patent  was  granted  upon  condition  of 
enrolling  the  specification  within  six  calendar  months,  and  the 
declaration  states  that  he  did  enrol  the  specification  accordingly. 
It  then  states  the  infringement  by  the  defendant  Unwin,  and 
claims  damages.  To  this  declaration  there  were  several  pleas. 
The  only  plea  that  we  need  consider,  is  the  plea  of  Mr.  Unwin, 
of  not  guilty,  that  is,  that  he  has  not  inifringed  the  letters 
patent. 

At  the  trial,  the  plaintiff  gave  in  evidence  the  specification  by 
which  the  plaintiff  claimed  as  part  of  his  invention,  as  follows : 
*'  Lastly,''  he  says,  ^'  I  propose  to  make  an  improved  quality  of 
cast  steel  by  introducing  into  a  crucible  bars  of  common  blis- 
tered steel  broken  as  usual  into  firagments,  or  mixtures  of  cast 
or  malleable  iron,  or  malleable  iron  and  carbonaceous  matter, 
along  with  from  one  to  three  per  cent,  of  their  weight  of 
carbiuret  of  manganese,  and  exposing  the  crucible  to  the  proper 
heat  for  melting  the  materials,  which  are,  when  fluid,  to  be 
poured  into  an  ingot  mould  in  the  usual  manner.  But  1  do  not 
claim  the  use  of  any  such  mixture  of  cast  and  malleable  iron,  or 
malleable  iron  and  carbonaceous  matter,  as  any  part  of  my 
invention,  but  only  the  use  of  carburet  of  manganese  in  any 
process  for  the  conversion  of  iron  into  cast  steel.''  The  ques- 
tion is,  whether  there  was  evidence  that  tiie  defendant  infringed 
that  part  of  the  plaintiff's  invention. 

Now  carburet  of  manganese  is  a  metallic  substance,  stated  by 
one  of  the  witnesses  to  be  of  the  value  of  7s.  or  8s.  per  pound. 
Specimens  were  produced  to  your  Lordships.  There  was  no 
evidence  that  this  substance  was  ever  used  by  the  defendant ; 
indeed  it  certainly  was  not.  But  there  was  evidence,  or  rather 
it  was  admitted  by  him,  that  he  used  oxide  of  manganese  and 
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JfiM«J7ottMo/ carbonaceous  matters.  The  admission  is  as^Uows:  *^Upon 
lSj3i  1866.  ^^®  *"^  ®^  *^®  ^^  issues,  it  was  admitted  between  the  plaintiff 
and  the  defendant,  that  since  the  date  of  the  patent  the 
defendant  had  manufactured  cast  steel  by  using  oxide  of  man- 
'  ganese  and  carbonaceous  matter  introduced  into  the  pot  at  the 
same  moment  with  the  steel;  the  said  three  ingredients,  oxide 
of  manganese,  carbonaceous  matters,  and  steel,  being  introduced 
all  at  once,  but  each  of  the  said  ingredients  being  at  the  time  of 
such  introduction  separate  and  apart  from,  and  not  in  combina- 
tion with,  any  of  the  others/'  The  question  is,  whether  this 
was  substantially  the  use  of  the  substance  described  in  llie  spe- 
cification as  carburet  of  manganese. 

The  evidence  showed,  that  carburet  of  manganese  was  pro- 
duced by  lining  melting  pots  with  ^charcoal,  mixing  oxide  of 
manganese  with  coal  tar,  then  putting  it  into  the  pot  and 
exposing  it  to  excessive  heat.  There  was  evidence  to  show  that, 
for  a  short  time  after  the  date  of  the  patent,  the  plaintiff  below 
used  the  carburet  of  manganese  in  the  manu&cture  of  steel  in 
the  mode  described  in  his  specification,  but  that  it  was  soon 
discovered  by  his  workmen  that  the  same  result  might  be 
obtained  by  using,  instead  of  the  carburet  of  manganese,  the 
substances  by  means  of  which  that  carburet  was  obtained ; 
f.  e.f  by  placing  in  the  melting  pot  together  with  the  steel, 
while  it  was  in  the  process  of  being  melted,  a  paste  made  with 
Liquid  carburet  coal  tar  and  oxidc  of  manganese.  The  evidence  went  further  to 
prodawMi  inthe  gjj^^^  ^^^^^  ^^  chemical  effect  of  this  use  of  the  paste  would  be 
to  generate  in  the  process  of  melting  carburet  of  manganese  in 
a  fluid  state,  which  would  then  unite  with  the  melted  or  melting 
*  steel,  and  so  produce  results  the  same  as  had  flowed  from  the 
use  of  the  solid  carburet.  The  witnesses  stated,  that  after  diis 
discovery  had  been  made  the  use  of  the  solid  metallic  carburet 
was  altogether  discontinued,  as  must  obviously  be  the  case,  the 
cost  of  a  pound  of  the  paste  being  only  about  three  farthings, 
and  the  process  being  therefore  at  once  far  less  expensive  and 
more  simple.  The  substances  which  the  defendant  admitted  he 
had  used,  that  is,  oxide  of  manganese  and  carbonaceous  matter, 
were  in  fact  the  same  as  the  paste  used  by  the  plaintiff,  and  the 
question  therefore  was,  whether  the  use  of  the  two  substances 
of  which  the  paste  was  composed  was  the  same  thing  as  the 
use  of  the  carburet. 

The  learned  judge  at  the  trial  held  that.it  was  not,  and 
therefore  directed  the  jury  that  the  evidence,  even  if  believed  by 
them,  would  not  entitle  the  plaintiff  to  a  verdict.  To  this  direc- 
tion the  plaintiff  excepted,  and  the  Bill  of  Exceptions  having 
been  argued  before  the  Court  of  Exchequer  Chamber,  four  out 
of  the  six  judges  by  whom  the  case  was  heard  disagreeing  with 
the  law  as  laid  down  at  the  trial,  the  exceptions  were  allowed, 
and  a  venire  de  novo  was  awarded. 
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The  defendant  below  then  brought  the  matter  by  writ  of  Judgment 
error  to  this  House.  And  the  question  was  elaborately  argued  "  ^  ' 
at  the  close  of  the  last  Session  of  Parliament  at  your  Lordships' 
bar,  when  we  had  the  benefit  of  the  assistance  of  eleven  of  Uie 
judges,  whose  opinions  have  been  printed  and  are  now  before 
your  Lordships.  Seven  of  the  judges  concurred  with  the  judg- 
ment of  the  Exchequer  Chamber,  and  four  disagreed.  Mr. 
Justice  Coleridge,  one  of  the  two  judges  who  were  in  the 
minority  in  the  Exchequer  Chamber,  was  not  present  at  the 
argument  in  this  house,  and  we  are  not  therefore  able  to  say 
whether  he  would  have  adhered  to  his  former  opinion  or  not. 
In  this  conflict  of  opinions  the  duty  devolves  upon  us  of  finally 
deciding  the  question. 

My  Lords,  I  confess  that,  after  anxiously  considering  the 
case,  my  judgment  coincides  with  that  of  the  minority  of  the 
learned  judges. 

The  invention  for  which  the  patent  was  granted  was,  accord-  The  precise 
ing  to  the  specification,  a  mode  of  '^  making  an  improved  PJ^^J^l"^ 
quality  of  steel  by  introducing  into  a  crucible  bars  of  common 
blistered  steel  along  with  from  one  to  three  per  cent,  of  their 
weight  of  carburet  of  manganese/'  It  is  certain  that  this  pro- 
cess was  not  adopted  by  the  defendant.  He  never  used  such 
a  substance  as  carburet  of  manganese  at  all.  And  if,  therefore, 
what  he  did  amounted  to  a  violation  of  the  patent,  it  must  be 
because  he  used  a  substance,  or  a  combination  of  substances, 
which  in  the  process  of  fusion  generated  carburet  of  manganese, 
so  that  he  indirectly  though  not  directly  used  the  substance  on 
the  use  of  which  the  plaintiff's  invention  was  founded. 

It  must,  I  think,  be  assumed,  that  in  the  course  of  the  pro-  Liquid  carburet 
cess  adopted  by  the  defendant,  carburet  of  manganese  in  a™»7*^"[|*™'*^ 
liquid  state  was  generated.    There  was  evidence  from  which  the  produced, 
jury  might  [reasonably  infer  such  to  be  the  case,  and  if  the  use 
of  substances  thus  producing  carburet  of  manganese  in  a  state 
of  fusion  was  a  violation  of  the  plaintiff's  patent,  the  learned 
judge  at  the  trial  ought  not  to  have  told  the  jury  as  he  did, 
that  there  was  no  evidence  on  which  they  could  find  a  verdict 
for  the  plaintiff. 

But  I  think  that  the  use  of  substances  thus  producing  car-  The  patent  for 
buret  of  manganese  in  a  state  of  fusion  was  no  violation  of  the  ^^n^^**'" 
patent    The  substance  for  the  use  of  which  (inter  alia)  the  solid  sute. 
patent  was  granted  was  a  solid  metallic  substance  capable  of 
being  broken  into  fragments  and  weighed;   so  that  certain 
definite  quantities  might  be  put  into  the  crucible  with  the  steel. 
There  is  no  evidence  whatever  tending  to  prove  that,  at  the 
date  of  the  patent,  it  was  known  to  persons  acquainted  with  the 
subject  of  manufacturing  steel,  that  coal  tar  and  oxide  of  man- 
ganese would  be  a  chemical  equivalent  for  the  carburet  of 
manganese  claimed  by  the  plaintiff.    Indeed,  it  is  obvious  that 
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In  ih9  Houte    the  discoveiy  of  such  an  equivalent  was  made  after  the  use  of 
Ialy3i/l855.  the  carburet  as  a  distinct  metallic  substance  had  been  some 
short  time  in  operation.     It  was  itself  a  most  valuable  dis- 
covery^ and  would  have  legitimately  formed  the  subject  of  a 
new  patent.     The  costly  nature  of  the  substance  claimed  in  the 
Sachprodac-    patent  might,  and  probably  would^  have  prevented  its  use  alto- 
•  ncw^^'!^*  gether.    And  if  at  the  date  of  the  specification  it  was  known  to 
▼ery;  if  not,     the  plaintiff  that  by  the  use  of  the  two  common  substances, 
25^  ^*''^°      well  known  in  commerce,  more  than  one  himdred  fold  cheaper 
than  carburet  of  manganese,  the  same  result  precisely  would  be 
obtained  as  by  the  use  of  that  material,  the  specification  would 
have  been  bad  as  not  truly  disclosing  the  invention. 
The  inTention       On  the  short  ground,  therefore,  that  the  invention  claimed  ia 
pirtksulw  Kib-  ^^^  ^®  ^*®  ^'  ^  particular  metallic  substance,  namely,  carburet 
stance  in  defi-   of  manganese,  in  certain  definite  proportions,  according  to  the 
Sonfc™"^'      weight  of  the  steel  under  fusion,  and  that  no  such  substance, 
nor  any  equivalent  for  it,  known  to  be  such  at  the  date  of  the 
spedfication,  was  used  by  the  defendant,  I  tiiink  that  there  was 
no  evidence  of  infringement,  so  that  the  ruling  of  the  learned 
judge  at  the  trial  was  correct.    I  therefore  think  that  there 
ought  to  be  judgment  for  the  plaintiff  in  error,  and  I  shall  move 
your  Lordships  accordingly. 

Lord  Brougham  :  My  Lords,  in  this  case  the  question  was 
respecting  the  infringement  of  a  patent,  the  specification  of 
which,  taken  witii  the  patent  itself  (which  as  one  of  the  learned 
judges  observed,  generally  gives  as  little  information  as  possible, 
prior  to   the  specification),  showed  that  the  invention,  the  in- 
fringement of  which  is  complained  of  in  the  action  now  brought 
to  your  Lordships'  bar,  consists  of  exposing,  with  one  to  three 
per  cent,  of  their  weight  of  carburet  of  manganese,  fragments  of 
iron  in  a  crucible  at  the  proper  heat  for  melting  the  materials. 
And  the  disclaimer  of  the  patentee  states,  that  he  does  not 
'^  claim  the  use  of  any  such  mixture  of  cast  and  malleable  iron, 
or  malleable  iron  and  carbonaceous  matter,  as  any  part  of  his 
invention,  but  only''  (and  here  is  the  gist  of  the  invention 
specified)  ^^  the  use  of  carburet  of  manganese  in  any  process  for 
the  conversion  of  iron  into  cast  steel."  Then  he  proceeds  in  tlie 
last  place  to  claim  the  employment  of  carburet  of  manganese  in 
preparing  an  improved  cast  steel. 

The  question,  therefore,  is,  whether  there  was  here  evidence 
to  go  to  the  jury  of  an  infringement  by  the  defendant,  the 
plaintiff  in  error  here,  of  the  right  granted  by  the  patent,  by 
the  use,  not  of  carburet  of  manganese,  but  of  oxide  of  manganese 
and  carbon,  which  it  is  contended  was  eqidvalent  to  using  car- 
'  '.  buret  dC  mai^anese,  inasmuch  as  carburet  of  manganese  is 
''  Admitted  ^yoe  a  compound  of  carbonaceous  matter  (or  call  it 
.^^^carboi^aiHl  oxide  of  manganese  containing  manganese,  and 
^       clurbpy  whibked  to  that  oxide  of  manganese,  and,  uniting  with 
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